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DIGEST  OF  PATENT  CASES. 


ACCOUNT  OF  PROFITS. 

Account  of  profits  asked  for  by  saccessful  Plaintiffs.  The  Judge  objecting, 
order  made  by  consent  for  an  enquiry  as  to  what  would  be  a  proper 
sum  to  be  paid  to  the  Plaintiffs  by  way  of  royalty.  AUTOMATIC  COAL 
Gas  Retort  Co.,  Ld.  v.  The  Mayor,  Ac,  op  Salford,  p.  471. 

ACTION  TO  RESTRAIN  THREATS.    See  Threats  (Action  to  restrain). 

AGREEMENT  (CONSTRUCTION  OF).    See  also  License. 

True  construction  of  an  agreement  for  a  license  held  to  be  that  the 
Defendants  were  obliged  to  defend  the  patent  against  infringers,  and 
therefore  to  keep  the  patent  in  such  a  position  that  they  were  able  to 
do  so.  The  patent  having  lapsed  owing  to  the  failure  of  the  Defen- 
dants to  pay  the  proper  fees  :  Held  that  the  Plaintiffs  were  entitled  to 
recover  back  royalties  paid  since  the  lapse.    Lines  v.  Ushbr,  p.  306. 

AMENDMENT  OF  SPECIFICATION. 

See  PBBK9S  v.  DKKLBY,  p.  3,  and  ARMSTRONG'S  PATENT,  p.  747. 

6 


XTUl 

ANTICIPATION.     Sec    aUo    Infringement.— Subject  Matter.— Prior 

TJSER.—NOVELTY. 

1.  Patent  held  to  be  anticipated  by  prior  vlbbx.— Action  for  Infringe- 

ment,— Alleged  anticipation. — Patent  invalid. — In  1895,  Letters  Patent 
were  granted  to  J.  T.  D.  and  T.  D.  for  improyements  in  apparatns  for 
mannfactnring  confectionery.  In  1896,  an  action  was  commenced 
against  the  Defendants  for  infringement.  The  Defendants  denied  the 
validity  of  the  patent  on  the  ground,  among  others,  that  the  alleged 
invention  was  anticipated  by  prior  user.  Held^  that  the  invention  had 
been  anticipated,  and  the  action  was  dismissed  with  costs,  DuTTON 
AND  DUTTON  V.  BRIBRLY  AND  BOWDBN  BROTHERS,  p.  685. 

2.  A  patent  for  improvements  in  screw  propellers,  the  essence  of 

which  consisted  in  forming  the  blades  with  a  double  curve,  held 
anticipated  by  a  blade,  with  a  double  curve  (slightly  different) 
made  under  a  prior  Specification — Patent— Action  for  infringe- 
ment.— Anticipation. — Prior  icser. — Patent  invalid. — Petition  for  revo- 
cation.— Application  for  leave  to  apply  to  amend  Specification. — 
Application  refused. — Patent  revoked. — Appeal.  —Stay  of  proceedings. — 
Patents,  Ac.  Act,  1888,  Sections  18  and  19,  and  Patent  Rules,1890,  rr.  74 
and  80. — Y.,  the  owner  of  a  patent  for  improvements  in  screw  propellers, 
the  essence  of  which  consisted  in  forming  the  blades  with  a  double 
curve,  brought  an  action  for  infringement  against  A.,  and  also  presented  a 
petition  for  revocation  of  a  subsequent  patent  of  A.  for  improvements 
in  propelling  apparatus  for  ships  or  vessels,  alleging  that  such  apparatus 
was  a  colourable  imitation  of  the  Plaintiff's  invention.  The  defendant 
denied  the  validity  of  the  Plaintiff's  patent,  infringement,  and  that  his 
apparatus  was  a  colourable  imitation,  and  alleged  that  the  Plaintiff's 
invention  was  not  new,  and  had  been  previously  published  by  prior 
Specifications  and  prior  user.  At  the  hearing,  the  Defendant  applied 
for  leave  to  make  an  application  to  amend  his  Specification.  Held,  by 
Kekeivich,  J.,  in  the  action,  that  the  Plaintiff's  invention  was  antici- 
pated by  a  blade  with  a  double  curve  (though  the  curve  was  slightly 
different)  made  under  a  prior  Specification,  and  judgment  was  given 
for  the  Defendant,  with  costs.  Held,  by  Kekewich,  J.,  on  the  petition, 
that  the  Defendant's  patent,  even  if  amended,  would  be  clearly 
anticipated  by  the  Plaintiff's  patent,  and  leave  to  apply  for  amendment 
was  refused,  and  the  patent  was  revoked,  but  a  stay  of  the  order  granted 
if  the  Defendant  appealed.  The  Plaintiff  in  the  action  and  the 
Respondent  to  the  petition  both  appealed.  On  the  hearing  of  appeals, 
both  decisions  of  Kekeivich,  J.,  were  affirmed,  and  both  appeals  were 
dismissed,  the  costs  of  the  appeals  to  be  set  off ;  but  on  the  application 
of  the  Defendant  a  stay  of  proceedings  was  directed  in  the  event  of  an 
appeal.  Section  19  of  the  Patents,  &c.  Act,  1883,  gives  a  discretion  to 
the  Judge  who  hears  the  action  or  tries  the  petition,  and  the  Court  of 
Appeal  will  not  interfere  with  the  exercise  of  such  discretion.  Where 
on  a  petition  for  revocation  of  a  patent  an  order  for  revocation  is  made, 
the  Court  can  stay  execution  of  the  order  pending  an  appeal,  unless  it 
clearly  be  wrongly  exercised.  Yatbs  v.  Armstrong  and  re 
Armstrong's  Patent,  p.  747. 

3.  Alleged  anticipation  held  not  made  out.    John  White  v.  Bertrams, 

Ld.,  p.  735. 

4.  A  patent  for  improvements  in   feeding  oil  for  lighting  and 

heating    held    not    anticipated  by  a  prior  Specification.— 

Action  for  infringement  of  patent. — Alleged  invalidity. — Paper  antici- 
pation,— In  1887,  a  patent  was  granted  to  D.  and  F.  for  improvements 


in  feeding  oil  for  lighting  and  heating.  In  December  1895,  an  action 
was  brought  by  the  Patentees  and  their  sole  licensees  for  infringement 
of  this  patent  against  S.,  who  denied  iQfringement,  and  put  in  issue  the 
validity  of  the  patent,  but  solely  on  a  paper  anticipation,  viz.,  R.'s 
Specification  of  1872.  Held^  that  the  patent  was  not  anticipated  by  R.'s 
Specification,  and  judgment  was  given  for  the  Plaintiffs.  DBFBIBS 
AND  Febny  v.  Sherwood  and  Sons,  p.  313. 

5.  Anticipation    held    to    be    made    ont.     SiDDELBT    v.    THB    LONDON 

Hygienic  Ice  Co.,  Ld.,  p.  514. 

6.  Anticipation  held  to  be  made  out.    Mageb  v,  Tangtbs,  Ld.,  p.  255. 

7.  Alleged  anticipation  held  not  be  made  out.    Adamant  Stonb  and 

Paving  Co.,  Ld.  v.  The  Corporation  of  Liverpool,  p.  11. 

8.  Alleged  anticipation  held  not  to  be  made  out.     PNEUMATIC  Tyrb 

Co.,  Ld.  v.  The  East  London  Rubber  Co.,  p.  77. 

9.  Paper  anticipations.    SteDBFRlBS  AND  Pebny  v.  SHERWOOD  AND  SONS, 

p.  313. 


APPEAL. 


1.  Fresh   evidence. — Action  for  infringement  of  patent — Judgment  at 

trial  declaring  patent  invalid  on  amount  of  anticipation  by  a  previous 
machine. — Appeal. — Motion  for  leave  to  addtice  fresh  emdence  as  to 
anticipating  machine. — Leave  refused, — Appeal  dismissed. — B.  and  B.- 
brought  an  action  against  S.  for  infringement  of  patent.  S.  set  up  the 
invalidity  of  the  patent.  At  the  trial,  W.  gave  evidence  for  the  Defen- 
dant. On  cross-examination,  he  deposed  as  to  the  manufacture  and 
sale  of  a  particular  machine,  not  mentioned  in  the  Particulars  of 
Objections,  which  machine,  as  described  by  him,  anticipated  the 
Plaintiffs^  patent.  The  Plaintiffs  did  not  ask  for  an  adjournment,  and 
the  Judge  held  the  patent  invalid  on  this  anticipation.  The  Plaintiffs 
appealed,  and  applied  for  leave  to  adduce  fresh  evidence  on  the  appeal 
as  to  this  machine,  which  they  alleged  they  had  discovered  since  the 
trial,  and  had  found  not  to  be  such  a  machine  as  described  by  W.,  and 
not  to  be  an  anticipation  of  their  patent.  Heldy  that  leave  to  adduce 
fresh  evidence  be  refused,  and  the  appeal  was  dismissed,  with  costs. 
Barcroft  and  Barcroft  v.  Smith,  p.  172. 

2.  Leave  to  adduce  further  evidence  on  appeal  will  not  be  granted  on  the 

ground  that  some  of  the  witnesses  in  the  Court  below  were  in  a  con- 
spiracy, when  there  is  no  evidence  of  such  conspiracy.  Hagqurmagher 
V.  Watson  Todd  and  Co.,  p.  638. 

3.  Functions  of  Appellate  Courts  when  invention  is  found  by  Court 

below. — There  is  no  presumption  that  the  Court  of  Appeal  or  the 
House  of  Lords  ought  not  to  interfere  with  what  the  Judge  of  first 
Instance  has  done  ;  but  the  Appellate  Court  on  appeal  from  a  Judge, 
where  both  fact  and  law  are  open  to  appeal,  is  bound  to  pronounce 
such  judgment  as,  in  their  view,  ought  to  have  been  pronounced  by 
the  Lower  Court ;  and  it  is  not  within  the  Appellate  Court's  com- 
pettace  to  say  that  they  would  have  pronounced  a  different  judgment 
if  they  had  been  judges  of  first  instance,  but  that  because  the  Judge 
has  pronounced  a  particular  judgment  they  will  £^her^  to  his  decision. 
J(iBi(MA|^  V.  Thierry,  p.  116, 
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ASSIGNEE. 

Assignees  of  a  patent  may  petition  for  prolongation,  bat  are  not  placed  on 
the  same  favourable  footing  as  the  Patentee.  HOPKINSON'S  P ATHlSTT,  p.  5. 

CERTIFICATE  AS  TO  PARTICULARS  OF  BREACHES. 

1.  Certificate  granted.    Adamant  Stonb  and  Paving  Co.,  Ld.  v.  The 

Corporation  of  Liverpool,  p.  23. 

2.  Certificate  granted.    Badische  Anilin  UNO  SODA  Fabrik  v.  Johnson 

AND  Co.  AND  Basle  Chemical  Works,  Binsohedler,  p.  223. 

3.  Certificate  granted.    Defries  and  Fbeny  v.  Sherwood  and  Sons, 

p.  323. 

4.  Certificate  granted.    AUTOMATIC  CoAL  GAS  RETORT  Co.,  Ld.  v.  The 

Mayor,  &c.,  of  Salford,  p.  472. 

5.  Certificate  granted.    BROOKS  v.  Lampluqh,  p.  620. 

CERTIFICATE  AS  TO  PARTICULARS  OF  OBJECTIONS. 

1.  Certificate  granted.     ADAMANT  STONE  AND  PAVING  Co.,  Ld.  v.  The 

Corporation  of  Liverpool,  p.  23. 

2.  Certificate  granted  (with  the  exception  of  one  or  two  of  the  objections 

which  were  not  referred  to)  as  to  all  the  objections,  including  those 
relating  to  abandoned  patents.    Brooks  v,  Steele  and  Currie,  p.  46. 

3.  Certificate  granted  as  to  all  particulars.    Ribkmann  v.  Thierry,  p.  122. 

4.  Certificate  reserved.    Aktibbolaget  Separator  v.  The  Dairy  Out- 

FIT  Co.,  p.  487. 

5.  Certificate  refused,  where  Plaintiffs  discontinued  after  defence,  on  the 

ground  that  the  Court  had  no  materials  to  enable  it  to  judge  whether 
the  particulars  were  reasonable  or  not.  WiLCOX  AND  OlBBS  SEWING 
Machine  Co.  v.  Janes  Brothers,  p.  523. 

6.  Certificate  granted  as  to  four  objections  and  also  as  to  part  of  the  fifth. 

Haggenmacher  v.  Watson  Todd  and  Co.,  p.  365. 

7.  Certificate  granted.    Maxim-Nordenfelt   Guns    and    AMMUNITION 

Co.,  Ld.  v.  Anderson,  p.  386. 

8.  Certificate  granted  as  to  one  patent  which  was    abandoned   by  the 

Plaintiffs  at  the  trial.    Brooks  v.  Lamplugh,  p.  620. 

9.  Certificate  granted.    Haws  v.  Harding  and  Sons,  p.  643. 

10.  Certificate  granted.     DUTTON  AND  DUTTON  v.  Brierly  AND  BOWDEN 

Brothers,  p.  695. 

11.  Certificate  granted  as  to   some  of  the  Objections.     Badische  Anilin 

UND  Soda  Fabrik  v.  La  Socii^Tife  Chimique  des  Usines  du  RndNS 
AND  Wilson,  p.  892. 

12.  Certificate  granted.    Monn^t  v.  Beck,  p.  850. 
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13.  Time  for  granting. — I  do  not  think  the  Court  is  of  necessity  bound 
to  make  a  certificate,  if  it  is  a  proper  case,  at  the  trial  only  ;  it  may  do 
it  at  any  time,  but  it  can  only  do  it  when,  by  reason  of  some  applica- 
tion having  been  made  to  it,  or  some  sort  of  procedure  having  been 
taken  before  it  in  reference  to  the  patent,  the  Court  comes  to  the 
conclusion  that  it  knows  sufficient  of  the  case  to  be  able  to  make  a 
certificate.  In  the  present  case,  I  have  no  such  materials.  There 
is  nothing  in  the  present  case  to  enable  me  to  make  a  certificate  ; 
as  I  have  said,  it  would  not  be  right,  and  it  would  not  be  a 
proper  course  to  pursue.  In  my  judgment,  it  would  be  a  bad  pre- 
cedent, in  a  case  like  this,  where  the  case  has  never  come  before  the 
Court  at  all  before  this  application,  to  enter  into  a  sort  of  half-trial  of 
the  action  in  order  to  see  whether  or  not  these  Particulars  of  Objections 
are  reasonable.  Per  Rombr,  J.  Wilcox  and  GibbS  Sbwino 
Machine  Co.  v.  Janes  Brothers,  p.  524. 

CERTIFICATE    OF    VALIDITY    OF    PATENT     HAVING     COME     IN 
QUESTION. 

1.  Certificate  granted.      ADAMANT  STONE  AND  PAVING  Co.,  Ld.  v.  The 

Corporation  of  Liverpool,  p.  23. 

2.  Certificate  not  given  twice  over.  The  Pneumatic  Tyre  Co.,  Ld.  v.  The 

East  London  Rubber  Co.,  p.  104.    Sott  v.  The  Hull  Steam 
Pishing  and  Ice  Co.,  Ld.,  p.  147. 

3.  Certificate  granted.    Scott  v.  Hamling  &  Co.,  Ld.,  p.  142. 

4.  Certificate  granted.    Defries  &  Feeny  v  Sherwood  &  Sons,  p.  323. 

5.  Certificate  granted.  Automatic  Coal  Gas  Retort  Co.,  Ld.  v.  The 

Mayor  &c.  of  Salford,  p.  472. 

6.  Certificate  granted.     Maxim  Nordbnfelt  Guns  and  Ammunition 

Co.,  Ld.  v.  Anderson,  p.  386. 

7.  Certificate  granted  as  to  3  patents.    Brooks  v.  Lamplugh,  p.  620. 

8.  Certificate  granted.    SUNLIGHT  INCANDESCENT  Gas  Lamp  Co.,  Ld.  i;. 

The  Incandescent  Gas  Light  Co.,  Ld.  and  others,  p.  776. 

9.  Certificate  granted.    PNEUMATIC  TYRE  Co.,  Ld.  AND  OTHERS  v.  The 

IxioN  Patent  Pneumatic  Tyre  Co.,  Ld.,  p.  875. 

10.  Certificate  granted  with  liberty  to  apply.  Badische  Anilin  UND  Soda 
Fabrik  v.  La  Soci&t^  Chimique  des  Usines  du  RndNE  and 
Wilson,  p.  892. 

CLAIM.    See  also  Specification  (Construction  of). 

Combination  claim. — A  Patentee  is  not  bound  in  a  combination  claim  to 
distinguish  between  new  and  old  parts  in  the  combination.  Hookham 
V.  Johnson,  p.  558. 

CONSTRUCTION.    See  Specification  (Construction  op). 
Costs. 

1.  Costs  of  issnes.— Costs  of  the  issue  of  validity  given  to  the  Plaintiff, 
and  the  costs  of  the  issue  of  infringement  to  the  Defendants.  No 
general  costs.    Scott  v.  Hamling  and  Co.,  Ld.,  p.  123. 
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Sk  Special  order  as  to  costs.    Badischb  Anilin  UND  Soda  Fabrik  v.  LA 

SOCIETE  CHIMIQUB  DBS  USINBS  DU  RHoNB  AND  WiLSON,  p.  891. 

3.  Amendment. — Plaintiffs  given  all   costs  of   and  occasioned  by    the 

Defendants  by  an  application  in  the  course  of  the  trial  to  amend  the 
particulars  of  objection,  and  all  costs  thrown  away  by  reason  of  such 
amendment  being  made  late.  Badischb  Anilin  und  Soda  Fabrik 
V.  La  SociAtS  Ohimiqub  dbs  TJsines  du  R.h6nb  and  Wilson, 
p.  892. 

4.  Where  judgment  was  given  for  Defendants,  who    had  raised  certain 

defences  which  did  not  succeed,  but  were  held  to  have  lengthened  the 
trial,  the  Taxing  Master  was  directed  to  tax  as  if  the  Defendants  had 
succeeded  upon  everything,  but  to  give  his  allocator  for  two-thirds  of 
the  sum  so  arrived  at.    Monnbt  v.  Beck,  p.  850. 

5.  Security  for  costs. — In  an  action  for  infringement,  a  foreign  Plaintiff 

paid  money  into  court  as  security  for  costs.  The  Plaintiff  succeeded 
in  his  action,  but  the  security  was  ordered  to  be  left  in  the  hands  of 
the  Court,  the  Defendant  undertaking  to  appeal  within  14  days,  and  to 
pay  4  per  cent,  on  the  money.  Badischb  Anilin  und  Soda  Fabrik 
V.  Johnson  and  Co.  and  Basle  Chbmical  Works  Bindschbdlbr, 
p.  223. 

6.  Shorthand  Notes. — The  costs  of  the  printed  shorthand  notes  allowed. 

Pneumatic  Tyre  Co.,  Ld.,  and  others  v.  The  Ixion  Patent 
Pneumatic  Tyre  Co.,  Ld.,  p.  875. 

7.  Special  Order. — Made  in  action  when  Plaintiffs  succeeded  on  validity 

and  Defendants  on  infringement.  Pneumatic  Tyre  Co.,  Ld.,  and 
OTHERS  V.  The  Ixion  Patent  Pneumatic  Tyre  Co.,  Ld.,  p.  875. 

8.  Where  in  an  action  for  infringement  of  a  patent  against  two  Defen- 

dants, one  of  whom  undertook  to  keep  an  account,  while  the  other 
had  retired  from  business  and  was  not  threatening  or  intending  to 
infringe,  a  motion  for  an  interlocutory  injunction  Mled  and  the  costs 
of  the  motion  were  awarded  to  the  Defendants  in  any  event.  DuNLOP 
Pneumatic  Tyre  Co.,  Ld.,  and  The  Pneumatic  Tyre  Co.,  Ld. 
V.  T.  H.  Stone  and  H.  Corser,  p.  263. 

9.  General  costs  of  the  action  given  to  the  Plaintiff,  except  the  costs  of  a 

patent  abandoned  by  the  Plaintiff  at  the  trial,  which  were  given  to  the 
Defendants.    Brooks  v.  Lamplugh,  p.  620. 

10.  Higher  Scale.— Higher  scale  costs  refused.  Maxim-Nordenfelt 
Guns  and  Ammunition  Co.,  Ld.  v.  Anderson,  p.  386. 

11.  Section  29  (6)  of  the  Patents,  &c.  Act,  1883,  does  not  take  away  the 
jurisdiction  of  the  Court  to  give  the  costs  of  the  issue  of  validity  to  an 
unsuccessful  Plaintiff.  Sunlight  Incandescent  Gas  Lamp  Co., 
Ld.  v.  The  Incandescent  Gas  Light  Co.,  Ld.,  and  others, 
p.  757. 

12.  Patents  held  valid  but  not  infringed.    Defendants  given  the  general 

costs  of  the  action ;  Plaintiffs  the  costs  of  the  issue  as  to  TOlidity. 
Sunlight  Incandescent  Gas  Lamp  Co.,  Ld.  v.  The  Incandescent 
Gas  Light  Co.,  Ld.,  and  others,  p.  757. 

13.  Plaintiff  in  two  actions  for  infringement  of  the  same  patent,  which  was 
found  valid,  only  allowed  one  set  of  costs  of  the  issue  of  validity. 
Scott  v.  The  Hull  Steam  Fishing  and  Ice  Co.,  Ld.,  p.  146. 
Scott  v.  Hamling  and  Co.,  p.  123. 
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14.  Petition  for  Prolongation.— One  set  of  costs  of  several  objectors. 
HoPKiNSON's  Patent,  p.  5. 

li>.  Motion  for  leave  to  continue  proceedings  for  amendment 
pending  a  petition  for  revocation  of  a  patent.— Leave  granted, 
but  costs  reserved.— Patent,  as  amended,  ultimately  held 
invalid.— Costs  of  motion.— Patents,  Ac.  Acf^^  1883,  Section  19,— 
In  an  action  for  infringement  of  a  patent,  the  first,  third,  fourth,  and 
fifth  claims  were  held  invalid  at  the  trial,  and,  on  appeal,  the  decision 
as  to  the  third,  fourth,  and  fifth  claims  was  affirmed.  The  Patentee 
applied  to  amend  his  Specification  by  striking  out  Claims  3,  4,  and  5, 
and  slightly  altering  Claim  1.  The  Defendant  presented  a  petition  for 
revocation  of  the  patent,  and  the  Patentee  moved  for  leave  to  continae  his 
proceedings  for  amendment.  Leave  was  granted,  and  the  Specification 
was  amended  as  proposed.  The  petition  was  proceeded  with,  and,  at 
the  hearing,  both  Claims  1  and  2  was  held  invalid.  On  appeal,  the 
Court  of  Appeal  affirmed  this  decision  as  to  Claim  1,  and  held  Claim  2 
was  good.  The  House  of  Lords  affirmed  this  decision.  The  Petitioner 
then  moved  that  the  costs  of  the  motion  for  leave  to  continue  the 
proceedings  for  amendment  might  be  paid  to  the  Petitioner.  Held, 
that  on  the  one  hand  the  application  to  amend  had  succeeded  in 
procuring  the  amendment,  and  as  on  the  oi^er  hand  the  amendment 
had  failed  to  render  the  patent  valid  and  was  therefore  useless,  no 
costs  should  be  given.    Pbrkbs  v.  Dbblby,  p.  3. 

DELAY.    See  Intbrlooutory  Injunction. 
DISCONPORMITY.    See  Variance  and  Infringement,  No.  8. 

ESTOPPEL. 

1.  By  former  decision. — A  petition  was  presented  to  obtain  the  revocation 

of  a  patent  for  improvements  in  machines  for  lasting  the  uppers  of 
boots  and  shoes,  the  validity  of  which  had  been  upheld  in  an  action 
for  infringement  against  the  Petitioner.  The  grounds  of  the  petition 
were  that  the  patent  was  anticipated  by  another  specification  and  an 
abridgement  of  another  specification,  not  brought  forward  in  the 
previous  action,  and  that  the  claim  of  the  patent  in  the  previous 
action  had  been  given  so  wide  a  construction  that  it  covered  parts  of 
those  specifications.  Held,  that  the  claim  attacked  was  for  the  general 
construction,  combination,  and  arrangement  of  certain  parts  of  a 
machine,  that  there  was  no  estoppel  by  the  former  decision  to  prevent 
the  Patentee  contending  that  his  arrangement  was  not  identical  with 
the  prior  patents,  and  that  the  patent  was  not  anticipated  by  either 
of  the  alleged  anticipations.    Lewis  ano  Stirckler's  Patent,  p.  24. 

2.  Of  licensor  who  has  accepted  royalties.— A  patentee  is  estopped 

from  denying  the  validity  of  an  assignment  of  a  licence  where  he  has 
accepted  royalties  from  the  assignee  subsequently  to  the  assignment. 
Lawson  v.  Donald  Macphbrson  and  Co.,  Ld.,  p.  696. 

EVIDENCE.    See  also  Appeal. 

1.  Experimental  tests  in  chemical  cases.— In  chemical  cases,  test- 
tube  experiments  are  not  nearly  so  satisfactory  as  those  on  a  com- 
mercial scale.  A  chemical  patent,  dealing  with  very  subtle  and 
delicate  reactions,  is  entitled  to  the  benefit  of  being  tested  by  the 
results  of  its  working  in  the  hands  of  persons  not  merely  practised  in 
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chemistry  generally,  bat  having  acquired  familiarity  with  the  pro- 
cesses. Per  Wills,  J.  Badischb  Anilin  und  Soda  Fabrik  v. 
La  Soci*t6  Chimiqub  dbs  Usinbs  du  IIh6nb  and  Wilson, 
p.  891. 

2.  Farther  evidence  on  appeal.— At  the  trial  of  an  action  for  infringe- 

ment the  Defendant  set  up  invalidity  and  adduced  evidence  as  to  the 
manufacture  and  sale  of  a  machine  not  mentioned  in  the  particulars  of 
objections,  which  anticipated  the  PlaintiflPs'  machine.  The  Plaintiffs 
did  not  ask  for  an  adjournment,  and  the  Judge  held  the  patent  bad  on 
this  anticipation.  Held^  on  appeal,  that  leave  to  adduce  fresh  evidence 
should  not  be  granted.    Barcropt  AND  Barcroft  v.  Smith,  p.  172. 

3.  Expert  evidence  is  admissible  to  explain  technical  terms,  to  show  the 

practical  working  of  machinery  described  or  drawn,  to  point  out  what 
is  old  and  what  is  new  in  the  SpeciiScatiou,  and  to  show  the  particulars 
in  which  an  alleged  invention  has  been  used  by  an  alleged  infringer, 
and  the  real  importance  of  whatever  differences  there  may  be  between 
the  Plaintiff's  invention  and  whatever  is  done  by  the  Defendant. 
Brooks  v,  Stbblb  and  Currib,  p.  73. 

EXPERIMENTAL  USER. 

Instance  of  alleged  experimental  user  held  not  to  be  experimental.    ScOTT 
t;.  Thb  Hull  Stbam  Fishing  and  Icb  Co.,  Ld.,  p.  146. 

GRANT  OF  PATENT,  OPPOSITION  TO. 

1.  Grant  reftised  on  the  ground  that  the  claim  covered  matter 

which  had  formed  the  subject  of  previous  patents.— Opposition 
to  grant  on  the  ground  that  the  invention  had  been  patented  on  an 
application  of  prior  date.  Held^  by  Comptroller,  that  a  patent  be  sealed 
subject  to  (»ne  of  two  prescribed  amendments  being  made.  HeW^  on 
appeal,  by  the  Law  Officer,  that  the  Comptroller's  decision  be  reversed, 
and  that  a  patent  be  refused.  LUPTON  AND  Place's  Application, 
p.  261. 

2.  Grant  allowed.— Reference  to  concurrent  applications.— Opposi- 

tion to  grant  of  patent  on  the  ground  that  the  Complete  Spe<ntication 
described  or  claimed  an  invention  other  than  that  described  in  the 
Provisional  Specification,  and  that  such  other  invention  formed  the 
subject  of  an  application  made  by  the  Opponent  in  the  interval  between 
the  leaving  of  the  Provisional  Specification  and  the  leaving  of 
the  Complete  Specification.  Opposition  by  original  Applicant  to 
grant  to  original  Opponent  on  the  ground  that  the  invention 
had  been  patented  on  an  application  of  prior  date.  Principles  of 
references  to  concurrent  applications  discussed  but  not  decided. 
Gaunt's  Application  and  Grbbnhalgh's  Application,  p.  387. 

3.  Grant  allowed,  without  any  reference  to  prior  patent.— Opposi- 

tion to  grant  of  patent  on  the  ground  that  the  invention  had  be«n 
patented  in  this  country  on  an  application  of  prior  date.  The  Comp- 
troller General  was  of  opinion  that  a  specific  reference  to  the 
Opponent's  patent  should,  in  the  interests  of  the  public,  be  inserted  in 
the  Applicant's  Specification.  Held,  on  appeal,  by  the  Law  Ofificer, 
that  the  appeal  be  allowed,  with  costs,  and  that  a  patent  be  sealed 
without  any  reference.    MaR6  den's  Patent,  No.  2,  p.  174. 


4.  Principles  on  which  references  to  prior  patents  are  inserted  discDfised. 
Ibid. 

INFRINGEMENT. 

1.  Essence  of  Invention.— An  improved  tyre  for  bicycles  held  to 

be  infringed. — A ction  for  infringement —  Validity. — Anticipation. — 
Prior  grant. — Injunction. — Inquiry  as  to  damages, — Stay  of  pro- 
ceedings.— A  company,  the  owner  of  a  patent  for  bicycle  tyres,  brought 
an  action  for  infringement.  The  Defendants  denied  infringement,  and 
alleged  invalidity  of  Plaintiff's  patent  on  grounds  of  anticipation  and 
prior  grant.  Held,  that  the  patent  had  been  infringed,  and  was  valid  ; 
and  an  injunction  was  granted  and  an  inquiry  as  to  damages.  The 
Defendants  appealed.  Held,  that  the  Defendants  had  infringed,  and 
the  appeal  was  dismissed,  with  costs  ;  but  a  stay  of  the  injunction  was 
granted  for  three  weeks  on  the  Defendants  paying  the  sum  of  500^. 
into  Court.     The    North    British    Rubber   Co.,    Ld.    u.   The 

GORMULLY  AND  JEPPERY  MANUFACTURING  CO.,  p.  283. 

2.  Action  for  infringement  of  Patent.— Infringement  not  found.— 

Construction  of  Specification. — Expert  evidence. — Costs  of  Particulars 
of  Olrjections. — This  was  an  action  for  infringement  of  six  patents,  three 
of  which  were  subsequently  abandoned.  Of  the  three  patents  relied 
on,  the  first  was  for  the  base  f  rammg  of  a  bicycle  saddle  ;  the  object  of 
the  invention  was  to  produce  a  frame  as  light  and  strong  as  possible, 
and  was  attained  by  forming  from  four  wires  a  trussed  beam,  t.e., 
two  cantilevers  projecting  on  either  side  from  the  boss,  which  secured 
the  wires  together,  and  was  attached  to  the  L  ^^^  ^^  *^®  machine.  The 
second  patent  related  to  the  clamping  of  the  saddle  to  the  boss  and  the 
boss  to  the  pillar  by  a  single  nut,  and  the  essential  features  were 
rotating  washers  and  a  bolt  or  pin,  which  gave  a  tilting  adjustment  in 
one  operation.  The  third  patent  was  an  improvement  on  the  second, 
by  providing  means  for  gripping  the  frames  to  the  boss,  and  then 
separately  adjusting  the  boss.  The  Defendants  denied  infringement, 
and  alleged  various  objections  to  the  validity  of  the  Plaintiff's  patents, 
including  want  of  subject-matter.  The  Defendants*  saddle  had  no  base 
>  framing,  and  the  wires  had  coils  which  were  never  found  in  a  trussed 
beam  such  as  the  Plaintiff  described  in  his  first  patent.  Differences 
were  also  pointed  out  by  the  Defendants*  witnesses  between  *  the 
Defendants'  arrangement  and  the  second  and  third  of  the  Plaintiff's 
patents.  Held^  that  there  was  no  infringement.  The  question  as  to 
the  validity  of  the  patents  was  left  undecided.  With  the  exception  of 
one  or  two  of  the  objections,  which  were  not  referred  to,  a  certificate 
was  granted  as  to  all  the  particulars,  including  those  relating  to  the 
abandoned  patents.  The  Plaintiff  appealed.  The  Court  of  Ajypeal 
affirmed  the  decision  that  there  was  no  infringement,  and  dismissed  the 
appeal,  with  costs.  The  nature  of  the  invention  for  which  a  patent  is 
granted  must  be  ascertained  from  the  Specification,  and  has  to  be 
determined  by  the  Judge,  and  not  by  a  jury  or  by  any  expert  or  other 
witness.  This  rule  is  often  disregarded  in  examining  witnesses. 
Expert  evidence  is  admissible  to  explain  technical  terms,  to  show  the 
practical  working  of  machinery  described  or  drawn,  to  point  out  what 
what  is  old  and  what  is  new  in  the  Specification,  and  to  show  the 
particulars  in  which  an  alleged  invention  has  been  used  by  an  alleged 
infringer,  and  the  real  importance  of  any  differences  between  the 
Plaintiff's  invention  and  the  alleged  infringement.  BROOKS  v.  Steele 
AND  CURRIB,  p.  46. 
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3.  Patent  for  improvements  in  electricity  meteis.— Action  for 
infringement  of  patent. — Alleged  want  of  utility  and  subject  maUer. — 
Alleged  variance. — Alleged  insufficiency  of  Specification. — Alleged 
want  of  novelty  and  anticipation, — Alleged  prior  t^er. — Costs. — ^This 
was  an  action  for  infringement  of  a  patent  for  ^^Improvements  in 
'*  electricity  meters,  parts  of  which  improvements  are  also  applicable  to 
"  dynamo  electric  generators  and  motors."  The  Defendants  denied 
infringement,  and  alleged  that  the  invention  was  not  nsef  cd,  and  having 
regard  to  the  state  of  common  knowledge  was  not  subject-matter,  that 
the  Amended  Specification  described  matters  different  and  larger 
than  those  described  in  the  Provisional,  and  was  insufficient,  and  that 
the  invention  was  not  new,  and  had  been  anticipated  by  prior  publica- 
tion and  prior  user.  Held^  that  the  defence  was  not  made  out  and  that 
the  patent  was  valid  and  had  been  infringed.  An  injunction  was 
granted,  with  costs  on  the  higher  scale,  but  the  allocator  to  be  given 
for  three-fourths  of  such  costs.  Three  Counsel  were  certified  for. 
HooKHAM  V.  Johnson,  p.  525. 

4<  Patented  invention  for  using  a  beam  trawl,  which  has  a  sqnare- 
headed  net,  without  the  beam,  substituting  otter  boards  of  a 
special  character,  all  the  ropes  beinef  aflSxed  to  the  centre  of 
tne  boards  instead  of  to  the  top  and  bottom  of  the  tail  of  the 
board,  and  with  a  metal  bracket  as  a  fixed  point  of  attachment 
instead  of  ropes  as  previously  used ;  held  not  to  be  infringed  by 
the  Defendants,  who  had  not  used  the  central  attachment,  and 
had  only  used  metal  ropes  of  a  pliable  character,  which  were 
not  mechanical  equivalents  of  the  metal  bracket.— il(;^2(m /or 
infringement.  —  Alleged  anticipation. — Alleged  want  of  utility. — 
Alleg^  want  of  subject  matter. —  Validity  of  patent. — No  infringe- 
ment. — Costs  of  issues. — This  action  was  for  infringement  of  an 
invention  of  "  improvements  applicable  to  trawl  nets."  The  invention 
consisted  in  using  a  beam  trawl,  which  has  a  square-headed  net,  without 
the  beam,  substituting  otter  boards  (otter  trawls  and  beam  trawls  being 
the  two  kinds  of  trawls  used  in  sea  fishing)  of  a  special  character, 
all  the  ropes  being  affixed  to  the  centre  of  the  boards  instead  of  to  the 
top  and  bottom  of  the  tail  of  the  board,  and  with  a  metal  bracket  as  a 
fixed  point  of  attachment,  instead  of  the  ropes  previously  used.  There 
were  three  claims — for  the  combination,  for  the  metal  bracket,  and  for 
the  central  attachment.  The  Defendants  denied  infringement,  and 
alleged  that  the  invention  was  not  new  or  useful,  or  good  subject- 
matter,  and  that  it  had  been  anticipated  by  prior  user.  Held^  that 
there  was  no  anticipation  ;  that  the  Plaintiff's  improvements  required 
invention,  and  had  sufficient  utility,  though  not  great  utility,  to  support 
a  patent,  and  gave  the  public  a  useful  choice,  and  that  the  patent  was 
vidid  ;  and  as  to  infringement,  that  the  Defendants  had  not  used  the 
central  attachment ;  and  that,  though  metal  ropes,  if  so  practically 
rigid  as  to  be  a  mechanical  equivalent  of  the  metal  bracket,  might  be 
an  infringement,  the  Defendant  had  only  used  metal  ropes  of  a  pliable 
character,  which  were  not  so  stiff  as  some  hemp  ropes  which  had  been 
previously  used,  and  had  not  infringed.  The  costs  of  the  issue  of 
validity  were  given  to  the  Plaintiff,  and  the  costs  of  the  issue  of 
infringement  to  the  Defendants,  no  general  costs  being  given.  A 
certificate  of  validity  of  the  patent  having  come  in  question  was 
granted.    ScOTT  v.  Hamling  and  Co.,  Ld.,  p.  123, 

5.  Patented  invention  for  using  a  beam  trawl,  which  has  a 
square-headed  net,  without  the  beam,  snbstitnting   otter 
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boardfl  of  a  special  character,  all  the  ropes  being  affixed  to  the 
centre  of  the  boards,  and  with  a  metal  bracket  as  a  fixed  point 
of  attachment  instead  of  ropes  as  previously  used  held  to  be 
infringed  by  the  use  of  a  metal  post  placed  in  the  centre  of 
wire  ropes,  and  also  by  the  use  of  a  wooden  post  or  chock  of 
wood  similarly  placed,  the  post  or  chock  in  each  case  effecting 
a  rigid  attachment. — Action  for  infringement — Colourable  imita- 
Hon, — Infringement — Alleged  experimental  user, — Costs, — ^This  was 
an  action  for  infringement  of  the  patent  sued  upon  in  the  last  men- 
tioned case  of  Scott  v.  Hamling  and  Co.  The  Pleadings  were 
similar  to  the  Pleadings  in  such  action,  but  the  infringement  was 
different.  It  was  agreed  that,  the  evidence  taken  in  the  other  action 
should  apply  to  this  action,  supplemented  by  any  further  evidence 
necessary.  Evidence  was  given  to  the  effect  that  the  Defendants  had 
constructed  and  used  a  fishing  apparatus  similar  to  the  Plaintiff's,  with 
the  difference  that,  instead  of  the  metal  bracket,  which  gave  a  rigid 
attachment,  they  had  substituted  (t)  a  metal  post  placed  in  the  centre 
of  the  wire  ropes,  and,  on  complaint  of  the  Plaintiff,  (2)  a  wooden  post 
or  chock  of  wood  similarly  plactd,  the  post  or  chock  in  each  case 
effecting  a  rigid  attachment.  The  Defendants  contended  that  their 
user  was  merely  experimental.  Held,  that  the  Defendants'  apparatus 
was  a  colourable  imitation  of  the  Plaintiff's  ;  that  the  Defendants'  user 
was  not  experimental,  but  it  was  not  a  case  were  an  injunction  was 
necessary,  and  nominal  damages  were  given.  ScOTT  v,  TlIB  Hull 
Stbam  Fishing  and  Ice  Co.,  Ld.,  p.  143. 

6.  A  proceBs  for  making  an  explosive  compound,  held  not  infringed, 
the  Defendants  not  using  the  same  materials  or  process.— 

Patent, — Action  for  infringement — Injunction  granted, — Motion  to 
commit  for  breach  of  injunction, — Infringement  not  found. — Motion 
dismissal. — This  was  an  action  for  infringement  of  a  patent  for  an 
explosive  compouod,  made  by  mixing  nitrate  of  ammonia,  a  solid, 
with  dinitrobenzine,  when  the  latter  was  liquefied  by  heat,  so  that, 
on  cooling,  the  latter  ingredient  formed  a  non-hygroscopic  coating 
round  the  former.  The  Defendants  made  an  explosive  formed  of 
nitrate  of  ammonia  and  dinitrobenzine  with  a  small  trace  of  chlorine. 
At  the  trial,  the  Defendants  called  no  evidence,  and,  relying  on  certain 
answers  of  the  Plaintiffs'  witnesses,  contended  that  the  Plaintiffs* 
invention  was  not  good  subject-matter.  The  Judge  held  that  there 
was  no  invention,  and  dismissed  the  action;  but,  on  appeal,  this 
decision  was  reversed  and  an  injunction  granted.  The  Defendants 
then  commenced  making  another  explosive,  using  nitrate  of  ammonia 
and  dinitrobenzine  as  before,  but  chloronaphthalene  to  the  amount  of 
2  per  cent,  of  the  whole  mixture  was  added  before  the  dinitrobenzine. 
The  Defendants  no  longer  used  sufficient  heat  to  create  fusion,  and  the 
mixture  of  the  chloronaphthalene  and  nitrate  of  ammonia  was  in  a 
viscous  condition,  and  only  partially  coated.  The  Plaintiffs  moved  to 
commit  the  General  Manager  and  the  Chairman  of  the  Defendant 
Company  for  breach  of  the  injunction.  Held',  that  the  Court  of 
Appeal  had  found  that  the  patent  was  not  for  the  result  simply, 
but  for  the  result  produced  in  the  manner  described  ;  that  the 
Defendants  did  not  use  the  same  materials  or  the  same  process  as 
the  Plaintiffs  and  probably  did  not  attain  the  same  result  in  that  it 
was  not  waterproof ;  and  that  they  had  not  infringed.  The  motion 
was  refused,  with  costs.  The  Plaintiffs  appealed.  Held^  by  the  Court 
of  Appeal,  that  the  Defendants  were  not  using  the  Plaintiffs*  process, 
or  a  colourable  imitation  thereof,  and  had  produced  a  result  which  was 
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not  the  same  as  the  Plaintiffs' ;  that  they  were  not  infringing,  and  that 
the  appeal  must  be  dismissed,  with  costs.  The  Plaintiffs  appealed  to 
the  House  of  Lords.  Heldy  that  the  patent  must  be  given  a  limited 
scope,  and  that  the  Respondents  had  not  infringed  it.  The  appeal  was 
dismissed.  The  Lancashire  Explosives  Company,  Ld.  v.  The 
RoBURiTE  Explosives  Company,  Ld.,  p.  303. 

7.  Patent  for  an  automatic  delivery  machine  sold  to  Plaintiflb ; 
subsequent  machines  made  by  Patentee  held,  upon  the  true 
construction  of  the  Specification,  not  to  be  infringements*— 

Patent  for  a  machine, — Agreement  by  Patentee  to  sell  to  a  Company, — 
Sales  of  machines  by  Patentee  prior  to  assignment, — Alleged  infHnge- 
ment  of  Gompany^s  rights, — U.,  the  Patentee  of  a  machine,  sold  his 
patent  to  a  Company,  but  did  not  execute  an  assignment.  He  then 
manufactured  certain  machines  which  the  Company  alleged  were  made 
according  to  the  patent,  and,  therefore,  infringeihents  of  their  rights. 
They  accordingly  brought  an  action  against  the  Patentee  claiming  an 
assignment  and  (among  other  things)  relief  on  the  basis  that  the 
Patentee's  machines  were  infringements  of  the  patent.  The  Patentee 
did  not  dispute  the  Plaintiffs'  right  to  an  assignment,  but  there  was 
a  question  as  to  the  form  of  the  assignment,  and  it  was  agreed  that  an 
order  should  be  made  directing  the  assignment  to  be  settled  by  the 
Judge  in  chambers,  and  the  only  question  left  for  the  decision  of  the 
Court  was  whether  the  Defendant's  machines  were  infringements  of 
the  patent.  Held,  that  upon  the  true  construction  of  the  Specification, 
the  Defendant's  machines  were  not  infringements.  AUTOMATIC 
Diversions  Syndicate  v,  Urry,  p.  365. 


A  patent  for  an  invention  for  improvements  in  velocipede  saddles, 
held  to  be  valid,  bein?  the  application  of  an  old  principle  in  a 
way  which  involved  the  exercise  of  ingenuity  and  to  have  been 
infringed.  —  Patent,  —  Action  for  infringement,  —  Subject-matter, — 
Utility, — A  lleged  anticipation. —  Variance, — Practice, — Certificates, — 
Stay  of  injunction  refused, — This  was  an  action  for  the  infringement 
of  four  patents  (one  being  not  relied  on  at  the  triral)  : — The  first  for 
improvements  relating  to  the  base  frame  of  cycle  saddles  ;  the  second 
for  improvements  in  the  boss  on  the  pillar  of  the  cycle  ;  the  third  fdr 
improved  means  of  adjusting  the  tilt  of  the  saddle.  The  Defendants 
denied  infringement,  and  alleged  that  the  patents  were  invalid  on 
various  grounds  ;  No.  1,  on  the  grounds  of  want  of  novelty  and 
subject-matter,  anticipation,  want  of  utility  and  insufficiency  ;  No.  2, 
on  the  grounds  of  want  of  novelty  and  subject-matter,  insufficiency, 
variance,  and  anticipation  ;  and  No.  3,  on  the  grounds  of  aDticipation, 
want  of  subject-matter,  variance,  and  prior  grant.  Heldy  that  all  the 
patents  were  valid,  and  had  been  infringed,  the  first  patent  being  the 
application  of  an  old  principle  in  a  way  which  involved  the  exercise  of 
ingenuity  ;  as  to  the  second  patent,  the  alleged  variance  from  the 
Provisional  being  only  such  a  change  as  might  fairly  follow  on  further 
consideration  by  an  inventive  mind  of  the  method  of  the  Provisional ; 
as  to  No.  3  patent,  that  the  Specification  alleged  as  a  prior  grant  waa 
itself  invalid  on  the  ground  of  variance.  Judgment  was  given  for  the 
Plaintiff,  with  costs,  and  with  the  usual  Certificates  as  to  the  Particulars 
of  Breaches  and  validity,  but  a  Certificate  us  to  the  Particulars  of 
Objections  relating  to  the  patent  abandoned  at  the  trial  was  given  to 
the  Defendants.  Stay  of  the  injunction  was  refused.  BROOKS  v. 
Lampluoh,  p.  597. 
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9*  Patent  for  improvements  in  apparatus  for  making  gas  from  coal 
held  to  be  infringed,  although  the  Defendants  had  made  modi- 
fications of  and  improvements  in  the  Plaintifb'  invention.— 

Action  for  infringement  of  patent, — Subject-matter, — Utility, — Novelty, 
— Alleged  anticipation, — Alleged  prior  user, — Infringement, — Account 
of  proper  sum  by  way  of  royalties  in  lieu  of  damages, — Form  of  order 
and  relief, — This  was  an  action  for  infringement  of  a  patent  for  im- 
provements in  apparatus  for  making  gas  from  coal,  and  for  analogous 
purposes.  The  Defendants  denied  infringement,  and  alleged  the 
invalidity  of  the  patent  on  various  grounds,  including  anticipation  and 
want  of  utility  and  subject-matter.  The  system  in  use  prior  to  the 
patent  was  one  in  which  the  retorts  were  horizontal,  this  being 
required  in  order  that  the  coal  should  be  of  a  level  at  the  bottom  of 
the  retort,  and  not  too  deep,  so  that  there  should  be  room  for  the  heated 
coal  to  expand,  and  for  the  gases  to  escape  without  having  to  struggle 
through  heated  coal.  This  method  required  great  labour  and  some 
skill  to  charge  and  discharge  the  coal,  and  required  several  men  to  do 
it.  The  Plaintiffs'  retort  was  put  at  an  angle  api  roximating  to  the 
angle  of  repose— that  is,  an  angle  so  that  the  coal  would  enter  the  retort 
at  a  certain  velocity,  and  distribute  itself  at  an  even  layer  on  the 
bottom  of  the  retort  till  it  reached  the  stop,  and  it  then  gradually  filled 
up  to  the  right  height  and  sufficiently  level.  The  advantages  of  this 
system  were  that  it  dispensed  with  labour,  and  was  cheaper;  the 
charging  was  automatic,  and  the  discharging  was  rapidly  effected 
owing  to  the  angle  of  the  retort.  The  Defendants  contended  at  the 
trial  that  the  patent  was  anticipated  ;  that  the  invention,  and  particu- 
larly as  described  in  Fig.  1  of  the  Specification,  would  not  work  so 
as  to  give  a  practical  success,  as  it  would  not  get  a  good  even  layer ; 
that  the  angle  of  repose  of  coke  was  slightly  greater  than  that  of  coal ; 
and  that,  therefore,  the  double  advantage  of  the  automatic  charging  and 
quick  discharge  could  not  both  take  place  ;  that  the  Patentee  only 
pointed  to  an  angle  of  29  degrees,  which  would  not  effect  both  the 
purposes  of  charging  and  discharging.  Held^  that  the  invention  was 
good  subject-matter  of  a  patent,  and  had  not  been  anticipated  ;  that 
the  objections  to  the  working  of  the  invention  failed  ;  and  that 
the  Defendants'  apparatus,  though  they  had  made  modifications  of  and 
improvements  on  the  invention,  fell  within  the  words  and  spirit  of  the 
Plaintiffs'  invention.  The  Plaintiffs  applied  for  an  account  of  profits, 
but  the  Judge  strongly  objected  to  this,  and  an  order  was  made,  by 
consent,  that,  in  lieu  of  damages,  an  inquiry  should  be  taken  of  what 
would  be  a  proper  sum  for  the  Defendants  to  pay  by  way  of  royalty ; 
an  injunction  was  awarded,  in  ordinary  form,  to  restrain  the  Defendants 
from  infringing  the  patent ;  a  certificate  of  validity,  a  certificate  of  the 
Particulars  of  Breaches,  and  the  costs  of  the  action  were  given  to  the 
Plaintiffs.  The  injunction  was  suspended  for  three  mouths.  The 
Automatic  Coal  Gas  Retort  Co.,  Ld.  v.  The  Mayor  &c,  op 
Salpord,  p.  450. 

10.  Infringement  found. — Action  for  infringement  of  patent, — In  1894, 
Letters  Patent  were  granted  to  E.  for  improvements  in  hair  curlers. 
In  1896,  he  commenced  actions  against  the  Defendants  for  infringement. 
The  Defendants  denied  infringement.  Heldy  that  they  had  infringed, 
and  an  injunction  was  granted.  Entwistlb  v,  Culbbrt  and 
AfRBS  ;  ENTWISTLE  V,  WILLIAMS  AND  SON,  p.  324. 

11.  A  centrifugal  cream  separator  combining  conical  plates  and  a 
rotating  tax^m^  held  not  to  be  infringed,  by  the  use  of  a  cylinder 
with  holes. — Action  for  infringement  of  patent, — Construction  of 
Specification, — Infringement, — Mechanical  equivalents, — This   action 


was  for  the  infringement  of  a  patent  relating  to  the  separation  of  eream 
from  milk.  The  claim  was  for  "  In  centrifugal  separators  or  creamers 
"  the  combination  of  the  conical  plates  c*  with  the  rotating  drum  or 
•*  bowl  a,  substantially  as  described."  The  Defendants  denied  inMnge- 
meni,  and  alleged  the  invalidity  of  the  patent  on  the  grounds  of  want 
of  novelty  and  subject-matter,  and  anticipation  ;  but,  at  the  trial,  these 
issues  were  abandoned,  and  the  only  question  was  infringement.  The 
Defendants  had  not  conical  plates,  but  a  cylinder  with  holes.  Held^ 
that  the  Plaintiflfs'  invention  was  for  dividing  the  milk  into  layers  by 
separate  conical  plates,  and  that  the  Defendants  did  not  infringe  by 
mechanical  equivalents.  Costs  of  the  Particulars  of  Objections  were 
reserved.  Aktibbolagbt  Sbparator  v.  The  Dairy  Outfit  Co. 
p.  473. 

12.  A  patent  for  improvements  in  rubber  tsrres  and  metal  rims  of 

bicycles,  held  not  to  have  been  infringed.— ^c^ion  for  infringe- 
ment — Disconf or  mity.— Infringement  not  found. — Patent  held  valid. — 
Action  dismissed. — In  1890,  Letters  Patent  were  granted  to  W.  for  an 
invention  of  "  Improvements  in  rubber  tyres  and  metal  rims  of 
"  bicycles."  The  tyres  described  in  the  Provisional  Specification  were 
of  an  arch-shape,  and  a  method  of  fastening  on  by  wires  in  the  edges 
of  the  tyres  was  described.  After  describing  special  forms  of  rims,  the 
Patentee  stated  that  his  rubber  tyres  were  applicable  to  wheels  in 
present  use,  and  in  The  Pneumatic  Tyre  Company,  Ld.  v.  T?ie  East 
London  Rubber  Company  (14  R.P.C.  573)  these  were  held  by  the  Court 
of  Appeal  to  include  pneumatic  tyres  and  to  justify  Fig.  15  of  the 
Complete  Specification.  The  Provisional  Specification  further  stated 
that  he  might  also  fit  his  tyre  "  to  the  ordinary  rims  by  modifying  the 
**  inner  surface  of  the  rubbers."  The  Plaintiffs  in  whom  the  patent 
was  vested  commenced  this  action  for  infringement  thereof.  The 
alleged  infringement  was  a  rubber  tyre  with  metal  bands  in  pockets  at 
the  edges  of  it ;  these  bands  nearly  met,  when  in  position,  under  the 
air  tube,  the  rim  being  almost  flat  at  the  bottom  and  having  edges 
somewhat  inclined  inwards.  The  bands  overlapped  longitudinally,  but 
the  ends  were  not  fastened  together.  The  Defendants  alleged  discon- 
formity  and  non-infringement,  relying  as  to  disconformity  chiefly  so 
far  as  the  trial  was  concerned  on  Fig.  20  of  the  Complete  Specification, 
on  which  no  express  decision  had  previously  been  given.  Held^  that 
there  was  no  disconformity,  and  that  the  patent  was  valid,  but  that  the 
Defendants  did  not  infringe  it,  inasmuch  as  in  W.'s  invention  the  tyre 
was  held  on  by  the  inextensibility  of  the  wires,  whereas  the  bands  in 
the  Defendants'  were  not  inextensible  and  were  not  in  tension.  The 
•  action  was  therefore  dismissed,  a  special  Order  being  made  as  to  costs. 
The  Pneumatic  Tyre  Co.,  Ld.,  and  Others  v.  The  Ixion  Patent 
Pnbxtmatic  Tyre  Co.,  Ld.>  p.  853. 

13.  Articles  made  by  a  Swiss  manufacturer,  which,  if  in  Enfifland, 

would  be  an  infringement  of  a  patent,  were  ordered  of  such 
manufacturer  by  a  person  living  in  England,  who  directed 
the  goods  to  be  sent  to  him  by  post.  The  manufacturer 
accordingly  had  the  goods  posted  in  Switzerland.  Held,  that 
the  manufacturer  had  not  infringed  the  jfBient— Patent.— 
Action  for  infringement. — One  Defendant  domiciled  abroad. — Infring- 
ing goods  sent  by  post  to  England. — Alleged  agent. — Post  Office. — Grant 
af  injunction  by  Court  of  first  instance. — Decision  reversed  by  Court 
of  Appeal. — Decision  of  Court  of  Appeal  affirmed  by  the  House  of 
Lords. — This  was  an  action  for  infringement  of  a  patent  for  a  dye 
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against  A.,  domiciled  in  Basle,  who  manufactured  the  goods  there,  and 
B.,  living  in  England.  It  appeared  that  B.  wrote  to  A.,  ordering  5  lb. 
of  the  dye  to  be  sent  to  him  by  post.  A.  wrote  back,  inclosing  an 
invoice,  and  on  the  same  day  sent  the  dye  to  N.,  a  forwarding  agent  at 
Basle,  with  a  paper  describing  the  goods,  and  having  on  it,  "Free 
"  delivered,  Basle,  at  the  disposal  of  B.,  for  conveyance  by  post."  N. 
sent  on  the  goods  by  post,  and  the  post  delivered  them  to  B,  in  London, 
who  paid  a  total  sum  to  the  post  (which  included  carriage  and  a  charge 
by  N.  fi'T  commission).  The  post  repaid  this  to  N.  N.  also  wrote  to 
B.  saying  that  he  had  sent  the  goods  "  by  post,  vid  Ostend,  delivery  at 
**  your  house,"  and  that  his  charge  was  the  total  sum,  carriage  from 
Basle  to  London.  B.,  after  putting  in  his  Defence,  undertook  not  to 
infringe  further,  and  to  pay  damages.  A.  entered  an  appearance 
without  protest,  and  put  in  a  Defence,  stating  that  he  was  domiciled  in 
Switzerland,  and  that  he  was  not  subject  to  the  jurisdiction  of  the 
Court,  and  denying  that  he  had  infringed  within  the  jurisdiction.  A. 
admitted  that  the  goods  were  sent  by  post  to  London,  and  were  infringe- 
ments. It  was  contended  for  A.  at  the  trial,  that  if  A.  had  sent  direct 
to  B.  in  London  by  post,  he  would  not  have  infringed  ;  that  he,  in  fact, 
delivered  the  goods  to  N.  in  Basle,  who  became  B.'s  agent,  and  that  the 
property  in  the  goods  passed,  under  the  Sale  of  Goods  Act,  1893,  to  B. 
directly  the  goods  were  put  in  the  post,  and  that  A.  had  committed  no 
infringement  within  the  jurisdiction,  and  was  not  under  the  jurisdiction 
of  the  Oourt.  Held,  that  the  Defendants  B.  and  A.  were  jointly  guilty 
in  committing  an  act  of  infringement  in  this  country,  and  that  the 
Court  could  restrain  any  persons  from  dealing  with  goods  in  this 
country  in  defiance  of  the  patent  laws,  and  an  injunction  was  granted. 
The  Defendant  A.  appealed.  Heldy  by  Lindley,  L.J.,  and  Smithy  L.J., 
that  A.  had  done  nothing  which  amounted  to  making,  using,  exercising, 
or  vending  the  Plaintiffs'  invention  within  the  jurisdiction ;  that  the 
post  was  B.'s  agent ;  and  that  A.'s  aiding  and  abetting  importation  into 
England  did  not  make  him  amenable  to  the  jurisdiction  nor  an 
infringer  ;  NobeVs  Explosives  Gompany  v.  Jones,  Scott,  and  Co.,  L.R. 
17  Ch.D.  721,  8  App.  C.  1,  followed  ;  Goombe's  Gase,  1  Leach,  Criminal 
Oases,  388,  distinguished.  Bigby,  L.J.,  differed,  and  approved  the 
decision  of  No7'th,  J.,  holding  that  a  person  sending  by  post  an  infring- 
ing article  to  England  was  himself  a  principal  infringer,  following 
Goambe'a  Gase.  The  Plaintiffs  appealed  to  the  House  of  Lords.  Held, 
that  A.  had  done  nothing  which  infringed  the  Plaintiffs'  patent  rights, 
as  all  that  he  did  was  done  out  of  the  jurisdiction,  and  the  appeal  was 
diamissed,  with  costs.  Semble,  If  delivery  in  England  had  been 
contracted  for  and  made  there  would  have  been  infringement. 
Badischb  Anilin  und  Soda  Fabrik  v.  Johnson  and  Co.,  p.p.  211, 
405, 920.  ,  — — 

14.  Whether  transport  from  place  to  place  in  England  of  an  article  made  in 
infringement  of  a  patent  is  in  itself  an  infringement,  discussed. 
BADI80HB  ANILIN  UND    SODA  FABRIK    V.  JOHNSON  AND  CO.,  p.  929. 

INJUNCTION.     See  Interlocutory  Injunction  and  Threats  (Action 
TO  Restrain),  No,  1, 

INTERLOCUTORY  INJUNCTION. 

1.  Injnnetion  refhsed. — Action  for  infringement  of  patent — Delay. — 
Defendant  disclaiming  intention  to  infringe. — In  an  action  for  infringe- 
ment of  a  patent,  commenced  in  October  1896,  against  S.  and  C,  the 
Plaintiffs,  in  January  1897,  gave  notice  of  motion  for  an  interlocutory 
injunction.    The  indEringement  complained  of  "was  a  sale  of  a  tyre 


xxxu 

which  took  place  in  June  1896.  At  this  date  S.  and  C.  were  in  partner- 
ship, but  they  dissolved  such  partnership  in  August  1896,  and  notice  of 
the  dissolution  was  given  to  the  solicitors  of  the  Plaintiflfe.  Since  the 
dissolution  the  Defendant  C^  had  not  manufactured  tyres  of  any 
description,  and  stated  that  he  did  not  intend  to  do  so.  Held^  that  on 
the  Defendant  S.  undertaking  to  keep  an  account,  there  ought  to  be  no 
order  on  the  motion,  but  the  costs  were  to  be  the  Defendants  in  any 
event.  DuNLOP  PNEUMATIC  TYRE  Co.,  Ld.,  and  The  Pneumatic 
Tyre  Co.,  Ld.  v.  T.  H.  Stone  and  H.  Corser,  p.  265. 

2.  Patents  previously  upheld.— Interlocutory  injunction  granted 
to  restrain  infringement  of  two  patents,  the  validity 
of  one  having  been  established  in  a  contested  action  both 
in  the  lower  Court  and  the  Court  of  Appeal ;  as  to  the 
other,  a  certificate  had  been  given  in  an  action  not  contested 
at  the  trial,  though  validity  was  contested  up  to  that  time, 
and  in  a  second  action  the  validity  was  contested  up  to  the 
trial,  and  then  the  Defendant  submitted.— This  was  an  action 
for  infringement  of  two  patents  ;  as  to  the  first,  the  validity  had  been 
established  in  a  contested  action  both  in  the  lower  Court  and  the  Court 
of  Appeal,  and  a  certificate  of  validity  granted  :  as  to  the  other,  a 
certificate  had  been  given  in  an  action  not  contested  at  the  trial,  though 
validity  was  contested  up  to  that  time,  and  in  a  second  action  the 
validity  was  contested  up  to  the  trial,  and  then  the  Defendant  submitted. 
The  Plaintiffs  now  moved  for  an  interlocutory  injunction.  The 
Defendant  relied  on  the  fact  that  Stirling^  J.,  had  not  granted  an 
interlocutory  injunction  in  the  laSt-mentioned  action,  and  alleged 
that  the  judgment  was  merely  collusive  and  the  result  of  a  compromise, 
and  contended  that,  as  the  validity  of  the  patent  had  not  been  established 
by  a  contested  trial,  the  course  followed  by  Stirling^  J.,  ought  to  be 
followed,  and  an  interlocutory  injunction  not  granted.  Heldy  that 
there  was  no  collusion  or  compromise,  and  that  the  position  had  been 
altered  since  the  decision  of  Stirling^  J.,  and  an  interlocutory  injunction 
was  granted,  restraining  the  infringement  of  both  patents.  EDISON 
Bell  Phonograph  Corporation,  Ld.  v.  Bernstein,  p.  153. 

INVENTION.    See  also  Novelty  and  Subject  Matter. 

No  smallness  or  simplicity  will  prevent  a  patent  being  valid,  while  mere 
novelty  of  manufacture  or  usefulness  in  the  application  of  known 
materials  to  analogous  uses  will  not  necessarily  establish  invention 
within  the  meaning  of  the  patent  laws.  Per  LORD  Halsbury,  L,G. 
RiBKMANN  y.  Thierry,  p.  115. 

JUDICIAL  COMMITTEE  RULES. 

Rules  2,  3  and  4.    Lindon's  Patent,  p.  643. 

JUDGMENT. 

Motion  to  set  aside  judgement  obtained  by  consent  in  an  action  for 
infringement  of  patent. — Alleged  mistake. — Motion  dismissed, — 
This  was  an  action  for  infringement  of  a  patent,  in  which  judgment  was 
obtained  by  consent  on  a  motion  for  an  interlocutory  injunction,  the 
hearing  of  the  motion  being  treated  as  the  trial.  The  Defendant  then 
moved  to  set  aside  the  judgment  on  the  ground  of  mistake.  It  appeared 
that  the  Defendant,  on  being  served  with  notice  of  motion  for  an  injunc- 
tion, had,  with  his  solicitor  and  manager,  an  interview  with  the  Pteintifls' 
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solicitor ;  and  without  seeing  the  tyre,  which  he  was  alleged  to  have 
sold,  OP  the  receipt  alleged  to  have  been  given  on  its  sale,  instructed 
his  solicitor  to  consent  to  an  injunction.  The  Defendant  now  alleged 
that  he  gave  his  consent  under  the  impression  that  the  tyre  was  an 
infringement,  and  that  it  had,  by  mistake,  been  sold  at  his  place  of 
business  by  somebodj'  in  his  employ  ;  but  that  this  was  not  the  case. 
Stirling^  J.,  dismissed  the  motion,  with  costs.  The  Defendant 
appealed.  The  Court  of  Appeal  affirmed  Stirling^  J.'s  decision,  and 
dismissed  the  appeal,  with  costs.  Pneumatic  Tyre  Co.,  Ld.  v.  Cash 
Cycle  Co.,  pp.  177,  326. 


LICENSE.    See  also  Royalty. 

1.  Agreement  between  Patentee  and  an  engineer  as  to  working  an 
invention.— Action  to  restrain  construction  of  a  wheel  except 
under   the    agreement. — Gonstruction    of  agreement. — Injunction 
granted. — Fonn  of  order. — Defendants  offering  to  submit  to  arbitra- 
tion.— Submission  to  arbitration  settled  by  Ctmrt. — Injunction  to  be 
dissolved^  if  submission  signed. — Motion  for  attachment  for  breach  of 
injunction. — Order  for  writ  of  attachment  to  issue. — On  signature  of 
submission  execution  stayed. — G.,  a  Patentee  of  inventions  relating  to 
"gigantic  wheels,"  entered  into  an  agreement  with  B.,  giving  him 
(subject  to  an  existing  license)  the  sole  right  to  construct  wheels  in 
accordance  with  the  patents,  subject  as  therein  mentioned  :   if   the 
Patentee  or  persons  claiming  under  or  through  him  were  desirous  of 
erecting  a  wheel,  they  were  to  furnish  B.  with  the  specifications,  and 
B.  was  to  have  a  certain  time  to  say  whether  he  would  construct  the 
works  according  to  the  specifications ;  if  not,  then  others  might  be 
employed  to  do  so  :  the  price  was   to   be   settled   by  arbitration   in 
the  event  of  a  difference.    B.  entered   into  negotiations  with  the 
B.W.G.  Co.  for  the  construction  of  a  wheel,  and  the  Company  agreed 
to  grant  a  lease  of  certain  land  to  a  projected  Company,  to  be  nominated 
by  B.,  which  Company  was  to  construct  a  gigantic  wheel  on  such  land. 
B.  alleged  that  the  wheel  he  was  about  to  construct  was  not  to  be  con- 
structed in  accordance  with  the  patent.    G.  and  his  trustee  in  bank- 
ruptcy then  brought  an  action  against  B.  and  the  B.W.G.  Co.,  claiming 
an  injunction  to  restrain  the  Defendants,  or  either  of  them,  from  con- 
structing or  contracting  to  construct  any  wheel    according   to  the 
Plaintiff's  invention,  except  under  the  agreement ;  or,  in  the  alterna- 
tive, an  injunction  against  infringement.    Heldy  that  according  to  the 
true  construction  of  the  agreement,  B.  was  entitled  to  construct  the 
proposed  wheel,  but  not  to  use  it,  and  that  as  there  was  no  evidence  he 
iutended  to  use  it,  the  action  must  be  dismissed  against  him,  but 
without  costs  ;  that  as  regards  the  Defendant  Company,  all  that  they 
had  done  was  to  agree  to  grant  a  lease  to  the  projected  Company  (which 
had  never  been  formed),  and  that  the  action  must  be  dismissed  against 
them,  with  costs.    The  Plaintiffs  appealed.    Held,  that  the  Defendant 
B.  was  not  entitled  to  construct  any  wheels  except  iyi  accordance  with 
the  patent  and  under  the  agreement,  and  that  the  wheel  which  was 
being  constructed  fell  under  the  agreement,  and  could  not  be  used 
without  a  license  from  G.,  and  could  not  be  completed  without  his 
consent.    An  injunction  was  granted  to  restrain  B.  from  completing 
the  wheel  without  the  consent  of  G.    Liberty  was  given  to  B.  to  apply 
to  dissolve  the  injunction.    He  subsequently  applied  that  the  injunction 
might  be  stayed  or  dissolved  on  his  signing  a  submission  to  arbitration. 
The  Court  settled  the  terms  of  the  submission  to  be  signed  by  B.,  the 
injunction  to  be  dissolved  on  signature.     B.  then  declining  to  sigif. 
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sent  to  his  manager  at  the  wheel  and  discharged  him  and  his  workmen, 
bnt  the  work  was  carried  on  by  the  manager  and  workmen  with  B.'s 
plan  and  plant.  The  Plaintiff  moved  for  a  writ  of  attachment.  Held^ 
that  a  breach  of  the  injanction  had  been  committed,  and  an  order  was 
made  for  the  writ  to  issue,  but  the  execution  was  stayed  on  B.  signing 
the  submission.  The  arbitrator  having  awarded  £3500  as  the  sum  to 
be  paid  by  B.  to  the  Plaintiff,  the  trustee  in  bankruptcy,  the  £3500 
was  ultimately  paid  into  Court,  and,  on  the  11th  of  November  1896, 
the  Court  of  Appeal  made  an  order  that  the  trustee  in  bankruptcy 
should  be  at  liberty  to  enforce  the  award  ;  B.  appealed  to  the  House 
of  Lords  against  the  original  order  of  the  Court  of  Appeal,  the  order 
for  the  writ  of  attachment,  and  the  order  of  the  11th  of  November  1896. 
Held,  (I)  that  B.  had  an  absolute  license  under  the  agreement  to  con- 
struct, but  not  to  use,  gigantic  wheels ;  (2)  that  the  arbitration  clause 
in  the  agreement  did  not  include  contracts  made  by  B.  with  third 
parties  to  construct  wheels  for  them  ;  (3)  that  the  declarations  in  the 
original  order  of  the  Court  of  Appeal  ought  to  be  varied,  and  the 
injunction  thereby  granted  changed  to  an  injunction  restraining  B. 
from  constructing  a  wheel  in  accordance  with  the  patents  except  under 
the  agreement ;  (4)  that  the  two  orders  of  the  Court  of  Appeal  above 
referred  to  be  discharged.     BASSET  v.  Qraydon,  p.  701. 

2.  Construction  of  agreement  for  a  Mwvlm.— Patent.— Agreement  for 

a  license. — Construction  of  agreement — Action  by  assignee  of  patent  to 
recover  royalties. — L.  and  B.,  the  owners  of  a  patent  for  improvements 
in  lamps,  granted  a  license  to  H.  to  manufacture  lamps  according  to 
the  patent.  Subsequently,  L.  and  B.  began  to  apply  their  patented 
lamps  to  stoves.  The  licensee  claimed  that  he  was  entitled  under  the 
license  to  use  the  lamp  in  stoves.  Held^  that  on  the  true  construction 
of  the  agreement,  the  license  was  limited  to  the  manufacture  of  lamps 
only,  and  an  injunction  granted  to  restrain  the  licensee  from  manu- 
facturing anything  under  the  license  except  the  lamp.  La  SociiS:t£ 
Anonymb  Pour  La  Fabrication  D'Apparbils  D'Eclairage  v. 
The  Midland  Lighting  Co.,  Ld.,  and  Altbndorf  and  Wright, 
p.  419. 

3.  Licensee  held  entitled  to  recover  royalties. paid  after  patent  had 

been  allowed  to  lapse. — Agreement  for  a  license.— Covenant  by 
Patentees  to  protect  and  defend  patent  from  infringement ;  in  default^ 
royalties  to  cease. — Lapse  of  patent  by  non-paytnent  of  fees. — Action  by 
licensees  to  recover  royalties  jMzid. — Construction  of  agreetnent. — Mistake 
of  fact. — By  an  agreement,  A.  and  B.,  patentees,  granted  an  exclusive 
license  to  C.  and  D.  for  three  years  and  thenceforward  until  deter- 
mined, and  A.  and  B.  covenanted,  among  other  things,  during  the 
continuance  of  the  agreement  to  protect  and  defend  the  patent  from  all 
infringements,  and  that  in  default  of  their  so  doing  the  royalty  should 
cease  to  be  payable.  The  patent  lapsed  at  the  end  of  three  years  by 
non-payment  of  the  renewal  fees,  but  C.  and  D.  paid  royalties  for 
another  year,  when  they  terminated  the  agreement.  They  then  dis- 
covered the  lapse,  and  brought  an  action  to  recover  the  royalties  paid 
after  the  lapse.  Held,  at  the  trial,  that  the  Plaintiffs  were  entitled  to 
recover  the  sums  paid,  as  there  was  a  failure  of  consideration.  The 
Defendants  appealed.  Held,  that  the  case  depended  on  the  construc- 
tion of  the  agreement ;  that  by  Clause  6  the  Defendants  were 
obliged  to  defend  the  patent  against  infringers,  and  therefore  to  keep 
the  patent  in  such  a  position  that  they  were  able  to  do  so ;  that  the 
Defendants  had  therefore  broken  their  contract,  and  the  clause  pro- 
vided that  in  that  case  the  royalties  should  cease  to  be  payable.    Th^ 
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PlaintiJBfs  were  tberefore  entitled  to  recover  them  back.  The  appeal 
was  dismissed.    Lines  v.  Usher,  p.  206. 

4.  Tlie  assignment  of  a  license  held  valid  where  Patentee  had 

acceptea  royalties  from  the  assignee  subsequently  to  the  assign- 
menv- — Patent, — License. — AsmynaUUity, — Receipt  of  royalties  after 
assignment — Estoppel. — The  owner  of  a  patent  granted  a  license  to  a 
licensee  who  traded  as  D.  M.  and  Co.  Thd  licensee  subsequently 
assigned  the  benefit  of  the  license  to  a  Limited  Company,  known  as 
D.  M.  and  Co.,  Ld.  The  Company  paid  royalties  accrued  due  subse- 
quently to  the  assignment  by  its  own  cheque.  Held^  that  the  Patentee 
was  estopped  by  the  acceptance  of  the  royalties  from  the  Limited 
Company  from  disputing  the  validity  of  the  assignment.  Lawson  v, 
Donald  Macpherson  and  Co.,  Ld.,  p.  696. 

5.  Licensee  for  a  term  of  two  South  African  patents,  held  liable  to 

pay  the  royalties,  notwithstanding  the  cancellation  of  the 
patents. — License  granted  fm*  term. — Patents  cancelled  during  such 
term. — Licensee  still  liable  to  pay  royalties. — The  A.  Company  (an 
English  Company),  being  the  owners  of  two  South  African  patents, 
granted  to  the  S.  Company  (also  an  English  Company)  a  license  to  use 
the  patented  process  for  a  term  of  4  years  ending  in  190i)  on  payment 
of  certain  royalties.  The  patents  were,  during  the  term,  cancelled,  as 
the  result  of  litigation  in  South  Africa.  The  S.  Company  refused  to 
pay  any  further  royalties.  In  an  action  by  the  A.  Company  to  recover 
the  royalties.  Held,  that  the  S.  Company  were  liable  to  pay  the 
royalties,  notwithstanding  the  cancellation  of  the  patents.  African 
Gold  Recovery  Co.,  Ld.  v.  The  Shbba  Gold  Mining  Co.,  Ld., 
p.  660. 

6.  Licensee  held  not  entitled  to  determine  the  license  on  reasonable 

notice. — Construction  of  agreement  for  hire. — License. — Power  of 
licensee  to  determine. — Two  similar  agreements  were,  in  1891,  entered  into 
between  the  Plaintiff  and  the  Defendants,  by  each  of  which  the  Plaintiff 
agreed  to  let  on  hire  and  the  Defendants  agreed  to  take  one  of  the 
Plaintiff's  patented  machines.  The  Defendants  thereby  agreed  to  pay, 
"  by  way  of  license  rent  for  the  use  of  the  machinery,"  a  monthly  rent 
**  during  the  continuance  of  this  license,"  and  the  license  contained 
numerous  clauses,  one  of  which  defined  the  **  license  term  "  as  meaning 
•*  not  only  the  terms  of  the  Letters  Patent  mentioned  in  the  second 
*'  schedule  hereto,  but  also  any  extension  or  prolongation  thereof 
"  respectively,  and  the  terms  of  any  Letters  Patent  to  which  F.  Cutlan 
**  shall  or  may  become  entitled  for  any  improvement,  alteration,  or 
"  addition  to  the  machinery  during  the  license  term."  The  Defendants, 
in  1894,  asked  the  Plaintiff  to  take  back  the  machines,  but  he  refused, 
and,  in  1896,  commenced  a  County  Court  action  to  recover  arrears  of 
rent.  The  Defendants  contended  (inter  alia)  that  they  were  not 
liable  to  pay  the  monthly  rent  after  they  had  discontinued  the  use  of 
the  machines.  Judgment  was  given  for  the  Plaintiff.  The  Defendants 
appealed.  The  Divisional  Court  (the  junior  Judge  dissenting  and 
withdrawing  his  judgment)  held  that  the  licenses  were  determinable 
at  any  time  by  the  licensees  on  reasonable  notice.  Leave  was  given 
to  appeal.  Held  by  the  Appeal  Court  that  on  the  true  construction 
of  the  agreement,  and  as  it  was  thereby  provided  that  the  Plaintiff 
might  determine  the  license,  but  there  was  no  provision  that  the 
licensee  might  do  so,  the  license  was  not  determinable  by  the  licensees 
on  reasonable  notice.    Cutlan  v,  Dawson,  p.  249. 
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7.  A  person  cannot  use  a  patented  invention  for  a  new  purpose  without 
paying  for  the  use.  Pnbukatic  Tyrb  Co.,  Ld.  v.  East  London 
Rubber  Co.,  p.  77. 

NOVELTY.    See  also  Subjbct-Mattbr. 

Alleged  invention  of  an  eyelet  for  boots,  etc.,  made  of  metal  and 
coated  both  above  and  below  the  flange  with  celluloid,  so  as  to 
provide  a  permanent  facing  for  the  eyelet  held  to  be  old.— ^cttan 
for  infringement  of  Patent — Noveltt/.— Subject-matter. — hivention. — 
Functions  of  Appellate  Courts  ivlien  inventioyi  is  found  by  Court 
below. — Certificate  as  to  Particulars  of  Objections.— Thi^  was  an  action 
for  infringement  of  a  patent  for  an  eyelet  for  boots,  &c.,  made  of  metal 
and  coated  both  above  and  below  the  flange  with  celluloid,  so  as  to 
provide  a  permanent  facing  for  the  eyelet.  The  Defendant  denied 
infringement,  and  alleged  that  the  Plaintiffs'  invention  was  anticipated 
or  that,  having  regard  to  the  state  of  knowledge,  there  was  no  subject- 
matter.  Infringement  was  admitted  at  the  trial.  In  the  anticipations, 
metal  hooks  and  studs  were  shown  coated  with  celluloid,  and  also  an 
eyelet  coated  on  one  side  ;  but  no  such  eyelet  as  the  Plaintiffs'  had 
been  produced  on  the  market.  There  was,  however,  a  demand  for  an 
eyelet  which  would  stand  wear.  The  Plaintiffs  experimented  for  six 
years  before  aiTiving  at  their  invention.  Held^  at  the  trial,  that  the 
Plaintiffs'  combination  was  new  and  useful,  and  was  not  anticipated. 
The  Defendants  appealed  and  the  appeal  was  dismissed.  The  Defen- 
dants appealed  to  the  House  of  Lords.  Held^  that  the  Patentees,  by 
their  Specification,  disclaimed  all  right  to  their  process,  and  claimed 
"  any  eyelet  of  any  metal  if  covered  with  celluloid  or  any  similar 
"  material " ;  that,  while  no  smallness  or  simplicity  will  prevent  a 
patent  being  valid,  mere  novelty  of  manufacture,  or  usefulness  in  the 
application  of  known  materials  to  analogous  uses  will  not  necessarily 
establish  invention  within  the  meaning  of  the  patent  law  ;  that  metal 
studs  and  hooks,  and  metal  studs  and  hooks  covered  with  celluloid  or 
a  similar  material,  were  old  ;  and  that  though  the  Plaintiffs  had 
succeeded  in  producing  an  improved  eyelet,  and  there  was  some 
ingenuity  in  the  mode  of  manufacture,  there  was  not  sufficient 
indention  to  form  the  subject-matter  of  a  patent.  There  is  no  pre- 
sumption that  the  Court  of  Appeal  or  the  House  of  Lords  ought  not  to 
interfere  with  what  the  Judge  of  first  instance  has  done  ;  but  the 
Appellate  Court,  on  appeal  from  a  Judge,  where  both  fact  and  law  are 
open  to  ap])eal,  is  bound  to  pronounce  such  judgment  as,  in  their  view, 
ought  to  have  been  pronounced  in  the  lower  Court ;  and  it  is  not 
within  the  Appellate  Court's  competence  to  say  that  they  would  have 
pronounced  a  different  judgment  if  they  had  been  Judges  of  first 
instance,  but  that  because  the  Judge  has  pronounced  a  particular  judg- 
ment they  will  adhere  to  his  decision.  Held  by  Lord  Shand  differing, 
that  the  invention  was  novel  and  formed  good  subject-matter  of  a 
patent,  as  an  adaptation  of  known  materials  to  a  new  and  useful  purpose 
resulting  in  the  production  of  a  new  article  of  manufacture  (the 
previous  articles  being  imperfect).  Per  Lord  Macnaghten  and  Lord 
Davey,  the  law  as  to  subject-matter  in  such  a  case  is  that  laid  down  in 
Harwood  v.  G.N.R.  Co.,  11  H.L.C.  654,  in  which  it  was  held  that  "  a 
"  mere  application  of  an  old  contrivance  in  the  ordinary  way  to  an 
"  analogous  subject,  without  any  novelty  in  the  mode  of  applying  such 
"  old  contrivance  to  the  new  purpose,  does  not  make  a  valid  subject- 
"  matter  of  a  patent."  Both  a  process  and  a  product  may  be  patentable. 
The  appeal  was  dismissed,  and  a  certificate  was  granted  by  the  House 
that  the  Particulars  of  Objections  were  reasonable  and  proper, 
RiBKMANN  V,  Thierry,  p.  105. 
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PARTICULARS  OF  OBJECTIONS.    See  also  Cbrtifioatb. 

1-  Discontinuance  of  Action  for  infrins^ement  of  Patent  by  Plaintiflb 
after  Defence.— Costs  of  Particulars  of  Objections.— Certificate 
that  Particulars  were  reasonable  and  proper  applied  for  and  refused 
Wilcox  and  Gibbs  Sewing  Machine  Co.  v.  Janes  Brothers,  p.  523. 

2.  Leave  given  to  Defendants  to  amend  towards  the  close  of  a  trial,  on 

terms.     Badischb    Anilin    und    Soda   Fabrik    v.   La    Sooi4t6 

ChIMIQUB  DBS  XISINES  DU  RHoNB  AND  WiLSON,  p.  881. 

3.  Costs  of  Particulars  of  Objections  allowed  as  if  the  same  had  been 

certified  as  reasonable  and  proper  in  an  action  where  the  Plaintiff 
asked  for  and  obtained  leave  to  discontinue  on  terms.  BbtheIiL  v. 
Oagb,  p.  700. 

PATENTS,  &c.  ACT,  1883. 

Section  18.    Armstrong's  Patent,  p.  747. 

Section  19.    Pbrkbs  v.  Deelby,  p.  3.    Armstrong's  Patent,  p.  747. 

Section  25.    HoPKiNSON's  Patent,  p.  5.    Lindon's  Patent,  p.  643. 

Section  29  (6).  "SUNLIGHT  Incandescent  Gas  Lamp  Co.,  Ld.  v.  The 
Incandescent  Gas  Light  Co.,  Ld.,  and  others,  p.  757. 

Section  32.  Beissbarth  v.  Perry  and  Co.,  Ld.  Perry  and  Co.,  Ld.  v, 
Bernstein  and  Beissbarth.  Bernstein  and  Beissbarth  v. 
Perry  and  Co.,  Ld.,  pp.  148,  930.  Dunlop  Pneumatic  Tyre  Co., 
Ld.  V,  Thb  New  Seddon  Pneumatic  Tyre  and  Sblp-Closing 
Tube  Co.,  Ld.,  p.  332. 

Section  46.    HoPKiNSON's  Patent,  p.  5. 

PATENTS,  &c.  ACT,  1885. 

Section  4,  Pneumatic  Tyre  Co.,  Ld.,  and  others  v.  The  English 
Cycle  and  Tyre  Co.,  p.  S51. 

PATENT  ROLES,  1890. 

Rales  74  and  80.    ARMSTRONG'S  Patent,  p.  747. 

PRACTICE.    See  also  Provisional  Specification;  No.  1,  and  Stay  of 
Execution. 

1.  Leave  given  to  Plaintiff  to  discontinue  action  at  trial  on  terms.— 

Action  for  in/ringemenf  of  Patent. — Discontinuance  by  leave. — Terms 
of  leave. — Costs  (f  particulars. — Threats. — The  Plaintiff,  in  an  action 
for  infringement  of  Letters  Patent,  applied  at  the  trial  of  the  action  for 
leave  to  discontinue.  Leave  was  granted  on  the  Plaintiff  undertaking 
not  to  bring  any  action  against  the  Defendant  in  respect  of  any 
infringement  prior  to  the  date  of  the  writ,  or  to  bring  any  action 
or  use  threats  against  any  purchaser  from  the  Defendant  prior  to  such 
date,  and  on  terms  that  the  Plaintiff  should  pay  the  Defendant's  costs 
of  the  action,  including  the  costs  of  the  Defendant's  Particulars  of 
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Objections,  as  if  the  same  had  been  certified  as  reasonable  and  proper. 
Bethbll  V,  Gage,  p.  699. 

2.  Ex  parte  motion  for  injunction  in  a  threats  action  refused.   COMMERCIAL 

Development  Corporation  v.  Castner  Kbllnbr  Alkali  Co., 
p.  939. 

3.  Leave  given  to  Defendants  on  terms  towards  the  close  of  atrial  to  amend 

their  Particulars  of  Objections.  Badische  Anilin  UND  Soda  Fab- 
rik  v.  La  Societe  Ghimique  dbs  Usines  dq  Rh6nb  and 
Wilson,  p.  881. 

4.  Action  for  Declaration  of  License.— Admission  made  by  Defen- 

dant's Counsel— Motion  to  vary  admission.— ^c//o^}  for  declaration 
of  license. — Motion  for  injunction  to  restrain  Defendants  representing 
that  Plaintiffs  were  not  licensees,  and  from  threatening  customers  of  the 
Defendants  ivith  legal  proceedings, — Subsequent  motion  to  strike  out 
paragraph  in  Defence  denying  that  Plaintiffs  were  licqnse&i. — Para- 
graph  struck  out. — Motion  to  vary  order, — It  was  admitted  in  Court  by 
the  Defendants'  counsel  that  a  license  was  granted  and  that  the  Plaintiffs 
were  entitled  to  such  license  ;  and  the  Defendants  undertaking  not  to 
represent  that  the  Plaintiffs  were  not  entitled  to  make  and  vend  the 
patented  articles,  and  not  to  threaten  with  legal  proceedings  anyone  in 
respect  of  tyres  manufactured  by  the  Plaintiffs  under  the  Defendants' 
inventions,  and  the  Plaintiffs  undertaking  in  the  usual  way,  the  motion 
was  ordered  to  stand  to  the  trial.  The  Defendants  subsequently,  in 
their  defence  (par.  3),  contended  that  the  Plaintiffs  were  not  entitled  to 
the  license,  and  that  their  tyres  were  not  of  the  class  of  tyres  authorized 
to  be  made  by  the  license.  The  Plaintiffs  moved  to  strike  out  this 
paragraph,  and,  on  the  motion  being  heard,  it  was  arranged  that  the 
Defendants  should  make  a  motion  to  discharge  their  admission.  The 
Defendants  failed  to  make  such  motion,  and,  on  the  Plaintiffs'  motion, 
an  order  was  made  striking  out  the  paragraph  of  the  Defence,  and  the 
Defendants  were  ordered  to  pay  the  costs.  The  Defendants  subse- 
quently moved  to  vary  their  admission.  This  motion  was  dismissed 
by  Kekewich,  J.,  and  the  Court  of  Appeal  affirmed  his  order.  Thb 
Turner  Pneumatic  Tyre  Co.,  Ld.  v.  The  Dunlop  Pneumatic 
Tyre  Co.,  Ld.,  p.  429. 

PRIOR  USER.    See  also  Anticipation. 

1.  Prior  user  held  to  be  established. — Action  for  infringement  of  two 

p)atenU. — Prior  user. — Particulars  of  objections. — Ap/jeal, — Application 
for  new  trial  and  to  adduce  further  evidence, — ^This  was  an  action  for 
infringement  of  two  patents  for  improvements  in  sifting  machines. 
The  Defendants  alleged  the  invalidity  of  the  patents  on  various 
grounds,  including  want  of  subject-matter  and  prior  user.  This  last 
objection  was,  at  the  trial,  supported  by  evidence.  Held^  that  the  prior 
user  was  proved  at  two  places,  and  the  action  was  dismissed,  with 
costs.  The  Plaintiff  appealed,  and  asked  for  judgment  or  for  a  new 
trial,  on  the  ground  of  surprise,  improper  rejection  of  evidence,  and 
refusal  by  the  Judge  to  adjourn  the  hearing.  He  also  moved  for  leave 
to  adduce  further  evidence  at  the  hearing  of  the  appeal.  The  appeal 
and  the  motion  were  dismissed,  with  costs.  Haggbnmacher  v. 
Watson,  Todd,  and  Co.,  pp.  M'\  G31. 

2.  Prior  user  held  not  to  be  established.— .4c^/o;i  for  infringement.^ 

Alleged  prior  user. — Injunction  granted. — The  action  was  to  restrain 
infringement  of  a  patent  for  improvements  in  rubber  tyres  and  metal 
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rime  of  wheels  for  cycles,  &c.  The  Defendants  at  first  raised  all  the 
usual  defences  in  a  patent  action,  but  after  the  decision  in  The  Pneu- 
matte  Tyre  Compmiy  v.  East  London  Rubber  Company^  14  R.P.C.  77, 
almost  all  the  issues  were  struck  out,  and  at  the  trial  the  case  was  prac- 
tically reduced  to  a  single  case  of  prior  user.  The  learned  Judge  held 
that  the  Defendants'  case  was^ot  proved  to  his  satisfaction,  and  granted 
an  injunction,  with  solicitor  and  client  costs.  PNEUMATIC  TYRE  Co., 
Ld.  v.  Marwood  and  Cross,  p.  240. 

3.  Prior  user  held  to  be  established.— ^ch'on  for  infringement  of 
patent. — On  the  30th  of  May  1893,  a  patent  was  granted  to  S.  for  an 
invention  of  adapting  electric  lamps  to  ordinary  candle  fittings  and  the 
like.  S.  brought  an  action  for  infringement  against  P.,  who  pleaded, 
among  other  things,  prior  user  of  the  alleged  invention  by  R.  a  few 
days  before  the  date  of  the  patent.  At  the  trial,  two  witnesses  were 
called  to  prove  this  prior  user.  Held,  that  the  prior  user  was  proved, 
and  judgment  was  given  for  the  Defendant.     Slucb  v.  Poolb,  p.  2G0. 

PROFITS.    See  Account  of  Profits. 

PROLONGATION. 

1.  Petition  for  prolongation  by  Company  as  Assignees.— Remunera- 

tion of  inventor  adequate. — Prolongatum  refused.  — HhX^  was  a 
petition  for  prolongation  of  a  patent  by  the  Patentee  and  a  Company 
to  whom  he  had  sold  the  whole  beneficial  interest  in  the  patent.  It 
appeared  that  the  Patentee  hid  received  a  total  amount  of  19,750/.  in 
shares  and  cash  for  this  patent  nnd  a  German  patent  for  the  same 
invention,  but  that  the  Company's  expenditure  had  exceeded  their 
receipts.  The  petition  was  opposed  by  the  Crown  on  the  ground  that 
the  inventor  had  been  adequately  remunerated  and  had  no  further 
interest,  and  was  also  resisted  by  seven  sets  of  Opponents.  Heldy  that 
though  assignees  may  petition  for  prolongation,  they  are  not  to  be 
placed  on  the  same  favourable  footing  as  the  Patentee ;  that  in  this 
case  the  assignees  had  not  assisted  the  inventor  to  bring  out  his  inven- 
tion, but  had  merely  bought  it  from  a  prior  assignee  from  him,  and  as 
the  inventor  had  been  adequately  remunerated,  the  Board  were  unable 
to  report  under  Section  25  of  the  Patents,  &c.  Act,  1883.  The  petition 
was  dismissed  ;  the  Petitioners  were  ordered  to  pay  one  set  of  costs 
to  the  Opponents,  which  was  fixed  by  the  Board,  in  the  absence  of 
agreement,  at  400/.  The  cases  on  prolongation  to  an  assignee  discussed 
and  explained.     HOPKINSON'S  Patbnt,  p.  5. 

2.  Prolongation.— Relaxation  of  rules  as  to  preliminary  advertise- 

ments.— Prolongation  of  1883  /;a/«n^. — Relaxation  of  rules  as  to 
advertisements. — Act  of  1883^  Section  25,  (1)  {G). — Judicial  Committee 
Rules  Il.y  TIL,  IV. — Where,  in  the  case  of  a  patent  granted  under  the 
Act  "Of  1883,  it  appeared  that,  by  an  oversight,  parties  intending  to  apply 
for  extension  had  delayed  issuing  the  preliminary  advertisements 
required  by  the  Judicial  Committee  Rules,  and  that  if  these  rules  were 
insisted  on,  it  would  be  impossible  to  comply  with  the  statutory 
requirement  that  the  petition  should  be  presented  at  least  six  months 
before  the  expiration  of  the  patent,  the  Judicial  Committee  allowed 
the  petition  to  be  answered  before  the  insertion  of  the  advertisements, 
the  parties  undertaking  to  insert  before  a  named  day  all  the  advertise- 
ments required  ;  the  order  to  be  served  on  the  Attorney-General,  and 
to  be  subject  to  any  objection  he  might  make.  LlNDON^S  PATENT, 
p,  643. 
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3.  Sufficiency  of  Patentee's  remuneration.— Prolongation  refused  on 

the  ground  of  sufficient  remuneration  of  Patentee.  Carmont'S 
Patent,  p.  239. 

4.  Cases  on  prolongation  to  an  assignee  discussed  and  explained.     HOP- 

KiNSON's  Patent,  p.  5.  m 

PROVISIONAL  SPECIFICATION.    See  also  Variance. 

1.  The  Court  has  power  to  allow  the  production  of  the  Provisional 

Specification  of  an  abandoned  patent  for  the  purposes  of  the 
administration  of  justice  notwithstanding  Section  4  of  the 
Patent  Act  of  1885. — Patent — Alleged  prior  user. — Production  of 
Provisional  Specification  of  abandoned  patent, — Power  of  Court  to 
alhiv  production, — Pat^iniSy  dec.  Act,  1885,  Sec.  4. — ^An  action  for 
infringement  of  a  patent  having  being  brought,  the  Defendants  set  up 
(inter  alia)  the  defence  of  prior  user.  On  the  Defendant  being  called 
and  cross-examined,  the  PlaintifiFs'  Counsel  called  an  official  from  the 
Patent  Office  to  produce  the  Provisional  Specification  of  an  invention, 
in  respect  of  which  the  said  Defendant  had  applied  for  Letters  Patent, 
but  had  subsequently  abandoned  the  application.  The  Defendant 
questioned  the  jurisdiction  of  the  Court  to  allow  production.  Held, 
that  notwithstanding  Sec.  4  of  the  Patents,  &c.  Act,  1885,  the  Court 
could  allow  production  of,  and  reference  to,  such  Provisional  Specifica- 
tion for  the  purposes  of  the  administration  of  justice.  The  Defendant 
subsequently  consented  to  judgment  being  entered  against  him.  THE 
Pneumatic  Tyre  Co.,  Ld.,  and  Others  v.  The  English  Cycle 
AND  Tyre  Co.,  p.  851. 

2.  A  Patentee  is  not  obliged  to  detail  the  advantages  of  his  invention  in 

his  Provisional  Specification.  PNEUMATIC  Tyre  Co.,  Ld,  v.  The 
East  London  Rubber  Co.,  p.  99. 

3.  In  a  Provisional  Specification,  you  must  find  the  nature  of  the  invention 

described,  though  it  need  not  be  described  otherwise  than  roughly,  so 
long  as  it  is  fairly  described.  The  Provisional  Specification  need  not 
describe  the  manner  in  which  the  invention  is  to  be  carried  into  effect. 
Pneumatic  Tyre  Co.,  Ld.  v.  The  East  London  Rubber  Co.,  p.  98. 

REVOCATION  OF  PATENT. 

Petition  for  revocation  of  patent.— Alleged  anticipation.— Con- 
struction of  patent  in  previous  action.— Estoppel.— /wai</?ia>n^ 
prior  2)ublication.^ Petition  dismissed. — A  petition  was  presented  to 
obtain  the  revocation  of  a  patent  for  improvements  in  machines  for 
lasting  the  uppers  of  boots  and  shoes,  the  validity  of  which  had  been 
upheld  in  an  action  for  infringement  against  the  Petitioner,  on  the 
grounds  that  the  patent  was  anticipated  by  a  prior  Specification,  and  an 
abridgment  of  another  Specification,  not  brought  forward  in  the 
previous  action,  and  that  the  claim  of  the  patent  in  the  previous  action 
had  been  given  so  wide  a  construction  that  it  covered  parts  of 
those  Specifications.  Held,  that  the  claim  attacked  was  for  the  general 
construction,  combination,  and  arrangement  of  certain  parts  of  a 
machine  ;  that  there  was  no  estoppel  by  the  former  decision  to  prevent 
the  Patentee  contending  that  his  arrangement  was  not  identical  with 
the  prior  patents,  and  that  the  patent  was  not  anticipated  by  either  of 
the  alleged  anticipations.  Plimpton  v.  Malcolmson,  L.R.  3  Ch.  D.  531. 
followed.    Lewis  and  Stirckler's  Patent,  p.  24. 
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ROYALTY.    See  also  LICENSE. 

1.  Action  for  royalties. — Account  ordered. — Finding  of  Registrar  based 

on  certain  estimated  calculations. — Motion  to  vary, — The  A.  Company, 
as  owners  of  certain  Letters  Patent,  brought  an  action  for  royalties 
against  F.,  and  an  account  was  ordered.  On  taking  the  account,  the 
Defendant  delivered  an  account  based  on  the  entries  in  a  certain  book,  but 
the  Registrar  treated  the  book  as  not  reliable,  and  found  the  Defendant 
liable  to  pay  a  balance  of  85Z.  Is.  iOd.,  and  based  hie  finding  on  certain 
estimated  calculations  which  he  made.  The  Vice-Chancellor  of  the 
County  Palatine  refused  to  interfere  with  this  finding,  and  the 
Defendant  appealed  to  the  Court  of  Appeal.  Heldy  that,  upon 
the  evidence,  the  finding  was  right,  and  the  appeal  was  dismissed, 
with  costs.    Alma  Veneer  Felt  Co.,  Ld.  v.  Fisher,  p.  159. 

2.  Are  we  to  say  to  a  Plaintiff  who  is  entitled  to  a  royalty,  **  Because 

"  we  cannot  find  it  out,  owing  to  the  omission  of  duty  on  the 
"  part  of  the  Defendant,  we  will  give  you  nothing  ;"  or  are  we  to  say 
that  we  will  do  the  best  we  can,  and  leave  the  wrong-doer  to  suffer  if 
injustice  is  really  done  ?  The  latter  has  always  been  the  principle 
on  which  the  Court  has  proceeded.  Per  LiNDLBY,  LJ.^  Alka 
Veneer  Felt  Co.,  Ld.  v.  Fisher,  p.  167. 

SPECIFICATION  (CONSTRUCTION  OF). 

1.  Patent  for  a  new  dye  held  invalid  because  either  the  Patentee 

claimed  an  impossible  process  or  a  process  not  described  by 
him. — Action  for  infringement  of  patent. — Const7*uction  of  Specific 
cati(m.  —  No  infringement. — Allied  diiticipatio7i.  — Invalidity  of 
patent. — Insufficiency  of  Specification — Costs. — This  was  an  action  for 
the  infringement  of  a  patent  for  the  manufacture  of  new  colouring 
matters  or  dyes.  The  Defendants  denied  infringement  and  alleged  that 
the  patent  was  invalid,  on  the  grounds  that  the  Specification  was 
insufficient,  that  the  invention  was  of  no  utility,  and  had  been 
anticipated.  Beldy  that  the  i^laintiff  claimed  the  creation  of  a  new 
metallic  salt,  the  substitution  of  an  alcoholic  radicle  for  thd  metal  of 
the  salt,  and  the  colouring  matters  obtained  by  the  process  described  ; 
that  the  Defendants  had  not  infringed  the  Plaintiff *s  process  ;  that  the 
metallic  salt  was  an  impossible  product,  and  that  it  was  not  a  valid  claim, 
as  the  Plaintiff  was  either  claiming  an  impossible  process  or  a  process 
that  he  had  not  described,  and  the  action  was  dismissed,  with  cosis. 
The  question^  whether  the  Plaintiff's  process  was  workable,  and 
whether  one  of  the  Defendants'  products  was  identical  with  the  result 
of  the  Plaintiff's  process,  were  left  undecided.  The  direction  as  to 
costs  was  that  the  Defendants  should  be  taxed  as  if  they  had  succeeded 
on  all  points,  but  they  should  have  only  two-thirds  of  such  costs. 
MONNBT  V.  Beck,  p.  777. 

2.  In  a  patent  for  a  combination,  Patentee  held  to  have  claimed 

the  separate  elements. — Patent. — Construction  of  Specification. — 
Subject-matter. — Anticipation. — This  was  an  action  for  infringement 
of  a  patent  for  a  watering  pot.  The  Specification  described  a  watering 
pot  of  a  canister  shape  with  a  carrying  handle  and  a  tipping  handle, 
and  claimed  (1)  the  canister  shape  ;  (2)  the  make,  shape,  and  position 
of  the  tipping  handle  ;  (3)  the  introduction  of  the  particular  carrying 
handle.  The  Defendants  denied  infringement ;  and  set  up  want  of 
subject-matter,  utility,  and  novelty  in  the  invention,  and  anticipation. 
The  Plaintiff,  at  the  trial,  asserted  that  his  real  invention  was  the 
combination  of  the  three  things  claimed,  and  that  his  Specification 
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ought  to  be  so  construed.  Held,  that  the  Plaintiff  had  not  proved  that 
the  combination  as  a  whole  was  useful ;  and,  further,  that  the  alleged 
invention  was  only  the  adaptation  of  old  things  to  a  watering  pot ; 
that  the  patent  was  invalid ;  and  judgment  was  given  for  the 
Defendants.  The  Plaintiff  appealed.  Held,  that  even  if  the  Plaintiff 
did  claim  the  combination,  he  also  claimed  for  the  separate  elements, 
and  that  the  appeal  should  be  dismissed.  HAWS  v.  HARDING  AND  SONS, 
pp.  640,  930. 

A  patent  for  improvements  relating  to  the  production  of  light 
by  the  incandescence  of  refractory  materials  held,  on  the 
true  construction  of  the  Specification,  not  to  be  infringed.— 

Action  for  Infringement  of  Patent — Patent  held  valid  hut  not 
infringed.  —  Action  dismissed,  —  Costs.  —  Patents,  Ac.  Act,  1883, 
Section  29  (6). — In  1886,  a  patent  was  granted  to  R.  for  **  Improve- 
"  ments  relating  to  the  production  of  light  by  the  incandescence  of 
"  refractory  materials."  The  patent  was  intended  to  meet  the  difficulty 
in  the  transmission  of  Welsbach  mantles  after  ignition,  and  the 
Specification  stated  "  that  the  difficulty  might  be  overcome  by 
"  dipping  the  mantle  after  ignition  into  a  liquid  which  would 
"  thoroughly  penetrate  the  interstices  of  the  material,  and  would 
"  afterwards  'set  to  such  a  degree  of  hardness  as  to  protect  the 
"  material  from  danger  of  breakage  in  packing  or  handling,  and 
"  which  could  afterwards  be  removed  without  mechanical  injury  to 
**  the  mantles  and  without  leaving  any  objectionable  residue."  It  then 
stated  that  a  satisfactory  method  consisted  in  dipping  into  a  hot 
solution  of  volatile  hydrocarbon  mixed  with  paraflBii  wax  or  paraffin 
alone,  and  described  the  process  for  paraffin.  Then  it  continued, 
*'  Other  materials  may  be  employed  so  long  as  they  set  hard  at 
**  ordinary  temperatures,  and  <fec.  &c."  The  claims  were  (1)  the 
treatment  of  the  mantles  aft^jr  ignition  b}'  immersion  in  a  liquid 
which  will  afterwards  set  and  will  burn  away  without  prejudicial 
results  to  the  mantles  for  the  purposes  set  forth  ;  (2)  the  use  of 
paraffin  substantially  as  described  in  the  treatment  claimed  under 
the  first  claim.  An  action  for  infringement  having  been  brought 
on  this  patent  by  the  S.  Ci/mpany  against  the  I.  Company,  alleging 
infringement  by  the  use  of  collodion  with  various  solvents,  the 
defences  relied  on  at  the  trial  were  (1)  that  the  Patentees  were  not 
.the  true  and  first  inventors,  the  invention  having  been  communicated 
to  them  by  W.  ;  (2)  non-infringement ;  (3)  want  of  utility  ;  (4)  want 
of  novelty  by  reason  of  anticipation  by  an  invention  of  Bright  in  the 
year  1848  for  stiffening  the  wicks  of  lamps  by  dipping  in  wax,  and  by 
the  importation  into  this  country  of  Glam/md's  magnesian  baskets 
coated,  for  strengthening  purposes,  with  dextrine  or  collodion,  and  the 
subsequent  burning  of  them ;  (5)  expiration  of  the  patent  by  non- 
payment of  fees.  Held,  that,  according  to  the  proper  construction  of 
the  Specification,  it  did  not  claim  any  setting  except  that  effected  by 
cooling ;  that  the  invention  was  not  anticipated  by  Bright,  and  that 
the  importation  and  burning  of  Clamond*s  baskets,  coated  as 
mentioned,  was  not  a  publication  of  Glamond's  process,  although, 
if  it  had  been,  GlainoncTs  process  would  have  constituted  an  antici- 
pation ;  that  the  alleged  communication  of  the  invention  by  W.  was 
not  established  ;  that  utility  was  established  ;  that  the  use  of  collodion 
was  not  an  infringement,  since  the  setting  of  collodion  is  not  by 
cooling  but  by  evaporation.  The  uction  was  accordingly  dismissed, 
the  Defendants  having  given  to  them  the  general  costs  of  the  action, 
but  the  Plaintiffs  having  the  costs  of  the  issue  of  validity  of  the  Patent 
except  as  to  its  expiration.     A  Certificate  of  validity  was  granted. 
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Section  29  (sub-section  6)  of  the  Patents,  &c.  Act,  1883,  does  not  take 
away  the  jurisdiction  of  the  Court  to  give  the  costs  of  the  issue  of  validity 
to  an  unsuccessful  Plaintiff.  The  Sunlight  Incandescent  Gas 
Lamp  Co.,  Ld.  v.  The  Incandescent  Gas  Light  Co.,  Ld.,  and 
OTHERS,  p.  757. 

4.  A   Patentee  often  makes  a  smaller  claim  in  order  to  render  himself 

perfectly  safe  within  the  smaller  claim,  when  a  larger  claim  would 
have  rendered  his  patent  one  open  to  cavil  and  question.  Of  course, 
very  often  when  he  makes  that  smaller  claim  he  does  not  foresee  that 
making  it  smaller  in  order  to  make  his  patent  safe,  he  has  at  the  same 
tin^e  laid  himself  open  to  the  danger  of  having  something  made  which 
may  be  more  or  less  equivalent  to  his  invention  without  his  invention 
being  infringed.  That  is  always  one  of  the  risks  the  Patentee  runs. 
If  he  makes  his  patent  too  wide,  it  may  be  held  bad.  If,  on  the  other 
hand,  he  makes  it  too  narrow  he  may  find  its  value  very  largely 
diminished,  because  the  protection  it  affords  is  very  small.  The 
difficulty  always  is  to  hit  the  medium  between  those  two  extreme  cases. 
But,  nevertheless,  where  the  Patentee  has,  as  I  think  he  has  here, 
clearly  and  unequivocably  made  a  smaller  and  more  limited  claim  than 
that  suggested  on  the  part  of  the  Appellants,  it  is  impossible  to  construe 
his  claim  as  extending  to  something  which  its  language  does  not 
naturally  include.  Per  LORD  Herschbll  in  Lancashire  Explosives 
Co.,  Ld.,  v.  The  Roburitb  Explosive  Co.,  Ld.,  at  p.  311. 

5.  Principles  of  construction.— The  nature  of  an  invention  for  which  a 

Patent  is  granted  must  be  ascertained  from  the  Specification,  and  has  to 
be  determined  by  the  Judge,  aad  not  by  a  jury  or  by  any  expert  or 
other  witness.    BROOKS  v.  Steele  and  Currib,  p.  73. 

SPECIFICATION  (SUFFICIENCY  OF). 

1.  In  the  Specification  of  a  Patent  for  an  explosive  compound  made 
by  mixing  certain  ingredients  '^  in  or  about  in  "  the  proportions 
given,  one  of  such  ingredients  was  ''castor  oil  or  other  suitable 
oil."— Construction  of  ^^wifiiidXion.— Validity, ^Infringement. -- 
Action  dismissed,— Costs, — In  1889,  a  patent  was  granted  to  M.  for 
improvements  in  the  manufacture  of  explosive  compounds.  The 
Complete  Specification,  after  describing  the  effects  of  the  improvements, 
stated  that  *'in  the  manufacture  of  explosive  compounds  according  to  my 
**  present  invention,  I  mix  dissolved  guncotton  or  pyroxyline  with  nitro- 
"  glycerine,  nitro-gelatine,  or  similar  material,  and  with  oil,  preferably 
"  castor  oil.  I  have  discovered  that  the  addition  of  castor-oil  or  other 
"  suitable  oil  to  compounds  of  dissolved  guncotton  and  nitroglycerine, 
"  nitrogelatine,  or  the  like,  increases  the  toughness  of  the  product,  and 
'*  modifies  the  explosive  properties  thereof,  whilst  greatly  diminishing 
"  its  liability  to  deterioration  by  exposure  to  the  atmosphere."  The 
reasons  for  the  preference  for  castor-oil  were  then  stated  to  be— (1) 
solubility  by  means  of  the  solvents  employed  for  dissolving  guncotton 
and  nitroglycerine  or  nitrogelatine  ;  (2)  the  fact  of  its  combining  with 
either  of  these  substances  ;  (3)  the  fact  of  its  containing  oxygen  ;  more- 
over, that  it  made  the  compound  tough,  easy  to  be  cut  and  pressed,  and 
prevented  its  deterioration.  The  Specification  then  continued  : — **  I 
"  produce  an  explosive  compound  which  is  advantageous  for  various 
"  purposes  by  mixing  the  guncotton,  the  nitroglycerine,  nitrogelatine,  or 
"  similar  substance,  and  the  castor-oil  in,  or  about  in,  the  f  oliowins?  pro- 
"  portions,  viz.,  from  2  to  5  per  cent,  of  the  castor-oil,  from  10  to  1 6  per 
"  cent,  of  the  nitroglycerine  or  the  like,  and  the  remainder  of  guncotton." 
Methods  of  manu&icture  were  then  stated,  and  the  claims  were  as 
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follows  : — ^**  First.    An  explosive  compound  consisting  ^essentially  of 
"  guncotton  or  pyroxyline  mixed  with  nitroglycerine,  nitrogelatine,  or 
**  similar  material,  and  with  castor-oil  or  other  suitable  oil,  for  the 
"  purpose  above  specified.     Second.    The  manufacture  of  an  explosive 
^^  compound  by  first  dissolving  guncotton  by  means  of  acetone  or  other 
"  solvent,  and  then  incorporating  with  the  dissolved  guncotton,  nitro- 
*  "  glycerine,  nitrogelatine,  or  similar  material,  and  castor-oii  or  other 
"  suitable  oil,  substantially  as  hereinbefore  described.    Third.    The 
"  manufacture  of  an  explosive  compound  by  dissolving,  first,  castor-oil 
"  or  other  suitable  oil  and  then  guncotton  by  means  of  acetone  or  other 
"  solvent,  and  incorporating  therewith  nitroglycerine,  nitrogelatine,  or 
*•  similar  material,  substantially  as  hereinbefore  described.     Fourth. 
**  The  manufacture  of  an  explosive  compound  by  first  mixing  nitro- 
'^  glycerine,  nitrogelatine,  or  similar  material,  and  castor-oil  or  other 
"  suitable  oil,  with  a  small  quantity  of  acetone  or  similar  solvent, 
**  treating  dried  guncotton  with  this  mixture  in  a  rotary  cylinder  or 
"  chamber,  and  then  subjecting  the  product,  in  a  cylinder  or  chamber 
*'  from  which  air  is  exhausted,  to  the  action  of  vaporized  acetone  or 
*'  other  solvent,  and  then  to  pressure,  substantially  as  hereinbefore 
"  described."    A.,  who  is  Director-General  of  H.M.  Ordnance  Factories, 
manufactured  **  Cordite,"  a  powder  composed  of  58  per  cent,  of  nitro- 
glycerine, 37  per  cent,  of  guncotton,  and  5  per  cent,  of  vaseline.     M., 
and  the  M.  Company  who  claimed  under  him,  commenced  an  action  for 
infringement  of  his  patent  against  A.    The  Defendant  denied  infringe- 
ment, and  raised  the  following  objections  to  the  validity  of  the  patent: — 
(l)ThatM.  wasnotthetrueand  first  inventor  ;  (2)  want  of  subject-matter; 
(3)  want  of  utility ;  (4)   that  the  Specification   did  not  sufficiently 
describe  the  nature  of  the  invention,  inasmuch  as  if  the  proportions 
mentioned  were  departed  from,  the  directions  for  manufacture  were 
insufficient ;  (5)  that  the  Specification  did  not  sufficiently  distinguish 
what  was  claimed  to  be  new  from  what  was  not  so  claimed  ;  (6)  that 
the  invention  had  been  anticipated  by  several  prior  publications.  Held^ 
that  the  expression  "  castor-oil  or  other  suitable  oil "  did  not,  having 
regard  to  the  rest  of  the  Specification,  include  the  mineral  oils,and  did  not 
include  vaseline  ;  that,  otherwise,  the  patent  would  be  invalid,  as  experi- 
ment would  be  necessary  to  ascertain  what  oils  were  suitable  oils  ;  and 
further,  that  M.'s  patent  must  be  limited  to  a  powder  in  which  gun- 
cotton  was  the  main  ingredient,  even  if  not  limited  to  a  proportion  of  about 
16  per  cent,  of  nitro-glycerine  ;  that,  otherwise,  it  would  be  invalid  as 
claiming  proportions  many  of  which  would  be  useless,  and  as  requiring 
experiment  to  ascertain  the  limits  of  the  practical  proportions  ;  and 
that  the  patent,  being  thus  limited  in  these  respects,  was  good,  but  the 
Defendant  did  not  infringe  it.    Held,  also,  that  if  the  patent  covered 
the  use  of  vaseline  it  would   also  be  invalid,  on  the  ground  that 
vaseline,  not  being  soluble  in  acetone,  the  invention  as  described  and 
claimed  was  useless  or  not  truly  described.    Heldy  further,  that  the 
first  claim  of  the  patent  being  for   a  combination,  the   Defendant 
would  not  escape  from  infringing  merely  by  the  fact  that  he  used  the 
vaseline,  not  with  a  view  to  its  advantage  as  a  moderant,  but  to  its 
advantage   as   a    lubricant.     Newton   v.  Vaucher,  6  Exch.  859,  and 
Seed  V.  Higgins,  8  H.L.C.,  distinguished.    The  action  was  dismissed, 
with  costs,  except  that  the  Plaintiffs  were  given  the  costs  of  the  issue 
as  to  validity.     Costs  on  the  higher  scale  were  not  allowed.     A 
certificate  that  the  validity  of  the  patent  came  into  question   was 
granted,  and  also  a  certificate  that  the  particulars  of  objections  were 
reasonable  and  proper.    A  patent  may  be  good  which  describes  one 
only  out  of  many  kinds  of  means  or  sets  of  proportions,  but  subject  to 
the  qualification  that,  that  if  all  are  claimed,  it  will  be  invalidated  iC 
extended  experiment  and   research   are  necessary  to  discover  what 
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kinds  of  means  or  proportions,  other  than  those  described,  will  produce 
any  useful  result.  Heldy  on  appeal,  that  M/s  patent  must  be  limited 
to  a  powder  in  which  the  proportions  were  those  or  about  those 
mentioned  in  the  Specification  ;  that,  otherwise,  it  would  be  inyalid 
as  claiming  proportions  many  of  which  would  be  useless,  and  as 
requiring  experiment  to  ascertain  the  limits  of  the  practical  pro- 
portions ;  and  that  the  patent  being  thus  limited  in  these  respects  was 
good,  but  the  Defendant  did  not  infringe  it.  Held^  also,  by  Lord 
ESHBR,  M.R.,  and  Chitty,  L.J.  (affirming  Wright,  J.),  that  the 
expression  "  castor-oil  or  other  suitable  oil  "  did  not,  having  regard  to 
the  rest  of  the  Specification,  include  the  mineral  oils,  and  did  not 
include  vaseline,  and  that,  therefore,  on  this  ground  also,  the 
Defendant  did  not  infringe.  The  appeal  was  dismissed  with  costs. 
Maxim-Nordbnfblt  Guns  and  Ammunition  Co.,  Ld.  v.  Anderson, 
pp.  371,.671. 

2.  A  patent  for  the  manafactore  of  dve-stufb  held  to  be  invalid 

on  the  ground  of  insafflciency  of  the  description  of  one  of 
the  processes  given  by  way  of  example  in  the  Specification.— 

Patent — Action  for  infringem&nt  of  two  patents, — Case  aftandoned  as 
to  one  in  course  of  trial— Validitt/. — Sufficiency  of  Specification. — 
Infringement — Costs, — The  B.  Company,  as  owners  of  two  patents  fur 
the  manufacture  and  production  of  dye-stuffs,  brought  an  action  for 
infringement  thereof  against  the  C.  Company  and  W.,  claiming  the 
usual  relief.  The  Defendants  did  not  dispute  the  validity  of  the  first 
patent,  but  they  denied  infringement  thereof,  and  also  of  the  second 
patent,  and  they  denied  the  validity  of  this  patent  on  various  grounds 
set  forth  in  their  Particulars  of  Objections,  one  being  that  it  was 
anticipated  by  the  previous  patent  of  M.  (the  subject  of  the  case  of 
Monnet  v.  Beck),  In  the  course  of  the  trial  they  were  allowed  to 
amend  their  Particulars  by  introducins?  a  fresh  objection — that  one  of 
the  processes  described  in  the  Specification,  by  way  of  example,  was 
insufficiently  described.  In  the  course  of  the  trial  the  Plaintiffs 
abandoned  their  case  on  the  first  patent.  Heldy  that  the  Plaintiffs' 
second  patent  was  not  anticipated  by  M.'s  patent,  but  that  it  was 
invalid  on  the  ground  of  insufficiency  of  the  description  of  one  of  the 
processes  given  by  way  of  example  in  the  Specification.  Judgment 
was  given  for  the  Defendants  in  respect  of  the  first  patent  and  on  the 
issue  as  to  the  validity  of  the  second  patent,  and  for  the  Plaintiffs  on 
the  issue  of  infringement  of  the  second  patent.  A  special  Order  was 
made  as  to  costs.  In  chemical  cases  test-tube  experiments  are  not 
nearly  S9  satisfactory  as  those  on  a  commercial  scale.  A  chemical 
patent,  dealing  with  very  subtle  and  delicate  reactions,  is  entitled  to 
the  benefit  of  being  tested  by  the  results  of  its  working  in  the  hands 
of  persons  not  merely  practised  in  chemistry  generally  but  having 
acquired  familiarity  with  the  processes.  Badischb  Anilin  UND 
Soda  Fabrik  v.  La  Sooi6t6  Chimiqub  des  Usinbs  du  Rh6nb 
AND  Wilson,  p.  875. 

3.  It  is  a  well  known  law  that,  in  order  to  give  right  to  a  monopoly,  the 

Patentee  must  not  merely  set  a  problem,  and  perhaps  even  render  it  not 
very  difficult  to  solve,  but  must  condescend  to  practical  details,  so  that, 
at  the  expiration  of  the  patent,  the  rest  of  the  world  may  be  able, 
without  further  experiment,  to  make  the  patented  article.  This 
condition,  I  think,  Messrs.  Ayr  ton  and  Perry  did  not  fulfil ;  and  if  so, 
they  cannot  complain  that  another  should  travel  by  the  road  which  they 
have  discovered  up  to  the  door  which  they  did  not  unlock,  and,  having* 
found  the  key  himself,  should  unlock  the  door,  go  in,  and  shut  them 
oat.    Per  Wills,  J.    Hookham  v.  Johnson,  p.  563. 
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4.  A  specification  which  describes  one  only  out  of  many  kinds  of  means  or 

sets  of  proportions  may  be  good,  but  a  specification  of  this  character 
was  held  bad  where  extended  experiment  and  research  were  necessary 
to  discover  what  kinds  of  means  or  proportions  other  than  those 
described  would  produce  any  useful  result.  Maxtm-Nordbnfblt 
Guns  and  Ammunition  Co.,  Ld.,  v.  Anderson,  p.  ?85. 

5.  A  Patentee  who  discovers  a  valuable  invention  does  not  invalidate  his 

patent  merely  because  he  claims  for  a  subsidiary  purpose  far  less 
valuable,  unless  the  subsidiary  claim  has  absolutely  no  utility,  or  has 
been  anticipated  or  required  no  invention.  ADAMANT  Stonh  AND 
Paving  Co.,  Ld.  v.  The  Corporation  of  Liverpool,  p.  22. 

6.  If  in  a  Provisional  Specification  which  describes  a  valuable  part  of  an 

invention,  there  is  also  described,  as  an  alternative  to  that  part,  some- 
thing which  turns  out  not  to  be  valuable  and  is  abandoned  in  the  final 
specification,  such  abandonment  does  notaffect  the  validity  of  the  claim 
for  the  invention,  disregarding  the  omitted  alternative  part,  or  deprive 
the  Patentee  of  the  right  to  say  that  he  first  discovered  and  gave  to  the 
public  the  benefit  of  the  valuable  part  which  was  retained.  PNEUMATIC 
Tyre  Co.,  Ld.  v.  The  East  London  Rubber  Co.,  p.  98. 

STAY  OF  EXECUTION. 

Where,  on  a  petition  for  revocation  of  a  iiatent,  an  order  for  revocation  is 
made,  the  Court  can  stay  execution  of  the  order  pending  an  appeal, 
unless  its  discretion  clearly  be  wrongly  exercised.  Re  ARMSTRONG'S 
Patent,  p.  747. 

STAY  OP  INJUNCTION,  TERMS  OF.  See  The  North  British  Rubber 
Co.,  Ld.  v.  The  Gormully  and  Jbffbry  Manufacturing  Co., 
p.  302. 

SUBJECT-MATTER.    See  also  Novelty. 

1.  Improvements   in  pince-nez    or  double  eyeelasseB,  consisting 

of  a  combination  of  details  which  were  old,  held  not  to  be 
subject-matter.— ^c^ion  for  in/Hngement  of  two  patents. — Com- 
bination  of  old  materials  for  old  purposes. — Subject-matter, — 
Anticipation. — Invalidity  of  patents. — The  action  was  for  infringement 
of  two  patents  for  improvements  in  pince-nez  double  eyeglasses.  The 
Defendant  denied  infringement,  and  alleged  that  the  patents  were 
invalid  on  various  grounds,  including  want  of  novelty  and  subject- 
matter,  and  anticipation  by  prior  Specifications  and  prior  user.  The 
Plaintiff  claimed  that  his  invention  was  a  combination  of  a  rigid 
bridge,  pivoted  placquets,  and  spring  arms.  Held^  by  the  Court  of 
Appeal  (aflBrming  the  Judge  at  the  trial),  that  the  combination  was  not 
such  a  novel  invention  as  could  form  the  subject-matter  of  a  patent, 
and  that  the  invention,  if  any,  was  anticipated.  WOOD  v.  Raphabl, 
p.  496. 

2.  A  patent  for  improvements  in  and  connected  ¥rith  ice  tanks 

held  to  have  been  anticipated  and  to  be  invalid  for  want  of 
snbject-matter. — Action  for  infringement  of  patent, —  Validity.^ 
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Subfect'tnaiter. — A  lleged  anticipation. — Prior  user — Prior  publication . 
— The  Patentee  of  a  patent  for  "  ImprovementB  in  and  connected  with 
"  ice  tanks "  brought  an  action  for  infringement  gf  his  patent.  The 
Patentee  had  six  claims  claiming  substantially  for  a  combination  of  a 
number  of  parts.  The  Defendants  pleaded  that  the  Plaintiff's  alleged 
improvements  contained  no  invention,  and  were  anticipated  by  prior 
Specifications,  prior  user,  and  prior  publication.  Held,  that  the 
Plaintiff's  invention  was  anticipated,  and  his  Patent  was  invalid  for 
want  of  subject-matter.  SiDDBLBY  v.  Thb  liONDON  HYGIENIC  ICB 
Co.,  Ld.,  p.  514. 

3.  An  improvement  in  pulp  strainers  used  in  paper-making,  held  to 
show  invention,  and  to  be  good  subject-matter.— Pa/eyi^.—/n- 
fringement — Action  for  interdict, — Defence  that  Patentee  was  ?iot  the 
true  and  first  inventor,  —  Alleged  anticipation.  —  Subject-matter. — 
Novelty. — Construction  of  Specification. — In  1882,  B.  obtained  pro- 
visional protection  for  an  invention  to  cause  the  diaphragm  in  a  pulp 
strainer,  used  in  paper-making,  to  pulsate — ^that  is,  to  move  up  and  down 
— ^by  forcing  under  it  jets  of  steam  or  compressed  air.  He  explained  that 
the  vat  for  pulp,  of  which  the  diaphragm  formed  part,  might  be  stationary, 
but  it  was  by  preference  mounted  on  trunnions  at  the  ends,  and  it  had  a 
rocking  motion  imparted  to  it  by  a  rotating  eccentric  or  in  any  other  con- 
venient way,  the  purpose  of  the  rocking  action  being  to  wash  off  fibrous 
matters  from  the  pulp  before  it  was  drawn  off  through  a  strainer  on  to  the 
diaphragm.  B.'s  invention  was  purchased  by  a  firm  of  founders,  but 
never  used.  On  the  7th  of  October  1891,  W.  obtained  a  patent  for 
improvements  in  apparatus  for  straining  paper  pulp.  The  effect  of 
these  improvements  was  to  cause  the  vai  in  which  the  pulp  was  placed 
to  oscillate  at  the  same  time  that  th^  diaphragm,  or  lower  bottom  of  the 
vat,  pulsated,  and  without  tearing  the  diaphragm  or  the  strips  of  rubber 
by^which  it  was  fixed  to  the  sides  of  the  vat.  This  he  did  by  carrying 
down  the  ends  of  the  vat  so  as  to  place  them  on  trunnions  on  which 
the  vat  oscillated,  the  trunnions  being  so  placed  that  the  centre  of 
oscillation  coincided  with  the  centre  of  the  rotating  shaft  moving  the 
diaphragm.  He  stated  the  improvement  to  consist  in  ^^  imparting  an 
^  oscillating  or  rocking  motion  to  the  vat  or  vessel  in  which  the 
^'  straining  operation  is  effected,  and  in  constructive  arrangements  con- 
"  nected  therewith."  On  the  7th  of  March  1894,  C.  obtained  a  patent 
for  an  invention  relating  to  improvements  in  pulp-strainers  of  paper- 
making  machines.  He  claimed  'Hhe  meaus  whereby  the  back  of  the 
"  vat  is  intermittently  lifted  and  lowered  so  as  to  prevent  the  refuse 
"  matter  from  being  carried  back  over  the  strainer  plates."  The  object 
aimed  at  was  to  wash  the  fibrous  matter  off  the  strainer  plates  by  a 
combined  oscillation  of  the  vat  with  a  raising  of  the  diaphragm  or  of 
the  vat.  C.  claimed  that  the  raising  and  lowering  in  the  case  of  his 
machine  was  merely  a  tilt,  which  was  effected  by  means  of  a  crank-pin 
in  a  disc  on  the  end  of  a  worm  spindle,  which  crank-pin  worked  in  a 
slot  in  the  lower  end  of  an  adjustable  connecting-rod.  C.  claimed  that 
this  intermittent  tilt,  as  distinguished  from  the  coMinuous  raising  and 
lowering  in  the  case  of  W.'s  machine,  was  an  improvement  upon  all 
existing  machines.  W.  raised  an  action  to  interdict  C.  from  making, 
selling,  and  using  his  machine,  on  the  ground  that  it  was  substantially 
the  same  as  the  Complainer's  patent  machine.  C.  defended,  on  the 
ground  that  his  machine  was  distinct  from  the  Complainer^s,  and,  even 
if  it  were  the  same,  that  the  Complainer's  invention  having  been 
anticipated  by  B.,  who  had  disclosed  the  idea  of  oscillation  combined 
with  pulsation,  no  action  could  lie.  It  was  proved  that  the  vats  used 
in  the  machines  were  similar  to  each  other,  and  that  the  difference 
bet-ween  tl^e  two  cousisted  chiefly  in  the  difference  in  the  form  of 
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motion  imparted  to  the  yat,  the  motion  in  the  Complainer's  machine 
being  continuous  through  an  equal  arc  on  each  side  of  the  perpendicular, 
while  that^n  the  Respondents'  was  intermittent,  and  moved  the  vat  to 
one  side  of  the  perpendicular  only.  The  Respondents  claimed  that  their 
mode  of  oscillation  was  superior  in  respect  that  the  fibrous  matter  could 
be  more  conveniently  carried  off  from  the  one  side.  Held^  by  the 
Lord  Ordinary y  (1)  that  there  had  been  no  anticipation  of  W.  by  B., 
because  B.,  while  disclosing  the  advantage  of  oscillation  combined 
with  pulsation,  invented  nothing  whereby  the  rocking  motion  of  the 
vat  and  the  motion  of  the  diaphragm  could  be  reconciled  ;  and  (2) 
that  C.  infringed  W.  by  adopting  W.'s  expedient  for  moving  the  vat 
without  tearing  the  diaphragm  in  order  to  produce  an  intermittent  tilt 
combined  with  a  rocking  motion  of  the  vat,  which  in  pulp-straining 
had  the  same  efficpx^y  as  continuous  pulsation  combined  with  rocking 
motion  of  the  vat.  HeJd^  by  the  Inner  House,  (1)  that  there  had  been 
no  anticipation  of  W.  by  B. ;  (2)  that  W.'s  invention,  although  simple, 
disclosed  good  subject-matter ;  (3)  that  C.  had  infringed  W, ;  and  (4) 
that,  reading  W.'s  Specification  and  Drawings  together,  there  was  no 
ambiguity  in  the  Specification  where  it  described  the  shaft  for  pulsating 
the  diaphragm  as  being  '^  in  line  with  and  parallel  to "  the  axis  on 
which  the  vat  oscillated.  JOHN  Whitb  v.  Bebtbams,  Ld.,  pp.  501, 
735. 

4.  Patent  for  the  construction  and  use  of  porous  moulds  for  moulding 

decorative  or  other  slabs  and  blocks  held  to  be  useflil  to  require 
invention  and  to  be  fi^ood  subject-matter.— Patent  for  process 
of  manufacturing  artificial  stone,  which  consisted  in  grinding  to 
a  coarse  powder  refuse-destructor  clinker,  mixing  it  ¥rith  a 
suitable  binding  material,  to  make  a  concrete,  and  submitting 
the  same  to  great  pressure  in  porous  moulds,  held  invalid  for 
want  of  subject-matter. — Action  for  infHngement  of  two  patents, — 
Subject-matter.  —  Alleged  anticipation.  —  Alleged  disconformity,  — 
Utility. — Invention. — Infringement. — Subsidiary  claim. — ^This  was  an 
action  for  the  infringement  of  two  patents,  in  the  first  of  which  the 
claim  was  for  "  the  construction  and  use  of  porous  moulds  for  moulding 
*'  decorative  or  other  slabs  and  blocks,  substantially  as  above  described," 
and  in  the  second  of  which  the  claim  was  ^'  for  the  process  of  manu- 
^*  facturing  artificial  stone,  which  consists  in  grinding  to  a  coarse 
"  powder  refuse-destructor  clinker,  mixing  it  with  a  suitable  binding 
^*  material,  to  make  a  concrete,  and  submitting  the  same  to  great 
^'  pressure  in  porous  moulds,  substantially  as  herein  set  forth."  The 
Defendants  denied  infringement,  and  alleged  that  both  patents  were 
useless  and  were  invalid,  on  the  grounds,  ifiter  alia,  of  want  of  subject- 
matter  and  anticipation.  Heldy  that  the  second  patent  was  invalid  on 
the  ground  of  want  of  subject-matter ;  that  the  first  patent  was  useful, 
required  invention,  and  was  good  subject-matter,  and  had  not  been 
anticipated  ;  and  that  the  Defendants  had  infringed  the  first  patent. 
A  Patentee  who  discovers  a  valuable  invention  does  not  invalidate  his 
patent  merely  because  he  claims  for  a  subsidiary  purpose  far  less 
valuable,  unless  the  subsidiary  claim  has  absolutely  no  utility,  or  has 
been  anticipated,  or  required  no  invention.  Usual  set  off  as  to  costs 
ordered.  ADAMANT  Stonb  and  Paving  Co.,  Ld.  v.  Thb  Corporation 
OP  Liverpool,  p.  11. 

5.  Where  different  machines  of  a  certain  general  class  or  character  are  well 

known,  if  a  person  selects  one  specially  adapted  for  his  purpose  to  effect 
a  new  object,  and  with  the  result  of  producing  a  new  articlei  or  an  old 
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article  in  a  substantially  more  expeditious  and  economical  way  than  if  > 
was  produced  before,  then  he  may  properly  claim,  as  subject-matter  of 
a  patent,  that  machine  as  applied  to  the  new  object,  even  though  he 
could  not  have  claimed  the  machine  per  se,  that  is  to  say,  without 
limitation  as  to  its  application.  Adamant  Stone  and  Paving  Co., 
Ld.  v.  The  Corporation  of  Liverpool,  p.  21. 

6.  New  use  of  an  old  machine  cannot  be  subject-matter  of  a  patent,  and  if 

the  old  machine  is  patented,  any  use  of  it  for  any  purpose  to  which  it 
can  be  applied  is  an  infringement.  The  NORTH  BRITISH  RUBBER  Co., 
Ld.  v.  The  Gormully  and  Jeffery  Manufacturing  Co.,  p.  298. 

7.  An  eyelet  for  boots  <fec.,  made  of  metal  and  coated  both  above  and  below 

the  flange  with  celluloid  so  as  to  provide  a  permanent  facing  for  the 
eyelet,  held  not  good  subject-matter.    RiBKMANN  v.  Thierry,  p.  105. 

THREATS  (ACTION  TO  RESTRAIN). 

1.  In  an  action  for  an  infringement  of  a  patent,  a  motion  by  the 

Defendants  to  restrain  threats  was  dismissed  on  the  ground 
that  the  Plaintiffs,  having  brought  their  action,  were  acting 
within  their  Tights.— Defence  and  counterclaim  that  Defendants 
were  licensees. — Motion  by  Defendants  to  restrain  threats. — Patents^ 
Ac.  Acty  1883,  Section  32. — Injunction  grayited. — Appeal. — Appeal 
allowed,  and  motion  dismissed,  with  costs. — The  Plaintiffs  in  this  case 
brought  an  action  to  restrain  infringement  of  a  patent  for  improve- 
ments in  rubber  tyres.  The  Defendants,  by  their  Defence,  alleged 
that  the  tyres  complained  of  as  infringements  were  made  and  sold 
under  a  license  granted  to  predecessors  of  the  Defendants.  The 
Plaintiffs  issued  a  certain  circular  and  letters,  which,  in  effect,  stated 
that  the  Defendants  were  not  entitled  to  sell  the  tyres  they  were  selling. 
The  Defendants  then  gave  notice  of  motion  to  restrain  the  Plaintiffs 
from  representing  by  letters  and  circulars  that  the  Defendants  were 
not  authorized  to  make  and  sell  such  tyres.  Kekemch,  J.,  granted  an 
injunction  to  restrain  the  issue  of  such  circulars  and  letters.  The 
Plaintiffs  appealed.  Held,  that  under  the  proviso  to  Section  32  of 
the  Patents,  &c.  Act,  1883,  the  Plaintiffs,  having  brought  an  action 
for  infringement,  were  entitled  to  issue  the  circulars  and  letters,  and 
the  appeal  was  allowed,  and  the  motion  was  dismissed,  with  costs. 
The  Dunlop  Pneumatic  Tyre  Co.,  Ld.  v.  The  New  Sbddon 
Pneumatic  Tyre  and  Self-closing  Tube  Co.,  Ld.,  p.  332. 

2.  Ex-parte  motion  for  injunction  i^ivLS^^.— Patent.— Action  to  restrain 

threats. — Ex-parte  motion  for  interlocutory  injunction  restraining 
issue  of  circular. — Injunction  not  granted. — Patents,  Ac.  Act,  1883, 
Sec.  32. — The  Plaintiff  Company,  formed  for  the  purpose  of  purchasing 
a  patent,  sent  copies  of  their  prospectus  to  various  newspapers  for 
insertion,  on  the  5th  of  November  189?.  The  prospectus  stated  that 
the  list  of  subscribers  would  be  opened  on  the  5th  of  November  and 
closed  on  the  8th  of  November.  The  Defendant  Company,  the 
assignees  of  another  patent,  sent  a  circular  to  all  the  leading  news- 
papers for  publication  simultaneously  with  the  Plaintiffs'  prospectus. 
The  Plaintiffs,  having  commenced  an  action  to  restrain  the  Defendants 
from  alleging  that  ther  patent,  under  which  the  Plaintiffs  proposed  to 
work,  was  an  infringement  of  the  Defendants'  patent,  and  from  using 
threats,  moved  for  an  injunction  ex-parte  to  restrain  the  Defendants,  over 
the  8th  of  November,  from  issuing  the  circular.    Held,  by  BYRNE,  •/., 
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and  the  COURT  OP  APPEAL  that  it  was  not  a  proper  case  for  granting  an 
injunction  ex-parte.  The  Commercial  Development  Corpora- 
tion, Ld.  v.  The  Castnbr-Kellner  Alkali  Co.,  Ld.,  p.  939. 

3.  Motion  for  injunction  reftised.—^c^ton /pr  infringement  of  patent- 

Action  to  restrain  threats. — Motion  for  injunction  to  restrain  threats, — 
Alleged  mala  fides. — Solicitors  of  Defendants. — Motion  refused.— The 
I.  Company  and  the  S.  Company  being  competing  Companies  in  the 
manufacture  of  incandescent  mantles,  the  S.  Company  brought  an 
action  for  infringement  of  a  patent.  The  action  was  approaching  trial, 
when  the  S.  Company's  solicitors  issued  a  circular  giving  notice  of  the 
action  and  stating  that  they  were  advised  that  the  I.  Company's 
mantles  were  infringements,  and  warning  purchasers  that  they  exposed 
themselves  to  like  actions,  and,  in  the  event  of  the  S.  Company 
succeeding,  that  the  purchasers  would  be  liable  to  pay  damages  and 
costs  and  to  have  their  mantles  destroyed  by  order  of  the  Court. 
The  I.  Company  thereupon  commenced  an  action  to  restrain  the  issue 
of  the  circular,  and  moved  for  an  interlocutory  injunction  against  the 
S.  Company,  their  solicitors,  and  other  agents.  An  ex-parte  injunction 
was  granted  by  Kekewich,  J.,  and  the  motion  was  now  heard  on 
evidence.  The  I.  Company  contended  that  the  circular  was  issued 
mala  fide  on  the  following  grounds  : — (1)  That  it  stated  more  than 
the  S.  Company's  legal  rights  ;  (2)  that  the  patent  was  an  old  one,  and 
that  the  I.  Company  had  been  carrying  on  the  same  process  for  nine 
years  to  the  knowledge  of  the  Patentees,  and  that  the  S.  Company  did 
not,  bond  fide,  believe  in  their  case.  Held,  that  the  circular  was 
perfectly  accurate  if  read  carefully,  but  that  ignorant  persons  might 
misread  it ;  that  as  it  was  strictly  correct,  no  evidence  of  malice  could 
be  drawn  from  it;  that  the  circumstances  explained  the  delay  in 
bringing  the  infringement  action  ;  that  there  was  no  evidence  that  the 
S.  Company  knew  of  any  infringement ;  and  that  there  was  no  evidence 
of  niala  fides.  The  motion  was  refused.  An  intimation  was  given 
that  the  motion  against  the  solicitors  was  in  no  way  justified,  and  that 
the  action  against  them  ought  to  be  discontinued.*  INCANDESCENT 
Gas  Light  Co.,  Ld.  v.  The  Sunlight  Incandescent  Gas  Lamp 
Co.,  Ld.,  p.  180. 

4.  Evidence  of  malice  discussed.    Ibid. 

5.  Motion  to  restrain  threats.— No  order  except  that  costs  be  costs  in 

the  action. — Action  to  restrain  threats  and  infringements. — Cross 
action  to  restrain  infringetnent  of  patent. — Further  action  by  Plaintiff 
in  first  action  to  restrain  threats  and  passing  off. — Motions  in  each 
action  in  terms  of  writ. — Patents,  Ac.  Act,  1888,  Section  32. — Dite 
diligence. — Terms  of  order. — A.  commenced  an  action  against  B.  to 
restrain  threats,  and  to  restrain  infringement  of  A.'s  patent.  B.  then 
commenced  an  action  against  A.  and  C.  for  infringement  of  his  patent, 
and  A.  and  C.  commenct  d  a  third  action  to  restrain  the  issue  of  a 
threatening  circular,  and  also  to  restrain  passing  off  lubricators  not  being 
A.  and  C.'s  as  and  for  their  lubricators.  The  Plaintiffs  in  each  action 
then  moved  for  injunctions  according  to  the  relief  claimed  in  the 
actions.  A.  and  C.  alleged,  on  the  motion  to  restrain  threats,  that  B. 
had  not  brought  himself  under  the  proviso  to  Section  32  of  the 
Patents,  Ac  Act,  1883,  by  his  infringement  action,  as  his  threats  were 
not  made  bimdfide,  and  his  action  was  not  brought  with  due  diligence. 
No  order  was  made  on  any  of  the  motions,  except  that  costs  be  costs  in 
the  action,  and  the  Defendants  in  each  case  undertook  to  keep  such 
accounts  as  they  might  be  liable  to.    The  actions  were  directed  to  be 
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set  down  at  once,  pleadings  to  be  delivered  subsequently.  Bbissbarth 
V,  Pbrry  and  Co.,  Ld.  ;  Pbsrry  and  Co.,  Ld.  v.  Bbrnstbin  and 
Bbissbarth  ;  Bbissbarth  and  Bbrnstbin  v.  Perry  and  Co.,  Ld., 
p.  148. 

UTILITY. 

1.  The  commercial  succesH  of  a  patent  is  not  the  test  of  Its  utility.    Per 

Wills,  •/.,  Sunlight  Incan  descent  Gas  Lamp  Co.,  Ld.  v.  Thk 
Inoandbsobnt  Gas  Light  Co.,  Ld.,  p.  775. 

2.  Utility  held  to  be  proved.    Scott  v.  Hamling  &  Co.,  Ld.,  p.  123. 

VARLA.NCE. 

1.  Disconfonnity  between  Provisional  and  Complete  Specifications 

established.  —  Action  for  infringement  of  patent.  —  Oas  motor 
engines. — Infringement, — Anticipation. — M.  was  the  Patentee  of 
improvements  in  gas  motor  engines,  namely,  an  improved  means 
of  obtaining  a  combnstible  charge  to  start  such  engines,  of  igniting 
the  charge  to  start  and  work,  and  of  governing.  He  sought  to 
interdict  T.  for  infringement.  T.  pleaded  disconformity  and  antici- 
pation  and  non-infringement,  and  on  a  proof  these  pleas  were  sustained. 
Magbb  v.  Tangybs,  Ld.,  p.  255. 

2.  Action  for  infringement  of  patent.— Alleged  disconfonnity.— 

Alleged  8Lntici]pBiitiOTL.-Infringement.-Advantages  of  invention.-Stay 
of  injunction. — Certificate  of  vafidity  not  given  tivice  over. — The  action 
.  was  to  restrain  infringement  of  a  patent  for  improvements  in  rubber 
tyres  and  metal  rims  or  felloes  of  wheels  for  cycles  and  .other  light 
vehicles.  The  Defendants  denied  infringement,  and  alleged  that  the 
patent  was  invalid  on  the  grounds  of  disconformity,  in  that  the 
Complete  Specification  extended  the  invention  to  pneumatic  tyres, 
which  were  not  mentioned  in  the  Provisional  Specification,  and  of  antici- 
pation of  the  means  of  securing  the  tyres.  Held^  that  the  Patentee's 
invention  of  his  form  of  rubber  tyre,  and  of  the  way  in  which  he 
fastened  it  on  to  the  rim,  was  a  novel  and  useful  invention  ;  that  there 
was  no  disconformity  between  the  Provisional  and  Complete  Specifi- 
cations ;  that  there  was  no  anticipation  ;  and  that  the  Defendants  had 
infringed.  A  Patentee  is  not  obliged  to  detail  the  advantages  of  his 
invention  in  his  Provisional  Specification.  A  person  cannot  use  a 
patented  invention  for  a  new  purpose  without  paying  for  the  use. 
The  Defendants  appealed,  but  the  appeal  was  dismissed,  with  cost€. 
Pneumatic  Tybb  Co.,  Ld.  v.  Thb  East  London  Ritbbbr  Co., 
pp.  77,  573. 

3.  Alleged  variance,  held  not  to  be  established,  being  only  such  a 

change,  as  might  fairly  follow  on  fhrther  consideration  by  an 
inventive  mind,  of  the  method  of  the  Provisional.— Brooks  v. 
Lamplugh,  p.  597. 

4.  "  I  take  it  to  be  perfectly  settled  law  that,  so  far  as  the  objection  of  want 

**  of  conformity  between  Provisional  Specification  and  Complete  Speci- 
"  fication  is  concerned,  the  Patentee,  merely  by  condescending  to 
"  particulars  in  respect  of  the  things  which  he  has  thought  out,  never 
^  loses  the  benefit  of  general  expressions  in  the  Provisional  Specification 
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"  as  to  matters  which  he  has  not  thought  out.  Of  course  he  may  use 
*^  words  which  may  tie  his  hands  afterwards  to  detail.  But  that  is 
''  merely  saying  that  his  language  may  be  such  as  to  exclude  an  area 
"  which  might  otherwise  be  within  more  general  phraseology."  Per 
Wills,  J.  Pneumatic  Tyre  Co.,  Ld.  and  Others  v.  The  Ixion 
Patent  Pneumatic  Tyre  Co.,  Ld.,  p.  869. 

5.  Held,  not  to  have  been  made  out.    PNEUMATIC  TYRE  Co.',  Ld.  AND 
Others  v.  The  Ixion  Patent  Pneumatic  Tyre  Co.,  Ld.,  p.  853. 

WORKMAN  (SKILLED).    See  Dbfries  and  Peeny  v.  Sherwood,  p.  313. 
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DIGEST  OE  DESie  CASES. 


DESIGN  RULES, 

Rule  5.  Wbdbkind  v.  The  General  Electric  Co.,  Ld,,  p.  190. 

INFRINGEMENT. 

Design  for  a  mressure-bar  for  wringing  and  mangling  machines  held 
to  be  inmnged. — Action  for  infringement  of  registered  design. — 
Anticipation  of  Plaintiffs*  registered  design — Similarity  between 
Plaintiffs*  registered  design  and  Defendants'"  infringement. — The 
Plaintiffs,  as  owners  of  a  registered  design  for  a  pressure-bar  for 
wringing  and  mangling  machines,  brought  an  action  for  infringement. 
The  Defendants  denied  infringement,  and  alleged  that  the  Plaintiffs' 
registered  design  was  not  subject-matter,  and  was  anticipated  by  the 
various  prior  publications  set  forth  in  the  Particulars  of  Objections. 
Heldy  that  the  Plaintiffs'  article  and  the  Defendants'  article  were 
practically  identical ;  that  the  Plaintiffs'  design  had  not  been  antici- 
pated, and  that  the  Plaintiffs  were  entitled  to  succeed.  An  injunction 
aud  50Z.  damages  and  costs  were  awarded  to  the  Plaintiffs.  Varlby 
AND  Others  v.  The  Keighlby  Iron  Works  Society,  Ld.,  p.  169. 

MARKING  OF  GOODS. 

1.  Copyright  in  a  design  lost  where  the  proprietors  caused  a 
delivery  of  articles  on  sale  without  the  prescribed  mark.— 

Action  for  infringement  of  design, — Patents^  Ac,  Act,  1883,  Sections  SI 
and  61,— Failure  to  mark  articles, — Design  Rules  of  1893,  Rule  5, — 
Proprietors, — Action  dismissed, — This  was  an  action  for  infringement  of 
a  registered  design  of  the  pattern  of  a  telephone  transmitter  with  a 
receiver.  The  Defendants,  by  their  Defence,  pleaded  that  A.  and  B., 
by  whom  the  design  was  originally  registered,  had,  before  the  assign- 
ment of  the  design  to  the  Plaintiff,  sold  to  the  Defendants  a  certain 
number  of  telephone  transmitters  of  the  Plaintiff's  design  and  pattern 
for  the  purpose  of  being  resold  by  the  Defendants,  which  were  not 
marked  as  prescribed  by  the  Patents,  &c.  Act,  1883,  Section  51.  The 
Defendants  also  alleged  that  the  A.  Company,  of  which  A.  and  B. 
were  directors,  granted  the  Defendants  a  license  to  manufacture  and  sell 
telephone  transmitters,  which  were  in  part  made  of  the  Plaintiff's  pattern 
and  design,  without  any  stipulation  that  the  same  should  be  marked 
with  a  mark  or  figure  denoting  that  the  design  was  registered  ;  and  the 
Defendants  had,  to  the  knowledge  of  A.  and  B.,  manufactured  and  sold 
telephone  transmitters  of  such  design  or  pattern  under  the  said  license 
without  any  such  mark  or  figure.  The  Defendants  contended  that  on 
these  facts  the  copyright  in  the  design  had  ceased.  Held,  that  at  1  east  one 
case  was  proved  of  a  sale  by  A.  to  the  Defendants  of  a  telephone  trans- 
mitter which  was  not  marked  (and  probably  others  by  A.  and  B.)  ;  that 
it  was  clear  that  there  was  acquiescence  by  both  A.  and  B.  in  sales  by  the 
Defendants,  under  the  license,  of  unmarked  articles ;  that  by  such 
conduct  A.  and  B.  had  lost  their  copyright  under  Section  51  of  the 
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Intents,  &c.  Act,  1883,  unless  they  could  show  that  they  had  taken  all 
proper  steps  to  ensure  the  marking  of  the  article  ;  that  A.  and  B.  had 
certainly  failed  to  show  that ;  and  the  action  was  dismissed,  with  costs. 
Wbdbkind  v.  Thb  General  Electric  Co.,  Ld.,  p.  190. 

2.  "  Delivery  on  sale "  in  Section  50  (2)  of  the  Patents,  &c.  Act,  1883, 

refers  to  sales,  not  only  by  the  proprietor  of  the  Registered  Design,  but 
by  his  lawfully  authorised  agents.  Wbdbkind  v.  The  General 
Electric  Co.,  Ld.,  p.  205. 

3.  Plaintiff  held  to  have  taken  all  proper  steps  to  insure  correct 

marking  of  his  goods,  some  of  which  were  in  foot  incorrectly 
marked. — Registered  design, — Motion  to  expunge, — ^^  New  or  original. 
— Statutory  requiremehts  as  to  marking  goods. — "  All  propei^  steps.*^ — 
Patents^  Designs^  and  Trade  Marks  Act,  1888,  Sections  47  and  61. — In 
1894,  R.  registered  a  design  in  Glass  1  in  respect  of  a  set  of  coffin  plates 
under  No.  232,908;  the  design  was  registered  as  applicable  for  the 
patterns.  R.,  having  commenced  a  County  Court  action  against  S.  H.  and 
Sons  for  infringement  of  this  design,  S.  H.  and  Sons  moved  to  expunge  it 
on  the  grounds  of  (1)  want  of  novelty,  and  (2)  that  articles  to  which 
the  design  had  been  applied  had  been  sold  without  the  marks 
prescribed  by  Section  51  of  the  Patents,  &c.  Act,  1883.  R^'s" design  was 
alleged  to  be  anticipated  by  a  design  registered  in  1892  ;  and  it  was  also 
alleged  and  proved  that  a  considerable  number  of  articles  to  which  the 
design  had  been  applied  had  been  marked  with  the  No.  252,908  instead 
of  the  No.  232,908,  the  mistake  having  originated  in  a  stamping  die. 
The  Respondent  gave  evidence  intend^  to  show  that  he  had  taken  all 
proper  steps  to  ensure  the  correct  marking  of  the  Articles.  Held,  on 
the  hearing  of  the  motion,  that  the  design  must  be  expunged  for  want 
of  novelty  ;  but,  on  the  other  point,  that  R.  had  shown  that  he  had 
taken  all  steps  that  could  reasonably  be  required  of  him  to  ensure 
proper  marking.  The  Order  to  expunge  was  suspended  in  case  of  an 
appeal.  R.  appealed.  Held,  on  appeal,  that  the  design  was  novel,  and 
that  the  decision  of  the  Court  below  as  to  the  marking  was  correct. 
The  appeal  was  allowed  with  costs.  ROLLASON'S  RSGISTBRED 
Design,  pp.  893,  909. 

NOVEL  OR  ORIGINAL. 

1.  Where  a  design  is  registered  for  Pattern  one  must,  in  dealing  with  the 

question  of  originality  or  novelty,  limit  the  right  to  registration  to 
matters  clearly  falling  within  "  Pattern."  Per  Vaugha»  Williams, 
L  J.    RoLLASON's  Design,  p.  919. 

2.  The  result  of  a  combination  held  to  be  a  novel  design.    ROLLASON^S 

Registered  Design,  p.  909. 

PATENTS,  &c.  ACT,  1883. 

Section  47.    Rollason's  Registered  Design,  pp.  893,  909. 
Section  51.    Wedbkind  v.  The  General  Electric  Co.,  Ld.,  p.  190. 

ROLLASON'S  Registered  Design,  pp.  893,  909. 
Section  61.    Wbdekind  v.  The  General  Electric  Co.,  Ld.,  p.  190. 
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DIGEST  OF  TEADE  lAEK  CASES. 


ACCOUNT  OF  PROFITS. 

Disclosure  of  names  and  addresses  of  Defendants'  customers  on 
taking  account. — Action  to  restrain  itse  of  trade  name, — Injunction 
granted. — Account  of  profits  ordered, — P.  brought  an  action  against  the 
B.  Company  for  an  injunction  to  restrain  them  from  passing  off  their 
sauce  as  his  by  the  use  of  the  term  "  Yorkshire  Relish."  At  the  trial 
an  injunction  was  granted  with  an  account  of  profits.  The  Defendants 
delivered  their  accounts,  showing  the  sales  of  the  sauce  complained  of, 
but  did  not  give  the  names  and  addresses  of  their  customers.  On  the 
application  of  the  Plaintiff,  Stirling ^  J.,  ordered  the  Defendants  to 
deliver  to  the  Plaintiff  a  list  of  the  names  and  addresses  of  such 
customers.  The  Defendants  appealed.  Held^  that  the  order  of  the 
learned  Judge  was  right,  and  that  the  Defendants  must  deliver  the  list 
ordered.  Powell  v.  The  Birmingham  Vinbgab  Brewery  Co.,  Ld., 
p.  1. 

ACQUIESCENCE. 

1.  Neglect  of  Plaintiff  to  assert  his  rights  against  other  persons.— 

Passing  off. — Oet-up. — Sfiape  of  goods. — Common  use. — Concurrent 
rights. — R.,  the  Plaintiff,  was  the  registered  owner  of  an  old  Trade 
Mark  for  laundry  blue  consisting  of  the  words  "  Oval  Blue,"  and  the 
evidence  showed  that  "  Oval  Blue "  had  for  many  years  meant  the 
Plaintiff's  blue,  which  was  sold  in  packets  of  an  oval  shape.  R.  brought 
an  action  against  B.  to  restrain  him  from  passing  off  his  goods  as  or 
for  the  goods  of  the  Plaintiff.  At  the  trial  of  the  action,  the  only 
ground  of  complaint  relied  on  in  reference  to  the  alleged  passing  off 
was  the  use  by  the  Defendant  of  the  oval  shape  in  the  get-up  of  his 
goods.  It  was  held  to  be  proved  at  the  trial  that,  in  three  instances, 
the  Plaintiff  bad  become  aware  of  the  user  by  other  persons  of  the 
oval  shape,  and  had  neglected  to  attack  them,  and,  in  one  of  these 
instances,  had  neglected  so  to  do,  although  the  person  using  such 
shape  had  expressly  declined  to  discontinue  using  it.  Hetd^  that, 
although  common  use  of  the  oval  shape  was  not  established,  yet  the 
action  must  be  dismissed,  owing  to  the  neglect  of  the  Plaintiff  to 
assert  his  rights,  but,  under  the  circumstances,  without  costs.  The 
Plaintiff  appealed,  but  the  appeal  was  compromised.  RiPLEY  v. 
Bandby,  pp.  591,  944. 

2.  On  a  motion  for  an  interlocutory  injunction.  Plaintiff  held  not  dis- 

entitled to  relief  on  the  ground  of  acquiescence.  ROWLAND  v. 
Mitchell,  p.  37. 

ALTERATION  OF  TRADE  MARK. 

Leave  given  to  alter  registered  Trade  Mark  bv  substituting  the 
new  name  of  the  Company  owning  the  mark  for  the  old  name.— 

Registered  Tirade  Marks. — Motion  for  leave  to  alter. — Alteration  of 
name  of  proprietor  on  a  Trade  Mark. — PatentSj  Ac.  Act^  1883, 
Sectiofi  92. — The  Graziers'"  Meat  Export  Comitany  of  New  South 
Wales^  Ld.,  registered  three  Trade  Marks  in  1896,  each  containing  the 
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name  of  the  Company.  In  J  89 7,  they  changed  their  name  to  the 
Graziers'  Meat  Company  of  New  South  Wales,  Ld.  They  then 
applied  for  leave  to  alter  their  registered  Trade  Marks  by  substituting 
their  new  name  for  their  old  name.  Heldy  that  the  leave  asked  for 
should  be  given.  Stock  Owners'  Meat  Company's  op  Nbw 
South  Wales  Trade  Marks,  p.  733. 

APPLICATION  FOR  REGISTRATION.    See  REGISTRATION. 

COMMON  LAW  TRADE  MARK. 

I  do  not  myself  see  how  it  is  any  answer  to  a  man  who  comes  forward 
to  establish  such  a  common  law  Trade  Mark  to  say  that,  some  time 
after  your  character  was  established  and  your  goods  were  known,  and 
your  money,  time,  and  ingenuity  have  been  expended,  perhaps  in 
large  advertisements  and  otherwise,  others  began  to  use  it,  and  so, 
because  they  began  to  use  it  after  your  rights  had  been  ascertained,  it 
is  in  common  use.  That  seems  to  me  to  be  an  argument  which 
contradicts  itself  in  the  mere  statement.  When  once  appropriation 
has  been  made,  common  use  becomes  impossible  ;  until  (and  possibly 
that  is  the  logical  result  of  this  case)  the  person  entitled  to  the  Trade 
Mark  allows  others  to  use  it  so  as  to  forfeit  his  right  to  appropriate 
the  term,  and  so  the  words  sink  again  into  common  use,  from  which, 
of  course,  after  that,  they  cannot  be  revived.  But,  until  something  of 
that  kind  has  happened,  it  seems  to  me  that  words  once  appropriated 
cannot  be  said  to  be  words  in  common  use,  merely  because  others, 
who,  ex  concessis  on  the  mere  statement,  are  trespassers,  have 
attempted  to  use  those  words  subsequently.  Therefore,  to  my  mind, 
the  defence  on  the  ground  of  common  use  entirely  breaks  down.  Per 
Kbkevstich,  J.    Ripley  v,  Bandby,  p.  594. 

DECEPTION. 

Trap  Orders.  No  instance  of  the  sale  of  the  Defendants'  goods  aa  and  for 
the  Plaintiffs'  held  to  be  proved.  CALIFORNIA  FiG  SYRUP  Co.  v. 
Taylor's  Drug  Co.,  Ld.,  p.  564. 

DECEPTION  (PROBABILITY  OF). 

1.  Defendant's  labels  held  calculated  to  deceive.     ROWLAND  v,  MiCHELL, 

p.  37. 

2.  Defendant's  dusters  held  calculated  to  deceive.     JONES  v,  Hallworth, 

p.  225. 

DESCRIPTIVE  WORD. 

1.  The  word  "  Magnolia  "  held,  under  the  circumstances,  to  refer,  in 
the  case  of  metal  bearings  and  wrought  and  unwrought  metals, 
to  the  character  of  the  goods  but  not  to  be  a  geographical 
name. — IVade  Marks. —  Validity. —Motion  to  expunge. — Geographical 
name. — Descriptive  name. — "  Character  or  quality  of  the  goods'^ — 
Pictorial  representation  of  unregisterahle  word.-— -No  assignable  good- 
ivilL— Marks  expunged,— Patents^  &c.  Act,  188S,  Sections  64,  66, and  70; 
Patents,  Jcc.  Act,  1888,  Section  10  {!)  ("(?).— In  1889  and  1894,  an 
American  Company  registered  three  Trade  Marks.  The  first  consisted 
of  a  representation  of  a  magnolia  flower  ;  the  second  included  the 
flower  and  also,  as  an  essential  particular,  the  word  "  Magnolia  "  ;  the 
third,  registered  in  1894,  consisted  in  the  word  only.  The  first  and 
second  were  registered  for  metal  bearings,  being  goods  included  in 
Class  6  ;  the  third  was  registered  for  wrought  and  unwrought  metals, 
being  goods  included  in  Class  5.    In  1896,  these  marks  were  assigned 
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to  another  American  Company,  called  ^^The  Magnolia  Metal 
"  Company^'**  together  with  the  goodwill  of  the  former  Company.  Prior 
to  the  assignment,  the  former  Company  had  not  imported  any  metal 
bearings,  but  only  ingots  of  metal,  into  the  United  Kingdom  for  sale. 
The  Atlas  Metal  Company ^  Ld.,  moved  to  expunge  these  Trade  Marks, 
alleging  that  they  were  not  good  marks,  on  the  grounds,  as  to  the  first 
and  second,  that  there  was  no  goodwill  in  the  particular  goods  for  which 
the  marks  were  registered  at  the  date  of  assignment ;  as  to  the  second 
and  third,  that  ^^  Magnolia ''  was  a  geographical  name,  there  being  places 
of  that  name  in  the  United  States  at  the  date  of  registration  ;  and  also 
that  "  Magnolia  "  was  the  name  of  the  particular  patented  alloy,  which 
had  been  given  to  that  alloy  by  the  inventor,  and  was  descriptive  of  the 
metal  and  was  not  a  word  "  having  no  reference  to  the  character  or 
**  quality  of  the  goods  "  within  Section  10  (1)  (e)  of  the  Patents,  &c. 
Act,  1888  ;  also,  as  to  the  first,  that  the  flower,  being  merely  a  pictorial 
representation  of  the  word  "  Magnolia,"  and  the  latter  not  being  itself 
a  good  Trade  Mark,  was  not  registerable  as  a  Trade  Mark.  flieW,  that 
'^  Magnolia  "  was  not  a  geographical  name,  but  that  it  referred  to  the 
character  of  the  goods,  and  the  second  and  third  Trade  Marks  were 
ordered  to  be  expunged  ;  also  that  the  flower  was  not  objectionable  as 
being  the  representation  of  the  word,  but  that  there  was  at  the  date  of 
assignment  of  the  first  Trade  Mark,  no  goodwill  in  the  particular  goods 
vested  in  the  assignors,  and  the  first  mark  was  expunged  on  this 
ground.  Execution  was  stayed  in  the  event  of  an  appeal.  The 
Magnolia  Metal  Company  appealed.  Heldy  that  the  objection  to  the 
assignment  of  the  first  Trade  Mark  failed,  and  the  order  for  expunging 
it  was  reversed  ;  but  the  order  expunging  the  second  and  third  Trade 
Marks  was  affirmed.  The  costs  were  ordered  to  follow  these  results. 
Magnolia  Metal  Co.'s  Trade  Marks,  pp.  265,  622. 

2.  *^T7pograph"h6ldnot  to  be  a  word,  under  the  circumstances, 

having  no  reference  to  the  character  or  quality  of  the  goods.— 

TradeMark.— Application  for  registration,—  Word  ^''having  no  reference 
"  to  thecharacter  or  quality  of  the  goods'^ — ^^TypograpIiJ*^ — Comptroller's 
refusal  to  register  upheld  on  appeal. — Patents,  Ac.  Act,  1883,  Sec.  64 
(i)  {e)  and  Patents^  Ac.  Act,  1888,  Sec.  10. — The  Linotyjje  Company,  Ld,^ 
applied  for  registration  of  the  word  "  Typograph  "  as  a  Trade  Mark  in 
Class  5,  viz.,  unwrought  and  partly  wrought  metals  used  in  manufac- 
ture, and  in  Class  7,  viz.,  agricultural  and  horticultural  machinery,  and 
parts  of  such  machinery.  The  Comptroller  refused  registration,  and, 
on  appeal  to  the  Board  of  Trade,  the  appeal  was  referred  to  the  Court. 
On  the  evidence,  it  appeared  that  "  Typograph  "  was  a  dictionary  word 
meaning  a  type-making  and  type-setting  machine.  The  Applicants 
were  manufacturers  of  machines  of  this  nature.  The  Appeal  as  to 
Class  7  was  not  opened.  Held,  that  the  word  "  Typograph  "  was  not, 
under  the  circumstances,  a  word  having  no  reference  to  the  character 
or  quality  of  the  goods,  and  was  not  entitled  .to  registration.  The 
appeal  was  dismissed,  with  costs.  Linotype  Co.'s  Application, 
p.  900. 

3.  ••  Solio  "  when  applied  to  photographic  paper  held  to  be  a  word  having 

reference  to  the  character  or  quality  of  the  goods.  EASTMAN  PHOTO- 
GRAPHIC Materials  Co.'s  Trade  Mark,  p.  487. 

EBSENTIAL  PARTICULAR. 

Alteration  of  Trade  Mark  allowed  where  the  alteration  was  not  in  an 
essential  particular.  The  name  of  an  individual  or  firm  is  not  of 
necessity  an  essential  particular.  Trade  Marks  OF  the  Stook 
Owners'  Meat  Co.  of  New  South  Wales,  p.  733. 


Iviii 

GEOGRAPHICAL  NAME. 

1.  Meaning  of  the  expression.— It  must,  we  think,  in  the  absence  of 

special  circumstances,  be  interpreted  so  as  to  be  in  accordance,  in  some 
degree,  with  the  general  and  popular  meaning  of  the  words,  and  a 
word  does  not  become  a  geographical  name  simply  because  some  place 
upon  the  earth's  surface  has  been  called  by  it.  For  example,  we  agree 
with  Mr.  Justice  Kekewich  that  the  word  "  Monkey  "  is  not  proved  to 
be  a  geographical  name,  by  showing  merely  that  a  small  and  by  no 
means  generally-known  island  has  been  called  by  that  name.  If, 
indeed,  in  its  primary  and  obvious  meaning,  the  word  has  reference  to 
a  locality,  as  the  word  "  Melrose  "  in  Van  Duzer's  case,  or  the  word 
"  Eboli "  in  Sir  Titus  Salt  and  Company's  case  (from  which  Mr. 
Justice  Chitty  declined  to  distinguish  the  derivative  "  Eboline  '*),  it 
may  well  be  a  geographical  name  within  the  meaning  of  the  sub- 
section. Even  when  the  primary  signification  is  not  geographical,  if 
the  name  is  really  a  local  name  (however  little  known  the  locality  may 
be),  and  the  name  is  given  because  of  the  connection  of  the  article 
w  ith  the  locality,  whether  that  be  real,  or  imputed  only  by  those  who 
give  the  name,  it  may  well  be  a  geographical  name  within  the  meaning 
of  the  subjection.  P&t^  RiGBY,  L.J.,  in  Magnolia  Metal  Co.'S 
Trade  Marks,  p.  627. 

2.  Magnolia  held  not  to  be.    Magnolia  Metal  Co.'s  Trade  Marks, 

pp.  265,  6;i2. 

GOODWILL. 

The  Assignors  of  a  Trade  Mark  who  carried  on  no  business  in  England,  but 
had  agents  in  England  for  a  purpose  connected  with  the  goods,  held 
entitled  to  assign  it  as  having,  under  the  special  circumstances,  a 
reversionary  goodwill.  Magnolia  Metal  Co.'s  Trade  Marks, 
p.  622. 

INFRINGEMENT. 

A  Trade  Mark  consisting  mainly  of  a  view  of  a  Town  Hall  held  not 
infringed  by  another  consisting  mainly  of  another  view  of  the 
same  Town  Hall— rra</«  Mark,— Picture  of  a  town  hall.— Infringe- 
mf*nt.— Resemblance. — Interdict  for  particular  locality. — Patents^  Jtc. 
Acty  18S3y  Section  90. — C.  B.  and  Co.,  export  merchants  in  Glasgow, 
acquired,  in  the  East  Indies,  a  reputation  for  goods  seut  out  by  them, 
including  biscuit**.  On  the  22nd  of  July  1889,  they  registered,  as  their 
Trade  Mark,  a  representation  of  the  Town  Hall  of  Glasgow,  which  was 
imprinted  on  a  label  containing  some  letterpress,  and  affixed  on  the 
boxes,  cases,  and  tins  in  which  their  goods  were  exported  and  sold. 
This  Trade  Mark  became  known  as  "  El  Musjid"  or  "The  Palace." 
The  representation  was  a  diagrammatic  representation  of  the  front  of 
the  Glasgow  Town  Hall.  At  the  trial,  some  evidence  was  led  to  show 
that  C.  B.  and  Co.  had  borrowed  from  H.  the  idea  of  the  deyice.  H.  got 
a  perspective  representation  of  the  same  building  printed  on  his  own 
labels,  and  used  it  before  and  after  the  said  registration,  and  exported 
goods  of  a  similar  description  to  the  same  markets  as  C.  B.  and  Co.,  with 
the  labels  bearing  his  picture  on  them.  C.  B.  and  Co.  brought  an 
action  against  H.,  to  restrain  him  from  using,  in  connection  with  the 
sale  of  biscuits  not  exported  or  selected  or  prepared  for  exportation  by 
C.  B.  and  Co.,  their  Trade  Mark — that  is,  the  said  representation  of  the 
said  Town  Hall— or  any  mark  substantially  the  same,  or  only  colourably 
different  therefrom.  The  Pursuers  averred  infringement  only  in  the 
Burmese  market.    The  Pursuers  and  their  employees  and  three  trade 
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witneflseB  testified  that  tiie  two  labels  woald  oome  nnder  the  same 
name,  "  El  Musjid,"  in  the  interior  of  Bnrmah,  and  that  there  was  such 
similarity  as  would  mislead  native  buyers.  There  was  no  evidence  of 
actaal  deception,  and  it  was  admitted  by  the  Pursuers  that  British 
traders  would  not  be  deceived.  The  Court  held  that  the  Pursuers 
had  &iled  to  prove  such  resemblance  as  would  mislead  pur- 
chasers. Trade  Mark, — Picture  of  a  toiim  Hall, — Motion  to  expunge 
from  Register, — Competency  of  motion  before  the  Scottish  Court — 
Person  aggrieved, — Patents,  &c.  Act,  1883,  Sections  90  and  111. — During 
the  dependence  of  the  above  action,  the  Defender  H.  presented  a 
petition  to  the  Lord  Ordinary  in  the  Outer  House  of  the  Court  of 
Session,  under  Section  90  of  the  Statute,  to  have  the  said  Trade  Mark 
of  C.  B.  and  Co.  expunged  from  the  Register.  H.  stated  that  the  device 
had  been  in  common  use  by  a  number  of  lithographers  prior  to  the 
date  of  registration,  and  that  it  had  been  taken  from  the  representation 
of  the  Town  Hall  of  Glasgow,  which  had  regularly  appeared  on  H.'s 
wrappers  prior  to  said  registration,  and  which  had  continued  to  appear 
on  said  wrappers  down  to  presentation  of  the  petition.  Held,  by  the 
Lord  Ordinary,  that  the  petition  to  him  for  rectification  of  the  Register 
was  a  competent  application  ;  that  the  Petitioner  was  an  "  aggrieved 
'*  person "  in  the  sense  of  the  Act ;  and  (following  Powell  v.  The 
Birmingham  Vinegar  Brewery  Company,  L.R.  1894,  Appeal  Cases  8, 
11  R.P.C.  4,  and  Wragg's  Trade  Mark,  L.R.  29,  Ch.D.  551)  that  the 
application  was  not  barred  by  the  lapse  of  five  years  since  the  date  of 
registration  complained  of.  Ultimately,  the  petition  was  not  insisted 
on,  and  therefore  dismissed.  CowiB  BROTHERS  AND  Co.  v.  Georgb 
Herbert,  p.  436« 

INVENTED  WORD. 

1.  *'  Solio  "  held  to  be  an  invented  word,  but  when  applied  to  photo- 

graphic paper  to  have  some  reference  to  the  character  or  quality 
of  the  goods. — Trade  Mark, — Application  to  register  ^*  Solio  ^^  in 
reit/)ect  of  photographic  paper, — Registration  refused. — Practice  in 
Patent  Office  as  to  devices  and  words  relating  to  the  sun. — Appeal  to 
Court  dismissed. — Invented  word, — Descriptive  word, — Patents,  Ac. 
Act,  1888,  Section  10. — The  Applicants  applied  to  regiater  the  word 
"  Solio "  for  photographic  paper.  The  Comptroller-General  refused 
registration,  on  the  ground  that  it  was  the  practice  of  the  Patent  Office 
to  refuse  any  device  or  any  word  referring  to  the  sun  in  connection 
with  photographic  materials,  as  having  some  reference  to  the  quality 
or  character  of  the  goods.  The  Applicants  appealed.  Kekewich,  J., 
refused  the  application.  The  Applicants  appealed.  Held,  by  the 
Court  of  Appeal,  that  "  Solio  "  was  an  invented  word,  but  that  it  was 
a  word,  as  applied  to  photographic  paper,  having  some  reference  to  the 
quality  or  character  of  the  goods,  and  that,  on  the  principles  laid  down 
in Farbenfabriken  vormals  Fried.  Bayer  and  Co's  Application,  11  R.P.C. 
84,  and  Denshajn  and  Sons'  Trade  Mark,  12  R.P.C.  271,  it  could  not  be 
registered.  The  appeal  was  dismissed.  Eastman  PHOTOGRAPHIC 
Matbbials  Co.'s  Trade  Mark,  p.  487. 

2.  "  Eynite  "  held  to  be  a  word  haviiig  no  reference  to  the  character  or 

quality  of  the  goods,  i.e.  explosives.— ^^o^^  Mark.— Application  to 
register  invented  word, — Appeal  from  refusal  of  Comptroller  to  register 
allowed, — Patents,  Ac.  Act,  1883,  Sec,  64  (1)  (d)  and  (e)  and  Patents, 
Ac.  Act,  1888,  Sec.  10. — ^An  Application  was  made  by  6.  Kynoch  and 
Co.,  Ld.,  to  the  Comptroller  to  register  the  word  *'  Kynite  "  as  a  Trade 
Mark  in  Class  20,  which  consists  of  explosive  substances.    The  word 


was  invented  by  taking  the  first  syllable  of  Kynoch  and  adding  the 
termination  "  ite,"  which  is  a  common  termination  for  explosives.  The 
Comptroller  refused  registration  on  the  ground  that  the  word  was 
capable  of  having  reference  to  the  character  or  quality  of  the  goods. 
It  appeared  that  there  was  in  existence  a  word  "  B^ainite,"  which  was 
the  name  of  a  mineral  substance,  and  also  ^*  Kinetite,'*  the  name  of  an 
explosive.  It  was  also  suggested  that  the  word  might  be  taken  to  have 
a  reference  to  the  root  of  "  kinetic."  HeJd^  that  **  Kynite  "  was  an 
invented  word,  and  had  no  reference  to  the  character  or  quality  of  the 
goods,  and  the  Comptroller  was  directed  to  proceed  with  the  registra- 
tion.   Kynooh  and  Co.'s  Trade  Mark,  p.  905. 

JURISDICTION. 

1.  The  Irish  Court  has  no  jurisdiction  under  the  Patents,  &c.  Act  1883,  to 

order  any  alteration  or  rectification  of  the  Register  of  Trade  Marks, 
which  is  a  special  jurisdiction  conferred  on  the  High  Court  of  Justice 
in  England.    Charles  Bayer  v.  Connbll  Brothers  &  Co.,  p.  275. 

2.  A  Scotch  Court  has  jurisdiction  to  entertain  a  petition  for  rectification 

of  the  Register  of  Trade  Marks.  CowiE  Bros.  &  Co.  v.  Herbert, 
p.  436. 

PASSING  OFF. 

1-  Defendants  held  not  to  have  passed  off  their  American  Syrup  of 
Figs  as  the  Plaintiflis'  California  Syrup  of  ¥\^.— Action  for 
passing  off, — Sale  of  "  Syrup  of  Figs  "  in  England  by  an  American 
Company, — Adoption  of  the  te7^m  "  The  American  Syrup  of  Figs  "  by 
an  English  Company, — Execution  of  orders  by  the  latter, — Alleged 
muirepresentation  of  thsir  goods  by  the  American  Company. — The 
Plaintifi's  in  this  action,  The  California  Fig  Syrup  Company,  an 
American  Company  having  a  depot  in  England,  sold  Syrup  of  Figs 
under  the  name  of  "California  Syrup  of  Figs,"  and  advertised  the 
same  largely.  Other  firms  sold  "  Syrup  of  Figs,"  both  in  England  and 
America,  but,  except  in  the  case  of  the  Defendants  to  the  action,  there 
appeared  to  have  been  only  a  small  use  of  the  term  *'  American  "  in 
reference  to  Syrup  of  Figs  by  two  other  firms.  The  Defendants  were 
an  English  Company,  who  first  sold  The  California  Company's  article, 
and  then  commenced  to  sell  "  The  American  Syrup  of  Figs  "  under  the 
name  of  "The  American  Syrup  of  Figs  Company."  Certain  orders 
were  given  to  them  for  "California  Syrup  of  Figs,"  the  name 
"American"  being  added  in  some  cases.  These  were  executed  by 
supplying  the  Defendants'  preparation.  An  action  being  brought 
against  them  for  an  injunction  and  other  relief,  the  Defendants  (among 
other  things)  set  up  that  the  Plaintiff  Company  were  disentitled  to 
relief  on  the  ground  of  misrepresentation,  as  there  was  little  or  no  fig 
juice  in  the  preparation  which  they  sold  as  "  Syrup  of  Pigs."  Held, 
that  the  Plaintiff  Company  were  entitled  to  an  injunction  to  restrain 
the  Defendants  from  selling  their  "  Syrup  of  Figs  "  as  "  American," 
and  to  an  account  of  profits  and  costs,  and  that  they  were  not  disentitled 
to  relief  in  the  action  on  the  ground  of  misrepresentation.  The 
Defendants  appealed.  Heldy  that  the  Plaintiffs  had  not  established 
that  the  Defendants  were  passing  off  their  goods  as  the  Plaintiffs',  that 
the  appeal  must  be  allowed,  and  the  action  dismissed,  with  costs.  Thb 
California  Fig  Syrup  Co.  v.  Taylor's  Drug  Co.,  Ld.,  pp.  341, 
564. 
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2. — No  exclusive  right  in  Plaintiffis  to  the  trade  name  sued  on.— 

Form  of  injunction, — Name  of  new  article. — Damages. — Non-Uahility 
of  innocent  partner. — The  Magnolia  Metal  Company  brought  an  action 
against  The  Atlas  Metal  Company  and  numerous  other  Defendants  for 
infringement  of  Trade  Marks,  and  to  restrain  the  Defendants  from 
nsing  the  word  *'•  Magnolia  "  in  connection  with  anti-friction  metal  not 
manufactured  by  the  Plaintiff  Company.  At  the  trial,  it  appeared 
that  the  alloy  sold  hy  the  Plaintiff  Company  as  "  Magnolia  Anti-friction 
"  Metal  "  had  been  invented  by  M.,  their  predecessor  in  business,  and 
had  at  first  been  manufactured  under  a  secret  process,  but  that  sub- 
sequently a  patent  had  been  taken  out  for  it  by  M.,  and  that  M.  adopted 
the  words  "  Magnolia  Anti-friction  Metal "  to  describe  this  metal,  which 
was  manufactured  by  him  and  his  successors,  but  it  came  to  be  known 
and  sold  by  the  name  '*  Magnolia."  The  Trade  Marks  sued  upon 
were  registered  by  predecessors  in  business  of  the  Plaintiff  Company. 
Heldy  at  the  trial,  that  the  action  was  not  maintainable  in  respect  of 
Trade  Mark,  as  none  of  the  marks  were  registered  in  the  name  of  the 
Plaintiff  Company  at  the  date  of  the  commencement  of  the  action ; 
also,  that  "  Magnolia  "  was  the  name  of  the  particular  alloy,  and  that 
the  Plaintiff  Company  were  not  entitled  to  the  exclusive  use  of  the 
word ;  but  that  the  Plaintiff  Company  were  entitled  to  an  injunction 
against  the  Defendants  (other  than  a  Defendant  P.  and  two  Defendant 
Companies)  restraining  them  from  selling  anti-friction  metal  in  such 
a  way  as  not  to  be  readily  and  clearly  distinguishable  from  the 
'*  Magnolia  Metal  "  manufactured  by  the  Plaintiff  Company  ;  but  were 
not  entitled  to  damages^  since,  although  some  of  these  Defendants  had 
passed  off  their  metal  as  the  metal  of  the  Plaintiff  Company,  there  was 
no  evidence  that  the  Plaintiff  Company  were  deprived  of  the  sale  of 
any  metal,  or  that  the  reputation  of  their  metal  had  been  injured ; 
further,  that  these  Defendants  having  admitted  the  right  of  the 
Plaintiff  Company  to  an  injunction,  as  above  mentioned,  on  the  second 
day  of  the  trial,  the  Plaintiffs  were  only  entitled  to  costs  up  to  that 
time,  and  that  the  subsequent  costs  must  be  paid  by  the  Plaintiff 
Company.  As  regards  the  two  Defei^dant  Companies  excepted  from 
the  above-mentioned  judgment,  no  order  was  made.  HeM^  further, 
that,  as  regards  the  Defendant  P.  (who  had  been  a  partner  with  two  of 
the  Defendants  against  whom  the  above-mentioned  judgment  was 
given,  at  the  time  of  the  wrongful  passing  off  by  them,  but  who  was 
not  a  party  to  these  acts,  and  had  repudiated  them,  and  sought 
a  dissolution  of  the  partnership)  he  was  not  bound  by  these  acts  of 
his  partners,  and  the  action  was  dismissed  against  him,  with  costs. 
The  Linoleum  Company  v.  Naim^  L.R.  7  Ch.  D.  834,  and  Re  Leonard 
and  Ellis'  Trade  Mark,  L.R.  26  Ch.  D.  288,  followed.  The  Plaintiff 
Company  appealed,  asking  for  an  injunction  restraining  the  use 
by  the  Defendants  of  the  word  "  Magnolia,"  for  judgment  against  P., 
and  also  for  damages.  The  appeal  was  dismissed  on  all  points,  with 
costs.  The  Magnolia  Metal  Co.  v.  The  Atlas  Metal  Co.  and 
Others,  p.  389. 

3.— The  get  np  of  a  Plaintiff  who  sold  Army  and  Navv  Pare»)ric 
Tablets  in  tins  with  wrappers  bearing  his  trade  ma»,  a 
portrait  of  himself,  and  various  directions,  held  to  be  imitated 
by  the  Defendant. — Action  for  infringement  of  trade  mark  and  for 
passing  off. — Motion  to  expunge  mark. — Mark  consisting  mainly  of 
a  portrait  in  an  oval. — Distinctive  mark. — Similarity  of  labels. — 
Probability  of  deception. — Alleged  acquiescence. — Delay. — Omission  of 
nonessential  uxyrds.  in  use   of   Trade  Mark.— Injunction   granted 
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against  passing  off, — Motion  dismissed. — Patents^  Ac.  Act^lSSSy  Section 
10  (c), — R.  was  the  registered  owner  of  a  Trade  Mark,  consisting  of  his 
portrait  in  an  oval  and  the  words  "  The  new  conqueror  never  known 
to  fail."  The  essential  part  of  the  mark  was  stated  to  be  the  portrait, 
and  any  exclusive  right  to  the  words  was  disclaimed.  R.  sold  "  Army 
"  and  Navy  Paregoric  Tablets "  in  tins  and  packets,  with  pink  and 
white  wrappers  respectively,  which  wrappers  bore  R.'s  mark,  the 
description  "Rowland's  Army  and  Navy  Paregoric  Tablets,"  and 
certain  particulars  as  to  place  of  manufacture  and  price,  and  directions 
for  use.  R.,  having  discovered  that  M.  was  selling  goods  not  R/s  as 
"Army  and  Navy  Paregoric  Tablets,"  in  tins  and  packets,  with 
wrappers  similar  to  R.'s,  brought  this  action  to  restrain  infringement 
of  the  mark  and  passing  off.  M.  alleged  that  R.  had  not  the  exclusive 
use  of  the  words  "  Army  and  Navy  Paregoric  Tablets,"  and  that  one 
H.  had  manufactured  and  sold  cough  tablets  under  those  words,  and 
that  his  (M.'s)  tablets  were  also  recognised  under  those  words.  M. 
denied  R.'s  allegations,  and  alleged  that  H.  was  the  original  maker  to 
R. ;  that  R.  had  varied  his  "  get-up,"  and  having  lain  .by  so  long  Tvas 
not  entitled  to  relief  ;  and,  lastly,  that  R.  omitted  some  of  the  words 
in  his  registered  mark.  M.  gave  notice  of  motion  to  strike  off  R.'s 
mark  from  the  Register.  The  trial  of  the  action  and  the  motion  came 
on  together.  Held^  that  the  Trade  Mark  was  distinctive,  and  the 
motion  was  dismissed  ;  that  M.'s  "  get-up  "  was  calculated  to  deceive 
and  to  pass  off  his  goods  as  R.'s  ;  that  R.  had  not  lost  his  rights  by 
acquiescence  or  by  the  omission  of  a  few  words  ;  and  an  injunction 
was  granted  to  restrain  passing  off.  M.  appealed.  The  appeal  was 
dismissed,  with  costs.    Rowland  v.  Michbll,  p.  37. 

4-  Defendants'  '^Velutina"  dusters  held  to  so  nearly  resemble  in 
get-up  the  Plaintiflis' ''  Selvyt "  dusters  as  to  be  calculated  to 
aeceive. — Action  to  restrain  parsing  off—-^^  Get  up^ — "  Selvyt^^^ 
name  of  dusters, — Deception  {probability  of). — Injunction  granted. — 
The  Plaintiffs  manufactured  and  sold  polishing  cloths  or  dusters 
known  as  "  Selvyt."  The  dusters  were  made  in  special  sizes,  and 
as  sold  were  packed  in  cardboard  boxes  of  the  colour  of  the  dusters, 
and  the  dusters  were  folded  in  a  special  manner.  '*  Selvyt "  was  a 
velveteen  cloth,  yellowish  brown  in  colour,  the  self-colour  of  the 
material.  On  two  edges  of  the  duster  there  was  printed  "  Registered 
"  Selvyt  Trade  Mark,"  on  another  edge  "  Superior  to  chamois  leather," 
and  on  the  remaining  edge  "  A  polishing  cloth."  The  centre  of  the 
duster  was  surrounded  by  a  square,  in  one  corner  of  which  was 
*'  Registered,"  and  in  the  other  "  Patented."  The  duster  .had  a  broad 
border.  The  Plaintiffs  alleged  that  "Selvyt  "  had  become  well  known, 
and  that  as  the  Plaintiffs  were  the  only  manufacturers  of  such  dusters, 
it  had  become  known  as  the  Plaintiffs'  manufacture,  and  that  the 
Defendants  had  put  similar  dusters  on  the  market  so  as  to  unfairly 
reap  the  benefit  of  the  Plaintiffs'  reputation  and  expenditure,  and 
they  brought  this  action  for  an  injunction  to  restrain  the  Defendants 
from  making  and  selling  dusters  so  nearly  resembling  the  Plaintiffs' 
dusters  as  to  be  calculated  to  deceive,  and  from  passing  off  any 
dusters  not  the  Plaintiffs'  as  or  for  the  goods  of  Plaintiffs.  The 
Defendants'  dusters  were  of  a  similar  colour  to  the  Plaintiffs' ;  the 
printing  was  not  quite  the  same  depth  of  brown,  but  a  little  darker  ; 
**  Velutina  "  was  substituted  for  "  Selvyt,"  and  there  was  also  printed 
"  The  best  polishing  cloth  "  and  "  Better  than  chamois  leather."  The 
border  of  the  Defendants'  wa6  of  the  same  colour  as  the  Plaintiffs', 
btlt  it  was  a  zig-zag,  and  there  was  an  additional  centre-piece  in  the 
Defendants'  dusters.     The    Defendants   adopted   the   sizes   of   the 
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Plaintiffis.  Held,  that  the  question  to  be  decided  was  whether 
the  Defendants'  dusters  were  so  like  the  Plaintiffs*  dusters  that  the 
ordinary  purchaser  intending  to  buy  the  Plaintiffs'  dusters  might  be 
induced  to  buy,  or  by  inadvertence  buy,  the  Defendants' ;  that  the 
ultimate  test  was  by  the  eye,  and  that  in  this  case,  although  there  were 
considerable  differences,  the  resemblance  in  the  general  effect  was 
calculated  to  deceive  the  unwary  purchaser ;  and,  further,  that  the 
Defendants  had  intended  to  pass  off  their  goods  on  the  public  as  those 
of  the  Plaintiffs.  An  injunction  vas  granted.  JONBS  v.  Hallworth, 
p.  225. 

Use  bv  Defendants  of  a  word  popularly  used  to  denote  Plaintiffs' 
goocu.— Injunction  limited  to   United  Kingdom.— ^dc^ton  to 

restrain  the  Defendants  from  passing  off  their  goods  as  the  goods  of 
the  Plaintiff. — Passing  off  by  the  tise  of  the  word  ^*  Hunyadiy — 
Alleged  passing  off  by  other  acts. — Fraudulent  intent — Account  of 
profits  following  injunction. — Reference  to  Official  Referee. — The  A. 
Company  for  many  years  had,  under  a  contract  with  the  owner  of  the 
springs,  the  exclusive  sale  of  "  Hunyadi  Janos"  water  in  the  United 
Kingdom  and  the  rest  of  the  world,  except  the  Continent  of  Europe  and 
Smyrna.  This  water  was  known  commercially  as  "  Hunyadi,"  as  well 
as  by  its  fall  title.  The  Company  latterly  placed  on  the  bottles  a  red 
diamond,  which  they  also  used  on  many  other  waters.  The  contract 
being  determined,  the  Company  began  to  sell  another  water,  which 
they  called  "  Apenta,"  under  a  label  quite  different  from  the  "  Hunyadi 
'*  Janos  "  label,  but  having  the  word  '*  Hunyadi  "  prominently  upon  it 
on  several  places,  and  having  also  the  red  diamond  Trade  Mark.  This 
water  they  sold  not  only  in  the  United  Kingdom,  but  in  America  and 
elsewhere.  S.,  the  owner  of  the  "  Hunyadi  Janos  "  springs,  brought  an 
action  against  the  A.  Company  to  restrain  ihem  from  passing  off  their 
water  as  the  Plaintiff's,  and  for  consequential  relief.  The  Plaintiff 
complained,  in  effect,  not  only  of  the  use  of  "  Hunyadi "  on  the 
Defendants'  labels,  but  of  the  use  of  the  diamond  mark  and  other 
matters,  as  calculated  to  deceive.  Before  the  trial,  the  Plaintiff  gave  an 
undertaking  that  any  injunction  obtained  should  be  limited  to  passing 
off  in  the  United  Kingdom.  Held,  at  the  trial,  that  the  Plaintiff  was 
entitled  to  an  injunction  to  restrain  the  Defendants  from  selling  in  the 
United  Kingdom  any  Hungarian  bitter  water  not  being  ^^  Hunyadi 
Janos "  water  derived  from  the  Plaintiff's  spring,  under  any  name  er 
description,  including  "  Hunyadi,"  without  clearly  distinguishing  the 
same  from  the  water  derived  from  the  said  spring,  and  to  other  relief, 
including  an  account  of  profits  of  sales  by  the  Defendants  in  the  United 
Kingdom.  The  Defendants  were  ordered  to  pay  the  Plaintiff's  costs, 
except  so  far  as  they  were  increased  by  the  Plaintiff  charging  deception 
otherwise  than  by  the  use  of  **  Hunjadi,"  and  the  Plaintiff  was  ordered 
to  pay  the  Defendants'  costs  incurred  in  respect  of  the  matters 
excepted.    Saxlbhnbr  v.  Apollinaris  Co.,  p.  645. 

One  man  may  quite  well  pass  off  his  goods  as  the  goods  of  another  if  he 
passes  them  off  to  people  who  will  accept  them  as  the  manufacture  of 
another,  although  they  do  not  know  that  other  by  name  at  all.  Per 
Lord  Hbrschbll.  Powbll  v.  Thb  Birmingham  Yinbgar  Brbwbrt 
Co.,  Ld.,  p.  730. 

If  you  choose  to  state  that  which  is  false,  and  induce  another  penson  to 
deal  with  you  by  that  falsehood,  and  so  deprive  the  original  maker  of 
the  trade  which  otherwise  he  would  get ;  tnat  is  an  actionable  wrong, 
and  gives  rise  to  the  right  to  an  injunction.  Per  HalsbuRY,  L.C. 
Powbll  v.  Thb  Birmingham  Yinbgar  Briwiat  Co.^  Ld.,  p.  729. 
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8.  Company  formed  to  purchase  a  bnsiness  with  a  Memorandum  of 

Association  covering  other  objects.— Fraudulent  future  trading 
assumed. — Action  to  restrain  ttse  of  trade  name  and  passing  off, — 
Name  which  distinguishes  Plaintiffs'  goods  in  the  market  part  of 
Defendants  name. — Probability  of  deception. — Form  of  injunction, — 
The  Plaintiffs  since  1855  were  manufactaring  and  selling  boots  and 
shoes  which  had  become  known  as  ^^PineVs'^  L,  M,  Pinei  sold  special 
boots  and  shoes  for  increasing  height  and  correcting  lameness,  and  also 
in  a  few  instances  ordinary  boots  or  shoes,  under  the  style  of  Maison 
Pinety  prior  to  February  1897,  when  his  business  was  taken  over  by  a 
Company  called  Maison  Pinety  Ld.^  which,  by  its  Memorandum  of 
Association,  took  power  to  carry  on  business  as  boot  makers  and  shoe 
makers,  and  especially  as  makers  of  specified  boots  and  shoes. 
The  Plaintiffs  brought  their  "action  to  restrain  the  Company  from 
carrying  on  business  under  the  name  of  Maison  Pinety  Ld.y  or  any 
other  name  of  which  Pinet  formed  a  part,  and  which  was  calculated  to 
represent,  or  tend  to  the  belief,  that  the  Defendants  were  carrying  on 
the  Plaintiff's  business.  The  Plaintiffs  moved  for  an  interlocutory 
injunction.  The  Defendants'  case  was,  that  they  only  intended  to  deal 
in  the  before-mentioned  special  kinds  of  boots  and  shoes  and  not  in 
ordinary  boots  and  shoes,  and  therefore  they  would  not  compete  with 
the  Plaintiffs.  They  relied  also  on  the  fact  that  no  case  of  deception 
had  been  proved  against  them.  The  learned  Judge  before  whom  the 
motion  came  having  refused  to  make  an  Order,  the  Plaintiffs  appealed. 
Heldy  that,  upon  the  facts  proved,  the  Defendants  intended  to  sell 
ordinary  boots  and  shoes,  and  to  trade  upon  the  Plaintiffs'  reputation, 
and  that  their  acts  were  calculated  to  deceive  the  public,  and  although 
no  case  of  actual  fraud  was  proved,  the  Plaintiffs  were  entitled  to  an 
injunction,  but  that  they  were  not  entitled  io  restrain  the  Defendants 
from  using  the  name  Maison  Pinety  Ld,y  and  that  the  proper  form  of 
injunction  was  to  restrain  the  Defendants  from  carrying  on  their 
business,  as  manufacturers  of  boots  and  shoes,  under  any  name  or 
description  of  which  the  name  ^^Pinef"'  forms  part,  without  clearly 
distinguishing  the  boots  or  shoes  made  or  sold  by  the  Defendants  from 
those  made  or  sold  by  the  Plaintiffs.  Pinet  &  CiE.  v.  MAISON 
PiNBT,  Ld.,  p.  933. 

9.  In  cases  of  passing  off  the  eye  is  the  ultimate  judge,  guided,  of  course,  or 

assisted,  rathor,  by  the  various  facts  which  are  available.    Per  Kbke- 
WICH  J.    JONHS  V.  Hallworth,  p.  233. 

PATENTS,  &C.  ACT,  1883. 

Section  64.    Magnolia  Metal  Co.'s  Trade  Marks,  p.  265. 
Section  64  (1)  (e).    LINOTYPE  Co.'s  Application,  p.  900. 
Section  65.    Magnolia  Metal  Co.'s  Trade  Marks  p.  265. 
Section  70.    Magnolia  Metal  Co.'s  Trade  Marks,  p.  265 

£hrmanns'  Trade  Marks,  p.  665. 
Section  71.  Ehrmanns*  Trade  Marks,  p.  665. 
Section  72.    Ehrmanns'  Trade  Marks,  p.  665, 
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Section  73.    Ehrmanns'  Trade  Marks,  p.  665. 

Section  77.    Ehrmanns'  Trade  Marks,  p.  665. 

Section  79.    Ehrmanns'  Trade  Marks,  p.  665. 

Section  90.    CowiB  Brothers  and  Co.  v.  George  Herbert,  p.  436. 

Charles  Bayer  v.  Connbll  Brothers  &  Co.,  p.  275. 

Section  92.    Stock-Owners'  Meat  Co.  of  New  South  Wales,  p,  733, 

Section  111.    CowiE  Brothers  and  Co.  v.  George  Herbert,  p.  436. 

PATENTS,  &c.  ACT,  1888. 

Section  10.    Rowland  v.  Mitchell,  p.  37. 

Magnolia  Metal  Co.'s  Trade  Marks,  p.  265. 

Eastman  Photographic  Materials  Co.'s  Application, 

p.  487. 

Linotype  Co.'s  Application,  p.  900, 

PRACTICE. 

1.  On  a  motion  to  expunge  two  Trade  Marks  belonging  to  an 

American  Company,  a  copy  of  the  notice  of  motion  was  sent  in 
a  registered  letter  to  tne  Company  in  New  Tork.  Royal 
Baking  Powder  Co.'s  Trade  Marks,  p.  425. 

2.  Where  an  account  of  profits  had  been  directed,  the  Defendants 

were  ordered  to  deliver  to  the  Plaintiffs  a  list  of  the  names 
and  addresses  of  their  Customers.— Powell  v.  The  Birmingham 
Vinegar  Brewery  Co.,  Ld.,  p.  1. 

PRACTICE  OF  THE  PATENT  OFFICE. 

It  is  the  practice  in  the  Patent  Office  to  refuse  registration  of  any  device  or 
word  referring  to  the  sun  in  connection  with  Photographic  Materials 
as  having  some  reference  to  the  character  or  quality  of  the  goods. 
Eastman  Photographic  Materials  Co.*s  Trade  Mark,  p.  487. 

RECTIFICATION  OF  THE  REGISTER. 

L  The  Irish  Courts  have  no  jurisdiction  under  the  Patents,  &c. 
Act  of  1883,  to  order  any  alteration  or  rectification  of  the 
Register  of  Trade  JtLajis.— Trade  Mark.— Action  for  infringe- 
menL-^urisdiction  of  Irish  Court  to  order  rectification  of  Register. 
— In  an  action  for  infringement  of  Trade  Mark  the  Defendant  denied 
infringement,  and  pleaded  that  the  alleged  mark  was  not  a  Trade  Mark^ 
and  tlutt  the  Registration  was  invalid  ;  and  counterclaimed  that  the 
registration  should  be  set  aside,  and  the  Register  rectified  accordingly. 
By  an  interlocutory  motion,  the  Defendant  applied  for  an  order  that 
the  registration  should  be  set  aside  and  expunged,  and  the  Register 
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rectified.  The  Plaintiff  opposed,  on  the  gronnd  that  the  High  Court 
of  Justice  in  Ireland  had  no  jurisdiction  to  order  any  alteration  in  the 
Register  of  Trade  Marks.  Held^  that  the  Irish  Court  had  no  jurisdiction, 
under  the  Patents,  <fec.  Act  of  1883  to  order  any  alteration  or  rectification 
of  the  Register  of  Trade  Marks,  which  was  a  special  jurisdiction 
conferred  on  the  High  Court  of  Justice  in  En^and.  Chables  Batbb 
V.  CoNNBLL  Brothers  &  Co.,  p.  275. 

2.  Petition  for  Rectification  entertained  by  a  Scotch  Court  where  no  objec- 

tion was  taken  to  the  jurisdiction.  CowiE  BROTHERS  &  Co.,  v. 
George  Herbert,  p.  436. 

3.  Word  used  to  denote  articles  made  under  a  patent  which  had 

expired  held  not  rightly  registered  as  a  Trade  Mark  for  such 
articles. — Trade  Mark, — Descriptive  word. — Motion  to  rectify  register. 
— Costs, — ^A.  obtained  a  patent  for  improvements  in  umbrellas  which 
made  them  look  more  compact.  He  adopted  the  word  "  Compa^ctufn^'  to 
denote  umbrellas  so  made,  and  such  umbrellas  were  sold  under  that  name. 
A.  registered  three  Trade  Marks— one  in  1882  consisting  of  a  device  with 
the  word  "  Compactum "  thereon,  another  in  1884  consisting  of  the 
word  "  Compactum  "  alone,  and  a  third  in  the  year  1890  consisting  of 
certain  devices  and  letterpress  including  the  word  "  Compactum^^* 
which  word  was  disclaimed.  The  patent  expired  and  A.  relinquished 
business.  6.  his  son,  began  to  manufacture  and  sell  umbrellas  of  the 
kind  above-mentioned,  under  the  name  '*  Co7npactumJ*^  An  action 
having  been  brought  against  him  by  Y.  and  Z.  to  restrain  him  from 
using  the  word  "  Compactum^^^  he  moved  to  rectify  the  Register  of 
Trade  Marks  by  expunging  the  first  two  Trade  Marks,  and  served  a 
notice  of  motion  on  A.,  Y.,  and  Z.,  none  of  whom  appeared  on  the 
hearing.  An  order  was  made  to  expunge  the  said  two  Trade  Marks 
and  for  the  costs  to  be  paid  by  Y.  and  Z.  Subsequently,  on  the  motion 
of  Y.  and  Z.  the  Order  was  amended  by  adding  A.  as  one  of  the  parties 
to  pay  the  costs.    Davis*  Trade  Marks,  p.  903. 

4.  Trade  Marks  registered  by  an  American  Company.— Motion  to 

rectify  Register  by  expnnging  snch  Trade  Marks.  — Non- 
appearance of  the  Company.— In  1887,  the  R.  Company,  of  New 
York,  registered  two  Trade  Marks,*  claiming  user  before  1875  in 
respect  of  one  of  such  Trade  Marks.  In  1897,  W.  C.  and  Co.  moved  to 
rectify  the  Register  by  expunging  these  Trade  Marks  on  a  variety  of 
grounds  stated  in  the  notice  of  motion.  This  notice  of  motion  was 
served  on  the  Comptroller,  and  a  registered  letter,  with  a  copy  thereof, 
sent  to  the  American  Company  in  New  York.  On  the  motion  coming 
on  for  hearing,  neither  the  Comptroller  nor  the  Company  appeared, 
and  an  order  was  made  expunging  the  two  Trade  Markisu  ROTAL 
Baking  Powder  Co.'s  Trade  Marks,  p.  425. 

BEGISTRATION. 

Application  by  two  parties  to  register  substantially  the  same 
Trade  Marks.  —  Trade  Marks, — Registration.  —  Dissolution  of 
partnership. — Separate  applications  by  members  of  dissolved  firm  to 
register  Trade  Marks  used  by  such  firm. — Patents^  ike.  Act  1888^  Sections 
70^  71y  72y  78,  77y  and  79, — A.  firm  of  five  partners,  who  carried  on 
business  under  two  firm  names,  dissolved  partnership  by  a  deed  which 
provided  for  the  business  being  carried  on  by  four  of  them  under  one  of 
the  old  firm^s  names,  and  also  by  the  fifth  (F.)  under  the  firm's  other 
name,  and  for  the  use,  by  all  of  them,  of  the  Trade  Marks  of  the  old 
firm,  eight  of  which  were  registered  in  London,  and  the  ninth  in  New 
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South  Wales,  and  for  applications  by  the  new  firm,  and  also  by  F.  to 
register  certain  new  Trade  Marks,  which  were  duplicates  of  the  old  Trade 
Marks,  with,  in  some  cases,  certain  small  modifications  rendered 
necessary  by  the  terms  of  the  deed.  The  applications  having  been 
made,  the  Comptroller  refused  some  of  them,  and,  in  others,  referred 
the  Applicants  to  the  Court,  under  Section  71  of  the  Patents,  &c.  Act, 
1883.  The  Applicants,  by  appeals  and  motions,  brought  the  matter  before 
the  Court.  Heldy  that  the  Comptroller  ought  not  to  be  directed  to 
proceed  with  the  applications,  and  that  this  was  not  a  case  in  which 
the  Court  oaght  to  make  an  order  under  Section  72  of  the  Act. 
Ehrmanns'  Trade  Marks,  p.  665. 

TRADE  MARK. 

L^Pictorial  representation  of  a  word  used  as  a  Trade  Mark.    See  MAGNOLIA 
" .  Metal  Co.'s  Trade  Marks,  pp.  265,  622. 

2.  Trade  Mark  not  used  exactly  as  Registered.    Plaintiff  held  not 

disentitled  to  relief.    Rowland  v.  Michbll,  p.  37. 

3.  Kctorial  representation  of  Public  buildings.    See  COWIE  BROTHERS 

AND  Co.  V.  George  Herbert,  p.  436. 

4.  Plaintiffs  held  disentitled  to  maintain  an  action  in  respect  of  Trade 

Marks  which  were  not  registered  in  their  names.  Magnolia  Metal 
Co.  V.  Atlas  Metal  Co.,  p.  389. 

5.  A  Trade  Mark,  consisting  of  a  portrait  of  the  owner  in  an  oval  with 

certain  disclaimed  words,  held  to  be  a  good  Trade  Mark.  ROWLAND 
V.  MiCHELL,  p.  37. 

TRADE  NAME. 

Use  of  the  words  *'  Torkshire  Relish,"  which  had  come  to  denote 
the  PladntiflTs  sauce,  restrained  on  the  ground  that  the  use 
would  lead  to  the  Defendants'  sauce  being  passed  off  as  the 
Plaintiff's. — Trade  name. — Action  for  injunction  to  restrain  passing 
off  Defendants^  satice  as  Plaintiff^ s  by  the  use  of  "  Yorkshire  Belishy — 
Fancy  or  descriptive  name. — Difference  in  composition  of  sauces. — 
Probability  of  deception. — Position  of  owner  of  secret  recipe. — The 
Plaintiff  had  for  34  years  made  a  sauce  according  to  a  secret  recipe, 
and  sold  the  same  in  bottles  bearing  labels  with  the  name  ^'  Yorkshire 
Relish  •'  prominent  thereon,  and  had  very  largely  advertised  "  Tork- 
shire Relish."  In  1884,  the  Plaintiff  registered  the  words  "  Yorkshire 
Relish  "  as  an  old  Trade  Mark.  In  ISfiiS,  this  Trade  Mark  was  struck 
off  the  Register  on  a  motion  by  the  Defendant  Company,  and  this 
decision  was  af&rmed  by  the  Court  of  Appeal  and  the  House  of  Lords. 
In  November  1893,  the  Defendant  Company  began  to  sell  a  sauce  under 
the  name  of  "  Yorkshire  Relish  "  in  bottles,  with  a  label  bearing  the 
words  "Yorkshire  Relish"  prominently  thereon,  and  also  "manu- 
"  factured  by  The  Birmingham  Vinegar  Brewery  Company,  Ld."  and 
other  particulars.  The  Plaintiff  thereupon  brought  this  action  to 
restrain  the  Defendant  Company  from  passing  off  their  sauce  as 
his  by  the  use  of  the  term  "Yorkshire  Relish."  An  interlocutory 
injunction  was  granted  by  Stirling^  J.,  and  the  Court  of  Appeal. 
The  Defendant  Company  then  ceased  using  their  original  label,  and 
sold  their  sauce  with  a  label  bearing  the  words  "  Holbrookes  "  in  large 
letters,  then  "  Yorkshire  Relish  "  in  smaller  letters,  and  then  "  manu- 
factured by  The  "Birmingham  Vinegar  Brewery  Company,  Ld., 
successors  to  Holbrook  and  Co.,"  and  other  particulars.    The  Plaintiff 
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gave  notice  of  motion  for  sequestration  of  the  Defendant  Company's 
effects  for  contempt  of  Coart  in  using  this  label,  but  it  was  arranged  for 
this  motion  to  stand  over  until  after  the  trial.  At  the  trial,  the  Plaintiff 
adduced  evidence  to  show  that  his  sauce  had  been  known  alone  as 
"  Yorkshire  Relish  "  for  34  years ;  that  to  the  trade  and  the  public 
^'  Yorkshire  Relish "  meant  his  sauce ;  that  all  attempts  by  other 
persons  to  use  "  Yorkshire  Relish  "  had  been  stopped  ;  that  the  Defen- 
dant Company^s  sauce  was  not  made  from  the  same  recipe,  and  that  it 
was  sold  to  retail  dealers  at  a  less  price  than  the  Plaintiff's,  and  resold 
by  them  at  the  same  price  as  the  Plaintiff's  ;  that  the  Defendant  Com- 
pany's use  of  the  name  *'  Yorkshire  Relish  "  was  calculated  to  deceive 
the  public,  and  that  persons  had  actually  been  deceived  both  by  the 
first  and  second  label.  The  Defendants  adduced  evidence  that  the 
sauces  were  almost  the  same  in  constitution,  the  difference,  according 
to  their  evidence,  not  amounting  to  more  than  a  pinch  of  salt  {  that 
the  labels  could  not  possibly  be  mistaken  ;  and  they  contended  that 
they  were  entitled  to  use  the  name  "  Yorkshire  Relish  "  as  descriptive 
of  the  article  they  sold,  so  long  as  their  labels  were  fairly  distinguish- 
able from  the  Plaintiff's.  Held,  by  Stirling,  J.,  that  "  Yorkshire 
"  Relish "  was  a  fancy  name,  and  not  descriptive  of  the  article ; 
that  on  the  Defendant  Company's  own  evidence  the  sauces  differed 
in  composition ;  that  the  Defendant  Company,  by  calling  their 
sance  **  Yorkshire  Relish,"  were  thereby  representing  it  was  the  same 
thing  as  the  sauce  hitherto  procured  under  that  name,  which  was  not 
the  truth  ;  that  "  Yorkshire  Relish  "  to  the  trade  denoted  the  Plaintiff's 
sauce,  and  that  persons  ordering  "  Yorkshire  Relish,"  who  knew  the 
Plaintiff  to  be  the  manufacturer,  would  expect  to  get  the  Plaintiff's 
sauce,  and  persons  who  did  not  know  the  manufacturer's  name  would 
expect  to  get  what  they  had  previously  had  ;  that  it  was  accordingly 
incumbent  on  the  Defendant  Company  to  take  every  precaution  to 
guard  against  mistake  ;  that  the  Defendant  Company's  first  label  was 
likely  to  cause  mistake,  and  that  the  second  label,  although  much  less 
objectionable,  was  likely  to  deceive  in  some  cases.  The  Defendants 
appealed.  Held,  by  the  Court  of  Appeal,  that  *'  Yorkshire  Relish  "  was 
not  a  descriptive  name  ;  that  the  Defendants,  in  effect,  were,  by  the 
use  of  the  name  "  Yorkshire  Relish,"  passing  off  and  enabling  others 
to  pass  off  the  Defendants'  goods  as  and  for  the  Plaintiff's  goods  ;  and 
that  the  Plaintiff  was  entitled  to  an  injunction,  and  not  the  less  so 
because  it  might,  in  effect,  give  him  a  monopoly  of  the  words 
"  Yorkshire  Relish,"  The  Defendants  appealed  to  the  House  of  Lords. 
Held,  that  the  appeal  be  dismissed,  with  costs.  POWELL  v.  THE 
Birmingham  Vinegar  Brewery  Co.,  Ld.,  p.  720. 
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In  the  Court  of  Appeal. 

Before  LORDS  Justices  Lindlky  and  Smith. 

December  9th,  1896. 

Powell  v.  The  Birmingham  Vinegar  Brewery  Company,  Ld. 

5  Action  to  restrain  use  of  trade  name. — Injunction  granted. — Account  of 
profits  ordered. — Disclosure  of  names  and  add^^esses  of  Defendants^ 
customers. 

P.  brought  an  action  against  the  B.  Gomimnij  for  an  injunction^  to  restrain 
them  from  passing  off  their  sauce  as  his  by  the  use  of  the  term  "  Yorkshire 

10  "  Relish.**  At  the  trial  an  injunction  was  granted  with  an  account  of  profits. 
The  Defendants  delivered  their  accomiU  showing  the  sales  of  the  sauce 
complained  of^  but  did  not  gii'e  the  names  and  addresses  of  their  customers. 
On  the  application  of  the  Plaintiffs  Stirling,  J.,  ordered  the  Defendants  to 
deliver  to  the  Plaintiff  a  list  of  the  names  and  addresses  of  such  customers. 

15  The  Defendants  appealed. 

Heldy  that  the  order  of  the  learned  Judge  was  rig?it,  and  that  the  Defendants 
must  deliver  t^ie  list  m^dered. 

In    this  action,  Stirling  J.,    on  the  29th  of    October  1895,    granted    an 
injunction  and  ordered  an  account  to  be  taken  of  all  profits  made  by  the 

20  Defendants  by  the  sale  of  any  sauce  or  relish,  not  manufactured  by  the  Plaintiff, 
in  bottles  haying  labels  with  the  words  "Yorkshire  Relish"  thereon  {see 
12  R.P.C.  496).  The  Defendants  appealed  from  this  judgment,  but  the  appeal 
was  dismissed,  with  costs  {see  13  R.P.C.  235).  The  Defendants  appealed  to  the 
House  of  Lords,  and  such  appeal  is  pending.    They  then  brought  in  their 

25  accounts  showing  their  sales  of  the  said  sauce,  which  were  numerous,  but  the 
accounts  did  not  give  the  names  and  addresses  of  the  customers  to  whom 
these  sales  had  been  made.  On  the  10th  of  August  1896,  the  matter  came  before 
Stirling^   J.,    in    chambers,    when    he   (among  other    things)    directed  the 

A 
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Defendants  to  give  to  the  Plaintiff  the  names  of  the  cnstomers,  addresses,  and 
amounts  sold. 

On  the  26th  of  October  1896,  the  Defendants  delivered  further  accounts, 
but  without  giving  the  names  and  addresses  of  their  customers.  A  summons 
was  then  issued  on  behalf  of  the  Plaintiff  for  an  order  that  (among  other  5 
things)  the  Defendants  should,  within  14  days,  deliver  to  the  Plaintiff 
particulars  in  writing  of  the  names  and  addresses  of  the  customers  to  whom 
they  had  sold  their  "  Yorkshire  Relish,"  and  on  the  16th  of  November  1896  an 
order  was  made  accordingly.  The  Defendants  having  obtained  leave  to  appeal 
the  matter  came  before  the  Court  of  Appeal.  10 

Buckley^  Q.C.,  and  Waggett  (instructed  by  Thorowgood^  Tahor^  and 
Hardcastle)  a;  peared  for  the  Defendants;  Oraham  Hastings,  Q.C.,  and 
John  Cutler  (instructed  by  J.  S.  Salam/in)  appeared  for  the  Plaintiff. 

Buckley  J  Q.C.,  for  the  Defendants. — ^The  Plaintiff  wants  to  know  the  names 
and  addresses  of  the  Defendants'  customers.    When  their  books  are  examined  15 
the  Plaintiff  will  see  such  names  and  addresses,  but  I  submit  the  Plaintiff  is 
not  entitled  to  the  list  of  the  names  and  addresses  now  ordered,  and  that  as 
between  competitors  in  trade  such  a  list  should  not  be  given,  as  an  improper 
use  might  be  made  of  it.     The  Defendants'  general  secretary,  by  his  afiBdavit, 
says  that  the  Defendants  are  advised  and  believe  that  if  the  appeal  to  the  House  20 
of  Lords  is  decided  in  their  favour,  irreparable  injury  may  be  done  to  them  and 
their  business  by  the  Plaintiff  having  such  disclosure  in  writing,  inasmuch  as 
such  customers  purchase  from  the  Defendants  other  articles  and  things  in  the 
way  of  their  business  similar  to  articles  and  things  dealt  in  by  the  Plaintiff, 
who  will  thereby  obtain  valuable  information  which  will  enable  him  to  enter  25 
into  competition  with  the  Defendants  in  a  manner  which  he  otherwise  could 
not  obtain,  and  which  might  enable  him  to  influence  such  customers  and 
attract  their  custom  hitherto  enjoyed  by  the  Defendants.    When  the  books 
are  inspected  the  Plaintiff  may,  I  admit,  take  the  names  and  addresses  of  the 
customers  in  a  dozen  or  so  test  cases,  but  I  submit  that  it  would  be  an  abuse  of  30 
the  order  if  he  were  then  allowed  to  take  a  list  of  the  whole. 

LiNDLBY,  LJ, — I  do  not  think  we  ought  to  grant  this  appeal.    The  substance 
of  the  thing,  of  course,  is  this,  namely,  whether  the  Plaintiff  is  entitled  to  see 
the  names  of  these  customers.    If  he  is  entitled  to  see  them  he  is  entitled  to 
learn  them  by  heart,  and  to  retain  them  in  his  memory  if  he  can.     The  real  35 
question  is  whether  he  is  entitled  to  their  names  by  taking  notes  of  the  names 
and  addresses  when  disclosed.     If  Mr.  Buckley  were  right  on  that  there  would 
be  something  in  this ;  but  I  cannot  think  he  is  right  on  that,  and  therefore 
there  is  really  nothing  in  this,  except  the  mode  by  which  the  Plaintiff  is  to 
obtain  a  copy  of  the  names  and  addrenes  of  the  customers.    That  is  not  the  40 
subject  for  appeal  at  all.    That  is  a  mere  question  of  discretion  for  the  Judge. 
The  Judge  thinks  that,  under  the  circumstances,  justice  will  be  best  met  by 
making  the  Defendants  supply  the  list.    It  is  not  a  matter  on  which  I  could 
dream  of  differing  with  the  learned  Judge.    Unless  the  names  can  be  kept 
back  there  is  nothing  in  it.    But  the  names  cannot  be  kept  back,  and  I  think  45 
the  appeal  must  be  dismissed,  with  costs. 

Smith,  L.J. — I  am  entirely  of  the  same  opinion.  The  question  comes  down 
to  this,  namely,  whether  the  Defendants  are  to  give  and  the  Plaintiff  is  to  take 
the  names  of  different  customers.  If  the  Plaintiff  could  take  them  I  see  no 
reason  why  the  Defendants  should  not  give  them.  50 

Oraham  Hastings^  Q.C. — The  appeal  will  be  dismissed,  with  costs. 
LiNDLBY,  LJ^. — ^Yes. 


Vol.  XIV.,  No.  i.J        AiHD  tRADfe  MARK  OASfiS. 

Perkes  v.  Deeley. 


In  the  High  Court  of  Justice,— Chancery  Division. 

Before  Mr.  Justice  Chitty. — December  2nd,  1896. 

In  the  Matter  of  Debley's  Patent. 

Perkes  v,  Dbbley. 

5      Patent — Patent  declared  invalid  in  an  action, — Motion  fm'  have  to  continue 

proceedings  for  amendment  pending  a  petition  fat^  revocation. — Leave  granted^ 

hut  costs  reserved, — Patent,  as  amended^  ultimately  held  invalid. — Costs  of 

motion. — Patents^  <kc.  Act,  1883,  Section  19. 

In  an  action  for  infringement  of  a  patent,  the  first,  third,  fourth,  and  fifth 

10  claims  were  held  invalid  at  the  trial,  and,  on  appeal,  the  decision  as  to  the  third, 
fourth,  and  fifth  claims  was  affirm^.  The  Patentee  applied  to  amend  his 
Specification  by  striking  out  Claims  3,  4^  and  5,  and  slightly  altering  Claim  1. 
The  Defendant  presented  a  petition  for  revocation  of  the  patent,  and  iJhe  Patentee 
moved  to  continue  his  proceedings  for  amendment.    Leave  was  granted,  and  the 

15  Specification  was  amended  as  proposed.  The  petition  was  proceeded  tvith,  and, 
at  the  hearing,  both  Claims  1  and  2  were  held  invalid.  On  appeal,  the  Court  of 
Appeal  affirmed  this  decision  as  to  Claim  1,  and  held  Claim  2  was  good.  The 
House  of  Lords  affirmed  this  decision. 

The  Petitioner  now  moved  that  the  costs  of  the  motion  for  leave  to  continue 

20  the  proceedings  for  amendment  might  he  paid  to  the  Petitiofier. 

Held,  that  as  on  the  one  hand  the  application  to  amend  had  succeeded  in 
procuring  the  amendment,  and  as  on  the  other  hand  the  amendment  had  failed 
to  render  the  patent  valid  and  tvas  therefore  useless,  no  costs  sliould  be  given. 
On  the  3rd  of  November  1884,  a  patent  (No.  14,526  of  1884)  was  granted  to 

25  J-  Deeley  the  younger,  which  was  assigned  to  J.  Deeley  the  elder.  In  February 
1891,  J.  Deeley  the  elder  and  his  licensees  commenced  an  actioft  against 
T.  Perkes  for  infringement  of  this  patent. 

At  the  trial  in  March  1893,  it^was  helft  that  the  first,  third,  fourth,  and  fifth 
claims  were  anticipated  (10  R.P.C.  181).    The  Court  of  Appeal,  on  August  Ist, 

30  1893,  affirmed  the  decision  that  Claims  3,  4,  and  5  were  invalid,  without 
considering  the  question  as  to  Claim  1  (10  R.P.C.  382). 

The  Plaintiffs  in  the  action  then,  on  the  22nd  of  August  1893,  applied  to  the 
Comptroller-General  to  amend  the  Specification  by  striking  out  Claims  3,  4, 
and  5,  and  slightly  altering  Claims  1  and  2.    The  application  was  opposed  by 

35  the  Defendant  Perkes  and  another. 

On  the  28th  of  November  1893,  Perkes  presented  a  petition  for  revocation  of 
the  patent.  The  Comptroller-General  proposed  to  go  on  with  the  application 
for  amendment,  but  it  was  doubted  by  the  Applicants  whether  the  Comptroller- 
General  had  power  to  do  so  pending  the  petition  for  revocation.    Accordingly, 

40  on  the  6th  of  December  1893,  notice  of  motion  was  given  under  Section  19  of 
the  Patents,  &c.  Act,  1883,  on  behalf  of  the  Plaintiffs  in  the  action,  for  leave  to 
proceed  with  the  application  to  the  Comptroller  for  leave  to  amend,  and  that,  in 
the  meantime,  the  hearing  of  the  petition  for  revocation  might  be  postponed. 
The  motion  was  brought  on  first  before  North,  J.,  who  was  hearing  Chitty,  J.'s, 

45  moiion8,and  was  fSterwards  heard  before  Chitty^  J.,  in  January|1894.     Chitty,  J., 
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gave  leave  to  the  Applicants  to  proceed  before  the  Comptroller-General,  and 
ordered  the  petition  for  revocation  to  stand  over  until  after  the  proceedings 
before  the  Comptroller-General  and,  if  any,  before  the  Law  Ofl&cer,  and  reserved 
the  costs  of  the  motion  (see  11  R.P.C.  72). 

The  amendments  were  allowed  by  the  Comptroller-General  on  the  17th  of  5 
February  1894,  and  Claims  3,  4,  and  5  were  struck  out,  and  Claims  1  and  2 
slightly  altered  in  language. 

The  petition  was  heard  in  December  1894  by  Bomer,  J.,  who  held  that  both 
Claims  1  and  2  were  anticipated  (see  12  R.P.C.  65).    The  Respondents  appealed, 
and  the  Court  of  Appeal,  in  April  1895,  affirmed  the  decision  as  to  Claim  1,  10 
but  held  that  Claim  2  was  valid  {see  12  R.P.C.  192). 

The  Respondents  appealed  to  the  House  of  Lords,  who,  in  July  1896,  affirmed 
the  order  of  the  Court  of  Appeal,  and  made  a  special  order  that  the  patent  be 
revoked  unless  the  Patentee,  within  three  months,  obtained  leave  to  amend  his 
Specification  by  disclaiming  the  first  claim  {see  13  R.P.C.  581).  15 

The  Petitioner  PerkeSy  on  the  7th  of  May  1895,  gave  notice  of  motion  that 
his  costs  of  the  motion  of  the  6th  of  December  1893  might  be  taxed  and  paid 
by  the  Respondents  to  the  Petitioner. 

Terrelly  Q.C.,  and  Rylands  (instructed   by   Wakefordy  Maxfy  and  Woulfe) 
appeared  for  the  Applicant ;  WallacBy  Q.C.,  and  H,  J.  Rowland^  (instructed  by  20 
Stibhardy  Oibsoriy  and  Co.)  appeared  for  the  Respondents. 

Terrelly  Q.C. — I  ask  for  the  costs  of  this  abortive  motion  ;  the  Respondents 
obtained  leave  to  amend  and  amended,  but  their  amendment  did  no  good. 

Wallacey  Q.C,  for  the  Respondents. — The  Comptroller-General  and  the  Law 
Officer  decided  in  our  favour  as  to  amendment.  The  Applicant  ought  not  to  25 
have  interfered  with  our  going  to  the  Comptroller  for  leave  to  amend.  Your 
Lordship  decided  that  we  ought  to  have  liberty  to  amend,  and  the  House  of 
Lords  has  strongly  affirmed  that  view.  Why,  then,  should  we  not,  as  we 
succeeded  in  obtaining  the  amendment,  have  the*  costs  of  the  motion  ? 
[Chitty,  J. — You  have  no  absolute  right  to  amend.]  But  we  were  successful.  30 
[Chitty,  J.— With  no  beneficial  result.] 

Terrelly  Q.C— We  were  properly  made  Respondents  under  the  provisions  of 
the  Patents,  &c.  Act,  1883,  and  it  made  no  difference  that  wo  argued  the 
point. 

Chitty,  J. — The  only  question  is  with  reference  to  the  costs  of  a  motion  35 
which  was  made  before  me  under  the  19th  section    of    the  Patents  Act. 
There  was  a  petition  for  revocation  of  the  patent,  and  the  persons  entitled  to 
the  patdht  had  proposed,  before  the  petition  was  presented,  to  obtain  from  the 
Comptroller  certain  amendments  in  their  Specification.    The  action  of  the 
Comptroller  was  necessarily  stopped  by  the  presentation  of  the  petition  for  40 
revocation.    When  the  matter  came  before  me  I  thought,  after  hearing  the 
arguments,  that  it  was  within  the  proper  exercise  of  my  discretion  to  grant  the 
leave,  and,  accordingly  leave  being  granted,  the  then  Applicants  went  before 
the  Comptroller  and  succeeded  in  getting  the  amendments  they  required  allowed ; 
and,  on  appeal  to  the  Law  Officer,  the  Law  Officer  confirmed  what  the  Comp-  45 
troller  had  done.    The  petition  for  revocation  proceeded,  with  this  curious 
result,  that  the  amendments  that  were  proposed  and  were  obtained  through 
the  Comptroller  and  through  the  Law  Officer  were  found  not  to  be  sufficient, 
and  the  patent  was  not  amended  under  the  leave  to  the  extent  which  was 
required.    I  am  stating  very  shortly  the  effect  of  the  decision  of  the  House  of  50 
Lords. 

In  these  circumstances,  what  is  to  be  done  with  the  costs  ?  The  19th 
section  says  that  'Hhe  Court  or  a  Judge  may  at  any  time  order  that  the 
'<  Patentee  shall,  subject  to  such  terms  as  to  costs  and  otherwise  as  the  Court  or 
**  a  Judge  may  impose,  bo  at  liberty  to  apply."  The  section  relates,  not  merely  55 
to  the  case  of  revocation,  1)ut  also  where  there  is  a  proceeding  for  infringement 
.or  otherwise. 
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If  I  only  went,  in  the  exercise  of  my  discretion  as  to  costs,  upon  the  bare 
fact  that  the  application  succeeded  and  consequently  the  opposition  failed,  I 
might  say  that  the  Applicants  ought  to  have  the  costs,  because  they  succeeded  in 
the  application.  The  words  "such  terms  as  to  costs  and  otherwise  as  the  Court 
5  "  or  a  Judge  may  impose  "  rather  point  to  the  Applicants  being  put  upon  terms 
as  to  the  costs.  Perhaps  that  would  be  too  narrow  a  construction,  and  I  am  not 
called  upon  at  the  present  moment  to  say  whether  that  is  the  meaning  of  those 
words.  One  view,  which  I  am  merely  suggesting,  is  that  the  Court  can  put 
terms,  with  regard  to  the  costs,  upon  the  person  who  is  applying  for  leave  to 

10  amend  ;  so  that  that  part  of  the  section  would  not  relate  to  the  costs  of  the 
application  or  the  motion  for  the  leave  itself.  Seeing  that  the  application 
succeeded,  putting  that  down  on  one  side  of  the  account,  seeing  that  the 
result  of  the  application  was  (when  the  case  was  ultimately  decided  by  the 
House  of  Lords)  found  not  to  support  the  case  of  the  Patentee  (I  will  call 

15  him  shortly),  and  seeing  to  a  certain  extent,  therefore,  it  was  an  idle  amend- 
ment that  was  made — it  was  an  amendment  made  which  was  not  in  the  result 
successful — I  think  the  right  order  is  to  say  "  No  costs,"  which  I  do. 

That  includes  the  costs  of  this  application  ;  no  costs  of  the  former  motion  and 
no  costs  in  this.    Mr.  Wallace  has  asked  for  the  costs,  but  it  was  not  necessary 

20  to  have  a  motion. 


In  THfi  Privy  Council. 

Present:  Lord  Hobhouse,  Lord   Macnaghtkn,  Lord   Davby,  and 

Sir  Richard  Couch. 

July  15th  and  December  16th,  1896. 

25  In  the  Matter  of  Hopkinson's  Patent. 

PatefiL — Petition  for  prolongation  by  Company  as  assignees. — Bemuneration 
of  inventor  adequate. — Definition  of  Patentee  includes  assignee. — Patents^  &c. 
Act^  1888 y  Sections  26  and  46. — Numerous  Opponents. — Petition  dismissed. — 
Costs. 

30  This  tvas  a  petition  for  j^^olongation  of  a  patent  hy  the  Patentee  and  a 
Company  to  whom  he  had  sold  the  tvhole  beneficial  interest  in  the  jjatent.  It 
appeared  that  the  Patentee  had  received  a  total  amount  of  19,7501.  in  shares 
and  cash  for  this  patent  and  a  German  j^atent  for  the  same  invention^  hut 
that  the  Company'* s  expenditure  had  exceeded  their  receipts.      The  petition  was 

35  opposed  by  the  Grown  on  the  ground  that  the  inventor  had  been  adequately 
remunerated  and  had  no  further  interest,  and  tvas  also  resisted  by  seven  sets  of 
Opponents. 

Heldy  that  though  assignees  may  petition  for  prolongation^  they  are  not  to  be 
l)laced  on  the  same  favourable  footimj  as  the  Patentee;  that  in  this  case  the 
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assignees  Jiad  not  assisted  the  inventor  to  bring  out  his  invention^  hut  had 
merely  bought  it  from  a  prior  assignee  from  him^  and  as  the  inventor  had  been 
adequately  remunerated^  the  Board  were  unable  to  re^jort  under  Section  25 
of  the  Patents^  &c.  Act^  1883. 

The  petition  was  dismissed;  the  Petitioners  were  ordered  to  pay  one  set  of  5 
costs  to  the  Opponents^  which  was  fixed  by   the  Boards  in   the  absence  of 
agreement^  at  400L 
TJie  cases  on  2^rolongation  to  an  assignee  discussed  and  explained. 
On  the  27th  of  July  1882,  a  patent  (No.  3576  of  1882)  was  granted  to  John 
Hopkinson^  F.R.S.,  for  an  invention  of    "  Improvements  in  distributing  and  10 
"  measuring  electricity,  and  in  apparatus  to  be  employed  for  those  purposes." 

On  the  27th  of  January  1896,  J.  Hopkinson  and  The  Westinghouse  Electric 
Company^  Ld,,  presented  a  petition  for  prolongation  of  this  patent.  It  appeared 
from  the  petition  that  the  Patentee  also  obtained  a  grant  of  German  Letters 
Patent,  dated  the  22nd  of  February  1883,  and  expiring  on  the  22nd  of  February  15 
1898,  for  his  said  invention.  The  Patentee  had  not  obtained  patents  in  any 
other  country,  but  communicated  the  invention  protected  by  the  first  claim  of 
the  said  patent  to  2'he  Westinghouse  Electric  Company y  of  America,  who 
patented  the  said  invention,  and  paid  to  the  said  J.  Hopkinson  the  sum  of  5')0/. 
therefor.  20 

By  an  agreement  dated  the  16th  of  March  1889,  and  by  an  indenture  dated  the 
6th  of  April  1889,  both  made  between  the  said  J.  Hopkinson  of  the  one  part, 
and  The  Westinghouse  Electric  Company ^  of  Pittsburgh,  Pennsylvania  (herein- 
after called  the  ''  American  Company  "),  of  the  other  part,  the  equitable  interest 
in  the  patent  No.  3576  became  (for  the  considerations  in  the  said  agreement  25 
mentioned)  vested  in  the  American  Company. 

On  the  11th  of  July  1889,  the  petitioning  Company,  an  English  Company, 
was  incorporated.  By  an  agreement  dated  the  20th  of  July  1889,  and  made 
between  the  American  Company  and  the  petitioning  Company,  the  American 
Company,  in  consideration  of  the  issue  to  them  of  shares  in  the  petitioning  30 
Company  as  fully  paid  up,  as  in  the  said  agreement  more  particularly  appeared, 
assigned  to  the  petitioning  Company  the  business  of  the  American  Company  in 
parts  of  the  world  other  than  in  North  and  South  America,  together  with  a 
large  number  of  English  and  European  patents.  The  said  agreement  did  not  in 
terms  assign  the  patent  oiJ.Hopkinson^  but  since  the  agreement  the  petitioning  35 
Company  (the  major  portion  of  whose  capital  consists  of  the  fully  paid  up 
shares  allotted  to  the  American  Company)  had  worked  the  invention  for  their 
own  benefit,  and  by  a  declaration  of  trust  dated  the  2nd  of  March  1891, 
J.  Hopkinson  declared  that  he  was  a  trustee  of  the  patent  for  the  benefit  of  the 
petitioning  Company.  40 

The  subject-matter  of  the  said  patent  consisted  in  an  entirely  novel  method 
of  distributing  the  electric  current  through  the  main  conductors,  and  effected 
an  enormous  saving  in  the  cost  of  the  main  conductors  ;  the  said  invention  also 
automatically  maintained  constant  the  brilliancy  of  the  lamps  in  a  circuit,  and 
became  known  as  the  three-wire  system.  45 

On  the  20th  of  January  1883,  the  Patentee  applied  to  disclaim  certain 
unimportant  portions  of  the  Specification.  The  Patentee  immediately  after 
the  grant  of  the  patent,  used  every  endeavour  to  procure  the  adoption  of 
his  invention,  but  electric  lighting  was  so  much  in  its  infancy,  and  central 
lighting  electric  installations  (to  which  the  invention  was  chiefiy  applicable)  50 
were  so  hampered  by  legislative  provisions,  that  for  eight  years  there  was  no 
opportunity  for  the  application  of  the  invention.  Prior  to  1889,  the  Patentee, 
despite  great  efforts,  had  only  succeeded  in  granting  three  licenses  in  this 
country,  and  iad  received  300Z.  only  for  licenses,  the  net  sum  of  200^.  being 
profit.  During  the  same  period  he  had  received  under  his  German  patent  about  55 
150{.  net.  Subsequently  to  the  date  of  the  said  agreement  of  the  16th  of  March 
1889,  the  Patentee  received  in  cash  and  shares  a  net  sum  of  19,4007.  as  the 
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purchase  price  of  the  English  and  German  patents,  making  a  total  of  19,750^. 
net  profit  in  respect  of  such  patents.  In  face  of  the  great  opposition  of 
wealthy  companies  to  the  Patentee's  monopoly  of  the  three-wire  system, 
it  was  submitted  that  it  was  essential  that  the  patent  should  be  vested 
5  in  a  company,  and  that  it  was  a  meritorious  action  on  the  part  of  public 
companies  to  take  up  useful  inventions,  and, that  if  they  did  not  get  reason- 
able remuneration  their  merit  should  be  recognised  by  a  prolongation  of 
the  patent.  The  petitioning  Company  had  used  their  best  endeavours  to 
procure  the  adoption  of  the  three- wire  system,  and  had  obtained  a  judgment 

10  against  The  St.  James'  and  Pall  Mall  Electric  Company  for  infringement 
(10  R.P.C.  46).  A  number  of  electric  lighting  companies  had  been 
incorporated  after  the  said  judgment,  and  several  of  them  and  several 
municipal  corporations  had  adopted  the  three-wire  system.  The  petitioning 
Company  had  granted  a  number  of  licenses  for  the  use  of  the  patent,  and  up 

15  to  the  end  of  1895  they  had  received  21,393Z.  in  royalties,  but  they  had  made  a 
net  loss  of  7,247/.,  not  allowing  any  deduction  for  interest  on  capital.  There 
was  now  an  enormous  development  of  the  electric  lighting  industry  for  the 
purposes  of  traction  and  transmission  of  power,  for  which  purposes  the  three- 
wire  system  was  applicable.    The  petitioning  Company  submitted  that  they 

20  were  entitled  to  add  to  the  purchase  money  and  expenses  set  out  in  the 
accounts,  interest  upon  the  capital  moneys  expended  during  the  period  that  the 
patent  was  unremunerative.  There  would  be  a  loss  on  this  of  1,818Z.,  which 
ought  to  be  set  off  against  the  royalties.  The  total  net  receipts  from  the 
German  patent  amounted  to  224/. ;  the  fact  that  the  German  patent  would 

2f>  expire  on  the  22nd  of  February  1898  ought  not  to  be  taken  into  account  as 
affecting  a  prolongation,  as  the  said  invention  did  not  place  the  British  public 
at  any  disadvantage  as  compared  with  foreign  countries.  The  Petitioners 
submitted  that  prolongation  for  seven  years  would  not  sufficiently  reimburse 
and  remunerate  them. 

30  By  their  accounts,  the  Petitioners,  out  of  the  sum  of  19,400/.  paid  for  the 
English  and  German  patents,  attributed  16,671/.  as  the  price  of  the  English 
patent,  and  2,729/.  as  the  price  of  the  German  patent,  but  they  suggested  that 
the  sum  ought  really  to  be  divided  equally  between  the  two.  The  loss  on  the 
English  patent  alone  by  the  petitioning  Company  was  5,977/.  lis.  lie/.     The 

35  t^tal  profit  to  the  Patentee  on  the  English  patent  was  16,921/.,  and  the  total 

joint  profits  of  the  Petitioners  on  the  English  patent  was  10,943/.  8a.  Id.    The 

total  joint  profit  of  the  Petitioners  for  the  English,  German,  and  American 

patents  was  13,630/.  9s.  6d. 

The  petition  now  came  on  for  hearing.    Moulton^  Q-C,   Wallace^  Q.C.,  and 

40  -4.  J'  Walter  (instructed  by  Faithfull  and  Owen)  appeared  for  the  Petitioners ; 
Sir  Ricliard  Webster y  A.G.,  Sutton^  and  Dennis  for  the  Crown  ;  Gripps,  Q.C., 
and  J.  C.  Oraham  (instructed  by  W.  O.  Origg)  for  the  Corporations  of 
Edinburgh,  Aberdeen,  and  Belfast;  Bousfietd^  Q.C.,  and  G.  E.  E.  Jenkins 
(instructed  by  Martin  and  Leslie)  for  the  Corporations  of  Glasgow,  Hull, 

45  Bradford,  and  Dundee  (as  the  Dundee  Gas  Commissioners),  and  The  National 
Electric  Supply  Gompany  of  Preston ;  Terrell^  Q.C.,  and  G.  Fleetwood 
Pritchard  (instructed  by  Shar^ye^  Parker ^  Pritchards^  and  Barham)  for  the 
Corporations  of  Liverpool,  Nottingham,  Blackburn,  Oldham,  Harrogate, 
Burnley,  Dewsbury,  Lancaster,  Sunderland,  and  Brighton  ;  J.  C.  Graham  for 

50  Grompton  and  Go.^  Ld.\  A.  J.  Ashton  (instructed  by  Drake^  Son^  and 
Parton)  for  Gallender's  Bitumen  Telegraph  and  Waterproof  Gompany^  Ld. ; 
G.  E.  E.  Jenkins  for  The  Binniiigham  Electric  Supply  Gompany^  Ld. ; 
W.  Neill  (instructed  by  Johnson  and  Harrison)  for  the  Corporation  of 
Whitehaven. 

55  Sir  JB.  Wehstei%  A.G.,  for  the  Crown. — It  appears  that  the  Patentee  has 
received  19,400/.  for  an  absolute  sale  of  his  patents  to  The  WestinghoxAse  EJlectric 
Company^  Ld.^  and  that  the  petition  is  presented  by  them  and  not  by  the 
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Patentee.  There  is  no  suggestion  that  the  petition  is  made  on  behalf  of  the 
Patentee,  and  any  snggestion  that  the  Company  n^ight  give  him  a  benefit  is  not 
relevant.  The  rale  laid  down  by  the  Board  in  Barff  and  Bower's  Patent^ 
12  R.P.C.  383,  L.R.  1895,  App.  Cas.  675,  that  prolongation  will  not  be  granted  to 
an  assignee  nnless  the  inventor  wonld  himself  have  been  entitled  thereto  and  5 
will  himself  derive  benefit  directly  or  indirectly  therefrom,  applies  in  this 
case. 

Moulton^  Q.O.,  for  the  Petitioners. — The  Attorney-General   is  asking   yonr 
Lordships  to  lay  down  a  rule  never  laid  down  as  yet,  that  it  is  a  fatal  objection 
to  the  prolongation  of  a  patent  that  the  assignees  have  dealt  liberally  with  10 
the  Patentee.    Where  assignees  have  treated  the  Patentee  liberally  and  have 
put  themselves  in  his  position  and  pushed  the  patent,  they  ought,  subject 
possibly  to  their  further  remunerating  the  Patentee,  to  stand  in  a  good  position 
for  obtaining  prolongation ;    Morgan's  Pafevt,  1  Webs.  737.     The  power  of 
extension  possessed  by  the  Privy  Council  is  always  used  to  reward  the  inventor,  15 
and  it  will  do  so  if  it  is  known  that  the  assignee  will  step  into  his  place. 
That  has  become  of  great  importance,  for  the  system  of  working  patents  by 
companies  is  now  almost  universal.   Where  a  Patentee  can  make  out  grounds 
for  prolongation,  and  there  has  been  an  assignment,  surely  the  assignees  can 
stand  in  his  shoes.    The  purchase  here  was  made  after  the  patent  had  run  for  20 
six  years  without  bringing  in  anything  ;  the  merit  of  the  invention  is  chiefly 
in  large  central  electric  lighting  installations,  and  could  not  come  rapidly  into 
use  ;  the  Company,  through  no  fault  of  its  own,  has  actually  lost  on  it,  but  that 
is  no  objection  ;  Markwick's  Patent^  13  Moo.  P.C.C.310.    The  word  '* Patentee" 
in  the  Patents,  &c.  Act  of  1883,  Section  46,  includes  an  assignee,  and  in  25 
Section  25,  which  deals  with  prolongation,  the  word  "Patentee"  is  used 
without  any  distinction.    The  Board  has  a  wide  discretion  and  need  not  be 
afraid  to  exercise  it ;  the  opposition  here  is  an  attempt  to  limit  Section  25. 
This    invention  has  hot  received  the    reward   which  it  deserves;   it  is  of 
considerable  merit  and  extremely  beneficial  to  the  public.    If  Dr.  Hopkinson  30 
had  been  here  as  Petitioner  in  the  ordinary  way,  he  might  have  shown  what 
sums  the  patent  might  have  brought  in  if  not  prevented  by  the  circumstances. 
The    Petitioners,    as    the    present   Patentees,  ask  for   prolongation.      [Lord 
HOBHOUBB  referred  to  Bodmer^s  Patent^  6  Moo.  P.C.C.  468,  where  the  patent 
was  prolonged  to  an  assignee  without  imposing  terms.]    Yes,  Lord  Brougham  35 
only  imposed  terms  where  nothing  had  been  made  by  the  Patentee.     In 
Napier's  Patent^  13  Moo.  P.C.C.  543,  the  Crown  took  the  objection  that  the 
Petitioners  were  assignees,  but  extension  was  granted  for  five  years.    If  it  is  a 
question  of  jurisdiction.  Section  25  clearly  covers  the  case  of  an  assignee,  and 
in  many  past  cases  prolongation  has  been  granted  to  assignees.    It  is  true  that  40 
in  Hardy's  Patent^  6  Moo.  P.C.C.  441,  terms  were  imposed  as  to  sharing  profits 
with  the  Patentee.    The  question  is  as  to  the  whole  profits  of  the  invention, 
and  whether  the  invention  has  been  remunerated  in  proportion  to  its  merits. 
The  question  of  the  treatment  of  the  Patentee  is  one  of  the  circumstances  of 
the  case  ;  a  Patentee  who  sells  his  rights  does  not  destroy  the  claims  of  persons  *5 
who  buy  the  patent.     If  the  total  profits  of  the  patent  are  considered,  there  is 
a  strong  case  of  inadequate  remuneration,  which  would  have  given  the  Patentee, 
if  he  had  made  only  those  profits,  a  good  case  for  prolongation. 

Sir  Richard  Webster,  A.G. — The  petition  on  the  face  of  it  shows  that  the 
Patentee  has  received  adequate  remuneration,  and  the  existing  practice  in  such  50 
cases  is  not  to  grant  prolongation  ;  Bower  and  Barff's  Patent,  12  R.P.C.  383, 
where  Lord  Watson  answers  the  point  made  by  the  Petitioners'  Counsel. 
Lord  Langdale  also,  in  The  Electric  Telegraph  Company's  case,  mentioned  in 
Norton's  Patent,  1  Moo.  P.C.C.  N.S.  339,  enunciated  the  same  view. 

Lord  HOBHOUSB. — The  objections  of  the  Attorney-General  must  prevail.  55 
The  petition  must  be  dismissed,  with  costs — one  set  of  costs  amongst  the 
objectors.  Have  you  any  objections  to  the  locu^  standi  of  any  of  the  objectors  ? 
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Moutton^  Q.C. — ^We  cannot  say  at  present. 

liOrd  HOBHOUSB.— The  reasons  for  the  decision  will  be  given  at  a  future  date. 

December  16th.  Lord  HOBHOITSB.— The  Petitioners  in  this  case  are 
Dr.  John  HapMnson^  the  inventor  and  Patentee,  and  The  Westinghov^e 
5  Electric  Company^  who  are  assignees  of  the  patent.  Before  the  case  was 
opened,  the  Attorney-General  drew  the  attention  of  their  Lordships  to  some 
statements  in  the  petition  which,  as  he  contended,  disclosed  a  grave  objection 
to  the  extension  prayed  for. 

It  appears  that  in  the  year  1889,  the  petitioning  Company  was  formed  for  the 

10  purpose  of  acquiring  the  beneficial  interest  in  the  patent,  which  was  then  vested 
in  an  American  Company  under  an  agreement  with  Hopkinson  ;  that  since  the 
20th  of  July  1889,  the  petitioning  Company  have  worked  the  invention  for 
their  own  benefit ;  and  that  in  1891  Hopkinson  formally  declared  himself  to 
be  a  trustee  for  them.    It  further  appears  that  prior  to  1889  Hopkinson  made 

15  the  trifling  profit  of  350?.  from  this  patent  and  from  one  taken  out  by  him  in 
Germany ;  but  that,  subsequently  to  the  agreements  by  which  the  Company 
acquired  the  beneficial  interest,  he  has  received  the  sum  of  19,400/.  as  the  price 
of  the  English  and  German  patents.  The  only  substantial  Petitioners,  therefore, 
are  the  Company.    Hopkinson  has  no  interest,  and  it  is  not  alleged  that  the 

20  sum  of  nearly  20,0002.  is  less  than  an  adequate  remuneration  to  him. 

The  Company  state  that  their  expenditure  in  acquiring  the  patents,  and  in 
defending  them  against  encroachment,  has  largely  exceeded  their  receipts ; 
and  they  contend  that  they  stand  in  the  position  of  persons  who  take  up  and 
assist  inventors  in  developing  useful  inventions,  and  that  this  merit  has  been 

25  recognised  as  entitling  assignees  of  patents  to  a  prolongation  of  the  term. 

To  support  this  contention,  Mr.  Moulton  referred  to  the  judgment  of  this 
Board,  delivered  by  Lord  Brougham^  in  the  year  1843,  in  the  case  of  Morgan's 
Patenty  1  Webs.  737.  Lord  Brougham  there  points  out  that  a  Patentee  is 
benefited  by  the  chance  of  a  sale,  and  therefore  in  his  interest  consideration 

30  has  been  given  to  the  claims  of  assignees.   That  shows  the  reason  why  assignees 

have  been  allowed  to  come  for  prolongation,  and  it  shows  no  more.    When 

they  do  come,  all  the  circumstances,  including  the  inventor's  remuneration, 

must  be  considered.    In  the  particular  case  cited,  prolongation  was  refused. 

The  claims  of  assignees  were  the  subject  of  consideration  in  the  case  of 

35  Claridge's  Patent,  which  was  decided  in  the  year  1851  (7  Moo.  P.C.C.  394). 
The  judgment  of  the  Board  was  delivered  by  Sir  J,  Jervis.  He  pointed  out 
that  assignees,  though  their  right  to  petition  was  recognised,  were  not  to  be 
treated  with  the  same  indulgence  as  Patentees.  In  that  case,  Glaridge,  the 
inventor,  had  received  ample  satisfaction.    The  Company,  his  assignees,  had 

40  entered  into  a  commercial  speculation,  and  their  loss  was  not  a  ground  for 
prolongation  of  the  patent. 

The  same  subject  was  discussed  more  fully  in  the  year  1863,  in  the  case  of 
Norton's  Patent,  1  Moo.  P.C.C.  N.S.  339,  when  Lord  Romilly  delivered  the 
judgment  of  this  Board.    He  quotes  the  language  of  Lord  Langdale  in  a 

45  previous  petition  by  The  Electric  Telegraph  Company,  After  saying  that 
it  would  not  be  right  to  take  into  consideration  the  commercial  affairs  of 
the  Company,  Lord  Langdale  continues  thus: — "They  buy  this  patent 
**  right ;  they  buy  it  for  a  commercial  purpose,  not  at  all  with  the  view 
**  of  encoun^g:ing  the  inventors,  or  of  rewarding  the  inventors,  though  when 

50  "  they  are  sin^ng  their  own  capital  in  this  particular  mode  they  do 
"  incidentally  give  a  profit  te  the  inventors.  It  is  not  the  same  case  as 
^  some  cases  which  have  arisen,  where  the  inventor,  being  himself  struggling 
**  with  difficulty  for  the  want  of  capital,  is  obliged  to  obtain  the  assistance 
"  of  persons  who  have  capital,  giving  them  a  share  of  the  profits,  which 

55  **  may  be  done  in  a  great  variety  of  ways  and  under  many  different  cir- 
**  camstances ;    but  these  parties,   with  a    knowledge  of    the  value  of   the 

B 
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"  invention,  and  its  capability  of  being  reduced  to  practical  use  to  any 
"  extent  to  which  capital  might  be  employed  npon  it,  think  fit  to  engage 
"  that  capital  in  carrying  on  a  trade  by  the  use  of  this  particular  invention." 
Lord  Romilly  then  adds  : — "  The  ground  that  the  merits  of  the  inventor 
"  ought  to  be  properly  rewarded  in  dealing  with  the  merits  of  an  invention  5 
'^  which  has  proved  useful  and  beneficial  to  the  public,  does  not  exist  in  the  case 
'^  of  an  assignee,  unless  the  assignee  be  a  person  who  has  assisted  the  Patentee 
'*  with  funds  to  enable  him  to  perfect  and  bring  out  his  invention,  and  thus 
^'  enabled  him  to  bring  it  into  use,  none  of  which  grounds  exist  in  the  present 
"  case."  10 

^The  Act  of  1883  has,  by  defining  the  word  "Patentee,"  confirmed  the 
assignee's  right  to  petition  for  prolongation,  and  it  empowers  Her  Majesty  to 
grant  it  if  this  Board  reports  that  the  "Patentee"  has  been  inadequately 
remunerated.  But  their  Lordships  do  not  consider  that,  by  this  definition,  the 
Legislature  has  placed  assignees  on  the  same  favourable  footing  as  inventors  15 
with  regard  to  prolongation,  or  has  altered  the  principles  which  guided  this 
Board  in  the  cases  above  cited.  It  cannot  be  seriously  contended  that  an 
assignee,  who  may  have  purchased  a  patent  at  a  late  period  of  its  life,  can,  if  he 
has  lost  money,  come  here  alleging  tiiat  he  is  by  Statute  a  Patentee  who  has 
been  inadequately  remunerated,  and  ask  for  a  report  to  that  effect.  20 

In  the  case  of  the  Bower-Barff  Patent  (L.R.  App.  Cas.  1895,  page  675),  the 
principles  of  the  prior  cases  were  applied  by  this  Board.  In  that  case,  as  in 
the  case  now  before  their  Lordships,  the  original  inventors  had  received 
substantial  remuneration,  and  the  assignees  had  suffered  loss.  In  delivering 
the  judgment  of  the  Board,  Lord  Watson  pointed  out  that  the  inventors  had  25 
no  practical  interest  in  the  question,  and  were  in  the  same  position  as  if  they 
were  dead,  because  they  had  no  longer  an  interest  to  ask  for  a  prolongation  on 
their  own  account,  seeing  that  they  had  been  suf&ciently  remunerated  at  the 
expense  of  the  public. 

.  Their  Lordships  consider  that  they  would  be  departing  both  from  authority  30 
and  from  sound  principle  if  they  were  to  hold  that  this  Company  occupies  the 
position  of  an  inventor  who  has  been  inadequately  remunerated.  The  Company 
entered  on  a  purely  commercial  speculation  which,  unluckily  for  them,  has  up 
to  the  present  time  proved  unremunerative.  They  did  not  assist  to  perfect  or 
bring  out  the  invention.  They  purchased  it,  or  at  least  the  beneficial  interest,  35 
out  and  out,  from  a  prior  assignee  of  the  inventor,  who  has,  in  one  way  or 
another,  been  well  paid,  and  has  now  no  claim  or  interest  to  ask  for  an  extension. 
It  is,  therefore,  impossible  for  their  Lordships  to  make  such  a  report  as,  under 
Section  25  of  tiie  Act,  is  the  necessary  condition  of  extension. 

The  Petitioners  must  pay  the  costs.  There  are  as  many  as  seven  sets  of  40 
Opponents,  and  in  this  case  there  ought  not  to  be  more  than  one  set  of  costs 
allowed.  The  matter  stood  over  to  give  the  parties  an  opportunity  of  agreeing 
as  to  the  amount.  It  was  intimated  that,  in  case  of  non-agreement,  their 
Lordships  would  themselves  name  a  sum,  as  has  sometimes  been  done.  As  no 
agreement  has  been  come  to,  the  sum  they  name  is  400^.  45 


VoL  XIV.,  Ko.  2,}         AND  TRADE  MARK  CASES.  11 

AdaTnant  Stone  and  Paving  Company^  Ld.  v.  The  Corporation  of  Liverpool. 


In  the  High  Court  op  Justice.— Chancery  Division. 

-Be/bre  Mr.  Justice  Rombr. 

November  6th,  7th,  9th,  10th,  and  30th,  1896. 

^      Adamant  Stone  and  Paving  Company,  Ld.  v.  The  Corporation  op 
5 

Liverpool. 

Patent, — Action  for  infringement  of  two  patents. — Subject-matter. — Alleged 
anticipation. — Alleged  disconformity. — Utility. — Invention. — Infringement.-^ 
Subsidiary  claim. 

This  was  an  action  for  the  infringement  of  two  patents^  in  the  first  of  which 

10  the  claim  was  for  ^^  the  construction  and  use  of  porous  moulds  for  moulding 
"  decorative  or  other  slabs  and  blocks,  substantially  as  above  describedy^  and  in 
the  second  of  which  the  claim  was  ^^for  the  process  of  manufacturing  artificial 
"  stone^  which  consists  in  grinding  to  a  coarse  poiuder  refuse-destructor  clinker^ 
"  mixing  it  with  a  suitable  binding  material^  to  make  a  concrete,  and  submitting 

15  "^  same  to  great  pressure  in  porous  moulds,  substantially  as  herein  set 
^''forth.^^    The  Defervdants  denied  infringemeyit,  and  alleged  that  both  patents 
u^ere  useless  and  were  invalid,  on  t?ie  grounds,  inter  dXiB,,  of  want  of  subject- 
matter  and  anticipation. 
Held,  that  the  second  patent  was  invalid  on  the  ground  of  wa?it  of  subject- 

20  matter  ;  that  the  first  patent  was  useful,  required  inventimi,  and  was  good 
subject-matter,  and  had  not  been  anticipated;  and  tJiat  the  Defendants  had 
infringed  the  first  patent.  A  Patentee  ivho  discovers  a  valuable  invention 
does  not  invalidate  his  patent  merely  because  he  claims  for  a  subsidiary 
purpose  far  less  valuahle,  unless  the  sxibsidiary  claim  has  absolutely  no  utility, 

25  or  has  been  anticipated,  or  required  no  invention.  Usual  set  off  as  to  costs 
ordered. 

On  the  9th  of  June  1884,  a  patent  (No.  8747  of  1884)  was  granted  to  A,  McLean 
for  an  invention  of  "  Improvements  in  the  moulds  for  moulding  decorative  or 
'^  other  slabs  and  blocks.^' 

30  The  Provisional  Specification  stated  as  follows: — "This  invention  relates 
**  more  particularly  to  improvements  in  the  manufacture  of  decorative  slabs 
"  or  panels  from  Eeene's,  Parian  or  similar  cement  by  the  aid  of  pressure, 
"as  described  in  the  specification  of  a  patent  granted  to  me  and  bearing 
"  date  the  10th  February  1882,  No.  058 ;   but   the    invention   also  relates  to 

35  "  the  expressing  of  water  from  the  slip  used  in  the  manufacture  of  pottery 
^  and  other  articles. 

"  In  the  manufacture  of  decorative  slabs  or  panels  as  described,  in  the 
"said  specification  I  prepare  a  certain  amount  of  *slip'  with  cement  and 
"  water  which    I  pour  into  the  mould  and    I    then  fill  the  mould    with   dry 

40  **  cement  and  apply  pressure  thereto.  The  efi!ect  of  the  pressure  is  to 
"  force  the  water  in  the  '  slip '  into  contact  with  the  dry  cement  which 
"  absorbs  it  and  is  thereby  caused  to  '  set '  and  form  with  the  '  slip '  a 
"  slab  or  panel.  This  mode  of  manufacture  I  have  found  to  produce  a  rather 
"  porous  but  otherwise  good  quality  of  slab  or  panel,  but  in  order  to  obtain  the 

45  "  best  quality  of  slab  I  find  it  preferable  to  fill  the  mould  with  the  *  slip '  and 

B  2 
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"  not  to  nee  the  dry  cement.  When  however  the  *  slip '  is  submitted  to 
^^  pressure  in  the  mould  not  only  the  water  is  pressed  out  of  the  mould  but 
'*  the  cement  as  well.  The  same  result  takes  place  when  it  is  desired  to 
**  express  the  water  from  the  clay  used  by  potters.  Now  the  object  of  the 
'^  present  invention  is  so  to  form  the  moulds  used  in  making  decorative  or  5 
"  other  slabs  or  blocks  that  the  water  will  freely  pass  away  without  the  cement 
**  or  clay.  In  carrying  out  my  invention  I  form  a  casing  of  any  suitable  metal 
"  which  I  may  perforate  in  any  convenient  manner.  This  casing  I  line  with 
'*  felt,  pads  of  hair,  filter  paper  or  other  filtering  material  of  any  suitable 
^^  thickness.  The  plunger  for  the  manufacture  of  decorative  slabs  or  panels  10 
^'  will  be  engraved  with  any  suitable  design  or  pattern  in  relief  or  intaglio  as 
"  may  be  desired.  The  lining  of  the  case  will  act  as  a  filter  and  retain  the 
'^  solid  substances  while  permitting  the  water  to  pass  away  and  thus  by  its  use 
"  slabs  or  panels  may  be  formed  from  slip  with  great  facility.  I  would  here 
*'  remark  that  I  may  find  it  unnecessary  in  every  instance  to  entirely  line  15 
^^  the  casing  with  felt,  as  a  sheet  at  the  bottom  only  may  be  sufficient.*' 

The  Complete  Specification  was  as  follows  : — "  This  invention  relates  more 
^^  particularly  to  improvements  in  the  manufacture  of  decorative  slabs  or  panels 
"  from  Keene's,  Parian  or  similar  cement;p  by  the  aid  of  pressure,  as  described 
^'  in  the  specification  of  a  patent  granted  to  me  and  bearing  date  the  10th  20 
**  February  1882  No.  658 ;  but  the  invention  also  relates  to  the  expressing  of 
**  water  from  the  slip  prepared  in  the  pottery  manufacture. 

^^  In  the  manufacture  of  decorative  slabs  or  panels  as  described  in  the  said 
**  specification  I  prepare  a  certain  amount  of  *  slip '  with  cement  and  water 
'*  which  I  pour  in  the  mould  and  I  then  fill  the  mould  with  dry  cement  and  25 
"  apply  pressure  thereto.  The  eflEect  of  the  pressure  is  to  force  the  water  in 
"  the  *  slip '  into  contact  with  the  dry  cement  which  absorbs  it  and  is  thereby 
'*  caused  to  '  set '  and  form  with  the  ^  slip,'  a  slab  or  panel.  This  mode  of 
"  manufacture  I  have  found  to  produce  a  rather  porous  but  otherwise  good 
'^  quality  of  slab  or  panel,  but  in  order  to  obtain  the  best  quality  of  slab  I  find  30 
"  it  preferable  to  use  *  slip '  alone,  and  not  the  combination  with  dry  cement. 
'^  When  however  the  'slip'  is  submitted  to  pressure  in  the  mould  not  only  is 
'*  the  water  pressed  out  of  the  mould  but  the  cement  as  well,  a  result  which 
"  also  takes  place  when  it  is  desired  to  express  the  water  from  the  preparation 
**  of  clay  used  by  potters.  Now  the  object  of  the  present  invention  is  so  to  35 
*'  form  the  moulds  used  in  making  decorative  or  other  slabs  and  blocks  that  the 
"  water  will  freely  pass  away  unaccompanied  by  any  of  the  disintegrated 
"  particles  of  the  cement  or  clay. 

"  In  carrying  out  my  invention  I  may  employ  a  metal  mould,  the  walls  and 
'^  bottom  of  which  I  may  perforate  with  fine  holes,  and  this  mould  I  line  with  40 
'*  felt,  pads  of  hair,  or  other  suitable  porous  material,  or  I  may  use  a  solid  metal 
''  frame  which  I  fix  on  the  table  of  the  press  with  a  sheet  of  the  felt  or  other 
'^  porous  material  interposed  between.  For  the  manu^ture  of  decorative  slabs 
*•*•  or  panels  a  plate  of  metal  engraved,  cut  or  cast  with  any  suitable  design  or 
''  pattern  in  relief  or  intaglio  as  may  be  desired,  will  be  secured  to  the  under-  45 
"  face  of  the  plunger  of  the  hydraulic  or  other  press.  The  felt  or  other  lining 
"  or  bottom  of  the  case  or  frame  will  provide  a  number  of  fine  channels  which 
"  will  permit  of  the  water  passing  away,  but  will  retain  the  cement  or  clay, 
'^  and  thus  by  its  use  in  combination  with  moulding  pressure,  slabs  or  panels 
*'  may  be  formed  from  slip  with  great  facility.  In  the  accompanying  drawing  50 
**  I  have  shown  in  plan  and  section  the  various  parts  of  the  mould  which  I 
"  prefer  to  use.  A  is  the  mould  proper  which  is  formed  of  four  bars,  L  shaped 
'^  in  cross  section  as  shown  at  B.  These  bars  are  placed  on  a  table  of  the  press 
^  and  are  held  together  by  a  chase  shown  in  plan  view  at  C  and  in  cross  section 
"  at  D.  55 

"  E  represents  the  pattern  plate  which  will  be  secured  in  any  convenient 
''  manner  to  the  plunger  of  the  press.    The  remaining  views  show  the  parts  in 
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^  position,  F  being  the  table  of  the  press.  In  this  form  of  monld  the  table 
^*  constitutes  the  bottom,  and  interposed  between  it  and  the  monld  is  the  sheet 
"  of  felt  a  or  other  porons  material.  &  is  a  sheet  of  coarse  textile  fabric  which 
"  is  placed  over  the  felt  to  prevent  the  projecting  hairs  thereof  becoming 
5  '<  fastened  into  the  back  of  the  slab  when  the  pressare  is  applied  to  the  slip 
•*  represented  at  c  in  the  figure. 

**  This  textile  fabric  can  be  readily  peeled  off  the  compressed  slab,  and  it  has 
"  moreover  the  advantage  of  producing  a  roughened  back  which  will  form  a 
*•  good  *  key '  for  fixing  the  slabs  to  a  wall  or  in  any  other  position  as  desired. 

10  "  Baving  now  particularly  described  and  ascertained  the  nature  of  my  said 
^  invention  and  in  what  manner  the  same  is  to  be  performed  I  declare  that 
^*  what  I  claim  is 

"The  construction  and  use  of  porous  moulds  for  moulding  decorative  or  other 
^'  slabs  and  blocks  substantially  as  above  described.*' 

15  On  the  14th  of  September  1893,  a  patent  (No.  17,322  of  1893)  was  granted  to 
the  said  A,  McLean  and  G.  W.  Wilson  for  an  invention  of  •'  Improvements 
"  relating  to  the  manufacture  of  artificial  stone." 

The  Complete  Specification  stated  as  follows  : — "  It  is  the  practice,  in  many 
**  parts,  to  incinerate  town  refuse,  for  the  purpose  of  destroying  it,  and  it  has 

20  "  been  found  that  a  kind  of  hard  porous  clinker  is  the  result,  which  (though 
*'  not  of  a  deleterious  character)  it  has  been  somewhat  difficult  to  dispose  of. 
**  Now  the  object  of  this  invention  is  to  provide  for  the  disposal  of  this  residual 
**  clinker,  or  waste  product,  in  a  simple  mannfer,  and  for  a  useful  purpose,  by 
"  converting  it,  in  combination  with  suitable  binding  materials,  into  an  artificial 

25  **  stone.  It  has  been  found  by  experiment  that  to  break  up  this  clinker  into 
^  small  pieces,  and  then  mix  it  with  the  binding  material,  say,  Portland 
"  cement,  in  the  usual  way,  to  make  concrete,  does  not  produce  a  satisfactory 
*'  result,  as  the  stone  manui^tured  is  soft  and  rotten,  owing,  as  it  is  believed, 
^  to  the  presence  of  some  material  which  resists  the  adherence  of  the  cement. 

30  "  In  carrying  out  this  invention,  the  clinker  is  first  broken  up,  or  ground,  to 
^  a  coarse  powder,  say,  about  the  size  of  small  shot.  It  is  then  mixed  with  the 
"  binding  material  (say,  Portland  cement,  or  any  other  suitable  and  conveniently 
^  obtained  material)  in  the  presence  of  water,  in  the  ordinary  way,  and  is 
^  aftei*wards  subjected  to  great  pressure  in  suitable  moulds  and  presses.    The 

35  "  proportions  in  which  it  is  preferred  to  mix  the  ingredients,  is,  say,  3  parts  of 
"  ground  clinker  to  1  part  of  Portland  cement,  but  these  proportions  may  be 
^*  varied  according  to  the  nature  of  the  binding  material  used,  and  the  purpose 
"  for  which  the  product  is  to  be  employed.  The  great  pressure  before  referred 
^^  to,  is  such  as  can  be  obtained  in  a  press  the  capacity  of  which  would  be  from 

40  "  250  to  500  tons. 

**  The  moulds  which  may  be  used  for  the  purposes  of  this  invention  are  what 
*^  are  known  as  '  porous*  moulds^  and  consist  of  an  iron  frame  which  is  placed 
t*  on  the  table  of  the  press,  with  a  sheet  of  felt  and  a  sheet  of  canvas  between, 
"  with  or  without  a  second  sheet  of  canvas  and  of  felt  on  the  top. 

45  **  It  will  be  obvious  that  the  face  of  the  product  may  be  coloured  by  adding 
"  a  thin  layer  of  coloured  material  in  the  mould  before  the  pressure  takes 
^  place,  or  the  whole  mass  of  material  may  be  mixed  with  colour,  so  that  it 
"  shall  be  coloured  right  through,  and  that  any  design  may  be  reproduced 
^  on  the  blocks  or  slabs  by  means  of  a  suitable  die.    One  great  advantage  in 

50  "  this  clinker  artificial  stone  is,  that  it  is  non-slipping,  a  circumstance  which 
**  renders  it  extremely  useful  for  paving  purposes. 

"  Having  now  particularly  described  and  ascertained  the  nature  of  the  said 
^  invention  and  in  what  manner  the  same  is  to  be  performed,  we  declare  that 
**.what  we  claim  is  : — 1.  The  process  of  manufacturing  artificial  stone,  which 

55  "  consists  in  grinding  to  a  coarse  powder,  refuse-destructor  clinker,  mixing  it 
^*  with  a  suitable  binding  material,  to  make  a  concrete,  and  submitting  the  same 
^  to  great  pressure  in  porous  moulds,  substantially  as  herein  set  forth.    2.  An 
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*'  artificial  stone  composed  of  refnse-destractor  clinker  reduced  to  the  state  of  ' 
^<  a  coarse  powder,  and  a  binding  niaterial,  and  consolidated  by  great  pressure 
"  in  suitable  moulds,  as  herein  set  forth.    3.  The  use,  in  the  manufacture  of 
"artificial  stone,  of  a  waste  product  which  we  call  *  refuse-destructor  clinker,' 
"  as  set  forth."  5 

These  patents  became  vested  in  The  Adamant  Stone  and  Paving  Company^ 
Ld.f  who,  on  the  12th  of.  September  1895,  commenced  an  action  against  the 
Lord  Mayor,  Aldermen,  and  Citizens  of  the  City  of  Liverpool  for  infringement 
of  these  patents,  claiming  the  usual  relief. 

The  Particulars  of  Breaches  were  (1)  that  the  Defendants  had  infringed*  by  10 
the  manufacture  of  artificial  stone  by  grinding  up  refuse-destructor  clinker, 
mixing  the  same  with  cement  or  other  binding  material,  and  subjecting  the 
mixture  to  high  pressure  in  porous  moulds,  as  described  and  claimed  in 
the  Plaintiffs'  Specifications  ;  (2)  the  Plaintiffs  complained  in  particular  of  the 
manufacture  of  slabs  of  artificial  stone  in  July  1895  ;  (B)  artificial  stone,  such  15 
as  that  described  in  paragraph  1,  infringed  patent  No.  8747  of  1884,  the  whole 
claim,  and  patent  No.  17,322  of  1893,  Claims  1,  2,  and  3. 

■  The  Defendants  denied  infringement  as  alleged,  and  alleged  that  the  patents 
were  invalid.    The  Particulars  of  Objections  were  as  follows  :— As  to  patent 
No.  8747  of  1884,  (1)  A.  McLean  was  not  the  true  and  first  inventor.    (2)  The  20 
alleged  invention  was  not  proper  subject-matter,  having  regard  to  the  state  of 
common  knowledge  at  the  date  of  the  patent,  but  consisted  merely  in  the  use, 
in  the  process  of  manufacture  of  decorative  or  other  slabs  or  blocks,  of  a  device 
and  means  for  expressing  the  water  from  the  slip  or  material  employed,  which 
device  and  means  were  previously  well  known  and  used  for  expressing  water  25 
or  other  moisture  from  wet  or  liquid-charged  substances.     The  Defendants 
would  refer  to  the  Specifications  set  forth  in  paragraph  6  as  part  of  such 
common  knowledge.    (3)  The  alleged  invention  was  not  useful,  (4)  and  as ' 
described  and  claimed  in  the  Complete  Specification  was  not  the  same  as  the 
invention  described  in  the  Provisional,  and  differed  therefrom  in  that  the  use  30 
of  the  solid  metal  frame  described  in  the  Complete  and  shown  in  the  drawings 
was  not  indicated  in  the  Provisional  Specification.    (5)  The  Complete  Speci- ' 
fication  was  insufficient  and  ambiguous.    (6)  The  invention  was  not  new,  and  ' 
was    published    by    the    following  Specifications : — (a)   Bodmer*8  Complete 
Specification,  No.  2886  of  1885,  page  3,  lines  11  to  21,  page  4,  lines  5  to  11  and  35 
19  to  26,  page  5,  lines  3  to  12  and  37  to  39,  and  page  6,  lines  1  to  16,  and  the 
drawings  therein  referred  to  were  relied  on  ;  {h)  O.  Skinn&i'  and  J.  WhaUey^s 
Provisional  and  Complete  Specifications,  No.  19  of  1859,  page  1,  line  9  to 
page  2,  line  6,  and  page  3,  lines  35  and  36,  and  the  whole  of  page  4  and  the 
drawings  therein  referred  to  were  relied  on  ;  (c)  P.  JenkirC%  Provisional  and  40 
Complete  Specifications,  No.  5622  of  1883,  the  whole  and  the  drawings  relied 
on  ;  {d)  B.  Olpherts^  Provisional  and  Complete  Specifications,  No.  1326  of 
1879,  page  3,  lines  11  to  31,  and  page  5,  line  52  to  page  6,  line  17,  and  the 
drawings  therein  referred  to  relied  on  ;   (e)   H,  A.  BonneviWa  Complete 
Specification,  No.  1309  of  1877,  page  1,  lines  8  to  10,  page  2,  lines  4  to  7  and  45 
27  to  34,  page  4,  lines  6  to  11,  and  page  5,  line  17  to  the  end,  and  the  drawings 
therein  referred  to  relied  on;  (/)   W,    Weldon^a  Provisional  and  Complete 
Specifications,  No.  2100  of  1880,  page  1,  line  7  to  page  2,  line  6,  page  3,  lines 
7  to  11,  25  to  29,  and  line  47  to  page  4,  line  12,  page  4,  lines  30  to  41,  and 
page  5,  line  1,  to  the  end  relied  on  ;  {g)  F.  B.  Houghton^s  Provisional  and  50 
Complete  Specifications,  No.  902  of  1873,  the  whole  of  the  Specifications  and 
drawings  relied  on  ;  (h)  W.  B.  Benshaw's  Complete  Specification,  No.  4575 
of  1879,  page  3,  lines  17  to  19,  and  page  4,  lines  38  to  49,  and  the  drawings 
referred  to  were  relied  on  ;  (t)  A.  McLean's  Provisional  and  Complete  Speci- 
fications, No.  658  of  1882,  the  whole  relied  on.     With  regard  to  the  patent  55 
No.  17,322  of  1893,  (7)  the  Patentees  were  not  the  true  and  first  inventors. 
(8)  The  alleged  invention  was  not  proper  subject-matter,  having  regard  to  the 
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state  of  common  knowledge  at  the  date  of  the  patent.  The  Defendants  referred 
to  the  prior  user  and  publication  set  forth  infra  in  paragraph  12.  (9)  The 
invention  was  not  useful.  (10)  The  iuTentions  the  subject  of  the  second  and 
third  claiming  clauses  of  the  Complete  Specification  were  not  within  the 
5  title  of  the  patent.  (11)  The  Complete  Specification  was  insufficient,  and  was 
framed  so  as  to  mislead,  for  the  statement  therein  that  it  had  been  found,  by 
experiment,  that  to  break  up  the  clinker  in  small  pieces  and  then  mix  it  with 
the  binding  material  did  not  produce  a  satisfactory  result,  as  the  stone 
manufactured  was  soft  and  rotten,  was  untrue.    (12)  The  alleged  inventions 

10  tiie  subject  of  the  three  claiming  clauses  of  the  Specification  were  not  new, 
but  were  published  as  follows : — (1)  By  the  manufacture  of  artificial  stone 
made  substantially  according  to  the  alleged  invention  by  the  local  authorities 
thereinafter  named,  and  by  the  public  use  of  the  artificial  stone  so  manufactured: 
(a)  the  Defendants  at  Liverpool  in   March  1893,  and  subsequently ;  {h)  the 

15  municipal  authority  of  Ealing,  at  Ealing  in  1884,  and  thereafter  continuously  ; 
{c)  the  Hampstead  Yestry,  at  Hampstead  in  1887,  and  thereafter  continuously  ; 
(d)  the  vestry  of  the  Vestiy  of  St.  Mary  Battersea,  at  Battersea  in  1888,  and 
thereafter  continuously.  (2)  By  the  following  Specifications,  the  whole  relied 
on : — (a)  The  Provisional  and  Complete   Specifications  of    L.  Mummsnhoffj 

20  No.  515  of  1868 ;  (h)  the  Provisional  and  Complete  Specifications  of  A.M.  Clarke 
No.  368  of  1873. 

This  was  the  trial  of  the  action.  Wallace,  Q.O.,  Walter^  and  Howard 
Spensley,  Junior^  (instructed  by  Burn  and  Berrtdge)  appeared  for  the 
Plaintiffs ;  MouUon,  Q.C,  Bovsfield,  Q.C.,  and  Jenkins  (instructed  by  Rowcliffea, 

85  Rawle,  and  Co.,  agents  for  Hill^  Dickenson^  Dickenson^  and  Hill,  of  Liverpool) 
appeared  for  the  Defendants. 

WaUace,  Q.C,  for  the  Plaintiffs. — ^The  Plaintiffs  are  suing  on  two  patents  for 
making  artificial  stone,  the  second  more  particularly  referring  to  clinker,  which 
is  the  ultimate  product  of  dustyards  when  the  refuse  is  burnt.    For  paving 

90  purposes  the  stone  must  be  very  hard,  and  a  large  quantity  of  water  is  required 
4o  produce  that  hardness,  but  the  water  must  be  allowed  to  escape.  The  pressure 
must  be  considerable.  The  Patentee  theu,  finding  he  could  make  slabs  for 
ornamental  purposes,  found  also  that  he  could  make  artificial  stone  for  paving ; 
he  produced  a  new  article  which  no  one  had  produced  before.     [^Moulton,  Q.C. — 

35  The  defence  is,  that  artificial  stone  made  in  the  same  way  was  previously  used.] 
As  to  clinker,  that  was  a  waste  product  which  vestries  and  other  local  bodies 
had  to  get  rid  of,  and  even  to  go  to  the  expense  of  paying  for  its  carting  away. 
The  Patentee  discovered  that  if  it  was  well  mixed  up  with  cement  and  water, 
he  was  enabled  to  get  a  good  artificial  stone,  and  so  utilize  this  waste  product. 

40  The  utility  is  obvious,  and  it  is  therefore  good  subject-matter.  The  alleged 
anticipations  are  quite  different.  There  were  long  negotiations  between  the 
Plaintiffs  and  the  Defendants,  whose  engineer  (Mr.  Boulnois)  was  put  in  full 
possession  of  all  information  as  to  the  Plaintiffs*  invention,  and  his  reports 
show  the  importance  of  the  matter,  and  that  invention  was  required. 

45  Dr.  Hopkinson,  C.E.,  A.  McLean,  the  Patentee,  and  other  witnesses  were 
called  on  behalf  of  the  Plaintiffs,  but  the  judgment  renders  it  unnecessary  to 
state  the  evidence  as  to  the  first  patent. 

In  the  course  of  his  cross-examination  as  to  the  1893  patent,  Dr.  Hopkinson 
stated  that  the  patent  was  really  for  ^^  the  use  of  clinker  in  a  judicious  manner," 

50  and  the  Patentee,  as  to  the  same  patent,  stated  that  it  was  necessary  to  break  up 
the  clinker  in  a  special  way. 

Bousfield,  Q.C,  opened  the  Defendants'  case. — The  1884  patent  had  nothing 
to  do  with  nptaking  artificial  stone,  and  even  as  to  the  manufacture  of  slabs  from 
slip  was  no  novelty.    Skinner  and  Whalley^s  Specification  dealt  with  slip  and 

(5  made  slabs  from  it;  it  described  the  whole  principles  of  producing  tiles  from 
dip  by  the  filter  press  and  fluid  pressure.  Houghton's  Specification  showed 
that  iiiere  was  no  novelty,  even  if  the  1884  patent  was  confined  to  slip  ;  that 
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had  the  felt.  In  the  Defendants'  apparatus  the  water  could  not  escape  round 
the  edges  through  the  felt ;  the  water  came  through  the  perforated  plate.  It 
was  clear  that  the*  1884  patent  was  founded  on  a  patent  for  decoratiTC  slahe,  and 
had  nothing  to  do  with  artificial  stone.  It  was  an  improyement  on  the  earlier 
patent.  The  Patentee's  mould  was  identical  with  Weldon^s  and  others.  As  to  5 
the  second  patent,  it  was  hardly  necessary  to  say  anything ;  the  Patentee  had 
been  doing  the  very  thing  with  granite  under  his  1891  patent,  and  then  he  took 
out  a  patent  for  doing  the  same  thing  with  clinker ;  there  is  no  invention  in 
that.  [ROHER,  J. — How  did  the  general  knowledge  stand  as  to  making  slabs 
from  slip  ?!  Skinner  and  WhaUey  give  the  identical  process,  and  McLean^s  10 
patent  of  1882  was  identical  in  getting  slabs  by  pressure ;  there  was  not,  in  the 
1882  patent,  the  porous  filter  cloth,  but  that  was  well  known. 

Mr.  BoulnoiSy  the  engineer  of  the  Defendants,  and  a  number  of  other 
witnesses,  including  Mr.  J.  Swinburne,  Mr.  Dugald  Gierke  Mr.  T.  W.  Miller, 
and  Mr.  Pilditch  were  called  on  behalf  of  the  Defendants.  Their  evidence  as  15 
to  clinker  was  that  it  was  treated  by  the  Defendants  in  exactly  the  same  way  as 
other  substances,  and  had  been  used  before  the  date  of  the  1893  patent,  and 
that  there  was  no  advantage  in  using  an  extra  quantity  of  water.  Mr.  Boulnois 
admitted  that  he  had  said  the  1884  patent  was  useful,  and  did  not  go  back  from 
that.  20 

Another  patent  of  Mr.  McLean  (No.  1262  of  1889)  was  put  in  by  the 
Defendants,  after  an  objection  which  was  withdrawn,  and  the  Patentee  was 
re-examined  as  to  this. 

Moulton,  Q.C.,  summed  up  the  Defendants^  case. — ^I  will  take  the  second 
patent  first.    The  evidence  shows  that  in  using  clinker  for  artificial  stone,  it  is  25 
used  precisely  in  the  same  way  as  any  other  material.    It  is  not  contradicted 
that  clinker  was  used  for  making  concrete  previous  to  1880,  or,  at  any  rate, 
1884.    The  Defendants  certainly  used  clinker  to  make  artificial  stone  before 
1893,  and   there  is  no  subject-matter  in  the  alleged  invention.    If  there  is 
anything  in   the   Plaintiffs*  method,  it  must  depend  on  the  special  way  of  80 
grinding,  and  the  Defendants  grind  in  the  ordinary  way.    The  Patentee  had 
been  selling  granite  concrete  before  the  date  of  the  patent  made  in  just  the 
same  way.     The  patent  is  so  unsubstantial  that  it  is  in  danger  of  vanishing 
altogether.    Dr.  Hopkinsan  said  the  only  novelty  was  that  the  piece  of  felt 
went  under  the  sides  of  the  mould,  but  others  had  that;  it  was  not  charac-  35 
teristic  of  the  invention,  and  the  Defendants  do  not  have  it.    If  any  special 
construction  is  applied  to  the  patent,  it  vanishes.     The  nature  of  the  porous 
material  is  clearly  not  essential,  because  the  Specification  says,  "  or  any  other 
"material."    Yet  it   is  urged  that  the   selection  of  felt  is  material.    The 
Defendants  rely  rather  on  notorious  and  common  knowledge  than  any  particular  40 
anticipation  ;  the  patent  does  not  merit  anticipation  ;  there  is  no  novel  device 
in  it.    There  is   no   direct  anticipation,  perhaps  because  no  one  would  have 
thought  of  patenting  a   filter  press,  one  of  the  oldest  tools  in  the  world,  a 
strainer  under  pressure  with  porous  cloth — the  commonest  thing  in  the  world. 
A  cheese  press  is  a  typical  example   of  a  filter  press.     In  1884  the  presses  45 
and  the  perforated  metal  plate  were  perfectly  old.    The  alleged  invention  has 
the  commonest  form  of  filter  press  ;  there  were  superior  kinds.    Before  1884 
the  Patentee  had  an  imperfect  method,  from  which   he   stepped  to  this,  but 
it  was  nothing  but  the  application  of  an  ordinary  filter  press  to  an  ordinary 
purpose.    The   Patentee,  in  his  1884  Provisional    Specification,  clearly   says  50 
that  his  invention  relates  to  two  purposes,  either   slip   for   potters  or  for 
decorative  purposes ;  he  says  that  holes  will  not  do,  because  the  clay  slips  away 
with  the  water,  but  that  his  porous  lining  is  the  invention  which  gets  over 
the  difficulty,  and  he  claimed  the  success  which  followed  that  lining  of  the 
mould,  whatever  mould  and  whatever  material  he  used  ;  and  in  his  Complete  55 
Specification  the  language  clearly  relates  to  both  branches ;  he  has  included 
expressing  water  from  slip  prepared  in  pottery  manufacture.    It  is  clear  that 
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he  refers  to  that,  but  that  the  Defendants  are  clearly  entitled  to  do.  He  says 
that  if  he  pnt  pressare  to  slip,  the  material  went  as  well  as  the  water,  therefore 
he  lined  it  with  porous  material,  or  he  could  use  a  solid  metal  frame ;  but  though 
he  prefers  to  apply  his  invention  to  the  ornamental  slab,  he  says  it  is  equally 
5  applicable  to  clay.  The  Plaintiffs  are  now  proceeding  against  a  person  using 
artificial  stone,  but  they  could  equally  proceed  against  makers  of  pottery  clay« 
The  Patentee  must  defend  that  claim,  and  must  admit  that  he  claims 
expressing  water  from  slip ;  he  makes  no  point  of  the  particular  kind  of  filtering 
material ;  if  horse-hair  would  do,  calico  would  do.     [ROMEB,  J. — It  would  be 

10  expensive.  Wallace,  Q.C. — It  would  be  impracticable.]  The  Defendants  use 
calico  over  the  perforated  zinc,  and  felt  under  that,  therefore  all  the  material 
retained  from  slipping  away  is  turned  back  by  the  calico,  which  is  the  real 
filterer.  The  Patentee  says,  "  My  invention  is  a  porous  material  which  will 
'*  succeed  with  slip  in  a  filter  press  *';  how  is  the  public  to  know  what  the 

15  invention  is,  when  he  says  ^'  or  other  suitable  material  '*  ?  His  claim  would 
cover  calico  as  suitable.  He  does  not  say  there  is  any  difiiculty  with  slip  ;  all 
that  he  shows  is  a  difiGlculty  between  filtering  and  not  filtering  as  to  moulds ; 
and  he  thought  putting  the  cloth  into  moulds  was  the  invention.  *  I  expect 
there  will  be  an  argument  about  predetermined  form  ;  what  does  that  mean  ? 

20  If  the  form  looks  nice,  it  is  the  Patentee's  ;  if  not  nice,  not  so.  But  he  does  not 
show  any  definite  form,  it  must  be  the  shape  of  the  filter.  There  is  no  invention  ; 
the  general  state  of  knowledge  as  shown  by  Houghton^  who  mentions  felt, 
destroys  all  novelty.  Where  is  there  a  suggestion  of  artificial  stone  in  this 
patent  ?    It  deals  with  slip  only.    The  1889  patent  was  put  in  to  show  that  the 

25  Patentee  took  out  an  artificial  stone  patent  in  that  year  ;  he  never  thought  of 
artificial  stone  in  1884.  His  claim  is  really  for  decorative  cement,  and  only 
contemplates  slip  in  addition.  The  anticipations  disclose  a  public  common 
knowledge  of  filter  presses ;  Houghton  would  have  turned  out  a  block,  if 
applied  to  clay  ;  Skinner  and  Whalley  gives  filtration  of  this  very  slip,  and  is 

30  exactly  the  same  ;  it  shows  the  escape  of  water,  and  the  retention  of  the 
material.  Concrete  can  be  made  just  as  well  with  very  little  water,  as  in  ClarVe 
Specification.  The  Defendants  use  more  water  than  Clark,  with  hydraulic 
pressure,  like  HotAghton,  and  the  water  runs  away.  There  is  nothing  new  in 
using  more  water,  which  is  not  wanted  in  concrete.    The  Patentee  has  not  told 

35  the  world  a  single  new  thing  ;  cement  slip  was  done  previously  in  his  way  ;  he 
really  wants  to  stop  the  Defendants  using  a  hydraulic  press  with  filtering, 
which  was  commonly  used  for  concrete.  The  action  is  brought  not  on  extra 
water,  but  on  filter  pressing,  and  there  is  nothing  in  the  patent  of  1884  which 
Houghton  and  common  knowledge  are  not  fatal  to. 

40  Wallace,  Q.C,  replied. — The  argument  for  the  Defendants  makes  out  that 
the  Patentee  is  claiming  subsidiary  parts  of  his  combination  as  novel,  but  he 
does  not  claim  that.  Filter  presses  are  old,  but  no  doubt  McLean  selected  the 
best.  The  moulds  are  also  old,  both  porous  and  non-porous,  and  McLean 
selected  the  porous  form ;   felt  is  not  an  element  of  the  combination,  except 

45  in  the  sense  that  it  is  a  suitable  substance  for  use  in  the  mould  ;  it  is  the  bc^t 
material,  which  the  Patentee  points  out,  but  has  not  claimed.  It  is  said  Uiat 
the  Plaintiffs  have  no  valid  patent,  if  there  is  no  novel  part  in  the  combination  ; 
that  is  not  patent  law.  A  new  combination  of  old  things  may  be  patentable, 
if  it   is  useful   and  gives  a   better  result.    The  Plaintiffs^   is   a   new  com- 

50  bination  apart  from  the  purpose.;  a  filter  press  of  this  nature  and  a  mould 
for  this  purpose,  in  which  felt  is  used,  is  not  to  be  found  in  any  anticipation* 
[ROMBR,  J. — Houghton  was  very  like  it.]  His  was  used  for  a  different 
purpose,  either  for  clay  or  cement,  quite  different  from  cement  slip,  which, 
\t   mixed  with  water,  sets.     Counsel   for  the  Defendants,  when  asked,  was 

55  unable  to  point  to  any  Specification  which  contained  the  Plaintiffs*  invention, 
and  the  Defendants  are  not  entitled  to  make  a  mosaic  of  a  number  of 
anticipations   to    anticipate    the    Plaintiffs*    invention.      [ROMBB,   «/.  —  The 
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difKcnlty  in  your  way  is  in  your  filter  prees  and  mould  for  all  purposes  of 
expressing  fluid  from  substances  with  water ;  could  you  make  a  general  claim 
like  that  ?]  No.  [ROMBR, «/. — Can  jou  claim  the  application  of  a  filter  press 
and  mould  to  a  purpose  it  has  never  been  used  for  before  ?]  Yes ;  the 
Plaintiffs  claim  the  combination ;  this  novel  combination  for  this  new  5 
purpose  is  invention,  and  good  subject-matter  i  though  every  element  be  old, 
it  is  patentable  if  it  produces  a  new,  better,  and  cheaper  article.  The  mould 
is  only  claimed  as  used  in  a  particular  way  and  for  a  particular  purpose.  The 
object  here  is  a  decoration  and  a  slab,  and  there  is  a  special  mould,  not  general 
pressure.  Houghton  does  not  suggest  a  slab,  but  something  without  form  to  10 
be  broken  up.  Dr.  Hopkinson  said  that  Houghton  could  not  be  used  to  produce 
a  slab,  or  be  useful  for  McLean^s  purpose  ;  there  is  no  evidence  it  was  ever 
used..  The  Defendants  infringe  if  they  use  as  much  water  as  they  did 
before  with  concrete ;  the  Plaintiffs  do  not  suggest  that  the  patent  is  for 
excess  of  water  over  what  is  enough  to  mix.  [RoHBR,  J. — Presses  were  well  15 
known  and  applied  for  various  purposes,  and  moulds  were  well  known.  Is 
not  this  an  application  of  a  well-known  machine  to  an  analogous  purpose  ?] 
If  it  were  a  mere  application  of  a  known  machine  to  an  analogous  purpose,  it 
would  not  be  good  subject-matter,  but  that  is  not  the  case  here ;  the  mould  the 
Plaintiffs  have  is  a  novel  combination ;  a  composition  put  into  a  particular  20 
class  of  mould  acting  in  a  particular  way,  which,  on  uncontradicted  evidence, 
has  never  been  done  before  ;  the  production  of  stone  by  moulding  under 
pressure.  [ROMBR,  J, — The  Patentee  does  not  cover  artificial  stone  in  this 
patent,  but  in  his  1889  patent.]  That  is  a  particular  improvement ;  even  if 
that  patent  is  invalid,  it  does  not  make  this  one  bad.  The  absolute  materials  25 
are  not  claimed  in  the  1884  patent ;  and  if  an  inventor  finds,  afterwards,  that 
his  invention  can  be  applied  to  other  things,  he  is  entitled  to  those  ;  he  is  not 
prevented  from  having  the  advantages  because  they  are  not  mentioned. 
Mr.  Swinburne^  when  asked  to  point  out  any  Specification  showing  pressure 
used  for  making  stone,  could  only  point  to  McLean^s  1882  patent ;  in  that  30 
there  is  pressure,  but  no  porous  mould.  The  Patentee  did  not  find  out  that 
till  1884.  It  may  seem  simple  now,  but  it  required  invention.  This  case  is 
well  within  Crane  v.  Priee^  1  Webs.  R.  377  ;  see  also  Hayward  v.  Hamilton^ 
Griffin's  Pat.  Cas^  page  115 ;  American  Braided  Wire  Company  v.  Thomson^ 
6  R.P.C.  518 ;  Goddard  v.  Lyon^  11  R.P.C.  354 ;  Qaddv.  Mayor  of  MancheateTy  35 
9  R.P.C.  517.  Clinker  was  offered  free,  so  that  if  anyone  could  have  done 
anything  with  it,  he  would  readily  have  done  so  ;  but  no  one  made  any  use  of 
clinker. 

British  Dynamite  Company  v.  Krebs  (1879),  now  reported  18  R.P.C.  190, 
was  sdso  cited.  40 

Bousfleldy  Q.C.,  replied  as  to  the  cases  cited. — British  Dynamite  Company 
V.  Krebs  is  simply  a  case  of  an  appendant  claim.  In  Ilie  American  Braided 
Wire  case,  which  was  a  case  very  near  the  line,  a  new  article  of  manufacture 
waa  produced,  and  it  required  some  invention  to  fasten  the  ends  of  the 
wires.  Here,  a  new  article  of  manufacture  is  not  claimed.  Crane  v.  Price^  45 
a  case  where  a  process  was  claimed,  has  been  doubted  over  and  over  again. 
[Wallacej  Q.C. — ^The  principle  laid  down  was  approved  in  Murray  v.  Clayton^ 
Ii.R.  7  Ch.  584.]  Murray  v.  Clayton  shows  how  Crane  v.  Price  stands. 
Ooddard  v.  Lyon  was  a  claim  for  an  article  said  to  be  old  by  the  Defendants, 
but  by  the  Plaintiffs  said  to  be  good  subject-matter  as  connected  with  a  new  50 
process  and  used  for  a  new  process.  But  an  old  apparatus  applied  to  an 
analogous  purpose,  as  in  this  case,  is  not  good  subject-matter. 

ROMEB,  J. — ^The  1893  patent  is,  in  my  opinion,  clearly  bad.    At  its  date  it 
was  well  known  that  the  clinker  could  be  used,  when  crushed,  with  suitable 
binding  materials  to  make  artificial  stone  ;  and  the  use,  in  the  way  described  SB 
in  the  patent,  of  porous  moulds  to  extract  by  pressure  the  water  and  make 
artificial  stone  from  a  mixture,  in  the  presence  of  water,  of  the  binding  material 
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with  Bubstances  similar  for  this  purpose  to  clinker  (e,g.^  crashed  granite)  was 
known.  The  mere  substitution  of  clinker  for  granite  in  the  process,  when 
clinker  was  known  to  answer  the  purpose  of  making  artificial  stone  just  in  the 
same  way  as  granite,  could  not  form  the  subject-matter  of  a  patent.  At  one 
5  time  it  was  attempted,  on  behalf  of  the  Plaintiffs,  to  make  out  that  there  was 
something  special — something  in  the  nature  of  invention — in  the  size  of  the 
pieces  into  which,  according  to  the  Specification,  the  clinker  had  to  be  crushed. 
But  this  attempt  failed  ;  and,  indeed,  if  the  special  size  could  have  been  made 
anything  of  by  the  Plaintiffs,  the  Defendants  would  not  have  infringed.    The 

10  action,  therefore,  so  far  as  it  relates  to  the  1893  patent,  must  be  dismissed,  with 
costs. 

I  now  come  to  the  1884  patent,  which  gives  rise  to  many  difficulties.    I  may 
frankly  say  that  for  some  time  I  was  under  the  impression  that  it  could  not  be, 
supported,  but,  on  fuller  consideration  and  for  the  reasons  I  am  about  to  state, 

15  I  have  come  to  the  conclusion  that  it  is  valid.  On  many  points  I  agree  with 
the  arguments  for  the  Defendants ;  for  instance,  I  consider  that  the  patent 
cannot  be  treated  or  considered  simply  as  if  it  were  for  an  invention  of  a  new 
kind  of  artificial  stone,  with  a  sufficient  method  of  making  it  set  forth,  and 
certainly  at  the  time  he  took  out  his  patent  I  think  the  Patentee  did  not  see 

20  the  full  importance  of  his  invention,  especially  in  respect  of  its  applicability  to 
the  cheap  manufacture  of  paving  stone  from  clinker  or  granite  and  cement. 
In  the  Specification,  paving  stone  is  not  mentioned,  nor,  indeed,  are  the  words 
"artificial  stone  "  employed.  But  of  course,  the  fact  that  an  invention  turns 
out  to  be  more  important  than   even   the   Patentee   originally  contemplated, 

25  and  to  be  applicable  to  some  purposes  he  may  not  originally  have  had  in  his 
mind,  will  not  prevent  the  patent  covering  those  purposes  if  they  fall  within 
the  scope  of  his  invention  as  set  forth  and  claimed  in  his  Specification,  I  also 
agree  with  the  Defendants  that  the  Patentee  could  not  have  validly  claimed  the 
porous  mould  or  pieces  mentioned  in  his  Specification  for  all  purposes — ^that  is 

30  to  say,  merely  as  a  filter  press  without  limitation  as  to  the  special  purposes 
to  which  it  was  applied,  or  (if  I  may  so  express  it)  as  a  filter  press  in  gross..  It 
was  endeavoured  before  me  to  make  out  that  merely  as  a  filter  press  it  had  a 
certain  novelty,  not  found  in  any  previous  filter  press,  in  the  employment  of 
a  sheet  of  felt  or  other  porous  material  placed  between  the  mould  and  the  table. 

35  of  the  press,  and  extending  beyond  the  limits  of  the  mould,  so  as  to  allow  the 
water  to  escape  from  the  mixed  material  to  be  pressed  when  the  solid  plunger 
or  pressor  is  used.  But  the  Specification  did  not  limit  the  Patentee  to  the  use 
of  a  filter  press  with  this  novelty  in  it.  The  novelty  was  only  referred  to  as 
one  of  two  kinds  of  mould  to  be  used  (see  page  3,  line  29  of  Specification)  ;* 

^  and,  indeed,  if  the  patent  had  been  limited  to  a  press  or  mould  with  this 
element  of  novelty  in  it,  I  should  have  held  that  the  Defendants  did  not 
infringe ;  for  though  they  use  a  porous  sheet  extending  beyond  the  limits 
of  the  mould,  I  am  satisfied,  on  the  evidence,  that  the  pressure  of  their  mould 
on  the  head  of  the  press  is  so  great  as  to  make  what  may  be  called  a  tight 

45  joint  and  prevent  any  water  escaping ;  so  that  their  sheet  is  not  used  for  the 
purposes  of  the  Patentee's  novel  form  of  sheet  at  all. 

I  will  now  state  why  it  is  that,  notwithstanding  these  findings  in  the 
Defendants'  favour,  I  hold  the  patent  to  be  good  and  to  cover  what  the 
Defendants  have  been  doing.    The  patented  invention  appears  to  me  by  the 

50  Specification  to  be  limited  to   the   moulding  of  slabs  and  blocks  from  two 

mixtures  only,  viz.,  a  mixture  of  water  and  certain  cements  (and  what  kind 

of  cements  I  will  consider  presently),  and  a  mixture  of  water  and  clay,  being 

the  slip  prepared  in  the  pottery  manu&cture.    And  the  chief  object  of  the 

.  invention  is  stated  to  be  the  moulding  from  the  first  of  the  above  mixtures, 

55  though  the  Patentee  states  that  the  invention  also  relates  to  the  expressing  of 

•      •  *  Ante  p.  12,  1.  41. 
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water  from  the  slip  prepared  in  the  pottery  mannfactare.  This  last  sentence 
has  led  to  an  argument  before  me  that,  so  far  as  concerns  the  clay  slip,  the 
Patentee  was  not  limiting  his  claim  to  moulding  the  clay  after  expressing  the 
water,  but  extended  it  to  what  I  may  call  an  intermediate  stage — ^that  is  to  say, 
to  expressing  part  of  the  water  and  leaving  still  an  indeterminate  form  of  moist  5 
clay,  in  which  the  moulding  formed  no  real  part,  and  which  to  be  of  any  use 
would  have  to  be  subsequently  moulded  and  dried.  But,  on  a  fair  construction 
of  the  Specification,  I  think  the  claim  is  not  so  extensive.  It  appears  to  me 
that,  taking  the  Specification  as  a  whole,  the  Patentee  is  referring  to  and 
speaking  of  moulding  so  as  to  produce  a  set  form.  This  is  clear  as  to  the  10 
cement  slip,  for  he  refers  to  his  former  patent  of  1882  and  speaks  (page  3, 
line  15)*  of  the  cement  "  setting"  ;  and  the  short  description  of  his  invention 
with  reference  both  to  the  cement  and  clay  slips  is  one  for  ''Improvements 
*'  in  the  moulds  for  moulding  decorative  or  other  slabs  and  blocks,''  and 
throughout  the  Specification  he  refers  to  the  ''  moulds "  to  be  used ;  and  at  1ft 
page  3,  line  24,t  he  states  that  the  object  of  his  invention  is  so  to  form  the 
moulds  used  in  making  decorative  or  other  slabs  and  blocks  that  the  water  will 
freely  pass  away  unaccompanied  by  any  cement  or  clay.  And,  again,  at  page  3, 
line  32{,  where  decoration  is  required  on  the  slabs  and  blocks,  he  diows  how 
that  can  be  put  on  without  distinguishing  between  cement  or  clay.  Lastly,  20 
his  claim  is  limited  to  the  construction  and  use  of  porous  moulds  for  moulding 
slabs  and  blocks,  substantially  as  described.  I  therefore  start  with  the  fact 
that  the  patent  is  one  for  ''  moulding  "  slabs  and  blocks,  and  that  only  from 
cement  slip  or  from  clay  slip.  I  will  first  deal  ^\  ith  the  invention  so  &r  as  it 
relates  to  cement  slip,  for  that  was  the  chief  object  of  the  invention,  and  is  25 
the  only  part  of  the  invention  alleged  to  be  infringed,  and  I  will  then  consider 
how  far  the  validity  of  the  patent  is  afEected  by  the  claim  also  extending  to 
clay  slip. 

The  Patentee,  in  his  Specification,  refers  to  his  prior  patent  of  1882, 
whereby  he  had  sought  to  make  slabs  and  panels  which  could  be  used  for  30 
decorative  purposes,  and  which  have  the  advantage  of  being  washable,  by 
putting  in  a  mould  dry  cement  on  cement  slip  and  then  pressing  so  that  the 
water  in  the  slip  was  taken  up  or  absorbed  by  the  dry  cement.  He  then  points 
out  some  disadvantages  of  the  results  so  obtained,  and  comes  to  the  present 
invention,  which  was,  in  substance,  this — he  found  that  by  taking  a  filter  press  35 
of  the  kind  he  indicated  he  could  at  once  deal  with  the  cement  slip  so  as  to 
express  the  water,  and  leave  a  moulded  slab  or  block.  Now,  was  this  invention 
useful,  and  having  regard  to  the  existing  state  of  knowledge,  did  it  require 
invention  so  as  to  form  good  subject-matter  for  a  patent  ?  In  my  opinion,  both 
these  questions  must  be  answered  in  the  affirmative.  40 

First,  as  to  utility.  It  appears  to  me,  taking  the  evidence  as  a  whole,  that 
really  the  moulded  article  he  produced  was  a  new  one — ^new  in  the  sense  that 
it  had  qualities  not  existing,  or  not  existing  to  the  same  extent  in  previously 
known  results  obtained  from  the  treatment  of  mixed  cement  and  water.  It 
was  known  that  certain  cements,  mixed  with  water,  and  then  allowed  to  dry  45 
and  set,  formjed  eventually  a  hard  stone-like  substance.  But  this  could  not  be 
used  as  a  stone-like  substance  for  a  long  time  after  the  setting,  whereas  the 
Patentee's  product  had  the  somewhat  astonishing  property  of  being  able  to  be 
moved  within  24  hours  without  breaking  or  crumbling,  and  of  being  perfectly 
fit  for  use  for  all  purposes  within  a  comparatively  short  period.  This  difference  50 
is  possibly  due  to  some  difPerence  in  the  way  in  which  crystallisation  goes  on 
under  the  rapid  action  of  the  filter  press,  and  the  rapid  expulsion  of  the  water. 
But  whether  this  be  so  or  not,  the  difference  exists.  Even  assuming,  however, 
that  the  article  produced  was  not  a  new  one,  yet  the  invention  would  have 
been,  and  is,  of  considerable  use  and  value,  for  it  is  clear  that  the  invention  55 

*  Ante  p.  12,  I.  28.  t  Ante  p.  12,  1.  85.  t  ^'^  P*  ^2,  L  48. 
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prodnced  stone  in  a  quicker  and  more  economical  way  than  any  known 
before. 

The  invention  was  therefore  one  of  commercial  importance,  even  if  regarded 
otihr  as  producing  a  previously  known  article. 
5  Then,  was  the  Invention  one  that  oould  properly  form  the  subject  of  L^tteri 
Intent  ?  1  think  it  was*  It  is  true  that  at  the  time  filter  presses  of  vai*idiis 
kinds  were  well  known,  and  had  been  applied  for  a  vatiety  of  pui»posGS  j  bilt 
with  the  exception  of  the  Patentee*s  own  patent  of  1882  (which  cledrly  did  ndt 
anticipate  this  patent),  nobody  had  previously  applied  a  filter  press  for  the 

10  purpose  of  moulding  cement  slip  or  of  producing  from  cement  a  stone  ot 
stone^like  substance  such  as  the  Patentee  produces  \  and  considering  the  public 
knowledge  at  the  date  of  this  patent,  I  certainly  think  that  invention  was 
required  to  arrive  at  the  Patentee's  result  amply  sufficient  to  support  the 
patent.    And,  further,  as  a  matter  of  law,  I  consider  that  in  the  case  where 

15  different  machines  of  a  certain  general  class  or  character  may  be  well  known, 
if  a  person  selects  and  applies  one  specially  adapted  for  his  purpose  to  effect 
a  new  object,  and  with  the  result  of  producing  a  new  article,  or  an  old  article 
in  a  substantially  more  expeditious  and  economical  way  than  it  was  produced 
before,  then  he  may  properly  claim  as  subject-matter  of  a  patent  that  machine, 

20  as  applied  to  the  new  object,  even  though  he  could  not  have  claimed  the 
machine  per  se — ^that  is  to  say,  without  limitation  as  to  its  application,  and  the 
case  before  me  &lls  within  that  principle. 

I  will  now  consider  the  scope  of  the  patent  so  far  as  it  relates  to  cement  slip. 
It  was  suggested,  on  behalf  of  the  Defendants,  that  the  Patentee  had  limited 

25  himself  to  the  making  of  slabs  and  blocks  for  decorative  purposes  only.  But 
I  find  that  he  states  the  object  of  his  invention  to  be  to  form  the  moulds  used 
in  making  "  decorative  "  or  "  other  "  slabs  and  blocks,  and  his  claim  is  also  in 
that  general  form,  and  therefore  he  might,  and  probably  did,  chiefiy  have  in 
his  mind  at  this  time  the  application  of  the  slabs  and  blocks  to  decorative  pur- 

30  poses ;  but  that  would  not  allow  a  stranger  to  take  the  invention  and  manu&cture 
a  slab  or  block  from  the  cement,  and  then  claim  to  be  outside  the  patent  because 
he  was  going  to  use  it  for  a  useful  but  not  for  a  decorative  purpose. 

It  was  further  pointed  out,  on  behalf  of  the  Defendants,  that  the  Patentee,  in 
his  Specification  (page  3,  line  6^,*  referred  to  the  manu&cture  of  decorative 

35  slabs  or  panels  from  **  Keene's,  Parian,  or  similar  cements,"  and  it  was  said  that 
by  the  term  "  similar  cements,"  he  had  limited  himself  to  the  class  of  cements 
ordinarily  used  for  decorative  purposes,  and  it  was  said  that  these  always  had 
a  basis  of  gypsum  or  plaster  of  P^ris,  and  would  not  include  such  cement  as 
Portland  cement ;  and  it  was  further  suggested  that  he  had  limited  himself  to 

40  the  use  of  this  kind  of  cement  alone  without  mixture  with  other  materisJ,  and 
that  this  kind  of  •cement  alone  would  not  mc^e  a  stone  or  stone-like  substance. 

As  to  this  last  point,  none  of  the  Defendants'  witnesses  ventured  to  speak 
from  experiment,  and  I  see  no  reason  to  doubt  the  evidence  of  the  Patentee 
that  the  cements  mentioned  specifically  in  his  Specification,  even  taken  alone, 

45  do  make  a  very  hard  stone  or  stone-like  substance  ;  and  as  to  the  cements  being 
mixed,  the  Specification  refers  to  the  Specification  of  the  former  patent  of  1882, 
and,  when  I  look  at  the  1882  Specification,  I  find  that  he  distinctly  refers  to 
slabs  or  panels  composed  of  Keene*s,  Parian,  or  similar  cement,  "  either  alone 
**  or  mixed  with  other  materials."    I  also  remember  that  the  object  of  the  1882 

50  patent  was  to  produce  a  hard  stone-like  slab  or  panel  that  could  be  washable, 
and  placed  as  decoration  on  walls  and  ceilings  (see  the  1882  Specification) ;  and, 
bearing  in  mind  also  the  larger  scope  of  the  present  patent  of  1884,  and  that  it 
relates  to  clay  slip  as  well  as  to  cement  slip,  and  (as  shown  above)  cannot  be 
properly  treated  as  confined  to  purely  decorative  slabs  or  blocks,  then,  I  think, 

55  on  a  fair  construction  of  the  1884  Specification,  that  the  invention  ought  to  be 
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held  to  cover  all  cements  that  are  similar  to  Keene*B  or  Parian  in  the  sense 
that  with  or  withont  other  materials,  when  mixed  with  water,  the  press  he 
describes  can  be  applied  to  them  just  as  well  as  to  Keene's  or  Parian  cement,  so 
as  to  express  the  water  and  mould  the  cement  and  produce  a  stone  or  stone-like 
article  similar  to  that  produced  by  Eeene^s  or  Parian  cement.  So  construing  ^ 
the  Specification,  it  is  clear  that  it  would  cover  Portland  cement  mixed  with  ' 
clinker,  or  in  other  woi'ds,  the  article  produced  by  the  Defendants  by  their 
press. 

Having  thus  arrived  at  a  conclusion  as  to  what  the  invention  is,  and  what 
the   Plaintiffs*  patent  includes,  I  must  now  consider  whether  it  has  been  10 
anticipated  so  far  as  concerns  the  cement  slip.     In  my  opinion,  it  has  not.    I 
have  already  pointed  out  that  previously  to  the  patent  no  filter  press  of  any 
kind  had  been  applied  in  moulding  from  cement  slip.     The  alleged  anticipa- 
tions, which  are  confined  to  certain  prior  Specifications,  are  merely  instances 
of   filter  presses  of  divers  kinds  applied  to  the  purpose  of  getting   water  16 
away  from  various  mixtures.     No  moulding  of  any  kind  was  contemplated, 
iBxcept  in  the  case  of  Skinner  and  Whalley^a  invention,  which  I  will  deal  with 
when  I  am  considering  the  question  of  clay  slip,  and  in  the  case  of  Jensen^s 
Specification.    For  instance,  BonnevilWs  Specification  was  principally  directed 
to  the  filtering  of  bicarbonate  of  soda  when  in  suspension  in  a  certain  liquid,  SO 
and  his  claim  was  for  a  new  and  improved  three-cylinder  hydraulic  press  for 
filtering  matters  in  suspension  in  water.    OlpherVs  Specification  was  for  certain 
specified  improvements  in  presses,  and  the  only  special  application  of  his 
improved  press  that  he  mentions  is  for  the  purpose  of  obtaining  indigo. 
Weldon^s  Specification  was  for  a  special  form  of  press,  and  the  only  particular  25 
application  mentioned  is  the  filtration  of  the  precipitate  of  bicarbonate  of  soda 
and  similar  precipitates.    Jensen^s  Specification  was  one  for  the  manu&cture 
of  articles  from  paper  pulp.    The  only  prior  Specification  that  referred  directly 
to  cement  slip  was  Houghton^s^  but  the  object  of  Houghton  was  quite  different 
from  that  of  McLean^  and  did  not  disclose  in  any  way  McLean's  invention.  30 
Houghton  points  out  in  his  Specification  that  his  object  was  only  to  so  deal  with 
cement  slip  and  similar  slips  as  to  convert  the  slip  into  an  intermediate  stage, 
which  he  calls  "second  slip,"  in  the  form  of  cakes  of  a  solid  semi-moist 
character,  to  be  subsequently  dried,  and  which  might  have  to  be  scraped  off  the 
loose  frames  he  uses ;  and  when  he  uses  bags  the  contents  are  to  be  subsequently  35 
shot  or  scraped  out  as  found  convenient.    He  in  no  way  contemplated  moulding 
such  an  article  as  is  produced  by  McLean^s  invention,  and  certainly  in  no  way 
disclosed  that  invention. 

I  will  now  consider  the  effect  of  McLean's  extension  of  his  invention  to  clay 
slip.    Now,  undoubtedly,  the  application  of  the  invention  to  clay  slip  is  not  to  40 
be  compared  in  point  of  utility  to  its  application  to  cement  slip.   But,  of  course, 
a  Patentee  who  discovers  a  valuable  invention  when  applied  to  the  purpose  he 
has  chiefiy  in  mind,  does  not  invalidate  his  patent  merely  because  he  points 
out  that  it  is  and  claims  it  as  being  also  applicable  to  a  subsidiary  purpose  of 
far  inferior  value,  subject  to  the  following  observations :— If  the  subsidiary  45 
claim  is  absolutely  without  utility,  or  has  been  anticipated,   or  required  no 
invention,  having  regard  to  existing  knowledge,  then  the  patent  must  fail, 
unless  and  until  he  amends  his  Specification  by  confining  it  to  the  principal 
claim.    In  the  present  case  I  think  no  amendment  is  necessary.    In  the  first 
plac6,  McLean's  invention,  so  far  as  it  relates  to  clay  slip,  was  not  anticipated.  50 
Before  his  patent,  no  one  had  previously  applied  a  filter  press  in  the  way 
described  in  his  Specification  so  as  to  produce  a  moulded  product  from  clay 
slip.    I  have  already  dealt  with  Houghton's  Specification,  and  pointed  out  that 
he  was  not  seeking  to  obtain,  and  would  not  by  his  Specification  direct  one 
towards   the   object    of   obtaining,  a   moulded   product.     I    need   only  deal  55 
with  SkinmiT  and  Whalley's  invention.     Now,  that  invention,  in  my  opinion, 
though  applicable  to  clay^  slip  and  producing   a   moulded  article,  was   quite 


Yel.  XIY.,  No.  2.]         AND  TRADE  MARE  OABBB.  2S 

fAOamani  Stone  ajnd  Paving  Company^  Li.  v.  The  Gorporation  of  Liverpool 

distinct  from  McLearCe.  It  dealt  with  the  clay  slip,  and  produced  the  moulded 
article  in  a  substantially  different  manner  ;  and,  moreover,  I  do  not  think  the 
article  itself  would  be  the  same  as,  though  in  some  respects  it  would  no  doubt 
resemble,  the  article  produced  by  McLean^s  press  as  applied  to  clay  slip.  In 
5  the  second  place,  I  think  that  McLean^s  invention,  as  applied  to  clay  slip, 
had  some  utility  and  required  some  invention.  Indeed,  one  piece  of  evidence 
of  McLearCe  bearing  on  these  points  (which  I  accept)  has  not  been  met  or 
really  .challenged.  Th^t  evidence  was  to  the  effect  that  prior  to  his  patent, 
and  ih  the  course  of  his  making  his  invention,  he  ascertained  that  at  certain 

10  clay  works  an  attempt  had  been  made  to  employ  a  filter  press  to  work  the 
clay  slip,  but  that  the  attempt  had  failed,  and  the  filter  press  been  discarded 
because  it  could  not  be  got  to  work  satisfactorily.  I  therefore  hold  that 
McLearCe  subsidiary  claim  can  stand. 

In  the  result,  I  hold  the  patent  to  be  valid,  and  all  that  I  need  now  consider 

15  is  the  question  of  infringement.  Without  question,  the  Defendants  are  applying 
their  filter  press  to  cement  slip  to  produce  slabs  or  blocks  of  artificial  stone  \ 
and  from  what  I  have  already  said  as  to  the  scope  of  McLean^s  patent,  it  is  clear 
that  they  are  infringing  if  their  press  is  substantially  the  same  as  McLean^s. 
In  my  opinion,  it  is.    The  Defendants'  press  differs  in  no  substantial  way  from 

20  McLean^s.  Their  press  falls  within  the  description  of  the  press  given  by 
McLean  in  his  Specification  at  page  3,  lines  27  to  29  and  35  to  38.*  In  the 
Defendants'  press  that  the  felt  is  placed  under  the  metal  with  holes  in  it,  and  a 
calico  or  similar  material  placed  above  the  metal,  makes  no  real  difference  ;  for 
I  am  satisfied  that  the  felt  does  act  in  retaining  the  cement,  and  I  need  not 

25  therefore  consider  the  question  whether,  on  the  true  construction  of  McLea7i*s 
Specification,  it  does  not  include  a  mould  where  calico  alone  is  used  as  the 
filtering  material  if  found  suitable. 

It  follows  that  the  Plaintiffs  are  entitled  to  the  usual  relief  in  respect  of  the 
1884  patent.    As  between  the  costs  they  get  in  respect  of  this  patent  and  the 

30  costs  they  have  to  pay  in  respect  of  the  1893  patent,  there  will  be  the  usual 
set  off. 

Wallaby  Q.C.,  asked  for  a  certificate  that  the  validity  of  the  1884  patent 
came  in  question,  and  an  inquiry  as  to  damages. 
ROMBR,  J.— Yes, 

35  WalUice^  Q.C. — And  a  certificate  that  we  have  proved  the  Particulars  of 
Breaches — ^that  will  follow. 

Bousfieldj  Q.C. — ^As  regards  the  second  patent,  we  shall  ask  for  a  certificate 
that  we  have  proved  our  Particulars  of  Objections,  or  that  they  are  reasonable 
and  proper. 

40      ROMBR,  J.— Yes. 

Bouefieldy  Q.C,  asked  for  a  stay  of  the  injunction. 
ROMER,  J. — Certainly.    It  is  a  very  important  case. 

*  Ante  p.  12,  1.  89  to  1.  41  &  1.  46  to  I.  60. 
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In  Mb  HtoH  Co^iiT  op  Jtisti^a.— CHAKOBRif  DivisiOK. 

bqfort  MR4  Jui^TidE  fioHtiit^-^Koyeaiber  ^Oth  and  ^3rd,  1896< 

In  the  Matter  of  Lewis  and  Stircj^lbr's  pATfiiff- 

Patent — Petition  for    revocation, — Alleged   anticipation. — Construction  of 
patent  in  pi^evious  auction. — Estoppel. — Insufficient  prior  publication. — Petition  5 
dismissed. 

This  petition  was  presented  to  obtain  the  revocation  of  a  patent  for  improve- 
ments in  machines  for  lasting  the  uppers  of  boots  and  shoesy  the  validity  of 
which  had  been  upheld  in  an  action  for  infringement  against  the  Petitio^ier^ 
on  the  grounds  that  the  patent  was  anticipated  by  a  prior  Sjjecification^  and  an  10 
abridgment  of  another  Specification^  not  brought  f or ivard  in  tlie previous  cu^tion, 
and  that  the  claim  of  the  patent  in  the  previous  action  had  been  given  so  ivide  a 
construction  that  it  covered  parts  of  those  Specifications. 

Heldj  that  the  claim  attcu^ked  was  for  the  general  construction,  combination, 
and  arrangement  of  certain  parts  of  a  machine;  that  there  was  no  estoppel  by  15 
the  former  decision  to  prevent  the  Patentee  contending  that  his  arrangement 
was  not  identical  unth  the  prior  patents,  and  that  the  patent  was  not  anticipated 
by  either  of  the  alleged  anticipations. 

Plimpton  V.  Malcolmson,  L.R.  3  Oh.  D.  531,  followed. 

On  the  21st  of  December  1887,  a  patent  (No.  17,581  of  1887)  was  granted  to  20 
O.  E.  Lewis  and  A.  E.  Stirckler  for  an  invention  of  "Improvements  in 
^^  machines  for  lasting  the  uppers  of  boots  and  shoes/* 

The  Complete  Specification,  as  amended,  and  so  far  as  material  for  the 
parposes  of  this  Report,  was  as  follows  : — "  This  Invention  relates  to  lasting 
"  machines  of  the  type  described  in  the  Specification  of  Letters  Patent  25 
"  No.  3706  dated  16th  March  1886  and  the  object  of  the  present  invention  is  to 
"  render  the  machines  more  perfect  in  their  action  and  capable  of  efficiently 
^'  operating  with  lasts  of  different  shapes  or  *  springs.' 

^^  According  to  this  Invention  the  sliding  clamps  between  which  the  last  is 
**  situated  (one  clamp  being  at  the  toe  end  of  the  last,  and  the  other  clamp  at  30 
"  the  heel  end  of  the  last)  are  made  capable  of  adjustment  in  such  manner  that 
"  the  toe  clamp  can  be  made  to  suit  any  dip  of  the  toe  end  of  the  last  so  that 
**  the  heel  of  the  last  is  always  in  a  horizontal  plane  the  position  of  the  heel 
"  clamp  being  alterable  vertically  to  accord  with  the  plane  in  which  the  heel 
"  is  situated  and  laterally  to  suit  any  transverse  incline  of  the  heel  of  the  last  35 
"  the  plates  or  wipers  in  the  toe  clamp  which  act  as  folders  over  of  the  leather 
^'  being  brought  to  the  requisite  angle  to  accommodate  the  lengthwise  angle  of 
^*  the  toe  end  of  the  last.  The  said  folding  plates  or  wipers  are  for  this  purpose 
"  mounted  in  a  holder  capable  of  being  turned  and  fixed  in  position  on  an  axis 
"  on  the  clamp  and  situated  transversely  of  the  length  of  the  last  The  heel  40 
^'  clamp  is  mounted  upon  an  axis  situated  in  line  with  the  length  of  the  last. 
"  This  allows  of  the  heel  clamp  being  adjusted  to  suit  any  angle  of  the  heel 
"  end  of  the  last  as  seen  from  the  end  and  the  said  heel  clamp  is  capable  of 
"  being  raised  and  lowered  to  any  desired  position  necessitated  by  the  *  spring ' 
*^  of  the  last  by  means  of  a  screw  and  hand  wheel  or  equivalent  means.    The  45 
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^  toe  clamp  carries  swiTelling  pieces  situated  on  either  side  of  the  toe  end  of 
^  the  last  and  mounted  in  pieces  adjustable  laterally  by  screws  so  as  to 
*<  accommodate  different  widths  of  lasts  the  swivelling  accommodating  different 
^  cuTTes  of  the  toe  ends  of  the  lasts.  On  the  said  toe  clamp  is  also  an  attach- 
5  '*  ment  for  pressing  npon  the  leather  on  the  last  and  holding  it  firmly  in  place 
^  (whilst  the  last  is  depressed)  being  thereafter  released  and  moved  up  or  back 
'^  to  be  clear  whilst  the  upper  leather  is  folded  over  the  last  by  the  folding  plates 
''  or  wipers.  The  said  attachment  has  its  bearing  surface  upon  the  leather 
^  made  by  a  plate  with  springs  between  it  and  the  body  of  the  attachment  so 

10  "  as  to  allow  the  bearing  surface  to  accommodate  itself  to  variations  in  the 
"  thickness  of  the  leather.  The  pressing  part  is  forced  down  by  a  strong  spring 
'*  there  being  a  nut  or  nuts  for  adjusting  its  tension  and  the  said  pressing  part 
"'  is  mounted  on  a  stem  capable  of  swivelling  in  the  holder  and  of  being  fixed 
^  in  the  position  to  which  it  has  been  brought.    In  this  stem  is  a  rod  capable 

15  <'  of  being  moved  down  by  means  of  a  cam  lever  so  as  to  press  the  last  down 
'^  whilst  the  leather  is  retained  by  the  aforesaid  pressing  surface.  The  toe  end 
'*  of  the  last  rests  upon  an  under  support  which  is  used  in  conjunction  with  the 
"  resting  rod  at  the  heel  end  for  the  last  to  rest  upon.  The  said  supports  or 
'^  rests  are  moved  up  and  down  by  means  of  a  lever  cross  bar  and  rods  and  the 

20  ^<  rods  which  support  the  last  may  each  be  made  in  two  lengths  with  reversely 
'^  screwed  ends  engaging  in  a  connecting  nut  or  screwed  sleeve  so  that  the  said 
^  rods  can  be  adjusted  in  length.  A  strong  spring  beneath  the  cross  bar  which 
^'  connects  the  rods  of  the  two  rests  serves  to  hold  the  upper  leather  between 
*^  the  last  and  the  folding  over  plates  but  permits  of  it  being  depressed  at  the 

25  «*  toe  end  as  before  stated.    The  heel  supporting  rod  preferably  rests  upon  the 

^'  cross  bar  through  which  it  is  operated  so  that  it  is  slidden  therealong  as 

*'  the  heel  clamp  is  moved  lengthwise  to  accommodate  different  lengths  of  lasts. 

^'  In  order  to  give  an  equal  folding  movement  over  the  whole  of  the  extent  of 

'*  the  toe  end  of  the  last  upon  which  the  folding  plates  in  the  toe  clamp  operate, 

30  <'  the  said  plates  are  connected  by  slotted  connections  with  two  curved  slides 
^  capable  of  being  moved  in  a  circular  path  inwards  at  their  operating  ends  by 
"  means  of  a  hand  lever  connected  by  a  centered  rod  to  a  central  lengthwise 
'^  sliding  bar  attached  to  the  ends  of  the  curved  bars  by  links  which  are  utilized 
'*  as  thrust  pieces  to  give  movement  in  a  forward  direction  to  a  bar  connected 

35  *'  to  the  folding  plates  or  wipers  the  said  forward  movement  being  obtained  by 
'*  toggles  between  the  links  and  the  said  bar  connected  to  the  folding  plates  or 
**  wipers  so  that  by  the  angle  at  which  these  toggles  are  placed  a  greater  or 
^  lesser  forward  movement  of  the  folding  plates  or  wipers  may  be  obtained  as 
**  required.    The  heel  clamp  may  be  provided  with  a  similar  arrangement. 

40  «<  The  spring  grips  or  nipper  wipers  situated  at  the  sides  of  the  last  I  make  so 
"  that  they  have  a  parallel  grip  for  which  purpose  I  attach  the  forward  end  of 
'^  the  spring  (which  puts  the  grip  on)  to  a  sliding  bar  which  slides  in  a  guide 
"  and  has  on  it  one  jaw  of  the  grip  the  other  jaw  being  on  the  body  part  of  the 
"grip.    The  jaws  may  be  roughed  or  pointed  to  ensure  their  holding  the 

45  "  leather.  The  other  end  of  the  spring  is  attached  to  the  centered  lever  for 
"  opening  and  closing  the  jaws.  The  lever  which  operates  the  toe  folding 
"  plates  as  aforesaid  has  a  frictional  clip  piece  upon  it  embracing  the  edge  of 
"  the  swivelling  part  of  the  toe  clamp  so  as  to  prevent  the  lever  from  swinging 
"  back  when  let  go  after  operating  it.    The  lever  by  which  the  rests  for  the 

50  '*  last  are  raised  and  lowered  is  provided  with  a  projection  which  acts  on  a 
"  detent  or  dog  to  automatically  release  it  from  a  retaining  tooth  after  the  rests 
"  are  lowered,  so  that  the  side  nipper  wipers  can  be  moved  either  way  freely 
"  but  when  the  lever  is  in  the  position  in  which  the  last  is  being  operated  on 
"  the  said  nipper  vnpers  can  be  moved  in  but  are  prevented  from  moving  out 

55  <^  by  the  engagement  of  the  detent  or  dog  with  the  retaining  tooth. 

**  And  in  order  that  our  invention  may  be  clearly  understood  we  shall  now 

C 
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"  proceed  more  particularly  to  describe  the  same  and  for  that  purpose  shall 
''  refer  to  the  accompanying  drawings  the  same  letters  of  reference  indicating 
'^  corresponding  parts  in  all  the  figures 

'^  The  internal  arrangement  of  the  toe  clamp  or  support  D  is  the  same  as  that 
^*  of  the  heel  clamp  C  so  that  the  description  of  the  internal  mechanism  of  the  5 
"  one  is  sufficient  to  explain  that  of  the  other.  The  toe  clamp  however  is  not 
'^  supported  in  the  same  way  as  the  heel  clamp  but  is  hinged  as  shown  at  I 
*^  Figures  2  and  8  to  a  slide  m  so  as  to  be  capable  of  being  adjusted  in  a 
"  more  or  less  inclined  position  by  means  of  adjusting  screws  U,  Figures  1,  2 
"  and  8.  10 

^^  The  longitudinal  adjustment  of  the  clamp  D  is  effected  by  means  of  the 
"  screw  A*  which  works  in  a  nut  or  internal  screw  thread  formed  in  the  slide  m 
"  and  receives  its  motion  from  the  wheel  E  through  the  gearing  N  N  and 
"  spindles  B  so  that  by  taming  this  screw  A*  the  slide  m  together  with  the 
"  clamp  D  will  be  moved  in  the  direction  of  the  length  of  the  table  simul-  15 
"  taneously  with  the  clamp  C.  Supported  by  two  lugs  on  the  top  or  covering 
"  plate  of  the  clamp  D  is  a  bolt  or  pin  t  upon  which  is  fitted  to  slide  a  slotted 
"  piece  or  link  W  to  the  front  end  of  which  link  is  connected  a  presser  Z  the 
"  construction  of  which  is  shown  more  clearly  in  Figures  10  and  11. 

"  This  presser  consists  of  a  hollov  cylindrical  piece  p^  slotted  at  its  upper  20 
"  end  where  it  is  provided  with  a  cam  lever  P.    Inside  this  pieces'  is  fitted  to 
"  slide  a  rod  g*  provided  at  its  lower  end  with  a  disc  q^  which  when  in  operation 
"  is  pres  sed  down  by  the  action  of  the  cam  P,  on  to  the  insole  placed  on  the 
"  last.     The  piece  p^  is  provided  with  an  external  screw  thread  on  which  two 
"  nuts  w»  and  o*  are  screwed  and  between  which  nuts  is  engaged  one  end  of  the  25 
"  slotted  piece  W.    A  plate  S*  is  fitted  to  slide  up  and  down  the  lower  end  of 
"  the  piece  ^  but  without  rotating  thereon.    This  J&late  is  held  down  in  its 
"  normal  position  indicated  in  Figure  10  by  a  spring  r*  and  is  prevented  from 
"  slipping  off  the  end  of  the  piece  jo^  by  a  projecting  rim  or  flange  as  shown 
"  in  the  drawing.    A  horseshoe  shaped  or  curved  piece  ^  is  connected  by  bolts  u*  30 
"  and  helical  springs  v^  to  the  plate  S*  and  is  maintained  at  a  certain  distance 
"  therefrom  by  the  said  springs  t^. 

"  On  the  cover  plate  of  the  clamp  D  is  centered  a  lever  M  provided  at  one 
"  end  with  a  wedge  shaped  projection  which  (when  the  presser  is  turned  into 
**  the  position  shown  in  Figure  2)  may  by  turning  the  lever  M,  be  forced  35 
•'  beneath  the  outer  end  of  the  slotted  piece  W  and  thereby  press  the  plate  t^  on 
*'  to  the  projecting  edge  of  the  *  upper '  and  hold  it  securely  between  the  said 
'*  plate  and  the  upper  surface  of  the  folding  over  plates  or  wipers  cP  of  the 
••  clamp  D  the  springs  v^  permitting  of  the  plate  fi  accommodating  itself  to  any 
''  inequalities  in  the  thickness  of  the  leather.  40 

'*  By  turning  the  cam  P  the  disc  g^  on  the  lower  end  of  the  rod  q^  is  pressed 
"  down  on  to  the  insole,  the  pressure  thereby  exerted  forcing  the  last  and  the 
''  support  S  down  against  the  resisting  power  of  the  spring  c^  beneath  the  bar  E 
"  hereinbefore  described,  and  consequently  drawing  the  upper  (which  is  still 
•*  retained  between  the  plates  /•  and  d^)  tightly  above  the  edge  of  the  toe  of  the  45 
"  last  in  readiness  for  the  plates  d^  to  wipe  or  draw  the  said  projecting  edge 
'*  over  the  said  toe.  To  effect  this  wiping  or  folding,  over  of  the  upper  the 
"  lever  L  Figures  1  and  2  is  turned  so  as  to  cause  the  plates  d*  to  advance  and 
••  simultaneously  with  the  movement  of  the  lever  L  the  pressure  of  the  plate  q^ 
**  is  removed  from  the  last  by  turning  the  lever  M  so  as  to  withdraw  the  wedge  50 
"  piece  from  beneath  the  slotted  piece  W  the  presser  may  then  be  turned  on 
"  the  pin  i  into  the  position  shown  in  Figure  8  and  the  wiping  over  of  the 
"  upper  at  the  toe  completed  by  the  continued  motion  of  the  lever  L.  At  the 
"  front  end  of  the  clamp  D  there  are  pieces  P  Figure  9  capable  of  being  slidden 
•'  in  guides  by  means  of  screws  dand  provided  at  their  front  ends  with  pivotted  55 
*^  pieces  or  cheeks  T  which,  when  the  last  with  the  upper  thereon  is  placed  in 
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«« the  machine,  press  the  upper  fLrinly  against  the  last  and  also  adjust  the  position 
"  laterally  of  the  toe  of  the  last 

"  Having  now  particularly  described  and  ascertained  the  nature  of  our  said 
*^  invention  and  in  what  manner  the  same  is  to  be  performed,  we  declare  that 
"  what  we  claim  is  : — 

"4,  The  general  construction  combination  and  arrangement  of  parts  con- 
'*  stitutiug  the  pressor  Z  having  a  yielding  bearing  surface  capable  of  adjust- 
^*  ing  itself  to  difEerent  thicknesses  of  leather  as  hereinbefore  described  and 
**  illustrated  by  Figures  10  and  11  of  the  accompanying  drawings," 


10  On  the  21st  of  October  1893,  The  Shoe  Machinei^y  Company ^  Ld.,  who  were 
the  registered  owners  of  this  patent  and  th)ree  other  patents  relating  to  boot 
and  shoe  lasting  machinery,  brought  an  action  against  Frederick  Cutlan, 
J.  E.  Gutlan^  and  Owen^  Robinson  and  Co,^  for  infringement  of  these  patents 
and  several  others,  including  No.  3706  of  1886  and  No.  14,586  of  1888.    The 

15  Defendants  delivered  Particulars  of  Objections  to  the  validity  of  the  Plaintiffs' 
patents,  alleging  that  they  were  anticipated  by  several  prior  patents.  The 
action  was  tried  before  Bomer,  J.,  in  May  and  June  1895.*  One  patent  was 
withdrawn  during  the  trial,  but  the  Judge  held  that  the  three  other  patents 
were  valid,  granting  a  certificate  of  validity  of  such  three  patents,  and  also 

20  granted  an  injunction.  An  inquiry  as  to  damages  was  also  directed,  which  is 
now  being  carried  on  and  is  not  yet  completed. 

The  Defendants  gave  notice  of  appeal  just  prior  to  the  expiration  of  the  time 
for  appeal,  and  also  gave  notice  of  motion  for  leave  to  adduce  fresh  evidence  in 
support  of  additional  anticipations,  including  the  two  Specifications  mentioned 

25  in  the  Particulars  of  Objections  hereinafter  set  out.  The  motion  was  dismissed, 
with  co6t8.t  The  Defendants  thereupon  gave  notice  of  their  intention  to 
abandon  their  appeal,  and  paid  the  costs. 

The  Shoe  Machinery  Company^  Ld.^  then  commenced  a  second  action 
against  Frederick  CuUan  for  infringement  of  the  patent  No.  14,586  of  1888, 

30  which  action  came  on  for  trial  before  Bonier^  J.,  in  March  1896.     The  Shoe 
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Machinery  Company^e  Counsel  objected  at  that  trial  to  the  Defendants  giving 
evidence  against  the  vtdidity  of  the  patent  on  the  ground  of  estoppel,  a 
certificate  of  vsdidity  having  been  given  in  the  first  action  between  the  same 
parties.  It  was  held  that  the  Defendants  were  estopped  from  contesting  the 
validity  of  the  patent  in  such  action,  but  that  there  was  no  infringement,  and  5 
the  action  was  dismissed.* 

In  March  1896,  F.  Cutlan  presented  a  petition  for  the  revocation  of  the 
patent  No.  17,581  of  1887.  The  petition  stated  (1)  that  the  Petitioner  had  for 
many  years  carried  on  business  as  an  engineer  and  machinist,  and  had,  in 
conjunction  with  his  son  J.  E,  Cutlan^  invented  improvements  in  machinery  10 
for  the  manufacture  of  boots  and  shoes,  especially  as  regards  lasting,  which 
had  been  of  great  practical  utility.  (2)  In  January  1888,  the  said  J.  E.  Cutlan 
invented  an  improved  form  of  lasting  -  machine,  for  which  he  obtained  a 
patent  No.  1262  of  1888,  and  such  patent  was  assigned  to  the  Petitioner  on 
the  6th  of  June  1890.  (3)  The  Petitioner  constructed  divers  machines  in  15 
accordance  with  the  said  invention,  with  certain  additions  known  to  the  trade 
prior  to  the  said  patent  of  1887,  which  he  sold  to  boot  and  shoe  manufacturers, 
and  the  same  were  found  to  possess  great  advantages  over  other  appliances 
in  use  for  the  purpose  of  lasting.  (4)  The  sale  ancl  user  of  the  said  machines 
was  interfered  with  by  The  Shoe  Machinery  Company^  Ld.^  on  the  ground  20 
that  the  construction,  user,  and  sale  of  the  Petitioner's  machines  was  an 
infringement  of  the  said  patent  of  1887.  (5)  Stated  the  result  of  the  action. 
(6)  The  Petitioner  had  recently  discovered  the  fact,  which  he  was  ignorant  of 
until  after  the  trial,  that  at  the  date  of  the  application  for  the  said  patent 
of  1887  the  invention  therein  was  not  novel,  and  that  the  Applicants  were  not  25 
at  that  date  the  true  and  first  inventors  of  the  said  invention,  and  that  for 
this  and  other  reasons  set  out  in  the  Particulars  of  Objections,  the  said  patent 
was  invalid  and  ought  to  be  revoked.  (7)  The  existence  of  the  patent  claiming 
a  monopoly  as  to  an  invention  similar  to  the  Petitioner's  invention,  was  a  cause 
of  great  injury  to  the  public  by  preventing  the  user  and  sale  of  machines  30 
made  by  the  Petitioner,  as  well  as  those  made  by  other  inventors  who  had 
invented  improvements  in  machinery  for  lasting  the  uppers  of  boots  and 
shoes. 

The  amended  Particulars  of  Objections  were  that  at  the  date  of  the  application 
for  the  said  patent  the  alleged  invention  was  not  novel  by  reason  of  the  35 
anticipations  thereinafter  mentioned,  and  the  Applicants  were  not  the  true 
and  first  inventors.  The  fourth  claim  was  anticipated  by  the  following 
American  Specifications  i—Chase^  No.  340,860  of  1886,  Figures  1,  2,  and  3,  and 
the  parts  of  the  Specification  which  referred  to  or  described  the  hold- down 
or  retarder  and  the  construction  and  operation  thereof;  Gha^e,  No.  364,0^8  40 
of  1887,  published  in  England  on  the  14th  of  June  1887  by  deposit  in  the 
Patent  Office  Library  of  a  copy  of  the  United  States  Patent  Office  Gazette, 
which  contained  the  claims  and  certain  of  the  drawingg — the  first  four  claims 
and  the  drawings  were  relied  on. 

The  petition  now  came  on  for  trial.    Nevilley  Q.C.,  and  MicMem  (instructed  45 
by  SharpCy  Parker,  Pritchards,  and  Barham)  appeared  for  the  Petitioner; 
Asthury,  Q.C.,  and  Lawson  (instructed  by  J.  H,  and  J.   Y.  Johnson^  agents 
for  Dennis  and  Faulkner)  appeared  for  the  Respondents. 

Astbury,  Q.C.,  opened  the  Respondents'  case. 

The  following  witnesses  were  called  for  the  Respondents  : — A.  E.  Stircklery  50 
one  of  the  Patentees  ;  B.  Willcox,  a  patent  agent ;  and  W.  W.  Beaumont^  C.E. 

A.  E.  StirckUr  deposed  that  the  pressor  referred  to  in  Claim  4  was  novel ; 
that  he  himself  was  the  real  inventor  of  Chase's  inventions ;  he  did  not  know 
of  Chasers  patents.    The  object  of  the  invention  in  this  case  was  to  draw  the 
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leather  from  heel  to  toe,  and  make  a  smooth  toe  without  pleat« ;  there  was  no 
previons  machine  by  which  the  leather  could  be  folded  over  the  toe  without 
tacking,  or  an  equivalent  hold,  before  lasting.  It  was  impossible  to  get  a  neat 
moulded  shoe,  if  the  tacking  was  allowed  to  remain  in  before  the  lasting  was 
5  operated  upon.  Witness  was  in  Boston,  U.S.A.,  in  1886,  and  was  employed  in 
a  lasting-machine  Company  in  New  York ;  Chase  had  sold  to  the  Company  all 
his  rights  in  lasting  machinery,  which  he  had  then  or  might  acquire.  Witness 
experimented  in  the  same  factory  where  the  Cfhase  machines  were  made.  Gfiase 
asked  witness  to  help  him  out  of  a  difficulty.    The  GTiase  machine  had  no 

10  pressor ;  as  to  the  lasting  of  the  toe,  it  had  two  side  retarders,  and  the  leather 
was  fastened  down  with  two  or  three  tacks,  and  the  retarders  came  down  and 
held  the  leather  against  the  resistance  of  the  wipers.  The  thing  perhaps  lasted 
one  boot  and  then  failed.  The  witness  suggested  something,  which  failed. 
C?iase  went  on  experimenting,  and  witness  suggested  various  ideas ;  then  he 

15  went  to  Canada,  having  fallen  out  with  Ghase^  and  finally  came  to  England.  He 
continued  experimenting  in  Canada,  and  there  invented  his  new  pressor.    He 

•  never  heard  of  Ghase's  patent  of  1887  till  1895.  Ghase's  Specification  of  1886  had 
not  the  witness's  pressor,  and  the  process  there  disclosed  involved  tacking.  The 
notice  of  his  1887  Specification  did  not  show  the  witness's  invention  ;  nothing 

20  showed  the  crescent-shaped  retarder.  In  cross-examination,  the  witness  stated 
that  Ghase*s  Specification  would  not  work  ;  his  machine  difiFered  in  not  having 
the  adjustability  and  the  little  spring  v'  according  to  the  full  Specification. 
[ROHBR,  J. — ^The  Specification  must  not  be  put  in  evidence.  The  Petitioner 
must  be  kept  to  what  is  ipublished.]    The  witness's  invention  had  the  carrying 

25  plate  above,  the  retarder  below,  and  small  springs  between  them,  and  by  virtue 
of  the  springs  there  was  a  movement  which  dealt  with  the  inequalities  of  the 
leather.  If  there  were  not  the  springs,  the  retarder  and  carrying  plate  might  bfe 
in  one  solid  piece  ;  but  that  would  not  have  answered  the  purpose,  unless  the 
leather  were  all  one  thickness.    The  looseness  of  the  collar  plate  S*  gave  play, 

30  but  not  sufficient  for  the  witness's  purpose.  The  insertion  of  the  springs  t;*  was 
essential.  Ghase  of  1886  had  a  crescent  shape  with  a  piece  cut  out  of  the 
middle.  The  witness's  invention  consisted  in  drawing  the  toe  over  the  leather, 
and  could  not  be  done  if  the  tacks  were  in  ;  there  was  invention  in  being  able 
to  use  the  leather  after  the  tacks  were  out.    The  witness  considered  the  coin* 

35  bination  of  a  pressor  with  a  yielding  bearing  surface  to  uip  the  leather  between 
itself  and  the  wiping  plates  an  essential  part  of  his  combination.  Gutlan^s 
infringement  had  a  retarding  plate  and  a  carrying  plate  fastened  together. 

ROMER,  J.— There  is  no  question  of  infringement    Neville^  Q.C. — ^But  of 
construction.    RoMER,  ./.—Possibly  he  might  in  the  last  action  have  restrained 

40  an  infiingement,  because  the  Court  had  given  too  large  an  interpretation,  but  I 
cannot  go  into  that.  Neville^  Q.C. — ^The  decision  of  the  Court  must  be  referred 
to.  ROMBR,  J. — ^You  say  you  are  not  estopped  by  that  decision,  then  the 
Patentee  is  not  estopped.  Nevilley  Q.C. — ^The  decision  of  the  Court,  which  has 
held  the  essence  of  his  patent  to  be  so-and-so  cannot  be  disregarded — apart  from 

45  estoppel.  Rombr,  J. — ^You  can  argue  the  point,  but  on  a  petition  for  revoca- 
tion the  Court  is  not  bound,  in  order  to  see  if  the  patent  is  anticipated,  to  go 
into  the  question  that  another  Court  has  given  an  interpretation  to  the  patent 
which  Would  cover  another  machine  and  make  it  an  infringement,  so  as  to 
gather  from  that  that  on  this  petition  I  must  hold  it  was  of  the  essence  of  tlie 

50  invention  that  certain  things  in  the  Plaintiffs'  machine  were  novel.  Neville^ 
Q.C.-— The  invention  must  be  ascertained,  and  it  cannot  be  two  different  things ; 
and  if  one  Court  has  held  a  certain  thing  is  of  the  essence  of  the  invention,  it  is 
material  to  know  what  the  decision  was  on  the  point  of  invention.  ROMER,  'j. 
— ^You  wish  to  argue  that  because  the  other  Court  said  a  certain  thing  infringed, 

55  as  the  patent  had  certain  novelties  in  it  which  were  of  the  essence  of  the 
patent,  that  now  those  things  are  not  novel,  and  the  patent  is  destroyed. 
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Neville^  Q.C. — The  other  Court  decided,  it  is  sabmitted,  what  the  pith  and 
essence  of  the  invention  was,  and  this  Court  must  follow  that  decision  or  differ 
from  it.  The  infringement  in  the  other  is  admissible.  ROMBR,  «7. — I  hardly 
think  it  is,  but  I  will  take  it  subject  to  the  objection. 

[The  examination  of  the  witness  was  resumed.]  Chase  ot  1886  never  got  the  5 
retarding  plate  down  horizontal ;  the  leather  he  wanted  to  retard' had  gone,  and 
there  was  no  hold  of  it  in  the  position  he  wanted  it  to  be  in.  It  was  an  imperfect 
machine.  Witness  would  not  have  gathered  from  the  "  Official  Gazette  "  that 
there  was  in  Chase  of  1887  a  plunger  inside  a  hollow  cylinder  worked  by  a  cam 
lever.  10 

7?.  Willcoxggv^  the  following  evidence  that  there  was  nothing  in  the  Figures 
and  claims  in  the  ^  Official  Gazette  '*  relating  to  the  shape  of  the  retarder  or  to 
lead  away  from  Chasers  1886  retarder ;  there  was  nothing  to  show  anything 
else  than  that  the  plunger  was  to  be  made  to  work  independently  of  the 
retarder  ;  there  was  nothing  to  show  that  the  hollowed  out  portion  of  Chasers  15 
1886  retsurder,  which  was  hollowed  out  to  avoid  the  tacks,  was  to  be  done  away 
with.  There  was  no  hold  round  the  toe  in  Chase.  The  wiper  only  acted  on 
the  parts  of  leather  that  were  grasped. 

W.  W,  Beaumont  deposed  that  StirckleVy  in  that  part  of  his  Specification 
relating  to  Claim  4,  described  for  the  first  time  his  conception  of  doing  the  work  20 
of  lasting  without  fastening  the  toe  of  the  leather  by  means  of  tacks ;  secondly, 
he  invented  the  means  by  which  he  mechanically  held  the  leather  so  as  to  do 
away  with  the  tacks  and  hold  it  so  that  the  leather  could  be  properly  wiped  round 
the  front,  the  front  of  the  toe  not  having  been  previously  held  mechanically ; 
thirdly,  he  showed  that  he  understood  the  necessity  of  making  that  retarder  25 
accommodate  itself  to  the  slight  differences  in  thickness  in  similar  uppers  round 
the  ptirt  to  be  held  by  the  retarder,  and  to  accommodate  itself  by  adjustment 
to  the  great  differences  in  thickness  in  dissimilar  uppers.    Then  he  showed  a 
method  of  holding  the  leather  by  means  of  the  retarder,  and  doing  so  while 
the  last  was  held  in  position  against  the  part  which  acted  as  a  hold-down ;  when  30 
everything  was  ready,  he  was  able  to  push  the  last  down  with  the  device  that 
he  fi&owed  by  means  of  the  depressor,  so  that  the  leather  should  be  properly 
tightened  round  all  the  edges  and  the  front  part  of  the  toe,  so  that  the  wipers 
thus  depressed,  with  his  compound  movement,  could  press  the  leather  sideways 
and  push  it  towards  the  heel,  so  that  the  whole  of  it  was  moulded  round  the  toe  35 
inst^kd  of  having  to  be  folded  over,  as  it  had  to  be  in  any  previous  machine. 
Chase's  1886  hold-down  did  not  hold  the  leather  round  the  toe.    There  was  a 
little  crescent-shaped  part  cut  out  in  Chase^  but  the  form  did  not  matter  so  long 
as  it  permitted  the  part  held,  over  by  the  tacks  to  be  free  of  it.    The  retarder  in 
C?iase  had  only  a  grip  at  the  sides,  and  that  fact  caused  the  folding  over.  40 
Chasers  plunger  came  simultaneously  into  position  with  the  retarder,  and  when 
the  retarder  was  horizontal  the  plunger  would  go  no  further ;  the  depressor 
coming  down  at  the  same  time  drew  away  the  leather  before  the  retarder  held 
it  completely.    The  witness  gathered  from  the  ''  Official  Gazette  '*  that  Chase's 
retarder  of  1886  was  still  to  be  used,  and  would  not  have  arrived  at  Stircktet^s  45 
invention  from  Figure  1.    The  retarder  would  act  in  the  same  way  as  in  the 
1886  Specification,  but  would  have  a  better  chance  of  holding  the  leather,  and 
would  intensify  the  crease  and  folding  over  objection  to  Chase  of  1886.    There 
was  nothing  to  show  that  tacks  were  not  still  to  be  used.    The  first  claim  in  the 
"Gazette"  was    the  same  as   the  first  claim  in  Chase  of  1886,  except   the.  50 
oscillatory  movementi,  and  nothing  was  shown  as  to  that.    There  was  nothing 
to  lead  away  from  Chase  of  1886,  except  that  the  plunger  was   to  be  made 
vertically  movable  independently  of  the  retarder. 

Lawson  summed  up  the  Respondents*  case. — ^The  matter  is  now  to  be  decided 
on  fresh  evidence ;  the  question  is, — Is  the  invention  good  subject-matter  ?    The  55 
Petitioner  asserts  that  it  is  anticipated  by  Chase  of  1886  and  of  1887,  as  shown 
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in  the  "Gtazette."  No  particular  construction  of  the  patent  was  given  in  the 
former  case,  but  JS  3  was  held  to  be  an  infringement ;  and  now  the 
Respondents  do  not  ask  for  any  particular  construction  to  be  given,  but  it  is 
merely  a  question, — Is  the  patent  anticipated  ?  The  Respondents  do  not  want  a 
5  narrow  construction  ;  the  patent  can  cover  JS  3.  It  must  be  decided  in  favour 
of  the  Respondents  that  the  Patentees  were  the  true  and  first  inventors..  As  to 
Chase  of  1886,  that  is  a  mere  paper  anticipation.  As  to  Cha^e  of  1887,  the 
question  is,— Did  the  notice  in  the  "  Official  Gazette  "  give  sufficient  disclosure 
to  enable  a  skilled  workman  to  make  the  Respondents'  invention  ?  Badische 

10  Anilin  v.  Levinstein^  4  R.P.C.  449.  In  Plimpton  v.  Malcolmsony  L.R.  3  Ch.D.  531 , 
some  of  Plimpton's  own  drawings  and  the  claims  were  sent  over,  but  it  was  held 
that  there  was  no  anticipation.  This  is  an  a  fortiori  case.  The  Respondents 
also  rely  on  Hills  v.  Evans,  4  De  G.  F.  &  J.  288.    The  only  information  given 

'     in  the  *^  Official  Gazette ''  is  a  mechanical  problem,  and  that  is  no  anticipation  ; 

15  Otto  V.  Linfoi^,  46  L.T.N.8.  35  ;  Hills  v.  Evans,  4  De  G.  F.  &  J.  288. 

Neville,  Q.C.,  for  the  Petitioner.  —  The  Respondents'  patent  is  a  kind  of 
collapsible  patent,  it  covers  a  wide  scale  for  infringement,  and  flattens  to  nothing 
on  a  petition  for  revocation.  When  a  patent  has  been  interpreted  by  the  Court 
at  the  invitation  of  the  Patentee,  the  Patentee  cannot,  until  that  is  reversed, 

20  say  that  that  was  too  wide  a  construction.  It  would  be  extraordinary.  In  the 
former  action,  the  Patentees  gave  a  construction  of  their  patent  wide  enough  to 
cover  JS  3 ;  and  that  is  really  an  end  of  their  patent,  for  JS  3  is  Chasers 
patent  of  1886.  For  if  any  claim  of  a  patent  is  wide  enough  to  cover  a  public 
right,  the  whole  patent  is  bad.    To  save  it,  the  Respondents  must  show  that 

25  their  patent  had  not  the  claim  which  they  said  it  had  in  the  last  case. 
[ROMEB,  J. — ^There  is  no  estoppel ;  I  think  your  client  is  not  estopped  on  the 
question  of  validity,  and  if  so,  they  are  not  estopped  on  the  scope  of  the  invention. 
Why  should  a  Plaintiff  not  say,  in  a  second  action,  that  the  Court  had. given  too 
wide  a  scope  to  the  claim,  and  why  not  the  Respondents  here  ?]     It  is  not  a 

30  case  of  estoppel,  but  the  Petitioner  contends  that  there  has  been  an  interpretation 
by  the  Court,  and  that  this  Court  ought  to  follow  that  interpretation.  The 
Court  gave  a  certain  interpretation  because  the  Defendant  had  failed  to  give 
evidence  of  certain  Specifications;  the  Court,  in  a  subsequent  action,  could 
clearly  hold  the  patent  bad  on  additional  evidence.    [ROMEB,  J.,  referred  to 

35  Deeley^s  Patent,  12  R.P.C.  192,  on  the  question  of  estoppel.  Astbury,  Q.C. — 
The  Respondents  are  satisfied  with  the  previous  judgment,  and  do  not  think 
this  question  will  arise.]  These  alternative  views  of  what  the  claim  means 
clearly  raise  a  question  of  construction.  The  Petitioner  thinks  that  he  can 
show  that,  on  the  construction  previously  given,  the  patent  is  bad,  and  also 

40  on  the  other  construction,  but  the  Court  cannot  reverse  its  own  previous 
construction  or  that  of  any  Court  of  even  jurisdiction.  The  Court  would  not 
vary  the  construction  of  an  agreement.  [ROMBR,  J. — It  is  either  estoppel  or 
nothing ;  and  there  is  nothing  to  estop  the  Respondents.  The  Court  might  put 
a  fresh  construction  ;  if  it  had  a  decided  view,  it  would  be  bound  to  give  It. 

45  There  is  no  estoppel ;  it  is  a  diifferent  proceeding.  Astbury,  Q.C,  referred  to 
Deeley^s  Patent,  12  R.P.C.  192,  and  The  Shoe  Machinery  Company  v.  Cutlan, 
12  R.P.C.  342  and  13  R.P.C.  146.]  It  is  not  quite  the  same  point ;  a  Patentee  cannot 
set  up  one  interpretation  and  recover,  and  then  set  up  another  inten)retati0n 
and  recover  against  the  same  or  any  other  person.    In  the  former  action,  your 

50  Lordship  gave  a  wide  construction.  I  am  addressing  myself  to  the  possible 
argument  that  the  patent  may  be  said  by  the  Respondents  to  be  of  a  limited 
claim  for  three,  or  four,  or  five  items,  and  that  unless  all  the  items  are  taken 
(with  minor  exceptions)  there  is  no  infringement;  but  if  that  is  not  their 
ailment,  then  my  argument  is  not  wanted.    The  Petitioner's  case  is  that,  on 

55  any  reasonable  construction  of  the  patent,  the  combination  of  the  yielding 
bearing  surface  with  a  solid  pressor  capable  of  independent  movement  is  the 
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invention,  not  the  smaller  things ;  the  capacity  of  doing  without  tacks  is  an 
absurd  claim,  for  tacks  were  often  left  out  and  were  only  put  in  for  the 
convenience  of  the  workmen. 

The    following    witnesses    were    called    for    the     Petitioner:  —  Dr.  "Jio/m 
Hopkinson^  A^  J.  Boult^  patent  agent,    Walter  HeigJiton,   W,  E.  Hatfield^  5 
F.  O.  Button^  and  L,  Kann, 

Dr.  J,  Bbplcinson  stated  that  he  regarded  the  fourth  claim  of  Stirckler  as 
ambiguous ;  it  might  mean  the  use  of  the  pressor  q^y  connected  with  the 
yielding  bqaring  surface  t\  provided  that  the  yielding  bearing  surface  was 
one  that  would  be  capable  of  yielding  independently  of  the  movement  of  the  10 
pressor^  or  a  somewhat  more  detailed  mode  of  connection — t^  should  be  fixed, 
and  subsequently  the  pressor  g^  would  be  thrust  down  without  any  further 
action  upon  ^  i  the  centre  pressor  j*  could  be  thrust  down  .without  in  any  way 
interfering  witti  that  position  and  pressure  of  <*.  The  elements  of  Claim  i 
under  the  first  interpretation  were  in  Chase's  1886  Specification  ;  the  cutting  15 
out  o{  the  centre  of  the  retarder  plate  was  not  an  essential  part  of  his  invention ; 
he  said  it  might' be  used  preferably  ;  if  the  piece  was  not  cut  out,  the  retarder 
would  be. a  lozenge  shape,  or  loosely  a  crescent  shape.  The  advance  in  the 
"  Crazette  '*  over  Chase  of  1886  was  that  the  pressor  was  carried  independently 
of  the  yielding  surface,  so  that  the  latter  being  fixed,  the  former  could  be  thrust  20 
down  without  interfering  with  its  adjustment,  and  the  further  improvement 
that  the  yielding  surface  was  capable  of  an  oscillatory  movement  such  as  to 
adapt  itself  to  the  inequalities  of  the  uppers.  The  second  interpretation  of 
Claim  4  would  be  found,  in  the  "  Gazette."  With  t'  used  in  combination  with 
a  solid  pressor  capable  of  independent  movement,  the  drag  of  the  leather  25 
<lescribed  as  essential  to  get  good  lasting  was  obtained,  and  also  a  better 
adjustment  of  t^  on  the  toe.  There  was  the  drag  over  the  toe  in  the  1886 
patent.  There  was  nothing  in  Stirckler's  patent  to  show  a  method  whereby, 
for  the  first  time,  it  was  possible  to  dispense  with  tacks.  The  improvement  in 
the  1886  patent,  placed  in  the  one  of  1887,  gave  a  power  of  placing  the  IW 
retarder  plate  in  position  on  the  folded-over  upper  before  the  pressor  was 
brought  into  operation.  That  was  clearly  shown  in  the  "  Gazette  ** ;  the  shape 
of  the  retarder  was  not  precisely  shown,  it  was  shown  by  the  dotted  lines,  which 
suggested  a  complete  plate  the  reverse  of  cutting  out    The  '^  Gazette ''  did  not 

.  disclose  the  adjustable  nut  and  the  small  springs  at  the  foot  of  the  carrying  35 
plate  ;  these  were  not  essential  to  Stirckler's  invention,  and  in  other  respects 

,  the  *'  Gazette  "  disclosed  8tirckler*s  invention.  Sufficient  oscillatory  movement 
would  be  got  without  the  springs,  but  the  witness  could  not  say  Chase  pointed 

.  out  the  precise  means  which  Stirckler  used.  A  loose  collar  would  get  it  and 
woijild  be  a  natural  thing  to  make  for  that  purpose.  [Nemlley  Q.C. — I  want  to  40 
ask  a  question  as  to  JS  3,  tlie  infringement  in  the  former  action.  ROMBR,  J. 
— lYou  may  put  it,  subject  to  objection.]  JS  3  was  clearly  the  same  thing  as 
the  first  interpretation  of  Claim  4  ;  it  had  the  pressure  and  yielding  surface, 
not  the  retarder  all  round,  but  the  retarder  was  not  an  essential  of  the 
invention ;  JS  3  was  in  no  way  different  from  Chafe's.  Cross-examined :  45 
Chase  of  1886  did  not  suggest  anywhere  that  cutting  away  was  not  a  necessity, 

\  but  the  shape  of  the  cutting  away  was  immaterial.  There  was  no  suggestion 
that  tlie  retarder  plate  was  to  go  round  the  toe  of  the  boot.  The  dotted  lines 
in  the  '^  Official  Gazette  "  might  bear  the  interpretation  that  they  represented 
Chase's  1886  patent,  provided  that  the  person  taking  it  thought  that  that  was  50 
the  form  of  plunger  and  plate  going  to  be  used.  When  Stirckler* s  was  in 
position  the  little  crescent-shaped  retarder  held  the  leather  down  all  round  the 
toe ;  it  operated  on  the  whole  of  the  toe  and  not  the  two  wings  only.  Witness 
hardly  thought  the  shape  of  the  retarder  in  Stirckler  played  a  very  important 
part  ;  but  the  central  action  of  the  plunger  did«    In  Chase  of  1886  the  retarder  55 

.  pnly  nipped  the  leather  at  the  sides  of  the  toe,  and  the  plunger,  in  a  sense, 
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came  down  simultaneotisly  with  the  retarding  plate,  but  the  plunger  continued 

to  moTe  and  would  be  further  depressed.      It  would  be  a  natural  order  of 

events  that  before  the  retarding  plate  got  into  its  horizontal  position  the  plunger 

had  bisen  pressing  away  part  of  the  leather.     If  Chase's  retarder  of  1886  was 

5  used,  the  wipers  only  operated  on  the  sides.     The  witness's  first  interpretation 

was  a  pressor,  however  connected,  provided  it  had  a  yielding  bearing  surface. 

jSifrcA;fer'»  Specification  showed  clearly  how  the  attachment  was  to  be  produced. 

Witness  thought    any  form    of    connection  would  come  under  his  claim. 

Stirckler  told  throughout  how  to  make  it  in  the  minutest  detail.    Witness 

10  had  suggested  on  the  first  interpretation  that  it  was  equal  to  Chase  ot  1886,  but 

that  was  leavUtg  out  the  shape  of  the  retarder  and  the  difference  between  pulling 

the  leather  over  the  toe  and  pulling  it  only  at  the  sides.    Chase  oi>ly  pulled 

the  leather  over  the  sides.     The  second  interpretation  was  a  more  detailed 

form  having  the  bearing  surface  yielding,  and  the  depressor  working  inde- 

15  pendently.      Chase  of -1887  did  not  distinctly  show  the  retarder,  but  the 

apparatus  was  open  to  any  form  of  retarder.    Witness  did  not  find  Stirckler's 

form  of  retarder  in  the  "  Gazette."     Stirckler* s  language  was  consistent  with 

part  of  the  toe  being  tacked,  but  the  witness  could  not  be  certain,  not  being 

skilled  in  the  particular  art.     JS  3  and  Chase  of  1886  were  practically  the 

20  same ;   the  retsurder  plate  in  JS  3  would  bear  on  the  toe  going  round  the 

outside ;  the  extreme  toe,  when  the  plate  was  in  position,  would  be  entirely 

within  the  retarder  plate.    The  bearing  part  in  JS  3  was  cut  away  in  ChoM  ; 

in  Chase  the  hold  was  got  by  the  side  points  and  increased  in  an  angular  way  ; 

in  JS  3  more  or  less  uniformly  and  horizontally.     T^ere  was  a  something 

25  which  would  hold  down  the  last  independently  of  the  plunger ;  in  Cha^e  the 

last  would  be  held  down  by  the  clamp  as  well  as  the  plunger.     JS  3  was 

different  in  three  points — ^the  shape  of  the  retarder,  the   operation  of  the 

retarder,  and  the  oscillatory  movement.    JS  3  was  like  Stirckler^  and  Chase 

was  not. 

30      A.  J.  Boult  gave  evidence  as  follows  i— -Chase  of  1886  had  the  employment 

of  a  presser  in  connection  with  a  yielding  bearing  surface  to  act  as  a  retarder, 

and  Stirckler  hsA  ^iDAt  combination.     The  ^'Gazette"  with  Figure  1  and  the 

claims  were  sufficiently  explicit  to  enable  the  machine  to  be  made.    It  showed 

the  following  elements  identical  with  elements  in  Stirckler  :  a  retarder  inde- 

^  pendent  of  the  presser ;  the  presser  was  free  to  move  in  a  cylinder,  which 

was  carried  in  an  arm  which  could  be  fixed  by  a  wedge  at  the  back.     The 

retarder  was  pressed  down  by  a  spring  in  both  cases,  and  in  both  the  presser 

was  forced  down  by  a  cam,  and  there  was  in  both  a  supplemental  holding  plate 

to  the  retarder,  connected  by  pins  and  springs.    That  included  every  element 

40  of  importance  in  Stirckler^    The  only  difference  that  witness  was  certain  of 

between  Stirckler  and  the  "Grazette"  was  v* — ^that  was  not  important,     A 

machine    constructed    with   reasonable  thought  of    its    purpose    from    the 

"  Gazette  "  would  have  the  oscillation  motion.    There  was  one  other  possible 

point  of  difference,  there  was  clearly  a  nut  in  Stirckler ;  in  the  "  Gazette," 

45  there  might  or  might  not  be  a  nut.    In  the  ^'  Gazette,"  where  the  dotted  lines 

were,  there  were  two  lines  which  could  only  be  one  thing,  a  notch  into  which 

a  pin  spanner  would  fit  for  the  purpose  of  turning  it.    The  witness  imagined  it 

was  to  be  adjustable. 

Walter  Heighton^  an  engineer  and  mechanic,  had  seen  Chasers  1886 
50  Specification  and  the  ^^  Gazette,"  and  understood  the  drawing  in  the  ^'  Gazette," 
and  made  a  model  of  the  metal  parts  of  it«  Cross-examiried :  Witness  had  seen 
Cutlan*s  drawing  of  lasting  machines,  and  had  seen  Stirckler^s  machine  in 
many  places*  Witness  was  brought  to  Court  as  a  witness  previously  against 
Stirckler^  but  did  not  give  evidence.  The  horse  -  shoe  -  shaped  piece  of 
55  metal  and  the  pin  in  it  in  witness's  model  were  in  the  '^  Gazette,"  with  the 
springs  on  it.    The  pin  stuck  up  with  the  springs  ou  it«     There  were  two 
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springs  on  them.  There  was  one  pin  shown,  and  witness  thought  there  must 
be  another.  Cutlan  asked  witness  to  make  the  model.  Witness  did  not  know 
who  made  the  wooden  part. 

W.  E.  Hatfield^  a  boot-lasting  operator,  had  worked  on  two  machines  supplied 
by  The  Shoe  Machinery  Company  for  about  12  months,  and  one  machine  had  a  5 
retarder  with  no  springs,  and  worked  satisfactorily.    It  would  not,  in  witness's 
opinion,  work  better  with  the  springs.    The  two  plates,  when  pressure  was  on, 
mi^ht  be  solid.     Gross-examined:  He  never  tried  one  with  springs. 

F,  G,  Button^  another  boot-lasting  operator,  also  worked  on  a  machine  of 
The  Shoe  Machifiery  Company  without  springs  ;  it  had  a  retarder  without  10 
springs ;    it  worked  well ;  it  would  be  no  better  if  it  had  springs.    Cross- 
examined  :  He  had  never  seen  one  with  springs. 

L.  Kann^  a  mechanical  engineer  to  a  certain  extent,  had  experience  in 
making  models  ;  a  good  mechanic  ought  to  be  able  to  turn  out  a  machine  pretty 
fairly  from  the  "  Gazette";  witness  thought  he  could  make  one.  15 

ROMER,  J. — The  sole  question  for  my  decision  on  this  application  is  whether 
Claim  4  of  the  patent  of  Messrs.  Lewis  and  Stirckler  has  been  anticipated  by 
the  publication  in  this  country  of  the  Specification  of  Chase''s  United  States 
patent  of  1886,  and  the  publication  here  of  the  United  States  Patent  Office 
'*  Official  Gazette,"  containing  certain  drawings  and  claims  referring  to  Chase's  80 
United  States  patent  of  1887. 

Now,  in  my  opinion.  Claim  4  is  clearly  one  only  for  the  general  construction, 
{combination,  and  arrangement  of  certain  parts  of  a  machine,  and  the  question  is 
whether  that  general  construction,  combination,  and  arrangement  was  sub- 
stantially anticipated  by  the  above  publications  of  Chase's  patents.    I  will  first  25 
deal  with  Chase's  1886  patent.  In  my  opinion,  that  is  not  the  same  construction, 
combination,  and  arrangement  as  shown  in  the  patent  now  sought  to  be  revoked, 
which  I  will  call  hereafter  Stirckler' s  patent.    The  1886  machine  differs,  in  my 
opinion,  in  certain  matters  which  are  of  considerable  importance  in  the  practical 
•  working  of  machines  of  this  kind.    For  example,  in  the  first  place,  Stirckler's  30 
presser  acts  independently  of  his  retarder,  and  the  effect  of  that  is  that  his  retarder 
obtains  a  good  and  substantial  hold  on  the  uppe**  leather  before  the  presser 
begins  to  act  at  all.    That  is  not  the  case  in  Chase's  machine.     Next,  before  the 
retarder  can  get  flat  on  the  upper  leather,  so  as  to  obtain  a  sufficient  and  proper 
hold  upon  it,  the  pressed,  of  necessity,  begins  to  act  and  to  push  away  the  leather  35 
from  those  parts  of  it  which  are  not  previously  properly  held,  and  this  prevents, 
in  my  opinion,  and  on  the  evidence  before  me,  in  Chase's^  a  satisfactory  lasting 
being  capable  of  being  effected.    In  the  second  place,  in  Stirckler's  machine 
the  retarder  is  so  shaped  as  to  obtain  a  hold  on  the  upper  leather  all  round 
the  toe.    In  Chase's^  taking  the  only  form  of  retarder  shown  by  him,  it  does  40 
not  press  the  leather  at  all  at  the  toe,  and  I  think  Chase  shows  why  it  is  that 
he  adopts  that  form  of  retarder.    It  is  because,  as  he  points  out,  up  to  that  time 
the  usual  method  had  been  to  keep  the  toe  tacked  during  the  operation  of  lasting 
— to  tack  the  upper  leather  above  the  toe.    Apparently,  Chase  did  not  know 
how  to  do  away  with  that,  and  consequently  in  his  lasting  he  only  proposed  to  45 
have  a  form  of  retarder  which  would  press  the  sides  of  the  leather  and  not  the 
toe.    The  consequence  of  that  was  that  in  Chase's  the  toe  portion  of  the  boot 
was  not  properly  lasted— at  any  rate,  not  neatly  lasted  ;  an  ugly  crease  in  the 
leather  was  formed  at  the  toe.    Thirdly,  in  Stirckler's  arrangement  he  provides 
for  an  t-.djustment  of  his  machine  so  as  to  adapt  it  to  suit  different  classes  of  50 
leather  in  point  of  thickness ;  and,  further,  to  adapt  it  to  suit  inequalities  in 
parts  of  the  same  leather.     Chase's  1886  machine  has  no  such  provision. 

Now,  as  usual  in  patent  cases,  an  amount  of  evidence  has  been  gone  into  as 
to  the  relative  importance  of  this  and  that  portion  of  Stirckler's  invention,  but, 
in  my  opinion,  the  differences  I  have  pointed  out  rendered  Stirckler's  machine  65 
one  substantially  different  from  Chase's^  treating  it  aa  a  practical  machine.    In 
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machineB  of  this  class,  a  yery  little  apparent  alteration  in  one  portions  of  the 
machine  may  make,  and  does  make,  a  very  considerable  difference  in  the 
practical  working  of  it  in  commercial  value.  In  my  opinion,  8tirckler*s  machine 
constituted  a  substantial  advance  on  Chase'a  of  1886,  and  was,  undoubtedly,  an 
5  invention  which  would  form  a  good  subject  of  Letters  Patent.  In  my  opinion, 
therefore,  Chasers  1886  patent  was  not  an  anticipation  of  the  patent  before  me. 

It  is  said  that  I  have  in  the  previous  action,  on  the  evidence  then  before  me, 
given  a  wide  interpretation  to  Claim  4,  and  held  it  to  cover  such  an  arrangement 
of  parts  as  is  shown  in  Ghaae^a  1886  Specification,  and  that  I  have  also  held 

10  in  that  action  a  certain  arrangement  of  parts  of  a  machine  used  by  the  Petitioner, 
not  distinguishable  from  Ghase's  1886  machine,  to  be  an  infringement  of  Claim  4. 
I  have  looked  to  see  what  I  really  did  decide  in  that  action,  and,  in  my  opinion, 
I  did  not  give  such  a  wide  interpretation  to  Claim  4  as  is  suggested.  There  is 
nothing  which  I  decided  there,  which,  so  far  as  I  can  see,  I  have  in  the  slightest 

15  degree  departed  from  on  the  hearing  of  this  petition.  Certainly,  in  my  opinion, 
the  arrangement  used  by  the  Petitioner,  which  I  then  held  an  infringement,  is 
distinguishable  from  Cnase'a  machine  of  1886  in  many  essential  particulars, 
which  I  pointed  out  to  Dr.  Hopkinaon  in  the  course  of  his  evidence  and  need 
not  now  repeat.    In  that  action  I  decided  no  legal  question,  no  mere  question 

20  of  construction  which  I  do  not  adopt  now.  If  it  is  contended  that,  on  the  facts 
then  before  me,  I  gave  a  decision  which  ought  to  affect  me  in  these  proceedings, 
then  I  answer  that  here  no  question  of  estoppel  arises,  nothing  which  would 
prevent  the  Patentees  now  urging  before  me  that  the  arrangement  and  combina- 
tion represented  in  Claim  4  is  not  identical  with  or  substantially  the  same  as 

25  Chaae'a  machine  of  1886.  In  the  case  of  Be  Deeley'a  Patent^  reported  in  Law 
Reports  1895, 1  Chancery,  page  689, 12  R.P.C,  192,  it  was  pointed  out  by  the 
Court  of  Appeal  that  no  question  of  estoppel  arises.  It  is  there  said  by  Lord 
Justice  A.  L.  Smithy  delivering  the  judgment  of  the  Court,  *' A  petition  to 
*'  revoke  a  patent,  by  whomsoever  presented,  is  a  petition  on  behalf  of  the 

30  *'  public,  and  it  is  not  personal  to  the  Petitioner,  and,  in  a  legal  point  of  view, 
**  it  is  a  mere  accident  that  in  this  case  the  Petitioner  was  a  party  to  a  former 
**  litigation.  Under  the  old  procedure  by  acire  faciaa  it  is  plain  that  there 
"  would  be  no  estoppel,  and  although  the  procedure  is  altered,  the  principle 
«<  underlying  it  and  the  effect  of  it  are  the  same ;  and,  as  iii  the  case  of  a 

35  "  acire  faciaa^  so  in  this  petition  " — which  was  a  petition  for  revocation — "  there 
^*  is  no  estoppel."  Holding,  therefore,  as  I  do,  that  looking  at  Claim  4  and 
considering  that  it  is  only  for  a  general  combination  and  arrangement,  as 
substantially  described  in  the  Specification,  I  hold  that  it  is  one  substantially 
different  from  the  machine  shown  by  Cha^e^a  Specification  of  1886. 

40  I  then  come  to  consider  the  publication  contained  in  the  ^^  Gazette  *'  of  1887, 
and  with  regard  to  that  I  must  say  that  I  do  not  think  that  that  amounted  to 
an  anticipation  of  the  Respondents'  patented  invention.  I  do  not  think  that  a 
person  of  ordinary  skill,  acquainted  with  the  machines  as  known  at  that  time, 
would,  or  would  at  all,  with  any  certainty,  have  made  the  Patentees'  machine 

45  from  considering  the  "  Gazette  "  of  1887,  nor  substantially  Stirckler^a  combina- 
tion and  arrangement.  The  "Gazette"  claims  and  the  only  Figure  that  is 
material  there  shown,  do  not,  in  my  opinion,  sufficiently  clearly  describe 
SHrckler'a  combination  and  arrangement,  as  to  constitute  an  anticipation.  It 
must  be  borne  in  mind  that  it  is  very  difficult  indeed  now  to  look  at  that 

50  **  Gazette  "  and  judge  it  fairly  without  bearing  in  mind  the  present  knowledge — 
without  bearing  in  mind  8tirckler*a  machine.  It  would  have  been,  I  think,  a 
very  different  Uiing  if  you  could  have  put  before  a  workman,  not  knowing  of 
Stirckler'a  machine,  or  of  anything  that  has  taken  place  since  1887,  merely  the 
*^  Gazette,"  and  asked  him  to  construct  a  machine  from  the  plan  and  claims 

55  there.  In  my  opinion,  he  might  or  might  not  have  succeeded  in  producing 
something  more  or  less  like  Stirckler.    He  might,  of  course,  hare  been  a  man 
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of  invention,  and  have  invented  even  Stirckler^s  machine,  or  possibly  even 
something  better ;  bat  in  considering  questions  of  anticipation  sach  as  this,  I 
respectfully  agree  with  what  Jessel^  M.R.,  said  in  Plimpton  v.  Malcolmsoriy 
3  Chancery  Division,  at  page  576,  where  he  said,  **  Yon  must  not  give  people 
*^  mechanical  problems  and  call  them  Specifications.  Yon  may  set  to  a  dozen  5 
'^  engineers  a  mechanical  problem,  and  perhaps  eleven  out  of  the  twelve  will 
"  find  it  out ;  you  may  set  to  a  dozen  selected  workmen  a  mechanical  problem, 
'^  and  perhaps  of  that  dozen  three-fourths  will  find  it  out ;  but  that  is  not  the 
**  meaning  of  a  sufficient  Specification  to  make  a  patent  article '';  and  generally, 
with  regard  to  these 'alleged  anticipations,  by  merely  such  writings  as  I  find  10 
here  in  this  **  Gazette,"  I  may  refer  to  those  passages  which  are  often  cited  in 
mih  V,  Evam,  31  Ii.J.  Ch.  457,  and  in  Otto  v.  Linford,  46  L.T.N.S.  35,  so  often 
cited  that  I  do  nofc  intend  to  repeat  them  verbatim  in  this  judgment.  Even  if 
I  were  to  give  almost  every  credit  one  could  do  to  what  an  ordinary  skilled 
witness,  doing  his  best,  could  possibly  extract  from  this  ^'  Gazette  "  of  1887, 1  15 
think  it  might  be  said  that  he  would  not  have  been  able  to  gather  from  it  that 
a  different  form  of  retarder  was  intended  to  that  shown  in  Chasers  Specification 
of  1886,  assuming  he  knew  of  it.  Nor  does  the  "  Gazette "  of  1887  show  the 
Patentees'  methods  of  adjustment  to  suit  different  classes  of  leather  in  the 
matter  of  thickness,  and  to  adapt  their  machine  to  work  properly,  notwithstand-  20 
ing  inequalities  in  the  leather  ;  and  notwithstanding  some  of  the  evidence  that 
has  been  given  before  me,  I  must  say  I  myself  tlunk  that  those  methods  of 
adjustment  were  useful  and  were  not  unimportant,  though  no  doubt  the 
Patentees'  machine  can  be  worked  under  certain  circumstances  without  the 
helical  springs  shown  by  them  in  the  drawings.  25 

On  the  whole,  I  come  to  the  conclusion  that  the  1887  "  Gazette "  did  not 
constitute  an  anticipation  of  the  patent,  and  that  being  so,  it  follows  that  the 
only  ground  on  which  I  am  asked  to  revoke  this  patent  fails,  and  that  the 
petition  must  be  dismissed,  with  costs. 
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In  thk  Court  op  Appeal. 

Before  Lord  Bussbll,  C.J.,  and  Lords  Justicbs  Lindlbt  and  Sumi 

December  2nd,  1896. 

Rowland  v.  Michbll. 

5  Trade  Mark. — Action  for  infringement  and  for  passing  off, — Motion  to 
expunge  mark. — Mark  consisting  mainly  of  a  portrait  in  an  oval. — Distinctive 
mark. — Similarity  of  labels. — Probability  of  deception. — Alleged  acquiescence. 
— Delay. — Omission  of  non-essential  words  in  use  of  Trade  Mark. — Injunction 
granted  against  passing  off.  —  Motion  dismissed.  —  Patents^  ike.  Act^  1888^ 

10  Section  10  {c). 

B.  was  the  registered  owner  of  a  Trade  Marky  consisting  of  his  portrait  in 
an  oval  and  the  umrds  "  2'he  new  conqueror  never  knotvn  to  faiV*  The 
essential  part  of  the  mark  was  stated  to  be  the  portrait^  and  any  exclusive 
right  to  the  words  tvas  disclaimed.     R.  sold  ^^  Army  and  Navy  Paregoric 

15  "  Tablets'"^  in  tins  and  packets^  with  pink  and  white  wrappers  respectively^ 
which  wrappers  bore  RJ*s  marky  the  description  "  Rowland's  Army  and  Navy 
"  Paregoric  TableiSy^  and  certain  particulars  as  to  place  of  manufacture  and 
prieCy  and  directions  for  use.  R.y  having  discovered  that  M.  wa^  selling  goods 
not R*s  as  "  Army  and  Navy  Paregoric  TabletSy^  in  tins  and  packetSy  with . 

20  wrappers  similar  to  JB.'«,  brought  this  action  to  restrain  infririgement  of  the 
mark  and  passing  off.  M.  alleged  that  R.  had  not  the  exclusive  use  of  the 
words  " Army  and  Navy  Paregoric  TabletSy'  and  that  one H.  had  manufac- 
tured and  sold  cough  tablets  under  those  wordsy  and  that  his  {M.'s)  tablets  were 
also  recognised  under  those  words.    M.  denied  R.'s  allegationsy  and  alleged  that 

25  B.  was  the  original  maker  to  R.;  that  R.  had  varied  his  "^«^w/»,"  and  having 
lain  by  so  long  was  not  entitled  to  relief ;  and^  lastly y  that  R.  omitted  some 
of  the  words  in  his  registered  mark.  M.  gave  notice  of  motion  to  strike  off' 
R.*s  mark  from  the  Register.  The  tried  of  the  action  and  the  motion  came  on 
together. 

30      Heldy  that  the  Trade  Mark  was  distinctive^  and  the  motion  was  dismissed; 
that  M.^s  ^^  get-up  "  was  calculated  to  deceive  and  to  pass  off  his  goods  as  R.'s ; 
thai  R.  had  not  lost  his  rights  by  acquiescence  or  by  the  omission  of  a  few 
words ;  and  an  injunction  was  granted  to  restrain  passing  off. 
M.  appealed.    The  appeal  u/as  dismissedy  with  costs. 

35  On  the  14th  of  April  1891,  James  Rowland  registered  for  confectionery  in 
Class  42,  under  No.  155»638,  the  Trade  Mark  shown  on  page  38. 

The  essential  particular  of  the  Trade  Mark  was  stated  to  be  ^'  the  portrait/' 
and  Rowland  disclaimed  any  exclusive  right  to  the  added  matter. 
On  the  30th  of  October  1895,  Rowland  commenced  an  action  against  John 

40  MicheUy  claiming  damages  for  wrongfully  imitating  the  said  Trade  Mark,  and 
an  injunction  to  restrain  wrongful  imitation. 

By  his  Statement  of  Claim  the  Plaintiff  stated  (paragraph  1)  that  he  had, 
since  1888,  carried  on  business  at  Lant  Street  and,  since  1891,  also  at  Rodney 

B 
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Works,  Soathwark,  and  still  carried  on  at  snch  places  the  business  of  a  manu- 
facturer and  wholesale  dealer  in  confectionery,  including  certain  goods  known 
as  "  Army  and  Navy  Paregoric  Tablets."  (2)  Stated  the  registration  of  the 
Trade  Mark.  (3)  Since  April  189J  the  PlaintiflE  had  invariably  used  the  said 
mark  on  or  in  connection  with  the  "Army  and  Navy  Paregoric  Tablets."  5 
(4)  Since  the  beginning  of  1890  the  Plaintiff  had  always  sold  the  tablets  in 
two  separate  forms,  namely,  in  2d,  tins  and  Id,  packets.  The  said  tins  and 
packets  had  always,  since  1890,  been  enclosed  in  paper  wrappers,  bearing  the 
description  "  Rowland's  Army  and  Navy  Paregoric  Tablets,"  and  also  certain 
particulars  as  to  the  place  of  manufacture,  the  price,  and  directions  for  using  10 
tbe  said  tablets.    The  colours  of  the  said  wrappers  had  always  been  pink  in  the 


case  of  the  2d,  tins,  and  white  for  the  Id,  packets.  Since  April  1891  the  said 
wrappers  had  always  borne  a  copy  of  the  Plaintiff's  Trade  Mark.  (5)  By  this 
user  the  Plaintiff's  tablets  (as  the  Defendant  well  knew)  became  well  known  to 
purchasers  and  to  retail  sellers  as  *'  Rowland's  Army  and  Navy  Paregoric  15 
"  Tablets,"  and  the  shape,  size,  price,  and  general  appearance  and  "  get-up  "  of 
the  said  tins  and  packets  of  tablets  had  become  familiar  to  purchasers  as  indi- 
cating the  Plaintiff's  goods  ;  and,  further,  "  Army  and  Navy  Paregoric  Tablets  " 
had  become  recognised  in  the  trade  as  meaning  the  Plaintiff's  tablets.  (6)  In 
October  1895,  the  Plaintiff,  having  been  put  on  inquiry  by  reason  of  customers'  20 
complaints  and  the  Defendant's  advertisement  in  "  Lloyd's  News,"  discovered 
that  the  Defendant  had  recently  begun  to  sell  and  was  selling  goods  not  the 
Plaintiff's  described  as  "  Army  and  Navy  Paregoric  Tablets,"  and  purporting  to 
be  designed  for  the  same  uses  as  the  Plaintiff's  tablets.  The  Defendant's 
tablets  were  sold  in  2d.  tins  and  Id.  packets,  and  enclosed  in  paper  25 
wrappers  of  such  sizes,  shapes,  and  colours,  and  bearing  such  printed  words 
or  inscriptions  and  devices,  including  the  name  "  Rowland,"  in  conspicuous 
letters,  as  to  closely  resemble  in  almost  every  particular  the  Plaintiff's 
tablets,  and  as  to  be  calculated  to  pass  off  the  Defendant's  goods  as  the 
Plaintiff's,  and  to  deceive  purchasers.  (7)  The  Defendant  also  used  on  30 
the  said  tins  and  packets  or  wrappers  a  device  of  an  oval  ring, 
enclosing  a  portrait  of  a  man's  face.  Such  use  was  an  infringement 
of  the  Plaintiff's  Trade  Mark.  (8)  The  Plaintiff  had  also  recently  discovered 
that  the  Defendant  had  been  advertising  his  tablets  in  newspapers,  and  by 
means  of  bills  and  circalars,  some  of  which  were  designed  so  as  to  closely  35 
resemble  the  Plaintiff's  bills  and  circulars.  All  the  Defendant's  advertisements, 
bills,  and  circulars  were  calculated  to  pass  off  the  Defendant's  goods  as  those 
of  the  Plaintiff,  and  to  deceive  purchasers  into  the  belief  that  they  weie 
purchasing  the  Plaintiff's  goods.  (9)  By  reason  of  such  various  unlawful  acts 
the  Defendant  had  passed  off    considerable   quantities  of    tablets   not  the  40 
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Plaintiff's  as  and  for  the  Plaintiff's  goods,  and  had  deceived  purchasers,  and  had 
gained  considerable  profits,  and  the  Plaintiff  had  suffered  great  damage  to  his 
said  bnsiness.  (10)  The  Defendant's  tablets  were  inferior  to  the  Plaintiff's 
tablets,  and  were  not  so  well  adapted  for  the  uses  for  which  they  purported  to 
5  be  designed,  and  were  therefore  calculated,  when  so  passed  off,  to  lower  the 
reputation  of  the  Plaintiff's  tablets,  and  to  thereby  ensure  further  damage  to 
the  Plaintiff's  business.  (11)  The  Defendant  threatened  to  continue  such 
unlawful  acts.  And  the  Plaintiff  claimed  (1)  an  injunction  restraining  the 
Defendant  from  infringement  or  colourable  imitation  of  the  Plaintiff's  Trade 

10  Mark ;  and  also  from  offering  for  sale  by  bills,  circulars,  or  advertisements, 
or  selling  any  tablets  or  confectionery  (not  the  Plaintiff's)  enclosed  in  the 
wrappers  referred  to  in  paragraph  6,  or  in  any  form  calculated  to  pass  off  such 
goods  as  the  Plaintiff's  goods;  and  from  using  wrappers  imprinted  with  a 
colourable  imitation  of  the  Plaintiff's  Trade  Mark,  or  bearing  the  Plaintiff's 

15  name,  or  bearing  words  or  devices  calculated  to  pass  off  such  wrappers  as  the 
Plaintiff's  packets ;  and  from  issuing  bills  and  circulars  of  the  kind  referred 
to  in  paragraph  8  as  used  by  the  Defendant,  or  any  bills  or  circulars  resembling 
the  Plaintiff's  bills  and  circulars.  (2)  An  account  of  profits.  (3)  Delivery 
up  of  all  tins  and  packets  marked  with  the  device  referred  to  in  paragraph  7, 

20  or  in  the  sizes,  shapes,  and  colours,  or  with  the  inscriptions  referred  to  in 
paragraph  6,  and  also  of  all  printed  wrappers,  bills,  and  circulars,  with  the 
blocks  from  which  the  same  were  printed,  marked  with  the  design  referred  to 
in  paragraph  7,  or  which  were  so  designed,  printed,  or  got  up  as  to  resemble 
the  printed  wrappers,  bills,  and  circulars  of  the  Plaintiff.    (4)  Damages  and 

25  costs. 

The  Defendant,  by  his  Defence,  said  that  the  Trade  Mark  was  not  the  Plaintiff's, 
and  was  not  a  Trade  Mark,  and  the  Defendant  did  not  infringe.  (Par.  4)  The 
Defendant  did  not  admit  the  allegations  in  paragraphs  1,  2,  3,  4,  and  5  of  the 
Statement  of  Claim,  and  said  that  the  Plaintiff  had  not  the  exclusive  user  of  the 

30  trade  name  or  description  of  "  Army  and  Navy  Paregoric  Tablets,"  and  that 
cough  tablets  were  manufactured  and  sold  by  the  Defendant's  predecessor, 
G.  Hoskifu^  at,  before,  and  after  the  times  mentioned  in  the  Statement  of  Claim ; 
and  the  Defendant  further  said  that  the  Plaintiff's  goods  had  not  become 
exclusively  recognised  in  the  trade  as  "  Army  and  Navy  Paregoric  Tablets,"  but 

35  the  Defendant's  tablets  were  also  so  recognised.  The  Defendant  denied  the  right 
of  the  Plaintiff  to  allege  that  the  shape,  price,  general  description,  and  "  get-up  " 
had  been  imitated  by  the  Defendant.  (5)  The  Defendant  denied  the  allegations 
in  paragraphs  6,  7,  8,  9, 10,  and  11.  (6)  The  Defendant's  tablets  were  originally 
manufactured  by  his  predecessor,   whose  business  the  Defendant  purchased. 

40  The  said  &.  Hoskins  was,  in  fact,  the  original  maker  to  the  Plaintiff,  and  all 
the  Plaintiff's  goods  for  two  seasons,  between  1888  and  1891,  were  manufactured 
by  Q.  Hoskins.  (7)  The  Plaintiff  had  from  time  to  time  varied  his  packages, 
boxes,  advertisements,  colours,  designs,  general  description,  and  "  get-up,"  and 
the  Defendant  would  contend  that  his  goods  had  not  become  recognisable,  as 

45  alleged.  (8)  The  Defendant  would  contend  that  his  own  goods  were  superior  to 
and  more  efficacious  than  the  Plaintiff's ;  (9)  and,  alternatively,  that  the  Plaintiff, 
having  lain  by  for  a  considerable  period,  was  not  entitled  to  the  relief 
claimed.  (10)  The  Defendant  denied  that  the  Plaintiff  had  sustained  damage, 
as  alleged.    (11)  The  Defendant  would  contend  that  the  Plaintiff's  Trade  Mark 

50  had  not  been  and  was  not  being  used  by  the  Plaintiff,  but  the  Plaintiff  had 
varied  the  same. 

On  the  15th  of  November  1895,  the  Defendant  gave  notice  of  motion  to 

rectify  the  Register  of  Trade  Marks  by  striking  off  the  Plaintiff's  Trade  Mark, 

On  the  13th  of  March  1896,  an  order  was  made  that  the  Defendant  should 

55  deliver  (1)  particulars  of  the  grounds  of  his  objection  to  the  validity  of  the 
Plaintiff*s  Trade  Mark  alleged  in  paragraphs  1  and  2  of  the  Defence ;  and 
(2)  partioulars  in  writing^  with  dates,  when,  how,  and  in  what  manner  the 
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Plaintiff  had  varied  his  Trade  Mark,  or  Mb  use  thereof,  as  alleged  in  paragraph 
11  of  the  Defence. 

The    following  particulars  were  given: — (1)  The  alleged  Trade  Mark  was 
not  the  same  as  described  in  the  Comptroller-Generars  certificate,  18th  of 
November  1895  ;  (2)  the  Trade  Mark  bore  on  the  face  of  it,  in  addition  to  5 
the  portrait,  the  words  "  The  new  conqueror  never  known  to  fail."    This  had 
been  varied  by  the  Plaintiff  abandoning  the  words  "  Never  known  to  fail." 

The  trial  of  the  action  and  the  motion,  which  had  been  ordered  by  Chitty^  J., 
to  stand  to  the  trial,  were  heard  in  June  1896  before  Romer^  J.,  who  gave 
judgment  on  the  1st  of  July  1896,  dismissing  the  motion  and  granting  an  10 
injunction  in  the  action.* 

Oswald^  Q.C.,  and  Edmundson  (instructed  by  C.  E.  Oscar  Walker)  appeared 
for  the  Appellant ;  Eve,  Q.C.,  and  J.  M.  Oover  (instructed  by  C.  and  G. 
Woodroffe)  appeared  for  the  Respondent. 

Oswald^  Q.C.,  for  the  Appellant. — ^The  points  are  that  (1)  the  portrait  is  a  15 
bad  Trade  Mark  ;  (2)  acquiescence  ;  and  (3)  the  Respondent  did  not  come  into 
Court  with  clean  hands,  as  he  misrepresented  his  mark.    (1)  To  be  distinctive, 
a  device  must  be  a  combination  ;  Re  Anderson^ s  Trade  Mark,  L.R.  26  Ch.  D. 
409,  where  there  was  an  application  to  register  a  portrait  of  Baron  Liebiffj  shows 
that  a  portrait  is  not  distinctive.  The  wonis  "  The  new  conqueror"  could  not  be  20 
distinctive.     [Lord  RUSSBLL,  (7. J.— They  might  be  after  a  time.]    That  would 
not  do ;  the  mark  must  be  distinctive  when  registered.    The  Plaintiff,  in  effect, 
pleads  that  the  portrait  cannot  be  distinctive,  because  he  alleged  that  the 
portrait  of  the  Defendant  was  an  infringement.    [Lord  RusSBLL,  C.J. — ^You 
succeeded  on  that  point ;  it  was  held  no  infringement  of  the  mark.]     If  the  25 
decision  is  upheld,  anybody  else  may  register  his  portrait,  and  there  will  be 
great   confusion.     He  cannot  claim  that  "The  new  conqueror"  makes  it 
distinctive,  because  those  words  are  disclaimed.  It  is  submitted  that,  in  fact,  the 
portrait  of  the  Plaintiff,  his  features,  are  not  distinctive.    The  object  of  the  Act 
was  to  have  Trade  Marks  which  nobody  else  could  come  near ;  but  if  this  80 
decision  is  right,  any  number  of  different  heads  may  be  registered.    As  to  (2) 
acquiescence,  the  Plaintiff  carried  on  business  at  L^nt  Street  and  at  Rodney 
Works,  Southwark  ;  Hoakins  carried  on  business  not  very  far  off ;  he  made  up 
his  tablets  in  packets  and  sold  them  in  open  barrows.    The  Plaintiff  sold  his 
tablets  loose  for  some  years,  and  in  Id.  packets  and  2d,  tins.    Hoakins  is  35 
admittedly  the  original  maker,  and  had  a  recipe,  and  the  Plaintiff  bought 
tablets  from  him.    In  1890,  the  Plaintiff  commenced  putting  his  tablets  in 
packets,  which  only  had  letterpress  upon  them.     In  1891,  he  registered  his 
Trade  Mark  and  used  it  on  his  packets  and  tins.    In  September  1891,  he  ceased 
to  get  tablets  from  Hoskins,  and  began  to  make  them  himself.    Hoskins  after  40 
that  sold  his  tablets  in.  packets  similar  to  the  Plaintiff's;  in  January  1892, 
Hoskins  had  his  own  labels,  but  still  a  portrait.    [Eve,  Q.C.— The  name  of 
"  Hoskins  "  was  concealed.]     In  August  1893,  the  Appellant  bought  Hoskins' 
business  for  151. ;  very  little  material  is  required.     [LlimLBY,  L.J. — Hoskins 
seemed  to  wish  to  get  Rowland's  reputation.]    I  admit  that  there  was  a  xjolour-  45 
able  imitation  by  Hoskins  and  the  Appellant.    [Lord  RusSBLL,  OkT".— -Did  you 
continue  to  use  "  Hoskins,  maker  to  J.  Rowland"  ?]   Yes  ;  the  labels  were  after- 
wards "Hoskins,  original  maker  to  J.  Rowland,"  and  the  Appellant  continued 
to  use  them.    Anybody  could  see  the  difference.    I  am  not  on  the  point  of 
colourable  imitation,  but  the  defence  is  that  the  Respondent  laid  by.    [Lord  50 
RUSSBLL,  CJ. — Was  Hoskins  worth  powder  and  shot  ?]  If  a  man  lies  by  and  lets 
others  do  this  kind  of  thing,  he  loses  his  right ;  the  Appellant  was  never  inter- 
fered with  till  1895,  when  a  former  customer  of  the  Respondent  left  him  and 
came  to  the  Appellant.    The  Respondent  knew  what  Hoskins  was  doing  in 

•  See  Report,  13  II.P.C.  457. 
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October  1891 ;  he  says  that  he  only  knew  what  the  Appellant  was  doing  a  little 
time  before  the  writ,  in  Ootobfer,  the  writ  being  on  the  30th  of  October  1895, 
but  he  must  have  known  long  before.    He  complained  by  letter  to  Hoskins  in 
January  1892,  and  the  solicitor  of  Hoskins  wrote  back  that  Hoskins  was 
5  entitled  to  do  what  he  was  doing,  and  the  Respondent  did  nothing  farther.  [Lord 
RUSSBLL,  G,J. — The  Judge  finds  that  the  Resj^ondent  was  in  domestic  trouble, 
and  that  the  Appellant  knew  Hoskins  had  been  threatened.]     I  rely  on  the 
fact  that  Hoskins  set  him  at  defiance,  and  went  on  selling.    Merely  threatening 
is  not  sufficient  to  get  rid  of  acquiescence  ;  Clegg  v.  Edmondson,  8  De  G.  M.  & 
10  6.  787.    The  Respondent  quietly  lies  by  and  now  seeks  to  get  a  share  of  the 
Appellant's  business.    The  Respondent's  wife  was  ill  from  June  1893  till  she 
died,  but  the  Respondent  was  set  at  defiance  in  January  1891.    It  is  a  mere 
excuse.    Then  the  Respondent  said  he  thought  Hoskins  had  gone  away  ;  really 
the  Respondent  would  not  take  the  trouble  to  fight  HoskinSy  who  went  on 
15  selling.    ^Eve^  Q.C. — Hoskins  never  carried  on  business  under  his  own  name.] 
He  turned  out  a  lot  of  goods  between  1892  and  1893,  and  sold  them  to 
customers ;   they   were  sent  out  in  barrows  in  the   Borough,  and  Hoskins 
remained    at    the  same  address,  and    carried    on    business    openly.     [Lord 
RUSSBLL,  G.J. — Do  you  say  that  if  a  man  knows  that  his  legal  rights  are  being 
20  infringed,  he  loses  his  rights  if  he  does  not  take  proceedings  at  once  ?]    Yes, 
where  third  persons  are  led  into  doing  something  by  his  acquiescence.    The 
Appellant  bought  on  the  footing  that  Hoskins  had  challenged  the  Respondent, 
and  had  not  been  interfered  with.     In  August  1894,  the  Appellant  had  been 
selling  with  his  own  portrait ;  he  knew  about  the  old  matters,  and  was  told 
25  that  no  proceedings  had  been  taken.   He  used  the  old  wrapper,  and  then  a  new 
wrapper,  and  did  a  considerable  business  publicly  in  the  same  district.    The 
Appellant  relies  on  buying  from  Hoskins.    It  is  scarcely  credible  that  the 
Respondent  did  not  know  of  the  Appellant's  business,  and  he  certainly  knew 
of  Hoskins.     In  1895,  the  firm  of  Clarke^  NichollSj  and  Coombs  left  the 
30  Respondent  and  came  to  the  Appellant.    On  the  27th  of  October  1895,  the 
Respondent  adyertised  for  persons  who  had  been  deceived.    The  writ  was  on 
the  30th  of  October.    Summers  had  sold  with  a  label  like  this,  and  traded  as 
F.  Rowland.    He  had  a  threatening  letter  from  the  Plaintiff's  solicitor,  and 
again  on  the  2nd  of  October  1895.    [Lord  Russbll,  GJ. — Is  there  any  direct 
35  evidence  that  the  Respondent  knew  what  Summers  was  doing  ?]    No,  but  he 
must  have  known  it ;  Summers  wrote  and  defied  him.     The  Respondent  does 
not  claim  any  right  to  the  words  "  Army  and  Navy  Paregoric  Tablets,"  or  the 
letterpress.     Ward  also  was  selling  packets  in  Camberwell  from  1876  to  1893, 
using  an  imitation  of  Hoskins^  wrapper.    Witnesses  admitted  that  they  had 
40  seen  the  Appellant's  tablets.    The  "  International  Paregoric  Tablets  "  were  also 
being  sold.    There  is  nothing  to  show  that  the  Appellant's  purchase  was  not 
bond  fide.    Beard  v.  Turner ,  13  L.T.N.8. 746  was  a  similar  case,  in  which  there 
was  held  to  be  acquiescence.     Wood^  V.C.,  said,  page  749,  "  The  principles  laid 
**  down  are  well  known ;  first,  if  you  induce  another  to  lay  out  money  by 
45  ^  keeping  back  a  right  which  you  intend  at  some  future  time  to  assert,  you 
^*  may  induce  him  to  incur  serious  expenditure.     If  you  allow  considerable 
*^  expenditure  to  be  incurred,  you  are  not  allowed  afterwards  to  question  the 
^*  title  of  the  person  who  has  n^e  that  expenditure."    I  rely  on  that  principle 
in  this  case.    The  result  of  the  Respondent's  acquiescence  has  been  that  the 
50  Appellant,  bought  the  business,  and  is  now  restrained  and  has  to  pay  damages. 
It  is  not  fair  to  stop  the  Appellant  now,  particularly  when  it  is  shown  to  be  an 
open  trade,  and  that  other  people  are  doing  it.    (3)  Misrepresentation.    The 
Respondent  misrepresents  his  Trade  Mark  on  his  packets,  for  he  leaves  out  the 
woids  *^  Never  known  to  fail."    The  learned  Judge  held  it  would  not  deceive. 
55  The  object  of  the  Appellant  in  leaving  out  the  words  was,  because  it  was 
sqggeeted  that  if  he  used  them  he  might  be  made  liable  for  selling  a  medicine. 
A  penon  who  makes  a  misrepresentation  has  no  right  to  relief.    I  suggest  that 
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the  omission  is  fatal.  [Lord  RUSSBLL,  GJ. — ^How  does  it  affect  the  passing  oflE  ?] 
He  disentitles  himself  by  misrepresentation;  Leather  Cloth  Company  v, 
American  Leather  Cloth  Company ^  11  H.L.C.  539,  540.  Eom£ry  J.,  relied  on 
FuUwood  V.  Fullwoody  L.R.  9  Ch.D.  176  ;  that  decides  that  mere  lapse  of  time 
does  not  bar,  but  here  there  is  much  more.  [Smith,  LJ, — If  a  man  has  legal  5 
rights,  he  has  a  right  to  an  injunction.]  In  FuUwood  v,  FuUwood  the  Judge 
saved  the  equitable  defence. 

Counsel  for  the  Respondent  were  not  called  on. 

Lord  Russell,  CJ. — This  is  an  appeal  from  a  decision  of  Mr.  Justice 
Romer  at  the  trial.  The  Plaintiff  Rowland^  in  his  Statement  of  Claim,  alleges  10 
that  he  is  the  proprietor  of  a  registered  Trade  Mark  in  the  confectionery  class. 
He  then  alleges  that  the  Defendant  has  infringed  that  Trade  Mark,  and, 
alternatively,  that  he  has  made  up  his  goods  in  a  deceptive  fashion  to  pass  them 
off  to  persons  who  would  believe  they  were  the  goods  of  the  Plaintiff  and 
not  the  goods  of  the  Defendant.  He  thereupon  claims,  alternatively,  an  15 
injunction  restraining  T)he  infringement  of  the  Trade  Mark  and  this  deceptive 
passing  off  of  the  Defendant's  goods,  and  for  an  account. 

The  Defendant  raises  three  points.  He  says,  first,  that  this  is  not  a 
distinctive  Trade  Mark  at  all,  that  motion  on  his  part  to  amend  the  registration 
coming  on  with  the  trial.  He  next  says  the  Plaintiff  is  not  entitled  to  relief  20 
on  the  ground  of  his  acquiescence  in  what  has  been  done ;  and  thirdly,  he 
says  that  the  Plaintiff  has  been  guilty  of  such  misconduct  as  to  disentitle  him  to 
the  relief  which  he  asks  at  the  hands  of  the  Court.  We  have  to  deal  with 
that  state  of  the  Pleadings. 

The  facts  are  that  Rowland  carried  on  this  business  of  the  {manufacture  25 
of  paregoric  tablets  for  a  considerable  time.    Apparently,  from  1890,  he  has 
continuously  given  them  to  the  public  with  the  distinctive  title  of  '*Army 
"  and  Navy  Paregoric  Tablets,"  with  the  name  of  "J.  Rowland  "  upon   them, 
and  selling  them  in  packets  of  id.  and  2d.,  made  up  in  the  manner  of  which 
we  have  had  examples  put  before  us.    In  April  1891,  he  registered  his  Trade  30 
Mark,  and   the  entry  of  that  registration  is  this,  that  "  Rowland,  of  Lant 
"  Street,  in  the  Borough,  S.E.,  wholesale  confectioner,  is  entered  on  the  Register 
"  of  Trade   Marks  as  proprietor  of  the   new  Trade  Mark  No.  155,638,   in 
"  Class    42,    in    respect    of    confectionery,    for    the    registration    of    which 
"  application  was  made  on  the  I4th  day  of  April  1891.     A  representation  of  35 
"the  Trade  Mark  is  shown  hereunder."    Then  there  is  this  further:  "The 
"  essential  particular  of  the  Trade  Mark  is  my  portrait,  and  I  disclaim  any  right  to 
"  the  exclusive  use  of  the  added  matter."    The  portrait  is  enclosed  in  a  circle, 
or  something  approaching  a  circle,  and  has  the  words  at  the  top  "  The  new 
"  conqueror,"  and  at  the  lower  part  "  Never  known  to  fail."    Now  that  is  in  40 
April  1891.    The  objection  that  is  taken  is  that  the  Plaintiff  is  not  entitled  to 
have  this  registered  as  a  Trade  Mark,  because  it  does  not  come  within  the 
requirements  laid  down  for  that  purpose  in  the  10th  section  of  the  Patent  Act 
of  1888,  which  provides,  "For  the  purpose  of  this  Act  a  Trade  Mark  must 
**  consist  of  or  contain  at  least  one  of  the  following  essential  particulars  : — A  45 
"  name  of   an    individual  or  firm    printed,  impressed,  or  woven  in  some 
"particular  and  distinctive  manner" — that  is  not  this  case — "or  a  written 
"  signature  or   copy  of   a  written  signature " — that  is    not    this    case — "  a 
"  distinctive  device,  mark,  brand,  heading,  label,  or  ticket."    It  is  under  that  sub- 
heading (c)  that  it  is  contended  that  this  comes.    The  contention  is  that  this  50 
is  not  a  distinctive  Trade  Mark.    I  confess  I  think  it  is,  and  I  will  not  attempt 
to  improve  upon  the  way  in  which  it  has  been  dealt  with  by  the  learned  Judge 
below.     He  is  dealing  with  the  case  of  Re  Anderson^  L.R.  26  Ch.  D.  409, 
54  LJ«  Ch.  1084,  which  was  cited  as  an  authority  to  show  that  a  photograph 
could  not  be  a  distinctive  Trade  Mark,  and  he  deals  with  it  thus — ^  It  was  said  55 
"  that  case  showed  that  a  photograph  could  not  be  made  a  good  subject  of  a 
"  Trade  Mark,  but  that  case  decided  nothing  of  the  kind.    The  chief  part  of 
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"  the  Trade  Mark  there  was  a  portrait  of  Baron  Liebig  with  certain  words 
"  upon  the  mark  with  reference  to  '  Liebig^s  Extract  of  Meat.'  It  was  held  in 
"  that  case  that  the  substance  to  which  the  Trade  Mark  was  intended  to  be 
"  attached,  or  was  to  be  attached,  was  known  in  the  market  as   *  Liebig's 

5  "  *  Extract  of  Meat,'  and  that  the  terrp  '  Liebig '  or  '  Baron  Liebig  '  was  publici 
*^juris^  and  that  being  so,  what  Re  Anderson  decided  was  this,  that  seeing 
"  Baron  Liehig^s  name  applied  to  that  substance  was  known  to  the  world,  no 
^*  person  could  claim  as  a  Trade  Mark  that  name,  or  a  photograph  of  Baron 
"  Liebig y  which  was  another  method  of    describing  the  goods  to  which  the 

10  "  Trade  Mark  was  to  be  attached.  It  was  on  that  ground  that  Re  Anderson 
"  was  decided.  That  case  in  no  wise  applies  to  the  present.  The  Plaintiff's 
^^  name  is  not  publici  juris.  The  substance  to  which  his  Trade  Mark  is  applied 
**  is  not  known  in  the  market  in  the  same  way.  In  the  case  before  me  the 
^  photograph  is  distinctive.     I  can  see  no  reason  why  the  photograph  of  a 

15  "  person  who  invents  a  Trade  Mark  should  not  be,  in  itself,  distinctive."  What 
is  meant  is  that  the  device  shall  be  something  which  shall  be  capable  of 
distinguishing  the  particular  goods  in  relation  to  which  it  is  to  be  used  from 
other  goods  of  a  like  character.  In  that  view  it  is  difficult  to  suppose 
anything  could  be  more  distinctive  than  the  portraiture  of  the  man  who  was 

20  professing  to  be  the  manufacturer  of  that  particular  article.  I  arrive, 
therefore,  at  the  conclusion  upon  that  point  that  it  has  been  properly 
determined  by  the  learned  Judge  below  as  a  proper  subject  for  a  Trade  Mark 
within  Section  10  of  the  Patent  Act  of  1888.  The  motion,  therefore,  to 
remove  that  Trade  Mark  must  be  refused,  and  the  judgment  of  the  learned  Judge 

25  below  supported.  The  next  ground  or  statement  that  the  Plaintiff  is 
entitled  to  the  relief  which  he  claims,  is  based  upon  the  allegation  of  a 
deceptive  passing  off  of  the  Defendant's  goods  by  making  them  up  so  as  to 
make  them  resemble  the  Plaintiff's  goods.  Now  it  is  to  be  noted  that  the 
learned  Judge  arrived  at  the  conclusion  there  was  no  infringement  of  the 

30  Plaintiff's  Trade  Mark.  Therefore,  the  question  really  is,  whether  in  regard 
to  the  ground  on  which  the  Judge  has  given  relief,  namely,  on  the  ground 
that  the  Defendant  has  acted  fraudulently — that  is  to  say,  has  deliberately 
made  up  his  goods  to  deceive  customers  into  the  belief  they  were  goods 
of  the  Plaintiff — Is    the  Plaintiff  disentitled  to  relief  under  that  head  by 

35  injunction  because  of  acquiescence  ?  Of  course  it  is  involved,  in  the 
consideration  of  that,  that  the  Plaintiff  has  a  right  against  the  Defendant, 
and  that  the  Defendant  has  done  him  a  wrong,  and  the  question  is  whether 
the  Plaintiff  has  so  acted  as  to  disentitle  him  from  asserting  his  right  and 
from  seeking  redress  for  the  wrong  which  has  been  done  him.    Cases  may 

40  occasionally  lay  down  principles,  and  so  forth,  which  are  a  guide  to  the  Court, 
but  each  case  depends  upon  its  own  circumstances.  What  are  the  circum* 
stances  here  ?  As  I  have  said,  Rowland  sold  these  packets  from  1890* 
From  1891  he  sold  the  packets  with  the  portrait  upon  them.  For  some  time, 
indeed  up  to  about  September  1891,  he  had  been  employing  Eoskins  to  make 

45  and  manufacture  for  him  these  paregoric  tablets,  but  in  September  1891  he 
ceased  to  employ  HosMns^  and  from  that  date  forward  manufactured  them  for 
himself.  What  did  Hoskins  do  ?  I  think  we  must  take,  upon  the  evidence, 
after  the  Plaintiff  ceased  to  employ  him,  that  Hoskins  did  continue  to  manu-> 
^ture  these  paregoric  tablets,  and  did  give  them  out  to  the  world  with  or 

50  without — ^probably  also  with,  and  I  think  you  must  also  take  it  with— this 
portrait.  We  must  also  take  it  that  that  fact  came  to  the  knowledge  of  the 
Plaintiff.  Upon  that,  what  did  he  do  ?  Upon  that  the  Plaintiff  wrote  to 
complain  to  Hoskins^  and  Hoskins — to  use  the  learned  Counsel's  statement — 
so  far  from  acknowledging  his  right,  claimed  that  he  had  done  nothing  which 

55  he  had  not  the  right  to  do.  The  Plaintiff  did  nothing.  Is  that  to  be  a  bar  to 
his  remedy  against  the  Defendant  ?  Surely  one  must  look  at  the  circumstances 
of  the  case.    It  cannot  be  stated  as  a  general  proposition  in  respect  of  a  person, 
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irrespective  of  the  character  of  the  trade  done,  and  the  extent  of  that  trade, 
in  respect  of  the  position  and  impecuniosity  of  that  person,  that  the  moment 
it  comes  to  the  knowledge  of  a  manufacturer  that  somebody  has  been  trying 
to  do  a  fraudulent  thing  on  his  part,  he  is  bound  to  take  proceedings,  or  if  he 
does  not  take  proceedings,  it  is  concluded  against  him  that  he  means  to  5 
acquiesce  in  the  right  of  that  other  person  to  continue  to  do  as  he  has  been 
doing.  We  are  asked  to  assume  the  Plaintiff  acquiesced,  and  lost  the  right  he 
otherwise  would  have  had.  When  we  learn  what  the  facts  were,  what  do  we 
find  ?  Hoskins  was  an  impecunious  person  of  whom  the  Plaintiff  says  he 
lost  sight,  and  who,  as  we  are  told,  was  carrying  on  his  business,  or,  at  10 
least,  living  on  the  other  side  of  the  water,  in  a  place  on  the  Facia  of  which, 
outside,  was  the  name  of  another  person  and  not  his  own.  The  Plaintiff  said, 
"  I  did  not  pursue  him  because  he  was  not  worth  pursuing ;  I  lost  sight  of 
^'him,  and  I  thought  he  had  given  up'* — ^that  is  the  language  which  the 
learned  Judge  used  with  regard  to  his  evidence — ^Hhe  manufacture  of  these  15 
"  goods."  Then  we  come  to  that  which  is  more  immediately  the  point,  and 
which  concerns  the  Defendant.  In  August  1893,  Hoskins  sells  to  the  Defendant 
for  15^,  and  the  Defendant  acquires  the  plant  and  machinery  for  making 
something  for  customers,  and  instructions  in  making  the  same.  Here  is  the 
document,  I  presume  it  refers  to  this,  although  on  the  face  of  it  it  does  not  20 
say  so.  It  does  not  describe  it  as  paregoric  tablets,  and  the  price  is  15/.,  of 
which  13Z.  was  apparently  then  and  there  paid.  That  is  August  1893.  In 
September  1895,  it  comes  to  the  knowledge  of  the  Plaintiff  what  the  Defendant 
is  doing.  Complaint  is  made  in  September  1895,  and  the  writ  is  promptly 
issued  in  October  1895.  Can  that  be  said  to  be  any  delay  suqh  as  would  even  25 
justify  us  in  finding  such  laches  or  acquiescence,  and  in  finding  thai  the 
Plaintiff  intended  to  lose  the  claim  to  redress,  which,  but  if  or  that  supposed 
acquiescence,  he  undoubtedly  had.  I  think  that  would  be  a  wrong  conclusion 
in  law,  and  I  think  the  learned  Judge  was  quite  right. 

Now,  there  is  one  remaining  point.    I  suppose  the  point  was  intended  to  be  30 
raised  under  the  llth  paragraph  of  the  Statement  of   Defence.    '^That  the 
^'  Defendant  will  contend  that  the  alleged  Trade  Mark,  so  registered  by  the 
^^  Plaintiff,  has  not  been  and  is  not  being  used  by  the  Plaintiff,  but  that  the 
^<  Plaintiff  has  varied  the  same."    This,  in  effect,  calling  plain  things  by  plain 
names,  means  that  in  his  use  of  this  supposed  Trade  Mark  he  has  been  guilty  35 
of  misconduct  so  as  to  entitle  the  Defendant  to  predicate  of  him  that  he  does 
not  come  into  Court  with  clean  hands.    That  is  the  allegation  intended  to  be 
covered  by  that.    What  are  the  facts  ?    The  Trade  Mark,  as  I  have  shown,  is  a 
Trade  Mark  with  the  portrait  enclosed  in  a  circle,  with  the  words  "  The  new 
"  conqueror "  at  the  top,  and  with  the  words  "  Never  known  to  fail "  at  the  40 
bottom.'    The  actual  use  in  business  of  the  Trade  Mark  is  this — the  words 
"  The  new  conqueror  "  appear  at  the  top,  and  the  words  "  Never  known  to  fail" 
do  not  appear  at  the  bottom,  and  that  is  the  only  distinction.     The  learned 
Counsel  quite  candidly  admitted  it  was  not  a  very  serious  point,  but  getting 
rid  of  any  seriousness,  could  anyone  suppose  that  is  such  a  misuse  of  the  45 
supposed  Trade  Mark  as  might  involve  any  allegation  of  misconduct  against 
the  Plaintiff  so  as  to  disentitle  him  to  the  relief  of  the  Court.    I  do  not  see 
any  ground  for  that  contention  and  cannot  give  effect  to  it.     The  result, 
therefore,  will  be  that  the  judgment  of  the  Court  below,  in  favour  of  the  Plaintiff, 
giving  him  the  alternative  relief  by  injunction,  claiming  damages,  will  be  50 
af&rmed,  and  the  motion  on  the  part  of  the  Defendant,  upon  hearing  the  case 
for  the  erasure  of  this  entry  of  Trade  Mark,  will  be  refused,  and  the  appeal 
dismissed,  with  costs. 

LiNDLBT,  L.J. — I  agree.    Mr.  Oswald's  first  point  would  be  a  very  important 
one,  if  he  could  maintain  it — ^that  is,  that  a  photograph  of  a  human  being  55 
cannot  be  a  distinctive  device  within  Clause  (c)  of  Section  10  of  the  Act  of  1888. 
But  one  must  be  cautious  before  one  assents  to  any  such  proposition  aa  that. 
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Why  cannot  a  portrait  of  a  human  face  be  a  distinctive  device  ?  We  must  be 
careful  not  to  render  this  Act  of  Parliament  of  no  use  by  cutting  down  the 
language  to  the  extent  to  which  we  are  invited  by  Mr.  Oswald.  I  can  under- 
stand that  he  might  be  right  if  he  had  evidence  to  show  that  a  portrait  like  this 
5  — ft  photograph  more  or  less  substantially  like  it — was  common  in  the  trade,  so 
that  it  did  not,  in  fact,  distinguish,  and  could  not  be  registered  as  distinguishing 
the  PlaintifP's  goods  from  other  goods.  I  can  easily  understand  this.  There 
might  be  already  on  the  Register  a  face  more  or  less  like  this,  so  that  the 
Registrar  might  say,  "  I  cannot  register  another,  because  it  is  very  likely  to 

10  **  deceive."  I  can  understand  that.  But,  in  the  absence  of  any  circumstance 
of  that  kind,  I  cannot  conceive  upon  what  ground  we  could  justify  a  decision 
to  the  effect  that  a  face  like  this  cannot  be  registered  because  it  is  not  or 
cannot  be  a  distinctive  device.  Distinctive  of  what  ?  The  object  is  to 
distinguish  the  Plaintiff's  goods  from  other  people's.    Why  cannot  the  Plaintiff 

15  use  this  which  has  never  been  used  before  to  distinguish  this  class  of  goods 
from  other  classes  of  goods,  or  goods  of  one  maker  from  goods  of  another 
maker,  when  it  is  registered  and  used  for  that  purpose  ?  I  fail  to  appreciate 
the  difficulty,  I  confess ;  but  I  do  protest  altogether  against  the  notion  that  we 
are  to  lay  down  as  a  general  proposition  that  the  photographs  of  human  faces 

20  cannot  be  registered  because  it  is  not  within  the  Act  of  Parliament. 

The  next  thing  is  about  this  acquiescence.  We  are  not  now  upon  a  motion 
for  injunction  before  the  trial  of  the  action.  It  is  quite  possible,  in  matters 
of  this  kind,  when  the  Court  feels  more  or  less  evidence  may  be  forthcoming, 
it  would  not  have  been  an  improper  thing  if  the  Court  said,  "We  will  not 

25  "  grant  an  injunction  now ;  we  are  not  satisfied  about  it ;  we  will  let  the 
**  motion  stand  till  the  hearing."  But  when  you  are  at  the  trial,  and  have 
got  all  the  evidence,  and  are  considering  the  rights  of  the  parties,  what  must 
be  the  conclusion  to  arrive  at.  What  is  there  here  ?  Here  there  is  that  the 
Plaintiff  did  not  more  effectually  pursue  Hoskins,    Hoskins  was  not  worth 

30  powder  and  shot,  and  the  learned  Judge  found  upon  the  evidence  (and  I  see  no 
reason  to  differ  from  him)  that  the  Plaintiff  did  not  think  Hoskins  was  worth 
powder  and  shot,  and  after  getting  that  letter  he  lost  sight  of  Hoskins^  and 
came  to  the  conclusion  that  Hoskins  had  dropped  out. 

As  to  the  acquiescence,  the  simple  answer  is  the  Plaintiff  did  not  know  what 

35  the  Defendant  was  about  until  a  short  time  before,  or  in  September  1895.  As 
regards  Mr.  Summers^  who  had  been  trading  and  making  these  paregoric 
tablets,  under  the  name  of  F.  Rowland,,  for  some  years,  it  appears  the 
Plaintiff  did  not  discover  it  until  lately,  and  he  complained  of  that;  and  I 
suppose  Summers  is  not  worth  much  more  than  Hoskins.    He  is  a  coster- 

40  monger.  One  must  consider  what  the  proposition  is  that  has  to  be  established 
before  we  deny  the  Plaintiff  his  injunction.  We  are  asked  to  say,  under  these 
circumstances,  the  Plaintiff  has  so  conducted  himself  as  to  show  he  does  not 
care  about  the  assertion  of  his  right,  and  must  be  treated  as  having  lost  it.  I 
cannot  do  anything  of  the  kind.    It  is  monstrous. 

45  As  to  the  last  point,  that  the  Plaintiff  has  misrepresented  his  Trade  Mark,  he 
has  really  done  nothing  of  the  kind  you  will  find,  when  you  look  at  his 
Trade  Mark.  Section  10  is  this — **  For  the  purpose  of  this  Act  a  Trade  Mark 
^  must  consist  of  or  contain  at  least  one  of  the  following  essential  particulars  " 
— amongst  others — "  a  distinctive  device."     Then  it  goes  on  : — "  There  may  be 

50  *^  added  to  any  one  or  more  of  the  essential  particulars  mentioned  in  this 
"  section  any  letters,  words,  or  figures,  or  combination  of  letters,  words,  or 
•'  figures,  or  of  any  of  them."  Pausing  there,  I  suppose  it  may  be  added  with 
or  without  being  registered.  It  goes  on  to  say,  "  But  the  applicant  for  regis- 
"trationof  every  such  additional  matter" — which  is  this  case — "must  state 

55  *^  in  bis  application  the  essential  particulars  of  the  Trade  Mark,  and  must 
*'  disclaim  in  his  application  any  right  to  the  exclusive  use  of  the  added  matter, 
**  and  a  copy  of  the  statement  and  disclaimer  shall  be  entered  on  the  Register." 

F 
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That  is  precisely  what  the  Plain tiflF  did.  What  has  he  done  ?  He  says,  "  I  am 
"  going  to  register  as  my  Trade  Mark  this  portrait,  and  the  figures  or  words  I 
'*  will  disclaim.  I  tell  you  the  essential  part  of  my  Trade  Mark  is  the  photo- 
**  graph."  What  misrepresentation  is  there  there  ?  I  cannot  see  he  has  made 
the  slightest  which  deserves  a  passing  notice.  There  has  been  no  misrepre- 
sentation— ^no  deceit — ^nothing  of  the  kind.  In  my  opinion,  there  is  nothing 
in  it,  and  the  appeal  must  be  dismissed,  and  dismissed  with  costs. 

Smith,  L.J.—1  agree. 

Appeal  dismissed,  with  costs. 


In  the  High  Court  op  Justice.— Chancery  Division.  \q 

Before  Mr.  Justice  Kbkbwich.— June  10th,  11th,  12th,  and  30th,  1896. 

In  the  Court  op  Appeal. 

Before  Lord  Russell,  GJ.,  and  Lords  Justices  Lindley  and  Smith. 

December  6th,  8th,  10th,  and  19th,  1896. 

Brooks  v.  Steele  and  Currib.  15 

Patent — Action  for  infringement. — Infringement  not  found, — Construction 
of  Specification. — Expert  evidence. — Costs  of  Particulars  of  Objections. 

This  was  an  action  for  infringement  of  six  patents^  three  of  which  were 
subsequently  abandoned.    Of  the  three  patents  relied  on^  the  first  wa^  for  the 
hose  framing  of  a  bicycle  saddle ;  the  object  of  the  invention  was  to  prodtice  20 
a  frame  as  light  and  strong  as  possible^  and  was  attained  by  forming  from 
four  wires  a  trussed  beam,  i.e.,  two  cantilevers  projecting  on  either  side  from 
the  bosSy  which  secured  the  wires  together  and  tvas  attached  to  the  L  ^^^  of  the 
machine.     The  second  patent  related  to  the  clamping  of  the  saddle  to  the  boss 
and  the  boss  to  the  pillar  by  a  single  nut,  and  the  essential  features  were  25 
rotating  washers  and  a  bolt  or  jnn,  which  gave  a  tilting  adjustment  in  one 
operation.     The  third  patent  was  an  improvement  on  the  second,  by  providing 
means  for  gripping  the  frames  to  the  boss,  and  then  separately  adjusting  the 
boss.     The  Defendants  denied  infringement,  and  alleged  various  objections  to 
the  validity  of  the  Plaintiff^s  patents,  including  want  of  subject-matter.    The  ?^Q 
Defendants'  saddle  had  no  base  framing,  and  the  wires  had  coils  which  were 
never  found  in  a  trttssed  beam  such  as  the  Plaintiff  described  in  his  first  patent 
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Differences  were  also  pointed  out  by  the  Defendants'   witnesses  between  the 
Defendants^  arrangement  and  the  second  and  third  of  tlie  Plaintiffs  patents. 

Held,  that  there  was  no  infringement.     The  question  as  to  the  validity  of  the 
patents  was  left  undecided.     With  the  exception  of  one  or  two  of  the  objections^ 
5  which  were  not  referred  to,  a  certificate  wa^  granted  as  to  all  the  particulars, 
including  those  relating  to  the  abandoned  patents. 

The  Plaintiff  appeaUd,     The  Court  of  Appeal  afftt^med  the  decision  that  there 
tvas  no  infringement,  and  dismissed  the  appeal,  with  costs. 

The  nature  of  the  invention  for  which  a  patent  is  granted  mu^t  be  ascertained 
10  from  the  Specification,  and  has  to  be  determined  by  the  Judge,  and  not  by  a 
jury  or  by  any  expert  or  other  witness.     Thin  rale  is  often  disregarded  in 
examining  witnesses. 

Expert  evidence  is  admissible  to  explain  technical  terms,  to  show  the  practical 

working  ofma/^hinery  described  or  drawn,  to  point  out  what  is  old  and  what  is 

15  fieiv  in  the  Specification,  and  to  show  the  particulars  in  which  an  alleged 

invention  has  been  used  by  an  alleged  infringer,  and  the  real  importance  of 

any  differences  between  the  Plaintiff's  invention  and  the  alleged  infringement 

On  the  30th  of  September  18'JO,  a  patent  (No.  15,424  of  1890)  was  granted  to 
John  Boultbee  Brooks  for    an   invention   of  "  Improvements  in  velocipede 
20  **  saddles." 

.  The  Complete  Specification  (so  far  as  material)  stated  as  follows  : — "  This 

**  invention  relates  in  the  first  part  to  the  base  framings,  or  supporting  brackets, 

"  of  cycle  saddles,  and  in  the  second  part  to  the  bosses,  connected  with  the 

"  said  base  framings,  and  wherethrough  the  L  b^^'  ^^^  supporting  the  saddle, 

25  **  or  connecting  a  saddle  to  a  machine,  passes. 

"  The  primary  object  of  my  said  invention,  in  connection  with  the  framing 

^^  part,  is  to  obtain  a  maximum  strength  with  lightness,  and  this  I  accomplish, 

"  by  making  the  said  base  framing,  or  base  bracket  part,  trussed,  or  of  the  figure 

"  of  a  double  sided  beam,  trussed,  or  tied  together,  in  manner  that  the  same  is 

30  "  capable  of  resisting  considerable  tensile  strain. 

**  In  carrying  out  this  part  of  my  invention,  I  take  two  triangular  shaped 
"  frames,  composed  of  rods,  whose  ends  are  respectively  connected  or  secured 
•*  to  cross  ends,  upon  which  the  lower  parts  of  the  supporting  springs  of  the 
"  saddle  seat  rest.  The  triangular  sides  are  directed  nearly  parallel  one  with 
35  "  another,  and  separated  to  an  extent  of  about  the  breadth  of  the  boss  or  L  ^r 
'^  bracket,  which  is  secured  at  the  middle  of  the  said  frames,  by  snug  extensions, 
"  directed  from  the  outside  of  the  boss,  and  wherethrough  the  middle  parts  of 
"  the  whole  of  the  rods,  which  are  preferably  four  in  number,  pass. 

"  Thus  the  boss  is  suspended  as  it  were,  between  and  at  the  middle  of  the 
40  "  framing  rods,  which  pass  through  radiating  lugs,  directed  from  the  outside 
"  or  periphery  of  the  boss. 

"By  constructing  the  base  framing  or  bracket,  of  rods,  tied  together  after 
"  the  manner  of  triangles,  a  frame  in  equilibrium  is  thereby  produced,  as  no 
"  change  of  figure  to  the  sides,  can  take  place,  unless  by  rupture  or  bursting. 
45       "  Both  sides,  and  if  necessary,  the  top,  are  longitudinally  pierced  or  slotted, 
"  which  gives  unto  the  bracket,  an  open  and  triangular  construction. 

"To  giveii  tilting  adjustment  to  the  saddle  seat,  the  middle  of  the  top  side 
"  of  the  base  plate,  or  bracket,  may  be  concaved,  upon  which  the  boss  is 
"  adjustable. 
50  "  i^gure  1  of  the  accompanying  drawings,  represents  partly  in  elevation  and 
"  partly  in  vertical  section,  a  cycle  saddle,  provided  with  base  framing, 
"  constructed  and  arranged  according  to  my  invention. 

"  The  said  framing,  which  is  also  provided  at  its  middle  with  an  L  t>ar  boss, 
"  also  constructed  according  to  my  invention,  is  of  a  skeleton  form,  and  alike 

55  "  unio  a  trussed  beam  or  bracket,  with  triangular  sides 

"  a  is  the  saddle  seat,  supported  at  its  two  ends  by  framing  rods  h,  passing 
*'  from  end  to  end  of  the  underside  of  the  said  seat,  and  with  connections  h^,  b^ 

p2 
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**  at  their  ends,  upon  which  the  upper  t3rminal  ends  of  springs  c,  d,  take  their 
"  bearings,  whilst  the  lower  ends  of  the  said  springs,  rest  upon  the  cross  ends 
"  By  e*,  of  a  base  framing  /,  composed  of  rods  f\  /^  forming  skeleton  sides, 
**  which  are  arranged  nearly  parallel,  and  in  double  order,  and  with  the  middle 
"  parts  of  the  said  rods,  braced  or  tied  together  by  an  L  t>ar  boss,  composed  5 
"  of  a  circular  hollow  body  part  g,  g\  a  neck  g\  eyes  g\  and  clamping  screw 

"  pin  g^ 

"  Figure  7  represents  partly  in  elevation,  and  partly  in  section,  a  hammock 
*'  saddle,  provided  with  base  framing,  constructed  and  arranged  according  to  a 

"  further  form  of  my  invention 10 

"  Having  now  particularly  described  and  ascertained  the  nature  of  my  said 
**  invention,  and  in  what  manner  the  same  is  to  be  performed,  I  declare  that 
"  what  I  claim  is  : — 

"  First : — In  cycle  saddles,  making  or  forming  the  base  framings  of  them,  of 
*^  the  figure  of  a  trussed  beam,  that  is  to  say,  a  base  framing,  consisting  of  15 
'*  triangular  open  shaped  sides  (made  from  wire  or  sheet  metal)  separated  from 
**  each  other  by  a  divisional  space,  and  united  at  their  ends  by  bosses,  cross  bars 
**  or  other  connections,  hence  a  trussed  supporting  framing,  with  the  members 
*^  composing  the  sides,  separated  from  each  other,  at  a  greater  distance  at  their 
*^  middles,  than  at  their  ends,  substantially  as  described  and  set  forth.  20 

^^  Secondly  : — In  the  base  framing  and  (_  ^^^  ^>os^  ^^  ^  cycle  saddle,  makiog 
*'  the  sides  of  the  said  framing  from  wire,  and  with  the  middle  parts  of  them. 
''  passing  through  eyes  or  holes,  or  their  equivalents,  formed  upon  the  opposite 
^^  sides  of,  or  within,  an  L  ^^^  ^<>^  substantially  as  described  and  set  forth  in 
"  Figures  1,  2  and  3.  25 

**  Fourthly  : — In  a  cycle  saddle,  the  general  constraction  of  base  framings,  of 
*'  the  trussed  type,  as  hereinbefore  referred  to,  as  described  and  set  forth  in 
"  Figures  7  and  8. 

"  Sixthly  : — The  improvements  in  the  construction  of  the  base  framings,  or 
*'  brackets  of  cycle  saddles,  as  described  and  set  forth,  and  improvements  in  the  ^q 
«<  construction  and  arrangement  of  the  L  P^^  bosses  of  cycle  saddles,  as  set 
"  forth." 

Figure  1  of  the  drawings  is  subjoined,  on  a  reduced  scale. 


FIC.I. 


On  the  29th  of  July  1893,  a  patent  (No.  14,620  of  1893)  was  granted  to 
Frederick  Basom  and  G.  P.  Mills  for  an  invention  of  "  Improved  means  for    to 
"  altering  and  adjusting  the  position  of  cycle  saddles." 
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The  Provisional  Specification  stated  as  follows : — **  This  invention  relates 

"  to  improved  means,  whereby  the  angle,  inclination,  or  tilt  of  the  saddle  of 

*<  cycles  may  be  altered  and  adjusted  to  suit  the  rider,  while  the  position  of  its 

*'  fulcram  or  bearing  remains  constant,  relatively  to  the  saddle  ;  or  that  the 

5  ^*  saddle  may  be  moved  forwards  or  backwards,  as  desired. 

"  For  the  purpose  of  our  invention,  we  braze  or  otherwise  attach  to  the 
**  end  of  the  saddle  pillar  a  tubular  piece  or  block  through  which  passes  a 
'^  bolt,  or  its  equivalent,  carrying  washers  at  each  side  of  the  said  piece  or 
'^  block,  and  through  these  washers  pass  the  wires  forming  the  framework  of 

10  ^  the  saddle.  The  washers  are  capable  of  being  turned  round  upon  the  bolt, 
"  and,  together  with  the  tubular  piece  or  block,  form  the  tilt.  When  the 
**  saddle,  and  with  it  the  washers,  have  been  turned  to  the  desired  angle,  the 
*'*'  tilt  is  tightened  up  by  means  of  a  nut  on  the  end  of  the  bolt.  The  saddle 
**  may  be  adjusted  fore  and  aft  by  sliding  its  wires  through  said  washers. 

15  ^^  Or  the  wires  may  pass  between  two  washers  at  each  side  of  the  tubular 
**  piece,  and  one  of  the  washers  may  constitute  the  bolt  head. 

**  Or  we  may  make  the  tilt  detachable  from  the  saddle  pin  or  pillar.  In  this 
^^  case  the  pillar  may  consist  of  a  metal  tube  having  a  hole  drilled  through  it 
^  at  the  end,  and  plugged  or  bushed,  if  necessary.     The  tilt  is  then  made  up 

20  "  of,  say,  six  parts,  namely,  two  cheeks  or  centre  pieces  to  surround  the  tube, 
**  and  four  washers  (two  at  each  side  of  the  tilt)  slotted  for  the  reception  of 
*^  the  wires  of  the  saddle  framework.  Shoulders  are  formed  on  the  centre 
'*  pieces  to  fit  in  recesses  in  the  washers  next  them,  and  the  whole  is  drawn 
^  together  and  secured  to  the  saddle  pin  or  pillar  by  a  bolt  passing  through  the 

25  ^'  washers  and  centre  pieces,  and  through  the  hole  at  the  end  of  the  saddle 
"  pillar,  and  thus  forms  the  pivot  of  the  tilt. 

"  Our  invention  may  likewise  be  applied  to  saddles  having  slotted  or  girder 
*'  or  like  frames.  For  this  purpose  instead  of  two  slots,  one  central  slot  would 
"  be  formed  in  the  washers,  of  suitable  dimensions,  to  receive  the  slotted  or 

30  ^^  girder  frame.  Or  the  inner  washers  may  be  dispensed  with,  and  the  pivot 
^  bolt  may  pass  through  the  slots  in  the  girder  frame,  and  the  outer  washers 
^  be  so  shaped  as  to  support  the  frame  underneath. 

"  Tilts  constructed  according  to  our  invention  weigh  less  than  those  at  present 
^  in  use,  and  in  racing  cycles  the  washers  and  the  centre  piece,  which  may  be 

35  *^  of  any  desired  shape,  may  be  constructed  of  aluminium.*' 

The  Complete  Specification  was  (so  far  as  material)  as  follows  :  —  "  This 
^  invention  relates  to  cycle  saddle  bosses  or  to  clamping  means  for  securing  or 
^  connecting  the  saddle  to  the  boss  and  the  boss  to  the  pillar  or  |_  pi^  by  a  single 
*^  movement  of  a  nut  or  equivalent,  and  which  invention  is  an  amplification  or 

40  *^  a  further  development  of  the  connection  means  or  bosses  described  in  several 
**  former  Letters  Patent  granted  to  John  Bbultbee  Brooks  the  Assignor  of  our 
^^  said  invention  and  bearing  date  respectively  the  18th  day  of  March  1893 
•*  No.  5829,  the  28th  day  of  April  1893  No.  8553,  the  16th  day  of  May  1893 
«  No.  9756  the  9th  day  of   December  1892  No.  22608  and  the   13th  day  of 

45  "  April  1891  No.  6283. 

^'  Fifirnre  1  of  the  accompanying  drawings  represents  partly  in  elevation  and 
"  partly  in  section  a  cycle  saddle  provided  or  fitted  with  a  universal  connec- 
^*  tion  boss  or  affixing  means  constructed  and  arranged  according  to  our 
**  invention.    .     .    '. 

50  ^*  In  Figures  1  to  7,  the  boss  consists  of  six  strung-together  component  parts, 
"  vi>.,  two  inside  gripping  cheeks  a,  of  softish  metal,  (within  which  the  points 
^  of  set  screws  can  slightly  imbed  themselves)  having  circular  shoulders  a\ 
^  and  inside  and  concaved  gripping  faces  a^  semi-circular  in  cross  section  and 
**  adapted  to  embrace   (when   forced  home  or  drawn  together)   the  tubular 

55  "  pillar  member  &,  which  has  through  it,  a  transverse  hole  ^',  wherethrough  the 
"^  pin  or  bolt  c,  having  a  washer  head  c^  at  the  one  end,  and  a  wormed  part  c?^ 
**  at  the  other  end,  passes,  and  which  bolt  or  screw  pin  c,  also  is  directed 
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**  through  holes  a',  in  the  cheeks  a,  and  holes  d\  of  an  intermediate  and 
**  rotating  washer  d^  located  between  end  washer  e  and  the  outside  face  a*,  of 
'*  the  cheeks  a,  upon  one  side,  and  between  the  washer  head  c^,  and  the 
"  face  a*,  of  the  cheek  a,  upon  the  other  side.  /  are  wires  or  rods  of  the 
"  saddle  framing  taking  and  lying  within  keep  grooves  e\  cP,  of  outside  5 
"  washer  e,  and  interposed  washer  5,  on  one  side,  and  keep  grooves  c^,  d*,  of 
"  the  head  washer  c^,  and  intervening  washer  d,  upon  the  other  side,  which 
"  last  named  washer  d^  has  clearance  holes  d',  through  it,  to  admit  of  the 
"  points  ^*,  of  the  set  and  locking  pins  ^,  screwing  through  the  head  washer  c^ 
'^  taking  or  impressing  themseUes  into  the  unhardened  metal  of  the  face  of  10 
"  the  cheek  a,  upon  the  pin  side. 

"  It  is  understood  that  the  holes  d^,  in  the  washers  d,  beside  threading  over 
'^  the  stem  of  the  pin,  also  take  over  the  annular  shoulders  a\  on  the  outside 
"  faces  of  the  cheeks  a,     A  nut  /i,  takes  upon  the  screwed  end  c*,  of  the  bolt 
"  or  pin  with  a  nut  washer  h^^  in  front  of  it.    Assuming  that  the  nut  h^  is  loose,  1 5 
"  and  also  that  the  point  of  the  locking  pin  g^  is  clear  of  the  face  of  the  cheek 
**  and  that  the  two-high  frame  rods  /,  of  the  saddle  framing  are  placed  in  the 
**  respective  keep  grooves  of  the  opposed  parts,  now  adjust  the  saddle  to  the 
"  position  required  by  sliding  the  same  longitudinally  within  the  keep  grooves 
"  and  at  the  same  time  giving  the  tilt  required  by  collectively  turning  the  20 
"  washers  d,  e,  and  head  c*,  with  bolt  c.    That  is,  when  the  parts  are  loose,  the 
"  moving  of  the  saddle  vertically,  turns  the  component  parts  round  and  when 
"  in  the  positions  required,  then  screw  up  the  nut  /i,  drawing  all  the  component 
"  parts  together,  with  the  inside  bearing  faces  ot  the  cheeks  pressing  upon  the 
"  pillar  member,  and  thus  the  frame  rods  are  secured  or  clamped  to  the  boss  25 
"  and  the  boss  to  the  seat  pillar. 

"  By  now  screwing  home  the  set  pins  g^  the  component  parts  of  the  boss 
"  are  locked  or  are  prevented  from  turning  upon  each  other 

"  Having  now  particularly  described  and  ascertained  the  nature  of  our  said 
"  invention,  and  in  what  manner  the  same  is  to  be  performed,  we  declare  that  30 
*•  what  we  claim  is  : — 

"  First.  In  cycle  saddle  bosses  or  attachments,  gripping  or  securing  the 
"  frame  rods,  or  the  frame  wires,  or  the  frames,  of  cycle  saddles  between 
"  intervening  and  rotating  washers,  disposed  upon  the  outside  faces  of  the 
"  gripping  cheeks,  and  outside  washers,  or  an  outside  washer  and  *a  In  ad  35 
"  washer,  carried  by  a  bolt  or  pin,  which  said  opposed  washers  preferably 
"  have  keep  grooves  or  sinkings  within  them  for  receiving  or  seating  the  said 
"  wires  or  frames,  substantially  as  and  for  the  purpose  as  described  and  set 
"  forth  in  Figures  1  to  10. 

"  Secondly.    In  cycle  saddle  attachments  or  bosses,  the  combination  with  40 
"  the  rotating  and  inner  washers  located  between  the  gripping  cheeks  and  the 
*'  outer  washers,  of  setting  and  locking  screws  or  pins  g^  substantially  as  and 
"  for  the  purpose  as  described  and  set  forth. 

"  Thirdly.  In  cycle  saddle  attachments  or  bosses,  the  general  construction, 
*'  arrangement  and  combination  of  the  parts  substantially  as  described  and  set  45 
**  forth." 

Figure  2  of  the  drawings  is  subjoined,  on  a  reduced  scale. 
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On  the  28th  of  May  1894,  a  patent  (No.  10,235a  of  1894)  was  granted  to 
J,  B.  Brooks  for  an  invention  of  ^'  Improvements  in  the  attachment  bosses  of 
"  cycle  saddles.'* 

The  Complete  Specification  (so  far  as  material)  stated  as  follows  : — "  This 
5  "  invention  relates  to  attachment  bosses  for  securing  cycle  saddles  to  their  L 
"  pins  or  pillar  supports,  and  is  an  amplification  or  a  development  of  my  former 
"  Letters  Patent  dated  the  2nd  day  of  July  1892  No.  12310,  the  9th  day  of 
"  December  1892  No.  22608,  and  the  iHth  day  of  March  1893  No.  5829,  and  also 
"  of  Easom  and  Mills  Patent  dated  the  29fch  day  of  July  1893  No.  14620  of 
10  *'  which  I  am  the  sole  assignee. 

"  In  carrying  out  one  form  of  this  invention,  the  clip  collar  or  sleeve  is  made 
^  in  the  form  of  a  hanging  ring,  with  a  screwed  stalk  or  stem  shank  and  the 
"  adjacent  upper  part  of  the  ring  takes  respectively  through  a  hole  and  within 
**  a  cavity  formed  at  the  middle  part  of  a  bridge-shaped  bracket  or  carrier, 
15  <*  having  flanges  laterally  disposed  at  its  two  opposite  sides,  into  the  faces  of 
"  which,  the  teeth  or  serrations  of  inner  washers  imbed  themselves,  and  with  the 
**  said  flanged  ends  being  fitted  with  screw  pins  or  trunnion  ends,  upon  which 
'*  both  inner  and  outer  washers  are  threaded,  and  with  screw  nuts  taking  upon 
"  the  ends  of  them. 
20  ^^  The  opposed  faces  of  the  washers  have  frame  rod  keep  grooves  sunken 
**  within  them,  whilst  the  end  of  the  screw  pin  of  the  hanging  collar  or  ring 
**  has  a  nut  upon  it. 

"  The  clipping  of  the  frame  wires  or  rods  is  performed  independently  of  the 
**  afiBxing  of  the  boss  to  the  L  V^^  ^^  pillar  member  of  a  machine. 
25  *'  Thus,  the  screwing  up  of  the  nut  located  upon  the  end  of  the  screw  pin  of 
**  the  ring,  and  coming  upon  the  crown  or  summit  of  the  bridge-shaped  bracket, 
"  draws  the  said  ring  upwards  or  forwards  and  the  {^-^vn.  or  pillar  member 
**  between  itself  and  the  underside  of  the  bridge  bracket  as  aforesaid. 

**  The  screwing  up  of  the  nutfl  on  the  ends  of  the  pins  of  the  carrier  bracket 
30  **  forces  the  washers  together,  clamps  the  frame  rods  between  them,  and  presses 
**  the  teeth  of  the  inner  ones  into  the  metal  of  the  opposed  faces  of  the  carrier 
^  brackets,  which  is  of  softer  metal  than  the  teeth. 

"  Figure  1  of  the  accompanying  drawing  represents  a  vertical  section  (with 
"  the  pillar  or  L  P^i^  clamping  ring  in  elevation)  of  a  universal  or  adjustable 
35  **  boss  constructed  according  to  this  form  of  my  invention. 

"  Figure  2  is  a  side  elevation  of  the  same. 

**  Figure  3  is  an  elevation  of  the  bridge  bracket. 

'^  Figure  4  is  an  elevation  of  the  saddle  L  P^^  ^^  clamping  ring. 

"  The  same  letters  of  reference  indicate  corresponding  parts  in  Figures  1  to  4. 

40  _     "  «  is  a  hanging  ring  grip,  with  an  inside  bearing  aS  screwed  stalk  or  stem  a', 

"**  which,  with  the  upper  part  of  the  ring  takes  through  a  hole  h^y  made  through 

**  the  middle  of  a  bridge-shaped  bracket  or  carrier  ft,  having  a  boundary  bearing  &*, 

^  and  flanges  6*,  disposed  at  its  two  opposite  sides  or  ends,  and  into  the  faces  b^^ 

**  of  which,  the  teeth  or  serrations  <?,  of  inner  washers  c,  imbed  themselves. 

45  ^  The  said  flanges  are  fitted  with  screw  pins  or  trunnion  ends  ft^  upon  which 

•*  both  the  inner  washers  c,  and  outer  washers  d,  are  threaded  and  upon  the 

*'  screwed  parts  of  which  said  ends,  screw  nuts  e^  take.    The  opposed  faces  of 

"  the  washers  are  provided  with  coincident  keep  grooves  c^,  d*,  within  which 

**  the  frame  rods/,  lie,  whilst  the  stem  a^  of  the  ring  <r,  is  provided  with  a 

50  •*  drawing-up  nut  a*  and  washer  a* 

"  Having  now  particularly  described  and  ascertained  the  nature  of  my  said 
*'  invention,  and  in  what  manner  the  same  is  to  be  performed,  I  declare  that 
**  what  I  claim  is  : — 

^  First.  An  independent  clamping  and  universal  or  adjustable  attachment 

55  **  boss  for  cycle  saddles,  consisting  of  an  adjustable  ring  grip,  located  within 

**  the  middle  part  of  a  bridge  bracket  or  carrier,  having  cheeks  or  faces  and 

^  fcrewed  stalks  or  pins  at  its  out'r  sides,  upon  which  latter,  toothed  inside 
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"  washers  and  plain  outside  washers  both  having  k^ep  grooves  at  their  opposed 
"  faces  for  the  reception  of  the  frame  sides,  are  threaded,  and  forced  home  by 
"  screw   nuts  or  other  drawing-up  expedients,  substantially  as,  and  for  the 
"  purpose  described  and  set  forth  in  Figures  1  to  4." 
Figure  1  of  the  drawings  is  subjoined,  on  a  reduced  scale.  5 


On  the  15th  of  October  1895,  John  Boulthee  BrookSy  trading  as  J.  B.  Brooks 
and  Co,j  as  registered  proprietor  of  these  patents,  commenced  an  action  against 
Steele  and  (7i*rr^,  trading  as  The  Albion  Mills  Saddlery  Company y  tor  infringe- 
ment of  these  and  three  other  patents,  claiming  the  usual  relief.  The  three 
other  patents  were  subsequently  abandoned.  By  his  Particulars  of  Breaches,  IQ 
the  Plaintiff  stated  that  the  type  of  infringement  complained  of  was  a  cycle 
saddle,  bearing  the  words  "  The  Albion  Saddle,  Birmingham,"  and  the  number 
"  A  58,"  sold  by  the  Defendants  to  W.  B,  Whitcomhe  in  October  1695  ;  this  cycle 
saddle  infringed  patent  No.  15,424  of  1890,  as  to  Claims  1,  2,  4,  and  6,  and  the 
drawings  and  letterpress  relating  thereto,  and  infringed  the  whole  of  the  15 
Specifications  of  the  other  two  patents. 

The  Defendants  denied  infringement.  They  alleged,  as  to  patent  No.  15,424 
of  1890,  that  the  alleged  invention  was  not  new  nor  proper  subject-matter  or 
useful,  and  that  the  Complete  Specification  was  insufficient ;  as  to  patent 
No.  14,620  of  1893,  that  the  alleged  invention  was  not  new  and  was  not  proper  20 
subject-matter,  that  the  Patentees  were  not  the  true  and  first  inventors,  that  the 
Complete  Specification  claimed  an  invention  larger  than  and  different  to  the 
invention  described  in  the  Provisional,  and  that  the  patent  was  invalid  by 
reason  that  a  patent  for  the  same  invention  had  already  been  granted  to 
J,  A.  Lamplugh  (No.  5t;83  of  1893)  ;  as  to  patent  No.  10,235a  of  1894,  that  the  25 
alleged  invention  was  not  new  and  was  not  proper  subject-matter. 

The  Particulars  of  Objections  were  as  follows  : — As  to  patent  No.  15,424  of 
1890,  the  said  alleged  invention  was  not  new,  and  was  previously  published  by 
the  Specification  of  Harrington,  No.  12,835  of  1885,  the  whole  relied  on.  The 
said  alleged  invention  was  not  proper  subject-matter,  and  the  Complete  Specifi-  30 
cation  was  insufficient  as  regards  Figures  7  and  8,  and  the  said  invention,  so 
far  as  related  to  Figures  9,  10,  and  11,  was  not  useful.  [The  last  two  objections 
were  abandoned  at  the  trial.]  As  to  patent  No.  14,620  of  1893,  the  alleged 
invention  was  not  new,  and  was  published  by  Ooddard  and  Rucker^s  Specification, 
No.  13,073  of  1891,  Figures  1,  5,  and  6,  and  the  letterpress  relating  thereto ;  35 
the  alleged  invention  was  not  proper  subject-matter,  the  Patentees  were  not 
the  true  and  first  inventors,  the  final  Specification  claimed  in  Claim  2  an  invention 
larger  than  and  different  to  the  invention  described  in  the  Provisional.  (18)  The 
Plaintiff  was  not,  in  law,  the  proprietor  of  the  right  to  make  and  sell  the  invention, 
by  reason  that  the  right  to  make  such  invention  had  been  granted,  prior  to  the  40 
date  of  the  said  patent  of  the  Plaintiff,  to  Lamplugh  (No.  5683  of  1893).  The  grant 
of  Lamplugh'' 8  patent  was  a  ground  for  repealing  Easom  and  Mills'  patent  by  scire 
/acta^,and  was  available  by  way  of  defence  to  this  action,  Section  26  of  the  Patents, 
A^c.  Act  of  1883.    As  to  patent  No.  10,235  a.  of  1894,  the  alleged  invention  was  not 
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new,  and  was  published  by  the  following  Specifications,  the  whole  relied  on, 
except  where  otherwise  mentioned  : — Goddard  a'tid  Rucke'ty^o.  13,073  of  1891, 
Figures  1,  4,  and  5,  and  the  letterpress  relating  thereto  ;'J?rooA;«,  No.  12,310  of 
1892,  Figures  4  and  7  ;  LamplugK  No.  5683  of  1893.  The  alleged  invention 
5  was  not  subject-matter,  and  in  all  cases  where  the  want  of  subject-matter  was 
raised,  the  Defendants  alleged  that  the  Plaintiff^s  alleged  inventions  were 
matters  of  common  knowledge  in  the  bioycle  trade,  and  were  mere  applications, 
without  invention,  of  old  and  well-known  mechanical  devices  to  saddles  for 
bicycles  and  tricycles. 

10       Particulars  of  Objections  to  the  abandoned  patents  were  also  given. 

By  his  Reply,  the  Plaintiff  denied  the  allegations  in  paragraph  18  of  the 
Particulars  of  Objections,  for  the  reasons  following :— -(1)  LamplugKs  patent 
was  invalid  on  the  ground  that  Lamplugh  was  not  the  first  and  true  inventor ; 
(2)  Lamplugh' s  patent  was  invalid  on  the  ground  that  the  invention  described  on 

15  page  5,  lines  10  to  23,  of  the  Complete  Specification,  and  illustrated  by  Figures  28 
and  29  and  claimed,  was  substantially  different  from  and  was  not  a  fair 
development  of  the  invention  described  in  the  Provisional ;  and  the  invention 
described  on  page  5,  lines  10  to  22,  and  illustrated  by  the  said  Figures  28  and  29. 
was  the  subject  of  the  application  of  Letters  Patent  by  F,  Easom  and  O.  P.  Mills 

20  lodged  between  the  dates  of  the  Provisional  and  Complete  Specifications  of 
Lamphigh. 

The  action  now  came  on  for  trial.  MouUoUy  Q.C.,  2'errell,  Q.C.,  and 
W,  P.  Rylands  (instructed  by  G.  Gapron,  agent  for  E.  G.  Neweyy  of 
Birmingham)  appeared  for  the  Plaintiff  \  A,  J.  Walter  and  ff.  H,  Gray  (in- 

25  structed  by  Beale  and  Go,)  appeared  for  the  Defendants. 

Terrelly  Q.C.,  for  the  Plaintiff. — The  Plaintiff  sues  on  three  patents — BrookSy 
No.  15,424  of  1890 ;  Easom  and  MillSy  No.  14,620  of  1893  ;  and  BrookSy  No. 
10,235a  of  1894,  all  for  improvements  in  the  manufacture  of  bicycle  saddles. 
[Kekewichy  J. — ^What  is  the  real  issue  ?     Walter, — Non-infringement  and  want 

30  of  subject-matter.]  The  first  patent  relates  to  the  base  framing  of  a  bicycle 
saddle ;  the  inventor  had  two  objects — to  obtain  a  certain  amount  of  elasticity  to 
give  spring,  and  a  considerable  amount  of  rigidity  to  give  security  ;  and  he 
conceived  the  idea  of  adopting  the  well-known  cantilever  principle.  He  made 
his  framework  with  four  separate  metallic  arms,  carried  apart  in  the  centre 

35  laterally,  and  also  carried  apart  crosswise  and  vertically.  With  the  smallest 
possible  amount  of  metal  he  got  the  fullest  resistance  to  every  strain.  When 
the  saddle  was  in  use,  the  bottom  two  arms  were  in  tension,  and  the  top  arms 
in  compression.  The  four  arms  were  fastened  together  by  the  clip  or  screw 
which  clamped  the  frame  to  the  L  bar,  which  was  placed  centrally  between 

40  the  four  arms.  By  this  means  he  got  strength  and  rigidity  combined  with 
lightness.  The  Defendants  have  their  base  framing  divided  into  four  arms,  with 
the  L  ^r  vertically  in  the  centre  between  the  four  arms,  and  they  get  the 
resistance  to  tensional  and  compression  strains  aimed  at  by  the  Patentee.  The 
only  variation  is  that  they  introduce  at  the  back  of  the  saddle  four  loops  or 

45  coils  in  the  arms,  with  a  view  to  getting  a  certain  amount  of  spring  to  give  ease 
to  the  rider.  That  is  not  material.  It  is  said  this  patent  of  the  Plaintiff  was 
previously  published  by  Harrington's  Specification  No.  12,835  of  1885,  which 
is  merely  for  improvements  in  springs,  and  does  not  approach  the  Plaintiff's  in 
method  or  purpose.     [  Walter, — The  chief  point  on  this  Specification  of  the 

50  Plaintiff  is  non-infringement.]  Then  the  second  patent  is  Easom  and  MillSy 
which  relates  to  the  boss  which  supports  the  bicycle  on  the  L  P^^^l  and  clamps 
the  arms  together.  There  are  washers  at  the  top  and  bottom  with  grooves,  in 
which  engage  the  four  wires  of  the  base  frame  ;  screwing  up  a  nut  on  the  boss 
not  only  adjusts  the  wires  and  fixes  the  L  ^sir,  but  also  allows  the  possibility  of 

55  giving  a  tilting  movement  backwards  and  forwards  to  the  saddle  to  suit  the 
rider.  The  second  claim  mentions  two  screws  ^,  g  on  the  side  of  the  washer, 
by  which  the  saddle  is  kept  tight  in  position  when  it  has  been  adjusted,  and  it 
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Baid  those  are  not  mentioned  in  the  Provisional  Specification.    They  are,  in  fact, 
fully  described.  Then,  a  Specification  of  Ooddard  and  Riicker^  No.  13,073  of  1891 , 
is  said  to  anticipate  Easom  and  Mills.     Qoddard  and  Riicker  has  no  trussed 
beam,  but  merely  the  two  old  wires  formerly  used  before  Brooks^  invention  to 
carry  the  saddle.     It  has  no  tilting  arrangement.     Then  it  is  said  that  the  5 
patent  of  Easom  and  Mills ,  might  be  revoked  on  the  ground  of  Lamping h^s 
patent  No.  .^683  of  1 893,  Figure  29.     In -that  there  are  washers  which  engage 
the  four  wires,  just  as  in   Easom  and  Mills^  And  Lamplugh  gets  the  tilting 
arrangement.     For  the  Plaintiff,  evidence  will  be  given  to  show  that  Lamplugh 
or  his  traveller  saw  the  device  of  Easom  and  Mills  for  tilting  between  the  10 
filing  of  his  Provisional  and  Complete  Specifications ;  that  he  considered  it 
quite    new,    and    introduced     it     into     his    Complete    Specification,   but    in 
such    a    way    that    it    is   doubtful    if     he     introduced     it    into    his    claim. 
The  Defendants'  objection  is  not    by   way  of  anticipation,  for  the  Complete 
Specification    is    dated   after  Easom  and  Mills^  but  they  rest  on  Lamplugh  15 
as  a  prior  grant.    They    must    therefore    show  that  the  invention  is  within 
Lampltigh's    claim,  and    then    the    Plaintifi^  will   say   that    it    was    not    in 
the    Provisional.      The    Defendants    infringe    Easom    and   Mills  by  intro- 
ducing the    washers   in  the  same    way,  obtaining  in  that  way    the   tilting 
adjustability  of  the  saddle,  the  essence  of  Easom  and  Mills.    Infringement  can  20 
hardly  be  disputed.   The  third  patent  is  Brooks\  No.  1  0,235a  of  1894,  which  intro- 
duces a  new  principle  of  fastening  up.     Easom  and  Mills*  patent  had  a  defect 
in  that  it  was  difficult  to  get  all  the  clamping  done  at  the  same  time,  and  there 
was  a  weakness  in  the  screw.     Brooks  has  a  ring  through  which  the  L  ^^^ 
passes,  and  at  the  end  of  the  ring  he  has  a  screw  with  a  washer  and  bolt.    Then  25 
he  has  a  piece  B,  at  the  ends  of  which  are  washers  carrying  the  wire  frame  ; 
the  ring  goes  through  a  hole  in  piece  B.     The  screw  and  bolt  at  the  end  of  the 
ring,  when  tightened  up,  tighten  the  boss  to  the  L  ^^^>  ^"*  do  not  at  the  same 
time  tighten  the  washers  and  clamp  the  base  framing.    That  is  done  separately. 
The  Defendants  have  the  same  movement,  but  with  a  variation.     It  is  said  that  30 
this  invention  was  published  in  Goddard  and  Rucker  and  Brooks^  No.  12,310  of 
1894,  but  it  is  new,  and  performs  novel  functions. 

The  following  witnesses  were  called  for  the  Plaintiff  : — Dr.  John  Hopkinson, 
H.  Skerrettj  patent  agent  at  Birmingham,  J,  Hole^  works  manager  of  the 
Plaintiff  (the  Plaintiff  being  ill),  H.  Belcher^  manager  of  the  *' H umber "  35 
Company's  Beeston  Works,  H.  Johnson^  commercial  traveller,  F.  W,  Williamson^ 
manager  of  Sinqatr  and  Go,,  O,  P,  Mills,  one  of  the  Patentees  of  patent 
No.  14,620  of  1893,  and  D,  W.  Basset,  till  recently  commercial  manager  of 
Humher  and  Co.,  Tjd,,  at  Beeston. 

According  to  Dr.  Hopkinson's  evidence,   it  appeared  that  the  substantial  40 
purpose  of  the  Plaintiff's  invention  in  the  patent  of  1890  was  to  produce  a 
saddle  frame  as  light  and  strong  as  possible  ;  that  was  attained  by  forming  from 
four  wires  two  cantilevers,  i.e.,  two  brackets  in  one  piece,  projecting  on  either 
hand  from  a  central  piece,  which  secured  the  wires  together  and  was  attached  to 
the  L  ^ar  of  the  machine.     The  same  underlying  principle  was  contained  in    15 
the  fourth  and  sixth  claims.    The  Defendants'  saddle  showed  the  same  principle 
carried  out  by  the  same  means.    The  Defendants'  front  two  wires  converged 
to  a  less  extent  than  the  Plaintiff's,  and  rose  with  a  curve,  whereas  the  upper 
wire  of  the  Plaintiff's  article  was  straight,  and  the  lower  one  had  a  curve  ;  and 
in  the  Defendants'  back  wires  a  single  coil  was  introduced  which  would  increase  50 
the  elasticity  of  the  frame  and  slightly  diminish  the  rigidity  ;  otherwise  the 
Defendants'  was  substantially  the  same  as  the  first  patent.   The  essential  feature 
in  the  second  patent  was  the  washers,  which  had  the  facility  of  turning  in 
relation  to  the  screw  pin  ;  the  purpose  was  to  enable  the  saddle  to  be  tilted. 
The  Defendants  had  two  washers  which  gripped  the  wires  of  the  side  frame,  55 
and  were  capable  of  turning  when  the  screw  was  slack.    The  only  difference 
was  that  in  the  Defendants'  there  were  distinct  screws  for  the  washers  and 
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for  clamping  the  boss  on  the  L  V^^'  '^^^^  was  an  improvement,  bnt  the  original 
idea  was  taken.  Ooddard  and  Ruicker's  Specification  had  no  tilting  in  it. 
Lamplfighy  Figure  29,  was  practically  identical  with  Masom  and  Mills  ;  the  only 
difference  was  that  the  clamping  bolt  in  Ea^om  and  Mills  passed  through  the 
5  L  pi"^?  i^  Lamplugh  it  was  in  the  form  of  a  ring  ;  Lamplugh's  Provisional  did 
not  indicate  the  tilting.  Brooks  of  1894  was  an  improvement  on  Ea^om  and 
MillSy  by  providing  means  first  to  grip  the  side  frames  and  then  fasten  them  to 
the  boss,  and  then  separately  adjust  the  boss  and  grip  that  by  an  independent 
operation ;  the  Defendants  had  the  same  mechanical  operation,  though  there 

10  was  a  difference  that  the  Defendants'  three  screws  for  clamping  the  side  frames 
and  the  boss  were'  carried  on  one  piece,  in  Brooks  the  side  frame  screws  were 
carried  on  one  piece  and  the  boss  screw  on  another.  Neither  the  Specifications 
of  Lamplugh^  Easo^n  and  MillSy  or  Qoddard  and  Backer  had  this  invention. 
Cross-examined :  The  Plaintiff's  invention  of  1890  was  described  as  a  patent 

15  for  base  framing,  constructed  in  a  well-known  manner,  called  a  trussed  beam, 
so  that  one  member  of  the  beam  was  in  compression  and  another  in  tension, 
thereby  causing  rigidity  of  the  whole  ;  the  only  novelty  was  in  the  application. 
Double  springs  and  double  wires  were  not  novel.  The  object  in  all  the  claims 
was  to  get  rigidity  ;  the  base  framing  was  triangular,  except  in  Claim  2,  but  the 

20  Figures  all  showed  triangularity.  The  spring  attachment  to  the  saddle  was 
independent  of  the  base  framing,  and  the  Patentee  did  not  aim  at  giving 
elasticity  to  the  base  framing  ;  a  slight  elasticity  would  be  no  inconvenience. 
The  Defendants'  saddle  had  four  wires,  and  they  alone  gave  the  spring  support 
to  the  saddle,  but  not  very  much  ;  the  pneumatic  tyres  now  in  use  supplied 

25  the  spring  which  formerly  was  needed  in  the  saddle.  The  spring  in  the 
Defendants'  wires  slightly  diminished  the  rigidity.  The  main  purpose  of  the 
Plaintiff  was  strength  with  lightness.  The  wires  in  the  Defendants'  were  a 
clof.e  fit,  and  were  firmly  bound  together,  though  they  might  be  loose  at  the 
ends;  the  leather  saddle  would  be  in  tension,  but  so  would  the  upper  member 

30  of  the  wires  ;  the  wires  would  not  be  all  in  compression.  The  first  claim  of 
the  1890  patent  was  not  infringed,  but  the  second,  which  omitted  the  word 
"  triangular,"  was — it  was  a  wider  claim  ;  both  included  the  spring  attachment 
apart  from  the  base  framing.  The  fourth  claim  had  a  trussed  beam,  a  rigid 
member,  and  a  separate  spring  support  for  the  saddle.    The  sixth  claim  did 

35  not  refer  to  the  triangular  framing;  all  the  claims  had  the  separate  spring 

attachment.    In  Easom  and  Mills  one  screw  was  shown  in  all  the  Figures  as 

•   the  mode  of  attachment  of  the  side  wires  to  the  boss  and  the  boss  to  the  L  V^^- 

The  set  screws  served  the  purpose  of  preventing  the  washers  from  turning  in 

relation  to  the  side  cheeks,  and  were  the  best  means,  though  not  the  only  one. 

40  The  set  screws  were  not  described  in  the  Provisional.  The  gripping  cheeks 
were  shown  in  all  the  Figures.  The  ring  in  the  Defendants'  apparatus  might 
fairly  be  called  a  gripping  cheek.  In  Lamplugh's  Provisional  there  is 
provision  for  adjustment  of  the  position,  but  the  tilting  is  not  shown.  The  old 
scribing  block,  an  engineer's  tool,  has  adjustment  of  which  the  mechanical 

45  construction  is  broadly  the  same ;  the  application  is  different.  It  may  be  a 
common  practice  to  grip  between  two  washers  in  order  to  hold  a  thing. 
Chddard  and  Hiicker  appears  to  show  gripping  two  or  more  things  by  a  single 
operation,  and  no  doubt  that  is  an  old  operation.  Ooddard  and  Mucker  has  no 
tilting,  perhaps,  in  a  different  way.      Brooks  of  1890   so  far  as  holding  is 

50  concerned,  is  identical  with  the  device  of  Ooddard  and  Backer ;  the  adjustment 
to  tilt  is  the  same  as  in  Basom  and  Mills  ;  the  only  field  left  is  to  arrange 
combinations  to  attain  new  ends.  The  Defendants  do  not  infringe  Claim  2  of 
Brooks  of  1894.  The  means  of  tilting  shown  in  Brooks^  No.  12,310  (one  of 
the  patents  given  up  by  the  Plaintiff),  are  totally  distinct.     In  both  Lamplugh 

55  and  Brooks  of  1894,  no  doubt  the  L  piece  is  gripped  between  two  loose  pieces, 
but  the  arrangement  of  parts  is  different ;  the  mechanical  action  is  the  same. 
The  Defendants'  saddle,  in  so  far  as  it  screws  down  the  loose  washer  on  the 
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L  piece,  is  eqnivalient  to  the  device  shown  in  Brooks  of  1894.  In  Lamplugh  and 
Brooks  there  are  different  parts  performing  the  same  functions.  Re-examined: 
The  grip  in  Brooks  of  J  894  and  the  Defendants'  machine  is  absolutely 
identical ;  there  is  only  a  difference  in  the  way  in  which  the  screws  are  carried; 
the  general  operation  is  the  same,  apart  from  that  difference.  The  principle  of  5 
operation  in  the  Defendants  and  in  Brooks  of  1890  is  the  same,  in  both  there 
are  four  wires,  all  gripped  together  by  the  boss,  the  ends  of  which  wires  serve 
to  carry  the  saddle.  The  Defendants'  wires  are  absolutely  rigid,  though  loose 
in  the  fore  end.  The  torsional  strain  from  the  twisting  of  the  wires  makes  no 
difference.  In  Easofn  and  Mills  the  object  is  to  grip,  and  in  order  to  grip  it  is  10 
obvious  to  have  friction,  which  could  be  introduced  in  a  variety  of  ways.  The 
g  pins  are  introduced  to  increase  the  friction.  Lamplugh's  Provisional  is  not 
adaptable  to  a  frame  with  two  straight  wires,  and  there  is  no  second  washer  in 
the  Provisional. 

Henry  Skerrett  gave  evidence  that  the  Defendants'  saddle  infringed  Claims  2, 4,  15 
and  6  of  Brooks  of  1890,  which  first  introduced  the  wires  so  as  to  bring  about 
the  cantilever  action.     The  Defendants'  saddle  had  the  rotating  washers  of 
Easom  and  Mills^  which  were  the  first  instance  of  the  application  to  a  bicycle 
saddle  of  washers  for  the  purpose  of  giving  a  tilting  adjustment.     In  Brooks* 
of  1894  and    the  Defendants',  the  operation  of  the  bosses  was  the  same.  20 
Harrington's  Specification  was  a  mere  elliptic  spring  and  not  a  truss.    Figures 
28  and    29   of  Lamplugh   were  not   indicated    in  his  Provisional,  and  the 
Provisional  in  no  way  applied  to  a  rotating  washer  or  a  bicycle  saddle  with  a 
trussed  beam.     Goddard  arid  Rucker  did  not  anticipate  Brooks  of  1894,  and 
nothing  in  Brooks  of  1892  anticipated  the  combination.     Omitting  Figures  28  25 
and  29,  there  was  nothing  in  Lamplugh  to  anticipate  Brooks  of  1892.     Gross- 
examined:  The  feature  of  Brooks  of  1890  was  a  framing  ;  the  other  essentials 
were  the  trussed  members  tied  together  at  their  middles ;  an  object  was  to 
obtain  a  practically  rigid  frame.    The  framing  ends  under  the  side  of  the 
saddle    and  the  curled  springs  are   part  of  the  framing.    The  Specification  30 
infers  a  trussed  framing  with  springs  introduced,  but  it  is  true  the  springs 
are  introduced  external  to  the  termination  of  the  truss,  but  the  operation 
and  effect  is  the  same.     The  top  member  of  the  truss  is  in  strong  tension 
the  whole  time,  and   springiness   in   that   is  foreign    to   the   object  of  the 
Specification  ;  the  object  was  practically  rigidity  with  lightness,  and  partly  to  35 
prevent  the  sheering  of  the  rods  on  the  ends  being  depressed  on  deflection.     In 
the  Defendants'  saddle,  the  spring  is  obtained  from  the  coils  in  the  rear  part  of 
the  framing.    The  springs  of  the  Plaintiff  are  partly  within  the  base  framing, 
although  they  are  not  within  the  truss.     The  Defendants'  has  a  base  framing. 
The  four  wires  at  the  front  portion  of  the  Defendants'  saddle  are  perfectly  40 
loose.     In  the  Plaintiff's  of  1890,  the  top  member  is  in  strong  tension.     In  the 
Defendants'  saddle,  the  top  member  is  held  by  the  taut  of  the  saddle.    The 
essential  in  Claim  1  of  Easom  and  Mills  is  the  pair  of  rotating  washers  for 
gripping  wires,  and  that  is  expressed  in  Claim  1.     In  Lamplugh,  there  is  an 
indication  of  tilt  in  the  Provisional  in  various  ways ;  in  one  form,  a  Blight  45 
rocking  tilt,  but  very  limited ;  in  the  second  case,  a  sliding  tilt,  which  is 
objectionable.    In  Brooks   of   J  894,  the  essential   feature  is  an  independent 
clamping  of  frame  rod  or  members  to  the  boss,  and  the  independent  clamping 
of  the  boss  to  the  L  pii^  or  seat  pillar  ;  the  whole  gist  of  the  principle  of  the 
boss  is  found  in  both  the  Plaintiff's  and  the  Defendants'.    Re-examined:  The  50 
Defendants'  arrangement  has  a  division  of  the  strain  between  an  upper  and  a 
lower  member,  with  a  space  between  ;  that  is  the  strongest  way  to  apply  a 
given  weight  of  metal  ;  then  the  ends  are  fastened.     In  the  front  part  of  the 
Defendants'  the  ends  are  firmly  fixed  and  locked  together  by  the  boss.     In 
effect,  the  Defendants  have  four  wires  locked  together  at  their  ends,  which  55 
produces  the  cantilever  principle.    The  Defendants'  is  identically  the  same  at 
the  front ;  by  the  springs  at  the  back  they  lose  a  little  rigidity,  but  preserve 
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strength,  and  they  avoid  the  sheering  effect  at  the  points  near  the  boss  in 

precisely  the  same  way  as  Brooks.    The  essence  of  Easom  and  Mills  (Claim  1) 

is  clearly  rotating  washers  arranged  in  a  particular  manner  and  for  a  special 

purpose. 

5      John  Holt  gave  evidence  that  the  base  framings  of  bicycle  saddles,  prior  to 

Brooks'  patent  of  1890,  were  either  single  wires  or  two  wires  running  side  by 

side  and  bar  brackets;  four  wires  were  not  employed  before  the  Plaintiff's 

patent.    Before  that  patent,  owing  to  vibration  from  the  lumpiness  of  the  roads, 

the  brackets  were  constantly  broken,  and  Brooks  conceived  the  idea  of  the 

10  trussed  bracket,  the  essential  of  which  is  the  trussing  together  of  the  four  wires 

at  the  middle,  where  the  leverage  comes  from.     It  was  an  important  advance, 

and  half-a-million  saddles  had  been  made  under  the  patent.     In  1893  there  was 

a  want  for  a  saddle  which  would  be  capable  of  a  large  amount  of  tilt.    Different 

riders  ride  differently,  and  it  was  considered  desirable  to  make  a  boss  which 

15  would  be  suitable,  not  only  for  an  L  V^^  ^^^  upright  pin,  but  also  would  have 

a  considerable  amount  of  tilt  in  between  to  suit  the  requirements  of  different 

riders.    Bosses  had  been  previously  made  with  a  small  amount  of  tilt,  but 

not  sufficient  for  present  riders,  some  of  whom  desire  the  front  peak  of  the 

saddle  very  low.     Before  Easom  and  Mills  I  never  saw  a  cycle  saddle  boss 

20  made  capable  of  the  univers3il  tilt  by  rotating  washers  as  described  by  Easom 

and  Mills  ;  that  has  been  a  great  success.    The  advantage  of  Brooks  of  1894 

is  the  boss ;   before  that  the    whole  of  the   compression  depended  on  the 

compression  of  the  tube  or  L  piUar,  which  often  did  not  hold.    The  L  pillar 

had    to    prevent    the  saddle  going  sideways,  and    also    to    carry  the    tilt. 

25  Easom  and  Mills'  boss  reduces  the  danger  of  slipping.    The  thin  tubes  are  used 

for  lightness  and  it  is  very  necessary  to  take  the  pressure  off  them  ;  this  is  an 

important  improvement.     Gross-examined :  About  200  or  300  have  been  made 

or  are  making  under  this  patent.    There  was  always  a  boss  of  some  sort,  very 

often  a  small  ring,  as  in  Ooddard  and  Riicker.    It  was  desired  to  prevent  the 

30  wires  bending  at  the  boss,  which  broke  them  off.    That  was  obtained  by  the 

patent  of  1890,  and  the  wires  were  all  made  rigidly,  so  that  the  whole  thing 

was  braced  up  tightly  together.    As  to  Easom  aiid  Mills,  L  lt)ars  were  then 

used,  and  to  reduce  the  weight  straight  bars  were  brought  in,  and  people  wanted 

tilt,  and  backward  and  forward  adjustment.     Qoddard  and  Rucker  only  gave 

35  adjustment  at  the  expense  of  tilt.    There  was  something  new  in  altering  the 

position  of  the  boss  on  the  saddle.    Lamping h  did  not  give  tilt,  but  forward 

and  backward  adjustment  at  the  expense  of  tilt.    The  advantage  obtained  by 

Brooks'  patent  is  partly  the  making  the  L  pin  a  thinner  structure,  partly  an 

independent  grip,  and  in  being  able  to  adjust  separately,  first  with  the  L  pillar, 

40  and  then  the  tilt.    An  independent  ring  grip  to  hold  wires  was  old,  but  not 

in  combination  with  a  rotating  washer.    Re-examined ;  Lamplughy  Figure  7, 

had  no  possibility,  with  a  vertical  pin,  of  adjusting  a  saddle  backwards  or 

forwards ;  that  was  prevented  by  the  curl  given  to  the  wire.    If  Easom  and 

Mills'  rotating  washers  were  substituted  for  the  curl,  Lamplngh  would  have 

45  the  backwards  and   forwards  adjustment  as  well  as  the  tilting.     Lamplugh 

only  sx>eaks  in  his  Specification  as  being  able  to  adjust  from  the  horizontal 

to  the  vertical.    A  number  of  saddles  are  made  by  different  makers  with  the 

loops  shown  in  the  Defendants'  saddle,  and  the  advantage  obtained  by  Brooks' 

patent  of  1890  of  preventing  fracture  at  the  point  of  the  boss  is  attained  with 

50  the  loops.  The  loops  are  put  in  where  a  little  resiliency  at  the  back  is  required, 

and  the  strength  is  still  retained. 

Henry  Belcher.— Beiore  Brooks'  patent  the  saddles  were  supported  by  two 
wires  only  ;  Brooks  introduced  four  wires,  and  that  was  copied  by  every  other 
maker  ;  Brooks*  saddles  have  a  great  reputation.  The  trussed  beam  with  four 
55  wires  is  lighter  and  not  so  liable  to  break  ;  lightness  is  a  great  consideration. 
There  were  formerly  many  breakages  just  close  to  the  boss;  the  breakages 
are  much  reduced,  1  only  know  of  six.    The  Defendants  have  two  coils  at  the 
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rear  of  the  saddle.  Brooks  introduced  that  some  years  ago  to  make  it  more 
resilient ;  Brooks  and  other  makers  always  use  this  coil  ;  it  does  not  interfere 
with  the  strength  of  the  connection  of  the  boss.  Our  works  at  Beeston  put 
out  3()0  bicycles  a  week,  at  Wolverhampton  200,  and  the  six  breakages  applies 
to  that  experience.  A  tilting  movement  is  important,  and  it  is  necessary  that  5 
there  should  also  be  a  capacity  for  adjusting  the  saddle  longitudinally  along 
the  L  l>ar.  Many  machines  are  made  on  a  fixed  upright  pin  instead  of  an 
L  pin,  a  great  advantage,  as  weight  is  now  most  important,  and  decrease  of 
weight  is  gained  not  only  by  cutting  the  top  off,  but  with  a  direct  pillar  three 
gauges  lighter  of  tube  can  be  used ;  by  the  adoption  of  Brooks*  four  wires  a  10 
fore  and  aft  adjustment  of  about  four  inches  on  a  direct  pillar  was  obtained. 
The  L  piDi  gave  a  capacity  for  adjusting  backwards  and  forwards,  and  doing 
away  with  the  L  part  took  away  that  adjustability  ;  it  was  important  to  be 
able  to  shift  the  boss  of  the  saddle  to  get  that  longitudinal  adjustment.  It  is 
also  important  that  the  tilting  arrangement  should  be  separable  from  the  15 
longitudinal  adjustment.  In  Lamplugh  there  is  tilting  but  no  fore  and  aft 
adjustment,  and  the  peculiar  form  of  tilting  adjustment  precludes  the 
possibility  of  longitudinal  adjustment  so  far  as  the  saddle  is  concerned.  Even  if 
the  four  wires  of  Brooks^  which  first  gave  fore  and  aft  adjustment,  were  applied 
to  Lamplugh^  the  loop  would  prevent  longitudinal  adjustment.  Figure  29  20 
of  Lamplugh  does  introduce  the  capability  of  longitudinal  adjustment,  and 
at  the  same  time  of  a  separate  tilting  adjustment.  Easom  and  Mills  gives  a 
tilting  arrangement,  and  also  allows  of  a  longitudinal  adjustment,  even  if  put 
on  an  upright  pin.  The  Defendants'  saddle  has  the  same  clamping  as  Brooks 
of  1894  ;  the  Defendants'  saddle  has  all  the  advantages  of  four  wires,  of  the  25 
tilting  arrangements  of  Easom  a7id-  Mills,  and  of  the  clamping  of  Brooks  of 
1894.  Cross-examined :  L  pi^fl  were  old  as  methods  for  supporting  saddles  ; 
straight  bars  were  not  used  to  any  extent  until  Brooks'  boss  gave  the  fore  and 
aft  adjustment.  A  fore  and  aft  adjustment  was  novel  in  connection  with  the 
direct  pillar  ;  fore  and  aft  adjustment  must  have  been  known.  It  was  desired  30 
by  cyclists  to  get  rid  of  weight,  and  for  that  purpose  they  wanted  to  get  rid 
of  the  L  Pi^-  I^  t^©  model  representing  the  Plaintiff's  saddle  of  1890 
(Figure  1),  the  base  framing  was  a  rigid  member,  and  the  spring  in  the  saddle 
was  due  to  the  springe  supported  at  the  end.  The  saddle  representing  the 
fourth  claim  of  1890  has  a  rigid  member  at  the  bottom,  and  the  coiled  35 
springs  outside,  corresponding  to  the  rigid  part  and  spiral  springs  respectively 
in  the  model  representing  the  1890  patent  (Figure  1)  ;  and  the  springiness  of  the 
saddle  is  due  to  those  springs.  The  tilt  was  not  new  in  a  saddle,  but  the  com- 
bination was  not  old.  1  he  attachment  of  a  saddle  to  an  L  bearing  by  screwing 
down  an  eye  on  the  L  pii^  was  old  and  well  known,  and  in  the  model  of  40 
Qoddard  and  RuLcker's  patent  the  wires  are  held  to  a  boss  by  screwing  a  washer 
upon  them.  In  the  old  scribing  block  the  wire  is  held  by  screwing  up  a 
washer  on  a  pin,  but  that  is  not  in  connection  with  cycles.  It  is  a  common 
workshop  dodge,  if  you  want  to  hold  a  thing  in  anything,  to  screw  it  up 
between  a  couple  of  washers.  Zam/^Zw^A's  catalogue  of  1890  shows  a  vertical  45 
seat  pillar,  but  though  vertical  seat  pillars  might  be  known,  they  were  not  in 
use.  The  eye  attachment,  screwing  up  an  eye  round  a  tube  was  old  and  well 
known.  In  the  Defendants'  saddle  the  spring  is  due  to  the  coils  in  the  wire  ; 
the  saddle  would  not  go  down  more  than  half-an-inch.  The  models  of 
Lainplvgh  (Figures  1  and  12)  have  meane  by  which  the  saddle  can  be  tilted  50 
backwards  or  forwards,  the  means  being  an  eye-piece  with  two  prongs,  two 
screwed  stems  with  a  nut  on  the  inside  of  each,  with  a  keep  groove  cut  on  the 
face  of  the  cheeks  which  bind  on  the  L  pi"?  ^^^  ^\ih  a  washer  on  each  side 
screwing  the  wire  against  the  outer  face  of  the  cheek  ;  both  are  practically  the 
same  as  j^o^om  an^jl/i//s,  except  so  far  as  the  longitudinal  adjustment  is  con-  55 
cerned  ;  they  have  not  that,  and  in  the  model  of  Figure  12  the  wire  inside  the 
washer  is  slightly  curved,  instead  of  being  formed  nearly  into  a  circle.     If  the 
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wires  had  been  straight  there  would  have  been  freedom  for  longitudinal  adjust- 
ment. In  the  Plaintiff's  trussed  frames  the  wires  are  arranged  at  an  angle,  and 
to  get  the  longitudinal  movement  the  members  must  be  brought  parallel  to  one 
another.  In  all  the  drawings  of  saddles  to  Bi^ooks*  patent  there  is  shown  a 
5  triangular  trussed  base,  and  the  longitudinal  movement  of  the  boss  is  obtained 
in  none  of  them.  Four-wire  saddles  were  known  in  1893,  but  not  with  parallel 
wires.  Assuming  Lamplugh  (Figures  1  and  12)  were  known  before  Easom  and 
MillSj  it  was  ingenious  to  put  two  wires  under  one  washer  to  gain  a  certain  end. 
There  is  a  distinct  advantage  in  two  keep  grooves  instead  of  one.    The  saddle 

10  of  Brooks  gives  just  so  much  as  is  required  for  riding ;  the  wires  are  not 
both  in  compression,  the  bottom  wire  is  in  tension  and  the  top  wire  in  torsion 
or  compression.  The  ends  of  the  wires  in  Brooks  are  rigidly  attached  ;  in  the 
Defendants^  they  are  loose  at  one  end  ;  but  in  use  that  is  just  the  same  as  a 
fixed  thing.     In  order  to  cause  tension  the  wire  must  be  held  at  each  end  ;  but 

15  the  Defendants'  does  not  give,  and  if  the  end  of  the  peak  is  pulled  against  the 
end  of  the  wires,  where  is  the  difference  between  fixing  them  and  leaving  them 
like  that  ?  The  strain  of  the  saddle  prevents  the  end  of  the  peak  sliding  off 
the  wires,  Be-examined :  The  Defendants'  saddle  has  the  four  wires  clamped 
together  in  the  centre  by  the  boss,  and    the    bottom  wires  are  held  in  place 

20  by  the  front  boss,  and  though  they  are  loose,  that  makes  the  trussed  arrange- 
ment which  gives  strength  to  the  construction  ;  there  is  no  difference.  Very 
soon  after  Brooks'  patent  of  1890  was  taken  out,  the  curled  loops  were  introduced 
by  Brooks  and  others  to  give  elasticity,  and  parallel  wires  were  then  introduced. 
It  was  an  improvement  enabling  the  wires  to  be  parallel  for  a  certain  distance 

25  so  as  to  allow  of  longitudinal  adjustment ;  that  was  before  Easom  and  Mills, 
The  vital  point  of  Easom  and  Mills  was  the  circular  independent  device  to 
obtain  tilting  in  combination  with  the  longitudinal  movement ;  having  intro- 
duced the  parallel  movement,  no  other  device  was  possible.  Before  Easom  and 
Mills  there  were  existing  saddles  capable  of  longitudinal  adjustment,  but  no 

30  tilting  movement  applicable  to  such  saddles,  except  Easom  and  Mills,  As  to 
the  vertical  seat  pillar  shown  in  Lampliigh's  catalogue,  I  do  not  see  how  it 
would  be  applicable  to  the  framework. 

H.  Johnson. — The  Plaintiff's  base  framing  (1890  patent)  was  a  great  advance  ; 
previously  there  were  breakages  and  bendings  ;  this  would  be  recommended  as 

35  much  stronger  on  account  of  the  trussed  frame.  It  has  had  a  great  success. 
The  saddle  of  Easom  and  Mills  with  the  universal  tilt  and  adjustment  has  done 
away  with  the  necessity  of  having  different  sizes  of  seat  pillars  and  adjust- 
ments. It  has  been  a  great  success.  Cross-examined :  The  old  single  wires 
broke  more  often  than  now.    Brooks'  B  28  is  at  present  a  selling  saddle,  and 

40  has  a  single  wire.  Re-examined :  It  has  a  single  wire,  but  that  is  three  wires 
twisted  round.  We  sell  Brooks'  other  saddles  pretty  freely.  B  28  comes  in 
with  the  re^t.    It  is  capable  of  longitudinal  attachment. 

F.  W.  Williamson  gave  evidence  that  Brooks'  trussed  beam  saddle,  or  the 
variety  of  it  with  parallel  wires,  was  a  great  success,  and  adopted  by  everyone. 

45  The  tilt  adjustment  was  important,  and  enabled  adjustment  in  a  direction 
combined  with  the  longitudinal  adjustment  allowed  by  the  parallel  wires, 
which  was  not  known  before.  Cross-examined :  Brof)ks'  saddle  has  a  big  sale. 
Brooks'  B  28,  with  the  single  twisted  wire,  had  a  big  sale  last  year  ;  it  is  not  a 
tied  frame.     Re-examined  :  We  are  selling,  especially,  one  which  has  the  new 

50  adjustment,  but  would  not  do  for  a  hollow  seat  pillar,  which  our  machines 
have. 

O.  P.  MillSy  one  of  the  inventors  of  the  Easom  and  Mills  patent. — We 
describe  our  invention  as  an  improvement  on  a  series  of  Brooks'  patents. 
The  advantage  of  the  tilt  adjustment  introduced  by  us  is  that  you  can  get  a 

55  complete  tilt  io  any  position  that  the  saddle  cnn  go  to,  and  at  the  same  time 
get  the  fore  und  aft  udjubtmeut ;  such  a  combiiiaiion  was  not  made  before  ;  it 
is  of  great  practical  utility.     Cross-examined  ,*  We  do  not  mention  the  patent 
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as  an  improvement  in  the  Provisional.  We  clamp  the  wires  of  the  saddles 
between  washers  mounted  on  a  central  pin,  which  passes  through  the  L  bar  or 
the  vertical  pillar,  but  we  do  not  use  the  L  ^^i^-  The  scribing  block  gives  our 
way  of  holding.  In  the  models  of  Lamplugh  (Figures  1  and  12),  the  wire 
between  the  washer  and  cheek  is  a  circle  in  one  case  and  a  curve  in  the  other,  5 
and  has  a  certain  amount  of  play  allowed  for  tilt.  The  tilt  required  is  the  merest 
slant — not  very  much.  If  the  wires  were  straight,  you  could  get  longitudinal 
adjustment.  Be-examined :  The  angle  at  which  the  pillars  of  bicycles  are 
pitched  vary  considerably — 55  to  90  degrees.  According  to  the  pitch,  you  have 
a  larger  or  smaller  tilting  adjustment.  10 

Z>.    W,  Bassett  remembered  Lamplugh^   who  was  dead,  calling    in  April 
or  May  1893,  to  get  orders  for  saddles.     In  consequence  of    the  conversa- 
tion, Lamplugh  sent  in  May  or  June  a  sample  saddle,  similar  to  the  model 
of  Figure  1  of  Lamplugh  without  the  coils — a  single-wire  saddle.    Then  the 
witness   got   for    Mills  a  four-wire   saddle  of  Brooks^   with    a  coil   at   the  15 
back  of  each  wire,  no  tension,  but  a  slight  tilt.     Mills^  Easom^  and  myself 
discussed  this  one,  and  saw  that  we  could  get  a  fore  and  aft  adjustment  and  a 
tilt  by  the  thing  we  brought  out,  the  Easom  and  Mills  arrangement,  and  the 
result  was,  they  took  out  a  Provisional.    I  saw  Brooks  in  July  1893,  and  in 
August  1893  a  complete  model  of  Easom  and  Mills  was  submitted  to  him.    He  20 
was  pleased  with  it ;  it  had  all  the  requirements  of  the  trade  at  that  time  at 
one  stroke.    In  October  1893,  Lamplugh  called  on  me.     [  Walter  objected  to 
any  conversation   with   La7nplugh.    Kekewioh,  J. — An  admission  may  be 
allowed,  but  not  everything.     Terrell^  Q.C. — My  friend  relies  on  the  prior  grant 
of  Lamplugh ;    I   am  entitled    to  show   there  is  no    prior  grant.]     I    told  25 
Lamplugh  his  saddle  wanted  fore  and   aft   adjustment.     \^Walter  objected. 
Kekbwich,  J.,  allowed  the  question.]     He  submitted  to  me  saddles  at  that 
interview,   but  none   had    the  universal    tilting  arrangement    contained    in 
Figures  28  and  29,  or  the  four  wires.    I  told  him  his  saddle  was  a  comfortable 
saddle,  but  had  no  fore  and  aft  adjustment,  and  he  could  have  no  order.    I  told  30 
him  we  had  got  out  a  tilt  and  sold  it  to  Brooks  ;  he  regretted  that,  as  he  would 
have  bought  it.     I  showed  him  the  model  of  Easom  and  Mills  with  the  straight 
pin.     Gross-examined:  The  saddle  I  got  from  Brooks  in  April  or  May  1893 ; 
it  appears  to  be  the  saddle  described  in  Brooks'  Specification  of  1893  ;  on  seeing 
it  we  thought  out  Easom's  tilt.     I  was  one  of  the  inventors  with  Easom  aiul  36 
Mills,     Lamplugh  brought  his  saddle  about  May  1893  ;  it  had  a  direct  pillar  . 
and  single  wires.    LamplugKs  is  an  old  tilt — nothing  new  ;  it  is  held  by  means 
of  a  washer  clamping  a  wire  in  a  keep  groove  upon  the  sides  of  the  cheeks 
which  hold  in  the  L  ^^^  ?  ^^e  difference  between  that  and  Easom  and  Mills  is, 
that  the  latter  gives  a  fore  and  aft  adjustment,  which  could  not  be  got  without  40 
Brooks'  four  wires.    Lamplugh  showed  us  his  method  of  adjustably  holding 
the  single  wire  of  the  saddle,  consisting  of  clamping  the  wire  between  a  washer 
held  by  a  bolt  against  the  holding  jaws  which  went  on  to  the  L  ^^^  ;  but  we 
did  not  apply  that  to  the  two-wire  saddle.    We  had  an  universal  tilt.    We 
provide  for  a  vertical  pillar  and  an  L  pillar.    His  does  not  give  enough  adjust-  4:> 
ment.    I  have  seen  a  model  of  Lamplugh  (Figure  1),  but  do  not  remember  when 
I  first  saw  it.    I  think  Lamplugh  did  not  tell  me  all  about  his  Specification, 
or  that  he  had  applied  for  a  patent.     I  will  not  swear  he  did  not.     He  brought 
this  saddle  as  a  result  of  long  discussions  to  give  a  saddle  for  a  direct  pillar 
with  fore  and  aft  adjustment,  but  the  saddle  did  not  give  that.     I  did  not  think  50 
it  was  patented.     Holding  a  wire  between  washers  was  not  common  knowledge, 
but  I  knew  of  it.    Lamplugh  had  wires  nearly  straight  in  one  case,  bent  nearly 
to  a  circle  in  the  other,  and  in  both  cases  provision  is  made  to  fit  either  to  an 
L  pin  or  an  upright  pillar,  and  for  considerable  tilt ;  but  they  are  fixed  too 
tight  and   also  slip.    We  arrive  at  what  is  wanted  by  Brooks'  two  wires;  55 
Lamplugh  did  not  get  it.     Lamplugh's  had  nothing  to  do  with  our  arrangement. 
A  longitudinal  adjustment  to  a  boss  upon  a  saddle  was  not  new  then,  but  the 
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bo6B  shifting  on  the  saddle  had  never  been  done  with  the  tilt ;  the  tilt  with  the 
combination  was  not  old.  Easom  and  Mills'  invention  was  a  combination.  I 
discussed  the  invention  with  Easom  and  Mills ;  we  were  always  discussing  things. 
It  did  not  occur  to  me  that  by  using  that  we  could  get  Lamplugh's.  As  soon  as 
5  we  had  four  wires,  we  had  a  liotle  arrangement.  There  is  a  pin  in  every  case 
in  Easom  and  Mills ;  the  main  object  was  for  a  direct  pillar.  We  have  a  bolt 
goiug  right  through,  washers,  gripping  cheeks  surrounding  a  pillar  or  the  L^«^r, 
washers  with  keep  grooves,  and  a  nut  on  the  end  of  the  pin.  In  the  first  claim 
it  is  carried  by  a  bolt  or  pin,  which  means  there  would  be  four  wires.    They 

JO  can  be  made  so  as  not  to  slip,  just  as  drawn  in  Figures  1  to  10.  I  rode  one  for 
eight  or  nine  months,  and  there  is  one  running  now  with  set  pins  and  one 
without,  and  the  pin  going  through.  Re-examined :  The  model  DWB  2  is  in 
accordance  with  Brooks'  Specification  No.  22,608  of  1892,  Figures  9, 10,  and 
11 ;  it  has  two  wires  clamped  by  means  of  a  bolt,  and  is  the  same,  as  far  as 

15  clamping  the  wire,  as  the  model  of  Figure  12  of  Lamplugh,  except  that  the 
wire  is  bent,  and  the  former  is  a  better  system.  I  had  not  seen  this  before  ;  it 
gives  the  very  idea  of  Easom  and  Mills. 

Walter,  for  the  Defendants. — It  is  admitted  that  in  the  first  patent  of  Brooks, 
the  object  aimed  at  was  the  most  rigid  possible  framing  part,  so  that,  although 

20  it  was  only  supported  and  secured  at  one  point  to  the  L  pi*^*  ^^  change  of 
figore  could  take  place.  In  all  the  Figures  a  rigid  base  framing  is  shown.  The 
spring  required  in  the  saddle  was  not  obtained  from  the  base  framing.  There- 
fore the  Plaintiff  had  an  ordinary  trussed  beam  action  which  causes  tension  in 
the  top  member  and  compression  in  the  lower  member.    Any  spring  arrange- 

25  ment  is  independent  of  the  base  framing.  It  is  contrary  to  the  principles  of 
a  trussed  member  that  there  should  be  any  freedom  of  independent  movement 
in  any  single  opening  component  of  the  trussed  member  ;  if  coil  springs  were 
introduced  into  the  top  members  they  no  longer  resist  tension,  but.  yielding  to 
their  character  of  springs,  they  open,  and  the  bending  or  sheering  strain  takes 

30  place.  It  is  doubtful  if  the  application  of  the  trussed  beam  to  a  bicycle  saddle 
is  good  subject-matter.  [Kbkbwich,  J.— What  is  your  main  point  ?]  No 
infringement.  The  patent  has  been  put  forward  by  some  of  the  witnesses  as  a 
four-wire  patent.  [Kbkbwich,  J, — ^That  would  not  be  patentable.]  No  ;  the 
witnesses  admit  the  first  claim  is  not  infringed,  but  say  that  the  second  is,  as 

35  the  word  »*  triangular"  is  left  out.  The  importance  of  the  trussed  beam  frame  is 
in  this,  that  if  the  members  were  parallel  instead  of  being  wider  apart  at  the 
centre,  the  members  would  bend  independently  of  each  other.  To  get  com- 
pression only  an  abutment  is  needed,  but  to  have  the  trussed  frame  there 
must  be  tension,  and  the  member  in  compression  must  be  held.     That  is  what 

'10  the  Plaintiff  describes  in  his  first  claim,  which  is  a  general  one.  In  the 
second  claim,  there  is  a  base  framing  made  of  wire  continued  with  a  central 
boss  as  described  in  Figures  1,  2,  and  3,  and  it  must  refer  to  a  trussed  beam,  as  he 
only  describes  the  one  kind  in  the  Figures.  The  fourth  claim,  again,  describes  a 
trussed  rigid  beam ;  the  spring  is  in  the  coils  outside  the  frame ;  that  is 

45  admitted ;  the  claim  is  for  (supporting  the  springing  portion  by  the  trussed 
beam.  The  sixth  claim  is  a  general  sweeping  claim.  In  the  Defendants*  frame, 
the  saddle  is  the  tension  member,  and  there  is  no  base  framing  ;  the  wires  with 
coils  introduced  to  give  the  spring  are  under  compression.  The  members  are 
bolted  down  at  one  end,  and  at  the  other  have  a  solid  abutment  to  resist  the 

50  compressional  strain  ;  they  are  not  fitted  to  resist  tensional  strain,  and  are 
therefore  not  trussed  members.  The  Plaintiff's  is  a  trussed  beam  on  which 
springs  rest,  supporting  the  saddle  seat,  and  the  saddle  has  no  function  as  part 
of  the  beam.  The  introduction  of  the  coils  and  bends  into  the  Defendants' 
wires,  for  the  purpose  of  avoiding  rigidity  and  giving  spring,  destroys  the 

55  whole  function  of  a  trussed  beam.  The  Defendants  have  no  trussed  beam,  but 
simply  a  duplication  of  the  old  wires  supporting  the  saddles,  which  wires  act 

a 
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merely  as  a  bow,  as  the  old  wires  did.  Then,  as  to  Easom  and  MilUi*  patent, 
that  was  admitted  to  be  the  same  as  Lamplugh,  Figures  28  and  29,  and  if 
Lamplugh  rightly  includes  those  Figures,  Ea^om  and  Mills  must  be  invalid,  as 
Lamplugh,  is  dated  the  16th  of  March  1893  ;  Easom  and  Mills  the  29th  of 
July  1893.  The  Plaintiff  has  on  him  the  burden  of  showing  either  that  5 
those  are  not  claimed  or  were  not  shown  in  the  Provisional.  It  is  admitted 
that  Lamplugh  had  a  ring  through  which  the  L  pi*^  passed,  and  there  were  two 
cheeks  which,  when  compressed  by  nuts,  forced  the  gripping  cheeks  on  the  L 
pin  and  held  it  in  position  ;  outside  the  cheeks  there  were  arrangements  by 
which  the  wires  could  be" forced  against  them  by  washers  screwed  with  nuts  ;  it  10 
was  admitted  this  gave  some  tilt  adjustment,  and  might  be  used  on  a  horizontal 
L  pin  or  vertical  saddle  pillar.  That  is  all  in  the  Provisional  Specification,  but 
it  is  said  it  is  not  -within  the  Provisional  because  two  wires  are  used  instead  of 
one,  and  the  wires  are  straight  in  the  Complete  instead  of  slightly  curved.  The 
evidence  of  Bassett  clearly  shows  the  development  of  Easom  and  Mills.  15 
In  May  1893,  he  saw  Lamplugh^  and  saw  Lamplugh^s  models,  which  he  said 
were  old  and  produced  Brooks'  Specification  of  1892,  which  contains  the  very 
combination  patented  by  Easom  and  Mills,  with  straight  wires.  That  shows 
that  LamplugKs  invention  was  common  knowledge  at  the  date  of  his  patent. 
The  Defendants'  witnesses  will  show  that  the  one  idea  in  Lamplugh* s  Figures  is  20 
a  clamping  between  the  gripping  faces  and  the  washer,  held  together  by  a  nut, 
and  he  shows  adjustment;  it  cannot  be  contended  that  it  was  disconformity 
for  him  to  show  that  with  four  wires  in  his  Complete  Specification.  The 
Defendants,  who  have  no  gripping  cheeks,  do  not  infringe  Easom  and  MiUs  ; 
if  they  do,  the  patent  must  be  bad.  The  Plaintiff  also  sues  upon  Brooks*  patent  25 
of  1894,  which  it  is  admitted  is  only  adding  a  separate  means  of  securing  the 
boss  to  the  L  pii^  by  means  of  a  separate  screw  to  Easom  and  Mills,  The 
Defendants  have  that ;  but  if  that  device  is  in  Easom  and  Mills^  then  Brooks* 
patent  is  bad  ;  if  it  is  not,  then  the  Defendants  do  not  infringe  Easom  and 
Mills.  There  is  a  further  point  against  Easom  and  Mills'*  patent — discon-  30 
formity  ;  in  the  second  claim,  the  set  screws  for  the  purpose  of  holding  the 
boss  are  introduced  ;  they  are  not  in  the  Provisional,  though  the  Plaintiff^s 
witnesses  admit  that  the  combination  is  useless  without  them.  Easom  and 
MillSy  unless  the  narrowest  construction  is  put  upon  it,  is  bad  for  want  of 
novelty,  looking  to  the  Specification  of  Goddard  and  Rucker.  Further,  there  35 
is  no  subject-matter,  for  merely  using  the  same  tilt  for  straight  wires,  which 
had  been  previously  used  for  a  curved  wire,  is  not  subject-matter.  Then  the 
last  of  the  patents  sued  on  is  Brooks  of  1894.  If  the  first  claim,  the  only  one 
alleged  to  be  infringed,  is  construed  narrowly,  perhaps  there  is  no  anticipation 
of  the  combination,  but  then  the  Defendants  do  not  infringe.  It  is  true  the  40 
Defendants  have  equivalents,  and  perform  the  same  operation,  but  the  PlaintifEis 
cannot  have  a  valid  patent  unless  confined  to  their  exact  claim,  as  all  these 
were  known  things.  Brooks*  patent  is  nothing  more  than  Easom  and  Mills^ 
plus  Brooks*  own  earlier  ringed  grip  of  1892,  which  was  common  knowledge. 
If  any  attempt  is  made  to  construe  the  claims  widely,  then  they  are  invalid.         45 

Dugald  Olerk  and  H,  Lea^  civil  engineer,  were  then  called  on  behalf  of  the 
Defendants. 

Dtigald  Olerk  gave  evidence  that  the  invention  in  Brooks  of  1890  was  a 
base  frame  of  a  particular  construction,  in  every  case  a  trussed  beam — ^that  is, 
in  every  one  of  the  forms  described  there  was  an  element  in  tension  and  an  50 
element  in  compression  ;  that  is  essential  in  a  trussed  beam.  There  is  not  a 
line  in  the  Specification  describing  anything  but  a  trussed  beam.  Resiliency  is 
not  given  in  any  way  by  the  trussed  beam,  which  is  made  as  rigid  as  possible. 
The  spring  attachments  are  applied  at  the  ends  and  outside  of  the  trussed  beam, 
which  supports  them ;  the  saddle  rests  on  the  springs.  In  Figure  1  of  the  Plaintiff's  55 
drawings,  the  leather  saddle  plays  no  part  in  the  base  framing ;  there  is  a 
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separate  tensioii  member ;  there  is  a  separate  rod  to  obtain  the  tension  of  the 
leather  saddle,  and  vertical  supported  springs  are  used.  In  the  model  of 
Figures  7  and  8  there  is  a  rigid  base  framing,  and  the  leather  saddle  plays  no  part 
in  it ;  the  springs  are  brought  out  to  a  considerably  greater  width  from  the 
5  base  framing  and  there  take  a  number  of  coils ;  there  is  not  a  separate  bar 
under  the  saddle  ;  that  was  the  old  hammock  saddle,  eliminating  the  trussing, 
and  the  tension  is  obtained  by  fastening  the  saddle  to  the  outsides  of  the 
hammock  springs.  The  base  frame  in  this  model  has  no  part  in  giving 
elasticity.    Figures  4  and  10  show  no  difference  as  to  the  trussed  beam.    The 

10  first  claim  has  for  its  essential  feature  a  trussed  beam,  that  is  a  framing  with 
triangular  open-shaped  sides  ;  the  second  claim,  which  is  narrower,  is  for  the 
specific  arrangements  combined  with  the  boss,  with  the  four  eyes  carried  by  the 
boss  through  which  the  wires  pass,  and  a  bolt  screwed  up  on  the  L  P^^^-  There 
is  nowhere  in  the  Specification,  or  in  Claims  2,  4,  and  6,  anything  but  the  base 

15  framing.  The  Defendants*  saddle  has  no  base  framing  ;  it  is  supported 
on  two  superposed  wire  springs,  with  the  ends  next  the  peak  loose  and 
abutting  on  a  plate  with  several  holes ;  the  ends  attached  to  the  cantle  plate 
formed  with  twists  to  make  springs  and  bent  up  beyond  the  saddle  to  give 
further  spring ;  the  central  part  of  the  wires  running  straight  from  the  boss 

20  in  the  middle  to  the  peak  parallel  to  each  other  and  clipped  by  a  special  form 
of  boss.  There  is  no  trussed  beam  ;  only  two  superposed  wire  springs  forming 
a  support  for  the  saddle,  giving  the  advantage  oniinarily  obtained  in  a  railway 
carriage  spring  by  lamination ;  laminated  springs  were  old  in  1890.  The  wires 
liave  coils  and  bearings ;  that  is  never  found  in  a  trussed  beam,  the  idea  of 

25  which  is  to  get  a  very  strong  tension  member  ;  the  Defendants'  is  not  so  strong 
as  a  trussed  beam.  In  the  Defendants'  saddle,  the  springiness  is  obtained 
from  the  coils  and  by  the  approach  of  the  peak  end  and  the  cantle  end  ;  the 
leather  is  in  strong  tension  and  pulls  the  wires  at  both  ends  into  compression ; 
neither  top  or  bottom  wire  could  be  in  tension  ;  the  function  of  a  trussed  beam, 

30  in  which  the  strength  lies,  is  a  combination  of  tension  and  compression. 
Trussed  beams  are  common.  Eaaom  and  Mills'  Provisional  does  not  describe 
any  pins  for  preventing  the  rotation  of  the  various  parts  of  the  combination  in 
one  another.  There  is  no  description  in  the  Complete  of  any  cycle  saddle 
boss  in  which  the  attachment  of  the  saddle  to  the  boss,  and  the  boss  to  the 

35  pillar,  is  done  by  any  other  than  one  single  attachment.  The  invention  seems 
to  be  the  combination  of  protecting  washers  outside  of  gripping  cheeks  with 
a  bolt  passing  through  an  L.  V^^  ^^  ^  vertical  pillar,  the  whole  combination 
forming  an  adjustable  boss  capable  of  tilting  and  sliding  ;  those  elements  are 
in  the  first  claim.    Lamplugh's  Provisional  of  1893  describes  a  central  ring 

40  carrying  screws  at  the  outer  ends  in  a  line  with  each  other ;  threaded  on  the 
screws  on  each  side  of  the  ring  a  gripping  cheek  ;. outside  this  the  saddle 
wires  are  placed  in  several  forms ;  they  have  to  be  clipped  between  the 
gripping  cheek  and  an  outside  washer  ;  and  nuts  outside  the  cheeks  pull  up 
the  wires  against  the  cheeks,  press  the  cheeks  against  the  L  P^^  ^^  vertical 

45  pillar,  and  so  lock  the  whole  contrivance  together.  Methods  of  tilting  are 
described  in  which  the  outside  washer  rotates  to  a  sufficient  extent  to  allow 
the  saddle  pin  to  be  placed  at  right  angles  or  horizontal.  Further  definite 
provision  is  made  for  tilting  to  meet  the  requirements  of  the  rider. 
Figures  6,   7,   and    12   of    the    Complete    Specification    provide    means    for 

50  this  adjustment.  Figure  6  shows  provision  for  over  20  degrees  of  tilt. 
Figure  7  about  50  degrees  of  tilt,  apart  from  any  question  of  reversal  at 
right  angles.  There  is  shown  an  independent  tilt,  and  further  provision  for 
placing  them  at  right  angles  and  obtaining  the  tilt  at  right  angles.    That  is 

s    25  degrees  of  tilt  on  each  side,  which  is  ample.    Figures  28  and  29  show  an 

55  invention,  the  nature  of  which  is  described  in  the  Provisional,  though  four 
wires  are  not  mentioned,  but  the  whole  essence  is  described.    The  claim  refers 

G  2 
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to  all  the  Figures.  The  sqribing  block  was  an  old  well-known  appliance  ;  in  it 
a  single  adjustment  tightens  the  screw  upon  the  block  and  the  block  on  the 
vertical  pillar,  at  the  same  time  screws  together  two  rotary  washers  which  hold 
the  scribing  wire  in  place  ;  the  object  is  to  get  a  vertical  and  rotating  adjust- 
ment to  enable  you  to  mark  the  work  on  the  surface  of  the  table.  Holding  5 
between  washers  was  thoroughly  well  known.  A  washer  is  a  plate  with  a 
hole  in  the  centre.  Brooks'  boss  of  1892  has  cheeks  ;  the  eye  is  run  through 
and  the  whole  is  clamped  down.  The  model  of  Brooks  sent  to  Bassett  has 
wires  which  join  together  at  the  front ;  they  are  parallel  for  a  certain  distance, 
but  are  curved.  There  would  be  no  invention  in  a  person,  having  before  him  10 
the  models  of  Lamplugh^  Figures  1  and  12,  and  the  wires  of  the  saddle, 
putting  the  wires  under  a  rotating  washer.  Lamplugh  fills  up  any  gap.  There 
is  nothing  in  LamplugKs  Complete  which  requires  invention  beyond  the 
Provisional  Specification.  Ooddard  and  Rucker  has  a  hanging  eye,  hanging 
within  a  kind  of  bridge  -  piece,  above  which  is  a  washer ;  through  15 
the  washer  a  bolt  passes,  screwing  into  the  eye,  pressing  down  two 
wires  of  a  saddle  against  the  bridge-piece  at  the  same  time  as  it  lifts  the 
eye  up  and  clips  the  L  V^^-  I^  i^  ^^^  same  kind  of  attachment  as 
the  scribing  block,  but  the  wires  are  prevented  from  rotating.  The  saddle 
in  Figure  5  provides  for  tilt  by  slipping  the  wires  through  the  grooves,  20 
and  then  you  can  make  the  longitudinal  adjustment  by  moving  along  the 
L  pin.  The  Defendants'  saddle  has  not  the  combination  described  in  Easom 
and  MillSf  Claim  1  ;  the  saddle  is  not  connected  to  the  boss  and  the  boss  to  the 
nut  by  a  single  movement  of  a  nut ;  there  are  no  gripping  cheeks,  nor  any 
bolt  or  pin,  though  there  is  an  eye  which  performs  the  part  of  a  bolt  or  pin  ;  25 
there  is  a  gripping  plate  at  the  top,  but  no  gripping  cheeks  opposite  to  each 
other.  Screwing  the  wires  to  the  boss  by  the  screw,  however  tightly,  does 
not  effect  attachment  of  the  boss  to  the  L.  P^n,  while  in  Easmn  and  Mills 
the  securing  by  means  of  one  movement  is  the  invention.  In  Easom  and  Mills 
setting  or  locking  screws  or  pins  are  shown  ;  their  function  is  to  bite  into  the  30 
soft  metal  of  the  cheeks  in  order  to  prevent  the  saddle,  when  adjusted,  from 
being  tilted  about  by  the  movement  of  the  body ;  there  is  a  bolt  or  pin  in 
all  the  Figures  of  Easom  and  Mills,  In  Claim  1  of  Brooks  of  1894  there  is  an 
essential  part  consisting  of  an  adjustable  ring  grip,  i.«.,  a  hanging  ring  hanging 
from  a  bridge-piece,  bridging  over  the  ring,  and  the  ends  of  the  bridge-piece  35 
cari*y  screwed  studs  with  nuts,  which  nuts  press  down  washers,  clipping  between 
them  the  wires.  These  .elements  are  described  and  claimed.  The  inside 
washers  are  described  as  having  serrated  faces  to  bite  into  the  softer  metal  of 
the  bridge-piece  surface  and  so  hold  the  saddle  wires  from  slipping.  The  opera- 
tion is  described  on  page  2,  lines  28  to  31.  He  refers  in  Claim  1  to  Figures  1  40 
to  4,  which  have  these  elements.  It  is  a  method  of  screwing  the  saddle  boss 
and  saddle  to  the  upright  pillar  or  L  pin  by  means  of  drawing  in  an  eyed  ring  ; 
that  is  old,  it  is  in  Ooddard  and  Bicker,  No.  13,073  of  1891  ;  it  was  a  well- 
known  device ;  it  was  not  a  common  method  to  do  it  in  this  precise  way, 
but  the  commonest  method  was  by  pulling  down  wire  against  a  plate  with  45 
little  eye-bolts,  a  hole  in  the  head  of  the  bolt,  the  wire  passed  through  the 
hole,  and  it  was  pulled  down  against  the  plate.  Qoddai^  and  Bucket*  shows 
the  common  method,  which  had  an  eye-bolt  ring  of  a  smaller  kind.  In  Brooks' 
Specification  of  1892,  Figures  4  and  7,  there  is  a  bridge-piece,  and  a  hanging  eye 
which  has  a  projecting  stud  screw  and  nut,  and  the  eye  is  pulled  out  against  50 
the  bridge-piece,  and  secures  the  L  Pin  between  the  bottom  interior  side  of 
the  eye  and  the  top  side  of  the  bridge-piece  in  exactly  the  same  way  as  the  L 
pin  is  secured  in  Brooks'  1894  Specification.  In  the  said  Figures  4  and  7  of 
Brooks  of  1892,  the  screwing  of  the  L  pin  also  fastens  the  upper  member  of  a 
trussed  frame  so  as  to  secure  the  L.  pln  and  the  boss  in  its  tilting  arrangement.  55 
Lamplugh' s  Specification,  Figures  28  and  29,  so  far  as  the  screwing  of  the  wires 
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of  the  saddle  to  the  boss  and  the  complete  freedom  of  rotation  of  the  saddle  on 
the  boss,  shows  the  same  device  as  Brooks  of  1894  ;  the  washers  in  Lamplugh 
are  not  serrated,  but  that  is  not  a  distinction.  There  is  no  invention  in  adding 
the  hold  on  the  pin ;  an  ordinary  draughtsman  could  produce  it.  The 
5  Defendants'  saddle  has  not  the  adjustable  ring  grip  located  within  the  middle 
part  of  a  bridge  bracket,  nor  a  bridge  bracket  having  cheeks  and  screwed 
pins  at  its  outer  sides,  or  that  toothed  inside  washer  described  in  Brooks  of 
1894.  There  are  inside  washers  operating  in  corresponding  serrations,  but 
not   biting  into  the  soft  metal ;    the    serrations    prevent    rotation.     In    the 

10  Defendants'  boss,  I  find  for  fastening  the  L  V^^  *^  *^®  ^^s  a  clamping  piece 
mounted  above  a  ring,  which  carries  at  the  opposed  ends  screws  ;  the  clamping 
piece  is  forced  down  against  the  L  V^^  or  the  pillar  by  a  nut.  There  are  no 
grooved  cheeks  forcing  it  down,  and  no  hanging  ring  pulled  up  against  the 
bridge  -  piece,   but  there  is    a  single  clamping   piece  forcing  it  down   and 

15  gripping  the  L  pi^  or  tti©  pillar.  At  the  sides  are  cheeks,  which  do  not  grip 
the  L  pii^  or  pillar,  but  are  mounted  on  the  eye,  the  ring  carrying  the  three 
stalks.  The  plates  or  cheeks  are  serrated  on  the  face,  and  carry  outside  one 
washer  serrated  similarly  and  another  washer  clamping  the  wires  against  the 
inner   plate.      It   is    a   different   combination    from  the    Plaintiff's.     Cross- 

20  examined:  In  Brooks  of  1890  the  invention  relates  to  the  base  framing, 
his  object  is  a  maximum  strength  with  lightness,  which  he  attains  by  making 
the  base  framing  trussed  so  that  it  is  capable  of  resisting  considerable  tensile 
strain.  In  the  second  claim  there  are  four  wires,  two  at  each  side,  secured  at 
each  end  and  in  the  middle  at  independent  spots.     I  do  not  say  that  was  done 

25  before  for  a  cycle  saddle.  I  do  not  know  even  so  far  as  four  wires  fastened 
together  in  the  centre  in  any  saddle.  The  Defendants  have  taken  four  wires 
and  fastened  them  in  the  centre  from  four  independent  points,  but  I  do  not 
consider  that  the  Plaintiff's  invention.  They  have  taken  that  part  of  the 
descriptive  matter  which  the  Plaintiff  describes.    There  are  three  reasons  why 

30  the  Defendants  have  not  taken  the  Plaintiff's  invention — because  (1)  they  have 
elasticity  in  the  back,  (2)  they  have  not  fastened  the  wires  in  front,  (3)  they 
have  not  formed  their  wires  in  the  Figure  of  a  trussed  beam.  [To  the  Judge.] 
The  trussed  beam  is  triangular  in  part,  and  there  must  be  a  tension  member. 
The  Defendants  have  not  a  member  in  tension.     I  do  not  admit  the  Plaintiff 

35  has  any  invention.  The  Defendants  pass  their  wires  through  independent  holes 
into  an  extension  of  the  peak  plate  ;  the  wires  go  into  the  cap  and  bed  at  the 
bottoms.  The  peak  plates  are  connected  by  a  screw  and  the  leather  is  put  over, 
and  by  screwing  they  draw  their  peak  plate  as  tight  as  possible,  to  give  as  much 
strain  to  the  leather  as  they  can.    That  forces  the  cap  against  the  end  of  the 

40  wires,  and  so  beds  the  wires  hard  against  the  bottom  of  the  cap,  and  a  strain 
applied  to  the  saddle  increases  the  bedding.  A  greater  weight  increases  the 
strain.  It  is  not  the  same  as  if  the  wires  were  soldered  in  the  cap,  though  the 
ends  of  the  wires  are  always  in  contact  with  the  cap  and  have  no  play,  because 
the  cap  is  free  to  move  outwards,  which  shows  there  is  no  pull  on  the  wires  to 

45  pull  them  out  of  the  holes.  As  far  as  the  action  of  the  saddle  in  use  is  con- 
cerned, the  wires  might  as  well  be  soldered.  As  to  the  strain,  assuming  that  the 
lower  meml>ers  of  the  trussed  beam  are  not  rigid,  the  saddle  strain  tends  to 
pull  the  ends  together,  but  the  effect  of  the  weight  on  the  saddle  boss  is  to 
bend  the  whole  arrangement  downwards,  so  that  the  ends  not  only  approach, 

50  but  bend  downwards,  and  the  two  strains  cause  compression  ;  the  strain  on  the 
boss  is  equal  to  the  strain  of  the  two  ends.  The  Defendants'  arrangement 
introduces  lightness  into  the  frame  ;  having  two  wires,  one  at  the  top  and  one 
at  the  bottom,  increases  the  strength.  There  was  a  tendency  before  Brooks' 
invention  to  break  off  at  either  side  of  the  boss.     I  believe  that  since  the 

55  introduction  of  two  wires,  the  breaking  has  been  reduced  to  a  minimum.  The 
Defendants'  arrangement  has  some  of   the   advantages  claimed  by  Brooks, 
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Brooks*  has  four  or  five  times  the  strength  of  the  Defendants'  frame.  The 
Defendants  get  a  lighter  saddle  for  less  weight  than  there  is  in  Figure  1  of 
Brooks^  but  that  is  not  part  of  the  Plaintiff's  invention.  Figure  7  of  Brooks 
shows  an  application  of  his  invention  to  an  old  construction.  It  has  a  trussed 
beam,  and  there  is  no  trussed  beam  in  the  Defendants'.  Figure  7  is  a  trussed  5 
beam,  because  the  parts  are  tied  together,  and  it  has  the  triangular  form. 
The  supporting  piece  in  Figure  7  is  stronger  than  the  supporting  piece  in  the 
Defendants' ;  both  are  stronger  than  single  wires.  I  have  seen  Specifications 
of  Brooks'"  indicating  that  shortly  after  the  invention  of  1890  was  put  on  the 
market,  Brooks  altered  his  wires  to  the  Defendants' ;  I  believe  he  introduced  10 
the  loop  in  the  four- wire  saddle,  but  the  loop  is  much  older ;  Brooks 
introduced  parallel  wires.  The  Defendants'  is  superior  to  Figure  7,  which 
has  many  of  the  disadvantages  of  the  single- wire  frames.  At  the  date  of 
Easom  and  M%lls\  wires  arranged  as  in  the  Defendants',  were  well  known. 
Easom  and  MiW  is  a  combination  claim.  Lamplughy  before  Easom  and  15 
MillSy  had  his  wires  placed  between  washers  and  the  gripping  cheeks ;  the  outer 
washer  rotated.  There  was  no  washer  between  the  wire  and  the  gripping 
cheek,  but  that  makes  no  difference.  They  claim  inside  and  outside  washers. 
They  show  in  Figure  1  four  wires  capable  of  adjusting  the  saddle  in  a 
longitudinal  direction  ;  they  show  the  bolt  c  with  key  grooves  in  it,  and  flat  20 
grooves  in  the  head  of  the  grip,  and  a  washer  with  grooves,  which  are 
intended  to  clamp  the  two  wires  together.  Except  Lamplttgh^  Figures  28 
and  29,  I  do  not  know  of  two  wires  gripped  in  that  way.  It  is  an  advantage 
and  neat;  I  could  not  have  done  it  without  thinking.  Easom  and  Mills 
have  another  washer  or  gripping  cheek  intended  to  grip  the  L  ^^r ;  then  25 
they  duplicate  the  arrangement  mentioned,  and  they  get  the  power  of 
adjusting  the  saddle  and  giving  the  tilt  at  the  same  time ;  it  is  a  neat  and 
useful  arrangement  requiring  thought.  Except  Lamplugh^  that  arrangement 
is  not  described  elsewhere  with  four  wires,  but  there  are  sliding  washers  with 
one  wire  in  Lampltigh^  Figure  12.  Lamplugh  has  a  circular  loop  in  Figure  12,  30 
a  partial  curve  in  Figure  1.  Lamplugh' s  arrangement.  Figure  12,  gives 
simultaneous  longitudinal  adjustment  to  some  extent,  and  tilting  adjustment. 
Longitudinal  adjustment  is  provided  for  by  adjusting  on  the  L  pi^»  ^^^  vfiih 
a  vertical  pin  this  Figure  would  not  have  longitudinal  adjustment.  JSasom  and 
MillSy  applied  to  a  vertical  pin,  would  give  longitudinal  adjustment  by  the  35 
wires ;  tli^t  was  of  some  importance.  Easom  and  Mills'*  method  is  applied 
to  a  useful  purpose.  The  Defendants'  has  not  the  device  of  Easom  and 
Mills  ;  it  has  no  gripping  cheeks ;  if  Easom  and  Mills'  invention  is  to  be 
useful  it  must  have  gripping  cheeks.  Easom  and  Mills  specify  a  bolt,  and 
that  bolt  passes  through  the  L  pi^  or  vertical  pillar,  which  is  an  inferior  40 
arrangement  to  the  Defendants',  and  not  the  same.  If  the  claim  of  Easom 
and  Mills  were  limited  to  gripping  between  rotating  washers,  and  leaving  out 
the  method  of  attachment  to  the  L  bar,  then  the  Defendants  would  infringe. 
I  do  not  know  of  such  washers  having  been  used  before  in  combination  with 
four  parallel  bars.  As  to  the  models  of  Brooks  of  1894  and  the  Defendants'  45 
boss.  Brooks  has  a  bridge-piece,  the  Defendants  have  not,  but  they  have  a 
solid  metal  connection,  the  boss  cannot  be  fastened  without.  The  Defendants' 
and  Brooks'  are  the  same  arrangement,  the  Defendants'  being  the  more 
convenient,  but  they  have  the  same  mechanical  effect  like  all  bosses,  a  common 
thing  known  to  everybody.  There  is  no  invention  between  them ;  they  are  50 
both  means  of  attachment  to  an  L.  ^^^y  which  were  common  to  mechanicians. 
Ooddard  and  Rucker  was  precisely  the  same  as  Brooks  so  far  as  attachment 
is  concerned.  Introducing  a  separate  means  of  screwing  up  the  L  *>8U7  from 
the  means  for  screwing  the  boss  to  the  wires  did  not  necessarily  introduce 
greater  strength  ;  the  method  was  old.  I  cannot  point  out,  before  Brooks  55 
of  1894,  any  boss  which  possessed  in  combination    the   power  of  attaching 
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separately  to  the  L  l>ar,  with  the  power  of  tilting  backwards  and  forwards, 
and  with  the  longitudinal  adjustment,  but  the  power  of  attachment  and  the 
power  of  fixing  were  old.  It  is  useful,  but  seems  rather  a  retrograde  step,  and 
it  is  easy  to  go  back  to  what  they  had  before.    I  cannot  say  I  have  seen  the 

5  specific  combination  before,  but  there  have  been  bosses  Qn  the  market  with 
longitudinal  adjustment,  separate  fastening  and  tilting ;  not  with  four-wired 
saddles.  The  Defendants  get  the  separate  fastening,  tilting,  and  longitudinal 
adjustment  by  the  same  means  as  the  Plaintiff,  but  they  differ  in  the  method 
of  att-aching  the  L  t>ar  and  in  gripping  ;  they  have  no  grip  cheeks.    Then  the 

10  Plaintiff  has  a  hard  and  soft  metal  and  serrates  one ;  the  Defendants  have 
two  hard  metals  and  serrate  both  ;  that  is  an  advantage.  The  substantial 
difference  between  the  two  is  the  method  of  attachment  to  the  L  t)ar,  which 
is  the  substantial  point  of  invention  in  Brooks\  and  both  methods  were  well 
known.    LampLutgh's  Provisional  does  not  mention  four  wires ;  four  parallel 

15  wires  gave  the  capacity  for  longitudinal  adjustment,  which  necessitated  a 
different  tilting  arrangement  from  the  method  shown  in  Figure  24  of 
Lamplugh.  Figure  1  and  Figure  29  show  the  same  method  of  tilting.  In 
Figure  1  the  friction  between  the  washers  prevents  the  wire  rotating,  and  in 
Figure  29  there  can  be  rotation  just  as  easily.     As  to  Easom  and  Mill8\  the 

20  methods  by  which  rotation  is  arrested  are  both  well  known  ones  ;  the  friction 
of  one  &ce  against  the  other  is  described  in  the  Provisional ;  the  other,  fixing 
with  pins,  is  put  into  the  claim. 

Henry  Lea^  civil  engineer,  agreed  that  the  essence  of  Brooks'  invention  of 
1890  was  a  base  frame  of  triangular  form  and  trussed ;  all  the  Figures  showed 

25  that  construction  and  no  other.  A  trussed  beam  is  a  triangular  arrangement 
which  has  some  members  in  tension,  some  in  compression.  The  Defendants 
had  not  a  trussed  beam  construction.  As  to  Lamplughy  Figures  28  and  29, 
the  nature  of  the  invention  there  shown  was  disclosed  in  the  Provisional. 
Figures  1,  6,  7,  and  12  provided  for  a  tilt ;  the  appliances  were  described  in  the 

30  Provisional.  Figures  28  and  29  were  identical  with  Easom  and  Mills.  There 
was  no  diflficulty  in  applying  the  gripping  device,  shown  in  Figures  1,  6,  7, 
and  12,  to  two  wires  on  each  side.  The  gripping  cheeks  in  Easom  and  Mills 
were  essential ;  the  Defendants  did  not  have  them  or  the  rotating  washers,  and 
their  boss  was  not  secured  to  the  L  V^^  ^^^  *^®  saddle  wires  to  the  boss  by  a 

35  single  movement  of  a  nut.  As  to  Brooks  of  1894,  the  gripping  of  the  boss  of 
an  L  ^wur  by  the  drawing  up  an  eye  by  an  eye-bolt  was  old.  As  to  the  gripping 
of  the  wires  between  rotating  washers,  there  was  no  difference  from  Easom 
and  Mills.  Separate  attachments  were  old.  The  ring  grip  attachments  shown 
in  Brooks  of  1894  was  shown  in  Qoddard  and  Rticker.    The  Defendants  had 

40  not  the  bridge  bracket,  with  an  adjustable  ring  grip,  with  cheeks  and  screwed 
stalks  or  pins  at  its  outer  edges,  and  toothed  inside  washers  engaging  in  the 
softer  metal.  All  these  elements  were  in  Brooks  of  1894.  Cross-examined :  A 
trussed  beam  and  a  cantilever  are  the  same  thing,  and  if,  in  the  Defendants', 
some  members  are  in  tension  and  some  in  compression,  it  would  be  a  trussed 

45  beam.  >ione  of  the  Defendants'  wires  are  in  tension.  The  arrangement  of 
two  wires  of  the  Defendants'  is  not  a  great  advance  on  the  single  wire.  It  is 
lighter,  but  that  is  only  a  small  advantage  ;  if  the  load  is  divided  between  four 
springs,  they  are  less  liable  to  break.  I  have  heard  that  fewer  of  the  four  wires 
have  broken  than  the  old  single  wires,  but  some  people  do  not  think  the  four 

50  wires  an  advantage.  This  saddle  is  an  improvement,  not  a  great  improvement. 
Elasticity  has  become  of  less  importance  since  pneumatic  tyres  were  introduced. 
The  Defendants' saddle  possesses  the  same  advantages  sb  Brooks^  of  1890  and 
the  same  result,  and  the  means  I  think  would  be  obvious  to  an  ordinary 
mechanic,  whether  he  knew  of  Brooks  or  not.    I  have  heard  that  Brooks  also 

55  invented  this  saddle,  but  I  do  not  think  it  superior  to  the  1890  patent ;  the 
1890  patent,  getting  superior  strength  with  lightness,  is  superior  to  saddles 
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which  have  no  trussed  frame  ;  the  Defendants'  would  be  liable  to  break  sooner 
than  Brooks',  Before  Emom  and  MtllSy  I  had  not  seen  an  arrangement  in 
connection  with  a  cycle  saddle,  which  gave  longitudinal  adjustment,  but  I  had 
seen  it  in  other  ways — in  the  scribing  block,  which  is  precisely  the  same. 
Lamplugh  had  longiiudinal  adjustment  with  a  tilting  arrangement,  Figures  ?8  5 
and  29 ;  nobody  else.  That  is  of  importance  if  you  do  not  get  some  other 
disadvantage.  To  reduce  weight  is  important,  and  the  use  of  an  upright  pin 
has  been  largely  adopted,  and  the  longitudinal  adjustment  is  important,  as  it 
must  come  from  the  frame  of  the  saddle,  if  there  is  not  some  disadvantage.  A 
tilting  arrangement  is  wanted.  No  other  mechanism  than  Figures  28  and  29  10 
shows  the  two  together  with  an  upright  bar.  Easom  and  Mills  show  the 
possibility  of  it,  but  I  do  think  their  arrangement  is  good.  Brofjks'  of  1894 
draws  the  ring  up  against  the  L  V^^  ^^^  presses  the  cheek  down,  and  so 
produces  tightness ;  the  Defendants  have  not  a  cheek,  but  a  washer ;  it  efEects 
the  same  object.  Apart  from  that,  and  that  the  operation  of  tightening  is  the  15 
reverse,  both  Broolcs  of  1894  and  the  Defendants'  operate  in  the  same  way  by 
the  tightening  of  three  nuts  to  effect  the  three  adjustments.  The  operation  is 
practically  the  same,  and  they  both  possess  the  same "  operation  as  a  scribing 
block.  They  possess  the  same  advantages,  except  that  the  Defendants'  indented 
rotating  washers  are  superior  to  Brooks\  one  washer  indented  and  the  other  a  20 
piece  of  soft  metal.  The  serrating  two  hard  ones  is  not  a  discovery  ;  it  is  old. 
There  is  nothing  in  LamplugKs  Provisional  to  exclude  application  to  a  four- 
wire  saddle.  The  Provisional  is  consistent  with  longitudinal  adjustment. 
Figures  1  and  24  are,  as  drawn,  inconsistent  with  longitudinal  adjustment  of 
the  saddle  itself  on  the  boss.  Curvature  of  the  wire  is  not  inconsistent  with  25 
longitudinal  adjustment.  The  Provisional  is  not  inconsistent  with  longitudinal 
adjustment.  Re-examined :  The  Defendants'  has  means  for  producing  elasticity 
in  all  four  wires ;  the  wires  are  not  tied  in  front,  and  none  of  the  wires  are 
tension  members.  In  a  trussed  frame  there  must  be  no  elasticity  ;  the  members 
must  be  tied,  and  there  should  be  a  tension  member.  30 

J.  Holt,  recalled. — He  had  ridden  saddles  with  wires  like  the  Defendants  to 
test  the  strain.  One  of  the  arms  of  a  similar  saddle,  the  back  one,  broke  ;  it 
dropped  down,  indicating  tension. 

Dugald  Clerk^  recalled. — The  falling  of  the  wire  would  not  indicate  tension 
and  the  same  would  happen  with  a  single  wire.  35 

Walter  summed  up  the  Defendants'  case.— [Kekbwich,  /.—Tell  me  shortly 
what  you  say  you  have  proved.]  The  Defendants  have  established  that  the 
essence  of  the  invention  of  Brooks  of  1890,  described  and  figured  in  every  one 
of  the  drawings,  is  a  base  framing  made  of  a  trussed  beam  construction,  a  rigid 
base  frame,  having  nothing  to  do  with  the  spring  attachment  for  giving  resiliency  40 
to  the  saddle.  The  use  of  double  springs  for  the  support  of  a  saddle  per  se  was 
old.  In  the  Defendants'  saddle  the  spring  was  due  to  the  wire  frame  support ; 
the  introduction  of  the  spring  was  opposed  to  the  principle  of  a  trussed  beam. 
Dr.  Hopkinson  admitted  that  the  Defendants  did  not  infringe  Claim  1,  and 
said  they  infringed  Claim  2,  but  he  admitted  that  there  was  no  distinction  in  45 
principle  between  Claims  1  and  2,  and  based  the  charge  of  infringement  on 
the  omission  of  "  triangular"  in  Claim  2,  the  triangular  arrangement  and  the  tight 
tying  together  of  the  ends  of  the  truss  being  of  the  essence  of  a  trussed  beam, 
it  being  necessary  that  there  should  be  one  set  of  members  in  tension  and  one 
get  in  compression.  Dr.  Hopkinson  clearly  admits  the  essence,  if  any,  underlying  50 
this  patent  exists  in  the  second  claim  as  well  as  the  first.  Every  witness 
admitted  that  the  Plaintiff  indicated  a  trussed  beam  in  every  Figure  and  no 
other.  In  Easom  and  Mills  the  governing  principle  is  found  on  page  2  of  the 
Specification  :  "  This  invention  relates  to  cycle  saddle  bosses."  Every  Figure 
relates  solely  to  clamping  devices,  by  which  the  whole  appliance  is' secured  to  55 
the  [^  pin  by  one  screw,  which  at  the  same  time  screws  up  the  wires  against 
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the  gripping  cheeks,  which  grip  the  L  pi^-  The  Defendants'  boss  is  admitted 
not  to  be  of  that  character,  as  it  requires  the  screwing  np  of  three  separate  nuts 
to  secure  the  wires  to  the  boss  and  the  L  pi^-  The  Plaintiff  has  sued  under 
irreconcilable  Specifications  (three  have  been  given  up),  namely,  Easom  and 
5  MillSy  which  has  a  special  kind  of  boss  and  one  screw  to  hold  everything 
'together,  and  Brooks  of  1894,  where  a  nut  is  held  by  three  screws ;  the  Plaintiff 
must  drop  one  or  the  other.  The  elements  in  Easom  and  Mills  are  old,  and  it 
is  indistinguishable  from  Lamplugh  ;  it  must  be  bad  if  Lamplugh's  Figures  28 
and  29  are  a  fair  development  of  the  Provisional.     In  view  of  Lamplugh^  the 

10  Defendants'  saddle  does  not  contain  the  combination  in  the  first  claim  of 
Easom  and  Mills.  Everything  is  really  old  in  cycle  saddles,  and  the  operation 
Is  the  same.  It  is  merely  a  choice  of  mechanical  details.  It  is  the  essence  of 
the  first  claim  of  Easom  and  Mills  that  there  should  be  gripping  cheeks, 
otherwise  there  could  not  be  any  holding  of  the  L  V^^  ;  the  Defendants  have 

15  not  an  L  P^^  ?  non-infringement  is  clear.  There  is  disconformity  in  Easom 
and  Mills ;  there  must  be  some  gripping  action,  and  there  is  no  description  of 
it  in  the  Provisional.  As  to  the  question  of  prior  grant.  Counsel  for  the 
Plaintiff  admitted  that  every  ground  on  which  a  patent  might  be  repealed  by 
scire  facias  may  now  be  raised  by  way  of  defence,  and  that  if  it  is  a  true  case 

20  of  prior  grant  of  Figures  28  and  29  of  Lamplugh^  then  the  Plaintiff  had  no 
case  on  Easom  and  Mills^  but  they  must  be  within  the  Provisional,  and  must 
be  claimed.  As  to  that,  Lamplugh' s  Provisional  clearly  covers  the  combination 
described  in  Figures  28  and  29  ;  then  the  Provisional  shows  the  eye  pin  with 
the  screwed  pieces  ;  two  gripping  cheeks  gripping  the  L  pi^>  *  wire  fastened, 

25  held  between  the  face  of  the  gripping  cheek  and  an  opposing  washer,  and  a 
bolt  on  either  side  bolting  these  together,  and  provision  for  accommodating 
the  seat  to  the  rider ;  a  clear  indication  of  a  capacity  to  tilt,  and  a  method  of 
attachment  of  the  wires  on  the  boss  by  screwing  them  up  between  the  washers. 
A  scribing  block  was  common  knowledge,  and  the  holding  a  curved  wire  and  a 

30  circular  wire  between  washers,  and  indicating  means  of  rotating  them,  was  fairly 
within  the  Provisional.  According  to  the  evidence,  Easom  and  Mills  was  arrived 
at  in  the  following  way  : — Lamplugh  showed  to  Bassetty  one  of  the  inventors,  his 
saddle  springs,  constructed  according  to  Figures  6,  7,  and  12  of  his  patent,  and 
then  Bassett  saw  a  saddle  of  Brooks  with  parallel  wires,  and  he  put  this  tilting 

35  arrangement  on  the  two  wires.  Then  he  says  Lamplugh  is  not  entitled  to  the 
process  of  clipping  between  the  washers  and  boss.  Further,  Bassett  produces 
^  model  of  Brooks'  of  1892  with  a  square  attachment,  the  wires  held  between. 
Now,  all  these  things  being  old,  it  is  submitted  there  is  no  disconformity ;  at  any 
rate,  there  is  no  objection  to  Figures  6,  7,  and  12,  which  show  a  wire  of  circular 

40  form  and  curved  form.  That  is  prior  grant,  and  there  is  nothing  new  in 
applying  this  to  two  wires.  The  Plaintiff  is  in  the  usual  dilemma ;  if  he 
makes  his  claim  too  wide,  his  patent  is  invalid  ;  if  his  claim  is  restricted,  the 
Defendants  are  not  infringing.  On  prior  grant,  Easom  and  Mills  is  invalid. 
As  to  Brooks  of  1894,  Lamplugh  is,  of  course,  prior  to  that.  The  evidence  shows 

45  that  the  original  method  of  attachment  to  the  saddle  was  by  three  separate 
attachments,  a  screw  screwing  the  boss  to  the  L  V^^ ;  secondly,  a  screw  screwing 
one  of  the  wires  to  the  boss,  and  another  screw  attaching  the* saddle  to  the  boss. 
Brooks  of  1894  was  a  retrograde  step,  and  merely  putting  together  the  old 
method    of  attachment   with    the   tilting  shown   by  EorSom  and  Mills  and 

50  Lamplugh.  The  claim  is  for  a  very  special  combination.  The  Defendants 
have  not  the  carrier  having  cheeks  and  screwed  stalks  or  pins  at  its  outer  sides, 
nor  the  inside  washers  embedded  in  the  soft  metal  of  the  bridge.  There  is  no 
infringement.  Figures  5  and  6  of  this  patent  are  a  mere  duplication  of  Brooks 
of  1892,  and  therefore  of  the  old  scribing  block.    There  is  not  invention  in  that. 

S  The  witnesses  admitted  it  was  going  back  to  the  old  separate  attachment  by  the 
eye  ring.    Upon  the  evidence,  this  patent  is  not  infringed,  or,  having  regard  to 
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worked  on  lines  so  different  that  their  saddle  cannot  be  said  to  be  a  colourable 
imitation  of  that  of  the  Plaintiff,  or  an  adaptation  of  it  by  the  substitution  of 
mechanical  equivalents.  Suffice  it  to  say  that  the  Defendants'  saddle  is 
not  constructed  on  the  principle  of  a  base  frame  at  all,  and  therefore  they 
want  the  one  essential  feature  of  the  Plaintiff's  saddle  as  described  in  the  5 
Specification. 

With  the  other  two  patents  I  propose  to  deal  briefly.  It  had  been  my 
intention  to  go  with  some  detail  into  one  or  two  at  least  of  the  questions  raised 
respecting  subject-matter,  anticipation,  and  prior  grant ;  but,  after  making 
some  way  in  this  direction,  I  .found  that  the  issue  of  infringement  presents  10 
itself  as  one  necessary  for  solution,  and  inasmuch  as  the  solution  was  in  the 
Defendants'  favour,  there  was  no  occasion  to  pursue  the  other  questions  further. 
The  evidence  on  all  these  other  points  is  before  the  Court,  and,  if  another 
tribunal  should  hold  me  to  be  wrong  on  the  issue  of  infringement,  the  materials 
for  discussing  those  other  questions  will  not  be  the  less  available  because  I  do  15 
not  express  any  opinion  upon  them. 

As  regards  infringement,  it  is,  of  course,  necessary  to  consider  the  Specification 
within  whose  claims  the  alleged  infringements  are  alleged  to  fall.  I  do  not 
intend  to  examine  them  critically.  The  main  point  to  be  decided  is  whether 
they  are  to  be  construed  narrowly  so  as  to  restrict  the  Patentee  to  what  is  20 
actually  described  and  claimed,  or  whether  they  are  to  have  a  broader  effect 
which  would  possibly  cover  productions  not  actually  described,  either  in  the 
letterpress  or  in  the  Figui-es,  but  constructed  on  the  like  principle,  and, 
therefore,  to  be  regarded  as  merely  illustrations  of  the  same  invention.  In  my 
opinion,  both  the  patents,  that  is,  that  of  Easom  and  Mills,  No.  14,620  of  1893,  25 
and  of  BrookSy  No.  10,235 A  of  1894,  must  be  construed  narrowly.  This,  I 
think,  is  the  necessary  result  of  a  fair  examination  of  the  Specifications  and 
Figures  as  explained  by  the  expert  witnesses  ;  but  it  also  follows  from  the 
consideration  of  the  undoubted  fact  so  ably  urged  by  Mr.  Walter,  that,  having 
regard  to  common  knowledge  and  previous  discoveries,  the  scope  of  the  30 
invention  was,  of  necessity,  extremely  limited.  It  seems  to  me  that,  unless  the 
Specifications  are  construed  narrowly,  there  is  imminent,  or,  I  might  say, 
unavoidable  risk  of  giving  them  a  wider  meaning,  which  would  be  hostile  to 
their  validity.  If  I  am  right  in  holding  that,  as  a  matter  of  law,  the 
Specifications  must  be  construed  narrowly,  the  conclusion  that  the  Defendants  35 
have  not  infringed  is  a  necessary  consequence.  It  would  be  useless,  and 
worse  than  useless,  for  me  to  endeavour  to  minutely  explain  wherein  the 
products  of  the  Defendants  differ  from  those  of  the  Plaintiff.  That  explanation 
is  to  be  found  in  the  evidence,  especially  in  that  of  Mr.  Dvgald  Clerk,  and 
was  exhaustively  summed  up  by  Mr.  Walter^  and  I  should  best  discharge  my  40 
duty  by  referring  for  those  details  to  the  evidence.  The  result  is,  that  as 
regards  all  three  patents  in  question,  I  hold  that  the  Defendants  have  not 
infringed,  and  that  I  must  give  judgment  for  them.  They  are,  of  course, 
entitled  to  the  costs  of  the  action. 

As  regards  the  Particulars  of   Objections  some  difficulty  is  occasioned  by  45 
the  abandonment  by  the  Plaintiff  of  a  considerable  part  of  the  case  made  by 
his  Statement  of  Claim.    This  ought  not  to  operate  to  deprive  the  Defendants 
of  any  costs  properly  incurred  by  the  Defendants  in  resisting  the  claim  as 
originally  made.     I  have  heard  nothing  about  the  alleged  anticipation  of  the 
patent  of  1893,  by  the  patents  of  Ay  I  ward,  Martin,  and  Brooks,  mentioned  50 
in  paragraph  11  of  the  Particulars  of  Objections ;  and  the  nonconformity,  of 
the  Provisional  with  the  Complete  Specification,  mentioned  in  paragraph  13, 
was  not  urged  in  argument.    The  latter  remark  is  also  true  respecting  a  like 
objection  mentioned  in   paragraph  17.     With  these  exceptions,  I  think  that 
all  the  Particulars  of  Objections  ought  to  be  considered  reasonable  and  proper,  55 
and  I  will  give  a  certificate  to  that  effect. 
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W.  P.  Bylands  asked  for  a  certificate  that  the  validity  of  the  patent  came 
in  question. 

Kbkewich,  J, — I  have  not  decided  that. 

W,  P.  Bylands  asked  for  a  stay  of  execution  as  to  the  costs. 
5      Kbkbwich,   J.— You  will  arrange  that.    That  ought  to  be   a   matter  of 
arrangement. 

Walter. — That  is  the  ordinary  course. 

Kekewich,  J.— Yes. 

The  Plaintiff  appealed.    The  same  Counsel  appeared  on  the  appeal  as  in  the 

10  Court  below ;  the  arguments  on  appeal  did  not  contain  any  additions  to  the 
arguments  in  the  lower  Court. 

In  the  course  of  the  arguments,  Lord  RUSSBLL,  (7.J.,  observed  that  it  was 
wrong  to  ask  a  witness  what  was  the  substance  or  meaning  of  the  invention. 
He  was  amazed  at  the  looseness  with  which  this  evidence  was  admitted.     If 

15  the  rules  of  evidence  were  observed,  that  would  probably  reduce  the  voluminous 
amount  of  evidence  in  patent  cases.  The  question  whether  the  Defendants' 
article  was  an  infringement  was  for  the  Jud^e,  and  not  for  an  expert  witness. 

LiNDLEY,  Z.J.,  delivered  the  judgment  of  the  Court  of  Appeal  as  follows  : — 
The  Plaintiff  in  this  action  is  the  owner  of  three  patents  for  improvements  in 

20  the  mechanism  by  which  bicycle  saddles  are  supported  and  are  adjusted  and 
are  attached  to  the  vertical  or  horizontal  rods  (pillars  or  L  bars)  which  carry 
them.  He  complains  of  infringements  of  all  three  patents.  The  action  was 
tried  by  Mr.  Justice  Kekewichy  who  held  that  none  of  the  patents  had  been 
infringed,  and  who  accordingly  gave  judgment  for    the   Defendants.    The 

25  Plaintiff  has  appealed  from  this  judgment,  and  the  question  which  has  to  be 
determined  is  whether  the  learned  Judge  was  wrong  as  to  all  or  any  of  the 
three  patents  said  to  be  infringed. 

It  is  necessary  to  examine  each  patent  separately,  and  to  ascertain  first  what 
the  patented  invention  really  is  ;  and,  secondly,  whether  the  Defendants  have 

30  used  that  invention.  In  this,  as  in  all  cases,  the  nature  of  the  invention  must 
be  ascertained  from  the  Specification,  the  interpretation  of  which  is  for"  the 
Judge,  and  not  for  any  expert.  The  Judge  may,  and  indeed  generally  must  be 
assisted  by  expert  evidence  to  explain  technical  terms,  to  show  the  practical 
working  of  machinery  described  or  drawn,  and  to  point  out  what  is  old  and 

35  what  is  new  in  the  Specificatign.  Expert  evidence  id  also  admissible,  and  is 
often  required  to  show  the  particulars  in  which  an  alleged  invention  has  been 
used  by  an  alleged  infringer,  and  the  real  importance  of  whatever  differences 
there  may  be  between  the  Plaintiff's  invention  and  whatever  is  done  by  the 
Defendant.    But,  after  all,  the  nature  of  the  invention  for  which  a  patent  is 

40  granted  must  be  ascertained  from  the  Specification,  and  has  to  be  determined 

by  the  Judge  and  not  by  a  jury,  nor  by  any  expert  or  other  witness.    This  is 

familiar  law,  although  apparently  often  disregarded  when  witnesses  are  being 

examined. 

The  first  of  the  three  patents  which  the  Plaintiff  relies  upon  is  No.  15,424  of 

45  1890.  It  relates  to  two  things,  viz.,  (1)  the  base  framings  or  supporting 
brackets  of  bicycle  saddles,  and  (2)  the  boss  by  which  those  framings  or  brackets 
are  fastened  to  the  horizontal  bar  which  carries  the  saddle.  The  first  of  these, 
viz.,  the  base  framings,  has  alone  to  be  considered  on  the  present  occasion.  The 
object  of  the  invention  is  to  obtain  strength  with  lightness,  and  this  is  done  by 

50  making  the  base  frame  or  supporting  bracket  in  the  form  of  a  trussed  beam. 
The  weight  of  the  saddle  and  of  the  rider  is  thrown  on  to  the  two  ends  of  this 
trussed  beam ;  and  the  tension  thus  produced  on  the  upper  part  of  the  beam  is 
counteracted  by  the  pressure  on  the  struts  below.  The  essence  of  this  invention 
is  in  the  strut  formation,  which  involves  a  more  or  less  triangular  arrangement 

55  of  th«  rods  forming  the  base  frame ;  and  a  tying  together  of  the  rods  at  the 
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ends  pressed  down  by  the  saddle.    This  is  made  perfectly  plain    by    the 
Specification  and  drawings  and  by  the  first  claim. 

Now,  the  Defendants  have  no  trussed  base  frame  ;  indeed,  they  have  no  base 
frame  in  the  sense  of  a  frame  distinct  from  and  carrying  the  saddle  (see 
exhibit  JH  3).  But  the  great  point  is  that  the  trussed  formation  is  wholly  ^ 
absent,  not  only  at  one  end  where  the  absence  is  obvious,  but  also  at  the  other, 
where  the  Plaintiff  contends  that  it  is  adopted.  The  wires  or  rods  of  the 
Defendants*  saddle  are  not  trussed  at  either  end  ;  and  although  there  are  upper 
and  lower  wires  or  rods  they  are  not  tied  together  at  the  end  where  the  Plaintiff 
says  they  are,  so  that  the  tension  in  the  upper  wire  or  rod  is  counteracted  by  10 
pressure  in  the  lower  one.  This  is  seen  to  be  so  when  the  mode  in  which  the 
ends  of  the  Defendants'  rods  are  kept  in  their  places  is  once  apprehended. 
Mr.  MoultorCs  ingenious  suggestion  that  the  Defendants  had  infringed 
Figure  7  in  the  Plaintiff's  drawing  is  disposed  of  by  what  has  been  already 
said.  Figure  7  shows  a  trussed  beam  formation  in  which  the  strain  on  the  15 
upper  rod  is  counteracted  by  an  opposite  strain  on  the  lower  rod.  But  in 
the  Defendants'  arrangement  the  top  and  bottom  wires  or  rods  both  act  in 
the  same  way  ;  they  are  both  strained  in  the  same  way.  A  tensile  strain  in 
one  is  not  counteracted  by  pressure  in  the  other.  The  Defendant  has  not 
therefore  infringed  the  jSrst  patent.  20 

The  second  patent  is  No.  14,620  of  1893,  granted  to  Easom  and  Mills^ 
but  now  owned  by  the  Plaintiff.  This  patent  is  for  "Improved  means  for 
"  altering  and  adjusting  the  position  of  cycle  saddles."  The  Specification 
states  that  the  invention  is  "  an  amplification  or  further  development  of  the 
"  connection,  means,  or  bosses  described  in "  a  number  of  former  patents  25 
which  are  specified.  A  reference  to  these  patents  is,  therefore,  not  only 
legitimate,  but  is  essential  in  order  to  ascertain  what  was  really  new  in  the 
Specification  of  1893.  The  patents  thus  referred  to  are  as  follows : — (1) 
18th  March  1893,  No.  r)829,  in  which  grooved  washers  are  shown  carrying  one 
pair  of  rods  {see  Figure  12)  ;  (2)  28th  April  1893,  No.  8553,  in  which  grooved  30 
washers  are  shown  carrying  two  pairs  of  rods  ;  (3)  16th  May  1893,  No.  9756, 
which  we  have  not  seen ;  (4)  9th  December  1892,  No.  22,608,  in  which 
grooved  washers  and  a  contrivance  for  tilting  are  shown  ;  (5)  13th  April  1891, 
No.  6283,  which  we  have  not  seen.  In  addition  to  these  there  was  a  patent  of 
Lamplughj  dated  16th  March  1893,  No.  5683,  showing  rotating  washers  with  35 
grooves  in  them,  carrying  bent  and  straight  rods,  and  admitting  both  a  tilting 
and  horizontal  adjustment  of  bicycle  saddles.  The  Plaintiff  says  this  invention 
was  stolen  from  him,  and  that  Lamplugh's  Figures  28  and  29  ought  to  be 
disregarded  as  not  covered  by  his  Provisional  Specification.  It  is  unnecessary 
to  consider  these  objections.  The  important  point  is  that  LamplugVs  40 
Complete  Specification,  with  the  drawings,  was  lodged  in  the  Patent  Office  on 
the  I3th  December  1893,  and  that  Easom  and  MilW  Complete  Specification 
was  not  filed  until  the  28th  April  1894.  For  some  purposes  Complete 
Specifications  relate  back,  and  for  these  purposes  Lamplugh^s  would  relate 
back  to  16th  March  1893,  and  Easom  and  Mills  relate  back  to  the  45 
24th  July  1893.  Lamplugh^s  patent  is  thus  the  earlier  of  the  two.  An 
illustrated  catalogue  of  bicycle  saddles,  sold  by  Lamplugh  and  published 
in  1890,  showed  a  method  of  horizontally  adjusting  bicycle  saddles  by  sliding 
their  rods  or  wires  through  grooved  holders,  and  the  same  thing  was  shown 
in  Ooddard  and  Rv^ker'^s  patent  of  1891.  50 

The  importance  of  all  this  evidence  is  to  show  that  the  parts  described  in 
Easom  and  Mills'  patent  were  old,  and  that  the  only  novelty  in  their  invention 
consisted  in  the  combination  of  the  tilting  and  longitudinal  adjustment  there 
described,  with  fastening  the  saddle  by  one  operation. 

The  Plsdntiff  contends  that  the  evidence  shows  that  the  improved  method  55 
of  combining  the  tilting  of  the  saddle  with  its  horizontal  adjustment  was  new, 
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apart  from  the  rest  of  the  described  invention,  and  he  further  contends  that 

his  patent  covers  the  grooved  washers  described   in  his    Specification   and 

drawings,  apart  from  the  bolt  or  pin  which  clamps  the  whole  to  the  pillar  or 

L  ^ar  of  the  bicycle.    The  evidence  shows  that  rotating  washers  with  grooves 

5  for  holding  wire  were  old,  and  that  the  horizontal  adjustment  of  bicycle  saddles, 

by  sliding  their  wires  through  bosses,  was  old.     But  unless  it  be  in  Lamplugh^s 

I  patent  of  1893, 1  do  not  find  in  the  evidence  any  proof  that  rotating  washers 

with  grooves  holding  wires  (able  to  slide  through  them  when  not  screwed  up, 

but  held  tight  when  screwed  up)  had  ever  been  used  for  bicycle  saddles  before 

10  the  date   of  Easom  and  Mills^  patent   of   1893.     If  they  had  claimed  these 

I  washers  as  a  distinct  invention,  a  patent  for  them  might  possibly  have  been 

supported,    unless    Lamplugh's    earlier    patent    stood     in    the     way.      The 

existence  of  this  patent  was,  to   say  the  least,   embarrassing,    and   it    very 

likely  accounts  for  what   is  certainly    the  fact,  that  the   washers  are  not 

15  claimed    by   Easom    and   Mills^    except  as  part   of  a   larger   combination. 

The  one  bolt  or  pin  passing  through  the  vertical   or  horizontal  rod  of  the 

I  bicycle  carrying  the  saddle  is  all  important.      This  one  bolt  or  pin,  when 

I  unscrewed,  allows  the  tilting  and  other  adjusting  apparatus  to  come  into  play, 

and  when  screwed  up  fastens  the  whole  of  such  apparatus  and  holds  the 

20  saddle  fast,  which  are  the  objects  of  that  particular  invention.    Doing  all 

this  by   one  operation  is  the  essence  of  Ea^om  and  MilW  invention.    The 

Specification  states  that  **  This  invention  relates  to  cycle  saddle  bosses,  or  to 

"  clamping  means  for  securing  or  connecting  the  saddle  to  the  boss  and  the 

*•  boss  to  the  pillar  or  L  P*^  t)y  one  operation  ";  and,  after  describing  the 

25  mechanism  of  grooved  washers,  gripping  cheeks  and  bbltorpin  passing  through 

them,  or  through  the  pillar  or  L  ^ar,  the  claim  is  worded  as  follows  : — '*  Having 

"  now  particularly  described  and  ascertained  the  nature  of  our  said  invention, 

**  and  in  what  manner  the  same  is  to  be  performed,  we  declare  that  what  we 

"  claim  is  :  First,  in  cycle  saddle  bosses  or  attachments,  gripping  or  screwing 

30  "  the  frame  rods  or  the  frame  wires  or  the  frames  of  cycle  saddles  between 

^^  intervening  and  rotating  washers  disposed  upon   the  outside  faces  of  the 

"  gripping  cheeks  and  outside  washers,  or  an  outside  washer  and  a  head  washer 

"  carried  by  a  bolt  or  pin,  which  said  opposed  washers  preferably  have  keep 

*'  grooves  or  sinkings  within  them  for  receiving  or  seating  the  said  wires  or 

35  "  frames,  substanti^ly  as  and  for  the  purpose  as  described  and  set  forth  in 

"  Figures  1  to  10."    Such  being  Easom  and  MiHs^  invention,  the  Defendants 

j  have  not  infringed  it.    They  adjust  the  saddle  longitudinally  and  angularly  by 

I  means  of  grooved  washers  like  those  described  by  Lamplugh^  and  also  by 

Easom  and  Mills^  but  this  is  done  by  two  operations,  namely,  one  on  each  side 

40  of  the  boss,  and  another  and  distinct  operation  is  necessary  to  fix  the  saddle  to 

the  pillar  or  L  t)ar.     The  Defendants  have  no  pin  going  through  this  pillar  or 

bar ;  they  have  a  ring  which  goes  round  it,  and  on  this  ring  are  three  pins  with 

screw  ends  for  nuts.    Two  of  these  pins  carry  the  washers,  and  when  the  nuts 

on  these  are  unscrewed,  the  saddle  can  be  tilted  and  shifted  horizontally.    The 

45  third  pin  on  the  ring  carries  a  piece  of  metal,  curved  so  as  to  fit  close  to  the 

I  pillar  or  L  bar,  and  tightly  clamp  it  when  screwed  down.    The  Defendants 

I  have  three  operations  for  doing  what  Easom  and  Mills  do  in  one.     But  although 

I  the  effect  produced  is  the  same,  and  the  grooved  washers  are  essential  to  both 

modes  of  producing  such  effect,  yet  the  essence  of  Easom  and  Mills'  invention 

50  is  in  producing  the  desired  effect  by  one  operation  and  one  only,  and  in  this 

respect  the  Defendants  have  not  copied  the  invention. 

The  Plaintiff's  third  patent  is  No.  10,235a  of  1894,  for  "  Improvements  in  the 

^'  attachment  of  bosses  of  cycle  saddles."    This  again  is  '^  an  amplification  or 

**  development "  of  certain  former  patents  which  are  mentioned  in  the  Specifi- 

55  cation,  Easom  and  Mills*  patent  of  1893  being  one  of  them.    The  invention 

consists  of  replacing  Easom  and  MMs^  pin  or  bolt  going  through  the  pillar  or 
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L  bar  by  a  metal  bridge  or  bracket  going  half  roand  it,  and  by  introducing  a 

ring  with  a  pin  fixed  to  it  and  having  a  screw  end.     The  ring  goes  round  the 

pillar  or  L  ^sir.     The  pin  on  the  ring  goes  through  the  metal  bridge,  and  when 

the  nut  on  the  pin  is  screwed  down,  the  boss  grips  the  pillar  or  L  bar  tightly 

and  the  saddle  is  made  fast.    The  washers,  with  their  grooves,  are  similar  to  5 

those  described  in  Easom  and  Mills*  patent.     In  order  to  appreciate  what  is 

new  in  this  patent  of  1894,  it  is  necessary  again  to  refer  to  LamplugVs  patent 

of  1893,  and  this  shows  that  the  only  real  novelty  in  the  Plaintiff's  patent  of 

1894  is  the  substitution  of  the  fixed  bridge  or  bracket  for  the  bolt  or  pin 

described  in  Easom  and  Mills*  patent  of  1893,  and  the  addition  thereto  and  10 

combination  therewith  of  the  adjustable  ring  already  mentioned.     The  claim 

runs  thus  :  ^'  Having  now  particularly  described  and  ascertained  the  nature  of 

'^  my  said  invention,  and  in  what  manner  the  same  is  to  be  performed,  I  declare 

^^  that  what  I  claim  is  : — First,  an   independent  clamping  and  universal   or 

<*  adjustable  attachment  boss  for  cycle  saddles,  consisting  of  an  adjustable  ring  15 

*•  grip  located  within  the  middle  part  of  a  bridge,  bracket,  or  carrier,  having  ^ 

*'  cheeks  or  faces  and  screwed  stalks  or  pins  at  its  outer  sides,  upon  which 

'^  latter  toothed  inside  washers  and  plain  outside  washers,  both  having  keep 

^  grooves  at  their  opposed  faces  for  the   reception   of  the  frame  sides,  are 

"  threaded  and  forced  home  by  screw  nuts  or  other  drawing-up  expedients,  20 

^'  substantial!^ as  and  for  the  purpose  described  and  set  forth  in  Figures  1  to  4.'^ 

ThegroQped  washers,  which  are  really  what  the  Plaintiff  now  seeks  to  protect,  j 

wdfeciaimed  by  Easom  and  Mills  as  parts  of  the  particular  combination 

described  by  them  in  their  patent  of  1893.    These  washers  are  again  claimed 

by  the  Plaintiff  in  his  patent  of  1894  as  parts  of  the  particular  combination  25 

described  in  the  Specification  of  that  patent.    But  neither  the  patent  of  1893, 

nor  the  patent  of  1894,  is  infringed  by  taking  the  grooved  washers  apart  from 

the  rest  of  the  combination  described  in  the  Specifications  of  those  patents.  j 

LamplugKs  boss  is  shown  in  exhibit  JH  8.   The  Defendants  are  his  licensees, 
and  what  they  have  done  is  to  take  his  method  of  adjusting  and  tilting  the  30  , 

saddle,  and  alter  his  mode  of  clamping  the  adjusting  and  tilting  mechanism  to  I 

the  pillar  or  L  P^^*    They  have  done  this  by  cutting  away  his  clamping  pieces  i 

and  putting  a  screw  pin  on  to  his  ring  round  the  pillar.    They  have  then  put 
a  movable  clamp  (or  bridge  or  bracket)  on  to  this  pin,  and  a  nut  on  to  its  screw  \ 

end,  as  shown  in  the  exhibit  JH  13.  When  the  nut  is  screwed  down  the  35 
clamp,  or  bridge,  or  bracket,  holds  the  pillar  or  L  V^^  ^^^^  ^^  ^^^  ^^^?  ^^^ 
secures  the  saddle  in  its  place.  The  Plaintiff's  boss,  which  is  JH  12,  and  the 
Defendants'  boss  (JH]3)are  uncommonly  alike.  But  the  new  invention  in 
the  Plaintiff's  boss  (JH  12)  is  so  small  that  hardly  anything  short  of  an  exact 
imitation  of  it  can  amount  to  an  infringement  of  it.  Having  regard  to  40 
Lamplugh^s  patent,  the  fixed  bridge  in  the  Plaintiff's  patent  of  1894,  as 
distinguished  from  the  ring  in  Lamplugh's  patent,  is  an  essential  part  of  the 
Plaintiff's  combination,  and  the  ring  used  by  the  Defendants  cannot  be 
regarded  as  a  mere  equivalent  or  colourable  imitation  of  the  Plaintiff's  bridge. 

This  patent,  therefore,  of  the  Plaintiff's  is  not  infringed  by  the.  Defendants.  45 
The  appeal  must,  therefore,  be  dismissed,  with  costs. 
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In  the  High  Coubt  of  Justicb— Chancbry  Divibiok, 
Befor$  Mr,  Justice  Rombr, 
Noveiaa^l^y  13^1^^  Ig^h^  17th,  igth,  and  19th,  and  December  8th  and  18th,  1896, 

TlEiB    PNBUMilTIC    TTRB    COMPANY,    LD.    V.    THB    EAST    LONDON 

^  Rubber  Company. 

^5*^*^*^^. — Action  for  infringemenL — Alleged  di»conformity. — Alleged  aniici^ 
fpgfj^?\^— 'Infringement  —  Advantages  of  invention.Stay  of  injunction. — 
^  jt^^nEbafe  of  validity  not  given  twice  over, 

j^^|^^«r/ton  wa>8  to  restrain  infringement  of  a  patent  for  improvements  in 

\0  ^^i^^^T*    tyr^  «wd  m^etal  rims  or  felloes   of  wheels  for  cycles  and  other  light 

nCi^^^'     ^^  i>e/J?tjrfan&   denied  infringement^  and  alleged  that  the  patent 

^fr?    '^'9%valid  on  the  grounds  of  disconformity^  in  that  the  Complete  Specijica- 

the    ^"^^^snded  the  invention  to  pneumatic  tyres^  which  were  not  mention^  in 

tu»*       ^°*^^^**^^  Specification^  and  anticipation  of  the  means  of  securing  the 

J^^^y  i^^  ^^  Patentee's  invention  of  his  form  of  rubber  tyre^  and  of  the 

iliM  *^  ^^^^  ^  fastened  it  on  to  the  rim  was  a  novel  and  useful  invention  ; 

tiS!  *^^  ^^"^  **^  disconformity  between  the  Provisional  and  Complete  S/jecifica- 

9ft  Aid  *  ^^^^  ^^^^  tvas  no  anticipation ;  and  that  the  Defendants  had  infringed, 

Pw  ^^^^   ^^  ^^^  o6%6rf  to  detail  the  advantages  of  his  invention  in  his 

^^^ional  Specification.    A  person  cannot  use  a  patented  invention  for  a  new 

P^fTose  without  paying  for  the  use. 

On  the  16th  of  September  1«90,  a  patent  (No.  14,563  of  1890)  was  granted 
to  Charles  Kingston  Welch^  for  "  Improvements  in  rubber  tyres  and  metal 
2i  "  rims  or  felloes  of  wheels  for  cycles  and  other  light  vehicles." 

The  Provisional  Specification  was  as  follows : — ^**  My  invention  relates  to 
^'  improvements  in  the  construction  of  rubber  tyres  and  metal  rims  or  felloes, 
"  and  methods  of  securing  the  same  one  to  the  other  for  the  wheels  of  cycles 
'<  and  other  light  vehicles. 
30  "  The  chief  objects  of  my  invention  are  easy  running,  reduction  of  vibration 
**  and  security  of  the  rubbers  to  the  metal  rims  or  felloes. 

"  Hitherto  the   majority   of   rubber  tyres  used  on  cycle  wheels  have  been 

^*  round  in  section  and  of  small  diameter  fitted  in  grooved  rims  or  felloes  which 

''  has  not  only  rendered  half  of  the  rubber  tyre  of  little  or  no  use  for  reducing 

35  ^'  vibration  but  has  also  cut  on  the  sharp  edges  of  the  rims  or  felloes  thus 

"  destroying  the  tyre. 

"  According  to  this  invention  the  rubber  tyres  are  soft  and  of  larger  form 

"  and  are  constructed  to  fit  either  wholly  or  partly  outside  the  metal  rims  or 

^^  felloes  which  may  in  some  cases  be  of  special  shape  as  hereinafter  described. 

40       "  In  constructing  a  light  wheel  for  a  cycle  I  may  form  the  rim  of  a  length  of 

♦'  round  or  D  shaped  weldless  steel  or  other  tube  (say  about  f  in.  diameter)  or  I 

H 
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"  may  form  a  hollow  rim  or  felloe  having  shoulders  of  more  or  less  extent  at 
"  the  sides,  or  I  may  form  rims  of  the  ordinary  crescent  shaped  steel  turned 
"  the  reverse  way  or  any  other  suitable  form  having  a  more  or  less  rounding 
"  surface  outwardly  (in  section)  for  the  rubber  tyre,  into  any  of  these  the 
"  spokes  may  be  suitably  secured.  5 

*'  The  rubber  tyres  to  fit  the  above  described  rims  or  felloes  may  be  moulded 
"  (in  section)  saddle  or  arch  shaped  thickened  in  the  crown  thus  forming  a 
"  groove  inside,  into  which  is  fitted  the  metal  rim  or  felloe  of  the  wheel. 
"  In  order  to  secure  the  rubber  tyre  to  the  metal  rim  I  may  have  two  small 
"  holes  through  the  rubber  one  on  each  side  of  the  rim  through  each  of  10 
"  which  a  suitable  wire  may  be  put  and  the  ends  may  be  connected  with  a 
"  nipple  having  a  right  and  left  hand  thread,  or  I  may  put  a  thread  on  one 
"  end  of  the  wires  and  a  head  on  the  other  and  connect  it  with  a  similar 
"  device,  or  I  may  use  the  well  known  spring  wire,  the  nipples  may  be  of 
'*  hexagon  form  or  may  be  enlarged  in  any  part  in  the  form  of  a  hexagon  15 
"  collar  which  may  be  turned  by  means  of  a  suitable  thin  wrench  pushed 
"  between  the  ends  of  the  rubber  or  if  the  tyre  is  moulded  in  a  complete 
"  ring,  small  apertures  may  be  made  for  the  purpose,  thus  the  above 
"  described  rubber  tyres  may  be  placed  on  either  of  the  described  metal  rims 
"  or  felloes  one  wire  of  which  may  be  connected  beforehand  the  ends  20 
"  of  the  other  wire  may  then  be  connected  after  the  tyre  is  in  place  and  each 
"  drawn  together  with  the  wrench  thus  the  rubber  tyre  would  tighten  on 
"  the  rim  or  felloe  and  the  sides  would  be  slightly  drawn  in  towards  the 
"  centre  of  the  wheel. 

**  I  may  mould  rubber  tyres  as  above  described  in  quite  a  different  form  (in  25 
"  section)  from  what  they  appear  when  on  the  rim  or  felloe,  for  instance  the 
"  sides  of  the  rubbers  may  nearly  touch  having  in  section  somewhat  the  form 
"  of  a  closed  horseshoe.  In  fitting  a  tyre  thus  moulded  on  to  the  metal  rim  it 
"  is  obviously  necessary  to  open  the  rubber  which  would  not  only  hug  the  rim 
"  but  also  cause  the  outer  surface  of  the  rubber  tyre  which  is  subject  to  30 
"  the  most  wear  to  be  compressed  laterally  rendering  it  softer  and  more 
"  indestructible. 

**  I  may  also  make  the  rubber  tyres  larger  in  circumference  and  draw  them 
"  into  the  rims  or  felloes  by  the  wires,  this  would  cause  the  surface  of  the 
"  rubber  to  be  compressed  generally  making  it  still  more  indestructible  and  35 
*•  easy  running.  I  may  also  line  the  inner  and  under  portions  of  these  rubbers 
"  with  canvas  or  similar  material  either  to  give  support  to  the  wires  or  to 
"  prevent  undue  wear  on  the  part  or  parts  in  contact  with  metal. 

"  The  outward  form  of  these  rubber  tyres  (in  section)  may  be  rounding  or 
"  may   be  more  or  less  flat  as  found  in  practice  to  be  most  advantageous  in  40 
"reducing  vibration. 

"  The  inner  surfaces  or  those  in  contact  with  the  metal  rim  or  felloe  may  be 
"  grooved  or  embossed  for  the  purpose  of  either  lightening  the  rubber,  reducing 
"  vibration  or  for  cementing  to  the  rims,  felloes  or  the  like. 

"  The  above  described  improved  rubber  tyres  are  also  applicable  to  cycle  and  45 
"  other  wheels  in  present  use  or  made  in  the  ordinary  way  in  which  case  they 
"  may   be   fitted   over  the  existing  rubbers  without  necessarily  making  any 
**  alteration  or  I  may  substitute  in  place  of  the  ordinary  rubbers  a  lighter  or 
"  cheaper  material  such  as  cork. 

"  I  may  also  fit  this  class  of  tyre  to  the  ordinary  rims  by  modifying  the  form  50 
"  of  the  inner  surface  of  the  rubbers  in  which  case  a  hole  through  the  centre 
"  may  be  an  advantage  for  lightening  the  same. 

"  In  all  cases  these  tyres  may  be  cemented  in  addition  to  the  wires  described 
"  for  either  preventing  the  collection  of  dirt  or  dust  or  to  help  in  keeping  them 
"  in  position.  55 

"  Another  method  of  securing  the  rubber  tyres  to  the  rims  is  to  have  thin 
"  pieces  of  metal  such  as  brass  stamped  to  fit  the  metal  rims  or  felloes 
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*'  and  vulcanized  on  the  inner  surfaces  of  the  rubbers  these  can  either  be 
*'  fastened  to  the  metal  rims  or  felloes  by  small  screws  or  soft  soldered  to  the 
**  same. 
"  The  above  described  rubber  tyres  being  outside  the  metal  rims  or  felloes 
5  "  are  free  to  expand  laterally  thus  giving  a  more  elastic  contact  with  the  ground 
"  and  therefore  reducing  vibration  more  effectually. 

"  In  applying  these  improvements  to  wheels  other  than  cycles  it  may  in  some 
**  instances  be  necessary  to  vary  the  details  of  construction. 
The  Complete  Specification,  left  on  the  16th  of  June  1891,  was  (so  far  as 

10  material  for  the  purpose  of  the  present  Report)  as  follows  : — ^"  My  invention 
"  relates  to  improveftients  in  the  construction  of  rubber  tyres  and  metal  rims 
"  or  felloes  and  methods  of  securing  the  same  one  to  the  other,  for  the  wheels 
"  of  cycles  and  other  light  vehicles. 

"  The  chief  objects  of  my  invention  are  to  produce  rubber  tyres  that  will  be 

15  "  easy  running,  reduce  vibration  and  also  be  securely  fastened  to  the  meta] 
**  rims  or  felloes. 

"  The  rubber  or  elastic  tyres  hereinafter  described  are  in  most  cases  saddle 
"  or  arched  (when  on  the  rims)  in  section  and  are  made  to  fit  either  wholly  or 
••  partly  outside  the  metal  rims   or  felloes  which  may   in   some  cases  be  of 

20  **  special  form  as  hereinafter  described,  I  also  construct  this  form  of  tyre  to  fit 
"  over  other  elastic  tyres  or  wheels  at  present  in  vogue  or  made  in  the  ordinary 
"  way,  either  for  protecting  securing,  or  reducing  vibration.  In  all  cases  the 
"  method  of  securing  renders  the  rubber  tyre  easily  attachable  or  detachable 
"  for  repairs  &c. 

25  "  Referring  to  the  accompanying  sheet  of  drawings  throughout  the  several 
"  figures  similar  parts  are  marked  with  like  letters  of  reference.  Fig.  L  is  a 
**  transverse  section  of  a  saddle  or  arched  shape  rubber  or  elastic  tyre  as  fitted  to 
^  a  round  weldless  steel  tubular  rim.  Fig.  2  is  a  transverse  section  and  part 
*•  side  elevation  of  a  similar  tyre  as  fitted  to  a  D  shaped  tubular  rim  in  which 

30  **  the  spokes  may  be  suitably  secured.  Referring  to  both  figures  a.  is  the 
**  rim.  c.  the  saddle  or  arched  shape  elastic  tyre  through  which  two  longi- 
^^  tadinal  holes  are  foi-med  one  on  each  side  of  the  rim,  these  are  lined  with 
"  a  strong  canvas  or  insertion  and  vulcanized  within  the  rubber  c.  as  shown 
^^  at  d»  these  linings  may  be  separate  one  from  the  other  as  in  Fig.  1    or   I 

35  "  may  fold  a  piece  of  canvas  on  each  side  and  either  stitch  or  otherwise  fasten 
*'\  it  together  and  vulcanize  the  same  within  the  rubber  tyre  as  shown  at  d. 
•*  in  Fig.  2. 

"  In  order  to  secure  the  rubber  or  elastic  tyres  to  the  rims  I  insert  two 
"  wires  or  cores  e.  e.  (which  may  be  of  steel  brass,  bronze  or  other  sufiBciently 

40  ^  inelastic  material  to  answer  the  purpose)  one  on  each  side  of  the  rim,  the 
"  ends  of  the  wires  may  be  connected  with  a  nipple  /.  having  a  right  and 
**  left  hand  thread  screwed  thereon,  or  I  may  put  a  thread  on  one  end  of  the 
^^  wires  a  head  on  the  other  and  connect  it  with  a  similar  device  as  shown 
"  with  reference  to  Fig.  21  or  in  any  other  suitable  way.    The  nipples  may 

45  ^  be  of  hexagon  form  or  may  be  enlarged  at  any  part  in  the  form  of  a 
"  hexagon  collar  as  shown  at  /.  Fig.  2  which  may  be  turned  by  a  thin  wrench 
**  as  shown  in  Fig.  3  pushed  between  the  ends  of  the  rubber  when  the  tyre 
**  is  made  of  a  straight  length  or  if  moulded  in  a  complete  ring  small 
••  apertures  may  be  nuide  for  the  purpose  as  shown  at  g.  Fig.  2.    Thus  the 

50  "  above  described  rubber  tyres  may  be  placed  on  either  of  the  described 
^^  metal  rims  or  felloes  one  wire  of  which  may  be  connected  beforehand  the 
**  ends  of  the  other  wire  may  then  be  connected  after  the  tyre  is  in  place 
**  and  each  drawn  together  with  a  wrench,  thus  the  rubber  tyre  would  tighten 
**  on  the  rim  or  felloe  and  the  sides  would  be  drawn  in  towards  the  centre 

55  ^  of  the  wheel  securing  the  same  thereto,  the  under  or  inner  portion  of  the 
^  tyre  Fig.  1.  is  shown  lined  with  canvas  to  strengthen  the  same,  cement  may 
**  be  used  in  addition  to  the  wires  for  either  preventing  the  collection  of  dirt  or 

B  % 
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"  duBt  OP  to  help  in  keeping  them  in  position,  when  the  tyres  may  be  grooved, 
"  serrated  or  embossed  as  shown  in  Fig.  2. 

"  Fig.  4  shows  in  section  a  tyre  of  similar  construction  to  that  described 
**  with  reference  to  Fig.  2.  but  is  round  in  outward  form  and  is  fitted  to  a 
"  different  section  of  rim,  the  inner  surface  of  the  rubber  is  shown  at  h.  deeply  5 
**  grooved  for  either  lightening  the  same  or  for  reducing  vibration. 

"  Fig.  5.  shows  in  transverse  section  a  saddle  or  arched  shaped  rubber  as  fitted 
"  to  an  inverted  crescent  steel  rim  or  felloe,  a.  is  the  rim.  c.  is  the  rubber 
"  tyre.  d.  is  the  canvas  for  supporting  the  wires  and  is  shown  double  or 
"  formed  of  a  flattened  canvas  tube.  e.  e.  are  the  wires  or  cores  for  securing  10 
*'  the  same  which  may  be  applied  in  the  same  manner  as  described  with 
"  reference  to  Figs.  1  and  2. 

"  Figs.  6  and  7  are  transverse  sections  Fig.  8  a  longitudinal  section  of  saddle 
"  or  arched  shaped  rubber  tyres  of  different  outward  form,  fitted  to  hollow 
"  rims  formed  with  an  outward  rounding  surface  having  shoulders  formed  15 
"  thereon  of  more  or  less  extent  at  the  sides. 

"  The  under  or  inner  surfaces  of  these  tyres  are  deeply  embossed  for  the 
"  purpose  of  reducing  vibration  or  for  lightening  the  rubber.  Referring  to  the 
"  above  three  figures  a,  shows  the  form  of  the  rims.  c.  the  construction  of 
"  the  rubber  tyres,  rf.  the  manner  of  inserting  the  canvas  or  insertion  within  20 
"  the  tyres,  e.  e.  are  the  wires  or  cores  for  securing  the  same.  In  connecting 
"  or  disconnecting  the  wires  on  this  form  of  rim  the  tyres  may  be  lifted  and 
"  held  from  the  rim  by  any  convenient  tool  such  as  a  screwdriver.  By  making 
"  this  form  of  rim  very  shallow  I  may  connect  both  the  wires  beforehand  and 
"  force  the  rubber  into  its  place  on  the  rim.  25 

"  The  above  described  improved  rubber  tyres  are  also  applicable  to  other 
"  elastic  tyres  or  wheels  at  present  in  vogue  either  in  their  construction  or  for 
"  protecting,  securing,  or  reducing  vibration.  Figs.  9  and  10  show  saddle  or 
"  arched  shaped  tyres  constructed  and  secured  in  the  same  manner  as  those 
"  described  with  reference  to  Figs.  1.  2.  4  and  5  but  fitted  over  ordinary  round  30 
'*  rubbers,  a.  Fig.  9  shows  an  ordinary  f  in.  hollow  rim,  b  an  ordinary  round 
"  rubber  tyre,  c  is  the  saddle  or  arched  shaped  elastic  tyre.  d.  the  canvas  for 
"  supporting  the  wires  e.  «.,  the  under  or  inner  surface  of  the  tyre  is  grooved 
"  or  serrated  that  it  may  the  better  grip  the  under  rubber,  or  for  the  use 
"  of  cement.  Fig.  10  shows  a  rubber  tyre  having  an  embossed  under  surfiice  35 
'^  similar  and  for  the  same  purpose  as  those  described  with  reference  to 
"  Figs.  6.  7  and  8  fitted  over  an  ordinary  |  in.  rubber  tyre  cemented  in  an 
"  ordinary  rim  as  in  Fig.  9. 

"  I  may  mould  tyres  herein  described  in  quite  a  different  form  in  section 
"  from  what  they  appear  when  on  the  rims,  felloes  or  tyres  for  instance  the  40 
"  sides  of  the  rubbers  may  nearly  touch,  having  in  section  somewhat  the  form 
"  of  a  closed  horse-shoe  as  shown  in  Figs.  11  &  12.     In  fitting  a  tyre  thus 
"  moulded  and  vulcanized  on  to  the  metal  rims  or  tyres,  it  is  obviously 
"  necessary  to  open  the  rubber  which  not  only  hugs  the  rim,  tyre  or  felloe 
"  but  also  causes  the  outer  surface  of  the  rubber  tyre  which  is  subject  to  45 
^'  the  most  wear   to  be  compressed    laterally    thus    rendering  it  the  more 
"  indestructible.    I  may  also  make  the  rubber  tyres  slightly  larger  in  circum- 
^'  ference  and  draw  them  on  to  the  rims,  tyres  or  felloes  by  the  wires  or 
'^  cores  thus  causing  the  surface  of  the  rubber  tyres  to  be  compressed  generally 
'^  making  it  still  less  liable  to  cut.    In  all  cases  I  prefer  to  line  these  tyres  with  50 
"  canvas  or  other  suitable  material. 

*'  Fig.  14  shows  an  ordinary  cushion  tyre  protected  and  secured  by  my 
"  improved  form  of  tyre  or  outer  covering,  a.  is  the  rim.  b.  is  an  ordinary 
"  cushion  tyre.  c.  is  a  saddle  or  arched  shaped  tyre  made  much  thinner  in 
**  the  crown  than  those  before  described,  d,  is  the  canvas  lining,  e.  e.  are  55 
"  the  securing  wires,  the  method  of  applying  is  similar  as  in  the  design9 
"  hereinbefore  described, 
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**  Fig.  15  shows  a  transverse  section  of  a  saddle  or  arched  shape  rubber  or 
*^  elastic  tyre  constructed  according  to  my  invention  for  covering,  protecting 
"  and  securing  tyres  of  wheels  which  are  inflated  with  air  as  described  in 
"  Thomson*s  Patent  No.  10990 — 1845,  and  are  now  in  present  use.  a  is  a  wide 
5  **^  metal  rim  constructed  with  a  rounding  surface  outwardly  in  the  form  of 
"  a  shallow  concave  groove  on  each  side  of  which  the  shoulders  k.  k.  are 
"  formed  the  spokes  may  be  secured  in  the  rim  in  the  ordinary  way,  this 
"  rim  may  also  be  made  in  a  tubular  form.  &.  is  an  ordinary  inflatible  tyre 
"  similar  to  that  described  in  Thomson's  Patent  hereinbefore  mentioned  and 

10  "  also  in  present  use.  c.  is  a  saddle  or  arched  shaped  tyre  similar  to  those 
"  before  described  but  made  larger  as  shown  in  the  drawings,  d.  d  is  a 
**  strong  canvas  lining  made  from  a  width  of  canvas  or  other  suitable  material 
**  folded  over  and  sewn  or  otherwise  secured  as  before  described  so  as  to 
**  form  a  strong  support  for  the  wires  or  cores,  in  some  cases  ifr  may  be 

15  •*  desirable  to  double  the  canvas  throughout,  e.  e.  are  the  securing  wires  or 
"  cores  which  are  inserted  into  the  sides  of  the  tyre  or  covering  as  in  other 
**  cases  hereinbefore  described,  the  ends  of  the  wires  may  be  fastened  by 
"  nipples  similar  to  those  before  described  or  I  may  render  the  wires  end- 
**  less  in  this  case  by  beveling  the  ends  of  the  wires  for  about  2  in.  and 

20  **  braze  them  together,  the  tyre  may  then  be  made  up  on  the  wires  or 
**  cores  and  vulcanized  with  the  same.  L  is  a  piece  of  canvas  placed 
**  over  the  spoke  heads  to  protect  the  inflatible  tyre  from  undue  wear. 
'*  Fig.  16  shows  a  saddle  or  arched  tyre  of  this  class  moulded  or  vulcanized 
^  in  a  closed  form  in  a  similar  manner  and  for  the  same  purpose  as  those 

25  "  described  with  reference  to  Figs.  11.  and  12.  whereby  the  outer  surface 
**  is  rendered  more  indestructible.  Fig.  17.  shows  another  method  of 
"  moulding  or  vulcanizing  the  same  tyre,  whereby  the  condition  and  shape 
**  of  the  rubber  when  on  the  ground  may  be  the  same  or  nearly  the  same 
^'  as  that  when  moulded  or  vulcanized  thus  rendering  it  less  liable  to  cuts 

30  "  or  punctures. 

"  Fig.  18  is  a  transverse  section  of  the  complete  tyre  and  rim  as  described 
**  with  reference  to  Figs.  15.  16  and  17.  showing  the  manner  in  which  the  tyre 
^*  is  attached  or  detached  from  the  metal  rim.  a.  is  the  metal  rim  &  is  an 
**  ordinary  inflatible  tyre  or  tube  shown  doubled  up  or  in  a  collapsed  form 

35  **  inside  the  closed  tyre  c.  (see  also  Fig.  16)  e.  e.  shows  the  wires  or  cores  which 
**  are  made  smaller  in  circumference  than  the  flanges  of  the  rim.  m.  shows  the 
"  ordinary  tube  for  inflating  in  which  is  generally  fitted  a  valve  this  projects 
"  through  a  hole  in  the  rim  a.  through  which  the  inner  tyre  is  inflated  in  the 
"  ordinary  way.     To  secure  the  whole  on  the  rim  the  inflatible  tyre  is  first 

40  **  placed  within  the  outer  or  protecting  tyre  c,  the  wires  or  cores  e.  e  are  then 
**  closed  together  allowing  the  tube  m.  to  project  between,  this  is  then  pushed 
"  through  the  hole  in  the  rim  a.  and  the  two  wires  or  cores  are  placed  into  the 
**  bottom  of  the  concave  groove  for  about  two  thirds  of  the  whole  rim  the 
**  remainder  of  the  wires  or  cores  with  the  tyre  can  then  be  lifted  or  sprung 

45  "  over  the  edge  of  the  rim  opposite  the  tube  m.  as  shown  in  the  draw^ing  the 
•*  inner  tube  or  tyre  b  may  now  be  inflated  with  a  small  pump  in  the  usual 
**  manner,  this  causes  the  wires  or  cores  e.  e.  to  part  until  finally  they  are 
•*  pushed  into  place  over  the  shoulders  k.  k.  thus  the  wires  being  smaller  in 
**  circumference  than  the  edges  of  the  rim,  the  inner  tube  or  tyre  may  be 

50      pumped  tight  against  the  inner  surface  of  the  protecting  tyre  thus  the  whole 
'^^  is  rendered  secure  on  the  rim  as  shown  in  Fig.  15.  and  also  in  dotted  lines  in 
Fig.  18.    To  detach  the  rubber  tyre  or  outer  covering  from  the  rim  the  air 
must  first  be  allowed  to  escape  when  the  wires  or  cores  may  be  pinched  or 
"  closed  together  round  the  rim  by  the  thumbs  and  fingers  until  the  wires  can 

55  **  be  lifted  over  the  edge  of  the  rim ;  the  whole  can  then  be  removed  as  shown 
**  in  Fig.  18. 

**Fig.  19  shows  a  complete  tyre  constructed  to  fit  the  ordinary  large  sized 
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"  rims.  a.  is  the  rim  in  which  is  fitted  the  rubber  tyre  c.  constructed  with  a 
"  hole  through  the  same  for  either  lightening  or  reducing  vibration,  d.  is  the 
"  canvas  for  supporting  the  wires  e.  e.  which  are  passed  through  the  holes  and 
"  drawn  together  in  a  similar  manner  to  those  described  with  reference  to 
"  Pigs.  1  and  2.  5 

"  Fig.  20  shows  a  similar  tyre  constructed  with  a  much  larger  hole  through 
"  the  centre  this  hole  or  space  may  be  inflated  through  a  suitable  tube  fitted 
"  with  a  valve  in  the  ordinary  manner,  a  shows  an  ordinary  hollow  metal  rim 
"  made  with  rounded  edges  c  is  a  saddle  or  arched  shaped  tyre  connected  at  the 
"  bottom  by  a  web  or  band  of  rubber  thus  making  a  complete  tube  ;  d.  is  the  10 
"  canvas  insertion  which  is  vulcanized  within  the  rubber  in  the  form  of  a  tube 
*•  for  strengthening  the  same  and  also  to  give  support  to  the  securing  wires  or 
"  cores  e,  e.  which  may  be  connected  by  the  described  nipples  or  the  wires  may 
"  be  rendered  endless  by  brazing  the  ends  together  as  before  described  in  which 
"  case  they  must  be  inserted  before  vulcanizing,  m.  is  the  valve-tube  through  15 
•*  which  the  tyre  may  be  inflated  in  the  usual  manner.  In  order  to  secure  the 
"  tyre  in  its  place  on  the  rim  the  tube  m  is  first  pushed  through  the  hole  in  the 
"  rim  a.  the  rubber  type  is  then  pulled  open  as  shown  in  dotted  lines  which 
"  allows  it  to  be  forced  or  pushed  into  its  place,  the  tyre  is  then  inflated  which 
"  causes  the  web  or  band  of  rubber  to  be  pressed  down  tightly  into  the  concave  20 
"  grooved  rim  and  thus  preventing  any  displacement  laterally,  the  tyre  being 
"  held  on  each  side  by  the  wires  or  cores  is  therefore  firmly  secured  to  the  rim. 

"  To  remove  the  tyre  from  the  rim  all  that  is  necessary  is  to  allow  the  air  or 
"  gas  to  escape,  the  tyre  can  then  be  easily  pulled  laterally  over  the  edge  of  the 
"  rim  without  disconnecting  the  securing  wires  or  cores.  In  most  cases  thcbo  25 
"  tyres  may  be  cemented  in  addition  to  the  described  wires  or  cores  for  either 
"  preventing  the  collection  of  dirt  or  dust  or  to  help  in  keeping  them  in  position 
"  on  the  rims. 

"  The  above  described  rubber  tyres  being  either  wholly  or  partly  outside  the 
"  metal  rims  or  felloes  are  free  to  expand  laterally,  thus  giving  a  more  elastic  30 
"  contact  with  the  ground  and  therefore  reducing  vibration  more  effectually. 

"  It  is  obvious  that  I  may  fit  these  improvements  to  various  other  wheels  and 
"  also  vary  the  details  of  construction  without  however  departing  from  my 
"  invention. 

"I  would  have  it  distinctly  understood  that  I  am  aware  that  arched  tyres  35 
"  have  been  used  before  also  that  wires  and  other  cores  have  been  applied  in  a 
"  variety  of  ways. 

**  I  am  also  aware  that  a  tyre  similar  in  form  and  fitted  on  to  a  similar  rim  to 
"  that  described  by  me  with  reference  to  Fig.  1,  is  shown  in  Salamon's  Patent 
•*  17093®^  but  is  secured  to  the  rim  by  cement  only,  or  by  shrinking.  40 

"  Having  now  particularly  described  and  ascertained  the  nature  of  my  said 
"  invention  and  in  what  manner  the  same  is  to  be  performed,  I  declare  that 
"  what  I  claim  is  : — 

•*  1.  A  rubber  or  elastic  tyre  having  the  form  of  a  saddle  or  arch  in  section  in 
"  combination  with  two  wires  inserted  through  the  sides  of  the  same  for  45 
"  securing  it  to  the  metal  rims  or  felloes  substantially  as  herein  described. 

"  2.  The  application  of  a  rubber  or  elastic  tyre  to  a  metal  rim  or  felloe  in 
"  such  a  manner  that  the  wires  or  cores  inserted  within  the  said  rubber  for 
•*  securing  the  same  are  outside  the  rim  or  felloe  substantially  as  herein 
"  described.  50 

"  3.  A  rubber  or  elastic  tyre  having  the  form  of  a  saddle  or  arch  in  section 
"  fitted  with  two  wires  or  cores  so  arranged  that  the  same  may  be  easily  attached 
"  or  detached  by  a  wrench  from  outside  the  rim,  felloe  or  tyre  substantially  as 
"  herein  described. 

**4.  A  rubber  or  elastic  tyre  having  the  form  of  a  saddle  or  arch  in  section  55 
**  lined  with  canvas  in  combination  with  two  wires  or  sufiiciently  inelastic  cores 
•*  for  securing  the  same  to  the  rims  or  tyres  substantially  as  herein  described. 
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"  5.  The  application  of  endless  wires  or  cores  to  each  side  of  a  rubber  or 
"  elastic  tyre  having  a  saddle  or  arched  form  in  section  in  combination  with  a 
"  canvas  insertion  or  insertions  for  sapporting  the  same  substantially  as  herein 
*•  described. 
5  "6.  The  methods  of  securing  the  elastic  tyres  in  combination  with  the  form 
"  of  rims  substantially  as  herein  described  and  shown  in  the  drawings  with 
"  reference  to  Figs.  6.  7  &  8. 

"7.  Grooving  or  embossing  a  rubber  or  elastic  tyre  for  the  purpose  of  reducing 
"  vibration  or  for  lightening  the  same  in  combination  with  the  wires  or  cores 
10  "  for  securing  to  the  rim  felloe  or  tyre  substantially  as  described  with  reference 
-  to  Pigs.  4.  6  7.  8  and  10.  of  the  drawings. 

"  8.  llie  application  of  my  improved  rubber  or  elastic  tyres  to  an  ordinary 
"  rubber  and  rim  substantially  as  herein  described  with  reference  to  Figs.  9. 10 
*•  and  14  of  the  drawings. 
15       "  9.  A  rubber  or  elastic  tyre  having  the  form  of  a  saddle  or  arch  in  section 
**  provided  with  endless  wires  or  cores  fitted  or  vulcanized  within  each  side  for 
"  the  purpose  of  securing  the  same  to  the  rims  in  combination  with  an  infiatible 
"  inner  tyre  or  tube  substantially  as  described  and  shown  with  reference  to 
**  Figs.  15  and  18.  of  the  drawings. 
20       "  10.  A  rubber  or  elastic  tyre  having  the  form  of  a  saddle  or  arch  in  section, 
"  lined  with  canvas  and  provided  with  endless  wires  or  cores  for  covering, 
"  protecting  and  securing  an  infiatible   inner  tube  or  tyre,  substantially  as 
"  herein  described. 
"  11,  Forming  the  inner  surface  or  groove  of  a  metal  rim  with  shoulders  in 
25  '*  combination  with  the  construction  of  tyre  substantially  as  described  and 
"  shown  in  the  drawings  with  reference  to  Figs.  15  &  18. 

"  J  2.  Making  the  endless  wires  or  cores  for  securing  the  covering  or  protecting 

"  tyre  of  smaller  circumference  than  the  edges  of  the  rim  or  felloe  in  combina- 

"  tion  with  an  inner  infiatible  tyre  whereby  the  wires  or  cores  are  placed  and 

30  "  held  in  position  by  the  pressure  of  air  substantially  as  described  with  reference 

"  to  Figs.  15,  16  &  17  of  the  drawings. 

"  13.  The  method  of  placing  the  securing  wires  or  cores  with  the  tyres  on  the 
**  metal  rim  namely — by  holding  the  two  wires  or  cores  together  and  placins? 
"  them  round  the  bottom  of  the  concave  groove  until  the  remainder  can  be 
35  "  forced  over  the  edge  in  combination  with  an  inner  infiatible  tyre  whereby  the 
**  outer  covering  or  protecting  tyre  is  held  or  forced  into  its  place  on  the  rim 
"  substantially  as  herein  described  with  reference  to  Figs.  15  and  18  of  the 
"  drawings. 

"  J  4.  The  methods  of  attaching  or  detaching  the  rubber  or  elastic  tyres  on  or 
40  "  from  the  rims  substantially  as  herein  described  and  shown  in  the  drawings 
"  with  reference  to  Figs.  15. 1(5.  18  &  20. 

"15.  The  methods  of  moulding  or  vulcanizing  rubber  or  elastic  tyres 
"substantially  as  described  with  reference  to  Figs.  11.  12.  16  and  17  of  the 
"  drawings  whereby  the  outer  surfaces  are  rendered  more  indestructible. 
45  "  16.  A  rubber  or  elastic  tyre  of  a  saddle  or  arch  form  in  section  but  having 
**  a  connecting  web  or  band  of  rubber  at  the  bottom  or  base  in  combination 
"  with  two  wires  or  cores  for  securing  the  same  to  the  rim  substantially  as 
"  herein  described  with  reference  to  Figs.  19  and  20. 

"  17.  An  infiatible  rubber  or  elastic  tyre  secured  to  a  concave  grooved  rim 
50  "l^  two  endless  wires  or  cores  one  on  each  side  of  the  tyre  in  combina- 
"  tion  with  a  flexible  band  or  web  of  rubber  connecting  the  base  and  so  con- 
"  structed  that  the  pressure  on  the  inside  when  the  tyre  is  inflated  causes 
**  the  said  band  to  press  tightly  in  the  groove  whereby  it  is  firmly  secured 
"  laterally  substantially  as  herein  described  with  reference  to  Fig.  20  of  the 
55  **  drawings. 

*' 18.  The    various  methods    of    constructing    rubber    or  elastic  tyres    in 
"  combination  with  the  various  metal  rims,  felloes  or  tyres  and  the  manner  of 
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*'  securing  the  same  substantially  as  herein  described  with  reference  to  the 
"  drawings." 


nc.e. 


FIG.I8. 


The  validity  of  this  patent  came  in  question  in  an  action  of  The  Pneumatic 
Tyre  Company  v.  Casswell^  13  R.P.C.  164;  the  trial  took  place  in  December 
1895  and  January  1896,  before  Kekewich,  J.,  who  held  that  the  patent  was  valid.  5 

On  the  24th  of  January  1896,  The  Pneumatic  Tyre  Company,  Ld., 
commenced  this  action  against  The  East  London  Rubber  Company  for 
infringement  of  the  said  patent,  claiming  the  usual  relief.  The  Scottish 
Pneumatic  Tyre  Company,  Ld,,  were  subsequently  added  as  Defendants.  The 
Breaches  complained  of  were  that  the  Defendants  had  made,  sold,  and  offered  for  10 
sale  pneumatic  tyres  and  parts  thereof  made  in  accordance  with  the  Plaintiffs' 
invention  ;  and,  in  particular,  a  sale  by  ITie  East  London  Rubber  Company 
to  (/.  W.  Cope  of  a  pneumatic  tyre,  not  of  the  Plaintiffs'  manufacture,  made 
in  accordance  with  the  inventions  claimed  in  Claims  4,  5,  9,  10,  11,  12,  13, 
and  14  of  the  Plaintiffs'  patent,  and  The  Scottish  P^ieumatic  Tyre  Company, 
Ld.,  had  made  similar  tyres. 
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The  Defenda;its,  by  their  Defence,  denied  infringement,  and  alleged  that 

the  Patentee  was  not  the  true  and  first  inventor,  the  alleged  invention  was  not 

new,  was  not  useful,  and  was  not  subject-matter,  and  as  described  and  claimed 

in  the  Complete  Specification  was  an  invention  larger  than  and  different  to 

5  the  invention  described  in  the  Provisional. 

The  amended  Particulars  of  Objections  were  (H  the  invention  was  not  new. 
The  alleged  inventions  forming  the  subject-matter  pf  the  claims  hereinafter 
referred  to  were  published  by  the  following  Specifications  : — 


Claims  m  the  Plaintiffs'  patent  the 
novelty  of  which  is  denied. 


Specifications  relied  ob  by  way  of 
anticipation. 


Claims  1  to  10 


Claim  1 

Claims  1  to  7 

Claims  1  and  2 
Claims  1  to  6 


Claims  1,  3,  and  4 
Claim  4 
Claims  3  and  4 

Claims  1,2,  4, 5  and  6 
Claim  6 
Claim  7 


Claims  9  and  11 
Claims  7  and  11 


Collins,  No.  2655  of  1866,  the  whole. 
Burton  and  Shaw,  No.  1412  of  J  871,  the 
whole. 

Dunkley,  No.  1613  of  1890,  the  whole. 
Howarth,  No.  10,622  of  1890,  the  whole. 

Latta,  U.S.    Specification,  No.   341,811, 
the  whole. 

Salamon,  No.  17,093  of  1884,  the  whole. 

Lake,  No.  13,382  of  1887,  the  whole. 
Connolly,  No.  16,336  of  1888,  the  whole. 
Truffault,  No.  8860  of  1889,  the  whole. 
Lawson,  No.  2591  of  1880,   Figures  2, 

3,    and    4,    and    letterpress    relating 

thereto. 
Howes,  No.  3634  of  1889,  the  whole. 

Starley,  No.  6103  of  1887,  the  whole. 

Starley,  No.  13,511  of  1884,  the  whole. 

Hookham,  No.  6521  of  1890,  the  whole. 
Lake,  No.  4012  of  1880,  the  whole. 

Boothroyd,  No.  17,370  of  1889,  the  whole. 

Husberg,  No.  3564  of  1879,  the  whole. 

I  Lane,  No.   9421  of  1890,  Figure  3  and 
letterpress  relating  thereto. 
Carmont,  No.  2896  of  1881,  the  whole. 
Aves,  No.  14,099  of  1890,  the  whole. 
Hurdle,  No.  10,318  of  1888,  the  whole. 

Thomas,  No.  4350  of  1889,  the  whole. 

Stom,  No.  1174  of  1889,  the  whole. 
Bartlett,  No.  11,800  of  1889,  the  whole. 
Beale,  No.  18,923  of  1889,  the  whole. 
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Claims  in  the  Plaintiffs'  patent  the 
novelty  of  which  is  denied. 


Specifications  relied  on  by  way  of 
anticipation. 


Claims  12  and  U 


Claim  15 

Claim  17        -        -        - 

Claims  9, 10, 11, 16  and  17 


Parfrey,  No.  1294  of  1861,  the  whole. 
Bates  and  Faulkner,  No.  10,063  of  1885, 

the  whole. 
Hookham,  No.  3778  of  1886,  the  whole. 
QUO,  No.  7204  of  1886,  the  whole. 

Salamon,  No.  17,093  of  1884,  the  whole, 

Boothroyd,  No.  17,370  of  1889,  the  whole. 

Wilson,  No.  12,974  of  1890,  the  whole. 


The  alleged  inventions  forming  the  subject-matter  of  Claims  i,  3,  4,  5,  9  to  14 
inclusive,  and  16,  17,  and  18  in  the  PlaintiflEs'  Specification,  were  published  by 
the  manufacture  and  sale  in  1889  and  1890,  previously  to  the  date  of  the  patent, 
by  one  T,  W.  Tupper,  at  his  workshop,  Redhill,  of  cycle  tyres  made  according 
to  the  said  Inventions,  and  by  the  public  user  before  the  date  of  the  patent,  *^ 
by  divers  persons,  of  cycles  fitted  with  tyres  so  made  and  sold  by  T.  W.  Tapper. 
The  alleged  inventions  forming  the  subject-matter  of  Claims  1  to  5  and  7  in 
the  PlaintifiPs'  Specification  were  previously  published  by  the  exhibition  at  the 
Stanley  Shows  in  1885,  1886,  and  1887  of  cycle  rims  and  tyres  made  according 
to  the  alleged  invention  by  H.  J.  Lawson,  then  manager  of  the  Rudge  Cycle 
Works,  and  by  the  sale  by  the  Rudge  Cycle  Works,  or  by  the  said 
H.  J.  Lawson,  as  manager,  in  those  years,  and  in  1888, 1889,  and  1890,  of  cycles 
fitted  with  rims  and  tyres  the  same  or  substantially  the  same  as  those  exhibited. 
(2)  The  alleged  invention  was  not  proper  subject-matter.  The  Defendants 
would  refer  to  the  Specifications  in  the  preceding  paragraph,  and  the  common 
general  knowledge  of  cyclists  and  the  trade  upon  the  subject  of  cycle  tyre 
manufacture,  the  methods  of  securing  the  tyres  of  cycles  and  other  vehicles  to 
the  wheels  of  the  same,  and  the  then  existing  rubbers  of  such  tyres  ;  and  the 
Defendants  would  allege  that  by  reason  of  such  information  no  invention  was 
required  to  produce  any  of  the  combination  of  parts  or  the  methods  of  use  and 
manufacture  described  in  the  Plaintiffs*  Specification  and  claimed  in  Claims  1 
to  8  inclusive,  13  to  16  inclusive,  and  18.  (3)  C.  K,  Welch  was  not  the  true 
and  first  inventor.  The  said  C.  K.  Welch  obtained  the  inventions  farming 
the  subject-matter  of  Claims  9  to  14,  16  to  18  in  his  Specification  from 
information  obtained  by  him  between  the  dates  of  his  Provisional  and  final 
Specifications  of  the  inventions  protected  by  the  following  Specifications : — 
Bartlett,  No.  16,783  of  1890,  the  whole;  Sqptt,  No.  16,805  of  J 890,  Figure  3 
and  letterpress  relating  thereto ;  Trigwell,  No.  19,411  of  1890,  Figures  2,  3,  4 
and  letterpress ;  Robertson  and  Du  Cros^  No.  19,497  of  1890,  the  whole ; 
Lindner  and  Turner,  No.  21,253  of  1890,  the  whole.  The  Defendants 
intended  to  prove  that  between  the  date  of  WelcVs  Provisional  and 
final  Specifications  the  StanLey  Cycle  Show  was  held ;  that  numerous 
wired-on  pneumatic  tyres,  including  a  tyre  manufactured  under  TrigtvelFs 
patent,  No.  19,411  of  1890,  were  exhibited  at  the  said  Show  ;  that  during  the 
Stanley  Show  the  "Clincher"  type,  the  "Dunlop,"  "J.  S.  Smith's,"  "British 
"Self-Fixing,"  and  other  pneumatic  tyres  formed  the  subject  of  public 
lecture  and  discussion,  in  the  course  of  which  the  parts  and  methods  of 
construction  of  the  said  tyres  were  illustrated  and  revealed  ;  that  several 
pneumatic  tyres,  including  the  "  Clincher  "  tyre,  were  then  being  advertiaecl 


10 


15 


20 


25 


30 


35 


tol.  XlV.,  No.  5.]         AND  T?RAi)E  MARK  CASES.  87 

The  Pneumatic  Tyre  Company^  Ld.  v.  The  East  London  Rubber  Company. 

and  put  upon  the  market ;  that  G.  K.  Welch  was  present  at  the  said  Show  and  at 
discussions  upon  tyres  held  under  the  auspices  of  the  Stanley  Cycling  Club ;  and 
the  Defendants  intended  to  allege  that  the  inventions  forming  the  subject-matter 
of  the  said  claims  were  taken  by  Welch  from  knowledge  obtained  by  him 
5  at  the  said  Show,  and  through  the  lectures  and  discussions  upon  tyres  held 
under  the  auspices  of  the  Stanley  Cycling  Club  subsequently  to  the  date  of 
his  Provisional  Specification,  and  from  information  publicly  circulated  as  to 
the  said  patents  and  tyres.  (4)  The  alleged  invention  was  not  useful.  The 
Defendants  intended  to  allege  that  the  whole  of  the  tyres  claimed  were  useless 
10  or  impracticable.  (5)  The  Provisional  Specification  of  the  alleged  invention 
did  not  describe  the  nature  thereof,  and  the  invention  claimed  in  the  Complete 
Specification  was  an  invention  different  from  and  larger  than  that  described  in 
the  Provisional  Specification.  The  Provisional  did  not  describe  that  the 
invention  was  intended  to  relate  to  a  pneumatic  tyre,  or  a  cover  for  a  pneumatic 
15  tube  or  tyre,  for  affixing  a  pneumatic  tube  or  its  cover  to  a  wheel  rim.  The 
Defendants  intended  to  allege  that  the  inventions  set  out  and  claimed  in 
Claims  1,  3  to  6,  9  to  14,  17  and  18  were  inventions  none  of  which  were 
disclosed  or  hinted  at  in  the  Provisional,  and  were  not  legitimate  developments 
of  anything  disclosed  in  the  said  Provisional. 
20  This  was  the  trial  of  the  action.  Moulton,  Q.G.,Wallace,  Q.C.,  J.  G,  Graham^ 
and  Walter  (instructed  by  J,  B.  Purchase)  appeared  for  the  Plaintiffs ; 
Bousfieldy  Q.C.,  Terrell,  Q.C.,  G.  E.  Jenkins^  and  Munns  (instructed  by  Munns 
and  Longden)  appeared  for  ihe  Defendants. 

Afoulton,  Q.C.,  for  the  Plaintiffs. — This  is  an  action  for  infringement  of  a  tyre 
25  the  validity  of  which  has  been  upheld  by  Kekewich,  J.,  in  Pneumatic  Tyre 
Company  v.  Casswell,  13  R.P.C.  164.    The  decision  is  relied  on,  but  the  case 
will   be  opened  and  evidence   given  as  a  fresh  case,  without  reference    to 
Kekewich,  J.'s,  judgment.   The  chief  point  in  the  case  is  an  objection  of  discon- 
formity  ;  it  is  therefore  necessary  to  see  what  the  Provisional  Specification 
30  discloses.   Originally,  an  application  for  a  patent  consisted  simply  in  sending  in 
the  title,  and  the  patent  was  sealed  on  condition  that  within  six  months  the 
Patentee  filed  a  description  of  his  invention  and  the  way  in  which  it  was  to 
be  carried  out.    That  was  open  to  abuse,  as  the  title  did  not  sufficiently  identify 
the  invention  ;  in  consequence,  the  Legislature  required  a  Provisional  Specifica- 
35  tion.    Between  that  and  the  Complete  the  Patentee  might  develop  his  invention, 
but  not  change  it.     In  the  case  of  pneumatic  tyres  the  question  of  securing  the 
elastic  body  to  the  rigid  rim  is  of  importance  and  difficulty  ;  there  is  always 
motion  in  the  tyre,  and  there  must  be  absolute  rigidity  in  the  rim,  and  this 
problem  has  received  much  attention.    Formerly,  the  rigid  rim  of  the  wheel 
40  was  hollow,  and  was  generally  crescent-shaped.    The  tyres  generally  used  were 
round  in  section,  and  fitted  in  the  grooved  rim,  and  consequently  that  part  of 
the  tyre  actually  in  the  rim  was  of  no  use  for  reducing  vibration ;  the  part 
outside  the  rim  flattened  out  under  pressure,  and  as  it  bent  over  the  rim,  it 
was  apt  to  be  cut  by  the  rim.    The  Patentee,  therefore,  desires  to  get  more  of 
45  the  tyre  outside  the  rim  to  reduce  vibration.    He  proposes  to  make  the  rim  with 
a  more  or  less  rounding  surface  outwardly,  and  he  gets  a  saddle-shaped  tyre 
Bitting  on  the  rim.    Then  the  question  is, — How  is  it  to  be  secured  ?  That  is  his 
invention.    He  has  given  up  the  hollow  in  which  the  tyre  used  to  be  put,  and 
has  taken  his  rounded  surface  the  other  way,  and  he  keeps  on  his  saddle-shaped 
50  tyre  by  putting  wires  round  the  edges   of  the   flap   of   the   saddle  through 
small  holes  in  the  rubber.    He  was  the  first  to  secure  a  tyre  to  a  rounded 
surface  by  floating  or  unattached  wires.    The  ends  of  the  wires  are  fastened 
together,  and  the  wires  cannot  stretch  when  completed.    The  wires  are  not 
attached,  and  they  do  not  press  the  tyre  against  anything,  but  simply  prevent 
55  the  edges  extending  to  get  over  the  intermediate  rounded  surface.    The  three 
elements  are  the  saddle-shaped  tyre,  the  two  inextensible  edges,  and  the  inter- 
mediate rounded  surface.   There  is  clearly  an  invention  of  wires  at  the  edges  of 


8^  btePORTS  OF  PATEKT,  DESIGlJ,        tPeklO,189l. 


The  Pneumatic  Tyre  Company,  Ld.  v.  Tlie  East  London  Rubber  Company. 


the  saddle-shaped  tyres  situated  on  the  outwardly  rounded  surface.  Then  he 
has  an  idea  of  canvas  to  give  support  to  the  wires ;  that  turned  out  to  be  of 
great  merit,  as  the  pull  of  the  wire  on  the  tyre  was  very  great,  and  might  cut 
them  otherwise.  Then  he  says  that  the  improved  rubber  tyres  may  be  used 
over  the  old  rubber  tyres ;  he  meant  that  he  could  get  his  median  convexity  5 
by  simply  taking  an  existing  wheel.  Then  he  provides  for  applying  his  rubber 
tyre  to  the  ordinary  rims,  which  are  rounded  inwardly.  He  realized  he  could 
do  this  by  making  the  inner  surface  of  his  tyre  bulge  out.  His  rubber  tyres 
are  therefore  outside  of  the  metal  rims,  right  on  the  median  convexity,  and  they 
are  free  to  expand  laterally,  and  they  are  held  on  by  the  inextensible  wires.  10 
His  invention  is  a  saddle-shaped  tyre  with  inextensible  edges  either  placed  on 
an  outwardly  shaped  rim  or  on  any  other  median  convexity — even  the  old 
wheel.  The  Complete  Specification  is  that  invention,  and  there  is  nothing  in  it 
which  is  not  that  invention.  Of  course  that  need  not  be  proved  ;  an  inventor 
may  make  developments.  The  question  is, — Has  the  inventor  changed  his  inven-  15 
tion  ?  There  is  nothing  here  more  than  a  realization  of  the  invention.  Figures 
9  and  10  are  important,  showing  saddle-shaped  tyres  fitted  over  ordinary  round 
solid  rubbers.  Then,  in  Figure  14,  the  tyre  is  sitting  on  a  cushion  tyre.  There 
were  three  tyres  then  used — ^the  solid  rubber  tyre,  the  solid  rubber  tyre  with 
a  hole  in  it,  called  the  cushion  tyre,  and  the  pneumatic  tyre,  with  a  hole  20 
in  it  nearly  as  big  as  itself,  filled  with  air.  In  Figure  15  the  tyre 
is  sitting  on  a  pneumatic  tyre,  which  appears  to  be  as  natural  as  sitting 
on  a  solid  tyre ;  and  it  is  held  on  in  precisely  the  same  way,  by  the 
inextensibility  of  the  edges  and  the  median  convexity  of  the  pneumatic  tyre* 
The  only  difference  in  Figure  15  is  that  the  wires  are  inside  the  shoulder  of  the  25 
rim,  but  that  has  nothing  to  do  with  the  fastening.  The  putting  the  tyres  over 
pneumatic  tyres,  it  is  submitted,  is  amply  within  the  Provisional,  which  said 
they  could  be  applied  to  existing  wheels ;  pneumatic  tyres  were  in  existence 
at  the  date  of  the  Provisional.  But  even  if  pneumatic  tyres  had  not  been  in 
existence,  a  man  who  invented  a  new  wheel  could  not  take  the  Plaintiffs'  tyre  30 
and  put  it  on  his  new  wheel.  But  the  inventor  realized  that  anything  which 
would  do  for  a  wheel,  would  do  to  put  his  saddle-shaped  tyre  on.  Nobody 
knew  that  pneumatic  tyres  were  to  displace  all  other  tyres,  so  that  the  placing 
on  pneumatic  tyres  has  become  the  most  important,  but  why,  because  that 
development  has  taken  place,  should  the  Plaintiffs'  patent  be  cut  down  ?  The  35 
Patentee  was  perfectly  right  in  saying,  in  his  Provisional,  that  his  tyre  would 
go  over  ordinary  wheels  in  use  ;  it  is  not  the  nature  but  the  existence  of  the 
convexity  which  enables  it  to  be  used.  Figure  18  shows,  in  the  case  of  the 
pneumatic  tyre,  the  manner  in  which  the  tyre  is  attached  or  detached,  as 
legitimate  a  piece  of  novelty  as  was  ever  put  in  a  Complete  Specification.  The  40 
invention  had  three  elements,  the  saddle-shaped  tyre,  the  wires  or  inextensible 
edges,  and  the  median  convexity,  all  necessary  to  succesp.  Cut  the  wire  and  it 
will  pass  over  the  edge,  cut  the  saddle-shaped  tyre  and  it  comes  off,  take  away 
the  convexity,  and  you  can  take  the  tyre  away.  These  things  are  sequences  of 
the  invention.  The  peculiarity  of  the  pneumatic  tyre  is,  it  is  so  easy  to  remove  45 
the  convexity,  by  a  puncture  for  instance.  As  long  as  the  three  elements  are 
all  there,  there  is  attachment.  But  if  you  can,  at  will,  destroy  your  convexity, 
you  can  unfasten  the  tyre.  That  is,  undoubtedly,  valuable  in  the  case  of 
pneumatic  tyres,  and  is  a  consequence  of  the  invention,  which  the  Patentee  is 
entitled  to  the  benefit  of.  In  Edison  and  Swan  Electric  Light  Company  v.  50 
Holland,  5  R.P.C.  459,  the  use  of  a  carbon  stick  for  a  new  purpose,  which  the 
Patentee  had  never  thought  of,  as  the  need  had  not  existed,  was  supported. 
Here,  the  Patentee  realized  this  could  be  applied  to  any  kind  of  existing  wheels, 
and  by  the  time  he  took  out  his  Complete  Specification  the  importance  of 
pneumatic  tyres  had  developed,  and  they  are  considered  very  carefully  in  his  55 
Complete  Specification.  He  puts  in  the  Complete  his  views  on  an  ingenious 
way  of  taking  advantage  of  the  destruction  of  the  median  convexity ;  for 
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certain  reasonB  he  also  puts  the  wires  in  the  case  of  the  pneumatic  tyre  inside 
the  rim  ;  it  is  a  protection  to  the  inner  tube,  and  has  nothing  to  do  with  holding 
the  wire  on.  The  Patentee  recognised  that  you  could  get  your  tyre  off  easily 
by  destroying  the  median  convexity  ;  he  discovered  this  between  the  time  of 
5  his  Provisioiml  and  Complete  Specifications  as  a  consequence  of  the  application 
of  these  tyres  to  pneumatic  wheels.  It  is  said  that  that  is  too  wide  a  develop- 
ment, but  it  is  submitted  it  is  not.  He  makes  a  claim  for  it,  but  only  as  applied 
to  tyres  which  come  within  his  other  claims,  so  that  he  does  not  increase  the 
ambit  of  the  other  claims.    The  decision  in  The  British  Dynamite  Company  v. 

10  Kreba  (reported,  13  R.P.C.  190)  supports  that  view;  in  that  case  there 
were  two  claims,  one  for  the  dynamite,  and  the  other  for  exploding  it  by  a 
detonator.  The  detonator  was  not  novel,  and  it  was  urged  that  the  patent  was 
invalid,  but  the  House  took  the  view  that  the  claim  was  limited  to  the  use  of 
the  detonator  with  the  dynamite,  and  therefore  a  man  could  not  infringe  the 

15  second  claim  without  infringing  the  first.  It  was  an  otiose  claim,  which  did 
not  increase  the  grant.  It,  therefore,  here,  does  not  matter  whether  it  is  or  is 
not  a  fidr  development,  because  it  is  confined  expressly  to  this  method  of 
putting  on  and  off  the  patented  tyres,  and  does  not  extend  the  claim.  But  it 
would  be  making  a  farce  of  fair  development  to  say  that  a  man  who  has 

20  found,  between  his  Complete  and  Provisional,  that  these  advantages  come  from 
a  pneumatic  tyre,  should  not  be  entitled  to  them.  The  invention  is  only 
required  to  be  identified  in  the  Provisional,  and  even  if  that  is  done  minutely, 
it  does  not  prevent  development ;  Woodward  v.  Sansum^  3  R.P.C.  357  and 
4  R.P.C.  166.  Everyone  of  the  claims  involves  the  three  elements  of  the  invention 

25  set  out  in  the  Provisional,  namely,  the  saddle  shape,  the  inextensible  edges,  and 
the  median  convexity.  Claim  13  is  the  most  attacked,  it  is  claimed  only  in 
combination  with  the  patented  tyre.  The  Specification  is  well  drawn  by  the 
Patentee,  and  is  the  development  of  the  idea  which  is  in  the  Provisional.  The 
infringement  is  the  very  thing;   it  is  a  pneumatic  tyre,  the  inflated  tube 

30  making  the  median  convexity,  it  has  a  saddle-shaped  tyre,  and  the  wires  at  the 
two  edges.  The  only  addition  is  this,  the  Patentee  said  you  might  have  the 
ends  of  your  wires  with  a  right  and  left  handed  screw,  and  screwing  a  nut  on 
would  close  them  up.  The  "  Scottish  "  tyre  has  added  to  that  nut  a  projecting 
wire  by  which  you  can  turn  tlie  nut.    It  is  only  a  difference  in  the  way  you 

35  fasten  the  ends  of  the  wires  together  ;  the  Patentee  suggested  a  wrench. 

The  following  witnesses  were  called  for  the  Plaintiffs : — Dr.  John  Hopkinson, 
Professor  C.  V.  Boyes,  Lord  Kelvin,  Mr.  Dugald  Clerk,  and  the  Patentee, 
Mr.  (7.  K.  Welch. 

Wallace,  Q.C.,  summed  up  for  the  Plaintiffs.— It  is  only  necessary  to  describe 

40  the  nature  of  the  invention  in  the  Provisional  and  not  to  go  into  detail,  though, 
in  fact,  in  this  case  the  Patentee  has  described  the  details  and  has  pointed  out 
that  it  may  apply  to  all  existing  tyres.  He  is  not  obliged  to  describe  the  objects 
of  his  invention  or  its  advantages  in  the  Provisional,  and  between  that  and  the 
Complete  the  Patentee  may  go  on  perfecting  and  improving  it,  so  long  as  he 

45  does  not  go  outside  the  original  invention.  In  fact,  if  the  inventor  finds 
advantages,  he  is  bound  to  disclose  them  in  the  Complete.  The  Plaintiffs  rely 
on  the  following  cases  on  these  points  : — Woodward  v.  Sansnm,  4  R.P.C.  166  ; 
Crampton  v.  The  Patents  Investment  Company,  5  R.P.C.  382 ;  Moseley  v.  Victoria 
Rubber  Company,  4  R.P.C.  241.  Of  course,  it  might  be  argued  for  the  Defendants 

50  that  the  detachability  of  the  pneumatic  tyres  was  outside  those  decisions.  An 
invention  entirely  outside  the  scope  of  the  original  invention  cannot  be  claimed; 
United  Telephone  Company  v.  Harrison,  L.R.  21  Ch.  D.  720.  Merely  redundant 
claims  are  not  invalid  ;  Thomson  v.  American  Braided  Wire  Company,  6  R.P.C. 
518  ;  British  Dynamite  Company  v.  Krehs,  13  R.P.C.  190.    The  Plaintiffs  also 

55  rely  on  Siddell  v.  Vickers.  5  R.P.C.  426 ;  Bailey  v.  Roberton,  L.R.  3  App.  C. 
1055  ;  Stonor  v.  Todd,  L.R.  4  Ch.D.  58  ;  and  Neivall  v.  Elliott,  4  C.B.  N.S.  269. 
Afl  to  tb^  detachability,  the  invwtor  finds  out  this,  that  he  can,  instead  of  using 
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the  screws,  do  without  a  screw  at  all.  He  therefore,  in  his  Complete  Speci- 
fication, points  out  this  dijfferent  way  of  taking  off  and  putting  on  his  tyre. 
It  has  been  admitted  by  the  Patentee  that  he  had  not  thought  of  this  at  the 
time  of  his  Provisional ;  but  because  he  gives  it  to  the  public  in  his  Complete 
and  makes  his  invention  more  useful,  his  patent  is  said  to  be  bad.  But  his  5 
Provisional  Specification  is  not  a  Complete  Specification  which  the  public  are 
to  judge  of ;  it  is  merely  a  Specification  to  identify  his  invention.  As  to  the 
claims,  which  are  objected  to  as  numerous,  it  is  sufficient  if  the  nature  of  the 
invention  runs  through  them,  because  some  of  them  are  redundant ;  see  British 
Dynainite  Company  v.  Krebs,  13  R.P.C.  190 ;  TTiom^on  v.  American  Braided  10 
Wire  Company,  6  R.P.C.  518  ;  and  Edison  v.  Holland,  5  R.P.C.  459.  As  to 
anticipations,  whatever  is  essential  to  the  invention  must  be  read  out  of  the 
prior  publication  ;  Hills  v.  Evans,  31  L.J.  Ch.457  ;  OttoY.  Linford,A6  L.T.  N.S. 
35.  The  antecedent  existence  of  an  invention  which  was  not  successful  and 
which  was  so  far  similar,  that,  if  subsequent,  it  would  have  been  held  a  colourable  15 
and  clumsy  imitation,  was  held  not  to  be  an  anticipation  in  Daw  v.  Eley, 
L.R.  3  Eq.  496,  and  approved  in  Murray  v.  Clayton,  7  Ch.  585.  Counsel  then 
read  the  judgment  of  Kekewich,  J.,  in  the  previous  case  against  Casswell, 
13  R.P.C.  178. 

Bousfield,  Q.C.,  opened   the    Defendants*  case. — ^The   materials    are   to   a  20 
considerable    extent  the  same  as  in  the  case  before  Kekewich,  J.    Lattd*8 
Specification    contains    the    most   important    new    matter.      Of    course,  the 
Defendants  here  are  at  a  disadvantage,  having  the  judgment  of  Kekewich,  J., 
against  them,  but  this  Court  is  not  bound  to  follow  that.    The  evidence  here 
is  of  a  different  character.     [Romer,  J. — ^There  was  an  appeal  in  the  other  25 
case.]     It  was  withdrawn.    In  the  former  case,  the  Court  was  invited  to  treat 
the  claims  after  Claim  4  as  mere  surplusage,  and  the  Judge  so  treated  them. 
British  Dynamite  Company  v.  Krebs,  13  R.P.C.  190,  was  cited;  that  case  is 
simply  a  second  edition  of  Plimpton  v.  Spiller,  L.R.  4  Ch.D.  286,  6  Ch.D.  412, 
in  which  it  was  held  that  the  Patentee  could  not  have  intended  to  claim  a  30 
screw  clamp  as  a  new  thing,  and  that  he  only  claimed  it  in  connection  with 
his  skate,  as  a  means  of  attaching  his  runner.    But  those  cases  have  nothing  to 
do  with  this  case  ;  however,  they  led  Keketvich,  J.,  to  give  his  judgment  in  the 
form  in  which  he  gave  it.     [^WalUice,  Q.C. — I   said  Claim  13,  the  claim  of 
detachability.]     It  is  on  a  dozen  claims.    I  shall  go  into  the  matter  ab  initio,  35 
and  hope  to  show,  in  this  case,  that  there  is  an   illegitimate  development 
of  the  Provisional.    The  objection,  then,  is  that  when  the  Patentee  filed  his 
Provisional,  he  had  in  mind  a  particular  class  of  tyre,  having  nothing  to  do 
with  pneumatic  tyres,  but  competing  with  them,  the  Dunlop  patent,  which 
would  have  been  most  valuable  but  for  !r^m«on's  patent.    The  pneumatic  tyre  40 
had  just  become  a  success  and  had  astonished  people,  and  WelcKs  idea  was  to 
compete  with  it ;   the  essence  of   his  invention  was  to  seat  the  rim  in  the 
groove  on  the  rubber  tyre,  instead  of  seating  the  rubber  tyre  in  the  groove  on 
die  rim.    If  it  had  not  been  for  pneumatic  tyres  and  their  great  success,  that 
Invention  would  have  been  of  great  importance,  as  it  left  the  rubber  tyre  free  45 
to  expand.    Then,  detachable  tyres  having  come  in  a  month  or  two  later, 
everybody  was  rushing  to  devise  a  cover  for  a  pneumatic  tyre,  and  the  question 
is  whether  Welch  can  take  advantage  of  his  September  application   to  put 
himself  in  front  of  those  who  made  other  inventions,  but  whose  applications 
were  in  October  and  November.     WelcKs  Provisional  is  a  clear  document  and  50 
unambiguous.    The  D-shaped  steel  rim,  and  the  rubber  tyres  to  fit  the  rim, 
moulded  saddle  or  arch  shaped,  thickened  in  the  crown,  forming  a  groove  inside, 
is  a  clear  description  ;    and  the  Complete  Specification,  though  there  is  in 
that  an  ingenious  attempt  to  make   a  series  of  these  things  leading  up  to 
Figure  15,  which  was  an  afterthought,  gives  drawings  of  what  the  Patentee  55 
originally  meant  by  that  description.     Sheet  Z  (an  exhibit)  of  the  drawings 
shows  what  he  had  in  his  mind  in  the  Provisional,  and  no  one  can  say  that  the 
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Patentee  had  anything  more  in  his  mind.  [^WaHace^  Q.C. — Dr.  Hopkinson 
only  said  that  Sheet  Z  was  consistent  with  the  Provisional.]  He  said  that 
Sheet  Z  satisfied  the  Provisional.  [ROMER,  J.— That  word  "satisfy"  might  be 
held  to  exclade  other  forms.  Dr.  Hopkinson  said  the  Patentee  mast  have 
5  had  in  his  mind  more  than  what  was  on  Sheet  Z.]  Dr.  Hopkinson  was  fencing. 
[ROMBR,  J". — The  real  question  is, — ^What  did  the  Patentee  mean  ?  His  Provisional 
is  chiefly  devoted  in  detail  to  the  solid  rubber  form,  but  when  you  come  to  lines  10 
to  15,  are  you  justified  in  cutting  down  the  generality  of  those  ?]  Z 1,  which  shows 
a  short  fleshy  tyre  with  a  groove  in  it,  in  which  the  rim  is  to  be  fitted,  is  his 

10  invention  ;  it  may  be  applied  to  existing  rubbers,  and  depends  for  its  action 
on  having  a  mass  of  rubber,  which  is  free  to  spread  out  laterally.  That  is  his 
invention,  and  that  is  the  principle  on  which  he  gets  reduction  of  vibration 
and  easy  running.  The  moment  that  is  reduced  to  the  dimensions  of  a  cover 
and  pat  over  a  pneumatic  tube,  you  have  lost  the  principle  of  the  invention. 

15  That  principle  might  have  competed  with  pneumatic  tyres,  but  with  pneumatic 
tyres  the  principle  is  entirely  different,  because  with  them  the  thickness  of 
the  rubber  hinders  easy  running  and  the  reduction  of  vibration.  The  utility 
of  Welches  invention  depends  on  the  fleshy  amount  of  rubber  which  is  going 
to  squeeze  outside,  and  is  a  good  thing  applied  to  any  form  of  solid  tyre, 

20  but  it  makes  a  pneumatic  tyre  a  worse  thing.  He  says  in  the  Provisional 
that  his  invention  is  applicable  to  wheels  in  present  use  or  made  in  the 
ordinary  way.  He  interprets  that  in  his  Complete  Specification,  Figures  9 
and  10  ;  Figure  9  shows  the  ordinary  old  tyre.  Figure  10  shows  a  very  ordinary 
kind  of  tyre.     Figure  14  shows  the  cushion  tyre,  to  which  his  invention  is 

25  obviously  inapplicable  ;  that  is  a  tyre  already  free  to  expand  laterally,  and  it 
is  absurd  to  suggest  he  was  thinking  of  that  when  he  drew  his  Provisional. 
To  put  on  a  sinall  cover  was  useless  on  a  tyre  which  could  already  expand 
laterally ;  making  the  cushion  tyre  a  little  larger  would  answer  all  the 
purpose.      It  may  be   that  putting   a  cover  on  might   be   useful,  but  his 

30  invention  was  not  a  cover  for  a  tyre ;  it  was  a  tyre  having  a  fleshy  mass 
which  is  to  be  free  to  expand  laterally.  Z  1  is  his  invention,  and  he  says 
there  ai*e.  existing  wheels,  and  his  invention  can  be  fitted  on  without 
necessarily  making  any  alteration  in  them  ;  that  is  an  actual  thing  to  be 
done,  a  physical  process ;  but  in  the  Complete  he  turns  that  into  a  psychological 

35  process ;  he  takes  in  his  brain  an  image  of  a  pneumatic  tyre,  and  says  by 
adding  his  new  tyre  he  would  get  something  like  Figure  15.  I  should  not  object 
if  he  had  said  simply,  ''  You  may  put  one  of  my  tyres  on  an  old  *•  Dunlop ' 
^  tyre  '''* ;  that  would  have  been  a  physical  process,  but  not  the  slightest  advantage. 
But  I  do  object  to  the  pyschological  process  by  which  the  man  with  the 

40  ** Dunlop*'  is  imagined  to  be  going  to  take  the  cover  off  the  i^ Dunlop,''  and 
to  reduce  the  Patentee's  tyre  to  a  thin  cover  and  put  it  over  a  "  Dunlop  "  inner 
tube, and  to  take  the  wires  inside  of  the  rim  of  the  '^ Dunlop"  and  make  Figure  15. 
For  that  loses  the  character  of  the  invention,  the  soft  tyre  of  larger  form, 
free   to  expand  laterally ;  applying  that  principle  to  the  ''  Dunlop,"  would 

45  make  the  **  Dunlop  "  worse.  The  real  change  the  man  with  the  old  "  Dunlop  '* 
has  to  make  is  this,  he  does  not  put  a  Welch's  tyre  on  an  old  '*  Dunlop,"  but 
he  runs  wires  along  the  edge  of  his  old  ^  Dunlop "  cover,  and  makes  it  an 
attachable  or  detachable  cover.  That  is  wholly  different.  If  the  Plaintiffs 
conld  have  divided   up  their  invention,   and   said  it  had   (1)  an  improved 

50  tyre,  (2)  an  improved  rim,  and  (3)  an  improved  method  of  fastening  applicable 
to  any  tyre,  they  might  have  hit  the  Defendants',  provided  (3)  was  valid  ; 
but  they  did  not  put  their  case  in  that  way,  and  for  the  reason  that  the  mere 
nse  of  two  wires  as  a  method  of  attachment  was  old.  [RoMER,  J. — It  had 
only  been  used  for  saddle  forms,  had  it  not  ?]    Starley  shows  it  with  a  round 

55  form.  [Romeb,  J, — There  seems  to  be  two  forms  ;  it  may  be  held  on  by  a 
wire,  which  simply  presses  the  substance  on  the  substance  beneath,  or, 
secondly,  in  circular  things  like  wheels,  by  radial  pressure ;  that  is  different ; 
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and   in  some  cases  like   Latta  there   is  something   between  the  two.    The 
Patentee  seems  to  be  thinking  of  radial  pressure,  and,  subject  to  argument,  I 
think  holding  on  any  cover  or  tyre  by  that  radial  pressure  is  ingenious.]    The 
Patentee  does  not  describe  such  an  invention  in  the  Provisional.     [ROMBR,  •/. 
— Yes,  and  also  another  method  of  fastening.]      He  only  mentions  it   as  5 
appendant  to  his  main  invention,  the  rubber  tyre  with  the  groove  in  it ;  he 
does  not  profess  to  have  made  any  invention  as  regards  means  of  securing ;  his 
object  was  not  to  cover  the  old  tyre,  but  it  was  a  tyre  of  a  certain  form.    The 
mode    of    fixing    was  subordinate,  it  was    a  mode   of    fixing  a  new  tyre. 
[ROMER,  J. — He  seems  to  have  claimed  his  mode  of  fastening  only  to  a  cover  10 
of  the   class  he  shows.]      The  word   ''cover"  obscures  what  the  invention 
really  was.     [RoMBR,  J. — You  want  to  narrow  it  down.]     The  point  is  that  if 
the  word  "cover"  is  used,  the   question  of   thickness  is  left  out.     In   Zl, 
which  Figure  14  shows,  if  that  were  going  to  be  made  into  a  cover,  no  one 
would  think  of  riding  it ;  what  would  be  the  use  of  its  being  free  to  spread  15 
out  laterally  if   it  is   only  the  thickness  of  a  cover,  how  would  it  reduce 
vibration  and  give  more  easy  running  ?     [RoMBR,  J. — ^Why  is  he  not  entitled 
to  say,  "Using  this  cover  with  the  pneumatic  tyre,  I  do  not  get  all  these 
"  advantages,  easy  running  and  reduction  of  vibration  directly  from  the  cover, 
"  but   I  get   the  security   of    the   fastening "  ;    and   if  he   has  claimed  the  20 
advantages,  is  he  bound  to  point  out  that  in  that  case  you  might  not  get  some 
advantages,  but  you  get  others  ?]     He  is  bound  to  describe  the  nature  of  his 
invention,  and  if  that  is  the  use  of  a  mass  of  rubber  with  a  groove  in  it  which 
is  to  fit  on  a  rim,  and  the  mode  of  fastening  is  only  appendant,  he  cannot 
drop  the  original  invention  entirely,  which  is  to  have  a  thick  mass,  and  to  25 
reduce  the  vibration,  and  allow  it  to  expand  laterally,  and  say  if  he  has  a  thin 
cover  instead  of  a  mass,  he  is  entitled  to  the  method  of  securing.     He  might 
have  said  so,  if  he  had  described  it  so  in  his  Provisional,  but  that  has  not  been 
contended  by  the  Plaintiffs.    The  fastening  on  is  most  trifling  compared  with 
the  other  ;  the  moment  there  is  the  idea  of  a  cover,  nobody  could  possibly  fail  30 
to  think  of  putting  a  wire  in  each  edge  of  the  rubber  ;  it  was  an  obvious  mode 
of  doing  it.     My  point  is  that  this  fastening  is  something  not  alleged  to  be 
the  invention  at  all  in  the   Provisional.      [ROMBR,  J.— Once  state  that   his 
invention  covers  the  idea  of  having  his  rubber  tyres  pat  on  existing  cycles 
as  they  stand,  he  has  covered  the  idea  that  his  tyre  may  be  used  simply  as  35 
a  tyre,  if  it  is  a  tyre  such  as  he  has  described ;   it  is  a  tyre,  which  is  soft, 
of    larger   form    and   fitting    wholly   or    partially    outside    the    metal   rim, 
saddle  or  arched  shape,  and  thickened  at  the   crown.]      But  not  a  tyre  at 
all.     [ROMBR,  J. — ^Yes,  because  it  is  run  upon  ;  all  he  says  is,  that  when  using 
it  with  a  pneuiflatic  tyre  it  does  not  want  a  very  thick  crown,  because  the  40 
reduction  of  vibration  is  already  secured  by  the  pneumatic  tyre.    Why  not  ?] 
If  the  Patentee  reduces  this  to  the  thickness  of  a  cover,  and  uses  it  as  a  cover, 
he  squeezes  out  of  it  every  idea  which  he  invented.     He  said  it  was  to  be  a 
mass  of  rubber  free  to  expand  laterally,  which  expansion  gave  the  improved 
results  ;  if  he  reduces  it  \o  a  cover,  he  defeats  those  very  objects.    He  describes  45 
the  invention  on  line  13  and  page  2,  line  25  ;  that  was  the  substance  of  the 
invention,  the  novelty  of  principle  which  he  thought  he  was  inventing,  the 
thing  shown  in  Z  1  or  Figure  1.     [RoMER,  J, — He  had  that  chiefly  in  his  mind, 
but  it  was  not  the  only  thing.]     It  is  the  only  thing,  even  as  applied  to  existing 
tyres;  it  is  a  thick  mass,  and  he  describes  the  same  thing  in  his  Complete  50 
Specification,  pag9  G,  line  28,  where  he  speaks  of  the  application  of  his  improved 
tyres  to  an  ordinary  rubber  and  rim.    His  invention  depended  on  certain 
definite  principles,  competing  with  the  first  principle  of  a  pneumatic  tyre  ; 
that  was  admitted  by  Dr.  Hopkinson.    It  would,  but  for  the  pneumatic  tyre, 
have  been  a  considerable  advance  on  the  old  tyres ;  but  the  pneumatic  tyre  55 
has  left  it  far  behind.    The  pneumatic  tyre  operates  on  entirely  different 
principles,  and  the  point  is,  that  in  the  pneumatic  tyr^  the  rubber  of  the  cover 
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makes  against  the  saccess  of  the  pneumatic  tyre  ;  it  is  there  simply  to  take  the 
wear  of  the  road,  but  the  more  thick  it  is  the  less  does  it  promote  easy  running 
and  reduce  vibration.  Mr.  Welch  makes  his  invention,  and  simply  as  a  mode 
of  attaching  his  tyre  he.  has  wiring  as  a  method,  which  he  does  not  suggest  is 
5  not  open  to  anybody,  not  mentioned  as  the  invention.  The  Provisional  does 
not  mention  pneumatic  tyres,  and  describes  something  as  the  main  invention 
which  is  no  good  to  pneumatic  tyres.  Then  there  is  a  great  meeting  about 
pneumatic  tyres,  and  the  question  of  a  cover  to  go  over  the  inner  air-tube  is 
discussed,  and  everybody  rushes  to  invent.    Bartlett  was  before  the  meeting. 

10  After  the  meeting,  two  sets  of  Patentees  seek  to  invent  and  clearly  describe 
in  their  Provisionals  a  combination  like  Figure  15,  wires  in  the  edge  of  the  cover 
drawn  into  grooves  in  the  rim,  and  holding  inside  an  inflated  air-tube.  Welch 
admitted  that  everyone  was  agog  to  get  forward  the  jmeumatic  tyre,  and  it 
occurred  to  him  to  turn  this  Specification  into  a  Specification  for  improvements 

15  in  pneumatic  tyres.  In  November  and  January,  the  "Clincher"  tyre  was 
brought  to  Welch's  notice.  It  is  admitted  that,  before  that  patent,  nobody  had 
conceived  the  idea  of  a  tyre  with  the  three  elements,  the  rim  holding  the 
inflatible  tube  surrounded  by  a  cover,  the  edges  of  which  were  brought  down 
and  held  inside  the  rim,  and  the  whole  being  such  that,  when  you  blew  up  the 

20  tube,  the  cover  and  the  rim  formed  a  fixture  surrounding  the  inner  tube,  and 
when  you  deflated  the  tube,  the  cover  would  come  off,  and  let  you  get  at  the 
tube  to  repair  it.  That  is  the  whole  secret,  and  Welch  saw  that;  but  he 
says  he  did  not  borrow  it ;  but  when  this  question  of  detachability  comes  to 
the  front,  and  a  person  has  been  shown  this  tyre,  the  first  with  a  detachable 

25  cover,  he  could  not  dismiss  that  from  his  mind.  Welch  does  not  suggest 
that  he  had  conceived  the  idea  of  uniting  that  with  a  cover,  but  he  devised 
Figure  15,  and  hopes  he  can  get  it  within  his  Provisional  Specification,  and  so 
displace  those  who  come  in  October  and  November  and  file  Provisionals, 
distinctly  setting  up  this  combination  of  the  cover,  the  rim,  and  the  tube  inside. 

30  As  to  the  law,  the  object  of  a  Provisional  invention  is  to  have  the  nature  of 
the  invention  defined,  but  it  is  not  to  hamper  the  Patentees  from  developing 
the  invention  originally  made.  The  object  of  having  the  nature  of  the  invention 
described  has  been  growing  in  importance.  First,  simply  the  title  of  the 
invention  had  to  be  given,  but  that  enabled  somebody  else^s  invention,  learnt 

35  later,  to  be  included  in  the  Complete  ;  there  was  no  remedy  for  that.  Then  in 
1852,  to  obviate  that,  a  man  was  compelled  to  put  the  nature  of  his  invention. 
That  was  continued  in  1883,  being  thought  sufficient,  but  a  further  amendment 
has  been  made  in  1888  and  has  been  added  to  the  grounds  of  opposition  to  the 
grant  of  a  patent  by  the  Act  of  1888  (51  &  52  Vict.,  c.  50,  s.  4),  which  provides 

40  that  a  patent  may  be  opposed  on  the  ground  that  the  Complete  Specification 
describes  or  claims  an  invention  other,  than  that  described  in  the  Provisional, 
and  that  such  other  invention  forms  the  subject  of  an  application  made  by  the 
Opponent  in  the  interval  between  the  leaving  of  the  Provisional  and  of  the 
Complete.    That  shows  the  importance  of  the  Provisional  Specification.    No 

45  opposition  was  made  to  Welch,  though  Trig  well  and  Robertson  had  almost  the 
same  combination.  But  that  does  not  conclude  any  one,  and,  in  fact,  the  owners 
of  the  Trig  well  i^^ieni  have  an  action  pending  against  The  Pneumatic  Tyre 
Company^  in  which  the  question  whether  Trigwell  did  not  obtain  a  prior 
grant  is   to  be  tried.    But  the  present  Defendants  can,  in  this  action,  avail 

50  themselves  of  the  patents  of  Trigwell  and  Robertson,  The  question  in  this 
action  is, — ^Who  is  the  inventor  of  this  tyre  with  the  outside  cover,  the 
metal  rim  and  the  air-tube  between,  with  or  without  wires  in  the  edges  ? 
That  is  quite  open  to  the  Defendants  as  much  as  to  Trigwell  or  Robertson. 
The  section  in  the  1888  Act  does  not  give  any  new  rights  to  the  public, 

55  except  formal  rights  of  procedure  in  oppositions ;  but  it  points  to  the 
importance   of   insisting   that  the  Provisional  should  give  a  fair  and  honest 

I 
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account  of  the  nature  of  the  invention.    That  is  no  new  law.    The  words 
were  used  in  United  Telephone  Company  y.  Harrison,  Cox-Walker^  and   Co.^ 
L.R.  21  Ch.D.  720 ;  I  cite  that  case  to  call  attention  to  the  old  principle  that 
there  must  be  a  fair  and  honest  description  of  the  invention  in  the  Provisional. 
Bailey  v.  Robertson,  L.R.  3  App.  C.  1055,  is  another  case  on  the  same  point.  5 
Penn  v.  Bibby,  L.R,  2  Ch.  127,  would  not  be  an  authority  now ;  the  Provisional 
there  said,  "  My  improvement  consists  of  an  application  of  wood  to  the  bearings 
"  of  screw  propellers,"  and  that  was  all.     In  the  Complete,  he  described  a  par- 
ticular arrangement,  and  the  patent  was  held  good.    But  in  a  case  lijte  that  the 
decision  would  be  the  other  way  now ;  Nuttall  v.  Hargreaves^  8  R.P.C.  450,  10 
where  the  only  novelty  was  a  strainer,  only  put  in  the  Complete  and  not 
specifically  claimed,  and   the   Patentee   was   held  to   have   gone   outside  his 
Provisional.      My  two    main  points   are  (1)  that    the  invention  is  the  new 
class  of  fleshy  tyre,  soft  and  free  to  expand  laterally,  and  the  mode  of  fastening 
is  simply  incidental ;  and  (2)  that  this  invention  is  not  applicable  to  pneumatic  15 
tyres,  because  it  does  not  attain  the  objects  of  the  invention.    The  objects  of  the 
invention  are,  "easy  running,  reduction   of    vibration  and   security   of    the 
"  rubbers."    The  title  relates  to  '*  rubber  tyres  and  metal  rims";  not  a  word 
about  securing  the  tyre.    He  thought  he  had  a  new  rubber  tyre,  and  a  new 
kind  of   metal  rim,  and  his  method    of   securing   is  a   method    of    securing  20 
these.      It    is    clear,    on    the    evidence,    that    in    applying    these  improved 
rubbers    to    a    pneumatic    tyre,    easy    running    and  reduction    of    vibration 
are  not  secured  ;  the  running  is  worse,  and  the  vibration  more  in  putting  a 
tyre  of  this  sort  on  a  "  Dunlop."  When  the  Patentee  says,  page  2,  lines  10  and  U, 
that  his  rubbers  are  applicable   to  wheels  in  present  use,  he  could  not  have  25 
intended  them  to  apply  to  "Dunlop"  tyres,  or  what  he  calls  a  *' Thomson" 
tyre,   because  it  would   not  make  an  improvement.     It  being  admitted  that 
easy  running  and  reduction  of  vibration  are  not  obtained,  what  is  the  use  of 
.securing  something   to    a  "  Dunlop "  tyre  ?    The  "  Dunlop  "  tyre  is  already 
secured  ;  it  was  cemented  on.     Dr.  Hopkinson  admitted  that  no  greater  security  30 
was  given  taa  "  Dunlop"  tyre  by  putting  on  one  of  the  Plaintiffs'  tyres,  but 
there  was  greater  security  of  the  cover.      It  therefore,  admittedly,  gave   no 
improvement,  and,  in  fact,  gave  deterioration.    Professor  Boyes  gave  evidence 
to  the  same  effect,  and  also  Lord  Kelvin.     [ROMBR,  J. — I  am  with  you  on  that 
point.]     The  inference,  then,  is  that  the  Patentee  was  not  thinking  of  pneu-  35 
matic  tyres.    Then  there  is  a  point  that  the   method  of  securing  given  in 
Figure  15  is  different  from  that  contemplated  by  the  Patentee.    The  Plaintiffs' 
Counsel  may  perhaps  suggest  that  there   is  a  mode   of  fastening  generally 
applicable ;  and  that  they  are  entitled  to  have  the  patent  for  the  means  of 
securing  a  cover,  wherever  you  have  a  convexity  and  want  to  fix  a  cover  over  40 
it,  and  therefore  in  the  case  of  pneumatic  tyres.     But  in  Figure  15  there  are 
horizontal  shoulders   K  and  turned -up  things  which  he  calls  flanges.    The 
expression  "  a  wide  metal  rim  constructed  with  a  rounding  surface  outwardly 
"  in  the  form  of  a  shallow  hollow  concave  groove  "  is  somewhat  contradictory. 
Now,  if  the  ears  or  flanges  are  cut  off,  the  wires  fly  out  immediately.    How  is  45 
the  wire    secured  to  the   rim  ?     Clerk  said  it  would  not  be  a  rideable  tyre, 
for  it  rolled  about.    That  shows  that  the  flanges  are  an  essential  part  of   the 
method  of  holding  on  ;  the  wires  do  not  hold  the  whole  tyre  on  the  rim  when 
the  flanges  are  cut  off  ;  this  is  therefore  a  different  mode  of  holding  on  from 
the  Provisional.     The  wide  metal  rim  in  Figure  15  is  described  as  constructed  50 
with  a  rounding  surface  outwardly  ;  it  is  so  described  to  bring  it  within  the 
Provisional  Specification.    There  is  not  a  word  in  this  Specification  to  express 
the  idea  that  the  air-tube  is  going  to  be  a  convexity.     [ROMBR,  J. — Are  you 
going  to  deal  specifically  with  Claim  13  ?]     No,  it  will  come  under  the  general 
question.     In  Figure  20,  the  only  holding  force  to  hold  the  tyre   on   to  the  55 
rim  is  the  force  produced  by  the  pressure  of  air  bulging  out  the  concavity ; 


Vol.  XIV.,  :No.  5.J         AND  TRADE  MARK  CASES.  95^ 

Tiie  Pneumatic  Tyre  Company^  Ld,  v.  The  East  London  Rubber  Company. 

that  is  farther  away  from  the  Provisional.     [^Walla^^  Q.C. — It  was  not  put 
to  the  Plaintiffs'  witnesses.    Rombr,  J. — You  ought  to  have  put  it  in  cross- 
examination.      It  is  very  inconvenient  now  that  their  case  is  closed ;    their 
witnesses  would  have  to  be  recalled.]     I  will  not  cause  that  inconvenience  ; 
5  the  theory  about  the  wires  over  the  convexity  not  only  is  not  in  the  Specification, 
but  it  does  not  affect  Figure  20.     [ROMBR,  J. — I  prefer  not  to  deal  with  it.]  As 
to  anticipation,  having  regard  to  Latta^  nobody  can  claim  putting  a  wire  in  each 
side  of  a  tyre  which  is  drawn  over  a  convexity.  Latta,  page  2,  lilie  47,  describes 
his  Figures  5  and  6  : — "  H  represents  spring  wires  which  are  embedded  in  the 
10  "  rubber  tyre.    These  wires  are  crimped  or  bent  to  a  serpentine  form  as  repre- 
**  sented  in  Figure  1,  which  permits  the  wires  to  stretch  sufficiently  to  permit 
"  the  tyre  to  be  placed  in  the  seat  of  the  rim,  and  to  contract  after  the  tyre  has 
"  been  inserted  in  its  seat,  and  thus  secure  the  tyre  in  its  seat.    These  wires 
"  prevent  the  tyre  from  rolling  out  of  the  seat  when  the  wheel  is  in  use,  and  if 
15  "  one  of  the  wires  should  break  the  others  will,  of  course,  retain  Jhe  tyre  in  place." 
Welch  says,  page  3,  line  49,  "By  making  this  form  of  rim  very  shisdlow  I  may 
"  connect  both  the  wires  beforehand,  and  force  the  rubber  into  its  place  on  the 
**  rim."    So  that,  though  these  wires  may  be  absolutely  inextensible  wires,  yet, 
being  embedded  in  soft  rubber,  by  reason  of  the  rubber  giving,  you  can  get 
20  them  over  the  flanges  of  the  rim.    There  is  absolutely  no  difference,  therefore, 
between  extensible  and  inextei^pible  wires.    There  is  no  practical  difference 
between  Figure  7  and  Latta,    There  is  nothing  to  show  the  wires  are  to  be 
extensible  or  inextensible  in  Claim  1,  which  includes  Figure  7  ;  nothing  to 
exclude  a  springing  wire.     It  comes  down  to  what  is  the  difference  between 
25  the  spring  wires  in  Latta  and  the  wires  in'  Figure  7.     Welch  uses  the  word 
"  inelastic" ;  the  spring  wires  of  Latta  Site  sufl&ciently  so.     Something  has  been 
said  about  the  canvas  in  Figure  7,  but  if  Latta  anticipated  without  canvas,  the 
introduction  of  canvas  would  not  prevent  anticipation.    Then  a  point  has  been 
made  about  the  floating  wire  of  the  Plaintiffs',  but  that  is  obviously  against 
30  them,  because  the  Defendants  screw  their  wire  up.    There  is  nothing  about 
floating  wires  in  the  Specification.     ^Wallace^  Q.C. — Mr.  Moulton  used  the 
expression  to  show  that  there  was  not  a  clamping  action.]     It  does  not  clamp 
down  in  Figure  15,  but  it  does  not  apply  to  Figure  7  as  compared  with  Latta. 
The  only  possible  point  against  Latta  is, — Has  he  described  a  thing  that  will  not 
35  work  because  of  his  spring  wire  ?     If  the  spring  wire  is  sufficient  to  hold  it 
on  properly,  there  is  no  distinction.     [  Wallace^  Q.C. — Latta  says,  if  you  cut 
the  wires,  it  will  stop  on ;  in  the  Plaintiffs',  if  you  do,  it  will  come  off.]     Latta 
had  two  methods,  a  continuous  ring,  which  he  forced  over  the  rim,  or  wires 
disconnected,  which  he  put  on,  and  then  screwed  or  disconnected.    The  other 
40  anticipations  are  important  in  a  way.    Salamon  has  the  very  idea  of  sitting 
a  tyre  on  a  hollow  rim.    Latta  shows  the  idea  of  having  one  wire  in  each  side. 
Starley  has  a  wire  in  the  middle  with  canvas  insertion  to  support  the  wire, 
and  says  there  may  be  two  wires,  in  which  case  it  would  be  obvious  to  place 
one  on  each  side,  and  Starley  had  two  methods  to  draw  the  ends  together  and 
45  secure  them  outside,  or  a  right-hand  and  left-hand  nut.    This  shows  that  the 
amount  of  invention  in  Welch's  Provisional  was  very  small.    If  Welch  had  had 
to  file  his  Complete  Specification  when  he  filed  his  Provisional,  it  is  clear  that 
Figure  15  would  not  have  been  in  at  all.  At  that  time  he  was  thinking  of  cement. 
[WalUice^  Q.C. — Detachability  is  consistent  with  cement.]     The  Provisional 
50  says,  **  the  tyres  may,  in  all  cases,  be  cemented  " ;  in  the  Complete,  "  in  all 
**  cases  the  method  of  securing  renders  the  tyre  easily  attachable  or  detachable  "; 
but,  in  mest  cases,  there  may  be  cement.    As  to  infringement,  the  Plaintiffs* 
method  of  securing  has  been  to  have  something  over  a  convexity,  and  wires 
along  the  side  of  it ;  the  Defendants  screw  their  wires  tight  down  to  the  rim, 
55  and  the  cover  is  quite. secure  without  any  convexity,  or  any  air  at  all  in  the 
inner  tube.    The  Defendants'  is  got  off  by  unscrewing. 
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The  following  witnesses  were  then  called  for  the  Defendants : — Sir  F.  J. 
Bramwelly  James  Swinburne,  Professor  Sylvanus  Thompson,  and  A.  J.  BoulL 

In  the  coarse  of  the  evidence  of  the  last  witness,  he  stated  that  in  Figure  15  of 
the  Plaintiffs'  patent,  the  inner  tube,  having  canvas  inside,  was  practically 
inextensible  ;  and  then  there  was  no  necessity  for  wires  at  all,  as  it  would  hold  5 
on  without  bringing  the  inextensibility  of  the  wires  into  play — without  any 
wires. 

ROMBR,  t/.— What  is  the  result  of  that  ? 

Bousfield,  Q.C. — The  result  is  that  there  are  three  objects  of  the  invention — 
reduction  of  vibration,  easy  running,  and  a  method  of  securing.    It  has  been  10 
admitted  Figure  15  does  not  get  the  first  two,  and  this  goes  to  show  that  the 
method  of  securing  is  different. 

Mr.  J.  Swinburne  was  then  recalled,  and  Mr.  A.    Cheetham  also  gave 
evidence. 

Terrell,  Q.C,  summed  up  for  the  Defendants. — There  is  some  disinclination  15 
to  upset  a  patent  on  the  ground  of  disconformity,  arising  from  the  nature 
of  the  cases  in  which   it  has  been    brought  forward.     [ROMEB,   J. — Dis- 
conformity ought  to  be  enforced  if  the  Complete  contains  anything  like  a 
different  invention,  especially  if  the  Patentee  is  availing  himself  of  other 
persons'  inventions.]    The  Courts  have  felt  inclined  to  support  a  patent  if  the  20 
Patentee    has    put    in    something   new,  invented   by  himself,  between  his 
Provisional  and  Complete,  but  there  is  a  danger  that  by  this  process  of 
extension,  the  Patentee  may  get  the  advantage  of  other  persons'  inventions. 
The  Legislature  recognising  this,  in  1888,  extended  the  right  of  opposition,  so 
that  a  person  may  oppose  when  the  invention  was  not  contained  in  the  25 
Provisional,  and  he  himself  has  invented  it  in  the  meantime.    The  Legislature 
thereby  put  a  limitation  on  development,  appreciating  the  difficulty  caused  by 
inventors  racing  on  the  same  road.     Trigwell  and  Robertson  both  came  out  in 
November,  in  two  consecutive  days,  filing  Provisional  Specifications,  which 
directly  anticipate  Welches  invention  as  disclosed  in  his  Complete.    There  is  30 
then,   Welch  not  showing  this  invention  in  his  Provisional,  the  other  two 
disclosing  it,  and  months  afterwards  Welch  puts  it  in  his  Complete.     Welch 
may  have  not  thought  of  applying  his  invention  to  pneumatic  tyres,  but  (this 
is  the  point  against  me)  if  he  had  made  an  invention  which  became  applicable 
to  pneumatic  tyres,  he  may  become  entitled  to  that,  so  long  as  it  is  the  same  35 
invention  as  is  described  in  his  Provisional.    The  state  of  knowledge  at  the 
time  of  this  patent  was  that  solid  tyres  and  cushion  tyres  with  the  rim  were 
well  known,  and  wir^s  on  tyres  in  various  ways  common  knowledge ;  and 
Dunlop's  invention  of    pneumatic  tyres,   introducing  a    new    principle    of 
elasticity,  was  supposed  to  be  valid.     Welch  had  knowledge  of  all  this,  and  40 
his  idea  was  not  to  improve  Dunlop,  but  to  supersede  it,  utilizing  the  whole 
of  the  elastic  force  of  the  tyre,  which  was  wasted  by  being^  put  in  a  rim,  and 
to  secure  the  tyre  to  the  rim.    Plaintiffs'  Counsel  say  now,  the  mass  of  the 
tyre  is  of  no  importance  ;  but  the  *arch  shape  of  the  tyre  and  the  inextensible 
edge  are  of   importance.     When   Welch  thought  Dunlop  was  not  valid,  he  45 
tried  then  to  apply  his  invention  to  the  new  field  opened  to  him.    I  contend 
that  the  Patentee  did  not  show  the  three  elements,  the  arch-shaped  tyre,  the 
convexity,  and  the  inextensible  edges  in  his  Provisional ;  the  arch-shaped  tyre 
seated  on  the  convexity  he  admits  to  be  old,  referring  to  Salamon  ;  all  he  can 
say  is  new  is  that  combined  with  the  inextensible  edges,  for  that  combined  50 
with  wires  in  the  edges  he  cannot  say  is  new  on  account  of   Latta.     The 
inextensible  edges  are  the  pith  and  marrow  of   the  invention.  •    But  that 
invention  is  not  in  the  Provisional,  which  says,  **  use  extensible  or  inextensible 
"  as  you    like."      This  is  a  most  ingenious  Specification,  going   gradually 
forward  to  Figure  9,  a  well-developed  detachable  pneumatic  tyre.    It  follows  55 
from  the  introduction  of  the  wonls  ^'  a  sufficiently  inelastic  core "  in  the 
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Complete,  diBcarding  the  elastic.  It  is  said  that  the  part  of  it  which  is  an 
invention  is  for  giving  security  to  the  tyre,  but  if  there  are  india-rubber  edges 
smaller  in  diameter  than  the  convexity,  -whether  that  convexity  is  an. 
inextensible  inner  tube  or  a  solid  rubber  or  a  convex  rim,  that  is  all  that  is 
S  intended  by  the  Provisional.  The  Plaintiffs  apply  this  to  a  pneumatic, 
tyre,  which  the  Defendants  are  using,  an  inner  tube  which  is  extensible  and. 
which,  when  blown  out,  will  blow  out  for  ever  until  restrained  by  the  cover 
and  the  vrires.  It  is  kept  in  control,  the  Plaintiffs  say,  by  the  pith  and 
marrow  of  the  Patentee's  invention ;   what  is  kept  in  control  by  the  outer 

10  cover  and  metal  rim  and  the  inextensible  edges  is  the  outer  cover.  Therefore, 
inextensibility  is  the  pith  and  marrow  of  the  invention,  and  if  that  is  not  found 
in  the  Provisional,  the  Provisional  does  not  describe  a  pneumatic  tyre,  or  an 
invention  applicable  to  a  pneumatic  tyre.  If  the  Plaintiffs  claim  only  pneumatic 
tyres  with  inextensible  tubes,  that  is  no  good  ;  but  if  It  involves  that  there  must 

13  be  inextensible  edges,  where  are  the  edges  mentioned  in  the  Provisional  ?  All 
the  elements  of  the  claim  are  antioipated.  Latta  had  a  saddle-shaped  tyre 
seated  on  a  convexity  with  wires  on  eaeh.  Professor  Boyea  could  only 
distinguish  LcUta  by  two  things  from  Claims  1  to  i — by  the  introduction 
of  the  canvas  and  the  inextensibility  of  the  wire.     The  witness  said  some« 

20  thing  to  the  effect  that  Latta  had  not  floating  wires,  as  the  wires  were  kept 
in  position  by  a  flange ;  but  the  witness  did  not  say  it  was  a  difference,  as 
the  wires  were  pinched  in  the  Plaintiffs',  Figures  6  and  7.  The  Plaintiffs'  Counsel 
contend  that  spring  wires  are  not  floating  wires,  which  means  wires  not 
seated  on  anything  but  capable  of  offering  resistance  to  a  tensional  strain. 

25  But  the  Provisional  says  a  spring  wire  may  be  used,  and  in  that  case 
Claims  1  to  4  are  the  same  as  Latia.  The  Plaintiffs  say  they  can  abandon 
the  extensible  edges.  Then  they  cannot  say  the  inextensible  edges  is  the 
essence  of  the  invention,  and  the  Provisional  is  opposed  to  that  claim^ 
Welch  knew  of  pneumatic  tyres,  and  if  his  Provisional  uses  language  hostile 

30  to  pneumatic  tyras,  the  Court  is  entitled  to  say,  '^You  intended  to  exclude 
'*  pneumatic  tyres."  The  Patentee,  in  his  Provisional,  says  his  invention 
is  to  apply  to  old  solid  rubber  tyres,  where  the  rubber  is  intended 
io  supply  resilitoce,  and  he  has  methods  of  securing  the  same.  In  the 
Complete,  he  introduces  '* elastic'*   or  rubber  tyres.    He  continues,  in  his 

35  Provisional,  that  the  rubber  loses  th^  large  part  of  its  resilient  effect. 
That  does  not  apply  to  an  air-tube,  because  that  is  compressible.  The 
advantages  of  his  invention,  easy  running  and  reduction  of  vibration,  are 
not  true  as  to  a  pneumatic  tyre ;  he  admitted  it  himself.  It  only  makes  it 
detachable,  which  everybody  was  then  aiming  that,  but  that  is  only  mentioned 

40  in  the  Complete,  and  that  was  the  << Clincher"  invention,  the  Trigwell  and 
the  Robertson  invention,  which  he  saw.  and  thought  he  could  get  within  the 
ambit  of  his  Specification.  Then  Welch  describes  the  rims — D-shaped  rims. 
Latta  had  exactly  what  Welch  describes,  and  was  seeking  to  obtain  exactly  the 
same  object,  to  get  all  the  elasticity  out  of  the  rubber.     That  is  absolutely 

45  inconsistent  with  pneumatic  tyres.  If  the  Patentee  intended  his  invention  to 
be  applied  to  pneumatic  tyres,  he  ought  to  have  mentioned  them.  It  has 
been  suggested  that  the  words  ^^  wholly  or  partly  outside  the  metal  rim  *' 
were  ui^  to  show  that  the  Patentee  thought  of  wires  inside  the  rims,  but 
in  all. cases  he  puts  the  tyres  outside  the  rim  for  the  purpose  of  enabling 

50  them  to  expend  laterally.  He  wanted  to  make  an  invention  which  should 
supersede  pneumatic  tyres  and  do  away  with  the  liability  to  puncture,  not 
enre  it.  There  is  a  steady  progress  in  the  claims  of  the  Patentee.  In  the 
first,  there  is  nb  convexity  and  no  inextensibility,  but  a  rubber  or  elastic 
tyre,  ai^  shaped,  in  combination  with  two  wires  for  securing  it,    Latta 

55  hM  every  virord  of  that.  Then  come  the  other  claims  to  lead  up  to 
daim  ?•     None  of  these  tyre^  were  ever  used,   except   with    pneumatic 

K 
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tyres.  Claim  2  keeps  within  the  Provisional,  but  introduces  the  word 
**  cores.**  Claim  3  first  introduces  detachability.  He  leads  up  to  it.  Thef 
pith  of  my  argument,  is  that  if ,  in  the  Provisional,  the  Patentee  describes 
what  is  consistent  with  elasticity  or  inelasticity,  he  cannot  say,  in  ther 
Complete,  inelasticity  is  the  pith  and  marrow  of  his  invention.  The  second  ( 
point  is  that  Claims  1  to  6  are  anticipated  by  Latta. 

Moulton^  Q.C.,  replied. 

ROMER,  J. — In  a  previous  action,  Mr.  Justice  KekeuHch  has  held  this  patent 
to  be  valid.    I  have  also  come  to  the  conclusion  that  the  patent  is  valid.    But 
inasmuch  as  the  evidence  before  me  somewhat  differs  from  that  in  the  prior  10 
afction,  and  the  case  is  one  of  considerable  importance  which  may  come  before 
other  Courts,  I  think  it  right  to  state  fully  my  reasons  for  the  conclusion  I  have 
arrived  at.    The  main  objection  to  the  patent  is  that  of  disconformity  between 
the  Provisional  and  final  Specifications.    It  is  said,  on  behalf  of  the  Def  endants^ 
that,  speaking  broadly,  the  invention  described  in  the  Provisional  Specification,  15 
on  a  proper  construction,  did  not  apply  at  all  to  pneumatic  tyres,  and  that  the 
Patentee  had  no  right,  in  liis.final  Specification,  to  include  such  tyres ;  and,  in 
particular,  objection  is  taken  to  Figure  15  and  the  letterpress  referring  to  that 
Figure,  and  certain  detailed  objections  to  Figure  18,  more  or  lees  bearing  on  the 
main  objection,  were  also  taken  by  the  Defendants.    I  will  first  deal  with  the  20 
main  objection. 

Undoubtedly,  in  a  Provisional  Specification,  you  must  find  the  nature  of  the 
invention  described,  though  it  need  not  be  described  otherwise  than  roughly 
so  long  as  it  is  fairly  described ;  per  Mr.  Justice  Fry  in  United  Telephone 
Company  v.  Harrison^  Cox-Walker^  and  Co^y  reported  in  21  Chancery  Division  25 
at  page  747.    But  the  Provisional  Specification  need  not  describe  the  manner 
In  which  the  invention  is  to  be  carried  into  effect.    What  then  was  the  invention 
of  Mr.  Welch  as  fairly  described  in  his  Provisional  Specification  ?    In  its  first 
and  larger  part,  it  deals  with  an  improvement  upon  the  then  known  forms  of 
solid  rubber  tyres  as  held  in  concave  rims  or  felloes.    The  Patentee  pointed  30 
out  that  in  these  tyres  a  large  portion  of  t^e  rubber  was  embedded  in  the  rim 
and  rendered  useless  for  the  purpose  of  reducing  vibration,  and  the  rubber  got 
cut  by  the  rim.    He  proposed  to  remedy  these  defects  by  having  tyres  soft  and 
of  larger  form,  and  euuldle  or  arch  shaped,  and  thickened  in  the  crown,  to  fit 
over  the  rim,  which  he  made  convex.    He  then  showed  how  these.tyres  could  35 
be  securely  fastened  on  the  rim  merely  by  having  wires  run  through  holes  in 
their  edges,  so  that  the  wires  could  be  drawn  together  and  fastened  at  their 
ends.    This  device  was  ingenious,  and  was,  in  my  opinion,  a  novel  pfam  of 
holding  on  the  tyres  of  a  cycle.    It  is  true  that,  in  the  Provisional  Specification, 
Mr.  Welch  also  gives  another  mode  of  fastening,  but  this  he  abandoned  in  his  40 
final  Specification,  as  he  was  entitled  to  do.    If,  in  a  Provisional  Specification 
which  describes  a  valuable  part  of  an  invention,  there  is  also  described,  as  an 
alternative  to  that  part,  something  which  turns  out  not  to  be  valuable  and  is 
abandoned  in  the  final  Specification,  such  abandonment  does  not  affect  the 
tandity  of  the  claim  for  the  invention,  disregarding  the  omitted  altemslive  & 
part,  or  deprive  the  Patentee  of  the  right  to  say  that  he  first  discovered  and 
gave  to  the  public  the  benefit  of  the  valuable  pert  which  was  retained.    I  think 
tliat  Mr.  Welch*8  invention  of  his  form  of  rubber  tyre,  and  of  the  way  in  which 
he  proposed  to  fasten  it  on  to  the  rim,  was  a  nc^el  and  useful  invenMon,  to  thii 
full  credit  of  which  he  is  entitled.    But  his  Provisionftl  Specification  does  not  50 
stop  there.    Evidently  it  had  occurred  to  the  inventor,  and  he  points  out,  that 
his  kind  of  tyre,  with  its  novel  mode  of  fastening,  could  be  usefully  applied 
when  the. tyre  was  only  used  as  an  adjunct  or  cover  to  cycles  already  fitted 
trith  rubber  tyres,  for  he  says,  at  pe^e  2,  lin^  10  to  14,  as  follows :— ^*'  The  abocve 
**  described  improved  rubber  tyres  are  also  applicable  to  cycle  and  otl|«r  wheeis  tiS 
^  in  present  use  or  made  in  thd  ordinary  way,  in  whieh  case  they  inay  be  WMi, 
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**  oyer  the  existing  rabbers  withont  necessarily  ma^ng  any  alteration,  or  I  may 
^  snbstitate  in  place  of  the  ordinary  rubber  a  lighter  or  cheapo  mateHal,  snch 
**  as  cork/*  He  also  points  oat  that  his  invention  can  be  nsed  for  ordinary 
.  concave  rims  and  for  what  are  known  as  cushion  tyres,  for  he  states,  at  page  2, 
5  lines  15  to  18,  as  follows :— *'  I  may  also  fit  this  class  of  tyre  to  the 
**  ordinary  rims  by  modifying  the  form  of  the  inner  surface  of  the  rnhb^v, 
^  in  which  case  a  hole  through  the  centre  may  be  an  advantage  for  lightening 
^  the  same.**  Now,  it  appears  to  me,  that  these  extensions  of  his  main  invention, 
if  I  may  so  term  them,  are  sufficiently  and  fairly  described.    It  is  true  that  he 

10  has  not  described  the  manner  in  which  these  extensions  were  to  be  carried 
out,  but,  as  already  pointed  out,  he  was  not  bound  to  do  this  in  his  Provisional 
Specification ;  ana,  dealing  with  the  extension  of  the  invention  to  cases  where 
his  tyre,  was  to  be  used  as  an  adjunct  or  cover  to  cycles  with  existing  rubbera, 
I  see  no  sufficient  reason  for  cutting  down  the  generality  of  the  extension 

15  mentioned,  or  limiting  it  to  cases  where  the  existing  rubber  tyre  to  be  covered 
was  a  solid  or  cushion  one.  At  the  date  of  the  Provisional  Specification, 
pneumatic  tyres  were  known,  and  if  Mr.  WelcWs  tyre  and  fastening  could  b^ 
usefully  applied  to  pneumatic  tyres,  I  do  not  myself  see  anything  sufficient,  in 
the  context  or  Specification  as  a  whole,  to  prevent  the  application  f idling  within 

20  ihe  scope  of  the  extension  of  the  main  invention  which  is  described  and  which 

I  have  above  set  forth.    I  will,  however,  consider  somewhat  in  detail  the  main 

arguments  for  excluding  pneumatic  tyres,  which  have  been  urged  on  behalf  of 

the  Defendants. 

Now,  the  main,  and  I  think  the  best,  ground  put  forward  by  the  Defendants 

25  may  be  shortly  stated  as  follows : — They  refer  to  the  statement  of  Mr.  Welch 
(page  1,  lines  7  and  8),  that  the  chief  objiects  of  his  invention  were  easy  running, 
reduction  of  vibration,  and  security  of  the  rubbers  to  the  metal  rims.  They 
aigue  from  this  that  the  extension  I  am  considering  at  page  2,  lines  10  to  1^ 
ought  to  be.  taken  to  be  limited  to  cases  where  all  these  objects  are  attained; 

30  and  that  the  words  "  the  above  described  improved  rubber  tyres,'*  mean  only 
tyres  which,  when  applied  as  an  adjunct  or  cover,  give  all  the  above  advantages. 
They  then  point  out  that,  when  Mr.  Welches  form  of  tyre  is  used  as  a  cover  to 
a  pneumatic  tyre,  you  get  from  the  pneumatic  tyre  alone  the  easy  running  and 
the  reduction  of  vibration,  and  that  Mr.  Welches  tyre  adds  nothing  to  those 

35  qualities,  and  is  not  being  used  for  the  purpose  of  giving  them.    Hence  they 

conclude  the  application  to  pneumatic  tyres  is  not  within  the  extension.    This 

argument  appears  to  me  unsound.     The  Patentee  wad  not  bound,  in  his 

Provisional  Specification,  to  detail  the  advantages  of  his  invention,  and  in 

,  stating,  at  the, beginning  of  the  Specification,  his  chief  objects,  he  cannot  be 

40  held  to  have  implied  that  he  obtains  all  those  objects  in  every  part  of  his 
invention,  or  that  some  parts  may  not  have  other  advantages.  No  doubt,  in 
the  first  part  of  his  invention,  where  he  is  dealing  with  his  tyres  when  used  as 
the  only  tyres  on  a  cycle,  and  not  as  covers  to  existing  rubbers,  he  does  effect 

..   aU.the  three  chief  objects  mentioned  above.    But  I  cannot  see  why,  when  he 

45  comes  to  the  extension,  and  his  applying  his  tyre  only  as  a  cover  to  another 

tyre,  I  am  bound  to  assume,  as  against  him,  that  he  must  be  taken  to  have 

intended,  in  this  case  only,  to  use  the  extension,  when,  by  the  cover  alone,  he 

obtained  all  the  same,  three  objects.    He  certainly  obtains  one  of  those  objects 

when  his  tyre,  with  its  fastening,  is  applied  as  a  cover  to  pneumatic  rubbers, 

50  namely,  the  securing  of  the  tyre  over  the  existing  pneumatic  rubber;  and  if  he 

obtains  that  and  other  advantages  by  the  extension,  I  fail  to  see  why  the 

extension,  being  useful,  is  not  within  the  Specification.    He  was  net  bound, 

when  he  came,  in  his  Provisional  Specification,  to  the  extension,  to  point  out 

its  particular  advantages ;  and,  indeed,  it  would  have  been  imprudent,  if  not 

55  impossible,  satisfactorily  for  him  to  have  attempted  to  do  so,  seeing  that 

different  advantages  might  probably  be  obtained  from  covering  different  kinds 
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of  existing  rabbera.  And  it  is  not  accurate  to  say  that  the  phrase  '^  the  aboye 
t*  described  improved  tyre "  is  equivalent  to  a  statement  that  his  tyre,  when 
used  as  a  cover,  is  to  be  one  having  all  the  chief  objects  he  had  before 
mentioned  when  speaking  of  his  invention  generally.  The  only  previous 
description  of  his  tyre  that  appears  is  that  of  a  tyre  which  (page  1,  line  13)  is  5 
soft  and  of  larger  form  than  the  majority  of  solid  rubber  tyres  he  had 
previously  mentioned,  constructed  to  fit  either  wholly  or  partly  outside  the 
metal  rim,  and  (line  23)  saddle  or  arch  shaped,  thickened  in  the  crowix,  thus 
forming  a  groove  inside.  Every  word  of  this  description  applies  to  his  tyre 
when  used  as  a  cover  to  a  pneumatic  tyre,  and  not  the  less  because,  obviously,  10 
when  the  tyre  is  going  to  be  used  as  a  cover  to  another,  it  may  not  want,  as 
applied  to  existing  rubbers,  especially  to  the  pneumatic,  so  much  thickening  in 
the  crown  as  when  it  has  to  be  used  alone  as  the  tyre.  This  main  argument 
on  behalf  of  the  Defendants,  therefore,  &ils,  and  so  does  a  subsidiary  one  Irased 
on.the  fact  that,  in  the  first  part  of  his  invention,  when  he  is  dealing  with  a  15 
polid  rubber  tyre  to  be  used  alone,  he  uses  phrases  which  show  he  is  dealing 
with  a  solid  tyre.  Of  course,  he  does  in  that  case,  but  that  is  no  sufficient 
ground  for  cutting  down  the  generality  of  the  words  used  when  he  comes  to 
deal  with  that  part  of  his  invention  which  relates  to  the  user  of  his  tyre  as  a 
cover  or  adjunct  to  another  tyre.  And  I  may  here  deal  with  another  form  of  20 
lurgument  adopted  by  the  Defendants. 

It  is  said  that  iie  only  pneumatic  tyre  known  at  the  date  of  the  Provisional 
Specification  was  one  which  was  already  fastened  by  canvas  cemented  on  to 
the  rim,  and  that  therefore  the  only  one  of  the  three  chief  objects  before 
mentioned  which  remained,  after  excluding  easy  running  and  reduction  of  25 
vibration,  namely,  security  of  fastening,  was  not  wanted  when  applied  to 
this  pneumatic  tyre,  and  from  this  the  Defendants  wish  to  infer  that  the 
application  of  the  extension  to  pneumatic  tyres  must  be  considered  as 
excluded.  But,  merely  as  a  cover  to  this  known  form  of  pneumatic  tyre, 
WelcVa  tyre  would  have  its  use,  for  the  pneumatic  tyre  is  liable  to  be  30 
w6m  and  punctured  when  used  alone  for  the  cycle  to  run  upon,  and 
when  WelcJCs  tyre  is  so  used  as  a  cover  the  great  benefit  of  his  method 
of  fastening  it  comes  in.  And,  moreover,  that  method  of  fastening  would 
in  any  case  be  an  additional  security  in  holding  the  pneumatic  tyre  to 
the  rim,  and  might  even  be  applied,  as  turns  out  to  be  the  case,  as  the  35 
|K>le  method  of  fastening,  so  as  to  do  away  with  the  necessity  of  using 
canvas  and  cement;  and  I  do  not  see  why  Welch  should  be  deprived 
of  the  benefit  likely  to  accrue  to  him  because  his  tyre  with  its  &stening 
had  that  inherent  additional  quality  and  advantage. 

I    have   now  dealt  with  the   main   arguments    urged  on  behalf  of  the  40 
Defendants  why  the  Provisional   Specification  fidiould  be  held  to    exclude 
pneumatic  tyres  altogether,   though    no   doubt  the  substance  of  the  argu* 
ments  may  be  put  in  different  language  in  somewhat  modified  terms;  and 
I  have  pointed  out  why,  in   my  opinion,   those  arguments   fail.     I  must 
now  deid  with  the  somewhat  more  minute  objections  taken  to  the  specific  45 
application  to  pneumatic  tyres  made  by  the  final  Specification  by  Figures 
15  and  18  and  the  letterpress  referring  to  those    Figures ;    for  it  is  said 
that  in  any  case  that  application  goes   beyond    what    is    justified  by  the 
Provisional  Specification,     I  may  say  at    once   that,  in   my   opinion,   the 
application  is  one  which  falls  within   the  invention   described  in  the  Pro-  50 
visional  Specification,  and  is  only  a  fair  carrying  out  of  that  invention  as 
applied  to  a  pneumatic  tyre.    The  Patentee  was^  not  only  entitled,  but  was 
bound,  when  he  came  to  his  final  Specification,  to   set  forth  in  the  best 
way  then  known  to  him   how  the  invention  described  in  the  Provisional 
was  to  be  carried  out  when  applied  to,  inter  alia,  pneumatic  tyres;  and  55 
I  do  not  think  he  has  gone  beyond  the  limits  allow^  to  Patentees  under 
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«iich  circnmstances.  It  was  suggested  that  the  Patentee  had,  between  the 
dates  of  his  Provisional  and  final  SpecificationSy  availed  ihimself  unfairly 
of  other  persons'  discoveries ;  bat  this  was  not  established  before  xa%  and 
it  must  be  remembered  that  a  patented  invention  may,  owing  to  subsequent 
5  discoveries  of  others,  prove  more  valuable  and  have  a  wider  field  of 
usefulness  than  what  was  contemplated  by  the  Patentee  at  the  time  of  his 
invention,  and  yet  the  Patentee  is  entitled  to  the  full  benefit  of  the  use 
of  his  invention  if  taken  and  applied  for  the  purpose  of  those  subsequent 
discoveries,  and  if  the  subsequent  discoveries  take  place  after  the  Provisional 

]0  and  before  the  final  Specification,  there  WQuld  be  nothing  improper  in  the 
Patentee  referring  to  them  in  the  final,  and  there  showing  the  manner  in  which 
his  invention  could  be  best  applied  to  them. 

I  will  now  state,  as  shortly  as  I  can,  the  chief  objections  taken  to  Figures 
15  and  18  and  the  letterpress  referring  thereto,  beyond  the  main  points  I  have 

15  already  considered.  It  is  said  that  in  Figure  15  the  Patentee's  covering  tyre  is 
not  held  on  by  the  wires  in  the  edges  according  to  his  invention  as  described 
in  the  Provisional  Specification,  but  is  really  held  on  by  the  edges  being 
within  a  concave  rim,  and,  in  particular,  by  what  I  may  call  the  ears  of  that 
rim.    And,  indeed,  objection  is  taken  to  the  use  of  a  concave  rim  at  alL    But 

20  ^he  Proviraonal  Specification  did  not  confine  the  invention  to  convex  rims  in 
all  cases,  as  may  be  seen,  inter  alia^  from  lines  15  to  17  on  page  2 ;  and  the 
sentence  beginning  on  page  2  at  line  10  would  clearly  apply  to  &e  covering  of 
a  solid  rubber  tyre  in  a  concave  rim,  and  there  is  no  sufScient  reason  why  it 
should  not  also  be  held  to  apply  to  a  pneumatic  tyre  in  a  concave  rim.    Nor 

25  does  the  Provisional  Specification  confine  the  invention  to  cases  where  the 
tyre  ia  wholly  outside  the  rim  (see  page  1,  line  14),  or  to  cases  where  the  rim 
has  no  shoulders  (pee  page  1,  line  18).  If  the  Patentee's  tyre  when  employed  as 
a  cover,  is  held  on,  when  in  use,  substantially  by  the  wires  pulling  it  over  some 
convex  sur&tce,  then  it  is  being  used  according  to  his  invention,  and  sub* 

30  stantially  this  is  what  is  being  done  in  Figure  15,  for  when  in  use  the  inner 
tube  is  inflated.  That  the  Patentee,  in  Figure  15,  contemplates  his  outside  tyre 
being  held  on  by  a  pulling  action  of  the  wires  is  shown  by  the  use  of  the 
canvas  coverings  to  the  wires,  and  though  the  inner  tube  is  shown  with  a 
canvas  insertion,  and  is  therefore  only  extensible  to  a  limited  degree,  yet  it 

35  appears  to  me  some  pressure  is  required  to  be  exeried  on  it  when  'in  use  as 
against  the  outer  tyre.  As  to  the  ears  of  the  rim  in  Figure  15,  they  certainly 
assist  in  holding  on,  but  if  cut  away  the  tyre  would  be  held  on,  though  no 
doubt  in  that  case  the  rim  left,  being  very  small,  would  leave  risk  of  the  tyre 
rolling ;  but,  of  course,  if  the  ears  were  taken  away,  it  would  be  obvious  that, 

40  to  prevent  risk  of  rolling,  yon  must  increase  the  dimensions  of  the  concave 
rim.  It  is  no  good  ground  of  objection  to  Figure  15  to  say  that  if  you  alter  the 
rim  in  one  respect  you  may  make  what  is  left  comparatively  insecure.  It  is 
said  that  in  Figure  15  it  is  not  necessary  to  have  inextensible  wires,  as  the 
inner  tube  is  only  slightly  extensible,  and  that  the  tyre  would  hold  on  without 

45  the  wires  merely  by  the  pressure  of  the  edges  of  the  cover  tyre  against 
the  rim.  But  though  it  might  be  possible,  as  a  matter  of  experiment,  to  ride 
on  such  a  tyre  without  the  wires,  I  am  satisfied  no  practical  man  would  think 
of  riding  on  such  a  tyre,  and  in  any  case  there  would  be  some  advantage  in 
using  the  Patentee's  tyre  with  its  wires,  if  only  to  prevent  lateral  rolling  ;  and 

50  the  Patentee  clearly  thought  there  was  advantage  in  its  use,  and  seeing,  as 
pointed  out  above,  that  the  Patentee  had  not,  by  his  Provisional  Specification, 
confined  himself  to  the  use  of  the  sides  of  his  tyre  with  the  wires  in  them 
(being  part  of  his  tyre)  to  cases  where  they  were  wholly  outside  the  rim,  I  do 
not  see  why,  when  he  comes  to  the  final,  he  should  not,  in  cases  where  it  was 

55  useful,  put  the  sided  within  the  rim. 

The  Defendants  further  objected  to  the  Patentee  making  so  much  use  in  his 
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final'  Specification  of  die  inelasticity  of  his  wire,  and  point  out  that,  in  the 
PlroTisional,  he  refers  to  Uie  use  6f  spring  wires,  which  haye  a  certain 
amoant  of  elasticity.  But  the  Patentee  in  his  Proyisional  first  says  that  a 
suitable  wire  may  be  taken  (page  1,  line  26)  ;  and  he  obviously  wanted  a  wire 
that  would  act  properly  in  fastening,  and  be  sufftciently  inelastic  for  that  5 
purpose.  At  the  date  of  the  Proyisional  Specification  he  evidently  thought 
that  a  spring  wire  would  do ;  and  so  it  would  for  some  of  his  purposes,  but 
he  was  quite  entitled  to  omit,  as  he  did,  the  use  of  that  spring  wire  in  his 
final  Specification,  when  he  found  it  did  not  properly  answer  his  purpose 
as  applied  to  a  case  like  Figure  15.  10 

Further  objection  was  taken  to  the  final  Specification,  on  the  ground  that,  in 
the  Provisional,  the  Patentee  said  nothing  about,  and  apparently  was  not 
considering,  the  advantage  which  would  be  attained  by  this  tyre,  with  its 
fastening,  as  a  cov^  when  applied  to  an  inner  pneumatic  tyre  by  reason  of 
its  readily  coming  off  the  rim  when  the  pneumatic  tyre  was  exhausted.  15 
But  that  was  an  advantage  inherent  in  the  invention  when  so  applied ;  and 
if  it  proved  particularly  valuable  in  certain  cases  not  originally  contemplated 
by  him,  that  is  no  reason  why  he  should  not  obtain  all  the  benefits  flowing 
therefrom,  even  in  those  cases.  Further,  I  see  no  reason  why  Weleh^  when  he 
came  to  his  final  Specification  should  not  point  out,  as  he  did,  by  Figures  15  20 
and  18,  how  he  could  apply  his  invention  to  the  case  of  a  pneumatic  inner 
rubber  in  a  concave  rim  so  as  to  obtain  all  the  ordinary  advantages  of  his 
invention,  together  with  the  advantage  of  being  able  readily  to  remove  the 
tyre  from  the  rim  without  undoing  the  wires. 

I  have  now  dealt  with  all  the  substantial  objections  taken  to  the  patent  on  25 
the  ground  of  disconformity,  and  shown  why,  in  my  opinion,  they  fail ;  and  I 
will  pass  to  the  final  Specification.     The  only  ground  taken  before  me  f<Mr 
invalidating  the  patent,  apart  from  disconformity,  is  anticipation  by  certain 
prior  Specifications.    Now,  the  only  one  of  these  prior  Specifications  that  I 
need  refer  to  is  that  of  Latta.     If  that  is  not  an  anticipation,  clearly  the  30 
others  are  not.    Now,  Mr.  Welch^  in  his  final  Specification,  set  forth  a  large 
variety  of  Figures  showing  how  his  invention  could  be  applied  with  different 
forms  of  rims  and  rubbers ;  and  in  order  to  make  out  that  Latta^s  Specification 
was  an  anticipation,  the  Defendants  refer  to  two  Figures  of  Welch^  those  num- 
bered 6  and  7,  and  compare  them  with  Figure  5  of  LaUa.    Now,  undoubtedly,  35 
merely  looking  at  the  Rgures,  there  is  considerable  resemblance,  but  when  the 
two  Specifications  are  foirly  considered,  it  is  clear  to  me  that  Latta  did  not 
anticipate  WelcVn  invention,  and  that  nobody  reading  Latta^s  Specification 
would  have  been  led  to  Welches  invention.    The  fact  is  that  Figures  6  and  7  of 
Welch  are  exceptional  and  somewhat  extreme  forms  of  the  application  of  his  40 
invention,  and  thereby  approximate  in  appearance  to  Latid*8  Figure  5 ;   but  the 
principle  on  which  Welch's  invention  proceeds  is  quite  distinct  from  that  on 
which  Latta  was  proceeding.    The  wires  used  by  Latia  were  intended  by  him 
to  act  in  a  substantially  different  manner  from  that  in  which  Welches  wires 
were  to  act.    Latta's  were  intended  to  act  by  pressure  of  the  rubber  on  the  45 
rim,  and  not,  as  in  Welch%  by  the  practical  inextensibility  of  the  vnres.    This 
is  shown  by,  inter  alia^  Lattafs  statement  that  his  rubber  would  hold  on  if  any 
one  of  his  three  wires  is  cut,  and  if  either  outside  wire  is  cut  it  is  clear  that  the 
other  two  do  not  hold  on  at  all  by  WelcK%  principle.    Moreover,  the  convexity 
shown  by  LaJtia  in  his  Figure  5  was  not  intended  to  be  used  by  him  for  the  50 
purposes  for  which  Welch  uses  the  convexity  shown  in  his  Figures  6  and  7  ; 
see  LaJtta^  pt^  2,  lines  47  to  58  of  his  Specification,  where  he  points  out  why 
he  adopts  tiie  form  <tf  rim  shown  by  him  in  his  Figure  5.    The  question  is 
whether  anyone  reading  Latta' fi  Specification  with  the  then  existing  knowledge 
would  be  naturally  led  to  WelcWe  invention,  and  in  my  opinion  he  would  not  55 
If  after  WeldCe  invention  was  published  some  one  had4idopted  LaJtta'e  Figure  5, 
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and  the  Conrt  was  satisfied  that  he  was  really  intending  to  use  WelcK9  inven- 
tion, and  was  merely  putting  in  tiie  third  wire  as  a  colourable  distinction^  it 
might  well  be  that  the  Conrt  would  hold  what  he  was  doing  to  be  an  infringe- 
ment, but  that  does  not  prove  that  Laita^s  Specification  was  an  anticipation  of 
\  Welch.  It  is  to  be  remembered  that  no  user  of  Latta^s  invention  has  been 
proved,  and  all  that  is  relied  on  by  way  of  anticipation  is  Latta^s  Specification. 
In  Daw  V.  Eleyj  reported  in  Law  Reports  3  Equity,  at  page  496,  a  similar  point 
arose,  and  it  was  there  held  that  the  antecedent  existence  of  an  invention,  not 
shown  to  have  been  brought  to  any  successful  result,  and  which  was  so  far 

10  similar  that,  if  subsequent  in  date  to  the  patent,  it  would  have  been  held  a  colour- 
able and  clumsy  imitation  for  the  purpose  of  effecting  the  same  result,  did  not 
invalidate  the  patent  by  anticipation.  And  in  Murray  v.  Clayton^  reported  in 
Law  Reports,  7  Chancery,  at  page  585,  Lord  Justice  James  refers  to  Daw  v. 
Eley^  and  says  that  a  clumsy  imitation  of  a  patented  machine  or  a  patented 

15  article  might  be  an  infringement  although  it  is  not  such  as  would  have  been  an 
anticipation  defeating  the  Patentee's  right 

In  my  opinion,  therefore,  WelcKs  invention  was  not  anticipated,  and  the 
patent  is  valid,  and  all  that  I  have  now  to  deal  with  is  the  question  of 
infringement.    In  my  opinion,  there  is  an  infringement.    The  Defendants  ar^ 

20  using  as  a  cover  WelcfCe  saddle-shaped  tyre,  held  on  substantially  by  Ms 

method  of  wire  &stening,  and  having  regard  to  what  I  have  said  above,  this 

^user  is  not  taken  outside  WelcKs  invention  by  reason  of  the  inner  tube  being 

^pneumatic,  nor  is  this  user  taken  outside  the  invention  by  reason  of  the  inner 

tube  being  very  extensible,  and  not  limited  in  its  extension  by  canvas  as  shown 

^  in  Figure  15  of  Welch.  Admit  that  the  use  of  very  extensible  inner  pneumatic 
tubes  was  not  known  to  or  contemplated  by  Welch  at  the  dates  of  his 
Provisional  and  final  Specifications,  yet,  if  owing  to  that  form  of  inner  tube 
coming  in  vogue,  a  further  opportunity  is  given  for  the  use  of  Welch's 
invention,  why  should  he  not  have  the  benefit  of  his  invention  as  so  applied  % 

30  There  is  nothiiig  in  his  Specifications  to  exclude  the  use  of  his  invention  as  so 
applied.  A  man  who  finds  that  a  patented  invention  can  be  used  for  a  new 
purpose  cannot  justify  his  user  of  the  invention  for  that  purpose  without 
paying  for  it,  merely  because  the  Patentee  had  not  contemplated  origiinally 
that  his  invention  could  be  so  applied.    As  Lord  Weaibury  said  in  Gannington 

35  V.  Nuitall^  reported  in  Law  Reports,  5  House  of  Lords,  at  page  230,  dealing 
with  the  case  where  the  invention  related  to  a  machine,  ^'  We  all  very  well 
^  know  that  if  you  are  obliged  to  adopt  a  combination  of  machinery  which 
*'  originally  is  directed  to  one  purpose,  before  you  can  make  it  minister  to 
**  another  and  additional  purpose,  the  user  of  it  for  this  additional  purpose  is 

40  ^  an  infringement  of  the  patent  which  first  introduced  that  combination.'* 
It  was  said  on  behalf  of  the  Defendants  in  the  case  before  m&  that  their  wires 
might  be  screwed  tight  to  the  rim  and  would  then  hold  on  by  pressure  or 
clamping  and  not  by  the  application  of  WelcKa  principle.  But  the  expert 
evidence  before  me  disposed  of  tiiat  point,  even  assuming  that  such  clamping 

45  could  practically  be  adopted.  The  Defendants'  wires  act  like  WelcVe^  as 
practically  inextensible,  and  by  tension  inwards  according  to  his  principle, 
and  the  putting  on  of  additional  tightening  of  the  wires  so  as  to  make  the 
wires  ckunp  the  rim,  merely  puts  an  extra  strain  on  the  wires  with  no  extra 
advantage  or  real  change  in  the  holding. 

50  I  have  now  dealt  substantially  with  all  the  points  raised  before  me,  though 
I  do  not  mean  to  say  that  some  of  the  points  may  not  be  put  in  argument  in 
different  language,  or  in  a  different  form,  and,  in  result,  I  hold  that  the 
Flaintiflb  are  entitled  to  the  usual  relief. 

Wallace^  Q.C.— Judgment  given  against  both  Defendants. 

55      Terrell^  Q.C.— With  separate  inquiries  as  to  damages. 
Wallace^  Q.C.— Yest 
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There  was  subsequei^itly  an  application  for  stay  of  the  injunction  pending  an 
appeal,  -which  was  mentioned  a  second  time. 

Connsel  for  this  Plaintiffs  stated  that  they  did  not  consent  to  any  stay  of 
the  injunction,  but  puly  of  execution. 

ROMER,  J, — I  would  not  have  granted  a  stay  of  the  injunction.  .  5' 

Terrell,  Q.C.,  for  the  Defendants,  stated  that  that  was  certainly  granted, 

ROMER,  (7.— -No,  that  is  a  mistake. 

Terrell,  Q.C.,  explained  there  might  be  consequences  as  there  had  been  a 
Cycle  Show,  and  the  Defendants  had  been  selling  with  the  knowledge  of  the 
Plaintiflfe,  who  only  now  come  to  the  Court.  10 

Moulton,  Q.C. — ^The  Defendants'  Counsel  knew  that  we  contended  that  there 
was  no  stay  of  injunction.     [After  some  discussion.] 

Terrell,  Q.C— The  Plaintiffs  ought  to  have  come  more  promptly.  The 
Defendants  are  put  in  a  diflfiqult  position.  Are  they  to  be  stopped  supplying 
the  orders  received  at  the  Show.  15 

Moulton,  Q.C— I  told  the  Defendants*  Counsel  that  there  was  no  stay  of  the 
injunction. 

ROMBR,  J. — I  can  make  an  order  staying  the  injunction  to  the  preMnt 
time,  and  also  let  the  Defendants  execute  orders  they  have  received,  they 
keeping  an  account.  20 

Moulton,  Q.C — ^And  filing  an  account  stating  what  the  orders  are. 

Terrell,  Q.C. — ^Not  to  disclose  the  customers'  names, 

Moulton,  Q.C. — I  will  not  bring  actions  against  them  pending  the  appeal. 

ROHBR,  J. — I  will  make  this  order,  stay  the  operation  of  the  injunction 
until  to-day,  but  provide  that  it  is  not  to  prevent  the  Defendants  delivering  25 
to  customers  goods  ordered  between  the  date  of  the  judgment  and  to-iday ; 
the  Defendants  to  make  an  affidavit  within  a  week  stating  what  the. orders 
Vere,  and  the  Plaintiffs  undertaking  not  to  bring  actions  against  those 
customers  in  respect  of  those  sales. 

Moulton,  Q.C. — Until  after  the  appeals.  -80 

ROMER,  J. — ^No.  Damages  will  satisfy  you.  The  order  on  the  judgment 
will  be  in  the  usual  terms— no-stay.  The  other  order  will  be  a  separate  one  on 
this  application. 

Terrell,  Q.C— The  Plaintiffs  have  brought  actions  against  our  agents  for  the 
same  injunction.  35 

ROMBR,  «7.— I  cannot  go  into  that.  The  costs  of  this  application  will  be 
costs  in  the  appeal, 

Terrell,  Q.C. — ^There  will  be  the  usual  stay,  except  as  to  the  injunction, 

ROMBR,  J. — ^Yes,  except  as  to  taxation  of  costs. 

Moulton,  Q.C. — ^There  id  a  question  as  to  the  certificate  of  validity.  40 

RoMER,  J, — ^As  Kekewich,  J.,  granted  one,  I  do  not  grant  another. 

Moulton,  Q.C,  asked  for  solicitor  and  client  costs  of  the  action, 

Terrell,  Q.C,  opposed. 

Solicitor  and  client  costs  were  not  given. 
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In  'j^b  Housb  of  Lords. 

Present:  The  Lord  Chancellor,  Lord  Macnaghtbn,  Lord  Shand, 

and  Lord  Davey. 

November  19tb  and  20th,  and  December  7th  and  15th,  1896. 
RiBKMANN  v.  Thierry. 


« 


PcUent-^Action  for  ifi/ringeinenL — Novelty. — Subject-matter. — Invention. — 
Functions  of-  Appellate  Courts  when  invention  is  found  by  Court  below.-^ 
Certificate  as  to  Particulars  of  Objections. 
This  tms  an  action  for  infringement  of  a  patent  for  an  eyelet  for  bootSy 

10  <fc<?.,  made  of  metal  and  coated  both  above  and  beloW  ^e  flange  tvith  celluloid 
so  as  to  provide  a  jtermanent  facing  for  the  eyelet.  The  Defendant  denied 
infringement^  and  alleged  that  the  Plaintiffs'  invention  ivas  anticipated,  or 
that,  having  regard  to  the  state  of  knowledge,  there  was  no  subject-matter. 
Infringement  was  admitted  at  the  trial.    In  the  anticipations,  metal  hooks 

\h  and  studs   were  shown  coated  tvith   celluloid,  and  also  an  eyelet  coated  on 

one  side;  but  no  such  eyelet  as  the  Plaintiffs'    had   been   produced   on-  the 

market.    There  was^  however,  a  demand  for  an  eyelet  which  would  stand  wear. 

The  Plaintiffs  experimented  for  six  years  before  arriving  at  their  invention. 

Held,  at  the  trial,  that  the  Plaintiffs'  combination  was  new  and  useful,  and 

2<i  was  not  anticipated.     The  Defendant  appealed,  and  the  appeal  was  dismissed. 
The  Defendant  appealed  to  the  House  of  Lords. 

Held,  tJiat  the  Patentees,  by  their  Specification,  disclaimed  all  right  to  their 
process,  and  claimed  "  any  eyelet  of  any  metal  if  covered  with  celluloid  or  any 
^*  similar  material '\  that,  while  no  smallness  or  simplicity  will  prevent  a 

25  patent  being  valid,  mere  novelty  of  manufacture  or  usefulness  in  the  application 
of  known  materials  to  analogous  uses  will  not  necessarily  establish  invention 
ivithin  the  meaning  of  the  patent  law ;  that  metal  studs  and  Jwoks,  and  metal 
studs  and  hooks  covered  vnth  celluloid  or  a  similar  material,  were  old  ;  and  that 
thmigh  the  Plaintiffs  had  succeeded  in  producing  an  improved  eyelet,  and  there 

30  was  some  ingenuity  in  the  mode  of  manufacture,  there  wa^s  not  sufficient 
invention  to  form  the  subject-matter  of  a  patent. 

T/tere  is  no  presumption  that  the  Court  of  Appeal  or  the  House  of  Lords 
ought  not  to  interfere  with  what  the  Judge  of  first  instance  has  done ;  but  the 
Appellate  Court,  on  appeal  from  a  Judge,  where  both  fact  and  law  are  open  to 

35  appeal,  is  bound  to  pronounce  such  judgment  as,  in  their  view,  ought  to  have 
been  pronounced  by  the  louder  Court ;  arid  it  is  not  within  the  Appellate  Court's 
competence  to  say  that  they  would  have  pronounced  a  different  judgment  if  they 
had  been  Judges  of  first  instance,  but  that  because  the  Judge  has  pronounced  a 
different  judgment  they  will  adhere  to  his  decision. 

40  Held  by  Lord  Shand  differing,  that  the  invention  was  novel  and  formed  good 
subject-mcUter  of  a  patent,  as  an  adaptation  of  known  materials  to  a  new  and 
useful  purpose  resulting  in  the  production  of  a  netv  article  of  manufacture 
(the  previous  articles  being  imperfect). 

L 


106  BBPORTS  OF  PATENT,  DESIGN,       [Feb.  24, 1897. 

Riekmann  v.  Thierry. 

—J ^ • 

Per  Lord  Maonaghtbn  and  Lord  Davby,  the  law  as  to  suhject-maMer  in 
sicch  a  case  is  that  laid  down  in  Harwood  v.  G.N.R.  Co.,  11  H.L.C.  664^  in 
which  it  was  held  that  "  a  mere  application  of  an  old  contrivance  in  the 
"  ordinary  way  to  an  analogous  subject,  without  any  novelty  in  the  mode  of 
"  (^I^lying  such  old  contrivance  to  the  new  purpose,  does  not  make  a  valid  5 
"  subject-matter  of  a  patents 

Both  a  process  and  a  product  may  he  patentable. 

The  appeal  was  dismissed,  and  a  certificate  was  granted  by  the  House  thcU 
the  Particulars  of  Obfectimis  were  reasonable  and  proper. 

On  the  24th  of  October  1891,  a  patent  (No.  18,331  of  1891)  was  granted  to  10 
Jules  Alphonse  Thierry  and  Alfred  Leon  Thierry  for  an  invention  of  **An 
"  improvement  in  eyelets."  The  Complete  Specification  was  as  follows  : — 
"  The  eyelets  employed  for  the  lacing  of  boots,  corsets,  and  other  articles  of 
"  dress,  and  also  in  various  articles  of  stationery  and  ornament,  being  made  of 
"  metal,  have  to  be  varnished,  japanned  or  otherwise  coated  so  that  the  face  of  15 
"  the  eyelet  may  present  some  desired  colour  or  appearance  ;  but  such  coating 
"  is  apt  to  become  rubbed  or  broken  off,  so  that  the  metal  itself  or  part  of  it  is 
"  presented  often  with  a  patchy  and  objectionable  appearance.  The  object  of 
"  our  invention  is  to  provide  a  permanent  facing  for  the  flange  of  an  eyelet, 
"  this  facing  being  of  any  desired  colour  and  giving  a  neat  finish  to  the  eyelet.  20 
"  For  this  purpose,  instead  of  varnishing  or  otherwise  treating  the  surface  of 
"  the  metal,  we  fix  on  the  flange,  which  is  the  visible  part  of  the  eyelet,  a 
"  casing  of  celluloid  or  similar  material  such  as  xylonite  which  may  be  of  any 
"  desired  colour,  and  which  is  moulded  so  as  to  present  a  neat  rounded  facing 
**  of  the  flange.  The  accompanying  drawing  is  a  magnified  section  of  an  eyelet  25 
"  with  its  flange  encased  with  celluloid  according  to  our  invention.  E  is  the 
''  tubular  stem  or  body  of  the  eyelet,  F  its  flange  encased  with  celluloid  C, 
"  which,  as  shown  in  the  drawing,  not  only  covers  the  face  of  the  flange,  but 
"  also  extends  round  its  edge  and  forms  a  layer  under  it,  so  that  it  is  firmly 
"  held  upon  the  flange  and  cannot  be  separated  from  it  without  actual  fracture.  30 

"  This  encasing  of  the  flange  with  the  celluloid  may  be  effected  in  various 
*'  ways,  which  we  do  not  claim  as  of  our  invention,  but  which  we  may  describe 
"  in  order  to  enable  our  invention  to  be  carried  out  in  practice.  One  way  is  to 
"  prepare  for  each  eyelet  a  cupped  washer  of  celluloid,  to  soften  this  by  heat 
"  or  by  immersing  it  for  some  time  in  spirit,  to  insert  the  eyelet  flange  into  the  35 
'*  cup,  and  then  by  means  of  a  suitable  die  to  turn  inwards  the  upwardly 
"  projecting  lip  of  the  cup  and  fold  it  over  the  flange,  moulding  it  by  the 
*'  pressure  of  the  die  to  the  desired  rounded  form.  Or  the  cup  may  be  applied 
**  in  an  inverted  position,  its  projecting  lip  being  turned  inwards  and  under  the 
"flange.  According  to  another  method,  we  employ  two  layers  of  sheet  40 
"  celluloid,  the  one  layer  under  and  the  other  over  the  flange  both  somewhat 
"  wider  than  the  flange.  Those  surfaces  of  the  two  sheets  which  come  next 
"  the  flange  being  served  with  cement  or  being  partly  dissolved  by  application 
"  of  a  solvent  such  as  acetone  or  acetic  ether,  the  whole  preferably  while 
"  heated  is  subjected  to  pressure  between  suitable  dies,  whereby  the  celluloid  is  45 
"  caused  to  adhere  to  the  flange  on  both  sides  of  it  and  the  edges  of  the  two 
**  pieces  of  celluloid  beyond  the  flange  to  adhere  together  joining  as  if  they 
*'  formed  one  piece.  This  operation  may  be  performed  on  a  number  of  eyelets 
"  at  a  time.  A  lower  die  or  block  has  drilled  in  it  a  number  of  holes  fitting 
"  the  stems  of  the  eyelets.  On  this  die  is  placed  the  lower  sheet  of  celluloid  50 
"  perforated  with  holes,  one  over  each  hole  of  the  die  and  having  its  upper 
"  surface  partly  dissolved  or  served  with  cement.  Eyelets  being  then  placed 
'*  in  these  holes,  the  upper  sheet  of  celluloid  having  its  under  surface  prepared 
"  for  cementing,  is  placed  over  the  whole  and  is  pressed  down  by  an  upper  die 
"  so  as  to  cause  firm  adhesion  of  the  two  sheets  with  the  flanges  of  all  the  eyelets  55 
'*  enclosed  between  them.  When  the  cement  has  set,  the  combined  sheet 
^  consisting  of  the  two  sheets  and  the  eyelets,  is  removed  from  the  dies  and  the 
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^^  celluloid  casing  of  each  eyelet  is  separated  from  the  sheet  and  has  a  hole 
"  made  through  it  either  by  punching  or  preferably  by  revolving  cutters. 
**  According  to  a  third  methed,  we  employ  a  lower  die  or  block  having  a 
"  number  of  holes  drilled  in  it  and  in  each  of  these  we  place  the  stem  of  an 
5  "  eyelet  the  flange  of  which,  owing  to  its  rounded  junction  to  the  stem,  stands 
"  a  little  above  the  surface  of  the  die.  In  each  eyelet  we  also  place  a  pin  the 
**  flat  top  of  which  stands  up  to  about  the  level  of  the  flange.  On  the  die  thus 
*'  chained  we  place  a  sheet  of  celluloid  softened  by  heat  or  by  its  immersion  in 
**  spirit,  and  above  this  a  thick  block  of  vulcanised  caoutchouc  on  the  top  of 

10  "  which  bears  the  follower  of  a  screw  or  other  suitable  press.  We  enclose  the 
"  block  of  caoutchouc  within  a  casing  to  prevent  it  from  spreading  out  laterally, 
"  and  applying  pressure  to  it  we  cause  the  softened  celluloid  under  it  to  be 
"  squeezed  not  only  on  to  the  faces  of  the  eyelet  flanges*  but  also  under  the 
"  flanges  so  as  to  occupy  the  narrow  space  between  these  flanges  and  the  face  of 

15  "  the  die. 

'*  After  the  celluloid  is  set,  we  remove  the  sheet  having  the  flanges  of  the 
"  eyelets  imbedded  in  its  substance  and  we  then  either  by  punching,  or 
**  preferably  by  revolving  cutters,  perforate  the  celluloid  with  holes  one  for 
"  each  eyelet  and  separate  each  encased  flange  from  the  sheet.     Having  now 

20  "  particularly  described  and  ascertained  the  nature  of  our  said  invention  and 
"  in  what  manner  the  same  is  to  be  performed,  we  declare  that  what  we  claim 
"  is  :— 

"  A  metal  eyelet  having  its  flange  imbedded  in  celluloid  or  like  material, 
"  forming  a  facing.    A  facing  layer  over  the  flange  and  a  fixing  layer  under  the 

25  "  flange,  substantially  as  described." 

The  following  shows  (but  does  not  reproduce  in  toto)  the  drawing  attached 
to  this  Specification  : — 


On  the  10th  of  November  1894,  the  Patentees  commenced  an  action  for 
infringement  of  this  patent  against  AcUdph  Riekmann^  who  carried  on  business 
.W  at  59,  Knightrider  Street,  London,  as  agent  for  The  Fast  Colour  Eyelet 
Company^  of  Springfield,  Mass.,  U.S.A.,  claiming  an  injunction  to  restrain  the 
Defendant  from  selling  eyelets  manufactured  in  infringement  of  the  PlaintiflFs' 
patent,  an  account  of  profits,  and  a  delivery  up  of  all  infringing  eyelets. 

The  Particulars  of  Breaches  complained  of  were  that  the  Defendant  had 
35  infringed  by  making,  using,  and  selling,  or  offering  for  sale,  at  59,  Knightrider 
Street  and  elsewhere,  eyelets  made  in  the  manner  described  in  the  Plaintiffs' 
Specification,  and  that  the  Defendant  had  admitted  that  he  was  making  and 
selling  eyelets  maile  in  the  manner  described  in  the  Plaintiffs'  Specification 
in  a  letter  written  by  the  Defendant  on  November  7th,  1894,  and  sent  to  the 
40  Plaintiffs. 

The  Defendant  denied  infringement  and  that  the  Plaintiffs  were  the  true 
and  first  inventors,  and  he  alleged  that  the  patent  was  not  valid  or  of  any 
effect. 

The  Particulars  of  Objections,  as  amended,  were  as  follows  :— (1)  That  the 

45  Specification  was  insufiBcient.     (2)  That  the  alleged  invention  was  not  new, 

but   had   been   previously  published    bv   (a)    W.  H,   SmidVs    Specification, 

No.  16,238  of  1889;    (6)   W.  E.SmidVs  Specification,  No.  13,402  of  1890; 

L  2 
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(c)    J.    L.    Joyce's    Specification,    No.    259,867    of    1882    (American) ;     (d) 
W,  H.  Smidt's  Specification,  No.  413,099  of  1889  (American). 

Joyce's  Specification  of  1882,  so  far  as  material,  was  as  follows  : — "  This 
*'  invention  relates  to  an  improvement  in  the  studs  which  are  attached  to 
'*  shoes  and  around  which  the  lacing  is  drawn  as  a  substitute  for  the  old-style  5 
"  eyelets.  Usually  these  studs  have  been  made  from  metal  and  coated  with 
"  japan.  They  are  exposed  to  hard  wear  and  very  soon  the  japan  wears 
"  away  and  the  metal  appears,  detracting  materially  from  the  neat  and  finished 
"  appearance  which  these  studs  would  otherwise  give  to  the  shoes.  The 
"  object  of  my  invention  is  to  construct  the  stud  with  a  non -metallic  head,  10 
'^  and  which  itself  gives  the  requisite  colour  for  the  stud,  and  whereby  the 
"  usual  wear  upon  the  studs  does  not  deface  them,  and  it  consists  in  a  metal 
''  shank,  body,  and  back  combined  with  a  head  of  plastic  material  closed  over 
"  the  edges  of  the  back,  whereby  it  is  secured  to  the  back,  leaving  the  body 
*'  exposed  for  the  free  run  of  the  lacing,  as  more  fully  hereinafter  described.  15 
^^  The  metal  portion  of  the  stud  is  struck  from  sheet  metal,  in  the  usual 
"  manner  of  drawing  sheet-metal  articles,  the  central  portion  drawn  outward 
^'  to  form  the  open  tubular  shank  a,  and  which  is  to  pass  through  a  hole  made 
"  in  the  shoe,  to  be  closed  down  on  the  opposite  side,  like  an  eyelet.  Above 
'*  the  shank  a  is  a  concentric  enlargement,  b^  which  forms  the  body,  and  outside  20 
^'  or  above  this  is  the  back  c,  around  the  edge  of  which  a  flange,  d,  is  turned 
"  upward.  The  body  b  forms  a  bearing  on  the  outside  of  the  shoe,  between 
'^  which  and  the  turned-over  inside  end  of  the  shank  a  the  material  of  the  shoe 
"  is  grasped. 

"  The  body  portion  b  is  filled  with  a  disk,  e,  of  any  suitable  material — as  25 
''  pasteboard — then  placed  in  suitable  dies  the  head  /  is  formed.  This  head  is 
"  composed  of  any  suitable  plastic  material  which  hardens  by  drying,  heat,  or 
''  other  method  of  curing,  and  is  pressed  down  upon  the  flange  d  so  as  to  close 
^*  over  it,  as  seen  in  Fig.  1.  The  flange  d  is  made  flaring,  so  that  the  material 
^^  which  forms  the  head  locks  over  outside  of  the  flange  and  firmly  secures  it  30 
"  to  the  back.  The  disk  e  is  introduced  to  prevent  the  plastic  material  from 
"  being  forced  down  into  the  tubular  shank,  which  it  would  do  if  the  tube 
'.'  were  left  open. 

*'  The  head  may  be  made  in  the  usual  form  of  shoe-stud  heads,  or  any  other 
''  desirable  or  ornamental  shape,  and  may  be  coloured  to  correspond  to  the  35 
"  colour  of  the  shoe.  The  colouring  being  produced  in  the  preparation  of  the 
*^  composition  in  which  the  head  is  made,  is  lasting,  and  no  matter  what  the 
"  wear  upon  the  surface  the  colour  will  be  preserved.  Thus  I  make  a  durable 
"  and  neat-appearing  stud,  and  at  slightly,  if  any,  greater  cost  than  the  common 
"  metal  japanned  stuff.  40 

"  I  claim — as  an  article  of  manufacture,  the  herein  described  shoe-stud 
"  consisting  of  the  metal  back  c,  constructed  with  the  upwardly-projecting 
'^  flange  d,  body  6,  and  tubular  shank  a  in  one  and  the  same  piece,  combined 
"  with  the  head  /,  made  from  plastic  material,  closed  over  the  flange  of  the 
'*  back,  substantially  as  described."  45 

Figure  1  of  the  drawings  is  reproduced,  but  on  a  smaller  scale. 

PiC.f. 


SmidVs  Specification  (No.  i»),238of  1889),  so  far  as  material,  was  as  follows  : — 
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"  for  shoes,  and  it  consists  in  the  method  of  protecting  the  hook  and  its  shank 
"  against  wear ;  and  the  invention  further  consists  in  a  lacing-hook  or  lacing- 
1^  eyelet  for  shoes,  having  its  parts  most  exposed  to  wear  covered  by  a 
"  pFotective  covering  of  a  pyroxyline  or  cellulose  compound,  or  their  equivalent. 
5  I*  Prior  to  my  invention  it  has  been  customary  either  to  dip  the  lacing-hooks  or 
II  eyelets  for  shoes  in  rubber,  or  japan  the  same,  but  it  is  a  well  known  fact  that 
**  either  covering  or  coating  is  not  a  durable  one,  the  rubber  or  japan  rapidly 
"  ^.^"'^^  ^r^'^j  and  leaving  exposed  the  unsightly  brass  hook  or  eyelet.  The 
"  object  of  my  invention  is  to  avoid  this  by  providing  those  parts  most  exposed 

10  "  to  view  with  a  durable  covering,  and  to  this  end  I  preferably  use  a  pyroxyline 
"  or  cellulose  compound,  as  these  can  be  applied  while  in  a  plastic  state  and 
**  firmly  united  to  the  metal  of  the  hook  or  eyelet  and  afterwards  hardened  and 
II  if  desired  polished.  One  method  is  shown  in  Figures  1  and  2,  which  show 
**  a  lacing-hook  by  a  sectional  elevation  and  an  elevation  respectively.  A, 
l.'i  II  indicates  the  hook  proper  ;  a,  its  shank  ;  and,  C,  the  eyelet  for  securing  the 
II  hook  to  the  shoe,  said  parts  being  of  usual  construction  except  that  the 
**  hook  and  its  shank  are  covered  with  a  pyroxyline,  or  equivalent  composi- 
II  tion,  B,  which  may  be  applied,  while  in  a  plastic  state,  in  successive  layers, 
"  the  hook  portion,  A,  being  completely  enveloped  by  the  composition  and 

20  «  serves  as  a  binder  to  the  covering  of  the  shank,  a,  which  shank  is  preferably 

"  covered  on  the  outside  only 

"  According  to  one  modification  I  form  an  eyelet,  a^  on  the  hook  portion, 
**  A,  that  projects  vertically  therefrom,  as  shown  in  Figures  la,  and,  2a,  which 
II  show  respectively,  a  lacing-hook  provided  with  the  described  eyelet  before 

th  "  the  covering  is  applied,  and  such  a  hook  in  sectional  elevation  after  the 
"  covering  has  been  applied. 

"The  underside  of  the  hook  portion,  A,  is  perfectly  straight  so  as  to  permit  of 
*'  the  application  of  the  proper  tool  to  form  the  eyelet  thereon  in  the  usual  manner, 
ll  8o  that  the  said  eyelet  or  upset  portion,  a^,  will  project  above  the  hook.  A, 

30  **  which  is  then  covered  with  the  pyroxyline  or  cellulose  composition  to  com- 
*•  pletely  envelop  the  hook.  A,  and  eyelet,  a»,  and  then  subjected  to  pressure, 
II  whereby  the  eyelet  will  be  upset  in  the  composition,  as  shown  in  Figure  2a, 
"  and  being  firmly  embedded  therein  form  a  secure  anchorage  of  the  enveloping 
"  material  and  binding  the  same  more  firmly  to  the  hook. 

3^       '*  According  to  another  modification,  the  hook  and  its  shank  are  formed  more 

II  or  less  concave,  as  shown  in  Figures  3  to  7,  inclusive,  in  which— 

"  Figures  6  and  7,  show  a  lacing  eyelet  in  elevation  and  vertical  section,  also 
"  provided  with  a  protective  covering  for  the  exposed  face  thereof. 

'*  The  concavities,  a\  of  the  hook  and  shank.  Figures  3,  4  and  5,  receive  the 

40  "  protective  material  while  in  a  plastic  state,  which  material  is  then  united  to 
"  the  hook  and  its  shank  and  to  the  upper  face  of  the  eyelet,  C,  thereof,  by 
II  pressure,  as  described,  causing  such  material  to  be  firmly  united  to  the  parts 
II  protected.  In  a  similar  manner  the  upper  exposed  face  of  the  lacing  eyelets, 
"  C,  may  be  protected,  as  shown  in  Figures  6  and  7,  and  overhanging  annular 

45  "  flange,  c\  being  left  around  the  material  so  that  the  eyelet  may  be  properly 
"  set  in  the  shoe  with  the  usual  tool. 

"  I  wish  it  understood  :  Firstly— that  I  do  not  claim  broadly  a  lacing-hook  or 
**  a  lacing-eyelet  provided  with  a  protective  coating,  as  I  am  well  aware  that 
II  such  has  heretofore  been  provided,  but  as  hereinbefore  stated,  this  has  simply 

50  "  been  a  thin  coating  produced  by  japaiming  or  rubber  dipping,  which  speedily 
"  wears  away  ;  secondly— that  I  do  not  wish  to  limit  myself  to  any  particular 
**  or  specific  means  for  uniting  the  protective  material  with  the  hook  and  its 
"  shank  or  with  the  exposed  surface  of  an  eyelet,  as  I  have  clearly  shown  that 
II  these  means  may  be  greatly  varied.  I  have  also  found  that  a  durable  covering 

55  **  for  the  hook  may  be  obtained  without  any  means  for  anchoring  the  material 
**  thereto.  Thirdly — I  would  have  it  understood  that  any  material  may  be 
"  employed  for  covering  a  lacing-hook  or  a  lacing-eyelet  for  the  purposes  stated. 
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"  that  is  adapted  to  be  rendered  sufficiently  plastic  to  be  united  with  the  metal 
"  of  the  hook  by  pressure  and  that  will  afterwards  harden,  or  that  can  after wjirds 
"  be  hardened,  and  that  is  not  readily  affected  by  atmospheric  influences,  or 
"  liable  to  crack  or  fissure  and  peel  off.  Having  now  particularly  described 
"  and  ascertained  the  nature  of  my  said  invention  and  in  what  manner  the  same  5 
"  is  to  be  performed,  I  declare  and  what  I  claim  is — First :  The  mode  of 
"  covering  lacing-hooks,  or  such  hooks  and  their  shanks  or  lacing-eyelets, 
"  with  a  protective  material,  such  as  set  forth  in  the  manner  substantially  as 
**  hereinbefore  described  and  as  shown  in  the  accompanying  drawings. 
"  Second:  A  lacing-hook  or  a  lacing-eyelet  having  its  exposed  parts  covered  10 
"  with  a  protective  material  such  as  set  forth,  substantially  as  hereinbefore 
"  described  and  as  shown  in  the  accompanying  drawings.  Third :  A  lacing- 
**  hook  or  a  lacing-eyelet,  having  such  exposed  parts  thereof  as  referred  to, 
"  covered  or  enveloped  with  a  pyroxyline  or  cellulose  compound." 

Figures  6  and  7  of  the  drawings  are  reproduced,  but  on  a  smaller  scale.  15 

ffC.7. 


The  action  came  on  for  trial  before  Charles^  J.,  without  a  jury.  Infringe- 
ment was  not  contested  by  the  Defendant,  but  the  validity  of  the  Plaintiffs* 
patent  was.  The  Judge  held  the  patent  valid,  and  gave  judgment  for  the 
Plaintiffs.*  The  Defendant  appealed,  but  the  Court  of  Appeal  affirmed  the 
decision  of  Charles^  J.,  and  the  appeal  was  dismissed.!  20 

The  Defendant  appealed  to  the  House  of  Lords,  and  the  appeal  now  came  on 
for  hearing.  Moulton,  Q.C.,  and  J.  C.  Graham  (instructed  by  Ldwrance^ 
Waldrotij  and  Webster)  appeared  for  the  Appellant ;  Bousjieldy  Q.C.,  Wallace^ 
Q.C.,  and  «7.  Hunter  Gray  (instructed  by  Faith/ull  and  Owen)  appeared 
for  the  Respondents.  25 

Moulton^  Q.C.,  and  Graham  for  the  Appellant. — There  is  no  question  as  to 
infringement,  but  the  Appellant  contends  that,  having  regard  to  three  prior 
Specifications  and  common  knowledge,  there  is  no  invention.  SmidVs  Speci- 
fication of  1889  shows  celluloid  as  applied  to  hooks  and  eyelets  ;  in  Figures  G 
and  7,  which  show  an  eyelet,  the  celluloid  does  not  go  round  the  flange,  but  it  30 
does  so  in  Figure  9,  where  the  celluloid  ia  completely  round  a  hook.  It  is 
contended  that  the  Plaintiffs  cannot  get  a  patent  for  applying  celluloid  to 
eyelets  in  the  same  way  that  it  has  been  applied  to  hooks.  There  is  a  clear 
statement  in  Smidt  that  this  stuff  is  firmly  fixed  on,  if  it  is  put  under  the 
projection  of  the  metal.  The  eyelets,  Figures  6  and  7,  are  eyelets  pure  and  35 
simple,  like  the  Respondents'.  Then  there  is  a  Figure  showing  the  hook 
without  celluloid,  and  little  nicks  are  cut  to  enable  the  celluloid  to  penetrate 
and  hold  well.  Smidt's  third  claim  is  equivalent  to  the  Plaintiffs'  claim.  Smidt 
says  a  lacing  eyelet,  covered  or  enveloped  with  pyroxyline  ;  it  might  have  been 
different  if  the  Plaintiffs  had  claimed  the  method  of  doing  it,  and  the  Defendant  40 
never  contended  that,  if  the  Plaintiffs'  method  had  been  claimed,  the  Defendant 
would  have  disputed  it.  Joyce  is  an  invention  for  covering  a  shoe-lacing  stud. 
The  anticipations  are  all  for  the  same  purpose  as  the  Plaintiffs'.  The  Plaintiffs 
were  not  aware  of  any  of  these  inventions.  The  Plaintiflfe  had  sold  a  large 
number  of  these  eyelets,  and  the  Judge  thought  there  were  some  distinctions  45 
between  the  Plaintiffs'  and  the  others.    But  there  is  no  evidence  of  novelty, 


Soo  12  B.P.C.  412.  ^  See  12  R.P.C.  543. 
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for  the  things  are  really  identical.  The  evidence  as  to  large  sale  is  not  really 
very  important  in  relation  to  such  things  as  this,  which  are  used  by  dozens  at  a 
time,  and  very  likely  the  Plaintiffs  are  specially  energetic  in  business.  The 
case  seems  to  raise  neatly  an  important  question  raised  in  the  lower  Courts 
5  very  often,  and  once  before  in  this  House, — Is  it  sufficient  for  a  man  to  have 
started  a  successful  trade  novelty  to  uphold  the  validity  of  a  patent  ?  There  is 
no  invention  in  the  present  case,  but  the  evidence  shows  an  article  which,  in 
actual  commerce,  is  novel.  It  is  submitted  that  it  is  not  novel  according  to 
patent  law.     If  it  were,  a  man  might  say  a  walking-stick  with  a  special  handle 

10  was  novel.  Trade  novelty  is  a  thing  not  sold  before,  but  not  every  useful 
discovery  is  patentable ;  Ralston  v.  Sfnith,  11  H.L.C.223.  [Lord  HALSBURY,L.a, 
referred  to  American  Braided  Wire  Compcmy  v.  Thomson,  6  R.P.C.  518.] 
That  case  was  decided  by  the  majority  on  the  special  clamp.  In  Morgan  v. 
WindoveTy  7  R.P.C.  131,  it  was  relied  on  that  a  particular  application  of  C 

15  springs  was  a  novelty,  but  the  House  held  that  there  was  no  invention,  and  that 
a  trade  novelty  without  invention  had  no  right  to  a  patent.  Celluloid  is  an  old 
material,  used  previously  for  covering  this  kind  of  thing,  and  an  eyelet  is  an  old 
article,  but  the  Plaintiffs  thought  they  could  produce  a  trade  novelty  which 
would  take.    It  was  not  contended  that  there  was  any  new  way  of  applying  the 

20  celluloid  ;  it  is  a  composite  article,  but  not  a  combination  in  the  patent  sense. 
It  is  admitted  there  is  no  novelty  in  the  celluloid  going  all  round ;  the  Plaintiffs' 
witnesses  admitted  it  was  common  to  anchor  some  kind  of  plastic  material  on 
metal,  to  envelop  it ;  Plaintiffs'  Counsel  also  admitted  that.  Therefore  celluloid 
was  known,  and  putting  round  was  known.     [Lord  Shawd. — ^A  mere  market  is 

25  not  suflficient  to  support  a  patent.]  And  there  was  no  attempt  to  show  that 
there  was  any  large  percentage  on  the  market  of  these  things.  Mere  novelty 
on  the  market  is  nothing.  Undue  weight  has  been  attributed  to  the  Plaintiffs' 
experiments ;  they  tried  several  things,  and  finally  went  back  to  the  simplest 
plan.    They  tried  (1)  to  stick  celluloid  to  the  eyelet  by  means  of  a  solution  of 

30  celluloid  in  acetone  or  ether ;  (2)  to  coat  the  eyelet  by  means  of  a  celluloid 
solution  ;  (3)  to  make  an  eyelet  entirely  of  celluloid  ;  (4)  to  make  a  celluloid 
body  with  a  metal  washer ;  none  of  these  led  up  to  the  result,  and,  abandoning 
them,  they  went  back  to  simpler  methods  ;  (5)  they  screwed  celluloid  on  to 
the  eyelet ;  (6)  they  cemented  the  celluloid  above  the  flange,  by  a  celluloid 

:i5  solution,  to  paper  under  the  flange.  They  wind  up  by  saying,  put  the  celluloid 
on  in  the  ordinary  way.  Charles,  J.,  speaks  of  a  combination,  but  merely 
putting  two  things  together  is  not  a  combination  in  patent  law.  The  covering 
materi^  does  no  more  than  in  Joyce  ;  celluloid  here  only  acts  in  the  ordinary 
manner  and  effects  nothing  new.     [Lord  Halsbury,  L. (7.— Combination  is  a 

■10  term  of  patent  law,  generally  meaning  a  new  combination  of  old  elements.] 
CharleSy  J.,  seems  to  have  been  misled  by  the  word  "  combination."  Joyce  is 
surely  celluloid  for  the  same  purpose,  and  the  Plaintiffs  show  no  invention 
beyond  that.  Smidt  has  the  celluloid  all  round,  though  not  with  the  eyelet. 
All  the  Plaintiffs  claim  is   "embedded.".    Celluloid  is  sold  as  an  article  of 

45  commerce  in  sheets  or  lumps,  and  can  be  softened  or  dissolved ;  it  is  a  low 
type  of  guncotton  dissolved,  and  the  same  thing  as  xynamite.  It  is  used  on 
account  of  its  plasticity.  [Lord  Halsbury,  L.C— The  Patentees  decline  any 
particular  form.  Lord  Sh AND.— Yes.]  The  Court  of  Appeal  have  commented 
on  their  own  judgments  in  Savage  v.  Harris^  13  R.P.C.  364.    They  seem  to 

hO  have  thought  this  was  a  question  of  fact,  and  that  they  ought  not  to  reverse  a 
finding  of  fact.  [Lord  HALSBtJRY,  L,G.—l  protest  against  that.]  There  was 
a  statement  by  Mr.  Imray  that  he  thought  there  was  invention.  [Lord 
Halsbury,  L.C. — I  do  not  see  why  he  was  allowed  to  make  that  statement. 
I  differ  entirely  from  the  doctrine  that  the  question  in  the  Court  of  Appeal  is 

55  whether  the  evidence  is  so  strong  that  the  Court  cannot  support  the  judgment. 
It  is  really  a  question  of  fact.  Lord  Davby.— I  also  protest  against  that 
doctrine.]    LqpeSy  L.J.,  says  what  I  should  have  found  is  not  the  question. 
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[Lord  Halsbury,  L.C.—l  should  have  thought  it  was.]  Lord  Cotton's 
judgment  in  Blakey  v.  Latham^  6  R.P.C.  187,  referred  to  by  Kay,  L.J.,  goes  to 
the  root  of  the  case.  [Lord  Shand. — Kay,  L.J.'s,  judgment  is  a  powerful 
argument  in  your  favour.]  In  Savage  v.  Harris,  the  judgment  of  the  Appeal 
Court  in  this  case  was  cited,  and  the  Court  said  it  was  very  doubtful,  5 
Lopes,  L.J.,  saying  that  he  came  to  his  decision  with  reluctance,  and  Kay,  L.J., 
on  the  point  of  large  sales,  referred  to  his  saying  that  he  would  himself  have 
decided  the  other  way.  Putting  two  things  together  does  not  constitute  an 
invention  ;  Jordan  v.  Moore,  L.R.  1  C.P.  264.  This  is  merely  a  case  of 
using  old  material  in  the  ordinary  way  and  producing  an  old  result.  10 

BousfieJd,  Q.C.,  and  Wallace,  Q.C.,  for  the  Respondents.— The  case  is  a  difficult 
one  and  close  to  the  line.  The  ultimate  result  is  so  simple  that  it  is  difficult  to 
see  how  it  was  not  arrived  at  before.  Mr.  Moulton  has  not  read  the  evidence,  and 
the  view  taken  after  a  thing  is  done  may  be  wholly  wrong.  The  evidence  showing 
how  more  difficult  experiments  were  tried,  before  arriving  at  the  result,  has  15 
not  yet  been  put  before  the  House.  Celluloid  had  been  used  for  many  years 
by  the  Patentees  for  the  white  band  round  top  boots,  and  it  was  known  that 
it  had  been  used  successfully  for  the  lacing-stud.  In  that  there  was  a  mass  of 
celluloid.  But  there  had  been  no  application  of  this  to  eyelets,  it  had  never  been 
done,  and  though  they  knew  eyelets,  and  had  made  lacing-studs  of  celluloid,  20 
no  one  had  produced  a  celluloid  eyelet.  The  Patentees  here  describe  three 
methods  of  producing  the  article,  which  is  the  invention  described  and  shown 
in  the  drawings,  and  they  say  they  do  not  claim  the  method,  but  the  form  of 
article,  which  is  new  and  useful.  They  give  an  appropriate  description  of  the 
article,  which  is  composed  of  a  metal  eyelet  and  celluloid  going  over  and  25 
under.  What  was  the  problem?  The  old  japanned  eyelet  presented 
difficulties  ;  not  only  did  the  japan  wear  off,  but  in  putting  it  into  the  boots,  it 
was  often  cracked  in  the  machine  used  to  perform  that  operation ;  the  japan 
rapidly  came  off  and  disclosed  the  brass.  The  Patentees  knew  of  celluloid, 
and  that  various  colours  of  it  could  be  made.  Their  problem  was  to  utilize  30 
celluloid  for  application  to  eyelets ;  the  adaptability  of  celluloid  was  that  it 
would  take  any  colour.  It  is  by  no  means  obvious  how  to  do  it,  and  the 
history  of  the  case  shows  that  a  person  trying  to  do  it  would  very  likely  not 
try  the  simplest  way.  It  would  not  occur  to  him  to  do  it  by  taking  the 
metal  eyelet  and  embedding  it  in  celluloid.  Sir  B.  Webster  admitted  35 
that  apart  from  Joyce  and  Smidt,  that  is  to  say,  if  it  had  not  been  done 
before,  he  would  not  contend  it  was  not  subject-matter.  The  problem 
with  lacing  -  studs  is  different,  for  there  a  mass  is  put  on ;  with  eyelets, 
a  thin  coating.  The  point  is  that  the  application  of  celluloids  is  not  really 
an  analogous  use,  for  though  they  were  used,  the  stuff  was  not  applied  to  eyelets.  40 
Figures  6  and  7  of  Smidt  show  that  though  he  thought  of  eyelets,  he  found  it 
impracticable.  The  Patentees  tried  his  way,  and  if  the  celluloid  did  stick  on, 
the  moment  the  machine  was  applied  to  force  them  into  the  boot,  the 
celluloid  fell  off.  The  nearest  thing  was  the  lacing-stud,  which  was  not  manu- 
factured in  England,  though  it  may  have  been  imported.  Smidt  leaves  a  rim  45 
of  metal  in  describing  Figures  6  and  7.  As  to  the  sales,  the  Plaintiffs  sold  about 
5,00.»,000  eyelets  in  the  first  18  months  of  the  patent.  [Lord  Halsbury,  L.O. 
— 5,000,(KK)  is  not  a  very  great  sale  in  these  things.]  People  began  to  compete 
in  America.  The  experiments,  which  commenced  in  1885,  show  what  the 
difficulties  were,  and  how  a  competent  person  approached  the  subject.  They  50 
first  tried  (1)  to  make  an  eyelet  entirely  of  celluloid,  but  they  abandoned  it  as 
too  expensive  ;  it  had  the  same  appearance  as  the  ultimate  result ;  (2)  to  attach 
celluloid  to  the  front  of  the  eyelet  by  means  of  a  solution  of  celluloid  in  acetone 
or  ether.  That  was  a  failure,  as  it  would  not  stand  the  strain  of  being  put  into 
the  boot.  Smidt,  in  Figures  6  and  7,  proposed  to  do  the  same  thing  by  pressure,  55 
the  Plaintiffs  tried  to  do  it  by  sticking  it ;  they  had  not  seen  <Smid^,  but  had  the 
same    idea.     Smidt,  who  shows  an  eyelet,  is  the  only  thing  which  at  all 
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presses  the  Plaintiffs.  Joyce  simply  disclosed  a  turning  of  celluloid  round  an 
article.  [Lord  Davby. — What  do  you  say  is  your  invention?]  The  new 
article  ;  the  problem  was  how  to  use  celluloid  for  the  purposes  of  an  eyelet. 
Smidt  tried  and  failed.  [Lord  Halsbury,  L.(7. — You  admit  it  was  old  for  a 
5  stud,  and  you  say  it  was  a  problem  to  apply  it  to  an  eyelet  ?]  Yes ;  it  was  not 
necessary  to  have  a  metal  eyelet ;  the  first  idea  was  to  have  a  celluloid  eyelet, 
The  Plaintiffs'  claim  is  for  an  article  which  will  stand  the  machine  for  putting 
it  into  the  boot.  A  Specification  need  not  state  the  advantages  of  the  invention. 
The  object  of  this  is  to  put  it  into  the  boot  in  any  way,  not  necessarily  by 

10  the  machine,  and  to  have  its  edge  turned  over ;  and  it  must  be  able  to  stand 
the  stress  of  putting  in.  Experiment  No.  3  was  an  attempt  to  coat  the  eyelet 
by  means  of  a  celluloid  solution.  Experiment  No.  4  illustrates  how  complicated 
things  are  tried  and  simple  things  overlooked.  It  was  to  make  a  celluloid  body, 
partly  of  celluloid  and  partly  of  a  little  tube  of  brass,  forming  together  one 

15  body.  It  is  ingenious,  and  indicates  that  the  Patentees  were  not  stupid  people. 
It  would  have  been  a  true  combination,  which  word  (see  Vickers  v.  Siddell^ 
7  R.P.C.,  292)  applies  to  a  number  of  parts  interacting.  No.  5  was  a  celluloid 
body  with  a  metal  washer.  No.  6  was  an  ordinary  eyelet  screwed  after  being 
fixed  in  the  fabric ;  the  celluloid  body  was  then  screwed  into  the  eyelet.    It 

30  shows  ingenuity.  No.  7,  celluloid  was  the  forefront  of  the  facing,  and  paper  the 
backing,  and  they  were  fixed  together  by  a  celluloid  solution.  No.  8,  the 
invention,  which  has  no  fastening  by  biting  the  edge  or  washers,  but  i^  coating 
of  celluloid  in  such  a  form  that  it  will  stand  the  stress.  That  is  of  great  value, 
which  influenced  the  Court  of  Appeal.    The  Court  of  Appeal  only  said  that  the 

25  onus  was  on  the  Appellant  to  upset  the  Judge's  decision.  [liord  Hals  BURY,  L.C 
— ^The  Court  of  Appeal  was  rehearing,  and  the  onus  was  on  the  Plaintiffs  to  prove 
their  case.]  The  Appellant  is  asking  to  have  the  decision  revised  without 
reading  a  line  of  evidence.  There  is  evidence  that  SmidVs  Figures  6  and  7  were 
impracticable,  and  there  was  strong  evidence  of  subject-matter.    It  was  con- 

30  tended  by  Sir  R,  Webster  that. there  was  no  subject-matter,  because  of  Smidt 
and  Joyce^  but  it  has  been  laid  down  that  unsuccessful  patents  cannot  anticipate 
a  successful  one.  If  there  were  a  number  of  patents  proceeding  by  steps,  and 
all  successful,  they  might  be  compared,  but  not  if  the  steps  are  a  failure.  Here 
all  that  the  Appellant  brings  forward  is  that  celluloid  is  common  knowledge ; 

;-i5  Figures  6  and  7  of  Smidt^  and  Joyce.  [Lord  Davby. — It  is  said  you  have  done 
what  Smidt  did,  but  with  a  hole  through  it.]  It  is  not  likely  that  any  person 
trying  the  problem  of  making  an  eyelet,  and  looking  at  Smidt  and  a  number 
of  other  Specifications,  would  see  from  Smidty  Figure  6,  that  making  a  hole  in 
that  would  make  an  eyelet.    In  Figures  6  and  7  the  anchorage  is  not  sufficient. 

40  Then,  it  is  said,  if  the  anchorages  in  the  other  Figures  (which  are  all  studs)  are 
looked  at,  then  Figures  6  and  7  could  be  corrected,  and  then  the  Plaintiffs'  eyelet 
would  be  produced.  The  Respondents'  witnesses  said  that  the  Plaintiffs'  inven- 
tion would  not  be  produced.  Swinburne  said  Smidt  and  Joyce  would  give  no 
more  information  than  turning  gutta-percha  over  the  end  of  a  fencing  foil,  and 

45  admitted  that  Smidt  might  lead  to  Ii  and  I,  and  other  things,  and  not 
necessarily  to  the  Respondents'.  The  Appellant  cannot  upset  a  patent  for  a 
new  article,  unless  he  shows  it  is  so  obvious  that  there  is  no  invention ;  he 
is  confined  to  Smidt  and  Joyce,  and  when  his  witnesses  admit  that  these 
might  lead  to  something  else  than  the  Respondents',  or  half-a-dozen  things, 

50  he  fails  to  show  that  it  is  obvious.  Jackson  said  Smidt  probably  would 
not  lead  to  the  Respondents'  invention,  and  Swinburne  that  it  might  not.  The 
invention  is  the  combination  of  this  certain  shape,  a  metal  eyelet  and  the 
celluloid  going  over  it  and  round  the  flange.  A  person  might  have  arrived  at 
50  ways  of  making  that  article,  but   it  is  invention  to  find  the  best  way. 

55  Vickers  v.  Siddell,  7  R.P.C.  292,  shows  that  a  combination  can  be  made  of  known 
things.  Here  it  is  admitted  that  people  might  have  arrived  at  other  combinations 
instead  of  the  Respondents'  c(  mbination,  and  probably,  according  to  one  witness. 
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The  history  proves  the  Respondents'  case.  Charles^  J.,  at  first  thought  there 
was  nothing  in  it ;  he  was  convinced  by  the  evidence,  and  so  was  the  Court  of 
Appeal.  The  invention  was  not  obvious  to  Smidt,  who  had  skill.  Both  Kai/j  L.J.^ 
and  Lopes^  L.J.,  summarize  points  in  the  Appellant's  evidence  which  support 
the  patent.  The  invention  is  a  new  article.  Vickers  v.  Siddell  and  American  5 
Braided  Wire  Cojnpany  v.  Thomson^  6  R.P.C.  518,  are  relied  upon.  Patents 
for  "any  manner  of  new  manufacture"  are  excepted  from  the  Statute  of 
Monopolies.  Crane  v.  PricCy  1  Webs.  R.,  page  410,  shows  than  an  invention 
might  be  the  result  of  a  sudden  and  lucky  thought.  [Lord  HalsburY,  L,C, 
— Your  evidence  shows  great  labour,  not  invention.]  Labour  and  thought  give  10 
subject-matter ;  Penn  v.  Bihhy^  L.R.  2  Ch.  136.  Here,  there  is  no  analogous 
use  ;  only  paper  anticipations.  Crane  v.  Price,  1  Webs.  R.  393,  also  said  that 
if  the  result  was  either  a  new  article,  or  a  better  article,  or  a  cheaper  article  to 
the  public,  that  might  well  become  the  subject  of  a  patent.  That  was  approved  in 
Murray  v.  Clayton,  L.R.  7  Ch.  584.  This  case  comes  well  within  the  language  15 
of  Mur7*ay  v.  Clayton,  and  there  is  no  hardship,  for  slight  differences  will  take 
a  person  out  of  the  patent.  The  Respondents'  eyelet  is  a  new  and  better 
article.  [Lord  HALSBURY,  L.O.— I  agree.]  It  is  novel.  [Lord  HALSBURY, 
L.C, — I  will  assume  that,  but  Smidt  of  1889  begins,  ''This  invention  relates 
"  to  lacing-hooks  and  lacing-eyelets."  It  is  extremely  like  what  you  are  doing.  20 
You  have  all  the  pressure,  &c.  of  Smidt,  only  in  a  different  form.  He  says 
further  on, ''  Secondly,  I  do  not  wish  to  limit  any  particular  or  specific  means." 
It  shows  the  exact  thing  was  in  his  mind,  though  not  the  special  form.]  The 
Patentees  here  do  not  claim  the  method,  but  the  particular  form — the  article. 
If  such  inventions  are  not  allowed  to  be  patented  here,  it  would  be  very  25 
prejudicial  to  trade  in  this  country.  In  America  there  is  no  legal  contest  on 
subject-matter  after  the  patent  is  granted.  This  is  not  a  simple  trade  novelty, 
as  in  the  "Bustle"  case.  [Lord  HALSBURY,  L.C, — A  thing  may  be  new,  but 
unless  it  has  some  invention  it  is  not  patentable.]  Jackson  said  he  could  not 
get  it  out  of  Smidt  or  Joyce,  but  could  get  it  out  of  both  together,  but  patents  30 
cannot  be  strung  together  to  form  anticipation ;  Von  Heydenv,  Neuatadt,  L.R.  14 
Ch.D.  230,  and  Hills  v.  Evans  31  L.J.  Ch.  463.  I  admit  joining  together  two 
combinations  is  not  subject-matter,  but  that  is  not  the  case  here.  The  objection 
to  subject-matter  was  not  pleaded  in  this  case,  and  Charles,  J.,  said  it  was  only 
introduced.  Sir  R.  Webster  practically  admitted  it.  Joyce  is  only  a  button  35 
with  a  mass  of  celluloid  ;  that  is  the  only  common  knowledge ;  putting  on 
this  coating  is  quite  different.  Imray  gave  evidence  that  it  was  a  different 
problem.  Smidt,  in  his  second  patent,  gives  up  the  eyelet  and  goes  to  lacing- 
hooks  or  studs.  This  invention  required  thought  and  knowledge  ;  it  is  a  new 
manufacture  in  the  meaning  of  the  Statute  of  Monopolies.  ^ 

Moulton,  Q.C.,  replied. — The  obligation  of  an  inventor  is  to  defend  his  patent 
as  claimed,  but  the  Patentees  here  do  not  claim  the  method  or  way  of  doing 
this.  If  the  claim  had  been  limited  to  the  article  produced  by  the  process  it 
might  be  good.  [Lord  Shand. — They  do  claim  the  article  produced.  There 
is  nothing  wrong  in  his  claiming  every  mode.]  If  the  Appellant  can  show  45 
that  what  the  patent  covers  is  common  knowledge,  then  the  patent  must  be 
invalid.  [Lord  HALSBURY,  L,C, — ^You  say  that  their  claim  is  the  mode  of 
doing  the  particular  thing,  and  that  they  now  claim  to  prevent  any  person 
using  any  other  mode.  Lord  Davey. — You  say  there  is  no  magic  in  an  eyelet 
over  an  hook  ;  it  is  only  a  hook  with  a  hole.]  I  say  he  does  not  claim  the  50 
making.  There  is  no  question  of  thick  or  thin.  The  Patentees'  claim  would 
cover  putting  on  a  thick  coating  to  make  a  big,  strong  eyelet,  if  it  were  desired. 
When  the  breadth  of  the  claim  is  considered,  to  distinguish  it  from  Joyce  and 
Smidt,  it  must  be  reduced  to  this,  "  I  was  the  first  person  to  put  an  article  like 
"  this  on  the  market."    Celluloid  and  its  properties  were  common  knowledge.     55 

Lord  HALSBURY,  L,C. — My  Lords,  I  think  this  patent  is  bad  for  lack  of 
invention.     The  mode  of  covering  a  metal  stud  and  coating  it  with  either 
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cellaloid  or,  as  the  Patentees  say,  some  other  similar  substance,  appears  to  me 
ingenious  and  useful,  and,  for  aught  I  know  to  the  contrary,  it  might  have 
been  the  subject  of  a  patent.  That,  however,  is  expressly  disclaimed,  and, 
indeed,  I  think  it  is  important,  before  considering  what  the  patent  claimed  is,  to 
5  consider  what  is  disclaimed.  The  Specification  says — [The  LORD  CHANCELLOR 
then  read  from  *'  This^'encasing  .  .  ."  to  the  words  "  by  revolving  cutters."] 
It  is  obvious  to  remark  that  the  whole  of  this  is  disclaimed  as  part  of  the 
patent — the  operation,  ingenious  as  it  appears  to  me,  and  I  think  useful,  is, 
nevertheless,  disclaimed  expressly  as  part  of  the  patent.      No  protection  is 

10  claimed  for  it,  nor,  indeed,  could  it  be.  The  Patentees  use  the  general  term 
** eyelet"  as  applicable  to  boots,  corsets,  and  other  articles  of  dress,  also  in 
various  articles  of  stationery  or  ornament.  Celluloid  is  not  claimed,  but  the 
eyelet  may  be  covered  with  any  similar  material.  It  appears  to  me,  as  I  say, 
that  one  hss  to  start  with  seeing  what  is  disclaimed  here  for  the  purpose  of 

15  construing  what  is  now  finally  claimed,  which  is  in  these  words,  "  A  metal 
•'  eyelet  having  its  flange  embedded  in  celluloid  or  like  material  forming  a 
"  facing  layer  over  the  flange  and  a  flxing  layer  under  the  flange,  substantially 
"  as  described."  I  rather  think  that  thg  last  line  of  the  claim  only  applies  to 
one  of  the  alternative  modes  of  manufacture,  but  whether  that  be  so  or  not  it  is 

20  immaterial,  for  both  of  them  are  disclaimed  as  part  of  the  patent.  Analysing 
what  has  been  put  forward,  it  comes  to  this — any  eyelet  of  any  metal,  if 
covered  with  celluloid  or  any  similar  material,  is  within  the  patent. 

My  Lords,  it  appears  to  me  that  there  is  no  invention  in  applying  to  eyelets 
either  celluloid  or  any  other  similar  material.     Whether  there  is  or  is  not 

2i>  invention  such  as  will  support  a  patent  is  a  question  of  fact  and  degree,  and 
the  state  of  facts  and  degree  in  one  case  can  never  be  any  guide  in  another.  It 
is  certainly  quite  true  that  mere  simplicity  will  not  prevent  there  being 
invention.  It  is  often  justly  urged  in  favour  of  a  patent  that  its  very  simplicity 
is  the  merit  of  the  invention.     Sir  George  Jessel,  in  Hinks  and  Son  v.   The 

30  Safety  Lighting  Company,  L.R.  4  Ch.D.  607,  pointed  out  in  his  judgment  that 
the  substitution  of  a  flat  wick  for  a  round  one  might  well  be,  and  was  in  that 
case,  a  suflBcient  invention  to  support  a  patent,  where,  as  he  held  in  that  case, 
the  round  wick  patented  by  a  former  inventor  was  not  available  for  any  useful 
purpose,  whereas  the  flat  wick  had  supplied  a  great  want,  and  had  worked  to  a 

35  great  extent  with  a  useful  result.  On  the  other  hand,  the  Court  of  Queen's 
Bench  in  Brook  v.  Aston,  8  Ell.  &  B.  478,  decided  that  there  was  no  novelty  in 
applying  revolving  beaters  or  burnishers  by  certain  machinery  which  had  been 
applied  to  cotton  and  linen,  though  never  before  to  woollen  threads,  though 
the  Court  assumed  that  the  effect  produced  on  woollen  thread  was  different 

40  from  that  produced  on  cotton  or  linen,  and  was  new  and  beneficial. 

I  refer  to  these  two  cases  only  as  illustrative  of  the  proposition  that  no 
smallness  or  simplicity  will  prevent  a  patent  being  good,  while  mere  novelty  of 
manufacture,  or  usefulness  in  the  application  of  known  materials  to  analogous 
uses,  will  not  necessarily  establish  invention  within  the  meaning  of  the  patent 

45  laws. 

My  Lords,  in  dealing  with  this  patent  it  is  impossible  not  to  be  struck  with 
the  opinions  expressed  by  two  of  the  learned  Judges  of  the  Court  of  Appeal, 
upon  the  subject  of  the  invention  disclosed  by  the  Patentees'  manufacture. 
Lord  Justice  Kay  says,  "  The  only  improvement  that  the  Plaintiffs  have  made 

50  "  is  to  treat  the  flange  of  the  eyelet  precisely  as  Joyce  treated  the  flange  of  his 
"  stud,  and  as  Smidt  treated  the  upper  part  of  his  lacing-hook,  and  also  the 
**  flange  of  his  stud,  namely,  by  putting  the  plastic  material  round  the  flange — 
**  that  is,  bending  it  over  the  edge  and  bringing  it  underneath.  The  very  thing 
**  had  been  described  as  to  studs  and  hooks  for  lacing,  and  it  is  a  large  demand 

55  "  upon  one's  credulity  to  say  that  there  was  invention  in  doing  this  with  the 
•*  flange  of  an  eyelet."  Lord  Justice  Lojies  says,  '*  Now  I  cannot  help  saying 
'*  that,  if  I  had  had  to  try  the  case  myself,  I  think  I  should  have  come  to  the 
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''  conclneion  that  there  was  not  any  exercise  of  inventive  faculty,  having  regard 
^'  to  the  state  of  knowledge  at  the  time  the  patent  was  taken  oat.'*  And  Lord 
Justice  Kay  again  says,  "  The  law  protects  nothing  but  inventions.  I  share 
'^  the  donbt  which  the  learned  Judge  expressed,  whether  there  was  any 
"  invention  in  the  Plaintiffs'  improvement.  If  I  had  had  to  decide  this  case  5 
"  originally,  I  should  have  come  to  a  different  conclusion." 

My  Lords,  as  to  the  reasons  which  induced  the  learned  Judges,  notwith- 
standing these  opinions,  to  join  in  the  judgment  which  is  now  appealed  against, 
I  will  say  a  word  or  two  presently  ;  but,  dealing  with  the  supposed  invention, 
it  is  very  difficult  to  define  what  the  invention  is  supposed  to  be.  The  learned  10 
Counsel,  when  asked  what  the  invention  was,  stated  that  it  was  the  product 
itself,  and  there  is  no  doubt  that  the  product  itself  may  be  good  subject-matter 
of  a  patent. 

Now,  we  have  seen  what  is  claimed.    There  is  nothing  claimed  in  respect  of 
the  particular  shape ;  there  is  nothing  claimed  in  respect  of  the  particular  15 
materia).    It  cannot  be  denied  that  the  metal  stud  is  old  ;  it  cannot  be  denied 
that  the  covering  of  a  metal  stud  with  celluloid  or  similar  material  (both  of 
which  are  pointed  at  by  the  patent)  is  old  also.    It  is  very  difficult  indeed, 
therefore,  to  understand  in  what  consisted  the  differentia  of  this  particular 
thing  which  is  supposed  to  be  invented.    Looking  at  what  is  claimed,  and  much  20 
more  at  what  is  not  claimed,  it  is  very  difficult  to  stop  short  of  saying  that  all 
eyelets,  if  covered  with  celluloid  or  other  plastic  materials,  are  within  the 
patent,  and,  if  so,  any  button,  stud,  or  hook,  which  was  ever  covered  with  a 
plastic  material  would  be,  equally  with  the  eyelet,  an  invention  whenever  it 
was  first  so  covered  ;  but,  as  to  whether  it  would  be  a  good  subject-matter  of  a  25 
patent  or  not,  it  is  not  new,  and  therefore,  to  my  mind,  there  is  no  invention, 
though  this  may  be  an  improved  eyelet,  and  there  may  be,  and  I  think  there  is, 
ingenuity  in  the  process  of  covering  it. 

My  Lords,  I  have  said  enough  to  explain  what  I  take  to  be  the  true  view  of 
this  patent,  and  to  show  what,  in  my  judgment,  must  be  the  result  of  this  claim.  30 
I  think  there  is  no  invention,  though  there  may  be  an  improved  eyelet,  and 
though  there  may  be,  and  I  think  there  is,  ingenuity  in  the  mode  in  which  it 
is  manufactured. 

But,  my  Lords,  I  must  add  that  I  am  entirely  unable  to  yield  to  the  argument 
which  has  been,  not  unnaturally,  pressed   upon  us  by  Counsel.    I  say  not  35 
unnaturally,  since  more  than  one  of  the  learned  Judges  have  given  countenance 
to  it  by  observations  made  in  the  course  of  their  judgments.    I  mean  the 
argument  that  there  is  a  presumption  that  we  ought  not  to  interfere  with  what 
the  Judge  of  first  instance  has  done.    I  absolutely  refuse  to  acquiesce  in  any 
such  argument.    The  hearing  upon  appeal  is  a  rehearing,  and  I  do  not  think  40 
there  is  any  presumption  that  the  judgment  in  the  Court  below  is  right.    That 
one's  mind  may  be,  and  ought  to  be,  affected  so  as  to  lead  one  to  distrust  one's 
own  judgment,  if  the  appeal  is  from  a  very  able  or  learned  Judge,  for  whose 
judgment  one  may  have  great  respect,  is  true  ;  and,  again,  if  the  Judge  of  first 
instance  has  had  an  opportunity  of  hearing  the  witnesses,  and  testing  their  45 
credit  by  their  demeanour  under  examination  and  the  like,  which  the  Appellate 
tribunal  does  not  possess,  I  can  quite  understand  that,  under  those  circumstances, 
great  weight  should  be  attached  to  the  finding  of  fact  at  which  the  learned 
Judge  of  first  instance  has  arrived.    And  it  may  also  be  that  where  a  jury  has 
found  a  fact,  it  is  not  a  reheairing  of  such  a  fact,  because  the  constitution  has  50 
placed  in  the  hands  of  the  jury,  and  not  in  the  hands  of  the  Court,  the 
jurisdiction  to  find  the  fact,  and  in  such  a  case  the  Court  can  only  disturb  the 
verdict  where,  in  their  judgment,  the  jury  have  not  done  their  duty ;  short  of 
that,  the  Court  is  bound  to  accept  the  finding  of  the  jury,  though  they  may 
think  they  would  have  found  a  different  verdict.    But  upon  appeal  from  a  55 
Judge  where  both  fact  and  law  are  open  to  Appeal,  it  seems  to  me  that  the 
Appellate  tribunal  is  bound  to  pronounce  such  judgment  as  in  their  view  ought 
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to  have  been  pronounced  in  the  Conrt  from  which  the  Appeal  proceeds,  and 
that  it  is  not  within  their  competence  to  say  that  they  would  have  given  a 
different  judgment  if  they  had  been  the  Judge  of  first  instance,  but  that  because 
he  has  pronounced  a  different  judgment  they  will  adhere  to  his  decision.  The 
5  judgment  to  be  pronounced  by  the  Court  of  Appeal  is  the  judgment  that  ought 
to  have  been  pronounced  by  the  Judge  of  first  instance. 

My  Lords,  the  error  which  I  believe  is  involved  in  the  argument  seems  to 
me,  I  confess,  to  raise  a  principle  of  far  wider  application,  and  of  much 
greater  importance  than  any  point  in  the  particular  appeal  which  has  given 

10  rise  to  it  upon  the  patent  itself,  if  we  are  to  lay  down  such  a  proposition 
as  that  the  judgment  of  the  Court  below  is  to  prevail,  although  the  judgment 
of  the  Appellate  Court  might  be  the  other  way,  and  is  the  other  way  as  I 
read  the  opinions  of  the  learned  Judges  whom  I  have  quoted.  For  these 
reasons,  I  have  thought   it  right   to   protest  against  the  notion  that  when  a 

15  Judge  of  first  instance  has  decided  a  question  he  has  done  something  which 

is  binding  upon  the  Court    of    Appeal,  and   that  unless  they  think  it  very 

wrong,  according  to  the  language  of  the  learned  Judges,  they  must  acquiesce 

in  his  judgment. 

My  Lords,  I  am  of  opinion  that  the  Judge  below  was  wrong,  and  that  the 

20  Court  of  /Tppeal  was  wrong  in  holding  this  to  be  an  invention ;  and  I  move 

your  Lordships  that  this  appeal  be  allowed  ;  that  the  judgment  of  the  Court 

of  Appeal  be  reversed,  and  that  the  Respondents  should  pay  to  the  Appellant 

the  costs  both  here  and  below. 

Lord  Magnaohtbn. — My  Lords,  I  am  of  the  same  opinion,  and  I  agree  in 

25  what  has  fallen  from  my  noble  and  learned  friend  on  the  woolsack,  both 
as  to  the  merits  of  the  case  and  as  to  the  view  he  has  taken  of  the  proper 
functions  of  the  Court  of  Appeal.  Having  had  an  opportunity  of  reading 
and  considering  the  opinion  which  is  about  to  be  delivered  by  my  noble 
and  learned  friend  Lord  Davby,  and  desiring  to  adopt  it  in  every  particular, 

30  I  do  not  think  I  should  be  justified  in  troubling  your  Lordships  with  any 
observations  of  my  own. 

Lord  Shakd. — My  Lords,  I  find  myself  unable  to  concur  in  your  Lordships' 
views,  and  in  the  proposed  judgment ;  for,  after  renewed  and  careful  considera- 
tion of  the  case,  I  have  come  to  the  conclusion  that  the  judgments  appealed 

35  against  ought  to  be  affirmed,  and  the  Plaintiffs*  patent  upheld. 

It  appears  to  me  that  the  Plaintiffs'  invention,  though  relating  to  a  matter 
which  cannot  be  regarded  as  of  importance,  is  meritorious,  useful,  and  novel. 
What  is  that  invention  ?  The  Plaintiffs,  in  their  Specification,  having 
described  its  nature  and    the   manner   in   which  the  manufacture  is  to  be 

40  performed,  declare  that  they  claim  "a  metal  eyelet,  having  its  flange  embedded 
"  in  celluloid  or  like  material,  forming  a  facing  layer  over  the  flange  and 
"  a  fixing  layer  under  the  flange,  substantially  as  described."  In  the  Specifl- 
cation  they  have  described  various  modes  of  making  the  eyelets  claimed,  and 
no  objection  has  been  taken  to  the  want  of  clearness  of  this  description  ;  and 

45  there  is  uncontradicted  evidence  that  it  was  only  after  much  consideration  and 
a  series  of  experiments,  advancing  step  by  step,  that  they  produced  the  article 
they  desired,  by  means  which  also  required  much  thinking  out.  The  invention 
claimed  is  one  of  a  common  class,  namely,  a  manufactured  article ;  but  an 
article  which,  when  manufactured,  has  the  essential  features  of  a  facing  layer 

50  of  plastic  material,  of  a  kind  which  hardens,  placed  over  a  flange,  and  a  fixing 
layer  under  the  flange.  The  Patentees  explain  that  the  eyelets  previously 
employed  for  the  lacing  of  boots,  corsets,  and  other  articles  of  dress,  and  also 
in  various  articles  of  stationery  and  ornament,  being  made  of  coated  metal,  the 
coating  was  apt  to  become  rubbed  or  broken  off,  so  that  the  metal  often  presented 

55  a  patchy  and  objectionable  appearance,  and  that  for  the  purpose  of  avoiding 
this  they  fixed  on  the  flange  or  visible  part  of  the  eyelet  a  casing  of  celluloid 
or  similar  material  of  any  desired  colour,  moulded  so  as  to  present  a  neat 
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rounded  facing  of  the  flange  ;  and,  referring  to  the  drawing  appended,  it  was 
explained  that  the  celluloid  must  not  only  cover  the  face  of  the  flange,  bat 
also  extend  round  its  edge  and  form  a  layer  under  it,  "  so  that  it  is  firmly  held' 
''  upon  the  flange  and  cannot  be  separated  from  it  without  actual  fracture."    I 
think  it  is  proved  that  eyelets  which  had  been  previously  in  use  coated  with  5 
japan  or  varnish,  or  lac,  had  the  disadvantage  that  the  tear  and  wear  from  the 
friction  of  the  lace  on  the  flange  exposed  the  brass,  and  that  the  same  thing 
occurred  in  the  course  of  pressing  the  eyelet,  which  was  done  by  machinery, 
into  the  leather  or  other  material  in  which  it  was  used.    It  is  in  evidence  that 
the  customers  of  the  Plaintiffs  and  others  complained  of  this,  and  were  anxious  10 
to  have  eyelets  in  use  which  would  retain  the  celluloid  or  other  plastic  material 
employed  (which  might  be  of  a  suitable  colour)  without  having  this  material 
broken  when  the  eyelet  was  inserted  in  the  leather  or  other  substance,  or  so 
worn  away  by  the  friction  of  the  lace  that  the  eyelets  assumed  "  a  brassy 
"  appearance."    The  Plaintiffs'  invention  successfully  answered  this  demand,   15 
and  the  purpose  was  effected  not  merely  by  the  use  of  a  plastic  material  which 
would  harden,  but  also,  by  bringing  that  material  not  only  over  the  flange, 
which  would  have  merely  given  a  facing  which  would  easily  be  starred  or 
rubbed  off,  but  by  bringing  it  round  the  edge  of  the  flange  so  as  to  form  a  fixed 
layer  under  it.  The  result  of  the  use  of  the  means  described  was  that  the  material  20 
hardened  not  only  under  but  over  the  flange  in  one  continuous  piece,  being 
moulded  or  pressed  by  the  use  of  a  die,  and  became  firmly  fixed  and  capable  of 
resistance  when  being  pressed  into  the  material,  and  when  in  use  afterwards 
with  the  lace.    The  Plaintiffs'  invention  has  proved  to  be  a  great  success.    It 
supplied  a  want  which  had  been   largely  felt  and  expressed.    The  eyelets  25 
claimed  have  been  sold  in  very  large  and  increasing  quantities ;  and  among 
other  testimonies  to  its  popularity  and  usefulness  the  Defendant  has  contributed 
by  infringing  the  patent  if  it  should  be  sustained. 

If  the  invention  can  be  shown  to  be  novel,  I  cannot  doubt  that  it  forms 
good  subject-matter  for  a  patent,  as  an  adaptation  of  known  materials  to  a  new  30 
and  useful  purpose,  resulting  in  the  production  of  a  new  article  of  manu- 
facture ;  for,  if  the  eyelets  previously  in  use,  owing  to  the  want  of  a  fixing 
layer  in  addition  to  a  fixing  layer  over  the  flange,  were  subject  to  disadvantages 
which  the  Plaintiffs'  invention  has  overcome,  I  call  the  new  eyelet,  which  has 
no  longer  these  disadvantages,  a  new  article  of  manufacture.  35 

On  the  assumption  that  it  can  be  shown  there  is  novelty  in  the  invention, 
the  learned  Attorney-General,  as  Counsel  for  the  Defendant  at  the  beginning 
of  the  trial,  conceded  that  the  discovery  was  good  subject-matter  for  a  patent. 
His  admission  was  in  these  terms  :  *'  I  should  raise  no  question  that,  if  this 
"  was  the  first  time  this  had  been  published,  it  was  good  subject-matter — ^not  40 
**  the  slightest.  It  is  subject-matter.  With  reference  to  the  anticipations,  my 
*'  learned  friend,  of  course,  knows  what  my  objections  are,  and  he  knows  I 
'*  never  should  have  said  it  was  so  simple  an  invention  that  it  would-  not  be 
'^  subject-matter.  That  I  should  not  contend  at  all.  I  am  going  to  show  that 
"  in  a  series  of  documents,  perfectly  well  known,  the  same  thing  is  described."  45 
The  learned  Counsel  here  referred  to  the  Specifications  of  Sinidt  and  of  Joyce^ 
of  which  mention  has  already  been  made  by  your  Lordships.  It  appears  to 
me  that  the  concession  of  the  learned  Counsel  was  only,  in  accordance  with 
the  law,  applicable  to  the  case.  Of  course,  if  he  were  able  to  show  that  the 
Plaintiffs'  invention  had  been  anticipated  completely,  or  even  so  far  as  to  50 
reduce  that  invention  to  a  mere  analogous  use  of  means  which  had  already 
been  employed  and  become  publicly  known,  or  to  make  the  eyelets  manu- 
factured substantially  the  same  as  those  already  on  the  market  or  described  in 
previous  publications,  the  Plaintiffs'  patent  would  be  bad,  both  on  the  ground 
of  want  of  novelty,  and  of  want  of  ingenuity,  or  the  exercise  of  inventive  55 
power.  In  that  case  I  should  even  say  that  there  was  no  longer  good  subject- 
matter  for  a  patent.     But   in  this  view,  as  the   learned  Attorney-General 
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clearly,  and,  I  think,  properly  admitted,  the  Defendant's  success  depended  on 

its  being  shown  that  the  invention  had,  in  its  material  points,  been  anticipated. 

The  Counsel  for  the  Appellant  took  a  much  bolder  stand  in  the  arguments 

presented  to  this  House.     Mr.  Moulton  suggested  that  the  use  of  celluloid  in 

5  conjunction  with  the  metal  flange  of   an  eyelet — the  use   of    old  materials 

I  applied  in  the  way  described — was  in  no  way  different  from  that  of  a  person 

putting  a  new  sort  of  handle,  consisting  of  some  old  material,  say  of  silver  or 

j  tortoise-shell,  on  the  top  of  a  bamboo  cane.     I  can  only  say,  for  myself,  that  I 

could  scarcely   regard    such   an  illustration    as   serious  argument.     A  very 

'  10  numerous  class  of  patents,  especially  those  for  new  articles  of  manufacture, 

I  consists  of  the  use  of  old  materials  used  in  combination  for  the  purpose  of 

creating  a  new  article,  and  the  eyelet  with  its  flange  covered,  not  only  with  a 

&cing,  but  a  fixing  layer  of  plastic   material   which  hardens  and  acquires 

solidity,  if  it  be  a  novelty  and  useful,  is  good  subject-matter  for  a  patent,  for 

15  there  is,  in  my  opinion,  in  the  manufacture,  a  substantial  exercise  of  inventive 

if  power  or  faculty.    Accordingly,  as  it  appears  to  me,  the  true  question  in  the 

\  case  is  whether  what  had  been  made  known  to  the  trade  by  the  Specifications 

relative  to  the  patents  of  Smidt  and  Joyce  anticipated  the  Plaintiffs'  invention,* 

or  went  so  far  as  to  reduce  that  invention  to  a  mere  adaptation  of  the  material 

20  used  to  a  use  and  for  a  purpose  which,  to  the  knowledge  of  one  engaged  in  the 
trade,  was  so  simple  and  obvious  as  to  require  absolutely  no  exercise  of 
ingenuity. 

I  am  of  opinion  that  to  any  such  question  a  negative  answer  must  be 
given.     There  were,  as  it  appears  to  me  on  the  evidence,  no  such  eyelets 

25  known  until  the  Plaintiffs  published  their  Specification.  The  alleged  antici- 
pations which  seem  to  me  to  raise  any  question  consist  of  what  appear  to  be 
two  totally  different  articles,  the  one  a  notch  hook  used  for  lacing  purposes, 
and  the  other  a  metal  stud  used  in  the  same  way.  I  confess  I  have  been  quite 
unable  to  appreciate  the  argument  that  either  the  hook  or  the  stud  was  in 

30  anticipation  of  the  Plaintiffs'  eyelet,  or  could  be  regarded  as  suggesting  the 
means  of  making  that  eyelet  with  its  flange  carefully  covered  by  a  fixing  as 
well  as  a  facing  layer. 

Throughout  the  evidence  at  the  trial  the  Defendant,  as  his  strongest  illustration 
of  anticipation  of  the  Plaintiffs'  invention,  referred  to  the  drawings  Nos.  6 

\\b  and  7  appended  to  SmidVs  patent  of  1889.  These  are  no  doubt  ej^elets  of 
metal  used  with  celluloid.  Thej-  are  quite  subordinate  parts  of  that  patent,  the 
leading  features  of  which  are  the  hooks  described  and  figured  in  the  drawings. 
But  these  eyelets  entirely  wanted  the  feature  of  the  Plaintiffs'  invention  which, 
in  my  view,  gave  it  its  novelty  and  utility — the  celluloid  was  used  as  a  facing 

40  layer  over  the  flange,  but  the  idea  of  a  fixing  layer  under  it,  the  celluloid  being 
all  in  one  continuous  piece,  was  entirely  absent. 

On  this  point  Mr.  Swinburne^  the  professional  expert  for  the  Defendant,  who 
gave  his  evidence  with  extreme  candour,  appears  to  me  to  have  clearly  admitted 
that  Nos.  6  and  7  could  not  be  represented  as  anticipations.    He  was  asked 

45  whether  Figures  6  and  7  would  not  lead  any  one  astray  who  was  seeking  to 
have  eyelets  with  the  advantages  of  those  described  in  the  Plaintiffs'  Speci- 
fication, and  his  answer  was,  "  If  there  is,  as  I  understand  there  is,  a  difficulty 
*'  in  really  making  the  celluloid  stick  to  a  flat  face,  then  I  think  that  6  and  7 
"  would  lead  him  astray.     I  do  not  know  of  my  own  knowledge  whether  there 

50  *'  is  that  difficulty,  but  I  believe  there  is."  There  is  abundant  uncontradicted 
evidence  that  Mr.  Swinburne's  belief  is  correct.  Celluloid  will  not  adhere  on 
a  flat  or  rounded  surface  without  being  attached  or  anchored,  as  it  is  sometimes 
called,  under  the  flange  ;  and  so  Figures  G  and  7  of  SmidVs  Specification,  in 
my  opinion,  entirely  failed  the  Defendant,  and  I  am  not  surprised  that,  in  his 

55  case  to  this  House,  in  which  he  printed  drawings  of  hooks  and  of  studs,  taken 
from  the  previous  Specifications  founded  on,  he  made  no  reference  whatever  to 
the  useless  eyelet«  figured  in  SmidVa  drawing.     In  regard  to  the  hooks  and 
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studs  it  mast  be  kept  in  view  that  they  were  used  in  a  totally  different  way 
from  eyelets  which  had  to  bear  a  strain  on  their  flanges  when  being  pressed  or 
embedded  into  the  material  to  be  used,  and  had  to  stand  the  tear  and  wear  of. 
the  lace.  It  is  true  that  the  top  of  the  hook  and  the  top  of  the  studs  were 
covered  with  celluloid,  and  so  represented  in  the  drawings  appended  to  the  5 
Specification,  but  the  parts  so  covered  in  the  case  of  the  hook  or  the  stud  bad 
not  to  bear  the  strain  which  the  flange  of  the  eyelet  does,  and  the  celluloid  was 
not  used  in  the  same  way  as  a  fixing  layer  in  order  to  resist  tear  and  wear.  It 
is  further  proved  that  the  hooks  made  after  the  mode  described  by  Smidt  did 
not  stand  the  pressure  required  to  insert  them  into  material,  and  in  SmidCs  10 
patent,  in  the  case  of  the  hook,  the  celluloid  was  fixed,  not  by  means  of  the 
facing  layer  underneath,  but  by  holes  left  on  the  top  into  which  the  celluloid 
was  pressed. 

As  to  the  studs  shown  in  Joyce^s  Specification  and  SmidCs  second  patent,  it 
has  been  argued  that  this  was  a  substantial  anticipation,  because,  in  order  to  15 
produce  the  Plaintiffs*  eyelet,  it  was  only  required  that  the  centre  of  that  stud 
to  the  required  width  of  the  eyelet  should  be  bored  or  cut  out  of  it  and  the 
eyelet  would  be  produced.  I  confess  I  cannot  believe  that  from  possessing  a 
stud  with  its  round  head  and  narrow  shank  or  stem,  anyone  would  be  led  to 
devise  an  eyelet  in  itself  wider  than  the  stem  by  cutting  down  from  the  top  of  20 
the  stud  in  the  way  suggested. 

On  these  grounds  I  have  come  to  the  conclusion,  though  unfortunately 
differing  from  your  Lordships,  that  the  Plaintiffs'  patent  ought  to  be  maintained, 
and  that  the  appeal  should  be  disallowed.  I  do  not  participate  in  the  doubts 
expressed  by  the  learned  Lords  Justices  Lopes  and  Kay  while  they  concurred  25 
in  the  judgment  appealed  from,  and  I  agree  in  thai  judgment  and  in  the  views 
of  Mr.  Justice  Charles  and  the  Master  of  the  Rolls. 

Lord  Davby. — My  Lords,  in  holding  that  in  this  case  the  Specification  of 
the  Respondents*  patent  contains  no  patentable  invention,  having  regard  to 
what  was  known  at  the  date  of  the  patent,  I  do  not  consider  that  I  am  differmg  30 
from  the  majority  of  the  learned  Judges  in  the  Court  of  Appeal.    Lord  Justice 
Kay^s  judgment  is  a  powerful  argument  against  the  patent,  and  if  I  differ  from 
the  conclusion  of  the  learned  Lords  Justices,  it  is  only  because  I  attach  lees 
importance  than  they  did  to  the  evidence  of  commercial  success  of  the  patented 
article ;  and  in  a  case  like  this,  which  does  not  depend  on  the  comparative  35 
credibility  of  witnesses,  I  give  less  weight,  though  I  hope  due  weight,  to  the 
fact  of  the  learned  Judge  who  tried  the  action  having  found  for  the  Plaintiffs. 
I  agree  with  the  observation  on  this  point  of  my  noble  and  learned  friend  on 
the  woolsack.    "The  object  of  our  invention,"  say  the  Plaintiffs  in  their 
Specification,  ^*  is  to  provide  a  permanent  facing  for  the  flange  of  an  eyelet,  this  40 
"  facing  being  of  any  desired  colour  and  giving  a  neat  finish  to  the  eyelet.    For 
"  this  purpose,  instead  of  varnishing  or  otherwise  treating  the  surface  of  the 
"  metal,  we  fix  on  the  flange,  which  is  the  visible  part  of  the  eyelet,  a  casing  of 
"  celluloid  or  similar  material  such  as  xylonite,  which  may  be  of  any  desired 
"  colour,  and  which  is  moulded  so  as  to  present  a  neat  rounded  fisu^ing  of  the  45 
"  flange.    The  accompanying  drawing  is  a  magnified  section  of  an  eyelet  with 
"  its  flange  encased  with  celluloid,  according  to  our  invention.    E  is  the  tubular 
•'  stem  or  body  of  the  eyelet,  F  its  flange  encased  with  celluloid  C,  which,  as 
"  shown  in  the  drawing,  not  only  covers  the  face  of  the  flange,  but  also  extends 
"  round  its  edge  and  forms  a  layer  under  it,  so  that  it  is  firmly  held  upon  the  50 
"  flange  and  cannot  be  separated  from  it  without  actual  fracture." 

That,  my  Lords,  is  absolutely  the  whole  description  of  the  invention  given 
by  the  Patentees.  They  state  that  this  encasing  of  the  flange  with  celluloid 
may  be  effected  in  various  ways,  which,  however,  they  do  not  claim  as  their 
invention,  but  they  describe  three  methods  of  carrying  it  out.  The  claim  is,  55 
^'  a  metal  eyelet  having  its  flange  embodied  in  celluloid  or  other  like  material 
•'  forming  a  facing  layer  over  the  flange  and  a  fixing  layer  under  the  fiange 
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**  substantially  as  described  ";  or,  in  other  words,  for  a  metal  eyelet  with  a  cap 
of  celluloid  fitted  over  and  under  the  flange.  When  I  speak  of  celluloid,  I,  of 
course,  include  other  similar  material. 
When  I  first  read  this  Specification,  I  was  under  the  impression  that  the 
5  novelty  of  the  claim  was  supposed  to  be  in  the  mode  of  securing  the  celluloid 
by  bringing  it  under  the  projecting  flange,  as  shown  in  the  drawing,  and  I  find 
from  the  evidence  of  one  of  the  Respondents  that,  when  the  Patentees  took 
out  the  patent,  they  thought  that  the  idea  of  lapping  the  celluloid  round  the 
flange  was  a  new  idea.    The  Counsel  of  the  Respondents,  however  (not  perhaps 

10  unnaturally),  repudiated  the  suggestion  that  this  idea  constituted  the  novelty 
of  the  alleged  invention,  and,  in  his  cross-examination  of  the  Appellant's 
witnesses,  insisted  that  what  his  client  thought  a  new  idea  was  "  a  perfectly 
"  well  known  and  obvious  thing,"  in  which  I  need  not  add  that  the  witness 
under  cross-examination  entirely  agreed  with  him.  The  Respondents'  Counsel 
t  15  now  tells  us 'that  the  invention  is  the  eyelet  itself,  which  he  says  is  a  new  and 

^  useful  article  and  therefore  patentable,  and  he  likens  it  to  a  combination  of  old 

matters  producing  a  new  and  useful  result.  And,  if  I  understand  him  correctly,  he 
ai^ued  that  no  patent  could  be  held  to  be  bad  if  the  subject  of  it  was  a  new  and 
useful  article.     If  the  learned  Counsel  meant  only  that  a  new  and  useful  article, 

20  in  the  production  of  which  there  is  invention,  is  the  proper  subject  of  a  patent, 
I  suppose  nobody  will  disagree  with  him.  But  if  he  means  that  an  article 
which  is  new  to  the  market  is  therefore  proper  subject-matter  for  a  patent, 
irrespective  of  the  question  whether  the  production  of  it  was  the  result  of 
invention,  I  do  not  agree,  and  I  am  of  opinion  that  it  is  not  the  law. 

25  Now,  the  law  upon  this  subject,  I  believe,  is  all  to  be  found  in  the  case  in 
this  House  of  Harwood  v.  Great  Northern  Railway  Company^  1 1  H.L.C.  654. 
The  proposition  there  accepted  and  laid  down  was  that  "  a  mere  application 
"  of  an  old  contidvance  in  the  ordinary  way  to  an  analogous  subject,  without 
"  any  novelty  in  tiie  mode  of  applying  such  old  contrivance  to  the  new  purpose, 

-•^0  *'  does  not  make  a  valid  subject-matter  of  a  patent."  The  law  thus  laid  down 
has  never  since  been  doubted,  though  whether  it  has  always  been  consistently 
followed  or  rightly  applied  may  be  open  to  question.  It  is  not  enough  that 
the  purpose  is  new  or  that  there  is  novelty  in  the  application,  so  that  the 
article  produced  is  in  that  sense  new,  but  there  must  be  some  novelty  in  the 

35  mode    of    application.      By  that    I    understand,  that    in  adapting    the  old 

contrivance  to  the  new  purpose,  t^ere  must  be  difficulties  to  be  overcome, 

requiring  what  is  called  invention,  or  there  must  be  some  ingenuity  in  the 

mode  of  making  the  adaptation. 

In  order  to  apply  this  test  to  the  patent  of  the  Respondents,  let  us  inquire 

40  into  the  previous  state  of  knowledge  before  the  patent.  The  Appellant  put 
in  evidence  three  Specifications  published  in  this  country  : — 1st.  Joyce  of  1882, 
in  which  he  described  and  patented  a  shoe-lacing  stud  formed  of  a  metal 
tubular  shank  with  a  head  of  any  suitable  plastic  material  which  hardens  by 
drying,  heat,  or  otherwise.    The  head  is  attached  to  the  shank,  which  has  a 

45  flange  tamed  upward  by  pressure,  and  the  material  is  pressed  down  upon  the 
flange,  which  is  made  flaring,  so  that  the  material  which  forms  the  head  locks 
over  the  outside  of  the  flange  and  firmly  secures  it  to  the  back.  2nd.  Smidt 
of  188y,  which  claims  a  lacing  hook  or  lacing  eyelet  having  such  exposed  parts 
as  were  referred  to  in  the  Specification,  covered  or  enveloped  with  a  pyroxyline 

50  or  cellulose  compound.  The  Specification  describes  hooks  enveloped  in  the 
material  but  does  not  describe  an  eyelet  with  the  material  brought  over  the 
flange  so  as  to  secure  it.  3rd.  Smidt  of  1890,  which  describes  a  shoe-lacing 
stud  formed  of  a  tubular  metal  shell,  with  a  head  of  pyroxyline  material  pressed 
over  the  edge  of  the  metal,  very  similar  to  Joyce^Sy  except  that  in  Smidt  the 

55  material  forming  the  head  of  the  stud  is  forced  within  the  metal  tube,  which  is 
squeezed  into  a  funnel  kind  of  shape,  while  Joyce's  interposes  a  disc  of 
cardboard  to  prevent  that  taking  place.     In  each  case  the  mode  of  attach  ment 
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and  securing  the  plastic  head  is  precisely  the  same  as  that  employed  by  the 
Respondents. 

The  question,  therefore,  in  my  judgment,  is  whether,  given  the  use,  for 
the  purpose  of  a  button  or  stud,  of  a  celluloid  head  or  cap  attached  to  a  flanged 
metal  foundation  tube  or  shank,  by  pressing  it  over  and  under  the  flange,  5 
there  is  any  invention  which  will  support  a  patent  in  employing  the  same 
device  for  an  eyelet.  The  contrivance  is  the  same.  It  can  hardly  be  contended 
that  the  purpose  of  ornamenting  or  protecting  his  eyelet  is  not  analogous  to 
the  purpose  for  which  it  is  used  in  the  stud.  Is  there  any  novelty  in  the  mode 
of  adaptation  ?  I  read  the  Specification  of  the  Respondents,  and  I  find  that  10 
the  Patentees,  though  they  describe  three  modes  in  which  their  alleged 
invention  may  be  carried  out  in  practice,  do  not  claim  any  of  them  as  novel  or 
part  of  their  invention.  I  further  observe  that  in  the  second  and  third 
modes  described  by  the  Respondents,  the  articles  are  first  made  in  the  shape 
of  a  button  or  stud  and  are  converted  into  eyelets  by  punching  or  by  15 
revolving  cutters.  I  can  find  no  suggestion  of  any  difficulty  to  be  overcome  in 
adapting  the  contrivance  for  the  purpose  of  an  eyelet  which  does  not  equally  exist 
in  the  case  of  a  button  or  stud.  Suppose,  as  Lord  Wesibury  suggests  in  one 
case,  you  reverse  the  order.  If  the  Respondents  were  the  first  in  the  field, 
could  it  be  doubted  that  both  Joyce  and  Smidt  would  be  anticipated,  or  could  20 
be  supported  only  for  some  detail  of  construction  which  might  be  considered 
an  improvement  ?  I  agree  with  Lord  Justice  Kay  that  it  is  a  great  demand 
upon  one's  credulity  to  say  that  there  is  any  invention  in  the  matter,  and  it 
is  a  demand  which  I  am  not  prepared  to  comply  with. 

Since  the  hearing  before  this  House,  I  have  had  an  opportunity  of  looking  25 
through  the  whole  of  the  evidence.    The  witnesses  for  the  Appellant  entirely 
confirm  the  impression  I  had  formed  from  reading  the  Specifications,  and  I  do 
not  find  anything  in   Mr.  Imray^s  evidence  which  leads  me  to  alter  that 
impression. 

I  must  say  one  word,  my  Lords,  on  the  point  which  was  so  much  pressed  :W 
upon  us  by  the  learned  Counsel  for  the  Respondents,  that  the  subject  of  the 
Respondents*  patent  was,  in  fact,  the  result  of  prolonged  study  and  experiments. 
My  Lords,  I  am  not  impressed  by  this  argument.  It  appears  that  the  Patentees 
were  not  aware  of  either  Joyce^g  or  Smidfs  patents,  and  also  thought  that  the 
device  of  lapping  the  celluloid  round  the  flange  was  a  new  one.  The  force  of  35 
the  argument,  of  course,  depends  very  much  on  the  inventive  faculty  and 
knowledge  of  the  experimenters.  It  might  even  be  the  case  that  they  were 
endeavouring  to  find  some  novel  and  ingenious  way  of  dealing  with  celluloid 
which  would  be  patentable,  and  found  themselves  compelled  to  fall  back  on  the 
well-known  device  of  sticking  on  a  plastic  material  by  turning  it  over  the  end.  40 
(That  language,  I  should  observe,  is  not  mine,  but  that  employed  by  the  learned 
Counsel  for  the  Respondents  in  the  course  of  cross-examination.)  I  agree  that 
the  question  of  patentable  novelty  must  be  determined  from  the  subject  itself, 
and  not  from  evidence  that  a  particular  person  was  a  longer  or  shorter  time  in 
arriving  at  it.  45 

I  think  the  Appeal  should  be  allowed,  and  the  action  dismissed,  with  costs. 

Graham  asked  the  House  to  certify  that  the  Particulars  of  Objections  were 
reasonable  and  proper,  and  the  certificate  was  granted. 


i 


Vol.  XIV.,  No,  6.]         AND  TRADE  MARK  CASES.  123 

Scott  V.  Hamling  and  Co.,  Ld, 


In  the  High  Court  of  Justice.— Chancery  Division. 

Before  Mr.  Justice  Romer. 

November  25th,  26th,  27th,  and  30th,  and  December  Ist,  2nd,  3rd,  and  4th,  1896. 

Scott  v.  Hamling  and  Co.,  Ld. 

5  Patent, — Action  for  infringement. — Alleged  anticipaticm. — Alleged  want  of 
utility. — Alleged  want  of  subject-matter. — Validity  of  patent. — No  infringement. 
— Costs  of  issuss. 

This  action  was  for  infringement  of  an  invention  of  "  improvements  applicable 
"  to  trawl  nets.''     The  invention  consisted  in  using  a  beam  trawl,  which  has  a 

10  square-Jieaded  net,  without  the  beam,  substituting  otter  boards  {otter  trawls  atid 
beam  trawls  being  the  two  hinds  of  trawls  y^ed  in  sea  fishing)  of  a  special 
character,  all  the  ropes  being  affixed  to  the  centre  of  the  boards  instead  of  to  the 
top  and  bottom  of  the  tail  of  the  board,  and  with  a  metal  bracket  as  a  fixed  point 
of  attachment,  instead  of  the  ropes  previously  used.     There  were  three  claims — 

15  for  the  combination,  for  th>e  metal  bracket,  and  for  the  central  attachment.  The 
Defendants  denied  infringement,  and  alleged  that  the  invention  was  not  new  or 
useful  or  good  subject-matter,  a^id  that  it  had  been  anticipated  by  prior  user. 

Held,  that  there  was  no  anticipation ;  that  the  Plaintiff's  improvements 
required  invention,  and  had  sufficient  utility,   though  not  great  utility,  to 

20  support  a  patent,  and  gave  the  public  a  useful  choice,  and  that  the  patent  was 
valid;  and  as  to  infringement,  that  the  Defendants  had  not  used  the  central 
attachment ;  and  that,  thtmgh  metal  ropes,  if  so  practically  rigid  as  to  be  a 
mechanical  equivalent  of  the  metal  bracket,  might  be  an  infringement,  the 
Defendants  had  only  used  metal  ropes  of  a  pliable  character,  which  were  not  so 

25  stiff  as  some  hemp  ropes  which  had  been  previously  u^ed,  and  had  not 
infringed. 

The  costs  of  the  issue  of  validity  tvere  given  to  tlie  Plaintiff,  aiid  the  costs  of 
the  issue  of  infringement  to  the  Defendants,  no  general  costs  being  given, 
A  certificate  of  validity  of  the  patent  having  come  in  questitm  was  granted, 

30  On  the  14th  of  February  1894,  a  patent  (No.  3187  of  1894)  was  granted  -to 
J.  R.  Scott,  for  an  invention  of  "  Improvements  applicable  to  trawl  nets." 

The  Complete  Specification  stated  as  follows : — **  This  invention  has  for  its 
"  object  to  improve  trawl  nets  by  nsing  a  peculiar  form  and  arrangement  of 
"  *  otter '  boards  -as  a  substitute  for  the  ordinary  *  beam '  and  so  that  a  much 

35  "  larger  net  may  be  used  and  the  capturing  of  a  larger  quantity  of  fish  be 
"  rendered  possible. 

"  In  carrying  out  my  invention  two  boards  are  connected  at  the  back  ex- 
**  tremities  of  their  longitudinal  axes,  one  to  each  top  corner  of  an  ordinary 
*'  trawl  net  at  the  meeting  point  of  the  *  head  '  rope,  *  wing  '  line,  and  'ground ' 

40  "  rope  of  the  net,  in  consequence  of  which  mode  of  attachment  the  positions  of 
"  the  boards  are  not  aflfected  by  unequal  strains  of  the  several  ropes.  These 
"  boards  are  each  kept  vertical  in  the  water  and  are  attached  to  the  towing 
"  '  bridle '  or  *  warp '  in  a  manner  hereinafter  described  so  as  to  be  pulled 
"  through  the  water  at  such  an  angle,  that  they  tend  to  keep  th«  mouth  of  the 

45   ^*  net  stVread  oat  or  extended. 

*  M  2 
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''  And  in  order  that  my  said  invention  and  the  manner  of  performing  the 
"  same  may  be  properly  understood  I  hereunto  append  two  sheets  of  explanatory 
"  drawings,  to  be  hereinafter  referred  to,  and  showing  my  improvements  applied 
<i  +  ^  Q  traTvl  net 

"  Figure,  1,  on  Sheet,  1,  of  the  drawings  is  a  plan,  and  Figure,  2,  a  longitudinal  5 
"  vertical  section  showing  the  improved  apparatus. 


"  Figure,  3,  on  Sheet,  2,  is  a  plan  or  edge  view  of  one  board  and  part  of  the 
net.  Figure,  4,  being  an  inside  elevation  of  the  same  with  part  of  the  net  in 
section.    Figures,  3,  and,  4,  are  drawn  to  a  larger  scale  than  Figures,  1,  and,  2. 
"  In  these  drawings  the  same  reference  letters  are  used  to  mark  the  same  or  10 
'  like  parts  wherever  they  are  repeated. 
"  Two  boards,  A,  and,  B,  are  each  connected  at  points,  L,  at  the  extremities  of 

•  their  longitudinal  axes,  to  the  top  corners  of  an  ordinary  trawl  net,  C,  that  is 
to  each  corner  formed  by  the  meeting  of  the  head  rope,  D,  wing  line,  E,  and 

'  ground  rope,  F,  of  the  net.     These  boards,  A,  and,  B,  are  each  kept  in  a  vertical  15 

•  position  in  the  water  by  having  a  keel,  G,  of  cast  iron  or  other  heavy  material 

•  fixed  along  the  bottom  edge  ;  and  each  board  has  fixed  on  what  is  its  inner 
'  side  when  in  position  a  metal  bracket  or  frame,  H,  so  placed  that  it  forms  an 
'  angle  of  about  30  degrees  with  the  board.    To  these  angled  brackets,  H,  the 

^  ends  of  the  towing  bridle  or  warp,  J,  are  attached  and  the  pull  or  strain  passes  20 
'  through  the  brackets  and  through  the  longitudinal  axes  of  the  boards.  A,  and, 
'  B,  to  the  corners  of  the  net,  C,  and  causing  the  boards  to  be  pulled  through 
'  the  water  at  an  angle  and  so  that  by  the  action  of  the  water  on  them  they  tend 
^  to  move  laterally  or  away  from  each  other  and  to  keep  the  mouth  of  the  net 
'  spread  out  or  extended,  a  further  advantage  being  that  the  boards  are  kept  25 
'  clear  of  the  bed  of  the  sea  and  their  balance  is  preserved  even  though  the  drag 
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"  on  the  various  parts  of  the  net  should  vary  from  any  cause.  Bevil-shaped 
"  blocks,  K,  are  fixed  on  the  front  outer  edges  of  the  boards,  A,  and,  B,  to  prevent 
•'  them  from  cutting  or  sinking  into  mud, 

**  With  the  improved  apparatus  hereinbefore  described  the  trawl  net  can  be 
5  "  launched  from  either  the  stem  or  the  side  of  the  fishing  vessel,  the  towing 
"  ropes,  J,  being,  in  the  latter  case  rove  through  blocks  at  or  near  the  bow  and 
"  stern  respectively. 

"  Having  now  particularly  described  and  ascertained  the  nature  of  my  said 
*•  invention  and  in  what  manner  the  same  is  to  be  performed,  I  declare  that 

10  **  what  I  claim  is  : 

"1.  In  connection  with  a  trawl  net,  attaching  the  ground  rope,  wing  rope, 
**  and  head  line,  at  each  corner,  collectively  to  the  middle  of  the  back  end  of  an 
**  otter  board,  combined  with  the  fitting  of  each  otter  board  with  a  metal  bracket 
^^  for  the  attachment  of  the  towing  ropes,  substantially  as  and  for  the  purposes 

15  "  hereinbefore  described. 

**  2.  The  attaching  of  the  ground  rope,  wing  rope,  and  head  line  at  each  corner 
^^  of  a  trawl  net  to  the  middle  of  the  back  end  of  an  otter  board,  substantially 
**  as  and  for  the  purposes  hereinbefore  described. 

"  3.  The  fitting  of  otter  boards  connected  to  trawl  nets  with  metal  brackets  for 

20  "  the  attachment  of  the  towing  ropes  substantially  as  hereinbefore  described." 

On  the  7th  of  October  1895,  Scott  commenced  an  action  against  T.  Hamling 

and  Co..  Ld,y  for  infringement  of  this  patent,  claiming  the  usual  relief.    The 

Breaches  complained  of  were  that  the  Defendants  had,  in  September  1895, 

manufactured  trawl  nets  with  accompanying  apparatus  in  accordance  with,  or 

25  in  a  manner  only  colourably  differing  from,  the  Plaintiff's  invention,  and 
had  fitted  up  such  trawl  nets  and  apparatus  in  steam  trawlers  named  the 
"Niagara,"  "  Danube,"  " Nyanza,"  "Orinoco,"  and  "  Orontes,"  which  recently 
were  using  the  same  in  the  sea.  The  Breaches  complained  of  were  infringe- 
ments of  the  first,  second,  and  third  claims. 

30  The  Defendants  denied  infringement,  and  alleged  that  the  invention  was 
not  new ;  the  Plaintiff  was  not  the  true  and  first  inventor ;  if  the  Plaintiff's 
Specification  was  so  construed  as  to  make  the  Defendant  Company  an  infringer, 
the  alleged  invention  was  bad  for  want  of  novelty  ;  the  alleged  invention  was 
not  useful,  and  was  not  proper  subject-matter. 

35  The  Particulars  of  Objections  were  as  follows  :— (1)  That  the  Plaintiff  was 
not  the  true  and  first  inventor.  (2)  That  the  alleged  invention  was  not  proper 
subject-matter,  (3)  was  not  useful,  and  (4)  was  not  new.  -(5)  That  the  use  of  otter 
boards  in  connection  with  trawl  nets,  and  as  a  substitute  for  a  beam,  in  manner 
substantially  the  same  as  the  use  and  arrangement  of  otter  boards  in  connection 

40  with  trawl  nets  mentioned  and  described  in  the  Plaintiff's  Specification  (such 
otter  boards  being  constructed  in  substantially  the  same  manner  as  the  otter 
boards  described  in  the  Plaintiff's  Specification),  was  common  and  notorious  in 
the  trawl  fishery  before  1894.  In  particular,  trawl  nets,  and  otter  boards 
connected     therewith,    constructed,    connected,    and    arranged    in     manner 

45  substantially  the  same  as  the  trawl  net,  otter  boards,  and  connection  between 
them,  mentioned  and  described  in  the  Plaintiff's  Specification,  were  manu- 
factured and  sold  or  used  by  the  several  persons  or  firms  hereinafter 
mentioned  :— (a)  By  W.  HeardeVy  of  Plymouth,  between  1875  and  1890,  who 
manufactured  and  sold  such  trawl  nets  and  otter  boards,  and  used  them  in 

50  trawling  near  Whittsand  Bay  ;  {b)  by  H.  E,  Hounsell,  Ld,,  who  manufactured 
and  sold  the  same  at  Bridport  in  1874,  and  continuously  afterwards ;  (c)  by 
W.  Hounsell  and  Co.,  who  manufactured  and  sold  the  same  at  Bridport 
in  1880,  and  continuously  afterwards ;  (d)  by  Joseph  Oundry  and  Go.^  of 
Bridport,  in  the  same  way ;  (e)  by  G.  Beechingy  formerly  of  Hull  and  now 

55  of  Fleetwood,  who  used  the  same  in  the  North  Sea  in  1887  and  subsequently  ; 
(/)  by  G.  A.  Neihon,  of  Hull,  who  used  the  same  in  the  North  Sea  in  1892-1893. 
The    otter    boards    manufactured  and  sold  or   used  as   aforesaid,  and  the 
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connection  between  the  trawl  net  and  such  otter  boards,  did  not  sabstantially 
or  materially  differ  from  the  otter  boards  fitted  with  metal  brackets  and 
connected  with  the  trawl  net  as  mentioned  and  described  in  the  Plaintiff's 
Specification.  (6)  The  use  and  arrangements  of  otter  boards  in  connection 
with  trawl  nets  and  as  a  substitute  for  a  beam,  such  otter  boards  having  rope  5 
slings,  chain  slings,  or  wire-rope  slings,  for  the  attachment  of  the  warp  or 
towing  ropes,  instead  of  fixed  metal  brackets,  but  not  otherwise  differing  from 
the  construction  and  arrangement  of  otter  boards,  and  their  connection  with 
trawl  nets,  as  mentioned  and  described  in  the  Plaintiff's  Specification,  was 
common  and  notorious  in  the  trawl  fishery  business  before  1894.  In  particular,  10 
trawl  nets  and  otter  boards  connected  therewith,  such  otter  boards  having  rope 
slings,  chain  slings,  or  wire-rope  slings,  instead  of  metal  brackets,  for  the 
attachment  of  the  towing  ropes,  but  the  net  and  otter  boards  being  otherwise 
constructed,  connected,  and  used  in  manner  substantially  the  same  as  the 
trawl  net  and  otter  boards,  and  connection  between  them,  mentioned  and  15 
described  in  the  Plaintiff's  Specification,  were  manufactured  and  sold  or  used 
by  the  persons  mentioned  in  paragraph  5.  The  otter  boards  having  rope  slings, 
chain  slings,  or  wire-rope  slings,  manufectured  and  sold  or  used  as  aforesaid, 
and  the  connection  between  the  trawl  net  and  such  otter  boards,  did  not 
substantially  or  materially  differ  from  the  otter  boards  fitted  with  metal  20 
brackets  and  connected  with  the  trawl  net  as  mentioned  and  described  in  the 
Plaintiff's  Specification.  (7)  The  difference  between  otter  boards  having  chain 
slings,  rope  slings,  or  wire-rope  slings,  for  the  attachment  of  the  towing  ropes, 
used  as  mentioned  in  paragraph  6,  and  otter  boards  having  fixed  metal 
brackets  for  the  attachment  of  the  towing  ropes,  as  mentioned  in  the  Plaintiff*s  25 
Specification,  was  not  proper  subject-matter.  (8)  Otter  boards  having  metal 
brackets  affixed  thereto  for  the  attachment  of  the  towing  ropes,  and  connected 
with  the  trawl  net  in  manner  substantially  as  mentioned  and  described  in 
the  Plaintiff's  Specification,  were  made,  sold,  and  used  by  W.  HeardeVy 
of  Plymouth,  between  1875  and  1880,  at  the  places  mentioned  in  paragraph  b,  30 
(9)  A  material  part  of  the  Plaintiff's  alleged  invention,  the  fitting  of  otter 
boards  connected  to  trawl  nets  with  metal  brackets  for  the  attachment  of  the 
towing  ropes,  substantially  as  described  in  the  Plaintiff's  Specification,  was  not 
new,  and  had  been  used  by  W.  Hearder,  between  1875  and  1880,  at  the  places 
mentioned  in  paragraph  5.  (10)  Such  last-mentioned  material  part  was  not  35 
useful,  and  (11)  was  not  subject-matter.  (12)  A  material  part  of  the  Plaintiff's 
alleged  invention,  the  attaching  of  the  ground  wing  rope  and  head  line  at 
each  corner  of  a  trawl  net  collectively  to  the  middle  of  the  back  end  of 
an  otter  board,  as  described  in  the  Plaintiff's  Specification,  was  not  new, 
inasmuch  as  it  did  not  substantially  differ  from  the  mode  of  the  ground  40 
rope,  wing  rope,  and  head  line  of  the  net  to  the  otter  board,  as  commonly  and 
notoriously  used  in  the  trawl  fishery  business  before  1894,  and,  in  particular, 
by  the  persons  or  firms  at  the  places  and  in  the  years  mentioned  in  paragraph  5. 
(13)  The  difference  between  the  mode  of  attachment  of  the  ropes  of  the  trawl 
net  to  the  otter  board  claimed  in  Claims  1  and  2  of  the  Plaintiff's  Specification,  45 
and  the  mode  of  attachment  of  the  ropes  of  the  net  to  the  otter  board,  as 
commonly  and  notoriously  used  in  the  trawl  fishery  business  before  1894,  and,  in 
particular,  by  the  persons  at  the  places  and  in  the  years  mentioned  in 
paragraph  5,  was  not  subject-matter.  (14)  The  part  of  the  Plaintiff's  invention 
mentioned  in  paragraph  12  was  not  useful.  (15)  The  Plaintiff's  alleged  50 
invention  was  anticipated  by  the  publication  of  a  description  of  trawl  nets, 
otter  boards,  and  the  connection  between  them,  and  the  use  and  arrangement, 
in  the  following  books,  which  had  a  large  circulation  :— (a)  "  The  Sea 
"  Fisherman,"  by  J.  G,  Willcocks,  4th  Edition,  published  in  1884 ;  letterpress 
and  illustrations  at  page  240  relied  on.  {h)  Hearder  and  Sons'  **  Illustrated  55 
"  Guide  to  Sea  Fishing,"  10th  Edition,  published  in  1888,  at  Plymouth  ; 
letterpress  and  illustrations  at  pages  37  and  110  relied  on. 
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The  action  now  came  on  for  trial.    Bausfteld,  Q.C.,  Sebastian^  and  B.  D. 

Isaacs  (instructed  by  iSmt^A  and  Qo/ton^  agents  for  Walker  and  Golbeck^  of  Hull) 

appeared  for  the  Plaintiff;  Moulton,  Q.C.,  and   Upjohn  (instructed   by  Belly 

Brodrick  and  Gray^  agents  for  J,  T.  and  H.   Woadhouse,  of  Kingston-upon- 

5  Hull)  appeared  for  the  Defendants. 

Bous/ieldj  Q.C.,  opened  the  Plaintiff's  case. — There  is  a  second  case,  in  which 
the  Pleadings  are  identical,  and,  except  in  the  case  of  infringement,  the  evidence 
taken  in  this  case  might  be  used  in  the  other. 
MouUoHy  Q.C. — I  agree,  if  judgment  is  given  in  this  case,  that  the  evidence, 

10  except  as  to  infringement,  shall  be  taken  as  evidence  in  the  second  action. 

Boi^Jieldy  Q.C. — The  action  relates  to  a  patent  for  nets  for  sea  fishing.  The 
net  chiefly  used  at  Hull  is  the  beam  trawl  net ;  the  net  is  a  pocket,  which  is 
dragged  along  the  ground  by  a  beam  of  wood  60  or  70  feet  long.  The  head  line 
is  attached  to  the  beam  ;  the  ground  line  is  dragged  along  the  ground,  and  there 

15  are  wing  ropes  at  the  side  of  the  net.  If  the  fish  see  this  beam  they  run  away, 
and  the  net,  on  account  of  the  visibility  of  the  beam  and  the  noise  made  by  it, 
is  useless  on  a  summer  day.  Another  kind  of  net  is  used  for  trawling,  but 
chiefly  by  pleasure  yachts.  This  has  a  pocket  with  a  ground  line  and  head  line, 
two  otter  boards  at  the  sides,  and  four  rope  slings,  to  which  the  towing  rope  is 

20  attached.  The  otter  boards  keep  the  mouth  of  the  net  expanded.  The  head 
rope  is  buoyed  up  with  corks,  and  as  the  head  line  is  not  well  over  the  ground 
fished,  the  fish  rise  up  often  and  escape.  There  is  an  objection  to  these  otter 
trawls  ;  the  means  of  attachment  is  by  slings,  chains,  or  ropes,  and  the  point  of 
support,  being  the  point  of  towing,  sometimes  dragged  the  net  and  closed  its 

25  mouth  instead  of  opening  it.  There  was  a  great  difficulty  in  properly  shooting 
the  net  in  bad  weather ;  the  net  closed,  and  no  fish  were  caught.  There  was  not 
that  difficulty  with  trawl  nets ;  but  in  trawling  there  is  often  a  necessity  to  stop, 
either  to  take  soundings  or  because  the  net  is  caught  on  a  rock  ;  the  board  falls 
flat,  and  it  is  difficult  to  get  the  net  to  right  itself.    The  Plaintiff  now,  instead 

30  of  loose  slings,  has  an  attachment  at  a  fixed  point,  and  he  is  able  to 
avoid  the  difficulty  in  shooting,  and  if  the  net  gets  to  the  bottom,  it  rights 
itself  at  once.  There  is  strong  evidence  as  to  the  merit  of  the  invention. 
The  attachment  of  the  Plaintiff's  is  to  a  fixed  point  in  the  plane  of  the 
board,  instead  of    a    movable    point.    One  of  the    advantages    of  the    beam 

3a  trawl  over  the  otter  was  that  it  had  a  straight  line  at  the  top  of  the 
net.  The  Plaintiff  attached  the  head  line  and  ground  line  to  the  centre  of  the 
otter  board,  and,  in  effect,  he  gets  an  otter  trawl  which  has  a  straight  line  across 
it ;  it  is  very  important  to  bring  the  head  line  forward,  so  that  the  fish  cannot 
rise  and  escape.    There  were  310  steam  trawlers  at  Grimsby  Head  in  February 

40  1894,  all  using  the  beam  trawl ;  all  of  them  now  have  the  otter  trawl ;  a 
number  of  the  Plaintiff's  trawls  were  used  within  three  months  of  the  patent. 
Originally,  the  charge  for  a  license  was  lOOZ,  a  year,  but  it  is  now  2bL  ;  at 
present  there  are  47  licensed  boats ;  the  others  are  trying  to  use  the  old  otter 
trawls  in  various  ways.    The  essential  point  of  the  invention  is  that  when  the 

45  pull  comes  on  shooting  the  net,  the  fixed  point  of  attachment  makes  it  a 
certainty  that  the  net  will  sweep  clean  out  and  expand,  and  it  will  rise  at  once 
from  the  ground  and  expand  ;  and  there  is  a  straight  head  line  which  is 
essential  to  comparative  success.  [^Moulton^  Q.C. — The  Defendants  use  the 
otter  trawl  and  different  devices.    They  say  there  is  no  utility  in  the  Plaintiff's 

50  invention.]  The  Defendants  use  very  thick  wire  ropes,  which  operate  like  the 
Plaintiff's  bracket  and  give  a  rigid  attachment.  [^Moultony  Q.C. — ^The  Defendants 
use  loose  chains  which  fall  down.]  The  action  was  brought  against  the  use  of 
what  I  have  shown,  which  the  Defendants  were  seen  to  use.  There  was  one 
licensee,  who,  because  he  thought  the  royalty  too  high,  substituted  chains,  but 

55  he  came  back  to  the  Plaintiff's  invention  and  said  it  was  better  to  pay  the 
royalty.  As  to  the  Defence,  I  believe  people  are  trying  to  get  out  of  this  patent 
on  the  metal  bracket,  but  metal  brackets  are  only  descriptive  words,  and  wood 
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brackets  would  be  incladed  ;  the  essence  is  to  have  the  point  rigidly  fixed. 
None  of  the  anticipations  worked  properly ;  there  are  certain  well-known  people 
who  supply  the  fishing  tackle  for  the  sea  fishermen — Hearder^  and  the  others 
mentioned  in  paragraph  2  of  the  Objections,  and  the  Plaintiff,  had  to  make 
inquiries ;  none  of  these  anticipations  had  ever  been  heard  of  before,  except  5 
that  Hearder  made  some  experiments  a  few  years  ago,  which  he  finally  gave  up 
and  never  used  since. 

An  interval  took  place  in  which  an  inspection  was  made  of  certain  specimens 
of  the  Plaintiff's  and  Defendants*  fishing  gear. 

Moulton,  Q.C. — The  Defendants  put  on  ropes,  as  the  Court  saw,  which  were  10 
cut  off  ordinary  towing  ropes  ;  these  ropes  collapse  with  the  greatest  ease,  and 
to  say  that  the  *  Defendants  are  using  stiff  things  to  imitate  metal  brackets  is 
absurd.  [ROMBR,  J. — If  I  thought  them  rigid,  I  should  say  it  was  an  in- 
fringement.] It  might  be  rigid  for  a  poodle  dog  ;  the  Defendants  cut  off  some 
old  tow  rope  and  it  was  served  with  yam  to  prevent  it  breaking.  15 

Bousfield^  Q.C. — ^A  thing  to  hold  in  water  may  be  stiff  in  the  water  though 
not  on  land. 

Moultoriy  Q.C. — If  the  Plaintiff  says  that  a  man  using  an  old  tow  rope  is  an 
infringer,  it  opens  the  question  of  the  validity  of  the  patent ;  the  loose  shackles 
make  these  collapse.    The  Defendants  use  chains  now.  20 

Bousfield,  Q.C. — That  is  not  complained  of.  There  were  some  meetings 
between  the  Plaintiff  and  Hamling^  the  managing  director  of  the  Defendant 
Company ;  he  said  he  had  tried  this,  and  it  was  not  an  infringement ;  but  he  did 
not  question  the  validity  of  the  patent,  and  that  the  ropes  were  perfectly  rigid 
at  first,  but  got  squashed  out  of  shape.  25 

Moulton,  Q.C. — It  was  a  casual  conversation  not  to  be  relied  on. 

ROMBR,  J. — I  shall  take  it  as  Mr.  Boxisfield's  case,  that  the  ropes  are  at  first 
rigid,  and  then  get  limp. 

Bousfieldy  Q.C. — I  shall  put  in  evidence  that,  in  the  Defendants'  trawl  shown 
outside  the  Court,  the  ropes  were  attached  by  loose  shackles,  which  give  a  30 
greater  freedom  of    action;    but  what  the   Plaintiff  complains  of  had  not 
shackles,  but  had  the  hole  in  the  middle,  and  the  holes  in  rows.    There  was  a 
photograph  taken  of  the  infringement  with  a  detective  camera,  which  showed 
no  loose  shackles,  but  a  staple  ;  galvanized  iron  wire-rope  slings  attached  by 
staples  quite  sufficiently  stiff  to  support  the  board  in  the  water,  and  not  let  it  35 
collapse.    The  Plaintiff's  invention  has  revolutionized  the  trade  ;  all  the  310 
fishing  vessels  were  beam  trawlers,  and  now  they  are  all  otter  trawlers.  ■  It  is 
the  first  time  that  a  trawl  net  has  been  worked  by  otter  boards  without  getting 
foul  shoots.    They  have  been  tried  against  otter  boards  worked  with  chains  by 
several  people,  and  the  superiority  of  the  Plaintiff's  will  be  proved.    Trawling  40 
boats  are  now  big  vessels,  and  the  matter  is  important. 

J,  R,  Scott,  the  Patentee,  an  engineer,  gave  evidence  that  he  directed  his 
attention  to  the  question  of  the  fishing  industry  about  12  years  ago.  The  only 
practical  way  of  fishing  was  by  means  of  beam  trawls  ;  the  otter  trawl  was 
only  used  by  yachts  or  amateurs.  The  beam  trawl  had  a  long  pole,  about  45 
54  feet  long,  and  was  supported  off  the  ground  by  sheet-iron  frames  or  shoes 
like  sledges.  There  was  a  head  line  attached  to  the  beam,  at  the  bottom  of  the 
net  the  ground  line,  a  heavy  rope,  which  trailed  along  the  ground.  This  was 
pulled  along  for  hours.  The  top  or  square  of  the  trawl  was  the  essence  of  the 
trawl ;  it  was  a  trap,  because  it  was  over  the  fish  before  they  were  disturbed  by  50 
the  ground  rope.  If  the  square  were  cut  away,  the  fish  would  rise  and  get 
away.  The  trawlers  used  to  lie  idle  all  day,  and  get  no  fish.  Witness  ex- 
perimented and  saw  that  the  great  beam  going  through  the  water  was  bound 
to  make  a  great  commotion  and  send  a  wave  in  front  of  it,  and  the  fish  would 
see  this  and  swim  for  safety.  The  fish  were  caught  at  night.  It  was  clear  the  55 
fish  saw  the  beam.  Witness  had  read  about  otter  trawls  ;  fishermen  told 
him  they  were  no  use,  and  the  beam  trawl   was  much   superior.     Witness 
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6Kperimented  with  a  small  otter  in  shallow  water,  working  with  the  common 
otter  trawl  with  rope  slings,  and  the  net  attached  to  the  top  and  bottom  of  the 
back  ends  of  the  board ;  there  were  faults.  The  top  of  the  common  otter 
trawl  net  was  attached  to  the  top  of  the  board,  and  the  ground  rope  to  the 
5  bottom.  The  rope  sling  was  perfectly  flexible.  In  shooting  the  boards  in  bad 
weather,  the  slings  were  unreliable,  the  boards  went  in  different  directions  ; 
they  had  to  be  hauled  up  and  shot  again.  Witness  thought  of  having  a  fixed 
point  upon  the  board  so  that  it  would  always  pull  the  board  round  at  an  angle  -, 
he  tried  it  and  it  worked  well,  but  in  the  day  it  did  not  get  much  more  fish. 

10  The  otter  trawl  which  witness  used  had  no  top  to  it,  it  was  cut  away.  The 
head  line  curved  back  like  the  old  otter  trawl.  The  fish  were  disturbed  by  the 
ground  rope,  and  rose  up  and  escaped  because  there  was  no  top.  Witness  tried 
a  net  like  an  ordinary  beam  trawl  net,  with  a  square  top  to  it,  and  caught 
plenty  of  fish.    Witness  attached  a  square  to  the  top  of  the  board,  and  the  ends 

15  of  the  head  line  to  the  top  of  the  board.  The  board  was  canted  over  by  being 
attached  to  the  top,  and  witness  shifted  it  to  the  centre ;  witness  shifted  the 
ground  rope  to  the  centre  of  the  back  end  of  the  board.  That  caught  fish  very 
well.  Working  with  slings,  when  the  ship  was  started  again  after  being 
stopped,  the  boards  would  not  pull  right ;  they  seemed  too  close  together,  and 

20  the  vessel  went  at  a  great  speed,  showing  that  the  mouth  of  the  trawl  was  not 
open,  and  it  was  found  the  nets  were  all  torn.  Witness  invented  the  bracket, 
with  an  attachment  in  the  centre  ;  the  board  fell  over  on  this  bracket  when  the 
ship  stopped,  and  when  it  started  again,  the  board  was  pulled  right  up  again  ;  and 
this  gearing  could  be  relied  on.    The  net  was  attached  to  the  middle  of  the 

25  back  end,  the  tow  rope  to  the  bracket.  The  two  boards  tried  to  get  apart,  and 
consequently  there  was  a  strain  on  the  head  line,  which  went  across  between 
them.  The  strain  caused  the  boards  to  spread  out  the  mouth  of  the  trawl. 
The  brackets  were  of  great  assistance  in  launching  the  gear  in  bad  weather ; 
they  kept  the  boards  at  the  proper  angle.    The  old  beam  used  to  come  up  very 

30  often  broken,  and  was  dangerous.  The  witness's  gearing  was  easier  to  work, 
and  no  accidents  occurred.  At  Grimsby,  Hull,  and  Shields,  there  were  about 
400  steam  trawlers,  all  fitted  with  beams.  The  witness's  invention  was  taken 
up  at  Granton  ;  in  three  months,  about  20  boats  in  England  took  licenses — 28 
altogether.    A  royalty  of  100/.  was  charged,  the  Patentee  finding  the  boards  and 

35  lending  the  bracket.  There  were  about  44  licensees,  and  the  royalty  was  reduced 
to  25Z.,but  the  Patentee  only  provided  the  brackets.  In  October  1895,  the  witness, 
on  information  received,  went  to  the  Fish  Quay  at  Hull,  and  saw  a  board  with  a 
bracket  made  of  heavy  steel- wire  rope  ;  the  bracket  was  immovable  and  stood 
of  its  own  weight,  though  the  board  was  lying  on  its  back  and  the  bracket  was 

40  face  upwards.  Everything  about  the  bracket  seemed  to  have  been  done  to 
make  it  stiff.  It  was  3^-inch  wire,  and  doubled  and  spliced,  which  made  the 
wire  into  a  4^  or  5  inch  rope,  which  was  very  stiff.  The  bracket  formed  sheftr 
legs,  which  could  take  a  strain  better  than  any  other  form  ;  it  had  four  legs, 
two  double  brackets  witness  called  them  ;  there  were  four  legs  and  four  staples 

45  to  each  bracket.  The  specimen  exhibited  outside  was  not  the  same  as  what 
the  witness  saw  ;  the  specimen  had  new  shackles,  but  old  wire  brackets  and  an 
old  torn  board,  and  four  holes  each  way,  and  a  clear  space  in  the  middle  of  the 
board.  The  one  witness  saw  in  October  had  five  holes,  one  in  the  middle,  two 
above,  and  two  below.    The  photographs  showed  it.    Witness  saw  other  similar 

50  boards  with  wire  brackets,  on  the  8th  and  9th  of  October,  on  the  vessels  of  the 
Defendants.  Such  brackets,  with  otter  boards,  would  have  the  same  effect  as 
the  witness's.  Cross-examined:  The  ropes  of  the  Defendants^  model  were 
beam  trawl  ropes.  Chains  were  not  within  the  patent,  as  they  had  no  stiffness ; 
new  wire  ropes  would  have  stiffness.     [^Moulton,  Q.C. — We  say  no  stiffness  is 

55  required  at  all,  but  every  strong  rope  has  rigidity,  but  it  is  not  useful ;  the 
Defendants  now  use  flexible  chains,  but  they  did  use  their  old  rope,  which 
they  were  entitled  to  do.]     When  chains  were  used,  the  witness  did  not  suggest 
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rigidity  or  infringement.  Rigidity  was  desired  in  shooting  and  hanling  in  the 
gear.  Otter  boards  had  been  previously  used  for  trawl  nets.  The  witness's 
boards  touched  the  bottom,  but  were  not  dragged  flat  on  the  bottom.  Figure  4 
showed  his  apparatus  the  best.  Witness's  firm  gave  two  licenses  gratis  in  1894. 
There  were  about  43  boats  paying  in  August  1896.  There  were  about  400  5 
trawlers  in  Hull  and  Grimsby,  and  all  used  otter  trawls,  except  a  few  at 
Grimsby.  A  patent  of  Thurlow^  Beeching^  and  Dier,  described  fishing  with 
otter  boards.  [ROMBR,  J, — It  was  opened  that  otter  boards  were  known. 
Moulton,  Q.C. — ^Then  I  will  not  go  into  it.]  Witness  claimed  the  head  rope 
and  ground  rope  both  fastened  to  the  centre  of  the  board.  [ifowZton,  Q.C. —  10 
There  must  be  rigidity  with  every  strong  rope,  and  if  the  patent  eitcludes  the 
use  of  ordinary  rope,  when  ropes  or  chains  were  used  before,  then  it  must  be 
bad.]  Re-examined  as  to  the  conversation  with  Hamling^  the  managing 
director  of  the  Defendant  Company.  [ROMBR,  J. — What  is  your  point  ? 
Bousfieldy  Q.C. — Hamling  is  the  managing  director,  and  he  directed  the  15 
ropes  to  be  put  on  board  ;  he  said  they  got  crumpled  up  in  hauling  up  and 
failed  to  have  effect.] 

Moulton,  Q.C. — Prejudice  of  this  kind  ought  not  to  be  admitted  when  it  is 
a  question  of  a  public  right.  [ROMBR,  J, — The  public  is  only  interested  in 
the  certificate.]  That  is  not  so ;  formerly,  the  Court  would  not  grant  an  20 
injunction  until  the  patent  was  established  at  law  ;  the  Court  still  follows 
that  course,  and  only  grants  an  injunction  when  the  patent  is  established. 
[ROMBB,  J. — ^To  make  this  evidence  there  must  be  some  admission  by  the 
Defendants.] 

Boiisfield,  Q.C. — My  friend  says  he  does  not  want  wire  ropes,  and  that  they  25 
were  only  used  as  they  had  become  useless  for  other  purposes.    He  must  call 
Hamling. 
ROMBR,  J. — ^Yes,  he  must. 

T.  Ross,  a  trawl  owner ;  W.  Chapman,  of  the  steam  trawler,  "  Emperor  "  ; 
J.  Sorrenson,  skipper  of  the  smack  "  Hermes  "  ;  S.  HawJey,  a  smack  skipper ;  30 
H.  W.  Briggs,  a  skipper ;  J.  F.  Flannery,  an  engineer ;  T.  Montgomery  and 
W.  J.  Wood,  in  the  employment  of  the  Humher  Shipwright  Company,  who 
made  otter  boards  for  the  Plaintiff  and  the  Defendants,  gave  evidence  in 
support  of  the  Plaintiff. 

Shortly,  T.  Ross  was  a  licensee  of  the  Plaintiff,  and  had  tried  the  otter  trawl  35 
with  chain  slings,  but  he  returned  to  the  Plaintiff's  as  better.     W.  Chapman 
stated    that    Scott's  gear  was  better  than  the  beam  trawl,  and  J,    Sorrenson 
gave  the  same  evidence.    He  preferred  ScotVs,  wifh  the  square  head,  in  shallow 
water,  but  long  trawls  for  deep  water.      The  Plaintiff's  gear    got  over  the 
difficulties  of  fouling  on  shooting  it  from  the  ship.    S.  Hawley  also  gave  40 
evidence  that  ScotCs  gear  was  better  for  shooting  in  bad  weather ;  the  chain 
slfhgs  fouled.    H.  W.  Briggs  confirmed  this.    J,  T,  Flannery  gave  technical 
evidence.     T,  Montgomery  gave  measurements    and  had  photographed    De- 
fendants' boards,  and  W,  J.  Woods  gave  evidence  that  he  was  instructed  by 
Hamling  to  make  the  Defendants'  boards  as  near  Scotfs  as  he  could  go,  and  to  45 
place  the  staple  in  the  same  position.    He  had  made  boards  for  Scott  and  for 
the  Defendant  Company.     Witness  asked  Hamling  if  he  wanted  chains,  and  he 
said,  "No,  wire,"  and  his  rigger  brought  the  wires  ;  they  were  served.  The  three 
boards  made  for  Hamling  had  holes  in  the  centre.     Cross-examined:  Scotfs 
iron  brackets,  which  had  no  play,  had  been  altered,  and  he  now  made  triangular  50 
hinged  brackets  for  Scott ;  he  also  altered  the  attachment,  originally  a  hole  in 
the  centre,  afterwards  made  with  a  plate  at  the  top  and  bottom,    Hamling 
wanted  the  boards  to  tow  from  the  centre,  with  long  tails — ^that  was,  the  length 
of  the  board  behind  the  bracket.    ScotVs  had  long  tails.    Hamling  wanted  them 
like  that.    Re-examined :  Besides  the  long  tails,  like  Scott's,  the  brackets  were  55 
ordered  to  be  placed  in  the  same  position  on  the  board  as  Scott's. 
Moulton,  Q.C,  for  the  Defendants. — In  1884,  trawl   net  otter  boards  were 
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described  by  Wilcocks^  and  again,  in  1888,  in  Hearder  and  Sons'  **  Catalogue  of 
Fishing  Gear ";  they  sold  otter  trawls,  so  that  otter  trawls  had  already  come 
before  the  public.  Ni^lson  used  them  in  1891  to  1893.  The  Plaintiff  came  in  on 
the  wave  of  the  otter  trawls  being  taken  up.  The  early  net  used  by  yachtsmen 
5  wiih  otter  boards  had  a  curved  head  line  ;  Nielson  had  a  very  curved  net. 
The  Plaintiff  started  to  use  an  ordinary  square  net,  but  people  are  going  back  to 
the  curved  net,  and  the  square  net  is  practically  abandoned.  [^Botisjieldy  Q.C. — 
Nielson's  patent  was  later  than  the  Plaintiff's.]  The  Defendants  have  never 
used  the  centre  attachment  or  the  square  net.     The  otter  trawls  were  used  with 

10.  ropes  or  chains  and  slings  ;  the  boards  used  now  are  much  longer.  A  man  is 
perfectly  entitled  to  increase  the  boards,  and  the  Plaintiff  cannot  claim  that. 
The  Defendants  are  only  using  the  rope  slings  as  a  sensible  man  would,  and  if 
they  interfere  with  Scott^s  patent,  it  must  be  bad.  There  has  been  no  attempt 
by  the  Defendants  to  get  indirectly  rigidity  under  the  guise  of  ropes.    There 

15  are  facts  proved  which  show  the  Defendants  acted  wisely  in  selecting  the 
size  of  their  ropes.  Flannery  admitted  that  a  fths  chain  was  an  ordinary 
chain,  and  Wood  made  fths  chain  for  other  people  for  small  boards,  and  for  big 
boards  a  fths  chain,  nearly  half  as  strong  again  as  the  |tbs.  The  fths  was  no 
unreasonable  strength.     There  is  no  rigidity  in  them  ;  it  was  not  too  strong, 

20  for  the  Plaintiff's  iron  brackets  (1 1  inches)  were  broken,  and  the  fths  chain  and 
ropes  were  broken ;  so  great  is  the  strain,  one  rope  often  gets  longer  than 
the  other,  and  the  assertion  that  the  Defendants  have  taken  too  strong  a 
rope  is  unfounded.  A  shackle  has  to  be  put  on  as  one  gets  shorter  to 
prevent  the  board  tilting.     [ROMER,  J, — Was  steel-wire  rope  used  for  supports 

25  before  the  Plaintiff's  patent  ? J  Yes,  by  Nielson.  The  Defendants'  ropes  were 
the  most  flexible  of  their  strength,  and  the  strength  was  less  than  was  necessary. 
Ropes  had  been  used,  and  the  Defendants  were  entitled  to  use  ropes  which  were 
strong  enough.  That  cannot  be  prevented  by  a  patent ;  such  a  patent  would  not 
be  novel.    The  Defendants  chose  a  flexible  wire  rope,  not  even  a  hemp  rope  or  a 

30  steel-wire  rope.  The  trawl  warp  was  wound  up  on  windlasses,  and  had  to  be  a  rope 
which  would  bend.  If  the  Defendants  had  wanted  rigidity  they  could  easily  have 
got  it  [ROHEK,  J. — You  must  call  Hamling.']  The  Defendants'  case  will 
appear  stronger,  when  what  they  actually  do  is  seen.  They  only  used  the 
served  ropes  for  two  or  three  trips,  but  it  was  found  that  the  serving  was 

35  stripped  off  ;  it  was  put  on  without  any  special  direction  to  protect  the  men's 
hands,  but  it  would  not  do,  and  the  Defendants  then  used  unserved  ropes  until 
they  came  to  chains.  In  the  first  one  or  two  there  were  staples  ;  afterwards, 
shackles  were  used  ;  the  tackle  was  the  Defendants'  standard  tackle,  and 
anything  less  like   rigid  tackle  cannot  be  imagined  ;   there  is  play   in  the 

40  shackles.  [Bousfield^  Q.C. — We  do  not  complain  of  shackles.]  It  shows  that 
the  Defendants  did  not  require  rigidity.  My  friend  talks  of  rigidity  as  an 
equivalent  of  metal  brackets,  and  says  there  is  infringement  in  a  thing  which 
does  not  do  what  a  metal  bracket  does.  How  can  he  say  the  Defendants'  is  a 
mechanical  equivalent  when  it  lets  the  thing  tumble  about,  while  the  metal 

45  bracket  keeps  it  always  axial  ?  If  strength  is  wanted,  the  Defendants  have 
not  strength.  To  say  that  the  Defendants  are  not  to  have  these  ropes,  because 
the  shackle  of  a  rope  will  not  lie  quite  close  to  the  board,  is  taking  away  from 
the  public  the  common  use  of  rope  in  otter  boards.  The  Plaintiff  has 
metal  brackets,  and  can  only  claim  a  thing  which  keeps  the  point  of  attachment 

50  fixed  relative  to  the  board.  If  the  Defendants  were  only  doing  in  strong  rope 
what  had  been  done  in  weak  rope,  then  the  Plaintiff's  patent,  if  it  covered  that, 
would  be  bad.  The  Defendants  have  used  wire  rope  served  as  shown,  and  the 
man  who  made  the  first  rope  with  strops  will  be  called  ;  the  rest  were  made  by 
the  Defendants'  own  men.    The  great  bulk  of  the  fishing  is  done  with  chains  ; 

55  the  otter  trawl  was  perfect  as  publicly  used,  and  the  chain  slings,  with  no 
rigidity,  have  caught  more  fish,  and  are  generally  used.  The  central  attach- 
ment is  admitted  by  the  Plaintiff's  witnesses  not  1o  be  used  with  the  otter 
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trawl.  [ROMER,  J. — The  PlaintiflP  says  his  invention  is  adapted  to  a  square 
head.]  If  his  invention  is  confined  to  that,  he  will  not  have  much  ;  I  took  it 
that  he  claimed  his  bracket  with  any  trawl  net ;  the  sqnare  head  has  nothing 
to  do  with  it;  the  Plaintiff  does  not  pretend  to  have  altered  the  net  in  any  way  ; 
in  the  yachtsman's  trawl  net  there  are  curved  lines  top  and  bottom.  In  5 
NiehorCs  net  the  top  came  over  just  as  much  as  in  an  ordinary  trawl  net. 
[ROMBR,  J, — The  Plaintiff  was  dealing  with  the  ordinary  trawl  net,  and 
suppose  you  take  it  nearly  square.]  If  the  patent  only  applies  to  ordinary 
trawl  nets,  then  the  bracket  only  applies  to  such  nets.  The  patent  cannot 
prevent  a  man  using  an  existing  instrument  in  the  best  way.  The  Defendants  10 
contend  that  they  are  entitled  to  use  chains  or  ropes,  and  also  wire  ropes. 

A    large    number  of    witnesses    were   then    called   for    the    Defendants. 
P.  Christiansen,  employed  hj  G.  A.  Neilsofij  on  a  boat  called  the  "Hafnia." 
G.    P.    Peterson,    also    employed  oji    the    "  Haf nia,"    and    M.  Batty,  gave 
evidence  as  to  otter  boards  with  wire  slings  being  used  in  the  "  Hafnia "  and  15 
another  ship  of  Nielson's  in  April  1893. 

Batty  admitted  that  the  Plaintiff's  gear  was  successful. 

Beeching,  a  steam  trawl  owner,  who  took  out  a  patent  in  July  1890,  used 
iron  boards  as  otter  boards  with  the  square-headed  trawl  in  August  1894. 

W.  Elliott  was  a  skipper  on  the  "Orontes,"  a  steam  trawler  of  the  20 
Defendants',  and  in  November  1895  he  used  otter  boards,  on  which  he  himself 
put  wire  strops  and  shackles ;  the  wire  rope  was  an  ordinary  trawl  warp,  and 
had  a  serving  of  span  yam.  The  strops  were  not  stiff  enough  to  stick  up. 
The  serving  was  stripped  off  by  the  blocks  in  hauling  in ;  the  strops  were 
not  too  strong  for  their  work.  The  serving  was  not  renewed.  After  seven  25 
voyages  and  some  line  fishing,  he  used  chain  slings. 

J,    H.    Lynn    was    skipper    of    the   "  Niagara "  ;    he    went    trawling    in 
September  1895   with   otter  boards  and   wire    strops  or  slings   attached  by 
shackles  to  the  board.    The  wire  was  served  ;  the  slings  fell  down  when  the 
board  was  put  on  its  back ;  the  serving  was  no  use  as  it  was  chafed  off  by  30 
the  hauls ;    he  had  no  fouls  with  chain  slings. 

ROMBR,  J. — I  am  satisfied  with  this  evidence  as  to  the  "  Niagara." 

G.  A,  Nielson,  skipper  of  the  "  Orinoco,"  first  fished  with  otter  boards  in 
October  1895  ;  there  were  wire  strops  shackled  on  to  staples  on  the  board ; 
there  was  a  serving  of  spun  yarn  ;  the  strops  were  not  stiff  enough  to  stand  35 
up  ;  the  serving  was  cut  to  pieces  in  the  blocks  and  was  not  renewed.  There 
was  no  difficulty  in  working  with  chains.  He  did  not  know  where  the  other 
Nielson  was ;  he  remembered  Neilson  having  otter  gear ;  he  had  wire 
slings  put  through  holes  in  the  board  on  the  *'  Hafnia,"  and  on  his  other  boat 
the  "  Dania."  40 

E.  Gawood,  skipper  of  the  "  Nyanza,"  a  boat  of  the  Defendants',  fished  with 
otter  boards  for  the  first  time  in  September  1895  ;  they  had,  as  slings,  four 
chains  ;  afterwards,  they  had  wire  strops  attached  to  the  board  by  shackles. 
The  wire  was  ordinary  trawl  warp  wire,  and  was  not  served  ;  the  strops  fell  on 
the  board  when  that  was  on  its  back.  45 

F.  Shappich,  mate  of  the  "  Danube"  to  the  end  of  1895,  remembered  some 
otter  boards  coming  aboard  in  September  1895  ;  they  had  wire  strops  with 
staples,  no  shackles ;  it  was  ordinary  trawl  wire,  and  served  ;  they  were  not 
stiff  enough  to  stand  up  if  the  board  was  on  its  back. 

G.  Norfolk,   boatswain  of  the   "Danube"   in  1895,  agreed   with  the   last  50 
witness. 

D.  G.  Small,  a  ship's  rigger  in  the  employ  of  The  Edinburgh  Ropery  Gompany, 
Hull,  received  orders  from  the  indoor  manager  of  the  Company  to  make  strops 
for  Hamling ;  he  got  the  wire  rope  from  Wood  ;  it  was  a  large  coil  of 
trawl  warp  from  the  *'  Nyanza,"  and  he  cut  off  the  strops.  He  put  some  55 
serving  on  without  instructions,  and  took  them  to  Wood,  The  strops 
would  not  stand  up  stiff ;  they  fell  down. 
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J.  R.  Ainsworthn  rope  manufacturer  at    LiTerpool,   made  wire  rope ;    it 

was  exclusively  used  for  trawl  warp  ;   he  sold,  ever  since  January  1894,  to 

the  Defendants,  trawl  warp  of  the  best  flexible  patent  crucible  steel ;  flexibility 

in  trawl  warp  was  valuable  ;  he  supplied  the  Defendants  with  the  most  flexible 

5  trawl  warp ;  he  supplied  stiffer  trawl  warp  in  Hull. 

Z>.  G.  Small  recalled. — ^The  wire  slings  produced  were  made  by  witness 
exactly  as  the  original  ones,  and  mounted  as  they  were  mounted  by  Wood ; 
they  would  fedl  down. 

-    T,  Hafnling^  managing  director  of  the  Defendant   Company,  stated  that 

10  the  Defendants  had  10  ships  ;  they  commenced  trawling  with  otter  boards  in 

September  1895  ;  they  put  the  otter  boards  on  the  ships  as  they  came  in,  first 

on  the  "  Danube."    They  were  fitted  by  wire  strops,  made  by  The  Edinburgh 

Ropery    Company^    the     order     being    given     to     Armitage^    the     indoor 

manager.    Witness  told  him  to  make  three  pairs  of  wire  strops,  and  to  get  the 

I  15  sises  from  Billy  Woods ;  the  strops  were  to  be  made  from  the  "  Nyanza's  " 

''  warp  ;  witness  did  not  want  it  to  be  wasted.     The  warp  was  bought  from 

Ainsivorth^  it  was  the  best  flexible  steel,  and  the  most  flexible  rope  ;  the  first 

three  strops  were  made  by  G*Pray.    [Bovsfleld^  Q.C. — My  friend  need  not  go 

into  this ;  I  should  not  ask  any  account  as  to  these.    Moulton^  Q.C. — It  goes  to 

20  the  honesty  of  the  Defendants'  case.    ROMBR,  J. — You  may  take  it  shortly.] 

They  were  all  made  by   0*Pfay  of    this  flexible  wire  rope.      The  twine, 

the  serving   that  is,  came  off  in  actual  use,  and  it  was  discontinued.      The 

Defendants  had  left  off  wire  strops  and  used  chains,  which  were  much  better ; 

the  rope  was  not  too  strong  for  the  work ;  the  shackles  were  used  to  adjust 

25  the  length.      The   Defendants    did  not  want  stiffness ;    they    prevented  it. 

Witness  ordered  the  three  boards  to  be  made  by  Wood^  who  showed  him  a  lot 

of  different  makes,  including  Hellier^Sy  and  witness  directed  him  to  make  them 

like  Hellier*8.    When  the  Defendants  took  up  otter  boards,  several  firms  were 

using  them,  nearly  all  with  chain  slings.     Witness  had  wire  slings  on  the 

30  ** Danube"  to  use  up  the  warp,  not  to  get  stiffness.      Gross-examined:   He 

changed  nets  because  other  people  got  more  haddocks  with  otter  trawls ;  he 

j  tried  first  with  the  old  beam  trawl  nets,  with  a  square  net,  and  giving  up  the 

beam.    As  to  the  conversation  with  Scott^  witness  met  him  and  asked  him  the 

price  of  a  license,  and  said  that  the  strops  he  was  fighting  about  were  all 

35  crumpled  up ;  he  asked  if  the  Defendants  could  come  to  an  arrangement,  and 

'  witness  said  he  thought  not.    He  never  mentioned  Scott's  name  to  Woody  and 

told  Wood  to  make  the  boards  like  Hellier's. 

J.  W,  0*Prayy  an  independent  ship  rigger,  had  made  wire  strops  for  the 
Defendants,  the  first  about  the   14th  of  September  1895;  witness   received 
I  40  instructions  from  Hamling  for   four  wire  strops   for  the  **  Niagara."      He 

told  witness  to  take  the  wire  off  the  "  Niagara,"  and  to  see  Wood  for  the 
measurements.  [^Moultony  Q.C. — This  witness  made  all  the  wires  after 
Small  had  shown  how  to  make  the  first  three  for  the  "  Danube." 
Bousfield^  Q.C. — My  case  is  confined  to  the  first  three.  Moultony  Q.C. — I  am 
45  entitled  to  prove  non-infringement.  ROMBR,  J, — I  should  declare  this  was  not 
an  infringement.'  You  can  put  your  case  shortly.]  Witness  continuing  : 
Wood  gave  the  measurement  and  told  witness  to  use  the  **Nyanza"  trawl 
warp,  but  gave  no  directions  as  to  serving.  Witness  made  them,  served 
in  the  customary  way,  for  the  *' Niagara"  and  "Orinoco,"  and  after  that, 
M>  unserved. 

Hamling  was  further  cross-examined. 

A.  Hudson^  dock  manager   for   the  Defendants,  saw  the  otter  boards  and 
wire  strops  on  the  "  Danube  "  ;  they  had  a  shackle  in  the  middJe  of  the  two 
wire  strops  ;  the  strops  were  not  rigid,  not  like  JFF  1.     They  were  made  of  old 
h^>  trawl  warp. 

C,  Whitey  carpenter  and  boat  builder,  employed  by  Hamling* s, — He  made 
nearly   all  the   boards,   except  those  of  the   "Danube,"  and  put  the  strops 
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on  ;  the  *'  Danube's  "  strops  were  no  different.    The  strops  all  lay  flat  to  the    ^ 
board,  drooping  down  with  the  weight  of  the  swivel  and  shackle. 

G,  T.  Armitagey  indoor  manager  of  The  Edinburgh  Ropery  Company^ 
was  instructed  by  ^Tam^m^,  in  September  1895,  to  make  wire  strops  for  the 
"  Danube,"  and  he  said  he  thought  he  could  utilize  the  old  trawl  rope  for  the  5 
strops.  Witness  gave  instructions  to  his  rigger  to  make  them ;  he  gave  no 
directions  for  serving ;  he  had  fitted  wire  strops  for  10  years ;  he  took  particular 
notice,  as  he  thought  wire  strops  would  be  good  for  his  firm.  The  warp  was 
steel  and  very  flexible,  and  the  "  Danube's  "  strops  were  not  so  stiff  as  the 
exhibits.    The  serving  was  quite  ordinary.  10 

J.  Vivian^  secretary  of  T?ie  Hull  Steam  Fishing  and  Ice  Gompany^  the 
Defendants  in  the  other  action,  stated  that  steam  trawling  commenced  about 
10  years  ago ;  the  otter  trawl  was  not  advantageous  without  steam,  the  net 
would  not  keep  open ;  the  beam  trawl  had  not  that  disadvantage ;  in  1890, 
Beeching^s  vessels  worked  the  otter  trawl ;  witness  next  heard  of  otter  15 
trawling  in  1893.  [^Boits/ieldy  Q.C.,  objected  to  the  evidence  on  the  ground 
that  evidence  could  not  be  given  of  specific  instances  ;  he  admitted  the  otter 
trawl  was  a  thing  in  common  use.  Moulton,  Q.C. — My  friend  opened  the  case 
as  if  the  otter  trawling  industry  was  due  to  the  Plaintiff.  Bousfield^  Q.C, 
objected  to  hearsay  evidence,  or  to  questions  on  particular  instances  of  otter  20 
trawling.  ROMER,  J. — I  shall  be  able  to  disregard  the  evidence,  if  it  is  not 
evidence.]  Witness  resuming :  He  knew  Neihon  made  voyages  with  otter 
trawls  on  the  **  Hafnia  "  and  "  Dania."  [ROMBR,  J. — He  does  not  seem  to 
have  seen  anything.]  Witness  saw  the  board  on  the  **  Hafnia  "  with  chains  on 
it  in  1893,  and  chain  slings  at  the  commencement  of  1894.  He  only  knew  of  25 
wire  slings  from  conversations  with  Neilson,  [RoMER,  J. — That  is  not  evidence  J 
Witness  knew  Neilson  went  a  voyage  in  the  "  Ceres  '  early  in  January  1895, 
and  had  the  otter  trawl  ;  he  saw  the  vessel  when  it  returned.  NieUon  had  a 
Tyne  boat,  in  March  1894,  with  his  gear.  Nielson  offered  his  gear  publicly  on 
June  5th,  1895.  May  18th,  1895,  was  the  date  of  the  first  license  granted  by  30 
Nielson  ;  a  good  many  steamers  took  licenses.  The  first  of  Scotfs  licenses  was 
taken  in  1894,  and  an  independent  boat  took  a  license  of  his  early  in  1895. 
Both  Scott's  and  Neilson's  gears  had  a  p^ood  start,  but  Nielson's  soon  got  the 
advantage  ;  in  Hull  this  year,  160  used  the  chains,  and  20  used  Scott's,  In 
Grimsby,  no  Grimsby  boat  had  ScotVs  gear,  except  three  Tyne  boats ;  all  the  35 
large  fleets  of  steamers  used  Nielson^s ;  that  had  the  advantage  of  a  greater 
spread,  and  the  higher  flow  of  the  head  of  the  net.  The  fleet  of  witness's 
Company  used  nothing  but  the  chain  slings.  Nobod}'  knew  where  Nielson 
was.  His  Company  used  |ths  chain,  Lloyd^s  tested,  and  that  was  not  too  strong ; 
it  broke.  40 

W.  M.  Agerskow  was  a  skipper  of  the  steam  trawler  "St.  I^wrence," 
one  of  the  Defendants'  boats ;  he  commenced  using  otter  boards  in  October 
1895,  with  wires,  up  to  December.  Witness  then  condemned  the  wires, 
because  they  could  not  be  kept  straight,  and  took  chains  instead.  No  diffi- 
culty was  found  in  fishing  with  chains,  no  difficulty  found  in  shooting  ;  45 
chains  were  handier  for  hauling  up  than  wires,  and  were  very  successful  in 
fishing ;  there  were  no  fouls.  ScotVs  gear  wasted  money  in  towing,  and  had 
disadvantages  in  hauling  up,  owing  to  the  bracket;  the  chains  were  safer. 
He  disagreed  with  Briggs :  the  whole  trade  of  Hull  was  working  the  otter 
boards.  50 

G,  Halletty  foreman  of  The  Kingston  Steam  Fishing  Company ^  went  to  sea 
in  the  "  Emerald,"  fitted  out  by  his  Company  with  Nielson's  gear,  chain  slings, 
and  the  net  with  the  headline  curved  back  ;  they  fished  alongside  the  "Pacific" 
fitted  with  Scott's  gear ;  the  "  Emerald  "  succeeded  best.  There  was  no  difficulty 
in  shooting  the  chains  or  in  hauling  them  in,  and  no  foul  hauls.  55 

H.  T.  Howard^  master  and  part  owner  of  the  steam  torawler  "Pelican," 
fished  with  the  Scott  hinged  bracket  and  with  chain  gear ;    he  fished  with 
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the  Scott  gear  on  one  side  and  the  NieUon  gear  with  chain  slings  on  the  other. 
There  were  fraps  (fouls)  with  both  gears  in  shooting.  Generally  one  was  as 
good  as  the  other.  Witness  preferred  the  chains  for  hauling  up.  Scott's  board 
had  to  be  hauled  in,  but  the  chain  boards  could  be  left  out  all  the  voyage. 
5  Both  of  the  boards  fell  down,  but  the  witness  could  now  manage  them  without 
heaving  up.    Witness  only  fished  with  chains  now,  and  had  given  up  Scott's. 

W.  H.  Morgan^  skipper  of  a  steam  trawler  "  Setter,"  preferred  chain  gear  to 
Scoti*s  ;  there  was  no  danger  in  shooting  chains,  and  there  was  a  difiBculty  in 
hauling  in  Scott\  which  was  a  serious  danger.    The  centre  attachment  of  Scott 

10  closed  the  mouth  of  the  trawl.    The  Scott  gear  cost  more  in  coal. 

T.  J.  Mortlock^  skipper  of  the  "  Gamecock,"  belonging  to  The  Pickering  Steam 
Trawling  Gompanyj  had  been  skipper  of  the  "  Mary  Stuart "  in  November 
1894.  It  had  Scott's  gear  with  a  fixed  bracket ;  it  was  dangerous,  when  hauled 
in,  to  life  and  property  ;  there  was  a  defect  of  the  centre  attachment,  which  did 

15  not  open  the  trawl  well,  and  prevented  the  ground  rope  dragging  the 
bottom.  There  was  no  difference  between  Scott's  and  the  chain  gear,  if  the 
board  fell  on  its  back.  Scott's  fouled  the  most,  and  witness  preferred  the 
chain  gear.     Since  August  he  had  only  worked  the  chain  gear. 

G.  Davidson  had  13  years'  experience  in  trawling,  and  joined   the   steam 

20  trawler  "  Pacific "  some  years  ago  ;  that  had  Scott's  gear,  the  solid  fixed 
brackets  and  the  centre  attachment.  There  was  a  defect  in  hauling  it  up,  which 
damaged  the  vessel  and  caused  loss  of  time ;  it  was  dangerous.  The  centre 
attachment  did  not  work  well,  and  closed  the  net.  He  had  fished  since  with 
chains  ;  they  were  a  lot  better  in  every  way. 

25       W.  WoolfCj  a  steam  trawl  owner,  first  saw  an  otter  trawl  in  Milford  Haven 

in  May  or  June  1895  ;  it  was  Nielsen's  trawl ;  he  then  heard  of  Scott's  trjiwl ; 

only  four  vessels  took  Scott's  gear,  and  they  had  all  discarded  it,  and  were 

using  chain  slings. 

J.  Archer,  skipper  of  the  steam  cutter  '*  Canada,"  had  used  the  chain  slings 

30  (never  Scott's),  and  they  answered.  He  had  good  catches,  and  no  trouble  ; 
only  one  foul. 

J.  Harper  had  20  years'  experience  in  trawl  fishing,  and  began  fishing  last 
year  with  Scott's  gear,  in  the  "  Mary  Stuart."  There  were  fouls  in  shooting  ; 
it  oaed  to  fish  very  fair.    The  boards  fell  on  one  side  or  the  other  and  laid 

35  the  trawl  down,  and  so  got  very  little  fish.  He  then  went  on  the  "  Otter " 
to  instruct  them  in  the  use  of  Scott's  gear.  The  fouls  were  caused  by  the  centre 
attachment.  There  was  diflSculty  in  hauling  up.  The  chain  gear  worked 
better,  and  got  very  fair  hauls. 

G.  White  measured  the  boards  on  the  "  Danube."    They  were  2  feet  7  inches 

M  from  the  fore  staple  to  the  back  staple  ;  with  the  exception  of  one  bracket  for 
the  "Niagara,"  he  made  all  the  rest  of  the  Defendants'  boards;  they  were 
4  feet  2  inches,  and  were  taken  from  Hellier's  boards. 

Dugald  Glerk,  J.  R.  Smith,  an  engineer's  manager,  and  J,  Swinburne  gave 
technical  evidence. 

45  (7,  Pickering,  a  steam  trawl  owner  at  Hull,  gave  evidence  that  Nielson's  gear 
was  first  brought  to  him  as  a  commercial  article  in  May  1895.  Nielsen's  was 
the  best  gear,  and  witness  decided  to  take  it  up  after  G,  Hallett  had  seen  it 
work  in  the  "  Emerald."  Nielson's  was  taken  up  by  a  number  of  firms,  who 
had  about  10()  vessels.     [Romer,  J. — What  is  this  evidence  for  ?     Upjohn. — To 

50  show  that  it  was  not  Scott's  patent  that  gave  an  impetus  to  the  trade.]  In  six 
weeks  60  or  70  vessels  were  using  Neilson's  gear.  Witness  never  took  any 
notice  of  Scott's  gear. 

J.  Robinson,  the  secretary  of  the  Defendant  Company,  J,  G.  Wilcocks, 
author  of  the  "  Sea  Fisherman,"   and  R.  W.  Aske,  the  ipanafeing  clerk  of  the 

d5  Defendants'  solicitors,  were  also  called  on  behalf  of  the  Defendants. 
Binmfield,  Q.C.,  asked  to  recall  witnesses. 
SOMBB,  t7. — ^Yes,  to  give  rebutting  evidence. 
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The  Plaintiff  J.  B.  Scott  was  recalled,  and  also  PT,  J.  Woody  who 
denied  Hamling's  statement  that  he  (Hamling)  instructed  the  witness  to 
make  the  boards  like  Hellier's  ;  and  W,  Ghajjman^  skipper  of  the  "  Mary 
"  Stuart,"  when  J,  Harper  was  a  hand  on  the  vessel,  contradicted  Harper*s 
statement  that  there  was  a  difficulty  about  ScotVs  board  twisting  round  and  h 
foulmg  the  net. 

H,  Golbecky  who  took  the  photographs  of  the  alleged  infringements,  stated 
that  he  tested  the  strength  of  the  Defendants^  brackets,  and  they  gave  an  inch, 
possibly,  but  not  more. 

J,  F.  Flannery  was  also  recalled.  10 

A  short  discussion  took  place  as  to  the  question  of  the  evidence  to  be  given 
in  the  next  case.  Counsel  for  the  Plaintiff  submitted  that  there  was  an 
arrangement  that  the  evidence  in  the  present  case  was  to  be  taken  as  evidence 
in  the  second  case,  except  as  to  infringement,  with  liberty  to  each  side  to 
supplement  it.  \  5 

Moultoriy  Q.C.,  agreed  that  that  was  the  arrangement,  except  as  to  the  liberty 
to  supplement ;  the  Defendants  had  sent  back  all  their  practical  witnesses. 

ROMER,  J, — I  cannot  prevent  Mr.  Bousjield  calling  witnesses  unless  there 
was  an  arrangement. 

Moulton^  Q.C. — ^Then  this  case  should  be  finished.  20 

ROMBR,  J. — Yes ;  and  then  I  will  hear  the  next  case,  on  the  evidence  given 
in  this  case,  with  either  side  supplementing  it. 

BousfiMy  Q.C. — I  had  no  idea  the  Defendants  would  have  so  many  witnesses 
as  to  catch  of  fish  and  utility. 

ROMBR,  J. — Mr.  Bousfield  can  strengthen  his  evidence  in  the  next  case,  but  25 
I  wiU  decide  this  case  first. 

Mmilton,  Q.C,  and  Upjohn^  summed  up  the  Defendants^  case. — There  are  two 
points — the  infringement,  and  the  validity  of  the  patent.  As  to  infringement, 
it  is  clear  that  the  Defendants  have  not  used  a  metal  bracket,  or  any  mechanical 
equivalent ;  if  what  the  Defendants  have  done  comes  under  the  patent,  the  30 
patent  is  invalid.  The  Plaintiff's  bracket  is  of  wrought  iron,  stiff  and  rigid  ; 
the  Defendants  first  used  flexible  wire  ropes  with  strops,  and  subsequently  they 
increased  the  flexibility.  It  is  admitted  that  otter  boards  had  been  used  with 
ropes  for  trawling,  and  Niehon  used  them  with  slings.  Scotts  boards  are  much 
bigger  and  heavier  than  the  Defendants',  and  the  strains  are  of  greater  size.  35 
The  evidence  shows  that  the  wire  ropes  were  used  by  the  Defendants,  without 
deviating  to  get  or  in  fact  getting  rigidity.  The  Plaintiff's  patent  cannot 
cover  that,  because  it  would  then  cover  rope  and  be  invalid.  Serving  was  a 
perfectly  common  thing,  and  was  done  to  save  the  fishermen's  hands,  not  to 
get  rigidity.  No  instructions  were  given  as  to  making  the  strops,  which  were  40 
quite  pliable  ;  all  that  the  Defendants  did  was  to  make  use  of  their  old  trawl 
rope  in  an  ordinary  way.  The  evidence  is  absolute  that  the  Defendants'  strops 
were  not  at  all  rigid,  and  fell  down.  As  to  the  strength  of  the  ropes,  other 
people  used  stronger  things,  which  broke  under  the  strains.  Niehon  found 
the  wire  rope  too  weak,  and  took  to  chains.  The  wires,  in  fact,  were  clearly  I'l 
not  as  strong  as  the  chains  now  used  by  the  Defendants.  What  the  Specification 
tells  the  public  they  are  not  to  use  is  metal  brackets,  which  connote  rigidity. 
There  was  no  attempt  by  the  Defendants  to  get  rigidity,  and  it  is  uncontr^ieted 
that  they  used  their  rope  in  the  ordinary  way.  I  ask  the  Court  to  find  that  the 
Defendants  did  what  a  man,  wishing  to  use  rope  for  slings  for  large  otter  5l) 
boards,  would  have  done,  if  the  Plaintiff's  patent  had  not  been  there,  for  purely 
business  reasons.  Hamling  only  knew  that  Scott  had  metal  brackets,  but  he 
knew  other  people  were  using  chains  and  slings,  and  rope  was  old.  Chains 
were  mechanical  equivalents  of  ropes  and  so  are  wire  ropes,  which  do  not 
require  invention  and  could  not  be  patented.  As  to  the  patent,  a  Defendant,  55 
in  order  to  protect  himself  and  have  his  case  properlj'  tried,  must  challenge 
validity  ;  he  must  give  anticipations  to  prevent  the  Plaintiff  spreading  his  net 
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too  wide.  It  is  not  suggested  we  have  infringed  the  centre  attachment. 
J[Bomtfieldy  Q.C.— Yes,  there  was  a  hole  in  the  middle.  ROMBR,  J. — ^There  was 
no  sQggestion  that  they  had  the  ropes  attached  to  the  centre  of  the  board. 
Bousfieldy  Q.C.  —  Yes,  the  Defendants  had  every  particular  of  the  board, 
5  including  the  central  hole.  ROMBR, «/. — I  am  taken  by  surprise  ;  I  thought  the 
only  question  of  infringement  was  the  metal  bracket.    I  shall  let  Mr.  Moulton 

I  recall  his  witnesses.    Bousfieldy  Q.C. — My  point  is  that  they  intended  to  use 

the  thing ;  I  have  no  evidence  they  actually  used  it.  ROMBR,  J. — I  think 
Mr.  Bausfield  is  entitled  to  refer  to  intention  ;  the  Defendants  were  using  the 
10  square  net,  but  I  did  not  think  the  Defendants  were  tying  to  the  centre  of  the 
board.  Bous/ield^  Q.O. — I  have  no  evidence  to  make  that  a  separate  point.]  It 
is  clear  that  the  Defendants  could  use  a  square  net  with  holes  at  the  sides  of 
the  board.  It  is  for  the  Plaintiff  to  show  that  an  attachment  to  the  central 
hole  was  used  ;   there  is  no  evidence  that  the  Defendants  used  it,  and  no 

1^  15  questions  were  put  to  the  Defendants*  witnesses  as  to  user  of,  or  as  to  intention 

to  use,  the  centre  hole.  It  is  not  fair  to  argue  as  to  intentions  ;  the  whole  fleet 
was  using  NieUorCs  gear,  with  chains  and  slings,  and  why  should  it  be  supposed 
that  the  Defendants  were  going  to  imitate  Scott  ?  There  was  no  suggestion  that 
Wood  was  instructed  to  put  a  centre  attachment.  [^Bousfield^  Q.C. — I  do  not 
20  care  about  the  centre  attachment.  ROMBR,  J. — Your  case,  I  suppose,  is  that 
Hamling  was  trying  to  imitate  Scotty  and  that  his  statement  as  to  Helller's  was 
untrue.]  The  point  is  a  surprise  to  me.  [ROMBR,  J. — I  follow  your  point  as 
to  holes,  and  as  to  the  square-headed  trawls  being  used  ;  but  that  leaves  other 
points.]  There  is  a  conflict  of  evidence  between  Wood  and  Hamling  as  to  the 
25  direction  to  imitate  Scott  or  Hellier.     Wood  put  it  like  ScotfSy  which  is  evidence 

I  as  to  what  he  understood ;  I  do  not  accuse  him  of  saying  what  he  did  not  think 

I  was  true,  but  Hamling  is  clear  that  he  chose  Hellier.    Even  supposing  he  did 

Bay,  "  In  the  position  of  ScotVs  board,"  that  was  open  to  everybody  ;  the  patent  is 
not  for  that,  but  for  the  metal  bracket.  Nearly  all  trawling  is  done  with  the 
30  otter  net,  and  the  Defendants  merely  went  on  using  the  beam  with  a  square  head, 
which  they  had  used  before.  Can  it  be  said  to  be  imitation  or  infringement 
because  the  Defendants  used  an  old  trawl  rope  and  kept  on  using  the  old  square 
head  till  they  got  an  otter  ?  That  was  put  on  after  three  voyages.  [Rombr,  J. 
— ^I  have  read  the  Specification ;  have  you  any  objections  besides  want  of 
35  utility  ?]  I  object  to  the  claim  for  the  central  attachment— Claim  2.  [ROMBR,  J. 
— ^Whatis  the  true  construction  of  that;  does  it  not  apply  only  to  square- 
headed  nets  ?]  It  may  be  so  confined,  and,  if  so,  I  should  criticise  it  very 
differently  than  if  it  applied  to  all  trawl  nets.  [Bovsfield,  Q.C. — It  is  only 
claimed  as  applied  to  square-headed  nets.]  Claim  o  must  be  limited  to  trawl 
40  nets,  just  as  Claims  1  and  2 ;  it  cannot  be  extended.  Claim  2  is  nothing 
but  a  better  way  of  attachment,  but  it  has  been  decided  (Kay  v.  Marshally 
2  Webs.  R.  34)  that  any  man  has  a  right  to  use  an  old  tool  in  the  best  way. 
It  is  not  a  new  manu&tcture  to  find  out  a  better  way  of  using  an  old  tool ; 
there  may  be  different  ways  of  attaching,  but  a  man  fishing  can  use  any  way, 
45  and  cannot  be  prevented  from  using  the  old  instrument  in  a  better  way. 
[ROMBR,  J. — ^My  impression  is  that  there  was  no  otter  trawl  like  the  Plaintiff's.] 
Beeching  proved  that  the  Defendants  used  a  bottom  and  top  attachment.  The 
patent  here  is  for  a  better  way  of  using  otter  boards  with  an  old  trawl  net,  a 
judicious  application  of  old  means,  and  ought  not  to  be  supported  (Kai/  v. 
50  Marshall).  Nourinfringement  is  the  chief  point  of  the  Defendants,  they  simply 
use  an  old  thing  for  an  old  purpose.  A  patent  cannot  be  obtained  merely 
for  varying  a  known  thing,  and  getting  slightly  varying  results.  There  is  no 
new  result  here  in  the  view  of  patent  law,  and  no  invention  ;  mere  variety  of 
result  is  not  good  subject-matter.  Here,  there  is  only  a  slightly  different 
55  adjustment,  which  cannot  be  patentable,  unless  it  gives  a  new  unexpected 
result,  or  has  great  utility.  Scott  thinks  this  useful,  but  it  has  difficulties, 
and  la  only  applicable  in  the  case  of  square-headed  trawls.    The  PlaintiflTs 
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witneBBes  say  they  like  ScoWa  method  of  attachment,  and  the  Defendants' 
witnesses  say  the  opposite  ;  therefore  there  is  no  case  of  utility.  Both  Nielson 
and  Scott  took  this  question  up  after  Beeching ;  and  Nielson^  using  the  otter 
net,  is  simply  running  away  from  the  Plaintiff ;  four  boats  out  of  every  five 
use  the  chain  slings.  Therefore  it  is  not  fair  to  give  Scott  any  credit  for  5 
bringing  in  otters.  It  is  said  that  NieUon's  patent  is  later  than  Scott's y  but 
people  often  take  out  patents  for  what  they  have  already  published.  Nielson 
kept  no  secrecy,  and  his  use  was  an  anticipation,  if  wire  rope  is  covered  by 
the  patent.  The  Defendants'  wire  strops  are  less  strong  than  Nielson's ;  he 
stopped  using  wire  slings,  because  they  were  not  strong  enough,  in  April  1893.  10 
His  boards  were  fitted  with  wire  slings  which  were  stiff  enough  to  stand  up 
pretty  well.  Otter  boards  of  Nielson' s^  fitted  with  wire  slings,  which  had  been 
used,  were  brought  to  be  fitted  with  chains  in  May  1893.  The  Defendants  are 
very  much  the  same  in  proportion  as  Nielson's.  [ROMBR,  J. — It  is  clear  that 
the  Plaintiff's  patent  cannot  prevent  wire  ropes  being  used  in  place  of  hemp  15 
ropes.]  Yes,  and  other  persons  besides  the  Defendants  used  them.  [ROMBB,  J* 
— Mamling  can  go  into  the  box  on  the  question  of  intention  to  infringe.] 

Hamling  re-examined. — The  Defendants  used  the  ordinary  beam  net,  and 
the  top  and  bottom  attachment ;  the  boards  were  arranged  under  witness's 
direction.  20 

Bousfieldy  Q.C.,  replied. 

ROMER,  J, — The  questions  involved  in  this  case  are  questions  of  fact  chiefly, 
and  of  considerable  difficulty,  but  I  have  the  evidence  before  my  mind  now 
very  clearly,  and  I  do  not  think  that  the  further  consideration  of  that  evidence 
will  enable  me  to  understand  the  case  more  clearly  than  I  do  at  present,  or  25 
alter  my  present  views,  and  I  therefore  think  it  right  to  deliver  judgment  at 
once. 

First,  with  regard  to  the  validity  of  the  patent.  At  the  date  of  this  patent 
there  were  two  kinds  of  trawl  known.  There  was  the  ordinary  trawl,  the 
beam  trawl,  which  was  commonly  used,  in  which  the  head  of  the  net  was  tied  HO 
to  the  beam.  That  had  certain  disadvantages,  chiefly  arising  from  the  enormous 
weight  of  the  beam,  and  its  liability  to  break.  The  other  trawl  known  is 
commonly  called  the  '*  otter  trawl."  As  generally  used  before  the  date  of  this 
patent,  it  had  not  a  square  head,  but  the  head  of  the  net  was,  if  I  may  use  the 
expression,  curvilinear,  it  swept  some  distance  back  from  the  sides  of  the  net.  36 
The  sides  of  the  net  had  attached  to  them  the  well-known  otter  boards,  which 
served  to  keep  open  the  net,  and  answer  the  purposes  of  the  beam  in  the 
ordinary  trawl.  These  otter  boarclH,  at  the  duto  of  the  Plaintiff's  patent,  were 
towed  by  means  of  ropcn  or  chains  fixed  on  the  otter  boardn. 

The  Plaintiff's  invention,  shortly  speaking,  was  this — he  was  dealing  in  his  40 
patent  with  the  ordinary  beam  trawl,  and  I  agree  that  that  kind  of  trawl  is  the 
one  he  was  alone  dealing  with,  so  far  as  he  refers  to  trawling  nets.    He  was 
dealing   with  the  ordinary  beam  trawl.     He  thought  he   would  be  able  to 
obtain  the  advantage  of  the  beam  trawl,  the  advantage  of  having  the  square- 
headed  net,  and  do  away  with  the  disadvantages  attaching  to  it  by  reason  of  45 
the  heavy  beam,  by  having  otter  boards  of  a  particular  cl^racter.     In  order  to 
obtain  the  advantage  he  wished  of  the  square-headed  net  without  using  the 
beam,  he  had  to  exercise  ingenuity. in  the  construction  of  his  otter  boards,  and 
he  made  two  improvements.     In  the  first  place,  if  you  were  going  to  use  these 
otter  boards  for  the  square-headed  net,  where  the  pull  from  the  head  rope  is  50 
of  necessity  somewhat  at  right-angles  to  the  plane  of  the  otter  board,  you 
would  have  by  some  means  to  provide  against  the  tendency  of  the  board  to 
rotate  about  its  axis  by  reason  of  the  transverse  pull  of  the  head  rope  against 
the  plane  of  the  board.      That  he   provided   against   by  departing  from  the 
ordinary  way  in  which  the  boards  had  been  used  in  the  ordinary  otter  net,  the  55 
ordinary  way  being  to  attach  the  head  rope  to  the  top  of  the  tail  of  the  board, 
and  the  ground  rope  to  the  bottom.     He  affixed  his  three  ropes,  his  head  and 
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his  groand  rope,  and  his  wing  rope  to  the  centre  of  the  board.  That  was  one 
improvement ;  a  further  improvement  he  made  in  his  otter  board  was  this, 
he  wanted  to  obtain  a  fixed  point  of  attachment  at  which  the  head  rope  could 
be  fixed — a  point  fixed  relatively  to  the  board.  To  do  that  he  adopted, 
5  instead  of  the  ordinary  ropes  that  had  been  used  on  the  boaMs,  metal 
brackets,  so  that  whatever  forces  there  might  be,  within  reason,  exerted  in  the 
sea  upon  the  boards  by  the  towing  ropes,  you  had  a  fixed  point  on  which  the 
tow  rope  coold  act  relatively  to  the  board. 
Those  were  the  alterations  he  made,  and  his  claim,  accordingly,  in  his  patent, 

10  was,  first,  the  combination  of  the  two  improvements  I  have  mentioned,  and 
then  he  claimed,  separately,  the  central  attachment  of  the  ropes  to  the  central 
hole  in  the  tail  of  the  board,  for  the  purposes  specified  in  the  Specification, 
which  I  have  referred  to.  He  also  had  a  separate  claim  for  the  metal 
braokets. 

Now,  first  let  me  say,  as  it  is  a  question,  to  a  certain  extent,  of  the 
construotion  of  the  patent,  that  I  agree  that  throughout  the  Specification,  when 
he  refers  to  a  trawl  net,  he  is  speaking  of  the  ordinary  or  beam  trawl.  Of 
course,  when  you  come  to  deal  with  questions  of  infringement,  it  does  not 
follow  at  all  that,  though  he  is  referring  in  his  claims  to  the  ordinary  trawl 

20  net,  you  could  take  either  of  his  two  improvements  and  apply  it  to  a  net 
which  could  not  be  called  the  ordinary  trawl  net,  without  running  the  risk  of 
an  infringement.  Whether  you  infringe  or  not  would  depend  on  the 
circumstances  of  each  case,  and  certainly  with  regard  to  Claim  3,  which  refers 
to  metal  brackets,  seeing  that  if  you  apply  the  metal  brackets  to  a  board,  and 

25  use  that  for  the  purpose  of  a  net,  which  could  not  be  said  to  be  strictly  the 
ordinary  trawl  net — not  a  square-  headed  net,  but  a  net  which  had,  to  a  certain 
extent,  a  curvilinear  sweep  backwards — yet  I  should  hold  such  an  application 
of  the  Plain tifTs  metal  bracket  boards  to  the  curvilinear  sweep  an  infringement, 
and  for  this  reason,   that  you  would   obtain  the   whole  advantages  of   the 

30  PlaintiflTs  improvement  of  the  metal  brackets  when  applied  to  the  kind  of 
otter  net  that  I  have  mentioned.  He  patents  the  improvements  as  much 
with  regard  to  that  net  as  he  did  with  the  purely  square-headed  net.  On  the 
other  hand,  as  at  present  advised — 1  think  I  need  not  say  more,  because  the 
qoestion  does  not  arise  in  the  action  before  me — I  should  not  be  disposed  to 

35  hold  that  you  would  infringe  the  second  claim,  which  referred  to  the 
attachment  of  the  rope  to  the  centre  hole  in  the  tail  of  the  board,  in  a  case 
where  you  were  using  that  attachment  for  an  ordinary  otter  net,  and  for  this 
reason,  that  I  do  not  think  in  that  case  you  would  obtain  the  advantages 
which  the  Patentee  was  seeking  to  obtain  by  the  attachment  of  his  ropes  to  his 

40  board  with  reference  to  the  square-headed  net. 

That  being  the  Plaintiffs  invention,  and  the  claims  in  his  Specification,  the 
first  question  is, — Were  those  improvements  that  I  have  mentioned  new,  or 
were  they  anticipated  ?  Undoubtedly,  in  my  opinion,  on  the  evidence  before 
me,  they  were  not  anticipated,  and  the  only  remaining  questions,  therefore, 

45  to  be  considered  are, — ^Were  the  improvements  useful,  and  did  they  require 
invention  ? 

Speaking  generally,  I  have  come  to  the  conclusion  that  the  two  improvements 
had  some  advantages.  1  also  think  that  there  were  some  disadvantages 
connected  with  them.     I    do    not    think    the   discovery    or    invention  of  the 

50  Plaintifl'  can  be  considered  a  great  one.  I  do  not  think  the  improvements 
could  be  said  to  be  of  very  great  utility,  but  I  think  they  had  some  utility, 
and,  as  a  whole,  I  think  sufficient  to  support  a  patent ;  and  I  also  think  there 
was  sufficient  invention  required  to  effect  those  improvements  which  would 
support  and  afford  good  subject-ma^tter  of  a  patent. 

55  I  may  state,  shortly,  with  reference  to  the  central  attachment  improvement, 
that,  in  my  opinion,  as  the  result  of  the  evidence,  it  was  useful  in  obtaining 
the  adtantages  of  the  otter  boards  with  the  square-headed  net ;  the  advantage 
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I  have  already  indicated  being  that  it  enabled  the  board  to  withstand  the  pall 
of  the  head  rope  against  the  plane  of  the  board.  And,  undoubtedly,  in  my 
opinion,  a  square-headed  net  is  preferable  in  some  cases  to  the  common  form 
of  the  otter  net — ^for  example,  when  used  in  shallow  waters.  On  the  other  hand, 
I  agree  that  there  may  be  certain  disadvantages  connected  with  the  use  of  5 
the  central  attachment,  as,  for  example,  in  their  having  some  tendency  to 
spin  about  the  axis  of  the  board. 

The  conclusion  I  come  to  with  regard  to  this  improvement  is  that  some 
persons  would  prefer  the  improvement  with  its  accompanying  disadvantages 
to  using  the  ordinary  otter  net — ^that  is  to  say,  the  not-square-headed  net  10 
with  the  ordinary  attachment;  I  think  it  is  very  likely  that  some  people 
would  prefer  the  ordinary  otter  net  with  the  ordinary  attachment ;  but  the 
Plaintiff's  invention,  to  my  mind,  gave  the  public  a  useful  choice. 

Some  similar  remarks  apply  to  the  Plaintiff's  second  improvement,  that  of 
t^e  metal  brackets.    I  think  that  having  a  central  fixed  point  relatively  to  15 
the  board  to  which  the  tow  rope  could  be  attached  had  an  ad  vantage,  not  in  the 
ordinary  pulling,  or  what  I  may  call  the  ordinary  use  of  the  board,  but  under 
special  circumstances  likely  to  occur  in  the  ordinary  work  of  a  trawler's  life. 
For  example,  I  think  it  had  uses  in  cases  where  the  net  is  shot  from  the 
trawling  vessel  at  a  time  when  there  is  often  a  great  strain  put  upon  it,  or  a  20 
sudden  strain  put  upon  the  board.    I  think  it  was  useful  in  shooting  for  the 
purpose  of  preventing  fouling.     I   do  not  myself  think,  although  it  is  not 
perhaps  necessary  for  me  to  decide  the  point,  that  there  was  any  real  practical 
use  of  the  metal  bracket  when  the  board  is  on  the  ground,  which  sometimes 
happens  when  the  vessel  has  to  stop — ^that  is  to  say,  any  advantage  over  the  25 
ordinary  rope  used  with  boards.     I  think  it  would  have  an  advantage  possibly 
over  chains,  though  even  as  to  that  I  am  doubtful,  but  I  think  it  would  have 
no  real  advantage  over  ordinary  ropes  used,  seeing  that  the  kind  of  ropes  which 
would  have  to  be  used  for  a  board  of  this  size  would  of  themselves  be  so  stiff 
as,  I  think,  practically  to  answer  all  the  purposes  required  of  keeping  the  board  30 
from  resting  on  its  back  at  the  bottom  of  the  sea  in  the  cases  which  I  have 
mentioned.     I  think  even  in  this  case,  the  case  of  this  improvement,  there 
might  be  certain  disadvantages  compared  with  the  chains  on  the  boards ;  for 
example,  in  certain  cases  possibly  the  board  with  the  chain  slings  might  more 
readily  be  got  up  to  and  fixed  by  the  side  of  the  vessel.    But  I  come  to  the  35 
conclusion  that  here,  again,  as  with  reference  to  the  first  improvement,  there  are 
some  who  would  prefer  the  improvement  with  any  disadvantage  there  might 
be  attached  to  it,  and  others  who  would  not.     But,  again,  it  gave  the  public,  in 
nay  mind,  a  useful  choice.     I  think  there  was,  as  I  have  said,  utility,  and  suffi- 
cient, in  my  mind,  even  on  this  case  alone,  to  justify  a  claim  to  this  improve-  40 
ment,  and   sufficient  invention  to  sustain  the  patent.    I  therefore  hold  the 
patent  valid. 

Now  I   have  to  deal  with  the  question  of  infringement.    That  is  also  a 
question  of  great  nicety  and  difficulty.     No  doubt  the  Defendants  here  have 
not  used  the  Plaintiffs'  central  attachment.    The  only  part  of  his  invention,  if  45 
any,  that  they  have  used  is  that  which  relates  to  the  metal  brackets.    Now  a 
question  such  as  arises  here,  whether  what  the  Defendants  have  done  amounts 
to  an  infringement  of  the  claim  to  the  metal  brackets,  is  one  of  great  difficulty, 
for  this  reason.    On  the  one  hand,  I  should  not  myself  allow  a  person  to 
obtain  the  benefit  of  the  fixed  central  point  of  attachment  by  a  merely  colourable  50 
use  of  metal  ropes  instead  of  metal  brackets.    If  I  thought  that  the  Defendants, 
using  as  they  did  metal  ropes  to  their  boards,  and  not  metal  brackets,  strictly  so 
called,  were  using  metal  ropes  practically  so  rigid,  having  regard  to  the  forces 
ao  work  at  sea,  where  the  boards  are  used,  as  to  give  them  the  benefit  of  the 
fixed  centi-al  point  of  attachment,  I  should  hold  that  they  had  been  infringing  55 
if  their  metal  ropes  were  for  the  purpose  I  have  indicated — practically  only  a 
mechanical  equivalent  for  the  metal  brackets.    On  the  other  hand,  regard  must 
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be  paid  to  this  consideration.  These  boards  had  been  used,  before  the  date  of 
the  PiaintifiTs  patent,  with  ropes.  Ropes  required  to  pull  boards  of  this  weight 
and  size  through  the  sea,  where  enormous  pressure  is  exerted,  must  of  necessity 
be  large  and  with  considerable  stiffness,  the  size  and  stiffness  of  the  ropes 
5  naturally  increasing  with  the  size  of  the  board  used,  and  the  power  of  the 
Teasel  towing ;  and  I  agree  that  when  you  are  using  such  very  big  boards  as 
are  now  being  used,  towed  by  the  large  vessels  that  are  now  used — ^the  steam 
trawlers — it  was  natural  and  open  to  any  of  the  public  to  use  metal  ropes 
instead  of  the  hemp  ropes.    I  think,  myself,  that  would  have  been  a  natural 

10  thing  for  the  public  to  do,  and  a  thing  they  were  entitled  to  do.  In  fact,  I 
think  that  probably,  with  a  view  to  the  Plaintiff's  invention  of  metal  brackets, 
the  hemp  ropes,  instead  of  wire  ropes,  for  such  boards  as  these,  if  you  could 
get  hemp  ropes  strong  enough  to  bear  the  strain,  would  probably  be  even  stiffer 
than  wire  ropes ;  and  therefore  it  is  clear  that  you  cannot  hold  that  to  be  an 

15  infringement  which  only  amounts  to  a  reasonable  use,  f dr  the  purpose  of  these 
boards  being  as  lai^e  as  they  are,  of  ropes,  whether  of  hemp  or  of  wire.  Indeed, 
if  the  patent  could  be  said  to  be  one  covering  the  use  of  all  wire  ropes  of  any 
substantial  stiffness,  I  think  the  patent  would  be  bad.  But,  in  my  opinion, 
that  is  not  the  patent.    The  patent  is  one  for  metal  brackets.    The  advantage 

20  of  metal  brackets  I  have  indicated,  and  the  patent  so  limited  is  good.  But  for 
the  reasons  I  have  given,  the  question  as  to  whether  the  use  of  metal  ropes 
infringes  the  claim  to  the  metal  brackets  is  one  of  great  diflBculty,  and  I 
have  pointed  out  the  two  considerations  which  have  to  guide  the  Court  in 
considering  the  question  of  infringement. 

25  Now,  the  particulars  of  user  given  in  the  Particulars  of  Breaches  delivered  by 
the  Plaintiff  in  this  action  refer  to  the  use  of  the  boards  used  by  the  Defenda^jts 
in  September  1895 — in  or  about  that  month — in  certain  vessels  which  are 
named.  I  am  satisfied — ^in  fact,  it  is  not  challenged  by  the  Plaintiff — ^that  the 
user  in  all  these  vessels,  other  than  the  "  Danube,"  was  no  infringement.    The 

30  only  question  of  diflBculty  in  this  case  is  whether  the  user  on  board  the 
**  Danube  "  was  an  infringement.  As  I  have  said,  the  case  as  to  the  user  on 
the  "  Danube  "  is  a  doubtful  and  diflBcult  one.  No  doubt  if  you  simply  look 
at  the  wire  rope  used  by  the  Defendants  on  one  of  their  boards,  as  shown  in 
the    photographs    that    are  in    evidence  (JRS  6    and  7),  the  wires    are    of 

35  considerable  strength  and  stiffness  in  themselves,  with  regard,  that  is  to  say, 
to  merely  attaching  or  holding  them  with  slight  force ;  and  still  stiffer  in 
appearance  are  the  wire  ropes  produced  by  the  Plaintiff,  as  showing  what, 
according  to  him,  the  user  was  on  board  the  "Danube."  That  is  exhibit 
JFF  1.     I  ought  to  add  at  once,  with   regard  to  these   later  exhibits,  that 

40  doing  the  best  I  can  to  arrive  at  a  conclusion  on  the  conflicting  evidence  before 
me,  I  think  JFF  I  was  stiffer  than  what  was  used  by  the  Defendants  on 
board  the  "Danube."  The  evidence  on  this  point  is  somewhat  conflicting. 
On  the  one  hand,  Mr.  TFborf,  and  another  witness,  I  think,  for  the  Plaintiff, 
thought  that  what  was  used  on  the  "  Danube  "   was  as  stiff  as  JFF  1 ;  on 

45  the  other  hand,  Armitage^  and  other  witnesses  for  the  Defendants,  said  they 
were  not ;  making  all  allowances  for  what  can  be  said  pro  and  con^  and  for  the 
exaggeration  of  certain  witnesses  for  the  Defendants,  the  result  I  come  to  on 
this  bye-point,  so  to  speak,  is  that  JFF  1  was  stiffer  than  the  wire  used  on 
board  the  "  Danube." 

!>0  But,  as  I  have  said,  the  wires  shown  on  the  photographs,  which,  undoubtedly, 
are  wires  used  by  the  Defendants  on  their  boards  on  the  "  Danube,"  merely 
looking  at  them,  are,  of  course,  of  a  certain  stiffness,  of  necessity,  as  I  have 
pointed  out.  The  question  is, — ^Are  they  so  stiff  as  to  make  the  wires  rigid  for 
the  purpose  of  producing  a  fixed  point  to  which  the  towing  rope  would  be 

56  attached,  having  regard  to  the  purposes  of  the  Plaintiff's  patent,  and  having 
regard  to  the  forces  which  are  exerted  at  sea  in  respect  to  these  boards? 
Wires  may  look  very  stiff  from  the  point  of  view  of  a  landsman,  merely  looking 
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at  them  od  the  board,  bat  considered  with  reference  to  the  large  forces 
exerted  in  these  cases  of  trawling,  they  may  be  very  pliable.  That  the  forces 
that  have  to  be  dealt  with  with  reference  to  this  patent  are  very  considerable 
is  clear  from  the  evidence  of  Mr.  Scott  himself.  At  page  16  of  the  evidence, 
in  answer  to  a  question  from  me  (205),  he  said,  that  if  a  pull  of  six  or  seven  5 
tons  would  make  the  wires  lie  practically  flat  on  the  board  they  would  not 
answer  his  purpose,  and  though  I  think  that,  in  that  answer,  the  Patentee 
may  have  been  a  little  hard  on  himself,  unduly  liard,  and  I  do  think  that,  still 
I  cite  the  answer  for  the  purpose  of  showing  that  it  is  common  ground  that  the 
forces  exerted  are  very  considerable.  10 

Now  the  wires  that  were  used  by  the  Defendants  on  board  the  "  Danube " 
were  not,  in  my  opinion,  too  strong  for  the  purpose  for  which  they  were  used, 
not  too  strong  for  the  purpose  of  ropes,  having  regard  to  the  forces  that  were 
used.  Indeed,  there  is  evidence  that  these  wires  were  not  strong  enough,  seeing 
that  the  tendency  was  to  make  them  stretch.  The  wires  that  were  used  by  the  15 
Defendants  on  these  boards  were  of  a  pliable  character  comparatively,  compared 
with  other  wire  ropes  that  could  have  been  used.  In  fact,  if  you  used  wire 
ropes  at  all  you  could  not  get  a  quality  of  rope  more  pliable,  having  regard  to 
the  strength  to  be  used. 

Bearing  these  considerations  in  mind,  I  have  to  settle  the  very  doubtful  20 
point,  whether  or  not  the  wire  ropes  used  on  the  "  Danube  "  did  or  did  not 
amount  to  an  infringement  of  the  Plaintiffs  invention  so  far  as  relates  to  the 
metal  brackets.    Doing  the  best  I  can  with  a  very  difficult  question,  balancing 
and  dealing  as  fairly  as  I  can  with  the  evidence,  which  is  very  conflicting,  the 
conclusion  I  come  to  is  that  infringement  has  not  been  established  to  my  satis-  25 
faction.    The  onus  of  proving  it  was  on  the  Plaintiff,  and  that  onus,  in  my 
opinion,   has  not  been  sufficiently  discharged.     I  therefore  come  to  the  con- 
clusion that  there  has  been  no  infringement.    I  think  that  the  Defendants  have 
just  escaped  using  wire  ropes  of  such  strength  and  rigidity  as  to  make  them 
answer  the  purpose  substantially  of  the  Plaintiff's  metal  brackets  ;  and  for  that  30 
reason,  and  on  that  ground  alone,  I  hold  there  was  no  infringement. 

It  follows  that  the  action  fails,  but  I  think  it  right  in  dealing  with  the  costs 
to  deal  with  them  in  this  manner.  The  action,  of  course,  must  be  dismissed  on 
the  ground  I  have  mentioned,  but  I  think,  in  dismissing  it,  there  should  be  a 
statement- made  as  to  the  validity  of  the  patent,  and  I  will  order  the  Defendants  35 
to  pay  the  costs  of  the  issue  on  the  validity  of  the  patent.  On  the  other  hand, 
I  think  it  would  be  just,  as  the  Plaintiff  has  failed,  that  he  must  pay  to  the 
Defendants  the  costs  of  the  issue  on  Infringement.  There  will  be  a  set  off  as 
to  the  costs,  and  I  make  no  further  order  as  to  costs — that  is  to  say,  I  wish  it  to 
be  distinctly  understood  that  I  award  neither  side  what  is  sometimes  called  the  40 
general  costs  of  the  action.  I  simply  award  the  costs  of  the  two  issues,  and 
nothing  more,  if  there  be  anything  more — I  do  not  know  that  there  ought 
to  be  in  this  action — ^but  I  award  only  the  costs  of  the  issues  I  have 
mentioned  in  the  way  I  have  mentioned,  with  a  set  off. 

Bousfield,  Q.C.,  asked  for  a  certiflcate  that  the  validity  of  the  patent  had  come  45 
nto  question  ? 
ROMBR,  J. — ^Yes. 
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IK  THE  High  Cottrt  op  Justice. — CHAKCBRt  Division 

Before  Mb.  Justtcb  Rombr.— December  5th,  1896. 

BcoTT  v.  Thb  Hull  Steam  Fishing  and  Ice  Company,  Ld. 

Patent — Action  for  infringement. — Colourable  imitation.— Infringetnent. — 
5  Alleged  experimental  user. — Costs. 

This  was  an  action  for  infringement  of  the  patent  sued  upon  in  the  previously 

reported  case  of  Scott  v.  Hamling  and  Co.  (ante;?.  123).     The  Pleadings  ivere 

similar  to  the  Pleadings  in  such  auction,  hut  the  infringement  was  different. 

It  was  agreed  that  the  evidence  taken  in  the  other  action  should  apply  to  this 

10  action^  supplemented  by  any  further  evidence  necessary. 

Evidence  was  given  to  the  effect  that  the  Defendants  had  constructed  and  used 
a  fishing  apparatus  similar  to  the  Plaintiff's,  with  the  difference  that,  instead 
of  the  metal  brackety  which  gave  a  rigid  attachment,  they  had  substituted  {1)  a 
metal  post  placed  in  the  centre  of  the  wire  ropes,  and,  on  complaint  of  the 
.  5  Plaintiff,  {2)  a  wooden  post  or  chock  of  wood  similarly  placed,  the  post  or  chock 
in  each  case  effecting  a  rigid  attachment.  The  Defendants  contended  tfiat  their 
user  was  merely  experimental. 

ffeldy  that  the  Defendants'  apparatus  was  a  coUnirable  imitation  of  the 
Plaintiffs ;  that  t?ie  Defendants'  user  was  not  experi?nental,  but  it  was  not  a 
20  case  where  an  injup>ction  was  necessary,  and  nominal  damages  were  given. 

This  was  an  action  for  infringement  of  the  same  patent  as  in  the  previously 

reported  cafae  of  Scott  v.  Hamling  and  Co.,  Ld.    The  action  was  commenced 

on  the  12th  of  July  1895.    The  Pleadings  were  the  same  in  both  actions,  except 

on  the  point  of  infringement ;  in  this  case  the  Particulars  of  Breaches  alleged 

25  user  of  infringing  apparatus  in  the  steam  trawler  "  Madras." 

The  same  Counsel,  instructed  by  the  same  solicitors,  appeared  on  behalf  of  the 
Plaintiff  and  Defendants,  respectively,  in  this  case  as  in  the  other. 
Moulton,  Q.C. — I  accept  the  judgment  as  to  validity  in  the  other  case. 
Bousfield,  Q.C. — ^Then  I  shall  give  no  supplementary  evidence,  except  on  the 
30  question  of  infringement    The  infringement  was  in  May  to  July  1895.    The 
Defendants  were  discovered  to  be  using  an  otter  board  with  a  metal  post  in  the 
centre.    On  the  11th  of  June  the  Plaintiff  complained.    On  the  13th  of  June 
the  Defendants  wrote  that  they  would  take  out  the  stanchion.    Subsequently  the 
Plaintiff  found  out  that  the  Defendants  were  using  a  wooden  post  instead.    On 
35  the  27th  of  June  they  were  again  infringing.    There  was  some  further  corre- 
spondence.   It  is  a  question  of  intention  in  this  case.  The  Plaintiff  has  received 
information  that  the  Defendants  made  five  sets  of  apparatus,  (I)  a  board 
4  feet  1  inch  in  length,  with  metal  brackets  ;  (2)  a  big  board,  having  stiff  metal 
brackets ;   (3)  then  a  board  with  a  metal  stanchion  ;  (4)  then  one  with  a 
40  lignum  vitsB  stanchion  ;  and  (5)  with  a  notched  wooden  post  like  the  exhibit. 
Moulton,  Q.C. — My  friend  must  prove  this.    My  case  is  that  we  had  one 
comparatively  low  post  of  lignum  vitae  with  which  one  haul  was  made,  and 
it  was  never  used  again,  and  also  one  with  a  wooden  post,  which  was  never 
used  at  all. 
45      Bousfield^  Q.C— We  ask  for  an  injunction. 


144  REPORTS  OF  PATENT,  DESIGN,        [Feb.  24, 1897, 

Scott  V.  The  Hull  Steam  Fishing  and  Ice  Company^  Ld, 

MmiUon,  Q.C. — The  statements  as  to  the  ir6n  bracket  is  denied ;  the  wooden 
post  was  a  mere  experimental  user.  [ROMBR,  J. — I  never  heard  of  that  before.] 
In  Frearson  v.  Loe^  L.R.  9  Ch.D.  pp.  48,  66,  it  was  laid  down  that  a  person 
was  not  necessarily  liable  for  a  mere  experimental  use  of  the  invention.  The 
lignum  vitsB  chock  was  a  made-up  loose  post,  and  it  was  not  effective,  and  came  5 
out ;  if  it  had  been,  it  would  have  been  a  mechanical  equivalent. 

Bousfieldy  Q.C.— Then  there  ought  to  have  been  a  different  correspondence 
before  action.  The  Defence  does  not  suggest  experimental  user,  but  simply 
non-  infringement. 

Knell  was  called. — ^He  gave  evidence  that  he  had  been  in  the  employment  of  10 
the  Defendants  for  13  years  till  the  end  of  last  month.    He  had  instructions 
from  the  foreman  shipwright,  Stevens^  to  make  a  model  otter  board,  and  made 
it  4  feet  1  inch  long  and  2  feet  broad.    It  was  a  grooved  board,  furnished  with 
a  small  pair  of  brackets,  metal,  not  painted  ;  they  looked  like  iron.    Witness 
helped  Stevens  to  put  the  bracket  on  ;  it  was  like  the  exhibit,  so  that  the  top  15 
points  of  the  brackets  came  together ;  witness  afterwards  saw  a  bigger  board, 
similarly  fitted ;  it  was  8  or  9  feet  long  and  4  feet  wide  ;  the  fittings  were 
stronger.     The    witness    remembered    another  board  with    a  lignum    vitas 
stanchion  in  the  centre,  with  an  eye  at  one  end  and  a  socket  at  the  other ; 
witness  saw  it  fitted  in  the  Defendants'  yard  ;  a  shackle  through  the  eye,  four  20 
chains  fastened  to  the  board  with  staples;   they  were  tight.     The  shackles 
were  at  the  end,  about  the  centre.    The  socket  was  cut  square.    The  board  had 
an  iron  keel,  and  was  about  8  feet  long.    Witness  did  not  make  the  large  board. 
There   was  another  board  built,  with   a    built-up   post  of  lignum  vitaB ;   it 
had  a  shackle  at  the  end,  in  the  middle  of  the  board,  which  was  9  feet  long.  25 
Witness  could  not  say  if  it  had  one  hole  or  two  for  attachment.    The  "  Madras  " 
steam  trawler  was  in  the  St.  Andrew's  Dock  when  these  were  being  made. 
Stevens  simply  said  the  Defendants  were  going   for  otter  boards.      Gross- 
examined  :  The  first  board  was  a  model ;  he  did  not  know  what  the  metal  was, 
or  what  became  of  the  model ;   the  second  board  was  9  feet  by  four  feet,  30 
and  had  brackets  of  a  kind  of  metal ;   they  were  fixed  and  hard.    It  was  a 
practical  board  with  metal  brackets.    This  was  in  the  summer.    The  board  was 
made   in  the  yard,  but  the   witness  could  not  say   who  made  it,  or  who 
provided  the  brackets.     [^Moultony  Q.C. — This  is  denied  by  the  Defendants.] 
Stevens    would   know.      Witness  did   not  say  that  he  did   it,  but  he  saw  35 
the  board.    Witness  could  not  give  the  names  of  the  carpenters.    Bloomfield 
was    the   only  man  working  in   the    yard,  and    there  was  an  apprentice. 
Witness  did  not  see  the  board  till  it  was  finished,  and  did  not  know  where 
it  was  made.    His  shop  was  in  part  of  the  yard,  and  he  saw  the  board  in 
the  yard  standing  up,  when  he  was  walking  along  on  the  side  of  the  shop.  40 
He   saw   it   for  a   week.     He    judged   the   brackets    were    iron    by  seeing 
them.    That  board  had  no  chains  on.    The  witness  did  not  know  when  it  was 
taken  away,  or  on  what  ship  it  was  put.    Carpentering  was  done  everywhere. 
Witness  could  not  say  that  the  Defendants  made  any  other  otter  boards ;  they 
had  30  steamers.    When  he  went  in  front  of  his  window  he  could  see  the  yard ;  45 
he  could  not  say  whether  other  boards  were  made ;  he  had  never  seen  any 
others.    He  had  nothing  to  do  with  the  others  which  he  saw  ;  he  saw  them 
in  the  same  way  going  by  his  window.    The  first  he  saw  had  iron  brackets ; 
the  stanchion  was  out,  and  he  saw  it  afterwards  in.    Witness  could  not  give 
the  name  of  any  other  person  in  the  yard.    He-examined:  Witness  made  the  50 
model  with  Stevens^  and  saw  the  other  three,  and  nothing   more.     He  had 
a  character  from  the  Defendant  Company,  signed  by  Vivian^  the  secretary. 

Macartney  stated  that  he  was  a  foreman  to  the  Defendant  Company.    He 
shipped  on  the  "  Madras,'*  and  was  on  the "  Sark "  before  that.    He  was  on 
board  four  days  before  the  ship  sailed.    It  was  some  time  in  June.    The  beam  55 
trawls  were  shifted,  and  otter  boards  were  put  on  board.    The  starboard  board 
had  a  lignum  vitse  post  and  four  chains,  which  were  tight  when  the  poet  was 
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pat  in,  and  the  post  was  tight,  bat  could  be  unshipped  ;  the  post  was  fitted  in 
a  round  hole  in  the  socket ;  he  could  not  say  if  there  were  holes  for  attach- 
ment at  the  end.  The  chains  could  not  be  shaken  when  the  post  was  in. 
The  port  board  was  7^  or  8  feet  long,  the  chains  were  just  the  same  ;  they 
5  were  built  up  with  a  chock  of  wood  until  tight.  Gross-examined:  The 
starboard  chains  were  very  tight.  The  end  of  the  lignum  vitas  post  on  the 
starboard  side  fitted  into  a  socket. 

J.  R,  Scott^  the  Plaintiff,  saw  the  board  with  the  iron  post.    He  visited  the 
^  Madras  "  before  the  27th  of  June,  and  saw  a  board  with  chains  kept  standing 

10  out  by  a  post.     He  saw  her  before  she  went  out  and  after  she  came  back. 

Exhibit  EK  2  represented  what  he  saw.    There  were  two  holes  in  the  middle 

of  the  back  end,  8  inches  apart.    The  board  was  8  feet  9  by  4  feet  2.    There 

was  a  wood  chock  on  the  **  Madras."    The  apparatus  was  his  invention,  and  the 

construction  of  the  board  was  the  same  as  his,  and  was  evidently  copied.    He 

15  saw  the  otter  board,  but  the  lignum  vitae  stanchion  was  out. 

The  following  witnesses  were  called  for  the  Defendants  : — 

O.  Stevens^  foreman  shipwright  of  the  Defendants  for  18  years,  gave  evidence 

that  Kneill  made  patterns  chiefly  for  the  engineers.    Witness  remembered  otter 

boards  about  June  1895 ;  the  Defendants'  boards  were  all  made  under  his  super- 

20  vision  ;  those  were  made  in  the  shipyard,  in  the  comer  of  which  was  the  joiner's 
shop.  The  boards  were  kept  and  painted  in  the  yard.  A  board  was  made  with 
two  f ths  brackets,  the  same  as  the  Defendants'  chains  ;  in  practice  it  could  not 
be  used.  The  Defendants  put  the  chains  on,  and  staples ;  the  chains  were  pulled 
as  tight  as  possible.  Gross-examined :  Witness  had  not  seen  ScoWs  Specification  ; 

25  he  knew  the  board  with  the  iron  post,  it  was  made  before  the  boa^  with  the 
metal  post.  After  the  iron  post,  there  was  the  lignum  vitae,  then  the  wood  post, 
and  then  the  bracket.  Gross-examined :  After  the  hard  wood  the  Defendants 
had  nothing  but  chains.  Further  cross-examined :  The  bigger  one  was  never 
made.     Knell  was  a  straightforward  man,  but  was  wrong. 

30  Bloomfield,  the  Defendants'  shipwright.— Nearly  all  the  Defendants'  boards 
had  passed  through  the  witness's  hands.  They  were  made  in  the  shipyard. 
None  was  ever  made  with  a  fixed  metal  bracket.  It  was  his  duty  to  see  the 
boards  on  board  the  ships.  The  model  was  only  used  two  or  three  times,  and 
then  only  to  give  the  angle  of  the  slings. 

35  Gook  was  the  skipper  of  the  "  Madras  "  in  June  1895.  He  went  from  Hull, 
fishing,  in  that  month.  He  took  two  sets,  four  boards  in  all.  One  was  fitted 
with  a  lignum  vitae,  the  other  with  a  chock  ;  these  were  used  to  keep  the 
chains  up.  The  lignum  vitas  was  used  for  one  haul  only.  It  did  not  answer, 
and  he  could  not  use  it.    Those  two  bosurds  were  fitted  to  the  net  at  the  top 

40  and  bottom.  After  the  first  haul,  the  chocks  were  taken  out  and  not  again 
used.  The  otter  boards,  which  had  no  chock,  were  not  used.  Gross- 
examined:  The  crew  set  the  chains  to  regulate  the  board.  He  knew  nothing 
of  the  iron  post.  When  they  went  out  they  had  everything  ready  for  fishing 
with  boards  instead  of  beams.    They  went  to  fish.     Witness  was  instructed 

45  by  the  Defendant  Company,  who   put  the  boards  on  board,  and  had  to  do 

the  best  he  could.    He   had   only  one   haul  of  four  or  five  hours  with  the 

lignum  vitas ;   it  shot  all  right,  and   he   got   14   boxes  of  fish,  but  he  could 

not  get  the  boards  up. 

/.   Viviany  secretary  of  the  Defendant  Company, — ^When  the  Defendants 

50  took  to  otter  boards,  Neilson^s  boards  were  being  largely  used.  The  iron 
stanchion  never  went  to  sea ;  the  lignum  vitae  came  next,  then  the  hard  wood 
one.  Witness  saw  the  "  Madras  "  go  out  and  come  in.  The  Defendants  never 
had  a  board  made  with  a  fixed  iron  bracket.  The  boards  were  all  made  in 
the  yard.    Witness  had  seen  the  pattern  in  the  yard ;  it  could  not  be  used. 

55  There  never  was  a  large  board  made  such  as  Knell  described.  Gross-examined : 
On  the  11th  of  June,  the  Plaintiff  complained  of  the  iron  post.  Witness  thought, 
as  the  Defendants  owned  a  number  of  ships,  that  they  ought  to  know  which  were 
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the  best  boards,  and  the  chock  of  wood  was  therefore  tried.  He  thought  that 
he  had  a  right  to  try.  He  wished  to  know  if  there  was  any  advantage  in  Scotfs 
invention. 

MoultoHy  Q.C.,  summed   up,   relying  on  Frearson  v.   Loe,  L.R.   9  Ch.D. 
pp.  48,  66,  to  show  that  a  mere  experimental  user  was  no  infringement.  5 

ROMBR,  J. — ^Mr.  Sebastidny  I  do  not  see  that  there  is  any  necessity  for  an 
injunction. 

Sebastian. — The  Plaintiff  desires  to  have  an  injunction. 

ROMBR,  J. — I  will  give  you  liberty  to  apply,  and  I  propose  to  assess  the 
damages  once  for  all.    I  shall  only  give  nominal  damages.  10 

Sebastian. — Forty  shillings  I  shall  be  satisfied  with. 

ROMBR,  J. — ^You  will  Ket  the  costs  on  the  issue  of  validity.  The  Taxing 
Master  will  have  to  apportion  the  costs  between  the  two  actions.  You  will  not 
get  a  double  set  of  costs.  I  do  not  know  how  the  Taxing  Master  will  manage 
it.  I  give  you,  of  course,  the  costs  occasioned  by  the  defence  that  the  patent  15 
is  not  valid.  You  will  get  the  costs  of  that  in  this  action,  and  in  the  other. 
How  the  costs  will  be  (Hvided  between  the  two  I  do  not  know.  I  am  going 
to  give  you  the  general  costs,  except,  I  think,  you  ought  to  pay  the  costs  of 
bringing  up  Blooynfield  and  Stevens. 

Sebastian. — As  to  the  injunction  ?  20 

ROMBR,  J. — There  will  be  liberty  to  apply.     I  do  not  think  it  is  necessary. 
I  am  perfectly  persuaded  they  do  not  intend  to  infringe. 

Sebastian  asked  if  one  exhibit  could  be  kept  in  the  custody  of  the  Court. 

Rom  KB,  J. — No  ;  as  it  is  yours,  you  must  keep  it. 

RoMBR,  J. — The  only  part  of  the  case  on  which  I  need  say  anything  is  that  25 
on  which  I  certify  that  this  is  a  case  of  infringement.  I  will  state  shortly  why 
I  consider  there  has  been  an  infringement  here.  In  my  opinion,  putting  posts 
to  hold  these  chains  tight  was  merely  the  Plaintiff's  invention  with  a  colourable 
difference,  a  mere  mechanical  equivalent ;  and  I  am  bound  to  say  that,  on  the 
evidence,  I  have  come  to  the  conclusion  that  the  Defendants  adopted  that  form  30 
of  post  with  tight  chains  because  they  intended  to  adopt  the  Plaintiff's  invention 
with  a  colourable  imitation  only.  That  is  the  conclusion  of  fact  that  I  come  to, 
and  I  have  no  doubt  of  it. 

They  were  perfectly  aware  of  ScotVs  invention  with  regard  to  metal  brackets, 
and,  in  my  opinion,  they  simply,  as  I  have  said,  put  wooden  posts  to  hold  the  35 
chains  tight,  because  they  thought  they  would  get  the  advantage  of  the  Plaintiff's 
invention,  and  be  able  to  escape  by  saying  that  there  was  a  different  means  of 
tightening  the  chains  and  getting  a  rigid  connection.     It  is  very  instructive  to 
see  here  how  they  proceeded.    They  first  put  a  metal  post  to  hold  the  chains 
tight.    Mr.  Scott  becomes  aware  of  that,  and  writes  a  letter  to  complain  of  it.  40 
They  promise  to  remove  it,  and  they  do  remove  it.    What  do  they  do  then  ? 
Without  saying  a  word  to  Mr.  Scott j  they  put  wooden  posts  instead  of  the  metal, 
and  then  they  fit  up  a  ship  to  be  used  for  trawling  with  the  boards  prepared 
with  the  metal  chains  and  posts  fixed  so  as  to  hold  the  chains  tight,  and  they 
send  the  ship  to  sea  to  be  used  for  the  purpose  of  trawling  with  the  boards  so  45 
fitted  up,  intending,  in  .other  words,  to  use  the  Plaintiff's  invention  with  a 
colourable  difference. 

It  was  suggested  that  they  did  this  merely  by  way  of  trying  an  experiment. 
In  my  opinion,  that  is  a  mere  excuse.  They  did  nothing  of  the  sort ;  they 
intended  to  use  boards  with  the  chains  and  posts  in  the  ordinary  course  of  50 
their  trawling  business.  They  were  intended  to  be  used,  and  it  was 
contemplated  would  be  used,  throughout  the  whole  of  the  voyage.  I  have  the 
skipper's  evidence  before  me,  and  it  is  clear  he  was  simply  told  to  use  these 
boards  so  fitted  up  in  the  ordinary  course.  Not  a  word  was  said  to  him 
about  experiment,  or  merely  using  it  for  the  purpose  of  trying  whetJiier  the  55 
boards  so  fitted  up  would  answer.  The  skipper  has  instructions  to  go  to  sea, 
and  use  these  boards  in  the  ordinary  way,  and  he  does,  and  he  uses  them  not 


Vol.  XIV.,  No.  6.]         AND  TRADE  MARK  CASES.  147 

Scott  V.  The  Sull  Steam  Fishing  and  Ice  Gompany^  Ld, 

by  w  \j  of  experiment  at  all,  aud  catches  fi^h.  But,  I  think,  he  uses  them 
nnskilf  nlly  ;  at  any  rate,  he  uses  them  in  such  a  way  that  he  does  not  like 
them,  and  so,  after  one  haul,  he  does  not  use  them  again.  I  accept  that.  But 
a  person  who  uses  a  patented  invention,  with  knowledge,  in  the  ordinary  course 
5  of  his  business,  intending  to  use  it,  and  then,  after  a  short  user,  finds  he  does 
not  like  it,  and  ceases  to  use  it  more,  cannot  say  that  was  done  by  way  of 
experiment.  It  was  so  in  this  case,  I  am  satisfied.  And  when  the  ship  comes 
back,  and  it  turns  out  that  they  do  not  want  to  use  the  Plaintiff's  invention 
again,  what  course  do  they  adopt  ?  This — ^they  deny  the  validity  of  the 
10  PlaintiflPs  Letters  Patent;  they  deny  that  there  has  been  any  user  at  all, 
but  they  claim  the  right  to  do  what  they  have  been  doing,  and,  as  a  matter 
of  fact,  when  the  Particulars  of  Breaches  are  sent  in,  which  state  the  user  of 
the  invention  on  board  the  ship  "  Iladras,"  they  deny  any  user  at  all,  and 
that  has  to  be  proved.  And  I  notice  that  even  so  late  as  the  24th  of 
I'i  October  1895,  when  their  solicitors  write  to  the  Plaintiff's  solicitor  in  this 
action,  thoy  say  that  their  clients,  the  Defendants,  deny  that  they  have  ever  used 
"  even  what  your  client  complains  of,  or  apprehended  they  might  use." 

For  these   reasons,  I  hold  there  has  been  an  infringement.     I  think  the 
damage  has  not  been  very  substantial,  and  I  think  the  case  will  be  met  by 
20  giving  comparatively  nominal  damages.     I  award  5Z.  damages,  and  the  costs  of 
the  issue  of  infringement. 

Ufjohn, — My  learned  friend  offered  to  take  40s.     It  is  not  very  important. 

ROMBR,  J, — ^Well,  405.,  to  show  it  is  nominal.     Owing  to  what  was  said  on 

behalf  of  the  Plaintiff  on   one  particular  point,  which  I  need  not  further 

25  refer  to,  I  think  the  Defendants  have  unnecessarily  been  put  to  the  expense  of 

bringing  up  two  witnesses,  Stevens  and  Bloomfield^  in  this  case.    Those  costs 

will  have  to  be  paid  by  the  Plaintiff,  with  the  usual  set-off.     The  Plaintiff,  of 

course,  gets  the  general  costs  of  the  action.     I  do  not  think  there  is  any 

intention  on  the  part  of  the  Defendants  here  to  commit  any  further  Breaches, 

30  or  to  use  the  Plaintiff's  invention,  and  I  do  not  think  it  is  a  case  where  an 

injunction  is  required,   but   I   give   the   Plaintiff    liberty  to  apply  for   an 

injunction,  in  case  it  should  hereafter  prove  necessary.     And,  of  course,  there 

will  be  general  liberty  to  apply. 

U/yo^n  asked  that  tbe  costs  of  the  witness  Knell  should 'be  disallov^ed,  as 
35  unnecessary. 

ROHER,  J, — ^Was  not  his  evidence  necessary  on  some  points  ?    No,  I  say 
nothing  as  to  that. 
' Sebastian.— ThQ  validity  of  the  patent  has  been  established. 
ROMER,  J. — ^Yes,  but  I  do  not  grant  a  certificate  over  again. 
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Iw  THE  High  Court  op  Justice.— Chancery  Division. 

Before  Mr.  Justice  R0MER.^Jannary  12tll,  1897. 

Beissbarth  v.  Perry  and  Co.,  Ld. 

Perry  and  Co.,  Ld.  v.  Bernstein  and  Beissbarth. 

Beissbarth  and  Bernstein  v.  Perry  and  Co.,  Ld.  5 

Patent, — Action  to  restrain  threats  and  infringement. — Gross  action  to 
restrain  infri^igement  of  patent, — Further  action  by  Plaintiff  in  first  action 
to  restrain  threats  and  passing  off, — Motions  in  each  action  in  terms  of  tvrit. 
— Patents^  Ac,  Act^  1883^  Section  82. — Ihie  diligence. — Terms  of  order, 

A.  commenced  an  action  agaifist  B,  to  restrain  threats^  and  to  restrain  IQ 
infringement  of  A,^s patent.    B,  then  comm^enced  an  action  against  A.  and  (7. 
for  infringement  of  his  patent^  and  A.  and  G.  commenced  a  third  action  to 
restrain  tJie  issue  of  a  threatening  circular^  and  also  to  restrain  passing  off" 
lubricators  not  A.  and  G.^s  as  and  for  their  lubricators.    The  Plaintiffs  in 
each  action  now  moved  for  injunctions  according  to  the  relief  claimed  in  the  15 
actions.    A.  and  G.  alleged^  on  the  motion  to  restrain  threats^  that  B.  had  not 
brought  himself  under  the  proviso  to  Section  82  of  the  Patents^  Ac.  Act^  1888^  by 
his  infringement  action^  as  his  threats  were  not  made  bon&  fide,  and  his  action 
was  not  brought  unth  dus  diligence.    No  order  was  made  on  any  of  the  motions^ 
exc&pt  that  costs  be  costs  in  the  a4:tion^  and  the  Defendants  in  each  case  under-  20 
took  to  keep  such  accounts  as  they  might  be  liable  to.    The  actions  were  directed 
to  be  set  dotvn  at  once^  pleadings  to  be  delivered  subsequently. 

On  the  23rd  of  November  1896,  Qeorg  Beissbarth^  of  Nuremburg,  commenced 
an  action  against  Perry  and  Go.^  Ld.y  claiming  (1)  an  injunction  to  restrain  the 
Defendants  from  threatening,  or  continuing  to  threaten,  the  Plaintiff,  his  25 
customers,  or  any  other  person,  by  circulars,  advertisements,  or  otherwise,  with 
legal  proceedings  in  respect  of  •*  Helmet  top"  shaped  lubricators  manufactured  by 
the  Plaintiff,  or  in  respect  of  any  alleged  infringement  by  the  Plaintiff  of  the 
patent  No.  19,588  of  1894  ;  (2)  an  injunction  to  restrain  the  Defendants  from 
manufacturing  or  selling  ^'Helmet  top^'  shaped  lubricators  made  according  to  the  30 
invention  described  in  the  Specification  of  patent  No.  5049  of  1895,  dated  9th 
of  March  1895,  granted  to  W.  P.  Thompson  and  then  vested  in  the  Plaintiff ;  (3) 
and  from  in  any  manner  infringing  the  last-mentioned  patent ;  and  (4)  damages 
or  an  account. 

On  the  30th  of  November  1896,  Perry  and  Go.j  Ld.^  commenced  an  action  35 
against  L.  Bernstein  (who  was  the  London  agent  of  Beissbarth)  and  the  said 
O.  Beissbarth^  claiming  an  injunction  to  restrain  the  Defendants,  respectively, 
from  manufacturing  or  selling  lubricators    made   according  to  the  alleged 
invention  described  in  Figures  1,  2,  3,  and  4,  respectively,  of  the  drawings 
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^M^ompanying  the  Specification  of  the  said  alleged  patent  No.  5049  of  1895,  or 
any  oUier  labricators  made  according  to  the  invention  described  in  the  amended 
Specification  of  patent  No.  19,588  of  1894,  granted  to  E.  Warwick  and  then 
Tested  in  Perry  and  Co.^  Ld,^  or  made  so  as  to  imitate  or  resemble  lubricators 
5  made  according  to  the  last-named  invention,  and  from  in  any  manner  infringing 
such  patent,  and  other  asaal  relief. 

On  the  11th  of  December  1896,  the  said  Q.  Beissbarfh  and  L.  Bernstein 
commenced  an  action  against  the  said  Perry  and  Go.^  Ld.,  claiming  an  injunc- 
tion to  restrain  the  Defendants  from  further  printing,  publishing,  or  issuing 

10  the  leaflet  or  circular,  dated  the  I8th  of  November  1896  and  purporting  to  be 

signed  by  the  Defendants'  solicitors,  or  any  leaflet,  circular,  advertisement,  or 

^  document   containing  drawings  or  representations  of  lubricators,  being  the 

same  in  shape  and  general  appearance  as  the  Plaintiffs'  '^  Helmet "  or  '^  Helmet 

^*  top "  shai^  lubricators,  and  from  stamping  or  printing  or  using  on  or  in 

15  connection  with  any  lubricators  or  drawings  of  lubricators,  being  the  same  as 
the  Plaintiffs'  "  Helmet "  or  '^  Helmet  top  "  shaped  lubricators,  the  words  and 
figures, "  Perry's  Patent  19,588/94  "  or  "  Perry's  Patent,"  or  any  words  or  figures 
calculated  to  induce  the  belief  that  ''Helmet  top"  shaped  lubricators  were  protected 
by  any  patent  belonging  to  the  Defendants ;  and  from  selling  or  offering  for 

20  sale  under  or  in  connection  with  the  words  "  Helmet "  or  "  Helmet  top  "  any 
lubricators  not  manufactured  or  sold  by  the  Plaintiffs,  or  the  predecessor  in 
business  of  the  Plaintiff  O.  Beissbarth ;  and  from  selling  or  offering  for  sale, 
or  passing  off  or  attempting  to  pass  off,  as  and  for  lubricators  manu^tured  or 
sold  by  the  Plaintiffs,  any  lubricators  not  so  manufactured  ;  and  also  claiming 

25  other  ordinary  relief. 

The  respective  Plainti&  in  the  three  actions,  with  the  writs  respectively, 
served  notices  of  motion  in  the  terms  of  their  respective  writs. 

The  circular  issued  by  Perry  and  Go.y  Ld.^  was  as  follows : — ^The  upper  part 
contained  two  representations  of  lubricators  with  "  Perry's  Patent  "  on  each  of 

30  them ;  between  these  pictures,  a  representation  of  a  pen  with  "  Perry's  "  on  it, 
and  ''  Trade  Mark  registered  "  underneath,  and  the  following  letterpress  under 
the  three  pictures  : — 

PERRY  &  Co.,  Limited,  of  Perryian  Works,  Lancaster  Street,  Birmingham, 

MANUPACTURBRS    OP 

i  35         THE   PATENT   HELMET   TOP    LUBRICATOR. 

I 

I 

! 

Oautlon. 

To  Gycle  and  Gycle  Gomponents*  Manufacturers  and  to  all  others  concerned. 

Pbrry  &  Co.,  Limited,  of  Perryian  Works,  Lancaster  Street^ 
Birmingham,  Manufacturers  op  Cycle  Components,  hereby  give  Notice 
40  that  under  and  by  virtue  of  their  Patent  No.  19,588,  A.D.  1894,  for 
"Improvements  in  Oil  Cups  and  Lubricators,  suitable  for  use  in 
connection  with  Cycles,  &c.,"  as  Amended  By  Disclaimer,  claim  on  behalf 
of  themselves  and  their  Licensees  the  EXCLUSIVE  Right  To  Manufacture 
"  Helmet  Top  "  Lubricators  such  as  are  used  in  the  Cyolr  Trade,  Ac. 
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And  they  further  give  Notice,  that  they  will  forthwith  commence  pro- 
ceedings against  any  person  or  persons  infringing  the  said  patent,  by  obtaining 
an  injunction  and  claiming  damages  for  any  infringement. 

Dated  the  18th  day  of  November  1896. 

ROWLANDS    &    Co.,  5 

41,  Temple  Row,  Birmingham, 

Solicitors  for  the  Company, 

The  following  counter  circular  was  issued  by  O,  Beissbarth,  on  the  25th  of 
November  1896  : — At  the  top  there  were  the  words,  printed  in  large  letters, 
"  Helmet  top  shaped  lubricators  for  cycles,"  and  under  thlSj  four  small  repre-   j^q 
sentations  of  the  lubricators  in  different  positions.    Under  this  there  was  the 
following  letterpress  : — 

Oaution. 

Notice  is  hereby  given  that  an  action  has  been  commenced  in  the  Chancery 
Division  of  the  High  Court  of  Justice  by  our  client,  Mr.  Oeorg  Beissbarth,  of  15 
Nuremburg  (whose  London  agent  is  Mr.  Louis  Bernstein,  of  78,  Milton  Street, 
London,  E.C.), 

Against 

Messrs.  Perry  and  Go,^  Limited,  of  Perry ian  Works,  Lancaster  Street, 
Birmingham,  to  restrain  the  said  Perry  and  Go,,  Limited,  from  threatening  the  20 
Plaintiff  or  his  customers,  or  any  other  person  or  persons,  by  circulars,  advertise- 
ments, or  otherwise,  with  any  legal  proceedings  or  liability  In  respect  of  • 
^'  Helmet  top  '*  shaped  lubricators  manufactured  by  the  Plaintiff,  or  in  respect 
of  any  alleged  infringement  by  the  Plaintiff  of  the  Letters  Patent  No.  19,588 
of  A.D.  1894.  26 

And  for  an  injunction  to  restrain  the  Defendants  from  manufacturing  or 
selling  certain  ^*  Helmet  top  '*  shaped  lubricators,  alleged  by  the  Plaintiff  to 
have  been  made  according  to  the  invention  described  in  the  Specification  of 
certain  Letters  Patent  No.  5049  of  A.D,  1895,  granted  to  William  Phillips 
Uiompson,  and  now  vested  by  assignment  in  the  Plaintiff,  and  for  other  usual  30 
relief. 

All  persons  are  cautioned  against  manufacturing,  selling,  using,  or 
dealing  in  any  "  Helmet  top  "  shaped  lubricators  made  according  to  the  aforesaid 
Specification  No.  5049  of  A.D.  1895,  which  have  not  been  made  or  sold  by  the 
above-named  Georg  Brissbarth  or  his  agent  Mr.  Louis  Bernstein.  35 

Dated  the  25th  day  of  November  1895. 

GOLDBERG,  LANGDON,  BARRETT,  &  NEWALL, 
2  &  3,  West  Street,  Finsbury  Circus, 
London,  E.G., 
Solicitors  for  Mr,  Oeorg  Beissbarth,  the  Plaintiff',  40 
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Beiasharth  v.  Perry  and  Go,^  Ld. 
Perry  and  Co.y  Ld.  v.  Bernstein  and  Beiasbarth. 
Beissharth  and  Bernstein  v.  Perry  and  Co,^  Ld, 


It  appeared  from  Coansers  statements,  that  Perry  and  Co,  were  only 
registered  as  owners  of  the  patent  No.  19,588  of  1891  on  the  9th  of  July  1896, 
but  that  they  had,  as  soon  as  Ber^istein  put  Beissbarth's  lubricators  on  the 
market,  written  to  him.  stating  that  the  lubricators  were  an  infringement  of 
j^  their  patent  rights.  In  July  1895,  Bernstein  first  began  to  call  Beissbarth's 
lubricators  "  Helmet,"  and  from  that  time  the  lubricators  began  to  be  known  in 
the  market  as  the  "  Helmet "  or  "  Helmet  top  "  shaped  lubricator.  Perry  and 
Co.  began  to  thTed,teii  Beissbarth  and  Bernstein's  customers  in  September  1896. 
The  motions  now  came  on  for  hearing.    Moultan^  Q.C.,  Byrne^  Q.C.,  and 

10  H.    N.    Lawson    (instructed    by   Goldberg^  Langdon^  Barrett^  and  Newall) 

appeared  for  Beissbarth  and  Bernstein  ;  Levettj  Q.C.,  and    Walter  (instructed 

by  Stibbard^  Oibsony  and  Go,y  agents  for  Rowlands  and  Go.^  of  Birmingham) 

istppeared  for  Pert*y  and  Go,y  Ld. 

The  motions  for  injunctions  were  first  mentioned,  and  it  was  at  once  decided 

IS  that  there  should  be  no  order  made  on  the  motions  on  that  point  The  orders 
made  will  be  found  infra.  The  motion  to  restrain  the  threats  and  circular  of 
Perry  and  Co.  was  argued  on  behalf  of  Beissbarth  and  Bernstein, 

Moultony  Q.C.,  and  Byrne^  Q.C.,  for  the  motion. — Our  evidence  is  that 
BeissbartKa  lubricators  were  called  and  became  known  as  the  ^^  Helmet  lubri- 

20  **  cator  "  from  their  appearance,  and  they  were  so  advertised.  They  were  sold 
largely,  the  first  being  sold  about  May  1895.  Perry  and  Co.  have  actually 
imitated  the  very  thing.  \_Levetty  Q.C. — The  Defendants  have  sold  the 
"Helmet"  lubricators  since  July  1895,  and  claim  the  right  to  do  so  ;  there  is 
no  deception.]    The  Defendants  issue  threats  to  the   Plaintiffs*  customers. 

d5  [ROMSR,  J. — ^The  x>a8sing  ofE  part  of  the  motion  must  stand  to  the  trial,  the 
Defendants  undertaking  to  keep  an  account.]  They  put  on  "  Perry's  Patent," 
and  they  have  no  patent.  [ROMBR,  J, — That  does  not  help  your  case  of  passing 
off.]  The  Defendants  have  threatened  the  Plaintiffs  and  their  customers,  and 
their  action  for  infringement  has  not  been  brought  with  due  diligence,  so  as 

90  to  bring  in  the  proviso  to  the  Patents,  &c.  Act,  1883,  Section  32.  They  actually 
threatened  the  Plaintiffs  on  the  23rd  of  May  1895,  before  they  bought  their 
patent.  The  Plaintiffs  brought  their  action  to  restrain  the  threats,  and  then 
only  did  the  Defendants  bring  their  infringement  action  to  parry  the  Plaintiffs' 
action.     Threatening  has  come  to  be  a  science.     [^Levett^  Q.C. — We  were  giving 

85  them  fair  warning.  HOMBR,  J, — You  ought  not  to  go  on  doing  that.  You 
must  undertake  not  to  continue  the  threats.  Levetty  Q.C. — I  cannot  agree  to 
that.]  The  first  threat  was  in  May  1895,  and  the  action  not  till  the  end  of 
November  1896.  It  is  the  usual  plan  to  go  on  threatening  till  an  action  for 
threats  is   brought,  and  then   to    bring  an  action  for  infringement,  and   so 

40  prevent  an  injunction  against  threats  ;  but  Section  32  means  that  threatening 
is  not  to  be  used  unless  it  is  immediately  preliminary  to  an  action.  [ROMBR,  J. 
— It  may  be  hard  upon  you,  but  I  cannot  help  you  unless  you  absolutely  prove 
your  manufacture  not  to  be  an  infringement  of  the  Defendants'  patent,  and 
that  question  cannot  be  decided  on  a  motion.]     It  is  only  necessary  to  show  a 

45  prima  facie  case  of  non-infringement.  The  Defendants  threaten  persons  to 
whom  the  Plaintiffs  sell ;  what  are  the  Plaintiffs  to  do  ?  It  is  submitted  they 
can  come  to  the  Court  and  get  an  injunction  against  the  threats.  The  Plaintiff's 
are  willing  to  stop  sending  out  any  threats,  but  the  Defendants  decline  to 
stop  doing  so.     [Romer,  J. — If  you  can  agree,  I  should  say  neither  of  you 

50  ought  to  threaten.]  The  Plaintiffs,  discovering  the  threat,  have  made  an 
answer ;  the  Defendants'  article  is  exactly  like  the  Plaintiffs'  patent. 
[ROMER,  J, — Your  threat  is  the  worst ;  for  honest  traders  threatening  is  not  a 
fftir  way  of  trading,  and  both  of  you  ought  to  agree  not  to  do  it,  but  I  cannot 
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Binsstkirth  t.  Perry  and  Oo*^  Ld. 
Perirp  dnd  Oo.y  Ldi  V.  Bentstein  and  Beisshdrth* 
Bet^sbarih  and  Bernstein  v.  Perry  and  Oo,y  Ld. 

do  anything  if  you  will  not  do  bo.]  The  Plaintiffs*  customer^  were  threatened 
in  September  1896.  [Rombr,  J. — Is  the  case  so  clear  that  I  can  decide  on  the 
legal  rights  ?]  No  ;  bat  the  case  is  not  within  Section  32  ;  it  is  not  bond  fide. 
In  the  case  of  Fusee  Vesta  Company  v.  Bryajit  and  May^  4  R.P.C.  191, 
where  the  Plaintiffs,  in  an  action  for  infringement,  applied  for  leave  ta  5 
disclaim  part  of  the  patent,  and  leave  having  been  granted  and  the  action 
stayed  pending  the  disclaimer,  they  then  issued  a  threatening  circular  to 
(amongst  others)  customers  of  the  Defendants  ;  an  injunction  was  awarded  to 
restrain  the  threats.  [ROMBR,  J. — The  Court  there  could  see  that  the  threats 
were  not  bond  fide ;  and  there  was  no  infringement  pending  the  disclaimer.]  10 
The  invention  described  in  the  patent  {Warwick^ s)^  on  which  the  Defendants 
are  proceeding,  has  no  resemblance  to  the  "  Helmet  ^*  shape,  but  that  shape 
has  always  existed  in  the  Plaintiffs'  patent.  Moreover,  the  Plaintiffs* 
lubricator  has  been  regularly  called  the  "  Helmet."  If  the  Defendants  are 
right,  there  may  be  a  right  in  all  the  world  to  make  ^^  Helmet "  lubricators ;  15 
but  in  the  meantime,  by  their  advertisements,  they  are  destroying  the 
Plaintiffs'  "  Helmet "  trade,  and  if  both  patents  fail,  all  benefit  of  the  Plaintiffs^ 
** Helmet"  trade  will  be  gone  between  now  and  the  trial.  [ROMBR,  J. — ^Their 
circular  does  not  allude  to  your  "Helmet"  lubricators.]  They  say  the 
"  Helmet  top  "  lubricators  are  their  patent.  [ROMBR,  /. — I  thought  your  point  20 
was  that  the  Defendants  have  no  right  to  say  to  your  customers  that  they  must 
not  buy  your  "Helmet"  lubricators.]  They  have  no  right  to  advertise 
lubricators  of  the  "  Helmet "  shape ;  that  will  destroy  the  trade  name 
"  Helmet "  before  the  trial. 

ROHBR,  «7. — I  think  no  order  should  be  made,  each  party  undertaking  to  25 
keep  an  account. 

The  following  orders  were  made  : — 

In  Beissbarth  v.  Perry  and  Go.^  Ld. — ^The  Defendants  undertaking  to  keep  an 
account  of  the  articles  alleged  to  be  made  in  infringement  of  the  Plaintiff's 
patent,  no  order  on  the  motion,  except  costs  to  be  costs  in  the  action  ;  action  30 
to  be  set  down  at  once  without  pleadings,  and  pleadings  to  be  delivered 
subsequently.  Liberty  to  either  party  to  apply  to  consolidate  vsrith  the  other 
actions. 

In  Perry  and  Go.^  Ld.  v.  Bernstein  and  Beissbarth^  the  same  order  was 
made,  the  Defendants  Bernstein  and  Beissbarth  undertaking.  35 

In  Beissbarth  and  Bernstein  v.  Perry  and  Go.y  Ld. — ^The  Defendants 
undertaking  to  keep  an  account  of  all  lubricators  sold  as  " Helmet"  lubricators 
or  "  Helmet  top  "  lubricators,  the  rest  of  the  order  was  in  the  same  terms  as 
in  the  other  actions. 
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Edison-Bell  Phonograph  Corporation^  Ld.  v.  Bernstein. 


In  the  High  Court  of  Justice  .—Chancebt  Divisioir. 

Before  Mr.  Justice  Chitty.— December  4th,  1896. 

Edison-Bell  Phonograph  Corporation,  Ld.  v.  Bernstein. 

Paient. — Action  for  infringement, — Certificate  of  validity  granted  in  previous 
5  actions  at  the  trial  on  default  by  the  Defendants. — Motion  for  interlocutory 
injunction. — Injunction  granted. 

This  was  an  action  for  infringement  of  two  patents ;  as  to  the  firsts  the  validity 
had  been  established  in  a  contested  action  both  in  the  lower  Court  and  the  Court 
of  Appeal  J  and  a  certificate  of  validity  granted :  as  to  the  other ^  a  certificate  had 

10  been  given  in  an  action  not  contested  at  the  trials  though  validity  was  contested 
up  to  thcU  time,  and  in  a  second  action  the  validity  was  contested  up  to  the 
trials  and  then  the  Defendant  submitted.  The  Plaintiffii  now  moved  for  an 
interlocutory  injunction.  T?ie  Defendant  relied  on  Oiefact  that  Stirling,  J.,  had 
not  granted  an  interlocutory  injunction  in  the  last-mentioned  action,  and  alleged 

15  that  the  judgment  was  merely  collusive  and  the  result  of  a  compromise,  and 

contended  that,  as  the  ifalidity  of  the  patent  had  not  been  estaiblished  by  a 

contested  trial,  the  course  followed  by  Stirling,  /.,  m^ght  to  be  followed^  and  an 

interlocutory  injunction  not  granted. 

Held,  that  there  was  tio  collusion  or  compromise,  and  that  the  position  had 

20  been  altered  since  the  decision  of  Stirling,  J.,  and  an  interlocutory  injunction 
was  granted,  restraining  the  infringement  of  both  patents. 

On  the  4th  of  May  1886,  a  patent  (No.  6027  of  1886)  was  granted  to 
J.  T.  Johnson  for  an  invention  of  "Improvements  in  and  apparatus  for 
^  recording  and  reproducing  speech  and  other  sounds,*'  being  a  communication  by 

25  The  Volta  Qraphophone  Company  of  the  United  States  of  America.  The  Speci- 
fication was  amended  on  the  7th  of  October  1890.  On  the  28th  of  November 
1889,  a  patent  TNo.  19,153  of  1889)  was  granted  to  O.  O.  M.  Hardingham  for 
an  invention  oi  "  Improvements  in  phonographs,'*  being  a  communication  from 
T.  A.  Edison,  of  New  Jersey,  U.S.A.    Both  these  patents  were  assigned  to  The 

30  Edison-Bell  Phonograph  Corporation,  Ld.,  by  an  indenture  dated  the  21st  of 
January  1893,  and  duly  registered. 

In  an  action  brought  in  the  Queen's  Bench  Division  by  the  said  Corporation 
against  O.  A.  Smith  and  J.  L,  Young  (commenced  on  the  29th  of  May  1893), 
the  validity  of  the  said  parent  of  1889  was  contested,  and  after  a  trial  lasting 

35  five  days,  it  was  held  by  Wright,  J.,  (on  the  3rd  of  February  1894),  that  the  patent 
was  valid,  and  an  injunction  and  a  certificate  that  the  validity  of  the  patent 
had  come  in  question  were  granted  {see  Report,  11  R.P.C.  148).  The  Defendant 
Young  appealed  from  this  decision,  but  the  appeal  on  these  points  was  dismissed, 
with  costs,  on  the  8th  of  June  1894  {see  Report,  11  R.P.C.  389). 

40  The  Corporation  had  also  (on  the  8th  of  February  1893)  commenced  an  action 
against  the  said  J.  L.  Young,  in  the  Chancery  Division,  for  infringement  of  the 
said  1886  patent.  The  action  came  on  for  trial  before  Romer,  J.,  on  the  15th  of 
June  1894 ;  the  Defendant  had,  up  to  the  day  of  trial,  contested  the  validity  of 
the  patent  in  every  way,  but  he  did  not  appear  at  the  trial ;  and  after  formal 

45  evidence  had  been  given  to  prove  the  Plaintiffs'  case,  Romei\  J.,  granted  nn 
injunction  and  a  certificate  that  the  validity  of  the  patent  had  come  in  question. 

O 
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On  the  day  after  this  decision,  the  Corporation  commenced  an  action  in  the 
Chancery  Division  against  J,  E,  Hough^  trading  as  Th$  London  Phonographic 
Company,  and  moved  for  an  interlocutory  injunction ;  bat  as  Hough  alleged 
that  the  PlaintifPs'  patent  was  invalid,  giving  evidence  to  that  effect,  and  as  in 
other  actions  the  Plaintiffs  had  not  obtained  interlocutory  injunctions,  and  as  5 
in  the  action  against  Young  the  validity  of  the  patent  had  not  been  contested 
at  the  trial,  Stirlingy  J.,  on  July  31st,  1894,  held  that  an  interlocutory  injunction 
should  not  be  granted,  the  Defendant  being  put  on  terms  to  pay  25{.  Into 
Court  as  security,  and  the  action  to  be  -prosecuted  without  delay  (see  Report, 
11  R.P.C.  594).  10 

The  Defendant  Hough  delivered  Pleadings  contesting  the  validity  of  the 
patent,  and  obtained  an  order  for  the  examination  of  witnesses  in  America,  and 
the  examination  (by  which  and  other  causes  the  trial  of  the  action  had  been 
delayed)  had  been  made,  and  the  trial  had  been  ordered  by  Bomer^  J.,  to  come 
into  the  List  at  the  commencement  of  the  October  sittings  in  1896,  but  when  15 
the  action  was  on  the  point  of  being  heard  the  Defendant  informed  W.  A. 
Smithy  the  chairman  of  the  Corporation,  that  he  would  not  contest  the  case 
further,  and  when  the  action  was  called  on  upon  the  28th  of  October  1896,  the 
Defendant  submitted  to  a  perpetual  injunction,  with  costs. 

On  the  5th  of  November  1896,  the  said  Edison-Bell  Phonograph  Corporation^  20 
Ld.j  commenced  the  present  action  against  Philip   Bernstein^  claiming  an 
injunction  to  restrain  the  Defendant  from  selling,  using,  or  exhibiting  any 
phonograph,  or  phonographic  apparatus,  made  in  infringement  of  the  Plaintiffs' 
said  patents  No.  6027  of  1886  and  No.  19,153  of  1889,  or  from  otherwise 
infringing  the  said  patents,  and  other  usual  relief.    Notice  of  motion  was  given  25 
at  the  same  time,  claiming  an  injunction  to  restrain  the  Defendant  until  the 
trial  of  the  action,  or  until  (urther  order,  from  supplying,  selling,  exhibiting,  or 
using  any  phonographs,  or  phonographic  machines  or  apparatus,  made  according 
to  or  in  the  manner  described  in  the  Plaintiffs'  Specifications,  or  either  of  them, 
or  according  to  or  in  any  manner  only  colourably  differing  from  the  same,  or  30 
either  of  them,  and  from  in  any  manner  infringing  the  said  patents. 

The  motion  now  came  on  for  hearing.  Moulton^  Q.C.,  and  /.  C  Oraham 
(instructed  by  Ashurst,  Morris^  and  Co.)  appeared  for  the  Plaintiffs  ;  Willis 
Bund  rinstructed  by  Windsor  and  Co.)  appeared  for  the  Defendant. 

Moxiltony  Q.C.,  for  the  Plaintiffs. — ^This  is  a  motion  for  an  interlocutory  35 
injunction.     The  patents  are  old  ones,  and  the  validity  of  both  has  been 
established ;  of  the  patent  of  1889,  after  a  trial  of  five  days,  before  Wright^  J., 
and  then  in  the  Court  of  Append ;  the  other  patent  has  not  been  brought  to 
trial,  as  the  Defendants  abandoned  their  defence,  and  a  certificate  of  validity 
was  granted.    An  action  was  also  brought  on  the  patent  of  1886  against  Hough,  40 
and  Stirling f  J.,  refused  an  interlocutory  injunction,  as  the  Defendant  disputed 
validity,  on  the  terms  that  he  should  pay  money  into  Court    A  commission 
was  sent  to  America,  and  great  expense  incurred,  and  about  a  month  ago  Hough 
abandoned  his  defence,  after  all  the  expense  had  been  gone  to.    It  is  a  serious 
matter  for  the  Plaintiffs,  as  many  of  the  persons  who  use  these  phonographs  45 
are  men  of  small  means,  going  about  the  country,  and  who  put  in  a  defence 
when  an  action  is  brought,  so  that  the  matter  stands  over  to  the  trial,  and  then 
nobody  appears  ;  the  Plaintiffs  get  judgment,  but  it  is  valueless.    [Chitty,  J. 
—Is  all  this  on  affidavit  ?]    Yes.    The  Plaintiffs  have  obtained  certificates  of  the 
validity  of  both  patents,  and  are  entitled  to  an  interlocutory   injunction.  50 
[Chitty,  /. — ^You  must  show  infringement.]    Yes.    That  is  proved  by  the 
affidavit  of  W.  Leech  and  F.  C.  Bell  Cole,  and  infringement  is  not  denied. 
Itsech  proves  the  purchase,  and  Bernstein,  the  Defendant,  does  not  deny 
infringement. 

Willis  Bund. — ^The  Defendant  denies   the  validity   of   the  patents,  and  55 
infringement 

Moulton,  Q.C. — I  hand  up  the  certificates  of  validity  of  both  patents.    [The 
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certificates  were  inspected  by  Chitty,  J,"]  Then,  as  to  the  suggested  denial  of 
infringement,  I  suppose  paragraph  4  of  the  Defendant's  aliidavit  is  referred  to, 
which  says,  about  the  middle,  '*  The  phonographs  referred  to  in  paragraph  12 
**  of  the  affidavit  of  F.  C.  Bell  Cole  (that  is,  the  one  purchased)  and  paragraph  4 
5  "  of  the  affidavit  of  W.  Leech  is  one  of  such  five  machines.  I  disposed  of  the 
"  remaining  four  machines  before  I  knew  them  to  be  infringements  of  the 
"  Plaintijffs'  patent  No.  19,153.  Beyond  such  five  machines  I  have  not  sold 
"  any  phonographs  which  are  infringements  of  the  patent  No.  19,153.  I  say 
**  that  all  other  machines  which  are  in  my  premises,  or  which  I  have  sold,  are 

10  **  not  infringements  of  the  patent  No.  19,153,  and  that,  as  before  stated,  the 
"  Plaintiffs'  patent  No.  6027  is  an  invalid  and  bad  patent ;  and  I  therefore 
"  cannot  be  held  responsible  for  selling  any  phonographs  which  might  possibly 
'*  be  an  infringement  of  such  last-mentioned  patent,  as  the  same  has  never 
**  been  proved  a  valid  patent  in  any  contested  action." 

15  Willis  Bund.— 'The  Defendant  has  sold  five  machines,  but  the  rest  of  the 
paragraph  should  be  referred  to.  [Chitty,  J.— The  Defendant  sold  four 
before  he  knew  they  were  infringements.  That  is,  they  were  infringements.] 
This  is  the  previous  part  of  the  paragraph  :— "The  patent  No.  6027  of  J 886, 
"  referred  to  in  paragraph  8  of  the  affidavit  of  W.A.  Smithy  and  paragraph  4 

20  «  of  the  affidavit  of  F.  C.  B.  Cole,  and  which  patent  I  am  accused  of  infringing, 
^  is  invalid  and  bad,  being  merely  an  extension  or  an  adaptation  of  patent 
"  No.  1644  of  1878,  referred  to  in  paragraph  3  of  this  my  affidavit,  on  comparing 
"  the  descriptions  and  claims  in  the  two  patents  respectively."  [Chitty,  J. — 
Yon  challenge  the  validity  ;  on  motion,  I  must  take  the  certificate  against  you.] 

25  Yes.  Then,  he  says,  "With  regard  to  the  patent  No.  19,153  referred  to  in 
"  paragraphs  9, 10,  and  11  of  the  affidavit  of  the  said  W.  A.  Smithy  and  in 
"  paragraph  8  of  the  said  F.  C.  Bell  Cole,  I  say  that,  having  ordered  from  the 
"  United  States  Phonograph  Company  certain  cylinders  and  other  goods  which 
"  were  not  in  any  way  infiringements  of  the  Plaintiffs'  patents,  I  received  in 

30  ^  the  latter  part  of  the  month  of  October  1896,  in  addition  to  the  goods  ordered 
"  by  me,  five  phonographs  of  an  entirely  new  kind.  At  the  time  I  received 
^  them  they  did  not  appear  to  me  to  be  infringements  of  the  Plaintiffs*  patent, 
^^  so  &r  as  I  could  tell,  for  if  I  had  thought  they  were  infringements  I  should 
**  not  have  sold  them."  [Chitty,  J. — Then  they  are  infringements,  and  whether 

35  the  Defendant  knew  or  not,  he  is  responsible,  and  it  is  a  case  for  an  injunction.] 
On  the  evidence,  I  submit  that  the  Plaintiffs  have  known  of  the  Defendant 
selling  these  things  for  the  last  three  years,  and  they  have  taken  no  steps.  They 
say  he  has  been  selling  for  the  past  three  years.  [Chitty,  J.— -It  is  a  plain 
case  of  infringement.]     As  to  the  validity.     [Chitty,  J. — I  cannot  go  into 

40  that.]  No  ;  but  I  want  to  call  your  attention  to  the  fact  that  Stirling^  J.,  in 
1894,  refused  the  Plaintiffs  an  interlocutory  injunction.  They  are  suing  on 
the  1886  patent,  which  was  amended  ;  and  the  certificate  refers  to  the 
unamended  patent.  \^Moulton,  Q.C. — An  amendment,  by  the  Act,  is  for 
all  intents  and  purposes  taken  to  have  been  the  original  patent ;  and,  farther, 

45  the  patent  was  amended  long  before  the  action.]  The  patent  contained  113 
distinct  claims,  and  all  but  10  were  struck  out.  [CHITTY,  J. — I  do  not  follow 
the  aigument ;  validity  cannot  1)e  disputed.  On  the  motion,  infringement 
is  admitted,  and  I  do  not  see  how  you  can  say  the  patent  is  invalid  by 
reason  of  the  amendment.]     My  argument  is  what  Stirling,  J.,  said  on  the 

50  28th  of  July  1894,  stated  in  W.  A.  Smith's  affidavit  (one  of  the  Plain- 
tiffs' witnesses),  paragraph  13 : — ''  Immediately  after  judgment  in  the  last- 
^  mentioned  action,  the  Plaintiffs  commenced  an  action  in  respect  of  the  said 
^  patent  No.  6207  of  1886  in  the  Chancery  Division  against  James  Edwin  Hough, 
"  who  was  then  the  princip^  infringer  of  the  said  patent  by  the  exhibition 

55  ^  and  sale  of  phonographs  at  a  shop  in  Old  Broad  Street,  in  the  City  of  London, 
'*  by  which  he  made  large  profits.  The  Plaintiffs  at  once  applied  to  Mr.  Justice 
**  Stirling^  to  whom  the  action  was  assigned,  for  an  interim  injunction,  but  the 

0  2 
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**  Defendant,  by  his  Counsel,  objecting  that  the  validity  of  the  patent  had 
*^  not  been  contested  at  the  hearing  of  the  action  against  J.  Lewis  Young^ 
^'  and  expressing  his  own  determination  to  contest  the  validity  at  the  trial  of  the 
*'  action,  Mr.  Justice  Stirling^  on  the  28th  of  July  1894,  refused  to  grant  an 
^^  interim  injunction,  on  the  ground  that  the  validity  of  the  patent  had  not  been  5 
^'  established,  after  argument  and  evidence  from  a  Defendant,  but  only  by 
"  default.  The  said  Defendant  Hough  thereupon  delivered  Pleadings  questioning 
^^  the  validity  of  the  Plaintiffs'  said  patent  on  all  the  grounds  alleged  by  the  said 
^'  J.  Lewis  Young,  and  also  on  additional  grounds,  and  obtained  an  order  for  the 
^^  examination  of  Edison^  and  other  witnesses  in  America,  under  which  Edison^  10 
"  Tainter,  the  inventor  of  the  invention  described  in  the  Plaintiffs'  patent, 
'^  and  other  witnesses  were  examined  in  America,  and  all  preparation  made  for 
"  fully  trying  the  validity  of  the  patent.    The  trial  was  delayed  by  the  said 
^^  examination  in  America,  and  other  causes,  but  had  been  finally,  on  the  Plaintiffs' 
"  application,  ordered  by  Mr.  Justice /Jom^r  to  come  into  theListatthe  commence-  15 
"  ment  of  the  present  sittings.    The  Plaintiffs'  briefs  had  been  prepared,  and 
**  were  on  the  point  of  being  delivered  to  Counsel,  when  the  Defendant,  in  person, 
''  came  to  me  and  announced  his  intention  of  not  going  to  the  expense  of 
**  contesting  the  action  farther.  The  consequence  was  that,  when  the  action  was 
^  called,  the  Defendant  unconditionally  submitted  to  a  perpetual  injunction,  20 
"  with  costs."  [Chitty,  J.— Then  there  are  two  of  those  cases.!  The  position  is 
now  what  it  was  on  the  28th  of  July  1894.     [Chitty,  J. — No ;  because  the 
Defendant  did  raise  the  contest,  and  after  putting  the  Plaintiffs  to  expense, 
submitted.]    The  same  had  previouriy  happened  in  Young^s  case.    First,  there 
was  an  action  against  Young  on  the  other  patent,  which  went  to  the  Court  of  25 
Appeal.     Then  Young's  case  is  stated  in  paragraph  12  ot  W.  A.  Smith's 
affidavit : — ^*  The  Plaintiffs,  before  the  commencement  of  the  last-mentioned 
''  action,  had  commenced  an  action  against  the  said  J.  L,  Young  in  respect  of 
"  the  patent  No.  6207  of  1886,  which  action  was  assigned  to  the  Chancery 
"  Division,  and  came  on  for  trial  on  the  15th  of   June  1894.      The  said  :M) 
"  Defendant  Young^  by  his  Pleadings,  had  denied  infringement,  and  questioned 
*'  the  validity  of  the  Plaintiffs'  said  patent  on  almost  every  available  ground, 
''  including  particularly  anticipation,  and  his  solicitors  contested  the  action  up  to 
"  the  very  day  of  trial,  leading  the  Plaintiffs'  solicitors  to  believe  that  the  validity 
^*  of  the  patent  would  be  contested  to  the  fullest  extent ;  but  on  the  said  35 
"  action  being  called  on,  no  one  appeared  for  the  said  J.  Lewis  Young,    On  the 
"  Plaintiffs  proving  their  case,  Mr.  Justice  Homer  granted  the  Plaintiffs  an  injunc- 
'^  tion  in  respect  of  the  said  patent,  and  a  certificate  that  the  validity  of  the 
**  same  had  come  in  question."    [CHITTY  J. — Another  case  has  now  been  gone 
through.]     The  validity  of  the  patent  of  1886  has  never  been  established —  40 
[Chitty,  J.— It  is  11  years  old.] — after  argument  and  evidence.    Judgments 
have  only  been  obtained  by  default  abroad  and  here.    I  wish  to  contest  that 
patent,    f  Chitty,  J. — You  can  do  it,  but  there  is  a  strong  prima  facie  case 
for  an  injunction.    What  is  Bernstein  ?]    He  is,  I  believe,  a  dealer  in  various 
scientific  instruments.    {^Moulton^  Q.C. — He  calls  his  place  a  scientific  depdt.  45 
In  the  case  before  Stirling^  J.,  the  Defendant  made  a  strong  appeal,  under- 
taking to  bring  it  to  trial,  and  alleging  that  the  defence  was  bond  fide^  but 
Stirling^  J.,  ordered  the  Defendant  to  pay  money  into  Court.    I  will  send  for 
the  order  to  show  that.    The  Plaintiffs  do  all  they  can  to  bring  people  into 
Court,  but  then  they  disappear  before  the  trial.    Chitty,  J". — I  want  to  know,  50 
Mr.  Willis  Buudj  if  you  say  that  in  one  case  the  certificate  ought  not  to  be 
acted  on  ?]    I  say  the  validity  of  the  patent  was,  in  that  action,  not  established 
after  argument  and  evidence  by  the  Defendant ;  the  Plaintiffs*  own  evidence 
shows  it  was  taken  by  default.     Paragraph  7  of  the  Defendant's  affidavit 
explains  why  these  Defendants  did  not  come  to  trial,  and  it  states — ^  I  am   55 
"  informed,  and  verily  believe,  that   had  the  action  against  J.   E.  Houghj 
*^  referred  to  in  paragraph  13  of  the  affidavit  of  W.  A.  Smithy  been  fought  out. 
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**  it  would  have  been  proved  in  such  action  that  the  patent  No.  6027  is 
**  absolutely  bad,  and  that  the  evidence  of  Thomas  Alva  Edison^  taken  on 
^  commission,  would  have  conclusively  proved  this,  and  I  say  that  the 
'*  perpetual  injunction  against  Hough  was  merely  collusive  and  the  result  of  a 
5  "  compromise."  IMoulion^  Q.C.— that  is  denied.  Chitty,  J.— The  first  part 
of  that  is  rubbish,  but  collusion  may  be  material.  I  will  look  at  their  denial.] 
It  is  the  7th  paragraph  of  W.  A.  Smith's  affidavit,  in  reply,  which  states— 
*'  Referring,  further,  to  paragraph  7  of  the  Defendant's  said  affidavit,  it  is  not 
^  the  fact  that  the  jud^g^ent  obtained  against  the  Defendant  Hough  was 

10  *'  collusive  or  the  result  of  a  compromise.  The  said  Defendant  endeavoured  to 
^  make  terms,  but  I  declined  to  entertain  any  proposals,  and  the  said  Defendant 
"  submitted  to  jadgment  without  condition  of  any  sort."  That  shows  there 
were  negotiations.  [Chitty,  J. — No.  You  are  on  the  point  that  it  was  collusive, 
and  that  is  denied  directly.]    There  was  something  going  on,  and  the  case  is 

15  just  in  the  same  position  as  when  it  was  before  Stirling^  J.,  that  the  patent  has 
not  been  established  after  argument  and  evidence  of  the  Defendant,  but  only  by 
de&ult.  I  submit  the  Court  should  take  the  same  course,  and  not  grant  an  in- 
junction till  the  patent  is  established.  Then  there  was  an  advertisement  inserted 
in  the  papers  immediately  after  the  judgment  was  obtained,  which  the  Plaintiffs 

ao  admit.  An  affidavit  made  on  behalf  of  the  Defendant  states  it— '^  The  Edison-Bell 
•'  Phonograph  Corporation^  Ld,^  give  notice  that  in  the  action  brought  by  them 
*^  against  J.  E.  Houghs  Mr.  Justice  Bonier^  on  the  28th  of  October  last,  granted 
**  a  perpetual  injanction  restraining  infringement  of  their  patent  No.  6027* 
^  of  1886  (the  vsdidity  of  which  had  already  been  established),  and  that  they 

2^5  **  will  commence  actions  for  infringement  of  their  patents  against  all  persons  in 
"  the  United  Kingdom  found  dealing  in  or  using  phonographs,  graphophones, 
"  records,  or  cylinders  not  purchased  or  leased  from  them  or  their  agents." 
[Chitty,  J.— What  has  that  to  do  with  the  motions  ?]  The  Plaintiffs  say  by 
that,  no  one  can  sell  any  phonographs  &c.  not  the  Plaintiffs',  whether  they  are 

30  infringements  of  that  patent  or  not.  [Chitty,  J, — Suppose  it  is  so  ?]  They 
issue  their  writ,  knowing  that  I  have  been  selling  for  two  years.  [CHITTY,  J. 
— ^What  about  the  five,  you  say  they  were  a  recent  consignment,  were  new  things 
to  you,  and  you  sold  them,  and  they  were  an  infringement.]  In  paragraph  6  the 
Defendant  says,  <<I  have,  with  the  full  knowledge  of  the  Plaintiffs,  been 

35  ^  selling  phonographs  and  graphophones  openly  in  the  market  for  the  last 
«•  three  years  and  upwsurds,  and  during  that  time  I  have  never  received  any 
^^  complaint  from  the  Plaintiffs  of  having  in  any  way  infringed  their  patents 
*'  until  this  action  was  brought."  Then  the  Plaintiffia  say,  in  paragraph  6  of 
W.  A.  iSmtWtf' affidavit,  in  reply,  ^'Referring  to  paragraphs  6  and  o  of  the 

40  *'  Defendant's  affidavit,  I  repeat  that  for  some  years  past  many  persons 
*'  have  infringed  the  Plaintiffs'  patents  by  selling  and  exhibiting  phonographs, 
^^  and  that  such  persons  were  unsubstantial  and  unable  to  pay  the  costs  of  any 
^  litigation  which  might  be  commenced  against  them.  Acting  under  the 
*^  advice  of  Counsel,  the  Plaintiffs  proceeded  against   the  most  substantial 

45  "  Defendants  they  could  find,  with  the  results  referred  to  in  my  former 
**  affidavit.  It  would  have  been  quite  ruinous  to  the  Plaintiffs  to  proceed 
**  against  all  of  these  infringers,  and  the  Plaintiffs  had  no  reason  to  believe 
**  that  the  Defendant  would  turn  out  to  be  a  more  substantial  Defendant  than 
^  any  of  the  other  infringers,  or  that  he  was  conducting  his  business  (if  that 

50  ^^  be  so)  on  a  more  extensive  scale  than  the  other  infringers.  To  the  best  of 
^  my  belief,  the  Defendant  and  all  similar  infringers  are  well  aware  of  the 
^  litigation  pending  between  the  Plaintiffs  and,  first,  the  Defendant  Toufig^ 
^  and,  secondly,  the  Defendant  Hough.  On  obtaining  judgment  against 
•«  Hough,  the  Plaintiffs  inserted  in  the  **  Times,"  "  Standard,"  "  Daily  Telegraph," 

55  **  and  ^  Daily  News  "  the  advertisement  set  out  in  the  copy  of  the  **  Times  '* 
"  of  4th  November  1896."    I  submit  that  on  the  Plaintiffs'  own  account  the 
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Defendant  has  been  selling  for  three  years  phonographs  and  graphophones,  and 
they  have  taken  no  steps  whatever.  [Chitty,  J. — ^Your  case  is  that  those 
others  were  not  infringements,  and  the  five  were.]  The  same  order  as  was  made 
by  Stirling,  J.,  ought  to  be  made  here. 

Chitty,  J.— The  Plaintiffs  ask  for  an  injunction  restraining  the  infringement  5 
of  two  patents.  They  have  obtained  certificates  on  each  patent  establishing  its 
validity.  In  one  action  there  was  a  long  trial  and  an  appeal.  The  validity  of 
that  patent  stands  upon  the  certificate — that  is  to  say,  the  question  on  the 
motion  stands  upon  that  certificate  after  a  well-contested  action.  That  is 
prima  facie  evidence  in  the  Plaintiffs'  favour,  and  makes  it  a  case,  in  regard  to  10 
that  patent,  in  which  an  injunction  ought  to  go  if  infringement  is  shown. 

Then,  on  the  other  patent,  there  is  the  certificate,  as  I  have  mentioned,  given 
by  Mr.  Justice  Romer ;  but  that  was  in  an  action  which  was  not  contested  at 
the  trial.    There  was  a  contest  up  till  the  trial.    When  the  trial  came  on,  the 
Defendant  made  default,  and  the  certificate  was  consequently  given.    He  did  15 
not  really  contest  the  patent.    The  question  of  validity  had  been  raised  by  him, 
but  at  the  last  moment,  as  sometimes  happens  in  these  cases,  the  Defendant 
abandoned  his  defence.    That  certificate,  of  course,  is  not  of  the  same  force  and 
effect  as  the  first,  and  so  Mr.  Justice  Stirling  thought  when  another  action 
came  before  him  and  an  interlocutory  injunction  was  asked  for.    But  since  20 
then  another  action  has  been  brought  with  similar  results — that  is  to  say,  after 
putting  the  Plaintiffs  to  all  the  expense  of  getting  up  their  evidence  and  being 
ready  for  trial,  the  Defendant  accounted.    That,  I  think,  was  Hough's  case. 
Then,  the  Defendant  Bernstein,  in  this  action,  is  bold  enough  to  say  in  his 
affidavit,  that  he  is  informed  and  believes  that  the  injunction  granted  against  25 
Hough  was  "  merely  collusive  and  the  result  of  a  compromise."    But  that  is 
entirely  denied.    That  is  only  information  and  belief  on  Bernstein's  part,  and 
,  it  is  a  kind  of  allegation  that  is  often  put  into  an  affidavit  upon  mere  surmise ; 
and,  at  the  same  time,  it  is  one  which  possibly  may  result  in  the  Plaintiffs  not 
being  able  to  deny  it.    But  the  Plaintiffs  in  this  case  have  denied  it  directly.  30 
Mr.  Willis  Bund  asks  me  to  see  how  they  have  denied  it.    I  do  see.    They  say 
that  it  was  not  collusive  or  the  result  of  a  compromise.    I  do  not  know  what 
more  they  could  say.    Then  they  add — and  upon  this  Mr.  Willis  Bund  tried 
to  found  an  argument — *^  The  said  Defendant  endeavoured  to  make  terms,  but 
^'  I  declined  to  entertain  any  proposals,  and  the  said  Defendant  submitted  to  35 
**  judgment  without  condition  of  any  sort,"  and  I  am  asked  gravely,  because 
there  was  some  negotiation,  to  say  that  the  result  of  that  action  was  brought 
about  by  collusion  or  was  the  result  of  a  compromise.    Of  course  that  cannot 
stand  for  a  moment. 

Then,  Mr.  Willis  Bund  says  that  the  matter  now  stands,  on  this  motion,  in  the  40 
same  position  as  it  did  when  the  motion  before  Mr.  Justice  Stirling  came  on 
to  be  heard.    In  my  opinion  it  does  not,  and  I  think  that  there  is  sufficiently 
strong  prima  fa^yie  evidence — I  am  speaking  of  the  patent  where  Mr.  Justice 
Romer  granted  the  certificate,  because  the  other  stands  upon  an  unquestionable 
certificate — and  the  circumstances  are  such  in  this  case  as  to  differentiate  it  45 
from  the  case  of  Mr.  Justice  Stirling  on  the  point  of  granting  an  injunction  or 
merely  ordering  the  Defendant  to  keep  an  account ;  and  that  the  Plaintiffs  are 
now,  having  regard  to  what  has  taken  place,  entitled  to  the  injunction  in  the 
usual  and  proper  form,  until  judgment  or  further  order.    If  there  is  any  vnrong 
done  to  Mr.  Berfistein,  if  he  should  dispute  the  patent  and  should  succeed,  50 
then  the  Plaintiffs  will  be  answerable  in  damages  to  him,  according  to  the 
undertaking  which  they  will  give  in  the  ordinary  course. 

There  is  nothing  in  the  particular  form,  Mr.  Willis  Bund — ^it  is  the  common 
form. 

Willis  Bund, — I  do  not  know  what  form  my  learned  friend  is  going  to  ask  55 
tor. 
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MaulUmj  Q.C.— I  'have  endorsed  mj  brief  "  Injunction  in  terms  of  notice  of 
'*  motion  on  nsnal  terms  **;  that  will  be  the  undertaking  as  to  damages. 
Willis  Bund.— Yea,  that  will  be  right.    Costs,  costa  in  the  action. 
Chittt,  t/.— Yes. 


5  In  the  Court  of  Appbal. 

Be/ors  Lord  Rubsbll,  (7.«7.,  and  Lords  Justices  Lindlet  and  Smith. 

December  3rd  and  4th,  1896. 

Alma  Veneer  Felt  Company,  Ld.  v.  Fisher. 

Action  for  royalties. — Account  ordered. — Finding  of  Registrar  based  on 
10  certain  estimates. — Motion  to  vary. 

The  A.  Company  J  as  owners  of  certain  Letters  Patent,  brought  an  action 

for  royalties  against  F.,  and  an  cu^count  was  ordered.    On  taking  the  account, 

the  Defendant  delivered  an  account  based  on  the  entries  in  a  certain  book, 

but  the  Registrar  treated  the  book  as  not  reliable,  and  found  the  Defendant 

15  liable  to  pay  a  balance  of  851.  7s.  lOd.,  and  based  his  finding   on  certain 

estimated  calculations  which  he  made.     The   Vice-chancellor  of  the  County 

Palatine  refused  to  interfere  with  this  finding,  and  the  Defendant  appealed 

to  the  Court  of  Appeal. 

Held,  that,  upon  the  evidence,  the  finding  was  right,  and  the  appeal  was 

20  dismissed,  with  costs. 

This  was  an  action  brought  by  the  owners  of  Letters  Patent  (No.  2014  of  1887), 
granted  to  F.  W.  Cheetham,  to  recover  royalties  from  the  Defendant  payable 
under  a  license  granted  by  the  Plaintiffs  to  the  Defendant,  dated  the  13th  of 
October  1893. 
25  The  invention  for  which  the  Letters  Patent  were  granted  was  for  covering 
the  woollen  bodies,  out  of  which  felt  hats  are  made,  with  a  thin  covering  of 
fur,  so  as  to  give  them  a  superior  finish.  This  operation  is  known  as  veneering 
or  dusting. 

The  writ,  which  was  issued  from  the  Manchester  District  Registry,  was 
IW  indorsed  as  follows : — *^  (1)  An  account  of  all  hat  bodies  and  other  articles 
**  veneered,  manufactured,  or  made  by  the  Defendant  according  to  the  process 
**  contained  in  certain  Letters  Patent  dated  the  9th  day  of  February  1887 
•*  and  numbered  2014.  (2)  An  account  of  all  royalties  payable  by  the 
**  Defendant  under  a  certain  indenture  of  license  dated  the  13th  day  of 
35  ^  October  1893  and  made  between  the  Plaintiffs  of  the  one  part  and  the 
*<  Defendant  of  the  other  part,  and  payment  of  what  shall  be  found  due  on 
^  taking  such  account,  and  interest   on  the  same  from  the  respective  times 
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'^  when  the  same  ought  respectively  to  have  been  paid.  (3)  Tliat  the  afore- 
'*  said  accoants  may  be  taken  in  the  first  instance  under  Order  III.,  Rule  5, 
''  and  Order  XV.  of  the  Orders  and  Rules  of  this  Court.  (4)  An  injunction 
'*  to  restrain  the  Defendant,  his  servants,  agents,  and  workmen  from  using  or 
^^  exercising  the  said  invention  otherwise  than  in  accordance  with  and  except 
^'  upon  and  subject  to  the  terms  and  conditions  of  the  said  indenture.*' 

The  Order  III.,  Rule  5,  and  Order  XV.  above  referred  to  are  identical  with 
Order  III.,  Rule  8,  and  Order  XV.  of  the  Rules  of  the  Supreme  Court. 

Immediately  upon  the  issue  of  the  writ,  and  before  delivering  Statement  of 
Claim,  the  Plaintiffs  made  an  application  that  the  accounts  might  be  taken  in 
chambers.  The  Deputy  Vice-Chancellor  refused  the  application,  but  on  appeal 
to  the  Court  of  Appeal,  an  order  was  made  to  take  the  accounts  in  chambers. 

During  the  proceedings  in  chambers,  both  Plaintiffs  and  Defendant  filed 
affidavits,  and  the  Deponents  were  cross-examined  on  their  affidavits. 

The  return  of  the  royalties  payable  by  the  Defendant  under  the  license, 
furnished  by  the  Defendant  to  the  Plaintiffs,  was  as  follows  : — 


10 


15 


Amount  of  royalties  payable  by  the  Defendant  under  license  dated  13th  day 
of  October  1893,  since  the  13th  day  of  October  1894  to  and  inclusive  of  the 
31st  of  July  1895. 

£  s.  d. 

1893.— November  16 8    9  10  20* 

December  18       -        -        -        -  -      7    2    6 

1894.— January     16  -        -        -        -        -        -  7  16  4 

February    13 8    8  3 

March         27 8  16  4 

April          28 12  12  0                 25 

May           31  -        -        -        -        -        -  12  18  6 

July           12 12  17  9 

August         2 10    4  0 

August       30 14    2  0 

September  26 19    8  8                 30 

November  15  -        -        -                -        -  20  17  1 

December    1  -        .        .                         -  25    8  9 

December  19 19    7  0 

1895.— January  29 16    4  11 

March  5 17  13    9                 35 

April  10 17  16    3 

April  26 21  13    1 

May  23 26    8    9 

June  24 35    4    6 

September   6 43  10  11  40 

The  return  was  compiled  from  a  book  (exhibit  RWP  8)  in  which  the  entries 
appeared  to  have  been  made  at  irr^ular  times  by  one  of  the  Defendant's 
foremen,  and  which  it  appeared  was  not  checked  in  any  reliable  manner  by 
any  other  person.  In  this  book  certain  hats  were  entered  as  being  undusted, 
and  others  as  dusted  or  veneered.  45 

The  Plaintiffs,  on  the  taking  of  the  account,  contended  that  a  considerable 
number  of  hats  had  been  treated  by  the  Defendant  according  to  the  patented 
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process,  in  respect  of  which  no  return  had  been  made,  and  that  this  was  the 
case  with  respect  to  the  hats  entered  in  the  book  RWF  8  as  not  veneered  or 
dnsted,  bat  which  they  contended  became  dusted  by  being  dyed  in  the  same 
kettles  as  the  veneered  hats  were  dyed  in  ;  the  suggestion  being  that  some  of 
5  the  fur  became  disengaged  from  the  veneered  hats  and  subsequently  settled  on 
and  became  attached  to  the  other  hat  bodies.  The  facts  and  contentions  are  set 
out  more  fully  in  the  judgments. 

The  Registrar  found  ^t  there  was  a  balance  of  85/.  Is.  10(2.  due  to  the 
Plaintiffs,  and  made  his  order  accordingly  in  the  following  terms,  adding  a 
10  note  to  the  effect  that  the  distinction  made  by  the  Defendant  in  his  book  RWF  8 
between  dusted  and  undusted  hats  could  not  be  relied  on,  and  that  he  had 
estimated  the  number  of  hats  on  which  royalty  was  payable  by  taking  the 
total  number  of  hats  which  passed  through  the  works,  as  shown  by  RWF  8, 
and  after  making  certain  additions  for  certain  times,  deducting  10  per  cent,  as 
15  non-dusted  hats  from  the  total  thus  arrived  at : — 

**  I  certify  as  follows  :— (1)  and  (2)  The  Defendant  has,  since  the  13th  day  of 
**  October  1893  down  to  the  3 1st  day  of  July  1895,  veneered,  manufactured,  or 
"  made,  according  to  the  process  contained  in  the  Letters  Patent  in  the  said  order 
^  mentioned,  18,098  dozen  hat  bodies.  The  amount  of  royalties  which  under 
20  *^  the  indenture  of  license  in  the  said  order  mentioned  became  payable  by 
**  the  Defendant  in  respect  of  the  said  18,098  dozen  hat  bodies,  was  the  sum 
^  of  452Z.  9^.,  and  he  has  paid  on  account  thereof  sums  amounting  to 
^  367Z.  Is.  2d.,  leaving  a  balance  due  from  him  to  the  Plaintiff  Company  of 
«  9&1.  Is.  lOd." 
25  The  Defendant  moved  to  set  aside  the  Registrar's  finding,  mainly  on  the 
ground  that  he  was  bound  by  the  book,  and  that  he  had  really  not  taken  an 
account,  but  had  assessed  damages. 

The  motion  came  before  Hall,  F.(7.,  who  refused  to  interfere  with  the 

Registrar's  finding. 

30      The  Defendant  then  appealed  to  the  Court  of  Appeal.    On  the  hearing  of 

the  appeal,  Asthury,  Q.C.,  and  Radfirrd  (instructed  by  Vanderpump  and  Son, 

agents  for  Diggles  and  Ogden,  of  Manchester)  appeared  for  the  Defendant ; 

Bradbury  and  J.  C.  Graham  (instructed  by  W.  J.  and  E.  H.  Tremellen,  agents 

for  A.  Macdonald  Blair^  of  Manchester)  appeared  for  the  Plaintiffs. 

35      Lord  Russbll,  GJ. — This  case  has  occupied  practically  two  days,  and  has 

been  very  elaborately  and  carefully  dealt  with  by  the  learned  Counsel  for  the 

Defendant,  and  I  may  say  the  same  of  the  manner  in  which  it  has  been  dealt 

with  by  the  Plaintifb*  Counsel. 

The  Plaintiffs  are  the  owners  of  a  patent  for  a  certain  process  in  the  manu- 

40  fecture  of  felt  hats,  and  on  the  13th  of  October  1893,  the  Patentee,  by  indenture, 

gave  a  license,  or  the  Company  with  which  he  is  connected  and  which  owns  the 

patents  gave  a  license,  to  the  Defendant  to  use  the  patent  process  of  the  Company. 

The  claim  is  brought  for  the  license  fees  properly  payable  in  respect  of  the  period 

from  the  14th  of  October  1893  to  the  3lBt  of  July  1895.    The  Defendant  alleges 

45  that  the  total  number  of  hats  which  he  manufactured  altogether,  over  that 

period,  amounted  to  19,931  dozens  ;  and  he  says  that  that  total  figure  is  made 

up  of  14,682  dozens  of  hats,  veneered  or  dusted,  and  of  5,249  dozens  of  hats, 

which  he  says  were  not  dusted.    He  is  bound  by  a  very  strict  covenant  under 

his  deed  of  license,  thus  (this  is  Clause  2) — ^'^  The  licensee  shall,  at  all  times 

50  *^  during  the  continuance  of  this  license,  keep  accurate  and  regular  accounts, 

^  in  separate  books,  containing  full  entries  and  particulars  of   all  articles 

^  manufactured  or  made  by  him  under  this  license,  and  of  all  particulars 

**  in  relation  thereto,  which  may  be  material  for  the  purpose  of  showing  the 

^  amount  payable  to  the  licensors  by  way  of  royalty  as  aforesaid.    And  the 

55  ^  said  books  of  account  and  all  other  documents  in  the  possession  of   the 

«'  licensee,  relating  to  the  said  invention,  manufacture,  and  premises,  shall  be 

^'  kept  at  the  place  of  business  of  the  licensee,  and  shall,  at  any  time,  if 
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required,  be  produced  for  the  inspection  of  the  licensor^,  or  any  person 

appointed  by  them,  who  shall  be  at  liberty  to  make  copies  of,  or  extracts 
"  from,  any  of  the  accounts  or  matters  therein  contained."  And  the  licensors 
have  further  this  protection,  that  they  are  entitled  to  call  upon  the  licensee,  who 
is  bound  to  render  these  accounts,  to  make  a  statutory  declaration  of  their  5 
truth,  in  a  form  elaborately  shown  in  the  schedule  to  this  indenture,  which  sets 
out  the  character  of  the  return  to  be  made. 

Now,  when  the  claim  is  made  upon  him,  the  Defendant  says,  ^^Here  is 
'*  the  account,"  and  he  furnishes  a  copy  which  is  to  be  taken  to  be  a  copy  of  the 
account  as  it  appears  in  his  book  ;  and  the  main  question  in  this  case,  and  the  10 
question  the  answer  to  which,  in  my  judgment,  is  decisiTe  of  the  right  of 
the  Plaintiffs  in  this  matter,  is  whether  this  account  is  or  is  not  a  reliable  one. 
Incidentally  it  has  been  said,  by  the  learned  Counsel  for  the  Defendant,  that  it 
is  not  open  to  the  Plaintiffs,  in  an  ordinary  and  common  action  for  an  account, 
to  make  imputations  of  intentional  misstatement  or  inaccuracy — in  other  words,  15 
of  fraud.  I  do  not  think  that  is  correct.  If,  in  the  taking  of  the  account,  a 
question  of  intentional  inaccuracy  or  fraud  crops  up  incidentally,  it  must  be 
the  duty  of  the  person  who  is  charged  with  the  taking  of  the  account  to  inquire 
into  that  matter,  so  far  as  it  is  relevant  to  the  matter  in  hand,  and  to  deal 
with  it.  ..  20 

Now,  what  is  to  be  said  about  this  account,  taking  it  ex  facie  to  begin  with  ? 
1  do  not  wish  to  be  too  confident  in  the  expression  of  this  opinion,  but,  as  it  is 
an  opinion  that  I  have  formed,  and  somewhat  clearly  formed,  I  am  bound  to 
express  it.  I  do  not  belieye  that  this  account  was  entered  up  regularly  from 
day  to  day,  at  all.  I  do  not  say  that  that  means  that  it  was  always  invariably  25 
entered  up  at  the  end  of  the  month  ;  but  I  am  satisfied — ^reasonably  satisfied — 
from  an  inspection  of  it,  that  this  is  not  the  first  record  of  the  circumstances 
which  it  purports  to  record.  I  come  to  the  conclusion,  as  regards  many  pages 
of  this  book,  that  they  were  substantially  all  written  up  at  the  same  time, 
and  that  they  were  not  what  they  purport  to  be,  entries  made  from  day  to  day  as  30 
the  circumstances  themselves  transpired. 

This  book  is  vouched  by  Mellor  and  by  Clmigh  ;  Mellor^  Whose  position  in 
the  matter  we  have  had  described  ;  Cloiigh^  who  had  nothing  to  do  with  it  at 
all  until  all  the  processes  had  practically  been  accomplished,  and  when  he  was 
taking  the  results  of  the  manufacture  from  the  hats  in  stock.  The  observations,  35 
of  course,  that  I  have  made  as  to  what  the  book  discloses  ex  facie  apply 
mainly  and  prominently  to  Mellor ;  but  does  the  signature  of  Clough  afford 
any  additional  satisfactory  authentication  ?  Not  at  all.  The  peculiarity  of 
this  record  is  this,  that  it  is  not  a  record  made  at  the  end  of  the  processes  in 
the  course  of  the  manufacture  of  the  finished  article — ^the  hat — ^but  it  is  a  record  40 
made  in  the  middle,  or,  at  all  events,  not  at  the  end  of  the  processes  to  which 
the  hats  have  to  be  subjected,  which  is  itself  a  very  singular  thing ;  and,  as 
regards  Clough^  I  am  satisfied  on  the  evidence,  taking  his  own  evidence  alone 
on  this  matter,  that,  although  he  may  have  seen  this  account  during  the 
month  occasionsLlly,  he  did  not,  as  a  matter  of  duty,  habitually  see  it,  and  did  45 
not,  as  a  matter  of  fact,  habitually  examine  it,  and  therefore  that  when  he 
came,  as  he  did,  at  the  end  of  each  mon^  to  append  his  name  to  it  in 
connection  with  Mellor*8  name,  he  appended  his  name  to  it  under  circum- 
stances in  which  he  could  not  have  had  any  knowledge  of  the  accuracy  of  the 
account  which  he  was  so  purporting  to  authenticate.  What  strikes  one  as  so  50 
singular  in  this  case  is  that  Mellor^  who  was  the  man  taking  the  finished 
article,  the  commodity  of  trade,  into  his  hands  as  finished  stock  to  be  used  in 
the  business,  had  no  record  to  produce  which  would  have  shown  the  number 
of  hats  manufactured,  much  less  the  classification  proper  to  be  made  in  respect 
of  those  hats.  55 

But  the  case  does  not  stop  there.  I  am  amazed  to  be  told  that  in  a  mercantile 
house  in  Manchester  there  are  no  other  records  which  would  substantiate  this 
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if  it  were  a  true  account.  Surely  there  is  kept  in  the  principal  office  of  the 
house  a  stock-book,  as  a  check  upon  the  account  which  Glough  ought  to  have 
as  stock-keeper.  Surely  if  the  accounts  were  kept  with  any  approach  to  mer- 
cantile reiBHilarity,  there  ought  to  have  been  some  means  of  showing  what  were 

5  the  number  of  hats,  and  the  particular  kinds  and  classes  of  hats  sold  during 
the  course  of  the  year,  and  during  the  period  which  we  are  here  considering. 
I  suppose  there  is  stocktaking  in  this  business — ^if  there  is  not  it  is  remarkable 
— and  I  presume  that  that  stocktaking  would  show  the  classification  of  hats  (it 
ought  to  show  it)  which  is  material  to  the  inquiry  which  we  are  here  invited 

10  to  enter  upon.  But  none  of  these  things  are  forthcoming.  And  I  pause  to 
make  this  observation,  that  if  the  action  had  been  brought — which  it  was  not, 
in  form — ^against  the  Defendant  for  breach  of  his  covenant  to  keep  accurate 
accounts,  he  would  have  had  no  answer  whatever  to  the  action.  The  question 
of  damages  would  have  been  at  large,  and  we  should  have  had  to  consider, 

15  probably,  in  that  connection  very  much  the  same  kind  of  questions  on  that  head 

that  I  will  presently  address  myself  to.    Therefore,  it  stands  thus — ^that  the 

value  to  be  attached  to  this  book  depends  upon  the  amount  of  credit  that  ought 

to  be  given  to  MeUor.    That  is  clear. 

Now,  it  has  been  properly  said  by  the  learned  Counsel  for  the  Defendant 

20  that  Mellor  is  to  some  extent  on  his  trial  here.  I  am  not  going  to  say  one  word 
that  is  unnecessary  to  be  said  as  regards  the  Defendant.  It  may  be  that  he 
knew  nothing  at  all  about  this  matter,  or  the  way  that  Mellor  kept  his  account, 
and  I  am  willing  to  assume  that  that  was  so.  Mellor^s  position  was  this — he 
was,  it  appears,  interested  in  the  turnover  of  this  business,  because  he  vms 

85  entitled  to  a  commission  upon  it ;  and,  when  the  question  of  the  account  comes 
to  be  dealt  with,  his  conduct  is  impeached  ;  and  his  evidenee,  therefore,  is  to 
be  examined  and  r^arded  as  that  of  a  person,  not  only  interested  in  the  result, 
but,  as  regards  the  particular  matter  in  hand,  whose  conduct  is  being  criticised, 
and!,  if  the  account  is  not  a  proper  and  good  account,  whose  account  is  being 

30  condemned. 

Now,  what  is  the  evidence  on  the  other  side  ?  I  content  myself  with  referring 
to  the  evidence  of  the  witness  Warr  alone.  I  do  not,  at  all,  mean  to  say  that 
there  are  not  criticisms,  and  criticisms  of  a  forcible  kind,  to  be  addressed  to 
Warr^s  evidence.    The  learned  Counsel  for  the  Defendant  has  addressed  those 

35  criticisms  to  us.  But,  allowing  something  for  them,  are  they  enough  to  justify 
us  in  discarding  Warr  as  an  unreliable  witness  ?  I  say  in  this  connection,  to 
b^gin  with,  what  I  think  it  is  always  right  to  say,  when  you  are  considering  the 
amount  of  weight  to  be  attached  to  the  evidence  of  a  particular  witness  whom 
this  Court  has  not  seen,  that  the  tribunal  that  sees  the  witness,  that  hears  him 

40  g^ve  his  evidence,  can  observe  the  manner  in  which  that  evidence  is  given,  the 
manner  in  which  he  meets  the  cross-examination  addressed  to  him,  is  a 
much  better  judge  of  the  amount  of  credit  to  be  attached  to  a  particular  witness 
than  we  can  possibly  be  here,  merely  reading  thie  dry  record  by  pen  upon 
paper  of  what  the  witness  has  said.     And  I  start,  therefore,  with  this — ^that 

45  Warr  was  accepted,  expressly  accepted,  by  the  Registrar  as  a  witness  of  truth  ; 
and  I  think  it  is  right,  as  the  learned  Counsel  for  the  Plaintiffs  pointed  out,  to 
notice  that  when  the  Judge  refers  to  the  Registrar  on  this  point,  when  the 
matter  came  before  him,  the  Registrar  does  not  indorse,  with  his  acceptance, 
all  the  evidence  tendered  on  behalf  of  the  Plaintiffs ;  he  does  expressly  say, 

50  howoTer,  that  he  believes  Warr  was  a  reliable  witness;  and  he  expresses 

further  the  opinion,  not  that  he  accepted  all  the  testimony  of  all  the  witnesses 

for  the  Plaintiffs,  but  that  generally  he  thought  they  were  more  worthy  of 

credit  than  the  witnesses  called  on  behalf  of  the  Defendant. 

What  does   Warr  say  ?     Before  I  address  myself  to  that,  perhaps  I  had 

S5  heUer  first  say  who  Warr  is,  and  what  are  the  circumstances  under  which  he 
gives  his  evidence.  He  is  a  man  who  is  stated  (and  upon  that  he  is  not  cross- 
examined)  to  have  been  in  the  employment  of  a  well-known  manufacturer  at 
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Hyde  for  a  period  of  Bixteen  years ;   that  length  of  employment  certainly  is 
as  good  as    a   certificate  of  character.      He  is  in  the  employment  of  the 
Defendant  only  for  a  very  short  period  of  time,  namely  from  the  7th  to  the 
14th  of  May  1894.    Now,  what  does  he  say  ?    After  some  introductory  para- 
graphs, which  I  need  not  refer  to,  he  says,  ''  When  I  went  on  the  Monday   5 
'^  morning,  the  first  day  of  my  employment  with  the  Defendant,  I  cleared 
''  ont  the  dye  liqnor  from  the  vat  and  found  therein  a  certain  mixture  or 
"  deposit  of  comminuted  fur,  and   I  re-filled  the  vat  with  the  new  liquor 
*^  and   I   proceeded  to  veneer,"  and  so  on.    ^^  I  did  all  the  veneering  that 
''  was  done  in  the  shop  during  the  week  that  I  was  there  '* — and  that  is  not  10 
'*  denied — and  it  was  done  in  batches  of  either  24  dozen  or  25  dozen.    It 
<*  was  given  to  us  in  batches  of  24  or  25  dozen,  and  was  veneered  by  me  in 
^^  batches  of  about  12    at    the    time.*^      Then,   in   paragraph   13,   he  says, 
*''  Whilst  I  was  there,  I  saw  in  that  portion  of  the  works  where  the  foreman 
'^  Mellor  kept  his  accounts,  a  book  which  purported  to  contain  entries  dis-  15 
^*  tinguishing  the  hats  which  had  been  dusted  and  not  dusted.    During  the 
"  week  that  I  was  in  the  Defendant's  employment,  every  hat  body  which 
*'  passed  into  the  dye  shop  was  veneered,  and  I  myself  veneered  ever>'  hat 
"  body  that  viras  veneered  during  that  week.    I  also  dyed  every  hat  that  I 
'^  veneered  during  the  week  when  I  was  in  the  Defendant's  employment,  with  20 
*^  the  exception  of  a  few  which  were  done  on  the  Saturday  by  MeUor^  but 
**  those  were  not  dyed  by  me,  as  they  were  not  ready  to  dye  on  Monday  when 
^'  I  left.    Looking  at  the  book  referred  to  in  paragraph  14  hereof,  I  say  that 
^*  many  of  the  hats  sent  in  by  me  during  the  time  I  was  in  the  Defendant's 
''  employment  were  entered  as  unveneered,  whereas  every  hat  body  for  that  25 
*^  period  ought  to  have  been  entered  as  a  veneered  hat"    Now,  I  must  make 
the  observation  which  will   be   anticipated  from  what  I  have  already  said, 
that  one  would  expect  that  there  would   be   some   such  book  as  he  there 
refers  to.    In  his  cross-examination  he  describes  it  as  a  scribbling  book ;  he 
describes  it  also  as  a  book  in  which  there  were  rough  pencil  entries.     This  30 
book,  then,  is  shown  to  him,  not  opened,  and  he  says  he  would  not  say  that 
that  was  not  the  book.    I  do  not  know  whether  both  sides  were  shown  to 
him  or  not,  because  he  describes  the  book  which  he  saw  as  red  on  the  back, 
which  this  obviously   is   not.     He  says  he  thought  it  was  wider  than  this 
book,  but  he  swears  that  the  book  which  he  saw  was  a  scribbling  book  with  35 
pencil  entries  in  it ;  and  that  such  a  book  probably  did  exist,  I  thii^  is  almost 
certain,  and  I  believe  it  did  exist. 

Now,  I  turn  to  the  record  for  the  time  to  which  his  evidence  refers,  and  I  find 
this  rather  extraordinary  result.    He  had  only  just  come  there,  and  he  only 
remained  from  the  7th  to  the  14th.    We  know  that  the  Defendant's  case  is  40 
that   about    a  fourth — 25  per   cent — of  the   entire  number  of   hats   were 
undusted  hate.    The  Plaintiffs,  on  the  other  hand,  say  that  is  much  too  high 
a  percentage  of  undusted  hats,  and  the  percentage  was  only  about  10  per  cent. 
Now,  we  find  this  very  extraordinary  fact,  that  on  the  very  first  day  on  which 
he  worked  there,  there  were  passed  into  the  dyeing  room  only  24  dozen  to  be  45 
dusted ;  but  according  to  this  book  there  purported  to  be  passed  into  the  dyeing 
room  not  dusted  as  many  as  72  dozen,  and  for  the  whole  of  that  week,  from  the 
7th  to  the  14th,  when  that  man  was  there — and  being  only  there,  as  I  have  said, 
for  a  very  short  time — 100  dozen  or  about  100  dozen  not  dusted  are  said  to  have 
been  sent  in,  considerably  in  excess  of  the  quantity  comprised  under  the  head  50 
of  *^  Dusted."    Then,  Warr  proceeds  to  tell  us  how  he  came  to  communicate 
with  Cheetham.    It  is  not  alleged  against  Warr  that  he  received  any  bribe  or 
any  money.    He  had  known  Cheetham  for  twenty  years.    If  he  had  been 
doing   this,    as   was   rather   suggested,  or  rather  insinuated  perhaps  than 
suggested,  in   conspiracy  or  in  concert   with   Gheetham^   one  would  have  55 
expected  that  he  would  have  straightway  informed  Cheetham ;  but  what  he 
says  is,  '*I  met  Cheetham  about   a   month   after    I    left   the  Defendant's 
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^  employment  I  met  him  in  the  market-place  at  Hyde,  and  I  then  told  him, 
*^  as  I  thought  I  ought  honestly  to  tell  him,  that  he  was  being  robbed.'*  Now, 
is  this  an  invention  ?  He  has  been  treated  by  the  Registrar  as  a  credible 
witness,  who  saw  him,  as  I  have  said,  and  heard  him  cross-examined. 
5  Should  we  treat  him  as  unreliable  ?  I  cannot  see  that  we  ought  to  do  so  or 
could  do  so. 

Then,  if  so,  what  is  the  result  ?  The  result  is  that  this  account  goes  by  the 
board.  This  account  is  unreliable.  It  is  not  even  admitted  by  the  Plaintiffs 
that  this  book  does  contain  an  exhaustive  account  of  the  entire  number  of  hats 
10  dusted  and  undusted  at  all,  but  I  pass  by  that.  Even  if  it  does,  if  Warr^a 
evidence  is  true,  it  establishes  that  Mellor  recorded  in  one  week  100  dozens  of 
hats  as  being  undusted  which  were,  in  fact,  dusted  or  veneered.  Is  it  possible 
for  the  Court  to  assume  that  that  was  the  only  time  that  this  was  done  ?  I 
think  it  is  impossible.    I  do  not  stop,  as  I  have  said,  to  consider  how  far  the 

rl5  Defendant  knew  this,  or  was  party  to  what  I  conceive  to  have  been  the  mis- 
deeds of  Mellor.    It  is  enough  to  demonstrate  that  this  account  is  absolutely 
[  and  entirely  unreliable. 

And  now  I  recur  to  the  observation  I  made  a  few  minutes  ago.    If  tliis  had 
been  an  action  for  not  keeping  an  account,  in  breach  of  the  covenant  contained 

20  in  the  license,  the  Plaintiffs  would  have  been  entitled  to  recover.  In  such  case 
they  would  have  had  to  give  the  Court  some  idea  of  the  damages,  some  data  upon 
which  to  base  a  calculation  of  damages.  But  if  the  Court  or  a  jury  came  to 
the  conclusion  that  the  accounts  were  not  properly  kept,  and,  still  more,  if 
they  came  to  the  conclusion  that  they  were  dishonestly  kept,  especially  in  a 

25  case  where  the  Defendant  had  it  in  his  own  power,  by  the  observance  of  the 
most  simple  and  ordinary  mercantile  precautions,  to  have  ensured  the  keeping 
of  accounts  which  could  be  properly  authenticated  and  demonstrated  to  be 
correct,  a  jury  would  not  be  told  to  be  particularly  careful  as  to  the  proof  of 
the  precise  number  or  dozens  or  half-dozens  of  hats  that  were  subjected  to  one 

30  process  or  the  other.  It  would  be,  to  a  great  extent,  necessarily,  as  it  is  with 
us,  groping  in  the  dark.  The  Registrar  has  arrived  at  a  conclusion  that  a 
number  of  hats  ought  to  be  paid  for,  which  would  work  out  the  remaining  and 
unpaid  balance  of  the  license  money  to  a  sum  of  85Z.  Can  we  say  that  he  is 
wrong  ?    I  do  not  think  we  can  ;  and  the  learned  Counsel,  Mr.  Astbury^  who 

35  argued  this  case  very  carefully,  quite  candidly  admitted  that  we  were  not 
called  upon  to  discriminate  doselv  between  a  few  dozens  here  or  a  few  dozens 
there. 

It  would  be  enough  for  my  judgment  if  I  rested  the  case  upon  the  view  that 
I  have  up  to  this  time  expressed ;  but  there  is  a  subsidiary  point,  or  what  I 

40  r^^d,  at  least,  as  a  subsidiary  point,  against  the  Defendant,  and  that  needs  a 
word  or  two  of  explanation.  When  this  patent  was  first  in  operation,  those  who 
were  licensees  of  it  claimed  that  they  were  liable  only  for  veneered  hats — that 
is  to  say,  hats  that  had  a  plentiful  supply,  shall  I  call  it,  of  this  fur  material — 
and  that  they  were  not  liable  for  hats  that  were  merely  dusted,  or,  in  other 

45  words,  hats  that  had  a  scant  supply  of  this  fur  material  upon  them ;  and  at 
that  time  it  seems  to  have  been  the  practice  to  put  into  the  dye  kettle,  and 
with  the  dyes,  additional  quantities  of  fur,  and  in  that  way  to  do  what  was 
then  called  ^  dust "  them,  the  licensee  claiming  that  those  were  not  ^Weneered** 
hats  within  the  meaning  of  the  patent  at  all.    Therefore  the  introduction  of 

50  for  material  into  the  dyeing  kettle  was  a  thing  well  known  and  acted  upon 
and  availed  of  by  licensees,  who  claimed  exemption,  and  got  exemption 
apparently,  prior  to  the  decision  of  the  case  of  Cheetham  v.  NuttalL  Now  in 
this  case  it  is  not  alleged — and  it  is  proper  to  say  that  there  is  no  evidence  at 
all — that  the  Defendant  was  guilty  of  what  would  have  been  a  gross  act  of 

55  dishonesty,  namely,  of  putting  additional  fur  material  into  the  dyeing  kettle 
for  the  express  purpose  of  bringing  about  the  dusting.  But  what  is  said  is 
that  from  the  mode  in  which  the  business  was  carried  on,  in  the  dyeing  kettle. 


166  REPORTS  OP  PATENT,  DESIGN,       [Feb.  24, 1897. 

Alma  Veneer  Felt  Gompany^  Ld.  v.  Fisher. 

after  iwo  dozen  or  three  dozen,  or  whatever  the  number  is,  of  veneered  or 
dusted  hats  had  passed  through  it,  and,  for  the  purpose  of  getting  the  dye  into 
them,  had  been  passed  backwards  and  forwards  so  that  the  contents  of  the 
dyeing  kettle  were  stirred  up,  a  considerable  quantity  of  fur  did  escape  from 
them,  rubbed  off  by  friction  brought  about  in  the  way  that  I  have  described,  5 
so  that  there  came  to  be,  after  a  number  of  veneered  hats  had  been  passed  through 
the  dyeing  kettle,  a  considerable  quantity  of  this  fur  stuff  remaining  in  it ; 
and  if,  in  that  condition  of  things,  hats  called  undusted  hats  were  put  in,  they 
would  take  up  and  have  attached  to  them,  as  part  of  their  structural  body,  a 
quantity  of  the  material  which,  on  the  supposition  that  I  have  suggested,  would  10 
be  in  the  dyeing  kettle,  so  that  they  would,  in  fact,  become  dusted  hats, 
although  they  were  pnt  in  as  undusted  hats.  Well,  if  it  were  material  to 
express  an  opinion  upon  it — although  I  confess,  for  myself,  that  the  ground 
upon  which  I  have  so  far  proceeded  seems  to  me  sufficient  to  justify  the 
conclusion  at  which  the  Registrar  arrived — I  do  not  see  that  it  is  impossible,  15 
and  nothing  in  the  evidence  has  satisfied  me  that  it  is  impossible,  that,  subjecting 
the  hate  in  some  particular  condition,  such  as  I  have  described,  to  that  process 
in  the  dyeing  kettle,  dusted  hats  may  have  been  the  result.  But  I  do  not 
proceed  upon  that  ground.  I  proceed  upon  the  first  ground.  I  think  that  we 
cannot  say  that  the  Registrar  was  wrong— he  certainly  was  not  wrong  in  my  20 
opinion — in  arriving  at  the  result  that  the  Defendant  had  not  accounted  for  all 
the  hats  in  respect  of  which  he  ought  to  pay  a  license ;  and  I  am  not  called 
upon  to  criticise  too  closely  the  particular  figure  at  which  he  has  arrived. 
Therefore,  the  judgment  will  stand  as  it  stood  after  the  judgment  of  the  Vice- 
Chancellor,  namely,  judgment  for  the  Plaintiffs  for  the  sum  of  85Z.,  and  this  25 
appeal  must  be  dismissed,  with  costs. 

LiNDLBY,  //.J.— I  am  entirely  of  the  same  opinion,  and  I  shall  add  very 
little. 

On  the  13th  •f  October  1893,  the  Plaintiffs  granted  to  the  Defendant  a  license 
to  use  GheethanCs  patent  for  the  manufacture  of  felt  hats.  The  nature  of  that  30 
patent  has  been  explained  to  us,  and  it  may  be  taken  as  understood  by  us  all. 
An  account  was  directed  against  the  Defendant  of  all  the  hat  bodies  and  other 
articles  which  he  had  made  since  the  13th  of  October  1893  (that  is  the  date  of 
the  license)  down  to  the  then  present  time  according  to  that  patent,  and  an 
account  of  the  royalties  payable  to  the  Plaintiffs  under  the  license.  That  is  35 
taken  into  chambers  or  before  the  Registrar  of  the  County  Palatine  to  work  out. 

Now,  let  us  look  and  see  what  the  modus  operandi  is.  The  Plaintiffs  have  no 
materials  whatever  to  lay  before  the  Registrar  in  order  to  enable  him  to  come 
to  a  conclusion  of  how  many  hats  the  Defendant  made  or  what  the  royalty 
should  be.  The  Plaintiffs  must  get  the  information  from  the  Defendant  in  his  40 
books;  there  is  no  other  source  from  which  to  get  it.  The  Defendant,  by 
accepting  the  license  in  the  terms  which  my  Lord  has  read,  undertook  the 
obligation,  and  it  was  his  duty  to  keep  a  proper  account,  showing  at  any 
moment  the  number  of  hats  he  made  pursuant  to  or  in  accordance  with  his 
license— in  other  words,  he  was  bound  to  furnish  the  information  which  45 
had  to  be  procured  somehow  or  other  in  order  to  work  out  this  account. 
Accordingly,  the  Defendant  brings  in  what  he  calls  an  account,  and  he  purports 
in  that  account  to  show  the  total  number  of  hats  made  since  October  1893,  and 
the  total  number  of  those  which  were  made  or  finished  according  to  the 
license,  and  the  balance  will  be  those  which  he  made  with  which  the  Plaintiffs  50 
have  nothing  to  do..  It  appeared  from  that  account,  which  we  will  call  Mellor^s 
account,  that  he  had  made  19,931  dozen  hats ;  that  is  not  quarrelled  with ;  of 
those  he  said  that  14,682,  and  no  more,  were  made  according  to  the  Plaintiffs' 
patent ;  he  said  that  the  balance  (I  am  talking  of  dozens),  5249,  wtere  outside 
the  license,  and  nothing  was  payable  upon  them.  Now,  that  account,  supposing  55 
it  to  be  correct  or  anywhere  near  correct,  means  this,  that  of  the  whole — I  will 
call  them  20,000  dozen — made,  about  two-thirds  were  subject  to  royalty  and 
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one-third  not.  Now,  is  that  a  fair  proportion  ;  is  that  reliable  ?  Can  we  rely 
upon  that  book  called  Mellor's  book  ?  As  I  understand,  nobody  impeaches 
the  book  so  far  as  the  total  number  of  hats  made  is  concerned ;  but  the 
distribution  of  hats  made  into  two  columns,  one  column  headed  ^  Dusted," 

5  which  means  subject  to  royalty,  and  the  other  column  headed  '*  Not  dusted," 
which  means  free  from  royalty,  is  quarrelled  with  ;  and,  for  the  reason  which 
my  Lord  has  given,  and  which  I  do  not  intend  in  any  way  to  repeat,  but  which 
I  entirely  adopt,  it  is  quite  impossible  for  any  Court  to  be  satisfied  that  that 
distribution  or  classification  in  Mellor's  book  is  reliable.    It  is  utterly  unreliable, 

10  and  the  proportion  of  dusted  hats  to  undusted  hats  shown  by  that  book  is 
unreliable.  There  was  a  much  smaller  total  number  of  hats  made  free  from 
royalty,  undusted,  unf urred,  than  that  book  shows. 

The  Registrar  came  to  that  conclusion,  and  it  was  difficult,  in  fact,  on  the 
materials  before  him,  impossible,  to  find  out  accurately  the  proportion  of  hats 

15  subject  to  a  royalty,  and  hats  free  from  royalty.  What  then  does  the  Registrar 
do  ?  He  looks  into  the  matter  as  closely  as  he  can  ;  he  looks  into  those 
calculations  based  upon  the  total  quantity  of  fur  used,  and  so  on,  and  he 
cannot  make  anything  of  them,  and  what  he  does  is  this — he  has  got  the 
figure  19,931  dozen  agreed  or  established,  and  he  says,  ^'  I  have  come  to  the 

20  ^  conclusion  that  the  distinction  between  dusted  and  undusted  hats  in  Mellor's 
*'  book  cannot  be  relied  upon  ;  I  have  taken  the  total  number  of  hats  passing 
"  through  the  works  as  shown  by  the  book."  Then  he  makes  a  correction  for 
July,  and  a  correction  for  the  time  of  the  commencement  of  the  account,  and 
he  has  deducted  from  that  total,  so  corrected,  (and  nobody  quarrels  with  the 

25  correction  to  really  any  great  extent)  10  per  cent,  for  non-dusted  hats,  and 
he  says  the  rest  are  liable  to  royalty,  and  (this  is  the  form  of  his  certificate) 
he  finds  royalty  has  to  be  paid  on  18,098  hats. 

Now,  the  Defendant  quarrels  with  that,  and  asks  us  to  say  it  is  wrong ; 
and  he  asks  us  to  say  it  is  wrong  because  he  says,  first  of  all,  the  Registrar 

30  was  wrong  in  treating  the  book  as  unreliable  ;  I  pass  over  that,  my  Lord  has 
exhausted  it.  He  says,  further,  the  Registrar  is  wrong,  because  he  has  proceeded 
in  that  rough  and  ready  way.  Well,  is  he  wrong  ?  What  is  to  be  done  ? 
Bear  in  mind  that  if  there  is  any  miscalculation,  if  there  is  anything  approaching 
an  injustice,  it  is  entirely  owing  to  the  omission  on  the  part  of  the  Defendant 

35  to  perform  the  duty  which  was  incumbent  upon  him  as  licensee  ;  and,  in  cases 
of  that  kind — ^they  are  frequent  enough  in  the  Court  of  Chancery  ;  everybody 
who  has  practised  there  is  perfectly  familiar  with  them — the  Master,  or  Chief 
Clerk,  or  Registrar  makes  the  best  guess — I  will  not  say  guess,  because  it  is 
something  more  than  a  guess,  but  he  comes  to  the  best  conclusion  he  can, 

40  and  never  yet  has  the  Court  disturbed  a  conclusion  thus  arrived  at.  I  recollect 
a  case,  which  is  to  be  found  in  3  Jones  and  Latouche,  where,  upon  an  account 
of  profits,  the  Defendant  had  no  books,  or,  if  he  had,  they  were  all  fraudulent, 
the  Master,  doing  the  best  he  could  under  the  circumstances,  charged  him 
with  10  per  cent. ;   he  appealed,  the  Lord  Chancellor  said,   ^^  If  the  Master 

45  ^*  had  charged  you  25  per  cent.  I  should  have  affirmed  it,  under  the  circumstances, 
**  all  the  same."  So  again,  there  is  the  well-known  case  of  Haig  v.  Orey^  in 
20  Beavan,  where  the  late  Master  of  the  Rolls,  Lord  Romilly^  proceeded  upon 
precisely  the  same  principle.  What  are  you  to  do  ?  Are  you  to  say  to  a 
Plaintiff  who  is  entitled  to  a  royalty,  '^  Because  we  cannot  find  it  out,  owing  to 

50  "  the  omission  of  duty  on   the  part  of  the    Defendant,  we  will  give  you 

*'  nothing,"  or  are  we  to  say  that  we  will  do  the  best  we  can,  and  leave  the 

wrong-doer  to  suffer  if  injustice  is  really  done  ?    The  latter  has  al¥rays  been 

the  principle  upon  which  the  Court  has  proceeded. 

With  reference  to  the  question  of  the  dye  kettle,  I  do  not  wish  to  say  much, 

55  if  anything.  I  am  not  at  all  satisfied  that  that  dye  kettle  had  not  got  any 
fur  which  could  adhere,  and  did  adhere,  to  hats  put  into  it,  apart  from  those 
which  are  called  veneered ;  I  am  not  at  all  satisfied  of  it.    So  far  as  I  can 
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judge,  having  regard  to  the  evidence,  I  shonld  almost  come  to  the  conclnsion 
that  the  Plaintiffs  are  right  upon  that,  and  that  hats  put  in  with  little  or  no 
fur  upon  them  did  obtain  another  coating,  or  an  additional  coating,  or  more 
fur  out  of  that  dye  liquor  ;  and  it  cannot  be  overlooked — ^we  cannot  shut  our 
eyes  to  the  fact — ^that  when  that  dye  kettle  was  emptied  periodically,  as  it  was,  5 
there  was  a  very  considerable  amount  of  fur  at  the  bottom  of  it  that  had  come 
off  ;  what  had  become  of  the  difference,  if  any,  between  all  the  fur  that  came 
off  and  what  was  found  at  the  bottom,  I  do  not  know ;  that  is  a  pure  speculation, 
and  I  cannot  say  ;  but  I  certainly  cannot  come  to  the  conclusion  that  no  fur 
adhered  to  a  hat  dipped  into  that  dyeing  kettle.  I  do  not  believe  it.  But,  10 
however,  it  is  unnecessary  to  go  into  that.  That  part  of  the  case  is  obscure, 
and  I  have  not  got  sufficient  knowledge  of  fur  and  hot  water  and  so  on,  to  say 
what  is  possible  and  what  is  not.  But  when  you  contrast  the  evidence  and 
compare  it  carefully,  I  do  not  believe  that  no  fur  came  out  of  that  dyeing 
kettle  on  to  the  hats  which  were  put  in  it.  15 

For  these  reasons,  I  am  of  opinion  that  this  appeal  must  be  dismissed,  and 
dismissed  with  costs. 

Smith,  LJ. — I  am  entirely  of  the  same  opinion,  and  I  agree  with  every 
word  that  has  been  said  by  my  Lord  and  by  Lord  Justice  LiNDLBY. 

I  want  to  say  one  word  upon  what  my  Lord  called  a  subsidiary  issue — and  20 
so  it  is  ;  I  mean  the  question  of  that  dye  kettle.    A  great  effort  was  made  on 
behalf  of  the  Defendant  by  the  learned  Counsel  before  us  to  show  that  none  of 
the  woollen  hats  went  into  what  I  will  call  a  dirty  dye  kettle — ^that  is,  a  dye 
kettle  in  which  dusted  hats  had,  prior  thereto,  been  dyed — and  it  was  said, 
therefore,  that  although  woollen  hats  did  go  into  the  dye  kettle,  it  was  a  clean  25 
dye  kettle  that  they  went  into,  and  that  therefore  they  could  not  come  out  in 
any  sort  of  shape  or  way  dusted.    That  was  made  a  great  point  of.    In  my 
opinion,  that  point  absolutely  fails.    When  one  reads  the  evidence  of  Warr 
and  of  Partington^  and  looks  at  the  black-backed  book,  it  is  impossible  to  come 
to  the  conclusion,  reading  it  also  with  the  evidence  in  contradiction,  that  the  30 
woollen  hats  were  only  put  into  the  dye  kettle  before  the  dye  had  been  used 
for  hats  which  had  been  dusted.    I  say  it  is  impossible ;  and  that  piece  of 
evidence  is  clenched  by  what  was  extracted  from  the  Defendant's  own  witness 
Mellor^  when  Mellor  stated,  unless  there  was  some  old  work  to  be  done  again, 
he  would  dye  them  as  he  received  them — that  is,  dusted  hats  and  woollen  hats  35 
and  veneered  hats — he  would  dye  the  several  lots  in  the  order  he  received 
them,  so  that  they  went  in  one  after  the  other  indiscriminately  ;  and  the  point 
which  was  made,  that  it  was  only  on  Monday  and  Thursday  mornings  that  the 
dye  kettle  was  cleaned  out,  and  these  woollen  hats  were  put  in,  in  my  judgment, 
absolutely  fails.    As  I  say,  it  is  not  material  to  the  real  issues  in  this  case,  but  40 
very  much  was  made  of  it ;  and  as  Lord  Justice  LiNDLBY  had  not  said  anything 
on  the  point,  I  thought  I  would.    I  agree  that  the  appeal  should  be  dismissed, 
with  costs. 
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In  the  High  Court  of  Justice.— Queen's  Bench  Division. 

Before  Mr.  Justice  Mathbw.— December  9th,  1896. 

Varley  and  others  v.  The  Keighley  Iron  Works  Society,  Ld. 

Registered  design. — Action  for  infringement. — Anticipation  of  Plaintiffs 
5  registered  design.-^imilarity  between  Plaintiffs*  registered  design  and 
Defendants*  alleged  infringement. 

The  PlaintiffSy  as  owners  of  a  registered  design  for  a  pressure-har  for 

wringing  and  mangling  machines^  brought  an  action  for  infringement.    The 

Defendants  denied  infringement^  and  alleged  that  the  Plaintiff^'*  registered 

10  design  was  not  subject-matter^  and  was  anticipated  by  the   various  prior 

publications  set  forth  in  the  Particulars  of  Objections. 

Held,  thcU  the  Plaintiffs'*  article  and  the  Defendants*  article  were  practically 
identical;  that  the  Plaintiffs'  design  had  not  been  anticipated^  and  that  the 
Plaintiffs  were  entitled  to  succeed.  An  injunction  and  501.  damages  and  costs 
15  were  awarded  to  the  Plaintiff^. 

This  was  an  action  brongkt  for  an  injunction  to  restrain  the  Defendants  from 
infringing  the  PlaintiflPa'  registered  design  (No.  209,007),  registered  on  the  13th 
of  March  1893,  and  for  damages. 

The  registered  design  was  for  a  rail  or  bar,  called  a  "  pressure-bar,"  used  in 
20  wringing  and  mangling  machines,  the  position  of  such  bar  being  immediately 
under  the  head  or  bow  of  the  machine,  and  its  extremities  bearing  upon  two 
spiral  springs  at  the  side.  The  Plaintiffs'  registered  design  is  shown  by  the 
drawings  next  hereinafter  contained.  The  first  shows  the  bar  in  position,  the 
second  is  a  slightly  different  view  of  the  bar  standing  alone. 
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The  Defendants,  by  their  Defence,  denied  infringement,  and  alleged  that  the 
Plaintiffs'  design  was  not  proper  subject-matter  for  registration,  was  not  new  or 
original,  and  had  been  published  in  the  United  Kingdom  prior  to  the  date  of 
registration.  By  their  Particulars  of  Objections,  the  Defendants  gave  particulars 
of  the  prior  publications  relied  upon,  and  also  alleged  want  of  novelty  in  the 
design  by  reason  of  the  public  general  use,  in  all  classes  of  machinery  for  many 
years  prior  to  the  date  of  the  Plaintiffs'  registration,  of  pressure  bars  similar  to 
those  forming  the  subject  of  the  Plaintiffs'  alleged  registration. 

The  bar  marked  (1)  on  the  subjoined  drawings  is  a  representation  ot  tne 
alleged  infringement ;  the  other  four  are  representations  of  the  prior  users 
relied  on  by  the  Defendants  (a),  (ft),  (d),  and  (e)  being  springs  occupying  the 
same  position  in  a  machine  as  the  Plaintiffs'  bar,  and  (c)  being  the  top  rail  ot  tne 
frame  of  a  washing  and  wringing  machine. 


10 


AetLonwtlbteCO 


Shortly  before  the  trial,  the  Defendants  applied  by  summons  to  amend  their 
Particulars  of  Objections  by  adding  another  instance  of  prior  user.  The  Master,  15 
under  certain  special  circumstances,  made  no  order,  but  left  the  Defendants 
liberty  to  renew  their  application  to  the  Judge  at  the  trial.  On  appeal  to  the 
Judge  in  chambers,  the  order  of  the  Master  was  affirmed.  The  Defendants,  at 
the  trial,  renewed  the  application  to  amend,  which  was  again  refused. 

The  trial  took  place  before  Mathbw,  J.,  without  a  jury.    Bousfield,  Q.C.,  20 
and  Neill  (instructed  by  Richard  Smith  and  Sons,  as  agents  for  Spencer  and 
Clarkson,  of  Keighley,  in  the  county  of  York)  appeared  for  the  Plaintiffs ; 
Moulton,  Q.C.,  and  A.J.  ITator  (instructed  by  Clark  and  Blundell,  as  agents 
for  Wright  and  Waterworth,  of  Keighley)  appeared  for  the  Defendants. 

Bousfield,  Q.C.,  and  Neill,  for  the  Plaintiffs,  contended  that  the  Defendants'  25 
article  was  an  infringement  of  the  Plaintiffs'  registered  design.    They  cited 
Walker,  Hunter,  and  Go.  v.  The  Falkirk  Iron  Company,  4  R.P.C.  390,  and 
The  Hecla  Foundry  Company  v.  Walker,  Hunter,  and  Co.,  6  R.P.C.  554. 

Moulton,  Q.C.,  and  Walter,  for  the  Defendants,  contended,  first,  that  the 
function  of  the  bar  and  its  position  in  the  machine  should  not  be  taken  into  30 
account,  and  that  therefore,  when  the  Plaintiffs'  article  was  compared  with  the 
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alleged  anticipations,  there  was  no  novelty  or  originality  in  the  design  ; 
secondly,  that  even  if  the  design  were  a  good  one,  it  was  registered  in  respect 
of  pattern,  and  mast  be  confined  to  the  exact  thing  registered,  and  therefore,  ss 
tl\e  Defendants*  bar  was  not  the  same  in  section,  they  did  not  infringe  the 
5  PlaintiflEs*  registered  design. 

Witnesses  were  called  by  the  Plaintiffs  to  prove  registration  and  proprietorship 
of  the  design,  and  to  prove  the  Breaches  complained  of. 

The  Defendants  called  John  Waugh^  C.E.,  who  gave  evidence  differentiating 
the  Defendants'  bar  from  that   shown    on   the    drawing   of   the    Plaintiffs* 

10  registered  design,  and  to  the  effect  that  there  was  no  novelty  or  originality 
in  the  Plaintiffs*  design  when  compared  with  the  anticipations  set  up  by  the 
Defendants. 

Mathbw,  J.— I  am  satisfied  that  the  Plaintiffs  have  made  out  their  case. 
One  thing  is  perfectly  clear,  and  that  is,  that  the  Plaintiffs*  machine  and  the 

15  Defendants*  machine  are  practically  identical.  There  is  no  doubt  about  that. 
One  is  a  copy  of  the  other.  It  has  been  said  that  the  Defendants  are  entitled 
to  make  that  copy,  because  there  is  nothing  in  the  Plaintiffs*  machine  that  is 
the  subject  of  registration  within  the  Act,  and  my  attention  is  called  to  a 
number  of   machines  which  existed  previously,  because  machines  of   this 

20  description  have  existed  for  a  long  time,  and  there  is  not  one  of  them  that, 
to  the  eye,  is  anything  like  the  Plaintiffs*  machine.  The  collocation  of  the 
parts  is  very  complete  in  the  Plaintiffs*  machine,  and,  to  the  eye,  it  strikes  one 
as  very  noticeable  that  the  under  bar  follows  precisely  the  conformation  of 
the  upper  bar.     As  to  the  mode  in  which  the  pressure  is  applied,  there  is 

25  nothing  novel  about  it ;  the  other  machines'  equivalents  all  appear  in  this 
machine.  Judging  as  best  I  can  by  the  eye,  I  have  no  doubt  that  those 
machines,  attractive  in  appearance  as  they  are,  have  been  imitated  by  the 
Defendants,  and  therefore  the  Plaintiffs  make  out  their  case,  subject,  however, 
to  this,  an  immense  deal  of  argument  has  been  devoted  to  showing  that  this 

30  registration  of  the  pattern  indicated  something  that  was  not  used  by  the 
Plaintiffs  in  making  their  machine,  and  not  used  by  the  Defendants  in  their 
machine.  That  turns  upon  whether  the  lower  drawing*  indicates  what  has 
been  called  the  H  configuration,  instead  of  what  the  Pontiffs  have  used  and 
the  Defendants  have  imitated,  namely,  a  solid  bar  with  a  very  small  recess  on 

35  each  side,  following  the  configuration  of  the  other.  If  there  be  any  inaccuracy 
to  the  eye  of  an  engineer — I  will  not  speak  about  the  public— in  the  lower 
drawing,  it  appears  to  be  entirely  corrected,  to  the  eye  of  an  engineer,  by  the 
drawing  above.  I  should  not  have  said  that  there  was  any  indication  that 
there  was  to  be  a  deep  recess  at  each  side  of  this  pressure-bar,  and  that  it  was 

40  not  to  be  a  solid  bar.  That  being  so,  it  seems  to  me  that  the  objection  made 
upon  this  registered  pattern  does  not  arise,  and  does  not  interfere  with  the 
Plaintiffs*  rights  in  the  matter. 

I  assess  the  penalties  at  507.    The  learned  Jadge  also  granted  an  injunction, 
and  ordered  the  Defendants  to  pay  the  costs  of  the  action. 

45  The  Defendants*  Counsel  applied  for  a  stay  of  execution,  which,  the 
Plaintiffs'  Counsel  not  objecting,  was  granted  if  they  appealed  within  seven 
days. 

•  i.e.  the  lower  of  the  flret  two  drawings  given  ante  p.  169. 
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In  the  Court  of  Appeal. 
Before  Lord  Russell,  CJ.y  and  Lords  Justices  Lindley  and  Smith; 

December  4th,  1896. 
Barcroft  and  Barcroft  v.  Smith. 

Patent. — Action  for  infringement. — Judgment   at  trial   declaring  patent  5 
invalid  on  account  of  anticipation  by  a  previous  machine. — Appeal. — Motion 
for  leave  to  adduce  fresh  evidence  as  to  anticipating  machine. — Leave  refused. — 
Appeal  dismissed. 

B.  and  B.  brought  an  action  against  8.  for  infringement  of  patent.  S.  set  up 
the  invalidity  of  the  patent.  At  the  trials  W.  gave  evidence  for  the  Defendant.  10 
On  cross-examination^  he  deposed  as  to  the  manufacture  and  sale  of  a  particular 
machine^  not  mentioned  in  the  Particulars  of  Objections^  which  machine^  as 
described  by  him^  anticipaled  the  Plaintiffs'  patent*  The  Plaintiffs  did  not  ask 
for  an  adjoummentj  and  the  Judge  held  the  patent  invalid  on  this  anticipation. 
The  Plaintiffs  appealed^  and  applied  for  leave  to  adduce  fresh  evidence  on  the  15 
appeal  as  to  this  machine,  which  they  alleged  they  had  discovered  since  the  trial, 
and  had  found  not  to  be  such  a  machine  as  described  by  W.,  and  not  to  be  an 
anticipation  of  their  patent. 

Held,  that  leave  to  adduce  fresh  evidence  be  refused,  and  the  appeal  wcu 
dismissed,  with  costs.  20 

On  the  3rd  of  April  1895,  Thomas  Barcroft  and  Thomas  Barcroft,  Junior, 
a8  owners  of  Letters  Patent  No.  18,633  of  1888,  commenced  an  action  for 
infringement  against  John  Smith,  claiming  the  usual  relief.  The  Specification 
of  the  patent  is  set  out  in  13  R.P.C.  479. 

The  Defendant  denied  infringement  and  the  validity  of  the  patent  for  25 
the   reasons   set   forth    in    the    Particulars    of    Objections,   for   which   see 
13  R.P.C.  480. 

The  action  came  on  for  trial  before  Hall,  V.O.,  who  held  that  the  patent 
was  invalid  on  the  evidence  of  one  Webster,  who  stated  that  in  1884  he  made 
a  machine  identical  with  the  Plaintiffs*  machine,  and  that  it  was  at  work  for  30 
about  four  years.* 

The  Plaintiffs  appealed,  and,  with  their  notice  of  motion  for  appeal,  served 
notice  of  motion  that  they  might  have  special  leave  to  adduce  fresh  evidence 
upon  the  hearing  of  the  appeal,  as  to  the  manufacture  and  sale  of  the  machine 
spoken  of  by  Webster,  upon  the  grounds  that  it  was  not  pleaded  as  an  35 
anticipation  by  the  Defendant,  and  that  the  Plaintiffs  were,  at  the  trial,  taken 
by  surprise  by  the  evidence  of  Webster,  and  that  they  had,  since  the  trial, 
discovered  further  evidence  showing  the  evidence  of  Webster  to  be  untrue, 

•  13  R.P.0  482, 
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and  that  they  could  not,  by  the  exercise  of  all  due  diligence,  have  discovered 
such  further  evidence  at  or  before  the  trial. 

On  the  appeal  of  the  motion  coming  on  for  hearing,  A.  J,  Walter  and 

Macarthur  (instructed  by  Pritchardy  Englefield^  and  Co.^  agents  for  Samson 

5  and  Price^  of  Manchester)  appeared  for  the  Appellants ;   Astburyy  Q.C.,  and 

Bradbury  (instructed  by  Rowcliffes  and  Co,,  agents  for   Wavell,  Kerr,  and 

Kerr^  of  Halifax)  appeared  for  the  Respondent. 

It  was  stated  on  behalf  of  the  Plaintiffs  that  the  witness  Webster  had 
deposed  that  the  machine,  alluded  to  by  the  Vice-Chancellor  in  his  judgment, 
10  was  supplied  by  him  to  Shawns  of  Rochdale,  and  that  the  machine  was  not 
then  in  existence  ;  that  the  Plaintiffs  had  discovered  that  the  only  firm 
answering  to  the  description  of  Shaw's  of  Rochdale,  was  William  Shaw  and 
SonSy  of  Rydings  Mill,  Rochdale  ;  that  Webster  or  his  firm  had,  about  1884, 
supplied  one  machine,  and  one  only,  to  William  Shaw  and  Sons  ;  that  such 
15  machine  was  still  in  existence,  and  that  such  machine  was  not  such  a  machine 
as  Webster  had  described,  and  was  no  anticipation  of  the  Plaintiffs'  patent.  It 
was  as  to  these  facts  that,  the  Plaintiffs  desired  to  adduce  evidence  on  the 
hearing  of  the  appeal. 

Walter  contended  that  as  the  Plaintiffs  had  found  the  actual  machine  spoken 
20  of  by  Webster,  and  as  it  was  nothing  like  what  he  described  it,  the  Plaintiffs 
should  be  allowed  to  adduce  their  fresh  evidence  on  the  hearing  of  the 
appeal.  If  such  evidence  was  excluded,  he  admitted  that  the  appeal  must  fail. 
He  stated,  in  answer  to  the  Court,  that  no  application  for  an  adjournment 
of  the  trial,  on  the  ground  of  Webster's  evidence,  was  made  to  the  Vice- 
25  Chancellor. 

Counsel  for  the  Respondent  were  not  called  upon. 

Lord  Russell,  (7.J. — This  application  is  refused,  and  refused  on  this  ground. 

At  the  trial  there  comes  out,  not  matter  in  the  Defendant's  case  which  comes 

aa  a  surprise  to  the  Plaintiffs,  or  might  come  as  a  surprise  to  the  Plaintiffs,  but, 

30  on  cross-examination,  Counsel  representing  the  Plaintiffs  elicits  particular  facts. 

Either  they  were  important,  or  they  were  not  important ;  they  were  a  surprise, 

or  they  were  not  a  surprise.    The  time  was  then  for  the  learned  Counsel  to 

say,  ^' This  is  not  a  matter  of  which  we  have  had  previous  notice.    It  is  not 

**  even  comprised  in  the  notice  of  objections."    But,  apparently,  no  application 

35  of  that  kind  was  made,  and  at  a  later  stage  the  Judge — he  having  dealt  with 

the  case  without  a  jury — intimates,  when  he  is  giving  judgment,  in  language 

which  I  think  would  cover  an  application  then  and  there,  that  if  the  application 

had  been  made  to  amend  to  meet  this  evidence  which  had  been  elicited  on 

cross-examination,  he  would  have  granted  an  adjournment.    No  application 

40  was  made  at  that  time,  or  at  any  time.    The  result  is,  what  the  Plaintiffs  have 

done  is  simply  this,  having  lain  by,  they  do  not  attach  importance  to  this 

evidence  elicited  in  cross-examination  ;  it  apparently  serves  them  to  take  their 

chance  of  getting  a  favourable  judgment  from  the  Vice-Chancellor ;  having 

got  an  adverse  judgment,  now  they  come  and  seek  to  amend  their  case.    I  do 

45  not  think,  except  in  a  very  extreme  case,  involving  something  very  like 

deliberate  fraud,  or  involving  further  surprise,  that  the  Court  ought  in  any  way 

to  accede  to  an  application  of  this  kind.    No  doubt  between  these  present 

Plaintiffs  and  the  present  Defendant  the  matter  is  concluded,  but  it  will  not 

prevent  the  Plaintiffs,  if  their  patent  rights  are  infringed  by  anybody  else, 

50  if  they  have  patent  rights,  from  going  against  him. 

LniDLEY,  LJ^. — I  quite  agree.  I  think  it  would  be  a  very  bad  precedent  if 
we  were  to  allow  this.  There  was  ample  opportunity  to  apply  to  the  Judge 
below,  who  heard  the  case,  to  meet  the  difi&culty,  and  for  the  Plaintiffs  to 
apply  to  us  (having  declined  to  avail  themselves  of  that  opportunity)  would  be 
55  to  ask  this  Court  to  half  try  this  case  when  it  has  been  half  tried  below.  I  do 
not  think  we  ought  to  countenance  such  a  thing. 

Skith,  L.J. — I  am  entirely  of  the  same  opinion.    I  think  it  is  turning  this 
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Court  into  a  Court  of  first  instance  to  try  a  question  of  fact  which  was  not 
before  the  Judge  below. 

Aatburijj  Q.C. — ^Then  your  Lordships  dismiss  both  appeal  and  application, 
with  costs. 

LiNDLBT,  Zr  J".— Yes.  5 


Before  Thk  Solicitor-Obnbral.— December  16th,  1896. 
In  the  Mattbr  op  Marsdbn's  Patbnt.    No.  2. 

Opposition  to  grant  of  patent  on  the  ground  that  the  invention  had  been 
patented  in  this  country  on  an  application  of  prior  date.    The  Comptroller' 
General  was  of  opinion  that  a  specific  reference  to  the  Opponents  patent  should^  10 
in  the  interests  of  the  public^  be  inserted  in  the  Aj)plicanVs  Specification, 

Heldy  on  appeal^  by  the  Law  Officer^  that  the  appeal  be  allowed^  with  costs^ 
and  that  a  patent  be  sealed  unthout  any  reference. 

On  the  19th  of  March  1895,  Thomas  Rodgerson  Marsden  applied  for  the 
grant  of  a  patent  (No.  5697  of  1895)  for"  Improvements  in  means  for  regulating  15 
*•  and  controlling  the  feed  or  supply  of  textile  material  to  openers,  scutchers, 
*•  carding  apparatus,  and  similar  machinery."  The  invention  relates  to  feed 
hoppers  particularly  of  the  class  in  which  a  pivoted  or  suspended  board,  flap, 
series  of  fingers,  or  other  object  or  arrangement  is  used  to  regulate  the  supply 
to  the  spiked  sheet  or  other  portion  of  the  apparatus.  20 

The  Patentee,  in  his  Specification,  stated,  ''I  propose  to  do  away  with  the  said 
"  auxiliary  suspended  or  pivoted  or  otherwise  arranged  boards,  fingers,  or  other 
"  parts,  and  I  pivot,  or  loosely  suspend,  or  loosely  mount,  the  usual  fixed  front 
"  of  the  hopper  so  that  it  will  swing,  move,  or  slide  to  and  fro  in  obedience  to 
**  the  varying  pressure  or  weight  of  cotton  in  the  hopper.  I  connect  the  said  25 
"  loose  hopper  front  to  the  feeding  means,  whatever  such  feeding  means  may 
•^be." 

Referring  to  one  of  the  Figures  in  his  drawings,  the  Patentee  stated  it 
**  illustrates  the  effect  of  my  invention  upon  the  feed  of  the  fibre,  and  shows 
"  that  the  regulating  board  is  operated  entirely  by  the  weight  of  the  fibre  resting  30 
**  against  the  board  without  any  increase  of  pressure,  owing  to  packing  of  the 
"  fibre  between  the  spiked  sheet  and  the  board,  such  as  takes  place  in  some 
"  former  arrangements,  whilst  the  regulator,  not  being  interposed  in  the  path 
"  of  the  feed,  between  the  feed  and  the  spiked  lattice,  in  no  way  hampers  the 
**  feed.  In  the  foregoing  and  subsequent  arrangements,  I  have  in  all  cases  35 
^*  shown  the  front  of  the  hopper  loose  and  forming  the  regulator  board,  but  it 
**  will  be  obvious  that,  if  desired,  a  fixed  false  front  may  be  added  without 
"  affecting  the  operation  of  the  regulating  board.  This,  however,  is  quite 
«  unnecessary." 

The  Specification  concluded  as  follows : — ^^  It  will   be    evident   that   by  40 
^  arran^ng  the  regulating  board  in  the  manner  hereinbefore  described,  I  am 
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^  enabled  greatly  to  simplify  the  apparatus.  Moreover,  the  fibrous  material, 
"  after  falling  over  the  regulating  board,  is  free  to  be  carried  on  by  the  creeper, 
"  without  impediment,  towards  the  spiked  lattice  at  the  same  time  that  there  is 
'*  no  tendency  to  pack  it  up  against  the  lattice,  the  regulating  boai*d  being 
5  *^  sloped  so  as  to  ts^e  the  weight  of  the  feed  without  any  such  packing  action, 
**  and  nothing  is  interposed  between  the  feed  and  the  spiked  lattice  which  tends 
•*  in  any  way  to  check  the  flow  or  to  become  choked,  whereby  it  differs  from 
.  "  former  apparatus,  in  which  the  regulating  parts  in  the  hopper  space  were  apt 
^^  to  check  the  free  passage  of  the  flbrous  material  and  tended  to  interfere  with 

10  *•  the  working  of  the  apparatus  to  the  best  advantage,  all  of  which  drawbacks 
*•  are  obviated  under  my  invention.  Having  now  particularly  described  and 
^  ascertained  the  nature  of  my  said  invention,  and  in  what  manner  the  same  is 
**  to  be  performed,  I  declare  that  what  I  claim  is  : — (1)  In  connection  with  the 
^^  feed  boxes   or   hoppers  of  openers,   scutchers,  and  the  like,  the  use  of  a 

15  '^regulating  board  arranged  and  operating  substantially  as  hereinbefore  set 
**  forth.  (2)  In  connection  with  the  feed  boxes  or  hoppers  of  openers, 
"  scutchers,  and  the  like,  making  the  front  of  the  hopper  loose  and  using  it 
^'  as  a  regulating  board  operating  substantially  as  hereinbefore  described. 
"  (3)  As  means  for  automatically  regulating  the  feed  or  supply  of  textile  fibre 

20  ^  or  material  to  the  hoppers  or  feed  boxes  of  openers,  scutchers,  and  the  like, 
^  the  combination  of  the  board  and  the  feed  mechanism,  arranged  and  oper  ating 
•*  substantially  as  hereinbefore  set  forth." 

The  grant  was  opposed  by  Walter  HameVy  a  director  of  Dobson  and  Barhiv^ 
Ld,^  of  Bolton,  on  nhe  ground  that  the  invention  had  been  previously  patented 

25  on  an  application  of  prior  date,  viz.,  that  by  Martin  Musgrave  and  Charles 
EduHn  Cooper^  for  patent  No.  11,918  of  1894,  of  which  the  said  Company  was 
the  assignee.  This  invention  was  for  "  Improvements  in  or  relating  to  combined 
^  feeders  and  openers  employed  in  the  preparation  of  cotton  and  other  fibrous 
^  materials."     According  to  this  invention,  the  supply  of  cotton  to  a  feed 

30  hopper  is  regulated  automatically  by  means  of  pivoted  prongs,  Ac,  within  the 
hopper.  The  pivoted  prongs  are  connected  by  special  gearing  with  a  valve  for 
regulating  the  admission  of  fibre  from  a  feed  trunk  to  the  hopper,  or  with 
mechanism  for  stopping  and  starting  a  feeding  lattice  which  feeds  fibre  to  the 
hopper.    The  material  is  delivered  into  the  hopper  in  front  of  the  swinging 

35  prongs,  and  passed  beneath  them  by  a  lattice  below,  and  the  prongs  are  operated 
by  the  packing  of  the  matet>ial  between  them  and  the  spiked  lifting  apron. 

The  Comptroller-General  was  of  opinion  that  the  details  of  the  invention 
were  not  the  same  in  the  two  cases,  but  that,  in  view  of  a  certain  similarity  in 
principle  and  operation,  a  specific  reference  to  the  Opponent's  patent  should,  in 

40  the  interests  of  the  public,  be  inserted  in  the  Applicant's  Specification. 

The  Applicant  appealed.  Bousfieldy  Q.O.,  appeared  for  the  Appellant ; 
Astbury^  Q.C.,  and  Frost  appeared  for  the  Respondent. 

For  the  Appellant  it  was  ai^ued  that  the  essence  of  his  invention  was  for 
automatically  regulating  the  feed  according  to  the  amount  or  weight  Of  fibre 

45  supplied  to  ih»  hopper,  and  that  in  his  apparatus  there  was  no  packing' of  the 
material  between  the  *' regulating  board  "  and  the  spiked  lifting  apron. 

On  behalf  of  the  Opponent  it  was  urged  that  such  packing  of  the  material 
between  the  ^*  regulating  board  "  and  the  spiked  apron  must  take  place,  the 
amount  of  this  packing  varying  with  the  proximity  of  the  board  to  the  apron. 

50  Sir  ROBBRT  FlNLAY,  8.0. — In  my  opinion,  this  appeal  must  be  allowed.  I 
adhere  to  what  I  said  in  the  matter  of  Marsden's  patent*  on  the  31st  of 
January  1896,  and  I  think  that  a  reference  ought,  speaking  generally,  to  be 
allowed  only  if,  in  the  case  of  the  insertion  of  that  reference  being  refused  by 
the  Applicant,  the  Comptroller  or  the  Law  Officer  would  be  justified  in  saying 

55  that  the  patent  should  not  be  sealed  at  all.    I  think  that  the  principles  upon 

♦  13  R.P.O.  87. 
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which  references  sbould  be  inserted  are  as  stated  by  the  Attorney-General  in 
the  matter  of  SteWs  patent,  on  the  Ist  of  July  1891,  where  he  says,  "The 
"  principles  upon  which  the  Law  Officers  have  now  acted  for  some  years  in 
*^  allowing  disclaiming  clauses  are,  first,  if  it  appears  clear  that  upon  the 
"  invention  claimed  by  the  prior  Patentee  there  will  be  a  repetition  of  the  5 
*'  claim  to  the  earlier  invention  in  the  later  patent ;  and,  secondly,  if  it  is 
"  clear  that  the  public  would  be  misled  by  the  later  Specification  without 
*'  disclaimer."* 

In  the  present  case  I  do  not  think  that  the  requiring  of  the  insertion  of  a 
reference  can  be  justified  upon  either  of  those  principles.    The  patent  of  the  l() 
Opponent,  No.  11,918  of  1894,  was  for  the  use  of  prongs,  which  were  forced 
back  when  the  accumulation  from  the  spiked  lattice  of  the  cotton,  cleared  off 
by  the  clearing  cylinder,  had  reached  a  certain  point,  and  when  those  prongs 
were  forced  back  the  supply  from  the  feeder  was  stopped,  with  the  result  that 
the  accumulation  was  worked  off,  and  then  the  pressure  upon  the  prongs  being  15 
relieved  the  machine  assumed  its  normal  action.    The  pressure  upon  the 
prongs  was  from  the  accumulations  which  were  forced  off  from  the  spiked 
lattice  by  the  clearing  cylinder.    The  Applicant's  patent  is  for  a  board,  which 
may  be  taken  to  be  the  mechanical  equivalent  of  the  prongs,  which  is  acted 
upon  by  the  feed  as  soon  as  it  falls  upon  the  top  of  the  moving  lattice  at  the  20 
bottom.    The  effect  of  the  cotton  so  falling  from  the  feeder  is  stated  in  the  de« 
claration  by  Mr.  Marsden^  filed  on  the  22nd  of  April  in  this  year,in  paragraph  6: — 
^'  One  of  the  essential  features  of  my  invention  is  that  the  regulating  board 
*^  is  operated  entirely  by  the  weight  of  the  fibre  resting  against  the  board 
"  without  any  increase  of  pressure,  owing  to  the  packing  of  the  fibre  between  25 
"  the  spiked  sheet  and  the  board,  whilst  the  regulator,  not  being  interposed  in 
"  the  path  of  the  feed,  between  the  feed  and  the  spiked  lattice,  in  no  way 
"  hampers  the  feed,  and  this  feature  is  clearly  described  in  my  Specification, 
"  at  line  25,  page  4."    There  is  a  declaration  by  Mr.  Earner^  the  Opponent, 
in  which  he  says,  in  the  third  paragraph,  with  reference  to  that  statement  30 
which  I  have  just  read,  ''I  deny  the  accuracy  of  the  statement  made  in 
*^  paragraph  6,  that  the  Applicant's  regulating  board  operates  entirely  by  the 
"  weight  of  the  fibre  resting  against  the  board  without  any  increase  of  pres- 
'*  sure,  owing  to  the  packing  of  the  fibre  between   the  spiked  sheet  and  the 
"  board."    Now,  with  reference  to  these  two  paragraphs,  all  that   I  have  to  35 
say  is  that  it  appears  to  me  that,  to  a  vei7  great  extent  at  all  events,  in  the 
Applicant's  Specification  the  action  must  be  due  to  the  weight  of  tlie  cotton 
as  shot  out  from  the  feeder,  even  apart  from  any  packing  action.    The  con- 
tention advanced   before   me  amounts  really  to   this,  that  the  Applicant's 
invention  is  so   identical  with  the   Opponent's  that   if  this  reference  were  40 
refused,  I  should  be  justified  in  saying  that  the  patent  ought  not  to  be  sealed. 
I  am  perfectly  sensible  that  there  are  very  great  similarities  between  the 
processes  described  in  these  two  Specifications.    The  mechanical  action  in  both 
consists  of  prongs,  or  a  board,  which  is  forced  back  by  the  accumulation  of  the  . 
cotton,  and  the  forcing  back  of  the  prongs  or  the  board  stops  the  supply  of  45 
cotton  to  the  machine.    The  Opponent  is  perfectly  entitled  to  say  that.    The 
Applicant's  Specification  is  carefully  limited  to  an  invention  for  the  application 
of  this  pressure  to  the  board,  thereby  ensuring  the  stopping  of  the  feed  at  the 
point  where  the  cotton  is  discharged  from  the  feeder  into  the  machine.  On  the 
other  hand,  the  Opponent's  invention  has  the  prongs  hung  in  the  middle  of  the  50 
machine  at  some  little  distance  from  the  spiked  lattice,  and  his  Specification 
appears  to  me  to  be  confined  to  the  operation  of  the  accumulation  of  clearings 
which  are   taken  from  the  spiked  lattice  by  the    clearing  cylinder.     The 
Opponent  will  be  perfectly  entitled  to  say,  in  appropriate  proceeidings,  if  he  is 
so  advised,  that  these  differences  are  immaterial,  and  that  the  patent  of  the  55 
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Applicant  is  really  an  infringement  of  his  own.  Upon  that  point  it  would  be 
improper  that  I  should  express  any  opinion.  All  that  I  say  is  that  it  does  not 
appear  to  me  that  they  are  so  clearly  the  same  that  I  should  be  justified  in 
saying  that  this  invention  has  already  formed  the  subject  of  a  prior  patent.  It 
5  is  perfectly  clear  that  there  was  this  prior  patent.  It  i's  perfectly  clear  that  that 
prior  patent  was  limited  in  the  way  in  which  I  have  described  it,  and  it  is 
perfectly  clear  that  the  Applicant's  Specification  is  limited  in  such  a  way  as  to 
distinguish  it  from  the  patent  of  the  Opponent.  Whether  that  distinction  will 
avail  the  Applicant,  if  his  patent  should  be  tested  by  an  action  for  infringement, 

10  is  a  point  upon  which  I  express  no  opinion.  It  appears  to  me  that  the  insertion 
of  a  reference  to  this  patent  is  not  wanted  on  the  first  principle  stated  by  the 
Attorney-General  in  the  case  of  StetVs  patent.  It  is  not  wanted,  on  the  ground 
that  it  appears  clear  that  upon  the  invention  claimed  by  the  prior  Patentee 
there  will  be  a  repetition  of  the  claim  to  the  earlier  invention  in  the  later 

15  patent.  Whether  the  Applicant's  Specification  is  or  is  not  an  infringement  of 
the  Opponent's  Specification,  it  is  perfectly  definite  that  he  limits  his  claim  to 
the  use  of  this  board  to  which  I  have  already  directed  attention.  Nor  does  it, 
in  my  opinion,  fall  within  the  second  principle,  that  it  is  clear  that  the  public 
wonld  be  misled  by  the  later  Specification  without  disclaimer.    It  is  said  that 

20  the  reference  was  wanted  for  the  purpose,  of  subsequent  litigation.  1  do  not 
see  how  the  insertion  of  a  reference  for  that  purpose  would  be  of  any  use.  The 
validity  of  the  patent  can  be  tested  by  appropriate  proceedings,  whether  there 
is  a  reference,  or  whether  there  is  not.  I  do  not  think  it  is  really  wanted  for 
the  information  of  the  public ;  and,  acting  upon  the  principle  which  I  previously 

25  laid  down  in  th^  matter  of  Marsden's  patent,  and  upon  the  principles  laid  down 
by  the  Attorney-General  in  StelVs  patent,  I  am  of  opinion  that  this  appeal 
should  be  allowed,  and  that  this  patent  should  be  sealed  unconditionally.  I 
allow  the  appeal  with  eight  guineas  costs. 


Ik  the  High  Court  op  Justice. — Chancery  Division. 

30  Before  Mr.  Justice  Stirling. 

November  20th,  1896,  and  January  27th  and  28th,  1897. 

Pneumatic  Tyre  Company,  Ld.  v.  Cash  Cycle  Company. 

Action  for  infringement  of  patent. — Motion  to  Bet  aside  judgment  obtained 
by  consent. — Motion  dismissed. — Costs, 
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This  was  a  motion  by  the  Defendant  to  set  aside  a  judgment  by  consent  in 
favour  of  the  Plaintiffs  in  an  action  for  infringement  of  a  patent,  on  the  ground 
of  Defendant's  consent  being  the  result  of  a  mistake.  The  facts  soflBciently 
appear  from  the  judgment  of  the  learned  Judge. 

/.  C.  Oraham  and  A,  J.  Walter  (instructed  by  J.  B.  Purchase)  appeared  for  5 
the  Plaintiffs ;    C.  E.  E.  Jenkins   and  McGonnell  (instructed  by  Harman^ 
Ward^  and  Collier^  agents  for  W.  Powell^  of  Manchester)  appeared  for  the 
Defendant. 

Stirling,  J.— This  is  a  motion  on  behalf  of  the  Defendant  to  be  relieved 
from  a  consent  given  by  him,  through  Counsel,  to  the  judgment  in  the  action  10 
in  favour  of  the  Plaintiffs. 

The  Plaintiffs  are  owners  of  a  patent  and  they  charge  the  Defendant  with 
infringing  it.    The  writ  is  issued  on  the  24th  of  July  1896.    The  Defendant  is 
Mr.  Thomas  Francis  Helsby,  who  trades  in  Manchester  as  The  Cash  Cycle  . 
Company,    He  consulted  upon  the  subject  of  this  a  solicitor  in  Manchester.  15 
A  motion  was  made  against  him  and  was  on  the  point  of  coming  on,  and  he 
and  a  gentleman  named  Mr.  John  HeUhy^  who  is  the  manager  of  his  business, 
came  up  to  London  and  they  consulted  the  London  agent  of  the  Manchester 
solicitor.    They  went  with  him  to  the  office  of  the  solicitor  for  the  Plaintiffs — 
at  that  time  the  evidence  was  not  filed — and  there  was  a  dispute  as  to  whether  20 
or  no  the  infringing  tyre  was  produced  at  that  interview.    I  accept  the  account 
given  by  Mr.  Wardy  who  is  the  Defendant's  solicitor,  of  what  took  place.    He 
says,  **  I  called  with  the  Defendant  and  saw  Mr.  Purchase,  the  employer  of  the 
"  said  Walter  Tees,  and  asked  to  inspect  the  said  tyre.    We  were  informed  that 
^'  same  was  not  then  in  Mr.  Purchase's  office,  and  the  same  was  not  produced.  25 
"  From  the  description,  however,  given  by  the  said  W.  Tees,  the  Defendant 
"  believed  that  the  tyre  was  one  which  had  been  purchased  from  him  and, 
"  being  a  poor  man  and  anxious  to  avoid  conflict  with  the  Plaintiff  Company, 
"  I  advised  him  that  if  the  tyre  was  sold  by  him  the  least  expensive  course 
*^  would  be  for  him  to  submit  to  an  injunction,  and  he  instructed  me  to  do  90  30 
"  accordingly,  but  entirely  under  the  impression  that  the  tyre  in  question  had 
•*  been  sold  by  him.'^    What  does  he  do  upon  that  ?    On  the  6th  of  August  he 
and  his  manager,  as  appears  upon  the  evidence,  instruct  the  solicitor  to  write 
this  letter  : — *'  Referring  to  our  call  on  you  this  morning  with  Defendant,  we 
"  beg  to  say  that  he  will  consent  to  an  injunction  and  will  not  require  any  35 
^'  evidence  to  be  filed  in  support.    As  to  damages,  the  Defendant  assures  ua 
"  that  he  is  merely  a  cycle  dealer,  that  he  has  manufactured  no  tyres  and  has 
"  no  interest  in  any  particular  tyre.    Provided  he  is  met  reasonably  on  the 
'*  question  of  damages,  he  is  prepared  to  furnish  to  your  clients  the  name  of 
*'  the  manufacturer  of  the  tyre  who  we  understand  has  done  a  considerable  40 
*^  trade  in  the  alleged  infringement  in  the  district  '* ;  and  thereupon  judgment 
in  the  usual  form  is  taken  by  the  Plaintiffs,  Counsel  for  the  Defendant  being 
instructed  and  appearing  to  consent.    The  judgment  of  the  Court  has  been 
passed,  but  has  not  yet  been  entered,  and  it  is  expressed  on  the  face  of  it  as 
being  a  consent  judgment.  45 

Now,  the  judgment  not  having  been  entered,  no  doubt  the  Defendant,  on 
making  out  a  proper  case,  is  entitled  to  withdraw  his  consent.  What  has 
happened  subsequently  is  this,  the  Defendant,  although  he  had,  by  his 
letter  of  the  6th  of  August,  not  required  any  evidence  to  be  filed  in  support 
of  the  motion,  and  although  none  had  been  filed,  became  desirous  of  inquiring  50 
a  little  further  into  the  matter.  An  affidavit  had  been  filed,  and  he  went  to 
look  at  the  tyre,  and  the  receipt  verified  by  this  affidavit.  Then,  he  says,  he 
discovered  that  the  tyre  had  not  been  sold  in  his  shop,  and  he  says  that 
he  was  under  a  mistake  that  this  tyre  was  sold  in  his  shop,  and  he  asks  to 
be  relieved  from  that,  saying  that  the  judgment  had  been  taken  under  a  55 
misapprehension. 

Now,  if  it  were  not  for  the  letter  of  the  6th  of  August^   I   should  have 
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felt  that  there  was  a  great  deal  in  favour  of  the  Defendant  in  that  respect ; 
but  I  cannot  understand  how  any  person,  who  was  unconsciouff  of  having 
infringed,  should,  in  the  first  place,  not  require  evidence  to  be  filed  in 
support  of  the  motion,  and,  in  the  second  place,  go  on  to  say  this,  "  Provided 
5  "  he  is  met  reasonably  on  the  question  of  damages,  he  is  prepared  to  furnish 
"  to  your  clients  the  name  of  the  manufacturer  of  the  tyre  wl\o  we  understand 
•*  has  done  a  considerable  trade  in  the  alleged  infringement  in  the  district." 
Clearly  the  burden  of  satisfying  the  Court  that  he  was  under  a  mistake,  or  that 
anything  was  done  which  would  entitle  him  to  be  relieved  from  this  consent 
10  lies  with  him. 

Now  he  says  that  he  has  never  infringed.    He  makes  an  affidavit  saying  that 

he  has  never  infringed.    A  cross-examination  has  taken  place  and  naturally  he 

was  asked  who  the  person  was  whom  he  referred  to  in  that  letter  of  the  6th  of. 

August.    I  will  take,  first  of  all,  the  deposition  of  the  Defendant  himself. 

15  "  Referring  to  the  letter  of  the  6th  of  August  from  my  solicitors  to  the 

"  PlaintiflEs'  solicitor,  I    say  that  the  manufacturer  referred  to  in  that  was 

**  Seaman,    I  instructed  my  solicitors  to  write  that  letter  in  consequence  of 

"  somrething  which  Mr.  Barman  or  Mr  Ward  said  to  me  "—so  that  here  he 

tries  to  t^row  it  on  to  Mr.  Barman  or  Mr.   Wardr-^'l  do  not  remember 

20  "  whether  Mr.  Barman  or  Mr.  Ward  wrote  to  me.    They  may  have  written  to 

"  Mr.  Powell^  my  solicitor  in  Manchester.    I  do  not  believe  that  either  of  the 

**  solicitors  suggested  Seaman^a  name  to  me.    What  made  me  think  that  the 

**  manufacturerof  the  particular  tyre  was /S^awan  was  this,  shortly  after  the  writ 

"  was  served,  a  younger  brother  of  mine,  who  knows  Almond  much  better  than  I 

25  **  do,  happened  to  mention  to  Almond  that  we  had  had  a  writ  from  The  Pneumatic 

**  Company,  and  he  asked  Almond  if  he  knew  anything  about  this  tyre  which 

**  had  been  sold  on  a  particular  date.    My  brother  mentioned  the  conversation 

*'  to  me  the  same  evening.    That  may  have  been  a  few  days  after  the  writ. 

"  I  had  not  seen  the  receipt  given  by  Almond  when  I  gave  my  consent.    I  am 

30  •*  quite  certain  that  I  learnt  Seaman's  name  from  my  brother,  and  I  believe  he 

**  learnt  it  from  Almond^    That  does  not  give  a  very  clear  account ;  but  we 

do  have  a  little  more  from  Mr.  John  BelsJ/y,  the  father  of  the  Defendant.    He 

was  also  up  in  London,  and  he  says,  "Upon  the  6th  of  August  I  went  with  one 

**  of  that  firm  to  the  Plaintiffs'  solicitor's  offices.    I  instructed  Messrs.  Barman, 

35  "  Ward,  and  Collier  to  write  the  letter  of  August  6th  submitting  to  an  injunc- 

•♦  tion  " — ^he,  it  will  be  remembered,  is  the  manager  of  the  shop  who  has  this 

particular  portion  of  the  Defendant's  business  under  his  control — "  the  manu- 

•*  facturer  referred  to  in  that  letter  was  Seaman.    We  had  not  purchased  any 

**  tyres  from  Seaman^    Now,  it  is  obvious,  though  I  have  not  question  and 

40  answer,  that  he  was  asked  to  explain  how  under  those  circumstances  he  gave 

instructions  for  that  letter.    Here  is  the  passage  which  follows  :— "  I  suggest 

"  that  the  name  ot  Seaman  was  supplied  to  the  Plaintiffs'  solicitor,  though  we  had 

"  had  no  dealings  with  the  former,  because  we  had  had  a  visit  from  a  representa- 

**  tive  of  the  Plaintiff  Company,  and  we  had  a  pair  of  '  Scott  Standard '  tyres  in 

45  **  the  office,  and  he  told  me  that  they  were  an  infringement  of  their  patent  and 

"  that  we  were  not  to  sell  them."    He  afterwards  stated  that  he  did  not  know 

how  that  would  have  been  an  explanation  if  the  "  Scott  Standard  "  tyres,  which 

were  an  infringement,  had  been  bought  from  Seaman  ;  but  he  says  at  the  end 

of  the  cross-examination,  "  We  buy  the '  Scott  Standard '  tyres  from  the  Company 

50  "  in  London  direct."    However,  that  is  no  explanation  at  all,  and  neither  of 

the  learned  Counsel  who  have  appeared  in  support  of  this  motion  can  give  any 

reasonable  explanation  of  how  that  letter  was  written  at  all ;  in  fact,  instead  of 

giving  any  explanation,  the  witnesses,  upon  cross-examination,  did  not  explain, 

but  simply  floundered. 

55      Th«re   is   another  point  to  which  I  must  call  attention,  and  that  is  this, 

Mr.  John  Belsbyj  the  manager,  on  re-examination,  says  this,  "  I  am  positive 


it 
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"  that  I  have  at  no  time  bought  tyres  from  Seaman.  In  August  of  this  year  I 
"  knew  that  Seaman  had  been  offering  us  some  *  bogey '  tyres,  but  I  did  not 
"  know  that  we  had  bought  any.    There  were  other  persons  offering  them  as 

well  as  Seaman.     When  I  gave  the  consent  to  the  injunction  I  did  not 
*'  believe  the  statement  made  to  me  that  the  tyre  had  been  bought  in  my  5 
''  shop,  but  I  was  anxious  to  avoid  litigation  with  a  rich  Company.*'    Then 
where  is  the  mistake  ?     I  do  not  see  that  any  case  has  been  made  out  of  real 
mistake  on  the  part  of  the  Defendant,  and  it  seems  to  me  the  motion  fails. 

I  point  out  also  this,  that  the  position  of  the  Defendant  is  not  so  very  serious 
after  all.  No  doubt  he  has  submitted  to  an  injunction  which,  on  his  view,  10 
cannot  have  hurt  him  ;  he  has  paid  the  costs  of  the  original  action,  which  must 
have  been  small  considering  the  stage  it  went  to ;  and  no  doubt  he  has  the 
inquiry  as  to  damages  against  him  ;  but  if  his  case  is  right,  no  damages  can  be 
recovered  from  him,  and,  on  the  contrary,  he  will  get  from  the  Plaintiffs  the 
costs  of  the  inquiry.  15 

Looking  at  all  the  circumstances,  I  think  the  motion  must  be  refused. 

Walter. — ^Your  Lordship  dismisses  the  motion,  with  costs  ? 

Stirling,  J.— Yes. 

Jenkins. — ^With  regard  to  costs,  the  costs  of  the  action  are  as  between 
solicitor  and  client,  because  there  is  a  certificate  on  the  patent ;  btlt  this  has  20 
nothing  to  do  with  the  action.    They  will  simply  be  party  and  party  costs  ? 

Stirling,  J. — Yes  ;  ordinary  costs. 

Walter. — Of  course  the  costs  will  include  the  costs  of  the  cross-examination  ? 

Jenkins. — Yes  ;  I  cannot  dispute  that.    My  clients  have  asked  me  to  ask 
your  Lordship,  in  case  they  may  wish  to  consider  their  position,  whether  you  25 
will  direct  the  judgment  not  to  be  entered  for  some  short  time,  say  seven  days, 
in  order  that  they  may  consider  their  position. 

Stirling,  J.— Certainly. 


In  thb  High  Court  op  Justice.— Chancery  Division, 

Be/ote  Mr.  Justice  Stirling.— December  8th,  1896,  and  January  21st,  1897.  30 

The  Incandescent  Gas  Light  Company,  Ld.  v.  The  Sunlight 
Incandescent  Gas  Lamp  Company,  Ld. 

Patent. — Action  for  infringement. — Action  to  restrain  threats. — Motion  for 
injunction  to  restrain  threats.— Alleged  mala  Mes.— Solicitors  of  Defendants. — 
Motion  refused.  35 

The  L  Company  and  the  S.  Company  being  competing  Companies  in  the 
manufacture  of  incandescent  mantles^  the  S.  Company  brought  an  actiofi 
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for  in/fingement  of  a  patent.    The  action  was  approaching  trials  when  the 

8.  Company's  solicitors  issued  a  circular  giving  notice  of  the  action  and  stating 

that  they  were  advised  that  the  I.  Company's  mantles  were  infringements^  and 

warning  purchasers  that  they  exposed  themselves  to  like  actions,  and^  in  the 

1  5  event  of  the  S.  Company  succ^Bding^,  thai  the  purchasers  would  he  liable  to  pay 

[#  damages  and  costs  and  to  have  their  mantles  destroyed  by  order  of  the  Court. 

Tfie  I.  Company  thereupon  commenced  an  action  to  restrain  the  issue  of  the 

circular ,  and  moved  for  an  interlocutory  injunction  against  the  S.  Company , 

their  solicitors,  and  other  agents.    An  ex  parte  injwnction  uxis  granted  by 

10  Kekewich,  J.,  and  the  motion  was  now  heard  on  evidence.    The  L  Company 

I  contended  that  the  circular  was  issued  mal&  fide  on  t?ie  following  grounds : — 

I  (/)  Tliat  it  stated  more  than  the  8.  Company's  legal  rights ;  {2)  that  the  patent 

\  uiflw  an  old  one,  and  that  the  I.  Company  Md  hem  carrying  on  the  same  process 

for  nine  years  to  the  knowledge  of  the  Patentees,  and  that  the  8.  Company  did 

15  not,  honk  fide,  believe  in  their  case. 

Held,  that  the  circular  was  perfectly  accurate  if  read  carefully,  hut  that 
I  ignorant  persons  might  misread  it;  that  as  it  was  strictly  correct,  no  evidence 

I  ^malice  could  he  drawn  from  it;  that  the  circumstances  explained  the  delay 

j  in  bringing  the  infringement  auction ;   that  there  was  no  evidence  that  the 

I  20  8.  Company  knew  of  any  infringement;   and  that  there  was  no  evidence  of 

mala  fides. 

The  motion  was  refused.    An  intimation  was  given  that  the  motion  against 
the  solicitors  was  in  no  way  justified,  and  that  the  action  against  them  ought 
to  he  discontinue. 
25       On  the  8th  of  December  1896,  The  Incandescent  Oas  Light  Company,  Ld., 
commenced  an  action  against  The  8unlight  hicandescent  Oas  Lamp  Company, 
Ld.,  Frederick  Brunning  Maddison,  Archibald   William    Stirling,  Henry 
Edunn  May,  all  of  King's  Arms  Yard,  David  William  Sugg,  of  39,  Coleman 
Street,  John  Alexander  Campbell,  of  39,  Coleman  Street,  John  Henry  Hill 
30  Duncan,    of  39,  Ooleman  Street,    Leopold  Morris,  of  Walsingham   House, 
Piccadilly,  and   Oliver    Wethered,  of  firoad  Street,  claiming  an  injunction 
restraining  the  Defendants  (1)  from  publishing  by  circulars,  advertisements,  or  in 
any  other  manner,  that  the  incandescent  gas  mantles  constructed  by  the  Plaintiff 
Company  were  infringements  of  any  patents  the  property  of  the  Defendant 
35  Company  ;  (2)  from  continuing  to  publish  a  circular  signed  by  the  Defendants 
Maddtsons  relating  to  an  alleged  infringement  by  the  Plaintiffs  of  Rawson's 
patent.  No.  11,161  of  1886,  or  any  other  circulars  wrongfully  and  maliciously 
threatening  customers  of  the  Plaintiff  Company  with  results  alleged  to  follow 
from  any  action  commenced. 
40       The  circular  was  as  follows  : — 

Telephone  No.  106  Bank.  1,  King's  Arms  Yard, 

Telegraphic  address  :—  Moorgate  Street,  London,  E.C. 

"  Maddisons,  London."  December,  1896. 

Maddisons  Solicitors. 

45  "To  ALL  Dealers  in  Incandescent  Mantles. 

**  We  act  as  solicitors  for  T?ie  Sunlight  Incandescent  Oas  Lamp  Company, 

**  Ld.,  and    have   been   instructed  by  that  Company  to  give  the  trade  the 

•*  following    information : — The    said    Sunlight    Incandescent    Oas   Lamp 

*•  Company,  Ld.,  are  the  owners  of  the  Rawson  patent  (No.  11,161  of  1886) 

50  ^  for  sti^enin^  and  strengthening  incandescent  piantles  so  as  to  make  them 
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'^  transportable.  Our  clients  have  taken  action  against  The  Incandescent  Qas 
**  Light  Company^  Ld.  (the  Welsbach  Company),  for  infringement  of  the 
'^  said  Rawson  patent.  Our  clients  contend,  and  we  are  advised,  that  all  the 
'^  mantles  sold  by  the  last-named  Company  are  infringements  of  our  clients* 
'*  said  patent.  The  above-mentioned  action  has  been  set  down  for  trial  and  5 
"  will  shortly  come  into  the  paper  for  hearing  ;  and,  in  the  meantime,  we  are 
'*  instructed  to  give  this  notice  to  all  purchasers  of  the  Weleba^ih  mantles,  that 
'^  they  expose  themselves  to  like  action  for  infringement  in  respect  of  all 
"  Wehhach  mantles  purchased,  used,  or  sold  by  them,  and  in  the  event  of  our 
^'  clients  succeeding  in  their  said  action,  such  purchasers  will  render  themselves  10 
"  liable  to  pay  damages,  costs,  and,  in  addition,  to  have  all  such  stocks  of  such 
"  Welsbach  mantles  destroyed  by  the  order  of  the  Court.  The  only  persons 
^^  entitled  to  deal  in  this  country  in  mantles  so  stiffened  and  strengthened 
"  under  the  Rawson  patent,  in  addition  to  our  clients,  are  The  New  Incandescent 
"  (Sunlight  Patent)  u^as  Lighting  Company^  Ld,^  of  No.  33  and  34,  Shoe  Lane,  15 
'^  London,  E.C.,  and  elsewhere,  to  whom  our  clients  have  granted  a  sole  and 
*'  exclusive  license." 

The  Ificandescent  Company  issued  a  counter  notice,  which  was  as  follows  : — 
*  Public  Notice.— The  attention  of  The  Incatidescent  Oas  Light  Company 
*'  has  been  called  to  a  circular  issued  by  Messrs.  Maddisons^  acting  as  solicitors  20 
"  for  Hie  Sunlight  Incandescent  Gas  Lamp  Company^  Ld.    The  Incandescent 
^'  Gas  Light  Company  beg  to  assure  their  trade  customers  and  others  that  the 
'^  process  of  toughening  the  Welsbach  mantles  has  been  in  use  for  nine  years, 
'^  is  entirely  different  to  the  process  described  in  the  Rawson  patent  acquired 
"  by  The  Sunlight  Incandescent  Gas  Lamp  Company y  Ld.  The  Rawson  process  25 
'^  was  offered  to  this  Company  and  rejected  as  worthless.    The  Incandescent 
"  Gas  Light  Company  will  indemnify  all  their  trade  and  other  customers 
'^  against  any  loss  or  damage  they  may  sustain  by  reason  of  any  action  brought 
^^  against  them  by  the  Sunlight  Company  or  others  on  account  of  their  using, 
*'  selling,    or  dealing   with    mantles    toughened    according    to    the    process  30 
"  adopted  by  this  Company.  All  trade  and  other  customers  of  The  Incandescent 
'*  Gas  Light  Company ^  Ld.y  are  requested  to  communicate  at  once  with  that 
*'  Company    should     they    receive    any   threatening    letters    from    Messrs. 
**  Maddisonsy  from  The  Sunlight  Incandescent  Gas  Lamp  Company ^  Ld.y  or 
"  from  The  New  Incandescent  (Sunlight  Patent)  Gas  Lighting  Company^  M.,  35 
"  with  reference  to  this  matter.    Proceedings  are  at  once  being  taken  to  stop 
"  the  further  issue  of  the  above  circular." 

An  application  was  made  for  an  ex  parte  injunction  on  the  day  of  the  issue 
of  the  writ.    Kekewich^  J.,  granted  the  injunction,  which  was  afterwards  con- 
tinued, on  condition  that  the  affidavits  should  be  put^  in  within  a  certain  time,  40 
and  that  the  injunction  should  not  go  over  the  21st"  of  January,  whether  the 
matter  was  heard  or  not. 

This  was  the  hearing  of  the  motion.  WalteVy  with  him  Moulton^  Q.C.,  and 
Terrell^  Q.C.  (instructed  by  Faithfull  and  Owen\  appeared  for  the  Plaintiffs, 
The  Incandescent  Gas  Light  Company^  Ld. ;  Bousfieldj  Q.C.,  Wallace^  Q.C.,  45 
and  Jenkins  (instructed  by  Maddisons)  appeared  for  The  Sunlight  Incandescent 
Gas  Lamp  Company,  Ld,,  and  others ;  Warrington^  Q.C.,  and  Mcumaghten 
(instructed  by  Maddisons)  appeared  for  Maddisons  ;  Butcher  (instructed  by 
HickSy  Davis,  and  Hunt)  appeared  for  D.  W.  Su^g  ;  and  Hunt  (instructed  by 
Lyell  and  Co.)  appeared  for  J.  A.  Campbell.  50 

During  the  hearing  of  the  motion,  Hunt  and  Butcher  applied  that  the  motion 
against  their  respective  clients  might  be  dismissed,  with  costs,  on  the  ground 
that  they  had  nothing  to  do  with  the  circular,  and  had  made  uncontradicted 
affidavits  that  their  connection  with  the  Sunlight  Company  had  ceased  before 
the  date  of  the  circular.  Counsel  not  objecting,  an  order  waB  made  dismissing  55 
the  motion  and  action  against  Campbell  and  Sugg^  with  costs ;  but  the  JudgQ 
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diMlittiad  to  deal  with  the  motion,  hereinafter  mentioned,  in  the  action  referred 
to  the  Qaeen's  Bench  Division. 

Walter. — I  have  three  motions  relating  really  to  the  same  matter,  one  in 

I  The  Sunlight  Incandescent  Gas  Lamp  Company^  Ld,  v.  The  Incandescent  Gas 

I  5  Light  Gompinyj  Ld.,  an  action  for  infringement,  in  which  I  have  a  motion  to 

i  commit  varioas  persons  connected  with  the  Sunlight  Company  for  contempt  of 

I  Court  by  the  pnblication  of  circulars  ;  another,  in  The  Incandescent  Company 

I  T.  The  Sunlight  Company ^  which  is  an  action  in  respect  of  the  same  circulars, 

asking  for  damages  for  malicious  threats — Kekewich^  J.,  has  granted  an  injunc- 

I  '  10  tion  over  to-day  ;  a  third,  in  The  Incandescent  Company  v.  The  New  Incan- 

I  descent  {Sunlight  Patent)  Gas  Lighting  Company,  Ld,,  to  restrain  the  issue 

of  certain  circulars,  and  in  that  case  Kekewich,  «/.,  also  granted  an  ex  parte 

^  injunction  restraining  the  issue  of  those  circulars ;  an  undertaking  has,  how- 

i  ever,    been    substituted.     The   first  case  has  just  been   transferred   to   the 

15  Queen's  Bench  Division  entirely.    [Stirling,  J.— You  had  better  apply  to 

transfer  the  other  two.]    Either  that  or  to  allow  Kekewich,  J.,  to  hear  them. 

I  ask  that  the  matter  should  stand  over  pending  an  application  to  transfer 

these    motions    to    Kekeunch,  J.,  who  has  granted   an    interim  injunction. 

[8TIBLING,  J. — ^I  do  not  think  that  would  be  done ;  all  the  motions  should 

30  be  transferred  to  the  Queen's  Bench  Division.]    The  motions  should  stand 

over  till  it  is  seen  what  can  be  done  in  the  Queen's  Bench  action. 

Jenkins. — This  is  another  attempt  to  avoid  bringing  on  this  motion  on  its 
merits.     The  transferred  action  is  a  simple  infringement  action.     The  two 
I  ^   other  actions  have  nothing  to  do  with  that,  and  are  to  restrain  trade    libel. 

I  2->  They  are  both  before  KekeuHch,  J.    It   was  specially  arranged  last   Friday 

!  that  this  motion  should  be  brought  on  to-day.    [STIRLING,  J, — ^You  insist 

!  on  the  motion  being  brought  on  ?]    Yes.    [STIRLING,  J, — ^You  must  move, 

t  Mr.  Walter.'] 

Walter. — This  is  a  motion  against  the  Sunlight  Company  and  the  other 
30  Defendants  in  respect  of  a  circular.    An  action  is  pending  by  the  Sunlight 
Company   against  the  Incandescent   Company  for  alleged  infringement  of 
Rawson's  patent  (No.  11,161  of  1886)  for  a  process  of  toughening  mantles,  a 
process  of  dipping  them  in  a  certain  solution,  the  effect  of  which  is  to  leave 
a  deposit   on   the  mantle   and  to  harden  the   mantle   for  the   purpose    of 
35  transport      In  the   early  part  of  December  last,  Maddisons,  the   Sunlight 
Company^s  solicitors,  sent  out  the  circular  complained  of,  broadcast  through 
the  country,  particularly  to  all  agents  of  the  Incandescent  Company  and  all 
dealers  in  their  mantles.    The  Incandescent   Company^s   patents  have  been 
upheld,  after  long  trials,  by   Wills,  J.     [The  circular  above  stated  was  then 
iO  readJ]    On  that  circular  being  issued  this  action  was  commenced  by  the  Incan- 
descent Company  against  the  Sunlight  Company,  to  restrain  the  issue  of  the 
circular    and  for  damages   for  malicious   trade  libel,  and  Kekewich,  J.,  has 
granted  an  ex  parte  injunction. 

A  number  of   affidavits  were  then  read,  but  the  facts  appear  sufficiently 
'iS  from  the  arguments  of  Counsel  and  the  judgment. 

Walter. — It    appears  from  the  affidavits  that  the  owners  of  the  Raivson 

patent -of  1886  have  been  intimately  associated  with  the  Incandescent  Company 

during  all  the  early  years  of  their  patent,  and  from  the  affidavits  of  Moeller 

and  de  Fonblanque,  that  the  Rawsons  have  been  cognisant  of  what  has  been 

50  going  on.    They  suggested  to  the  liquidator  of  Woodhouse  and  Bawson,  Ld,, 

into  whose  hands  the  patent  passed,  that  it  was  not  a  valuable  asset.    Moeller  I 

interviewed  the  liquidator,  and  in  consequence  of  that,  and  information  from  | 

Katvson,  the  liquidator  took  no  further  steps,  and  sold  the  patent  for  a  small 
sum  to  the  Rawsons,  who  transferred  it  to  the  present  Company.    This  circular  | 

55  has  been  spread  broadcast.    [Stirling,  J.— You  must  make  out  malice.]    Yes.  I 

I  rely  on  the  facts  that  the  Sunlight  Company  do  not,  bond  fide,  believe  in 
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their  case ;  that  for  nine  years  we  have  been  carrying  on  the  same  process,  and 
that  they  have  waited  nine  years  without  taking  proceedings  on  that  patent. 
We  have  used  onr  solution  from  1886,  without  variation,  as  stated  in  our 
affidavits.  There  is  no  evidence  by  the  Rawsons  that  they  did  not  know  that, 
or  any  denial  of  the  statement,  or  of  the  statement  as  to  the  Official  Liquidator.  5 
The  patent  was  sold  for  a  small  sum,  and  the  Specification  has  been  since 
amended.  The  effect  of  the  circular  has  been,  as  appears  from  Fonhlanque^s 
affidavit,  that  a  large  number  of  the  Incandescent  Company^ s  agents  immediately 
wrote  refusing  to  deal  with  their  mantles.  The  Rawson  patent  has  never  been 
tried  at  all.  I  ask  the  Court  to  infer,  under  the  circumstances,  that  the  issue  10 
of  that  circular  was  malicious.  The  suggestion  in  the  circular,  I  submit,  is  as 
to  the  result  of  the  action  against  the  Incandescent  Company^  and  an  ordinary 
person  reading  that  would  think  that  the  effect  of  that  action,  if  successful, 
would  be  that  he  would  be  liable  to  have  his  stock  of  Welsbach  mantles  destroyed. 
[Stirling,  J. — If  read  carefully,  that  is  not  the  true  construction.  Whether  a  15 
person  might  make  a  mistake  is  another  question.]  The  circular  says,  ^*  and  in 
**  the  event  of  our  clients  succeeding,  such  purchasers  will  render  themselves 
'^  liable  to  pay  damages  and  costs."  [Stirling,  J. — It  is  quite  true.  Anybody 
who  knows  law  would  know  that  another  action  will  be  brought.]  True,  to 
lawyers ;  but  the  law  is  an  unknown  engine  to  many  people,  and  the  fair  20 
meaning  may  be  as  I  suggest.  I  submit  there  is  some  evidence  of  mala  fides^ 
and  an  injunction  should  be  granted. 

Bimsfieldy  Q.C. — As  to  the  verbal  criticism  of  the  circular,  if  your  Lordship 
thought  there  was  any  liability  to  misunderstanding,  that  is  a  mere  question 
of  words.  25 

Stirling,  J. — I  say  at  once  it  would  be  better  to  say  they  expose  themselves 
to  a  later  action. 

Bousfield,  Q.C. — ^Without  admission  that  it  is  not  right  now,  we  would  do 
anything  your  Lordship  thought  right.    As  to  our  general  rights,  the  Sunlight  ^ 
Company  bought  this  patent  for  a  large  consideration.  30 

Walter.— bOdl. 

Bousfleldy  Q.C. — That  is  what  the  Rawsons  gave.  It  does  not  appear  on  the 
affidavits,  but  a  large  consideration.    If  my  friend  desires,  I  can  give  it. 

Walter, — You  had  better  not. 

Bousfteld^  Q.C.,  and  Wallace^  Q.C,  for  the  Defendant  Company. — ^As  to  the  35 
last  two  affidavits,  we  should  not  like  to  admit  them.     Many  things  are 
contradicted  in  them,  and  there  is  no  allegation  that  the  Sunlight  Company 
knew  anything  about  these  matters,  that  F,  Rawson  saw  the  Incandescent 
Company's  mantles  and  thought  that  they  were  not  infringements,  and  that  the 
Incandescent  Company  would  hear  no  more  about  it.    We  have  an  affidavit  from  ^ 
Rawson  that  he  is  the  first  and  true  inventor.    We  are  hond  fide  holders,  and 
there  is  no  suggestion  that  we  knew  of  any  transactions  between  the  Rawsons 
and  the  Incandescent  Company.    It  is  suggested  as  a  ground  of  nizla  fides  that 
we  are  making  a  ridiculous  charge  of  infringement.     The  Specification  of 
Rawson    says,   ^'Difficulty  has  been  heretofore  found  in  the    transport  of  ^ 
'^  these  mantles  without  breakage,  and  various  methods  have  been  proposed. 
"  This  difficulty  may  be  overcome  by  dipping  the  mantle,  after  ignition,  into  a 
**  liquid  which  will  thoroughly  penetrate  the  interstices  of  the  material,  and  will 
**  afterwards  set  to  such  a  degree  of  hardness  as  to  protect  the  material  from 
*^  danger  of  breakage  in  packing  or  handling,  and  which  can  afterwards  be  50 
"  removed  without  mechanical  injury  to  the  mantle,  or  without  leaving  any 
*^  objectionable  residue."    Then  there  is  a  description  of  dipping  the  mantles 
in  melted  paraffin  at  a  high  temperature,  so  that  it  nearly  all  drains  off  and 
leaves  a  very  slight  coating  of  paraffin,  which  is  just  sufficient  to  hold  the 
fabric  of  the  mantle  together  and  enable  it  to  be  transported.    *^  Other  materiala  55 
'*  may  be  employed,  so  long  as  they  set  hard  at  ordinary  temperatures,  and  bum 
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**  ai¥ay  without  mechanical  destruction  to  the  mantle,  and  without  leaving  any 
^  residue  which  would  injure  the  light-giving  properties  of  the  mantle."  Claim  i 
is,  **  The  treatment  of  the  mantles,  after  ignition,  by  immersion  in  a  liquid 
•*  which  will  afterwards  set  and  will  burn  away  without  prejudicial  results  to 
5  '*  the  mantle  for  the  purposes  set  forth,"  and  Claim  2  is  for  the  use  of  paraffin. 
The  Incandescent  Company^s  mantles  are  dipped  in  a  solution  of  guncotton 
and  alcohol,  which  sets  hard  and  burns  away.  That  is  the  question  to  be  tried, 
and  the  Sunlight  Company  have  brought  a  bond,  fide  action  to  try  it.  It  is 
absurd  to  say  our  action  is  not  bond  fide.    Why  should  we  prosecute  an 

10  expensive  action  if  we  imagined  there  was  no  real  cause  of  action  ?  A  Patentee 
is  bound  to  warn  infringers.  We  are  in  the  position  of  making  a  large  claim. 
This  process  of  dipping  the  mantles  in  some  liquid  which  will  set  is,  we  think, 
essential  to  the  success  of  this  system,  and  how  they  get  these  mantles 
transported  without  this  process  we  cannot  say.    We  are  doing  right  in  warning 

15  people  ;  we  are  letting  the  trade  know  that  we  have  brought  this  action,  and 
that  they  will  be  liable  to  similar  actions  if  we  succeed,  but  not  if  we  do  not 
succeed.  Halsey  v.  Brotherhood^  L.R.  19  Ch.D.  386,  approving.  Wren  v.  Wieldy 
L.R.  4  Q.B.  730,  decides  that  express  malice  must  be  proved.  To  show  that 
the  Defendant  knew  facts  which  might  lead  to  the  inference  that  his  patent 

20  was  invalid  or  there  was  no  infringement  is  not  sufficient.  The  right  of  the 
Psatentee  to  warn  people  has  never  been  challenged,  and  the  only  inroad  on  it 
is  that  made  by  the  Patents,  Ac.  Act,  1883,  Section  32,  which  says  that  a  Patentee 
must  follow  up  his  threats  by  an  action  of  infringement.  There  is  no  allegation 
here  that  our  action  is  not  prosecuted  with  due  diligence.    My  friend  says  we 

25  have  been  sleeping  on  our  rights — waiting  nine  years.  It  is  not  we  at  all ;  but 
what  is  the  history  ?  Incandescent  gas  lighting,  it  appears,  from  the  affidavits, 
was  not  a  success  till  1892,  and  nobody  made  any  money  out  of  it  till  that 
year.  From  1885  to  1892,  the  Welsbach  Companies  were  trying  to  make  it  a 
success.    As  to  the  value  of  this  patent,  the  patent  was  only  supplemental  to  a 

30  patent  which  was  of  small  value.  From  1885  to  1892,  the  Welsbach  patents, 
now  worth  hundreds  of  thousands,  might  have  been  worth  nothing  ;  and  this 
patent  for  an  improvement  simply  to  show  you  how  to  transport  the  mantles 
was,  in  the  market,  of  very  small  value.  In  July  1892,  this  patent  was 
transferred  to   Woodhouse  and  Rawson,  which  was  wound  up  in  1893.    An 

35  application  was  made  to  the  Court  for  leave  to  bring  an  action  for  infringement, 
so  that  the  debenture  holders  might  enjoy  the  benefit  of  the  patent,  but  the 
application  was  refused  in  1893.  Then  it  was  sold  to  the  Rawson  Brothers, 
and  by  them  sold  to  the  Sunlight  Company.  The  patent  was  amended  in  1895, 
a  good  part  being  struck  out  of  the  Specification,  and  in  1895  the  action  is 

40  brought.  There  has  been  no  delay  by  the  Sunlight  Company,  and  the  delay 
by  the  prior  owners  was  because  it  would  have  been  madness  to  bring  an  action 
on  a  patent  of  which  the  success  had  not  been  proved.  The  affidavits  do  not 
bring  home  to  the  Sunlight  Company  any  want  of  bona  fides.  My  friend  has 
no  locus  standi.    The  injunction  referred  to  in  the  Incandescent  Company's 

45  circular  was  granted  ex  parte  for  three  days,  and  the  circular  is  sent  out  as  if 
it  had  been  obtained  in  the  ordinary  way.  As  to  the  other  circulars  stating 
that  their  patent  is  valid,  and  that  they  will  proceed  against  infringers,  we  do 
not  object  to  those  so  long  as  they  contain  no  untrue  statements.  We  claim 
the  like  right,  and  our  circular  is  strictly  true  and  bond  fide.    There  is  nothing 

50  untrue  in  the  words  "in  the  event  of  our  clients  succeeding  in  the  action, 
**  such  purchasers  will  render  themselves  liable."  The  alteration  suggested  by 
the  Court  would  make  it  clearer,  but  would  not  alter  the  fact.  The  Incandescent 
Company,  in  their  circulars,  put  it  the  same  way  as  ours,  and  we  have  only 
followed  them.     It  is  perfectly  right.     There  is  no  laches.     How  is  a  Receiver 

55  in  Bankruptcy  to  bring  a  patent  action  ?  He  does  the  best  thing  by  selling  the 
patent.     It  is  transfeiTcd  to  the  Plaintiffs  and   they  immediately  amend  the 

Q 
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Specification  on  tlie  18th  of  September  1895,  and,  having  amended,  commence 
this  action.  As  to  Section  32  of  the  Patents,  &c.  Act,  1883— [STIRLING,  J, 
— Mr.  Walter  is  not  relying  on  the  section,  but  on  his  common-law  right.]  There 
is  no  argument  on  the  section,  but  the  paying  for  the  patent  and  bringing  the 
action  prove  bona  fide^.  An  action  is  expensive,  and  no  one  who  did  not  U 
think  he  had  a  chance  of  success  would  bring  one.  No  want  of  bona  fides 
has  been  traced  to  us,  and  the  attacks  on  the  Raivsons  do  not  affect  us. 
S,  Rawson  has  made  an  affidavit  that  he  was  no  party  to  the  negotiations. 
Moeller,  acting  according  to  his  discretion,  did  not  buy  the  patent  from  an 
Official  Receiver,  and  the  patent  was  not  valuable  till  we  amended  it.  10 

Warv^ingtonj   Q.C.,    and  Macnaghten^  for  Maddisons. — Maddisons  are  the 
solicitors  of  the  Defendant  Company  who  have  been  made  Defendants  to  this 
action,  and  served  with  a  notice  of  motion  specially  against  them.    All  that 
they  have  done  has  been  under  the  directions  of  their  clients,  to  get  a  circular 
settled  by   Counsel,  and  sent  out.     The  Incandescent  Oomjmny  must  allege  15 
personal  malice — [STIRLING,   J, — Yes.] — or  they  cannot  succeed.     I  ask  the 
Court,  even  if  the  injunction  is  granted  against  the  Sunlight  Company ^  to 
refuse  it,  with  costs  against  the  solicitors,  to  mark  the  view  of  the  Court  as  to 
the  impropriety  of  joining  solicitors  in  an  action  of  this  kind.     Besides  having 
to  show  that  the  solicitors  were  guilty  of  personal  malice,  there  is  this  point,  20 
that  it  was  quite  sufficient  for  the  Plaintiffs'  purpose  to  obtain  an  injunction 
against  the  Defendant  Company,  as  that  would  include  their  agents.     The 
solicitors  have  no  personal  concern  in  the  matter,  and  how  is  the  Court  to  infer 
malice  in  them  because  the  words  of  the  circular  are,  perhaps,  not  quite  so 
correct  as  when  the  matter  has  been  discussed  in  Court.     But,  ^^  ^*ct,  it  is  25 
submitted  that  the  circular  does  accurately  express,  to  anybody  reading  it  with 
a  moderate  amount  of  intelligence  and  knowledge,  what  would  be  the  result 
of  success  by  the  Sunlight  Company,    There  is  nothing  objectionable  in  the 
circular ;  it  is  all  true.     It  tells  purchasers  of  the  Welsbach  mantles  that  they 
expose  themselves  to  an  action  for  infringement,  and  such  purchasers,  i.e,  made  30 
Defendants  to  such  an  action,  will  render  themselves  liable,  &c.     That  would  be 
the  relief  given  in  such  an  action.     The  Plaintiffs  do  not  rely  on  Section  32 
of  the  Patents,  &c.  Act,  1883,  but  on  their  common-law  right ;  they  must  prove 
actual  mala  fides  ;  Halsey  v.  Brotherhood^  L.R.  19  Ch.D.  386.  In  Su-gg  v.  Bray^ 
2  R.P.C.  243,  Nm^th,  J.,  stated  that  if  the  Defendant  in  an  action  of  this  .kind  35 
has  a  bond  fide  belief,  whether  well  founded  or  not,  that  what  he  says  is  true, 
the  action  will  fail.     This  is  a  motion  for  an  interlocutory  injunction,  and  the 
Court  is  asked  to  say  there  is  no  prima  facie  evidence  of  malice,  and  that  this 
motion  is   wholly    unnecessary.       The   Court   is   asked   to   express  such  an 
opinion,  by  dismiHsinar  the  motion  with  costs,  then,  in  all  probability,  the  action  40 
will  be  dropped  against  the  solicitors.     The  action  has  really  no  foundation 
against  the  solicitors,  and  it  is  contrary  to  the  practice  of  the  Court  to  bring  in 
people  like  solicitors  and  agents.    The  Company  are  the  substantial  Defendants, 
and  if  the  Plaintiffs  succeed  against  the  Company,  they  will  get  all  they  want. 
But  the  action  really  fails  altogether.     It  is  an  action  for  slander  of  title  at  45 
common  law,  and  the  Plaintiffs  must  prove,  not  only  that  the  Defendants  are 
wrong,  but  also  that  the  Defendants  had  no  belief  whatever  in  what  they  said. 
Then  the  PJaintiffs  come  and  ask  for  an  interlocutory  injunction  ;  to  get  that 
they  must  make  out  such  a  case  as  would  enable  them  to  succeed  at  the  trial  of 
the  action,  if  they  brought  a  common-law  action.      It  is  practically  impossible  50 
to  get  such  proof  on  an  interlocutory  application,  and  in   a  case  of  this  sort  an 
interlocutory  application  must  necessarily  fail.     Of  course,  it  might  be  possible 
to  prove  such  a  case  by  affidavit,  but  where,  as  here,  the  Company  assert  that 
they  believe  in  their  cane,  and  in  their  patent,  and,  as  a  test  of  bona  fides^  are 
bringing  an  action  and  intend  to  prosecute  it,  it  is  practically  impossible  for  55 
this  motion  to  succeed. 
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Walter/iTL  reply. — ^The  reenlt  of  the  circular  is  that  people  say  they  are  going 
to  stop,  and  will  not  sell  our  mantles.  [Stirling,  J. — As  a  matter  of  strict 
construction,  I  am  clear  that  the  circular  is  correct,  but  as  people  might  misread 
it,  I  propose  to  ask  the  Defendants'  Counsel  presently  to  alter  it.  I  know  what 
5  they  will  answer.]  The  case  turns  on  the  particular  facts.  [Stibling,  J, — 
You  must  prove  malice  ;  what  is  the  evidence  of  malice  here  ?]  The  issue  of 
the  circular,  and  the  manner  in  which  it  has  been  distributed,  prove  malice. 
[Stirling,  J. — That  is  to  say,  if  a  patent  has  been  largely  infringed,  and  the 
Patentee,  complaining  of  infringement,  issues  to  a  number  of  people  a  warning 

10  against  infringement,  that  is  to  be  taken  as  malicious.]  Not  by  itself.  It  is  a 
circular  sent  round  to  all  the  Plaintiffs'  agents,  not  to  the  whole  trade. 
[Stirling,  J. — The  case  of  the  Defendants  is  that  your  patent  infringes  theirs.] 
Our  patent  is  prior,  but  they  allege  that  as  to  part  of  the  process  used,  not  in 
the  manufacture  of  the  mantles,  but  in  the  treatment  for  the  purpose  of  sending 

15  them  out,  we  are  infringing.  Their  patent  only  gives  one  thing,  paraffin,  and 
they  have  a  general  claim.  They  only  mention  paraffin,  and  a  solution  of 
paraffin,  in  a  volatile  hydrocarbon.  We  have  evidence,  though  I  cannot  state 
it  [Stirling,  /. — ^Assume  that  your  evidence  will  destroy  theirs  at  the  trial, 
as  in  Wren  v.  WieJd^  L.R.  4  Q.B.  213,  730 — ^that  the  case  is  tried,  and  you 

20  succeed.]  Assuming  that  we  do  succeed,  your  Lordship  asks  what  is  my  case. 
The  facts  proved  in  the  affidavit  are  that  we  have  been  doing  this  very  thing  for 
nine  years,  and  they  must  have  known  of  it.  [Stirling,  J, — ^It  does  not  follow 
that  the  Defendants  knew  it.  It  must  be  taken  at  present  that  F,  Rawsdn  knew 
it,  as  your  affidavits  are  not  contradicted  ;  owing  to  the  late  time  at  which  your 

25  affidavits  were  filed,  I  am  not  disposed  to  draw  any  inference  beyond  what  I 
am  compelled  to  do.]  There  is  the  knowledge  that  this  business  has  been  going 
on  On  the  special  circumstances  of  the  case,  that  having  gone  on  all  that  time, 
and  the  patent  having  been  bought  by  a  rival  Company  with  whom  the  Plaintiffs 
have  been  in  litigation  for  some  time  on  the  question  of  the  mantles,  and  the 

30  Plaintiffs'  patents  dniwing  to  a  close,  this  circular  is  sent  out  at  the  eleventh 
hour  to  every  one  of  the  Plaintiffs'  customers  ;  I  ask  the  Court  to  say  the  way  in 
which  it  is  done  is  malicious.  F.  Rawson  knew  it,  and  no  action  was  taken  by 
Wftodhouse  and  Rawsmi^  Ld,y  and  then  the  present  Defendants  commence  an 
action,  and  issue  their  circulars  broadcast  on  the  eve  of  trial. 

35  Stirling,  J, — This  is  an  application  by  The  Incafidescent  Gas  Light 
Company  against  T?ie  Sunlight  Incandescent  Gas  Lamp  Company^  and  the 
solicitors  of  that  Company  and  some  others  or  their  agents,  to  restrain  them 
from  continuing  to  issue  a  certain  circular.  The  circular  is  dated  in  December 
of  last  year,  and  runs  thus  : — "  To  all  dealers  in  incandescent  mantles,"  and 

40  then  it  says — [His  Lordship  then  read  the  circular,  for  which  see  ante^  page  181.] 
That  circular  was  issued  in  December  1896,  and  it  may  be  taken,  I  think,  on 
the  evidence,  that  it  was  issued  to  a  very  large  number  of  dealers  in  incandescent 
mantles,  if  not  to  the  whole  trade. 

The  case  which  is  made  by  the  Sunlight  Company  against  the  Incandescent 

45  Company  in  the  patent  action  which  is  now  pending  is  this,  that  the  Sunlight 
Company  are  the  assignees  of  this  Rawson  patent,  which  is  dated  in  1886,  and 
which  relates  to  a  mode  of  constructing  the  mantles  which  are  manufactured  by 
the  Incandescent  Company.  The  first  claim  of  the  patent  is,  "  The  treatment 
**  of  the  mantles,  after  ignition,  by  immersion  in  a  liquid  which  will  afterwards 

50  **  set,  and  will  burn  away  without  prejudicial  results  to  the  mantles  for  the 
**  purposes  set  forth."  And  then,  secondly,  "  The  use  of  paraffin  substantially 
**  as  described  in  the  treatment  claimed  under  the  first  claim."  Now  the 
Specification  states  the  mode  of  constructing  these  mantles  so  as  to  avoid 
breakage  in  the  course  of  transport.     At  page  4,  it  states,  "  This  difficulty  may 

^^  '*  be  overcome  by  dipping  the  mantle,  after  ignition,  into  a  liquid  which  will 
**  Ihotoughly  penetrate  the  interstices  of  the  material, and  will  afterwards  set  to 

Q2 
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"  Buch  a  degree  of  hardness  as  to  protect  the  material  from  danger  of  breakage 
"  in  packing  or  handling,  and  which  can  afterwards  be  removed  without 
"  mechanical  injury  to  the  mantles  or  without  leaving  any  objectionable  residue." 
And  then  it  goes  on  to  say  that  the  Patentees  have  found  "  that  a  very  satisfactory 
*'  method  consists  in  dipping  the  cone  into  a  hot  solution  of  volatile  hydrocarbon  5 
"  mixed  with  paraffin  wax  or  of  paraffin  alone."    And  they  specify  that  mode. 

Now,  it  is  not  contended,  as  I  understand,  that  the  Incandescent  Company  in 
the  manufacture  of  these  mantles  use  paraffin,  but  it  is  contended  that  they 
treat  these  mantles,  "  after  ignition,  by  immersion  in  a  liquid  that  will  afterwards 
"  set  and  will  afterwards  bum  away  without  prejudicial  reojilts  to  the  mantles,  10 
"  for  the  purposes  set  forth,"  and  the  first  passage  I  have  read  from  the  Specifi- 
cation does  refer  to  liquids  generally.  That  is  their  case,  and  the  action  has 
been  brought,  and  has  been  set  down  for  trial,  and  was  recently  transferred  to 
the  Queen^s  Bench  Division,  and  will  probably  shortly  be  reached. 

Then,  what  is  the  position  of  a  Patentee  who  issues  such  a  circular  as  that  ?  15 
It  is  not  pretended  that  this  action  can  be  supported  under  the  well-known 
section  of  the  last  Patent  Act,  but  that  it  must  depend  for  its  success  on  the 
common-law  rights  of  the  Patentee.  What  are  they  ?  They  were  considered 
in  the  well-known  case  of  Halsey  v.  Brotherhood,  L.R.  15  Ch.D.  514,  19  Ch.D. 
386,  with  regard  to  this  very  matter,  namely,  the  issuing  of  notices  by  a  Patentee  20 
against  infringers ;  and  in  the  Court  of  Appeal  the  Lord  Chief  Justice,  dealing 
with  the  law,  said,  ^^  It  seems  to  be  clear  law  that  in  an  action  in  the  High 
"  Court  in  the  nature  of  slander  of  title,  where  the  Defendant  has  property,  of 
"  his  own  in  defence  of  which  the  supposed  slander  of  the  Plaintiff's  title  is 
'^  uttered,  it  is  not  enough  that  the  statement  should  be  untrue,  but  there  must  25 
"  be  some  evidence,  either  from  the  nature  of  the  statement  itself  or  otherwise, 
'*  to  satisfy  the  Court  or  the  jury  that  the  statement  was  not  only  untrue,  but 
"  was  made  maUfide  for  the  purpose  of  injuring  the  Plaintiff,  and  not  in  the 
"  bond  fide  defence  of  the  Defendant's  own  property.  It  seems  to  be  clear  that 
"  if  a  statement  is  made  in  defence  of  the  Defendant's  own  property,  although  30 
"  it  injures  and  is  untrue,  it  is  still  what  the  law  calls  a  privileged  statement ; 
'*  it  is  a  statement  that  the  Defendant  has  a  right  to  make,  unless,  besides  its 
"  untruth  and  besides  its  injury,  express  malice  is  proved — that  is  to  say,  want 
**  of  bona  fides  J  or  the  presence  of  mala  fides.  Therefore  there  has  to  be  proved 
"  express  malice  on  the  part  of  the  persons  issuing  the  circular."  35 

Then,  what  is  the  evidence  which  is  adduced  of  malice  on  the  part  of  the 
Defendants  ?  First  of  all,  it  is  said  that  the  circular  goes  beyond  a  statement 
of  the  real  legal  rights  of  the  Sunlight  Company  in  the  event  of  their  succeeding 
in  this  action.  I  am  bound  to  say  that  if  you  read  that  circular  carefully  it 
does  not  go  beyond  a  statement  of  what  their  rights  will  be.  They  say,  "  We  40 
"  are  instructed  to  give  this  notice  to  all  purchasers  of  the  Welsba^h  mantles, 
that  they  expose  themselves  to  like  action  for  infringement  in  respect  of  all 
Welsbach  meLutleB  purchased,  used,  or  sold  by  them" — that  is  true — "and  in 
"  the  event" — ^it  goes  on — **  of  our  clients  succeeding  in  their  said  action,  said 
"  purchasers  will  render  themselves  liable  to  pay  damages,  costs,  and,  in  45 
'*  addition,  to  have  all  their  stocks  of  such  Welsbach  mantles  destroyed  by 
"  order  of  the  Court."  So  they  will.  They  do  render  themselves  liable  to 
that.  It  is  said  that  such  damages  and  such  orders  as  are  there  referred  to 
could  only  be  recovered  or  obtained  in  a  fresh  action,  and  that  there  is  no  notice 
given  to  the  purchasers  of  them  and  people  to  whom  it  is  sent  that  that  will  50 
be  the  case  ;  and  that  persons  who  have  stocks  of  Welsbach  mantles  might  be 
led  to  believe  that  an  order  might  be  forthwith  made  by  the  Court,  immediately 
on  the  success  of  the  action,  for  the  immediate  destruction  of  those  stocks. 
Well,  it  is  possible  that  an  ignorant  person  reading  these  circulars  might  come 
to  that  conclusion.  At  all  events,  I  think  it  would  be  proper  that  the  Defen-  55 
dants,  the  Sunlight  Company,  should  make  their  circular  plain  in  that  resist, 
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BO  that  it  may  be  conveyed  to  persons  who  read  it  that  the  damages  and  order 
for  destruction  can  only  be  obtained  in  some  future  action  to  be  brought 
against  themselves.  But  the  question  is, — Am  I  to  look  on  that  as  evidence  of 
malice  ?  I  confess  I  do  not  see  it.  It  seems  to  me  that  when  it  is  strictly 
5  looked  at,  the  statement  is  quite  right,  and  I  see  no  ground  for  supposing  it  was 
maliciously  put  there.  It  seems  to  me  that  this  is  a  sort  of  circular  that  might 
be  very  readily  drawn  up  by  a  lawyer,  thinking  that  every  one  who  read  it 
was  as  well  informed  as  to  the  result  of  patent  actions  as  himself.  At  any 
rate,  it  does  not  seem  to  me  it  is  evidence  of  malice. 

10  Then,  what  else  is  there  in  the  case  ?  The  patent,  it  is  said,  is  an  old  one, 
and  so  it  is ;  it  was  granted  in  1886.  It  is  said  that  no  action  is  brought  upon 
it  till  1895,  and  that  during  the  nine  years  which  elapsed  the  present  Plaintiffs 
have  been  using  the  same  process,  and  that  the  former  Patentees,  the  Messrs. 
RawsonSy  or  one  of  them,  knew  it. 

15  Now,  the  history  of  the  matter  was  this,  the  patent  was  granted  in  1886  to 
Messrs.  Rawsons  ;  they  sold  it  to  a  Company,  Messrs.  Woodhouse  and  Rawson. 
Messrs.  Woodhouse  and  Rawson  had  a  debenture  holder's  action  brought 
against  them,  and  application  was  made  for  leave  to  commence  an  action  in 
that  suit.    One  can  see  the  Court  would  be  rather  slow  to  grant  leave  to  com- 

20  mence  such  an  action,  the  property  being  the  debenture  holders.  However 
that  may  be,  no  action  was  brought,  but  the  patent  was  resold  to  Messrs.  Rawsons^ 
and  Messrs.  Rawsons^  in  the  summer  of  1895 — July — sold  it  to  the  present  Defen- 
dants. Now,  what  do  the  Defendants  do  ?  They  immediately  take  steps  to  amend 
the  patent,  and  the  patent  has  been  amended  to  a  very  considerable  extent.    It 

25  seems  to  me,  from  a  short  glance  at  it,  that  at  least  two  pages  are  struck  out  by 
way  of  amendment,  and  all  the  claims,  which  were  originally  nine  in  number, 
are  abandoned  except  two.  So  that  there  has  been  a  very  extensive  amendment 
of  the  patent.  That  was  sanctioned  on  the  18th  of  September  1895,  and 
immediately,  or  within  a  short  time  afterwards,  the  action  was  brought.    It 

30  seems  to  me  a  mere  statement  of  these  circumstances  accounts  for  the  delay, 
and  it  must  be  remembered,  after  all,  that  delay,  though  it  is  a  very  good 
defence  in  an  interlocutory  application,  is  not  a  defence  at  the  trial  at  all,  and 
that  the  action  must  ultimately  be  decided  upon  the  issues  of  the  validity  of 
the  patent,  and  infringement  or  no  infringement. 

35  But  then  it  is  said  that  one  of  the  Messrs.  Rawsons  was  well*aware  of  the 
infringement.  The  evidence  in  support  of  that  is  given  in  two  affidavits 
which  were  only  filed  yesterday.  ^  The  motion  has  been  pending  for  some 
time,  and  it  was  brought  before  Mr.  Justice  Kekewich  last  Friday  and  ordered 
to  stand  over  till  to-day,  the  terms  being  imposed  that  if  it  were  not  brought 

40  on  to-day  the  ex  parte  injunction  which  he  had  granted  should  drop,  and  the 
Plaintiffs  in  the  present  action  were  put  upon  terms  to  file  their  affidavits  by 
Tuesday.  By  their  misfortune  it  is  said, and  that  I  accept,  they, were  unable  to 
comply  with  the  latter  condition,  and  the  affidavits  have  only  been  filed 
yesterday  and  delivered  to  the  Defendants  this  morning.     The  Defendants 

45  have  not  asked  that  the  case  should  stand  over  to  answer  th^m,  and  they  are 
desirous  to  have  the  motion  disposed  of,  which  is  rather  to  the  advantage 
of  the  Plaintiffs,  because  under  the  order  which  has  already  been  made  the 
injunction  would  drop  of  itself  if  it  were  not  heard  and  disposed  of  to-day. 
But  seeing  the  late  date  at  which  these  affidavits  are  filed,  I  am  not  disposed 

50  to  press  the  statements  in  them,  beyond  that  which  they  actually  appear  to 
establish,  and  it  appears  to  me  they  show  only  that  the  infringement  was 
known  to  Mr.  Frederick  Rawson^  and  possibly  to  his  brother,  the  other  Patentee  ; 
but  there  is  nothing  to  bring  home  any  knowledge  of  that  to  any  of  the  agents 
of  the  present  owners  of  the  Rawson  patent.    It  seems  to  me  that  each  of  those 

55  circumstances  which  I  have  mentioned  is  not  evidence  of  malice,  neither  do  I 
think,  when  they  are  all  put  together,  they  amount  to  evidence  of  malice. 
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On  these  grounds,  I  think  that  the  motion  mosfc  be  refased.  As  regards  the 
Company,  I  think  that  the  costs  must  be  made  costs  in  the  action,  because, 
really,  the  whole  question  will  have  to  be  dealt  with  then.  As  regards  the 
solicitors,  it  seems  to  me  a  very  extraordinary  thing  to  make  them  Respondents 
at  all,  and  I  see  no  case  made  against  them  whatever.  I  think  I  ou^ht  to  say  5 
that  the  Plaintiffs  would  be  well  advised  in  discontinuing  the  action  against 
them  at  once. 

Warrington^  Q.G. — Then  the  order  will  be  to  refuse  the  motion  against  my 
clients,  with  costs. 

Stirli)^6,  /.—If  the  Plaintiffs  insist  on  going  on  to  the  trial  I  shall  make    10 
them  costs  in  the  action  in  the  same  way. 


In  the  High  Court  op  Justice.— Chancery  Division. 

Before  Mr.  Justice  Charles.— January  18tb,  19th,  and  20th,  1897. 

Wbdbkind   v.  The  General  Electric  Company,  Ld. 

Design. — Action  for  infringement, — Patents,  dec,  Act^  1883,  Sections  51  and  15 
61, — Failure  to  mark  articles. — Designs  Rules  of  1898,  Rule  5. — ProprieUir, — 
Action  dismissed. 

This  was  an  action  for  infringeinerU  of  a  registered  design  of  the  pattern  of 
a  telephone  transmitter  unth  a  receiver.     The  Defendants,  by  tiieir  Defence, 
pleaded  that  A.  and  B.,  by  whom  the  design  was  originally  registered,  had,  before  20 
tfie  assignment  of  the  design  to  t?ie  Plaintiff,  sold  to  the  Defendants  a  certain 
numberof  telephones  of  the  Plaifitiff^s  design  and  pattern  for  the  purpose  of  being 
resold  by  the  Defendants,  ivhich  telephones  tvere  not  marked  as  prescribed  by  the 
Patents,  Ac,  Act,  1883,  Section  51.     The  Defendants  also  alleged  that  the  A. 
Company,  of  ivhich  A.  and  B,  were  directors,  granted  the  Defendants  a  license  25 
to  mani{facture  and  sell  telephones,  ivhich  were  in  part  made  of  the  Plaintiff's 
pattern  and  design,  unthout  any  stipulaticm  that  siich  telephones  should  be 
marked  with  a  mark  or  figure  denoting  that  tlie  design  wa>s  registered ;  and 
the  Defendants  had,  to  the  knowledge  of  A.  and  B.,  manufactured  and  sold 
telephofies  of  such  design  or  pattern  uiider  tfie  said  licefise  without  any  such  30 
mark  or  figure.    The  Defendants  contended  that  on  these  facts  the  copyright  in 
the  design  had  ceased. 

Held,  that  at  least  one  case  was  proved  of  a  sale  by  A,  to  the  Defendants  of  a 
telephone  which  was  not  marked  (and  probably  others  by  A.  and  B) ;  thai  it 
was  clear  tJiat  there  was  acquiescence  by  both  A,  and  B.  in  sales  by  the  De-  35 
fendants,  under  the  license,  of  unmarked  articles ;  that  by  such  conduct  A.  andB. 
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had  lost  their  copyright  U7ider  Section  51  of  the  Patents^  &c,  Act^lSSSy  unless 
they  could  show  that  they  had  taken  all  jn'oper  steps  to  ensure  tlie  marking  of 
the  article;  that  A,  andB.  had  certainly  failed  to  show  that;  and  the  action  was 
dismissed,  ivith  costs, 
f)  On  the  28th  of  September  1892,  G.  L.  Anders  and  Walther  Kottgen  registered 
a  certain  design  (No.  199,598)  of  tjje  pattern  of  a  telephone  transmitter,  with 
receiver,  in  Class  1.  The  said  design  was  duly  assigned  to  J,  Edward 
Wedekind  by  an  indenture  dated  the  7th  of  March  1896,  and  duly  registered. 
On  the  20th  of  April  1896,  the  sjdd  /.  E.  Wedekind  commenced  an  action 

10  against  The  General  Electric  Company,  Ld,,  claiming  an  injunction  to  restrain 
the  Defendant  Company  from  infringing  the  Plaintiff's  said  design,  and  other 
usual  relief. 

By  his  Statement  of  Claim,  the  Plaintiff  alleged  that  the  Defendant  Company 
had  wrongfully  applied  or  caused  to  be  applied  for  the  purpose  of  sale  the 

15  said  design,  or  a  fraudulent  or  obvious  imitation  thereof,  to  goods  of  the  class 
in  which  the  design  was  registered,  and  had  wrongfully  advertised  and  exposed 
for  sale  and  had  sold  articles  of  manufacture  to  which  the  said  design  or  a 
fraudulent  or  obvious  imitation  had  been  applied,  the  Defendant  Company 
knowing  that  the  said  design  had  been  so  applied  without  the  consent  of  the 

20  Plaintiff  or  of  his  predecessors  in  title.  The  T)efendant  Company  had  in  their 
possession  or  power  infringing  articles. 

By  his  Particulars  of  Infringement,  the  Plaintiff  alleged  that  the  Defendant 
Company  had  (1)  in  1895  and  1896  applied  the  design  by  the  manufacture  and 
sale   of  telephone   receivers   and   transmitters   made   according   to    the   said 

25  design,  and,  in  particular,  referred  to  sales  on  the  13th  and  15th  of  April  1896  to 
R.  H.  Wedekind,  and  on  the  15th  of  April  1896  to  Wedekind  and  Co,,  of  such 
telephone  receivers  and  transmitters ;  (2)  the  Defendant  Company  had  publicly 
offered  by  advertisement  and  otherwise  to  supply  such  telephone  receivers  and 
transmitters  to  the  general  public,  and  still  continued  to  do  so. 

30  The  Defendants  did  not  admit  the  allegations  made  in  the  Statement  of 
Claim,  and  further  said  that  the  Plaintiff  had  no  right  to  sue  in  respect  of 
infringements  (if  any)  committed  by  the  Defendants  before  the  alleged  assign- 
ment made  to  the  Plaintiff  and  the  alleged  registration  thereof,  and  submitted 
that  the  Statement  of  Claim  showed  no  cause  of  action;  and  further  said  that 

35  before  the  alleged  assignment  and  the  registration  thereof,  and  before  the  acts 
(if  any)  of  alleged  infringement,  the  said  G.  L,  Anders  and  W,  Kottgen  caused  or 
permitted  articles  to  whicTi  the  said  alleged  design  had  been  applied  to  be 
delivered  on  sale,  without  causing  such  articles  to  be  marked  with  the  prescribed 
marks  or  words  or  figures  denoting  that  the  design  was  registered,  whereby  the 

40  copyright  in  such  design  ceased.  (4)  The  Defendants  further  said  that  the  acts 
complained  of  by  the  Plaintiff  were  done,  and  such  articles  were  delivered  for 
sale  by  them  without  the  prescribed  mark  and  words  or  figures  denoting  that 
the  design  was  registered,  with  the  permission  of  the  said  G,  L,  Anders  and 
W,  Kmtgen. 

45  The  Defendants  were  ordered  to  give  Particulars,  and  delivered  Particulars  as 
follows  : — On  the  29th  of  November  and  8th  of  December  1894,  G,  L.  Afiders 
verbally  sold  and  delivered  to  the  Defendants  four  telephones  of  the  alleged 
pattern  and  design  for  the  purpose  of  being  resold  by  the  Defendants,  as  he 
then  verbally  gave  them,  through  Max  Byng,  permission  to  do,  and  such 

50  telephones  did  not  bear  any  marks,  words,  or  figures  denoting  that  such  design 
-was  registered.  The  said  Anders  did  so,  it  was  believed,  with  the  privity  and 
authority  of  W.  Kottgen,  On  the  27th  of  December  1894  and  1st  of  February 
1895,  W,  K'dttgen  verbally  sold  and  delivered  to  the  Defendants  9  and  14 
telephones  of  the  alleged   design  for  the   purpose    of  being  resold   by  the 

55  Defendants,  as  he  then  gave  them,  through  the  said  Max  Byng,  permission  to 
do,  and  such  telephones  did  not  bear  any  mark,  word,  or  figures  denoting  that 
snch  design  was  registered.     Such  telephones  were  sold,  it  was  believed,  with 
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the  privity  or  authority  of  l^he  Anders  Telephone  Company,  Ld.^  or  of  the  said 
Anders.  Aiiders  and  Kottgen  were,  in  and  bptween  the  said  dates,  interested 
in  The  Anders  Telephone  Company ,  Ld,y  as  directors,  or  in  some  other  "way. 
By  an  indenture  dated  January  18th,  1895,  the  said  Anders  Telephone  Company j 
Z^.,and  one  J,  C.  Wedekind  gmnted  a  license  to  the  Defendants  to  manufacture  5 
and  sell  telephones  which  were  in  part  made  of  the  said  pattern  and  design. 
Such  indenture  was  made  with  the  permission  and  authority  of  the  said  Anders 
and  Kottgen^  the  latter  of  whom  was  expressly  entitled,  as  appeared  from  such 
indenture,  to  certain  rights  thereunder,  and  himself  assisted  in  negotiating 
such  license,  and  the  former  of  whom  received  a  portion  of  the  consideration  10 
therein  mentioned.  No  stipulation  was  made  in  such  indenture,  or,  in  fact, 
for  the  telephones  manufactured  and  sold  under  such  license  being  marked 
with  a  mark,  word,  or  figures  denoting  that  the  design  was  registered;  and 
telephones  were  manufactured  and  delivered  on  sale  by  the  Defendants  of 
such  design  or  pattern,  under  the  said  license,  to  the  knowledge  of  the  said  15 
Andej^s  and  K'6ttgen,  and  without  any  such  mark,  word,  or  figures. 

It  appeared  from  the  evidence  given  at  the  trial  that  O.  L.  Anders  had  made 
certain  inventions  relating  to  telephones,  for  which  he  and  W.  Kdttgen  had 
taken  out  patents.  The  design,  the  subject  of  the  action,  was  applied  partly  to 
the  transmitter  and  partly  to  the  receiver  of  these  telephones.  On  the  13th  of  20 
November  1893,  The  Anders  Telephone  Company,  Ld,^  was  registered  as  a 
limited  company.  By  an  indenture  dated  the  20th  of  January  1894,  and  made 
between  G.  L.  Anders  and  W.  Kottgen  of  the  one  part,  and  The  Anders 
Telephone  Company,  Ld.,  of  the  other  part,  Andei^s  and  Kdttgen  assigned  to  the 
Company  the  sole  and  exclusive  benefit  of  the  said  patents,  but  no  assignment  25 
was  made  of  the  registered  design. 

By  an  agreement  dated  the  9th  of  August  1894,  and  made  between  The 
Anders  Telephone  Company^  Ld,,  of  the  one  part,  and  Julius  Christian 
Wedekind  (the  father  of  the  Plaintiff)  of  the  other  part,  J,  C.  Wedekind,  being 
a  creditor  of  the  Company  for  a  considerable  amount,  took  a  first  mortgage  30 
debenture  for  7651.  on  all  the  freehold  and  leasehold  property  of  the  Company, 
and  all  its  patent  rights,  and  other  assets,  as  a  security  for  his  debt,  with  power 
to  sell  and  dispose  of  the  property  and  assets  immediately. 

It  further  appeared  that  the  license  referred  to  in  the  Defendants'  Particulars 
of  Objections,  dated  the  10th  of  January  1895,  was  made  between  77ie  Anders  35 
Telephone  Company,  Ld.,  and  J.  Christian  Wedekind  (thereinafter  called  the 
licensors)  of  the  one  part,  and  the  Defendant  Company  (thereinafter  called 
the  licensees)  of  the  other  part,  and  after  a  recital  that  The  Anders  Telephone 
Company,  Ld.,  claimed  to  be   entitled   to  certain    patents  specified    in  the 
schedule  (all  for  improvements  in  telephones),  and  that  the  said  J.  C.  Wedekind  40 
claimed  to  be  interested  as  a  mortgagee,  under  a  debenture  granted  to  him  by 
The  Anders  Telephone  Company,  Ld.,  in  the  said  patents,  and  to  join  in  the 
license  as  joint  licensor,  and  that  the  licensors  had  agreed  to  grant  to  the 
licensees  the  sole  and  exclusive  license  to  manufacture,  use,  and  sell,  for  a 
term  of  six  months  from  the  1st  of  March  1895,  the  said  inventions  and  all  45 
improvements    therein,    it   was   witnessed    that    in   pursuance   of    the   said 
agreement  and  in  consideration  of   the  royalty  thereinafter  reserved   to  the 
said  J.  C.  Wedekind  on  behalf  of  the  licensors,  the  licensors  thereby  granted 
unto  the  licensees  the  sole  and  exclusive  license  to  manufacture,  use,  and   sell 
articles,  the  subject  of  the  said  inventions  according  to  the  said  patents,  for  50 
the  period  of  six  months  from  the  1st  of  March  1895,  and  the  licensors  and 
licensees  mutually  covenanted  and  agreed — (1)  The  licensees  to  pay  royalties. 
(2)  "The  licensors  will,  if   and  when  requested  so  to  do  by  the  licensees, 
•*'  forthwith  sell  and  deliver  to  the  licensees,  or  to  any  other  person  whom  they 
"  may  appoint,  in  good  workable  order  and  perfect  condition,  at  any  place  in  55 
"  London  that  may  be  fixed  by  the  licensees,  and  at  their  true  value,  not 
"  exceeding  the  original  cost  price  thereof,  all  dies  and  special  machinery  which 
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**  the  licensors  or  either  of  them  have  or  has  used  or  employed  and  have  in  hand 

^  in  connection  with  the  manufacture  of  the  said  instruments ;  and  also  all  parts 

^*  of  instruments  in  stock  and  available  for  use  in  the  manufacture  of  apparatus 

**  by  the  licensees  under  these  presents."     (4)  "  During  the  continuance  of 

5  **  this  license,  the  licensors  and  also   Walther  Kottgen  shall  be  at  liberty  to 

**  require  the  licensees,  as  far  as  they  reasonably  can,  regard  being  had  to  the 

L  "  requirements  of  their  own  trade,  to  supply  for  and  as  against  cash  and  to 

Js-  "  deliver  to  them,  or  either  of  them,  all  instruments  which  the  licensees  are 

f  "  hereby  authorized  to  manufacture.     Provided  also  that  the  licensees  shall 

I  10  "  not  be  in  any  way  responsible  for  the  non-delivery  to  the  licensors  or  the  said 

**  W.  Kottgen,  or  either  of  them,  of  such  instruments  for  any  cause  beyond 

"  their  control,  such  as  strikes  of  their  workpeople,  breakdown  of  machinery, 

"  fire,  and  other  inevitable  accident.    If  the  licensees  shall  not  execute  the 

"  orders  given  by  the  licensors  within  a  period  of  three  weeks  from  the  date 

VS  **  of  such  orders  respectively,  the  licensors  shall  be  at  liberty  to  manufacture 

I  **  in  order  to  supply  their  own  requirements."      There  were  various   other 

provisions  not  material  to  be  here  stated,  but  the  license  contained  no  reference 

to  the  design. 

By  an  assignment  dated  the  24th  of  February  1896  and  made  between  the 

20  said  J.  Christian  Wedekind  and  The  Anders  Telephone  Company,  Ld.^  of  the 

one    part,  and  the  Plaintiff  J.  Edward  Wedekind  of  the  other  part,  after 

reciting  that   the  sum  of  305?.  remained  due  and    owing  to   J,  Christian 

Wedekind,  the  patents  were  assigned  to  the  Plaintiff  absolutely. 

As  has  been  already  stated  the  design  was  absolutely  assigned  to  the  Plaintiff 

25  on  the  7th  of  March  1896  ;  the  consideration  was  the  sum  of  11. 

The  action  now  came  on  for  trial.  '  Edmunds,  Q.C.,  and  Moresby  (instructed 
by  T.  and  F.  P.  Baddeley)  appeared  for  the  Plaintiff  ;  McCall,  Q.C.,  and 
C.  (7.  Scott  (instructed  by  Montagu,  Mileham,  and  Montagu)  appeared  for  the 
Defendants. 
30  Edmunds,  Q.C.,  for  the  Plaintiff. — The  subject  of  the  design,  for  the 
infringement  of  which  the  action  is  brought,  relates  to  the  combination  of  a 
telephone  transmitter  and  receiver.  There  is  really  no  question,  except  on  the 
defence,  that  the  Plaintiff  has  lost  his  copyright  by  selling  articles  without 
the  mark '*Rd."  and  the  number  of  the  design.  The  Plaintiff  is  content  to 
35  rely  on  infringements  made  after  the  date  of  the  assignment  to  him.  The 
Defendants,  by  their  Particulars,  assert  that  Ande?*s  and  Kottgen,  the 
predecessors  in  title  of  the  Plaintiff,  sold  the  telephones  without  the  mark 
prescribed  by  the  Patents,  &c.  Act,  1883,  Section  51,  and  the  Designs  Rules  1893, 
Rule  5,  and  that  the  Defendants  themselves  had  leave  to  sell  and  sold  the 
40  telephones  also  unmarked.  It  is  admitted  by  the  Plaintiff  that  the  Defendants 
have  sold  unmarked  telephones.  The  license  to  the  Defendants  only  referred 
to  the  patents,  and  the  design  was  not  included,  but  the  design  was  applied 
to  the  patented  telephones  ;  the  license  expired  on  the  1st  of  September  1895, 
before  the  infringement  complained  of.  The  Plaintiff's  case  is  simple  ; 
45  evidence  will  be  given  by  the  persons  connected  with  the  manufacture  of 
the  articles  by  The  Anders  Telephone  Company,  Ld,,  who  will  prove  that  no 
nnmarked  articles  left  the  Company's  premises,  and  that  every  precaution 
was  taken. 

The  purchase  of  infringing  telephones  from  the  Defendants  was  proved  by 

50  the  deposition  of  R.  H.  Wedekind-.    He  stated  the  purchase,  and  that,  comparing 

the  designjs,  they  were  identical,  save  that  in  RHW  7  and  RHW  9  (exhibits) 

the  centre  disc  had  been  slightly  altered,  and  the  pushers  were  also  slightly 

different.    The  same  witness  produced  advertisements  of  the  Anders  telephone 

issued  by  the  Defendant  Company. 

55       W.  G.  Philipowitz,  a  clerk  to  Wedekind  and  Co.,  also  proved  an  infringement 

on  the  15th  of  April  1896. 

J.  IE.  Wedekind,  the  Plaintiff,  was  the  owner  of  the  patents  relating  to  the 
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telephone  and  the  design.  He  had  had  a  connection  with  The  Anders  Telephone 
Gomjjany^  Ld,,  and  was  a  shareholder,  and  was  employed  by  the  Company. 
He  was  at  their  works,  Clerkenwell  Road,  and  was  aware  that  the  design  was 
applied  to  the  telephones.  He  knew  the  rule  as  to  marking,  and  the  telephones, 
before  passing  out,  went  through  his  hands  for  inspection.  He  had  instructions  5 
to  inspect  them  and  see  that  they  were  marked,  and  he  did  so.  Witness 
inspected  all  the  instruments,  and  no  instruments  to  his  knowledge  passed  out 
unmarked.  The  witness  also  gave  evidence  as  to  the  history  of  the  agreements 
and  license  hereinbefore  stated.  Gross-examined:  Witness  was  employed  by 
the  Anders  Gompany  to  look  at  the  marking  of  the  instruments  and  to  see  that  10 
they  were  generally  right.  Five  men  were  employed  to  make  the  telephones ; 
the  Company  did  not  employ  outside  people.  Witness  knew  N.  Prtddle^  an 
independent  mechanician  ;  he  made  receivers  for  the  Company  with  materials 
supplied  by  them,  but  not  transmitters.  He  marked  what  he  made  with  "N.P." 
He  made  other  things.  The  receiver  was  the  smaller  part  of  the  telephone,  and  15 
could  be  made  separately.  Two  receivers,  fitted  up  with  a  wire,  would  act  as 
a  telephone.  Witness  had  never  sold  one  receiver  separately.  The  combination 
of  the  transmitter  and  the  receiver  made  the  design — ^the  fitting  and  the  face. 
Priddle  had  certain  parts  given  to  him  to  make,  as  he  had  men  and  machinery  ; 
he  made  the  inside  part  of  the  receiver  and  was  only  employed  for  that ;  he  20 
might  occasionally  have  made  faceplates,  but  never  the  whole  transmitter. 
The  Anders  Gompany  made  the  completed  transmitter.  Priddle  made  trans- 
mitters for  other  people ;  witness  saw  such  transmitters  being  made ;  he 
would  know  them  again,  and  he  knew  some  of  them  had  passed  through  the 
Defendants*  hands.  25 

O,  L,  Anders  gave  evidence  as  to  the  design  and  patents,  and  the  formation 
of  the  Anders  Gompany  ;  the  Company  manufactured  telephones  under  the 
patents  and  of  the  design.  He  agreed  with  the  last  witness  as  to  Priddle  and 
as  to  the  marking.  He  knew  generally  that  it  was  usual  to  mark,  but  not  the 
details  of  the  penalty.  He  had  read  the  Particulars  referring  to  the  sale  of  30 
telephones  by  him  to  Byng,  Witness*  thought  they  were  marked  to  the  best 
of  his  knowledge ;  some  of  them  were  of  the  ordinary  form ;  others  had  a 
novelty,  a  special  device  in  them ;  they  were  almost  wholly  manufactured  by 
the  Anders  Gompany,  He  presumed  they  went  through  the  last  witness's 
hands,  and  witness  also  attended  to  them.  As  to  the  sales  on  the  29th  of  35 
November  and  the  8th  of  December  1894,  he  sold  some  telephones  about  then  ; 
it  was  not  an  ordinary  sale  ;  the  telephones  were  specialities ;  the  witness  passed 
over  to  Byng  some  instruments  of  special  kind  manufactured  by  the  Anders 
Gompany  to  improve  the  instruments.  Witness  thought  they  were  marked. 
Gross-examined :  Witness  discovered,  25  years  ago,  that  the  articles  ought  to  40 
be  marked,  but  he  did  not  know  the  penalty.  He  knew  they  ought  to  be 
marked.  He  superintended  partially  the  issue  of  the  articles.  He  sold  two 
pedestal  telephones  in  November  to  the  Defendants  with  a  special  device — ^the 
key  had  a  special  movement ;  it  was  new,  but  was  not  patented.  He  could  not 
say  what  was  paid  for  them.  To  the  best  of  the  witness's  knowledge,  the  45 
articles  were  marked  on  the  yoke  (crescent)  or  on  the  transmitter  plate  on  which 
the  yoke  rested.  About  the  8th  of  December  he  sold  some  telephones  to  the 
Defendants — some  in  his  possession  ;  he  could  not  describe  them,  but  they  were 
wall  machines  for  hanging  on  a  wall.  Witness  thought  an  exhibit  was  one  of 
them.  He  could  not  say  who  made  them — ^people  working  for  the  Anders  50 
Gompany ;  the  plate  and  the  special  key  would  be  made  on  the  Company's 
premises,  the  yoke  by  Priddle.  The  exhibit  had  no  marks.  Witness 
suggested  that  it  was  a  special  •  design.  Witness  and  Kottgen  were  the 
two  most  important  persons  in  the  Anders  Gompany.  Witness  took 
part  in  the  negotiations  for  the  license  to  the  Defendants.  {Scott. — ^I  55 
propose  to  show  that  the  Defendants  got  the  license  without  any 
restriction  as  to  marking.     EdmundSy  Q.C. — I  admit  that  there  is  no  provision 
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ia  the  license  that  you  should  put  the  markings:  on.  Charles,  /. — I  cannot  see 
that  this  is  material.  Edmunds^  Q.C.,  objected  to  the  question, — "  When  the 
"  witness  and  Kottgen  gave  the  machinery  for  making  the  telephones,  did  they 
**  give  any  dies  for  marking  the  numbers  ?  "  Scott, — Paragraph  2  of  the  Particulars 

5  of  Objections  raises  the  point.  CHARLES,  /. — It  does  not  expressly  raise  the 
l>oint.  What  is  the  legal  inference  you  draw  ?  Scott. — That  as  they  did  not 
supply  the  dies  for  marking,  they  allowed  us  to  make  and  sell  without 
marking.  Charles,  J. — I  do  not  see  the  relevance  of  this  ;  it  is  clear  that  the 
license  says  nothing  about  the  marking.      Scott, — I  am  going  to  show  that 

10  the  Defendants  sold  telephones  unmarked  during  the  license  to  Anders  and 
Kottgen,  Edmunds^  Q.C. — I  will  admit  that  the  Defendants  sold  unmarked 
instruments  during  \h.e^  license  to  the  knowledge  of  Anders  and  Kottgen,'] 
Cross-examination  continued:  Witness  did  not  know  about  the  sales  by 
Kottgen.    Witness  registered  the  design  on  the  28th  of  September  1892,  and 

15  presumed  that  he  was  part  owner  ;  he  thought  the  design  became  the  property 

of  the    Anders    Company ;   they   used  it  and   paid  witness  nothing.      The 

telephones  witness  sold  in  December  were  his  property,  and  did  not  belong  to 

The  Anders  Company, 

Kottgen^  an  original  proprietor  of  the  design,  sold  telephones  to  Byng  in 

20  December  1894  and  February  1895.  Gross-examined :  He  sold  nine  simplex 
telephones  in  December ;  in  February,  14  wall  telephones.  Witness  was  strict 
in  giving  instructions  to  put  the  marks  on  the  Anders  Company^ s  instruments, 
and  none  to  his  knowledge  were  made  without  being  marked.  Witness  did  not 
think  he  was  in  England  when  the  license  was  given ;  possibly  he  saw  Pitt ; 

25  the  matter  was  settled  by  the  solicitors.  He  thought  everything  was  put  in 
the  agreement.  [Charles,  J, — I  do  not  think  there  is  much  dispute  about  the 
facts ;  as  to  the  knowledge  of  Anders  and  Kottgen,,  there  is  some  dispute. 
Scott. — It  is  clear  that  the  license  has  nothing  in  it  as  to  marking,  and  that  the 
Defendant  Company  made  their  telephones  unmarked  ;  the  license  expires,  and 

30  the  copyright  expires,  and  the  Defendants  have  continued  to  go  on  making. 
Under  Section  51  of  the  Patents,  &c.  Act,  1883,  if  I  can  show  that  the  predecessors 
in  title  of  the  Plaintiff  have  knowingly  allowed  this,  the  registration  is  gone  ; 
Rule  5  of  1893.  I  say  that  Anders  dxA  Kottgen^  the  owners  of  the  design,  made 
and  delivered  specimens  without  any  mark   (the  Plaintiff  only  bought  the 

35  design  in  March  1896  for  1/.),  and  also  the  Anders  Company^  of  which  Anders 
and  Kottgen  were  directors,  granted  a  license  to  the  Defendants  without 
requiring  marking.  The  Defendants,  under  Clause  4,  were  to  manufacture  and 
deliver  telephones  to  the  Anders  Company  and  Kottgen,  The  Defendants, 
having  got  that  license,  received,  on  the  Isfc  of  February  1896,  14  telephones 

40  from  Kottgen^  as  they  were  not  ready  to  make,  and  resold  them  to  Julius 
Christian  Wedekind  unmarked.  Then  the  copyright  was  sold  to  Julius  Edward 
Wedekindj  the  Plaintiff,  for  a  nominal  consideration,  and  the  action  was 
brought.  Charles,  /. — ^You  say  that  the  Defendants'  acts  brought  the  case 
within  Section  51.     Scott, — Anders  and  Kottgen  allowed   the  Defendants  to 

45  make,  and  put  no  restricti  on  as  to  marking.]  Kottgen^  further  cross-examined, 
stated  that  he  supplied  14  machines  on  the  Ist  of  February ;  they  came  back 
from  Germany  ;  they  were  made  by  the  Anders  Company.  Witness  took  it 
for  granted  that  they  were  marked ;  he  could  not  say  that  they  were.  He  knew 
nothing  of  the  sale  to  Julius  Christian  Wedekind, 

50       Edmunds,  Q.C— That  is  the  Plaintiff's  case. 

Scottj  for  the  Defendants. — I  admit  infringement,  but  the  Plaintiff  cannot  sue 
for  anything  done  before  the  7th  of  March  1896.  [EdmundSy  Q.C. — I  agree  to 
that.  Charles,  J. — ^And  you,  Mr.  Scott,  admit  infringement  since  ?]  Yes ; 
the  history  shows  that  the  copyright  of  design  was  valueless  in  March  189G. 

55  Tinder  the  Act,  Section  51,  if  the  proprietor  deliver  unmarked  articles,  the 
copyright  is  lost,  unless  he  took  all  steps  to  have  them  marked.  The  Defendants 
knew  nothing  of  the  design  at  all.     Byng  will  give  evidence  that  he  bought 
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two  pedestal  telephones  in  November,  and  two  others  in  December  1894,  and, 
at  any  rate,  one  was  unmarked.  [Charles,  J. — Anders  said  it  was  an 
experimental  machine.  Edmunds^  Q.C. — It  was  different ;  it  was  not  the 
registered  design.]  Byng  wanted  more  telephones,  and  bought  from  Kottgen 
9  and  14  for  resale,  and  there  were  no  marks  on  those.  It  is  a  singular  thing  5 
that  Anders  and  Kotigen  were  so  particular  about  marking,  and  yet  they  did 
not  provide  in  the  license  for  that.  It  is  important,  because,  though  the 
Defendants  were  to  make  generally,  the  Anders  Company^  «7.  Christian 
Wedekindy  and  Kottgen  were  entitled  to  require  telephones  at  a  fixed  sum  and 
2s.  profit.  Twenty-four  telephones  were  actually  sold  to  Julitis  Christian  10 
Wedekindy  one  of  the  licensors.  It  is  clear  that  Anders  and  Kottgen  thought 
that  the  design  had  passed  to  the  Anders  Company.  At  the  time  of  the  license 
one  of  the  14  telephones  sold  to  Byng  by  Kottgen  was  placed  before  the 
Defendants'  solicitors,  and  there  was  no  marking  on  it,  so  he  did  not  insert 
anything  as  to  marking  in  the  license.  The  owners  of  the  design  have  therefore  15 
allowed  goods  to  be  on  sale  without  being  marked,  and  they  do  not  plead  that 
they  have  taken  all  proper  steps ;  the  copyright  is  therefore  lost.  The 
Defendants  have  continued  to  make  the  telephones,  but  I  am  not  sure  that 
they  are  quite  the  same.    I  am  instructed  that  the  patents  are  invalid. 

M.  Byng,  a  director  of  the  Defendant  Company,  and  a  practical  electrician,  20 
gave  evidence  that  he  bought  the  telephones  in  November  1894  from  Anders, 
and  there  was  no  mark  on  them  denoting  a  registered  design.    He  knew  the 
rules  as  to  marking.    The  exhibit  was  like  what  he  bought.    On  December  8th, 

1894,  he  bought  two  wall  telephones  from  Anders ;  he  looked  at  them,  and 
there  was  no  mark  upon  them.  The  exhibit  was  one  of  them.  Witness  kept  25 
it  at  his  private  address.  On  December  27th,  1894,  he  bought  nine  ordinary 
telephones  from  Kottgen,  Witness  did  not  think  they  had  any  mark  ;  if  they 
had,  witness  would  have  noticed  it,  and  would  have  inquired  what  it  was  for. 
Witness  remembered,  in  January  1895,  the  negotiations  for  the  license,  and  he 
saw  And&i's  and  Kdttgen  at  that  time  and  discussed  the  matter  wiUi  them.  30 
Witness  had  no  information  that  there  was  a  registered  design.  On  the  1st  of 
February  1895,  he  bought  14  simplex  telephones  of  the  wall  kind  from 
Kottgen  ;  he  should  have  noticed  the  mark  if  it  had  been  on  the  yoke  or  plate  ; 

he  examined  the  telephones  ;  he  never  received  any  dies  for  marking.    He  sold 
24  telephones  unmarked  to  Julius  Christian  Wedekind.    ^Edmunds,  Q.C. —  35 
This  is  not  pleaded.    Charles,  J. — ^The  Particulars  of  Objections  cover  it.] 
Six  on  the  6th  of  March  1895, 12  on  July  2nd,  1895,  and  six  on  September  25th, 

1895.  Witness  could  not  say  that  Priddle  manufactured  for  the  Defendants 
before    the    license;    he    thought    not.      Cross-examined:   The    Defendants 
manufactured  about  600  telephones  under  the  license,  and  on  the  pattern  of  40 
The  Anders  Telephone   Company,  but  not  exactly  the  pattern ;  some  were 
exactly  the  same.    The  witness  had  works  of  his  own,  and  a  larger  number  of 
instruments  were  there.    He  kept  special  instruments  in  his  desk.    Witness 
had  five  or  six  instruments  of  that  kind  yesterday,  some  from  the  Defendants* 
stock,  and  some  from  a  Mr.  Gibson.    He  collected  the- five  or  six  as  unmarked  45 
instruments.    He  identified  the  exhibit  by  the  top  switch  ;  although  others  had 
that.    In  December  1894,  witness  bought  two  from  Anders ;  he  told  his  solicitors 
this  was  the  one  that  he  had  left ;  the  other  had  a  switch.    This  one  went  into 
the  general  stock.    The  Defendants  never  made  anything  like  this.    Anders 
was  in  the  Defendants'  employment  to  design  after  the  license  ;  he  had  not  50 
instructed  the  Defendants  to  make  that  switch  ;  the  witness  could  not  say  some 
were  not  made.     [Charlbs,  /.—What  is  the  object  of  this  ?    Edmunds,  Q.C. 

— I  want  this  to  show  that  the  exhibit  is  not  easily  identified  ;  it  was  mixed  up 
with  other  goods,  and  only  one  of  December  8th  is  left.    It  was  first  left  in  the 
stock  room  with  other  goods,  and  Anders  might  have  instructed  the  making  55 
of  others.    Charles,  J. — Thirteen  in  all  were  sold  before  the  license,  which 
were  said  to  be  unmarked,  and  only  one  is  exhibited  ;  you  suggest  that  is  not 
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Identified.  But  -why  was  Iheire  no  provision  in  the  liceilse  ?  Edmiinds,  (3.C:-=^ 
Because  the  solicitor -was  hot  instrudted  48  td  the.  design.]  Inhere  may  hafi? 
bwn  other  specimens  With  the  switch.  Most  of  the  telephones  were  marked 
on  the  yote;  It  Was  easy  to  remove  the  platei  Witness  did  not  think  it  might 
5  tkavB  befen  fitted  on  another,  but  a  t)ersoti  might  have  changed  the  yokfes 
Without  difficulty*  Re'-exantined  i  It  was  possible  for  the  yoke  to  be  i»emoVed j 
but  there  was  no  reason  for  any  workman  doing  it»  The  workmen  were  n^ 
likely  to  mix  things. 

I  F.  (?.  Bell^  employed  for  seven  years  by  the  Defendant  Company,  and  three 

I  10  years  manager  of  the  Telephone  Department. — The  exhibit  was  handed  to 

witness  by  Byng^  and  put  in  his  stock  as  it  was  not  a  regulation  stock  article* 

:  tt  was  put  in  a  sample  drawer,  and  continued  there  till  the  witness  heard  that 

the  action  was  pending^    Witness  saw  it  from  time  to  time  in  the  interval. 

j  The  Defendant  Company  did  not  manufacture  any  like  the  exhibit  or  the  exhibit 

!  15  itself ;  the  peculiarity  of  it  was  the  switch.    The  Defendants  had  their  bell 

fixed  above  the  brass  plate,  and  considered  it  an  improvement.    The  identified 

j  instrument  had  never  been  in  possession  of  any  workman.     Cross-examined : 

!  It  was  kept  in  witness's  stock  room.    His  assistants  also  were  in  charge 

I  of  the  room,  and  had  the  care' of  it  when  witness  was  away.     He  did  not 

I  20  enter  the  specimens  in  a  book  ;  he  trusted  to  his  memory.     He  could  not  say 

j  how  many  he  had — a  hundred  or  less ;  they  were  never  labelled  ;  there  were 

I  no  others  in  the  stock  room  with  the  top  switch.    Both  the  specimens  were 

kept  by  witness  and  placed  in  the  drawer.    A  good  many  specimens  were  made 

from  time  to  time,  and  witness  thought  he  saw  all  of  them.    The  Defendants 

25  had  not  made  any  with  the  switch.    If  the  witness  was  away,  the  specimens 

were  saved  for  him.    There  would  have  been  a  difficulty  in  changing  it,  for 

the  assistants  were  only  assistants  of  the  counter,  and  could  not  have  done  that. 

Witness  knew  nothing  of  its  history  before    it  came  into  his  possession, 

Re-examined :  The  key  on  the  top  was  quite  sufficient  to  identify  it. 

30       G-   W.  Pitt,  from  the  Defendants'  solicitors,  remembered  the  negotiations 

for  the  license.    Witness  received  the  draft  proposed  license  from  Oicstav  Byngy 

brother  of  the  witness,  a  director  of  the  Defendant  Company.    Witness  made 

pencil  notes  on  it ;  he  saw  the  apparatus  before  making  the  notes  ;  it  had  the 

key.    Witness  was  instructed  to  prepare  the  license  ;  he  knew  the  law  as  to 

35  the  marking  of  designs ;  he  did  not  particularly  examine  the  telephone,  but  there 

was  no  mark  on  it  denoting  it  was  a  registered   design.     On  the  3rd  of 

January   1895,  witness  met  Byng  and   Kdttgen ;    witness  had  only  a  short 

interview ;  the  others  said  it  was  not  necessary  for  him  to  go  through  the 

draft,  as  they  could  do  it,  and  witness  left  it  with  Byng  and  Kottgen.  .  On  the 

40  next  day  he  saw  Chubb,  Kottgen's  solicitor,  who  bad  made  alterations  in  the 

draft.     Witness  saw  Anders  before  the  license  was  completed,  but  he  never 

got  any  information  that  the  design  was  registered. 

Scott  summed  up  the  Defendants'  case. — The  case  has  nothing  to  do  with  the 

X»atents.    The  original  application  for  the  registration  of  the  design  gives  a 

45  description  of  the  design  and  a  picture.    Now,  Anders  stated  that  there  was 

something  special  in  the  mechanism  of  the  telephones  sold  by  him,  bat  that  had 

nothing  to  do  with  the  design.     [^Edmunds,  Q.C. — I  agree.]     The  proprietors 

have  allowed  these  to  be  made  without  marking,  and  have  not  taken  the  proper 

steps  to  see  that  they  were  marked.    The  Plaintiff  bought  the  patents  for  305Z., 

50  the  copyright  of  the  design  for  11,    Anders  admits  that  the  exhibit  was  one  of 

the  instruments  he  sold  to  Byng  in  December,  and  Byng  and  Bell  say  that 

the  Defendants  never  made  any  telephones  with  the  little  switch,  and  they 

remember  it  by  that ;  and  Pitt,  though  not  very  clear,  said  it  had  the  top  action. 

It  is  suggested  that  all  the  Plaintiff's  were  marked  on  the  plate  or  yoke,  and 

55  that  the  parts  had  been  interchanged.     [^Edimnids,  Q.C. — I  do  not  suggest  fraud, 

but  accident.]    Byng  says  that  the  workmen  would  not  interchange  the  pieces 

or  tkkd  two  instruments  to  pieces  at  one  time,  and  these  were  fipecially  {tut 
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aside.  It  is  clear  that  Anders  and  Kdttgen  thought  the  Anders  Company  were 
the  proprietors  of  the  design,  as  the  Company  had  the  patent ;  Andere  and 
Kdttgen  were  practically  the  Company ;  they  granted  the  license  without  taking 
any  precautions.  If  a  proprietor  of  a  design  allows  his  licensee  to  leave  out 
the  marking,  he  loses  his  copyright.  Byng  has  given  evidence  as  to  the  resale  5 
of  24  telephones  to  J.  Christian  Wedekind ;  manufacture  and  sale  is  sufficient 
to  destroy  the  copyright.  [^Edmunds^  Q.C. — It  jnust  be  by  the  proprietor.]  It 
is  equally  so  if  the  licensee  sells  without  marking.  The  law  prescribes  that 
the  proprietor  must  take  proper  steps  to  ensure  marking.  It  is  immaterial 
whether  the  Anders  Company  or  Anders  and  Kdttgen  were  the  proprietors ;  10 
they  were  selling  without  marking,  and  the  Plaintiff  has  no  case. 

EdmundSy  Q.C,  in  reply. — The  position  is  that  the  Defendants  have  infringed 
and  are  not  entitled  to  go  on  unless  they  can  succeed  under  Section  51.    How 
do  the  Defendants  seek  to  get  out  of  the  difficulty  ?    What  is  their  evidence  ? 
When  the  immaterial  part  is  pruned  off,  there  is  a  single  specimen,  which  they  15 
say  was  sold  on  December  8th  by  Anders^  while  they  pleaded  24  or  25  were 
sold  unmarked.    If  there  is  any  solid  foundation  for  the  defence,  more  ought 
easily  to  have  been  proved.    Byng  says  "he  thinks"  they  were  unmarked; 
the  other  evidence  is  not  reliable,  while  the  Plaintiff  was  very  clear  that  all 
telephones  that  left  the  works  were  marked.    The  history  of  Byng's  specimen  20 
is  not  sufficiently  satisfactory  for  that  to  form  a  basis  for  the  Court  to  enforce 
the  highly  penal  action  of  the  Statute.    It  might  have  been  changed.    There  is 
no  authority  to  show  that  the  Plaintiff  should  lose  his  rights  on  one  doubtful 
case.    Anders  and  Kdttgen  were  not  representing  the  Anders  Company  when 
they  sold  these  special  things.    The  fact  that  Anders  and  Kdttgen  in  their  25 
separate  rights  stand  by,  when  acting  as  directors  of  the  Company  to  sell  the 
patent,  does  not  destroy  their  copyright  in  the  design.     [Charleb,  J. — ^Under 
Clause  4  of  the  license,  Kdttgen  is  to  receive  telephones.]    Anders  and  Kdttgen 
did  not  sell  anmarked  telephones.    The  license  did  not  imply  a  right  to  use 
the  design,  but  only  to  use  the  patented  article.    Anders  and  Kdttgen  were  30 
outside  the  license,  and  even  if  Kdttgen  had  been  entitled  under  the  license  to 
buy  the  telephones  with  the  design  on,  he  could  not  alone  have  given  away 
the    joint  right    of    himself    and   Anders,    A   sale   to  Anders  and  Kottgen 
would  not  bring  them  within  the  section.    [Charles,  J, — I  agree  that  the 
sale  must  be  by  the  proprietor,  otherwise  anyone  could  destroy  the  copyright.]  35 
The  proprietors  took   all    proper  steps   to   have  the  telephones  marked ;  the 
evidence  shows  that  Wedekind  and  Kdttgen  instructed  everybody  not  to  allow 
unmarked  goods  to  go  out,  and  if  one  had  slipped  out  it  would  not  destroy 
the   copyright.    The    particular    article    produced    is    not    exactly   like  the 
registered  design ;  it  differs  in  the  filagree  and  the  top  key,  and  if  it  is  an  40 
obvious  imittition,  it   does  not  follow  that  the  design  is  invalidated  because 
it  is  unmarked.    When  the   copyright  was  assigned   to   the  Plaintiff,  it  was 
apparently   good   and   valid,  and   the   penalty  could  only  be  applied  to  the 
person  allowing  non-marking.     [Charles,  ♦/. — Anders  and  Kottgen  in  this 
case  were  much  in  agreement.]     There  is  no  proof  that  one  knew  what  the  45 
other  was  doing.     [Charles,  J, — Yes,  as  to  the  license.]     As  to  the  license, 
Anders  and    KUtgen  were  not   parties   personally,   though  they  signed  as 
directors.    Very   likely  they  could  not,  during  the  existence  of  the  license, 
have  prevented  the  Defendants  using  the  design  on  the  ground  of  estoppel, 
but  there  was  no  apparent  license  to  use  it.    Under  Section  51  of  the  Patents,  50 
Ac.  Act,   1883,  only  a  sale  of   unmarked  specimens  by  the  proprietor  could 
destroy  the  copyright.     Possibly  under  Section  61  a  licensee  might  be   con- 
sidered  a  proprietor,  but  not   in   the  sense  of   Section  51.    Nothing  in  the 
facts    of   this   case   could   have  made  the  Defendants  the  proprietors  of  the 
design,  for  the  Anders  Comprtiiy  had  no  ownership  of  that,  and  could  not  55 
and,  in  fact,  did   not,  grant   a   license  of  the   design,  nor   did  Anders  and 
Kdttgen,    If  the   Defendants    were  not  the  proprietors,  sales  by  them  were 
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not  any  harm  to  the  copyright.  The  Defendants  must  make  out  that  the 
nnmarked  copies  were  sold  by  or  for  the  proprietor,  but  that  they  cannot 
do ;  they  were  in  no  way  the  agents  of  the  proprietor.  Section  51  is  a  penal 
clause,  and  must  be  construed  strictly.     It  is  stretching  the  clause  to  say  that 

5  if  the  proprietor  stands  by  and  sees  persons  selling  unmarked  specimens, 
that  will  forfeit  the  copyright.  As  to  two  owners,  I  know  of  no  authority 
that  one  can  give  away  the  right  of  another,  and  I  suggest  that  according 
to  the  wording  of  the  section,  both  owners  must  concur.  An  omission  to  mark 
must  be  their  joint  act  in  order  to  forfeit  the  copyright,  otherwise  one  jcrint 

10  owner  might  at  any  time  destroy  the  right  of  the  other.  [Charlbs,  /., 
referred  to  Wittman  v.  Oppenheim,  L.R.  27  Ch.D.  260.]  That  was  a  case  of 
omission  to  mark,  which  was  held  to  be  excusable  under  the  proviso. 
[^McCallf  Q.C. — There,  the  proprietor  supplied  the  manufacturer  with  the 
proper  dies  for  marking.]     Nothing  in  the  license  binds  Anders  and  Kottgen 

15  in  any  way  as  to  the  design.  All  the  covenants  are  by  the  Anders  Com- 
pant/y  who  owned  the  patents,  and  relate  to  the  patents  only.  [Charles,  J. 
— ^The  argument  comes  to  this,  that  there  was  a  statement  that  the  design 
could  be  used  unmarked,  but  you  say  not  by  Anders  and  Kottgen. 
Clause  4  is  the  important  one.]     If  a  proprietor  buys  an  unmarked  article 

20  from  somebody  else,  that  does  not  forfeit  his  copyright.  The  Anders  Com- 
pany never  were  proprietors  or  agents  of  the  proprietor  of  the  design  ;  they 
were  licensees,  and  could  not  be  agents.  The  conduct  of  Anders  and  Kdttgen 
Yerj  likely  estopped  them  from  suing  the  Defendants,  during  the  existence  of 
the  license,  for  infringement  of  the  design,  but  nothing  more. 

25  Charles,  J. — This  case  raises  an  embarrassing  question,  the  embarrassing 
character  of  the  question  being  caused  by  the  fact  that  for  a  long  period  the 
Plaintiff,  who  is  now  the  proprietor  of  the  registered  design  which  he  charges 
the  Defendants  with  having  infringed,  was  not  the  proprietor  of  the  patents 
which  refer  to  the  instrument  which  had  been  so  registered.    That  does  raise, 

30  no  doubt,  a  very  embarrassing  state  of  things  ;  but,  after  carefully  considering 
the  case,  I  do  not  feel  it  necessary  to  reserve  my  judgment.  I  have  come  to 
an  opinion  upon  it,  and  I  think  I  had  better  pronounce  it  at  once. 

The  design   in  question  was  registered  on  the   28th  of  September  1892 
by  Anders  and  Kottgen,  and  attached  to  their  application  was  a  picture  of  the 

35  design.  Following  the  history  of  the  matter,  I  find  that  on  the  25th  of 
January  1894  a  number  of  patents  which  had  been  obtained  with  reference  to 
this  instrument  were  conveyed  by  Messrs.  Anders  and  Kottgen  to  a  Company 
which  I  will  describe  as  *^ Anders^  Limited";  but  they  did  not  convey  the 
registered  design.    On  the  4th  of  August  1894,  that  Company  issued  a  debenture 

40  to  Mr.  Julivs  GhHstian  Wedrkind,  and  they  gave  him  power  to  dispose  of  the 
Company's  property  and  goodwill.  On  the  26th  of  February  1896,  that 
Company  assigned,  and  Mr.  Ghristian  Wedekind  assigned  along  with  them, 
the  patents  to  Mr.  Edward  Wedekind,  the  now  Plaintiff.  They  could  not 
assign  anjrthing  more,  because  they  had  got  nothing  more.    On  the  7th  of 

45  March,  the  registered  design,  for  a  consideration,  which  was  next  door  to 
nominal,  of  1/.,  was  also  assigned  to  Edward  Wedekind ;  so  that  now  we  have, 
for  the  first  time,  in  one  hand,  namely,  in  the  hand  of  the  Plaintiff  in  this 
action,  the  patents  which  relate  to  this  telephone,  and  also  the  registered 
design  ;  but  between  the  28th  of  September  1892  and  the  7th  of  March  1896 

50  they  hAd  been  in  different  hands,  namely,  as  to  th6  registered  design,  in  the 
hands  of  Anders  and  Kottgen  personally,  and  as  to  the  patents,  first  in  the 
hands  of  Anders  and  Kdttgen  personally,  and  afterwards  in  the  hands  of  the 
two  Companies,  first  of  all  the  Anders  Company,  and,  secondly,  the  Defendant 
Company. 

55  Mr.  Wedekind  now  seeks  an  injunction  to  prevent  The  (4e)ieral  Electric 
G^mipany  ttoxxi  selling  this  telephonic  instrument  during  the  continuance  of 
the  copyright  of  the  Plaintiff  in  the  design.    Ther  are  selling  it,  and  they  are 
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(filing  it  ^ot Withstanding  the  existence  of  the  I^laintiff*s  copyright  in  th^' 
deeign.  The  answer  they  make  is  this,  "  You  are!  not  entitled  W  prevent  us 
^'  from  going  on  selling  this  apparatus  in  so  far  acr  it  is  an  jiifringeniettt  oi  7^?* 
*'  riglits.  in  tUe  design  ;  you  are  not  entitled  to  interfere  with  us  at  all,  because*  ttw 
'*  copyright,  in  thgt  dfesi^n,*  before  the  sale  to  you  of  the  7th  of  March  1896.  had  5 
''  been  lost ";  and  the  copyright  Had  been  Ibst  because  the  proprietors  or  the 
cdpyright  had  contravened  the  pfrovisions  erf  the  Slst  section  of  the  Traded 
Marks  Act  df  1883j  which  enalcts  that  '^  Before  delivef-y  on  sale  of  any  articles 
**  to  which  a  registered  design  has  been  applied,  the  proptietot  of  the  design 
''  shall  cause  each  such  article  to  be  marked  with  the  prescribed  matk^  at  10 
"  with  the  prescribed  word  or  Words  or  figures,  denoting  that  the  design  i^ 
"  registered ;  and  if  he  fails  to  do  so,  the  copyright  in  the  design  shall  ceasfiy 
'*  unless  the  proprietor  shows  that  he  took  all  proper  steps  to  ensure  the 
•*  mai'king  of  the  article."  It  is  argued,  on  the  part  of  the  Defendants,  that 
the  proprietor  of  this  design,  or,  to  speak  more  accurately^  the  proprietors  of  15 
this  design,  namely,  Messrs.  Atiders  and  Kottgen,  had  delivered  this  article 
upon  sale  without  its  being  marked  with  the  prescribed  mark  ;  and  so  it  is 
said  they  have  lost  their  copyright  under  this  section.  Further,  it  is  said  that 
they  cannot  protect  themselves  by  the  closing  words  of  the  section,  because 
they  cannot  show  that  they  took  all  proper  steps  to  ensure  the  marking  of  the  20 
articles. 

The  question  I  have  to  decide  is  this, — Did  these  proprietors,  before  delivery 
on  sale  of  this  article,  fail  to  have  it  marked  with  the  prescribed  words  ?  The 
prescribed  words  for  an  article  of  this  kind,  which  comes  within  Class  1  of 
the  various  classes  of  goods  to  which  the  Act  applies,  would  be  '^  Rd.,"  that  25 
is  "  Registered,"  followed  with  the  number  of  the  Certificate  of  Registration, 
namely,  199,598.  That  is  the  mark  that  ought  to  be  on  all  these  goods  if  the 
proprietor  is  to  preserve  his  copyright  in  the  registered  design. 

Before  going  further,  I  would  here  refer  to  an  argument  of  Mr.  Edmunds — 
who,  as  I  need  not  say,  said  everything  that  can  be  said  on  behalf  of  his  30 
clients — that  I  have  got  to  deal  with  "  proprietors  "  here  in  the  plural,  and  not 
"  proprietor."  It  is  clear,  to  my  mind,  that  this  covers  the  case — ^and,  indeed, 
Mr.  Edmunds  did  not  deny  that— of  several  proprietors,  as  well  as  of  one,  and  if 
the  "  proprietor  "  consists  of  a  number  of  individuals  then  they  can  properly 
be  described  as  "  proprietors"  or  "proprietor,"  and  come  within  the  language  35 
of  the  51st  section,  and  within  the  definition  of  "  proprietor  "  metitioned  in  the 
6 1st  section. 

Then,  Mr.  Edmunds  says  you  have  to  go  further  than  that,  for  he  says, 
where  there  are  two  proprietors  you   must  show  that  bpth   of  them  have 
concurred  in  the  act  which  brings  about  the  application  of  this  section  to  40 
them,  and  the  extinguishment  of  their  copyright.    As  to  that,  in  the  present 
case  I  am  clearly  of  opinion  that  in  whatever  was  done  by  the  proprietors 
there  is  ample  evidence  for  me  to  find  that  they  both  of  them  concurred  in  it ; 
and  as  I  go,  which  I  shall  do  very  briefly,  through  the  evidence,  it  will  be 
found  that  though  Anders  acted  at  one  time,  and  Kottgen  at  another  time,  the  45 
proper  inference  to  draw  is  that  both  these  proprietors  concurred  in  what  was 
done.    I  think  I  ought  to  add  that  it  seems  to  me  that  if  that  was  not  the  state 
of   the  facts,  I  should  find  myself  unable  to    assent  to  the    argument  of 
Mr.  Edmunds.    1  should  have  thought  that  in  a  case  of  this  kind  the  two 
proprietors  would  be  held,  with  reference  to  a  matter  of  this  kind,  to  be  in  50 
the  position  of  partners  in  the  article,  and  that  the  act  of  one  would  bind 
both.    But,  as  I  have  said,  I  do  not  think  the  question  arises  in  fact. 

Now  the  whole  matter  to  be  decided  is  this, — Have  these  proprietors  sold  this 
article  unmarked  ?    The  Defendants  undertake  to  show  that  they  have.    Before 
1  deal,  however,  with  the  Defendants'  evidence  on  that  point,  it  is  right  that  I  55 
should  refer  to  what  the  Plaintiff  says  about  it.     The  Plaintiff  Mr.  JulifM 
Edwfird  Wedekindf  who,  in  order  to  distinguish  him,  was  called  throughout 
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the  caae  Edward  Wedekind^  and  is  the  son  of  Christian  Wedekind,  after 
giving  formal  evidence  that  he  was  the  registered  proprietor  of  the  design, 
stated  to  me  that  he  was  employed  by  Th>e  Anders  Telephone  Company^ 
which  was  formed,  as  I  have  already  said,  early  in  the  year  1894.  Anders  and 
5  Kottgen  were  directors,  and  he  (Mr.  Edward)  was  a  shareholder.  He  used  to 
be  at  their  works  in  the  Clerkenwell  Road  constantly,  and  was  aware  that 
the  mannfactnre  of  this  article  was  in  pursuance  of  the  registered  design,  and 
knew  of  the  marking  rule.  He  says  that  he  saw  that  all  the  instruments  sold 
were  marked  ;  that  he  inspected  them  ;  and  that  it  was  his  duty  to  see  that 
10  they  were  marked,  and  they  were  all  marked.  Then  he  says,  in  cross- 
examination,  he  had  to  look  after  the  marking  of  the  instruments,  and  see 
that  all  was  right — "The  instruments  were  made  by  our  workmen,  and  not 
"  by  outside  workmen."  It  turned  out  afterwards  that  one  Priddle,  an  outside 
workman,  made  part  of  the  inside  of  the  receiver.  The  instrument  in  question 
15  consists  of  a  transmitter  and  a  receiver,  and  Priddle  seems  to  have  made  part 
of  the  inside  of  the  receiver.  He  did  not  make  the  transmitters.  Then  one 
was  produced  to  him  by  the  Defendanis  in  cross-examination,  which  he  said 
was  made  by  Priddle  so  far  as  part  of  the  receiver  was  concerned.  In 
re-examination,  he  said  they  did  not  sell  the  articles  separately  from  each  other, 
20  and  that  Priddle  used  to  send  back  ^  the  receivers  in  batches,  which  were  then 
finished,  and  the  transmitters  were  made  in  their  own  place,  and  the  cords  put 
on.    That  is  all  that  is  relevant  in  his  evidence. 

That  comes,  no  doubt,  to  something  which  merits  an  answer,  and  a  very  clear 

and  distinct  answer,  because,  shortly  put,  it  is  this — ^that  he    knew  of   the 

25  existence  of  this  rule ;  that  he  was  the  person  who  used  to  superintend  the 

marking  of  these  instruments,  and  that  he  inspected  them  after  they  were 

made,  and   saw  that  they  were    marked,  and   that  none  were    unmarked. 

However,  the  observation  at  once  arises  that  it  is  a  very  difficult  thing  in  a 

case  of  this  kind  to  absolutely  prove  that  the   ordinary  course  was  always 

30  pursued.    It  is  the  same  sort  of  difficulty  which  arises  in  the  case  of  a  railway 

accident,  where  the  porters  of  the  railway  company  come  and  tell  the  Judge 

and  the  jury  that  their  duty  was  always  performed,  in  the  face,  perhaps,  of  the 

clearest  evidence  that  on  a  particular  occasion  it  was  not  performed.    But  do 

not  let  it  be  supposed  that  I  do  not  attach  importance  to  this  evidence — I  do, 

35  and,  as  I  say,  it  merits  a  very  distinct  answer. 

The  next  witness  called  for  the  Plaintitf  was  no  other  than  Andei's 
himself,  the  original  joint  proprietor  of  the  registered  design.  He  described 
how  they  formed  a  Company,  and  it  is  perfectly  plain,  in  this  case,  that  he  was 
nnder  the  impression,  and  Kottgen,  as  it  afterwards  turned  out,  appears  to  have 
40  been  under  the  impression,  that  this  Company  got  the  rights  in  this  design.  It 
is  equally  clear  that  they  were  wrong,  and  that  the  rights  in  the  design  were 
never  passed  over  to  the  Company.  After  informing  me  of  the  transfer  to  the 
Company,  Anders  was  cross-examined  as  to  certain  particulars  that  were 
delivered  in  this  action  by  the  Defendants  of  the  sale  by  the  registered 
45  proprietors  of  the  design  of  unmarked  articles.  There  were  two  occasions 
spoken  to — the  29th  of  November  and  the  8th  of  December ;  and  upon  those  dates 
four  telephones  were  sold  by  Anders  to  the  Defendant  Company.  Anders 
knew  that  the  practice  of  the  business  had  been  to  mark  the  articles.  He  did 
not  know  that  any  penalty  was  affixed  to  not  marking  them.  He  said  that  the 
56  pedestal  telephones  which  were  sold  on  the  29th  had  a  special  movement 
that  was  described.  That  was  a  key  movement  —  a  movement  of  the  key 
on  the  top  of  the  article.  He  then  added  that  he  sold  two  upon  the  8th. 
There  was  then  a  telephone  put  into  his  hand,  and  he  was  asked  whether  that 
-was  one  of  those  he  sold  on  the  8th  of  December.  Then,  Mr.  Anders  said, 
JS5  ^  This  is  one  of  the  articles  with  the  special  movement " — that  is,  with  this 
key  at  the  top— ^^  this  is  one  I  sold  on  the  8th  of  December.^'  It  is  not 
marked.    Then  he  says  that  he  believed  that,  they  were  marked  ;  but  when 
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confronted  with  this  one,  it  was  perfectly  plain,  if  he  was  right  in  identifying^ 
this  one,  that  his  belief  was  wrong  and  that  they  were  not  marked.  I  will 
come  presently  to  what  is  said  on  the  other  side  as  to  the  question  of  the 
identity  of  this  instrument ;  but  that  was  Mr.  Anders'  evidence,  he  being  called 
for  the  Plaintiff.  5 

Then  came  Mr.  Kottgen,  Kottgen  was  the  other  original  proprietor  of  the 
registered  design.  The  telephones  that  he  sold  would  have  passed  through 
the  hands  of  Wedekind,  That  is  his  evidence.  In  that  case,  no  doubt,  the 
observations  of  Mr.  Justice  Pearson  in  the  case  that  has  been  referred  to  are 
valuable  to  him,  because,  if  he  had  really  seen  that  they  all  had  passed  through  10 
the  hands  of  Wedekind,  he  would  have  had  a  right  to  assume  that  Wedekind 
had  them  all  marked.  He  then  says,  "  I  stated  that  all  the  instruments  were 
"  to  be  marked.*'  He  really  cannot  say  any  more.  That  was  Kottgen^s  evidence. 
He  gave  his  evidence  very  frankly,  and  said,  **  With  regard  to  the  nine  machines 
"  I  sold  to  Byng,  and  the  14  that  I  also  sold  to  Byng  on  the  27th  of  December  15 
"  and  the  1st  of  February,  respectively,  it  is  impossible  for  me  to  swear  absolutely 
"  whether  they  were  marked  or  not :  all  I  can  say  is  I  thought  they  were  marked, 
"  and  I  had  said  they  were  to  be  marked."     That  is  the  evidence  of  Kdttgen. 

Now,  it  is  suggested  on  the  part  of  the  Defendants  that  all  these  which  were 
sold  before  the  existence  of  the  license,  whjch  I  am  coming  to  in  a  moment,  20 
were  unmarked.  I  have  no  proof  before  me  whatever  that  that  was  the  case. 
The  outside  proof  I  have  is  with  regard  to  two  of  them.  I  think  it  is  a 
liberal  construction  of  the  evidence  to  say  with  regard  to  two  ;  but  1  have 
evidence  which  it  is  extremely  difficult  for  me  to  get  over,  even  on  the 
Plaintiff's  own  case,  with  reference  to  one,  and  that  is  the  one  I  now  hold  in  25 
my  hand  ;  because  I  own  that  I  was  impressed  with  the  perfect  fairness  of 
Mr.  Anders,  and  he  certainly  thought  that  that  was  the  instrument  he  had 
sold,  and  he,  at  all  events,  did  not  kjiow  there  would  be  any  harm  in  selling  it 
without  the  mark,  because  he  said  he  was  unaware  of  the  rule  in  connection 
with  the  matter.     So  far  for  the  Plaintiff's  evidence.  30 

Now,  upon  the  part  of  the  Defendant,  Mr.  By7ig  was  called — ^not  Mr.  Gastav 
Byng,  the  manager,  but  Mr.  Ma^  Byng,  who  was  a  director  of  the  Company. 
He  was  a  practised  electrician,  and  he  says,  ^^  I  bought  some  instruments  of 
"  Anders.  On  the  29th  of  November  I  bought  two.  I  examined  them.  There 
^^  was  no  registration  mark  upon  them.  I  was  conversant  with  the  rule  as  to  35 
"  marking."  He  then  took  an  instrument  in  his  hand,  which  was  confessedly 
not  one  of  those  sold  on  the  29th  of  November  ;  but  he  said  this — holding  it  in 
his  hand — was  exactly  like  it,  and  the  one  he  held  in  his  hand  was  unmarked  ; 
but  still  his  evidence  was  not  so  strong  about  the  29th  of  November  as  about 
the  8th  of  December.  40 

Then  I  come  to  his  statement  as  to  the  8th  of  December.  He  toys,  "  I 
"  bought  on  that  day  two  more  telephones ;  there  was  no  mark  ou  either  of 
"  them.  This  is  one."  Then  he  took  this  in  his  hand  ;  and  that  is  the  evidence 
with  regard  to  the  8th  of  December.  All  1  have  to  say  about  it  is  that  I  think 
the  case  is  made  out  about  this  one ;  because  I  have  Anders  on  the  one  side  45 
and  Byng  on  the  other,  in  absolute  agreement  about  it.  They  both  say  this  is 
the  article.  Looking  at  the  article,  it  bears  no  mark,  and  if  the  evidence  of 
both  or  either  of  these  witnesses  is  to  be  credited,  and  I  give  credit  to  both  of 
them,  there  can  be  no  doubt  that  there  was,  upon  the  8th  of  December  1894,  a 
delivery  on  sale  by  Anders  of  this  unmarked  instrument.  50 

Then,  to  proceed  with  the  evidence  of  Byng,  he  says,  "  On  the  27th  of 
"  December  I  bought  nine  of  Kottgen,  I  do  not  think  they  had  a  mark  upon 
"  them."  He  does  not  swear  that ;  he  says  he  simply  does  not  think  they  had 
a  mark  upon  them  ;  but  I  shall  show  presently  that,  in  my  judgment,  he  had 
got  very  good  reason  for  thinking  that  they  had  not  got  a  mark  upon  them.  55 
"  I  discussed  the  matter  of  the  license  with  Anden  and  Kdttgen^  That  brinfB 
me  to  the  next  head  of  the  case. 
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With  reference  to  what  happened  before  the  license  was  granted,  t  think 

that  the  proper  conclusion  for  me  to  draw — and  I  had  better  state  it  here, 

althongh  the  reasons  for  the  conclusion  will  appear  when  I  deal  with  the  later 

part  of  the  case — is  that,  in  my  judgment,  it  is  made  out  that  these  instruments, 

5  not  many  in  number,  were  sold  unmarked,  not  only  the  one  instrument,  as  to 

which  there  is  no  possibility  of  controversy,  but  the  other  instruments,  which 

are  spoken  to  by  Kottgen^  in  addition  to  the  instruments  which  are  spoken 

I  to  by  Anders,    Let  me  assume,  however,  that  that  is  a  finding  that  is  either 

r  against  the  weight  of  the  evidence,  or,  at  all  events,  that  there  is  no  evidence 

10  properly  to  support  it.  I  hold  with  regard  to  the  one,  it  is  perfectly  clear.  I 
do  not  think,  with  great  respect,  that  any  tribunal  of  appeal  could  come  to  any 
other  conclusion  upon  the  evidence  of  Afiders  and  Byng^  except  that  the  one  of 
the  8th  of  December  was  unmarked.  With  regard  to  the  other,  I  feel  more 
difficulty  ;  nevertheless,  I  have  given  my  conclusion  for  what  it  is  worth. 

15  Then,  in  the  beginning  of  1895,  a  license  was  granted  on  the  10th  of  January 
by  the  Anders  Gompany  to  the  Defendant  Company.  Here,  again,  it  is 
perfectly  plain  that  both  of  these  gentlemen,  Kottgen  and  Anders^  who  were 
directors  of  the  Anders  Company ^  thought  that  all  their  rights  had  gone  into 
the  possession  of  the  Anders  Gompany ^d^n^.  that  this  license  covered  the  whole 

20  of  their  property  of  every  kind.  The  license  was  for  six  months  from  the 
let  of  March  then  next  ensuing  and  expired  in  September.  During  that  time 
I  think  it  is  material  to  observe  that  Anders^  for  a  part  of  the  time  at  all 
events,  actually  acted  for  the  Defendants  at  their  Manchester  works.  Upon 
the  license  being  referred  to,  it  appears  to  be  between  the  Anders  Gompany 

25  and  Julius  Ghristia7i  Wedekind,  the  debenture  holder,  to  whom  I  have  already 
referred,  and  The  General  Electric  Company,  and  it  recites  the  existence  of 
these  Letters  Patent.  It  recites  Julius  Christian  Wedekind's  interest,  and  it 
further  recites  that  the  licensors  have  agreed  to  grant  a  six-months'  license 
and  then  they  go  on  to  do  it.     100?.  is  to  be  paid  in  anticipation  and  part  pay- 

30  ment  of  the  royalty  of  a  shilling  for  each  instrument  manufactured  and  sold. 
Then,  Clause  2  : — "The  licensors  will,  if  and  when  requested  so  to  do  by  the 
"  the  licensees,  forthwith  sell  and  deliver  to  the  licensees,  or  to  any  other 
"  person  whom  they  may  appoint,  in  good  workable  order  and  perfect  con- 
**  dition,at  anyplace  in  London  that  may  be  fixed  by  the  licensees,  and  at  their  true 

35  "  valne,not  exceeding  the  original  cost  price  thereof,  all  dies  and  special  machinery 
**  which  the  licensors  or  either  of  them  have  or  has  used  or  employed  and  have 
**  on  hand  in  connection  with  the  manufacture  of  the  said  instruments ;  and 
"  also  all  parts  of  instruments  in  stock  and  available  for  use  in  the  manufacture 
"  of  apparatus  by  the  licensees  under  these  presents."    I  need  scarcely  say  that, 

40  inasmuch  as  the  Company  had  never  acquired  the  registered  design  amongst 
the  articles  which  they  handed  over  under  Clause  2,  there  was  not  to  be  found 
the  necessary  stamp  for  impressing  the  mark  on  the  articles  manufactured.  In 
other  words,  there  was  something  I  think  I  may  properly  describe  as  an 
invitation  on  the  part  of  the  licensors  (who  were  not  the  two  directors,  it  is 

45  true),  the  Anders  Company ,  that  these  Defendants  should  manufacture  the 
unmarked  article.  If  my  view  upon  that  point  wanted  strengthening,  I  should 
find  it  strengthened  by  the  evidence  which  was  given  on  the  part  of  the 
Defendants  by  the  clerk  to  the  Defendants'  solicitors,  Mr.  Piit.  He  remembers 
the  negotiations  for  this  license:     He  received  a  draft  proposed  license  from 

50  Mr.  Qustav  Byng  on  the  1st  of  January.  He  saw  a  telephonic  apparatus  with 
a  key  upon  it.  He  knew  the  law  about  stamping  registered  designs,  and,  says 
he,  "  There  was  no  mark  upon  that."  That,  again,  goes  to  support  the  inference 
I  have  already  drawn,  that  unmarked  iftstrumonts  had  been  sold  by  the 
PlaintifiP    before   the  execution  of  this  license.      He  says  that  an  unmarked 

55  instrament  was  exhibited  at  the  time  of  this  negotiation. 

Then  comes  the  fourth  clause,  to  which  I  must  also  refer ; — "  During  the 
"  eontinuance  of  this  license,  the  licensors,  and  also  Mr.  WaJther  kdttgen,  of 
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*'  Willesden,  in  tho  County  of  Middlesex,  shall  be  at  liberty  to  require  the 
*'  licensees,  as  far  as  they  reasonably  can,  regard  being  had  to  the  require- 
"  ments  of  their  own  trade,  to  supply  for  and  as  against  cash  and  to  deliver 
*'  to  them,  or  either  of  them,  all  instruments  which  the  licensees  are  hereby 
^'  authorised  to  manufacture.  Provided  also  that  the  licensees  shall  not  be  5 
"  in  anywise  responsible  for  the  non-delivery  to  the  licensors  or  the  said 
"  Walthsr  Kottgeriy  or  either  of  them,  of  such  instruments  for  any  cause 
"  beyond  their  control,"  and  so  on.  I  have,  therefore,  in  this  license  by  the 
Anders  Company  to  the  Defendant  Company,  a  clause  which  puts  upon  them 
the  duty  of  complying  with  the  requirement  of  selling  to  Kbttgen — ^What  ?  10 
Why,  instruments  which  they  had  to  manufacture  under  the  license. 
But  those  were  unmarked  instruments,  and  obviously  unmarked  instruments. 
Therefore,  I  have  Kottgen  named  as  a  person  to  whom  this  Company  comes 
under  a  duty  to  sell,  and,  though  Kottgen  is  not  a  party  to  the  deed,  I  have 
no  doubt  that,  either  by  the  use  of  the  names  of  the  parties  to  the  deed  or  15 
otherwise,  he  could  have  insisted  on  the  sale  to  him  of  this  telephonic  apparatus 
without  a  mark  upon  it. 

Now,  what  inference  ought  I  to  draw  from  the  facts  in  connection  with  the 
license  to  which  I  have  now  fully  referred  ?  There  is  no  other  fact  in  connec- 
tion with  it  to  which  I  need  refer.  The  evidence  of  Mr.  Belly  the  other  20 
witness  for  the  Defendant,  does  not,  I  think,  bear  upon  it  in  any  way,  though 
I  may  say  in  passing  he  again  confirms  the  other  witnesses  as  to  the  fact  of 
the  sale  of  the  unmarked  instrument  on  the  8th  of  December.  With  defer- 
ence to  Mr.  EdmundSy  the  cross-examination  which  made  the  extraordinary 
suggestion  that  somehow  or  other  this  had  been  marked  and  had  got  unmarked  25 
owing  to  some  negligence  or  otherwise  of  the  workmen  employed,  appeared  to 
me  to  be  utterly  without  foundation.     It  did  not  appear  to  make  it  out  at  all. 

Now,  what  inference  ought  I  to  draw  from  the  conduct  of  the  parties  as 
to  the  license  ?    Mr.  Edmufids  says,  *^  This  is  a  penal  section,"  and  he  is  quite 
right.    The    section  is    a    penal  section.     It  takes  away  from  the   man  the  30 
copyright  which  he  otherwise  would  be  entitled  to   maintain.    Then,  says 
Mr.  EdmundSy  you  cannot  pray  in  aid  the  incidents  with  reference  to  the  license, 
for  this  reason,  you  cannot  treat  the  licensees  as  agents  at  all  of  the  Company, 
because  the  Company  were  their  licensors,  and  the  relation  of  principal  and 
agent  did  not  exist  between  the  Company  and  them  as  agents  of  the  two  35 
managing  directors  Anders  and  Kottgen^  because  the  manufacture  of  the  article 
was  under  the  license,  and  Anders* di.iidi  Kottgen  had  nothing  to  do  with  it. 
Therefore,  he  says  that  the  incidents  with  reference  to  the  granting  of  this 
license  ought  not  to  affect  my  mind  at  all ;  and  I  own  I  have  been  very  much 
perplexed  about  this  part  of  the  case,  for  the  true  result  of  the  evidence  appears  40 
to   be   no  more  than  this,  that  there  was   an   acquiescence,  and    a   distinct 
acquiescence,  on  the  part  of  both  these  proprietors  in  the  delivery  for  sale  of 
unmarked  articles.    First,  as  regards  Kottgen^  he  positively  has  a  stipulation 
put  into  the  license  that  he  is  to  buy  these  articles,  if  he  wants  them,  of  the 
licensees.     Mr.  Edmunds  says,  "Why  not?  What  draws  down  the  penalty  of  45 
*'  the  section  is  the  delivery  on  sale  by  the  registered  proprietor ;  and  there  is 
"  nothing  in  the  section  which  prevent*  the  registered  proprietor  from  buying 
'*  the  unmarked  article."    That   is  a   very   ingenious  observation,  but,  upon 
reflection,  it  does  not  meet  the  point ;  because,  in  my  opinion,  Kdttgen  by 
consenting,  and  indeed,  I  presume,  inviting  the  insertion  of  Clause  4  of  this  50 
license,  did  authorise  the  delivery  on  sale  of  the  registered  article  unmarked. 
He  must  have  known,  if  he  had  given  the  matter  really  prolonged  attention^ 
that  is  what  he  was  really  asking.     I  daresay  he  did  not  know  it,  because  part 
of  the  difficulty  of  the  case  has  arisen  from  the  fact  that  these  two  proprietors 
—or  one  of  them,  at  all  events — did  not  know  his  rights.     The  other  did  know  55 
them,  and  certainly  did  not  take  precautions  to  insist  upon  them.    But,  however 
that  mav  be,  it  seems  to  me  that  by  inserting  this  fourth  article  he  has  supplied 
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evidence  against  himself  of  having  consented  to  these  articles  being  delivered 
on  sale. 

That  is  not  in  itself  sufficient,  because  there  must  be  a  sale  under  this  section  ; 
and  with  reference  to  a  sale  under  this  section,  I  think  I  am  right  in  saying 
5  that  .no  evidence  was  laid  before  me  that  Kottgen  had  bought  anything  under 
'  Section  4.  Therefore,  the  outside  to  which  Section  4  can  be  pressed  against 
him  is  this,  that  he  was  consenting  to  delivery  on  sale  to  him  of  the  unmarked 
article  ;  but  no  actual  sale  took  place  to  him.  I  do  not  press  it  further  against 
Kottgen  than  that.    But  what  am  I  to  say  of  Anders  ?     Anders  appears  to  have 

10  been  cognisant  of  the  sale  of  these  unmarked  articles  ;  but  they  were  not  sold, 
says  Mr.  Edmunds^  by  him.  It  is  plain  that  if  I  were  to  construe  the  section 
in  the  narrowest  way  that  that  is  true.  If  the  hand  of  the  proprietor  must  be 
the  band  which  delivers  on  sale  these  articles,  Mr.  Edmunds  is  in  the  right ; 
but  it  would  be  an  impossible  construction  of  a  section  of  this  kind.     It  is 

15  clear  that  it  applies,  first,  either  to  the  proprietor  or  proprietors,  and,  secondly, 
to  the  agents  of  the  proprietor  or  proprietors  thereunto  lawfully  authorised. 

What  ought  I  to  hold  with  reference  to  the  acts  of  these  two  gentlemen  with 
regard  to  the  registered  design  ?  It  is  quite  true  that  the  patents,  of  which  they 
were  licensees,  did  not  contain  anything  about  the  registered  design  ;  and  they 

20  sold  in  hundreds  the  unregristered  article.  But  what  am  I  to  say  with  regard 
to  this  matter  as  to  the  proper  inference  to  be  drawn  about  the  two  individuals, 
namely,  Anders  and  Kottgen  ?  Having  regard  to  what  took  place  at  the  time 
the  license  was  granted — a  time  at  which,  T)y  the  way,  Mr.  Kottgen  most 
erroneously  supposed  he  was  away,  but  he  was  not  away,* because  he  had  one 

25  interview  with  the  clerk  to  the  solicitor — ^having  regard  to  the  conduct  of 
Kottgen  and  Anders  at  the  time  of  the  granting  of  this  license,  and  having 
regard  to  the  contents  of  the  license  itself,  though  they  were  not  parties  to  the 
license,  I  think  it  must  be  held  that  they  were  acquiescing  in  the  sale  during  the 
continuance  of  that  license,  at  all  events,  of  these  unmarked  articles.    No  means 

30  of  marking  them  had  been  given.  One  of  them  actually  stipulated  that  they 
should  be  sold  to  himself,  if  he  wanted  them  ;  and  the  other  of  them  was  actually 
at  work  at  their  Manchester  works  during  a  portion  of  the  time  this  license  was 
in  existence.  It  seems  to  me,  therefore,  that  they  were  acquiescent  parties  to 
the  delivery  on  sale  of  these  articles,  to  which  no  registered  design  had  been 

35  applied. 

The  question  arises, — Is  that  enough,  or  must  there  be  a  formal  relationship 
of  principal  and  agent  between  the  proprietors  of  the  design  and  the  person 
who  delivers  these  goods  on  sale  ?  I  was  impressed  by  the  ai^ument  of 
Mr.  Edmunds  on  this  point ;  but,  upon  the  whole,  I  think  that  his  construction 

40  of  the  section  is  too  narrow,  and  that  the  proprietor  may  so  conduct  himself, 
and  may  so  acquiesce  in  the  public  delivery  on  sale  of  the  registered  article,  as 
to  deprive  himself  of  his  copj^right  under  this  section,  unless,  indeed,  he  can 
preserve  it  under  the  last  clause.  I  may  say,  as  to  that,  it  is  perfectly  plain 
that  in  this  case  there  has  been  a  failure  to  prove  that  the  proprietors  took  all 

45  proper  steps  to  ensure  the  marking  of  the  article.    Indeed,  they  did  the  very 

reverse,  because  they  stood  by  when  they  saw  a  license  being  granted  which 

did  not  include  the  necessary  instrument  to  mark  the  articles  in  question. 

'        My  conclusion,  therefore,  on  the  whole  case  is  this,  that  the  proprietors  in 

this  case  have  caused  a  delivery  of  these  articles  on  sale  without  the  prescribed 

50  mark.  They  have  done  so,  in  my  judgment,  in  several  instances  before  the 
granting  of  this  license,  aijd  they  have  done  so  since  the  granting  of  the  license 
by  their  conduct.  I  think  that  their  conduct,  whatever  may  be  the  legal 
relationship  that  exists  between  them  and  the  Defendant  Company,  has  had  the 
effect  of  making  the  sale  of  these  articles  without  mark  a  delivery  on  sale  by 

55  them,  namely,  by  Anders  and  by  i^o^/^cw,  not  by, their  own  hands,  not  by  their 
own  servants,  but  by  these  persons,  who,  under  the  circumstances  to  which  I 
have  folly  referred,  have  obtained  the  right  of  manufacturing  the  patented 
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article.  The  result  of  all  this  is  that  this  action  fails,  and  my  jadgment  must 
he  for  the  Defendants. 

Scott — With  costs,  my  Lord  ? 

Edmunds,  Q.C.— The  Defendants  have  a  right  to  manufacture  this  design 
now,  and  succeed  on  a  technical  point.    I  submit  there  should  be  no  costs.  .        g 

Charlbs,  J. — ^The  usual  consequences  must  follow. 


In  the  CotTET?  OB*  APPBAL. 

Be/ere  Lord  Eshbr,  M.B,y  and  Lords  Jtxstiobs  Lopes  and  Ohituy. 

February  3rd,  1897. 
Lines  v.  Usher.  10 

PcUent-^Agreement  for  a  license. — Covenant  by  Patentees  to  protect  and 
defend  patent  from  infringement:  in  default,  royalties  to  cease.— Lapse  of 
patent  by  non-payment  of  fees.  —  Action  by  licetisees  to  recover  royalties 
paid. — Co7istruction  of  agreement. —Mistake  of  fact. 

By  an  agreement^  A.  and  J5.,  patentees,  granted  an  exclusive  license  to  15 
G.  a7id  D.  for  three  years  and  thenceforward  until  determined,  and  A.  and  B. 
covenanted.,  among  other  things,  that  during  the  continuance  of  the  agreement 
to  protect  and  defend  the  patent  from  all  infringementn,  and  in  default  of  their 
so  doing  the  royalty  should  cease  to  be  payable.  The  patent  lapsed  at  the  end  of 
three  years  by  non-jjaymeni  of  the  renewal  fees,  but  C.  and  D.  paid  royalties  20 
for  another  year,  when  they  terminated  the  agreement.  They  then  discovered 
the  lapse,  and  brought  this  auction  to  recover  the  royalties  paid  after  the  lapse. 
Held,  at  the  trial,  that  the  Plaintiffs  were  entitled  to  recover  the  sums  paid,  cls 
there  was  a  failure  of  consideration.     The  Defendafits  appealed. 

Held,  that  tJie  case  depended  on  the  construction  of  the  agreement;  that  by  25 
Clause  6  the  Defendants  were  obliged  to  defend  the  patent  against  infringers, 
and  therefore  to  keep  the  jjatent  in  sv^h  a  position  that  they  were  able  to  do  so  ; 
that  the  Defendants  Jiad  therefore  broken  their  co7itrcu)t,  and  the  clause  provided 
that  in  that  case  the  royalties  sliould  cease  to  be  payable.  The  Plaintiffs  tvere 
therefore  entitled  to  recover  them  back.     The  appeal  was  dismissed.  30 

On  the  31st  of  March  1891,  a  patent  (No.  552  L  of  1891)  was  granted  to 
William  Usher  and  Henry  Kinsey  for  an  invention  of  improyements  in 
folding  vehicles.  By  an  agreement  dated  the  8th  of  April  1892,  and  made 
between  Usher  and  Kinsey  of  the  one  part,  and  George  Lines  and  Joseph 
Lines,  who  traded  as   O.  and  J.  Lines,  of   the   other  part,   it  was  agreed,  35 
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amongst  other  things,  as  follows  : — **  (1)  The  said  William  Usher  and  Hendry 
*'  Kinsey  hereby  agree  to  and  do  hereby  license  and  grant  the  sole,  full,  and 
**  exclusive  leave  to  the  said  George  and  Joseph  Li?ies  to  manufacture  and  sell 
**  folding  mail  carts  in  accordance  with  the  said  patent  for  a  term  of  three 
5  **  years  from  the  1st  of  April  1892,  and  thenceforward  from  year  to  year  until 
"  determined,  as  hereinafter  mentioned.  (2)  The  said  George  and  Joseph 
**  Lines  agree  to  pay  to  the  said  William  Usher  and  Henry  Kinsey  the  sum 
*'  of  Is.  as  a  royalty  in  respect  of  each  and  every  folding  mail  cart  which 
**  they  manufacture  under  this  agreement  during  the  first  year,  and  the 
10  "  sum  of  Is.  6d.  during  the   second,  third,  and   subsequent   years   of  this 

"agreement (6)  The  said   William  Usher  and  Henry  Kinsey   shall 

**  at  all  times  during  the  continuance  of  this  agreement,  at  their  own  costs 
"  and  charges,  by  all  means  in  their  power,  protect  and  defend  the  said 
"  Letters  Patent  from  all  infringements  by  any  person  or  persons  whomsoever, 
15  **  and  in  default  of  their  so  doing  the  royalty  hereby  reserved  shall  cease  to 
**  be  payable.  (7)  The  said  William  Usher  and  Henry  Kinsey  shall  not  at 
**  any  time  during  the  continuance  of  this  agreement  use  or  exercise  the  said 
**  invention,  or  grant  any  license  to  any  other  person  or  persons  whomsoever 
**  to  use  or  exercise  the  same.  (8)  In  consideration  of  the  said  William 
20  **  Usher  and  Henry  Kinsey  granting  to  the  said  George  and  Joseph  Lines  the 
**  sole,  full,  and  exclusive  license  for  the  term  of  three  years  from  the  1st  of 
**  April  1892,  the  said  George  and  Joseph  Lines  agree  to  pay  a  royalty  upon 
"  a  minimum  number  of  one  gross  each  month  during  the  continuance  of 
"  this  agreement.  (9)  If  either  party  shall  be  desirous  of  terminating  this 
25  **  agreement  at  the  end  of  three  years,  they  shall  give  to  the  other  six  months' 
"  notice  of  their  intention ;  and,  after  the  expiration  of  three  years,  this 
**  agreement  shall  be  terminated  by  six  calendar  months'  notice  on  either  side, 
"  to  expire  on  the  1st  day  of  April." 

On  the  2nd  of  April  1896,  G.  Lines  and  J.  Lines  brought  this  action  against 
30   Usher  and  Kinsey ^  claiming  the  return  of  money  paid  to  the  Defendants  under 
a  mistake  of  fact,  and  damages  for  breach  of  covenant.    By  the  Statement  of 
Claim,  after  setting  out  the  agreement,  it  was  stated  that    CX)  in  pursuance 
of  the  license  the  Plaintiffs  manufactured  mail  carts  from  the  8th  of  April  1892 
to  the  3l8t  of  March  1896,  when  the  agreement  was  duly  terminated.  (4)  During 
35  the  continuance  of  the  agreement,  the  Plaintiffs  duly  paid  the  royalties,  and 
particularly  on  the  29th  of  August  1895,  paid  32/.  8s.,  being  a  minimum  royalty 
as  provided  by  the  agreement,  paragraph  8,  due  for  the  three  months  ending 
the  31st  of  June  1895  ;  and  the  Plaintiffs  also,  on  the  4th  of  October  1895,  paid 
90/.  in  advance  in  discharge  of  all  royalties  due  and  to  become  due  up  to  the 
40  1st  of  April  1896,  when  the  agreement  terminated.   (5)  By  reason  of  the  failure 
of  the  Defendants  to  pay  the  renewal  fees  under  Section  \  7  of  the  Patents,  &c. 
Act,  1883,  the  Letters  Patent  ceased  on  the  31st  of  March  1895,  and  the  Defen- 
dants, by  reason  of  their  default,  were  no  longer  entitled  to  royalties.     The 
Defendants  did  not  inform  the  PlaintiflFs  of  their  failure  to  pay  the  said  fees, 
45  but  improperly  received  the  two  sums  of  32/.  8s.  and  90Z.,  which  the  Plaintiffs 
paid  in  ignorance  of  the  default  of  the  Defendants,  and  under  a  mistake  of 
fact.     (6)  Further,  the  Defendants,  by  reason  of  their  default,  had  committed  a 
breach  of  their  implied  agreement  to  support  the  Letters  Patent,  and  of  their 
agreement  to  grant  a  sole  and   exclusive  license  to  the  Plaintiffs ;   and   the 
50  Defendants  also  incapacitated  themselves   from    defending  the   said  Letters 
Patent  from  infringement,  whereby  it  became  lawful   for  other  persons   to 
manufacture  the  folding  mail  carts,  and  in  consequence  of  the  breaches  of  the 
agreement  the  Plaintiffs  had  suffered   damage.    The   Plaintiffs  claimed  the 
return   of  the   sums  of  32/.  8s.  and  90/.,  together  with   interest,  and   250/. 
55  damages. 

The  Defendant  W.  Usher,  by  his  Defence,  (2)  denied  that  the  non-payment 
of  the  renewal  fees  was  owing  to  any  default  of  the  Defendants;    (3)   he 
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did  not  admit  that  the  Defendants  were  no  longer  entitled  to  receive  the 
royalties,  or  that  they  improperly  received  the  sums  of  32i.  8a.  and  90Z.,  or  that 
the  Plaintiffs  paid  the  same  in  ignorance  of  the  alleged  default  or  under  a 
mistake  of  fact ;  (4)  he  denied  the  allegations  in  paragraphs  5  and  6  of  the 
Statement  of  Claim,  and  said,  alternatively,  that  the  alleged  implied  agreement  5 
was  subject  to  the  condition  that  the  Plaintiffs  should  request  the  Defendants 
to  pay  the  said  renewal  fees,  and  that  the  Plaintiffs  never  made  any  request ; 
(5)  if  there  was  any  breach,  the  Defendants  contended  that  the  Plaintiffs'  only 
remedy  was  by  terminating  the  said  agreement ;  though  the  Plaintiffs  could 
have  ascertained  the  non-payment  of  the  fees,  they  continued  until  the  1st  of  10 
April  1896  to  make  the  mail  carts,  and  to  use  the  license,  and  enjoy  the  full 
benefit  of  the  agreement ;  (6)  the  Defendants  paid  %L  10s.  into  Court  in 
satisfaction  of  the  Plaintiffs'  claim. 

H.  Kinsey^  by  his  Defence,  stated  that  on  the  1 4th  of  July  1892,  he  assigned 
to  W,  UsJier  the  whole  of  his  interest  in  the  Letters  Patent,  and  on  the  18th  of  15 
July  189;i,  written  notice  of  such  assignment  was  given  to  the  Plaintiffs, 
together  with  a  request  that  the  Plaintiffs  would  pay  to  W.  Usher  all  moneys 
then  or  which  might  become  due  ;  he  did  not  admit  payment  of  the  sums  of 
money.    The  rest  of  his  defence  was  similar  to  that  of  Usher. 

It  appeared  that  under  an  agreement  dated  the  20th  of  May  1892,  between  20 
H.  Kuisey  of  the  one  part,  and  William  Usher  of  the  other  part,  H,  Kinsey 
agreed  to  assign  to  W.  Usher  all  his  interests  in  the  said  patent  No.  5521 
6i  1891,  and  in  the  said  agreement  of  the  8th  of  April  1892 ;  and  in  paragraph  9 
of  this  agreement  it  was  provided  that  W,  Usher  should  keep  the  patent  in 
force  and  pay  the  renewal  fees.  25 

The  trial  of  the  action  took  place  before  Charles^  J.,  on  October  28th  and  29th, 
1896,  and  the  learned  Judge  held  that  the  Plaintiffs  were  entitled  to  recover.* 

The  Defendants  appealed.  Barnard  Lailey  (instructed  by  J.  T.  Lewis) 
appeared  for  the  Appellants ;  Terrell^  Q.C.,  and  Qollan  (instructed  by 
J.  B.  Pittman)  appeared  for  the  Respondents.  30 

Lailey y  for  the  Appellants. — The  renewal  fees  are  payable  under  Section  24 
of  the  Patents,  &c.  Act,  1883,  and  an  instalment  is  payable  at  the  end  of  four 
years.  Under  Section  17  (2),  the  patent  lapses  if  the  fees  are  not  paid.  In  this 
case  the  renewal  fee  became  pjiyable  on  the  1st  of  April  1895,  and  was  not  paid, 
and  the  patent  lapsed.  The  Plaintiffs  say  that  they  paid  the  royalties  after  that  35 
date  under  a  mistake  of  fact,  and  are  entitled  to  recover  them ;  and  (2)  that  there 
was  an  implied  contract  by  the  licensors  to  keep  up  the  patent.  The  Defendants 
contend  thisit  there  was  no  obligation  on  the  Defendants,  as  licensors,  to  pay  the 
royalties,  and  that  the  Plaintiffs'  claim,  if  any,  is  damages  for  breach  of  contract. 
There  is  no  breach  of  contract,  and  the  Plaintiffs  took  the  license  with  the  benefita  40 
and  obligations  of  the  patent.  In  the  license,  paragraph  6  only  provides  that  the 
licensors  are  to  protect  and  defend  in  the  case  of  infringement.  There  was  no 
bargain  as  to  the  payment  of  fees  ;  the  Court  is  asked  to  introduce  one.  There 
is  no  agreement  that  the  licensors  are  to  keep  the  patent  up.  The  Plaintiffs 
need  not  have  gone  on  making  after  three  years,  and  they  could  then  have  45 
made  a  stipulation  that  the  Defendants  should  pay  or  have  paid  themselves. 
Mills  V.  Carson,  9  R.P.C.  338,  10  R.P.C.  9,  has  differences— (1)  there,  the 
whole  residue  of  the  term  of  the  patent  was  in  the  licensees,  and  (2)  there  was 
a  covenant  for  quiet  enjoyment.  The  covenant  here  is  merely  to  protect 
against  infringement,  and  no  more  ;  after  the  patent  lapsed  there  could  be  no  50 
infringement.  The  parties  had  no  idea  about  this  matter,  as  the  license  was  to 
terminate  in  three  years,  and  there  were  no  royalties  payable  in  that  period* 
The  whole  right  of  the  Plaintiffs,  if  any,  is  in  damages,  and  as  nobody  used  the 
invention,  the  sum  of  money  paid  into  Court  is  ample. 

Terrell,  Q.C.,  for  the  Respondents,  the  Plaintiffs.— The  Patents,  &c.  Act,  1883,   S5 

•  18RJ».C.  686. 
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Section  17,  provides  that  the  fees  are  to  be  paid  by  the  Patentee.  The  covenant 
here  is  not  to  pay  a  fixed  royalty,  as  in  Mills  v.  Carson^  but  to  make  a  payment 
on  each  cart  so  long  as  the  Plaintiffs  had  the  sole  right.  Under  the  agreement 
between  the  Patentees,  Usher  was  to  pay  the  fees.  [Lord  Eshbr,  MM. — Can 
5  you  construe  this  agreement  by  that?]  I  do  not  press  it.  There  are  two 
questions, — ^Were  the  licensors  under  the  contract  to  pay  these  fees  ?  If  they 
do  not  pay  them,  what  is  the  Plaintiffs'  remedy  ?  King  v.  Stewariy  66  L.T.  N.8. 
339,  shows  that  money  paid  in  mistake  of  fact  can  be  recovered.  The  breach 
of  contract  does  not  arise  ;  the  remedy  is  that  the  money  was  not  payable,  and 

10  as  it  was  paid  in  mistake  of  fact,  it  is  recoverable.  The  contract  provides  for  a 
breach  of  the  contract.  It  is  said  the  Plaintiffs  have  had  an  advantage  in  having 
the  right  to  stop  other  people  from  making  the  carts,  but  it  is  clear  that  during 
the  last  year  the  Plaintiffs  could  notistop  anybody. 

Lailey  replied. — Both  the  Plaintiffs  and  the  Defendants  treated  the  license  as 

15  subsisting  during  the  last  year.  The  Plaintiffs  had  all  the  benefit  of  it,  and 
their  only  remedy  is  a  right  to  damages,  and  a  shilling  would  be  sufficient  for 
that 

Lord  ESHBB,  M.R.—li  seems  to  me  that  this  case  depends  entirely  upon 
what  is  the  construction  of  the  particular  agreement.     If  that  is  so,  unless  you 

20  can  get  any  binding  authorities,  or  some  case  in  exactly  the  same  terms,  that  is 
to  say,  a  case  with  some  contract  in  exactly  the  same  terms,  no  case  is  of  any 
authority  at  all.  This  is  not  a  question  of  principle.  It  is  a  question  of  what  is 
the  meaning  of  these  parties  in  the  words  in  which  they  have  expressed  their 
agreemenL 

25  Now,  in  this  case  the  dispute  depends  upon  what  is  the  meaning  of  the  sixth 
clause  of  the  agreement.  Did  that  oblige  the  Defendants  to  pay  these  renewal 
fees  as  between  the  Plaintiffs  and  the  Defendants — not  as  between  the 
Defendants  and  the  Crown  and  any  one  else,  but  as  between  them  ?  The  words 
are  that  during  the  continuance  of  this  agreement  the  Defendants  here  shall,  at 

30  their  own  costs  and  charges,  by  all  means  in  their  power,  protect  and  defend 
the  said  Letters  Patent  from  all  infringements  by  any  person.  I  should  say, 
first  of  all,  that  that  means  that  they  must  protect  them  from  any  infringement 
that  may  be  attempted  by  any  person.  If  anybody  did  attempt  to  infringe  this 
patent,  the  first  thing  they  who  have  to  protect  and  defend  the  patent  must 

H5  say  is,  "  Here  is  a  patent ;  it  is  in  existence,  and  this  person  is  proposing  to 
"  infringe  it."  By  what  they  have  done  they  have  prevented  themselves  from 
so  saying.  They  could  not  say,  "  Here  is  a  person  who  is  proposing  to  infringe 
^  this  patent,  and  we  can  use  the  patent  against  him,V  because,  by  their  own 
action,  the  patent  has  become  void.     I  think  this  does  oblige  them  to  keep  the 

40  patent  in  full  force.  That  is  the  very  first  thing.  If  the  patent  was  in  full 
force,  and  anybody  did  attempt  to  infringe  it,  I  think  that  this  clause  would 
oblige  them  to  defend  that  action  on  behalf  of  the  Plaintiffs  in  this  case.  So 
that  it  is,  "  We  will  keep  the  patent  in  such  a  position  that  we  can  vouch  it 
"  against  any  infringement ;   and    if  any    infringer  does  come  forward   we 

45  "  further  agree  that  we  will  prevent  him  from  exercising  that  attempted 
"  infringement." 

Now,  if  that  is  so,  the  Defendants  have  broken  that  contract,  that  is  to  say, 
the  contract  contained  in  the  sixth  clause.  Then  arises  the  question, — ^What  is 
the  result  of  that  ?     If  it  had  been  left  without  specifying  what  is  to  be  the 

50  result  of  that  breach,  I  confess  I  am  very  much  inclined  to  think  that  it  would 
have  been  what  is  called  an  action  for  damages  for  the  carts,  and  the  Plaintiffs 
would  have  had  to  show  that  they  had  suffered  damages ;  and  if  they  had  been 
selling  the  goods  just  the  same  as  if  there  had  been  no  breach  of  this  agreement, 
that  is  to  say,  if  they  had  gone  on  using  the  patent  as  effectively  as  if  it  were  a  good 

55  one,  1  should  have  thought  the  Plaintiffs  could  not  have  recovered  anything 
more  than  nominal  damages.  But,  here,  holding  that  they  are  bound  by  this 
sixth  clause  to  prevent  the  patent  from  lapsing,  there  is  a  specific  consequence 
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stated  in  this  claase  if  that  should  happen.  In  default,  in  this  case,  of  their 
paying  these  renewal  fees  there  is  the  consequence  which  is  here  stated.  The 
consequence  is  that  the  *'  royalty,  or  the  royalties,  hereby  reserved  shall  cease 
*•  to  be  payable."  That  is  the  consequence  which  the  parties  have  agreed. 
From  the  moment,  therefore,  they  broke  this  agreement  by  letting  this  patent  5 
lapse  in  consequence  of  not  paying  the  renewal  fees,  the  royalties  became  not 
payable.  Then,  if  that  be  so,  the  Plaintiffs  have  paid  royalties  when  there  were 
no  royalties  payable,  and  that  is  brought  about  by  the  breach  of  contract  on  the 
pai't  of  the  Defendants.  ^ 

Under  these   circumstances,   they  seem  to  me  to  have  agreed   upon  the   10 
consequence — that  is,  that  those  royalties  were  not  payable.    They  were  not 
payable,  and  yet  the  Plaintiffs,  without  any  default  on  their  part,  have  paid  them. 
Therefore  they  are  entitled  to  recover  them^ack. 

Under  these  circumstances,  I  think  the  appeal  must  be  dismissed.     I  think 
that  the  judgment  of  the  learned  Judge  below  was  right.  15 

LOPBS,  L,J. — Certain  renewal  fees  have  not  been  paid.  The  result  has  been 
that  the  patent  has  lapsed.  The  question  raised  in  this  case  is  on  whom  was 
the  obligation  imposed  to  pay  these  renewal  fees  ?  Now,  that  entirely  depends 
upon  this  sixth  clause  in  the  agreement.  I  do  not  propose  to  read  it  again. 
The  effect  of  it  is  this,  it  is  an  undertaking  by  the  Defendants  to  protect  and  20 
defend  the  said  Letters  Patent  during  the  continuance  of  the  agreement  from 
all  infringements.  Now,  what  is  the  meaning  of  that  ?  It  is  said  that  it  has 
only  application  in  cases  of  infringement,  or  of  attempted  infringement.  I 
think  tlmt  would  be«putting  upon  it  too  narrow  a  construction.  To  my  mind 
it  means  much  more  than  that.  It  means  that  they  will  do  all  that  is  necessary  25 
to  maintain  and  keep  it  alive.  How  can  it  possibly  be  said  that  they  are 
protecting  the  patent  against  infringements  when  they  themselves  are  failing 
to  do  that  which  would  keep  it  alive — the  very  thing  of  all  others  which  would 
enable  anybody,  I  will  not  say  to  infringe  the  patent,  because  you  cannot 
infringe  it ;  but  the  very  first  thing  which  would  make  it  open  to  be  used  by  30 
everybody.  In  my  opinion,  there  is  an  undertaking  by  the  Defendants  in  that 
clause  that  they  will  do  that  which  is  necessary  to  protect  and  defend  that 
patent,  not  only  against  infringements,  but  against  anything  which  would 
prevent  its  lapsing  and  becoming  a  nullity.  If  that  is  the  true  construction  of 
the  clause,  then  they  have  broken  their  agreement'.  But  then  it  is  said,  if  they  35 
have  broken  their  agreement,  the  Plaintiffs  are  entitled  to  their  damages.  I  should 
think  that  that  might  be  so  if  it  were  not  for  the  words  which  I  find  in  this 
clause  following  those  to  which  I  have  referred,  which  are  these,  "And  in 
*'  default  of  their  so  doing  the  royalty  hereby  reserved  shall  cease  to  be  payable." 
It  seems  to  me  that  that  agreement,  which  creates  the  obligation,  has  also  stated  40 
what  the  penalty  for  the  not  observing  it  is  to  be.  The  result  of  a  breach  of 
that  agreement  would  be,  not  damages,  but  would  be  forfeiture  of  the  royalties 
payable  under  it. 

But  something  else  has  occurred  in  this  case.     The  patent  has  lapsed.    The 
Plaintiffs  were  ignorant  that  the  patent  had  lapsed  ;  and  I  am  inclined  to  think  45 
that  the  Defendants  also  were  ignorant  of  that ;  but  the  Plaintiffs  go  on  paying 
the  royalties  ;  and  then  it  is  said,  if  they  continue  to  pay  royalties,  they  have 
paid  those  royalties  without  any  consideration,  and  that  the  Plaintiffs  are 
entitled  to  recover  them  back  as  and  for  money  had  and  received  without 
consideration.     I  think  that  is  right,  because  the  understanding  and  effect  of  50 
this  agreement  was,  if  I  am  correct  in  the  construction  I  put  upon  it,  that  the 
Defendants  were  to  keep  alive  the  patent  which  would  prevent  anybody  else 
infringing  it.    Now,  in  allowing  it  to  lapse  they  have  not  done  that.    Then 
the   Plaintiffs  have   paid  these  royalties,   to  my  mind,  without  taking  any 
consideration  such  as  they  bargained  for  for  their  payment.     They  are  entitled  55 
to  recover  those  moneys  back  as  money  had  and  received.    I  think  the  learned 
Judge  below  was  right.     I  think  that  is  the  ground  upon  which  he  decided 
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this  case,  namely,  that  the  Plaintiffs  were  entitled  to  recover  back  these  sams 
in  the  way  I  have  suggested. 

Chitty,  L.J. — The  first  question  depends  on  the  true  meaning  of  the  sixth 
clause  in  the  agreement,  whereby  the  license  was  granted  to  the  Plaintiffs  by 
5  the  Defendants,  who  were  the  Patentees.  The  agreement,  no  doubt,  is 
susceptible  of  argument.  The  clause  is  open  to  argument.  It  was  contended 
that  the  true  meaning  was  that  the  patent  should  be  protected  by  the  Patentees 
against  infringements,  and  nothing  more.  I  think  that  is  too  narrow  a 
construction.  I  agree  that  the  meaning  is  this,  seeing  that  it  would  be 
IQ  impossible  to  protect  against  infringements  unless  the  patent  itself  was  kept 
alive,  it  involves  in  it  necessarily,  1  think,  that  the  Patentees  would  make  the 
required  payments  under  the  Statute  to  keep  the  patent  on  foot. 

Then,  in  regard  to  the  second  point  about  the  damages,  I  have  really  nothing 
to  add  to  what  has  been  already  said    by    the   Master  of  the    Rolls  and 
15  Lord  Justice  LOPBS. 

Lord  ESHBR,  M.R. — ^The  appeal  is  dismissed,  with  costs. 


In  the  High  Court  of  Justiob.— Chancery  Division. 

Before  Mr.  Justice  North. 

January  26th  and  27th,  and  February  12th,  1897. 

20  Badischb  Anilin  and  Soda  Fabrik   v.  Johnson  and  Co.  and  Basle 

Chemical  Works  Bindschedlbr, 

Patent — Action  for  infringement — Defendant  domiciled  abroad, — Infring- 
ing goods  sent  by  post  to  England. — Alleged  a^ent— Injunction  granted. — 
Motion  to  vary  minutes  refused. 

25  This  was  an  action  for  infringement  of  a  patent  for  a  dye  against  A., 
domiciled  in  Basle,  who  manufactured  the  goods  there,  and  B,,  living  in 
England,  to  whom  A.  sold  the  goods.  It  appeared  from  the  evidence  that  B. 
wrote  to  A.  ordering  five  pounds  of  the  dye  "  Yellow  2^"  to  be  sent  to  him  by  post. 
A,  wrote  back,  eticlosing  an  invoice.     The  same  day  A.  sent  the  goods  to  N.,. 

30  forwarding  agent  at  Basle,  with  a  paper  describing  the  goods  and  having  on 
it  ^Free  delivered^  Basle,  at  the  disposal  of  B.,  for  conveyance  by  post" 
N.  sent  on  the  goods  by  post,  and  the  post  delivered  them  to  B.  in  London,  who 
paid  a  total  sum  to  the  post  {which  included  carriage  and  a  charge  by  N,  for 
commission).    The  post  repaid  this  to  N.    N.  also  wrote  to  B.  saying  that  he 
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had  sent  the  goods  "  by  post,  via  Ostend,  delivery  at  your  houses'*  and  that  his 
charge  was  the  total  sum^  carriage  from  Basle  to  London.  B.  submitted  to  an 
injunction  after  putting  in  his  defence.  A,  entered  an  appearance  unthoiit 
protest^  and  put  in  a  defence^  stating  that  he  was  domiciled  in  Switzerland^ 
and  that  he  was  not  subject  to  the  jurisdiction  of  the  Courts  and  denying  thcU  5 
Tie  had  infringed  uritJiin  the  jurisdiction.  A.  admitted  that  the  goods  were  sent 
by  post  to  London^  and  were  infringem,ents.  It  was  contended  for  A.  cU  the 
trial,  that  if  A.  had  sent  direct  to  B.  in  Londo7i  by  post,  he  would  not  have 
infringed ;  that  he,  in  fact,  delivered  the  goods  to  N.  in  Basle,  who  became  B's. 
agent  at  once,  or  by  ratification  by  the  subsequent  payment  by  B.  of  his  com-  10 
mission  to  the  post,  and  that  the  property  in  the  goods  parsed,  under  the  Sale  of 
Goods  Act,  1893,  to  B.  directly  the  goods  were  put  in  the  post,  and  tliat  A,  had 
committed'  no  infringement  within  the  jurisdiction,  and  was  not  under  the 
mriadiction  of  the  Court. 

RM,  that  if  A.  had  sent  direct  to  B.  in  London,  he  would  have  joined  15 
in  a  oombincUion  to  hand  over  infringing  goods  to  B.  in  London^  and  would 
have  infringed;  that  A,  had  no  right  to  pla^e  the  goods  in  the  hands  of  a 
forwarding  agent,  and  that  B.  did  not  adopt  N.  as  his  agent,  as,  so  far  as  was 
shown  as  to  B's.  knowledge,  B.  merely  paid  a  charge  for  carriage;  that  the  Sale 
of  Goods  Act,  1898,  did  not  apply  in  any  way  to  this  case;  that  the  Defendants  20 
B,  and  A.  were  jointly  guilty  i7i  committing  an  act  of  infringement  in  this 
country,  and  that  the  Court  could  restrain  any  persons  from  dealing  tmth 
goods  in  this  country  in  defiance  of  the  patent  laws.  An  iiyunction  was 
granted  and  a  subsequent  motion  to  vary  the  minutes  was  refused,  with  costs. 

On  the  19th  of  August  1885,  a  patent  (No.  9858  of  1885)  was  grantei  to  25 
J.  H.  Johnson,  of  Lincoln's  Inn  Fields,  for  "  Improvements  in  the  mana- 
**  factnre  of  yellow  and  orange  colouring-matters,  suitable  for  dyeing  and 
"  printing,  from  dioxytartaric  (carboxytartronic)  acid,"  being  a  communication 
from  The  Badische  Anilin  ana  Soda  Fabrik.  The  patent  was  subsequently 
assigned  to  The  Badische  Ayiilin  and  Soda  Fabrik,  a  Company  Incorporated  30 
according  to  the  law  of  the  Grand  Duchy  of  Baden,  and  remained  vested 
in  them. 

On  the  14th  of  November  1895,  The  Badische  Anilin  and  Soda  Fabrik 
commenced  this  action  against  Henry  Johnson  and  Co.,  carrying  on  business 
in  the  City  of  London  as  drysalters,  and  The  Basle  Chemical  Works  35 
Bindschedler,  chemical  manufacturers,  carrying  on  business  in  Basle, 
Switzerland,  claiming  an  injunction  restraining  the  Defendants,  their  servants, 
and  agents  from  importing  into  England  and  from  manufacturing,  selling, 
supplying,  and  using  in  England  dyes  manufactured  according  to  or  in  manner 
described  in  the  Specification  filed  in  pursuance  of  the  patent  No.  9858  of  1885,  40 
or  according  to  or  in  any  manner  only  colourably  differing  from  the  same, 
and  generally  from  infringing  the  rights  of  the  Plaintiffs  in  respect  of  such 
Letters  Patent,  and  other  usual  relief.  The  writ  was  served  on  the  same  day 
on  the  Defendants  H.  Johnson  and  Co.,  but  was  marked  "  Not  for  service  out 
•*  of  the  jurisdiction  without  order."  The  Plaintiffs  applied  for  leave  to  issue  45 
a  concurrent  writ,  and  to  serve  notice  thereof  out  of  the  jurisdiction  on  the 
foreign  Defendants,  but  North,  J.,  refused  leave  in  chambers,  and  gave  his 
certificate  that  he  did  not  require  the  case  to  be  further  argued. 

The  Plaintiffs  appealed,  and  on  the  4th  of  December  1895,  the  Court  of 
Appeal  made  an  order  that  the  Plaintiffs  be  at  liberty  to  issue  a  concurrent  50 
writ,  and  to  serve  notice  thereof,  together  with  a  copy  of  the  order,  on  the 
Defendants  The  Basle  Chemical  Works  Bindschedler,  at  Basle  or  elsewhere  in 
the  Confederacy  of  Switzerland.* 

On  the  18th  of   December  1895,  an  appearance  was  entered  for  Robert 

♦  See  Report  1896,  1  Ch.,  pafire-26. 
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Bindschedler^  sued  and  trading  as  The  Basle  Chemical  Works  Bindschedler. 
The  said  Defendant  required  a  Statement  of  Claim  to  be  delivered. 

By  their  Statement  of  Claim,  delivered  on  the  6th  of  January  1896,  the 
Plaintiffs  claimed  (1)  an  injunction  to  restrain  the  Defendants  from  importing 

5  or  bringing  into  England,  and  from  manufacturing,  selling,  or  making  any 
profitable  use  in  England,  or  permitting  the  importation  into,  or  the  manufacture, 
sale,  or  pro6table  use  in  England  of  any  dyes  or  colouring-matters  being  the 
same  as  the  "  Fast  Yellow  T  "  sold  to  Lincoln  Hurst,  as  mentioned  in  the 
Particulars  of  Breaches  delivered  herewith,  or  any  dyes  or  colouring-matters 

10  made  according  to  the  said  invention  or  any  part  thereof,  or  by  any  process 
being  a  colourable  imitation  of  the  said  invention  or  any  part  thereof,  and  from 
in  any  manner  infringing  the  right  and  privileges  granted  by  the  said  patent. 

(2)  Damages  or,  at  the  option  of  the  Plaintiffs,  an  account  of  all  dye  being  the 
same  as  the  "  Fast  Yellow  T "  sold  to  the  said  L>  Hurst,  or  otherwise  made 

15  according  to  the  said  invention  or  any  part  thereof,  or  by  any  process  being  a 
colourable  imitation  of  the  said  invention  or  any  part  thereof,  which  have  been 
imported  into  or  manufactured  or  sold  or  used  in  England  by  or  by  the  order 
of  the  Defendants  or  either  of  them,  and  of  all  gains  and  profits  made  by  the 
Defendants  or  either  of  them  by  reason  of  such  wrongful  acts  as  aforesaid, 

20  and  payment  to  the  Plaintiffs   of  the  amount  of   such  gains  and   profits. 

(3)  Delivery  up,  and  costs. 

The  Particulars  of  Breaches  were  as  follows:— The  Defendants,  and  each  of 
them,  had  infringed  the  patent  by  importing  into  England,  for  their  own 
profit,  dyes  or  colouring-matters  made  according  to  the  invention  described  in 

25  the  Specification  and  claimed  in  the  first,  second,  and  third  claiming  clauses 
thereof.  The  Defendants  Henry  Johnson  and  Co.  had  infringed  the  patent 
by  selling,  for  their  own  profit,  dyes  or  colouring-matters  made  according  to 
the  invention  described  and  claimed  as  aforesaid.  The  Plaintiffs  complained 
of  the  importation  into  England  by  or  on  behalf  of  the  Defendants,  and  also 

iJO  of  the  sale  by  or  on  behalf  of  the  Defendants  Henry  Johnson  and  Co.  to  one 

Lincoln  Hurst,  on  the  5th  of  October  1895,  of  four  pounds  of  a  dye  known  as 

"Past  Yellow  T,"  which   dye  was  supplied   by   the    Defendants  The  Basle 

Chemical  Works  Bindschedler  to  the  Defendants  Henry  Johnson  and  Co. 

The  Defendants  The  Basle  Chemical  Works,  by  their  Defence,  delivered  on 

35  the  19th  of  February  1896,  said  (1)  that  they  were  Swiss  subjects  domiciled 
in  Switzerland,  and  resided  and  carried  on  business  at  Basle.  They  had  no 
place  of  business  or  residence  in  England,  and  did  not  carry  on  business  in 
England.  (2)  They  denied  that  they  were  in  any  manner  subject  to  the 
jurisdiction  of  this  Court.    Without  prejudice  to  the  above  plea  to  the  juris- 

40  diction,  the  Defendants  further  said  that  (3)  they  denied  that  they  had  ever 
made,  used,  exercised,  practised,  or  vended  the  alleged  invention  within  the 
United  Kingdom  of  Great  Britain  and  Ireland  and  the  Isle  of  Man,  or  had 
ever  imported  or  brought  into  England  any  dyes  or  colouring-matters  manu- 
factured in  accordance  with  the  alleged  invention,  or  that  they  had  ever  in 

45  any  manner  infringed  the  Plaintiffs'  rights  under  the  said  patent. 

The  Defendants  Henry  Johnson  and  Co.  delivered  a  Defence  on  the  22nd  of 
February  1896,  stating  (1)  that  the  Defendants  imported  into  England  and  sold 
certain  small  quantities  of  the  dye  "  Fast  Yellow  T  "  (including  the  four  pounds 
sold  to  L.  Hurst),  and  made  a  profit  of  4/.  17^.   in  all.     Save  as  aforesaid, 

50  the  Defendants  had  never  imported  into  England  or  sold  any  of  the  said  dye. 
(2)  At  the  time  of  selling  the  said  dye,  the  Defendants  were  unaware  that  the 
sale  of  the  said  dye  was,  or  was  alleged  to  be,  an  infringement  of  the  Plaintiffs' 
patent,  and  they  continued  to  be  unaware  until  the  28th  of  October  1895,  when 
they  received  a  letter  from  the  Plaintiffs'  solicitors  stating  that  the  sale  of 

55  the  said  dye  was  an  infringement  of  the  Plaintiffs'  patent,  and  asking  the 
Defendants  to  submit  to  an  injunction,  and  to  render  an  account  of  profits  and 
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to  pay  such  profits  to  the  Plaintiffs,  and  to  deliver  up  all  the  said  dye  in  the 
Defendants'  possession,  and  to  pay  the  costs.  (3)  The  Defendants  immediately 
replied,  informing  the  Plaintiffs'  solicitors  that  the  Defendants  had  sold  some 
dye,  and  that  they  were  unaware  that  the  dye  was  patented,  and  that  they 
would  discontinue  the  sale  of  such  dye.  (4)  The  Defendants  had  not,  since  5 
the  notice,  sold,  and  did  not  intend  to  sell,  any  of  the  said  dye,  and  they  had 
only  one  pound  of  dye  in  their  possession  or  control.  (5)  The  Defendants, 
although  they  did  not  admit  that  they  had  infringed,  had,  as  the  Plaintiffs 
knew  since  the  29th  of  October  1895,  no  desire  or  intention  to  sell  the  said  dye, 
and  they  offered  to  give  an  undertaking  not  to  sell  any  of  the  dye  or  infringe  10 
the  patent,  and  to  pay  the  Plaintiffs  the  profits,  and  to  submit  to  an  order  to 
be  made  on  summons,  giving  to  the  Plaintiffs  the  relief  claimed  by  them. 

On  the  13th  of  April  1896,  an  order  was  made  in  chambers  by  consent,  on 
the  Defendants  Henry  Johnson  and  Co.  undertaking  not  to  sell  any 
"  Fast  Yellow  T  "  dye,  being  the  same  as  that  sold  to  L.  Bursty  or  to  infringe  15 
the  Plaintiffs'  patent,  that  the  Defendants  H.  Johnson  and  Co,  should  pay  to 
the  Plaintiffs  the  sum  of  4Z.  lis.  as  damages,  and  should  deliver  up  all  such 
dyes  or  colouring-matters  known  as  "  Fast  Yellow  T  "  in  their  possession, 
custody,  or  power  as  were  made  in  infringement  of  the  said  patent. 

On  the  25th  of  April  1896,  the  Defendants    The  Basle  Chemical  Works  20 
Bindschedler,  in  obedience  to  an  order  of  the  31st  of  March,  stated  that  they  did 
not,  by  the  third  paragraph  of  their  Defence,  intend  to  plead  that  the  dye  or 
colouring-matter   "Fast  Yellow   T,"    mentioned  in  the  pleadings,  was  not 
manufactured  in  accordance  with  the  Plaintiffs'  invention. 

On  the  10th  of  May,  the  Plaintiffs  delivered  their  Reply,  by  which  they  25 
joined  issue,  and  further  said  that  the  Defendants  The  Basle  Chemical  Works 
BindscJiedler  had  never  objected  to  the  service  on  them  of  the  writ,  or  applied 
to  discharge  such  service,  or  to  discharge  the  order  of  the  Court  of  Appeal,  and 
they  appeared  to  the  writ  unconditionally  and  without  any  protest,  and 
they  had  submitted  themselves  and  could  not  then  deny  that  they  were  subject  30 
to  the  jurisdiction  of  the  Court, 

On  the  1st  of  July  1896,  the  Defendants  T?ie  Basle  Chemical  Works 
Bindschedler,  for  the  purposes  of  the  action,  admitted  the  following  facts : — 
(1)  That  in  due  course  of  post,  after  the  7th  of  June  1895,  these  Defendants 
received  at  Basle  from  the  Defendants  Henry  Johnson  and  Co.  the  post-card  35 
dated  the  7th  of  June.  [This  and  the  next  two  documents  will  be  found  in  the 
judgment.]  (2)  That  on  the  11th  of  June  1895,  these  Defendants  supplied 
to  the  Defendants  Henry  Johnson  and  Co.  the  five  pounds  of  dye  men- 
tioned in  the  said  post-card,  by  delivering  the  same  at  Basle  to  Niehergall 
and  Goth,  as  agents  of  Johnson  aiid  Go.  (3)  That  on  the  11th  of  June  1895,  40 
these  Defendants  sent  to  Johnson  and  Go.  an  invoice.  (4)  That  Johnson 
and  Co.  subsequently  paid  to  these  Defendants  the  sum  of  16^.  6d.  mentioned 
in  the  said  invoice. 

An  order  was  made  on  the  27th  of  July  1895,  on  the  application  of  the 
Defendants,  for  the  examination  of  the  Defendants'  witnesses  at  Basle.    This  45 
evidence  was  taken  on  the  14th  of  August  1896  ;   the  material  part  of  such 
evidence  and  of  the  documents  therein  referred  are  fully  referred  to  in  the 
judgment. 

Moulton,  Q.C.,  H.  W.  Lawson,  and  J.  C.  Graham  (instructed  by  J.  H.  cCfid 
J.   F.  Johnson)  appeared  for  the  Plaintiffs ;  Bigham,  Q.C.,  and  Upjohn  (in-  50 
structed  by  Ward,  Perks,  and  McKay)  appeared  for  the  Defendants  The  Basle 
Chemical  Works  Bindscliedler. 

Moult  m,  Q.C.,  for  the  Plaintiffs. — The  other  Defendants,  H.  Johnson  and 
Co.,   have  admitted    infringement,    and    judgment    has    gone  against  them. 
The  Defendants  remaining  plead  a  peculiar  defence;  they  deny  that  they  55 
are    subject    to    the    jurisdiction.      A   writ   was  served  on  them  by  leftT§. 
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{.Upjohn.  —  I  rely  on  that ;  pleas  to  the  jurisdiction  are  not  abolished.] 
Those  pleas  were  pleas  to  the  jurisdiction  of  the  old  local  Courts,  not  to 
the  High  Court.  Tha  Defendants  have  entered  an  appearance.  An  appli- 
cation was  made  to  your  Lordship  to  allow  service  of  the  writ  out  of  the 
5  jurisdiction.  The  point  chiefly  urged  before  the  Court  of  Appeal  ^as  that 
an  injunction  could  only  be  obtained  in  England.  [North,  J, — A  letter  show- 
ing that  the  Defendants  were  taking  part  in  exporting  to  England  influenced  the 
Court  of  Appeal.]  The  Defendants  appear  here  now ;  they  made  an  applica- 
tion for  a  commission.     [NORTH,  J. — If  they  have  appeared  without  moving  to 

10  discharge  the  order,  that  is  enough.]  The  case  is  of  great  importance.  The 
Defendants  deliberately,  as  a  habit  and  course  of  business,  make  articles 
protected  by  patents  in  England,  and  surreptitiously  send  them  into  England. 
They  advertise  and  employ  agents,  and  their  sole  care  is  to  take  precautions 
to  prevent  the  English  law  punishing  them.    It  is  profitable,  but  not  creditable. 

15  There  cannot  be  agency  in  tort,  whether  the  agent  is  acting  voluntarily  or  is 
paid.  The  Defendants  have  confessedly  sent  infringing  goods  into  England  ; 
they  do  not  deny  the  validity  of  the  patent  or  the  title  of  the  Plaintiffs.  They 
admit  the  articles  are  manufactured  according  to  the  Plaintiffs'  invention. 
They  offer  to  sell  by  advertisement.     [NORTH,  J. — The  only  question  is, — Have 

20  the  Defendants  sent  the  goods  to  England  ?]  [Counsel  then  stated  the  history 
of  the  case,  which  will  be  found  in  the  judgment.]  If  a  man  is  asked  to  send 
an  infringing  dye  by  post,  and  sends  it,  he  is  an  infringer  and  cannot  say  he 
delivered  it  to  the  post  as  agents  of  the  purchaser.  The  Defendants  did  not 
exactly  comply  with  the  order ;  they  sent  the  dye  to  Niehergall  and  Oothy 

25  forwarding  agents,  who  sent  it  on  by  post  to  H.  Johnson  and  Co.  This  is  a 
complete  case  of  infringement  by  sending  articles  into  England  by  post. 

Upjohn^  for  the  Basle  Company. — I  am  surprised  that  Mr.  Moulton  abuses 
the  Defendant  (it  is  not  really  a  Company,  but  one  man,  Mr.  Bindschedler)^ 
who  carries  on  a  large  business  with  propriety.     [NORTH,  J, — You  make  goods 

20  exactly  according  to  the  English  patent,  and  sell  them,  and  no  one  can 
complain  of  that ;  but  then,  when  you  send  them  to  England,  do  you  dispute 
that  you  are  liable  ?]  Not  if  the  Defendant  sends  them  to  London,  and  between 
Dover  and  London  they  are  sent  on  by  his  act  and  not  by  somebody  else. 
Then  Order  XI.  (/)  might  apply.    But,  on  the  merits,  there  is  no  infringement. 

35  [North,  J. — If  you  had  an  order  from  England,  and  you  send  it  by  your  own 
messenger  to  London,  you  admit  that  is  wrong,]  Yes.  [North,  J. — And  if 
you  sent  the  goods  to  England  by  your  own  agent.]  Yes.  But  in  this  case  the 
Defendant  sent  the  articles  to  Niehergall  and  Goth,  and  they  gave  it  to  the 
post.     If  the  article  had  been  lost  the  Defendants  Johnson  and  Co.  would 

40  have  borne  the  loss.  Johnson  and  Co.  approbated  the  Basle  Company's  act, 
and  paid  all  the  charges,  including  the  commission  of  Niehergall  ana  Ooth. 
They  were  their  agents,  and  not  the  Basle  Company's.  The  order  to  them  was 
to  send  by  post,  that  is,  to  deliver  to  the  post  at  Basle,  and  the  person  at  the 
Post  Office  was  Johnson  and  Co's.  agent  to  accept  delivery.    {Moulton,  Q.C. — 

45  The  postages  were  first  paid  by  Niehergall  and  Goth,  and  then  collected  by 
the  post  in  London,  and  sent  back  by  the  Post  Office,  which  is  instructed  what 
charges  should  be  collected.]  Johnson  and  Co.y  in  the  result,  paid  all 
the  charges  and  approbated  the  act  of  sending  through  Niehergall  and  Goth, 
and  treated  the  Post  Office  as  their  agent.    The  Defendant's  case  is  that  the 

50  Plaintiffs  have  a  patent  which  has  a  territorial  operation  in  the  United 
Kingdom,  and  that  the  Plaintiffs  must  prove  that  the  Defendant  has  vended 
within  those  limits.  Sale  and  delivery  in  Switzerland  are  perfectly  lawful. 
From  the  time  of  the  delivery  to  Niehergall  and  Goth  the  Basle  Company 
bad  no  control',  and  the    Plaintiff's   do  not  prove   a   vending   in    England. 

55  P.  Leuthardt^  ma^agQr  of  the  business  of  the  Basle  Company,  deposed  that 
if  an  order  came  from  England  for  goods  covered  by  an  English  patent,  the 
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practice  was  to  forward  the  goods  to  a  forwarding  agent  on  the  Continent  \ 
they  did  not  deliver  in  England.  [NORTH,  J. — I  see  no  evidence  that  you 
have  not  delivered  in  England.]  Directions  are  always  given  that  the  carrier 
or  forwarding  agent  is  to  hold  the  goods  at  the  disposal  of  the  purchasers.  It 
is  clear  that  the  order  for  the  dyes  in  this  case  was  received  at  Basle,  and  the  5 
delivery  of  the  goods  took  place  at  Basle,  in  point  of  fact,  to  a  firm  of 
forwarding  agents,  whose  charges  were  paid  by  Johnson  and  Co.  The  agents 
Niehergall  and  Goth  would  not  have  been  justified  in  dealing  with  the  goods, 
according  to  a  fresh  order  of  the  Basle  Company,  There  was  approbation  of 
the  employment  of  the  forwarding  agents  by  Johnson  and  Co.  When  once  10 
the  parcel  was  in  the  Post  Office,  addressed  to  Johnson  and  Co.^  it  was  beyond 
the  control  of  the  Basle  Company.  They  seem  to  have  been  afraid  of  sending 
direct  to  England  ;  it  is  submitted,  unnecessarily.  Counsel  for  the  PlaintiflFs 
say  it  is  wrong  to  sail  so  near  the  English  law.  The  expression  that  a  man  has 
evaded  the  law,  really  means  that  he  has  evaded  a  breach  of  the  law.  Here  is  15 
a  manufacturer  who  can  make  and  sell  in  Switzerland,  and  who  does  not 
extend  his  operations  to  England ;  he  is  not  wrong  or  a  smuggler.  He  confines 
his  operations  to  where  they  are  lawful.  [North,  J. — His  view  was  that  if 
he  forwarded  them  direct,  he  would  have  been  an  infringer.]  Possibly,  but 
the  case  must  be  decided  on  the  law.  He  says  he  cannot  deliver  in  England,  20 
but  he  can  do  so  in  Switzerland,  and  that  is  where  he  delivers.  All  his  acts 
were  outside  the  jurisdiction.  In  NoheVs  Explosives  Company  v.  Jones^ 
Scott,  and  Co.,  L.R.  17  Ch.D.  721,  8  App.  C.  1.,  it  was  held  that  the  Defendants, 
being  only  Custom  House  agents  for  the  importers,  and  not  themselves 
importers,  and  having  neither  possession  of  or  control  over  the  goods,  were  25 
not  infringers  of  the  patent.  [North,  J, — I  do  not  understand  the  analogy  of 
that  case.]  The  Defendant  sold  in  Switzerland  to  a  man  who  lived  in  England, 
and  if  he  dealt  with  it,  it  would  be  an  infringement.  But  tlie  Defendant  did 
not  infringe  ;  he  did  not  exercise  or  sell  or  use  the  invention  here.  Johnson 
and  Co.  had  notice  that  Niehergall  and  Goth  were  instructed  to  forward  to  l\0 
them,  and  that  they  would  have  to  pay  their  charges.  It  would  be  seen  that 
the  charge  was  1  franc.  [North,  J. — It  did  not  appear  what  the  1  franc  was 
for.]  So  long  as  there  was  something,  not  the  postage,  and  Johnson  and  Co.  knew 
it,  that  was  sufficient.  Why  did  Johnson  and  Co,  pay  3  francs  50  centimes  ? 
That  was  paid  to  the  Post  Office  in  London,  and  forwarded  to  Niehergall  and  35 
Goth.  That  shows  that  Johnson  and  Co.  approbated  their  employment,  and 
made  them  their  agents.  [North,  J. — Niehergall  and  Goth  were  not  authorized 
agents  to  receive  for  Johnson  and  Co,"]  Johnson  and  Co.  ratified  what  was 
done.  [North,  J. — Nothing  showed  that  the  1  franc  went  into  Niehergall 
and  GotKs  pockets.]  It  is  quite  enough  that  Johnsoyi  and  Co.  paid  them.  It  40 
is  submitted  that  if  the  Defendant  had  delivered  the  parcel  direct  to  the 
Post  Office,  that  would  equally  have  been  a  delivery  to  Johnsofi  and  Co.  in 
Switzerland.  The  contract  was  for  a  delivery  at  Basle.  [North,  J. — No.] 
By  the  law  of  England,  delivery  by  post  is  at  the  risk  of  the  purchaser  (Sale  of 
Goods  Act,  1893,  Sections  29  and  32).  It  is  assumed  that  the  property  is  in  the  45 
purchaser.  [North,  J. — There  was  no  delivery  in  Basle  ;  the  delivery  was  in 
England,  and  the  person  who  sent  them  to  England  is  responsible  ;  the  Lords 
Justices  must  have  had  this  view  in  this  case  (1896,  1  Ch.  28).]  That  was  a 
mere  ex  parte  application  ;  the  Court  of  Appeal  had  only  two  pieces  of  evidence 
— (1)  that  the  delivery  was  to  be  by  post ;  (2)  that  it  was  sent  by  Niehergall  50 
and  Goth.  The  evidence  now  proves  that  the  Defendant  delivered  to  a  carrier 
designated  by  Johnson  and  Co.,  whose  charges  the  latter  knew  they  had  to  pay. 
If  a  purchaser  buys  from  a  vendor  at  a  distance,  the  carrier  is  the  agent  of  the 
purchaser  (5^r?;'a;?vm  on  Sales).  The  Defendant  has  done  nothing  here;  he 
lives  in  Switzerland,  and  cannot  be  dragged  over  to  a  foreign  Court ;  it  is  the  55 
first  time  the  experiment  has  beto  tried.    Where' property  is  purchai^ed  from  a 
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vendor  at  a  distance,  and  delivered  to  a  carrier,  the  property  passes  to  the 
purchaser  on  delivery  to  the  carrier,  and  it  makes  no  difference  that  the  carrier 
is  the  post.  [North,  /.,  referred  to  Belts  v.  Neilson^  L.R.  5  H.L.  1,  where  it 
^was  said  that  the  use  of  infringing  capsules  was  effected  by  sending  bottles 
5  fitted  with  the  capsules  through  England  for  exportation.]  In  that  case  the 
capsules  were  doing  all  the  work  they  were  intended  to  do  while  in  possession 
of  the  Defendants  there  ;  they  were  people  who  were  using  and  controlling 
patented  goods  in  England.  This  case  has  nothing  of  that  kind.  The  Plaintiffs 
must  prove  that  the  Defendant  exercised  some  control  in  England,  but  the 

10  <mly  control  was  by  the  addressee.  Selling  articles  to  persons  to  be  used  for 
the  purpose  of  infringing  a  patent  is  not  an  infringement ;  per  Fry^  J., 
Sykes  v.  Howarth,  L.R.  12  Ch.D.  826,  832. 

Moultonj  Q.C.,  in  reply. — The  argument  for  the  Defendant  appears  to  be 
based  on  a  fallacy  ;  the  case  is  treated  as  if  there  were  a  contract,  whereas  it  is 

15  a  case  of  a  tort.  ThQ  property  in  the  goods  is  immaterial ;  the  Defendant  sent 
the  goods  to  England,  and  that  is  enough. 

North,  J. — In  this  case  the  Plaintiffs  are  the  owners  of  an  English  patent, 
granted  in  the  year  1885,  for  certain  improvements  in  the  manufacture  of  a 
dye.    The  Defendants,  Messrs.  Henry  Johnson  and  Go,,  are  drysalters,  carrying 

20  on  business  in  London,  and  as  such,  of  course,  deal  in  dyes,  among  other 
things  of  that  sort,  in  the  ordinary  course  of  their  trade.  The  Basle  Chemical 
Works  Bindschedler^  is  the  name  of  the  Company  carried  on  by  Mr.  Bind- 
schedler  (who  is  a  private  individual)  near  to  Basle,  in  Switzerland.  The 
transactions  are  chiefly  evidenced  by  documents.    On  the  7th  of  June  1895, 

25  the  firm  of  Johnson  and  Co.  sent  a  post-card  to  the  Defendant  Company  (as  I 
will  call  the  other  Defendants  for  convenience)  in  these  terms  : — "  Please  send 
"  as  'by  poste'  immediately  51b.* Yellow  T'  for  wool  109. — ^Yours  truly,  Henry 
**  Johnson  and  Co.  "Vniat  is  now  the  lowest  price  for  casks  of  this  colour  ? 
**  Also  please  quote  us  your  price  for  Auramine  II." — ^that  is  something  similar. 

30  It  is  admitted  that  the  article  described  there  and  the  article  sent  to  England  in 
consequence  was  an  article  made  in  accordance  with  the  patent  in  question ; 
and  therefore  the  use  of  it  here  and  the  delivery  here  would  be  an  infringe- 
ment of  the  patent.  That  letter  was  received  a  day  or  two  afterwards  by  the 
Defendant  Company,  and  on  the  11th  of  June  they  wrote  to  Johnsons  : — 

35  **  Messrs.  Henry  Johnson  and  Co.,  16,  Laurence  Pountney  Lane,  London,  E.C. 
**  Dear  Sirs,— In  reply  to  your  post-card  of  7th  inst.,  we  are  sending  you 
**  enclosed  invoice  for  the  51bs.' Yellow 'for  wool  you  ordered,  asking  you  kindly 
"  to  credit  us  for  the  amount  of  16s.  6rf.  In  order  to  induce  you  to  further 
**  orders,  we  are  willing  to  reduce  our  price  for  this  product  to" — certain  figures 

40  which  I  do  not  understand — "  in  kegs,  usual  terms,  and  we  hope  we  shall  be 
**  favoured  with  your  mere  important  commands." — ^That  means  evidently 
lai^r  orders  than  51bs. — ^^  For  Auramine  we  are  not  in  a  position  to  quote  to 
**  advantage.— Yours  truly,  Basle  Chemical  Works''  Bindschedler  himself 
signed  that  letter.    The  invoice  was  sent  with  it ;  I  have  a  copy  of  it  before 

45  me  :— "Messrs.  Henry  Johnson  and  Co.,  Laurence  Pountney  Lane,  London." — 
Then  there  is  a  reference  to  the  books  of  the  Defendant  Company. — 
«*  Bought  of  The  Basle  Chemical  Works,  Bindschedler.    Terms  2^  per  cent. 

•*  discount  in  a  .    Sent  to  Messrs.  Niebergall  and  Goth  to  be  held  by 

"  them  at  your  disposal,  1  package  containing  51bs.  'Yellow  T '  for  wool  at " — 

50  then  they  give  the  price  and  show  the  amount — 165. 6d.  Let  me  pause  there  for 
a  moment  and  I  will  assume  that  this  invoice  had  been  an  invoice  for  goods 
sent  to  Johnson  and  Co.,  instead  of  being  sent  to  Niebergall  and  Goth,  because 
that  raises  neatly  one  point  which  was  aa^ued  before  me.  It  was  contended  by 
Counsel  for  the  Defendants  that  if,  in  point  of  fact,  the  Defendant  Company 

55  hud  complied  with  the  order  by  themselves  posting  direct  to  Johnson  and  Co. 

S 
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in  London  the  goods  in  question,  they  would  have  done  an  act  that  would 
have  been  perfectly  authorised  by  law,  in  respect  of  which  they  could  not  be 
said  to  have  committed  any  breach  of  the  injunction  in  this  country.  I  do 
not  take  that  view.  It  is  admitted  that  the  article  is  one  which  if  dealt 
with  here  is  an  infringement  of  the  patent,  and  the  result  would  be  that  5 
two  persons,  one  in  London  and  another  in  Basle,  could  put  their  heads 
together,  one  to  give  an  order  and  the  other  to  carry  out  an  order,  by  which 
these  infringing  goods  are  to  be  handed  over  to  a  carrier  named,  that  is  to  say, 
the  General  Post,  in  order  that  they  may  be  brought  to  this  country  by  that 
carrier,  and  on  arriving  here  they  may  be,  I  will  not  say  delivered,  because  10 
that  is  a  technical  word  that  might  be  misunderstood,  but  handed  over  by  the 
Postmaster-General  to  Henry  Johnson  and  Co.,  in  compliance  with  the  order 
sent  abroad  and  executed  there  in  a  method  which  is  completed  here  by  the 
arrival  of  the  goods  and  their  being  handed  to  Johnson.  In  my  opinion,  that 
clearly  is  a  combination  on  the  part  of  two  persons  to  hand  over  in  this  15 
country  to  Johnson  an  article  infringing  the  patent.  That  is  done  in  pursuance 
of  the  order  given,  which  the  three  letters  I  have  referred  to  show  was  the  sale 
of  the  goods  to  Johnson  completed  in  this  country  by  the  receipt  by  Johnson  of 
the  goods  so  purchased.  In  my  opinion,  it  is  quite  clear  that  the  Defendant 
Company  took  the  same  view  of  the  law  that  I  do.  I  think  that  their  view  of  20 
the  law  is  more  sound  than  the  view  of  the  law  suggested  by  their  Counsel  as 
the  true  view  in  the  course  of  his  argument ;  but  then,  that  being  so,  with  the 
desire,  if  possible,  to  avoid  the  infringement  of  the  patent  in  this  country  by 
delivering  the  goods  here,  the  Defendant  Company  adopted  the  device  which 
I  now  have  to  consider  in  order  to  see  whether  it  is  a  successful  one  or  not.  25 
As  part  of  that  plan,  they  introduced  into  the  words  of  the  invoice  the  words 
which  I  have  supposed  not  to  be  there  for  the  purpose  of  considering  the  first 
question,  those  words  being,  "  Sent  to  Messrs.  Niehergall  and  Gothj  Basle,  to  be 
*'  held  by  them  at  your  disposal." 

That  completes  the  communications  between  the  Defendant  Company  and  30 
Henry  Johnsofi^  so  far  as  they  are  shown  in  the  evidence,  except  that  it  is 
admitted,  and  appears  from  the  pleadings,  that  the  goods  were  sent  by  post. 
That  is  proved  otherwise.     They  were  received  in  this  country  from   the 
Postmaster-General  and  the  charge  made  by  him  for  the  postage  was  paid. 

Now,  let  us  see  what  was  done  by  the  Defendant  Company  abroad.  Having  35 
dealt  with  Johnson  in  the  way  I  have  mentioned,  they,  on  the  11th  of  June, 
the  same  day  on  which  this  letter  and  invoice  which  I  have  just  referred  to 
were  sent,  send  what  is  called  a  weight-note  to  a  firm  carrying  on  business  as 
forwarding  agents  at  Basle,  namely,  the  firm  named  in  the  invoice  Niehergall 
and  Goth.  They  send  this  weight-note.  I  will  read  the  translation  of  it.  40 
"  Weight-note  of  The  Basle  Chemical  Works  Bindschedler.  We  send  you 
**  by  our  carrier " — it  meant  by  our  cart,  because  the  works  are  very  near 
Basle — '*  goods  bearing  a  certain  mark."  Then  it  describes  the  goods  and  gives 
the  gross  weight,  gives  the  value  as  25  francs,  and  then  follow  these  words  : — 
'*  Free  delivered,  B^le,  at  the  disposal  of  Messrs.  Henry  Johnson  and  Co.^  45 
16,  Laurence  Pountney  Lane,  London,  for  conveyance  by  post."  The  words 
"  at  the  disposal  of  Johnson  and  Co.^^  are  clearly  a  fair  translation  of  the 
German  words  used.  The  phrase,  "  Free  delivered,  Balle,"  meant  that  there 
was  no  charge  in  respect  of  the  goods  prior  to  the  delivery  at  Basle  to 
Niehergall  and  Qoth,  but  it  showed  to  anyone  who  read  it  that  the  free  50 
delivery  is  only  to  Basle,  and  that  the  payment  for  the  sending  of  the  goods  on, 
that  is  to  say,  the  conveyance  by  post,  would  have  to  be  provided  for  by  the 
persons  who  received  this  note.  That  is  received  by  them.  Then  they  make 
an  entry  of  it  in  their  books,  to  which  I  do  not  think  I  need  refer  now.  On 
tbe  san^e  day  they  actually  did  send  the  goods  away  by  post  to  l^i^^land,  55 
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addressed,  I  think  we  are  told,  to  H,  Johnson  and  Co.,  and  I  have  here  a  copy 
of  the  document  given  by  the  Postmaster  so  received  and  forwarded.  This  is  a 
copy  of  the  document  with  a  translation  of  it.  It  gives  the  date  as  the 
12th  of  June.  The  object,  one  package  ;  value,  25  francs ;  reimbursed,  3  f.  60  c. ; 
5  addressed,  Johnson  and  Co. ;  destination,  London  ;  freight,  2  f.  60  c. ;  and  it  is 
signed  by  the  Postmaster.  That,  I  should  say  in  passing,  is,  notwithstanding 
the  order,  so  far  as  it  was  an  order,  contained  in  the  weight-note,  that  the 
goods  at  Basle  were  at  the  disposal  of  Henry  Johnson  and  Co.  That  is  how 
they  understood  it.    On  the  same  day  they  made  an  entry  in  their  own  book, 

10  which,  of  course,  is  evidence  against  them,  and  I  will  just  refer  to  it.  It  is 
the  document  TD  8  and  9.  It  describes  the  package.  It  says,  sent  by  post, 
2  f.  60  c.  Then  comes  in  another  line,  commission,  care,  postage,  and  stamps, 
one  franc,  which,  added  to  the  2  f .  60  c,  makes  3  f .  60  c,  and  that  is  marked 
down  as  to  the  debit  of  the  post,  meaning  that  they  would  look  to  the  post  to 

15  get  those  charges  back  from  the  consignee  of  the  parcel  in  London,  and  when 
the  post  received  them  back,  as  they  did,  they  would  be  repaid  by  the  post  to 
Kiehergall  and  Ooth.  That,  in  fact,  was  done.  It  was  paid  in  London  and 
was  accounted  for  by  the  post  to  Niehergall  and  Ooth,  and  the  day  on  which 
they  forwarded  them  to  London  they  write  this  letter  to  Johnson  and  Co. 

20  It  seems  to  be  a  common  form,  for  it  is  in  print.  There  are  certain  parts 
that  have  to  be  filled  up,  of  course,  to  suit  the  particular  transaction.  It  is 
addressed  to  Johnson  and  Co.  "We  beg  to  inform  you  that  we  have  this 
*'  day  forwarded  to  your  address  the  under-mentioned  goods  by,"  then  there 
is  a  blank  to  be  filled  in  in  writing,  which  runs,  "  by  post,  via  Ostend,  delivery 

25  **  at  your  house.  .  Our  charges  on  the  same,  amounting  to  francs  3  f .  60  c,  car- 
**  riage  from  Basle  to  London,  as  per  specification,  has  been  charged  forward." 
The  reference  to  specification  is  in  print.  It  has  not  been  explained,  and  I 
daresay  it  is  not  material,  but  the  thing  to  notice  there  is  that  "  by  post " — 
the  route  is  directed.     They  are  to  be  delivered  *'  at  your  house  ;  our  charges 

30  **  are  3  f.  60  c,"  described  as  being  in  writing,  carriage  from  Basle  to  London 
charged  forward. 

Now,  in  addition  to  that,  there  is  a  little  further  useful  information  to  be 
derived  from  the  depositions  of  the  witnesses  taken  at  Basle.  There  are  certain 
portions  of  each  which  I  wish  to  read.    First,  I  will  take  8tauffache7\  the  head 

35  of  the  corresponding  department  in  Bindschedler^s  business.  He  receives 
all  the  correspondence,  and  attends  to  the  execution  of  orders  from  England. 
He  received  the  post-card,  and  he  gave  directions  for  its  being  carried  out,  and 
so  on.  Then  he  says  this,  "  The  words  *  au  Niebergall  und  Goth  Basel '  in 
"  WS  3  were  put  there  because  the  packet  was  to  go  to  them.    T  don't  think  I 

40  "  had  any  special  instructions  from  anyone  at  the  works  to  send  the  packet  to 
**  Niebergall  and  Ooth.  If  an  order  comes  to  the  works  from  England  for  goods 
**  covered  by  an  English  patent,  the  practice  is  to  forward  the  goods  to  a 
^  forwarding  agent  on  the  Continent,  not  in  England.  That  is  a  standing  order 
**  in  the  works,  and  it  is  not  necessary  to  give  special  instructions.    In  such  a 

45  "  case  BindscJwdler  never  pays  the  forwarding  charges  to  England."  Then  a 
little  further  on  he  says,  "  As  far  as  I  know,  no  further  instructions  were  seftt 
**  to  Niebergall  and  Ooth  with  respect  to  the  packet,  except  TD  1."  That  is 
what  I  called  the  weight-note.  A  little  further  on  he  says,  "  Besides  the 
**  documents  above  mentioned,  neither  I  nor  anyone  at  the  works  had  any 

50  **  communication  with  Niebergall  and  Ooth  with  respect  to  the  packet." 
Then,  in  cross-examination,  he  says,  "  In  answer  to  WS  1" — that  is,  in  answer 
to  the  letter  giving  the  order — "  I  did  not  send  the  packet  by  post,  because  I 
"  knew  I  was  not  allowed  to.  As  far  as  I  know,  nobody  told  me  on  this 
**  particular  occasion.    My  reason  for   not  sending  it  by  post  was  because  it 

55  ^  came  under  an  English  patent.    I  did  not  want  to  send  it  through  the  carriers, 
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'*  I  only  wanted  to  hand  it  to  them.  I  was  under  the  impression  that  my 
"  responsibility  ceased  with  respect  to  this  packet  when  I  handed  it  to 
"  Niehergall  and  Qoth.  That  was  why  I  introduced  the  words  *  Zur  Verf  ugung ' " 
— which  was  translated  "at  the  disposal"  in  the  copy  I  read — ^"into  TD  1. 
**  I  generally  introduced  those  words  when  we  were  selling  dyes  covered  by  5 
"  an  English  patent.  My  firm  has  sent  considerable  quantities  of  dyes  of  the 
"  same  composition  as  '  Yellow  T '  by  means  of  weight-notes,  always  containing 
"  the  words  '  Zur  Verfugung.'  A  considerable  quantity  of  such  dyes  has 
"  been  bought  by  firms  in  England.  Prior  to  this  transaction  we  have  had 
"  coiTespondence  with  Johnson  and  Co,^  and  I  think  it  relates  to  the  same  sort  10 
"  of  dye.  We  have,  on  many  occasions  prior  to  this  transaction,  sent  packets 
"  of  dye  similar  to  '  Yellow  T  '  to  the  carriers,  with  weight-notes  in  which  the 
"  words  '  Zur  Verfugung '  appeared,  and  it  is  my  belief  " — ^these  words  are 
important — "that  the  carriers  forward  the  packets  so  soon  as  they  can  to 
"  purchasers."  Then,  in  his  re-examination,  he  says,  at  the  end,  "  On  every  15 
"  occasion  on  which  BindscJiedler  sold  *  Tartrazin '  or  *  Yellow  T '  to  Henry 
"  Johnson  and  Co.y  the  delivery  was  to  a  carrier  on  the  Continent,  with  written 
"  instructions  to  hold  *at  the  disposal '  of  Henry  Johnson  atid  Co^  and  on  no 
"  occasion  did  BindscJiedler  pay  the  carriers  forwarding  charges.  The  above 
"  statements  apply  also  to  sales  to  people  in  England  other  than  Henry  20 
"  Johnson  and  GoJ'^ 

Then  there  is  the  deposition  of  Leuthardtj  who  is  the  manager  of  the 
business  which  Bindschedler  carries  on.  Though  it  appears  that  Bindschedler 
does  take  some  part  in  the  business,  as,  for  instance,  he  signed  one  document 
I  have  seen,  yet  the  manager  of  the  business  is  the  person  who  generally  25 
conducts  it.  He  says,  "  I  gave  no  instructions  as  to  the  entry  WS  3,  nor  as 
"  to  the  words  *  au  Niebergall  und  Goth  Basel '  in  WS  3.  There  is  a  custom 
"  of  the  business " — ^that  is,  this  Bindschedler  business — "  to  account  for  the 
"  introduction  of  those  words.  The  custom  is  that  all  goods  which  are  sold 
"  to  English  customers,  and  which  fall  under  an  English  patent,  must  be  30 
"  delivered  to  a  forwarding  agent  on  the  Continent.  The  custom  is  for  the 
"  man  who  receives  the  goods  to  pay  the  forwarding  charges.  That  is  an 
"  invariable  custom.  I  have  never  known  of  Bindschedler ^  since  he  commenced 
"  business,  paying  the  forwarding  chaises  to  England  of  articles  covered  by 
"  an  English  patent."  Then,  a  little  further  on  in  his  examination-in-chief,  35 
he  says,  "  In  this  particular  case  neither  Bindschedler  nor  the  works  paid  any 
"  part  of  the  forwarding  charges  to  England,  nor  has  he  or  the  worla 
"  reimbursed  Johnson  and  Co.  any  part  of  those  forwarding  charges.  The 
"  transaction  was  carried  out  in  the  ordinary  way." 

Then  I  will  next  read  the  statements  at  the  beginning  of  his  re-examination,  40 
because  it  adds  a  useful  piece  of  information — "  Bindschedler  employs  a  person 
"  at  the  works  to  find  out  which  of  his  products  are  protected  by  English 
"  Letters  Patent.    If  a  product  is  protected  by  an  English  patent  belonging  to 
"  a  person  other  than  Bindschedler^  we  do  not  deliver  in  England." 

Then  I  go  back  to  his  cross-examination.  He  says, "  I  saw  that  this  particular  45 
"^ye  came  within  an  English  patent,"  and  the  patent  is  produced  to  him. 
"  If  it  had  not  been  for  the  existence  of  that  Specification,  we  should  have 
"  sent  the  packet  by  post  direct  to  Johnson  and  Co.  We  did  not  send  it  by 
"  post  because  it  was  not  our  business  to  deliver.  There  is  no  difficulty,  I 
"  suppose,  in  sending  51bs.  by  post.  The  translation  of  the  words  *  Zum  50 
"  *  versandt  per  post '  on  TD  1  is  '  for  conveyance  by  post.'  Those  words 
"  would  mean  that  the  goods  were  packed  to  be  able  to  be  conveyed  by  post, 
"  and  further,  that  if  dispatched  at  all  they  were  to  be  sent  by  post  and  not  by 
"  any  private  carriel-,  or  along  with  any  other  goods  by  ordinary  freight  train. 
"  I  would  expect  that  if  sent  by  Niehergall  and  Oothy  after  having  received  55 
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**  infitructions  from  Johnson  and  Co.^  they  would  send  it  by  poet  and  not  by 
"  ordinary  freight  train."  That  shows  that  the  Deponent  considered  that 
Niebergall  and  Ooth  had  the  duty  of  sending  it  by  post,  whatever  instrnctions 
they  might  receive  from  Johnson  and  Co, 

5  Then  there  is  one  other  witness,  Theodor  Deprey^  who  is  the  chief  manager 
of  Niebergall  and  Ooth,  There  is  not  much  that  I  need  refer  to  in  this 
deposition.  He  says,  *'  The  words  *  charged  forward '  in  TD  5  mean  that  the 
**  sum  is  to  be  collected  from  the  consignee,  and  when  collected  reimbursed  by 
"  the  Poet  Oflace  to  Niebergall  and  Goth:' 

lU  Then,  in  his  cross-examination,  he  says,  ^^  I  understood  from  the  words  '  Zur 
**  *  Verfugung '  in  TD  1  that  we  were  to  act  according  to  the  instructions  of 
^  Johnson  and  Go.  Directly  we  received  the  packet  it  was  sent  off  to  Johnson 
'^  and  Co,  That  was  in  accordance  with  the  instructions  contained  in  TD  1. 
"  Niebergall  and  Ooth  do  not  correspond  with  Johnson  and  Co,    As  far  as  I 

15  "  remember,  TD  5  " — that  is  the  post-card  I  read — ^'^  is  the  only  correspondence 
"  we  ever  had  with  Johnson  and  Co,  We  have  not  received  any  complaint 
'^  from  Johnson  and  Go,  in  respect  of  this  transaction.  Niebergall  and  Ooth 
"  did  not  receive  any  instructions  from  Johnson  and  Go,  as  to  the  forwarding 
'*  of  this  packet.     TD  1  is  a  usual  form  of  instructions  to  send  packages 

20  •*  abroad." 

So  that  it  is  quite  clear  that  there  was  a  course  of  dealing  between  the 
Defendant  Company  and  Niebergall  and  Ooth  that  was  entirely  understood  by 
Niebergall  and  Ooth,  It  was  in  accordance  with  these  instructions  that  as  soon 
as  this  was  received  it  was  sent  on  by  post  to  Johnson  and  Go,  in  London,  and 

25  although  a  letter  is  sent,  ^*We  beg  to  inform  you  that  we  have  this  day 
'*  forwarded  the  goods,"  the  goods  had  started  before  the  letter  was  written, 
and  probably  arrived  a  little  before  or  a  little  after — we  may  say  con- 
temporaneously with  the  receipt  of  this  letter.  Now,  what  does  that  come 
to  ?      If  the  Defendant   Company  had   sent  the   goods  direct,  as  ordered,  I 

30  have  already  said  what  my  view  of  the  case  is.  But  did  what  was  done 
make  any  difference  ?  They  placed  goods  in  the  hands  of  agents  of  theirs 
whom  they  employed  for  forwarding  the  goods.  They  gave  instructions 
under  which  they  were  forwarded  at  once  by  post.  What  right  had  they, 
in  pursuance  of  their  order,  to  place  the  goods  in  the  hands  of  their  agents 

35  at  all  ?  The  order  was  that  they  were  to  send  the  goods,  and  instead  of  doing 
it  they  employed  an  agent  to  do  it.  That  cannot  possibly  put  Johnso7i  and  Go. 
or  the  Plaintiffs  in  this  action  in  a  worse  position  than  if  they  had  gone  outside 
their  authority  to  employ  an  agent  to  do  what  they  were  directed  to  do  them- 
selves.  In  my  opinion,  dealing  with  the  matter  through  the  hands  of  Niebergall 

40  and  Ooth  as  they  did  makes  no  difference  in  the  case.  But  then,  it  was  said 
that  the  Defendants  Johnson  and  Go.  adopted  Niebergall  and  Ooth  as  their 
agents,  and  therefore  it  is  exactly  the  same  thing  as  if  they  had  been  em- 
ployed by  their  directions  and  instructions.  That  I  do  not  follow  at  all.  In 
the  first  place,  I  see  no  evidence  whatever  of  their  adopting  them  as  their 

45  agents.  It  is  said  that  they  adopted  them  as  their  agents  for  this  reason, 
that  on  the  receipt  of  the  package  they  paid  3  f.  60  c,  2  f .  60  c.  of  which  was 
postage,  and  the  other  1  f .  was  Niebergall  and  OotVs  commission.  I  know 
nothing  of  the  circumstances  in  England  under  which  that  payment  was  made, 
and  in  all  probability  it  was  made  by  the  person  who  took  in  the  letters  or  the 

50  parcels  when  the  Post  Of&ce  officials  came  round  to  deliver  them.  When 
received,  the  postage  would  be  paid  at  once.  The  claim  made  by  the  officials 
would  be  paid  at  once  without  the  master  being  communicated  with  at  all.  I 
see  no  ratification  in  that. 

In  the  next  place,  supposing  the  payment  was  made  with  the  authority  of 

55  the  master  in  Johnson  and  Go.'s.    It  is  idle  to  tell  me  that  he  is  paying 
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commission.  He  is  doing  nothing  of  the  kind.  It  is  quite  trne,  when  we  come 
to  see  Niehergall  and  Goth's  books,  we  find  that  the  3  f .  60  c.  consisted  in  part 
of  a  charge — some  part  of  a  franc  of  it  was  for  a  charge  by  them  of  a  com- 
mission—but what  they  wrote  to  Johnson  and  Co.  was  in  the  card  which  I 
have  read,  "  Our  charges  of  same  amounting  to  3  f .  60  c.  carriage  from  Basle  to  5 
**  London."  It  is  idle,  after  that,  when  they  demanded  the  carriage  from  Basle 
to  London,  to  say  that  the  person  who  paid  it  in  pursuance  of  a  request  to  pay 
it  for  carriage  was,  by  so  doing,  ratifying  the  unauthorised  acts  of  Niebergall 
and  Goth 

There  is  yet  another  answer  to  this  argument,  and  that  is  this,  whatever  10 
ratification  Johnson  and  Co.  gave  to  what  Niebergall  and  Goth  had  done,  it 
might  have  the  effect  of  preventing  any  right  on  their  parts  of  complaining 
in  the  action  taken  by  the  Defendant  Company,  but  it  could  not  alter  the  facts 
that  had  already  taken  place.    It  could  not  undo  what  had  been  done  before 
this  assumed  ^tification  took  place,  and  it  could  not  prevent  the  effect  of  what  15 
had  already  been  completed,  namely,  the  joint  execution  of  an  order  given  here 
by  the  firm  at  Basle  to  put  the  goods  in  the  hands  of   the  Postmaster,  in 
order  that  he  might  carry  them  to  England  and  deliver  them  here.    It  was 
said  that  they  had  passed  out  of  the  Defendant  Company's  hands  when  they 
were  handed  to  the  Postmaster.    So  much  the  worse  for  them,  if  the  purpose  20 
for  which  they  were  sent  there  was  an  improper  one.    But  that  cannot  make 
any  difference  to  the  case. 

Then  there  was  another  point  pressed  upon  me.  It  was  said  that  by  virtue 
of  the  English  law  on  the  subject,  and  by  virtue  of  the  Sale  of  Goods  Act, 
regulating  the  relation  of  vendor  and  purchaser  inter  se^  that  the  property  in  25 
the  goods  might  have  passed  from,  or  did  pass  from,  the  Defendant  Company 
to  Johnson  and  Co.  before  it  reached  this  country.  I  do  not  care  a  straw 
where  the  property  in  the  goods  was.  The  goods  arrived  here,  and  were 
delivered  here  in  purauance  of  the  arrangement  made  between  these  two 
persons,  to  be  completed  by  the  Defendant  Company  sending  the  goods  30 
here  by  post,  and  delivering  them  here.  The  result  of  that  is,  that  in 
whatever  person  the  property  in  the  goods  was,  they  were  jointly  guilty 
of  a  transaction  the  effect  of  which  was  to  infringe  the  patent  law  of  this 
country,  and  the  result  is  that  they  are  both  liable  as  principals  in  the 
transaction.  35 

Then  it  was  said  that  the  Defendants  did  not  reside  in  this  country,  or 
carry  on  their  business  in  this  country,  and  are  not  subject  to  the  jurisdiction 
of  this  Court.  This  Court  has  jurisdiction  to  restrain  any  persons  whenever 
they  may  be  dealing  with  goods  in  this  country  in  defiance  of  the  patent  laws 
of  this  country.  40 

Under  these  circumstances  the  injunction  must  go  against  all  the  parties  to 
the  transaction. 

It  is  said  that  it  could  not  be  enforced.  Well,  that  is  not  a  reason  why  the 
proceeding  should  not  be  checked,  at  any  rate,  by  an  injunction,  and  I  think 
it  very  possible  that  it  might  actually  be  of  use  if  enforced  in  England.  We  45 
know  very  well,  from  experience,  that  many  cases  in  which  injunctions  have 
been  granted  to  restrain  a  wine  merchant  abroad  putting  wrong  names  upon 
corks  are  actually  enforced  in  England,  and  it  is  quite  possible  that  if  the 
Defendants  were  to  be  parties  to  any  more  such  transactions  as  this,  that  it 
could  be  enforced  against  them.  At  any  rate,  if  it  could  it  would  be,  and  I  50 
make  the  order  which  will  enable  it  to  be  enforced. 

Now,  I  do  not  know  what  actually  has  been  done  as  regards  Johnson  and  Co. 

Moulton^  Q.C. — ^They  submitted. 

North,  J. — ^Then  the  Order  will  be  simply  against  the  Defendant  Company. 
As  to  the  form  of  the  Order,  I  think  that  it  should  follow  the  words  of  the  55 
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Statement  of  Claim.    Then  you  ask  for  an  inquiry  as  to  damages  ?    You  are 
entitled  to  that. 

Moultony  Q.C.— Then  the  costs  will  include  the  costs  of  the  commission 
abroad  that  was  taken  out  by  the  Defendants. 
5      North,  J. — There  is  no  necessity  for  me  to  give  any  direction  about  that, 
MouUon^  Q.C>^They  were  reserved  to  the  trial,  I  am  told. 
North,  J. — Then  they  will  be  costs  in  the  action. 

MouUon^  Q.C.,  also   obtained  a  certificate  that  the  Plaintiffs  had   proved 

the    Particulars    of    Breaches.     He    stated    that    certain    sums    were    paid 

10  by  th3  Plaintiffs,  under  Order,  into  Court  as  security  for  costs,  and  that  the 

Paymaster  would  not  pay  those  costs  out,  except  there  was  an  Order  to  pay 

out. 

North,  J. — ^The  Registrar  will  see  to  that. 

Upjohn, — As  to  that,  I  have  an  application  to  make.    I  ask  for  the  monies 
15  paid  into  Court  by  way  of  security  for  costs  to  remain  there,  the  Defendants 
undertaking  to  appeal  and  deliver  the  notice  at  once. 

Moultony  Q.C. — We  paid  money  into  Court  until  the  Court  had  heard  us, 
and  your  Lordship  has  decided  in  our  favour.    That  our  money  should  be 
kept  in  Court  in  order  to  guard  the  Defendant  in  case  he  should  succeed  on 
3    appeal,  I  venture  to  think  is  an  absolutely  unprecedented  application. 

North,  J. — Are  you  prepared  to  pay  interest  at  4  per  cent,  on  it,  Mr.  Upjohn  ? 
Upjohn, — Yes. 

North,  J.— Then  I  will  do  that. 

Moulton,  Q.C. — ^Well,  your  Lordship  has  the  power,  but  I  never  heard  of  such 
25  a  thing. 

NortA,  J. — The  meaning  of  it  is  this,  the  Court  has  required  the  money  to 
be  paid  in  to  provide  security  for  costs  in  case  the  Plaintiffs  should  fail.  It 
has  been  paid  into  Court,  and  but  for  the  appeal  of  Mr.  Upjohn  to  me  it  would 
be  paid  out.  The  result  might  be  this,  if  it  is  paid  out  and  the  Defend:^nt 
30  should  succeed,  he  has  absolutely  lost  his  security  for  costs  which  the  Court 
intended  him  to  ha\e  to  meet  the  case  of  the  Plaintiffs,  who  are  out  of  the 
jurisdiction,  not  paying  the  costs. 

Moulton,  Q.C. — ^Yes,   your   Lordship  sees  the   Defendants  are  out  of  the 
jurisdiction  too,  and  we  cannot  get  security  for  their  costs  because  they  are 
35  Defendants. 

North,  </. — As  this  sum  has  been  paid  in,  I  will  keep  it  in  pending  the 
appeal,  on  the  undertaking  that  the  appeal  is  presented  within  a  fortnight,  if 
it  is  presented  at  all.  If  it  is  not  presented  within  a  fortnight  the  Order 
will  go  for  payment  out. 
40  Moulton^  Q.C. — May  I  suggest  that  an  equal  amount  should  be  deposited  by 
the  Defendants  as  security  for  their  costs  in  case  they  lose  the  appeal.  If  your 
Lordship  is  keeping  our  money  to  save  them,  should  it  not  be  on  the  terms 
that  they  deposit  an  equal  amount  to  save  us.  They  are  outside  the 
jurisdiction. 
45  North,  J. — ^No,  I  will  not  do  that.  As  regards  the  present  application, 
I  think  fieri  non  debuit ;  as  regards  the  payment  into  Court  in  the  past,  I  think 
factum  ualeat,  I  must  leave  it  there  until  it  is  disposed  of  on  those  terms 
as  to  interest.    I  do  not  stay  the  injunction. 

Upfohn. — ^The  inquiry  as  to  damages  will  be  in  quite  general  terms  so  as  not 
50  to  prejudice  any  question. 

North,  J, — I  intend  it  to  be  in  general  terms.    It  is  not  to  be  confined  to 

this  one  transaction.    '^  Damages  in  respect  of  the  dyes  being  the  same  as  the 

"  -  Fast  Yellow  T '  in  the  pleadings  mentioned  or  otherwise  made  according  to 

**  the  said  invention  or  any  part  thereof,  or  by  any  process  being  a  colourable 

55  **  imit^tioii  of  the  said  iQvention  or  any  part  thereof,  which  have  \^eei\  imported 
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"  into  or  manufactured  or  used  in  England  by  or  by  the  order  of  the  Defendants 
"  or  either  of  them." 

Upjohn  asked  for  a  stay  of  proceedings  under  that  inquiry  pending  the 
appeal  on  the  same  terms. 
North,  J. — No,  I  do  not  see  why  that  should  be  done.  5 

The  injunction  granted  was  to  restrain  the  Defendants,  their  servants,  agents, 
and  workmen,  during  the  continuance  of  the  patent,  "from  importing  or 
"  bringing  into  and  delivering  in  England,  and  selling  or  supplying  or  assisting 
*'  or  taking  any  part  in  the  importation  or  bringing  into  or  delivering  in  England 
"  of  any  dyes  or  colouring-matters^  being  the  same  as  the  *  Fast  Yellow  T,'  as  10 
"  mentioned  in  the  Particulars  of  Breaches  delivered  tvith  the  Statement  of 
"  Claim,  or  any  dyes  or  colouring-matters  made  according  to  the  said  invention 
**  or  any  part  thereof,  or  by  any  process  being  a  colourable  Imitation  of  the 
''  said  invention  or  any  part  thereof,  and  from  in  any  manner  infringing  the 
'^  rights  and  privileges  granted  by  the  said  Letters  Patent."  15 

On  the  12th  of  February,  a  motion  was  made  on  behalf  of  the  Defendants 
to  vary  the  minutes  of  the  Order  as  to  the  injunction,  by  striking  out  the  words 
in  italics,  on  the  ground  that  the  PlaintifEs*  patent  was  for  the  process  described 
therein,  and  not  for  the  product,  and  that  the  injunction  as  it  stood  would  cover 
dyes  made  by  a  totally  different  process.  20 

North,  J. — I  cannot  go  into  this ;  it  is  starting  a  fresh  matter.  Infringement 
was  admitted,  and  that  being  so,  it  was  unnecessary  to  look  at  the  patent.  It 
may  be  that  the  Order,  as  pronounced  and  drawn  up,  is  different  from  what  it 
would  have  been  if  this  matter  had  been  gone  into  ;  but  it  was  not  gone  into, 
and  I  cannot  have  a  fresh  start  on  a  new  subject  of  argument,  that  was  not  25 
before  me  at  all  then,  for  the  purpose  of  showing  that  what  I  did  decide  and 
direct  is  different  from  what  I  might  have  decided  and  directed  under  different 
circumstances. 

The  motion  was  refused,  with  costs. 
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In  thb  High  Court  op  Justice.— Chancbrt  Division. 
r  Manchbstbr  District. 

I  Before  Mr.  Justice  Kekbwich.-— January  21st  and  22nd,  1897. 

I 

Jones  v.  Hallworth. 

5      Passing  off, — Action  to  restrain. — ^*  Get-up J*^ — ^^Selvyt^^  name  of  dusters.^- 
Deception  {probability  of). — Injunction  granted. 

The  Plaintiff^  manufactured  and  sold  polishing  cloths  or  dusters  known 
as  ^^Selvyt.^^    The  dusters  were  made  in  special  sizes,  and  as  sold  ivere  packed 
in  cardboard  boxes  of  t?w  colour  of  the  dv^terSy  and  the  dusters  were  folded  in , 
10  a  sjjecial  manner.    "  Selvyt "  was  a  velveteen  doth,  yellowish  brown  in  colour, 
the  seif-^colour  of  the  maternal.    On  two  edges  of  the  duster  there  was  printed 
'  ^"^  Registered   Selvyt    Trade  Mark^'*  on  another  edge  ^^  Superior  to  chamois 

"  leather^^  and  on  the  remaining  edge  "  A  polishing  cloth.''^      The  centre  of. 
I  the   duster  was  surrounded  by  a  sqicare,    in   one    corner   of  which  was 

15  ^'Registered,^'  and  in  the  other  ^^Patented.'*    The  duster  had  a  broad  border. ' 
i  The  Plaintiff^  alleged  that  ** Selvyt^'  had  become  well  known,  and  that  as  the 

!  Plaintiff^  toere  the  only  manufacturers  of  such  dusters,  it  had  become  knotvn  , 

as    the  Plaintiffs'  manufacture,  and  that  the  Defendants  had  put  similar 
I  dieters  on  the  market  so  as  to  unfairly  reap  the  benefit  of  the  Plaintiffs* 

I  20  reputation  and  expenditure,  and  they  brcmght  this  action  for  an  injunction  to 

restrain  the  Defendants  from  making  and  selling  dusters  so  nearly  resembling 
the  Plaintiffs'  dusters  as  to  be  calculated  to  deceive,  and  from  passing  off  any 
dusters  not  the  Plaintiffs'  as  or  for  the  goods  of  the  Plaintiff^.  TJiC  Defendants* 
dusters  were  of  a  similar  colour  to  the  Plaintiffs';  the  printing  was  not  quite 
25  the  same  depth  ofbroum,  but  a  little  darker;  ^'Velutina  "  was  substituted  for 
^* Selvyt,"  and  there  was  also  printed  **The  best  polishing  cloth"  and^^Better 
^Hhan  chamois  leather."  The  border  of  the  Defendants'  was  of  the  same 
colour  as  the  Plaintiffs',  but  it  was  a  zig-zag,  and  thei^e  was  an  additional 
centre-piece  in  the  Defendants'  dusters.  The  Defendants  adopted  the  sizes  of 
30  the  Plaintiffs. 

Held,  that  the  question  to  be  decided  was  whether  the  Defendants'  dusters  were 

so  like  the  Plaintiffs'  dusters  that  the  ordinary  purchaser  intending  to  buy  the 

Plaintiffs*  dusters  might  be  induced  to  buy,  or  by  inadvertence  buy,  the 

Defendants' ;  that  the  ultimate  test  was  by  the  eye,  and  that  in  this  case, 

35  although  there  were  considerable  differences,  the  resemblance   in  the  general 

effect  was  calculated  to  deceive  the   unwary  purchaser;  and,  further,  that , 

the  Defendants  had  intended  to  pass  off"  their  goods  on  the  public  as  those  of 

the  Plaintiff^.    An  injunction  was  granted. 

On  the  14th  of  January  1896,  Jones  Brothers  and  Co.  commenced  this  action 

40  against  J.  Hallworth  and  Son,  claiming  (1)  an  injunction  to  restrain  the 

Defendants  from  manufacturing  or  causing  to  be  manufactured  and  from 

uedng,  or  issuing,  or  supplying,  or  selling  cut  pile  dusters  or  polishing  cloths 

which  were  got  up  in  any  manner  so  nearly  resembling  the  Plaintiffs'  cut 

pile  dusters  or  polishing  cloths  as  to  be  calculated  to  deceive.    (2)  An  injunc- 

45  tion  to  restram  the  Defendants  from  passing  off  or  attempting  to  pass  off,  and 

T 
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also  from  inducing  or  enabling  others  to  pass  ofP,  any  cut  pile  dnsters  or 
polishing  cloths  not  being  the  goods  of  the  Plaintiffs  as  or  for  the  goods  of 
the  Plaintiffs  by  the  nse  of  the  word  "Velutina,"  or  by  the  use  of  boxes, 
labels,  circulars,  and  show  cards  so  nearly  resembling  the  Plaintiffs^  boxes, 
labels,  circulars,  and  show  cards  as  to  be  calculated  to  deceive  in  either  of  5 
such  ways  or  in  any  other  way.  (3)  Delivery  up  for  destruction  of  all  cut 
pile  dusters  or  polishing  cloths,  show  cards,  circulars,  and  other  trade 
documents  which  were  within  the  scope  of  the  said  injunctions. 

By  the  Statement  of  Claim  it  was  stated  that  (1)  the  Plaintiffs  carried  on 
business  in  Manchester  as  manufacturers  and  merchants,  and  in  1893  tiiey  10 
introduced  on  to  the  market  the  well-known  polishing  cloth  or  duster  known 
as  '^Selvyt,"  being  the  subject  of  Letters  Patent,  and  they  also  registered  the 
word  ^'  Selvyt,''  in  Class  25,  as  their  Trade  Mark  in  connection  with  the  said 
cloth.    (2)  "  Selvyt "  had  from  the  first  been  made  up  in  five  sizes,  10^  in. 
by  10|  in.,  14  in.  by  14  in.,  17|  in.  by  14  in.,  21  in.  by  17  in.,  and  21  in.  by  15 
20  in.,  and  as  sold  was  packed  in  cardboard  boxes  of  practically  the   same 
colour  as  the  duster,  and  each  duster  when  so  packed  as  aforesaid  was  folded 
in  a  particular  and  distinctive  manner.     (3)  "Selvyt"   consisted    of   a   fine 
cloth,  cut  like  velvet,  and  the  process  of  manufacture  produced  on  each  face 
a  specially  valuable  and  distinctive  texture.    It  was  a  delicate  buff  or  yellowish  20 
brown   in  colour,  the  self-colour   of  the   material,   and    when   it   was  first 
introduced  on  to  the  market  it  was  the  only  polishing  cloth  of  the  kind,  and 
very  rapidly  acquired  a  great  reputation.   It  was  very  largely  sold  for  polishing 
purposes,  and  its  special  s^ vantages  had  become  and  were  very  widely  recognised. 
•It  was  largely  used  and  highly  esteemed  by  domestic  coachmen,  cyclists,  and  25 
others  requiring  a  polishing  cloth.    Along  two  of  the  edges  of  each  of  the 
Plaintiffs'  said  dusters  were  printed  the  words  '*  Registered  Selvyt  Trade  Mark," 
and  on  one  of  the  other  edges  were  printed  the  words  ^^ Superior  to. chamois 
"  leather,"  and  on  the  remaining  edge  the  words  "  A  polishing  cloth."    The 
centre  of  the  duster  was  surrounded  by  a  square,  in  one  comer  of  which  was  the  'M\ 
word  "  Registered,"  and  in  the  other  the  word  "  Patented."    (4)  The  Plaintiffs 
spent  large  sums  of  money  in  advertising  "  Selvyt,"  and  expended  much  time 
in  making  its  good  qualities  known.    (5)  The  success  of  "  Selvyt  "soon  became 
assured,  and  its  qualities,  value,  and  appearance  became  well  known,  and  the 
Plaintiffs  being  the  only  manufacturers  and  sellers  of  dusters  of  that  descrip-  :{f» 
tion,  it  became  known  as  the  manufacture  of  the  Plaintiffs,  and  the  Defendants, 
recognising  its  merits  and  value,  determined  to  introduce  into  the  market,  and 
so  as  unfairly  to  reap  the  benefit  of  the  Plaintiffs'  reputation  and  expenditure, 
a  polishing  cloth  or  duster  of  a  similar  description  and  appearance  to  the 
Plaintiffs'  duster.    (6)  In  order  to  carry  out  their  said  design  the  Defendants  40 
possessed  themselves  of  specimens  of  "  Selvyt "  and  copies  of  the  Plaintiffs' 
advertisements,  and  a  copy  of  the  Specification  of  the  Plaintiffs'  patent,  and  in 
January  1895  introduced  on  to  the  market  dusters  made  pursuant  to  the  mid 
Specification,  which  they  sold  under  the  name  of  **  Velutina."    (7)  In  the  first 
instance,  the  Defendants'  dusters  were  of  a  different  tint  and  finish  to  the  45 
Plaintiffs'  dusters,  and  were  plain,  without  ornamentation,  and  free  from 
printing,  except  that  they  bore  on  one  edge  the  words  **  Velutina  polishing 
*'  cloth."    (8)  For  some  time  the  dusters  of  the  Defendants  had  little  or  no 
sale,  and  in  order  to  push  the  sale  they  determined  to  imitate  more  closely  the 
appearance,  finish,  and  general  make-up  of  the  Plaintiffs'  dusters.    (9)  Accord-  50 
ingly,  the  Defendants  altered  the  tint  and  finish  of  their  dusters  to  that  of  the 
Plaintiffs'  dusters,  and  printed  along  two  of  the  edges  of  each  duster  the  word 
"  Velutina,"  along  the  third  edge  the  words  "  Polishing  cloth,"  and  on  the 
fourth  edge  the  words  "  Chamois  leather,"  and  in  the  centre  of  the  d  asters  they 
printed  a  coat  of  arms,  surrounded  at  some  distance  with  a  waved  square,  con-  55 
taining  on  two  sides  the  word  "  Registered,"  on  the  third  side  over  the  said 
words  "  Polishing  cloth  "  the  words  **  The  best,"  and  on  the  remaining  side  over 
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the  said  words  *'  ChamoiB  leather  "  the  words  *'  Better  than,"  and  imitated  the 
Plaintiffs^  make-up  as  to  sel  vages  and  hemming.  The  Defendants  had  also  copied  all 
of  the  Plaintiffs'  range  of  sizes,  including  the  size  10^  in.  by  10^  in.,  and  folded 
and  packed  their  dusters  in  manner  and  in  boxes  closely  resembling  the  folding 
5  and  boxes  adopted  by  the  Plaintiffs.  They  also  used  labels,  circulars,  and  show 
cards  resembling  those  of  the  Plaintiffs.  (10)  The  Defendants  had,  by  the 
means  aforesaid,  so  imitated  the  Plaintiffs'  dusters  both  in  shape,  size,  marking, 
general  get-up,  making  up^  and  packing  as  to  be  able  to  pass  off,  and  they  had, 
in  fact,  passed  off,  their  dusters  as  and  for  dusters  of  the  Plaintiffs'  manufacture, 

10  or  manufactured  by  the  manufacturers  of  "  Selvyt." 

The  Plaintiffs,  pursuant  to  an  Order  dated  the  30th  of  June  1896,  delivered 
particulars  as  to  the  labels,  circulars,  and  show  cards  issued  by  the  Defendants 
resembling  those  of  the  Plaintiffs  referred  to  in  paragraph  9  of  the  Statement 
of  Claim,  including  (1)  a  circular  in  September  1895  ;  (2)  an  advertisement  in 

15  «  The  Draper's  Record  "  of  the  20th  of  April  1895,  (3)  of  the  27th  of  April  189S, 
(4)  of  the  4th  of  May  1895,  (5)  of  the  18th  of  May  1895  ;  (6)  a  circular  in  the 
form  of  an  advertisement  in  "The  Ironmonger's  Diary  ";  (7^  an  advertisement 
inserted  in  "  The  Draper's  Record  "  for  the  Ist  of  June  1895  ;  (8)  a  circular 
issued  by  Cole  Brothers^  of  Sheffield  :  (9)  a  circular  or  show  card  issued  by  the 

20  Defendants. 

By  their  Defence,  (1)  the  Defendants  denied  the  validity  of  the  Plaintiffs' 
patent,  and  said  they  were  contesting  the  same  in  an  action  between  the  same 
parties  in  the  Chancery  of,  the  County  Palatine  of  Lancaster,  on  the  grounds 
{inter  alia)  of  want  of  novelty  and  patentable  subject-matter.     (2)  There  was 

25  nothing  special  in  the  colour  of  the  boxes  referred  to  in  the  Statement  of 
Claim ;  it  was  merely  the  self -colour  of  the  material  (commonly  called  "  leather 
"  board  ")  of  which  the  most  ordinary  boxes  for  similar  purposes  were  made. 
The  Defendants  denied  that  the  Plaintiffs'  dusters  or  polishing  cloths  were 
f(Jded  in  any  particular  or  distinctive  manner  ;  and  they  did  not  admit  the 

30  allegations  in  the  first  and  second  paragraphs  of  the   Statement  of  Claim. 

(3)  The  Defendants  said  that  what  the  Plaintiffs  termed  "  Selvyt "  was  merely 
an  ordinary  dressed  cotton  velvet  (commonly  called  "  Velveteen ")  before  it 
was  dyed  of  any  particular  colour.  There  was  nothing  peculiar  about  this 
fabric.    It  had  for  many  years  been  manufactured  and  sold  by  the  trade 

35  generally.  Neither  the  Plaintiffs  nor  any  other  person  had  any  monopoly 
thereof.  The  Defendants  denied  that  "  Selvyt  "  had  any  specially  valuable  or 
distinctive  texture  on  either  face  as  compared  with  other  ordinary  velveteens 
before  being  dyed.  The  self-colour  of  the  material  was  a  species  of  buff  or 
brown.    But  the  Defendants  did  not  admit  that  the  fabric  which  was  cut  up 

40  for  the  Plaintiffs'  dusters,  or  the  dusters  themselves,  were  of  the  original  self- 
colour  of  the  material ;  and,  save  as  aforesaid,  they  did  not  admit  any  of  the 
allegations  of  the  third   or  fourth  paragraphs  of  the   Statement  of  Claim. 

(4)  The  Defendants  did  not  admit  any  of  the  allegations  contained  in 
paragraph  5  of  the  Statement  of  Claim.    The  Defendants,  who  had  for  many 

45  years  manufactured  and  sold  their  velveteen  under  the  distinctive  name  of 
'^  Yelutina,"  their  registered  Trade  Mark,  were  just  as  much  entitled  to  cut  and 
sell  pieces  of  their  '*  Yelutina  "  in  suitable  sizes  for  dusters  or  polishing  cloths 
as  the  Plaintiffs  to  deal  with  their  "  Selvyt "  in  a  like  manner.  The  Defendants 
denied  that  they  determined  to  introduce,  or  did  introduce,  into  the  market 

50  any  duster  or  polishing  cloth  so  as  to  reap  unfairly  or,  in  fact,  the  benefit  of 
the  Plaintiffs'  alleged  reputation  or  expenditure.  (5)  The  Defendants  denied 
that,  in  order  to  carry  out  any  such  design  as  alleged  in  the  ^ixth.  paragraph  of 
the  Statement  of  Claim,  they  ever  possessed  themselves  of  any  such  copies  or 
copy  specimens  or  specimen  as  alleged.    They  denied  altogether  the  existence 

55  of  any  such  design.  They  did  not  admit  that  their  dusters  or  polishing  cloths 
were  made  pursuant  to  the  Plaintiffs'  Specification.  (6)  The  Defendants' 
dusters  were,  and  always  had  been,  of  a  different  tint  and  finish  to  those  of 

t2 
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the  Plaintiffs,  being  of  a  lighter  colour  (in  fact,  of  the  self -colour  of  the 
DefendantsMressed  velyeteen,  free  from  any  tinting)  and  made  from  a  saperior 
fabric  to  that  used  by  the  Plaintiffs.  The  plain  dusters  stamped  with  the 
words  "  Velutina  Polishing  Cloth,"  referred  to  in  the  seventh  paragraph  of  the 
Statement  of  Claim,  were  only  a  few  sample  lots  supplied  to  meet  urgent  5 
demands  from  customers  for  samples  of  the  Defendaiits*  '* Velutina"  cloth 
cut  up  as  or  for  dusters,  during  the  short  time  while  the  rollers,  specially 
engraved  for  printing  the  design  which  since  appeared  on  the  Defendants* 
dusters,  were  being  prepared.  (7)  The  Defendants  did  not  admit  that  their 
dusters  had  at  first  little  or  no  sale,  but  the  sale  was  not  pushed  for  some  little  10 
time.  It  was  not  the  fact  that,  in  order  to  push  the  sale  or  for  any  other 
purpose,  the  Defendants  ever  determined  to  imitate,  or  had  imitated  more 
closely,  the  appearance,  finish,  or  general  make-up  of  the  Plaintiffs'  dusters. 
(8)  The  Defendants  denied  that  they  had  altered  the  tint  or  finish  of  their 
dusters  to  that  of  the  Plaintiffs'  dusters,  or  at  all.  The  Defendants  had  never  15 
iuCiitated  the  Plaintiffs'  make-up  as  to  selvages,  hemming,  or  in  any  other 
particular.  They  had  not  copied  the  Plaintiffs'  range  of  sizes,  nor  was  it  the 
fact  that  they  folded  or  packed  their  dusters  in  a  manner  or  in  boxes  closely  or 
in  any  way  resembling  the  folding  or  boxes  adopted  by  the  Plaintiffs.  The 
sizes  of  the  dusters,  however,  necessarily  depended,  in  some  degree,  upon  the  20 
size  or  shape  in  which  the  &brie  which  was  cut  up  into  dusters  was  produced. 
The  Defendants  denied  that  they  had  ever  used  any  label,  circular,  or  show 
card  resembling  those  of  the  Plaintiffs.  (9)  The  Defendants  denied  that  they 
had,  by  any  such  means  as  alleged  in  paragraph  10  of  the  Statement  of  Claim, 
or  by  any  other  means,  so  imitated  the  Plaintiffs'  dusters,  either  in  shape,  size,  25 
marking,  general  get-up,  making  up,  or  packing,  as  to  be  able  to  pass  off,  and 
it  was  not  the  fact  that  they  had  passed  off  any  dusters  of  theirs  as  or  for 
dusters  of  the  Plaintiff'  manufacture,  or  as  manufactured  by  the  manufacturers 
of  "Selvyt."  (10)  The  Defendants  began  to  sell  their  "Velutina"  dusters  in 
the  month  of  January  1895,  this  action  not  being  instituted  until  the  month  of  30 
January  1896. 

The  action  now  came  on  for  trial.    MouUon^  Q.C.,  O.  Leigh  Clare,  and 
A.  Grant  (instructed  by  E,  Robinson  Walker^  of  Manchester)  appeared  for  the 
Plaintiffs;  Bigham^  Q.C.,  Renshaw,  Q.C.,  Ingle  Joyce,  and  Oscar  M.  Wihl 
(instructed  by  RowcUffe  and  Co,,  agents  for  Cooper  and  Sons,  of  Manchester)  35 
appeared  for  the  Defendants. 

Moulton,  Q.C.,  for  the  Plaintiffs.— The  Plaintiffs'  "Selvyt"  dusters  were 
quite  a  novelty,  and  printing  had  not  previously  been  applied  to  dusters. 
The  dusters  were  of  a  special  brown  colour,  and  were  made  from  a  particular 
cotton.  The  Defendants  did  not  use  the  same  cotton,  but  they  arrived  at  40 
the  Plaintiffs'  colour  and  matched  the  Plaintiffs'  sizes.  A  correspondence 
with  their  agents  shows  that  the  Defendants  started  without  a  border, 
and  that  it  would  not  sell,  and  they  clearly  designed  their  duster  with 
an  affection .  for  the  Plaintiffs'.  |The  Defendant  Hallworth  has  admitted 
that  he  went  as  near  as  he  dare.  The  novel  points  in  the  Plaintiffs'  dusters  45 
are  the  material  (but  no  monopoly  is  desired),  the  tint,  the  border  and 
its  colour,  the  arrangement  of  the  printing,  the  shape  of  the  border,  the  sizes 
of  the  dusters,  and  the  colour  of  the  boxes,  which  are  brown  with  metal  edges. 
The  Defendants  imitated  each  of  these  independent  particulars,  except  that 
they  use  the  name  "  Velutina  "  instead  of  "  Selvyt."  There  is  a  difference  that  50 
the  Defendants'  square  has  serrated  edges  instead  of  straight  lines.  Evidence 
will  be  given  that  deception  might  be  caused.  [Kbkbwioh,  J. — I  do  not  care 
for  evidence  that  it  may  deceive.]  Yes,  but  some  tribunals  have  not  taken 
that  view,  and  it  is  customary  to  give  such  evidence.  The  get-up  of  the 
Defendants'  goods  is  such  that  the  public  would  think  '*  Velutina"  was  a  55 
different  make  of  the  same  firm  who  made  "  Selvyt."  The  correspondence 
between  the  Defendants  and  their  London  agent  has  been  burnt,  and  the  letters 
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at  the  London  agent  have  also  disappeared  :  a  most  unfortunate  coincidence. 
All  the  letters  that  are  left  refer  to  "  Selvyt "  time  after  time,  showing  that 
^  Selvyt "  was  before  them,  and  that  they  were  going  as  near  as  they  could. 
D.Scottjih^  Patentee  of  "Selvyt,"  gave  evidence  as  to  the  manufacture  of  the 
5  "  Selvyt "  from  fast  pile  cloth,  which  had  not  been  used  before  for  dusters. 
The  treatment  of  the  cloth  was  that  the  pile  cloth  was  cut  in  the  ordinary  way, 
and  was  washed,  singed,  and  brushed  ;  there  was  a  difficulty  about  the  singed 
points,  but  a  further  washing  and  scouring  produced  a  soft  polishing  cloth  of  a 
soft  brown  colour.    The  special  sizes  of  the  Plaintiffs*  dusters  was  attributable 

10  to  the  &ct  that  certain  looms  were  used  to  make  them ;  they  were  42  inches 
wide,  and  that  was  divided  into  21  inches  and  10^  inches.  It  was  an  accident 
arising  from  the  &ct  that  the  looms  were  of  that  size.  The  dusters  used  before 
were  too  large.  The  Defendants  followed  the  Plaintiffs  in  getting  off  the 
singed  points*  but  they  did  not  get  the  brown  colour  after  burning,  and  they 

15  had  a  second  process  to  get  the  colour.  People  in  shops  thought  the  Defendants 
were  selling  the  Plaint&s'  goods.  The  Defendants  made  one  size  which  did 
not  sell  well ;  it  was  the  size  which  the  Plaintiffs  did  not  make.  The  Plaintiffs 
made  a  few  dusters  with  pile  of  white  American  cloth,  but  not  in  their  own 
mill ;  but  the  scouring  took  off  the  colour,  and  to  use  white  cloth  the  Plaintiffs 

20  would  have  had  to  dye  the  cloth.  But  by  using  Egyptian  cloth  they  obtained 
nattirally  the  brown  colour  of  their  dusters  substantially  with  one  singeing. 
The  Plaintiffs  desired  to  design  dusters  which  were  distinctive  and  novel,  and 
brown  was  selected,  as  it  went  well  as  a  duster  colour.  It  stood  well  and 
washed  well.    The  printing  on  the  dusterfwas  novel,  and  nothing  like  the 

25  combination  of  these  dusters,  taking  the  colour,  printing,  &c.,  had  been  seen 
before.  There  was  some  difficulty  in  starting  the  dusters^  as  they  were  too 
expensive.  The  Plaintiffs  advertized  a  little,  and  that  brought  a  great  demand, 
and  they  advertized  much  more.  As  to  the  boxes, "  Selvyt "  had  to  be  protected, 
and  the  Plaintiffs  designed  a  special  size  of  box  to  suit  the  folding  of  the 

30  dusters ;  they  consulted  a  box  maker,  who  made  samples  and  arrived  at  the 
result  produced.  No  dusters  had  been  sold  in  boxes  of  the  same  colour  before ; 
the  Plaintiffs  chose  the  colour  of  the  boxes.  The  Defendants  used  to  sell  their 
old  *'  Velutina  "  in  white  boxes,  with  an  edge  of  silver.  Since  the  Defendants 
had  commenced  selling,  the  Plaintiffs'  sales  had  fallen  off. 

35       Several  witnesses  who  had  been  sent  round  to  purchase  "  Selvyt "  gave 

evidence  that  they  had  been  supplied  with  ^'  Velutina  "  instead,  and  had  been 

told  that  it  was  the  same  thing.    Only  one  witness,  J.  Atidrew^  was  called  to 

prove  actual  deception  ;  his  evidence  is  referred  to  in  the  judgment. 

J.  Nasmyth  stated  that  "  Velutina  ^'  was  made  of  a  loose  pile  cloth.    The 

40  warp  and  weft  of  "  Selvyt "  was  Egyptian  cotton  ;  "  Velutina  "  had  the  warp  of 
Egyptian  cotton  and  the  weft  of  Ajcnerican. 

Moultotiy  Q.C. — I  could  put  in  other  witnesses  to  show  the  probability  of 
deception. 
£[EKBWICH,  J. — I  do  not  think  it  is  necessary  ;  you  can  put  them  in  if  you 

45  like. 

Clare  summed  up  the  Plaintiffs'  case. — In  many  of  these  cases  Counsel  for 
the  Defendants  have  treated  the  casetts  has  been  done  hdre,  putting  the  things 
together  and  asking  the  witnesses  to  admit  the  differences.  That  is  not  the 
correct  test ;  the  proper  test  is  the  amount  of  recollection  of  the  eye.    A  man 

50  or  woman  who  has  bought  **  Selvyt "  in  one  shop  may  easily  think,  on  going 
into  another  shop  later  on,  that  in  buying  ^'  Velutina "  they  are  getting  the 
cloth  of  the  maker  of  "  Selvyt.''  The  argument  that  wholesale  purchasers 
would  not  be  deceived  is  no  answer  to  the  Plaintiffs'  case,  for  the  Defendants, 
by  putting  these  things  in  the  hands  of  wholesale  dealers,  afford  them  an 

55  opportunity  of  selling  them  to  the  retail  dealers,  who  deceive  the  customers ; 
Lever  v.  Ooodwin^  L.R.  36,  Ch.  D.  1,  4  R.P.C*  492.  It  is  very  difficult  to  come 
across  a  person  actually  deceived ;  Edgey.  Johnson,  9  R.P.C.  134  ("DoUy  Blue  " 


iiO  REPORTS  OP  PATEilt,  DESIGN,      [Mar.  10, 189t. 

Jones  V.  Hallworth. 

case).  The  Court  said  it  was  probable  that  the  first  purchaser  was  not  deceived, 
but  that  was  not  the  question*  In  Liehig^s  Extract  of  Meat  Company  v.  The 
Chemists*  Co-operative  Society ^  Ld.y  13  R.P.C.  635, 736,  there  was  the  same  kind 
of  evidence  as  here,  and  Smithy  L.J.,  said  he  had  no  doubt  that  the  get-up  was 
intended  to  deceive.  As  to  the  evidence  of  the  ladies  sent  to  purchase  the  5 
**  Selvyt,"  they  were  sent  to  get  evidence  that  other  persons  might  be  deceived ; 
the  inference  may  be  drawn  either  that  the  retail  dealers  were  deceived,  or  that 
they  were  dishonestly  passing  off  the  Defendants*  goods  because  they  knew 
that  they  would  not  be  caught.  The  inference  is  that,  whether  it  was  done 
honestly  or  dishonestly,  the  one  can  be  sold  for  the  other.  Many  people  do  10 
not  much  care,  but  they  would  not  be  induced  to  buy  if  there  was  not  a  con- 
siderable resemblance  to  what  they  had  bought  before  or  been  recommended. 
There  was  one  instance  of  deception — AthdreWy  who  knew  nothing  about  it, 
but  his  daughter  told  him  to  get "  Selvyt,"  and  the  shopman  sold  him  "  Velutina." 
The  Defendant  Hallworth  knows  as  well  as  anyone  what  is  calculated  to  deceive.  15 
Why  has  he  gone  out  of  his  way  to  copy  the  Plaintiffs'  sizes,  which  are  from 
lower  than  ordinary  dusters  to  very  small  ?  [Kbkkwich,  J. — I  will  not  hear 
you  on  that  point  till  I  hear  what  the  Defendants  have  to  say.  On  your  evidence 
what  relief  do  you  ask  ?]  We  ask  for  the  relief  asked  by  the  first  paragraph  of 
the  claim.  [Kbkkwich,  J, — ^You  drop  the  boxes,  labels,  and  show  cards  ?]  20 
Yes,  we  have  given  no  evidence  as  to  them.  [Kbkbwich,  J. — There  is  evidence 
that  the  boxes  were  common  in  the  trade.]  We  do  not  ask  relief  as  to  the 
boxes  ;  they  are  only  used  as  part  of  the  indications  of  an  intention  to  deceive. 
All  indications  may  be  brought  in  to  show  the  animus  furandi.  It  is  material 
when  you  are  trying  to  see  if  a  man  is  honest  to  see  if  he  uses  methods  of  25 
differentiation  or  imitation.  The  Defendants  used  to  sell  '*  Yelutina  *'  in  white 
boxes ;  they  have  changed  to  the  self -colour.  That  shows  resemblance,  not 
differentiation  ;  that  shows  their  frame  of  mind.  According  to  Beddaway  v. 
Banham^  13  R.P.C.  218,  a  man  who  uses  a  name  which  is  descriptive  of  the 
goods  may  be  restrained  from  using  it  so  as  to  pass  off.  30 

Bighamy  for  the  Defendants.  [Kbkbwich,  J. — I  cannot  relieve  you  altogether 
as  to  the  boxes,  as  there  may  be  some  evidence,  but  I  relieve  you  as  to  relief 
on  that  part  of  the  case.  Is  your  get-up  of  ''Yelutina*'  the  same  as  the 
Plaintiffs'  ?]  The  case  is  one  of  fact.  The  Defendants'  intention  does  not 
matter.  The  question  is, — Are  the  Defendants  selling  goods  in  such  a  ques-  35 
tionable  shape  as  to  be  calculated  to  deceive  ?  In  1887,  Hallworth  had  a  trade 
in  velvet,  and  registered  "  Yelutina."  Trimming  for  skirts  is  made  of  loose 
pile,  and  fast  pile  does  not  look  so  well,  but  it  is  better  for  dusters.  Hallworth 
had  made  both  fast  and  loose  pile,  but  only  in  dress  material.  In  1891,  the 
Plaintiffs  took  out  a  patent ;  it  turned  out  it  was  no  more  than  velveteen,  and  40 
the  patent  was  invalid.  In  1893,  they  registered  "  Selvyt "  as  a  Trade  Mark. 
In  1894,  the  Defendants  decided  to  compete  with  the  Plaintiffs  in  the  sale  of 
velveteen  dusters,  and  to  apply  the  name  '*  Yelutina,"  then  well  known  in  the 
trade,  to  the  dusters.  The  Defendants  considered  the  Plaintiffs'  patent  was 
worth  nothing,  and  the  Defendants  wrote  to  the  Plaintiffs  giving  notice  of  45 
their  intention  to  compete.  There  was  an  interview  between  D.  Scott  and 
Hallworth ;  Scott  tried  to  induce  Hallworth  to  retire  from  the  trade  on  payment 
of  a  royalty.  The  Defendants  began  to  sell  the  dusters,  about  300  dozen,  with 
little  or  no  printing,  only  "  Yelutina,"  but  they  were  told  to  smarten  them  to 
make  them  more  attractive  ;  it  is  quite  common  to  make  an  ornamental  frame.  50 
Hallworth  designed  two  patterns,  which  were  not  used,  and  then  the  one  in 
this  case.  The  first  deliveries  were  made  in  Match  1895.  The  Plaintiffs,  as 
soon  as  the  Defendants  began  to  sell,  commenced  to  threaten  people  who 
bought,  saying  that  they  were  infringing  their  patent,  and  then  they  brought 
an  action  in  the  Palatine  Court  for  infringement  of  their  patent  rights ;  the  55 
Defendants  were  selling  as  they  are  now,  but  it  did  not  occur  to  the  Plaintiffs 
to  say  they  were  passing  off.    The  Defendants  went  on  selling,  and  early  in 
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J89(>  the  Plaintiffs  applied  to  discontinae  their  action  and  issued  another  writ 
in  the  High  Court  for  an  injunction  and  also  the  writ  in  this  action  ;  their  first 
action  was  dismissed  hy  consent,  and  the  second  was  dismissed  hy  Stirling^  J. 
They  made  no  complaint  as  to  passing  off.  Are  the  Defendants,  then,  getting  up 
5  their  goods  so  as  to  deceive  the  ordinary  purchaser  ?  It  is  often  attempted  to  be 
shown  that  shopkeepers  are  deceived,  but  that  cannot  be  said  here.  The  four  or 
five  ladies  who  were  witnesses  were  not  deceived,  and  were  sent  to  get  evidence. 
It  is  evidence  only  to  induce  an  inference  that  people  might  be  deceived ; 
generally  in  these  cases  there  is  evidence  of  actual  deception.    The  evidence  of 

10  actual  deception,  if  any,  is  reduced  to  the  witness  Andrew^vrho^Q  daughter  told 
him  to  get  "  Selvyt "  and  he  was  given  **  Velutina."  As  to  the  boxes,  it  was 
said  by  the  Plaintiffs'  Counsel  that  they  were  material  as  a  factor  on  the  point  of 
imitation  ;  but  the  dusters  are  not  sold  in  the  boxes  to  the  customers.  Evidence 
will  be  given  that  velveteen,  to  save  it  from  being  dirtied,  must  be  kept  in  boxes. 

15  The  colour  of  the  boxes  is  common  ;  the  Defendants  get  them  from  a  German, 
who  BeUs  boxes  of  this  colour.  The  Defendants  are  now  told  they  may  not  use  a 
common-place  box.  The  boxes  do  not  deceive  shopkeepers,  and  the  customers 
do  not  see  the  boxes  or  care  about  them.  The  sizes  of  the  Defendants*  boxes 
are  different  from  those  of  the  Plaintiffs,  and  there  is  a  different  label,  and  the 

20  insides  are  quite  different.  As  to  the  sizes,  five  of  the  Defendants*  are  identical 
with  the  Plaintiffs*  and  one  is  different.  The  material  velveteen  is  made  on  a 
loom  of  a  certain  width,  and  a  piece  is  110  ysurds  long.  The  width  is  62  inches 
or  72  inches  ;  that  gives  three  pieces  of  24  inches ;  the  piece  of  24  inches 
is  finished  and  shrinks  to  21  inches ;  the  Defendants  make  21  by  20  inches, 

25  and  some  21  by  17  inches.  The  length  depends  on  where  you  cut  it ;  the 
Defendants  do  cut  off  by  20  inches  and  17  inches,  and  those  they  divide  in 
the  middle.  Does  the  fact  that  these  dusters  are  the  same  sizes  as  the  Plaintiffs* 
make  people  believe  they  are  buying  the  Plaintiffs'  ?  To  suppose  that  having 
the  same  size  is  a  grievance  is  absuid.    The  colour  may  appear  much  the  same 

30  to  the  eye,  but  there  is  just  the  difference  which  the  material  used  by  the 
Defendants  creates.  The  Defendants  use  American  cloth,  to  which  NaamytKs 
process  gives  a  lighter  colour.  The  Defendants  do  not  make  it  like  the  Plaintiffs, 
or  dye  it ;  they  singe  it  as  the  Plaintiffs  do,  and  yet  the  Defendants'  lighter 
colour  remains.    It  is  simply  as  nature  makes  it,  and  not  that  the  Defendants 

35  make  it  so  to  resemble.  The  Defendants  distinguish  their  goods  by  "  Velutina." 
In  Beddaway  v.  Banham^  13  R.P.C.  218,  the  House  of  Lords  held  that  though 
the  Defendants  in  that  case  sold  under  a  name  correctly  describing  the  material 
of  the  goods,  they  did  such  things  as  to  lead  people  to  think  that  their  goods 
were  the  goods  of  the  Plaintiffs.    It  is  a  question  of  the  eye,  and  if  persons  go 

40  into  shops  and  get  '* Velutina'*  for  "Selvyt,"  so  much  the  worse  for  the 
Defendants,  but  surely  no  one  would  be  deceived. 

Joseph  Hallworth  gave  evidence  that  he  applied  "  Velutina  "  to  cotton  web 
pile  fabrics,  commonly  called  **  Velveteen,"  in  1887.  Dressed  velveteen  was 
known  universally  as  a  good    fabric,  but  was  too  expensive.    In  1894,  a 

45  suggestion  was  made  to  use  this  for  dusters,  and  communications  passed 
between  the  witness  and  others  as  to  entering  into  competition  with  the 
Plaintiffs.  The  Defendants  had  materials  in  stock,  fi&st  pile  made  of  American 
cotton.  A  piece  of  that  was  singed  and  finished.  The  loom  determined  the 
size  ;  24  inches  was  the  largest  width  produced  in  the  trade.    The  first  dusters 

50  issued  by  the  Defendants  had  nothing  else  printed  than  "Velutina"  and 
"  Polishing  cloth."  Witness  had  not  seen  the  Plaintiffs'.  Those  early  ones 
were  issued  in  January  and  February  1895 — 250  dozens.  Then  a  suggestion 
waft  made  that  the  commonest  duster  in  the  market  had  a  border,  and  that  this, 
being  more  valuable,  ought  not  to  be  nearly  bare.    Witness  and  Barlow 

55  each  made  a  sketch ;  the  latter's  gave  the  notion  of  the  printing  and  serrated 
border  of  the  Defendants'  duster.  Witness  thought  he  had  not  seen  anything 
of  the  Plaintiffs',  except,  perhaps,  a  circular.    Witness  made  pencil  alteration^ 
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on  Barlow's  Bketch  and  it  was  sent  to  the  printer.    '^  Polishing  cloth  '*  waB 
struck  oat  in  pencil.    The  coat  of  arms,  which  was  very  ornamental,  was  put  in 
the  centre  by  witnesses  directions.    The  engraver  sent  it  back  in  February  1895. 
^^  Velutina  "  was  made  of  American  cotton  ;  when  it  came  off  the  loom  it  was 
like  selvage  ;  it  was  stiffened  for  the  cutter  and  that  produced  the  pile.    It  5 
was  scoured,  brushed,  and  singed.    Singeing  produced  the  colour,  which  was 
not  the  natural  colour  of  the  material.    No  dyeing  was  used.    The  American 
cotton  was  rather  lighter  than  the  Egyptian.    Dusters  were  not  usually  sold  in 
boxes  ;  but  dusters  made  of  velveteen  should  be  put  in  boxes  to  preserve  the 
pile  from  getting  crushed.    Ab  to  the  interview  with  S'^^^^,  witness  told  him  10 
that  it  was  absurd  to  claim  a  patent  on  any  such  article.    Scott  suggested  terms 
and  said  he  had  a  good  commercial  patent,  and  if  the  Defendants  fought  it,  it 
would  throw  the  trade  open  to  everybody.    Singeing  was  an  old  process  to 
produce  velveteen.    Scott's  proposal  fell  through.    The  Defendants  decided  to 
go  on.    When  the  witness  was  told  that  the  dusters  were  too  bare,  he  considered  15 
the  question  of  the  pattern,  which  was  a  matter  of  expense ;  the  Defendants 
at  first  decided  not  to  alter  it,  but  the  London  agent  urged  it,  and  the  quality 
of  the  cloth  was  reduced.    The  material  was  all  made  by  two  old  looms,  and 
the  sizes  resulted  from  the  looms.    There  was  a  large  sale  of  the  17^  by  17^ 
inches  which  the  Plaintiffs  had  not  got.    Cross-examined:  The  velveteen  cloth  20 
was  sold  for  dresses  and  trimming  ;  the  sizes  were  24  by  27  inches  and  19  by 
19^  inches.    Thousands  of  the  19^  were  sold  before  1894.    Velveteen  was  a 
finished  loose  pile  fabric  ;  velveteen  for  dusters  was  unfinished  and  a  fast  pile. 
Witness  first  thought  of  competing  in  October  1884.    Partington  was  the 
agent,  and  there  was  a  correspondence  with  him  as  to  the  competition.    The  25 
letters  were  lost ;  the  Defendants  moved  their  establishment  in  March,  and 
the  old  correspondence  was  sold  to  be  destroyed.    As  to  the  copy  letter  book, 
witness  did  not  think  that  he  had  sworn  it  was  destroyed,  he  thought  it 
was  in  existence  ;  he  investigated  about  it  when  the  af&davit  was  made  as  to 
documents,  and  must  have  thought  it  was  destroyed.    Partington  should  have  30 
the  Defendants'  original  letters  and  press  copies  of  his  own  letters.    Witness 
thought  that  a  fortnight  at  the  end  of  the  letter  book  was  gone  ;  it  had  gone  to 
the  dustheap.    Witness  did  not  know  if  the  Defendants'  letters  to  Partington 
were  gone.    It  was  not  an  ordinary  thing  that  the  Defendants,  and  Partington 
had  both  lost  the  letters,  but  such  things  often  occurred,  but  it  was  not  ordinary.  35 
Witness  saw  the  "  Selvyt "  circular  in  November  1894  for  the  first  time,  except 
advertisements.    Witness  thought  all  the  velveteen  trade  knew  what  **  Selvyt" 
was.    The  answer  to  the  interrogatories,  that  the  trade  did  not  know,  referred 
to  the  general  trader ;  in  the  letter,  the  trade  referred  to  was  the  velveteen 
trade.    The  Defendants  had  sold  the  same  stuff  that  their  dusters  were  made  40 
of,  but  it  was  not  what  they  generally  used«    The  Defendants'  sizes  were 
chosen  because  their  customers  asked  for  those  sizes.    People  were  inquiring 
for  the  Defendants'  dusters  and  sizes.    Partington  wanted  the  same  sizes  as 
**  Selvyt ";  the  Defendants  chose  the  sizes  to  be  the  same  as  ^'  Selvyt."    There 
was  a  letter  from  the  Defendants  to  Partington  on  the  1st  of  November,  45 
saying,  **  Please  send  us  samples  of  *  Selvyt.'  "    Partington  had  written  about 
**  Selvyt,"  he  had  procured  samples  of  it,  and  the  Defendants  asked  him  to  send 
them  down.    The  samples  were  received  on  the  2nd  of  November.    The 
Defendants  wrote,  after  that,  that  they  could  get  a  deeper  shade  for  the  border, 
if  required.    In  January  1895,  there  was  a  letter  stating  that  they  must  try  50 
hard  to  disestablish  "  Selvyt."    On  the  30th  of  January  1895,  they  wrote  that 
they  had  decided  to  print  a  nice  border  on  the  rough  polishing  cloths.    Witness 
made  a  proposal  as  to  the  borders,  but  customers  had  previously  done  so.    As 
to  the  woids  ^'  Better  than  chamois  leather,"  the  witness  had  the  impression 
that  they  came  from  some  movement  to  point  out  the  advantages.    Witness  55 
was  trying  to  get  differences.    There  was  nothing  else  like  ** Selvyt"  and 
**  Velutina  "  in  the  market,  but  the  get-up  was  quite  different.    The  cloths  the 
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Defendants  were  regalarly  making  were  not  the  right  width,  or  they  could 
have  delivered  plenty  quickly. 
Benshaw^  Q.C. — Partington  is  ill  and  cannot  be  called. 
O.  S,  Langtonj  partner  of  Hallworth. — The  Defendants*  decided  that  they 
5  could  make  such  a  cloth  and  that  there  was  no  reason  to  prevent  them. 
Kbkkwich,  J. — It  is  no  good  to  repeat  this. 

Benahaw^  Q.C,  said  he  would  withdraw  this  witness,  and  that  he  had  some 

trade  witnesses,  but  they  were  not  called. 

RenshaWy  Q.C.,  summed  up  the  Defendants*  case. — I  do  not  think  the  evidence 

10  has  been  altered  by  Hallworth's  cross-examination.    A  man  is  entitled  to  go  as 

near  as  he  can  and  no  farther.    The  case  of  Andrew  was  not  a  case  of  passing 

off ;  it  was  a  mere  case  of  mistake.    Andrew  put  the  duster  in  his  pocket  and 

never  looked  at  it.    It  seems  impossible  that  anybody  who  really  looked  at  the 

goods  could    be  deceived.     On  the   Plaintiffs'  duster   **Selvyt"   is  clearly 

15  printed  ;  in  the  Defendants',  the  first  thing  which  strikes  the  eye  is  the  zig-zag 

lines.    One  of  the  Plaintiffs'  witnesses  refused  it,  as  he  wanted  the  straight 

line.    The  Defendants  had  been  selling  '^  Velutina"  long  before  '*Selvyt,']  and 

all  they  did  was  to  cut  ^*  Velutina "  up  into  certain  sizes.    Size  cannot  have 

anything  to  do  with  passing  off.  The  Defendants  are  entitled  to  make  anything 

20  they  like,  and  the  only  question  is, — Is  the  duster  when  in  a  shop  likely  to  be 

taken  for  *'  Selvyt "  ?    It  is  submitted  that  it  was  not  likely. 

The  Plaintiffs'  Counsel  were  not  called  upon  to  reply. 

Kbkbwich,  J. — It  is  very  seldom  that,  having  heard  a  case  through,  I 
really  regret,  and  if  I  have  regretted  I  have  still  more  seldom  expressed  my 
25  regret,  that  the  case  has  been  tried  before  a  single  Judge  instead  of  before 
a  jury.  Our  system  frequently  places  upon  a  single  Judge  a  duty  which  in 
many  other  cases  is  adequately  cUscharged  by  a  jury ;  it  is  for  the  Judge  to 
perform  that  duty  without  compunction,  however  difficult  and  however  irk- 
some it  may  be ;  but  this  is  an  exceptional  case.  I  do  not  hesitate  to  say 
30  that  this  is  a  case  which  might,  in  my  opinion,  have  been  with  great 
advantage  remitted  to  a  jury.  It  is  a  case  of  such  very  peculiar  character 
and  raising  so  many  practical  questions  that  it  might  with  great  advantage 
be  canvassed  by  several  minds,  several  eyes,  several  tongues,  and  by  many 
men  of  different  breadths  of  experience,  who  could  compare  notes,  and,  I 
35  think,  would  be  more  likely  to  come  to  a  correct  conclusion  than  any  one 
of  them,  or  any  one  other  man,  would  be  likely  to  come  to,  judging  by 
himself.  Still,  the  duty  in  this  case  is  cast  upon  me,  and  I  must  do  my 
best. 

Now,  notwithstanding  all  the  evidence,  some  of  which  is  extremely  useful, 
^  some  of  which  has  been  somewhat  irrelevant,  the  real  question  is, — Is  this 
bundle    of   polishing  cloths   manufactured  and  sold   by  the  Defendants  so 
like  the  bundle  of  polishing  cloths  manufactured  and  sold  by  the  Plaintiffs 
that  the  ordinary  unwary  purchaser,  intending  to  buy  a  polishing  cloth  such 
as  he  knows  is  manufactured  and  sold  by  the  Plaintiffs,  might  be  induced 
45  to  buy,  or  might  by  inadvertence  buy,  it  as  one  of  those  manu&ctured  and 
sold  by  the  Plaintiffs  ?    If  that  question  is  to  be  answered  in  the  affirmative, 
the  Plaintiffs  are  undoubtedly  right ;  because  it  is  not  questioned  that  those 
which  they  manufactured  and  sold  were  first  on  the  market,  and  had  acquired 
I  a  merchantable  character  before   any  were  manufactured  and  sold   by  the 

I  50  Defendants.    That  seems  to  me  to  be  the  real  question. 

As  I  have  said  before  in  these  cases — I  will  not  repeat  it  again,  except 
briefly — ^the  eye  is  the  ultimate  judge,  guided,  of  course,  or  assisted,  rather, 
by  the  various  facts  which  are  available.  In  these  cases  there  are  always 
similarities  and  there  are  always  differences ;  but  the  real  difficulty  consists 
55  in  deciding  how  tar  the  similarities  extend  so  as  to  exclude  the  operation 
of  the  differences.    There  was  a  case  tried  before  me,  to  which  I  have  often 
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referred — ^an<^  to  which  I  should  not  have  referred  before  or  again  if  it  had 
not  been  that  it  went  to   the   Court  of  Appeal — ^the  case  of  the  '^  Demon  " 
racket,  where  the  Defendant  asserted  to  me  in  the  witness-box  that  he  called 
his  racket — ^which,  of  conrse,  was  extremely  like  the  Plaintiff's — the  "Demotic," 
because  that  was  a  different  word  from  "Demon"  (Slazenger  v.  FeUham^  5 
6  R.P.C.  531).    Well,  that  did  not  prevail  here  or  in  the  Court  of  Appeal. 
Another  case  that  I  may  mention  by  way  of  illustration  was  that  of  the 
"  Cathedral  Stove  "  {Harper  v.  Wright  and  Butler  Manufacturing  Company^ 
12    R.P.C.    433,    483).     There,  notwithstanding    Mr.    Warrington^ 9   cogent 
arguments,   I    failed   to   see   the    urgency  of    the    similarities,    and    I    did   10 
see  the  urgency  of  the  differences.     I   only  refer  to  it  as  ediowing  what 
the  difficulty  is;    because  there,  the  Court  of  Appeal,  consisting  of  three 
learned  Judges,  all  thought — their  three  pairs  of  eyes  all  thought — ^that  the 
similarities  were  supreme,  as  the  differences  were  of  little  moment.    The 
difficulty  of    the  task  imposed  upon  the  Judge   consists  in   what   I   have  15 
stated.    One  has  to  go  through  a  certain  process  of  induction  ;  because  in  no 
case  that  ever  I  tried  and  in  no  case  that  I  ever  heard  of  was  it  not  possible  for 
the  Defendant  to  say,  "  I  am  perfectly  at  liberty  to  make  this  article ;  I  am  at 
**  perfect  liberty  to  call  it  so-and-so  ;    I  am  perfectly  at  liberty  to  attach  to  it 
"  such-and-such  a  name,"  and  so  on  to  the  end  of  the  chapter.    If  you  take —  20 
as,  of  course,  Mr.  Bigham^  as  an  advocate,  did  take — ^the  points  of  similarity  in 
detail,  it  is  often  not  very  difficult — sometimes  it  is  extremely  easy — ^to  show 
that  in  all  those  points  of  similarity  the  Defendant  is  perfectly  right  and  has 
played  the  part  of  an  innocent  man.  That  applies  directly  to  this  case.    No  one 
contends  that  the  Defendants  are  not  entitled  to  manufacture  and  sell  polishing  25 
cloths ;  nobody  contends  that  they  are  not  entitled  to  manufacture  and  sell 
polishing  cloths  of  certain  sizes,  or  to  impress  thereon  by  printing  or  otherwise 
certain  words  ;  nobody  contends  that  they  are  not  at  liberty  to  make  these  of 
Egyptian  or  American  cotton,  and,  if  they  make  them  of  Egyptian  cotton 
alone,  or  of  Egyptian  and  American  cotton  mixed,  not  to  produce  them  of  30 
a  certain  colour.    Nobody  contends  that  this  fast  pile  velveteen  is  not  open 
and  common  to  the  trade  and  suitable  to  the  particular  article ;  that  it  may  not 
be  singed  ;  that  it  may  not  be  scoured.    All  those  things  are  perfectly  common 
to  the  trade  ;  every  one  of  them  may  be  done  with  perfect  innocence.    But,  by 
an  inductive  process,  one  may  come  to  this  conclusion,  that  every  one  of  those  35 
perfectly  innocent  things  when  combined  in  a  series  may  produce  something 
which  is  the  reverse  of  innocent. 

That  seems  to  be  the  case  here.    Historically  we  know  that  this  "  Selvyt 
was  on  the  market,  and  to  some  extent  a  successful   production,  when  it 
occurred  to  Mr.  Hallworth^  who  had  up  to  that  time  dealt  largely  in  velveteen,  40 
to  compete  with  "  Selvyt,"  or,  to  use  one  of  his  phrases,  to  disestablish  it — 
that  is  to  say,  to  produce  another  article  of  a  like  nature  which  should  drive  it 
out  of  the  market.    He  wished  to  supplant  it— a  perfectly  proper  motive  for  a 
tradesman  or  a  manufacturer ;  he  was  perfectly  at  liberty  to  do  so  so  long  as  he 
played  fair  ;  the  question  is  whether  he  did  or  not.    Now  the  substance,  the  45 
material,  does  happen  to  be  the  same.    It  is  one  of  those  accidents  which  are 
not  preventible,  and  nobody  could  find  fault  with  that ;  and,  as  I  have  said,  it 
might  have  been  made  of  Egyptian  and  American  cotton,  instead  of  Egyptian 
cotton  alone.    It  was  singed,  it  was  scoured,  and  the  result  was,  unfortunately, 
that  it  produced  a  cloth  slightly  lighter  in  colour  (as  far  as  my  eyes  have  gone,  50 
though  I  am  told  there  are  other  specimens  which  do  not  bear  that  out)  than 
the  *•  Selvyt,"  and  otherwise,  apparently,  precisely  the  same.    Up  to  that  point, 
I  fail  to  see  that  Mr.  Hallworth  could  be  blamed  in  the  least ;  and,  if  he  had 
stopped  there,  I  think  I  must  have  absolved  him  entirely.    But  Mr.  Hallu)orth 
ought  to  have  reflected  that,  as  he  was  producing  what  was  practically  the  same  55 
article,  which  he  was  at  liberty  to  do,  as  he  intended  to  compete  with  "  Selvyt " 
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in  the  market,  he  was  bound  to  be  particalarly  careful  not  to  add  anything  to 
his  manufactured  product  which  could  otherwise  resemble  the  product  of  the 
Plaintiffs ;  directly  he  touched  on  the  additions  to  the  manufactured  product, 
he  was  treading  on  dangerous  ground.    Now,  Mr.  Hallworth  was  perfectly 

5  aware  of  that.  He  knew  perfectly  well  that  he  must  not,  in  competition  and 
rivalry,  make  up  his  goods  so  as  to  resemble  those  of  the  Plaintiffs  to  such  an 
extent  that  they  might  be  mistaken  for  those  of  the  Plaintiffs  ;  and  he  says  he 
desired  to  make  distinctions.  The  first  arises  upon  the  printing.  No  one  can 
look  at  the  printing  on  these  two  polishing  cloths  without  seeing  that  there  is 

10  a  distinction.  That  on  the  **  Selvyt "  is  bolder ;  I  do  not  know  the  technical 
terms,  but  it  is  what  I  should  call  solid,  and  it  is  in  a  very  deep  brown.  That 
on  the  Defendants  is  hollowed  out— again  I  am  using  a  term  just  as  it  occurs 
to  myself  to  describe  it ;  I  do  not  know  the  technical  term — that  is  to  say, 
there  is  some  vacant  space  in  the  letters  ;  they  are  not  solid  ;  and  they  are  not 

15  of  the  same  depth  of  brown,  but  it  seems  to  me  to  be  the  same  brown  or  so 
very  little  different  that,  except  for  the  depth  of  colour,  one  would  be  easily 
mistaken  for  the  other.  Now,  Mr.  Hallworth  tells  me  that  he  only  adopted 
that  brown — which  is  a  particular  brown,  apparently  the  same  for  both — 
because,  after  reflection  and  consideration,  this  was  the  only  colour  which 

20  would  harmonize  well  with  the  colour  of  the  polishing  cloth  itself.  I  have 
not  heard  that  any  experiments  were  made  (at  any  rate,  none  haveTi)een  proved) 
in  any  other  colours  ;  and,  though  I  can  quite  believe,  with  these  two  samples 
before  me,  that  brown  is  the  very  best,  that  is  to  say,  the  one  that  harmonizes 
most  with  the  lighter  brown  of   polishing  cloths — it  is  much  more  artistic, 

25  probably,  than  any  other  colour  could  be — I  take  leave  to  doubt  whether  some 
other  colour  might  not  have  been  found  very  much  more  distinct  from  tbat 
employed  by  the  Plaintiffs,  which  would  have  harmonized  sufl&ciently  well ; 
and  I  venture  to  think,  speaking  simply  as  one  who  has  lived  a  certain  number 
of  years  in  the  world  and  gone  about  witn  his  eyes  open,  that  a  distinctive 

30  colour  would  have  been  of  advantage  to  the  Defendants  in  distinguishing 
their  product  from  that  of  the  Plaintiffs,  if  distinction  was  really  intended,  as 
it  is  said  to  have  been. 

Then,  what  is  there  printed  ?    "  Selvyt,"  of  course,  is  not  printed,  that  would 
have  been  too  gross ;  and  **  Velutina,"  which  is  an  old  name  employed  by  the 

35  Defendants,  is  substituted  for  it.  '^  Registered  "  appears,  and  to  that  one  cannot 
take  any  objection  ;  "  Velutina  "  was  registered,  and  it  is  right  enough  to  put 
it  there.  "  Trade  Mark,"  which  appears  in  the  Plaintiffs',  is  not  repeated  in 
that  of  the  Defendants'.  But  there  is  one  strange  thing,  the  Plaintiffs  call 
theirs  a  '*  Polishing  cloth,"  and  so  it  is,  and  I  gather  from  some  of  the  witnesses 

40  that  it  is  more  correctly  described  as  a  polishing  cloth  than  as  a  duster,  though 
a  duster  was  frequently  mentioned  as  the  name.  In  the  Defendants',  '^  The 
*•  best  polishing  cloth  "  appears.  It  is  strange  that  when  it  was  so  desired  to 
avoid  similarity,  or  rather  to  make  distinctions,  the  Defendants  should  have 
put  "  Polishing  cloth  "  in  any  shape  on  their  polishing  cloth  ;  but,  of  course, 

45  that  is  the  answer,  for  what  it  is  worth,  that  it  was  a  polishing  cloth,  and  was 
properly  so  described.  That,  unfortunately  for  the  Defendants,  will  not  avail 
to  explain  the  *^  Better  than  chamois  leather."  Why  or  wherefore,  except  as 
advertisement,  the  Plaintiffs  had  put  it  there  is  immaterial ;  but  they  had 
placed  on  their  polishing  cloth  at  one  side  the  words  "  Superior  to  chamois 

50  •*  leather."  Chamois  leather,  it  seems — ^perhaps  it  is  an  affectation  to  say  it 
seems,  and  I  will  say  it  is — an  article  well  known  and  used  for  the  purposes 
for  which  this  polishing  cloth  is  designed,  and  therefore  it  was  very  natural 
for  the  Plaintiffs  to  call  it  "  Superior  to  chamois  leather."  There  it  is.  Why 
should  the  Defendants  put  "Better  than  chamois  leather"?    Uv.  Hallworth 

55  scouted  the  suggestion  which  I  made  to  him  that  "  Better  than  ^  was  intended 
to  be  a  distinction  from  ^^  Superior  to  ";  and,  as  he  says  it  did  not  occur  to  his 
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mind,  and  I  do  not  wish  to  say  that  his  memory  has  failed  him,  I  will  accept 
his  explanation  ;  but  it  is  an  extremely  unfortunate  circumstance,  and  not  the 
less  so  because,  when  we  see  the  original  sketch,  we  find  that  it  was  intended 
in  the  first  instance  to  put  the  words  **  Polishing  cloth  "  there  as  well  as  on  the 
other  side.  He  changed  that,  and  he  put  *<  Better  than  chamois  leather.*'  5 
Why  ?  I  think  his  memory  must  have  failed  him  when  he  says  that  he  did 
not  then  know  that  '*  Superior  to  chamois  leather  "  was  on  the  Plaintiffs*  cloth, 
or  that,  at  any  rate,  he  did  not  know,  by  some  circular  or  advertisement,  that 
chamois  leather  was  connected  by  the  Plaintiffs  with  theirs.  To  say  the  least,  it 
is  an  unfortunate  circumstance  that  he  should  have  imported  that  comparison  10 
with  chamois  leather  into  his  cloth  when  the  Plaintiffs  had  already  done  the 
same  thing. 

Then  there  is  only  one  other  thing,  and  now  we  come  to  what  no  doubt  is  a 
distinction.  The  Plaintiffs  haye  got  a  broad  border,  enclosing  substantially 
the  whole  of  the  cloth  ;  and  we  know  by  the  evidence  that  the  Defendants  15 
were  told,  knowing  the  trade  and  having  the  means  of  ascertaining  the  views 
of  the  market,  that  to  satisfy  them  they  must  have  a  border.  Well,  here  they 
have  not  the  same  border,  but  they  have  a  border.  It  is  a  border  in  the  same 
colour,  only  it  is  a  scroll  or  zig-zag  border,  instead  of  a  plain  one.  It  is  important 
to  refer  to  that,  for  this  reason,  that  it  is  one  of  the  things  which  would  very  20 
easily  attract  the  eye  of  a  purchaser,  and  I  think  would  be  extremely  likely 
to  attract  the  eye  even  of  an  unwary  purchaser.  A  zig-zag  border  like  that 
naturally  presents  so  many  angles  to  the  eye  that  it  woudd  be  easily  observed 
and  might  be  distinguished  from  the  plain  border.  But  I  have  to  present  this 
to  myself  :  Would  an  unwary  purchaser,  an  ordinary  uneducated  young  man  25 
or  woman,  who  wanted  to  buy  one  of  these  to,  we  will  say,  clean  his  or  her 
bicycle,  having  had  before  a  "  Selvyt "  with  a  plain  border,  perhaps  two  or 
three  months  before,  and  desiring  to  buy  another,  going  into  a  shop  where  he 
or  she  saw  one  with  the  zig-zag  border,  be  at  all  likely  to  remember  that 
particular  distinction  ?  I  think  not.  I  do  not  think  the  difference,  although  30 
when  you  see  them  together,  of  course,  it  would  be  great,  is  enough  to  be 
impressed  very  strongly  on  the  memory — at  all  events,  on  the  ocular  memory, 
if  one  may  use  such  an  expression. 

That  exhausts  the  article  itself,  except  as  regards  the  centre-piece.    That,  no 
doubt,  is  an  addition — something  entirely  different.    There  is  nothing  at  all  35 
like  it  in  the  Plaintiffs',  and  it  is  an  introduction  into  the  Defendants*  cloth. 
If  there  were  not  such  great  similarities  in  other  respects,  I  should  be  disposed 
to  give  great  weight  to  it.    If  it  had  been  anything  but  brown,  it  would  have 
been  distinct ;   but,  having  regard  to  all  the  other  similarities  which  I  have 
mentioned,  I  do  not  think  I  ought  to  attribute  great  weight  to  that,  on  the  40 
same  process  of  reasoning  as  I  have  just  adopted  with  reference  to  the  border. 
I  do  not  think  an  ordinary  purchaser  would  be  likely  to  remember,  ^  Oh,  the 
*^  last  time  I  purchased  a  polishing  cloth*' — or  a  dozen  it  may  be ;  perhaps 
that  would  be  more  likely — ^'  the  last  time  I  purchased  them  I  had  some  with  a 
*'  blank  in  the  middle  ;^  there  was  nothing  there  ;   and  these  which  you  offer  45 
'^  me  with  some  arms  or  figures  in  the  centre  cannot  be  the  same."    I  do  not 
think  that  is  sufKcient  to  get  over  the  other  dif&culties  in  the  case. 

I  have  only  now  dealt  with  what  appears  to  the  eye  ;  but  there  is  one  point 
which  has  come  out  very  strongly  on  the  cross-examination  of  the  Defendant, 
and  to  which  I  must  refer  before  parting  with  the  case.  I  stopped  Mr.  Clare  50 
in  summing  up  the  evidence  on  his  argument  respecting  the  sizes.  I  thought 
I  was  right  then  ;  I  am  perfectly  sure  now  that  I  was,  because  his  argument, 
necessarily,  of  course,  proceeded  on  the  evidence  on  the  Plaintiffs*  part  only, 
and  I  did  not  know  what  might  be  opened  or  proved  on  the  part  of  the 
Defendants,  and  I  was  anxious  to  keep  my  mind  clear  on  what  might  obviously  55 
be  an  important  point  and  might  turn  out  to  be  a  mere  triviality.    Now,  it  is  a 
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strange  accident,  to  begin  with,  that,  the  Plaintiffs  having  produced  these 
polishing  cloths  in  five  sizes,  the  Defendant  has  produced  his  polishing  cloths 
in  the  same  five  sizes.  I  know  that  he  has  since  produced  a  sixth,  and 
Mr.  Halltvorih  has  told  me  that  that  sixth  has  been  the  most  successful. 
5  That  appears  to  be  only  of  late  date,  and,  bearing  in  mind  what  he  says, 
that  he  has  not  had  a  large  sale  at  all  of  any,  I  do  not  think  that  that  comes 
to  a  matter  of  very  great  weight.  But  for  a  long  time,  at  any  rate,  until 
arrangements  were  made  for  producing  a  different  size,  the  Defendant  pro- 
duced precisely  the  same  five  sizes  as  the  Plaintiffs  produced.    Now,  is  that 

10  an  accident,  or  is  it  intentional  ?  Mr.  Hallworih  desired — I  mention  it  again — 
to  compete  in  the  market  with  the  Plaintiffs,  and  he  was  told  what  sizes 
were  in  favour.  He  knew  perfectly  well  that  in  these  matters  fashion  dies, 
and  that  fa^ion  is  really  only  the  use,  the  habits,  of  purchasers.  He  was 
told  perfectly  plainly  that  if  he  wished  to  compete  with  "  Selvyt "  he  must 

15  produce  the  article  in  the  same  size  as  "  Selvyt,"  and  he  did  so.  "  Selvyt " 
was  produced  in  the  particular  sizes  not  because  they  were  the  best  for  the 
market — and  I  gather  it  would  have  been  rather  better  in  the  first  instance 
if  other  sizes  had  been  introduced — but  because  the  looms  available  for  the 
production  of  the  material  lent   themselves  to  the  production  of  these  sizes 

20  and  did  not  lend  themselves  to  the  production  of  any  other  sizes.  It  was 
perfectly  competent  to  Mr.  Hallivorth  to  produce  other  sizes,  and,  of  course, 
if  there  were  nothing  else  in  the  case,  it  would  be  perfectly  competent  to 
produce  these  particular  sizes.  But  here  I  go  away  from  the  mere  guidance 
of  the  judgment  of  the  eye,  and  I  go  to  the  evidence  ;   I  think  it  is  conclusive 

25  that,  with  all  the  sizes  in  the  world  before  him,  smaller  or  larger,  Mr.  Hallworth 
distinctly  adopted  these  particular  sizes  because  they  were  used  by  the  Plaintiffs. 
He  was  perfectly  at  liberty  to  do  so,  so  long  as  he  did  not  attempt  to  foist  on 
the  public  his  goods  as  being  those  of  the  Plaintiffs.  I  am  sorry  to  be  obliged 
to  conclude  that  he  did  intend  to  foist  his  goods  on  the  public  as  being  those  of 

"M  the  Plaintiffs — ^that  is  to  say,  to  induce  unwary  people  to  purchase  *'  Velutina  " 
when  they  intended  to  purchase  "  Selvyt." 

I  must  grant  an  injunction  according  to  the  first  paragraph  of  the  claim, 
and  I  must  order  delivery  up  for  destruction  of  all  cut  pile  dusters  or 
polishing  cloths,  following  the  terms  of  the  first  paragraph,  not  following 

35  exactly  the  third  paragraph  of  the  claim. 

As  regards  the  general  costs  of  action,  of  course  they  follow,  but  I  do  not 
think  it  right  to  msJce  the  Defendants  pay  all  the  costs.  In  a  case  of  this  kind 
I  do  not  suppose  the  costs  are  of  so  much  importance  as  they  are  in  many,  but 
I  think  it  important  to  restrain  these  cases  within  as  narrow  limits  as  possible, 

40  and  to  discourage  pleaders,  leading  Counsel,  and  all  others  concerned,  including 
solicitors,  from  running  away  on  side  issues  which  had  much  better  be  avoided. 
Now,  the  Plaintiffs  have  thought  right  to  complain  of  the  '^  boxes,  labels, 
**  circulars,  and  show  cards  "  of  the  Defendants.  As  regards  labels,  circulars, 
and  show  cards,  there  is  no  case  made  at  the  Bar,  and  no  evidence  at  all.    As 

45  regards  the  boxes,  I  am  not  at  all  sure  whether  I  ought  to  regard  the  use  of 
them  as  any  indication  of  intention  on  the  part  of  the  Defendants  to  improperly 
defeat  the  Plaintiffs ;  I  am  not  sure  that  I  ought  to  give  it  any  weight  at  all ; 
I  am  quite  sure  that,  having  regard  to  the  rest  of  the  case,  the  weight  is  so 
infinitesimal  that  it  may  safely  be  disregarded  in   summing   up  the   series ; 

50  and  that  being  so,  I  think  that  I  ought  to  except  those  costs — that  is  to  say,  the 
costs  an  so  far  as  the  costs  of  action  are  increased  by  relief  in  respect 
of  the  boxes,  labels,  circulars,  or  show  cards — I  think  I  ought  to  except 
those  from  the  general  costs  of  action.  In  a  case  where  I  think  the 
Defendants  are  entirely  wrong  and  have  been   transgressing  the  fair  limits 

55  of  rivalry  and  competition  in  trade,  I  am  not  disposed,  because  I  think  the 
Plaintiffs  have  gone  too  far,  to  give  the  Defendants  any   costs.    Therefore 
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they  will  be  merely  excepted,  and  there  will  be  no  costs  set  off  one  against 
the  other. 

Now,  there  is  one  word  I  want  to  say  about  what  has  not  weighed  with  me. 
I  have  had  a  great  deal  of  evidence  which  was  intended  to  show  that  in  this 
case  there  was  actual  deceit.     Several  ladies  were  employed  to  go  to  different  5 
shops  and,  if  they  could,  to  ask  for  "  Selvyt "  and  purchase  "  Velutina."    I  do 
not  say  a  word  against  that  practice.     I  have  had  many  cases,  both  at  the  Bar 
and  as  a  Judge,  in  which  it  has  been  impossible  to  get  to  the  bottom  of  a 
Defendant's  machinations — I  do  not  wish  to  use  an  offensive  term — ^without 
some  detective  operations  of  that  kind,  and  sometimes  they  are  extremely  10 
useful ;  but  I  do  not  myself  think  that  the  ladies'  evidence  here  really  helps 
me.    They  were  not  deceived.    It  may  be  that  the  shopmen  who  served  them 
were  doing  what  was  entirely  wrong,  passing  off  **  Velutina  "  as  "  Selvyt." .  But  I 
cannot  say  that  because  they  passed  off  "  Velutina  "  as  "  Selvyt,"  if  they  did — I 
must  not  conclude  that  they  did,  in  their  absence — but  if  they  did,  I  cannot  say  15 
that  that  is  traceable  to  the  Defendants.  Mr.  Glare  says,  but  then  it  shows  that  it 
was  easy,  and  that  therefore,  whether  they  did  it  intentionally  or  not,  whether 
they  were  acting  innocently  or  not,  you  ought  to  conclude  from  their  evidence 
that  it  was  easy  to  do  it.    I  remember  that  these  ladies,  if  I  may  use  such  a 
paradoxical  expression,  intended  to  be  deceived,  and  that  does  not  help  me  in  20 
the  least  to  conclude  what  would  have  happened  if  they  had  been  ordinary 
unwary  purchasers.     Then  there  is  one  gentleman  who  gave  me  evidence 
which  would  have  been  extremely  useful  if  it  had  been  of  weight,  and  that 
was  the  gentleman  named  Andrew^  who  went  to  buy  a  "Selvyt"  for  his 
daughter's  bicycle,  but  was  served  with  "  Velutina,"  and  then  found  it  out  25 
after  he  had  left  the  shop.    He  did  not  know  "  Selvyt "  ;  he  did  not  know 
"  Velutina  "  ;  no  doubt  he  meant  to  buy  "  Selvyt,"  and  he  did  buy  "  Velutina." 
It  may  have  been  a  mistake  on  the  part  of  the  shopman  ;  there,  again,  it  may 
have  been  a  wrong  act  on  the  part  of  the  shopman  ;  but  the  purchaser  was  not 
deceived.    He  never  looked  ;  if  he  had  looked  he  never  would  have  known.  30 
I  cannot  from  any  of  that  evidence  deduce  any  conclusion  either  for  or  against 
the  Plaintiffs  or  Defendants.    I  base  my  judgment  on  the  conclusions  from 
my  own  eyes,  aided  partly  by  the  Plaintiffs',  still  more  by  the  Defendants', 
evidence. 

MoultoUy  Q.C. — The  Plaintiffs  will  take  an  inquiry  as  to  damages  ?  35 

Kbkbwich,  J. — ^Yes,  you  are  entitled  to  that,  of  course. 
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In  the  Judicial  Committee  of  the  Privy  Council. 

Before  LoBD  Herschbll,  Lord  Watson,  Lord  Hobhousb, 
Lord  Magnaghten,  Lord  Morris,  Lord  Shand,  Lord  Davey,  and 

Sir   Richard   Couch. 

5  February  3rd,  1897. 

In  the  Matter  op  Carmont's  Patent. 

Patent. — Petition  for  prolongation  hy  Patentee  and  assignees. — Sufficient 
remuneration, — Prolongation  refused. 
On  the  8th  of  February  1883,  a  patent  (No.  703  of  1883),  for  an  invention  of 

10  "  ImprovementB  in  the  manufacture  of  grooved  tyres  for  wheels,"  was  granted 

to  William  Hassalwood  Carmont.    The  Specification  of  this  patent  will  be 

found  in  the  report  of  the  case  of  T?ie  Shretvshury  and  Talbot  S.T.  Gab  and 

Noiseless  Tyre  Company ^  Ld.  v.  SterckXy  in  13  R.P.C.  44. 

On  the  16th  of  September  1896,  Tlie  Shrewsbury  and  Talbot  Cab  Company^ 

15  in  conjunction  with  the  Patentee,  presented  a  petition  for  the  prolongation  of 
such  patent,  which  was  then  vested  in  the  said  Cab  Company.  Objections 
were  lodged  by  T?ie  Kelham  Rolling  Mills  Company. 

On  the  hearing  of  the  petition,  Cozens-Hardy^  Q.C.,  T.  L.  Wilkinsony  and 
W.  H.  Cozens-Hardy  (instructed  hjHadden^  Woodward,  and  McLeod)  appeared 

20  for  the  Petitioners;  Alexander,  Q.C.,  and  William  Baker  (instructed  by 
Jaques  and  Co.)  appeared  for  the  Objectors ;  and  Sutton  appeared  for  the 
Crown. 

Lord  Hbrschell. — ^The  application  for  a  patent  in  this  case  is  made,  not 
by  the  original  Patentee,  but  by  the  Company  who  are  now  the  assignees  of 

25  the  patent.  The  patent  was  sold  in  the  first  instance  by  the  Patentee  to  a 
Company  called  The  Noiseless  Tyre  Company,  in  consideration,  under  circum- 
stances which  happened,  of  2,500/.,  and  100  shares  of  10/.  each  in  the  Company. 
That  Company  was  unsuccessful,  and  its  interest  was  sold  to  a  new.  Noiseless 
Tyre  Company,  which  carried  on  the  business  for  three  years  at  a  small  profit, 

30  and  then  sold  the  business  and  the  invention  to  the  present  Applicants.  They 
recelTed  on  that  sale  5,000/.  in  cash,  10,000/.  in  debentures,  making  15,000/., 
and  20,000  1/.  shares.  It  is  said  that  the  20,000  1/.  shares  are  now  worth  only 
Zs.  per  share  instead  of  1/.  per  share,  the  working  of  the  Company  in  which 
those  shares  were  held  not  having  been  so  successful  as  was  at  one  time 

35  anticipated.  It  is  doubtful  whether  those  shares  ought  to  be  regarded  now  at 
their  present  value  of  3a.,  seeing  that  they  had,  at  the  time  they  were  assigned 
and  made  over  as  part  of  the  consideration,  a  possible  value  of  1/.,  and  might 
ultimately  have  had  a  value  of  more  than  1/. ;  but  taking  them  as  shares  of 
the  value  of  'is.,  that  would  be  3,000/.,  which,  added  to  the  15,000/.,  makes 

40  18,000/.  received  by  the  Company  who  sold  to  the  present  Applicants.  Then 
tbe  present  Applicants  have  made  admittedly  several   thousand   pounds  in 
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addition.  Questions  have  been  raised  whether  certain  items  \7hich  they  have 
debited  as  against  the  receipts  are  properly  debited  on  the  ground  that  they  are 
losses  on  the  cab  business,  and  whether  interest  on  the  purchase  money  of  the 
cab  business  ought  to  be  taken  into  account.  It  is  unnecessary  to  say  whether 
they  ought  to  be  taken  into  account  or  not,  but,  undoubtedly,  25,000/.  must  be  5 
taken,  at  the  least,  as  having  been  received  in  respect  of  this  invention  by  the 
original  inventor  and  his  assignees,  when  the  receipts  are  taken  together,  as  it 
is  suggested  they  should  be.  It  is  unnecessary  to  deal  with  the  point  raised  as 
to  the  position  of  the  Applicants  in  view  of  the  fact  that  the  inventor,  the  original 
Patentee,  parted  with  his  patent  outright,  and  retained  no  interest  in  the  patent  10 
except  as  regards  shares  in  the  Company  which  was  to  work  it,  which  shares 
of  course  have  no  relation  to  the  present  Company.  It  is  unnecessary  to 
consider  the  position  of  an  Applicant  asking  for  a  prolongation  under  those 
circumstances,  inasmuch  as  their  Lordships  are  of  opinion  that,  accepting  the 
principle  contended  for  by  the  Counsel  for  the  Applicants,  quite  sufficient  15 
remuneration  has  been  received  for  the  invention  now  in  question. 

Their  Lordships  are  therefore  unable  to  advise  Her  Majesty  to  grant  any 
prolongation  of  the  patent. 

The  petition  was  dismissed,  with  cost>8. 


In  the  High  Court  of  Justice.— Chancery  Division.  20 

Before  Mr.  Justice  Romer. 
February  4th,  5th,  6th,  9th,  10th,  11th,  and  12th,  1897. 
The  Pneumatic  Tyre  Company,  Ld.  v.  Marwood  and  Crops. 

PaiefU,— Action  for  infringement — Alleged  prior  user. — Injunction  granted. 

T?he  action  wae  to  restrain  ir^ringement  of  a  patent  for  improvements  in  25 
rubber  tyres  and  metal  rims  of  wheels  for  cycles^  Jtc.  The  Defendants  at  first 
raised  all  the  usual  defences  in  a  patent  a^tion^  but  after  the  decision  in  The 
Pneumatic  Tyre  Company  v.  East  London  Rubber  Company,  ante  page  77 ^ 
almost  all  the  issues  were  struck  out^  and  at  the  trial  the  case  was  practically 
reduced  to  a  single  case  of  prior  user.  30 

Hie  learned  Judge  held  thai  the  Defendunts"  case  was  not  proved  to  his 
satisfactiony  and  granted  an  iiyunction^  with  solicitor  and  client  costs. 

On  the  16th  of  September  1890,  a  patent  (No.  14,563  of  1890)  was  granted  to 
C.  K.  Welch  for  "  Improvements  in  rubber  tyres  and  metal  rims  or  felloes  of  . 
"  wheels  for  cycles  and  other  light  vehicles.''    The  Specification  can  be  found  35 
ante  page  77  in  the  report  of  the  case  of  The  Pneumatic  Tyre  Company  v.  East 


: 
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London  Rubber  Company,  The  validity  of  the  patent  was  established  in  a 
case  of  The  Pneumatic  Tyre  Company  (in  whom  the  patent  had  become  vested) 
against  Caaswell^  reported  13  R.P.C.  164. 
On  the  6th  of  May  1896,  The  Pneumatic  Tyre  Company  commenced  the 
5  present  action  against  Marwood  and  Cross  to  restrain  infringement  of  the 
patent,  claiming  the  nsnal  relief.  The  Defendants  denied  infringement^  and 
allied  the  invalidity  of  the  patent.  The  Particulars  of  Objections,  as  originally 
framed,  raised  all  the  defences  nsnally  raised  in  patent  actions  ;  but  after  the 
decision,  given  on  December  18th,  1896,  in  The  Pneumatic  Tyre  Company  v. 

10  East  London  Rubber  Company^  14  R.P.C.  77,  almost  all  the  Particulars  were 
struck  out.  The  amended  Particulars  were  as  follows  : — (1)  Welch  was  not 
the  true  and  first  inventor.  (2)  The  said  alleged  invention  was  not  new.  The 
inventions  claimed  in  the  9th,  10th,  11th,  12th,  13th,  14th,  16th,  and  17th  claims 
of  the  Plaintiffs'  Specification  were  anticipated  by  the  public  manufacture  and 

U  user  of  pneumatic  tyres  made  and  attached  to  the  rims  of  cycle  wheels  in 
identically  the  same  way  as  that  described  in  the  Specification  and  claimed 
in  those  claims.  Particulars. — Manufacture  of  tyres  as  aforesaid  from 
January  to  August  inclusive  by  J.  H,  Bolton^  then  in  the  employ  of  A.  Howard^ 
a  cycle  manufacturer  at  4,  Gray's  Inn  Road.    The  tyres  so  manufactured  were 

20  used  on  the  roads  between  4,  Gray's  Inn  Road  and  Percy  Square,  16,  Cumberland 
Street,  Bamsbury,  and  Liverpool  Street,  Islington,  at  which  places  Bolton 
resided.  Bolton  rode  a  cycle  fitted  with  tyres  manufactured  by  him  as  afore- 
said from  London  to  Hertford,  about  the  Bank  Holiday  in  August  1890,  and 
on  other  occasions  prior  to  the  Plaintiffs'  patent.    Bolton  was  now  carrying 

25  on  business  as  a  cycle  manufacturer  at  No.  187,  Gray's  Inn  Road.    (3)    In 

view   of  the   state   of   public   knowledge,  and    in  view  of  the  anticipations 

specifically  mentioned   in  paragraph   2,   the   said   alleged  invention  was  not 

subject-matter  for  a  valid  grant  of  Letters  Patent. 

The  action  now  came  on  for  trial.  Moulton,  Q.C.,  Wallace^  Q.C.,  J,  C.  Graham, 

30  and  A.  J.  Walter  (instructed  by  J.  B.  Purchase)  appeared  for  the  Plaintiffs ; 
Terrellj  Q.C.,  Boydell  Houghton^  and  Rylands  (instructed  by  H.  W.  Osmond), 
appeared  for  the  Defendants. 

Moulton^  Q.C.,  for  the  Plaintiffs. — The  only  issue  left  is  the  alleged  prior 
user   by  J.   H.  Bolton.      Infringement   is    admitted.     Welch,  the    inventor, 

35  will  prove  that  he  is  the  first  and  true  inventor,  and  the  issue  of  prior  user, 
which  is  an  issue  of  fact  depending  chiefly  on  the  testimony  of  memory,  is 
for  the  Defendants.  The  original  Particulars  alleged  the  manufacture  of  a 
tyre  similar  to  the  Plaintiffs'  invention  by  Bolton,  in  January  to  March  1890  ; 
in  the  amended  Particulars,  delivered  in  November  1896,  April,  May,  June, 

40  July,  and  August  were  added  as  months  in  which  this  manufacture  took 
place. 

C.  K.  Welch,  the  inventor,  was  called  and  stated  that  he  was  the  inventor. 
Terrell,  Q.C.,  opened  the  Defendants'  case,  stating  that  it  was  a  simple 
question  whether  the  people   coming  before  the  Court  were  speaking  the 

45  truth  or  not.  The  case  raised  was  that  Bolton,  in  1890,  made  certain  tyres 
which  were  anticipations,  and  that  these  were  sold,  were  ridden,  and  were 
publicly  seen,  and  that  a  number  of  witnesses  would  be  called  to  prove  these 
facts. 

The  following  witnesses  were  then  called  for  the  Defendants; — 
*  50  J,  H.  Bolton  gave  evidence  that  he  was  working  for  Q.  Howard,  at  4,  Gray's 
Inn  Road,  from  1885  to  the  end  of  August  1890.  He  lived  himself  in  Penton 
Place  in  1889,  and  in  August  1889  went  to  Percy  Square.  At  Penton  Place  he 
made  a  spring  wheel ;  he  thought  a  spiral  spring  might  be  brought  in  to 
take  the  vibration  off  an  ordinary  in  place  of  a  tyre.    He  did  not  interfere 

55  with  pneumatic  tubes  at  Penton  Place.  At  Percy  Square,  in  February  1890,  he 
started  to  make  a  pneumatic  tyre  with  a  cover,  and  he  put  wires  in  each  edge 

u 
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and  a  third  wire.  Then  he  left  the  third  wire  out,  probably  at  Cumberland 
Street.  He  fastened  the  wires  down  one  side  and  possibly  he  tried  both  sides. 
He  had  an  inner  tabe  and  the  ordinary  rim  for  cushioned  tyres.  He  made 
one  pair  of  tyres  in  1890,  and  several  covers  in  that  year.  He  believed  he 
rode  the  pneumatic  safety  (similar  to  an  exhibit),  with  the  back  wheel  in.  5 
to  Hertford,  and*  saw  his  brother-in-law  Ramsey,  He  showed  the  safety  to 
ElliSy  who  lived  in  the  same  house  at  Percy  Square,  to  F.  Brown  ^  at  Percy 
Square  or  4,  Oray's  Inn  Road,  and  to  A.  Howard^  at  4,  Oray's  Inn  Road. 
Witness,  and  also  his  wife,  sewed  in  the  wires.  Witness,  when  he  was  in 
Gray's  Inn  Road,  altered  some  tyres  for  Windham  ;  the  tyres  were  ordinary  10 
"  Dunlop  "  tyres,  fixed  with  canvas  on  the  rim ;  he  took  the  cover  off  and 
made  a  bag — that  is,  the  canvas  lining  fixed  on  the  rubber  to  keep  the  tyre  to 
one  size. 

William  Daniells  was  called  to  prove  the  date  of  the  Howards  leaving 
4,  Gray's  Inn  Road.  ir» 

BoUon,  further  examined. — He  sold  a  machine  (an  exhibit  GKWl)  to  a 
Mr.  Qarrard.  He  also  made  one  which  he  sent  to  a  Mr.  Oreen  (CKW2). 
After  leaving  Howard  in  August  1895,  he  worked  for  a  Mr.  Schute^  but  he 
did  not  tell  hjm  of  the  machine  he  had  made.  He  belonged  to  a  cycle  club 
and  might  have  told  two  members,  a  Mr.  Wallace  and  a  Mr.  Sliarrard.  He  20 
afterwards  became  acquainted  with  a  Cook  Company,  who  had  a  patent,  and 
he  made  "  Cook  "  tyres. 

W.  O,  Ellis  saw  the  machine  at  Percy  Square,  and  helped  a  little  with  it,  and 
his  wife  saw  it. 

Mrs.  Ann  Bolton,  wife  of  J.  H.  Bolton,  assisted  with  the  machine  by  sewing  25 
in  the  wires. 

Mrs.  Ellis,  wife  of  W,  (?,  Ellis,  saw  the  machine. 

iZ.  Brown  rode  a  machine  of  Bolton's. 

T.  Bellamy,  a  wire  worker,  lived  at  the  same  house  as  Bolton,  and  supplied 
wire  to  him  and  saw  a  machine.  30 

F.  Brown,  a  clerk,  saw  Bolton  engaged  on  wheels  and  assisted,  and  saw 
Bolton  ride  a  machine. 

G.  Howard  saw  Bolton^s  machines  and  saw  him  ride  one. 

T.  Ramsey  saw  the  machine  when  Bolton  rode  over  to  see  him. 

F.  Windham  gave  evidence  that  in  1890  he  had  a  tricycle  and  he  exchanged  35 
it  for  a  bicycle  with  "  Dunlop  '*  rag  tyres  ;  and  as  to  the  alterations  made  by 
Bolton  in  June  1890  in  his  machine,  which  was  ridden  by  a  boy  named 
Shuttleworth,  and  which  he  showed  to  a  Mr.  Everett,  who  was  dead,  and  a 
Mr.  Graydon  Poore,  and  a  Mr.  W.  Wallace,  who  cut  his  finger  with  it. 

Graydon  Poare  saw  Windham's  bicycle.  40 

W.  WalUice  saw  Windham's  bicycle  and  cut  his  finger  with  it. 

P.  J.  Shuttleworth  saw  Windham's  bicycle  and  rode  it.  A.  C.  Herbert  rode 
to  Brighton  with  him. 

S.  Shuttleworth  saw  Windham's  bicycle. 

A .  W.  Banks  gave  evidence  as  to  dates.  45 

E.  A.  Golding  was  only  called  to  give  evidence  that  he  had  pneumatic  tyres 
fitted  by  Bolton  after  the  date  of  the  patent  of  the  Plaintiffs. 

A.  Norton  gave  evidence  that  be  was  in  the  employment  of  Sims,  and  some 
of  Sims^  tyres  were  converted  into  the  wired  tyre  of  Bolton  by  Bolton  early 
in  1891.  '  '  '  M^ 

A.  Howard  saw  Bolton's  tyre  and  saw  Bolton  riding  it. 

H.  Sims  saw  Bolton's  tyre  and  had  some  tyres  altered  by  Bolton  at  the  end 
of  1890  or  the  beginning  of  1891.    Cross-examined:  He  was  a  member  of  the 
Eingsdale  Club  to  which  Bolton  belonged,  and  used  to  ride  with  Bolton. 
Witness  knew  Jelley,  and  told  Jelley  of  Bolton's  tyre,  as  there  was  an  action  55 
by  Ttie  Pneumatic  Tyre  Company  against  Jelley  or  TheBeesUm  Tyre  Company, 
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and  Jelley  and  others  connected  with  The  Beeston  Tyre  Company  made  a  small 
inquiry  as  to  Bolton's  tyres. 

F.  Windham  was  further  examined  as  to  the  exchange  of  his  tricycle  in 
1890  for  a  pneumatic  bicycle,  and  also  8.  Shuttleworth  and  B.  Brown  were 
5  further  cross-examined. 

A,  J,  BouU  gave  expert  evidence  that  the  tyres  of  Bolton  would  be  an 
anticipation. 

S.  Lee  was  a  Defendant  in  an  action  for  an  infringement  by  the  Plaintiff 

Company  and  managing  director  of  The  Puncture  Proof  Pneumatic  Company y 

10  who  were  Defendants  in  another  action  by  the  Plaintiff  Company,  and  this 

anticipation  by  Bolton  was  pleaded  in  both  those  actions.    He  had  been 

working  at  this  case.     [This  witness  was  only  put  up  for  cross-examination.] 

«7.  H.  Bolton  was  further  examined,  and  also  Mrs.  Bolton,  as  to  visits  paid  to 
them  in  1896  or  1897  by  Jelley  and  Lawson^  who  afterwards  gave  evidence  for 
15  the  Plaintiffs. 

A  number  of  witnesses  were  then  called  for  the  Plaintiffs,  and  two  or  three 
of  the  Defendants'  witnesses  were  also  further  examined. 

H.  Du  Gros,  the  chairman  of  the  Plaintiff  Company,  stated  that  neither 
pneumatic  tyres  nor  cushion  tyres  were  common  in  1890,  and  pneumatic  tyres 
20  came  first  of  the  two  kinds. 

J.  B.  PurchasCy  the  solicitor  of  the  Plaintiff  Company,  stated  that  he  saw 

the  exhibits  CKW 1  and  CKW2  at  the  office  of  the  Defendants'  solicitor ;  and 

S.  Leey  who  was  present,  said  they  were  the  machines  made  by  Bolton,  and 

ridden  on  in  the  ride  referred  to  in  the  Particulars.    It  was  only  on  the  6th  of 

25  November  that,  from  a  letter  from  the  Defendants'  solicitor,  he  discovered 

r  that  the  exhibits  were  not  the  machines  alleged  to  be  made  in  1890.     Cross- 

^'^  examined :  He  had  thought  Bolton  was  present  when  he  first  saw  the  exhibits, 

but  he  had  since  found  out  it  was  a  mistake. 

J.  McLullick  gave  evidence  that  no  money  had  ever  been  paid  to  any 
30  witnesses,  and  he  was  at  Clerkenwell  when  the  members  of  the  Eingsdale 
Club  gave  their  evidence  as  to  what  they  knew  of  Bolton  and  of  his  riding 
a  pneumatic  tyre  at  that  time. 

J.  Jelley  was  a  manager  of  The  Beeston  Tyre  Company.  The  Company  was 
Defendant  to  an  action  by  the  Plaintiffs  on  the  Welch  patent,  and  he  and  others 
35  -were  doing  their  best  to  find  anticipations  of  that  patent.  Witness  saw  Sims, 
who  said  Bolton  might  help  them.  Witness  and  Lawson  saw  Bolton  and 
Mrs.  Bolton,  and  witness  wrote  to  Sims,  stating  that  Bolton^s  tyre  was,  in  his 
opinion,  made  in  1891.  Witness  and  Lawson  again  went  to  see  Bolton  and 
pressed  him  hard  to  get  documentary  evidence,  but  he  could  not  give  it.  The 
40  Boltons  finally  said  it  was  no  doubt  made  in  1891. 

F.  Windham  was  re-called  and  further  examined,  and  stated  that  P.  Shuttle- 
worth  was  in  his  employ  from  April  1890  to  the  end  of  the  year. 

A.  C.  Herbert  contradicted  P.  J.  Shuttleworth^ s  evidence  that  he  rode  with 
him. 
*5  F,  Martin  gave  evidence  that  he  had  known  Bolton  since  1888,  and  when 
Howard  discontinued  business  the  witness  assisted  Bolton  to  take  his  present 
shop,  where  he  often  visited  him.  The  first  time  Bolton  ever  mentioned  a 
pneumatic  tyre  to  witness  was  about  the  end  of  1891,  when  Bolton  was  making 
CooKs  tyres.  In  1890,  he  often  rode  with  Bolton,  but  he  never  saw  him  on  a 
50  pneumatic  machine  and  never  heard  of  one.  Bolton  never  mentioned  one. 
Gross^examined :  Witness's  son  did  not  ride  one  of  Bolton's  tyres  at  Wisbech 
in  January  1891 ;  he  rode  a  "  Trigwell "  tyre. 

A.  V.  Pinson  was  a  member  of  the  Kingsdale  Club  in  1890  ;  he  rode  back 
from  Brighton  with  Bolton  on  the  Bank  Holiday,  7th  of  April  1890.    Bolton 
^  rode  an  ordinary,  and  witness  never  saw  Bolton  ride  a  pneumatic  or  heard  him 
talk  about  one. 
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B,  Burns  was  a  member  of  the  Kingedale  Clnb  from  1888  to  1895  ;  witness 
first  got  a  pneumatic  on  March  13th,  1891,  and  no  member  of  the  clab  had  a 
pneumatic  prior  to  that.  Witness  was  away  from  England  in  1890  ;  Bolton^  in 
1891,  rode  a  solid  tyre  ordinary. 

W,  E.  Fernhead  was  a  member  of  the  Kingsdale  Cycling  Club.    He  knew  5 
Bolton  in  1890,  by  sight,  and  in  1891  to  speak  to.    In  the  early  part  of  1890  no 
member  of  the  clnb  had  a  pneumatic  tyre ;  witness  thought  three  members 
I  had  them  in  the  end  of  the  year — Clarkso7i,  Pinson,  and  another.     Witness 

j  never  heard  Bolton  mention  anything  about  having  a  pneumatic  tyre  in  1890. 

H,  Sha^^ett  was,  in  1890,  a  member  of  the  Kingsdale  Cycling  Club  ;  he  knew  10 
Bolton  and  went  out  riding  with  him ;  they  talked  about  cycling  matters. 
Witness  never  saw  Bolton  riding  a  pneumatic  tyre  in  1890,  nor  did  Bolton 
mention  such  tyres  in  1890.  Witness  visited  Bolton  at  work  at  Percy  Square, 
Cumberland  Street,  and  Roman  Road,  and  he  saw  no  pneumatic  tyre  there  in 
1890.  ^15 

(7.  Holman  was  a  member  of  the  Kingsdale  Club,  and  the  first  time  he  saw 
Bolton  use  a  pneumatic  tyre  was  towards  the  end  of  1891. 

H,  J.  Lawson  was  chairman  of  The  Beeston  Pneumatic  Tyre  Company  and 
searched  for  anticipations  of  the  Welch  patent.     He  went  with  Jelley  to  call  on 
Bolton^  and  the  result  was  that  the  Boltons  admitted  that  Bolton  only  made  20 
the  pneumatic  tyres  in  1891. 

J.  H.  H.  Sturmey  was  editor  of  "The  Cyclist"  from  1889.  The  first  pneu- 
matic tyre  he  ever  saw  was  in  November  1889  ;  in  the  early  part  of  1890  it  was 
a  matter  of  favour  to  get  a  pneumatic  tyre.  Till  quite  late  in  1890  firms  had  to 
send  their  wheels  over  to  Dublin  to  be  fitted  with  pneumatic  tyres  by  The  25 
Pneumatic  Tyre  Company.  The  first  cushion  tyre  was  shown  at  the  Stanley 
Show  in  January  1890,  and  cushion  tyres  were  comparatively  rare  till  the 
autumn. 

Dr.  E.  Knight  was  a  director  of  The  Cook  Detachable  Tyre  Company, 
Bolton  was  employed  by  the  Company  to  make  some  tyres  and  attend  the  30 
Show  in  November  1892  and  January  1893  ;  Bolton  had  charge  of  their  stall. 
The  Company  had  to  deposit  two  tyres  with  the  Plaintiff  Company  in  order 
to  get  a  license,  which  they  took.  Bolton  never  suggested  to  witness  that  he 
had  made  wired-on  tyres  earlier  than  the  Welch  patent. 

F.  T,  Bidlake,  a  cyclist,  gave  evidence  that  pneumatic  tyres  were  exceedingly  35 
rare  till  June  1890,  and  had  practically  not  come  to  the  public.    The   first 
detachable  tyre  mentioned  was  the  "  Clincher  "  in  November  1890. 

F.  J.  Martin. — The  first  time  witness  had  a  pneumatic  cycle  was  in  1892. 
CrosS'^amined:  The  first  pneumatic  tyre  he  ever  rode  came  from  Bolton,  with 
a"Trigweir'tyre.  40 

J.  H,  Bolton  was  re-examined  as  to  the  question  of  valves. 

A,  W.  Osmond,  the  Defendants'  solicitor,  was  also  re-examined  as  to  this 
point. 

A.  J,  Wilson  had  been  the  London  manager  of  The  Pneumatic  Tyre  Company ; 
he  was  examined  as  to  the  valve  and  stated  that  the  new  valve  was  not  used  till  45 
May  1891. 

ROMBR,  J. — Mr.  Terrell,  the  best  course  will  be  for  you  to  sum  up  your 
evidence,  or  address  me  on  the  issue. 

Terrell,  Q.C. — ^The  issue  is  on  me,  and  I  have  the  reply  when  my  learned 
friend  has  spoken.  50 

ROMER,  J, — Mr.  Moulton,  you  had  better  go  on,  then  Mr.  Terrell,  and,  if 
necessary,  I  will  let  you  have  a  final  reply. 

Moulton,  Q.C,  summed  up  for  the  Plaintiffs. — I  propose  to  criticise  the 
evidence.    First,  I  say  that  Bolton  did  not,  in  1890,  make  these  tyres  or  any 
tyres  wired  on  in  the  way  described.    Possibly  he  made  a  three- wire  tyre,  ^^ 
though  I  do  not  think  that  is  established,  and  it  was  no  anticipation.    The 


Vol.X:tV.,No.8.]         AUD  TRADE  StAftK  CASES.  «45 

The  Pneumatic  Tyre  Company,  Ld.  v.  Marwood  and  Gross. 

"  Windham  "  tyre  is  put  forward  as  a  tyre  made  and  sold  in  1890.  My  case  is 
that  that  never  existed  in  1890.  Now,  what  is  the  evidence  as  to  Windham  ? 
In  1892  he  applied  for  a  license  to  make  under  the  "  Dunlop  "  patents,  and  had 
to  deposit  a  specimen  tyre  to  show  what  he  was  going  to  make.    In  1896, 

^  Windham  went  to  see  that,  and  as  it  was  mislaid  he  sent  what  he  called  the 
facsimile  of  what  he  had  done  before — a  pure  "  Welch  "  tyre.  Windhamy  in 
evidence,  stated  that  he  told  Purchase  in  1S93  that  he  would  not  take  a  license 
under  the  Welch  patent  as  he  had  made  such  a  tyre  before.  That  was 
untrue,  and  Purchase  denied  it.     If  it  were  true,  why  did   Windham  say,  in 

10  1896,  that  the  license  he  got  was  a  license  to  make  the  "  Welch  "  tyre.  This 
fraud  was  detected  by  the  original  exhibit  being  found,  and  Windham,  in 
the  action  running  against  him,  consented  to  an  interlocutory  injunction. 
Windham  made  a  desperate  attempt  to  get  a  license  for  the  Welch  patent  in 
1896,  as  to  which  he  says,  in  evidence,  that  he  had  materials  for  destroying  it 

15  in  1»92  or  1890.  Windham,  is  not  worthy  of  credence,  for  Purchase  has  given 
evidence  that  Windham  never  suggested  he  had  done  it  before.  Windham 
knew  that  he  did  not  get  the  pneumatic  tyre  in  1890  which  he  said  he  had  got 
in  1890.  At  that  time  the  Plaintiffs  could  trace  every  pneumatic  tyre,  so  few 
had  been  sent  out,  and  Windham's  story  is,  that  in  a  newspaper,  he  did  not 

20  know  which,  he  saw  an  oflEer  to  exchange  a  pneumatic  tyre  for  a  tricycle  by 
some  one,  he  did  not  know  whom,  living  in  the  West  End  at  an  address  he 
did  not  know,  and  was  directed  to  some  mews  and  there  made  the  exchange. 
That  is  a  story  subject  to  grave  suspicion.  That  evidence  is  supported  by 
P.  Shuttleworth,  whose  statements  were  proved  to  be  untrue  on  several  points. 

25  Windham  probably  had  a  bicycle  with  tyres  fixed  on  by  wires,  but  when  ? 
ShtUUeworMs  evidence  as  to  the  date  was  a  deliberate  falsehood.  Herbert 
never  rode  with  him  in  his  life,  and  the  date  of  his  employment  with  Felix 
and  Weyman  was  untrue.  Then  as  to  the  alteration  by  Bolton,  Windham 
gives  evidence  that  he  wanted  the  cover  altered  and  so  remade  that  it  could 

30  detach.  That  is  simply  anticipating  the  invention  of  a  detachable  tyre,  when 
there  was  not  a  detachable  tyre  in  the  market,  and  Windham  was  sending  it 
to  a  small  shop  to  be  done.  His  account  of  the  repairs  differs  entirely  from 
Bolton's.  Wallace  fixes  the  date  by  something  connected  with  the  thing  in 
question,  but  it  is  clear  that  Wallace  was  referring  to  deflation,  and  that  only 

35  non-deflatable  valves  were  used  in  1890.  MHtidham's  machine  had  not  only 
the  wires  and  a  new  rim,  but  a  new  valve  which  only  came  in  in  1891  ;  the 
whole  tale  is  of  1891  when  those  things  could  be  bought ;  in  1890,  such  things 
could  not  be  procured.  Bolton  said  he  made  the  valve  from  a  book  on  ^'  Dunlop  *' 
tyres,  and  at  this  time  the  first  firms  in  England  were  sending  their  tyres  to 

40  be  repaired  in  Dublin.  On  the  7th  of  February  1896,  Bolton,  in  answer  to  a 
letter  from  the  Dunlop  Company,  wrote — "  Dear  Sirs, — With  reference  to  the 
^^  tyres  that  were  mentioned  to  your  Mr.  Burleigh  in  a  gossip  with  me,  I  can 
"  only  add  that  I  had  a  lot  of  very  crude  ones,  which  you  would  laugh  at  now. 
*'  The  first  one  that  I  made  was  in  1890,  which  had  a  wire  in  the  edge  of  the 

^  *'  cover  on  both  sides ;  I  then  buttoned  it  up  with  eyes  at  equal  distances,  and 
**  then  a  third  wire  kept  it  on  to  a  cushioned  rim  running  through  the  eyes  or 
^  the  cover ;  said  wires  were  fastened  to  rim.  I  think  the  third  wire  only 
"  kept  the  jacket  together."  That  shows  what  he  was  making.  The  cushion 
tyres  were  later  than  the  pneumatic  tyres,  and  in  answer  to  them  ;  that  clearly 

50  shows  the  experiment  must  have  been  in  1891.    What  can  the  Defendants' 

Counsel  say  in  the  face  of  this  letter,  written  before  the  case.    In  a  case  like 

[>  this,  which  depends  on  human  memory  as  to  what  happened  in  1890,  a  letter 

is  worth  all  the  statements  of  the  witnesses.    Then   in   the  other  case,  not 

connected  with  this,  JelUy  and  Lawson  saw  Bolton  and  his  wife  on  several 

55  occasions,  and  finally  Bolton  and  his  wife  produced  a  document  to  confirm 
them  as  to  the  date  of  Bolton's  machine,  and  it  was  found  that  it  was  a  year 


, 
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wrong,  that  is  in  1891.    Lawson,  who  defended  the  case  by  the  Plaintiffs 
against  Casswell  and  found  the  funds,  abandoned  the  anticipation  by  Bolton. 
Lawson  would  not  have  neglected  this  evidence  unless  he  had  been  satisfied 
that  it  was  no  use.    Abandoning  this,  Lawson  fought  the  Casswell  case  on  the 
ground  of  disconformity  ;  he  lost,  and  had  to  pay  2,500Z.  a  year  royalty,  2,000^.  5 
down,  and  all  the  costs.    He  was  beaten  before  he  settled.    Bolton's  letter 
settles  his  machine.    As  to  the  Windham  case,  of  which  the  Plaintiffs  had  uo 
notice  until  the  opening  speech  of  the  Defendants*  Counsel,  who  said  that 
Wallace  i*ode  the  tyres.     \Bousfieldj  Q.C. — That  was  a  mistake.]     I  submit  that 
is  a  mistake,  and  that  both  Walku:e  and  Oraydon  Poore  saw  Windham  in  1891,  10 
Poore  speaks  of  it  as  a  thing  that  was  to  be  patented.    It  is  exactly  what  would  be 
said  a  y  ear  later,  when  Bolton  was  experimenting  with  Cook  in  1891.     Wallace  is 
equally  certain  as  to  the  dates,  but  it  is  clear  there  is  a  mistake.  The  tyres  exhibited 
were  made  out  at  first  to  have  been  made  in  1890,  until  they  were  examined 
by  the  Plaintiffs'  experts.    S.  Lee  told  Osmond  that  one  of  the  tyres  exhibited  15 
was  made  in  1890,  and  just  at  the  time  the  Dunlop  Company  was  coming  to 
the  public  to  get  its  capital,  Osmond^  the  Defendants'  solicitor,  wrote  to  the 
Plaintiffs'  solicitor — "Dear  Sir, — I  am  instructed    by    the  directors   of   The 
^^  Puncture  Pnoqf  Pneumatic  Company ^  Ld.^  upon  which  Company  a  writ 
"  has  been  served  by  Tlie  Pneumatic    Tyre   Company,  Ld.,  for  an   alleged  20 
'*  infringement  of  patents,  to  inform  you  that  my  clients  are   in    possession 
"  of  evidence   of  anticipation  and   prior   user  of  the   subject-matter  of  the 
"  patent  mentioned  in  the  writ.    The  evidence  consists,  briefiy,  of — (1)  The 
"  person  who,  in    March  1890,  manufactured  tyres  described  in  the   Welch 
**  patent  Specification  ;   (2)  those  who  assisted  in  the  manufacture  of  the  tyre  25 
"  and  to  whom  the  idea  was  communicated  ;   (3)  of  persons  who  used   the 
"  tyres  on  journeys  upon  the  road  in  March,  Easter,  and  August  1890.     The 
"  tyres  themselves  are  in  the    possession    of  the   Company.     Under  these 
"  circumstances,  I  am  further   instructed   to   demand  an  instant  withdrawal 
"  of   the   writ,  and   an   undertaking  not   to   interfere  in  any  way  with  my  30 
"  clients  in  the  manufacture  and  sale  of  their  tyres,  and  to  inform  you  that 
"  on   your  failing  to  comply   with   this  demand    by  11  o'clock  to-morrow, 
"  Saturday,  morning,  they  will  hold  themselves  at  liberty  to  put  the  public 
"  in  possession  of  the  whole  of  the  evidence  above  referred  to  as  and  when 
^'  they  think  fit.     A  copy  of  this  letter  has  also  been  sent  to  the  directors  35 
"  of  The  Pneumatic  Tyre  Company. ^'^    Then  our  experts  saw  these  exhibits, 
and  on  the  6th  of  November  1896,  Osmond  wrote  that  the  exhibit  tyres  were 
not  mentioned  in  the  Particulars  of  Objections ;    and  yet  in  the  opening  of 
Counsel  for  the  Defendant-s  it  appeared  as  if  it  was  going  to  be  said  these  tyres 
were  made  in  1890.     O.  D.  Howard  swears  to  a  pneumatic  tyre  which  never  *0 
existed.    Again,  Alfred  Howard  swears  that  Bolton  had  the  back  wheel  of  a 
pneumatic  tyre  in  1889,  when  the  Boltons  both  said  that  Bolton  had  no  pneu- 
matic tyre  till  1890.    Those  two  witnesses,  the  Howards,  are  swearing  that 
there  was  a  pneumatic  tyre  which,  on  the  rest  of  the  evidence,  never  existed. 
O.  D,  Howard  says  he  saw  half-a-dozen  safeties  with  Bolton's  tyres  on,  while  ^ 
Bolton  and  Mrs.  Bolton  say  there  was  only  one  pair  in  1890 ;  Bolton  says  he 
only  had  rims  for  cushion  tyres.      Bolton  did  not  ever  say  he  made  the 
^^  Windham  "  tyre  ;  he  said  he  might  have  made  covers.  Bolton  never  made  for 
trade  purposes,  he  denies  that,  yet  the  Howards  say  he  made  six.    Howard  is 
relied  on  as  the  man  who  employed  Bolton,  but  when  the  evidence  is  looked  50 
at,  the  witnesses  contradict  each  other.    On  Boltoti^s  evidence  there  was  no 
publication  ;  that  was  why  Windham  was  brought  to  show  a  sale.    There  are 
errors  and  blunders  in  the  evidence  for  the  Defendants,  but  the  fundamental 
error  is  that  the  tyres  were  made  in  1891,  not  in  1890  at  all.    A  safety  bicycle 
was  mentioned,  but  whose  was  it  ?  Bolton  said  it  wdisHoward^s,  and  Mrs,  Bolton  55 
said  it  was  Bolton's  and  that  he  kept  it  at  home.    If  it  were  a  machine  built 
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for    pneumatio   tyres,    it   mnst    have    been    in    1891.      It    is  clear  that  on 
Bolton^s  evidence  there  was  no  publication.    It  is  curious  that  Bolton  never 
rode  to  Schute's ;    Mrs.  Bolton  was  too  positive  about  it  to  be  speaking  the 
truth.    Ellis  does  not  agree  with  Bolton^  who  said  he  had  three  wires  and 
^  only  on  the  back  wheel,  while  Ellis  says  he  never  saw  three  wires,  and  the 
wires  were  on  both  wheels*    On  the  evidence,  Bolton  never  had  and  never 
rode  a  pneumatic  tricycle  in  the  early  part  of  1890.     Bolton  did  not  think  that 
he  invented  anything  in  putting  wires  on  the  tyres,  though  he  alleges  he 
invented  a  valve,  which  was  first  invented  a  year  afterwards,  and  these  wires, 
10  which  were  most  successful.    The  captain  of  Bolton^ s  tlub  said  that  if  Bolton 
had  had  a  pneumatic  tyre,  everybody  would  have  known  it.     There  was  not 
one  member  who  had  ever  ridden  with  Bolton  when  Bolton  was  riding  a 
pneumatic  tyre.    As  to  the  supposed  attempt  at  bribery  by  the  Plaintiffs, 
Broum  evidently  had  instructions  to  try  and  get  bribed,  and  he  tries  to  make 
1^  it  appear  that  there  was  an  attempt  to  bribe,  but  the  evidence  shows  that  no 
money  was  given  to  witnesses.      Martin  was   a  witness  who  was  a  friend 
of  Bolton  and  whom  the  Plaintiffs  only  heard  of  last  night.    He  used  to  have 
Bolton  to  go  out  with  him  and  pace  him.     He  is  just  the  person  to   whom 
Boltoti  would  have  told  all  about  this  pneumatic  tyre  if  it  existed.     If  Bolton 
30  had  kept   it   secret,   there   would   have   been    no   publication.     Did  Bolton 
tell  Martin  about  it,  or  the  members  of  his  club  ?    No.    Bolton  afterwards 
went  to  the  Cook  Company  and  made  specimens  of  "  Cook  "  tyres,  which  the 
Plaintiffs  licensed.    I  take  my  stand  on  Bolton's  letter,  which  describes  that 
the  thing  he  made  had  three  wires,  which  simply  made  one  band. 
25       Terrell,  Q.C.,  replied. — My  friend  has  made  a  mosaic  of  the  evidence,  but 
this  is  a  case  of  evidence  of  which  parts  stand  by  themselves.    There  are  a 
number  of  witnesses  of  more  or  less  credit,  and  each  one  of  them  gives  evidence 
to  destroy  this  patent.     If  you  destroy  the  evidence  of  some  of  them,  it  does 
not  follow  that  the  evidence  of  all  is  gone.    It  is  clear  that  there  were  instances 
30  of  wires  for  wheels,  and  many  of  them  had  two  wires,  one  on  each  side.    Wires 
were  known  before  the  date  of  Welch's  patent.    Bolton  was  making  tyres  with 
wires  in  1890  ;  it  is  contended  that  he  was  not,  because  of  the  valve,  as  to  which 
Wilson  gave  evidence  that  it  was  not  used  till  1891,  but  the  book  shows  the 
use  of  non-return  valves ;  non-return  valves  are  not  valves  which  do  not  let 
35  air  back,  but  they  are  valves  to  let  the  air  in  and  to  prevent  it  going  back  at 
once.    Bolton  stated  in  his  evidence  that  he  had  a  valve  which  had  the  hole 
in  the  side,  and  that  enabled  the  tyre  to  be  deflated.     Wilson  says  that  there 
was  no  valve  by  which  the  tyre  could  be  deflated  till  May  1891.    On  the 
Defendants'  evidence,  the  valve  may  have  been  used  before  1891.     [Romer,  J, 
40  — ^I  am  against  you  on  that  point.]     The  Defendants'  witnesses,  who  saw 
and  rode  on  the  tyre,  said  there  was  a  valve,  and,  if  any  one  of  those  witnesses 
is  speaking  the  truth,  the  valve  was  used.     [Rombr,  J, — The  memory  may  be 
misleading.]     Much  inquiry  has  been  made  into  the  circumstances,  and  all 
dates  are  fixed  by  documents.    Bolton  fixes  his  dates  by  his  removals,  and  the 
45  Hotvards  fix  theirs  by  their  being  sold  up  and  giving  up  the  keys.    R,  Brown 
rode  Bolton's  machine  in  1890  and  described  it ;  his  evidence  as  to  the  dates  is 
supported  by  the  facts.    He  took  the  machine  from  Roman  Road  and  rode  it 
I '  to  go  and  see  his  married  sister,  who  died  soon  after.    This  witness  had  an 

I  interview  with  Schute,  who  said  that  he  could  "make  money  ;   Schute  was 

I  50  employed  by  somebody  on  the  part  of  the  Plaintiffs.    Then  Brown  was  to  have 

I  an  interview  with  McLullick  and  shorthand  notes  were  taken  of  that  interview 

as  it  was  important  to  see  if  McLullick  would  make  him  an  offer.  The  witnesses 
were  all  kept  out  of  Court,  and  yet  they  corroborated  one  another  by  their 
evidence.  It  surely  must  be  true.  There  will  always  be  some  discrepancies 
55  in  such  an  amount  of  evidence.  Welch's  patent  is  not  for  a  pneumatic  tyre,  but 
for  an   arched  tyre  with  inextensible  edges  seated   on  a  convexity.    What 
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was  done  by  Bolton  at  Penton  Place  fulfilled  that  description.  Bellamy,  the 
wire  worker,  gave  his  evidence  fairly,  showing  that  Bolton  was  thinking  of 
wire  at  Penton  Place,  and  Bellamy  supplied  some  to  him.  Brotvn  says  that 
Bolton  had  a  cover  with  wires  in  the  edges.  [Rombr,  J. — There  is  probably 
some  pieces  of  truth,  but  it  is  difficult  to  say  what  is  the  truth  in  this  mosaic]  5 
I  do  not  ask  the  Court  to  believe  Windham  and  Shuttleworth,  except  where 
they  are  corroborated.  But  Bolton,  who  is  an  independent  witness,  ought  to 
be  believed,  and  so  also  the  other  persons  who  corroborated  him.  The  safety 
bicycle  of  Bolton  is  better  confirmed  than  the  "Windham"  bicycle.  There  is  no 
doubt  Bolton  was  using  pneumatic  tyres  at  Penton  Place  ;  he  found  the  spring  W 
was  unsatisfactory  ;  he  was  trying  to  cure  the  puncturing,  and  he  returned  to 
the  pneumatic  tyre.  Ellis,  R.  Brown,  and  Bellamy  confirm  him.  At  Percy 
Square,  Bolton  had  a  safety  with  two  wires  in  the  edges.  Ellis  and  the  HowarOs 
saw  him  ride  it.  In  the  summer  of  1890,  at  Cumberland  Street,  he  made  an 
effective  machine  ;  Mrs.  Bolton,  Sim^,  and  Howard  confirm  his  evidence.  i-^ 

ROMBR,  J. — Of  course,  I  cannot  say  much  until  I  have  heard  yon  out,  but 
I  will  tell  you  the  view  which,  generally,  I  take.  I  feel  distrust  generally, 
and  I  cannot  say  that  the  case  is  proved  to  my  satisfaction.  There  is  a  good 
deal  of  truth,  I  have  no  doubt,  mixed  up  with  other  matters,  but  I  cannot 
sever  the  one  from  the  other.  I  cannot  say,  and  I  do  not  wish  to  say,  whether  20 
that  which  I  do  not  feel  I  can  rely  upon  comes  from  want  of  memory,  or 
imagination,  or  stress  of  circumstances  ;  but  the  nett  result  upon  my  mind  is, 
not  proved. 

Terrell,  Q.C. — ^Very  well,  my  Lortl.    I  felt  that  if  I  said  something  of  the 
kind  I  have  just  said,  your  Lordship  might  make  a  remark  of  that  sort,  and  25 
that  it  would  economise  the  time  of  the  Court. 

ROMBB,  J. — I  should  not  have  said  it  if  you  had  not  asked  me,  because  I 
wanted  to  hear  what  you  had  to  say  ;  but  that  is  the  nett  result,  and  it  would 
be  a  painful  thing  for  me  to  attempt  to  analyse  the  evidence  or  to  explain  why 
I  come  to  this  conclusion,  and  why  I  come  to  that ;  nor  will  it  be  right,  nor  do  30 
I  think  I  ought,  to  reflect  upon  any  witnesses,  on  whom  I  do  not  wish  to  make 
unnecessary  reflections.  I  should  like,  if  I  could,  simply  to  stop  there.  If  my 
formal  judgment  is  wanted,  I  probably  ought  to  go  to  a  little  extent  into  the 
evidence,  but  I  do  not  wish  to  if  I  can  help  it. 

Terrell,  Q.C. — I  do  not  know  that  any  formal  judgment  is  necessary.  35 

ROMBR,  J. — I  will  tell  you  frankly,  if  it  is  to  go  elsewhere. 

Terrell,  Q.C. — It  will  not  go  elsewhere. 

ROMBB,  J. — Then  I  will  say  nothing  except  that  the  case  has  not  been  proved 
to  my  satisfaction. 

Judgment  was  given  for  the  Plaintiffs,. with  costs  as  between  solicitor  and  40 
client. 
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In  the  Court  of  Appeal. 

Be/ore  Lord  Eshbr,  M,R,,  and  Lords  Justices  Lopes  and  Chitty. 

February  17th,  1897. 

Cutlan   v,  Dawson. 

5       Patent — Construction  of  agreement  for  hire. — License. — Power  of  licensee 
to  determine. 

Two  similar  agremnents  were^  in  1891,  entered  into  between  the  Plaintiff' and 
the  Defendants,  by  each  of  which  the  Plaintiff  agreed  to  let  on  hire  and  the 
Defendants  agreed   to  take  one  of  the  Plaintiff's  patented  machines.    Tlie 

10  Defendants  thereby  agreed  to  pay,  "  by  way  of  license  rent  for  the  itse  of  the 
"  machinery,"  a  montJily  rent  "  during  the  continuance  of  this  license,'''  and 
the  license  contained  numerous  clauses,  one  of  which  defined  tJie  "  license  term  " 
as  meaning  "  not  only  the  terms  of  tlie  Letters  Patent  mentioned  in  the  second' 
**  schedule  hereto,  but  also  any  extension  or  prolongation  tJiereof  respectively, 

15  *'^  a^id  the  term  of  any  Letters  Patent  to  which  F.  Cutlan  shall  or  mxiy  become 
'*  entitled  for  any  improvement,  alteration,  or  addition  to  the  mxichinery  during 
"  the  license  term''  The  Defendants,  in  1894,  asked  the  Plaintiff'  to  take  back 
the  machines^  but  he  refused,  and^  in  1896,  commenced  a  County  Court  action 
to  recover  arrears  of  rent.     The  Defendants  contended  (inter  alia)  that  they 

20  tvere  not  liable  to. pay  the  monthly  ,rcnt  after  they  had  discontinued  the  use 
of  the  ma^^hines.  Judgment  was  given  for  the  Plaintiff.  The  Defendants 
appealed.  The  Divisional  Court  {the  junior  Judge  dissenting  and  withdrawing 
his  judgment)  held  tJiat  the  licenses  were  determinable  at  any  time  by  the 
licensees  on  reasonable  notice.    Leave  was  given  to  appeal. 

25  Held  by  the  Appeal  Court  that  on  the  true  construction  of  the  agreement, 
and  as  it  was  thereby  provided  that  the  Plaintiff  might  determine  the  license, 
but  there  was  no  provision  that  the  licensee  might  do  so,  the  license  was  not 
determincible  by  the  licensees  on  reasonable  notice. 

In  June  1896,  F.  Cutlan  (trading  as  The  Cutlan  Boot  and  Shoe  Machinery 

30  Company)  commenced  an  action  in  the  Wellingborough  County  Court 
against  Joseph  Dawson  and  Sons.  The  Plaintiff's  claim  was  ''for  the  sum 
^'  of  201.,  being  rent  for  the  use  of  patent  shoe-lasting  machines,  Nos.  20 
^  and  34,  and  attachments  and  apparatus  thereto,  after  the  rate  of  11.  per 
^*  calendar  month  each,  together  with   148.  9d.  interest,  Ac,  due  from  the 

35  ''  Defendants  to  the  Plaintiff  under  agreements  dated  the  24th  of  September 
*'  1891  and  the  1st  of  November  1891,  respectively,  and  made  between  the  said 
**  F.  Cutian  ©f  the  one  part  and  J.  Dawson  and  Sons  of  the  other  part."  The 
agreements  in  question  were  on  printed  forms,  and  were  similar  in  each  case. 
The  material  clauses  are  given  below.    They  were  each  preceded  by  a  request 

40  for  a  license,  also  on  a  printed  form,  which  was  as  follows  : — 

"  To  Mr.  Frederick  Cutlan,  Wellingborough. 

''  Being  desirous  of  using  one  of  your  patented  shoe-lasting  machines,  we 
**  shall  be  obliged  to  your  leasing  to  us  the  machinery  specified  in  the  list 
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"  printed  below,  and  licensing  us  to  use  the  same ;  and  we  consent  and  agree 
"  to  accept  the  license  in  the  within  form  and  on  the  terms  specified  therein, 
"  and,  on  receipt  of  a  license  from  you,  to  sign  forthwith  a  counterpart  thereof, 
"  and  to  pay  you  for  such  license  the  sum  of  50Z.  down,  also  a  rental  of  11.  per 
"  month,  and  otherwise  as  within  provided.  5 

"List  of  Machinery  to  be  included  in  the  License. 

"  1  lasting  machine,  1  tacker,  1  tacker  holder,  1  tack  container,  1  tacker 
"  hunter." 

The  portions  of  the  agreement  (which  was  headed  "  License  ")  material  for 
the  purposes  of  this  Report  were  as  follows  : — "  (1)  F.  Gutlan^  in  consideration  10 
"  of  the  sum  of  fifty  pounds  now  paid  or  to  be  forthwith  paid  to  him  by  the 
**  licensee,  and  of  such  further  sums  to  be  paid  as  hereinafter  provided,  agrees 
*'  to  let  on  hire  to  the  licensee,  who  agrees  to  take  one  of  his  patent  shoe-lasting 
"  machines,  numbered  — ,  with  the  attachments  and  apparatus  thereto,  as  set 
"  forth  in  the  first  schedule  to  this  license,  to  be  used  and  employed  in  England,  15 
"  but  not  elsewhere,  in  the  manufacture  of  boots  and  shoes,  under  and  subject 
**  to  the  terms  and  conditions  of  this  license,  which   the    licensee  agrees  to 
"  observe  and  perform ;   and  such  machinery  may,  subject  to  the  provisions 
"  hereinafter  contained,  be  employed  by  and  for  the  use  of  the  licensee,  during 
"  the  license  term  as  hereinafter  defined,  in  the  manufacture  of  boots  and  shoes;  20 
"  and  the  licensee  may  sell,  or  otherwise  dispose  of  or  use,  boots  and  shoes  in 
"  the  manufacture  whereof  the  said  machinery  shall  have  been  employed  in 
"  accordance  with  the  conditions  of  this  license,  and  may  authorize  any  other 
*'  person  to  sell  or  otherwise  dispose  of  or  use  such  boots  and  shoes.     Any 
"  additional  apparatus  or  attachments  required  by  the  licensee  will   not  be  25 
"  included  in  the  license,  and  shall  be  purchased  of  F.  Gutlan  and  paid  for  by 
"  the  licensee  as  extras,  except  any  additional  tacker  or  tackers  supplied  or 
"  which  may  at  any  time  hereafier  be  supplied,  and  which,  though  paid  for  as 
"  extras,  shall  be  deemed  to  be  included  in  the  license  and  remain  the  property 
"  of  F.  Gutlan.^^    Clauses  2,  3,  and  4  do  not  appear  to  be  material  for  this  30 
Report ;    they  will  be  found  in  13  R.P.C.,  page  711.    "  (5)  The  licensee  shall 
"  pay  to  F,  Gutlany  by  way  of  license  rent  for  the  use  of  the  machinery,  the 
'*  sum  of  lU  per  calendar  month,  payable  on  the  first  day  of  every  such  month 
"  af  t^r  the  date  hereof  during  the  continuance  of  this  license ;   and  in  the 
"  event  of  the  said  rent  not  being    punctually    paid,  the  licensee  shall  be  35 
"  chargeable  with   interest  at   the   rate  of  101.  per  cent,  per  annum  on  the 
"  amount  for  the  time  being  in  arrear,  but  without  prejudice  to  the  determina- 
"  tion  clause  hereinafter  contained.    Any  fraction  of  a  month,  from  the  date 
"  hereof  to  the  first  day  of  the  next  calendar  month,  shall  be  considered  as  an 
"  entire  month,  and  the  whole  monthly  rent  shall  be  paid  in  respect  thereof  40 
**  without  any  deduction  or  apportionment.      (6)    If  this  license  shall   not 
"  become  determinable  and  be  determined  before  the  expiration  of  the  license 
'*  term,  then — provided  that  all  things  hereby  made  or  expressed  to  be  made 
"  obligatory  upon  the  licensee  shall  have  been  duly  observed  and  performed — 
"  the  licensee,  who  may  at  the  expiration  of  the  said  term  be  lawfully  entitled  45 
*'  to  the  custody  of  and  to  the  use  of  the  machinery,  shall  be  entitled  to  purchase 
"  the  same  from   F.  Gutlan^   an4   to   retain    possession  thereof  as  being  the 
"  property  of  the  licensee,  on  paying  to  F.  Gutlan  the  price  or  sum  of  1/.  for 
*'  the  same  within  seven  days  from  the  expiration  of  the  said  license  term,  but 
'*  not  otherwise.     (10)  Provided  always,  that  if  any  breach  or  default  shall  be  50 
**  made  in  the  observance  or  performance  of  any  one  or  more  of  the  terms  and 
'*  conditions  herein  contained  and  expressed  to  be  obligatory  on  the  licensee, 
'*  or  if  default  shall  be  made  in  the  payment,  as  and  at  the  times  hereinbefore 
"  prqvided,  of  any  rent  or  other  moneys  hereby  made  payable,  then,  and  in  any 
"  and  every  such  case,  it  shall  be  lawful  for  F.  Gutlan  forthwith  to  determine  55 
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^  this  license,  notwithstanding  that  previous  breaches  or  defaults  may  have 
"  been  unnoticed  or  condoned  by  or  on  behalf  of  F.  Gullan^  and  the  license 
"  may  be  determined  accordingly.  (12)  Provided,  further,  that  if  at  any  time 
''  whilst  this  license  shall  be  in  force,  the  person  or  persons  who  for  the  time 
5  "  being  shall  be  entitled  to  the  benefit  thereof,  or  any  or  either  of  them,  shall 
"  be  adjudicated  bankrupt  under  any  law  now  or  hereafter  in  force,  the  license 
"  shall  cease,  determine,  and  become  void  as  to  any  future  operation  thereof. 
"  (14)  Upon  the  determination  or  cesser  of  this  license  or  the  expiration  of  the 
"  license  term  (unless  in  the  latter  case  the  machinery  shall  be  purchased  by 

10  "  the  licensee  under  the  conditions  aforesaid),  the  machinery  shall  immediately 
"  be  redelivered  to  F.  Gutlan  by  the  licensee  in  good  order  and  condition,  save 
"  as  the  same  may  have  necessarily  become  deteriorated  in  consequence  of  fair 
"  wear  and  tear  in  the  use  thereof ;  and  F,  Gutlan  shall  have  full  power,  by  his 
"  agents,  duly  authorised,  to  enter  into  any  house,  room,  warehouse,  or  other  place 

lo  "  where  the  machines  or  any  part  thereof  may  be,  and  take  possession  thereof, 
**  and  remove,  carry,  and  take  away  the  same.  (15)  In  the  construction  of  this 
"  license,  unless  repugnant  to  the  context,  the  singular  shall  include  the  plural, 
**  and  the  masculine  the  feminine,  and  vice  versa  ;  and  the  words  and  expressions 
'*  interpreted  by  this  clause  shall  have  the  meanings  assigned  to  them  by  this 

2t)  "  clause — that  is  to  say 

"  The  Machinery. — The  lasting  machine  attachments  and  apparatus 
*'  mentioned  in  the  first  schedule,  with  any  additions  thereto  or  alterations 
"  therein  which  F,  Gutlan  may  make  (including  tackers,  as  mentioned  in 
"  Clause  1). 

25  ''  License  Term. — Not  only  the  terms  of  the  Letters  Patent  mentioned  in 
'*  the  second  schedule  hereto,  but  also  any  extension  or  prolongation  thereof, 
"  respectively,  and  the  term  of  any  Letters  Patent  to  which  F,  Gutlayi  shall  or 
"  may  become  entitled  for  any  improvement,  alteration,  or  addition  to  the 
**  machinery  during  the  license  term." 

bO       The  schedules  then  followed. 

The  action  was  tried  at  the  Wellingborough  County  Court  on  the  22nd  of  June 
1896.  A  letter  of  the  1st  of  August  1894,  from  the  Defendants,  offering  to  return 
the  machines  was  proved,  imd  so  was  a  letter  of  the  4th  of  August  1894,  from 
the  Plaintiff,  refusing  to  receive  them.     Certain  questions  were  raised  as  to 

35  alterations  of  the  machines  alleged  to  have  been  made  by  the  Plaintiff.  The 
learned  Judge  gave  judgment  for  the  Plaintiff  for  the  full  amount  claimed,  with 
costs,  holding  that  the  payments  agreed  by  the  Defendants,  by  Clause  5  of  the 
license,  to  be  paid  were  for  the  hire  of  the  article,  and  also  for  the  license  to 
nse  the  particular  patented  article,  and  deciding  the  point  as  to  alterations  also 

40  in  favour  of  the  Plaintiff. 

The  Defendants  appealed,  on  the  ground  that  the  Judge  was  wrong  in  law  in 
finding  that  the  Defendants  were  liable  to  pay  the  sum  of  1/.  per  calendar 
month  on  the  machines  referred  to,  in  spite  of  the  evidence  that  the 
Defendants  had  not  used  the  same  during  the  period  claimed. 

45  The  Divisional  Court  {Kenriedt/,  J.,  dissenting  and  withdrawing  his  judgment) 
held  that  the  licenses  were  determinable  at  any  time  by  the  licensees  on 
reasonable  notice.     (See  Report  13  R.P.C.  710.) 

The  Plaintiff  obtained  leave  to  appeal  to  the  Court  of  Appeal,  and  the  appeal 
now  came  on  for  hearing.     Gozens  Hardi/,  Q.C.,  and  Griffith  Jones  (instructed 

50  by  MinshalU  Parry  Jones^  Woosnam,  and  Smith)  appeared  for  the  Appellant ; 
Haldane^  Q.C.,  Lawso7i  Walton,  Q.C.,  and  Walton  (instructed  by  2i.  Raphael 
and  Go,)  appeared  for  the  Respondents. 

Gozens  Hardy,  Q.C.,  and  Griffith  Jones  for  the  Appellant. — It  is  admitted 
that  the  Defendants  gave  a  reasonable  notice  if  they  were  entitled  to  give 

55  notice,  but  the  Plaintiff  contends  that  thoy  were  not  entitled  to  do  so.  This, 
on  the  true  construction  of  the  agreement,  is  the  hire  of  ii  particular  machine 
for  the  license  term,  which  is  defined  to  be  not  only  the  duration  of  the  patent, 

X  2 
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but  of  any  extension  or  prolongation  thereof,  and,  further,  during  the 
terms  of  Letters  Patent  which  may  be  obtained  by  the  Patentee  for  improve- 
ments. The  determination  of  the  license  by  the  licensor  is  provided  for,  but 
there  is  nothing  giving  an  option  to  the  licensee. 

Haldane^  Q.C.,  and  Lawson  Walton^  Q.C.,  for  the  Respondents. — This  is  a  5 
license  to  work  a  particular  machine,  and  it  is  submitted  that  the  hiring  is  not 
for  any  particular  term,  and  that  if  the  machine  is  returned  the  license  is 
determined.  The  license  term  is  put  in  for  the  benefit  of  the  licensee.   CuUarCa 
patent  is  for  14  years,  but  it  might  lapse  before  that  date ;  the  public  could 
then  use  the  machines,  paying  nothing,  and,  if  the  Plaintiff  is  right,  the    10 
Defendants  will  not  be  able  to  use  one  of  the  machines  in  the  same  manner  as 
the  rest  of  the  world,  but  must  go  on  paying  11.  a  month.    There  is  no  refer- 
ence to  the  term  in  the  rent  clause  (No.  5).  This  is  not  an  unlimited  letting  for 
hire,  but  for  use  in  a  particular  way.    If  this  were  a  lease  of  land,  it  would  be 
bad.     [Chitty,  L.J. — It  is  a  letting  for  a  term  of  years,  and  possibly  for  a   15 
further  term,  if  there  are  improvements  ;  that  might  be  good.]     It  is  not  good, 
because  the  term  is  not  ascertainable.    This  is  a  contract  pure  and  simple,  and 
a  reasonable  notice  to  determine  may  be  given,  unless  the  contract  has  some 
binding  stipulation.    The  construction  of  the  agreement  is  that  the  Plaintiff 
agrees  to  hire  out  the  machine  to  be  used  in  a  particular  way,  and  the  licensee  20 
is  to  be  able  to  keep  the  machine  for  a  reasonable  term.     It  is  unlikely  that 
the  Defendants  would  pay  50/.  down  and  continue  paying  11.  a  month  for  it, 
though  the  public  might  be  able  to  use  such  machines  for  nothing.    That 
would  be  the  effect  if  the  license  is  held  to  be  for  an  indefinite  term.    The  term 
introduced  is  nothing  more  than  a  mere  introduction  of  a  stipulation  for  the  25 
benefit  of  the  lessee,  and  it  is  in  the  nature  of  an  option  to  him.     [LoPES,  L.J. — 
The  words  are  against  you ;  the  parties  had  in  mind  the  termination  of  the 
license,  but  the  power  of  determination  is  given  only  to  the  licensor.] 
Cozens  Hardy ^  Q.C.,  replied. 

Lord  ESHBB,  M,R. — It  seems  to  me  that  this  case  must  turn  on  the  con-  30 
struction  of  this  document,  which  is  signed  by  both  parties.     Now  what  is  the 
true  construction  of  it  ?    It  is  headed  '^  License.'*    It  is  an  agreement  between 
them,  and  it  is  obligatory  on  each  of  them  according  to  the  obligations  which 
are  imposed  upon  each  of  them  in  the  course  of  it. 

Now,  paragraph  number  one  is,  that  in  consideration  of  the  sum  of  50Z.  now  35 
paid  or  to  be  paid  forthwith — we  will  say  now  paid — by  the  licensee,  GtUlatiy 
in  consideration  of  that  50Z.  paid  and  of  such  further  sums  to  be  paid  as 
hereinafter  provided — that  was  in  sums  of  IZ.  a  month — agrees  to  let  on  hire  to 
the  licensee,  who  agrees  to  take — what  ?  One  of  his  shoe-lasting  machines, 
namely.  No.  20,  the  subject-matter  of  that  agreement.  Therefore  it  is  there  40 
declared  in  terms  to  be  a  machine — a  numbered  machine — ^no  other  machine 
but  that  specific  machine,  No.  20,  which  has  been  provided  by  the  person  who 
says  that  he  is  going  to  let  it  on  hire.  Then  it  is  an  agreement — of  what  ?  It 
is  an  agreement  of  letting  and  hiring — of  what  ?  A  specific  thing.  What  is 
that  thing  ?    A  machine — that  is,  this  shoe-lasting  machine.  45 

Now,  in  that  paragraph  No.  1  the  length  of  the  term  is  not  defined.  But 
because  an  agreement  is  written  out  in  paragraphs,  with  Nos.  1,  2,  3,  and  4 
against  them,  you  cannot  take  one  of  them  by  itself  and  say  that  that  is  the 
agreement.  You  must  look  at  the  whole  agreement.  It  is  in  respect  of  the 
sum  of  50Z.  now  paid  and — what  ?  "  And  of  such  further  sums  to  be  paid  as  50 
''  hereinafter  provided  " — you  will  find  what  those  are  when  you  come  down  to 
a  lower  part — "  the  licensee  shall  pay  to  Cutlan  *' — this  is  paragraph  5 — "  by 
"  way  of  license  rent " — ^what  is  the  meaning  of  license  rent  ?-  It  is  by  way  of 
rent  for  this  machine,  which  I  not  only  say  you  are  to  hire,  but  I  give  you  a 
license  to  use  it  without  infringing  the  patent  which  I  have.  It  is  a  license  55 
rent — ^what  for  ?  It  is  not  for  the  use  of  the  license.  It  is  for  the  use  of  the 
machinery.    Now,  what  is  the  machinery  ?    By  the  interpretation  clause  it  is 
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for  the  use  of  No.  20  lasting-inachine,  you  must  read  that  in — then  it  is  for  the 
use  of  No.  20  lasting-machine  the  sum  of  11.  per  calendar  month  payable  and 
BO  on.    The  obligation  which  he  has  undertaken  is  to  pay  IL  a  month. 

Now  you  have  not  any  specific  term  or  time  yet  mentioned,  but  you  have  in 

5  paragraph  No.  10  this  stipulation  of  how  and  by  what  means  and  under  what 
circumstances  this  agreement  is  to  come  to  an  end.  "  Provided  always,  that  if 
"  any  breach  or  default  shall  be  made  in  the  observance  or  performance  of  any 
"  one  or  more  of  the  terms  and  conditions  herein  contained  and  expressed  to 
"  be  obligatory  on  the  licensee " — one  of  those  is  the  payment  of  rent,  IL  a 

10  month  ;  another  thing  is  to  keep  this  machine,  No.  20,  in  repair,  and  if  he 
were  to  let  it  go  to  ruin,  and  had  it  in  his  warehouse  as  suggested  and  let  it 
get  out  of  order,  be  would  have  committed  a  breach — "  or  if  default  shall  be 
*'  made  in  the  payment,  as  and  at  the  times  hereinbefore  provided,  of  any  rent 
"  or  other  moneys  hereby  made  payable  " — ^that  is,  the  payment  of  11.  every 

15  month  ;  that  cannot  apply  to  the  payment  of  50Z.,  because  that  is  already  paid — 
"  then,  and  in  any  and  every  such  case  it  shall  be  lawful  for  F.  Gutlan 
"  forthwith  to  determine  this  license  " — ^that  is,  to  determine  this  agreement — 
it  shall  be  lawful  for  him  to  do  it,  but  he  is  not  bound  to  do  it.  But  if  he 
does  determine  it,  if  the  conditions  arise  which  entitle  him  to  determine  it, 

20  then  paragraph  No.  11  seems  to  me  to  point  out  how  he  is  to  determine  it ; 
No.  11  only  shows  the  way  in  which  he  is  to  determine  it  where,  under 
paragraph  No.  10,  he  has  the  power  to  determine  it.  The  other  way  of 
determining  this  matter  is  shown  in  paragraph  No.  12  if  the  licensee — ^that  is, 
the  hirer  of  the  machinery — should  become  bankrupt.    Then  I  come  to  the 

25  last  part  of  this  agreement  in  which  they  copy,  as  I  consider,  the  objectionable 

mode  of  drafting  which  has  been  introduced  in  recent  times — of  introducing 

I  words  and  then  putting  an  interpretation  clause  in  order  to  make  the  words 

mean  what  they  do  not  mean.    But  there  it  is.    Here,  the  machinery  is  a  No.  20 

lasting-machine — of  that  there  can  not  be  a  doubt.    The  license  term  is  to  be 

30  not  only  the  terms  of  the  Letters  Patent  mentioned  in  the  second  schedule 
hereto,  but  also  any  extension  or  prolongation  thereof  in  respect  of  them. 
Therefore  there  it  is  in  plain  terms  that  the  term  is  not  only  to  be  the  first  14 
years,  but  if  that  is  prolonged,  for  the  further  term,  and  I  cannot  agree  with 
the  superfine  criticism  which  says  that  is  the  term  for  one  of  the  parties,  but 

35  not  the  term  for  the  other — the  term  for  hiring.  The  term  of  the  hiring  and 
letting  agreement  must  be  the  term  by  which  both  of  them  are  bound. 

I  think,  therefore,  that  the  true  interpretation  of  this  document  was  given  by 
the  County  Court  Judge  and  by  Mr.  Justice  Kennedy^  and  that  the  judgment 
of  Mr.  Justice  Grantham  cannot  be  supported.    Inasmuch  as  the  ofQcial  judg^ 

40  ment  of  the  Divisional  Court  is  his  judgment  and  not  the  judgment  of  Mr.  Justice 
Kennedy^  I  think  the  judgment  of  the  Divisional  Court  is  wrong  and  must  be 
overruled, 

LOPBS,  L.J. — In  the  Divisional  Court  the  two  learned  Judges  differed  as 
regards  the  interpretation  of  this  contract,  or  license  as  it  is  called,  and  as 

45  Mr.  Justice  Orantham  was  the  senior  Judge,  his  judgment  prevailed  ;  and  it  is 
from  his  judgment  that  the  appeal  comes  to  this  Court. 

The  whole  question  depends  on  what  is  the  true  construction  of  this 
document — ^what  was  the  bargain  between  the  parties.  Mr.  Haldane  contends, 
and  Mr.  Justice  Orantham  held,  that  the  licensee  was  entitled  to  determine 

50  the  bargain  provided  he  gave  a  reasonable  notice.  In  my  opinion,  that  is 
wrong.  I  do  not  for  a  moment  say  that  this  agreement  is  not  a  difficult  one 
to  construe,  and  I  have  felt  doubt  about  it  during  the  continuance  of  the 
argument ;  but  what  in  the  end  has  led  me  to  come  to  the  conclusion  at  which 
I  have  arrived  is  this,  that  I  find  that  the  determination  of  the  license  by 

55  Mr.  Cutlan  is  provided  for  fully  in  the  agreement.  It  is  provided  for  in 
Clause  10.  It  is  provided  for,  again,  if  the  licensee  becomes  bankrupt,  in 
Clause  12.    It  seems,  therefore,  that  the  parties,  when  they  entered  into  this 
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agreement,  must  have  contemplated  that  circumstances  might  arise  which 
would  necessitate  its  determination  ;  and  having  that  matter  in  contemplation, 
what  do  they  do  ?  They  provide  for  a  determination  of  it  by  Mr.  Outlan^  but 
they  make  no  provision  of  any  sort  or  kind  for  a  determination  of  it  by  the 
licensee.  I  think,  therefore,  that  the  bargain  here  entered  into  was  that  it  5 
might  be  determined  by  Mr.  Gutlan  in  the  circumstances  provided  for,  and 
that  it  was  not  determinable  on  reasonable  notice  by  the  licensee. 

I  think,  therefore,  that  Mr.  Justice  Kennedy  and  the  County  Court  were 
quite  right  in  the  way  they  construed  this  document,  and  that  this  appeal 
ought  to  be  allowed.  10 

Chitty,  LJ. — I  agree.  The  question  is  purely  one  of  construction  of  this 
document.  It  is  headed  "License,"  and  it  purports  to  be  an  agreement. 
Speaking  of  it  generally,  it  is  a  letting  and  hiring  of  a  chattel ;  but,  inas- 
much as  there  was  a  patent  mentioned  and  it  affects  the  user  of  the  chattel, 
there  is  also  a  license  to  use  the  chattel  for  the  purposes  of  the  invention.  15 
The  license  which  is  granted  is  not  merely  to  the  person,  whom  I  will  call 
the  licensee,  to  use  the  chattel  himself,  but  to  all  persons  who  buy  from  him 
boots  and  shoes  made  according  to  the  patent. 

I   shall  not  go  through  the  agreement  again  in  detail.    The  gist  of  the 
argument  for  the  Respondents  is  that  there  is  found  within  the  four  comers  20 
of  this  document  an  option,  as  it  is  called,  or  a  power  to  determine  the  agreement 
upon — what  ?    Reasonable  notice. 

The  line  of  argument  is,  next,  that  every  license  is  determinable  by  the 
licensee  or  licensor  on  reasonable  notice.  But  that  doctrine  has  no  application 
to  a  specific  contract  of  this  kind.  There  is  throughout  this  document  the  25 
expression  "  license  term  "  ;  and  I  also  am  unable  to  follow  the  subtlety  of  the 
argument  which  contends  that  the  "  license  term "  is  an  expression  used  for 
the  benefit  of  one  of  the  parties  only,  namely,  the  lessee  or  licensee. 

The  rent  clause  is  one  of  the  material  ones.  The  licensee  is  to  pay — what  ? — 
by  way  of  license  rent  for  the  use  of  the  machinery,  IL  per  calendar  month.  30 
The  sixth  clause  is  referred  to  as  showing  or  making  a  sort  of  loophole  to  let  in 
the  argument  that  the  lessee  had  also  the  right  to  determine.  That  clause  has 
only  reference  to  the  other  clauses,  namely  10  and  11,  and  12,  which  will  be 
found  subsequently  in  the  agreement,  and  their  language  is  not  such  as  to 
justify  the  construction  which  Mr.  Haldane  sought  to  put  upon  it — ^it  is  that  35 
this  license  shall  not  become  determined.  The  contention  is  that  it  is 
determinable  on  a  reasonable  notice  being  given.  I  shall  not  repeat  the 
reasons  already  given  with  reference  to  there  being  express  provisions  that 
the  lessor  or  licensor  might  determine,  and  the  absence  of  any  such  expression 
with  regard  to  the  lessee  or  licensee.  40 

Cozens  Hardy ^  Q.C. — The  appeal  will  be  allowed,  with  costs  both  here  and 
in  the  Divisional  Court  ? 
Lord  ESHBR,  if  .i?.— Yes. 


i 
J 
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In  the  Court  op  Session  in  Scotlakd. 

Before  Lord  Pearson  (Ordinary). 

May  27th,  July  1st,  and  November  3rd  and  4th,  1896. 

Magee  v,  Tangyes,  Ld. 

5       Patent.  —  Oas    motor    engines.  —  Infringement.  —  Disconformity    between 
.  Provisional  and  Complete  Specifications. — Anticipation. 

f  M.  was  the  Patentee  of  improvements  in  gas  motor  engines^  namely,  an 

improved  means  of  obtaining  a  combustible  cliarge  to  start  such  engines,  of 
igniting  the  charge  to  start  and  work,  and  of  governing.    He  sought  to  interdict 

10  T.for  infringement.  T.  pleaded  disconformity  and  anticipation  and  non- 
infringement, and  on  a  proof  these  pleas  were  sustained. 

On  the  21st  of  May  1892,  Letters  Patent  (No.  9674  of  1892)  were  granted  to 
John  Magee  for  "  Improvements  in  gas  motor  engines." 

The  Provisional  Specification  was  as  follows  : — "  Improvements  in  gas  motor 

15  **  engines  in  which  the  combustible  charge  is  compressed  by  the  piston.  The 
*'*'  main  objects  I  have  in  view  are  to  simplify  the  construction  of  these  engines, 
**  to  construct  an  improved  means  of  igniting  the  charge  both  to  start  and  work 
'^  them,  and  an  improved  means  of  obtaining  a  combustible  charge  to  start 
"  these  engines,  and  to  construct  an  improved  means  of  governing  them.    To 

20  '*  accomplish  these  objects  I  employ  a  cylinder  and  piston  connected  to  the 
*'  crank  in  the  usual  way,  but  I  employ  no  gear  wheels  or  intermediate  shaft  to 
*'  actuate  the  exhaust  and  ignition  valves,  these  are  actuated  by  the  motor  piston 
*'  and  a  diaphragm  or  small  piston  in  communication  with  the  pressure  in  the 
"  cylinder  and  suitable  valves  actuated  by  these  means,  all  or  part  of  these 

25  *'  valves  may  be  actuated  by  a  cam  or  cams  on  the  crank  shaft.  To  fire  the 
'^  charge  I  employ  a  straight  pipe  or  passage  heated  at  any  convenient  part,  and 
**  at  the  end  of  this  pipe  furthest  from  the  cylinder  I  place  a  little  valve  to 
*'  admit  air  and  gas,  this  air  and  gas  is  drawn  through  the  hot  part  of  the  pipe 
**  to  ignite  the  charge  in  the  cylinder.    I  may  employ  a  small  plunger  or  piston 

30  '^  to  draw  the  mixture  from  the  cylinder  through  the  hot  part  of  the  pipe  and 
••  fire  the  charge,  this  plunger  may  be  worked  by  hand,  or  may  be  connected  to 
**  the  engine  in  any  suitable  way.  To  start  and  work  these  engines  I  may 
^^  employ  two  straight  pipes  for  firing  these  pipes  being  placed  in  suitable 
'^  positions.    I  also  employ  a  (J  or  V  shaped  pipe  or  passage  to  fire  the  charge 

35  *'  to  start  and  work  these  engines  both  ends  of  this  pipe  or  passage  opens  into 
**  the  cylinder  these  openings  being  covered  and  xmcovered  at  certain  times  by 
"  the  piston  or  by  suitable  valves  actuated  by  the  piston,  or  by  cams  on  the 
'*  crank-shaft  the  valves  may  be  opened  and  closed  by  hand  to  start  these 
"  engines.    I  may  employ  a  little  valve  to  admit  air  and  gas  to  this  pipe  also. 

40  •*  I  may  employ  two  (J  or  V  pipes  or  passages.  To  allow  the  burnt  gases  to 
^*  escape  from  the  cylinder  I  employ  a  diaphragm  or  small  piston  and  a  non 
^  return  valve  and  I  make  a  small  opening  in  the  cylinder  near  the  end  of  the 
**  travel  of  the  piston  nearest  the  crank,  this  opening  allows  a  portion  of  the 
**  burnt  gases  to  pass  to  the  diaphragm  or  small  piston  and  the  non  return  valve 
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prevents  it  escaping  to  the  cylinder  again.    When  the  motor  pistons  is  full 
out  another  opening  in  the  cylinder  is  uncovered  which  allows  the  pressure 
to  escape  to  the  atmosphere,  then  the  diaphragm  or  small  piston  acting  on  a 
lift  valve  by  means  of  a  lever  or  direct,  holds  the  lift  valve  open  while  the 
piston  travels  instroke  driving  out  the  remaining  products,  when  the  piston  5 
has  reached  the  encj  of  its  instroke  a  little  opening  from  the  diaphragm  or 
small  piston  uncovered  by  the  motor  piston  or  by  any  convenient  means  allows 
the  pressure  to  escape  from  the  diaphragm  or  small  piston  and  the  lift  valve 
closes  by  its  weight  or  a  spring.     I  also  employ  a  cam  on  the  crank  shaft  in 
connection  with  the  diaphragm  or  small  piston  to  open  the  exhaust  valve.   lO 
Another  means  of  firing  the  charge  or  charges  to  start  is  a  flame  placed  near  an 
opening  into  the  cylinder  this  opening  may  be  at  or  near  the  middle  of  that 
part  of  the  cylinder  travelled  by  the  piston  and  having  a  small  valve  opening 
inwards.     I  may  also  fire  a  charge  to  start  by  means  of  percussion  or  friction 
a  suitable  rod  or  rods  having  flexible  connections  to  the  cylender  I  employ   15 
for  this  purpose.    To  obtain  a  combustible  charge  to  start  these  engines  I 
cause  the  piston  to  travel  half  outstroke  more  or  less  drawing  in  air  and  gas 
into  the  cylender  through  an  automatic  valve,  or  I  may  let  the  gas  into  the  cylen- 
der after  the  piston  is  at  half  stroke  more  or  less.     I  may  also  obtain  a  charge 
to  start  by  measuring  the  gas  the  air  being  in  the  cylinder.     I  may  obtain  20 
the  charge  to  start  by  means  of  a  piston  fitted  in  the  combustion  chamber 
worked  by  a  hand  lever  or  screw.     I  may  obtain  a  charge  to  start  by  leading 
a  small  gas  supply  pipe  to  the  cylinder  and  using  a  suitable  gauge  to  show 
the  strength  of  the  mixture  in.  the  cylinder.     I  may  also  obtain  a  charge  to 
start  by  means  of  a  small  gas  supply  pipe  and  constructing  the  ignition  pipe  25 
in  such  a  way  that  as  soon  as  a  combustible  mixture  is  produced  in  the 
cylinder  it  will  ignite  the  pressure  of  the  explosion  shutting  off  the  small 
supply  pipe.     To  govern  these  engines  I  employ  a  valve  or  valves  to  admit 
air  this  valve  or  valves  are  placed  in  suitable  position  in  the  cylinder  and 
actuated  by  the  speed  of  the  engine  in  such  a  way  that  when  the  engine  goes  30 
too  fast  more  air  and  less  gas  or  mixture  is  admitted  to  the  cylinder  one  or 
more  of  these  air  valves  may  be  in  the  piston  and  the  motion  of  the  piston 
may  be  made  to  actuate  this  valve  or  valves.    I  may  admit  air  at  one  end  of 
the  piston  stroke  and  mixture  at  the  other  end  or  I  may  admit  gas  at  one 
time  and  air  at  another,  or  I  may  admit  air  at  both  ends  and  gas  or  mixture  35 
in  the  middle.    I  also  govern  these  engines  by  means  of  a  cam  or  cams  on 
the  crankshaft,  actuating  the  gas  valve  through  the  exhaust  valve  mechanism 
or  a  small  diaphragm  and  suitable  levers.    Two  of  these  engines  may  be 
made  to  work  on  one  crank  and  both  may  be  fired  by  one  (J  pipe  or  passage 
heated  in  the  middle.    All  these  improvements  may  be  combined  in  one  40 
engine  or  any  part  of  them  may  be  applied  to  other  gas  engines.*' 
The  Complete  Specification  commenced  thus  : — "  My  invention  relates  to 
improvements  in  gas  motor  engines,  in  which  a  mixture  of  air  and  gas  is  taken 
into  the  cylinder  and  compressed  by  one  piston  before  it  is  exploded,  all  or 
part  of  these  improvements  naay  be  applied  to  other  gas  engines.    The  main  45 
objects  I  have  in  view  are  to  simplify  the  construction  of  these  engines.    To 
construct  a  better  means  of  igniting  a  combustible  charge  to  start  and  work  these 
engines,  and  the  means  of  obtaining  a  combustible  charge  to  start  them,  and  also 
to  improve  means  of  governing  these  engines."  The  Specification  then  described 
18  drawings  and  proceeded  thus  : — "  Referring  to  Fig.  1  the  igniting  tube  P  has  50 
two  openings  into  the  cylinder  A  and  is  heated  by  a  jet  of  gas  burning  in  a  funnel 
in  the  usual  way,  when  a  charge  of  air  and  gas  is  drawn  into  the  cylinder  by 
constructing  cams  wedges  or  props  to  open  the  air  and  gas  valves  on  the  first 
half  or  nearly  so  of  the  firing  stroke  and  moving  the  piston  out  about  half 
stroke  by  turning  the  fly  wheel,  a  flexible  vessel  or  a  pump  may  be  employed  55 
to  measure  gas  and  deliver  it  into  the  cylinder,  the  cock  or  valve  P>  is  then 
opened  and  circulation  of  the  mixture  from  the  cylinder  to  the  tube  in  the 
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"  direction  of  the  arrow  bring  in  contact  the  mixture  and  the  hot  part  of  tube  P 
*'  and  fires  the  charge  to  start,  the  cock  or  valve  P^  may  be  closed  when  the 
"  engine  is  started.  The  charge  to  start  may  be  fired  by  the  piston  drawing 
"  mixture  through  a  hot  tube  U  or  a  little  plunger  or  diaphram  may  be 
5  "  employed  to  force  mixture  into  a  hot  tube.  To  govern  I  employ  a  bar  L  L 
"  lever  N*  N*  one  lever  N^  N^  and  one  cam  W  on  shaft  V  actuating  the  air 
"  valve  a  and  gas  valve  b.  Referring  to  Fig.  2  the  piston  B  is  near  the  middle 
**  of  its  outstroke  the  compression  space  C  and  part  of  the  cylinder  A  is  filled 
**  with  air  and  gas  as  described  Fig,  1.    Circulation  of  the  mixture  in  the 

10  "  cylinder  and  igniting  tube  P  from  Q  to  R  as  in  tube  P  Fig.  1  fires  the  charge 
"  in  the  cylinder.  When  the  piston  is  driven  full  outstroke  it  uncovers  the 
"  little  port  D  and  allows  the  pressure  in  the  motor  cylinder  of  the  burnt  gases 
"  to  pass  to  the  little  cylinder  E  and  the  piston  E*  the  end  of  the  piston  rod  E' 
"  pressing  down  the  end  of  the  lever  F  F  pivoted  at  Y.  the  lever  F  F  lifting  the 

15  "  exhaust  valve  the  levers  F  F,  F^  F^  carry  the  pawl  G  G  round  until  the  point 
**  Gr*  of  the  pawl  G  6  engage  on  the  notch  H^  thus  holding  the  exhaust  valve 
*^  open  until  the  piston  reaches  near  the  end  of  its  instroke  then  the  crank 
"  lever  L  L  strikes  the  point  G^  of  the  pawl  G  G  disengaging  the  point  G^  from  the 
"  notch  H>  and  allowing  the  spring  I^  to  shut  the  exhaust  valve  I,  the  crank 

20  "  lever  L  L  is  hung  on  the  bar  N  which  is  attached  to  the  piston  or  guide,  on 
**  the  crank  lever  L  L  is  a  weight  M,  the  inertia  of  the  weight  M  causing  the 
"  crank  lever  L  L  to  strike  the  point  G*  of  the  pawl  G  G  sooner  or  later  as  the 
**  speed  of  the  engine  varies ;  when  the  exhaust  valve  closes  the  piston  B 
"  draws  in  a  charge  of  air  and  gas  and  the  piece  S  on  the  piston  B  prevents  the 

25  "  compression  from  firing  the  charge  until  the  little  port  S^  in  the  piece  S 
**  uncovers  the  opening  R  to  the  tube  P  when  the  piston  has  reached  near  the 
**  end  of  its  in  compressing  stroke.  Referring  to  Fig.  3  P  is  an  igniting  tube 
**  opening  into  the  cylinder  A  A  at  Q  and  R  and  R^  is  a  little  port  in  the  piston 
*'  B  when  the  piston  is  near  the  middle  C^  of  its  outstroke  the  port  R^  in  the 

30  ♦*  piston  B  uncovers  the  opening  R  of  tube  P.  The  space  C  A  being  filled  with 
"  air  and  gas,  a  slight  movement  of  the  piston  backward  will  drive  the  mixture 
**  into  the  hot  tube  P  and  expel  air  or  products  to  the  atmosphere  at  opening  R 
**  and  port  R^  the  hot  tube  will  ignite  the  mixture  and  fire  the  charge  in  the 
*•  cylinder,  the  forward  movement  of  the  piston  closing  the  opening  R.  the 

35  **  tube  P  may  be  placed  on  any  convenient  part  of  the  cylinder  and  the  opening 
**  R  and  port  R^  may  communicate  at  any  suitable  point  of  the  stroke  of  the 
**  piston  B.  to  start  and  operate  the  engine  the  opening  R  of  the  tube  P  may 
'*  communicate  with  a  cavity  in  the  piston  B  instead  of  the  port  R^  the  ports 
**  D  and  D^ ;  pipe  D^  and  valve  D*  illustrate  a  means  of  conveying  the  pressure 

40  "  of  the  burnt  gases  to  a  chamber  E  and  diaphragm  E^  Fig.  18.  The  piston  B 
"  uncovering  the  port  D  the  burnt  gases  pass  through  the  non  return  valve  D' 
*'  and  pipe  D^  the  piston  on  return  instroke  uncovering  the  port  D^  allowing 
"  the  burnt  gases  to  escape  to  the  atmosphere.  Referring  to  Fig.  4  P  is  a  hot 
"  igniting  tube  opening  to  the  cylinder  at  Q  heated  as  P  Fig.  1.  and  fitted  with 

45  **  a  diaphragm  S'  the  capacity  of  the  tube  P  may  be  increased  or  diminished 
"  by  means  of  the  diaphragm  S'  and  so  time  the  firing  of  the  charge  in  the 
"  cylinder  when  the  engine  is  working.  To  start  I  fire  the  charge  in  the 
"  cylinder  by  means  of  the  taper  pin  S^  Fig.  8  and  9  fitted  in  the  chamber  S  to 
^  let  inert  gases  escape.*' 

50  After  a  further  lengthy  and  detailed  description  the  Specification  concluded 
with  27  claims,  of  which  those  particularly  referred  to  in  this  Report  were 
the  following  : — 

*^  1.  A  (J  o^  V  igniting  tube  as  described  and  illustrated  at  Fig.  1,  2  and  3. 
**  3.  The  combination  of  inertia  governor  L  L  piston  E^  lever  F  F  and  F* 

55  **  link  F*  and  pawl  G  G  as  described  and  illustrated  at  Fig.  2. 

"  8.  The  combination  of  cam  O  spring  0*  lever  >i*  link  N'  inertia  governor 
*^  L  L  as  described  and  illustrated  at  Fig.  6. 
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"  9.  The  ignition  tube  P  as  described  and  illustrated  at  Fig.  7. 
"  10.  The  igniting  tube  P  as  described  and  illustrated  at  Figs.  8,  9  and  10. 
"  15.  The  cam  E^  in  the  crank  shaft  V  for  the  purposes  described  and 
"  illustrated  at  Fig.  14. 

"  25.  A  flexible  vessel  or  pump  to  deliver  gas,  air,  or  mixture  to  th^  cylinder  5 
"  of  a  gas  engine,  in  combination  with  an  igniting  tube  having  a  valve  or  cock 
"  or  pin  to  let  the  inert  gases  from  the  tube  substantily  as  described  and 
"  illustrated  at  Figs.  7,  8,  9  and  13. 

"  2r>.  The  combination  of  chamber  C^,  Fig.  16,  igniting  tubes,  Figs.  7,  8,  9, 
"  13  or  any  modification  of  them  with  the  cylinder  of  a  gas  engine  ip  com-  10 
"  bination  with  a  fly  wheel  having  teeth  to  turn  the  engine  to  the  starting 
"  point  as  described. 

"  27.  Obtaining  a  charge  to  start  gas  engines  by  lifting  the  air  and  gas  valves 
"  by  cams  wedges  or  props  as  described  in  combination  with  a  tube  igniter 
"  having  a  valve,  pin  or  cock  to  let  the  inert  gases  from  the  tube  subsfantialy*  15 
"  as  described  or  any  modification  thereof." 

In  May  1896,  the  Complainer  brought  an  action  against  the  Respondents, 
who  are  hydraulic  and  general  engineers,  Cornwall  Works,  Birmingham,  and 
who  also  carry  on  business  at  96  &  98,  Hope  Street,  Glasgow,  praying  that 
they  might  be  interdicted  by  themselves  or  by  others  from  infringing,  during  20 
the  continuance  thereof,  the  said  Letters  Patent,  and  from  making,  offering 
for  sale,  selling  or  using  in  whole  or  in  part,  the  invention  described  in  the 
said  Letters  Patent  and  in  the  Specification  filed  in  pursuance  thereof ;  and,  in 
particular,  that  they  might  be  interdicted,  prohibited,  and  discharged  by  them- 
selves or  by  others  from  making,  offering  for  sale,  selling  or  using  any  gas  25 
motor  engine  or  similar  apparatus  constructed  with  or  embracing  in  its 
construction  any  of  the  improvements  claimed  by  the  Complainer  and  set 
forth  in  his  Specification,  or  made  or  constructed  in  manner  substantially  the 
same,  and  from  further  or  otherwise  infringing  the  said  Letters  Patent. 

The  principal  statements  by  which  the  Complainer  supported  this  prayer  30 
were  that  the   Respondents,  in  the  course  of  their  business,  manufactured 
and  sold  gas  motor  engines.     In  the  conduct  of  such  business,  or  in  connection 
therewith,  they  had  infringed  the  said  Letters  Patent,  inasmuch  as  they  had 
manufactured  and  sold,  or  caused  to  be  manufactured  and  sold,  gas  motor 
engines  which  were  so  constructed  as  to  embody  a  material  part  of  the  said  35 
invention  of  the  Complainer.    This  they  had  done  without  his  leave  or  consent. 
In  particular,  they  manufactured  and  recently  supplied  to  Robert  McLaren 
and    Co,<,   ironfounders,   engineers,  &c.,    Eglinton    Ironworks,    Canal   Street, 
Port  Eglinton,  Glasgow,  a  gas  motor  engine,  which  infringed  the  said  Letters 
Patent  in  respect  that  it  embodied  the  improvements  set  forth  in  Claim  26  of  40 
the  Complainer's  Complete  Specification. 

The  Respondents  lodged  answers  in  which  they  stated  that  the  alleged 
invention  of  the  Complainer  was  anticipated  by  having  been  previously  dis- 
closed and  published  in  the  Specifications  of  the  following  British  patents, 
viz.  :—HoU  and  Crossley,  No.  370  of  1881 ;  Woodheady  No.  2715  of  1884 ;  45 
Grossley,  No.  8637  of  1884 ;  Groth,  No.  13,163  of  1885  ;  Abel,  No.  17,108  of  1887  ; 
Johmon,  No.  2805  of  1888 ;  Binney,  No.  10,667  of  1888 ;  Barrett  and  Daly, 
No.  18,847  of  1889  ;  Lanchester,  No.  19,868  of  1889  ;  Binns,  No.  4362  of  1890 ; 
Otto,  No.  4832  of  1890;  Otto,  No.  5273  of  1890;  Otto,  No.  6113  of  1890; 
Fielding,  No.  6912  of  1890 ;  Hall,  No.  14,382  of  1890 ;  Williams,  No.  15,078  50 
of  1891 ;  Miller,  No.  21,529  of  1891 ;  and  Pinkney,  No.  3203  of  1892.  That  the 
said  alleged  invention  had  also  been  publicly  used  and  practised  prior  to  the 
date  of  the  Complainer's  Letters  Patent  by  the  Respondents,  at  their  pre- 
mises at  Cornwall  Works,  Birmingham,  in  the  years  1887  and  1888  ;  and  by 
apparatus  manufactured  according  thereto  having  been   used    by,  amongst  55 

*  This  and  the  preceding  misprintB  are  found  in  Idie  original  Specifioation. 
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others,  O.  Townaend^  at  his  premises  at  Stoke  Green,  Coventry ;  Joseph 
Luc(M  and  Soriy  at  their  premises  at  Little  King  Street,  Birmingham  ;  The 
North-Eastem  Railway  Company,  at  their  Stores  Department,  Grateshead  ; 
J.  Thompson  and  Sons^  at  their  premises  at  36,  High  Street,  Hull ; 
5  Matterson,  Huxley^  and  Watson^  at  their  premises  at  Lion  Foundry, 
Coventry;  Arden,  Hilly  and  Go,,  at  their  premises  at  115,  Constitution 
Hill,  Birmingham ;  Fellows^  Morton^  and  Co.^  at  their  premises  at 
Fazeley  Street,  Birmingham ;  the  Midland  Institute,  Birmingham ;  and 
J.   TayloTy    at  his    premises    at   Osborne   Street,    Bradford.     Further,    that 

10  at  the  date  of  the  Complainer's  pretended  Letters  Patent,  gear  such  as 
appears  on  the  machine  referred  to  by  the  Complainer  in  his  statements 
as  having  been  supplied  to  Robert  McLaren  and  Go,,  Glasgow,  had  for  years 
been  matter  of  general  knowledge  to  engineers  and  others  connected  with  the 
trade.    Moreover,  in  the  Provisional  Specification  lodged  by  the  Complainer 

15  with  reference  to  his  alleged  invention,  no  reference  whatever  was  made  to 
the  teeth  in  the  flywheel  for  the  purposes  claimed  in  Claim  26  of  the 
Complete  Specification.  That  as  regards  the  receiver  and  the  relief  valve  on 
the  end  of  the  ignition  tube  included  in  Claim  26,  these  were  also  features 
generally  known  to  the  trade  at  and  prior  to  the  date  of  the  Complainer's 

20  pretended  patent. 

The  Respondents  accordingly  pleaded  that  the  Letters  Patent  of  the 
Complainer  were  invalid  in  respect  (a)  that  the  Complete  Specification  was 
disconform  to  the  Provisional  Specification  ;  (Jj)  that  the  Specification  relative 
to  the  said  Letters  Patent  was  ambiguous  and  misleading,  and  was  insufficient ; 

25  (c)  that  the  Complainer  was  not  the  first  and  true  inventor,  the  alleged  invention 
described  in  the  Specification  of  the  Letters  Patent  not  being  new  at  the  date 
of  the  said  Letters  Patent ;  {d)  that  the  Letters  Patent  and  Specification  did 
not  sufficiently  distinguish  what  was  old  or  was  in  use  or  known  at  and 
prior  to  the  date  thereof,  and  what  was  new  and  claimed  to  be  new  in  the 

30  said  Letters  Patent  and  Specification ;  (e)  that  the  alleged  invention  did  not 
constitute  proper  subject-matter  as  a  ground  of  Letters  Patent  within  the 
meaning  of  the  Patent  Acts  ;  and  (/)  that  the  Complainer's  alleged  invention 
was  not  useful. 

On  the  27th  of  May  1896,  the  Lord  Ordinary  on  the  Bills  heard  parties  on  the 

lib  note  and  answers,  and  passed  the  note,  but  refused  interim  interdict.  The  case 
then  passed  into  the  Court  of  Session  for  the  trial  of  the  cause,  and,  on  the 
1st  of  July  1896,  the  Lord  Ordinary  closed  the  record  and  allowed  parties  a 
proof,  and  the  proof  and  hearing  proceeded  on  the  3rd  and  4th  of  November. 
The  Complainer  conducted  his  own  case ;  and  Ure  and  Wilson  (instructed  by 

40  Davidson  and  W,  S.  Syme)  appeared  for  the  Respondents.  In  the  course  of 
the  evidence  it  became  manifest  that  there  was  disconformity  and  also  antici- 
pation, and  the  Lord  Ordinary,  without  making  avizandum,  delivered  the 
following  opinion : — 

Lord  Pearson. — I  have  no  hesitation  in  this  case.    I  am  anxious  not  to  go 

45  beyond  what  is  necessary  to  dispose  of  the  pleadings  before  me.  But  I  think  I 
am  bound  to  express  an  opinion  in  the  first  instance  on  the  validity  of  the 
Complainer's  patent. 

I  see  no  answer  to  the  objection  taken  to  it  by  the  Respondents  on  the 
ground  that  the  15th  claim  (among  several  others)  is  bad  as  setting  forth 

50  a  perfectly  familiar  device  for  obtaining  a  particular  object,  even  in  the  same 
class  of  engines.  Indeed,  it  is  practically  admitted  by  the  Complainer  that 
this  is  so,  and  that  if  he  had  known  the  facts  he  would  not  have  included  this 
as  a  claim  in  his  patent.  There  are  other  heads  of  claim  which  are  in  a  similar 
position.    The  liTt,  10th,  25th,  and  27th  are  all  claims  which  the  evidence  laid 

55  before  me  shows  to  have  been  anticipated.  That  being  so,  I  do  not  see  any 
alternative  to  holding  the  patent  bad  on  that  ground.  There  is  an  additioned 
ground,  which  perhaps  comes  prior  to  the  one  I  have  mentioned,  that  is,  the 
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disconformity  between  the  Provisional  and  the  Complete  Specification.  On 
that  ground  also  I  think  the  Respondents  have  succeeded.  The  Complete 
Specification  contains  several  claims  not  foreshadowed  in  the  Provisional 
Specification  in  the  way  a  Patentee  is  bound  to  do  before  he  gets  provisional 
protection  for  his  Invention.  The  claims  that  fall  under  that  observation  are  5 
the  3rd,  8th.  15th,  25th,  and  27th.  I  think  these  are  all  open  to  that  objection, 
and  here  again,  if  these  claims  are  bad,  the  result  is  that  the  whole  patent  goes. 
If  that  is  so,  I  do  not  need  to  deal  with  infringement.  But  the  parties  are 
entitled  to  my  opinion  that  there  is  no  infringement  proved  in  the  use  of  the 
engine  supplied  to  the  McLarens.  On  this  matter  the  Complainer  is  in  rather  10 
a  weak  position,  because  he  has  never,  as  I  understand,  seen  that  engine  started, 
though  he  saw  it  working.  But  he  says  that  certain  fittings  on  it  were  so  near 
his  Specification  that  he  at  once  declared  it,  in  his  own  mind,  to  be  an  infringe- 
ment. The  resemblances  and  differences  of  these  two  engines  have  been 
commented  on  by  Mr.  Pinkney  in  a  way  that  satisfies  me  that,  assuming  the  1»^ 
patent  to  be  good,  there  is  no  infringement  so  far  as  the  McLarens^  engine  is 
concerned.  On  both  grounds,  therefore,  I  am  against  the  Complainer,  and  I 
refuse  the  note,  with  expenses  to  the  Respondents. 


In  the  High  Court  op  Justice. — Queen's  Bench  Division. 

Before  Mr.  Justice  Wright.— February  27th,  1897.  20 

Slucb  v.  Poole. 

Patent. — Action  for  infringement. — Prior  user  of  alleged  invention  proved. 

On  the  30th  of  May  1893,  a  patent  was  granted  to  S.for  an  invention  of 
adapting  electric  lamps  to  ordinary  candle  fittings  and  the  like.    8.  brought 
an  action  for  infringement  against  P.,  who  pleaded,  among  other  things,  prior  25 
lis&r  of  the  alleged  invention  by  R.  a  few  days  before  the  date  of  th^  patent.    At 
the  trial,  two  witnesses  were  called  to  prove  this  prior  user. 

Held,  that  the  pHor  user  was  proved,  and  judgmefit  was  given  for  the 
Defendant 

On  the  30th  of  May  1893,  a  patent  (No.  10,597  of  1893)  was  granted  to  George  30 
Sidney  Sluce  for  '*  Improvements  in  devices  for  adapting  electric  lamps  to 
"  ordinary  candle  fittings  and  the  like."  On  the  5th  of  February  1896,  the 
Patentee  commenced  an  action  for  infringement  of  this  patent  against 
F.  O.  Poole,  claiming  the  usual  relief,  and,  by  his  Particulars  of  Breaches, 
alleged  that  the  Defendant  had  continuously,  between  the  30th  of  May  1893  35 
and  the  date  of  the  writ,  manufactured,  sold,  or  used  devices  for  adapting 
electric  incandescent  lamps  to  ordinary  candle  fittings  and  the  like,  similar  to 
or  only  colourably  differing  from  the  Plaintiff's  invention. 
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By  his  Defence,  the  Defendant  denied  infringement,  and  denied  the  validity 

of  the  Plaintiff's  patent.    The  Particulars  of  Objections  alleged,  among  other 

things,  that  the  Plaintiff  was  not  the  true  and  first  inventor ;  that  the  alleged 

invention  had  been  previously  published    by  the    manufacture,  use,   exhi- 

5  bition,  and  sale  of  electric  incandescent  lamps  fitted  with  imitation  candles 

by  A.  Reyrolle  and  Co.y  of  No.  10,  Union  Mews,  Union  Street,  London,  at 

their  place  of  business  aforesaid,  on  various  dates  between  the  15th  and  30th 

of  May  1893. 

The  action  came  on  for  trial  before  Weight,  /.,  without  a  jury.     Spokes 

10  (instructed    by    Fraser   and    Christian)    appeared    for  the    Plaintiff ;    and 

A.  J.  Walter  (instructed  by  F,  Durant)  appeared  for  the  Defendant. 

After  the  Plaintiff's  case  had  been  opened,  witnesses  were  called  for  the 
Defendant.  A.  Reyrolle  proved  the  sale  to  Mellier  and  Go.^  of  Margaret  Street, 
London,  on  the  16th  of  May  1893,  of  40  imitation  candles  fitted  for  electric 
15  lights,  and  two  12-light  electroliers,  with  six  imitation  candles,  all  embodying 
the  invention  covered  by  the  Plaintiff's  patent,  and  that  these  articles  were 
delivered  to  Mellier  and  Co,  on  the  29th  of  May  1893.  He  produced  the  invoice 
for  the  same. 

W.  Lowery  proved  that  the  imitation  candles  sold  to  Mellier  and  Co.^  as 
20  aforesaid,  were  resold  by  them  and  fitted  by  him. 

After  hearing  this  evidence,  Wright,  J.,  held  that  the  Defendant  had 
established  his  case  of  prior  user,  and  gave  judgment  for  the  Defendant,  with 
costs. 


Before  The  Solicitor-General.— January  29th,  1897. 

25  In  the  Matter  op  Lupton  and  Place's  Application  for  a  Patent. 

Patent.    Opposition  to  grant  on  tlie  ground  that  the  invention  had  been 

patented  on  an  application  of  prior  date.    Held^  by  Comptroller^  that  a  patent 

be  sealed  subject  to  one  of  two  prescribed  amendments  being  m^ade.    Heldy  on 

appealy  by  the  Law  Officer^  that  the  Comptroller'* s  decision  be  reversed^  and  that 

30  a  patent  be  refined. 

On  the  9th  day  of  July  1895,  Benjamin  Lupton  and  Robert  Henry  Place 
'  applied  (No.  13,182  of  1895)  for  the  grant  of  a  patent  for  "  An  improved  hinged 
**  joint  for  jack  and  other  levers  employed  in  loom  dobbies."  The  invention 
consisted  (1)  in  forming  one  of  the  jointed  levers  with  V  ^^  wedge-shaped 
35  edges  inserted  into  corresponding  recesses  in  the  adjoining  levers,  and  (2)  in 
providing  a  horn  or  hook  as  an  additional  means  of  security.  The  claim  was 
for  "  The  construction  or  formation  of  hinged  joints  for  the  dobbies  of  looms, 
*^  such  joints  having  grooves  and  projections  and  horns  or  hooks  d^  as  illustrated 
^*  in  the  drawings  and  for  purposes  described.'* 
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The  grant  was  opposed  by  John  Ward  on  the  ground  that  the  invention  had 
been  patented  in  this  country  on  an  application  of  prior  date,  viz.,  No.  5643, 
dated  16th  of  March  1893.  The  Opponent's  Specification  described  and  claimed 
a  similar  joint  to  the  ApplicantsV  but  having  rectangular  instead  of  V'S^P^^ 
projections  and  grooves.  5 

The  Comptroller  decided  to  seal  a  patent,  provided  one  of  the  two  following 
amendments  were  made,  viz. : — (1)  The  insertion  of  a  disclaimer,  as  follows  : — 
^'  We  are  aware  that  joints  having  segmental  bosses  fitted  into  recesses,  and  with 
"  horns  or  tongues  similar  to  the  horn  or  hook  d,  have  previously  been  proposed, 
"  and  we  therefore  desire  to  restrict  our  claim  to  joints  having  the  grooves  and  10 
"  projections  constructed  substantially  as  illustrated  on  the  drawings  "  ;  or  (2)  the 
insertion  of  '*  V-st^^iP^d  "  before  "  grooves  "  in  the  claim. 

The  Opponent  appealed.  Qoodeve  appeared  as  Counsel  for  the  Appellant,  and 
Grossley  as  agent  for  the  Respondents. 

Sir  R.  FiNLAY,  8.G, — I  am  of  opinion  that  this  appeal  must  be  allowed.    The  15 
claim  made  in  the  patent  under  the  Applicants'  Specification  is  for   "The 
"  construction  or  formation  of  hinged  joints  for  the  dobbies  of  looms,  such 
"  joints  having  grooves  and  projections  and  horns  or  hooks  d,  as  illustrated  in 
"  the  drawings  and  for  purposes  described."     It  could  not  be  successfully 
contended  that  a  patent  making  such  a  claim  as  that  could  be  sealed,  because  20 
beyond  all  question  that  claim  covers  matter  which  had  formed  the  subject  of 
previous  patents  in  this  country.    The  Comptroller  took  that  view.     But  then 
the  Comptroller  also  thought  that  he  might  require  the  Specification  to   be 
amended  so  as  to  confine  the  claim  to  having  the  V  projection  instead  of  the 
square  projection  which  existed  in  the  Opponent's  patent.     It  appears  to  me  25 
extremely  doubtful  whether,  having  regard   to  the  trifling  character  of  this 
variation,  such  a  patent  should  have  been  sealed,  even  if  the  claim  had  originally 
been  put  forward  in  that  shape.     But  that  is  not  the  question  I  have  to  decide. 
The  question  I  have  to  decide  is  whether,  when  an  Applicant  has  put  forward 
a  Specification  making  a  claim  manifestly  the  subject  of  previous  patents,  it  30 
would  be  right  to  amend  the  Specification  in  the  manner  proposed  by  the 
Comptroller  so  as  to  limit  his  claim  to  this  one  point  on  which  reliance  is  now, 
placed.     In  my  judgment,  it  would  not  be  right  to  do  so.    The  Comptroller 
said  that  the  patent  might  be  sealed  on  insertion  of  the  disclaimer,  in  the 
following  terms  : — "  We  are  aware  that  joints  having  segmental  bosses  fitted  35 
*'  into  recesses,  and  with  horns  or  tongues  similar  to  the  horns  or  hooks  t/,  have 
"  previously  been  proposed,  and  we  therefore  desire  to  restrict  our  claim  to 
"  joints  having  the  grooves  and  projections  constructed  practically  as  illustrated 
*'  on  the  drawings,  and  we  declare  that  what  we  claim  is — "     It  appears  to 
me  that  such  an  insertion  as  that  would  make  the  patent  extremely  difficult  to  40 
construe,  and  it  is  one  that  should  not  be  allowed.     The  second  suggestion  that 
the  Comptroller  made  was  that  there  should  be  inserted  in  the  claim  before  the 
word  "  grooves  "  the  words  "  V-8^2iP®<i>"  so  that  the  claim  would  run — **  The 
"  construction  or  formation  of  hinged  joints  for  the  dobbies  of  looms,  such  joints 
"  having  V-shaped  grooves  or  projections  and  horns  or  hooks  c?,  as  illustrated  in  45 
"  the  drawings  and  for  purposes  described."    It  appears  to  me  that  it  would  not 
be  proper  to  make  that  insertion  either,  because  it  would  leave  the  claim  for 
matters  which  form  the  subject  of  a  previous  patent,  only  verifying  the 
invention  by  saying  that  the  groove  was  to  be  V-shaped. 

I  do  not  think  that  there  is  any  way  in  which  it  would  be  proper  to  amend  50 
this  claim,  which  has  been  put  forward  in  very  general  terms,  so  as  to  make  it 
the  proper  subject  of  a  patent.     If  all  that  the  Applicants  wanted  was  a  patent 
for  such  an  improvement  as  making  the  groove  V-shaped  instead  of  square,  they 
oupht  to  have  said  so  in  the  first  instance. 

Under  the  circumstances,  I  think  that  the  appeal  must  be  allowed.  55 

The  amount  of  costs  I  fax  at  five  guineas. 
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Ik  the  High  Court  of  Justice.— Chancery  Division. 

Be/ore  Mr.  Justice  Stirling. — March  5th,  1897. 

THE  Dunlop  Pneumatic  Tyre  Company,  Ld.,  and  The  Pneumatic 
Tyre  Company,  Ld.  v,  T.  H.  Stone  and  H.  Corser. 

5  Patent — Action  for  infringetnent. — Motion  for  interlocutory  injunction. — 
Delay. — Defendant  disclaiming  intention  to  infringe. 

In  an  action  for  infringetnerit  of  a  patent^  commenced  in  October  1896 ^ 
against  8,  and  C,  the  Plaintiffs^  in  January  1897^  gave  notice  of  motion  for 
an  interlocutory  injunction.     The  infringement  complained  of  was  a  sale  of  a 

10  tyre  tvhich  took  place  in  June  1896,  At  this  dale  S.  and  G.  were  in  partnersJnpj 
but  tliey  dissolved  such  partnership  in  August  1896,  and  notice  of  the  dissolutioti 
was  given  to  the  solicitors  of  the  Plaintiffs,  Since  the  dissolution  tJie  Defendant 
G.  had  not  manufactured  tyres  of  any  descHption,  and  stated  that  he  did  not 
intend  to  do  so, 

15  Heldj  that  on  the  Defendant  8,  undertaking  to  keep  an  account,  there  ought 
to  be  no  order  on  the  motion,  but  the  costs  were  to  be  the  Defendants  in  any 
event. 

On  the  29th  of  October  1896,  The  Dunlop  Pneumatic  Tyre  Gompany,  Ld., 
commenced  an  action  against  Thomas  Hobley  Stone  and  Harrington   Gorser 

20  (trading  as  SUyne  and  Gorser)  for  infringement  of  Hartlett's  patent,  No.  16,783 
of  1890,  claiming  the  usual  relief.  On  the  19th  of  December,  The  Pneumatic 
Tyre  Gompany,  Ld,,  were  added  as  Co-Plaintiffs.  .  On  the  19th  of  January 
1897,  the  Plaintiffs  gave  notice  of  motion  for  an  injunction  to  restrain  the 
Defendants  until   trial  or  further  order  from  infringing  the   patent.      The 

25  infringement  complained  of  was  a  sale  of  a  tyre  by  the  Defendants  in  June 
1896.  At  this  date  the  Defendants  were  in  partnership,  but  they  dissolved 
such  partnership  in  August  1896,  and  notice  of  the  dissolution  was  given  to  the 
solicitors  of  the  Plaintiffs. 

The  motion  came  on  for  hearing  on  the  5th  of  March  1897.    A,  J.  Walter 

30  (instructed  by  J.  B.  Purc/iase)  appeared  for  the  Plaintiffs  ;  G,  E,  E,  Jenkins 

(instructed    by    Sharpe,    Parkers,   Pritc/iard,  and   Barham,  as    agents  for 

Rylands,    Martifieau,    and    Garslake,    of    Birmingham)    appeared    for    the 

Defendants. 

The  facts  and  evidence  sufficiently  appear  from  the  judgment  of  the  learned 

'^b  Judge. 

Stirling,  J. — It  seems  to  me  that  upon  the  Defendant  Stone  undertaking  to 
keep  an  account,  there  ought  to  be  no  order  on  this  motion.    The  circumstance 
are  rather  particular.    The  Plaintiffs  are  the  owners  of  a  certain  patent,  and  on 
the  6th  of  June  in  the  year  1896,  they  bought  of  the  two  Defendants,  who  were 

40  then  trading  as  Stone  and  Gorser,  a  tyre  which  they  now  say  is  an  infringement 
of  the  patent  in  question,  which  is  known  as  BartletVs  patent.  Instead  of 
commencing  an  action  for  the  infringement  of  that  patent,  they  commenced  an 
action  for  the  infringement  of  another,  and  a  notice  of  motion  was  given  in  that 
action ;  pleadings  were  delivered  in  that  action,  and  it  continued  down  to  the 
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month  of  October,  when  suddenly  the  Plaintiffs  discovered  that  they  were 
suing  on  the  wrong  patent,  and  they  discontinued  that  action.  Then  on  the 
29th  of  October  they  commenced  the  present  action,  and  not  only  do  they 
commence  the  present  action,  but  they  get  leave  to  serve  notice  of  motion  for 
an  injunction  with  the  writ.  In  the  meantime  this  had  happened,  Stone  and  5 
CorseVy  as  it  now  appears  on  the  evidence,  dissolved  partnership,  and  they  gave 
notice  of  that  to  the  Plaintiffs*  solicitors.  Corser  says  that  he  has  retired 
altogether  from  the  business,  and  says  that  "Since  the  dissolution  of  the 
"  partnership  I  have  not  manufactured  any  tyres  of  any  description,  nor 
"  do  I  intend  to  do,  so ;  neither  have  I  since  the  same  date  threatened  to  10 
"  manufacture  any  tyres."  So  that,  although  upon  the  evidence  he  was  guilty 
of  infringing  the  patent  in  June  1896,  he  says  he  has  entirely  discontinued  it, 
and  he  does  not  now  manufacture,  or  threaten  or  intend  to  manufacture,  any 
more.  Under  those  circumstances,  naturally,  the  solicitors  who  appeared  for 
the  firm  of  Stone  and  Corser  declined  to  accept  service  of  the  writ  for  Corser^  15 
but  they  accepted  service  for  Stone.  Notwithstanding  that,  no  notice  of  motion 
was  given  for  an  injunction  till  the  22nd  of  January  1897,  three  months  after 
the  time  when  the  Plaintiffs  might  have  had  an  injunction.  It  seems  to  me  that 
under  those  circumstances  the  Plaintiffs  have  not  been  prompt.  Of  course,  their 
rights  at  the  trial  will  not  be  affected  by  that,  but  delay  is  most  material  upon  20 
an  interlocutory  application.  It  seems  to  me  that  as  regards  Stone,  on  the 
ground  of  delay,  he  giving  the  undertaking  in  question,  there  ought  to  be  no 
order  ;  and  as  regards  Corser ,  he  having  to  their  knowledge  ceased  to  carry  on 
business  in  partnership  and,  on  the  evidence,  not  being  now  engaged  in  the 
manufacture  of  tyres,  and  not  threatening  or  intending  to  infringe,  there  ought  25 
to  be  no  order.  I  therefore  make  no  order  on  the  motion,  costs  to  be  the 
Defendants'  in  any  event. 


In  the  Court  of  Appeal. 
March  5th,  6th,  8th,  and  9th,  1897. 


Adamant  Stone  and  Paving  Company,  Ld.  v.  The  Corporation  op      30 

Liverpool. 

In  this  action,  which  was  for  the  infringement  of  two  patents  (No.  8747  of 
1884,  and  No.  17,322  of  1893),  it  was  held  at  the  trial  that  the  latter  of  such 
patents  was  invalid,  and  that  the  former  was  valid  and  had  been  infringed. 
The  Defendants  appealed,  but  before  the  arguments  were  concluded,  the  appeal  35 
was  withdrawn  on  terms  which  were  not  stated  to  the  Court. 


I 
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In  the  Matter  of  The  Magnolia  Metal  Company's  Trade  Marks. 


In  thb  Bigh  Court  of  Justice.— Chancery  Division. 

Before  Mr.  Justice  KbkiTwich.— February  24th  and  25th,  1897. 

IN  T&B  Matter  of  The  Magnolia  Metal  Company's  Trade  Marks. 

Trade    Marks. — Validity. — Motion    to    expunge. — Geographical    name. — 

5  Descriptive  name. — "  Character  or  quality  of  the  goods.^^ — Pictorial  representa- 

tion  of  unregisterdble  word. — No  assignable  goodwill. — Marks   expunged. — 

Patents^  Ac.  Act^  1888 y  Sections  64^  65^  and  10 ;  Patents^  Ac.  Act^  1888,  Section 

10  (i)  {e). 

In  1889  and  1894,  an  American  Company  registered  three  Trade  Marks. 

10  The  first  consisted  of  a  representation  of  a  magnolia  flower ;  the  second  included 
the  flower  and  also,  as  an  essential  particular,  the  word  "  Magnolia " ;  the 
third,  registered  in  1894,  consisted  of  the  word  only.  The  first  and  second  were 
register^  for  metal  bearings,  being  goods  included  in  Class  6;  the  third  was 
registered  for  wrought  and.unwrougJU  metals,  being  goods  included  in  Class  5. 

15  In  1896,  these  marks  were  assigned  to  another  American  Company,  called  **  The 
"  Magnolia  Metal  Company,"  together  with  t?ie  goodwill  of  the  former  Company. 
Prior  to  the  assignment,  the  formsr  Company  had  not  imported  any  metal 
hearings,  but  only  ingots  of  metal,  into  the  United  Kingdom  for  sale.  The 
Atlas  Metal  Company,  Ld.,  moved  to  expunge  these  Trade  Marks,  alleging  that 

20  they  were  not  good  murks,  on  the  grounds,  as  to  the  first  and  second,  that  there 
UKis  no  goodwill  in  the  particular  goods  for  which  the  marks  were  registered  cU 
the  date  of  assigiiment ;  as  to  the  second  and  third,  that  ^^  Magnolia  ^^  was  a 
geographical  name,  there  being  pkices  of  that  name  in  the  United  States  at  the 
date  of  registration ;  and  also  that "  Magnolia  "  was  the  name  of  the  particular 

25  patented  alloy,  which  had  been  given  to  that  alloy  by  the  inventor,  and  was 
descriptive  of  the  mstal  and  was  not  a  word  '*  having  no  reference  to  the  character 
^*or  qtiality  of  the  goods  "  within  Section  10  (1)  {e)  of  the  Patents,  Ac.  Act,  1888 ; 
also,  as  to  the  first,  that  the  flower,  being  merely  a  pictorial  representationTof  the 
word  '•  Magnolia,''  and  the  latter  not  being  itself  a  good  Trade  Ma/rk,  was  not 

30  registerable  as  a  Trade  Mark. 

Held,  that  "  Magnolia  "  was  not  a  geographical  name,  but  that  it  referred  to 
the  character  qf  the  goods,  and  the  second  and  third  Trade  Marks  were  ordered  to  be 
expunged ;  also  that  the  flower  was  not  objectionable  as  being  the  representation 
of  the  word,  but  that  there  was  at  the  date  of  assignment  of  the  first  Trade 

35  Mark,  no  goodwill  in  the  particular  goods  vested  in  the  assignors,  and  tJie  first 
mark  was  expunged  on  this  ground.  Execution  was  stayed  in  the  event  of  an 
appeal. 

WJiere  a  word  is  the  name  of  a  place  and  possesses  also  another  meaning, 
the  test  to  be  applied  to  ascertain  whether  it  should  be  considered  a  geographical 

40  name  within  the  Patents,  Ac.  Act,  1888,  Section  10  (/)  (e),  is  whether,  according 
to  the  mind  of  an  Englishman  of  ordinary  education  and  intelligence,  such 
word  would  refer  to  thepUwe  or  to  the  other  meaning  of  the  word. 

On  the  9th  of  Febrnary  1889,  The  Magnolia  Anti-friction  Metal  Company 
registered,  under  No.  86,401,  a  Trade  Mark,  of  which  a  representation  is  given 

Y 
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In  tlie  Matter  of  The  Magnolia  Metal  Company's  Trade  Marks. 


below,  for  certain  goods  in  Class  6,  namely,  "  Anti-friction  metal  bearings 
"  being  parts  of  machinery  other  than  horticultural  and  agricultural  machinery. 


On  the  5th  of  June  1889,  the  same  Company  registered,  under  No.  90,573, 
another  Trade  Mark,  of  which  a  representation  is  given  below,  for  the  same 
goods. 


5 


^KCNOt/^ 


"^f/cnoH^^^ 


The  essential  particulars  of  this  Trade  Mark  were  stated  to  be  the  device  and 
^^  Magnolia,"  and  the  Company  disclaimed  any  right  to  the  exclusive  use  of  the 
added  words. 

On  the  7th  of  June  1894,  the  same  Company  registered,  under  No.  180,551, 
the  word  ^*  Magnolia  *'  as  a  Trade  Mark  for  certain  goods  in  Class  5,  namely,  10 
"  Unwrought  and  partly  wrought  metals  used  in  manufacture."  In  this  Report 
these  Trade  Marks  are  called  the  first,  second,  and  third  Trade  Marks,  respectively. 
The  said  Company  was  incorporated  in  America  for  the  purpose,  among  other 
things,  of  manufacturing  ^'  Magnolia  Anti-friction  Metal "  and  ^'  Magnolia  Anti* 
"  friction  Metal  Bearings."  15 

On  the  29th  of  October  1896,  the  three  above-mentioned  Trade  Marks  were 
assigned  by  the  said  Company  to  27ie  Magnolia  Metal  Company,  which  is  also 
an  American  Company,  and  on  the  5th  of  November  1896,  Tlie  Magnolia  Metal 
Company  was  entered  on  the  Register  as  proprietor  of  the  said  three  Trade 
Marks.  The  said  Magnolia  Anti-friction  Metal  Company  carried  on  business  20 
and  manufactured  anti-friction  metal  in  the  United  States.  Up  to  1890,  the 
manufacture  was  under  a  secret  process,  but  in  1890  patents  were  taken  out  in 
the  United  States  and  in  the  United  Kingdom, 
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In  1889,  a  firm  called  T?ie  Magnolia  Anti-friction  Metal  Company  of  Great 
Britain  was  formed  to  sell  *^  Magnolia  Metal  "  in  Oreat  Britain,  and,  under 
agreements  with  the  American  Company,  the  British  Company  had  the 
exclusive  sale  in  Great  Britain  of  "  Magnolia  Metal."  In  1894,  an  agreement  was 
5  made  between  TTie Magnolia  Metal  Company  (who  were  the  successors  in  business 
of  the  American  Company)  and  the  British  Company,  under  which  the  British 
Company  were  to  have  the  exclusive  sale  of  ^^  Magnolia  Metal  "  in  Oreat  Britain. 
Disputes  subsequently  arose  between  the  parties  to  this  agreement,  and  on  the 
26th  of  June  1896,  The  Magnolia  Metal  Company  commenced  an  action  against 

10  the  members  of  the  British  Company  and  7^e  Atlas  Metal  Company,  Ld,^  for 
(inter  alia)  infringement  of  the  said  three  Trade  Marks,  and  for  an  injunction 
restraining  the  Defendants  from  using  the  word  '^Magnolia"  in  connection 
with  anti-friction  metal.  On  the  trial  of  this  action  before  Mr.  Justice  Collins^  an 
injunction  was  granted  restraining  The  Atlas  Metal  Company  Ka^  others  of  the 

15  Defendants  from  using  the  word  "  Magnolia  "  as  descriptive  of,  or  in  connection 
with,  anti-friction  metal  manufactured  by  them,  without  clearly  distinguishing 
such  anti-friction  metal  from  the  anti-friction  metal  of  the  Plaintiffs  ;  but  no 
injunction  was  granted  founded  on  the  said  Trade  Marks.  Execution  was 
stayed  pending  an  appeal,  which  appeal  has  not  yet  been  disposed  of. 

20  On  the  28th  of  November  1896,  notice  of  motion  was  given  on  behalf  of  The 
Atlas  Metal  Company y  Ld,y  to  rectify  the  Register  by  the  removal  therefrom  of 
the  said  three  Trade  Marks. 

This  was  the  hearing  of  the  motion.     Warrington,  Q.C.,  and  L.  B.  Sebastian 
(instructed  by  H.  Stanley  Sugden)  appeared  for  The  Atlas  Metal  Company  ; 

25  Bousfield^  Q.C.,  and  T  L.  Wilkinson,  (instructed  by  Indermaur  and  Brown} 
appeared  for  TTie  Magnolia  Metal  Company. 

Affidavits  were  filed  in  support  of,  and  in  opposition  to,  the  motion,  and  some 
of  the  Deponents  were  cross-examined  in  Court  on  the  hearing  of  the  motion. 
War^Hngton,  Q.C.,  in  support  of  the  motion. — ^The  objections  to  the  Trade 

30  Marks  are  as  follows  : — As  to  the  first  and  second  Trade  Marks,  there  was  no 
goodwill  at  the  date  of  assignment  in  respect  of  goods  for  which  the  Trade 
Marks  were  registered.  At  all  events,  there  was  no  business  in  England  ;  no 
bearings  were  sold  by  the  assignors,  only  ingots.  Also  '^  Magnolia  Metal  "  was 
not  sold  or  used  by  anybody  for  bearings — parts  of  machinery.  It  was  only  used 

35  for  a  film  over  the  bearings.  Then,  as  to  the  first  Trade  Mark,  the  fiower  is 
merely  a  pictorial  representation  of  the  word,  which  itself  is  descriptive,  and  is 
a  geographical  name ;  it  is  registered  for  the  purpose  of  giving  a  right,  by  means 
of  the  device,  which  they  could  not  get  directly.  Again,  as  to  the  second  and 
third  Trade  Marks,  the  word  ''  Magnolia  "  is  descriptive  of  the  metal ;  also  it  is 

40  geographical,  there  being  at  the  date  of  registration  20  or  30  towns  of  that  name 
in  the  United  States ;  and  it  appears  that  the  metal  itself  is  made  in  the 
United  States. 

As  to  the  word   ^'  Magnolia "  being  geographical,  there  is  nothing  in  the 
10th  section  of  the  Patents,  &c.  Act,  1888,  to  limit  the  words   ''not   being 

45  *'  a  geographical  name."    It  is  not  limited  to  places  where  the  goods  come  from. 

1  rely  on   llie  Apollinaris  Company's   Trade  Marks,  8  R.P.C.  137,  (1891) 

2  Ch.  186,  where  "  Apollinaris  "  and  other  names  were  held  to  be  geographical : 
also  Van  Duzer's  Trade  Mark,  4  R.P.C.  31. 

The  evidence  on  this  point  was  then  read. 
50      Among  other  evidence,  H.  S.  Sugden  stated  that  "  Lippincott's  Gazetteer  of 
"  the  World,"  published  in  1893,  contained  an  entry  of  22  towns  of  the  name 
of  '*  Magnolia  "  in  the  United  States,  and  showed  that,  in  1880, 16  of  such  towns 
existed,  with  an  aggregate  population  of  17,364  persons. 

G,  Accles  stated  that  he  was  personally  acquainted  with  the  town  called 
55  ^^  Magnolia,"  a  summer  resort  on  the  coast  of  Massachusetts,  and  a  town  called 
^  Magnolia,"  the  capital  of  Pike  County,  Mississipi,  and  such  towns  existed 
in  1889, 

Y2 
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C.  B,  Miller^  in  opposition  to  the  motion,  deposed  that  the  places  called 
"  Magnolia  "  were  not  towns,  but  villages ;  that  Magnolia,  Rke  County,  had  about 
676  inhabitants,  and  Magnolia  in  Massachusetts  about  160. 

A.  G.  Brown^  in  reply,  exhibited  a  copy  of  "  The  Magnolia  Gazette,"  published 
at  Magnolia,  Pike  County,  and  referred  to  extracts  therefrom  to  show  (a)  that  5 
the  town  contained  a  faculty  and  college,  (b)  also  several  attorneys  and  counsel, 
(c)  also  a  Magnolia  Bank  ;  {d)  that  trains  between  Jackson  and  New  Orleans 
stop  at  the  said  town  ;  (e)  that  Chancery  business  is  done  in  the  said  town. 

Bousfield^  Q.C.,  and  vVilkinson  first  contended  that  the  Applicants  were  not 
persons  aggrieved,  but  finally  abandoned  this  point,  and  continued : — The  10 
illustrations  of  Monkey  Island  and  St.  Paul,  in  the  judgment  in  the  ^^Apollinaris'* 
case  (1891),  2  Ch.  p.  201,  are  in  our  favour.  This  word  is  not,  by  itself, 
geographical,  being  the  name  of  a  flower.  The  point  is  not  whether  there  is  a 
smsdl  place  called  by  this  name,  but  how  people  would  understand  the 
designation  ;  it  is  a  matter  of  drawing  the  line.  The  mark  ought  to  be  allowed  15 
to  remain  if  people  would  take  it  to  be  the  primary  designation,  as  in  this 
instance  the  flower.  There  is  no  practical  inconvenience  in  such  a  rule.  There 
are,  in  the  "  Times  Atlas,"  many  instances  of  places  having  the  names  of  well- 
known  objects.  The  word  "  Trilby,"  which  hlas  been  held  to  be  a  good  Trade 
Mark,  is  now  the  name  of  a  place  in  America.  20 

Warringtony  Q.C.,  in  reply, — ^This  case  must  turn  purely  on  the  definition 
in  the  Act.  The  reason  for  the*  exclusion  of  geographical  names  is  given  in 
the  judgment  of  Chitty^  J.,  in  Sir  Titvs  Salt's  Application^  11  R.P.C.  517, 
(1894)  3  Ch.  166.    In  that  case  the  silk  did  not  come  from  Eboli. 

Kbkbwioh,  J. — This  is  a  question  of  novelty.  Notwithstanding  the  many  25 
decisions  on  the  Act,  and  this  particular  section  of  the  Act,  in  view  of  the 
novelty,  and  the  other  decisions  which  do  not  directly  touch  it^  it  is  necessarily 
of  some  importance  ;  and  to  my  mind  it  is  one  of  considerable  difficulty.  The 
Respondents  have  registered,  one  in  Class  5  and  one  in  Class  6,  two  Trade 
Marks  ;  because  I  entirely  set  aside  the  Trade  Mark  which  is  first  mentioned  30 
as  not  now  being  under  consideration,  though  I  will  refer  to  it  directly. 

The  first  of  these  Trade  Marks  consists  of  the  word  *^  Magnolia "  with  a 
device  representing  the  flower  of  that  name  in  bloom.    The  second  consists  of 
the  word  <^ Magnolia"  alone.    In  the  first,  the  word  *^  Magnolia "  is  described 
as  one  of  the  essential  parts  of  the  Trade  Mark.    In  the  second,  as  I  have  35 
already  mentioned,  '*  Magnolia  "  is  itself  the  Trade  Mark,  and  there  is  nothing 
else.    It  follows  that  if  **  Magnolia "  is  bad,  both  the  Trade  Marks  go — one 
because  it  consists  wholly  of  *^  Magnolia,"  the  other  because  it  depends  on 
"  Magnolia  "  as  an  essential  part.    The  question  is  whether  '*  Magnolia  "  can 
be  sustained.    It  is  entirely  a  question  of  the  meaning  of  the  Act  of  Parliament  40 
construed  with  reference  to  decided  cases.    The  Act  of  Parliament  excludes, 
from  words  that  may  be  properly  registered,  those  of  a  geographical  character ; 
but  the  exact  words  of  the  Act  which  is  before  my  mind,  sub-section  (e)  of 
Section  10,  are  these — "  The  essential  particulars  " — ^which  are  described  under 
(a),  (b)j  (c%  (d),  and  (e) — must  be  "  a  word  or  words  having  no  reference  to  the  45 
"  character  or  quality  of  the  goods,  and  not  being  a  geographical  name."   Now, 
in  one  sense,  the  literal  sense,  **  Magnolia"  is  a  geographical  name,  and  there- 
fore, if  that  is  the  proper  sense  of  the  Statute,  there  is  an  end  of  the  Respondents* 
case,  and  the  Applicants  are  entitled  to  have  the  Trade  Mark  expunged.   I  have 
been  refarred  to  one  definition,  and  one  only,  of  the  meaning  of  this  clause  in  50 
sub-section  (e)  of  the  Act.    I  think  others  might  probably  be  found,  but  what 
the  present  Lord  Justice  Ghitty  said  in  the  "  Eboline  "  case,  in  1894, 3  Chancery, 
page  169,  is  sufficient  for  all  purposes  :  ^'  The  object  of  the  Legislature  was  to 
^^  prevent  a  trader  from  acquiring  a  monopoly  in  the  name  of  a  place,  and  from 
*^  thereby  suggesting  that  the  gocds  had  a  local  origin  or  a  local  connection,  55 
•*  which,  in  fact,  they  might  not  have.     We   need    not    press  the  matter 
**  further,  and  consider  why  that  seemed  important  to  the  Legislature."    What 
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Mp.  Warrington  says  or  suggests  is  this,  that  if  any  trader  in  a  particular 
place  desires  to  name  his  goods  by  reference  to  his  place  of  residence,  or  where 
he  carries  on  his  manufacture  or  business,  he  would  be  precluded  from  doing 
that  if  there  was  a  Trade  Mark  containing  the  name  of  that  place  registered 
5  against  him  so  that  he  could  not  use  it,  and  that  that  would  not,  of  course,  be 
right.  It  would  no  doubt  be  wrong,  I  mean  in  moral  justice,  that  a  man 
living  in  a  small  town  or  village,  and  having  put  forward  some  new  article  of 
trade,  should  not  be  entitled  to  connect  it  with  his  residence  or  place  of 
business.     That  may,  not  impossibly  by  any  means,  be  the  object  of  the 

10  Legislature.  But  it  is  suflBcient  for  my  purpose  that  the  Lord  Justice's  words 
say  what  was  the  object  of  the  words  of  the  Act.  Then,  Mr.  Bovsfield  says 
that  cannot  apply  very  well  to  a  case  like  this,  where  in  1889  some  15  Magnolias 
were  in  the.  United  States,  and  there  are  more  now,  and  it  cannot  be  applied  to 
prevent  persons  living  in  44  different  towns — 15  will  do  as  well  as  44  for  his 

15  argument ;  and  I  think  it  convenient  here  to  say  that  I  must  try  the  question 
as  at  the  date  of  the  registration,  and  that  the  subsequent  growth,  or  creation, 
or  incorporation  of  towns  cannot  have  any  bearing  on  the  subject.  If  it  was  a 
geographical  name  at  the  date  of  the  registration,  it  fails  on  that  ground.  If  it 
was  not  a  geographical  name  at  the  date  of  the  registration,  it  seems  to  me  that 

20  no  one  can  have  a  right  to  have  it  expunged  because  some  town  or  place  has 
grown  up  and  been  called  by  that  name  since  -the  registration. 

Those  being  the  words  of  the  Act,  and  that  being  the  object,  am  I  bound  to 
say  that  the  Legislature  meant  that  wherever  a  name  proposed  to  be  put  on  the 
Register,  or  being  actually  there  and  sought  to  be  expunged,  has  a  geographical 

25  meaning,  therefore  it  must  not  go  on  the  Register,  or,  being  there,  it  must  be 
taken  off,  even  though  its  primary  meaning  may  be  something  quite  different, 
and  it  may  have  two  or  three  other  meanings,  perhaps  all  of  them  better 
known  than  the  geographical  meaning  ?  That  is,  the  real  question  in  this 
case  is  the  question  which  was  illustrated  by  some  remarks  made  by  myself 

30  in  the  Apollinaris  Gompany^s  case,  and  which  have  been  cited  on  page  204  of 
1891,  2  Chancery.  There,  taking  up,  I  suppose,  what  was  said  in  argument,  I 
instanced  or  illustrated  what  I  had  to  say  by  reference  to  "  Monkey  "  as  con- 
nected with  soap,  and  to  "  St.  Paul  "  as  connected  with  some  other  goods,  I  am 
not  sure  what.    No  ordinary  person  would  jump  at  the  conclusion,  when  he 

35  found  that  soap  was  called  *'  Monkey,"  that  it  had  any  connection  with  the  one 
or  two  by  no  means  lai^e  places,  or  well  known  to  the  public,  which  are 
called  by  the  name  of  "  Monkey."  He  would  naturally  consider  that  it  was 
connected  with  the  inferior  animal  of  that  name.  Again,  as  regards  "  St.  Paul," 
no  one  would  suppose,  if  he  came  across  "  St.  Paul,"  that  any  reference  was 

40  meant  other  than  one  to  the  Apostle  known  by  that  name.  Nevertheless,  it 
may  be  Tand  it  appears  that  it  is  so)  that  both  are  geographical  names.  Of 
course,  ii  that  had  been  decided  in  that  case,  I  should  not  have  been  discussing 
it  now,  but  nothing  was  decided.  It  seems  to  me  that  on  these  lines  I  have 
good  ground  for  consideration  whether  "Magnolia"  here  is  a  geographical 

45  name  in  the  sense  of  its  being  the  primary  meaning  of  the  word,  or  that  which 
would  occur  to  the  man  of  ordinary  education  and  intelligence.  I  must  not 
forget  that  when  I  talk  of  ordinary  education  and  intelligence,  I  must  mean 
the  Englishman  of  that  character.  I  am  not,  for  a  moment,  putting  out  of 
sight  tluit  **  geographical  "  extends  to  the  whole  of  the  world,  and  that  if  there 

50  is  a  geographical  name  derived  from  any  part  of  the  globe,  it  will  offend 
against  the  words  of  the  Act ;  but  still,  the  persons  who  are  to  decide,  whether 
it  be  a  Judge  or  a  jury,  if  there  is  any  question  for  decision  at  all,  must  be 
Englishmen  of  ordinary  education  and  intelligence.  If  there  is  no  question 
to  decide,  it  is  because  all  that  you  have  got  to  do  is  to  establish,  as  has  been 

5S  established  here,  that  there  are  several  places  known  as  "  Magnolia  "  in  the  United 
States,  and  that  therefore  it  is  in  one  sense  a  geographical  name,  and  there  is 
an  end  of  the  whole  discussion.     If  there  is  any  question  at  all,  then  I  think  it 
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has  to  be  sabmitted  to  the  Englishman  of  ordinary  education  and  intelligence, 
and  he  has  to  decide  whether  that  is,  I  will  not  say  even  the  primary  meaning 
of  the  word,  but  the  meaning  which  would  occur  to  the  large  majority  of  people 
as  that  which  it  would  be  regarded  in  ordinary  society  as  bearing.  Without 
going  into  the  evidence,  I  venture  to  say  that  a  very  small  proportion  of  persons  5 
of  the  character  I  have  mentioned  would  recognise  in  the  word  "  Magnolia  " 
any  reference  to  any  town  or  place  in  the  United  States  or  elsewhere.  On  the 
other  hand,  though  not  so  common  as  many  other  flowers,  the  magnolia  is 
thoroughly  well  known  to  all  persons  of  the  character  I  have  mentioned,  and 
if  "  Magnolia  "  were  mentioned  in  any  ordinary  society  consisting  of  persons  of  10 
fair  education,  it  would  be  understood  at  once  to  refer  to  the  flower,  or  the  tree 
which  bears  that  flower.  That  seems  to  me  to  be,  I  will  not  say  the  primary 
meaning,  because  primary  or  secondary  are  rather  out  of  the  question,  but  the 
meaning  which  the  word  would  bear  ordinarily  to  ordinary  people.  Is  there 
any  reason  why  I  should  not  construe  the  Act  in  that  way  ?  I  admit,  and  I  do  15 
not  hesitate  to  say  it,  I  am  perplexed  by  the  extreme  terseness  and  Uteral  use 
of  the  words  "  geographical  name";  but,  on  the  other  hand,  I  do  not  think  I  am 
bound  to  decide  that  it  was  meant  by  the  Legislature  that  every  word  that  was 
capable  of  being  treated  as  a  geographical  name,  but  was  also  capable  of  being 
used,  and  ought  to  have  been  used,  among  ordinary  people  as  meaning  something  20 
else,  was  intended  to  be  referred  to  as  a  geographical  name.  Mr.  Bousfield  has 
given  me  many  instances  in  addition  to  those  which  I  have  noticed  above — 
"  Monkey  "  and  "  St  Paul."  I  take,  for  instance,'**  Magnet."  I  suppose  there  are 
few  things  of  which,  without  knowing  very  much  about  them,  every  little  boy 
or  girl  at  school  knows  more  than  a  magnet.  It  is  a  thing  to  which  one  is  25 
introduced  in  early  youth ;  and  to  be  told  that  when  **  Magnet "  is  mentioned  it 
means  not  that  extremely  useful  article,  which  may  be  also  made  an  extremely 
amusing  toy,  and  useful  in  that  way,  but  some  place  somewhere  in  America 
or  elsewhere  that  we  have  never  heard  of,  is,  I  think,  rather  running  the 
language  of  the  Act  of  Parliament  into  an  absurdity.  I  have  tried  to  dismiss  30 
from  my  mind,  I  hope  successfully,  but  I  am  by  no  means  sure,  one  consideration 
which  I  mention  to  show  that  I  have  not  forgotten  it.  The  first  mark 
registered  by  the  Respondents  was  the  magnolia  flower,  without  the  word 
*' Magnolia."  Then  came  ** Magnolia"  and  the  flower,  and  then  the  word 
^*  Magnolia "  and  no  flower.  I  know  as  a  matter  of  fact  in  this  case  that  the  35 
origin  of  the  series  of  Trade  Marks  was  the  magnolia  flower.  Now,  I  do  not 
think  that  has  anything  to  do  with  it.  I  think  I  ought  to  dismiss  it  from  my 
mind.  I  am  not  sure  that  my  mind  is  capable  of  the  process,  but  I  will 
endeavour  to  perform  it,  and  decide  it  simply  on  the  grounds  which  I  have 
mentioned.  I  think  it  would  be  going  too  far,  notwithstanding  many  cases,  40 
including  **  Eboline,"  to  say  that  **  Magnolia  "  must  be  expunged  because  it  is 
a  geographical  name.  I  think,  though  it  is  a  geographical  name, — I  feel  that 
difficulty — ^for  this  purpose  it  is  not  a  geographical  name,  but  the  name  of  a 
flower. 

Warrington^  Q.C. — The  next  objection  is  also  to  the  second  and  third  Trade  45 
Marks.    **  Magnolia  "  is  the  name  given  to  this  particular  metal,  and  therefore 
has  a  reference  to  the  character  or  quality  of  the  goods.    It  is  the  name  of  a 
particular  alloy.    The  name  given  to  a  patented  article  cannot  be  claimed  as  a 
l^de  Mark.    The  cases  on  this  point  are  mostly  before  the  1888  Act,  but  thai 
Act  did  not  enlarge  the  definition ;  Farhenfdbriken  Company's  Trade  Marky  50 
11  R.P.C,  84.    The  rule  is  laid  down  in  Linoleum  Manufacturing  Company  v. 
Nairn,  7  Ch.D.  836,  at  p.  838 ;  also  Waterman  v.  Ayres,  5  R.P.C.  368, 39  Ch.D.  29 ; 
Leonard  and  Ellia^s  Trade  Mark,  26  Ch.D.  288 ;  Harrison,  McGregor,  and  Co.'s 
Trade  Mark,  7  R.P.C.  25, 42  Ch.D.  691 ;  and  Arhenz  Trade  Mark,  4  R.P.C,  143, 
35  Ch.D.  248.    The  evidence  shows  that,  at  the  time  of  registration,  **  Magnolia"  55 
'Was  the  only  name  by  which  the  metal  was  known. 
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The  eyidence  was  then  read,  including  Miller'* a  affidavit  in  opposition  to  the 
motion,  wherein  (inter  alia)  he  stated  that  the  metal  was  a  composition  of  lead, 
tin,  and  other  metals ;  it  was  invented  by  one  of  the  predecessors  of  The  Magnolia 
Metal  Company^  and  was  first  called  "  Singley  Anti-friction  Metal,"  and,  in  the 
5  year  1886,  " Magnolia  Anti-friction  Metal";  and,  since  the  year  1886,  it  had. 
become  well  known  by  the  latter  name,  or,  shortly,  "  Magnolia  Metal,"  and  was 
now  well  and  exclusively  known  as  "Magnolia  Anti-friction  Metal'*  or 
«  Magnolia  Metal." 

Bousfield^  Q.C. — The  word  has  not  been  applied  except  to  our  metal.  The 
10  question  is  whether  it  distinguishes  the  goods  or  the  manufacturer.  Two 
classes  of  cases  have  been  referred  to,  these  must  not  be  confounded ;  first, 
those,  such  as  the  ^  Valvoline  "  case,  where  the  name  was  descriptive,  and, 
secondly,  those,  such  as  the  "  Linoleum  "  caise,  where  a  new  article  was  intro- 
duced, and  the  only  name  to  describe  the  article  was  the  name  originally  given. 

15  The  word  "Magnolia"  is  not  within  either  of  these  classes.  It  is  more  like 
"  Yorkshire  Relish,"  which  was  protected  in  Powell  v.  Birmingham  Vinegar 
Company y  13  R.P.C.  235.  A  word  that  may  connote  the  article  and  also  the 
manufacturer  is  a  good  Trade  Mark.  There  are  30  or  40  white  anti-friction 
metals.    [List  handed  in.]    The  name  was  given  before  the  patent.    The 

20  Specification  shows  that  there  is  no  definiteness  about  the  proportions  of  the 
ingredients. 

Warrington^  Q.C. — The  evidence  is  that  "Magnolia"  denotes  a  definite 
metal.  The  most  recent  case  6n  these  words  of  the  Act  is  the  "  Bovril "  case, 
13  E.P.C.  382.    See  also  the  judgment  in  The  Apollinaris  Company^s  Trade 

25  Marks,  8  R.P.C.  137,  (1891)  2  Ch.  at  p.  229. 

Kekewich,  J. — ^The  objection  now  uijged  depends  entirely  upon  seven  words 
of  the  same  sub-section  of  the  same  section  of  the  Act  of  1888.  The  essential 
particulars  must  be,  according  to  sub-section  (e),  "  a  word  or  words  having  no 
"  reference  to  the  character  of  the  goods."    The  exact  words  of  the  section  are 

30  "  to  the  character  or  quality  of  the  goods,"  but  I  have  intentionally  left  out  "  or 
"  quality."  I  think  they  are  strictly  an  alternative  proposition,  and  have  no 
connection  with  character.  They  are  not  meant  as  in  any  way  synonymous, 
pointing  to  the  same  thing,  and  I  am  not  sure  that  during  the  argument  my 
mind  has  not  been  wanting  in  precision  by  reason  of  thinking  of  the  two  things 

35  together.  I  think  they  are  essentially  different.  The  character  and  the  quality 
of  the  goods  are  necessarily,  as  it  seems  to  me  when  one  comes  to  consider  it, 
entirely  diflPerent  in  language,  and  also  in  substance  and  practice.  I  dismiss 
quality.  One  might  easily  illustrate  it,  but  I  will  dismiss  it  altogether,  and  deal 
only  with  the  character  of  the  goods. 

40  In  this  case  a  predecessor  of  the  Respondents  has,  I  will  not  say  invented^ 
because  that  is  a  word  very  difficult  of  construction,  but  has  discovered  a  new 
metal  to  which  he  has  affixed  the  title  or  name  of  "  Magnolia."  He  has,  as  he  is 
totitled  to,  obtained  Letters  Patent  to  protect,  for  a  limited  period,  the  goods 
manufactured  by  him,  and  he  is  bound  to  have  set  out  in  the  Specification  a 

45  sufficiently  full  description  of  the  method  of  manufacture,  so  that  any  competent 
workman  can  produce  it  when  the  time  for  production  arrives.    That,  of  course, 
I  \  entitles  him  to  prevent  any  person  during  that  period,  as  long  as  the  patent  is  held 

good,  manufacturing  goods  or  selling  goods  of  that  character,  but,  subject  to 
those  Letters  Patent,  the  right  of  all  Her  Majesty's  subjects  to  make  those  goods 

50  still  exists.  It  is  only  suspended  for  a  limited  period,  during  the  currency  of 
the  Letters  Patent,  and  during  that  time  the  Specification  and  the  process  of 
manufacture  may  be  studied,  and  at  the  end  of  that  time  the  goods  may  be 
produced.  It  is,  therefore,  it  seems  to  me,  important  that  the  Patentee  shall 
not,  by  virtue  of  his  patent,  be  able  to  lay  hold  upon  any  particular  class  of 

55  goods,  and  be  able  to  say  at  the  expiration  of  the  patent,  "  That  Which  I  have 
'*  made  under  the  patent,  and  protected  under  the  patent  until  now,  henceforth  I 
^  will  protect  under  a  Registered  Trade  Mark,  or  in  some  other  way."    It  ifl 
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reasonable  to  suppose  that  the  Legislature  has  intended  that  the  liberty  of  the 
public  shall  be  preserved  in  that  manner,  and  that  the  patent  shall  only  operate 
during  the  currency  of  the  patent.    There  is  no  reason  why  a  man  should  not 
call— at  least,  so  I  have  held — ^any  goods  which  he  has  produced  "  Magnolia," 
and  there  is  no  reason  why  he  should  not  call  a  white  metal  which  he  produces  5 
"Magnolia,"  but  it  seems  to  me  that,  regarding  it  from  general  law,  and 
remembering  that  the  Legislature  must  be  t^en  to  have  intended  to  have  meant 
that  the  general  law  shall  only  be  interrupted  so  far  as  is  necessary  for  the 
purpose  of  particular  legislation,  and  so  far  as  the  particular  purpose  is  expressed, 
it  seems  to  me  reasonable  to  conclude  that  what  a  man  can  protect  by  means  of  10 
a  Trade  Mark  must  be  something  which  the  public  can  produce  either  now,  or, 
if  it  is  in  the  meantime  protected  by  Letters  Patent,  at  the  expiration  of  those 
Letters  Patent.    If  the  Respondents'  argument  be  sound,  that  position  is  not 
supported  in  the  present  case,  because  what  the  Respondents  make  is  a  metal 
to  which  the  inventor  has  given,  and  which  has  assumed  and  has  gained  the  15 
title  or  name  of  **  Magnolia."     The  result  is  that  it  is  known  as  "  Magnolia  " 
and    nothing    else ;    that     any    "  Magnolia "    which    is    produced    is    the 
Respondents'  "  Magnolia " ;   that  anyone  who  professes  to  manufacture  and 
sell  **  Magnolia "  will,  quite  apart  from  the  Letters  Patent,  and  simply  under 
the  Trade  Mark,  be  acting  wrongfully,  and  be  liable  to  an  injunction  and  20 
other  remedies,  because    he  has    made  that  which    the    Respondents   have 
appropriated  to  themselves — ^that  is,  "  Magnolia."    There  are  not  several  kinds 
of  **  Magnolia."    ''  Magnolia  "  is  not  one  of  a  class  of  white  metals.    It  is  what 
it  is  described  as ;  it  is  a  white  metal  named  "  Magnolia."    There  may  be,  and 
apparently  there  are,  many  other  white  metals ;    there  are  apparently  many  25 
other  anti-friction  white  metals,  but  this  is  a  new  production  to  which  the  name 
of  "  Magnolia  "  is  given.     The  result  is  that  either,  if  not  now,  at  any  rate 
by-and-bye,  if  this  white  metal  can  be  described  only  as  "  Magnolia,"  it  will 
probably  be  so  described,  unless  other  persons  manufacture  it,  if  nothing 
happens  by  reason  of  what  we  are  told  in  this  affidavit  of  Mr.  Miller^s.    It  will  30 
be  described  so  during  the  continuance  of  the  Letters  Patent,  and  it  will  be 
continued  to  be  so  described  after  the  Letters  Patent  have  expired,  with  the 
result  that  the  Respondents  will  have  appropriated  to  themselves  the  name 
"  Magnolia,"  not  as  describing  one  of  several  descriptions  of  anti-friction  whit« 
metal,  but  the  particular  white  metal  which  they  produce.    It  seems  to  me  35 
that  it  cannot  have  been  the  intention  of  the  Legislature  that  that'  should 
happen,  and  I  think  it  comes  within  the  exact  words  of  the  Statute.     The 
character  of  those  goods  is  described  by  the  name  '*  Magnolia."    Whether  it 
is  a  full  and  sufficient  description   in  the  Letters  Patent  or  not  is  Hot  for 
this  purpose  material.    If  it  is,  then  you  have  the  whole  description,  and  it  is  40 
called  "  Magnolia."    If  you  have  not,  still  it  is  what  the  Respondents  make 
and  call  "  Magnolia."    Whichever  way  it  is,  what  they  are  protecting  is  of  the 
character  "  Magnolia."    It  seems  to  me,  therefore,  that  they  have,  unfortunately, 
selected  a  word  which  does  not  fall  within  the  limited  terms  of  the  Act 
of  Parliament,  and  on  that  ground  these  two  Trade  Marks  must  come  off.    That  45 
leaves  the  flower  to  be  dealt  with. 

Warrington^  Q.C. — Then,  as  to  the  first  Trade  Mark,  the  flower,  that  Trade 
Mark  can  only  be  assigned  in  connection  with  goodwill  in  the  goods  for  which 
it  has  been  registered ;  Section  70  of  Patents,  &c.  Act,  1883  ;  see  also  Section  65. 
There  was,  at  the  date  of  assignment,  no  goodwill,  at  all  events  none  in  manu-  50 
factured  bearings.  Also,  the  mark  is  only  the  pictorial  representation  of  the 
word  "  Magnolia."  They  might  have  the  right  to  restrain  the  use  of  the  word 
on  the  ground  of  the  registered  mark ;  SocUtSy  Ac.  de  VEtoile's  Trade  Mark^ 
11  R.P.0, 142, 

Affidavits  were  then  read  and  certain  witnesses  cross-examined.  This  evidence  55 
sufficiently  appears  in  the  judgment. 


ToL  XIV.,  No.  10.]      AND  TRADE  MARK  OASES,  273 

In  (he  Matter  of  The  Magnolia  Metal  Company's  Trade  Marks. 

Sousfield,  Q.C. — The  goodwill  created  by  the  representativeB  of  the  American 
Company  inured  for  its  benefit.  The  trade  was  established  at  onr  expense.  It 
does  not  matter  that  we  onrselves  had  not  sold  in  this  country.  The  reputation 
of  the  metal  forms  our  goodwill.    The  object  of  the  Statute  was  that  there 

5  Bhould  not  be  any  Trade  Mark  in  gross. 

Kbkbwigh,  J. — The  only  Trade  Mark  remaining  to  be  dealt  with  is  No.  86,401, 
registered  on  the  9th  of  February  1889.  It  is  ixx  the  form  of  a  flower.  The 
first  objection  taken  to  it  is  that  that  flower  is  merely  the  representation  of  a 
magnolia  ;  that  it  must  be  taken  to  be  equivalent  to  the  word  '*  Magnolia  "  ; 

10  and  that  as  '<  Magnolia ''  itself  has  been  held  to  be  an  insufficient  and  improper 
Trade  Mark,  therefore  the  flower  which  is  its  equivalent  is  also  improper.  I 
cannot  follow  that  argument.  Here  I  have  a  device  or  a  design,  and  not  a 
word.  It  may  very  well  be  that  this  is  intended,  as  we  know  it  is,  to  be  a 
magnolia,  and  that  any  persons  of  ordinary  acquaintance  with  flowers  would 

15  recognise  it  as  a  magnolia  ;  but  there  seems  to  me  to  be  all  the  difference  in 
the  world  between  a  device,  however  equivalent  it  may  be  to  a  word,  and  a 
word  itself.  Without  going  further  into  that,  I  overrule  that  objection.  The 
other  one  which  has  occupied  some  time  to-day  is  of  an  entirely  different 
character.    This  Trade  Mark  was  registered  in  the  first  instance,  and,  I  assume, 

20  properly  registered,  by  !Z%«  Magnolia  Anti-friction  Metal  Company.  It  has 
been  assigned  by  that  Company  to  The  Magnolia  Metal  Company^  which 
Company  is  now  defending  this  Trade  Mark.  The  objection  is  that  there 
can  have  been  no  proper  assignment  of  that  Trade  Mark  to  The  Magnolia 
Metal  Company^  because  the  assignor  had   not,  at  the  date  of  the  assign- 

25  ment,  which  was  the  29th  of  October  1896,  any  "goodwill  of  the  business 
"  concerned  in  the  particular  goods  or  classes  of  goods "  for  which  it  was 
registered.  Mr.  Bousfield  has  addressed  to  me  an  argument  which  is  perfectly 
convincing,  to  my  mind,  that  The  Magnolia  Anti-friction  Metal  Company^ 
had  at  the  date  of  that  assignment  a  goodwill  in  a  business.    It  seems  to  me 

'M  that  whether  you  call  Mr.  Stanley  and  those  who  succeeded  him  agents  or 
sole  importers,  whatever  the  particular  relation  of  his  was  to  the  Company 
and  how  he  was  remunerated — whatever  those  details  may  be,  and  however 
they  may  be  accurately  described — still,  on  the  determination  of  that  agency,  or 
license,  or  privilege,  the  business  which  had  theretofore  been  conducted  by 

35  them  in  that  representative  capacity  reverted,  as  Mr.  Bousfield  says,  to  the 
principals,  or  The  Magnolia  Anti-friction  Metal  Company^  and  that  therefore 
they  thenceforward  had  the  benefit  of  the  business  which  had  been  established 
in  this  country,  and  in  that  business  they  had  a  goodwill.  So  far,  I  entirely 
follow  the  argument.    But  that  does  not  grapple  with  the  meaning  of  the 

40  Statute  or  the  circumstances  of  the  case.  The  Statute  says  that  it  shall  be  the 
goodwill  of  the  business  "  concerned  in  the  particular  goods  or  classes  of  goods 
"  for  which  it  has  been  registered."  Therefore,  in  order  to  sustain  the  Trade 
Mark,  it  must  be  shown  that  the  Company  had,  not  a  goodwill  in  a  business 
of  a  metal  manufacturer,  but  a  goodwill  in  a  particular  business,  namely,  that 

45  of  the  manufacture  and  sale,  and  in  this  country,  of  metal  bearings,  the 
Trade  Mark  being  registered  simply  in  Class  6  for  anti-friction  metal 
bearings,  being  parts  of  machinery  other  than  horticultural  and  agricultural 
machinery.  It  is  not  pretended  that  the  American  Company  ever  sold  a  metal 
bearing  in  this  country.    They  were  minded  to  sell  their  metal  in  this  country, 

50  and,  by  means  of  arrangements  between  Mr.  Stanley  and  others,  they  succeeded 
in  pushing  apparently  a  considerable  business  in  England.  In  order,  as  I 
understand  the  evidence,  to  procure  purchasers  in  this  country,  they  sent  over 
to  Mr.  Stanley^  and  I  suppose  also  to  those  who  succeeded  him,  samples  of 
metal  bearings,  not  samples  for  sale,  but  samples  by  way  of  illustration  of  the 

55  greatly  advantageous  uses  to  which  the  metal  was  capable  of  being  applied. 
Some  of  them  were  bearings  not  fresh  from  the  manufacturer,  but  bearings 
which  had  been  used  by  Railway  Companies,  and  were  intended  to  show  and 
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convince  intending  purchasers  what  a  long  life  these  metal  bearings  had  when 
properly  constructed.  Mr.  Stanley  says  that  the  American  Company  were,  as 
a  fact,  prepared  to  supply  the  bearings  themselves ;  but,  equally  as  a  matter 
of  fact,  they  never  did,  and  I  have  heard  of  no  transaction,  no  order, 
no  attempt  at  a  fulfilment  of  an  order,  for  metal  bearings  to  be  supplied  5 
by  the  American  Company.  What  happened  was  this — Mr.  Stanley y  having 
persuaded  divers  persons  here*  of  the  great  merits  of  this  metal  and  its  applica- 
tion to  metal  bearings,  instructed  certain  manufacturers  in  Cardiff  to  produce 
these  metal  bearings,  and  then  those  metal  bearings  were  sold  by  him  or  his 
firm  for  their  own  profit,  not  accounting  in  any  way  to  the  American  Company.  10 
The  business,  so  far  as  there  was  a  business,  and  so  far  as  there  was  a  goodwill 
in  it  in  the  matter  of  bearings,  was  the  business  not  of  the  American  Company, 
but  of  Mr.  Stanley  and  his  firm.  There  was  no  business  done — ^no  business 
really  attempted  to  be  done.  However,  there  might  have  been  if  the  opportunity 
had  occurred  to  do  it,  but  there  was  no  business  done  by  the  American  Company.  15 
The  opportunity  did  not  occur.  Therefore,  though  they  had  a  goodwill 
apparently  of  considerable  value  at  the  date  of  the  assignment  in  the  metal, 
they  had  no  goodwill  in  the  metal  bearings.  The  result  is  that  they  had 
^  no  goodwill  in  a  business — "  of  a  business "  is  the  term  of  the  Statute — 
"  concerned  in  the  particular  goods  or  classes  of  goods  for  which  the  Trade  20 
"  Mark  was  registered."  The  result  was  that  the  Trade  Mark  was  incapable  of 
assignment  by  them.  It  was  really  an  assignment  of  a  Trade  Mark  "  in  gross," 
as  the  phrase  is,  and,  of  course,  it  cannot  any  longer  belong  to  the  original 
Company,  if  it  still  exists,  they  having  attempted  to  assign  it,  and  it  cannot  be 
held  by  the  assignees  because  nothing  passed  to  them.  The  result  is  that  that  25 
Trade  Mark,  like  the  others,  must  come  off,  and  the  Respondents  must  pay  the 
costs. 

Wilkinson  asked  for  a  stay  of  the  order  pending  an  appeal,  so  that  the  Trade 
Marks  might  not  be  taken  off  the  Register. 

Kbkbwich,  J, — I  understand ;    there  is  a  diflSculty  in  putting  them  on  30 
again. 

Warrington^  Q.C.,  did  not  object  to  a  fortnight. 

Eekewioh,  J. — I  think  that  the  order  ought  so  to  be  worded  as  to  apply  to 
any  one  of  the  three  Trade  Marks ;  that  is  to  say,  the  order  ought  not  to  be 
enforced  for  a  fortnight  at  all,  and  then  not  against  any  Trade  Mark  as  regards  35 
which  the  Respondents  appeal.  It  is  quite  possible— I  do  not  pretend  to  know 
— ^that  they  may  be  advised  to  appeal  as  to  one  or  two  and  not  as  regards 
the  whole  three.  The  order  must  go  against  those  as  to  which  there  is  no 
appeal. 
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In  the  High  Court  op  Justice,  Ireland.— Chancery  Division. 

Befiyre  The  Master  of  the  Rolls,— March  2nd  and  9th,  1897. 

Charles  Bayer  v,  Connell  Brothers  and  Co. 

Trade  Mark. — Action  for  infringement, — Jurisdiction  of  Irish  Court  to  order 

i  rectification  of  Register. 

In  an  action  for  infringement  of  Trade  Mark  the  Defendant  denied  infHnge- 
ment^  and  pleaded  that  the  alleged  mark  was  not  a  Trade  Mark^  and  that  the 
registration  was  invalid;  and  counterclaimed  that  the  registration  should  be 
set  asidSy  and  the  Register  rectified  accordingly.    By  an  interlocutory  motion  y 

10  the  Defendant  applied  for  an  order  that  the  registration  should  he  set  aside 

and  expunged,  and  the  Register  rectified.     The  Plaintiff  opposed^  on  the  ground 

that  the  High  Court  of  Justice  in  Ireland  had  no  jurisdiction  to  order  any 

alteration  in  the  Register  of  Trade  Marks. 

Heldf  that  the  Irish  Court  had  no  jurisdiction^  under  the  Patents^  Ac.  Act 

15  of  1883  to  order  any  alteration  or  rectification  of  the  Register  of  Trade  -Marks, 
which  was  a  special  jurisdiction  conferred  on  the  High  Court  of  Justice  in 
Efigland. 

Charles  Bayer,  trading  as  Charles  Bayer  and  Co.,  who  isamanufacturer  of  ladies' 
corsets  and  underclothing  in  London  and  elsewhere,  commenced  an  action  for 

20  infringement  of  Trade  Mark  against  Connell  Brothers  and  Co.,  who  are  corset 
manufacturers  in  Dublin.  The  exact  relief  claimed  will  be  found  stated  in  the 
judgment  of  the  learned  Judge.  The  Plaintiff  alleged  that  he  had  for  more 
than  20  years  been  selling  corsets  to  which  he  had  given  the  name  of  **  C.B. 
"  Corsets,"  and  had  applied  to  them  the  mark  "  C.B.,"  which  was  regarded  by  the 

25  trade  and  the  public  as  an  indication  that  they  were  of  his  manu&cture  ;  that 
on  the  29th  of  January  1881,  he  registered  as  a  Trade  Mark  in  connection  with 
corsets,  a  device  of  a  corset  and  the  letters  "  C.B. "  within  a  star  ;  and  on  the 
12th  of  June  1886,  he  registered  the  letters  and  word  ''  C.B.  Corsets  "  as  an  old 
Trade  Mark  in  connection  with  corsets,  and  was  still  the  registered  owner  of 

30  such  Trade  Marks;  that  the  Defendants  were  selling  corsets  of  their  own 
manufacture,  marked  conspicuously  with  the  letters  "  C.  B.  &  Co.,"  the  words 
"  &  Co. "  being  in  very  much  smaller  letters  ;  and  they  were  also  making  and 
selling  corsets  marked  "C.B.D."  He  charged  that  both  of  the  Defendants' 
marks  were  colourable  imitations  and  infringements  of   his  Trade  Marks, 

35  and  were  used  by  the  Defendants  for  the  purpose  of  passing  off  their  corsets 
aa  goods  of  his  manufacture.     The    Defendants  denied   infringement,  and 
jf  alleged  that,  as  regarded  the  Trade  Mark  registered  on  the  29th  of  January 

>V  1881,  its  distinctive  characteristic  was  the  device  of  a  corset  within  a  star, 

1  and  that  the  letters  "  C.B- "  formed  only  a  part,  and  not  the  essential  part, 

40  of  such  Trade  Mark,  and  that  the  said  Trade  Mark  was  not  a  Trade  Mark 
callable  of  registration.  As  regarded  the  alleged  Trade  Mark  registered  on 
the  12th  of  June  1886,  that  it  was  not  an  old  Trade  Mark  in  use  prior 
to  August  13th,  1875,  and  w^  not  capable  of  being  registered  as  such. 
The  letters  "C.B.,"  as  the  initials  of  Defendants'  firm,  had   been  used  by 

45  Defendants  in  connection  with  corsets  prior  to  1886 ;  and  they  denied  that 


a 
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the  mark  "  C.B.  Corsets ''  was  a  Trade  Mark,  or  that  the  Plaintiff  was  properly 
registered  as  the  proprietor  thereof.  The  mark  used  by  the  Defendants  was 
wholly  unlike  that  of  the  Plaintiff,  and  the  Defendants'  boxes  in  colour 
and  general  get-up  were  altogether  dissimilar  to  those  of  the  Plaintiff  ;  no 
member  of  the  trade  or  of  the  public  could  possibly  mistake  one  for  the  other,  6 
and  no  person  was  ever  misled  or  deceived.  By  counterclaim,  the  Defendants 
applied  that  the  letters  ^*  C.B. ''  should  be  expunged  from  the  Trade  Mark 
registered  by  the  Plaintiff  on  the  29th  of  January  1881,  and  that  the  registration 
of  the  alleged  Trade  Mark  registered  on  the  12th  of  June  1886  should  be  set  aside 
and  expunged,  and  the  Register  of  Trade  Marks  rectified  accordingly.  10 

The  case  now  came  before  the  Court  upon  an  interlocutory  motion  on  behalf  of 
the  Defendants,  for  an  order  **  that  the  letters  *  C.B. '  be  expunged  from  the 
**  Trade  Mark  registered  by  the  Plaintiff  on  the  29th  day  of  January  1881,  and 
*^  that  the  entire  registration  of  the  alleged  Trade  Mark  registered  on  the 
"  12th  of  June  1886  should  be  set  aside  and  expunged,  and  the  Register  of  Trade  15 
"  Marks  rectified  .accordingly."  The  Plaintiff,  in  his  Reply,  contended  "  that 
"  this  Court  has  no  jurisdiction  to  expunge  or  set  aside  the  registration  of 
"  a  Trade  Mark  either  who.lly  or  in  part." 

Ronan^  Q.C.,  MathesoUi  Q.C.,  and  Blood  (instructed  by  J.  and  J.  Oalloway) 
appeared  for  the  Plaintiff ;  Serjeant  Dodd^  Q.C.,  (with  him  Kenny,  Q.C.,  S.G.),  20 
and  D.  Kehoe  (instructed  by  M.  /.  Heam)  appeared  for  the  Defendants. 

Serjeant  Dodd  and  Kehoe  in  support  of  the  motion. — In  an  action  for 
infringement  of  an  alleged  Trade  Mark,  the  Plaintiff  cannot  succeed  if  the 
mark  is  not  within  the  definition  section  of  the  Act  under  which  it  was 
registered,  even  though  it  has  been  more  than  five  years  on  the  Register.  25 
There  are  plenty  of  authorities  for  this  ;  Bodega  v.  OwenSy  6  R.P.C.  2iJ6, 
7  R.P.C.  31,  23  L.R.I.  3V1 ;  in  Be  Palmer,  21  CD.  47.  But,  ih  the  case  of  a 
Trade  Mark  which  has  been  more  than  five  years  on  the  Register,  it  would 
seem  that  such  a  defence,  so  long  as  it  remains  on  the  Register,  is  not  open, 
either  as  a  defence  or  by  counterclaim,  and  that  the  proper  course  is  a  30 
motion  to  have  the  mark  removed  from  the  Register ;  ApolUnaris  Company 
V.  Herrfeldt,  4  R.P.C.  478  ;  Pinto  v.  Badman,  8  R.P.C.  181.  We  have  therefore 
adopted  that  course.  We  submit  that  the  High  Court  of  Justice  in  Ireland  has 
a  concurrent  jurisdiction  with  the  Courts  in  England  and  Scotland  to  grant  the 
motion.  Section  111  of  the  Act  of  1883  preserves  the  jurisdictions  of  the  35 
Scotch  and  Irish  Courts.  Counsel  relied  especially  on  Sub-section  2  of 
Section  111,  as  obviously  intending  that  the  Scotch  and  Irish  Courts  should 
have  jurisdiction  to  order  a  rectification  of  the  Register. 

PORTBR,  M.R. — If  I  come  to  the  conclusion  that  I  have  jurisdiction,  the 
most  convenient  course  would  be  to  postpone  the  consideration  of  the  merits  of  -tO 
the  application  until  the  trial  of  the  action. 

Counsel  on  both  sides  acquiesced  in  this  view. 

Ronan,  Q.C.,'and  Matheson,  Q.C.,  for  the  Plaintiff,  submitted  that  the  Irish 
Court  had  no  jurisdiction,  and  that  the  application,  if  made  at  all,  should  be 
made  to  the  Court  in  England.    The  jurisdiction  to  expunge  or  vary  an  entry  45 
in  the   Register  of    Trade   Marks  was  a    special    jurisdiction  conferred   by 
Section  90  of  the  Act  of  lS83  on  "the  Court,"  and  the  definition  section  ril7) 
defined  "  the  Court "  to  mean  the  High  Court  of  Justice  in  England.    It  the 
Legislature  had  intended  to  give  a  concurrent  jurisdiction  to  the  Scotch  and 
Irish  Courts,  they  would  have  adopted  the  language  usual  in  such  cases,  by  50 
defining  "the  Court"  to  mean  "in  England  the   High  Court  of  Justice  in 
"  England,  in  Scotland  the  Court  of  Session,  and  in  Ireland  the  High  Court  of 
"  Justice  in  Ireland."    Section  J 11  did  not  confer  the  special  jurisdictioi^  to 
rectify  the  Register  on  the  Scot<;h  and  Irish  Courts.    All  it  did  was  to  preserve 
their  existing  jurisdiction,  and  the  existing  jurisdiction  did  not  include  any  55 
power  to  vary  or  rectify  the  Register   of   Trade  Marks  which  is  kept  in 
London. 
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PORTBR,  M.R.— Is  there  anything  in  the  Act  directing  that  the  Register 
shall  be  kept  only  in  London  ? 

Bonariy  Q.G. — No ;  but  it  is  notorions  that  the  Register  is  kept  in  London  ;  and 
though  copies  of  Specifications  and  drawings  of  patents  are  directed  to  be 
5  tranpmitted  to  Edinburgh  and  Dublin,  there  is  no  such  provision  with  regard 
to  Trade  Marks.  The  expressions  of  Lindley^  L.J.,  and  Bowen^  LJ.,  in 
King  and  Co.'s  Trade  Marky  9  R.P.C.  350,  L.R.,  Ch.  D.  1892,  2,  show  that  in 
the  opinion  of  those  Judges  the  Irish  Court  had  no  such  jurisdiction. 

POBTBR,  MM. — This  case  comes  before  me  upon  a  notice  of  motion,  dated 
10  the  4th  of  February  1897,  delivered  by  the  Defendants  to  the  Plaintiff,  for  "an 
**  order  that  the  letters  *  C.B.*  be  expunged  from  the  Trade  Mark  registered  by 
**  the  Plaintiff  on  the  29th  day  of  January  1881,  and  that  the  entire  registration 
**  of  the  alleged  Trade  Mark  registered  on  the  12th  of  June  1886  should  be  set 
•*  aside  and  expunged,  and  the  Register  of  Trade  Marks  rectified  accordingly.'* 
15  The  motion  came  on  and  was  heard  upon  the  2nd  of  this  month,  and  I 
announced  my  intention  of  giving  judgment  upon  the  4th,  but  was  requested 
by  Counsel  to  postpone  it,  for  the  convenience  of  the  parties,  until  this  day,  and 
I  accordingly  did  so. 

The  action  in  which  the  notice  is  served  is  brought  by  Charles  Bayer^  trading 

20  as  Charles  Bayer  and  Co.^  who  appears  to  be  an  extensive  manufacturer  of 

corsets  in  London,  Portsea,  Bath,  Bristol,  and  elsewhere,  for  an  injunction  to 

restrain  the  Defendants,  Connell  Brothers^  an  Irish  firm,  "  from  passing  off,  or 

^  doing  or  continuing  acts  which  are  calculated  to  pass  off,  the  Defendants' 

*<  corsets  as  those  of  the  Plaintiff,  and  from  using  the  Plaintiff's  mark  ^  C.B.'  in 

25   ^^  connection  with  the  Defendants'  corsets,  and  from  using  the  marks  ^  C.B.  &  Co.' 

"  and  *  C.B.D.,'  or  either  of  them,  in  connection  with  the  Defendants'  corsets  ; 

"  and  for  a  direction  to  deliver  up  all  corsets  of  the  Defendants'  manufacture 

**  marked  in  contravention  of  the  rights  of  the  Plaintiff,  and  for  an  Inquiry  as 

"to  damages,"  and  so  forth.    The  Defendants  deny  the. whole  case  of  the 

30  Plaintiff,  and  deny  his  right,  among  other  things,  to  this  alleged  Trade  Mark, 

and  counterclaim  as  follows  : — •*  That  the  letters  •  C.B.'  should  be  expunged 

"  from  the  Trade  Mark  registered  by  the  Plaintiff  on  the  29th  of  January 

"  1881,  and  that  the  entire  registration  of  the  alleged  Trade  Mark  registered  on 

"  the  12th  of  June  1886  should  be  set  aside  and  expunged,  and  the  Register  of 

35  "  Trade  Marks  rectified  accordingly."    It  will  be  observed  that  the  notice  of 

motion  is  substantially  in  the  same  terms  as  that  counterclaim. 

The  application  assumes  the  form  of  an  interlocutory  motion,  on  account  of 
certain  English  authorities  deciding  (1)  that,  without  an  application  to  rectify 
the  Register,  the  Defendants  cannot  obtain  the  relief,  or  defend  themselves  in 
40  the  action,  in  the  way  they  claim  to  be  entitled  to  ;  and  (2)  that  such  an  appli- 
cation cannot  properly  be  made  by  way  of  counterclaim ;  Pinto  v.  Badman^ 
8  R.P.C.  181 ;   ApoUinaris  Company  v.  Herrfeldt,  4  R.P.C.  478.     These  last 
points  I  have  not  at  present  to  decide — I  assume  them. 
The  Plaintiff,  however,  contends  that  there  is  no  jurisdiction  in  this  Court  to 
45  make  any  such  order  as  the  Defendants  seek,  and  that  is  really  the  question  I 
have  now  to  decide.     Obviously,  if  there  is  a  jurisdiction,  it  ought  to  be 
exercised  (to  the  extent  of  hearing  and  determining  the  matter)  in  this  Court 
where  the  action  is,  instead  of  sending  the  Defendants,  when  impleaded  here, 
to  find  material  for  their  defence  in  the  English  Courts.     But  the  matter 
50  depends  upon  Statute  ;  and  the  sole  question  at  present  to  be  decided  is  whether 
the  Patents,  Designs,  and  Trade  Marks  Act  of  1883  (46  &  47  Vic,  cap.  57) 
confers  upon  the  Irish  Courts  any  power  to  order  the  Register  to  be  altered,  by 
expunging  a  Trade  Mark,  or  otherwise  rectifying  it.    The  question  is  one  apart 
from  tiie  ordinary  jurisdiction  of  this  Court.    The  power,  if  it  exists,  is  the 
55  creature  of  the  Statute,  and  must  be  found  in  it.    The  present  application  is 
made  under  Section  90  of  the  Act,  and  that  section  provides  that  ••The  Court 
••  may,  on  the  application  of  any  person  aggrieved  by  the  omission,  without 


278  REPORTS  OP  PATENT,  DESIGN,       [Mar.  31, 1897. 

Charles  Bayer  v.  Gonnell  Brothers  and  Go. 

"  sufficient  cause,  of  the  name  of  any  person  from  any  Register  kept  under  this 
"  Act,  or  by  any  entry  made  without  sufficient  cause  in  any  such  Register,  make 
^^  such  order  for  making,  expunging,  or  varying  the  entry  as  the  Court  thinks 
"  fit ;  or  the  Court  may  refuse  the  application ;  and  in  either  case  may  make 
''  such  order  with  respect  to  the  costs  of  the  proceedings  as  the  Court  thinks  & 
«  fit," 

Now,  if  "  the  Court "  in  this  section  includes  the  High  Court  of  Justice  in 
Ireland,  the  jurisdiction    exists.    This    sends    us    to  the    definition    clause 
(Section  117),  which  says,  "'the  Court'  means  (subject  to  the  provisions  for 
"  Scotland,  Ireland,  and  the  Isle  of  Man)  Her  Majesty's  High  Court  of  Justice    10 
"  in  England."    Here,  again,  we  have  to  look  elsewhere  to  see  what  are  "  the. 
"  provisions  for    ...    .    Ireland,"  and  these  provisions  are  contained  in 
Section  111 :  "  (1)  The  provisions  of  this  Act  conferring  a  special  jurisdiction. 
"  on  the  Court,  as  defined  by  this  Act,  shall  not,  except  so  far  as  the  jurisdiction 
'^  extends,  affect  the  jurisdiction  of  any  Court  in  Scotland  or  Ireland  in  any   15 
^'  proceedings  relating  to  patents,  or  to  designs,  or  to  trade  marks ;  and  with 
^'  reference  to  any  such  proceedings  in  Scotland,  the  term  *•  the  Court  *  shall 
"  mean  any  Lord  Ordinary  of  the  Court  of  Session,  and  the  term  *  Court  of 
"  '  Appeal '  shall  mean  either  division  of  the  said  Court ;  and  with  reference 
**  to  any  such  proceedings  in  Ireland,  the  terms  *  the  Court '  and  *  the  Court  of  30 
"  '  Appeal,'  respectively,  mean  the  High  Court  of  Justice  in  Ireland  and  Her 
"  Majesty's  Court  of  Appeal  in  Ireland."     (2)  "  If  any  rectification  of  a  Register 
"  under  this  Act  is  required  in  pursuance  of  any  proceeding  in  a  Court  in 
"  Scotland  or  Ireland,  a  copy  of  the  order,  decree,  or  other  authority  for  the 
"  rectification  shall  be  served  on  the  Comptroller,  and  he  shall  rectify  the  25 
"  Register  accordingly." 

This  is  a  very  peculiar  section.  Usually,  as  was  pointed  out  by  Mr.  Ronan^ 
where  a  concurrent  or  co-ordinate  jurisdiction  is  conferred  upon  the  Courts  in 
London  and  Dublin,  ^'  the  Court "  is  defined  as  meaning  in  England  the  High 
Court  of  Justice  in  England,  and  in  Ireland  the  High  Court  of  Justice  in  30 
Ireland  ;  and,  if  the  Defendants'  contention  in  the  present  case  is  correct, 
Section  117,  taken  in  connection  with  Section  111,  must  mean  simply  that. 
But  the  language  of  Section  111  precludes  that  construction.  Some  distinction 
is  plainly  meant  to  be  drawn  between  the  ^*  special "  jurisdiction  conferred  by  the 
Act  and  a  jurisdiction  not  so  conferred.  Reading  the  clause  as  it  stands,  it  is  35 
impossible  to  give  to  the  word  "  jurisdiction,"  which  occurs  three  times  in  the 
initial  clause,  the  same  meaning,  or  at  least  the  same  extent  and  scope,  in  all 
three  places.  To  read  it  so  makes  nonsense  of  the  section.  I  shall  just  read  it 
in  that  way  :  "  The  provisions  of  this  Act  conferring  a  special  jurisdiction  on 
"  the  Court,  as  defined  by  this  Act,  shall  not,  except  so  far  as  the  special  40 
'^  jurisdiction  extends,  affect  the  special  jurisdiction  of  any  Court  in  Scotland 
'*  or  Ireland  in  any  proceedings  relating  to  patents,  or  to  designs,  or  to  trade 

**  marks."    As  I  read  the  clause,  it  must  mean  "  The  provisions 

'^  conferring  a  special  jurisdiction  on  the  Court,  as  defined  by  this  Act,  shall 
^^  not,  except  so  far  as  the  special  jurisdiction  extends,  affect  the  general  juris-  45 
**  diction  of  any  Court  in  Scotland  or  Ireland  in  any  proceedings  relating  to 
"  patents,  or  to  designs,  or  to  trade  marks."    If  this  is  the  correct  interpretation, 
the  general  jurisdiction  of  the  Irish  Courts  is  to  remain  untouched,  but  the 
special  jurisdiction  is  to  be  exercised  only  by  "the  Court,"  i.e.,  "Her  Majesty's 
"  High  Court  of  Justice  in  England  "  (Section  117).    That  which  is  sought  in  50 
this  motion  is  plainly  an  exercise  of  a  special  jurisdiction  under  the  Act,  and 
that  alone.    There  can  be  no  inherent  or  general  authority  in  an  Irish  Court  to 
correct  a  Register  of  Trade   Marks  in   England.    I  pointed  out  during  the 
argument  that  there  does  not  appear  to  be  in  the  Statute  any  express  declaration 
that  the  Register  is  to  be  kept '  in  England  ;  but  having  regard  to  previous  55 
legislation  upon  the  subject,  the  Patent  Office,  which  is  referred  to  over  and 
over  again^  and  the  pffic^  of  tb^  Comptroller  are  in  London ;  and  above  all,  to 
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what  everybody  knows  as  a  matter  of  common  knowledge,  the  Register  of 
Trade  Marks  must  necessarily  be  kept  in  England,  and,  of  coarse,  in  London. 

The  last  portion  (Sab-section  2)  of  Section  111  was  strongly  relied  upon  as 

supporting  the  Defendants'  view  :  "  If  any  rectification  of  a  Register  under  this 

5  "  Act  is  required  in  pursuance  of  any  proceeding  in  a  Court  in  Scotland  or 

^  Ireland,  a  copy  of  the  order,  decree,  or  other  authority  for  the  rectification, 

^^  shall    be  served  on  the  Comptroller,  and    he  shall    rectify  the    Register 

"  accordingly."    That  is  a  very  curiously  worded  clause.    These  words  certainly 

do  imply  that  some  rectification  of  a  Register  may  be  '<  required  in  pursuance  of 

10  '^  a  proceeding  '*  in  a  Court  in  Ireland.    But  '^  required "  is  an  ambiguous 

expression,  and  may  mean  '^  necessitated.''    The  alteration  or  rectification  is  not 

spoken  of  as  "directed  by"  or  "ordered  by"  the  Court,  but  "required  in 

"  pursuance  of"  an  Irish  order  or  decree.    In  the  case  of  patents,  this  would  no 

doubt  be  strictly  correct  in  any  view.    In  the  case  of  Trade  Marks,  it  would  be 

15  strictly  accurate  if,  in  the  course  and  exercise  of  its  general  jurisdiction,  an 

Irish  Court  decided  some  question  affecting  the  right  to  the  registration ;  if,  for 

instance,  the  ownership  of  the  Trade  Mark  was  decided  to  have  been  wrongly 

registered,  on  the  ground  of  fraud  or  the  like.     The  present  action  is  itself  an 

appeal   to  this  general  jurisdiction.    In  such  a  case  the  rectification  of  the 

20  Roister  would  be  "  required  in  pursuance  of  "  the  decree,  in  order  to  make  the 

Register  correct,  though  it  would  not  be  "  required  "  in  the  sense  of  being 

ordered  by  the  judgment.    The  Act  deals  with  patents  and  designs  as  well  as 

trade  marks.     As  to  patents,  of  course  different  considerations  exist,  having 

regard  to  the  fact  that  in  Ireland  patents  for  inventions  under  the  Great  Seal  of 

25  Ireland  were  formerly  revocable  hj  scire  facias  in  the  Irish  Courts;  and  no 

doubt  a  similar  power  exists  under  the  altered  procedure  of  recent  legislation. 

This,  however,  cannot  apply  to  Trade  Marks.    It  is  important  to  note  that  in  the 

first  Trade  Mark  Act,  properly  so  called,  the  Act  of  1875  (38  &  39  Vic,  cap.  91), 

the  only  Court  which  could  possibly  touch  the  Register  directly  is  "  any  of  Her 

30  "  Majesty's  courts  of  law  or  equity  at  Westminster."     That  appears  to  me  to 

have  a  very  important  bearing  upon  thie  question.      It  is  "  An  Act  to  establish 

"  a  Roister  of  Trade  Marks."    Of  course,  it  has  been  repealed,  but  that  does 

not  aSect  the  importance  of  it  in  considering  the  question  now  before  me.    It 

does  not  deal  with  patents  or  designs ;  Trade  Marks  were,  for  the  first  time, 

35  made  the  subject  of  a  special  Act  of  Parliament ;  though,  no  doubt,  the  provisions 

of  some  of  the  Copyright  Acts  did  apply  to  Trade  Marks.    But  in  this  Act, 

Section  5  provides — "  If  the  name  of  any  person  who  is  not  for  the  time  being 

"  entitled  to  the  exclusive  use  of  a  Trade  Mark  in  accordance  with  this  Act,  or 

"  otherwise  in  accordance  with  law,  is  entered  on  the  Register  of  Trade  Marks  as  a 

40  "  proprietor  of  such  Trade  Mark,  or  if  the  Registrar  refuses  to  enter  on  the  Register 

"  as  proprietor  of  a  Trade  Mark  the  name  of  any  person  who  is  for  the  time 

"  being  entitled  to  the  exclusive  use  of  such  Trade  Mark  in  accordance  with  this 

"  Act,  or  otherwise  in  accordance  with  law,  or  if  any  mark  is  registered  as  a  Trade 

"  Mark  which  is  not  authorised  to  be  so  registered  under  this  Act,  any  person 

45  "  aggrieved  may  apply  in  the  prescribed  manner  for  an  order  of  the  Court  that 

"  the    Register  may  be  rectified ;    and    the  Court  may  either   refuse  such 

"  application,  or  it  may,  if  satisfied  of  the  justice  of  the  case,  make  an  order  for 

"  the  rectification  of  the    Register,  and  may  award  damages  to  the  party 

"  aggrieved  " ;  and  machinery  is  provided  for  carrying  that  out.   We  come  then 

50  to  see  what  is  "  the  Court "  referred  to  in  that  section  ;  and  in  Section  10  it  is 

defined — "For  the  purposes  of  this  Act  *  Court'  means  any  of  Her  Majesty's 

"  superior  courts  of  law  or  equity  at  Westminster,  or  any  Court  to  which  the 

"  jurisdiction  of  such  Courts  may  be  transferred  " — that  does  not    apply  to 

Ireland — "  or  any  one  or  more  of  such  Courts  which  may  be  declared  to  be  the 

55  "  Court  for  the  purposes  of  this  Act  by  such  general  rules  as  aforesaid  " — ^that 

does  not  apply  to  an  Irish  Court — "  but  the  provisions  of  this  Act  conferring 

"  a  special  jurisdiction  on  the  Court  as  above  defined  " — ^ths^t  is  the  Courts  at 
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Westminster — *'  shall  not,  excepting  bo  far  as  such  jurisdiction  extends  " — those 
words  are  singularly  like  those  of  Section  111  of  the  Act  of  1883—'^  affect 
^^  the  jurisdiction  of  any  Court  in  Scotland  or  Ireland  in  causes,  actions,  or 
*^  proceedings  in  relation  to  Trade  Marks."  Pausing  there,  we  see  the  same  use 
of  the  word  ^  jurisdiction  "  three  times  repeated  ;  and  whatever  ambiguity  there  5 
may  be  in  the  section  of  the  Act  of  1883  as  to  the  meaning  which  must  be  given 
to  that  word,  it  is  perfectly  plain  that  under  the  Act  of  1875  there  can  be  no  such 
ambiguity  :  ^^  The  provisions  of  this  Act  conferring  a  special  jurisdiction  on  the 
"  Court,  as  above  defined,  shall  not,  excepting  so  far  as  such  jurisdiction 
"  extends," — t.e.,  the  special  jurisdiction — "affect  the  jurisdiction  of  any  Court  10 
"in  Scotland  or  Ireland  in  causes,  actions,  or  proceedings  relating  to  Trade 
**  Marks."  There  was  no  power  given  to  any  Court  in  Scotland  or  Ireland  to 
alter  or  rectify  the  Register.  The  section  goes  on,  in  words  similar  to  those  of 
Sub-section  2  of  Section  111  of  the  Act  of  1883,  to  provide — ^*«And  if  the 
"  Register  requires  to  be  rectified  " — that,  also,  throws  a  light  upon  the  use  of  15 
the  word  **  required "  in  Section  111 ;  that  is,  if  it  needs  to  be  rectified  in 
consequence  of  any  proceeding — "in  consequence  of  any  proceedings  in  any 
"  such  Court  in  Scotland  or  Ireland,  due  notice  of  such  requirement  shall  be 
"  given  to  the  Registrar,  and  he  shall  rectify  the  Register  accordingly." 

Now,  it  is  perfectly  plain  that  that  was  not  affected  either  by  the  Act  of  1876,  20 
or  by  the  Act  of  1877,  or  by  any  other  Statute  until  the  Act  of  1883,  which  is  in 
almost  identically  the  same  language  ;  and  it  is  impossible  to  suppose  that  the 
latter  Act  intended  to  confer  any  such  jurisdiction  on  an  Irish  Court.    I  am 
thus  sti*ongly  of  opinion  that  I  have  no  jurisdiction  to  grant  the  present  applica- 
tion— a  result  at  which  I  arrive  with  regret,  because  it  is  fraught  with  grave  25 
inconvenience  to  the  parties,  who  will  have  to  litigate  the  case  in  both  countries. 
Had  there  been  any  decision  contrary  to  the  distinct  view  of  the  Statute  which 
I  have  expressed,  I  would  gladly  have  followed  it,  but  there  is  none.    The 
question  was  referred  to  in  the  judgments  of  the  Court  of  Appeal  in  England  in 
King  and  Co.'s  Trade  Mark  (1892  Ch.D.  2,  462),  and  previously  in  the  judg-  30 
ment  of  Kekewichy  J.,  in  Klnahan  v.  Kinahan  (45  Ch.D.  78).    In  Kinahan  v. 
Kinahany  the  question  was  merely  mentioned  in  the  course  of  the  judgment, 
and  does  not  appear  to  have  been  argued.    In  King  and  CoJ^s  Trade  Mark^  it 
appears  to  have  been  argued,  and  was  referred  to  at  more  length  in  the  judg- 
ments, though  not  decided.    The  decision  is  correctly  stated  in  the  first  portion  35 
of  the  note  prefixed  to  the  Report :  "  The  High  Court  in  England  has  juris- 
"  diction  under  the  Patents,  Designs,  and  Trade  Marks  Acts,  1883  and  1888,  to 
"  rectify  the  Register  of  Trside  Marks  kept  under  those  Acts,  notwithstanding 
"  that  the  registered  proprietor  of  the  mark  affected  is  domiciled  in  Scotland  or 
**  Ireland.    Whether  the  Scotch  or  Irish  Courts  have  a  concurrent  jurisdiction  40 
"  with  the  English  Courts  to  rectify  the  Register,  quasre''^    The  question  as  to 
the  jurisdiction  of  the  Scotch  and  Irish  Courts  was  not  necessary  for  the 
decision  ;  they  held  that  the  English  Court  had  jurisdiction,  whether  the  Irish 
Court  had  or  had  not.    I  shall  refer  to  a  few  passages  in  the  judgment  of 
Lindleyj  L  J.    At  page  476,  he  says,  "  It  is  necessary  to  observe,  in  dealing  with  45 
"  the  Act  of  1883,  that  it  is  one  Act  of  Parliament  applicable  to  three  things, 
"  patents,  designs,  and  trade  marks  ;  it  is  applicable  to  the  whole  of  the  United 
<^  Kingdom,  England,  Scotland,  Ireland,  and  the  Isle  of  Man  ;  and  its  general 
^'  provisions  are  framed  in  language  to  meet  the  three  subject-matters  with 
^'  which  it  deals,  and  the  three    countries  with  which  it  deals.     I  attach  50 
^^  some  importance  to  that  general  view,  with  reference  to  the  argument 
^^  of  Mr.  Hopkinsony  as  to  the  concurrent  jurisdiction  given  to  the  Couris 
*'  of  England  and  Ireland.    I  am  not  going  to  decide  to-day  whether  they 
^^  have  any  concurrent  jurisdiction  or  not.    That  the  Courts  in  both  countries 
"  have  some  jurisdiction  is  obvious,  but  whether  they  have  such  concurrent  juris-  55 
*^  diction  as  is  contended  for  is,  to  my  mind,  by  no  means  clear.    It  is  quite 
^^flufficient  to  show  that  tho  High  Court  in  this  country  has  ^jurisdiction  over 
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**  this  particular  subject-matter,  and  that  the  mode  in  which  that  jurisdiction 
^'  has  been  exercised  is  not  wrong/'  He  then  discusses  the  other  matters  which 
came  directly  before  the  Court,  and  at  page  480,  he  says,  "  It  is  in  vain  to  say 
^'  that  the  Court  has  not  jurisdiction  to  make  such  an  order.  The  thing  to  be 
5  "  rectified  is,  I  do  not  say  an  English  Register,  but  a  Register  for  the  whole  of 
"  the  United  Kingdom  ;  and  the  Court  which  has  jurisdiction  over  that  Register 
**  is,  among  others  at  all  events,  the  High  Court  of  Justice  " — that  is,  the  Court 
in  England.  ^'  Then  it  is  said  that  by  reason  of  Section  111,  the  Court  has  no 
^'  jurisdiction,  and  that  the  moment  you  have  got  an  Irishman  or  Scotchman 

10  ^  with  a  registered  Trade  Mark,  all  applications  afiCecting  his  Trade  Mark  must 
"  go  to  Ireland  or  Scotland.  I  fail  to  see  that  there  is  anything  whatever  in  the 
"  language  of  the  Act  of  Parliament  which  requires  anything  of  the  sort,  and, 
"  as  it  appears  to  me,  I  confess  it  would  be  an  extremely  inconvenient  construc- 
*'  tion  or  interpretation  to  put  upon  the  Act.    The  sections  of  the  Act  which 

15  **  relate  to  Scotland  and  Ireland  are  Sections  107  to  112.  As  I  said  before,  these 
"  are  general  provisions,  relating  to  patents,  designs,  and  trade  marks."  He 
then  refers  to  the  sections,  and  with  reference  to  Section  111,  he  says,  "  We  have 
"  been  pressed  by  Mr.  Hopkinson  to  hold  that  that  section,  which  preserves  to 
"  the  Irish  and  Scotch  Courts  such  jurisdiction  as  they  had  before,  gives  the 

20  ^<  Irish  and  Scotch  Courts  exclusive  jurisdiction,  at  least  in  this  case  ;  that  is  to 
"  say,  in  a  case  where  a  Scotchman  or  an  Irishman  has  a  registered  Trade  Mark. 
"  I  confess  I  cannot  so  read  it.  There  is  nothing  in  this  section,  which  is  a 
'^  preserving  section,  and  not  an  enabling  section,  which  goes  anything  like 
^'  that  length ;   and  yet  that  is,  behind  all  that  is  form  and  technicality,  the 

25  "  real  struggle.  The  Trade  Mark  here  belonging  to  an  Irish  Company, 
"  the  Irish  Company  say,  *  If  you  want  to  touch  our  Trade  Mark  you 
^^  ^must  go  to  Dublin  or  Belfast  to  do  it,  and  you  cannot  do  it  in  London. 
^^  That  is  the  struggle.  It  appears  to  me  that  that  contention  is,  in  the  &ce 
"  of  the  sections  to  which    I  have  alluded,  quite   untenable.     I   purposely 

30  **  forbear  discussing  the  wider  question  as  to  the  extent  of  the  concurrent 
"  jurisdiction  of  the  Irish  Courts.*'  Boweriy  L.J.,  at  page  484,  says,  "This  is, 
*^  I  will  not  say  an  English  Register,  but  it  is  a  Register  formed  for  public 
"  purposes  in  the  United  Kingdom.  It  is  to  be  available  to  all  the  subjects  ot 
"  Her  Majesty.    It  is  perfectly  true  that  others,  besides  the  subjects  of  Her 

35  "  Majesty,  can  take  advantage  of  the  Register  ;  but  the  object  of  the  Register 
"  is  to  be  a  benefit  to  trade  in  England.'*  That  must  mean  trade  in  the 
United  Kingdom.  "  The  Courts  in  Ireland  may  or  may  not  have  concurrent 
^'  jurisdiction  in  the  matter :  it  is  a  point  which  it  is  not  necessary  for  us  to 
"  decide ;  I  will  assume  that  they  have."    Kay^  L.J.,  at  page  489,  makes  use 

40  of  some  expressions  which  indicated,  without  at  all  deciding  the  matter,  that 
he  was  in  favour  of  the  existence  of  a  jurisdiction  concurrent,  at  any  rate,  in 
the  Irish  Courts.  He  says,  "  Now  I  do  not  think  it  proper,  and  I  am  not  going 
'*  to  decide  now,  or  to  express  any  confident  opinion  on  the  question  whether 
"  such  an  application  could  be  made  before  the  Courts  in  Ireland.    I  confess 

45  "  at  present  the  inclination  of  my  opinion  is  that  under  Section  111  it  might 
"  possibly  be  made,  because  I  read,  at  the  end  of  that  section,  the  direction 
"  that  the  Comptroller  shall  alter  the  Register,  where  an  order  for  alteration 
"  of  the  Register  shall  have  been  made  in  Ireland,  and  I  presume  that  means 
**  an  order  made  under  the  Act."    Now,  that  is  a  little  incorrect.    The  section 

50  does  not  say  that  at  all.  What  it  says  is,  "  If  any  rectification  of  a  Register 
"  under  this  Act  is  required  in  pursuance  of  any  proceeding  in  a  Court  in 
"  Scotland  or  Ireland."  Lord  Justice -^ay  continues,  "At  present  I  desire  to 
"  reserve  my  opinion  on  that  question,  until  some  case  occurs  in  which  it  is 
"  necessary  to  decide  it." 

55  There  is  thus  no  decision  upon  the  point ;  and  although  the  Trade  Marks 
Act,  1875,  is  mentioned  in  some  of  the  judgments  in  the  last-mentioned  case, 
ite  bearing  upon   this  question  do^s  pot  peein   to  have  been  considered.    I 
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regard  that  Act  as  of  very  great  importance^  Some  departure  from  the 
phraseology  of  a  Statute  dealing  only  with  Trade  Marks  was  necessary,  when 
the  Legislature  came  to  embody  in  one  Act  provisions  relating  to  trade  marks, 
designs,  and  patents  ;  but  if  so  grave  a  departure  was  intended  as  the  depriving 
of  the  English  Courts  of  an  exclusive  jurisdiction  in  reference  to  Trade  Marks,  5 
which  undoubtedly  they  had  under  the  Act  of  1875,  and  the  conferring  of  a 
co-ordinate  jurisdiction  upon  the  Irish  and  Scotch  Courts,  it  would  certainly 
have  been  expressed  in  direct  language,  and  we  should  not  have  been  left  to 
spell  it  out  of  doubtful  and  ambiguous  expressions,  such  as  are  to  be  found  in 
the  111th  section.  I  need  not  dwell  upon  the  inconvenience  which  might  10 
result  from  conflicting  decisions  as  to  the  registration  of  the  same  Trade  Mark 
in  the  Courts  of  the  three  countries.  The  question  is  one  of  the  construction 
of  the  Statute,  and  on  that  alone  I  decide  it. 

The  Order  will  be,  *'The  Court  being  of  opinion  that  it  has  no  jurisdiction  to 
"  make  the  order  sought  for,  no  rule  on  the  present  motion."  15 

The  only  remaining  question  is  that  as  to  costs.  The  application  haa  been 
made,  and  failed  ;  but  it  was  one  which  I  think  manifestly  was  brought  forward 
really  in  the  interests  of  both  litigants,  if  the  jurisdiction  had  existed  ;  and 
having  regard  to  the  expressions  of  the  Court  of  Appeal  in  England  in  the  case 
to  which  I  have  referred,  and  to  the  difficulty  of  the  question,  I  think  the  20 
proper  order  I  should  make  is  that  the  costs  of  both  parties  shall  be  costs  in 
the  cause. 

Ronan^  Q.C. — One  word  as  to  the  costs.    Before  the  motion  was  brought 
forward,   we  warned    the    Defendants  distinctly   that   we   would  raise  the 
question  of  jurisdiction.    I  therefore  submit  that,  in  any  event,  they  ought  25 
not  to  get  the  costs. 

Porter,  M.R. — I  will  reserve  the  Defendants'  costs,  and  I  will  let  the 

Plaintiff  have  his  costs  in  the  cause.  1 

\ 

\ 

\ 
\ 
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In  the  Court  op  Appbal. 

Be/ore  Lobds  Justicbs  Lindlbt,  Smith,  and  Right. 

January  29th  and  30th,  and  February  let,  2nd,  3rd,  and  18th,  1897. 

Thk  North   British   Rubber  Company,  Ld.  v.  The  Gormully  and 
5  Jbppbry  Manufacturing  Company. 

• 
Patent, — Action  for  infringement. —  Validity. — Anticipation. — Prior  grant. 
^Injunction. — Inquiry  as  to  damages. — Stay  of  proceedings. 

A  company^  the  owners  of  a  patent  for  bicycle  tyres^  brought  an  action  for 

infringement.    The  Defendants  denied  infringement^  and  alleged  invalidity  of 

10  the  Plaintiffs'  patent  07i  grounds  of  aiitidpation  and  prior  grant.    Held^  that 

the  patent  had  been  infringed^  and  was  valid;  and  an  injunction  was  granted 

and  an  inquiry  as  to  damages. 

The  Defendants  appealed. 

Heldy  that  the  Defendants  had  infringed^  and  the  appeal  was  dismissed^  tvith 
15  costs ;  but  a  stay  of  the  injunction  was  granted  for  three  weeks  on  the  Defendants 
paying  the  sum  of  SOOL  into  Court. 

This  was  an  action  by  The  North  British  Rubber  Company  and  the  Patentee 
to  restrain  the  infringement  of  a  patent  (No.  16,783  of  J 890)  granted  to  W.  E. 
Bartlett  for  an  invention  of  *'  Improvements  in  tyres  or  rims  for  cycles  or 
211  "other  vehicles,"  and  dated  the  2l8t  day  of  October  1890.  The  Complete 
Speciticatioii  was  left  on  the  20th  of  July  1891,  and  was  accepted  on  the  19th  of 
September  1891. 

The  Complete  Specification  vras  as  follows  : — "  This  invention  relates  to  tyres 

'*  which  consist  of  a  flat  endless  band  ojE  india-rubber  wider  than  the  dovetailed 

25  "  groove  into  which  it  is  inserted  so  that  it  assumes  an  arched  form  when  in 

"  place.     I  introduce  between  the  arched  outside  tyre  and  the  circular  bottom 

"  of  the  metal  rim  a  tube  constructed  of  cloth  and  india-rubber  provided  with  a 

"  branch  for  filling  it  with  compressed  air.    By  this  arrangement  the  outer  band 

**•  tyre  may  be  reduced   in   thickness,  and   while  assisting  in  sustaining  the 

30  "  pressure  (from  weight)  on  the  outer  band  the  lateral  pressure  of  the  inside  air- 

"  tube  will  press  its  edges  tightly  against  the  dovetailed  flanges  of  the  metal  rim 

"  and  thus  be  effective  in  holding  it  more  firmly  against  the  flanges  of  the  metal 

"  rim  at  the  momentarily  bearing  part  of  the  tyre.     It  will  be  obvious  that  one 

"  advantage  of  this  arrangement  is  that  successive  outside  bands  or  tyres  can  be 

35  *'  renewed  from  time  to  time  without  the  necessity  of  wasting  the  tubular  air 

"  chamber  between  it  and  the  metal  rim,  and  thus  greater  economy  will  be 

*♦  attainable.    It  will  be  generally  most  convenient  to  have  the  filling  tube  of 

"  the  tnbnlar  air  chamber  projecting  from  the  surface  of  the  tubular  air  chamber 

^  resting  on  the  metal  rim,  in  which  a  hole  is  bored  through  which  to  pass  the 

40  "  filling  tube. 

"  Where  thin  outer  tyres  are  need  I  slightly  thicken  their  edges  where  they 
^  lie  inside  the  t|t)Qgb, 

«2 
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regard  that  Act  as  of  very  great  importance^  Some  departure  from  the 
phraseology  of  a  Statute  dealing  only  with  Trade  Marks  was  necessary,  when 
the  Legislature  came  to  embody  in  one  Act  provisions  relating  to  trade  marks, 
designs,  and  patents  ;  but  if  so  grave  a  departure  was  intended  as  the  depriving 
of  the  English  Courts  of  an  exclusive  jurisdiction  in  reference  to  Trade  Marks,  5 
which  undoubtedly  they  had  under  the  Act  of  1875,  and  the  conferring  of  a 
co-ordinate  jurisdiction  upon  the  Irish  and  Scotch  Courts,  it  would  certainly 
have  been  expressed  in  direct  language,  and  we  should  not  have  been  left  to 
spell  it  out  of  doubtful  and  ambiguous  expressions,  such  as  are  to  be  found  in 
the  111th  section.  I  need  not  dwell  upon  the  inconvenience  which  might  10 
result  from  conflicting  decisions  as  to  the  registration  of  the  same  Trade  Mark 
in  the  Courts  of  the  three  countries.  The  question  is  one  of  the  construction 
of  the  Statute,  and  on  that  alone  I  decide  it. 

The  Order  will  be,  **  The  Court  being  of  opinion  that  it  has  no  jurisdiction  to 
"  make  the  order  sought  for,  no  rule  on  the  present  motion."  15 

The  only  remaining  question  is  that  as  to  costs.  The  application  has  been 
made,  and  failed  ;  but  it  was  one  which  I  think  manifestly  was  brought  forward 
really  in  the  interests  of  both  litigants,  if  the  jurisdiction  had  existed  ;  and 
having  regard  to  the  expressions  of  the  Court  of  Appeal  in  England  in  the  case 
to  which  I  have  referred,  and  to  the  difficulty  of  the  question,  I  think  the  20 
proper  order  I  should  make  is  that  the  costs  of  both  parties  shall  be  costs  in 
the  cause. 

RonaUy  Q.C. — ^One  word  as  to  the  costs.    Before  the  motion  was  brought 
forward,   we  warned    the   Defendants  distinctly   that   we    would  raise  the 
question  of  jurisdiction.    I  therefore  submit  that,  in  any  event,  they  ought  25 
not  to  get  the  costs. 

Porter,  Jf.i?. — I  will  reserve  the  Defendants^  costs,  and  I  will  let  the 
Plaintiff  have  his  costs  in  the  cause. 
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The  North  British  Rubber  Company^  Ld.  v.  The  Oonmilly  and  Jeffery 
Manufacturing  Company. 


In  thb  Court  op  Appeal. 

Before  LOBDS  JUSTICES  LiNBLBY,  Smith,  and  Right. 

January  29th  and  30th,  and  February  1st,  2nd,  3rd,  and  18th,  1897. 

The  North   British  Rubber  Company,  Ld.  v.  The  Gormully  and 
5  Jeffery  Manufacturing  Company. 

• 
Patent. — Action  for  infringement. —  Validity. — Anticipation. — Prior  grant. 
— Injunction. — Inquiry  as  to  damages. — Stay  of  proceedings. 

A  company^  the  owners  of  a  patent  for  bicycle  tyres,  brought  an  auction  for 

infringement.     The  Defendants  denied  infringement,  and  alleged  invalidity  of 

10  the  Plaintiffs'*  patent  on  grounds  of  anticipation  and  prior  grant.    Held,  that 

the  patent  had  been  infringed^  and  was  valid;  and  an  injunction  was  granted 

and  an  inquiry  as  to  damages. 

The  Deftndants  appealed. 

Held,  that  the  Defendants  had  infringed,  and  the  appeal  was  dismissed,  with 
15  costs;  but  a  stay  of  the  injunctio^iwa^  granted  for  three  weeks  on  the  Defendants 
paying  the  sum  of  5001.  into  Court. 

This  was  an  action  by  The  North  BHtish  Rubber  Company  and  the  Patentee 
to  restrain  the  infringement  of  a  patent  (No.  16,783  of  J 890)  granted  to  W.  E. 
Barilett  for  an  invention  of  *'  Improvements  in  tyres  or  rims  for  cycles  or 
20  "other  vehicles,"  and  dated  the  21st  day  of  October  1890.  The  Complete 
Speciticatioii  was  left  on  the  20th  of  July  1891,  and  was  accepted  on  the  19th  of 
September  1891. 

The  Complete  Specification  was  as  follows  : — *'  This  invention  relates  to  tyres 
"  which  consist  of  a  flat  endless  band  of.  india-rubber  wider  than  the  dovetailed 
25  "  groove  into  which  it  is  inserted  so  that  it  assumes  an  arched  form  when  in 
''  place.     I  introduce  between  the  arched  outside  tyre  and  the  circular  bottom 
"  of  the  metal  rim  a  tube  constructed  of  cloth  and  india-rubber  provided  with  a 
**  branch  for  filling  it  with  compressed  air.    By  this  arrangement  the  outer  band 
^  tyre  may  be  reduced  in   thickness,  and   while  assisting  in  sustaining  the 
30  **  pressure  (from  weight)  on  the  outer  band  the  lateral  pressure  of  the  inside  air- 
"  tube  will  press  its  edges  tightly  against  the  dovetailed  flanges  of  the  metal  rim 
"  and  thus  be  effective  in  holding  it  more  firmly  against  the  flanges  of  the  metal 
"  rim  at  the  momentarily  bearing  part  of  the  tyre.     It  will  be  obvious  that  one 
^  advantage  of  this  arrangement  is  that  successive  outside  bands  or  tyres  can  be 
I  35  **  renewed  from  time  to  time  without  the  necessity  of  wasting  the  tubular  air 

1  "  chamber  between  it  and  the  metal  rim,  and  thus  greater  economy  will  be 

^  attainable.    It  will  be  generally  most  convenient  to  have  the  filling  tube  of 
**  the  tubular  air  chamber  projecting  from  the  surface  of  the  tubular  air  chamber 
^  resting  on  the  metal  rim,  in  which  a  hole  is  bored  through  which  to  pass  the 
40  **  filling  tube. 

"  Where  thin  outer  tyres  are  used  J  slightly  thicken  their  edges  where  they 
^  Ue  inside  the  t|t)ugb, 
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"Description  op  thb  Drawings. 


(( 


"  Figures  1  and  2  are  transverse  sections  of  wheels  made  acccording  to  my 

invention,    a  is  the  outer  tyre  of  india-rubber  or  other  elastic  material,    h  is  a 
"  metal  tyre  or  rim.    c  is  an  air-tight  tubular  chamber  and  d  is  the  filling  tube. 

"  Having  now  particularly  described  and  ascertained  the  nature  of  my  said  ^ 
"  invention  and  in  what  manner  the  same  is  to  be  performed  I  declare  that 
"  what  I  claim  is  : — 1.  The  combination  of  a  grooved  rim  or  metal  tyre,  and  an 
"  arched  tyre  of  india-rubber  or  other  flexible  material  held  in  the  groove  by 
"  the  pressure  of  an  inflated  tube  within  the  arch  which  forces  its  edges  against 
"  the  sides  of  the  groove  substantially  as  described.  2.  Tyres  or  rims  for  10 
'^  cycles  and  other  vehicles  consisting  of  the  parts  ab  c  combined  and  arranged, 
"  substantially  as  described  and  shewn  in  the  drawings." 

Figure  1  of  the  drawings  is  subjoined,  on  a  reduced  scale. 


In  a  previous  action  brought  by  the  same  Plaintiffs  against  Charles  Macintosh 
and  Co.y  Ld.y  Romer^  J.,  on  the  12th  of  June  1894,  granted  a  certificate  that  the    15 
validity  of  the  patent  came  in  question  in  that  action.* 

By  their  Statement  of  Claim,  the  Plaintiifs,  after  alleging  the  assignment  of 
the  patent  to  the  Plaintiff  Company,  and  the  infringement  of  the  patent  by  the 
Defendants,  claimed  an  injunction,  an  inquiry  as  to  damages,  delivery  up  of 
infringing  tyres,  and  costs  as  between  solicitor  and  client.  20 

The  Defendants,  by  their  Defence,  denied  infringement  and  the  validity  of 
the  patent,  and  stated  that  (2)  '^  the  Defendants  contend  that  the  invention, 
^^  which  is  described  and  claimed  in  BartletVs  Specification,  is  one  in  which 
'^  an  arched  tyre  of  india-rubber  is  held  in  position  by  having  its  edges  put  into 
*'  a  state  of  compression  by  the  air  pressure  in  the  inner  tube  pressing  them  25 
^^  against  the  inclined  faces  formed  on  the  metal  rim,  and  that  is  held  in  position 
^'  in  this  manner  both  when  the  edges  of  the  outer  tyre  are  thickened  and 
*^  when  they  are  not  thickened,  and  that  the  thickening  of  the  edges  of  the 
'^  outer  tyre,  as  described  in  BartletVs  Complete  Specification,  is  not  claimed, 
'^  except  when  in  combination  with  the  invention  as  hereinbefore  described  and  30 
'^  limited.  (3)  The  Defendants  sell  and  export  considerable  numbers  of  rims, 
"  inner  tubes,  and  outer  tyres,  separately,  and  not  in  the  form  of  complete  or 
'*  assembled  tyres,  and  they  contend  that  such  acts  are  not  infringements  of 
**  the  said  patent." 

The  Particulars  of  Objections,  as  amended,  were  as  follows : — ^*  (1)  That  the  said  35 
'^  alleged  invention  was  not  new,  but  had  been  published  by  the  publication  of  the 

•  U  R.P.C.  489. 


Vol.  xrV.,  No.  11.]      AND  TRADE  MARK  OASES.  285 

The  North  British  Rubber  Company^  Ld.  v.  The  Oormully  and  Jeffery 
Manufacturing  Company. 

**  following  Specifications  and  documents  : — (a)  Jeffery'^s  United  States  patent, 
'*  No.  383,129  of  1888,  the  whole  is  relied  on  ;  {h)  Thomas's  United  States  patent, 
**  No.  399,356  of  1889,  the  whole  is  relied  on  ;  (c)  Bartlett,  No.  11,800  of  1889,  the 
**  whole  is  relied  on  ;  {d)  an  article  in  *  The  Scottish  Cyclist,'  dated  the  15th  of 
5  **  October  1890,  beginning  with  the  words  '  The  Clincher  rim  people  have  intro- 
**  *duced  an  exceedingly  simple  cushion  tyre.'  (2)  The  Plaintiff  Company  are  not, 
**  in  law,  the  proprietors  of  the  right  to  make  and  sell  tyres  such  as  those  com- 
"  plained  of  in  this  action,  by  reason  that  the  exclusive  right  to  make  such 
'*  tyres  was  granted,  or  purports  to  have  been  granted,  to  the  persons  following, 

10  **  viz. :— (a)  H.  Kesterton,  No.  15,311  of  1890,  the  whole  of  this  Specification  is 
"  relied  on ;  {b)  J.  Harrington^  No.  15,448  of  1890,  the  whole  of  this  Specification 
**  is  relied  on.  (3)  That,  having  regard  to  the  information  disclosed  in  and  by 
**  the  following  Specifications  and  documents,  and  to  the  general  state  of  know- 
"  ledge  at  the  date  of  BartletVs  patent,  the  said  patent  must  be  so  construed  as 

15  **  not  to  claim  the  tyres  complained  of  in  this  action,  and  are  invalid  by  reason 
'*  that  there  was  no  invention  required  to  place  an  india-rubber  tube,  filled 
'•  with  compressed  air,  in  the  interior  of  any  tyre,  however  constructed,  or  in 
"  altering  the  shape  of  the  rim  to  the  particular  form  shown  by  Bartlett,  viz., 
•'by  (a)  Dunlop,  No.  10,607  of  J 888,  the  whole  is  relied  on;  (J))  Dunlop, 

20  **  No.  4116  of  1889,  the  whole  is  relied  on  ;  (c)  the  common  user  of  tyres  made 
"  according  to  the  two  last-mentioned  Specifications  ;  (d)  Thomases  United 
"  States  patent,  No.  399,356  of  1889,  the  whole  is  relied  on ;  (e)  Thomas^ 
'*  No.  4350  of  1889,  the  whole  is  relied  on  ;  (/)  the  said  article  in  'The  Scottish 
*** Cyclist';    (jg)  Faulkner,  No.  13,612   of    1890,  the  whole  is  relied    on; 

25  *•  (/*)  Smith,  No.  14,203  of  1890,  the  whole  is  relied  on  ;  (i)  Bartlett,  No.  16,348 
"  of  189(>,  the  whole  is  relied  on.  (4)  That  the  invention  claimed  in  the 
*'  Complete  Specification  is  an  invention  differing  from  and  larger  than  that 
"  described  in  the  Provisional  Specification,  in  so  far  as  the  thickening  of  the 
*'  edges  of  the  cover  is  constructed  to  be  claimed  as  part  of  the  invention  ;  and 

30  "  having  regard  to  the  publication  by  the  Plaintiffs,  in  November  and  December 
"  1890,  of  large  numbers  of  circulars  showing  tyres  made  substantially  according 
"  to  Figure  1  of  No.  J  6,783  of  1890,  and  to  the  documents  mentioned  above,  there 
**  was  no  invention  required  to  thicken  the  edges,  and  the  same  could  not 
"  validly  be  claimed." 

35  The  Reply  of  the  Plaintiffs  was  as  follows  : — "  (1)  They  join  issue  thereon, 
*'  save  in  so  far  as  the  same  consists  of  admissions..  (2)  As  to  the  matters  in 
"  paragraph  2  of  the  Defence  alleged,  the  construction  therein  placed  upon  the 
^^  said  Specification  is  not  the  true  construction.  Such  Specification  has  already 
**  been  construed  in  an  action  of  which  the  index  and  reference  number  are 

40  "  1893  N.,  No.  569,  and  the  Defendants  are  bound  by  the  construction  then 
**  placed  upon  the  said  Specification.  (3)  As  to  paragraph  3  of  the  Defence,  the 
''  Defendants  have  sold  and  are  still  selling  assembled  tyres.  Such  sales,  as 
"  well  as  the  sale  of  parts,  set  out  in  paragraph  3  of  the  Defence,  are  in  infringe- 
"  ment  of  the  Plaintiffs'  said   patent.     (4)  As  to  the  matters  set  out  in  the 

45  "  Particulars  of  Objections,  in  paragraph  1  (c)  and  (d),  paragraph  2  (a),  and 
**  paragraph  3  (e\  {/),  (t),  the  validity  of  the  Plaintiffs'  patent  was  attacked  on 
"  all  the  said  Particulars  of  Objections  in  an  action  of  which  the  reference  and 
*'  index  number  are  1893  N.,  No.  569.  A  certificate  that  the  validity  of  the  said 
'*  patent  had  come  in  question  was  given  in  the  said  action.     The  Defendants 

50  '*  are  bound  by  such  certificate,  and  cannot  raise  any  question  as  to  the  validity 
"  of  the  said  patent  on  any  of  the  said  grounds.  (5)  As  to  the  matters  set  out 
"  in  paragraph  2  (a)  and  (h),  (1)  no  such  exclusive  right  was  granted,  either 
"^  to  the  said  H.  Kesterton  or  to  the  said  J.  Harrington,  as  alleged,  or  at  all ; 
*'  (2)  if  such  exclusive  right  was  granted,  which  is  wholly  denied,  the  matters 

55  "  in  paragraph  2  of  the  Particulars  of  Objections  alleged  afford  no  defence  in 
^*  law  to  this  action  ;  (3)  as  to  the  alleged  grant  to  the  said  H.  Kesterton,  if  such 
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*'  exclusive  grant  was  made,  which  is  wholly  denied,  the  invention  described 
"  in  the  final  Specification  of  the  said  patent  was  an  invention  larger  than  and 
"  different  from  that  described  in  the  Provisional  Specification  of  the  said 
"  patent,  and  the  grant  of  the  said  patent  was  wholly  void  and  of  no  effect." 

The  trial  of  the  action  took  place  before  Norths  J.,  in  the  month  of  November   5 
1895.    Judgment  was  reserved  and  was  not  delivered  till  August  12th,  1896, 
when  the  learned  Judge  held  that  the  patent  was  valid  and  had  been  infringed.* 
The  tyres  of  the  Defendants  complained  of  in  this  action  were  described 
by    North,  J.,   in    his    judgment  (13   R.P.C.   699,  700),  as   f oUows :— "  The 
*^  Defendants  admit  that  they  have  made  and  sold  tyres  in  various  forms,   IC 
**  two  of  which,  called  respectively  the  *  1893  tyre '  and  '  1894  tyre '  (F.J.B. 
"  2  and  3),  are  alleged  in  this  action  to  be  infringements  of  the  Plaintiffs'  patent, 
"  and  are  sought  to  be  restrained.    In  their  1893  tyre  the  Defendants  have  an 
"  inner  elastic  tube,  which  supports  an  outer  case  adapted  for  contact  with  the 
"  road  at  its  bearing  surface.    This  outer  annular  case,  however,  is  not  merely  a  15 
**  semicircle  or  arch,  but  is  continued  downwards  until  the  two  sides  meet  at  the 
'*  centre  line  of  the  metal  rim,  round  the  circumference  of  which  the  tyre  is 
"  carried,  and  upon  which  the  tyre  is  supported  ;  so  that  this  outer  case  is  in  the 
"  form  of  a  tube  split  longitudinally  throughout  along  its  inner  surface.    The  side 
"  portions  of  the  metal  rim,  corresponding  with  the  Plaintiffs'  dovetail,  are  not  20 
"  merely  inclined  towards  one  another,  as  in  the  Plaintiffs',  but  are  curved  further 
**  round  and  inwards  towards  one  another  so  as,  in  a  section  of  the  rim,  to  take  the 
**  form  of  hooks.    The  portions  of  the  outer  case  on  each  side  of  the  split  which 
"  come  in  contact  with  the  metal  rim  are  considerably  thickened,  and  are  so 
*'  arranged  as  to  occupy  the  space  between  the  metal  rim  and  the  incurved  hooks  25 
"  above  described  ;  and  the  breadth  of  these  thickened  portions  or  fiaps,  when  in 
"  position,  is  considerably  greater  than  the  distance  between  the  points  of  the  two 
"  hooks.    The  outer  end  of  each  flap  furthest  from  the  split  is  also  made  to 
'^  project  so  as  to  form  a  flange  or  lug,  and  it  is  into  the  angle  or  recess  behind 
••  these  flanges  that  the  points  of  the  hooks  fit.    This  outer  tube  is  compounded  30 
*^  of  rubber  and  cloth  cut  on  the  bias ;  that  is  to  say,  that  the  threads  of  the  warp 
^^  and  weft  are  not  in  a  line  with,  or  at  right-angles  to,  the  longitudinal  axis  of 
^  the  cube,  but  are  diagonal  to  it,  so  that  any  extension  by  inflation  of  the  tube 
"  in  one  direction  would  cause,  by  what  is  called  contractile  action  or  lazy-tongs 
'f  action,  a  contraction  of  the  tube  in  a  line  at  right-angles  to  its  extension.  35 
"  When  the  Defendants'  inner  tube  is  inflated,  its  pressure  forces  every  part  of 
*'  the  outer  case  which  is  in  contact  with  the  metal  rim  against  that  rim,  and, 
^  amongst  others,  it  forces  that  part  of  the  outer  case,  which  with  the  flange 
^^  forms  a  recess,  against  the  hook  within  that  recess,  and  at  the  same  time 
**  prevents  the  flaps  from  rising  through  the  narrower  opening  between  the  40 
"  two  hooks. 

"  The  Defendants'  1894  pattern  only  differs  from  that  of  1893  in  this,  that 
'*  the  flaps  are  somewhat  longer  and  overlap  one  another,  instead  of  merely 
*<  meeting  at  the  split ;  so  that  the  pressure  of  the  inner  tube  upon  the 
•*  flaps  does  not  press  them  both  directly  against  the  metal  rim,  but  presses  45 
'*  the  inner  flap  against  the  outer  flap,  and  the  outer  fiap  only  against  the 
"  rim. 

The  Defendants  appealed.      Gripps,  Q.C.,  Swinfen  Eady,  Q.C.,  and  J.  C 
0?*aham    (instructed    by  Bompas^  Bischoff^    Dodgson,  Goxe,  and   Bompa^) 
appeared    for    the  Appellants ;    Moulton,  Q.C.,  BousHeld,  Q.C.,  and    Waller  50 
(instructed  by  Joseph  Nicholls)  appeared  for  the  Respondents. 

GrippSy  Q.C.,  and  Swinfen  Eady,  Q.C.,  for  the  Appellants. — The  construction 
of  the  Specification  must  first  be  considered,  and  then  the  question  of  infringe- 
ment.   The  characteristics  of  the  Plaintiffs'  tyre  are— (1)  a  soft  tyre,  a  pneumatic 

*  8m  Report,  18  B.P.O.  691. 
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tyre ;  (2)  a  tyre  which  is  easily  detachable,  so  that  if  there  is  a  pnnctore,  the 
defect  can  be  mended.  The  features  of  the  tyre  are  a  broad  piece  of  mixed 
rabber  and  canvas  material  broader  than  the  rim,  and  when  this  is  pat  in  the 
rim,  it  assumes  an  arched  shape.  How  is  this  kept  in  place  ?  Between  this 
5  arch  and  the  rim  there  is  placed  a  composite  tube,  composed  partly  of  rubber 
and  partly  of  canvas,  and  when  this  is  blown  out  to  the  extent  to  which  it  will 
expand,  the  two  sides  of  the  arch  are  pressed  against  the  rim,  and  the  arch  is 
kept  in  place  by  the  dovetail  principle.  According  to  the  evidence,  the  tube 
performs  the  operation  of  a  strut,  and  there  is  a  dovetail  action — that  is,  the 

10  outside  arch  is  kept  in  place,  because  to  tear  it  off,  you  would  have  to  bring  a 
larger  material  through  a  smaller  hole.  The  tube  has  the  operation  of  a  strut, 
but  it  is  expansive.  It  was  essential  to  the  practical  success  of  the  invention 
that  the  inside  tube  should  be  a  composite  tube.  The  Defendants  have  a 
distinct  invention  ;  their  inside  tube  is  pure  rubber  ;  that  is  a  great  advantage, 

15  and  the  pure  rubber  tube  is  now  chiefly  used.  A  composite  tube,  when  blown 
up  to  its  full  distending  power,  does  not  exercise  any  pressure  outwards  on  the 
inside  of  the  arch  ;  it  does  not  have  a  tendency  to  blow  the  arch  off  the  rim  ;  it 
only  acts  as  a  strut,  and  only  expands  to  a  certain  point.  A  rubber  tube  can 
expand  much  more.    The  composite  tube  has  some  lateral  pressure,  but  the 

20  Plaintiffs  do  not  suggest  that  there  is  a  tendency  to  blow  the  outside  arch  off. 
\^Moultony  Q.C. — You  must  not  assume  that.]  The  composite  tube  gets  to  its 
limit  of  extension,  and  if  a  composite  tube  is  taken  suitable  to  a  tyre  and  rim, 
and  it  is  blown  up  to  the  limit  of  its  extension,  the  full  lateral  pressure,  which 
forms  the  dovetail,  is  obtained.    There  is  no  force  to  blow  the  cover  off,  or,  at 

25  any  rate,  it  may  be  disregarded.  It  is  the  Defendants'  case  that  you  could  not 
make  an  effective  tyre  of  the  Plaintiffs'  character  if  the  tube  was  of  pure 
rubber,  for  it  would  blow  the  arch  from  the  rim.  The  canvas  in  the  composite 
tube  prevents  such  an  expansion  as  will  blow  the  tyre  off,  and  the  composite 
tube  is  the  essence  of  the  Plaintiffs'  invention.    The  resultant  effect  of  all  the 

30  forces  with  the  composite  tube  is  to  keep  the  outer  cover  tightly  in  place,  and 
make  an  effective  tyre.  Lord  Kelvin's  evidence  shows  that  it  was  essential  to 
the  Plaintiffs'  invention  that  the  inside  tube  should  be  a  composite  tube.  The 
Defendants  further  contend  that  the  forces  on  which  they  rely  are  entirely 
different.    The  Defendants  have  a  novel  principle,  instead  of  an  arch  the  outside 

3*)  cover  is  a  flat  circle ;  it  is  true  the  circle  has  to  be  split  for  the  purpose  of 
getting  in  and  out,  but  it  is  put  within  the  hooked  rim  ;  there  are  two  flaps 
which  overlap  when  the  circle  comes  against  the  wheel ;  and,  as  regards 
mechanical  force,  the  Defendants  are  in  the  position  of  dealing  with  a  circle. 
The  Defendants'  tyre  has  no  dovetail  or  dovetail  action  ;  there  are  three  forces 

40  in  their  tyre.  The  first  force,  which  keeps  the  Defendants'  tyre  on,  which 
makes  the  circle  instead  of  an  arch,  is  owing  to  the  friction  between  the  two 
flaps  and  the  rim.  Immediately  the  tyre  is  inflated  by  the  inner  tube,  the  two 
flaps  get  pressed  together  and  pressed  against  the  metal  rim.  There  are  two 
kinds  of  flaps,  the  one  overlapping  and  the  other  not.    When  the  Defendants 

45  have  got  this  circle  as  regards  the  outside  cover,  two  forces  come  into  play 
distinct  from  anything  in  the  Plaintiffs'  inventien.  The  first  comes  from  the 
contact  of  the  two  little  flanges  attached  to  the  outside  cover  with  the  hooked 
rim.  The  Plaintiffs  said  this  was  only  an  exaggerated  and  more  effectual 
,  dovetail.    The  Defendkants'  evidence  showed  that  it  had  no  analogy  to  the 

I  50  dovetail  action.    Lord  Kelvin  pointed   out  that  the  dovetail  action  was  the 

I  principle  of  trying  to  drag  a  larger  matter  through  a  smaller  hole.   The  Plaintiffs' 

I  dovetail  consists  of   the  whole  tyre,  the  arch  right   across,  and  these  lower 

parts  of  the  arch  as  pressed  by  the  strut  being  bigger  than  the  opening  in  the 
rim.      Lord  Kelvin  explained    that  the  action   between  the  flanges  on  the 

55  Defendants'  tyre  and  the  hook  was  entirely  different ;  it  was  not  the  case  of 
trying  to  pull  a  larger  piece  of  material  through  a  smaller  hole,  but  was  the 
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same  action  as  hook  pnlling  against  hook,  and   had  nothing  mechanically 
to    do    with     the    dovetail    action.       Sir   F.   Bramtvell  and   J.   Hopkinson^ 
the    Plaintiffs*  witnesses,  said    it    was    not    a  different    mechanical    action* 
but  an  exaggeration  of  the  dovetail  action.    If    Lord  Kelvin's  evidence  is 
accepted,  there  is  a  mechanical  difference  between  them.    That  is  the  second    5 
force  the  Defendants  rely  on,  the  hook-and-hook  action.    The  first  force  is  the 
friction  which  brings  the  two  flaps  together  and  makes  the  circle  ;  the  strut 
force,  which  is  the  force  in  the  dovetail  action,  presses  laterally  against  the  two 
sides  constituting  the  outside  of  the  dovetail.     In  Ihigald  Clerk's  drawings, 
K^  shows  the  Plaintiffs'  tyre  blown  out  with  the  strut  action,  K^  shows  what  10 
might  happen  if  there  was  a  tendency  to  blow  the  tyre  off,  K'  shows  the  tyre 
getting  out  of  place  ;  when  a  rider  turns  suddenly  he  may  get  a  very  special 
friction  or  pressure  on  one  side  of  the  rubber  tyre,  and  there  is  a  tendency  to 
get  the  rubber  tyre  out  of  place.    The  Defendants  do  not  attack  the  patent,  but 
taking  the  Plaintiffs'  dovetail  action  and  their  strut,  if  the  dovetail  was  not  15 
sufficiently  strong  to  resist  some  particular  pressure  or  friction,  K^  shows  what 
would  happen.    The  third  force  is  a  more  complicated  one,  the  contractile 
force,  which  is  peculiar.     If  you  have  a  composite  tube  cut  on  the  bias — that 
is,  supposing  the  warp  and  weft  is  at  right-angles — ^if  you  cut  it  transversely, 
you  get  the  lazy-tongs  action  ;  if  it  is  blown  out,  taking  this  tyre  on  this  rim   20 
[an  experiment],  its  diameter  contracts ;  if  you  pull  it  out  in  one  direction  it 
contracts  in  another.     If  you  expand  the  tube,  you  find  that  the  diameter 
contracts.     The  diameter  of  the  circle  is  so  contracted  that  you  can  put  it 
within  the  metal  rim ;  as  you  blow  out  the  tube  you  get  a  force  which  tends 
to  keep  the  composite  tube  in  place  ;  but,  if  you  blow  out  a  pure  rubber  tube,  25 
instead  of  getting  a  tighter  grip,  there  is  a  constant  tendency  for  the  pure 
rubber  tube  to  fly  away  from  the  wheel,  for  when  the  plain  rubber  tube  is 
blown  up,  the  diameter  of  both  the  tube  and  circle  expands  ;  therefore,  to  keep 
the  tyre  on  the  rim,  you  want  some  counteracting  force.    The  Defendants' 
three  forces  are,  therefore,  (1)  the  friction  between  the  flaps,  whether  over-  50 
lapping  or  not,  and  the  rim ;  (2)  the  hook-and-hook  force,  the   pressure  of 
the   flanges  against  the    hooked   rim  ;   and   (3)   the    contractile   force.     The 
Plaintiffs    have   no  contractile  force.     The   Plaintiffs'  tyre  is  not  cut  trans- 
versely,  not  cut    on   the    bias.     The    outside    part    of    the    Plaintiffs'    tyre 
is    an    arch,  not    a   circle,   and    in    an   arch    you    cannot  get  a   contractile  35 
force.    The  outside  cover  of  the  Defendants'  tyre  is  composed  of  rubber  and 
canvas,  cut  on  the  bias ;  the  inside  tube  is  pure  rubber,  and,  as  it  expands,  it 
exerts  pressure  in  every  direction  on  the  outside  cover,  and  so  the  contractile 
force  is  produced  in  the  outside  cover.    The  more  DC  4  (exhibit  showing  the 
Defendants'  tyre)  is  blown  up,  the  tighter  it  grips  the  rim.    There  was  a  40 
suggestion  that  the  contractile  force  would  not  so  act  as  regards  the  Defendants' 
tyre,  but  the  contractile  force  does  act  in  the  Defendants'  tyre  [an  experiment 
showing  this  was  made]  ;  it  has  acted  to  the  extent  of  five  inches.    There  is  no 
friction  in  the  Plaintiffs'  tyre,  it  is  all  dovetail ;  and  to  make  the  dovetail 
operate,  the  inner  tube  must  be  partly  rubber  and  partly  canvas.    The  contractile  45 
force  in  the  Defendants'  tyre  is  obtained  by  the  extension  of  the  outer  tube  by 
the  expansion  of  the  inner  tube.    Anticipation  is  not  suggested,  but  the  history 
of  these  matters  will  be  shortly  given  to  show  the  state  of  public  knowledge. 
Originally,  in  the  case  of  rubber  tyres,  a  simple  solid  piece  of  rubber  round  the 
rim  was  used  ;  secondly,  a  cushion  tyre,  which  was  nothing  more  than  taking  50 
out  a  part  of  the  rubber  tyre,  a  rubber  tyre  with  a  hole  through  it.    Lastly,  the 
pneumatic  tyre,  and  the  importance  of  the  invention  and  of  the  Defendants' 
position  is  whether  they  can  supply  their  particular  pneumatic  tyre  or  not. 
Jeffery'^s  Specification  (1888),  Figures  1  and  2,  show  a  solid  rubber  tube  with  a 
dovetail  section ;  Figures  3  and  4  show  an  inchoate  form  of  cushion  tyre.  55 
Thomases  (1888)  Specification  shows  two  tubes,  one  inside  the  other.    Dunlop^s 
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of  1889  shows  a  pneumatic  tyre,  an  ontside  tyre  and  inner  tube.    These  are  not 
suggested  as  anticipations.     Thomas's  second  patent  of  1889  shows  the  principle 
of  the  pneumatic  tyre,  but  is  not  an  anticipation  in  method  of  construction  and 
attachment.    Bartlett's  of   1889    shows   a   cushion   and    the   dovetail   action, 
r*  KesterUnCs  of  1890  (Figure  9)  shows  detachability  ;  it  has  two  tyres,  the  outer 
tyre  and  inner  tube,  fastened  in  a  different  way  to  the  Plaintiffs'.    Harrington's 
of  1890  was  alleged  as  an  anticipation  before  Norths  J.,  who  held  it  was  not,  and 
we  do  not  appeal  on  that  point.    It  has  an  inside  tube  and  an  equivalent  of 
the  outside  tyre.    Smith  of  1890  shows  that  Barilett  was  not  the  first  person 
10  to  think  of  a  detachable  tyre.    Then  there  is  Bartlett  of  1890,  previous  to  the 
patent  in  this  action,  which  is  a  cushion  tyre,  like  two  arches  in  a  dovetail. 
The  Plaintiffs'  step  was  turning  the  inside  arch  into  a  pneumatic  tube  ;  it  was 
not  a  pioneer  invention,  but  a  step  in  a  long  course  of  invention.    [The 
Plaintiffs'  Specification  was  then  read.]     In  the  claim,  the  inner  tube  is  not 
15  described  as  being  rubber  or  rubber  and  canvas,  but  in  the  Provisional  and 
Complete  Specifications  it  is  stated  to  be  of  rubber  and  canvas,  and  that  is  the 
essence  of  it,  for  otherwise  it  would   blow   off  the  outer  tyre.    The   true 
construction  of  the  Specification  is  this,  I  have  made  an  invention  consisting 
of  an  outside  arch,  kept  in  place  by  pressure  from  the  inside  pneumatic  tube  ; 
20  that  is  formed  of  india-rubber  and  canvas,  and  when  the  invention  is  tested  by 
practical  working,  that  must  be  kept  to,  or,  if  rubber  alone  is  used,  the  invention 
fails.    The  evidence  of  Swinburne^  the  Plaintiffs'  witness,  shows  that  if  you 
blew  out  an  inside  tube  only  of  rubber,  you  blew  it  off  at  12  lbs.  pressure 
(too  low  for  riding).    It  would,  therefore,  not  be  a  practical  working  tyre. 
25  Swinburne  was  asked  by  Romer^  J.,  in  the  previous  case  to  make  experi- 
ments for  the  Court,  and  therefore  his  evidence  is  entitled  to  special  weight. 
Sir  F.  Bramwelly  another  witness  for  the  Plaintiffs,  said  he  was  not  clear  it 
would  not  stand  a  fair  working  pressure,  but  it  would  be  possible  to  blow  it  off ; 
but  if  it  was  a  composite  tube,  and  of  the  right  size,  it  would  not  be  blown  off. 
30  Dp.  Hopkinsony  also  a  witness  for  the  Plaintiffs,  says  the  same  as  Sir  F.  Bramwell. 
Lord  Kelvin,  the  Defendants'  witness,  says  that  if  a  pure  rubber  tube  were 
substituted  for  the  Plaintiffs'  composite  tube,  the  cover  would  not  remain  on  an 
instant.     [Smith,  LJ^. — ^What  was  North,  J.'s,  construction  of  the  Specifica- 
tion ?]    North,  J.,  gave  too  wide  a  construction  ;   he  thought  the  Plaintiffs' 
35  invention  covered  any  easily  detachable  tyre.     [RiGBY,  L.J. — He   seems  to 
think  a  pure  rubber  tyre  would  be  an  infringement.]    Yes,  and  that  would 
have  been  too  wide  a  claim,  and  would  not  have  worked.    Perhaps  I  read  Lord 
Kelvin's  evidence  too  widely ;  it  should  be  limited  in  that  way,  that  if  there 
were  lubrication  and  a  small  dovetail,  it  would  go  off  in  an  instant.     [LiNDLBY, 
40  LJ, — He  goes  on  in  the  next  answer,  "  Nothing  that  could  be  described  as  an 
^^  exaggeration  of  the  dovetail  would  allow  it  to  hold  on  were  there  no  friction 
*'  and  were  pure  rubber  substituted."]  The  Plaintiffs  have  a  different  form  now  in 
use  with  exaggerated  dovetailing,  the  "  Clincher,"  and  that  does  not  hold  by  the 
dovetailing  action.    It  has  strings  all  round.    Lord  Kelvin  means  that  an  inner 
45  pure  rubber  tube  would  not  work.     [The  judgment  of  North,  J.,  was  then 
read.]    That  is  much  too  wide  ;  it  would  include  the  pure  rubber  tube  ;  the 
claim  ought  to  be  limited  to  a  metal  rim  and  an  arched  tyre.    The  essence  of 
the  Defendants'  invention  is  a  complete  circle,  and  that  is  not  claimed  or 
invented  by  Bartlett.    Contractile  power  cannot  be  got  without  the  complete 
50  circle.     \_Moulton,   Q.C. — ^We  deny  its  existence.]     The  Defendants  do  not 
come  within  the  proper  limit  of  the  Plaintiffs'  claim.    The  essence  of  the 
Plaintiffs'  invention,  which  depends  on  the  dovetail  force,  is  that  it  should  be 
an  arch.     [Smith,  LJ, — I  want  to  see  the  difference  between  the  inside  of  the 
Plaintiffs*  and  Defendants'  tubes.    Is  there  any  difference  except  that  one  is  cut 
55  square  and  the  other  on  the  bias?      Moulton,  Q.C. — ^The  Plaintiffs'  canvas 
is  cut  on  the  bias ;  that  is  not  the  point,  but  my  friend  said  it  was  cut  square.] 
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If  the  Plaintiffs'  claim  is  extended  it  will  cover  every  easily  detachable  tyre  ; 
but,  on  the  true  construction,  there  is  no  infringement.  The  claim  is  not  for 
any  combination  bringing  about  a  particular  result,  but  this  special  combina- 
tion claimed  as  their  way  of  getting  the  result.  {^Moultotiy  Q.C. — I  contend 
that  the  contractile  force  did  not  apply  to  the  Defendants'  cover  in  any  way.]  5 
The  evidence  proves  that  it  does,  and  an  experiment  was  made  which  showed 
it.  As  to  anticipation,  if  this  patent  is  construed  too  widely  there  may  be 
anticipation.  The  Defendants  contend  that  the  patent  is  invalid  if  it  covers 
them. 

Moulton^  Q.C,  and  Bomfield,  Q.C,  for  the  Respondents. — ^It  is  necessary  10 
to  examine  how  the  Defendants'  tyre  is  held  on.    The  question  of  infringe- 
ment cannot  be  understood  until  the  Court  knows  what  the  Defendants'  tyre 
is.    The  Defendants'  tyre  is  simply  kept  on  the  rim  by  the  pull  on  the  inturned 
edges  ;  there  is  no  other  force  substantially  at  work.     That  being  deflated,  the 
beads  or  lugs  come  out,  and  the  inner  tube  can  be  taken  out.    On  inflation,  these  15 
flanges  or  lugs  move  up  (the  inner  part  I  will  call  flaps)  to  the  edges  of  the  rim, 
and  abut  and  nip  against  them.    The  flanges  have  moved  up  to  their  ultimate 
position.    If  a  greater  strain  is  put  there,  these  flanges  are  moved  to  their 
ultimate  position  ;  the  whole  of  the  strain  is  on  the  inside  of  the  cover,  pushing 
the  cover  in  every  direction,  creating  a  tension  in  the  cover,  and  the  tension  20 
pulls  the  flanges  hard  up  against  the  rim.     The  effect  on  anything  inside 
is  nothing.    The  pressure  on  the  flaps  does  not  hold  the  tyre  on,  as,  when  the 
flaps  were  cut  off,  the  tyre  was  ridden  and  held  on.    The  flaps  are  immaterial, 
and  the  strain  has  been  taken  by  these  flanges  as  they  are  pressed  home.    There 
is  a  pressure  perpendicularly  on  the  flaps,  but  it  is  not  called  into  play,  because  25 
the  great  pressure  has  been  taken  by  the  flanges.    The  evidence  shows  it,  when 
you  admit  that  the  flanges  come  home  by  strain ;  and  what  happens  on  the 
other  side  of  them  is  immaterial.    The  flaps,  which  might  be  useful,  do  little  or 
no  good,  and  are  there  for  another  purpose.     [Counsel  then  described  experi- 
ments, showing  the  point  that  the  pressure  of  the  flaps  was  not  effective.]     The  30 
flaps  do  not  make  any  resistance,  as  they  are  protected.    The  clutch  on  the  edges 
of  the  rim  by  means  of  the  flanges  is  necessary  and  sufficient.    Lord  Kelvin  admits 
it  is  sufficient,  and  that  is  all  we  want.    We  have  got  here  the  material  force 
obtained  from  the  inturned  edges  in  the  flanges.    Another  experiment  has  been 
made  by  Swinburne.    If  you  dr<*w  out  a  piece  of  elastic  substance  it  contracts,  35 
and  the  Defendants  rely  on  the  cover  which,  being  cut  on  the  bias,  they  say  has 
a  tendency  to  shorten  and  nip  the  rim.    Swinburne  cut  the  flaps  across  at  a 
certain  place  and  put  postage-stamp  paper  across  and  inflated  the  tyre  ;  if  the 
.flap  had  been  in  a  state  of  tension,  tending  to  make  it  broader,  it  would  have 
a  tendency  to  shorten  and  nip  and  would  have  torn  across  the  paper,  but  it  did  40 
not.    That  proves  that  a  piece  cut  on  the  bias  had  not  the  tendency.     It  shows 
the  flaps  are  not  in  a  state  of  circumferential  pull ;  there  was  no  contractile 
strain  round  the  hook.     But  there  is  an  exceedingly  strong  pull  by  the  flanges 
being  borne  on  the  edges  of  the  rim.    Lord  Kelvin  admitted  that.    Is  there  any 
evidence  that  the  flaps  even  contribute  ?     The  Defendants'  witnesses  admit  45 
that  the  pressure  on  the  hooks  is  practically  essential  to  make  it  a  workable 
rideable  tyre,  and  is  sufficient.    We  do  not  accuse  the  Defendants  of  having  the 
flaps  to  make  it  look  different  from  ours  ;  the  flaps  do  prevent  the  tyre  coming 
out  so  easily,  if  there  is  an  accident,  and  they  protect  the  inner  tube  from  the 
iron  rim,  but  the  work  of  holding  on  is  done  by  the  flanges  jammed  home.  50 
The  contractile  force  gave  rise  to  much  cross-examination  and  caused  great 
confusion  ;   there  might  be  three  possible  places  for  it — in  the  cover  from 
edge  to  edge  going  outwards,  in  the  flaps,  and  in  the  inner  tube.     [LlNDLBY,  LJ^. 
— Do  you  deny  its  existence  ?]    In  a  sense,  there  is  contractile  action  ;  in  a  mere 
;  elastic  thing,  an  india-rubber,  it  narrows  it ;  it  is  common  to  everything ;  it  is  55 
, clearly  marked  when  you  get  a  piece  of  canvas  cut  on  the  bias  ;  everybody  cuts 
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canvas  for  these  things  on  the  bias.  But  where  is  this  force  in  the  Defendants' 
tyre  ?  The  Defendants  scorn  the  inner  tube  ;  that  is  left  out.  Then,  as  to  the 
outer  tyre  cover  from  edge  to  edge  outwards,  the  meaning  and  effect  of  the 
contractile  force  is  longitudinal  shortening  when  there  is  increase  of  breadth, 
5  and  vice  versa.  Everybody  believes  that  the  first  thing  which  happens  is 
that  the  flanges  come  home  on  the  edges ;  then  if  the  tyre  is  blown 
up,  these  edges  never  change  in  length,  they  are  always  as  long  as  the 
metal  rim  they  are  in  contact  with  ;  the  contractile  action  cannot  be  trans- 
ferred beyond  them.    In  the  former  case,  the  Defendants  were  more  plucky 

10  and  said  the  contractile  action  drew  the  tyre  down  from  the  rim  and  held 
it  without  bearing  on  the  edge  of  the  rim.  That  would  have  been  a 
totally  different  thing,  but  the  experiment  finished  them.  The  more  it  was 
blown  np,  the  tyre  was  pressed  tighter  and  tighter.  There  is  no  contractile 
action  when  you  come  to  a  place  which  does  not  contract.    If  there  had  been 

15  contractile  action  the  tyre  would  have  been  drawn  away  from  the  rim,  but  it 
was  not ;  there  was  no  change,  it  was  always  the  same  length.  Swinbume*s 
evidence  proves  that.  [Smith,  L.J. — What  do  you  say  as  to  the  experiment 
shown  by  Mr.  Cripps  ?  RiGBY,  L,J. — They  showed  a  cover  with  a  tube  inside,  and 
the  tube  when  expanded  would  not  rest  inside  the  rim.]    If  a  tube  is  expanded, 

20  it  must  expand  ;  the  big  diameter  will  expand  by  getting  bigger,  and  the  little 
diameter  by  getting  bigger  in  cross-section.  The  Defendants  replaced  the  rim 
by  a  number  of  clips  with  interspaces  between  ;  they  blew  that  out,  and 
the  rim  so  composed  of  clips  can  get  shorter,  but  it  is  quite  different  from  the 
rim  in  these  machines ;  it  shows  the  existence  of  contractile  force  in  certain 

25  cases.  In  that  they  make  the  line  vary  in  length,  but  in  their  tyre  the  length 
never  varied.  [RiGBY,  LJ". — The  clips  do  not  attach  permanently  to  anything, 
they  slide  along  the  flanges.  LiNDLBY,  L.J.— That  only  shows  contractile 
force,  and  you  say  it  has  no  effect.]  Yes.  There  could  not  be  any  contractile 
action  here,  where  the  lines  do  not  change,  but  if  it  were,  it  would  relieve  the 

'do  pull  on  the  lugs ;  it  would  be  a  method  of  holding  on  independent  of  the  rim. 
It  would  come  on  the  pull  of  the  lugs  if  it  existed.  It  does  not  exist.  It  does 
not  operate  in  these  circumstances.  In  the  experiments  the  lugs  were  free  to 
move  inwards,  but  in  actuality  they  do  not,  but  are  close  up  the  whole  time. 
I  have  now  dealt  with  the  suggestion  of  the  contractile  force  being  in  the  outer 

35  cover  ;  there  is  no  elastic  substance  which  has  not  this  force,  but  the  force  cannot 
be  useful  here.  The  last  place  where  the  contractile  force  might  be  is  in  the  flaps ; 
the  postage-stamp  paper  experiment  shows  that  there  is  none.  Again,  we  say, 
where  do  you  get  the  transverse  stretching ;  if  one  side  of  the  flap  is  up 
against  the  rim,  and  the  other  is  on  the  other  side  of  the  rim,  and  is  lying  in  a 

iO  bed  which  gets  no  bigger,  its  breadth  does  not  alter.  The  flap  must  get  broader 
to  get  contractile  force ;  but  there  is  no  broadening  or  lateral  pulling ;  there  is 
nothing  but  vertical  pressure  which  does  not  give  contractile  force.  The  one 
necessary  and  sufficient  thing  here  is,  that  they  hold  the  rim  by  means  of  the 
flanges  and  the  pull  on  those.    The  postage-stamp  paper  of  Stvinbume  goes 

45  to  the  core  of  the  defence  on  the  expansion,  because  if  there  is  no  tension 
there,  there  is  no  broadening,  and  if  there  is  no  broadening,  there  is  no 
friction.  If  there  is  friction,  its  tendency  is  to  be  transferred  over  the  whole 
area,  and  there  must  be  a  stretching.  There  cannot  be  any  active  friction. 
The  lugs  (flanges)  come  home  early  and  protect  all  that  is  within,  and  the  force 

50  which  holds  the  tyres  on  is  the  pull  on  the  edges.  Swinburne  took  off  the 
intumed  edges  of  an  actual  rim,  and  he  blew  out  the  tube,  and  the  cover  went 
off  every  time.  The  Defendants  produced  a  rim  which  they  said  showed  it 
did  not  go  off,  but  North,  J.,  said  that  they  had  left  part  of  the  edges.  Kitto 
then  gave  evidence  that  he  rode  a  tyre  with  no  intumed  edges.  Kitto^s  rim  is 
55  far  less  flat ;  it  is  more  curved.  Swinburne  took  an  ordinary  rim,  and  the 
cover  went  off  directly  the  tyre  was  inflated.    That  is  another  proof  that  the 
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action  of  the  flanges  on  the  inturned  edges  of  the  rim  is  necessary  and  sufficient. 
Kitio  had  a  rim  with  a  deeper  groove.  If  there  were  no  lugs  (flanges)  to  prevent 
the  friction  acting,  there  would  be  friction  of  an  important  character.  What 
is  the  action  of  the  inturned  edges  ?  The  action  of  the  flange  succeeds  because 
the  pressure  of  the  pneumatic  tyre  keeps  the  flanges  home.  This  is  not  the  5 
case  of  a  mechanical  hook,  but  it  is  the  pressure  of  the  air  keeping  the  flanges 
home.  The  pressure  of  the  air  which  strives  to  blow  off  the  cover  actually 
keeps  it  on.  It  can  only  be  pulled  out  by  drawing  the  ugly  excrescence  called 
the  flange  between  the  pneumatic  tyre  and  the  abutment.  It  is  a  thickened 
bit,  and  cannot  be  pulled  out  unless  one  of  the  abutments  yields.  One  is  10 
metallic  and  will  not  yield  ;  the  only  thing  which  will  yield  is  the  one  with 
the  gaseous  pressure.  This  enlarged  edge  is  safe  as  long  as  it  is  held  home. 
This  is  the  great  preponderant  force,  and  the  only  material  action,  the  action  of 
this  springy  abutment  forcing  home  the  thickened  part  of  the  tyre  cover.  An 
abutment  must  be  forced  far  enough  to  let  it  go  through.  This  is  not  a  hook  ;  15 
it  operates  only  so  long  as  there  is  pressure  of  the  tube.  The  Defendants  do 
exactly  the  same  thing  as  the  Plaintiffs.  It  was  no  little  invention  to  think  of 
keeping  on  the  tyre  by  its  efforts  to  get  off.  The  only  action  by  which  the 
Defendants'  tyre  is  kept  on  is  by  the  pinch  between  the  metallic  abutment  and 
the  gaseous  abutment,  but  it  is  difficult  to  give  a  name  to  such  action.  The  20 
Defendants  have  conteuded  that  if  the  claim  is  broad  enough  to  cover  them, 
the  Plaintiffs'  patent  is  bad  ;  but  if  the  alleged  anticipations  are  looked  at,  it 
will  be  seen  that  no  one  had  thought  of  any  way  to  keep  on  this  pneumatic 
pressure,  except  cementing  and,  in  two  cases,  bodily  lacing  the  cover  round  the 
back  of  the  rim.  It  is  submitted  that  the  claim  fairly  describes  the  invention.  25 
In  Figure  2  the  forces  are  exactly  the  same,  the  thickening  of  the  e^ge^  and 
the  edge  driven  home  and  kept  home  by  the  pneumatic  pressure.  How- 
does  the  Defendants'  differ  from  Figure  2  ?  Simply  a  person,  because  he 
is  going  to  use  it  in  more  difficult  circumstances,  has  made  a  more 
serviceable  and  effective  turning  of  the  rim  ;  but  that  is  still  an  infringe-  30 
ment.  Romer,  J.,  said,  "  I  think  thai  the  Defendants'  tyre  is  an  improved 
"  form  of  that  invented  by  the  Patentee ;  but  still,  in  substance,  the 
*'  Patentee's  invention."  The  Plaintiffs'  tyre  is  in  a  state  of  tension,  although 
much  less  than  the  severe  tension  of  a  pure  india-rubber  tube.  Everybody 
agreed  that  at  the  critical  moment  when  there  is  a  danger  of  pulling  it  out,  35 
so,  unquestionably,  the  tyre  cover  is  in  tension.  There  is  a  pull ;  what  keeps 
the  tyre  on?  Why,  simply  that  the  thickened  part  is  jammed  home. 
[RiGBY,  L.J, — ^There  is  not  a  thickened  part  in  Figure  1.]  The  part  at  the 
top  gets  thinner ;  Figure  1  is  sufficient  for  a  thick  tyre.  [LiNDLBY,  LJ^. — I 
have  marked  the  pressures,  only  two  are  useful  to  you,  but  the  others  are  all  40 
important  to  the  Defendants.]  They  are  not  more  adverse  to  the  Plaintiffs 
than  the  Defendants.  The  pull  is  an  enemy  to  them.  In  both  cases  the  pull 
of  the  outer  cover  has  to  be  resisted,  and  the  Defendants  have  the  exaggerated 
methods,  because  the  pull  of  their  cover  is  very  strong.  An  experiment  was 
made  with  the  Defendants'  with  a  shield  which  protected  the  cover  opposite  45 
the  inturned  edge  from  the  pneumatic  pressure,  and  the  moment  it  was  blown 
up,  out  came  the  tyre.  The  Defendants'  pull  is  an  enemy  to  them,  and  only 
the  pressure  keeps  their  tyre  on.  [Lindlby,  L.J. — I  do  not  understand 
Lord  Kelvin  to  say  so.]  It  is  a  vital  point.  [LiNDLBY,  L.J, — Yes.]  I  will 
go  through  it  again.  The  action  of  the  lug  is  this — it  is  a  pull,  and  by  deflating  50 
and  pulling  with  your  fingers,  the  tyre  comes  out.  There  is  nothing  else 
that  tends  to  take  it  out  except  the  pull  on  the  cover.  Lord  Kelvin  never 
suggested  that  the  pull  helped  to  keep  it  on.  [Ltkdlby,  L.J, — I  thought  he 
did.]  No,  the  pull  has  to  be  resisted ;  it  is  what  capsizes  it.  [RiOBY,  LJ^. 
— I  had  not  yet  gathered  that.  Perhaps  you  will  call  our  attention  to  it.]  55 
It  is    a  question  of    fact ;    the  whole  case  turns  on    the    facts  as    to  the 
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DefendantB'  tyre.    [RiGBY,    L,J. — I  thought    Lord    Kelvin    did    not   accept 
your    suggestion — ^that  his  theory  was    that    the   thing    was    put  there  by 
pressure,  but  was  held  there  by  tension,  not  pressure.     LlNDLEY,  L.J. — The 
tension  caused  by  the  pressure  on   the  circumference.]     I    will    deal    with 
5  Lord  Kelvin^a  evidence,  because  it  is  on  a  point  on  which,  for  the  Plaintiffs' 
case,  there  should  be  no  doubt  at  all.    If  our  contention  is  right,  that  which 
keeps  the  Defendants'   tyre  on  is  the  same  thing  as  that  which  keeps  the 
Plaintiffs'  tyre  on — the  normal  pressure  at  the  place  where  the  inturned  edges 
come  driving  home,  whatever  is  there  ;  the  thickened  edge  in  the  Plaintiffs' 
10  Figure  2  ;  or  the  flanges  in  the  Defendants'  tyre.     [RiGBY,  L.J.— There  are  two 
questions — (1)  Whether  your  proposition  is  true,  whether  the  pressure  does 
not  only  get  the  thing  there,  but  does  not  keep  it  there  ?    (2)  Assuming  that 
you  prove  that  that  is  not  the  case,  then  there  would  be  the  pressure  you  have 
explained  is  the  effective  pressure  of  the  air  which  presses  in  a  radial  direction 
15  in  the  Plaintiffs',  but  that  may  not  be  so  here  ?]     In  both  cases  it  is  an  issue 
of  fact  that  the  normal  outward  pressure  of  the  air  in  the  tube  prevents  the 
cover  coming  out  by  the  pull  in  the  rest  of  the  cover.     [LiNDLBY,  L.J. — ^You 
wanted  Lord  Kelvin  to  say  that  the  only  pressure  material  in  the  Defendants' 
was  shown  by  the  arrow  in  K',  and  Lord  Kelvin  would  not  have  that.]     It 
20  presses  the  cover  against  the  edge.     [Rigby,  LJ, — I  thought  he  persisted  that 
it  pressed  it  away.]     He  admits  that  the  pressure  is  perpendicular,  and  that  is 
the  main  thing.     [Smith,  LJ. — Lord  Kelvin  says  that  the  lateral  pressure 
presses  the  bead  into  the  rim,  and  then  comes  the  perpendicular  pressure 
which  Lord  Kelvin  says  is  the  main  thing.]     K*  shows  that  it  would  capsize 
25  at  once  if  it  was  not  for  the  formal  pressure  outwards.    The  action  of  the 
inturned  e^ge  is  that  the  pressure  on  the  internal  surface  keeps  the  pull  from 
making  the  thing  capsize  and  come  out.    The  capsizing  is  simply  pressing  on 
the  automatic  tube  and  coming  out.    It  is  most  important  to  see  what  the  action 
at  this  inturned  edge  is.    If  instead  of  the  hook  there  was  a  bead,  and  it  came 
30  against  the  inturned  edges,  the  bead  would  only  hold  as  long  as  it  was  pressed 
outwards.    It  is  all  flexible,  and  if  it  is  pulled  it  will  turn  and  come  out.    There 
is  a  pull  in  the  cover,  and  that  cannot  be  kept  in  place  except  by  means  of  the 
lateral  pressure — ^that  is,  the  pressure  of  the  pneumatic  tube.     [RiGBY,  L,J. — I 
doubt  if  the  Patentee  had  in  his  mind  any  idea  of  capsizing ;  his  idea  was  a  fair 
35  pressure  against  the  entire  surface  of  that  portion  within  the  dovetail,  and  so  to 
produce  what  would  prevent  its  coming  out.]     Everybody  does  that.     In  this 
case  we  are  dealing  with  flexible  covers,  and  if  there  is  a  lug  on  a  flexible  cover 
that  will  hold  in  without  being  driven  home  by  the  inflated  tube,  we  should  not 
contend  that  that  was  an  infringement.     The  Plaintiffs  do  not  suggest  that  a 
40  hook  which  holds  as  a  hook,  apart  from  the  pres«ure  of  the  pneumatic  tube,  is 
an  infringement.    The  evidence  shows  that  in  anything  effective  which  has 
been  made,  there  is  no  hold  except  by  this  being  driven  home  by  the  pressure. 
[Counsel  then  read  the  Plaintiffs'  Specification.]    The  Defendants  have  the 
arched  form,  for  the  flaps  are  not  part  of  the  cover.     fR^^BY,  L,J. — Can  you 
45  say  that  the  Defendants  have  a  dovetailed  groove  ?]     They  have  altered  the 
sluipe  and  dimension  ;  the  essence  of  the  dovetail  is  a  recess  into  which  the 
edges  of  the  tyre  are  driven.    "Cloth  and  india-rubber"  is  not  essential;  a 
man's  invention  can  be  taken  by  applying  it  to  a  more  diflBcult  case.    There 
have  been  cases  of  that  kind  in  which  the  Patentee  never  dreamed  of  uses  which 
50  were  held  to  be  uses  of  his  invention.    The  Patentee  here  has  used  words  which 
fairly  describe   his  invention.      [SMITH,  LJ. — If  you   can   get   out   of  the 
words  "  cloth  and  india-rubber,"  and  show  it  is  not  of  the  essence,  that  will  be 
sufficient  for  you.]     If  india-rubber  and  cloth  are  put  into  the  Defendants',  it 
will  db  perfectly,  but  the  Defendants  have  taken  a  form  which  enables  them  to 
$5  use  another  tyre,  but  he  has  added  only  an  exaggeration.    If  we  are  right 
in  saying  the  PlaintifEs'  invention  was  making  the  air  lock  the  coyer  into  th^ 
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metallic  rim  by  the  pressure  on  the  edge,  and  the  Defendants  have  taken  that 
and  made  the  locking  more  perfect,  simply  by  making  the  thickness  of  the  edge 
greater,  that  is  no  answer  ;  Proctor  v.  BenniSy  4  R.P.C.  333.     [RiGBY,  LJ. — 
In  Proctor  v.  Bennis  the  infringer  did  not  produce  something  which  was  an 
advantage.]     Every  improvement  can  do  something  which  the  original  cannot  5 
do,  but  our  principle  will  do  it,  although  our  drawings  will  not.    If  a  man  were 
to  make  the  recess  bigger  and  flat  at  the  top,  and  used  a  tube  of  india-rubber 
and  canvas,  he  would  certainly  be  within  the  patent ;  and  if  he  put  in  a  simple 
india-rubber  tube,  he  would  be  using  the  invention.    Canvas  and  india-rubber 
is  not  part  of  the  Plaintiffs'  claim  at  all,  which  is  for  an  elastic  tube,  a  flexible  10 
tube  and  a  rim,  held  together  by  the  pressure  of  the  internal  tube.    Some- 
body takes  that  and  says  he  wants  to  use  an  india-rubber  tube,  and  that  he 
must  make  the  holdfasts  stronger.    He  only  makes  his  security  greater,  but 
by   the   same   method ;    could    it   be    said    he  gets   outside  the    Plaintiffs' 
Specification  ?    The   Plaintiffs  show  a  particular  recess  and    a  tube  which  15 
expands  and  will  create  pressure.     [RlGBY,  L.J. — ^Only  a  limited   pressure.] 
Yes,  but  the  pressure  is  used;   if  it  gave  a  different  pressure,  it  might  be 
a  different  matter,  but  these  tubes  do  expand.    Anyone  can  see  that  by  making 
these  recesses  deeper  and  in  a  more  favourable  form  you  have  a  reserve  of 
power.     [Smith,  L.J. — It  is  making  the  Patentee  reap  the  benefit  of  what  he  20 
never  had  any  idea  of.]     It  is  not  giving  him  more  than  he  has  a  right  to. 
[Smith,  L,J. — But  the  first  man  would  find  india-rubber  would  not  do ;  he 
limits  himself  to  the  india-rubber  and  canvas  as  the  inventor  in  the  NobeVs 
Explosives  Company,  Ld,  v.  Anderson,  11  R.P.C.  519, 12  l^.P.C.  164  C*  Cellulose  " 
case).]     Yes,  there  the  inventor  limited  himself.    A  variation  in  the  shape  of  a  25 
recess  would  not  get  a  man  out  of  the  patent.    The  Defendants'  recess  will 
work  perfectly  well  with  the  canvas  and  india-rubber  tyre.     It  only  gets  a 
firmer  hold  by  altering  the  shape  of  the  recess.    Making  the  hold  stronger 
required  no  invention.   The  Defendants  have  taken  the  essence  of  the  invention, 
only,  having  applied  it  to  a  more  difficult  case,  they  have  to  intensify  the  30 
security.    Taking  the  Plaintiffs'  claim,  *'  the  combination  of  a  grooved  rim  or 
"  metal  tyre" — the  Defendants  have  that—"  and  an  arched  tyre  of  india-rubber  or 
"  other  flexible  material  held  in  the  groove  by  the  pressure  of  an  inflated  tube 
"  within  the  arch  " — the  Defendants  have  that — "  which  forces  its  edges  against 
"  the  sides  of  the  groove  substantially  as  described."  The  Defendants  have  sdl  the  35 
elements,  the  grooved  rim,  the  arched  tyre,  the  inflated  tube  holding  the  tyre 
on  by  forcing  its  edges  against  the  sides.    The  Defendants  wished  to  get  another 
way  of  doing  it.    [RiGBY,  LJ. — ^You  must  not  leave  out  the  words  "  substantially 
"  as  described."]     Substantially  as  described  means  having  the  three  elements. 
The  Patentee  shows  one  way  of  doing  it,  and  he  is  not  bound  to  show  every  40 
way  of  doing  it.    If  another  man  chooses  to  do  it  in  a  different  way,  he  still 
keeps  the  Patentee's   elements,  which  were  a  new  departure.    There  never 
was  a  cover  before  arched  by  flexible   material.    The  Defendants  have  an 
arched  tyre,  though  it  is  more  oriental  than  the  Plaintiffs.    Then  I  assume  the 
flaps  are  not  part  of  thisir  arch,  and  the  Defendants  have  an  arched  tyre,  but  a  45 
larger  arch.     It  is  just  the  grooved  rim  and  arched  tyre  of  flexible  material,  and 
it  is  held  in  the  groove  by  an  inflated  tube.     The  Plaintiffs  have  claimed  it, 
whatever  inflated  tube  is  used,  and  are  entitled  to  claim  generally.    The  words 
"  substantially  as  described  "  are  rather  words  of  expansion  than  limitation. 
The  Plaintiffs  have  shown  the  way  of  doing  it ;  the  use  of  the  inflation  of  the  50 
inner  tube  to  pin  the  ends,  thickened,  if  necessary,  into  the  recesses  of  the  rim. 
There  is  no  approach  in  the  anticipations  to  this  ingenious  method  of  holding 
it  in,  and  the  claim  is  not  too  wide.     The  Plaintiffs'  claim,  then,  is  for 
holding  on  the  cover  by  locking  the  edges  into  the  recesses  of  the  rhn  by 
means  of  an  inflated  tube.    The  Defendants  have  done  no  more  than  make  iSt 
tl^e  r^c^aaes  of  i^  different  shape.    The  Specification  supports  our  argument. 
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The  action  of  the  inflated  tube  for  keeping  this  tyre  on  was  the  novelty,  and 
all  the  Defendants  have  done  is  to  vary  their  hold  according  to  their  wants. 
Now  I  pass  to  the  point, — ^What  is  the  real  force  which  holds  this  cover  on  ?     The 
Defendants'  case  is  that  it  was  held  on  by  contractile  force  by  the  flaps.     The 
5  experiment  shows  it  was  held  on  by  the  lugs.     The  Plaintiffs  claim  only  the 
action,  not  the  material  of  the  tube.    Now,  the  specimen  of  the  Defendants* 
tyre  with  the  flaps  cut  off  works  perfectly  ;  the  addition  of  the  hook  and  the 
flanges  have  given  a  wrong  mechanical  notion  of  the  rigidity  and  strength 
of  these  things.    They  are  strong,  but  only  when  kept  home  by  the  pneumatic 
10  pressure.    The  Plaintiffs  say,  "  If  you  have  something  which  holds  on  by  being 
**  jammed  agslinst  the  sides  by  pneumatic  pressure,  you  have  taken  our  in- 
"  vention  ;  if  it  is  held  on  independently  of  the  pneumatic  pressure,  it  would 
"  not  be  within  the  invention."    With  regard  to  the  Defendants'  tyre  with  the 
flaps  off,  it  is  the  Plaintiffs'  invention  with  a  flrmer  hold  ;  it  might  be  necessary 
15  if  they  took  off  all  restraining  power  from  their  tube.    All  the  witnesses  are 
agreed  that  the  hooks  are  of  no  use  for  the  purpose  of  holding  this  rubber  tube, 
unless  you  have  the  pneumatic  pressure  holding  it  against  the  sides.    This 
is  of  great  importance,  because  hook  tyres  have  never  been  used.     With  the 
recesses    in   the  rim,    and    making -this    flexible    stuff  jammed  home,    the 
20  flexible  india-rubber  tube   is  as  good    as  the   most    rigid  thing.     There   is 
the  same  action  in  the  Defendants'  as  in  the  Plaintiffs'.    The  pull   is  there 
in  every  case,  but   the   Defendants'  has    more  pull,  and  it  is  counteracted 
more   directly  by  the  pressure   between   the    flange  and  the    edge    of    the 
rim.     But  what  makes  it  possible  to  resist  the  tension,  whether  by  a  dove- 
25  tail  or  a  square  or  even  a  hook,  is  the  pneumatic  pressure.    Lord  Kelvin  meant 
to  say  that  the  pressure  did  not  press  the  india-rubber  against  this  hard  surface, 
but  it  may  press  it  into  a  position  where  it  can  engage.     [RiGBY,  L,J, — You 
say  they  could  not  make  use  of  the  tension  without  using  the  outward  pressure 
of  the  air  to  keep  the  flange  in  a  position  to  act  on  the  tension.]     That  is 
HO  exactly  it.    The  pull  is  an  enemy  to  both  the  Plaintiffs  and  Defendants,  for 
they  would  not  need  hooks  but  for  that.    If  the  pull  could  only  be  got  rid  of, 
the  tyre  would  stay  on  by  itself.    The  Defendants  have  an  exaggerated  pull, 
because  their  inner  tube  has  no  self-restraint.    They  neutralize  the  pull  with 
the  force  the  Plaintiffs  taught  them  to  apply,  the  metal  component,  but  with  the 
35  use  of  the  pressure  as  well.    The  pressure  of  the  air  above  will  not  resist 
the  pull.    The  Plaintiffs  had  to  deal  with  a  self-restraining  pull,  and  con- 
sequently the  metal  component  had  not  much  to  do,  and  the  air  pressure  had  to 
hold  it  home,  and  was  sufficient.    The  Defendants  have  a  stronger  pull  in  their 
rubber  tyre,  and  they  gave  their  metal  component  a  great  deal  to  do  ;  but  the 
40  element  of  the  pressure  was  still  essential.    The  Defendants  certainly  have  more 
to  do  in  the  way  of  resistance ;  but  the  mode  of  using  the  force,  under  the 
principle  the  Plaintiffs  gave  them,  has  proved  sutflcient  for  this  more  difficult 
task,  simply  by  altering  the  shape  of  the  parts.     There  are  some  cases  which 
show  how  far  the  Courts  have  recognised  that  a  man's  invention  may  be  very 
45  protean — may  take  quite  different  shapes  which  he  had  not  thought  of.     United 
Telephone  Company  v.  CoXn  Harrison^  and  Co.^  L.R.  21  Ch.D.  720,  in  which 
Edison  discovered  the  phonograph  between  the  Provisional  and  Complete,  and 
put  it  into  the  Complete,  and  the  patent  was  held  invalid,  and  it  was  amended  bj 
striking  that  out.    The  enormously  valuable  invention  of  the  telephone  depended 
50  on  that.    Edison  gave  most  elaborate  directions  to  make  a  tension  register, 
and  it  was  afterwards  found  out  almost  anything  would  do.    In  the  case,  the 
infringement  was  a  handful  of  coke  in  a  big  pill  box  and  a  piece  of  thin 
platinum  on  top.    Fry^  J.,  held  that  there  were  all  the  essentials,  but,  when 
once  you  had  enriched  the  world  with  this  method,  you  might  do  it  in  a 
55  hxmdred  thousand  ways.    They  have  all  been  held  to  be  within  the  patent, 
end  yet  no  one  has  made  a  single  telephone  within  EldisQn's  f|rst  invention, 
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[RiGBY,  L.J. — The  invention  here  is  hardly  like  Edison's.']  No,  but  it  was  to 
show  that  where  the  Plaintiffs  had  showed  a  way  to  hold  on  a  thing,  which 
would  not  hold  on  itself,  by  the  pressure  of  air,  they  could  alter  the  shape  of 
the  recesses  if  they  liked.  There  are  two  judgments  in  favour  of  the  patent, 
those  of  Romery  J.,  and  North,  J.  Romer,  J.,  called  in  the  assistance  of  Swinbuime  5 
on  the  point  of  contractile  force.  The  Defendants  boldly  said,  that  there  was  a 
contraction  which  drew  away  the  lugs  from  the  inturned  edges,  and  that  the 
tyres  held  on  without  the  edges  at  all.  Romer,  J.,  did  not  wish  to  decide 
in  the  conflict  of  evidence,  and  called  in  Swinburne^  and  the  matter  was 
investigated.  Certainly,  if  the  Defendants  had  a  contractile  force  such  as  they  10 
claimed,  they  would  be  outside  our  patent ;  but  they  will  have  to  go  a  long 
way  to  get  it.  [LiNDLBY,  L.J. — We  understand  your  point ;  let  us  hear  the 
judgments.  (The  judgment  of  North,  J.,  and  part  of  that  of  Romer,  J.,  were 
then  read.)]  The  Defendants  in  the  former  case  avoided  the  inconsistency  which 
affects  the  Defendants  here.  Here,  the  Defendants  say  that  the  Plaintiffs'  tyre  15 
is  very  largely  held  on  by  friction,  and  they  say  it  does  not  act  as  a  dovetail ; 
that  is  a  contradiction.  As  to  the  second  claim,  that  is  not  put  higher  than  the 
first,  but  it  puts  the  parts,  (a)  cover,  (b)  the  iron  rim,  and  (c)  is  the  inner  tube. 
The  three  parts  are  combined  in  a  certain  way,  so  as  to  produce  certain  results. 
The  substance  does  not  depend  on  the  details  by  which  the  hold  of  the  cover  20 
is  secured  to  the  edges  of  the  rim.  Hitherto  there  was  a  cover  kept  on  by 
strips  of  canvas  and  cemented.  As  soon  as  the  patent  came  out,  there  were 
dozens  of  patents  for  the  idea,  in  different  ways,  of  a  cover  and  rim  making  a 
complete  sheath  for  the  inner  tube. 

GrippSy  Q.C.,  replied.  25 

LiNDLBY,  L.J. — The  judgment  of  the  Court  will  be  delivered  by  my  brother 
Smith. 

Smith,  L.J.— For  some  years  prior  to  the  Plaintiffs'  patent  of  the  21st  of 
October  1890,  inventors  had  been  at  work  in  designing  means  whereby  to  affix 
india-rubber  tyres  to  cycle  wheels,  and  numerous  patents  in  that  behalf  had  30 
been  taken  out.    It  would  be  only  mis-spent  time  to  trace  in  detail  how,  upon 
cycle  wheels,  iron  tyres  gave  way  to  solid  rubber  tyres,  which  became  super- 
seded by  cushion  rubber  tyres,  which  in  their  turn  were  replaced  by  hollow 
rubber  tyres  inflated  with  air  (called  pneumatic  tyres),  nor  the  many  inventions 
which  were  patented  whereby  to  affix  these  different  tyres  to  the  outside  metal  35 
circumference  of  these  wheels,  for  all  these  tyres  and  modes  of  affixing,  whether 
by  cement,  lacing,  or  other  methods,  are  things  of  the  past,  and  it  is  established 
beyond  question  that  the  Patentee,  Mr.  Bartlett,  by  the  invention  which  he 
patented  in  October  1890,  took  an  entirely  new  departure  from  anything  which 
had  gone  before,  as  regards  both  the  method  and  the  means  of  affixing  a  pnetf-  40 
matic  rubber  tyre  to  a  cycle  wheel.    That  Mr.  BartUtVs  invention  is  the  good 
subject-matter  of  a  patent,  and  of  great  utility,  cannot  be  doubted,  and  indeed 
this  is  not  really  in  contest  before  us.    The  question  is, — Have  the  Defendants 
infringed  it  ?   Before  I  turn  to  the  Specification  to  see  what  it  is  that  Mr.  Bartleit 
has  invented,  and  protected  by  his  patent,  I  will  point  out  what,  by  the  evidence,  45 
is  clearly  shown  to  be  the  pith  and  marrow,  to  use  Lord  Cairns'  expression,,  of 
the  invention.    It  is  this — ^that  by  inflating  with  air  a  separate  and  detached 
inflatable  tube  placed  around  the  grooved  circumference  of  a  cycle  wheel,  a 
loose  separate  cover  of  india-rubber  or  other  flexible  material  placed  over  tms 
inflatable  tube  can,  when  the  tube  is  inflated,  be  firmly  affixed,  and  kept  affixed  50 
at  its  edges,  to  the  grooved  metal  circumference  of  the  wheel,  so  that  such  cover 
becomes,  and  is,  the  surface  of  the  tyre  on  which  the  wheel  runs.    The  real  and 
great  invention  consists  in  affixing  and  keeping  affixed  the  edges  of  this  loose 
cover  to  the  inturned  metal  rims  of  the  wheel  by  means  of  the  lateral  pressure 
of  air  which  presses  the  edge  of  the  cover  against  the  inturned  metal  rimB,  55 
which  pressure  of  air  ifl  brought  into  play  by  the  inflation  of  the  separate  anh 
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detached  tube,  and  thus  the  cover  becomes  the  tyre  of  the  wheel.  The  air  in 
this  inflatable  tube  is  described  as  a  strut  acting  against  the  inside  edges  of  the 
cover,  so  that  those  edges  are  kept  jammed  up  against  the  intumed  flanges  of 
the  wheel  and  thus  kept  in  position.  The  merit  of  the  invention  is  beyond 
5  dispute.  By  inflating  this  internal  tube  an  easy  and  expeditious  means  of 
effecting  a  strong  and  secure  adjustment  of  the  cover — that  is,  the  tyre — ^to  the 
wheel  is  at  once  effected  ;  by  deflating  the  tube  an  equally  easy  and  expeditious 
means  of  taking  off  the  tyre,  as  also  the  tube,  to  remedy  any  puncture  or  injury 
which  may  have  happened  to  either,  is  at  once  afforded.    This  being  the  inven- 

10  tion>  I  turn  to  the  Specification  to  see  how  the  Patentee  describes  his  invention, 
and  what  he  has  covered  by  his  patent.  "  This  invention,"  he  says,  "  relates  to 
"  tyres  which  consist  of  a  flat  endless  band  of  india-rubber  wider  than  the 
''  dovetailed  groove  into  which  it  is  inserted,  so  that  it  assumes  an  arched  form 
"  when  in  place."    So  far  the  Patentee  deals  with  what  has  been  called  the 

15  cover,  which,  as  will  be  seen,  becomes  the  outside  tyre  of  the  wheel.    What  he 

.  calls  the  dovetailed  groove  is  the  groove  formed  by  the  circular  bottom  of  the 

metal  groove  upon  the  outside  circumference  of  the  wheel  in  conjunction  with 

the  intumed  rims  annexed  thereto.    "I  introduce,"  he  says,  "between  the 

**  arched  outside  tyre  " — that  is  to  say,  the  cover — "  and  the  circular  bottom  of 

2()  "  the  metal  rim  " — that  is  to  say,  of  the  wheel — "  a  tube  constructed  of  cloth  and 
**  india-rubber  provided  with  a  branch  for  fllling  it  with  compressed  air." 
Here  is  the  separate  and  detached  inflatable  tube  which  is  the  fona  et  origo  of 
the  whole  invention.  "  By  this  arrangement,"  he  continues,  "  the  outer  band 
"  tyre  may  be  reduced  in  thickness,  and  while  assisting  in  sustaining  the  pres- 

25  "  sure  (from  weight)  on  the  outside  band  the  lateral  pressure  of  the  inside  air  " — 

that  is  to  say,  when  the  tube  is  inflated — ^^  will  press  its  edges  " — that  is  to  say, 

of  the  cover — "  tightly  against  the  dovetailed  flanges  of  the  metal  rim  at  the 

^momentarily  bearing  part  of  the  tyre."    Here,  in  clear  language,  is  the 

*  affixment  of  the  tyre  to  the  wheel  by  means  of  the  inflation  of  the  separate 

30  and  detached  inflatable  tube,  which  is  the  mainspring  of  the  invention.  The 
Patentee  then  gives  a  description  of  what  the  drawings  show,  namely,  the 
outside  tyre  of  india-rubber  or  other  elastic  material,  the  metal  tyre  or  rim 
o.f  the  wheel,  the  inflatable  tube  in  the  groove  of  the  metal  circuinference  oi 
the  wheel  and  beneath  the  outside  india-rubber   tyre,  and,  lastly,  the  tube 

35  used  for  fllling  the  inflatable  tube,  and  he  declares  his  claim  to  be  as  follows : — 
"  (1)  The  combination  of  a  grooved  rim  or  metal  tyre  and  an  arched  tyre  of 
*^  india-rubber  or  other  flexible  material,  held  in  the  groove  by  the  pressure  of 
"  an  inflated  tube  within  the  arch,  which  forces  its  edges  against  the  sides 
"of  the  groove,  substantially  as  described."    There  is  a  second  claim,  but  it. 

40  appears  to  me  neither  to  add  to  nor  to  diminish  the  first  claim.  It  was  strongly 
urged  before  us  that  the  words  "  substantially  as  described  "  tied  the  Patentee 
Sown  to  the  dovetailed  groove,  the  horse-shoe  arched  cover,  and  the  composite 
india-rubber  and  cloth  tube  mentioned  in  the  Specification.  But  so  to  construe 
the  patent  would  be  to  miss  the  real  invention  of  the  Patentee  disclosed  in 

45  his  Specification.  These  details  are  mere  examples  showing  how  the  invention 
can  be  applied  in  practice.  Again,  it  was  urged  that  the  invention  was  useless 
for  a  highly  elastic  inflated  tube ;  and  that  instead  of  showing  how  to  use 
such  a  tube,  the  directions  in  the  Specification  exclude  its  use,  and  are  mis- 
leading if  applied  to  it.    But  this  again  is  only  true  if  the  patent  is  construed 

50-  so  narrowly  as  to  miss  the  true  invention,  and  to  confine  the  Patentee  to  the 
particular  mode  of  applying  it  which  he  has  described.  It  was  also  urged 
that  unless  the  Specification  and  claim  were  construed  thus  narrowly,  the 
patent  would  be  bad  for  want  of  novelty.  But  the  evidence  does  not  bear  this 
out ;  for  no  one  had  realised  the  importance  of  making  a  tyre  of  a  loose  cover, 

5b  kept  in  its  place  by  the  pressure  of  an  inflated  tube  beneath  it.  Bartlett  realised 
Has,  and  e&owed  how  to  do  it.    He  may  not  have  seen  that  his  invention 
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cdnld  be  applied  to  purposes  which  farther  experience  shows  it  can  be  applied 
to.  Bat  this  circumstance  neither  invalidates  his  patent  nor  restricts  its 
operation.  It  is  familiar  law  that  a  new  use  of  an  old  machine  cannot  be  the 
subject-matter  of  a  patent ;  and  if  the  old  machine  is  patented,  any  use  of  it 
for  any  purpose  to  which  it  can  be  applied  is  an  infringement.  Anyone  5 
grasping  the  real  invention  of  the  Patentee  in  this  case  would  see  that  to  check 
a  tendency  to  blow  the  cover  off  by  pressure  from  below,  the  grips  on  the 
cover  must  be  increased  ;  and  that  if  the  grip  afforded  by  a  groove,  as  shown 
by  the  Patentee's  drawing,  was  insufficient,  that  grip  must  be  increased  by 
turning  down  the  edges  of  the  metal  part  of  the  tyre.  Such  a  modification  10 
might  be  an  improvement,  but  it  would,  nevertheless,  involve  the  use  of  the 
Patentee's  invention,  and  be  an  infiingement  of  his  rights. 

Now,  taking  first  of  all  the  major  component  parts  of  the  Plaintiffs'  invention, 
and  leaving   for  the  present  other  matters  out  of  consideration,  to  which  I 
shall  have  hereafter  to   refer  in  detail,  I   find   that   in  the  first  place   the  15 
Defendants  take  a  separate  and  detached  inflatable  tube,  and  place  it  In  a 
groove  round  the  circumference  of  the  wheel,  as  in  the  Plaintiffs'  patent.     In 
the  next  place,  by  means  of  inflating  with  air  this  tube,  they  affix  and  keep 
affixed  to  the  intumed  metal  rims  of  the  wheel,  their  loose  cover  of  india- 
rubber  or  other  flexible  material,  which  thereby  forms  the  tyre  of  their  wheel,  20 
as  in  the  Plaintiffs'  invention.     Lastly,  they  keep   their  inflatable  tube  and 
their  outside  cover  or  tyre  separate  and  distinct  from  each  other,  as  in  the 
Plaintiffs'  invention,  whereby  the  peculiar  merits  of  the  Plaintiffs'  invention 
are  attained.     That  the  Defendants  have  taken  these  three  great  &ctorB  of 
the   Plaintiffs'  invention   cannot  be   denied.     It  is  argued  on  their  behalf,  25 
although  this  is  so,  that  by  the  use  of  an  inflatable  tul^  made  of  pure  india- 
rubber,  with  a  bead  roll  (or,  as  I  shall  call  them,  lugs)  around  its  outside 
edges,  in  the  place  of  a  composite  tube   of  cloth  and  india-rubber,  and  by 
intuming  the  metal  rims  of  the  wheel  to  about  the  angle  of  a  rigbt-angle  to     . 
the  outside  circumference  of  the  wheel,  mechanical  forces  and  mechanisms  30 
wholly   different   and   distinct   from   those   employed   by  the   Plaintiffs    are 
brought  into  action,  and  consequently  they  have  not  infringed  the  Plaintiffs' 
patent.    It  has  been  proved  by  the  Defendants,  that  with  the  rims  inclined 
slightly   inwards,  as  shown  upon   the   drawings  attached   to  the    Plaintiffs' 
Specification,  an  infiatable  tube  of  pure   india-rubber  cannot  be  used  with  35 
efficiency.    Sir  Frederick  Bramwell,  called  by  the  Plaintiffs,  in  cross-examina- 
tion, in  answer  to  the  question,  "  Supposing  the  inside  tube  were  of  rubber, 
^  take  this  Figure  1  (that  is  to  say,  in  Plaintiffs'  Specification),  and  you  kept  on 
"  blowing   and  expanding  it,  would  that  blow  the  outside  tyre  off  ? — I  am 
"  inclined  to  think  that  it  would."    Dr.  Hopkinson,  called  for  the  Plaintiffs,  40 
also  under  cross-examination,  was  asked,   "Now  take  Figure  J,  suppose  the 
"  tyre  there  had  been  inflated  with  a  rubber  tube  instead  of  a  tube  partly  of 
"  rubber  and  partly  of  other  material,  would  what  you  call  the  dovetail  action, 
"  as  shown  in  Figure  1,  have  been  sufficient  to  counteract  it  ? — Possibly  not. 
"  (Q.)  If  in  Figure  1  the  inner  tube  is  rubber,  what  would  be  the  result  ? —  45 
"  The  outer  tyre  might  possibly  blow  off " ;   and  Mr.  Swinbumey  a  witness 
for  the   Plaintiffs,  who  had  made    experiments    with    a    rubber   tube  and 
inturned  rims,  as  in  Figure  1,  stated  that  the  cover  was  blown  off  at  about 
12  lbs.,  or  something  of  that  sort.     Lord  Kelvin  (page  292)  and  Mr.  Dugald 
Olerky  called  for  the  Defendants,  also  said  that  this  was  so,  the  latter  stating  50 
that  the  tyre  would  be  thrown  off  at  a  few  pounds  pressure,  and  that  he 
had  tried  the  experiment    many  times.      It  is  material   to   point   oat   that 
the  evidence  shows  not  only  that  a  pure  india-rubber  tube  would  not  be 
effective  unless  the  outside  metal  rims  were  more  intumed  than  shown  upon 
the  Patentee's  drawings,  but  it  also  shows  that,  in  the  Patentee's  invention,  55 
besides  the  lateral  outward  pressure  produced  by  the  inflation  of  the  tube,  tharv 
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is  also  an  upward  tension  or  pull  which  Mr.  Moulton  designated  as  the  common 
enemy  to  both  the  Plaintiffs  and  Defendants,  and  which  had  to  be  counteracted 
by  each  ;  and  in  this  I  agree.  It  is  part  of  the  Defendants'  case  that  they 
have  this  upward  pull,  which  has  to  be  counteracted,  and  so  have  the 
5  Plaintiffs.  But  although  a  tube  of  pure  india-rubber  is  not  effective  without 
the  metal  rims  being  intumed  to  about  a  right-angle  to  the  outside  circum- 
ference of  the  wheel,  how  does  this  show  that  the  Defendants,  by  using  a  tube 
of  pure  iudia-rubber  in  the  place  of  a  composite  tube  of  cloth  and  india- 
rubber,  and  intuming  the  rims  as  they  have  done  to  meet  the  then  exigencies 

10  of  the  case,  have  not  taken  the  essence  of  the  Plaintiffs'  invention,  and  thus 
infringed  this  patent  ?  I  do  not  find  in  the  Plaintiffs'  Specification  that  it  is 
made  an  essential  and  necessary  part  of  their  invention  that  the  inflated  tube 
must  be  of  cloth  and  india-rubber  and  of  no  other  substance.  It  may  well  be 
that  the  Patentee,  when  he  drew  his  Specification,  thought- the  cloth  and  india- 

15  rubber  was  the  best  material  with  which  to  construct  his  inflatable  tube  and 
bring  his  invention  into  play  with  the  metal  rims  intumed  as  shown  in  the 
drawings,  and  with  such  rims  this  tube  is  thoroughly  effective.  Although  in 
the  Specification  the  Patentee  describes  the  tube  as  being  of  cloth  and  rubber, 
in  his  claim  he  omits  all  description  of  what  material  the  inflatable  tube  is  to 

20  be  made,  though  he  does  say  that  the  tyre  of  india-rubber  or  other  flexible 
material  is  to  be  held  in  the  groove  by  the  pressure  of  an  inflated  tube 
substantially  as  described.  It  will  be  noticed,  too,  that  in  the  Specification  no 
special  angle  is  described  at  which  the  metal  rim  is  to  be  intumed.  I  can  find 
nothing  therein  to  show  that  the  Patentee  made  it  an  essential  and  necessary 

25  part  of  the  invention  that  the  metal  rims  should  always  be  turned  inwards  at 
the  angles  as  shown  upon  Drawings  1  and  2.  It  is  true  that  he  speaks  of  a 
dovetailed  groove  and  a  dovetail  flange.  What  angle  such  embraces  it  is  hard 
to  say,  seeing  that  such  giants  as  Sir  Frederick  Bramwell^  Dr.  Hopkinsony 
Lord  Kelvin^  and  Mr.  Dugald  Clerk  are  not  in  agreement  upon  this  subject, 

30  the   two  former  asserting  the   Defendants'   intumed  rims  show  a  dovetailed 

action,  the  two  latter  asserting  the  contrary.    The  drawings,  in  my  opinion, 

are  but  examples  as  to  a  way  in  which  the  Plaintiffs'  invention  may  be  carried 

out. 

If  the  Defendants  had  thought  fit  to  use  an  infiatable  tube  of   cloth  and 

35  india-rubber  with  metal  rims  intumed  as  they  have  intumed  them,  could  it 

be  said  that  they  would  not  have  infringed  the  Plaintiffs'  patent  ?    I  think 

not.     If  so  the  angle  at  which  the  metal  rim  is  intumed  is  not  of  the  essence 

of  the  invention. 

Now,  in  addition  to  taking,  as  I  have  above  pointed  out,  the  three  major  Actors 

4(»  of  the  Plaintiffs'  invention,  the  Defendants  have  also  done  this,  having  made 
their  detached  inflatable  tube  of  pure  india-rubber,  instead  of  cloth  and  india- 
rubber,  and  having  to  make  it  effective,  they  turn  inwards  the  metal  rims  of  the 
wheel  so  as  to  be  at  about  right-angles  to  the  outside  circumference  of  the  wheel, 
they  place,  as  before  stated,  a  lug  around  the  outside  of  the  cover  so  as  to  fit  in 

45  underneath  the  intumed  metal  rim,  and  they  add  a  rubber  flap  to  each  of  the 
lower  edges  of  the  cover,  which  overlap  each  other,  and  they  make  the  cover 
itself  broader  than  the  Plaintiffs'  cover.  By  these  additions  and  alterations  the 
Defendants  assert  that,  independently  of  the  lateral  and  outward  pressure 
by  which  the  Plaintiffs  unquestionably  afBx  and  keep  affixed  their  tyre  to  the 

50  wheel,  they  bring  into  existence  mechanical  forces  and  mechanisms  distinct 
from  those  utilised  by  the  Plaintiffs  to  affix  their  tyre  to  the  wheel,  and 
amongst  these  is  that  of  a  hook  action,  which  acts  by  way  of  tension  or  pull, 
and  not  by  way  of  pressure,  and  that  by  this  it  is  that  they  affix  their  tyre  to  the 
wheel  independent  of  the  Plaintiffs'  lateral  and  outward  pressure.    Had  the 

55  Defendants  been  able  to  establish  this,  they  would,  I  should  have  said,  have  had 
»  gO04  defence  to  this  action ;   bat  here  it  is  that  their  case  fails,  for,  in 
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my  judgment,  the  Plaintiffs  prove  that  the    Defendants  do  take  and  nee 
the  lateiNBkl  outward  pressure  which,  as  before  shown,  is  the  germ  and  mainspring 
of  the  Plaintiffs'  invention,  and  without  which  what  the  Defendants  have  done 
would  be  of  no  practical  utility.    Scientific  evidence  of  a  very  high  class  has 
been  called  on  each  side,  and,  having  heard  it  elaborately  commented  upon  and  5 
discussed,  I  am  satisfied  that  the  position  taken  up   by  the   Defendants  is 
erroneous.    In  the  first  place,  it  appears  to  me  clear  that  both  the  Plaintiffs  and 
the  Defendants  have  to  combat  with  what  has  been  called  the  upward  pull 
brought  into  existence  by  the  inflation  of  the  tube.    This  upward  pull  has  little, 
if  anything,  to  do  with  affixing  the  outside  cover  or  tyre  to  the  wheel.    It  is  the   10 
force  to  be  counteracted  and  got  rid   of.     The  evidence  of  Sir  Frederick 
Bramivelly  Dr.  Hopkinaon,  Mr.  Sivinhume,  Lord  Kelvin,  and  of  Mr.  Dugald 
Clerk,  before  referred  to,  shows  this  to  be  so.    In  the  Plaintiffs'  invention  this 
upward  pull  was  in  part  counteracted  by  the  tube  being  composed  of  cloth  and 
india-rubber,  which  placed  a  limit  upon  the  expansion  of  the  tube  upwards,  as  15 
well  as  in  other  directions.    The  Defendants,  when  they  use  a  pure  india- 
rubber  tube,  seek  to  counteract  this  upward  pulling  action  caused  by  the 
inflation  of  the  tube,  by  the  lugs  attached  to  the  outside  of  their  cover  fitting  in 
underneath  the  intumed  rim,  but  neither  of  these  counteractors  to  the  upward 
pull  would  be  of  utility  in  practice,  unless  there  was  also  existing  at  the  same  20 
time  the  lateral  outward  pressure  of  the  air  jamming  the  edges  of  the  outside 
cover  against  the  metal  rim  of  the  wheel.    It  appears  to  me  that  to  counteract 
this  upward  pulling  action  the  Defendants,  as  well  as  the  Plaintiffs,  have  to  rely 
on  the  lateral  pressure  produced  by  the  inside  tube.    I  know  the  Defendants 
deny  this,  and  that  they  say  the  hook  action  does  it,  but  this  action  was  not  85 
sufficient  without  the  lateral  pressure  which  keeps  the  Defendants'  flanges  from 
buckling  back  and  pulling  out.    The  Plaintiffs,  it  is  true,  reduce  the  upward 
pull    by  making  the  inner  tube  less  elastic,  and  the  upward   pull  in  the 
Defendants'  tyre  is  much  stronger,  and  is  counteracted  by  what  is  called  the 
hook.    But,  as  before  stated,  neither  of  these  counteracting  actions  would  be  of  30 
practical  utility  without  the  force  of  the  lateral  pressure  utilised  and  brought 
into  action   by  the   Plaintiffs'  invention.     To  show   that  this  is  so,  I  will 
first  take  the  evidence  of  Mr.  Swinburne,  called  by  the  Plaintiffs.    He  said 
that  the  holding  effect  produced  by  the  Defendants  was  the  air  pressure  pulling 
the  tyre  so  as  to  bring  the  flanges  (lugs)  into  gear  with  the  hooks  hard  ;  then,  35 
having  described  an  experiment  which  he  had  made  with  what  is  called  a  shield 
(I.S.  3, 1.S.  4),  he  was  asked,  "  {Q,)  Did  the  shield  permit  the  pressure  of  the 
"  pneumatic  tube  to  be  transmitted  to  the  outer  part  or  crown  of  the  tyre  ? — 
"  Yes.    {Q.)  So  as  to  stretch  it  tight  ?— So  that,  of  course,  the  whole  of  the  outer 
*^  part  of  the  cover  was  stretched.     {Q,)  And  the  flanges  (lugs)  pulled  against  40 
**  the  hooks  ? — And  the  flanges  (lugs)  pulled  tight  against  the  hooks.    (^.)  Did 
*'  you  find  then  that  the  pressure  of  air  in  the  region  of  the  flange  (lug)  or  the 
"  hooks  was    necessary  to    make    the    tyre    secure  ? — It  was.    {Q.)  In    the 
**  Defendants'  tyres,  do  you  find  that  the  air-pressure  is  essential  to  secure  the 
"  holding  on  of  the  outer  element  ? — Yes,  I  find  that  it  is  essential,  not  only  in  45 
^^  causing  the  pull  which  makes  the  hooks  gear  against  the  flange  (lug),  but  also 
"  essential  to  keep  the  flanges  (lugs)  in  gear  with  the  hook  by  locally  pressing 
"  it."    Mr.  Swinburne  also   performed*  an  experiment    with    a  tape,  which 
was  shown  to  us  by  Mr.  Moulton  in  Court,  and  which  demonstrated  what 
Mr.  Swinburne  had  deposed  to  be  correct.    I  now  take  the  following  evidence  50 
from  that  given  by  Lord  Kelvin  for  the  Defendants.    He  was  asked  the 
following  questions  upon  the  assumption  that  the  flaps  were  cut  off  the 
Defendants'  outside  cover  so  as  to  get  rid  of  any  suggestion  of  friction  : 
"  (00  Now  just  considering    ...    the  tyre  cover  is  pressed  up  to  the  hook 
**  there  by  the  pneumatic  pressure  inside  ? — Entirely,  and  with  no  help  from  55 
"  friction,    .    ,    .    {Q.)  Now,  that  action  of  pressing  the  tyre  cover  against  the 
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^  edge  of  the  rim  is  egsential  to  holding  the  tyre  cover  on  ? — It  is  not  essential 
**  bnt  practically  it  is  essential.  .  .  .  For  good  practical  working  I  consider 
'^  it  essential  ,  .  .  (Q.)  If  it  was  not  that  the  cover  was  pressed  tight 
'^  against  the  edge  of  the  rim,  it  would  not  hold.  I  put  it  to  yon,  the  flange 
5  "  (lug)  wonld  double  back  and  the  cover  would  come  out  ? — The  outside  bottom 
"^  of  the  lug  is  kept  from  capsizing  by  pressure  against  the  rim.  (Q.)  The 
"  pressure  coming  from  the  air  tube  ? — Certainly.  (§.)  The  lug  is  pressed 
^  perpendicular  to  the  surface  of  the  air  tube  there,  so  that  it  is  close  against  the 
'*  edge  of  the  rim,  and  without  that  the  hold  would  fail  ? — Without  that  pressure 
10  *'  protecting  the  lug  from  capsizing  it  would  capsize.  {By  the  Judge.)  It  would 
**  capsize  and  the  hold  would  fail  ? — ^Yes."  This  evidence  shows  me  that 
although  the  lugs  fitting  in  beneath  the  intumed  edge  of  the  Defendants'  rim 
tend  to  counteract  the  upward  pulling  action  created  by  the  inflation  of  the  tube 
with  air,  yet  without  the  lateral  and  outward  pressure  of  the  inflated  tube,  which 
15  is  the  force  utilised  by  the  Plaintiffs,  and  which  keeps  the  edges  of  the  outside 
cover  both  of  the  Plaintiffs'  and  the  Defendants*  immovably  jammed  up  against 
the  rim  of  the  wheel,  what  the  Defendants  have  done  would  be  of  no  real  utility 
in  actual  practice,  and  it  is  not  true  to  say  that  the  Defendants  have  not  taken 
and  used  the  mechanical  force  of  the  Plaintiffs,  which,  as  I  have  before  stated, 
20  is  the  germ  and  mainspring  of  their  invention,  for,  in  my  judgment,  it  has  been 
undoubtedly  proved  that  they  have  done  so.  It  was  argued  that  the  two  flaps 
which  the  Defendants  added  to  the  lower  edges  of  their  outside  cover  differen* 
tiated  what  they  had  done  from  what  had  been  patented,  and  caused  them  not 
to  be  infringers  of  the  Plaintiffs'  patent.  It  was  said  that  by  the  friction  created 
25  by  these  flaps,  in  conjunction  with  the  hook  action,  and  a  contractile  force,  about 
which  hereafter,  the  Defendants'  tyre  was  held  on  to  the  wheel.  I  have  dealt 
with  the  hook  action.  But  to  create  friction  there  must  be  motion,  or  a  tendency 
to  move.  Now,  the  evidence  shows  that  by  means  of  the  lateral  and  outward 
pressure  brought  to  bear  by  the  inflatable  tube  upon  the  edges  of  the  cover 
30  against  the  rim  of  the  wheel,  these  edges  are  kept  flxed  and  immovable  against 
the  rim,  so  that  the  flaps  are  also  immovable.  If  this  be  so,  there  is  no  friction. 
The  evidence  also  shows  that,  with  the  flaps  cut  off,  what  the  Defendants  have 
done  works  equally  well  as  with  the  flaps  on.  In  these  circumstances  the 
Defendants*  cannot,  in  my  opinion,  rely  upon  the  addition  of  these  two  flaps  as 
35  showing  that  they  are  not  infringers  of  the  Plaintiffs'  patent,  and  Lord  Kelvin 
himself  stated  that  he  would  have  expected  the  Defendants'  tyre  to  keep  on 
when  the  flaps  were  cut  off. 

I  now  come  to  the  point,  about  which  a  large  amount  of  controversial  evidence 

was  given,  viz.,  that  the  Defendants  had  brought  into  action  by  what  they  had 

40  done  a  mechanical  force  called  a  contractile  force,  whereby  their  cover  was 

largely  held  on  to  the  wheel  without  the  Plaintiffs'  lateral  and  outward  pressure, 

and  that  this  force  is  to  be  found  in  their  outside  cover.     That  this  force  exists 

in  some  cases  I  do  not  doubt,  and,  indeed,  its  existence  was  shown  to  us  in 

Oourt  by  the  inflation  of  a  hollow  tube  of  india-rubber  which  was  placed  around 

45  the  circumfei*ence  of  a  wheel  unflxed  thereto.    It  was  shown  that  the  diameter 

of  this  hollow  tube  could  be  so  contracted  by  inflation  of  the  tube,  that  although 

before  inflation  the  rubber  tube  fltted  around  the  outside  circumference  of  the 

wheel,  aftor  inflation  it  fitted  around  underneath  the  outside  circumference  of 

the  wheel.    This  experiment  was  made,  as  I  have  said,  with  a  detached  hollow 

50  tube  ;  but  how,  when  the  lugs  of  the  tube  are  firmly  jammed  against  and  kept  in 

position  upon  the  intumed  metal  rim  around  the  outside  circumference  of  a 

wheel,  as  the  cover  is  proved  to  be  in  the  present  case,  inflation  can  set  up  an 

effective  contractile  action  around  that  wheel,  I  do  not  comprehend,  nor  does 

the  evidence  lead  me  to  the  conclusion  that  it  does  so.    Mr.  Swinburne's 

55  experiment  of  the  postage-stamp  paper  placed  across  a  lateral  incision  in  one 
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of  the  flaps  shows  that  there  is  no  contractile  effect  in  them.  Bat  whether 
there  be  such  an  effect  as  to  the  outward  portion  of  the  cover  in  what  the 
Defendants  have  done,  I  am  satisfied  that,  apart  from  the  force  used  to 
counteract  the  upward  pull  as  above  described,  the  effective  force  which  keeps 
the  Defendants'  tyre  affixed  to  the  wheel  is  the  lateral  outward  pressure  which  5 
is  undoubtedly  claimed  and  covered  by  the  Plaintiffs'  Specification. 

For  the  reasons  above,  I  think  that  Mr.  Justice  North  arrived  at  a  right 
conclusion  in  holding  that  the  Defendants  were  infringers  of  the  Plaintiffs* 
patent,  and  that  this  appeal  mast  be  dismissed,  with  costs. 

Sivinfen  Eady^  Q.C. — I  ask  for  a  stay,  there  was  originally  a  motion  for  an  10 
interlocutory  injunction,  and  the  Defendants,  who  are  out  of  the  jurisdiction, 
paid  iiOOZ.  into  Court,  and  undertook  to  keep  an  account.  After  the  trial, 
Mr.  Justice  North  stayed  the  injunction,  so  as  to  give  the  Defendants  an 
opportunity  of  appealing,  and  then  if  they  appealed,  he  stayed  it  until  the 
hearing.  J  ask  now  for  a  stay  for  such  time  as  to  give  us  a  reasonable  15 
opportunity  of  communicating  with  our  clients,  who  are  foreign  principals  in 
Chicago,  and  if,  as  the  result  of  consideration,  it  is  determined  to  go  further 
with  it,  then  that  the  injunction  may  be  stayed  till  the  appeal  is  disposed  of. 
Of  course,  we  should  undertake  to  appeal  at  once. 

LiNDLBY,  L,J. — What  are  you  doing  in  the  meantime  ?  20 

Swinfen  Eady^  Q.C. — We  are  keeping  an  account  in  the  meantime,  and  have 
paid  500/.  into  Court. 

LiNDLBY,  LJ, — That  is  for  costs,  I  suppose  ? 

Swinfen  Eady^  Q.C. — ^No,  quite  apart  from  costs.    That  is  to  answer  the 
question  of  damages.    As  regards  costs,  I  apprehend  there  will  be  the  usual  25 
order. 

LiNDLBY,  Z.t/.— What  do  you  say,  Mr.  Walter  ? 

Walter. — I  should  ask  your  Lordships  not  to  make  any  exception  in  this  case, 
or  to  stay  the  injunction.  This  patent  was  fought  originally  in  1894,  before 
Mr.  Justice  Romer,  and  the  judgment  was  given  in  1895,  atfirming  the  validity  30 
of  the  patent  on  the  same  grounds  that  your  Lordships  have.  Then,  a  year 
afterwards,  it  was  tried  before  Mr.  Justice  Norths  and  the  same  judgment  was 
given.  If  there  is  any  question  of  that  kind,  that  is  another  matter  altogether. 
But,  my  Lords,  this  is  a  foreign  corporation,  an  Amcican  company,  and  they 
are  importing  into  this  country  these  tyres.  They  carry  on  business  in  America,  35 
and  where  we  are  to  get  our  damages  from  I  do  not  know.  The  500/.  in  Court 
is  the  sole  amount. 

Swinfen  Eady^  Q.C. — I  am  quite  willing  to  increase  the  amount. 

LiNDLBY,  L.J. — That  will  have  to  be  increased. 

Swinfen  Eady,  Q.C, — We  are  not  desirous  of  evading  that,  and  we  offered  in  40 
the  Court  below  to  increase  ii.    The  500/.  was  not,  in  our  view,  the  amount  of 
six  months'  profit,  but  it  was  an  outside  sum  which  would  cover  everything 
that  the  Plaintiffs  would  be  entitled  to  until  the  action  was  disposed  of.     We 
are  quite  willing  to  double  it. 

LiNDLBY,  L.J. — ^We  think  we  may  do  this  (I  do  not  suppose  Mr.  Walter  will  45 
object),  that  if  your  clients  pay  into  Court  another  500/.,  we  will  not  have  the 
order  drawn  up  for  three  weeks. 

Sivinfen  Eady,  Q.C. — But,  my  Lord,  we  want  the  order  drawn  up,  because, 
unless  the  order  is  drawn  up,  we  cannot  present  our  petition.  We  want  to  get 
at  once  before  the  Appeal  Committee.  50 

Walter. — During  the  whole  of  that  period  they  have  been  carrying  on  this 
business,  and  I  should  suggest  that  a  far  larger  sum  should  be  paid  into  Court. 
Judging  from  what  we  know,  they  have  been  advertising  and  carrying  on 
business  all  over  the  country. 

LlNDLEY,iL.«/. — ^I  think  you  are  right  about  the  order,  Mr.  Swinfen  Body.  55 
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Let  the  order  be  drawn  up,  you  paying  500Z.  into  Court,  stay  the  injunction  for 
thr^e  weeks,  and  both  of  yon  be  at  liberty  to  apply. 

Swinfen  Eady^  Q.C. — Pay,  within  seven  days,  500Z.  ? 

Llia^DLBY,  LJ, — ^Yes.  That  will  protect  you  for  three  weeks,  and  we  shall 
not  extend  it  lightly.    What  the  House  of  Lords  may  do  is  another  matter. 


In  the  Housb  of  Lords. 

Present:  Lord  Hbrsohbll,  Lord  MACNiOHTSN,  Lord  Morris,  and 

Lord  Shand. 

February  23rd  and  25th,  1897. 

10         The  Lancashire  Explosives  Company,  Ld.  v.  The  Roburitb 

Explosives  Company,  Ld. 

Patent.— Action  for  infringement. — Injunction  granted. — Motion  to  commit 
for  breach  of  injunction. — Infringement  not  found. — Motion  dismissed. 

This  was  an  action  for  infringement  of  a  patent  for  an  explosive  compound, 

15  made  by  mixing  nitrate  of  ammonia,  a  solid,  with  dinitrobemine,  when  the 
latter  was  liquefied  by  heat,  so  that,  on  cooling,  the  latter  ingredient  formed  a 
non-hygroscopic  coating  round  the  former.  The  Defendants  made  an  explosive 
formed  of  nitrate  of  ammonia  and  dinitrobemine  with  a  small  trace  of 
chlorine.    At  the  trial,  the  Defendants  called  no  evidence,  and,  relying  on  . 

20  certain  answers  of  the  Plaintiffs^  witnesses,  contended  that  the  Plaintiffs' 
invention  was  not  good  subject-matter.  The  Judge  held  that  there  was  no 
invention,  and  dismissed  the  action ;  but,  on  appeal,  this  decision  was  reversed 
and  an  injunction  granted. 

The  Defendants  then  commenced  making  another  explosive,  using  nitrate 

25  of  ammonia  and  dinitrobemine  as  before,  but  chloronaphthalene  to  the  amount 
of  2  per  cent,  of  the  whole  mixture  was  added  before  the  dinitrobemine.  The 
Defendants  no  longer  used  sufficient  heat  to  create  fusion,  and  the  mixture 
of  the  chloronaphthalene  and  nitrate  of  ammonia  was  in  a  viscous  condition, 
and  only  partially   coated.    The  Plaintiffs  moved    to  commit  the  General 

30  Manager  and  the  Chairman  of  the  Defendant  Company  for  breach  of  the 
injunction. 

Held,  that  the  Court  of  Appeal  had  found  that  the  patent  was  not  for  tJie 
resuU  simply,  but  for  the  result  produced  in  the  manner  described ;  that  the 
Defendants  aid  not  Mse  the  same  materials  or  the  same  pi*ocess  as  the  Plaintiffs. 
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and  probably  did  not  attain  the  same  result  in  that  it  was  not  waterproof;  and 
thai  they  had  not  infrirufed.     The  motion  was  re/used^  with  costs. 

The  Plaintiff's  appealed, 

Heldy  by  the  Court  of  Appeal^  that  the  Defendants  were  not  using  the  Plaintiffs 
process^  or  a  colourable  imitation  thereof  and  had  produced  a  result  which  was  5\ 
not  the  same  as  the  Plaintiffs' ;  that  they  were  not  infringing^  and  that  the 
appeal  must  be  dismissed^  tvitft  costs. 

The  Plaintiffs  appealed  to  the  House  of  Lords, 

Eelds  that  the  patent  must  be  given  a  limited  scope^  and  that  the  Respondents 
had  not  infringed  it.    The  appeal  was  dismissed,  10 

On  the  10th  of  November  1885,  a  patent  (No.  13,690*  of  1885)  was  granted  to 
H,  H,  Lake  for  an  invention  (communicated  from  abroad  by  Carl  Lamm)  of 
"  An  improved  explosive  compound."  The  Complete  Specification  was  amended 
on  the  16th  of  August  1886,  and,  as  amended,  was  as  follows: — 

"  Nitro-glycerine  has,  since  its  invention  or  discovery  in  the  year  1847,  been  15 
'^  used  as  an  explosive  material,  partly  alone,  and  latterly  partly  as  an  essential 
'*  constituent  in  explosives,  and  has  subsequently  constituted  the  base  upon 
^'  which  the  latter  are  founded  ;  but  nitro-glycerine  has  many  defects  and  the 
"  explosives  containing  nitro-glycerine  have  proved  to  be  rather  too  easily 
*'  exploded  by  shocks  or  blows,  besides  having  a  great  many  other  defects,  ^ 
"  wherefore  particular  provisions  by  Royal  ordinances  have  proved  necessary 
'^  for  the  .manufacture  as  well  as  for  the  transport  of  such  explosives. 

"  These  facts  have  induced   the   inventor  to  try  to  produce  an  explosive 
*'  material  devoid  of  nitro-glycerine,  and  he   has,  after  considerable  labour, 
''  at  last  completely  succeeded  in  making  such  an  explosive    material    or  ^ 
"  compound  which  is  hereinafter  described. 

"  This  explosive  material  or  compound,  which  is  termed  '  Bellit,'  is  com- 
*'  posed  of  only  two  solid  substances,  a  nitrate,  as  for  instance  nitrate  of 
''  ammonia,  pitrate  o£  potash,  nitrate  of  baryta,  or  nitrate  of  soda».and  a  nitrio  or 
"  nitpo  com  pound  oontaining  bi-  or  trinitrate  o/carburetted  hydrogen,*  such  as  30 
*'  di^^i'nitro-benzine,  trinitro-naphthaline  or  ^?7nitro-toluol,  mixed  with  such 
<<  proportions  that,  in  the  explosion,  the  hydrogen  of  the  carboniferous  nuitter 
"  burns  to  water,  and  its  eeall  carbon  bums  to  carbonic  oxide  or  carbonic  acid 
"or  a  mixture  of  both,  at  the  expense  of  ihe  oxygen  contained  in  the  nitrate 
*^  conjointly  with  the  oxygen  already  existing  in  the  organio  nitrio  or  nitro  35 
**  oomponnd  bi-  or  trinitro  compound  of  carburetted  hydrogen, 

"  Ib  making  this  oxplooivo  material,  tho  invontor  has  aloo  had  in  view  to 
**  ppotoot  the  nitratoD  againfit  tho  action  of  moioturo,  or  of  the  atmoophopo, 
^^  whcrofopo    The  manu&cture  is  carried  on  in  such  a  manner  that  the  6tnitro- 
*'  benzine,  the  trinitro-naphthaline  or  the  ^nnitro-toluol  which  are  solids,  are  40 
"  first  pulverized  conjointly  with  the  nitrate,  or  separately,  after  which  they 
''  Ittttop  are  mixed  together,  preferably  in  a  revolving  cylinder,  which  by  means 
**'  of  steam  is  heated  to  100^   Celsius,  ¥be  wJien   the  sdid  nitric  or  nitro- 
*^  compounds  me^   melting    at    a    temperature    of    between  §0^   76°  and  . 
'<  100°  Celsius   ftfi4  completely  coats  the  particles  of  nitre  or  saltpetre  idl  45 
*^  over,  thao  protooting-  the  canio  againot  tho  action  of  moiotupo,  op  of  the  • 
''  atmoophopo,  inaomuol^  ao  the  nitrate,  bi-  or  tri-nitro  compound  after  cooling, 
'^  turns  solid  or  sets,  the  whole  becoming  thus  a  solid,  hard  mass. 

*'  The  explosive  material  obtained  in  this  manner  is  pressed  either  into 
«« cartridges  or  into  any  suitable  shape  previously  to  its  setting  or  becoming  50 
*^  hard,  or  it  is  granulated  after  it  has  set  or  become  hard. 

*  It  WW  oomn^oQ  inround  that  the  tenn  tn^islated  here  '*  oarburettQd  lijn^rpgea ''  should  haye  ■ 
been  "•  a  hydrocarbon,**  and  would  have  been  so  understood  by  any  Qhemist. '  •    ' 
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*^  As  examples  of  the  proportions  which  I  have  fonnd  to  be  most  suitable  I 
**  will  mention  the  following,  viz*. : — 

*'  1  part  of  4i6initro-benzine  with  at  least  1*9  parts  of  nitrate  of  ammonia,  or 
*'  1  part  of  4i2)tnitro-benzine  with  at  least  0*96  parts  of  nitrate  of  potash,  or    . 
ft       **  1  part  of  diWnitro-benzine  with  at  least  1*24  parts  of  nitrate  of  baryta,  or 
"  1  part  of  di&tnitro-benzine  with  at  least  0*81  parts  of  nitrate  of  soda. 
*M  part  of  trinitro-naphthaline  with  at  least  2*57  parts  of  nitrate  of  ammonia, 

**or 
^'  1  part  of  trinitro-naphthaline  with  at  least  1*41  parts  of  nitrate  of  potash,  or 
10       "  1  part  of  trinitro-naphthaline  with  at  least  1'66  parts  of  nitrate  of  baryta,  or 
^  1  part  of  trinitro-naphthaline  with  at  least  1*09  parts  of  nitrate  of  soda. 
^*  The  above  proportions  are  combined  in  order  to  form  carbonic  oxide  and 
^  water  in  the  explosion  ;  if  the  yield  of  nitre  or  saltpetre  be  increased  to  nearly 
^^  three  times  the  quantity  named,  there  will  be  formed  carbonic  acid  and 
15  '*  water,  and  the  intermediate  proportions  of  them  form  a  mixture  of  carbonic 
*^  oxide  and  carbonic  acid  together  with  water.    I  sometimes  considerably 
<<  increase  the  above  named  proportions  of  the  said  nitrates  for  producing  a 
**  surplus  of  oxygen  gas  in  the  explosion. 

*'  The  di&tnitro- benzine,  the  trinitro-naphthaline  or  the  Mnitro-toluol  need 
20  *'  i^ot  be  chemically  pure,  but  ingredients  technically  pure  may  be  used. 

**•  This    explosive    material  is  possessed  of  the    following   very  excellent 
"  properties,  viz'. : — 

^*  It  developes,  by  its  explosion,  such  a  force  that  it  competes  with  explosives 
'^  containing  nitro-glycerine  and  exceeds  gunpowder  in  force  35  times,  according 
25  *^  to  mortar  trials  made. 

"  It  does  not  freeze  or  congeal  at  a  low  temperature. 
'^  It  may,  previous  to  its  use,  be  pulverized  without  danger,  if  desired. 
^  It  may,  therefore,  without  the  least  danger  be  transported,  handled  and 
•*  stored. 
30      **  The  *  Bellity    is  moreover  composed  of  only  such   nitrated  carburetted 
**  hydrogens  as  are  very  rich  in  oxygen  hut  poor  in  carburetted  hydrogen^  and^ 
"  amongst  these^  such  as  melt  at  from  75''  to  100°  Celsius.    In  consequence  of  the 
*^  intimate  mixture  when  heat&i^  Bellit  becomes  so  homogeneous^  that^  without 
**  the  addition  of  any  nitro-glyceriniferous  substances^  picrate  or  gun-cotton^  it 
35  **  may  be  caused  to  explode  only  by  means  of  a  fulminating  cap.    This  cireum- 
"  stance  renders  the  said  explosive  quite  free  from  danger  j  both  in  loading^  as  any 
**  ordinary  shock  unit  not  cause  it  to  explode^  and  in  storing^  as  it  cannot  be 
**  ignited  by  fire.    The  greatest  advantage  offered  by  the  Bellit  is  that  it  may 
**  thus  very  advantageously  se7*ve  the  purposes  of  ordnance^  partly  as  charge  of 
40  "  powder  and  partly  as  charge  in  the  projectiles^  as  the  effect  of  shooting  does 
**  fwt  catise  tJie  explosion  of  the  Bellit. 

"  The-  novel  feature  of  this  invontion  is,  thorofopo,  the  produotion,  without 
"  omplo)diig  nitro  glyooFinc,  of  an  equally-  powerful  explosive  matorial  or 
**  oomponna  not  oontainiDg  onlphur,  and  which,  by  roaoon  of  its  manDor  ef 
45  *^  prcparotioB^  onabloo  its  oonstituoBt  contaiDiDg  oarburottod  hydrogen  to 
**  moohonioally-  protect  the  Ditpotco  from  the  action  of  moisture  or  of  the 
**  atmonphoFo^  attd  which  explosive  material  poDSooDco  the  above  mentioned 
"  excellent  popertieo.— Snoh  oonoidorable  advantagoo  and  posulta  have  not 
*'  hopetofopo  been  attained  ^ 
50  *'  The  said  imppo%^od  compound  can  bo  exploded  by  means  of  a  popouooion 
OP  othop  dot^atoPi 


Ha 


laving  now  particularly  described  and  ascertained  the  nature  of  the  said 
*^  invention  and  in  what  manner  the  same  is  to  be  performed  as  communicated 
'^  to  me  by  my  foreign  correspondent  I  declare  that  what  I  claim  is ; 
55       ^^  An  explosive  material  or  compound  termed  ^  Bellit,'  prepared  by-  mixing 
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'*  two  solid  substances,  viz. ;  a  nitrate  op  a  oompoand-^horcof,  and  ft  nolid  Ditrio 
**  eF  such  hi-  or  ^r/-nitro  compounds  coDtaiDiug  o/ carburetted  hydrogen,  {mekk 
**  ao  dinitpo  bongino^  trinitpo  naphthaline,  or  nitpo  toluol,  op  a  mixtaro  of  those 
*^  substaDeofl)  whioh  nitro  oompound-wili  molt  when  the  mixture  io  hoatod  and 
'*  will,  when  the  mixtupo  io  ooolod,  oomplctoly  ouppound  and  ppotoet  the  5 
"  partioloD  of  {or  mixtures  thereof)  a^- are  perfectly  solid  below  75°  Celsius^  and 
**  a  nitrate  (or  mixtures  thereof)^  which  substances  are  heated  after  being  mixed 
"  together^  so  that  the  solid  hi-  or  tri-nitro  carburetted  hydrogen  melts  and  after 
"  solidifying  completely  surrounds  the  unmelted  nitrate,  substantially  as  above 
"  set  forth."  10 

This  patent,  by  various  mesne  assignments,  became,  on  the  31st  of  December 
1892,  vested  in  F.  J.  Abbott^  who,  on  the  1st  of  December  1894,  assigned  to  T?ie 
Lancashire  Explosives  Company^  Ld.^  the  patent  and  also  any  claims  which 
he  might  have  against  any  persons  who  might  have  been  infringing  the  said 
patent.  15 

On  the  21st  of  December  1894,  The  Lancashire  Explosives  Company ^  Ld.^ 
sued  T?ie  Roburite  Explosives  Company ^  Ld.j  for  infringement  of  the  patent 
since  the  31st  of  December  1892,  and  claimed  the  usual  relief.  By  their 
Particulars  of  Breaches,  the  Plaintiffs  alleged  that  the  Defendants  had  manu- 
factured and  sold  explosives  made  similar  in  all  respects  to  the  Plaintiffs*  20 
compound.  By  their  Further  Particulars  of  Breaches,  the  Plaintiffs  alleged 
that  the  explosives  made  and  sold  by  the  Defendants  contained  nitrate  of 
ammonia  compounded  with  dinitrobenziiie  (otherwise  dinitrobenzol*),  to  which 
a  small  percentage  of  chlorine  might  have  been  added  for  the  sole  purpose  of 
producing  an  apparent  difference  between  the  two  explosives.  25 

The  Defendants  denied  all  the  allegations  in  the  PlaintiQiB|  Statement  of 
Claim,  and  alleged  that  the  patent  was  invalid.  By  their  Particulars  of 
Objections,  the  Defendants  alleged  that  *'  H,  H,  Lake  was  not  the  first  and 
**  true  inventor  of  the  alleged  invention  " ;  that  it  was  not  novel,  nor  proper 
subject-ioatter ;  that  it  ^^made  no  useful  addition  to  the  stock  of  public  30 
''  knowledge  "  existing  at  the  date  of  the  patent ;  and  that  the  patent  was  also 
bad  on  the  grounds  of  disconformity,  and  by  having  been  anticipated  by  the 
Specifications  of  H.  Sprengel  (No.  2642  of  1871),  P.  Jensen  (No.  2422  of  1876), 
A.  Hellhoff  (No.  2775  of  1880),  and  A.  Favier  (No.  2319  of  1885,  page  1, 
lines  19  to  24,  page  2,  lines  6  to  55,  and  the  first  claim).  ^ 

In  answer  to  interrogatories,  the  Defendants  admitted  that  they  manufactured 
**  Roburite  "  of  the  following  percentage  composition  : — Nitrate  of  ammoniaf 
86*45,  chlorodinitrobenzole  13*30,  and  moisture  *25. 

The  trial  of  the  action  took  place  before  Kekewich^  J.,  on  July  23rd,  1895. 

The  analysis  of  "  Roburite "  gave  on  an  average  87  per  cent,  of  nitrate  of  40 
ammonia,  and  a  very  small  proportion  of  chlorine,  which  was  found  in  most 
specimens  in  the  soluble  inorganic   ingredient,  and  not  in  the  organic,  and 
in  quantities  amounting  only  to  a  small  percentage  of  what  would  be  there  if 
chlorodinitrobenzol  had  been  used  instestd  of  dinitrobenzol. 

The  Defendants  called  no  witnesses,  relying  on  certain  answers  given  by  45 
Sir  Frederick  Abel  and  MacNab, 

The  Defendants  practically  abandoned  the  defence  of  anticipation  and  of 
non-infringement. 

The  learned  Judge  held  on  these  answers  that  there  w*a8  no  invention,  and 
dismissed  the  action.^  50 

The  Plaintiffs  appealed,  and  the  Court  of  Appeal  reversed  the  decision,  and 

♦  "  Benzine  "  and  **  benzol "  or  "  benzole  "  are  sjnonynioas  terms. 

t  To  prevent  oonf usion,  the  term  "  nitrate  of  ammonia  "  naed  in  the  Specification  has  been 
adopted  thronghoat,  instead  of  the  more  aoonrate  *'  ammonium  nitrate  *'  of  the  expert 
I  See  Beport,  12  B.P.C.  898. 
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held  that  the  patent  was  good  subject-matter,  and  ordered  that  the  Defendants 
J  be  restrained  from  further  infringing  the  Plaintiffs'  patent.* 

;'  The  Defendants  subsequently  commenced  making  an  explosive  which  they 

||-  called  **  Roburite,  No.  3,"  and  which,  according  to  the  license  taken  from  the 

I  5  list   of    authorised    explosives,  consisted    of    nitrate  of  ammonia  mixed   or 

\  incorporated  with  thoroughly  purified  dinitrobenzole  and  chloronaphthalene, 

provided  that  the  latter  does  not  exceed  one  per  cent,  by  way  of  the  finished 
!  explosive. 

I  On  the  18th  of  April  1896,  the  Plaintiffs  gave  notice  of  motion  that  Harris 

j«  10  Bigg-Wither^  the  general  manager  of  the  Defendant  Company,  and  Lieutenant- 

I  General  Sir  Joftn  StoA;^,  a  director  and  chairman  of  the  Defendant  Company, 

might  be  committed  to  prison  for  contempt,  for  disobedience  of  the  order  of  the 

Court  of  Appeal  of  the  12th  of  November   1895  ;  and  that  Bigg- Wither  and 

Sir  John  Stokes  and  the  Defendant  Company  might  be  ordered  to  pay  the 

15  Plaintiffs  such  costs  and  damages  as  the  Court  thought  proper.    The  motion  was 

heard  in  the  month  of  May  1896,  before  Kekewich^  J.,  who  refused  the  motion, 

with  costs,  holding  that  there  was  no  infringement.    The  Plaintiffs  appealed, 

but  the  Court  of  Appeal  affirmed  Keketoichy  J.'s,  decision,  and  dismissed  the 

appeal,  \^ith  costs.t 

20      The  Plaintiffs  appealed  to  the  House  of  Lords,  and  the  appeal  was  now  heard. 

Moulton^  Q.C,  Terrell^  Q.C.,  and  Ruhie  (instructed  by  Pritchard,  Englefield^ 

and  Co.)  appeared  for  the  Appellants;   Cripps,  Q.C,  R.  Wallace,  Q.C,  and 

A.  B.  Shaw  (instructed    by  Batten,  Projffltt,  and  Scott)  appeared  for  the 

Respondents. 

25       Moulton,  Q.C,  and  Terrell,  Q.C,  for  the  Appellants. — The  substance  of  the 

invention  is  the  intimate  mixture  of  a  solid  substance,  a  nitrate  (the  Patentee 

has  selected  nitrate  of  ammonia),  with  another  solid  substance,  a  bi-  or  tri-nitrate 

of  carburetted  hydrogen,  such  as  dinitro-benzine.    He  gives  as  the  beet  method 

of  mixing  these  things  the  heating  of  the  two  substances,  when  the  dinitro- 

30  benzine  melts  and  completely  surrounds  and  waterproofs  the  nitrate  of  ammonia, 

which  remains  solid.    Heating  is  the  best  method,  but  it  is  not  part  of  the 

invention,  and  if  the  mixture  is  made  by  another  process  it  is  an  infringement. 

The  dinitrobenzine  did  not  melt  below  75*^  Celsius.    The  Patentee  claims  the 

product,  the  explosive  compound.    Before  the  trial,  the  Defendants  did  not 

35  deny  fusing,  but  they  intermixed  a  certain  amount  of  chlorine,  and  said  that 

they  did  not  infringe,  and  that  the  invention  was  not  good  subject-matter. 

They  relied  on  SprengeVs  Specification,  which  covered  a  large  number  of 

substances  as  explosives,  including    the   substances   chosen    by  Lamm,  the 

inventor  in  this  case,  and  on  Jensen's  patent.    They  said  that  Sprengel  and 

40  Jensen  made  up  a  sum  of  knowledge  which  anticipated  the  patent.    They  took 

exactly  the  Plaintiffs'  invention,  and  an  injunction  was  granted.     Then  they 

went  on  making  the  product  with  the  same  substances,  but  added  less  than 

5  per  cent,  of  chloronaphthalene,  which  is  a  solvent  of  other  hydrocarbonaceous 

bodies,  and  they  mixed  it  in  a  pan  with  the  nitrate  which  had  been  heated  till 

45  it  was  warm,  and  stirred  them  up  together.    They  allowed  the  heat  to  drop, 

and  then  they  mixed  in  the  ilinitrobenzine,  and  stirred  up  all  the  mixture 

together  and  obtained  the  Plaintiffs'  substance,  though  the  nitrate  was  not 

sufficiently  coated  all  over  to  be  non-hygroscopic,  and  the  Defendants  had  to 

provide  special  coated  cartridges  to  get  over  that  difficulty.    The  proportion  of 

50  the  chloronaphthalene  was  very  small.     [Lord    Hbrschell. — They  did   not 

attain  waterproofing.]    They  obtained  exactly  the  same  result  as  to  explosion 

by  a  cap.    They  got  a  solid  explosive  which  was  capable  of  being  detonated  by 

a  common  cap,  but  not  by  other  substances.    They  have  not  substituted  anything 

I  but  a  small  percentage  of  chloronaphthalene,  which  they  added  to  get  the 

•  Spe  Report  12  R.P.C.  470.  t  See  Report,  13  R.P.C.  429. 
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touching  contact.    The  chloronaphthalene  is  of  a  sticky  nature,  and  the  dinitro- 
benzine  is  soluble  in  chloronaphthalene  or  is  absorbed.    The  total  result  is  the 
same  as  the  Plaintiffs^  and  the  nitrate  of  ammonia  and  the  dinitrobenzine  are 
in  touching  contact.    The  Court  of  Appeal  made  two  mistakes  in  fact — (1)  they 
considered  that  heating  was  an  essential  of  LamnCs  patent,  and  (2)  that  the  5 
chloronaphthalene  was  something  new,  and  introducing  it  made  a  difference. 
There  is  a  current  attempt  to  show  that  these  two  substances  itfeed  by  the 
Patentee  had  been  used  as  an  explosive  compound  before  the  date  of  the  patent, 
but  that  was  not  true.     [Lord  Hbrschbll. — ^What  is  said  against  you  ?    Is  it 
not  that  if  you  claim  to  mix  these  two  substances  your  patent  could  not  be  10 
supported,  unless  you  claimed  to  do  something  more  than  that,  and,  in  that 
case,  that  you  do  not  cover  what  the  Defendants  are  doing  ?    Shaw^  for  the 
Defendants.— That  is  our  case.]    The  Judge  of  first  instance  thought  the  patent 
was  invalid,  but  the  Court  of  Appeal  put  a  construction  on  it  and  held  it  valid. 
The  Patentee  is  not  bound  to  claim  all  mixtures,  though  he  may  cover  them  ;  15 
his  claim  here  is  for  the  mixture  of  the  two  substances  brought  into  touching 
adhesive  contact.    [Lord  Hbrschbll. — When  it  is  known  that  these  two 
substances   will  make  an  explosive,  surely  your   particular  process  is   very 
material ;  '  but  you   appear  to    say  that  if   a  person    unites    them    in    any 
way  it   is  an  infringement.]    The  witnesses   say  it  was    known   a  priori  20 
that  the  mixture  of  these  two  things  would  make  an  explosive,  but  there 
was  no  evidence  that  an  explosive  had   ever  been  made.    I  say  something 
more  is  wanted — touching  contact.     [Lord  Hbrsghell. — Your  Specification 
does  not  mention  that.]     It  is  not  necessary ;   I  explain  my  invention  and 
how  to  do  it.    The  Specification  says  that  the  Patentee  is  going  to  do  without  25 
nitroglycerine  by  the  mixture  of  the  other  two  substances  in  the  most  intimate 
connection,  so  that  one  waterproofs  the  other.  The  Defendants'  chloronaphtha- 
lene imperfectly  coats  ;  that  and  the  nitrate  of  ammonia  are  heated  and  allowed 
to  cool,  and  then  the  chloronaphthalene  has  effect  on  the  dinitrobenzine.    The 
question  of  what  a  man  has  invented  is  partly  a  question  of  fact  and  partly  a  30 
question  of  construction,  involving  matter  of  fact.    The  claim  must  be  read 
and  the  state  of  public  knowledge  must  also  be  taken  into  account.  On  reading 
the  judgments  of  the  Court  of  Appeal,  it  is  clear  that  the  Defendants  have  taken 
every  bit  of  this  patent.    Parkes  v.  Stevens^  L.R.  8,  Eq.  358,  5  Ch.D.  36,  shows 
that  a  valid  patent  for  a  combination  gives  protection  for  every  essential  part  35 
of  it.    On  the  construction  of  the  Specification  it  means  that  the  one  substance 
is  covered  by  the  other.     In  Lord  HersclielVs  judgment  in  the  Court  of  Appeal, 
12  R.P.C.  478,  there  is  the  statement  that  Jensen  had  told  the  world  that  they 
could  waterproof,  so  waterproofing  was  not  new.   [Lord  HBRSCHBLL. — Lamm 
waterproofs;    the  Defendants  do  not.]     Your  Lordship  referred  to  Jensen.  40 
Jensen  provided  for  detonation  by  chlorate  of  potash  ;  the  Plaintiffs  do  it  by 
quite  a  different  thing.     [Lord  Hbrschbll. — Your  case  is  that  waterproofing 
is  not  part  of  your  invention  ;  "  Roburite,  No.3  "  has  no  waterproofing.]   It  is  not 
of  the  essence  of  the  invention — that  is,  the  intimate  mixing.    If  the  Patentee 
says  that  he  uses  the  intimate  mixing  and  that  produces  the  result,  then  that  is  45 
the  essence  of  his  invention.     [Lord  Hbrschbll. — The  Patentee  claims  some- 
thing quite  different.     How  can  you  say  he  claims  every  intimate  mixing  of 
every  substance  ?]     There  are  four  points  in  the  Patentee's  invention — ^per- 
manency in  character,  solid  explosives,  explosives  entirely  converted  into  gas, 
and  capable  of  being  exploded  by  a  detonator ;  the  Defendants'  ^^  Roburite,  No.  3  *'  50 
has  all  these  qualities  but  one.   [Lord  Hbrschbll. — Then  they  do  not  infringe.] 
The  Patentee  aims  at  homogeneity.     [Lord   Hbrschbll. — You  do  not  say 
the  Defendants  have  that.]    Up  to  25  per  cent.,  and  that  is  sufficient.    Then 
comes  the  question  of  fact ;  the  Court  inquires  what  is  material  for  effecting 
the  purpose,  and  if  it  is  found  that  the  making  part  of  the  explosive  homo-  55 
geneous  produces  the  whole  of  the  result  so  far  as  detonation  is  concerned 
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then  there  is  infringement.  [Lord  Hbbschell. — I  cannot  say  it  is  a  question 
of  fact ;  it  is  a  question  of  your  claim.]  A  Judge  would  say  to  a  jury,  having 
regard  to  the  evidence,  this  is  the  meaning  of  the  words,  and  the  jury  would 
be  asked  what  is  the  essence  of  the  invention,  and  would  be  entitled  to  say 
5  that  the  Defendants'  was  an  equivalent.  [Lord  Hbbschbll. — If  the  decision  of 
the  Court  is  right,  there  is  no  evidence  to  go  to  the  jury.  There  is  no  evidence 
of  infringement,  unless  you  can  make  out  that  using  any  portion  of  your  two 
substances  is  an  infringement.]  Our  contention  is  that  the  Defendants  have 
taken  the  chloronaphthalene,  a  solvent,  and  solved  the  dinitrobenzine  in  it  and 

10  produced  a  waterproofing  ;  they  have  done  badly  what  we  did  well,  and  have 
produced  the  same  result  as  to  detonation.  The  evidence  shows  that  some  part 
was  waterproofed.  The  Defendants  take  the  equivalent  of  heat  in  their  process, 
and  they  warm  the  substances  to  keep  them  dry.  As  to  the  argument  that 
there  is  no  invention  in  mixing  together  two  substances,  there  may  be  inven- 

15  tion,  although  a  chemist  would  say  prima  facie  that  mixing  them  would  make 
an  explosive.  [Lord  Hbrschbll. — Not  when  a  chemist  has  told  you  to  mix 
these  things  together.]  Your  Lordship  means  Sprengel,  but  Sprengel  does  not 
say  that.  There  was  a  misconstruction  of  Sprengel ;  Sjjrengel  took  substances 
which  were  solid  and  mixed  them  with  liquids,  but  he  never  suggested  the 

20  mixture  of  a  solid  substance  like  nitrate  of  ammonia  and  another  solid  hydro- 
carbon. [Lord  Hbrschbll.— At  the  time  they  are  mixed,  one  is  a  solid  and  one 
is  a  liquid.]  Your  Lordship  criticised  that  argument  in  the  Court  of  Appeal 
When  two  substances  are  selected  out  of  a  number  and  form  a  new  explosive,  that 
is  subject-matter.  The  very  selection  produces  an  explosive.   [Lord  HBRSCHBLL. 

25  — There  must  be  given  a  particular  way  of  doing  it.  The  Defendants  produce 
a  different  substance,  but  you  say  it  has  the  same  qualities  ;  but  it  has  not  homo- 
geneity nor  waterproofing.]  As  far  as  homogeneity  is  concerned,  the  Defendants 
patent  indicates  a  substance  absolutely  homogeneous,  and  the  evidence  was  that 
the  Defendants  had  an  absolute  coating  of  25  per  cent.  Their  explosive  answers 

30  every  purpose  except  a  complete  waterproofing.  The  Patentee  points  out  that  he 
is  going  to  leave  out  nitroglycerine  and  bring  together  two  substances  not 
explosive  when  mixing,  but  explosive  when  mixed.  He  claims  in  his 
Specification  any  explosive  composed  of  nitrates  and  hi-  or  tri-nitrates  of  hydro- 
carbon, but  with  the  restriction  that    they  must    be  in  touching  contact. 

35  Waterproofing  is  not  essential.  [Lord  Hbrschbll. — The  evidence  goes  to  show 
that  the  patent  would  have  been  invalid  if  you  had  not  shown  the  process,  and 
the  process  is  essential.]  No,  it  is  not  essential  if  it  is  not  claimed,  though  it 
may  be  necessary  to  make  the  patent  valid.  There  is  no  evidence  that  these 
sul^tances  were  well  known,  but  only  that  mixing  these  two  substances  would 

40  give  an  explosive.  Then  the  Patentee  selects  the  two  things  which  will  give 
the  necessary  qualities  ;  it  is  really  the  introduction  of  the  hydrocarbon.  The 
only  question  is  whether  the  Defendants  substantially  deviate  from  the 
Plaintiffs'  method.  The  Defendants  take  a  solid  which  can  be  pulverized,  and 
pulverize  it  as  the  Patentee  does  and  mix  it  intimately ;  that  becomes  the 

45  Patentee's  process  ;  the  Defendants  have  the  same  mixture,  but  not  quite  mixed 
in  the  same  condition  ;  they  have  the  close  condition  of  the  bodies,  intimately 
mixed  ;  the  only  thing  that  they  have  not  done  is  not  to  boil  them  and  let  them 
cool  again,  they  have  stopped  short  of  that,  but  that  last  stop  is  not  so  important 
that  stopping  short  of  it  is  no  infringement.    The  heating  is  the  best  way,  but 

50  iB  not  essential.    The  omission  of  the  very  last  step  should  not  be  considered 
to  prevent  infringement. 
Counsel  for  the  Respondents  were  not  called  upon. 

Lord  Hbrschbll. — My  Lords,  in  this  case  the  question  to  be  determined  is 
whether  the  manufacture  by  the  Defendants  of  a  substance  termed  "  Roburite, 

55  "  No.  3,"  is  an  infringement  of  the  patent  now  vested  in  the  Plaintiffs,  th6  present 
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Appellants,  which  was  held  good  in  the  Court  of  Appeal.  The  question  really 
depends,  as  it  seems  to  me,  upon  what  is  the  true  construction  of  the  Appellants* 
Specification. 

The  invention  of  the  Appellants  consists,  it  is  said  by  the  Appellants,  in  the 
mixture  in  an  intimate  manner  of  the  substances  named  in  the  patent,  namely,  •'>  - 
nitrate  of  ammonia  (to  take  the  particular  nitrate  which  has  been  used)  and 
binitro-  or  trinitro-benzol.  The  Respondents,  as  I  understand,  take  the  nitrate 
of  ammonia,  and  applying  to  it  some  heat,  but  no  great  amount  of  heat,  apply 
also  a  substance  containing  chlorine,  which  was  not  one  of  the  substances  used 
by  the  Appellants,  and  which  it  is  said  has  or  may  have  a  beneficial  effect  or  10 
may  have  no  effect,  which,  it  is  quite  unnecessary,  I  think,  for  the  present 
purpose  to  consider.  Then  the  nitrobenzol  is  not  heated  at  all,  but  is  mixed 
with  the  substances  I  have  described  after  they  have  been  allowed  to  cool. 
That  is  what  the  Defendants  are  doing.  No  doubt  they  are  mixing  together 
the  nitrate  of  ammonia  and  the  nitrobenzol,  and  the  result  of  their  mixing  in  lo 
the  manner  described  is  said  to  be  that  as  to  a  portion  of  the  nitrate  of  ammonia 
and  nitrobenzol,  there  is  a  close  and  intimate  contact  of  the  two,  such  that  the 
substance  will  explode  by  the  use  of  an  ordinary  detonator,  and  will  explode 
as  efficiently  as  if  there  had  been  an  intimate  connection  and  union  of  the 
whole  of  the  nitrate  of  ammonia  with  the  whole  of  the  nitrobenzoL  The  20 
Appellants'  claim,  therefore,  is  this,  that  any  such  mixture  of  these  two 
substances  as  that  a  sufficient  portion  of  the  mixture  is  made  sensitive  to 
detonation  by  an  ordinary  fulminating  cap,  and  so  leads  to  the  explosion  of  the 
mass,  is  a  mixture  which  is  within  the  Appellants*  patent,  an^  therefore 
necessarily  an  infringement  of  it.  25 

My  Lords,  I  think  I  have  fairly  stated  the  contention  on  the  part  of  the 
Appellants.  It  becomes  necessary  now  to  examine  the  Specification  upon 
which  they  rely,  to  see  if  it  is  possible  to  put  a  construction  upon  it  which 
would  render  any  such  mixture  an  infringement ;  and  I  desire  to  say  that  I  have 
been  led  to  scrutinise  very  carefully  the  action  of  the  Respondents,  and  also  to  30 
regard  the  terms  of  the  Specification  with  every  desire  to  prevent  infringement 
of  that  which  has  really  been  described  and  claimed ;  I  am  led  to  greater 
scrutiny  when  the  Respondents  have  actually  taken  and  used,  on  a  former 
occasion,  the  very  invention  of  the  Appellants,  and  when  it  is  extremely 
possible  that  they  have  been  led  to  the  manufacture  of  the  article  called  35 
"  Roburite,  No.  3  "  by  reason  of  the  information  contained  in  the  Specifica- 
tion of  the  Appellants — I  mean  by  reason  of  it  having  pointed  to  the  use 
together  of  these  two  solid  substances.  But  with  every  desire  to  prevent  a 
meritorious  patent  being  infringed,  and  use  being  made  of  that  which  the 
Patentee  has  revealed  to  the  world,  for  the  purpose  of  defeating  the  protection  40 
which  he  desired  and  expected  to  obtain,  I  am  unable  to  see  that  the  terms  of 
the  Specification  render  it  possible  to  arrive  at  any  other  conclusion  than  that 
which  the  Courts  below  have  arrived  at  in  the  present  case. 

The  Specification  commences  with  stating  that  "  This  explosive  material  or 
*^  compound,  which  is  termed  ^  Bellit,*  is  composed  of  only  two  solid  substances,  45 
*<  a  nitrate,  as  for  instance  nitrate  of  ammonia,  nitrate  of  potash,  nitrate  of 
*'  baryta,  or  nitrate  of  soda,  and  a  bi-  or  tri-nitrate  of  carburetted  hydrogen, 
'*  such  as  bi-nitro-benzine,  tri-nitro-naphthaline,"  and  so  on.  But  the  Specifica- 
tion does  not  stop  there  ;  the  Patentee  goes  on  to  explain  how  the  manufacture 
is  carried  on — that  is  to  say,  how  this  substance  which  he  claims  is  to  be  made.  50 
It  ^Ms  carried  on  in  such  a  manner  that  the  binitro-benzine,  the  trinitro- 
*^  naphthaline,  or  the  trinitro-toluol,  which  are  solids,  are  first  pulverised  con- 
"  jointly  with  the  nitrate,  or  separately,  after  which  they  are  mixed  together, 
"  preferably  in  a  revolving  cylinder,  which,  by  means  of  steam,  is  heated  to 
«<  100^  Celsius,  when  the  said  nitric  or  nitro  compounds,  melting  at  a  temperature  55 
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"  of  between  75°  and  100°  Celsius,  completely  coats  the  particles  of  nitre  or 
"  saltpetre  all  over,  the  bi-  or  tri-nitro  compound,  after  cooling,  turns  solid  or 
'^  sets,  the  whole  becoming  thus  a  solid,  hard  mass."' 
Now,  nothing  can  be  more  clear,  to  my  mind,  than  that  the  mode  of  making 
5  this  compound  is  described  as  essentially  depending  on  the  use  of  heat,  and  depend- 
ing on  the  use  of  heat  of  such  a  degree  that  it  will  melt  the  binitrobenzine  or 
trinitronaphthaline,  and  leave  the  nitrate  still  solid,  the  result  being  that  the 
body  which  has  become  fluid  coats  the  body  which    remains  solid,  and  the 
body  which  has  become  fluid  and  so  coats  it  over,  on  being  allowed  to  cool, 
10  becomes  itself  solid  ;  so  that  you  have  a  solid  mass  ;  but  the  nitrate  is  coated 
by  the  binitrobenzine  or  the  trinitronaphthaline,  as  the  case  may  be.    The 
expression  is  used  there  "  preferably  in  a  revolving  cylinder"  ;  but  I  agree  with 
the  Court  below  in  thinking  that  when  that  part  of  the  Specification  is  read 
with  the  claim — even  if  the  same  conclusion  would  not  be  arrived  at  if  it  were 
15  read  alone — when  it  is  read  in  connection  with  the  claim  it  is  clear  that  the 
word  "preferably"  only  relates  to  a  revolving  cylinder  as  distinguished  from 
some  other  mode-  by  which  heat  would  be  applied  to  the  substances  when 
mixed. 
Then  the  Patentee  concludes  with  a  statement  of  what  this  "  Bellite  "  (that 
20  is  the  name  he  gives  to  the  compound)  consists  of :  ^'  The  *  Beilit  *  is,  moreover, 
"  composed  of  onlysuch  nitrated  carburetted  hydrogens  as  are  very  rich  in  oxygen, 
'*  but  poor  in  carburetted  hydrogen,  and,  amongst  these,  such  as  melt  at  from 
*'  75^  to  100°  Celsius.    In  consequence  of  the  intimate  mixture  when  heated, 
"  Beilit  becomes  so   homogeneous,  that,  without  the  addition  of  any  nitro- 
25  "  glyceriniferous  substances,  picrate  or  gun-cotton,  it  may  be  caused  to  explode 
'*  only  by  means  of  a  fulminating  cap." 

Now,  again,  nothing  can  be  clearer  than  that  there  the  Patentee  points  to 
the  substance  which  he  is  claiming  as  having  been  produced  by  means  of  heat 
resulting  in  an  intimate  mixture.  Now,  in  what  the  Respondents  do,  not  only 
30  is  heat  not  used,  but  there  is  not  in  this  case  the  intimate  mixture,  obviously, 
which  has  been  described  by  the  Patentee  as  being  produced  by  the  heat.  It 
is  said  there  is  an  intimate  mixture  of  a  sufficient  portion  to  cause  the  explosion 
by  means  of  a  fulminating  cap,  but  that  is  not  the  intimate  mixture  described 
or  spoken  of  by  the  Patentee,  which  is  the  intimate  mixture  produced  by 
35  heat  in  the  manner  to  which  I  have  already  alluded. 

Then  comes  the  claim,  and  the  claim  is  for  ^^  An  explosive  material  prepared 
'*  by  mixing  two  solid  substances."      And  then  the   Patentee  describes  the 
substances  ;  I  need  not  read  the  description  again.    He  does  not  stop  there  and 
Bay«  '*It  is  an  explosive  material  prepared  by  mixing  the  two  solid  substances 
^  ^^  specified."  '  If  he  had,  it  may,  or  may  not,  be  that  he  could  have  maintained  bis 
claim.    Of  course,  it  very  often  happens  that  a  Patentee  claims  less  than  he 
could  have  done.    I  do  not  say  that  is  the  case  here  ;  it  is  not  necessary  to  apply 
one's  mind  to  that ;  but  a  Patentee  often  makes  that  smaller  claim  in  order  to 
render  himself  perfectly  safe  with  the  smaller  claim,  when  a  larger  claim  would 
^  have  rendered  his  patent  one  open  to  cavil  and  question.    Of  course,  very  often 
when  he  makes  that  smaller  claim  he  does  not  foresee  that  making  it  smaller  in 
order  to  make  his  patent  safe,  he  has  at  the  same  time  laid  himself  open  to  the 
danger  of  having  something  made  which  may  be  more  or  less  equivalent  to  his 
invention  without  his  invention  being  infringed.     That  is  always  one  of  the 
M  risks  that  a  Patentee  runs.    If  he  makes  his  patent  too  wide,  it  may  be  held 
bad.    If,  on  the  other  hand,  he  makes  it  too  narrow,  he  may  find  its  value  very 
largely  diminished,  because  the  protection  it  affords  is  very  small.    The  difficulty 
always  is  to  hit  the  medium  between  those  two  extreme  cases.    But,  never- 
theless, where  the  Patentee  has,  as  I  think  he  has  here,  clearly  and  unequivocably 
^  made  a  smaller  and  more  limited  claim  than  that  suggested  on  the  part  of  the 
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Appellants,  it  is  impossible  to  construe  his  cleim  as  extending  to  something 
which  its  language  does  not  naturally  include. 

Now,  as  I  say,  he  does  not  stop  at  the  words  that  he  claims — "  An  explosiye 
"  material    prepared    by  mixing  certain   substances,"    he    goes  on,    "  which 
''  substances  are  heated  after  being  mixed  together,  so  that  the  solid  bi-  or  tri-  5 
"  nitro  carburetted  hydrogen  melts,  and,  after  solidifying,  completely  surrounds 
''  the  unmelted  nitrate  substantially  as  above  set  forth."    Now,  the  Respondents 
in  this  (Aise  have  done  nothing  to  which  these  latter  words  are  applicable,  and  I 
think  it  is  a  fallacy  to  say  that  the  qua  lion  to  be  determined  is,  whether  what 
they  have  done  is  a  colourable  evasion,  a  colourable  imitation,  or  the  substitution  10 
of  a  mere  equivalent  for  a  part  of  the  Appellants'  patent.    The  truth  is,  that 
when  the  Appellants*  Specification  is  construed,  as  I  think  it  must  be  construed, 
what  the  Respondents  have  done  is  not  within  the  patent  at  all.    They  have 
done  something  which  is  not  the  same  thing  as  that  which  the  Appellants,  or    - 
those  whose  rights  they  have,  claim  to  have  invented,  and  for  which  the  15 
Patentee  has  obtained,  by  his  Specification  and  Claim,  a  protection  for  a  term  of 
years. 

For  these  reasons,  my  Lords,  I  move  that  the  judgment  appealed  from  be 
affirmed,  and  the  appeal  dismissed,  with  costs. 

Lord  Macnaghtbn,  Lord  Morris,  and  Lord  Shand  concurred.  ^ 

Cripps^  Q.C. — An  application  was  made  to  the  Appeal  Committee  to  expunge 
certain  documents  from  the  Appendix,  namely,  SprengeVs  paper  and  Favusr^s 
patent,  and  that  was  referred  to  the  House  to  deal  with.    No  application  was 
made,  and  I  suppose  the  costs  of  that  application  will  be  included  in  the  costs      - 
of  the  appeal.  25 

Ruble. — ^The  petition  was  with  regard  to  the  expunging  of  two  Specifications 
— SprengeVs  and  Fatner's.    With  regard  to  SprengeVs^  we  have  nothing  to  say 
at  all ;  but  with  regard  to  Favier's  Specification,  that  has  not  been  mentioned 
here,  and  was  never  mentioned  in  the  depositions  or  the  evidence  which  was      • 
taken  originally.  30 

Lord  Hbrschbll.— What  do  you  say  to  that,  Mr.  Cripps  ?    SprengeVs  paper 
was  quite  properly  used. 

Cripps^  Q.C. — There  was  no  application  to  expunge  Favier*s  patent.   Favier^s 
patent  was  referred  to  in  the  original  proceedings  as  regards  infringement,  and  . 
we  thought  it  was  necessary  to  put  it  in  in  reference  to  the  attitude  that  was  35 
taken  by  the  Appellants. 

Lord  Hbrschbll. — ^Was  it  put  in  in  the  first  trial  ? 

Cripps,  Q.C— Yes. 

Rubie. — It  was  in  the  Particulars  of  Objections,  bat  I  do  not  think  it  was  . 
otherwise  put  in.  40 

Lord  Hbrschbll. — Then  that  is  quite  right ;  it  is  quite  right  to  bring  before 
us  what  was  in  the  Particulars  of  Objections  in  the  first  trial. 
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In  the  High  Court  op  Justice.— Chancery  Division. 

Bpfore  Mr.  Justice  Byrne, 

January  21st,  22nd,  30th,  and  Febrnary  9th,  10th,  11th,  and  12th,  1897. 

Defries  and  Fbbny  v.  Sherwood  and  Sons. 

5      PalenL — Action  for  infringement. — Alleged   invalidity  of  patent. — Paper 
anticipation. 

In  1887,  a  parent  was  granted  to  D.  and  F.for  improvements  in  feeding  oil 

for  lighting  and  heating.    In  December  1895,  an  action  was  brought  by  the 

Patentees  and  tlieir  sole  licensees  for  infringement  of  this  patent  against  S.,  who 

10  denied  infringement,  and  put  in  issue  the  validity  of  tJie  patent,  but  solely  on  a 

paper  anticipation,  viz.y  R.'s  Specification  of  1812, 

Held,  that  the  patent  was  not  anticipated  by  R.^s  Specification,  and  judgment 

ivas  given  for  the  Plaintiffs. 

On  the  28th  of  May  1887,  a  patent  (No.  7787   of   1887)  was  granted  to 

15  Wolf  Defries  and  Victor  Isidore  Feeny  for  an  invention  of  "  Improvements  in 

"  feeding  oil  for  lighting  and  heating.''    The  Complete  Specification  of  this  patent 

was  as  follows  : — "  Our  invention  relates  to  a  method  of  feeding  oil  to  lighting 

"  or  heating  apparatus  automatically,  according  as  the  oil  is  consumed,  and  it 

*'  consists  in  permitting  the  flow  of  oil  to  generate  in  the  burner  case  a  head  the 

20  **  pressure  of  which  operating  upon  the  air  of  a  chamber  intermediate  between 

"  the  reservoir  and  the  burner  equilibrates  the  pressure  due  to  the  head  of  oil 

"  in  the  reservoir. 

"  On  the  accompanying   Sheet  of  Drawings  Figure  1  represents  a  vertical 
"  section  through  a  lamp  embodying  a  form  of  our  invention  as  described  in 
25  "  our  provisional  Specification.    Figures  2, 3  and  4  being  similar  views  showing 
"  modifications  of  same. 

"  It  will  be  seen  that  the  reservoir  A  Fig.  2  and  the  burner  G  are  in 
"  communication  by  the  pipe  C,  the  upper  end  of  which  enters  the  dome  B. 
**  At  about  the  level  of  the  bottom  of  the  reservoir  the  pipe  C  is  perforated  with 
30  **  a  hole  E  of  smaller  area  than  that  of  the  pipe  C,  and  the  dome  B  has  at  E^  one 
"  or  more  holes  or  inlets  giving  an  opening  of  about  the  same  area  as  that  of  the 
"  hole  E. 

"  In  the  drawing  the  lower  part  H  of  the  pipe  C  ends  against  a  plate  J  which 
"terminates  the  oil  and  air  chamber  formed  by  the  pipe  C.    The  plate  J  is 
35  "  perforated  at  K  in  order  to  permit  the  passage  of  oil. 

'*  The  working  is  as  follows  ; — ^Oil  is  poured  through  the  feeder  screw  a  into 
**  the  reservoir  A,  whence  it  passes  by  the  opening  E*  into  the  dome  B  rising 
**  therein  to  the  hole  E  through  which  it  enters  the  pipe  C  down  which  it  flows 
**  entering  the  wick  case  F  through  the  orifice  K.  The  air  in  the  pipe  displaced 
W  "  by  the  entering  oil  issues  by  the  orifice  K — until  the  level  of  the  oil  is  above 
"  this  orifice.  A  compression  of  air  then  begins  in  the  pipe  C,  exercising  a 
"  pressure  upon  the  surface  of  the  oil  in  the  dome  B.  When  the  level  of  the  oil 
**  in  the  wick  case  has  risen  above  the  level  of  the  oil  in  the  lower  part  H  of  the 
*^  pipe  C,  to  a  height  equal  to  that  of  the  oil  in  the  reservoir  above  the  hole  E, 

2b 


314 


REPORTS  OF  PATENT,  DESIGN,      [April  21, 1897. 


Defries  and  Feeny  v.  Sherwood  and  Sons. 


*^  the  compression  due  to  this  head  of  oil  in  the  wick  case  will  exercise  upon 
^^  the  surface  of  the  oil  in  the  dome  B  a  pressure  equal  to  that  due  to  the  column 
"  of  oil  in  the  reservoir  which  caused  the  flow,  and  the  oil  will  accordingly  cease 
**  to  flow.  When  the  height  of  the  oil  in  the  wick  case  is  reduced  by  combus- 
"  tion,  the  feeding  will  recommence  and  the  flow  will  continue  until  the 
"  required  level  is  reproduced  in  the  wick  case. 

''  We  may  substitute  in  lieu  of  the  arrangement  with  dome,  a  small  bucket 
"  fixed  on  the  underside  of  the  reservoir,  with  which  it  communicates  by  a 
"  small  tube  proceeding  from  the  bottom  of  the  reservoir  and  extending  nearly 
"  to  the  bottom  of  the  bucket,  see  fig.  3. 

"  The  upper  portion  of  the  bucket  B  is  furnished  with  a  hole  E  and  the 
"  whole  is  enclosed  in  a  cup  fixed  outside  the  bucket  on  to  the  underside  of 
"  the  reservoir  A,  from  the  lower  end  of  which  cup  extends  the  supply  pipe  C 
" — leadinsr  to  the  wick  case  F. 


10 


**  Instead  of  the  siphon  arrangement  with  dome  (Fig.  2)  or  bucket  (Fig.  3) 
for  controlling  the  supply  of  oil  from  the  reservoir  we  may  use  a  bent  siphon 
the  inlet  of  which  is  of  lesser  area  than  its  outlet  and  shown  on  Fig.  1.  We 
may  also  employ  an  independent]  air  and  oil  chamber  instead  of  using  the 
supply  pipe  C  for  that  purpose,  in  which  case  the  air  chamber  will  be  placed 
at  a  suitable  level  below  the  reservoir  with  which,  as  with  the  burner  case,  it 
will  communicate  through  the  supply  pipe  0. 

^^  The  supply  pipe  or  the  independent  air  chamber,  may  lead  to  an  oil 
chamber  intermediate  between  the  reservoir  and  the  burner,  furnished  with 
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"  a  similar  dome,  siphon^  or  equivalent  device  for  transmitting  the  oil ;  the 
^  operation  of  the  whole  being  controlled  in  the  same  manner  as  in  the  sinlpler 
**  form, 
"  The  dome  B  (Fig.  2)  bucket  B  (Fig.  3)  chamber  B  (Fig.  4)  and  the  shorter 
5  "  leg  of  the  siphon  B  (Fig.  1)  each  serve  as  expansion  chambers  for  the 
**  reception  of  air  which  may  expand  through  heat.  In  conjunction  with  this 
"  the  chamber  formed  by  the  plate  J  and  the  lower  portion  H  of  the  supply 
*^  pipe  C  also  acts  as  an  expansion  chamber ;  or  we  may  apply  to  the  lower 
^  part  of  the  pipe  C  a  separate  expansion  chamber  of  any  similar  form  to  those 

10  "  above  described. 

**  We  would  have  it  understood  that  our  method  is  applicable  generally  to 
''  the  feeding  of  oil  to  lighting  and  heating  apparatus,  and  not  limited  to  the 
"  applications  shown  on  the  drawing. 
*'  Having  now  particularly  described  and  ascertained  the  nature  of  our  said 

15  **  invention,  and  in  what  manner  the  same  is  to  be  performed,  we  declare  that 
"what  we  claim  is: — 1.  The  method  of  automatically  controlling  the  flow  of 
*'  oil  to  and  in  lighting  and  heating  apparatus,  substantially  as  described.  2. 
"  The  use  of  a  bent  siphon  (B,  Fig.  1)  having  a  contracted  inlet  or  outlet  in 
"  combination  with  a  supply  pipe  (C)  for  the  purpose  and  substantially  as 

20  "  described.  3.  The  use  of  any  equivalent  of  a  siphon,  such  as  the  arrangement 
"  shown  Figure  2,  or  that  shown  Figures  3  and  4,  in  combination  with  the 
"  supply  pipe  C,  as  and  for  the  purposes  substantially  as  described.  4.  The  use 
"  in  combination  with  any  of  the  above  means  of  feeding  oil  for  the  purposes 
"  set  forth,  of  an  air  and  oil  chamber  connected  to  or  identical  with  the  supply 

25  "  pipe,    substantially  as  described.     5.   The  use   of  an  expansion  chamber 

"  connected   with  the  supply   pipe  C,  in    combination  with   any  form   or 

'*  equivalent  of  the  arrangement  shown  on  Figures  I  to  4,  substantially  as 

"  described." 

On  the  3rd  of  December  1895,  the  Patentees  commenced  an  action  against 

30  Isaac  Sherwood  and  Sons  for  infringement  of  this  patent,  claiming  the  usual 
relief.  /.  Defries  and  Sons,  Ld,^  who  held  an  exclusive  license  from  the 
Patentees,  were  subsequently  added  as  Co-Plaintiffs.  The  Particulars  of 
Breaches  complained  of  the  manufacture  of  certain  lamps  by  the  Defendants  in 
January  1895,  and  of  the  sale  of  480  of  such  lamps  to  The  Metropolitan  Light 

35  Company  f  Ld. 

The  Defendants,  by  their  Defence,  denied  infringement,  and  put  in  issue 
the  validity  of  the  patent.  The  Particulars  of  Objections  were  as  follows  : — 
''  (1)  The  said  alleged  invention  is  not  new.  The  Defendants  allege  that  the 
"  inventions  set  out  in  all  the  five  claims  of  the  Specification  of  the  Plaintiffs' 

40  "  said  Letters  Patent  had  been  published  in  this  realm  prior  to  the  date  of  the 
"  said  Letters  Patent,  by  the  filing  in  the  library  of  the  Great  Seal  Patent  OfiKce 
"  of  the  Specification  of  ^.  ^.  Rippingille  (No.  2604  of  the  year  1872)  for  an 
"  invention  of  *  Improvements  in  lamps  for  burning  mineral  oils.'  The 
"  Defendants  intend  to  refer  to  figures  8,  9,  and  10  of  the  drawings  attached  to 

45  "  the  said  Specification,  and  to  the  portion  of  the  Specification  extending  from 
"  page  8,  line  15,  to  page  9,  line  15,  and  to  the  seventh  claim.  (2)  The  said 
"  aUeged  invention  is  not  the  proper  subject-matter  of  valid  Letters  Patent. 
'*  The  Defendants  allege  that,  by  reason  of  information  given  to  the  public  by 
"  the  said  Specification  of  E.  A.  Ripphtglliej  there  is  no  invention  disclosed  in 

50  "  the  Specification  of  the  Plaintiffs'  patent  forming  the  subject  of  valid  Letters 
**  Patent." 

The  portion  of  RipjnngiWs  Specification  referred  to  in  the  Particulars  of 
Objections  was  as  follows  : — **  The  third  part  of  the  Invention  is  shown  applied 
"  at  Figure  8  to  a  street  or  roof  lamp  the  bottom  portion  or  globe  of  such  lamp 

55  «*  being  formed  of  glass  and  the  oil  vessel  k  being  placed  either  around  the 
"  outside  of  a  portion  of  the  lamp  or  inside  as  heretofore.  The  use  of  a  glass 
**  chimney  in  such  description  of  lamps  is  also  as  heretofore  dispensed  with. 
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"  This  part  of  my  Invention  relates  to  an  improved  mode  of  supplying  oil  to 
**  the  burners  of  such  and  other  descriptions  of  lamps  instead  of  using  the  old 
"  fountain  supply.  In  the  oil  vessel  A;  I  fix  a  tube  k^  which  I  fill  with  a  large 
"  cotton  wick  k^  the  outer  portion  of  which  dips  into  the  oil  and  whilst  forming 
"  a  suitable  strainer  or  filter  also  serves  by  capillary  attraction  to  supply  oil  to 
"  the  tube  kK  The  tube  k^  is  at  its  lower  end  connected  to  a  small  tube  k^ 
'*  which  dips  into  another  tube  k^  closed  at  its  lower  end  and  thereby  forming 
"  a  cup  or  trap.  The  tubes  k^  k^  are  further  enclosed  in  a  tube  k*  in  the  lower 
**  end  of  which  is  fixed  another  tube  k^  the  upper  end  of  which  is  fixed  to  the 
"  oil  cup  or  wick  chamber  k^  into  which  the  lamp  wick  dips.  A  cotton  wick 
"  is  also  by  preference  placed  within  the  tube  k^  and  dips  into  the  oil  cup  k^ 
"  to  serve  as  a  strainer  or  filter  and  as  a  syphon.  The  action  of  the  oil  supply 
"  apparatus  is  as  follows  : — The  oil  drips  through  the  tube  k^  into  the  tube 
"  or  cup  7^  and  fills  it  up ;  from  this  cup  it  overflows  and  passes  down  the 
"  tube  k*  into  the  lower  portion  thereof  until  it  closes  the  lower  end  of  the 
"  tube  ft*.     The  column  of  air  within  the  tube  ft*  is  thus  trapped  and  by 


10 
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"  depressing  the  oil  in  the  cup  or  trap  ft'  acts  to  prevent  the  oil  flowing  from 
"  the  oil  vessel  ft  until  by  the  consumption  of  oil  from  the  wick  chamber  ft« 
"  the  level  of  oil  in  the  lower  end  of  the  tube  ft*  falls  below  the  normal  level 
"  when  by  the  pressure  of  air  in  the  tube  ft*  becoming  lessened  oil  is  permitted 
"  to  again  flow  from  the  oil  vessel  ft  and  maintain  the  supply. 

'*  At  figure  9  I  have  shown  a  section  of  a  wick  chamber  ft*  showing  a  modified 
"  form  of  trap  with  a  self-acting  means  of  restoring  the  pressure  of  the  column 
"  of  air  in  the  tube  ft*.    In  this  arrangement  the  lower  end  of  the  tube  ft*  dips 
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"  into  a  cup  ft*  from  which  the  oil  overflows  into  the  wick  chamber  If?  which 
"  is  divided  by  a  partition  W^  extending  nearly  to  the  bottom  thereof ;  thus 
**  when  the  pressure  of  air  in  the  tube  h^  becomes  unduly  lessened,  bubbles  of 
"  air  will  pass  under  the  partition  W  until  the  needed  supply  of  air  is  obtained 
5  *•  in  the  tube  **. 

**  At  figure  10  I  have  shown  another  modification  of  my  improved  oil  supply 
**  in  which  the  tube  k^  with  its  cotton  wick  is  dispensed  with." 

The  action  came  on  for  trial  before  Byrne,  J.    Edmunds^  Q.C.,  and  John 
6'u^fer  (instructed  by  John  Hands)  appeared  for  the  Plaintiffs  \  A.  J.  Walter 
10  and   Ghray  (instructed  by   Charles    Capron^  as  agent  for  E,  G.  Newey^  of 
Birmingham)  appeared  for  the  Defendants. 

Edmunds,  Q.C.,  opened  the  Plaintiffs'  case.    He  stated  that  the  Plaintiffs  had 
produced  a  practical  lamp  which  worked  well  under  all  conditions  of  tempera- 
ture, and  the  utility  of  which  was  not  disputed  by  the  Defendants,  and  that 
15  the  alleged  anticipation  was  unworkable  in  practice,  and  a  lamp  made  under  it 
would  network  satisfactorily.   Rippingille  either  did  not  appreciate  the  system 
of  counterbalancing  columns  of  oil,  or  if  he  did,  he  did  not  carry  that  system 
into  effect  satisfactorily  by  his  Specification. 
Dugald  Clerks  and  Wolf  De/ries,  one  of  the  Patentees,  were  then  called  in 
20  support  of  the  Plaintiffs'  case. 

Dugald  Clerk  stated  that  the  Plaintiffs'  invention  consisted  in  arranging 
the  balancing  columns  of  oil  at  the  top  and  bottom  of  the  column  of  air  in  such 
a  way  that  there  would  be  a  regular  feed  of  oil  notwithstanding  the  changes  of 
temperature,  and  that  considerable  ingenuity  would  be  required  to  pass  from 
25  Rippingille  to  the  Plaintiffs;  that  the  Plaintiffs'  lamp  was  effective  and  worked 
well,  and  that  RippingilU^s  lamp  was  quite  impracticable  as  described  and 
shown  in  his  Specification  and  drawings.  In  cross-examination,  he  stated  that 
if  the  wick  chamber  shown  in  Figure  8  of  Rippingille  were  considerably 
heightened  the  lamp  would  work.  Other  portions  of  Dugald  CUrVs  evidence 
30  will  be  found  in  the  judgment  of  the  learned  Judge. 

Defries  stated,  among  other  things,  that  the  Patentees  had  never  heard  of 
RippingiWs  invention  when  they  obtained  their  patent,  and  gave  some 
particulars  as  to  the  adoption  of  the  Plaintiffs'  lamps  by  the  War  Office  and 
the  Midland  and  other  Railway  Companies. 
35  John  Cuthr,  for  the  Plaintiffs. — The  only  attack  on  the  validity  of  the  patent 
is  based  on  Rippingille's  Specification,  which  is  a  mere  paper  anticipation. 
The  rules  which  are  to  guide  the  Court  in  dealing  with  paper  anticipations  are 
those  laid  down  by  Lord  Westhury  in  Hills  v.  Evans,  4  De  G.  F.  &  J.  300, 
which  has  been  often  followed  and  never  dissented  from.  Paper  anticipations 
40  should  be  regarded  with  disfavour ;  see  the  judgment  of  Fitzgihhon,  L.J.,  in 
Pirrie  v.  York  Street  Fla^  Spinning  Company,  11  R.P.C.  444,  and  the 
judgment  of  Bowen,  L,J.,  in  The  American  Braided  Wire  Company  v. 
Thompson,  5  R.P.C.  124. 

Walter  and  Gray,  for  the  Defendants. — It  is  admitted  by  the  Plaintiffs' 
45  witnesses  that  if  the  wick  chamber  shown  in  Figure  8  in  Rippingille  were 
made  higher,  the  lamp  would  work ;  but  this  is  an  alteration  which  would 
occur  to  any  competent  person.  Rippingille's  drawings  are  not  scale  drawings, 
but  diagrammatic.  The  principle  of  the  double  trap  was  well  known  long 
before  ^e  date  of  Rippingille. 
50       Witnesses  were  then  called  for  the  Defendants. 

Sherrett,  patent  agent,  stated  that  he  had  had  a  lamp  made  on  the  exact  pro- 
portions shown  by  Rippingille^s  drawings.  It  was  constructed  according  to 
Kgure  8  placed  on  Figure  10,  and  without  any  wick  in  the  wick  tube.  It  worked 
satisfactorily.  As  to  this  lamp,  which  was  not  in  fact  constructed  exactly  according 
55  to  the  proportions  of  Rippingille,  an  experiment  was  performed  in  the  presence 
of  representatives  of  the  Plaintiffs  and  Defendants,  and  the  result,  as  reported  to 
the  Court,  was,  that  the  lamp  burnt  for  some  time,  was  then  put  out,  and  then  the 
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oil  overflowed.  If  he  gave  a  workman  a  drawing  like  Rippingille's^  he  would 
expect  him  generally  to  follow  the  proportions  ;  but  if  the  proportions  were  not 
suitable  to  the  article,  then  the  workman  would  make  the  alterations  necessary 
to  make  the  article  work. 

CollinSj  managing  director  of  a  lamp  manufacturing  company,  and  Welch^  5 
one  of  his  workmen,  were  called  to  prove  the  manufacture  of  a  lamp  according 
to  Rippingille^s  Specification.    Their  evidence  is  referred  to  in  the  judgment 
of  the  learned  Judge. 

Waller  summed  up  the  Defendants'  case. — The  question  is  whether,  in  view 
of  what  is  claimed  by  the  Plaintiffs'  Specification,  Rippingille's  Specification  10 
is  an  anticipation.    Now,  what  the  Plaintiffs  claim  is  a  lamp  with   an  oil 
reservoir  at  the  top,  and  a  device  by  which  the  oil  passes  to  the  wick  chamber 
and  rises  up  therein.    In  Fignre  1,  the  Patentees  use  the  old  (J  tube  above  and 
below,  and  the  result  is  a  double  trap  action.    The  other  Figures  only  differ  in 
the  mechanical  arrangement  of  the  parts.     The  words  in  Rippingille's  Specifi-  15 
cation  describe  the  action  of  the  Plaintiff's'  lamp.    The  sole  substantial  objection 
to  Rippingille  is  that  the  drawings  are  scale  drawings,  and  that  the  wick 
chamber,  as  shown,  is  not  long  enough ;    but  the  drawings  are  not  scale 
drawings  ;  they  are  diagrammatic  in  the  highest  degree.    There  is  no  patentable 
novelty  in  the  Plaintiffs'  Specification  after  Rippingille,    A  competent  work-  20 
man  could  make  a  working  lamp  from  Rippingille's  Specification.    I  admit  I 
cannot  rely  on  the  workman  called  as  a  witness  here,  as  too  much  information 
was  given  to  him. 

Edmunds^  Q.C.,  in  reply. — This  is  a  case  where  the  Defendants  have  taken 
the  actual  thing  patented.    It  is  an  unmeritorious  infringement  of  a  meritorious  25 
invention.    There  is  no  reported  case  in  which  a  patent  has  been  upset  on  a 
mere  paper  anticipation  15  years  old. 

Btrnb,  J, — The  Plaintiffs  are  the  Patentees  and  the  exclusive  licensees, 
respectively,  of  Letters  Patent  No.  7782  of  1887  ;  the  Defendants  are  infringers 
if  that  patent  be  good.   The  only  question  is  whether  the  invention  is  anticipated  30 
by  the  Specification  of  Rippingille.    It  is  a  fact  that  the  Plaintiffs'  patent  has 
been  a  commercial  success,  upwards  of  10,000/.  worth  of  lamps  having  been  sold. 
It  is  equally  the  fact  that  it  represents  a  beautiful  and  scientific  invention, 
provided   it  has  not    been    anticipated.     The    inventors    knew  nothing    of 
RippingiWs  Specification.    So  far  as  appears,  no  lamps  have  ever  been  made  35 
or  used  nnder  Rippingille's  patent.     Fifteen  years  elapsed  between  the  date  of 
Rippingille's  patent  and  the  date  of  the  Plaintiffs'  Specification.    It  is  to  be 
observed  (of  course,  it  is  a  matter  of  common  observation)  that  a  very  small 
thing  may  make  the  difference  between  a  useful  invention  and  a  device  practically 
useless.     The  Plaintiffs'   Specifications  and  drawings  are  clear  and  distinct  40 
They  show  clearly  a  workable  lamp,  and  it  is  not  suggested  to  the  contrary. 

Before  I  proceed  to  examine  the  Specifications,  I  will  refer  to  one  of  the 
cases  which  has  been  cited  before  me  to  show  what  should  be  in  my  mind  in 
considering  a  matter  of  this  sort.  The  case  I  refer  to  is  the  case  of  Hills  v. 
Evansy  reported  in  4  De  Gex,  Fisher,  and  Jones,  at  page  288.  The  passage  I  45 
propose  to  read  is  one  which  commences  on  page  299  :  '*  I  have  therefore  to 
"  consider  and  to  give  my  opinion  upon  the  question  which  has  been  argued, 
'^  namely,  whether  there  be  or  be  not  anything  in  these  Specifications  which 
"  has  rendered  the  Plaintiffs'  invention  matter  of  public  knowledge,  and 
*'  therefore  matter  of  public  property,  anterior  to  the  granting  of  the  patent.  50 
"  I  was  extremely  desirous  to  ascertain,  in  the  course  of  the  argument,  whether 
'^  any  clear  rule  has  been  laid  down  on  the  subject  of  what  shall  be  the  nature 
''  of  the  antecedent  publication  which  shall  be  held  sufficient  to  anticipate  and 
"  to  vitiate  a  subsequent  patent  on  the  ground  of  want  of  novelty.  I  think  it 
"  is  desirable  to  consider  that  first  as  a  matter  of  proof,  and  then  to  consider  55 
'*  what  light  can  be  derived  upon  that  question  from  the  cases  that  have  been 
**  decided.    With  regard  to  the  Specification  of  a  prior  patent,  it  is  not  to  be 
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"  distinguished  in  principle  from  any  other  publication.  The  only  peculiarity 
"  attending  the  Specification  of  a  prior  patent  is  this,  that  it  must,  of  necessity, 
"  be  considered  as  a  publication.  There  has  been  some  doubt  with  regard  to 
'^  books  and  documents  under  particular  circumstances,  whether  they  can  be 
5  "  considered  as  amounting  to  a  publication.  With  regard  to  a  Specification 
'*  there  can  be  no  doubt,  because  the  Specification  is  that  which  the  Patentee  gives 
**  to  the  public  and  makes  a  matter pt/^ZtW/i^Ws  in  return  for  the  privilege  which 
"  he  receives.  But  upon  all  principle  a  Specification  is  not  to  be  distinguished 
^*  from  any  prior  publication  contained  in  a  book  published  in  the  ordinary 
10  "  manner.  The  question  then  is, — ^What  must  be  the  nature  of  the  antecedent 
"  statement  ?  I  apprehend  that  the  principle  is  correctly  thus  expressed — ^the 
*^  antecedent  statement  must  be  such  that  a  person  of  ordinary  knowledge  of 
'*  the  subject  would  at  once  perceive,  understand,  and  be  able  practically  to 
•*  apply  the  discovery  without  the  necessity  of  making  further  experiments 
15  "  and  gaining  further  information  before  the  invention  can  be  made 
^^  useful.  If  something  remains  to  be  ascertained  which  is  necessary  for  the 
**  useful  application  of  the  discovery,  that  affords  sufficient  room  for  another 
"  valid  patent."  Then  his  Lord  ship  refers  to  the  words  of  the  Statute  of  James, 
and  he  proceeds,  "  If,  therefore,  in  disproving  that  allegation,  which  is  involved 
20  "  in  every  patent,  that  the  invention  was  not  previously  known,  appeal  be  made 
**  to  an  antecedently-published  book  or  Specification,  the  question  is, — ^What  is 
'^  the  nature  and  extent  of  the  information  thus  acquired  which  is  necessary 
"  to  disprove  the  novelty  of  the  subsequent  patent  ?  There  is  not,  I  think,  any 
*'  other  general  answer  that  can  be  given  to  this  question  than  this — ^that  the 
25  *'  information  as  to  the  alleged  invention  given  by  the  prior  publication  must, 
^^  for  the  purposes  of  practical  utility,  be  equal  to  that  given  by  the  subsequent 
"  patent.  The  invention  must  be  shown  to  have  been  before  made  known. 
"  Whatever,  therefore,  is  essential  to  the  invention  must  be  read  out  of  the 
"  prior  publication.  If  specific  details  are  necessary  for  the  practical  working 
30  "  and  real  utility  of  the  alleged  invention,  they  must  be  found  substantially  in 
•*  the  prior  publication.  Apparent  generality,  or  a  proposition  not  true  to  its 
**  full  extent,  will  not  prejudice  a  subsequent  statement  which  is  limited  and 
•*  accurate,  and  gives  a  specific  rule  of  practical  application." 

I  first  take  the  Plaintiffs'  Specification — the  Specification  of  Defries^  as  it 

35  has  been  called — ^and  its   operation   is  described  by  the  Plaintiffs'  witness, 

Mr.  Dugald  Clerk,  in  his  evidence,  as  follows  : — "  To  work  " — that  is,  to  work 

it — '*  I  begin  to  pour  oil  into  A,  Figure  4  ;   then  it  passes  through   E*   into 

^  chamber  6  ;   it  fills  up  that  chamber  until  the  oil  reaches  the  level  of  the 

"  slot   or   hole  E.      The   oil   then   flows  gently  through  the  slot  K,  trickles 

40  '*  down  the  sides  of  the  pipe  C,  and  falling  to  the  bottom  at  H  flows  through 

'*  the  hole  marked  K  and  begins  to  fill  up  the  wick  chamber  F.    After  a  time 

^*  the  oil  passes  above  the  hole  K  and  then  the  air  is  trapped.  The  oil  continues 

"  to  flow  from  A  until   the  pressure  of   air  is  actually  increased,  and  that 

**  continues  to  increase  until  the  level  in  the  wick  chamber  F  gives  the  same 

45  "  height    of    oil    column   as  at   the   reservoir  A.      The   essential  features," 

Mr.   Dugald    Clerk   says,    "of  the  invention  are   the  arrangement   of  the 

^'  balancing  columns  of  oil  at  the  bottom   and  top  of  an   air   column,  for 

"  the  purpose  of  feeding  the  burner,  so  devised  as  to  work  notwithstanding 

**  changes  of  temperature — I  mean  so  that  regularity  of  feed  is  not  interfered 

50  "  with  notwithstaiiding  variations  of  temperature.    fVom  the  commencement 

"  of  the   flow,  whatever  be  the  temperature,  the  lamp  continues  to  work 

"  satisfactorily.    It  is  a  solution   of   a   practical   difficulty  for  this  class  of 

"  lighting."    And  Mr.  Dugald  Clerk  further,  in  his  evidence,  explains  that 

the  air  chamber  C,  constructed  in  the  proportions  as  given  in  the  drawings 

55  relatively  to  the  other  parts,  gives  a  sufficient  area  so  that  variations  of 

temperature    may   be   defined — that    is  to   say,  all   practical  variations    of 

temperature,  for  the  use  to  which  these  lamps  can   be  put.     The  effect  of 
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that  ia,  particularly  haA'ing  regard  to  the  construction  of  the  reservoir,  that, 
so  long  as  a  drop  of  oil  remains  in  the  reservoir,  there  is  a  constant  filling- 
up  of  the  -want  created  in  the  chamber  P — that  is,  the  wick  chamber — as  it  is 
required,  such  want  being,  of  course,  occasioned  by  the  consumption  occasioned 
by  the  burning  of  the  lamp.  5 

The  principle  of  a  confined  cushion  or  column  of  air  between  two  liquids 
and  with  the  respective  heads  equilibrated,  is  scientifically  not  new.  Mr.  Defries 
and  his  co-inventor  say,  '*  Our  invention  relates  to  a  method  of  feeding  oil  to 
**  lighting  or  heating  apparatus  automatically,  according  as  the  oil  is  consumed, 
*'  and  it  consists  in  permitting  the  flow  of  oil  to  generate  in  the  burner  case  a  10 
*'  head,  the  pressure  of  which,  operating  upon  the  air  of  a  chamber  intermediate 
**  between  the  reservoir  and  the  burner,  equilibrates  the  pressure  due  to  the 
"  head  of  oil  in  the  reservoir."  Then,  after  giving  a  full  and  clear  description 
of  the  drawings  contained  in  the  Specification,  it  proceeds  :  "  We  would  have 
"  it  understood  that  our  method  is  applicable  generally  to  the  feeding  of  oil  to  15 
"  lighting  and  heating  apparatus,  and  not  limited  to  the  applications  shown 
"on  the  drawing."  Then,  the  first  claim  is,  "The  method  of  automatically 
"  controlling  the  flow  of  oil  to  and  in  lighting  and  heating  apparatus,  sub- 
"  stantially  as  described."  Then,  they  also  claim,  in  the  4th  claim,  "  The  use, 
"  in  combination  with  any  of  the  above  means  of  feeding  oil  for  the  purposes  20 
"  set  forth,  of  an  air  and  oil  chamber  connected  to  or  identical  with  the  supply 
"  pipe,  substantially  as  des^bed.  Fifthly.  The  use  of  an  expansion  chamber 
"  connected  with  the  supply  pipe  C,  in  combination  with  any  form  or 
**  equivalent  of  the  arrangement  shown  on  Figures  1  to  4,  substantially  as 
**  described."  25 

Now,  I  go  to  Rippingille^s  Specification.  Rippingille^s  Specification,  so  far 
as  it  bears  on  the  present  case,  contains  certain  drawings  and  certain  letterpress. 
It  would,  of  course,  be  impossible  to  understand  the  letterpress  without  the 
drawings.  It  has  been  stated  by  the  witnesses  before  me  that  these  drawings 
are  obviously  to  scale,  or  in  proportion ;  that  they  are,  as  Mr.  Dugald  Clerk  30 
says,  practical  working  drawings  ;  that  they  are  drawings  which  would  be  put 
before  a  workman ;  and,  as  I  understand  also  from  Mr.  Skerrett^  they  are 
drawings  which  would  be  put  before  an  intelligent  workman,  and  he  would 
understand  how  to  construct  the  lamp,  looking  at  the  one  and  the  other.  Now, 
undoubtedly,  there  is  a  great  apparent  resemblance,  generally  speaking,  between  35 
the  description  of  the  drawings  as  contained  in  Btppingille's  Specification  and 
that  of  Defries  ;  and,  at  first  sight,  of  course,  one  is  tempted  to  think  that  very 
much  of  the  invention  is  common  to  both.  It  is  obvious  that  Rippingille  had 
before  him  the  notion  of  trapping  a  column  of  air  between  two  bodies  of 
liquids.  It  is  very  doubtful — more  than  doubtful,  I  think — ^YiQihfiiT Rippingille  40 
fully  appreciated  the  necessity  for  constantly  maintaining  a  balancing  head  of 
oil  at  each  end  in  order  to  secure  the  proper  automatic  working  of  the  lamp. 
The  letterpress  is  not  clear,  and  on  certain  points  it  is  observable — on  one 
point,  at  least — ^that  Counsel  for  the  Defendants  and  his  own  witness — and  I 
think  I  may  say  witnesses — are  not  agreed  as  to  the  true  meaning  of  portions  45 
of  it.  I  refer  to  that  portion  of  the  Specification  which  says,  "thus,  when 
"  the  pressure  of  air  in  the  tube  k^  becomes  unduly  lessened,  bubbles  of 
"  air  will  pass  under  the  partition  A;^"  I  understand  Counsel  for  the 
Defendants  to  say  that  tl^e  word  there  "lessened"  should  be  read  "heightened," 
but  his  witnesses  will  not  agree  with  him.  There  is  another  ambiguous  50 
phrase  used,  "  normal  level,"  as  to  which  I  have  had  a  difference  of  opinion 
expressed,  Counsel  for  the  Defendants  endeavouring  to  make  me  take  one 
explanation  of  it,  the  witnesses  for  the  Plaintiffs  giving  another  meaning  to 
it  as  well.  An  ambiguity  is  also  produced  on  the  face  of  it  by  reason  of  a 
preferential  use  of  a  cotton  wick  which  is  alluded  to,  which  is  stated  to  serve  55 
as  a  strainer  or  filter  and  as  a  siphon  ;  and  the  rest  of  the  Specification  appears 
to  me  consistent  with  the  notion  of  a  syphonage  action  intended  in  the  tube  &*. 
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Now,  I  do  not  know  that  it  is  necessary  for  me  to  go  more  minutely 
into  detail,  because  I  apply  this  rule,  and  having  heard  what  I  have  from 
scientific  witnesses  and  their  explanatipn  of  the  working  of  this  lamp,  I  ask 
myself  who  is  right, — ^Would  an  ordinary  intelligent  workman,  taking  that 

5  Specification  with  the  drawing,  be  able  to  produce  a  lamp  which  should  carry 

out  this  theory  of  the  balancing  columns  of  liquid  and  produce  a  workable 

article  ?    Now,  it  is  clear  beyond  all  doubt  that  if  a  lamp  were  constructed  in 

the  manner  and    according    to  the    proportions  shown  on  the  drawing  in 

Rippingille's  Specification,  a  lamp  would  be  produced  which  would  not  be  a 

|i  10  successful  working  lamp,  by  reason  of,  amongst  other  things,  at  least,  the  fact 

I  that  the  wick  chamber  is  not  made  sufficiently  high.     It  is,  in  proportion  to  the 

■  other  parts  of  the  Specification,  so  represented  to  be  constructed  as  that  it  might 

lead  to  a  putting  out  of  the  lamp  by  flashing,  or  it  might  lead  to  a  putting  out 

of  the  lamp  by  flooding.    It  does  not  in  a  sufficiently  practical  way  provide  for 

15  variations  of  temperature,  so  that,  after  the  lamp  had  burned  for  a  certain  time, 
if  it  was  then  put  out,  it  would  produce  flooding. 

Before  I  pass  from  this  point,  I  desire  to  say  another  thing.  Mr.  Skerrett, 
the  scientific  witness  for  the  Defendants,  was  under  the  impression  that  he  could 
produce  a  working  lamp  using  the  proportions  given  by  the  drawings  contained 

20  in  Bippingille^s  Specification,  and,  accordingly,  he  constructed  a  lamp  which  he 
intended  to  be,  at  least  substantially  and  generally  speaking,  in  exact  accordance 
with  the  proportions  given  by  RlppingilU.  As  a  matter  of  fact,  the  proportions 
were  not  the  same,  but,  passing  that  by  for  a  moment,  that  lamp  has  been  burnt 
in  the  presence  of  parties  representing  both  sides  ;  that  lamp  burned  for  a 

25  certain  time — I  think  an  hour  and  forty  minutes — was  then  put  out,  and 
flooding  ensued.    That  was  the  lamp  as  drawn  and  shown  here. 

The  next  question  is, — ^Would  the  necessary  structural  alterations  to  make 
Rippingille's  lamp  a  success  be  made  by  an  ordinary  skilled  workman,  having 
before  him  this  Specification  of  this  lamp,  without  further  knowledge  than  the 

30  ordinary  knowledge  possessed  by  an  intelligent  workman  of  the  kind  ?  There 
was  produced  before  me  the  model  of  a  lamp  made  by  an  intelligent  workman. 
I  say  intelligent ;  one  could  judge  that  he  was  intelligent,  but  he  must  have 
been  intelligent,  for  he  is  employed  in  the  Company  of  which  Mr.  Collins^ 
another  witness,  is  managing  director,  and   in  the  capacity  of  experimental 

35  workman.  When  experiments  are  to  be  performed  in  the  practical  working  of 
lamps,  I  understand  that  he  is  the  man  into  whose  hands  Mr.  Collins  would 
naturally  put  the  work.  Mr.  Collins  himself  is  an  experienced  lamp  manufac- 
tai*er.  He  was  in  Court  during  the  trial,  and  interested  in  the  case  as  a  witness, 
and  bound  to  acquaint  himself  with  the  principles  involved  in  Defries^s  lamp, 

40  and  to  try  and  thoroughly  understand  what  was  meant  by  Rippingille^s  Specifi- 
cation. He  is,  therefore,  fully  possessed  at  the  present  time  of  all  the  knowledge 
now  possessed,  not  in  consequence  of  what  was  done  before,  but  in  consequence 
of  what  Defries  has  done.  According  to  Mr.  Collins^  the  instructions  given  by 
him  to  his  workman  were  as   I  shall  read.     First  of  all,  he  speal^  of  the 

45  workman  (Welch)  to  whom  he  entrusted  it :  "  Welch  conducts  all  our  experi- 
"  ments.  He  is  what  I  call  a  very  intelligent  experimental  workman.  He 
"  has  not  assisted  in  this  case,  beyond  making  the  lamp,  until  last  evening. 
**  He  has  been  in  Court  the  last  two  or  three  days."  Then  he  states  that 
the  instructions  given  by  him  to  Welch  were — "  I  gave  him  the  Specification  of 

50  **  Rippingille  with  the  drawings  ;  I  told  him  to  take  the  drawings  and  apply 
"  Figure  10  to  the  burner  Figure  9,  and  to  make  a  lamp  of  it,  which  should 
"  bum  properly,  placing  it  in  a  street  lamp  of  an  old  pattern  which  I  happened 
"  to  have  by  me.  Welch  had  no  further  instructions  except  that  I  told  him 
"  the  burner  he  was  to  employ.    As  regards  principle,  no  other  instructions 

55  *•  except  what  was  to  be  found  in  the  Specification.  I  have  tried  the  lamp ;  it 
"  works  admirably."     Mr.   Welch  was  called,  and  he  said,  "  My  instructions 
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"  were  to  take  Rippingille's  Specification ;  but  I  need  not  necessarily  work  to 
"  scale,  but  I  was  simply  to  make  a  lamp,  the  principles  of  which  should  be  the 
**  same,  and  that  I  was  to  use  all  the  available  material  we  had  by  us,  such  as 
"  brass  tubes  and  so  forth,  in  order  to  expedite  the  manufacture  of  the  lamp  ; 
"  that  I  should  select  my  own  burner,  and  get  the  job  done  as  quickly  as  5 
"  possible.  The  theory  of  the  lamp  was  roughly  explained  to  me  for  my 
"  guidance  ;  and  whatever  happened,  after  the  lamp  was  constructed,  I  was,  if 
"  possible,  to  make  it  bum  without  the  oil  overflowing  from  the  lower  chamber. 
"  He  also  told  me  that  it  was  to  be  made  to  fit  a  street  lamp — any  old  street  lamp 
'*  would  do."  Then  he  says  he  found  no  difficulty  in  understanding  the  Speci-  10 
fication  or  drawings  of  Rippingille^  and  that,  in  his  opinion  as  a  practical 
workman,  "  If  any  practical  workman  had  the  Specification  and  drawings,  I 
'^  should  say  he  could  make  this  lamp.  He  might  not  make  it  the  first  time, 
"  but  eventually  he  would.  I  mean,  if  he  was  told  he  had  to  do  it  if  it  was 
"  possible  to  be  done,  he  would  do  it — I  mean,  if  he  had  permission  to  15 
"  experiment.  If  the  employer  thinks  the  worlcman  has  the  ability  to  do  it, 
**  he  allows  him  to  experiment ;  and  if  he  thinks  he  has  not  the  ability,  he 
•'  gives  him  definite  instructions  on  every  point."  Now,  on  cross-examination, 
Mr.  Welch  says,  "  We  did  not  go  through  the  Specification.  I  may  have  gone 
"  through  the  material  parts  of  the  Specification  of  Rippingille  with  Collins  ;  I  20 
"  probably  referred  to  it  with  him.  I  knew  for  what  purpose  the  lamp  was 
"  being  made.  Mr.  Collins  told  me  it  was  being  made  to  prove  Rippingille's 
"  claim  a  good  one,  and  that  a  lamp  made  according  to  his  Specification  would 
**  work.  He  told  me  it  might  be  produced  in  Court,  and  I  might  be  called  as  a 
"  witness.  I  should  say  he  undoubtedly  told  me  what  the  action  was  about,  25 
"  We  discussed  the  theory  of  the  lamp  roughly — undoubtedly,  I  should  say. 
"  I  could  not  have  made  it  without ;  and  with  reference  to  the  drawings,  I 
"  must  have  discussed  them  with  Collins  ;  went  through  the  whole  of  the 
"  details  probably  ;  cannot  swear  I  did  not.  Probably,  I  have  no  doubt,  we 
*'  discussed  the  flow  of  oil  in  the  lamp.  There  must  have  been  something  80 
"  said  about  balancing  columns  of  oil,  or  else  I  should  not  have  understood 
"  what  to  have  done  in  case  of  failure."  Then,  a  little  further  on,  he  says, 
"  Knowing  the  danger  of  oil  overflowing,  or  that  there  might  be,  I  thought  it 
"  best  to  make  it  deeper  " — that  is,  the  wick  chamber.  "  Collins  had  pointed 
"  out  the  difficulty  about  overflowing.  I  suppose  he  had,  undoubtedly.  1  35 
"  cannot  say  if  he  showed  it  me  on  the  drawing.  No  doubt  he  did  point  out 
"  the  difficulty  of  overflowing.  The  first  I  heard  about  the  heads  of  oil  was  in 
"  Court.  I  was  told,  if  possible,  not  to  let  it  overflow."  Now,  all  this  took 
place  before  he  made  the  lamp.  Whether  it  formed  part  of  what  CoUifis 
evidently  thinks  were  instructions,  as  distinguished  from  anything  else,  may  be  40 
a  question.  Collins  may  have  thought,  when  he  was  asked  about  the 
instructions,  all  that  was  wanted  from  him  was  exactly  what  he  told  the  man 
when  giving  the  specific  order  ;  but,  of  course,  all  this  is  affording  information 
to  a  skilled  workman,  the  result  of  scientific  knowledge  and  of  practical 
acquaintance  with  lamps,  and  of  specific  knowledge  of  what  is  the  true  principle  45 
involved  in  Defries^s  lamp.  That  being  so,  I  feel  bound  to  take  the  evidence 
of  this  workman,  that  unless  something  had  been  said  about  the  balancing  of 
the  columns  of  oil,  he  should  not  have  understood  what  to  have  done  in  case  of 
failure.  I  do  not  think  you  can  have  better  evidence  of  what  would  be  done 
by  an  ordinary  intelligent  workman  than  the  evidence  of  an  ordinary  intelligent  50 
workman  of  a  high  class  of  experience,  and  accustomed  to  experiment,  about 
what  he  should  have  been  able  to  do  without  such  explanations  as  he  got  in  the 
present  case. 

Now,  Mr.  Skerrett  made  a  lamp,  to  which  I  have  already  referred,  which  he 
intended  to  be  generally  in  accordance  with  the  measurements  contained  in  the  55 
Specification  of  Rippingille^  and  he  was  uuder  the  impression  that  it  would 
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work,  and  would  work  well.  As  I  have  said,  the  lamp  was  produced  ;  an 
experiment  was  performed,  and,  as  Mr.  Dugald  Clerk  had  predicted  of  a  lamp 
made  aiccording  to  Ri/jpingille^s  Specification,  the  lamp  burned  well  for  a  certain 
period,  then,  when  it  was  put  out,  the  overflow  of  oil  took  place. 
5  Now,  in  addition  to  all  this,  I  have  had  produced  before  me  many  models  and 
diagrams.  I  have  examined  them  and  examined  them  carefully.  I  have  been 
assisted  by  the  views  put  forward  by  Counsel,  and  by  the  witnesses  on  both 
sides.  I  am  satisfied  that  Ripjnngille  failed  to  produce  and  show  an  invention 
practically  useful  for  the  purpose  which  he  designed.    Mr.  Dugald  Clerks  the 

10  witness  for  the  Plaintiffs,  himself  said  the  lamp  would,  with  certain  adjust- 
ments, and  with  a  wick  or  wicks  in  it  carefully  adjusted,  work  satisfactorily 
for  a  certain  time  ;  but  I  think  that  Rippingille  missed  the  true  theory  involved 
in  Defries's  patent,  and  although  he  had  got  so  far  in  the  process  of  invention 
as  to  prepare  the  way  for  others  coming  after  him,  he  failed  himself  to  grasp 
j  15  the  leading  notion,  and  in  fact  what  constitutes  the  essence  of  the  invention  of 

i  Defries  and  Feeny, 

Now,  of  course,  I  have  had  a  very  great  deal  of  evidence,  and,  as  I  have  said, 
seen  many  diagrams  and  seen  careful  experiments  performed  before  me  in 
Court,  but  I  do  not  think  after  what  I  have  said  it  is  necessary  for  me  to  go 

20  further  into  detail.  It  is,  of  course,  a  remarkable  circumstance  that  if  Rippingille 
had  produced  a  commercial  and  practically  successful  article,  so  far  as  appears, 
and  so  far  as  any  of  the  witnesses  know,  no  use  was  made  of  his  lamp  prior  to 
the  date  of  Defries^s  Specification  during  the  period  of  15  years,  it  being  a  highly 
desirable  thing  for  the  purposes  of  railway  and  roof  lamp  lighting  to  get  rid  of 

25  the  old  bird  fountain  lamp.  I  have  now  gone  through  all  that  it  is  essential 
for  me  to  go  through  in  stating  my  conclusion.  I  have,  therefore,  now  nothing 
left  to  say  but  that  I  think  the  Plaintiffs'  invention  has  not  been  anticipated  by 
this  Specification,  therefore  no  contest  arises  but  that  an  infringement  has  been 
committed  by  the  Defendants,  and  I  grant  the  Plaintiffs  the  proper  relief. 

30  His  Lordship  awarded  an  injunction  to  restrain  the  Defendants,  their  servants 
and  agents,  from  infringing  the  Plaintiffs'  Letters  Patent.  An  account  of  profits, 
dalivery  up  of  all  articles,  if  any,  in  the  Defendants'  possession  being  infringe- 
ments of  the  Letters  Patent,  and  the  costs  of  the  action.  He  also  gave  certificates 
that  the  Particulars  of  Breaches  were  proved,  and  that  the  validity  of  the  patent 

35  came  in  question  in  the  action. 
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In  the  High  Court  op  Justice.— Queen's  Bench  Division. 

Manchester  District  Registry. 

Be/ore  Mr.  Justice  Kennedy.— March  8th,  1897. 

Entwistle  v.  Culbbrt  and  Ayres. 

Entwistle  v.  Williams  and  Son.  5 

Patent. — Action  for  infringement. — Infringement  found. 

In  1894^  Letters  Patent  were  granted  to  E.for  improvements  in  hair  curlers. 
In  1896y  he  commenced  these  actions  against  the  Defendants  for  infringement. 
The  Defendants  denied  infringement.  Held^  that  they  had  infringed^  ayid  an 
injunction  was  granted.  10 

On  the  2nd  of  November  1894,  Letters  Patent  (No.  21,002  of  1894)  were 
granted  to  Ehenezer  Entwistle  for  "  Improvements  in  or  connected  with  hair 
**  curlers." 

The  Complete  Specification,  left  on  the  1st  of  August  1895,  was  as  follows  : — 
**  The  object  of  this  invention  is  to  produce,  a  light  unshearable  apparatus,  that  15 
"  will  draw  out  without  unfurling  the  hair.  And  in  order  to  accomplish  the 
**  same  I  bend  a  piece  of  wire  (or  any  other  flexible  material)  flat  or  otherwise 
"  in  the  manner  as  shown  at  **  h  "  in  the  drawings  herewith  thereby  forming 
*'  two  proDgs  the  said  prongs  are  twisted  at  the  ends  as  shown  at  "  a  "  in  the 
"  said  drawings.  The  twisting  of  the  ends  together  in  a  screw  like  form  makes  20 
"  a  sure  lock  to  the  prongs  and  the  hair  cannot  be  pulled  off  untill  unlocked. 
**  Flat  wire  is  best  for  locking  therefore  it  is  preferable  when  using  round  wire 
"  to  flaten  the  ends  for  locking  purposes. 

"  Fig.  1.  shows  the  apparatus  closed  and  Fig.  "  2. "  the  apparatus  open. 

"  Having  now  particularly  described  and  ascertained  the  nature  of  my  said  25 
^'  invention  and  in  what  manner  the  same  is  to  be  performed  I  declare  what 
"  I  claim  is — The  locking  of  the  prongs  as  shown  at  "  a  "  in  Fig.  1  &  2  as  and 
*'  for  the  purpose  herein  before  described." 


In  June  1896,  the  Patentee  commenced  two  actions  for  infringement  of  this 
patent  against  Uulbert  and  Ayres  and   Williams  and  Son^  respectively,  the  30 
former  being  the  suppliers  and  the  latter  the  vendors  of  hair  pins  or  wavers, 
which  were  sold  under  the  name  of  "  Lokka." 

The  Plaintifl",  by  his  Statement  of  Claim  in  each  action,  alleged  infringe- 
ment of  the  said  Letters  Patent  by  the  sale  of  the  "  Lokka  "  hair  pins  or  wavers. 
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The  Farticnlars  of  Breaches  in  each  action  alleged  the  sale  of  the  said  hair  pins 
or  wavers  at  divers  times  since  January  1895. 

The  Defendants,  by  their  respective  Defences,  denied  infringement,  and  also 
raised  the  objection  of  the  invalidity  of  the  said  Letters  Patent,  which,  however, 
5  was  abandoned  before  the  trial,  the  only  issue  being,  therefore,  that  of  infringe- 
ment. The  Defendants  in  the  first  action  also  pleaded  that  they  were  the  agents 
of  Alexander  Donald^  of  Dundee,  the  inventor  of  the  **  Lokka  "  hair  pin,  and 
the  owner  of  Letters  Patent  for  the  same,  granted  August  24th,  1895  (No.  181  of 
1895). 

10      This  was  the  hearing  of  the  action.    Bather  and  Rhodes  (instructed  by 

Marshall,  of  Manchester)  appeared  for  the  Plaintiff  ;  Bradbury  (instructed  by 

Powell^  of  Manchester,  agent  for  Heather  and  Son,  of  London)  appeared  for  the 

Defendants  in  both  actions. 

Evidence  was  given  for  the  Plaintiff  by  Oeorge  Davis,  Albert  McOandlish, 

15  and  the  Plaintiff ;  and  for  the  Defendants,  by  Alfred  J.  Boult  The  nature  of 
the  Defendants'  case  sufficiently  appears  from  the  judgment. 

Kbnnbdt,  J. — This  action  is  brought  for  an  infringement  of  patent,  and  it 
appears  that  the  patent  which  is  said  to  be  infringed  is  a  patent  the  Pro- 
visional Specification  for  which  is  dated  29th  of  October  1894,  and  the  Complete 

20  Specification  Ist  of  August  1895.  The  two  Defendants  are  in  the  one  case  the 
suppliers,  and  in  the  other  the  sellers,  of  the  article  which  is  said  to  have 
infringed  the  patent,  manufactured  and  sold  as  it  has  been.  The  two  actions 
are  tried  together,  and  the  same  question  arises  in  each,  namely, — Is  what  has 
been  done  by  the  Defendants  an  infringement  of  the  Plaintiff's  patent  ? 

25  The  patent  itself  is  for  a  hair  curling  or  waving  apparatus,  which  is  said  to 
command  a  considerable  sale.  The  article  manufactured  by  the  Plaintiff  under 
his  patent  is  called  the  '^  Zeka ''  hair  waver,  and  the  Defendants'  article  is  called 
the  "  Lokka  "  hair  waver,  and  it  is  advertised  as  a  new  hair  waver.  I  have  to 
say  whether,  in  my  judgment,  that  which  is  the  essential  part  of  the  Plaintiff's 

30  Specification  has  or  has  not  been  copied  practically,  so  as  to  create  an 
infringement  in  the  articles  manufactured  and  sold  by  the  Defendants. 

Of  course  there  are  cases  which  are  rather  near  the  line  sometimes,  but  I  have 
come  to  the  conclusion  that  in  this  case  infringement  has  been  made  out. 
The    principle  of    the    Plaintiff's   apparatus,   as    I    understand    it,    is    the 

35  principle  of  an  interlocking  bend  by  means  of  the  application  of  what 
may  be  called  a  twist,  that  is,  something  more,  than  a  bend — I  should  be 
inclined  to  call  it  more  than  one  bend — carried  out  in  both  prongs,  so  as  to 
bring  the  one  within  the  other  and  hold  it.  What  the  Defendants  have  done, 
no  doubt,  is  not  to  copy  exactly  the  same  feature  of  twist  as  appears  in  the 

40  Plaintiff's  Figure,  and  as  is  described  in  the  Plaintiff's  Specification,  but  after 
having  made  one  bend,  to  get  exactly  the  same  result  by  what  they  call  ^^  bulbs  " 
at  the  end,  which  appears  to  me  to  be  really  another  method  of  working  out 
the  same  kind  of  pressure  as  would  be  given  by  a  second  bend.  It  clasps  the 
two  together,  and  I  cannot  at  all  accept  the  suggestion  made  by  the  skilled 

45  gentleman  who  was  called  by  the  Defendants,  that  really  the  bulbs  have 
nothing  to  do  with  it.  It  appears  to  me  that,  obviously,  if  the  pressure  goes  on, 
the  bulbs  have  a  great  deal  to  do  with  it,  in  this  sense,  that  they  afford  another 
sinus  or  notch,  so  that  one  prong  is  able  to  fit  into  the  other  prong,  and  to  hold, 
and  the  result  is  that,  if  so,  they  get  a  hair  curling  or  waving  apparatus  which 

50  performs  its  end  by  means  of  a  twist,  and,  if  necessary,  by  means  of  a  screw, 
because  it  goes  into  one  bend  and  is  then  held  in  a  second  bend,  which  would 
complete  the  screw  or  helix  by  means  of  the  curve  which  is  given  by  the  bulbs 
on  interlocking  the  one  with  the  other.  I  do  not  want  to  hold  the  Defendants 
to  that,  but  it  seems  to  me  to  be  quite  clear  that,  on  being  cross-examined  and 

55  having  the  Specification  put  into  bis  band,  the  Defendants'  witness,  in  dealing 
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with  Donald's  apparatus,  could  not  show  me — and  I  do  not  think  anybody 
could  show  me — but  that  the  whole  point  of  the  use  of  the  bulbs  is  to  form  the 
completion  of  the  second  bend,  which  would  perform  the  interlocking,  which 
you  may  call  a  screw  or  interlocking,  but  which  means  the  holding  together  of 
two  prongs  of  similar  form,  so  as  to  interlace,  and  to  hold  when  interlaced. 
I  find,  therefore,  for  the  PlaintiflF,  and  there  will  be  the  usual  order. 


In  the  Court  op  Appeal. 
Befo7^e  Lords  Justices  Lindley,  Smith,  and  Rigby. 
March  10th,  1897. 
Pneumatic  Tyre  Company,   Ld.   v.   Cash   Cycle   Company.  jo 

Patent — Action  for  infringement. — Motion  to  set  aside  judgment  obtained 
by  consent. — Alleged  mistake. — Motion  dismissed. 

This  was  an  action  for  infringement  of  a  patent^  in  which  judgment  was 
obtained  by  consent  oft  a  motion  for  an  interlocutory  injunction^  ^e  hearing 
of  the  motion  being  treated  as  the  trial.  The  Defendant  now  moved  to  set  aside  15 
the  judgment  on  the  ground  of  mistake.  It  appeared  that  the  Defetidant^  on 
being  served  with  notice  of  motion  for  an  injunction^  had^  with  his  solicitor  and 
fnanagery  an  interview  unth  the  Plaintiffs^  solicitor ;  and  tvithout  seeing  the 
tyrcy  which  he  tvas  alleged  to  have  sold,  or  the  receipt  alleged  to  have  been  given 
on  its  sale,  instructed  his  solicitor  to  consent  to  an  injunction.  TTie  Defendant  20 
now  alleged  that  he  gave  his  cmisent  under  the  impression  that  the  tyre  was  an 
infringement,  and  that  it  had,  by  mistake,  been  sold  at  his  place  of  business  by 
somebody  in  his  employ ;  but  that  this  was  not  the  case.  Stirling,  J.,  dismissal 
the  motion,  with  costs. 

The  Defendant  appealed-.  25 

The  Court  of  Appeal  affirmed  Stirling,  J.'s,  decision,  and  dismissed  the 
appeal,  with  costs. 

This  was  an  action  for  infringement  of  a  patent  belonging  to  The  Pnett- 
matic  Tyre  Company,  the  Plaintiffs,  in  which  action  the  hearing  a  motion  for 
an  interlocutory  injunction  was  treated  as  the  trial,  and,  by  consent,  an  injunction  ^q 
was  granted. 

The  Defendant  T.  F.  Eelsby^  who  carried  on  business  as  the  Cash  Cyde 
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Company^  subsequently  gave  notice  of  motion  that  the  judgment  should  be  set 
aside  on  the  ground  of  mistake. 

The  motion  was  heard  by  STIRLING,  J.,  who  dismissed  it  with  costs.* 
The  Defendant  appealed,  and  the  appeal  was  now  heard.    The  facts  of  the 
5  case  appear  sufficiently  in  the  judgment  of  Sfdrling,  J.,  and  in  the  judgments 
of  the  Court  of  Appeal. 

Ashton  Cross  and  McConnell  (instructed  by  Harmun,  Ward,  and  Collier^ 
agents  for  W.  Powell,  of  Manchester)  appeared  for  the  Appellant ;  J.  C. 
Graham  and  A.  J,  Walter  (instructed  by  J,  B.  Purchase)  for  the  Respondent 

10  Company. 

Ashton  Cross  and  McConnell  for  the  Appellant. — Stirling^  J.,  decided  that 
a  consent  was  given  to  the  judgment  in  the  action,  and  that  the  Defendant, 
in  order  to  get  the  judgment  set  aside,  must  show  that  there  was  a  mistake. 
We  propose  to  show  there  was  a  mistake,  namely,  that  he  by  mistake  thought 

15  that  the  tyre  had  been  on  his  premises,  and  his  shopman  had  sold  it.  On  the 
13th  of  July  189(),  a  Mr.  C!o/>^,  who  is  a  detective  for  the  Plaintiffs,  bought  a 
tyre  (he  said  at  the  Defendant's  shop),  and  on  the  24th  of  July  1896,  the 
Plaintiffs  issued  a  writ.  The  Defendant  appeared  on  the  31st  of  July.  On 
the  5th  of  August  the  notice  of  motion  was  served.    On  the  6th  of  August  an 

20  interview  took  place  in  London  at  the  office  of  the  Plaintiffs'  solicitor,  at 
which  John  Helshy,  the  Defendant's  manager,  2\  F.  Helshy^  the  Defendant, 
Wardy  their  London  solicitor,  and  Tees,  the  managing  clerk  of  the  Plaintiffs' 
solicitor,  were  present.  The  alleged  infringing  tyre  was  not  there,  but  in 
Manchester  ;  and  the  receipt  given  on  the  sale  of  the  tyre  was  also  not  shown. 

25  The  receipt  was  not  on  the  Defendant's  regular  paper,  but  was  on  a  scrap  torn 
off  a  letter,  and  was  not  a  receipt  given  by  the  Defendant.  Then  a  letter  ^this  is 
given  in  the  judgment)  was  written  by  the  Defendant's  solicitor,  and  Stirling^  J., 
held  that  this  was  fatal  to  his  case.  A  person  named  Seaman  was  said  to  be  the 
manufacturer  of  this  tyre ;  the  Defendant  seemed  to  think  that  he  had  infringed 

30  by  selling  it,  and  that  Seaman  was  the  maker.  He  accepted  the  story  of  Cope^ 
that  the  tyre  had  been  purchased  at  his  shop,  and  that  it  was  an  infringement. 
What  really  was  the  case  was  that  the  tyre  was  never  in  his  shop  at  all,  and  the 
sale  was  made  by  and  the  receipt  given  by  Almond  elsewhere,  a  person, against 
whom  the  Plaintiffs  have  obtained  an  injunction;    Cope  swore  that  he  bought 

35  on  the  Defendant's  premises.  The  man  who  sold  the  tyre  was  not  in  the 
Defendant's  employ.  He  gives  evidence  to  that  effect,  and  that  he  signed  the 
receipt  in  the  name  of  his  brother-in-law  {Seaman),  Cope  bought  this  knowing 
that  Almond  was  the  brother-in-law  of  Seaman,  and  Cope's  statements  are 
mostly  untrue.    [LiNDLBY,  L,J. — Cope  adhered  on  his  re-examination  to  what 

40  he  had  said.]  Admmid  made  another  affidavit  stating  that  he  was  not  in  the 
Defendant's  employ.  On  an  interlocutory  application,  the  evidence  cannot  be 
weighed  with  full  accuracy.  The  reason  why  the  Defendant  fights  this  is 
because  he  has  found  that  the  Plaintiffs  print  a  long  list  of  the  persons  whom 
they  have  sued,  and  against  whom  they  have  obtained  injunctions,  and  then 

45  customers  will  not  buy  anything  from  those  persons.  The  Defendant  had 
thought  it  was  cheaper  not  to  fight,  and,  assuming  that  the  receipt  was  on  his 
paper,  he  consented,  not  caring  to  fight  about  one  tyre  ;  but  he  fears  the 
publication,  and  that  is  why  he  makes  this  application.    Almond  gave  Cope  a 

-    receipt,  not  on  the  Defendant's  paper,  and  with  no  form  or  stamp.    The 

50  Defendant  swore  to  the  truth  of  Almond* s  story,  and  was  not  cross-examined. 
.4 ?mon(2  was  a  man  who  bought  from  big  secondhand  shops — a  jobbing  man. 
[RiGBY,  LJ, — The  Defendant  knew  it  was  a  "  Seaman  "  tyre  before  he  gave  his 
consent  to  the  injunction  ?]  No,  I  submit  not ;  he  had  not  seen  the  receipt. 
[RlGBY,  LJ. — It  is  quite  plain  that  his  brother  had  asked  Almond  if  he  knew 
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anything,  and  the  Defendant  says  he  learnt  Seaman*8  name  from  his  brother.] 
He  thought  Seaman  had  sold  a  "  Scott  Standard "  tyre,  and  that  that  was 
complained  of.  J,  Helsby  gives  evidence  that  the  Defendant  had  not  porchased 
machines  from  Seaman.  He  went  up  to  London  to  see  the  tyre,  and  was 
certain  no  tyre  had  been  bought  from  the  Defendant's  shop.  As  the  PlaintiflEs*  5 
solicitor  would  not  show  the  tyre  or  a  receipt,  he  gave  his  consent.  He  did 
not  sell  to  Seaman^  and  in  his  re-examination  he  said  he  did  not  believe  the 
tyre  was  bought  in  his  shop,  or  that  they  were  "  Scott  Standard  "  tyres ;  he  did 
not  believe  his  own  solicitor,  or  the  Plaintiffs',  or  either  of  them.  He  was  in 
an  uncertain  state  of  incredulity.  He  gave  his  consent,  believing  that  (1)  a  10 
tyre  had  been  sold  in  some  way  or  other  at  his  place  of  business,  and  (2)  it 
was  an  infringement.  Tees^  the  managing  clerk  of  the  Plaintiffs'  solicitor, 
gives  a  conflicting  account.  There  is  no  such  thing,  in  fact,  as  a  ^'  Seaman  " 
tyre.  There  were  "  Scott  Standards  ";  but  Seaman  was  merely  a  working  man 
— ^a  jobbing  man.  The  case  is,  under  present  circumstances,  not  having  a  trial,  15 
and  the  Defendant  will  give  an  undertaking  to  do  nothing  he  ought  not  to 
do,  and  this  Court  ought  not  finally  to  decide  that  there  was  no  mistake. 
Harvey  v.  Croydon  Union  Rural  Sanitary  Authority^  L.R.  26,  Ch.D.  249,  is 
an  authority  that  up  to  the  time  of  a  consent  order  being  passed  the  party  can 
withdraw  his  consent.  I  submit  if  a  man  was  under  a  misapprehension  of  20 
fact  when  he  g;ave  his  consent,  he  is  at  liberty  to  withdraw.  Where  there  is 
such  a  general  conflict  of  evidence  between  the  witnesses  and  solicitors,  the 
case  ought  not  to  be  decided  now.  The  consent  was  given  before  any  af&davit 
was  made.  [RiGBY,  L.J, — The  real  reason  of  this  application  is  the  publication, 
a  result  the  Defendant  did  not  foresee.]  Tees  is  in  conflict  with  Wardy  who  25 
thought  the  tyre  was  bought  in  the  Defendant's  shop.  It  is  in  the  discretion 
of  the  Court  to  relieve  the  Defendant  from  his  difficulty.  Stirling^  J.,  relied 
on  the  letter  of  the  6th  of  August  [That  will  be  found  in  the  judgments].  I 
admit  that  the  Defendant  has  to  pay  penalty  for  the  mistake,  but  he  ought  to 
be  relieved  on  terms.  30 

Counsel  for  the  Respondents  were  not  called  upon. 

LiNDLBT,  L.J, — This  case  appears  to  me  to  be  one  in  which  we  cannot 
properly,  and  consistently  with  the  principles  upon  which  the  Court  acts, 
relieve  this  gentleman  from  his  so-called  mistake. 

The  facts  are  very  short.    This  Defendant,  as  I  understand  it,  sells  mainly  35 
bicycles,  and  not  tyres  or  separate  wheels.  He  occasionally  sells  wheels.  He  carries 
on  business  at  Manchester  under  the  name  of  The  Cash  Cycle  Company,  He  is  the 
Company.  The  business  is  managed  by  Mr.  John  Helsby  for  him.    The  Plaintiffs, 
The  Pneumatic  Tyre  Company,  are  under  the  impression  that  Mr.  Thomas  Helsby 
{The  Cash  Cycle  Company)  has  infringed  their  patent.    They  send  a  man  (a  40 
Mr.  Cope)  to  make  a  purchase.     Mr.  Cope  goes  to  the  Defendant's  place  of 
business,  and,  according  to  him,  he  buys  a  tyre  then  and  there,  and  he  pays 
Vis.  6d.  for  it.    On  the  24th  of  July,  the  Plaintiffs  issue  a  writ  against  the 
Defendant  asking  for  an  injunction,  and  damages,  and  so  on.    On  the  1st  of 
August  he  enters  an  appearance.    On  the  5th  of  August,  there  is  a  notice  45 
of  motion  served  ;  and  on  the  6th  there  is  a  very  important  interview  between 
the  Defendant,  his  manager,  Mr.  John  Helsby,  and  Mr.  Ward,  his  London  solicitor, 
and  they  go  together  to  the  office  of  the  solicitor  for  the  Plaintiffs.    They  go 
there  in  order  to  see  this  tyre,  which  is  supposed  to  have  been  bought  at  their 
shop,  to  see  the  receipt  for  it,  and  to  get  all  the  information  they  can,  and  upon  50 
the  supposition,  I  suppose,  that  these  things  were  exhibits  to  affidavits  which 
were  about  to  be  filed.    At  all  events,  they  go  for  that  purpose.    They  do  not 
see  either  the  tyre  or  the  receipt,  and  they  are  more  or  less  in  the  dark,  for 
anything  I  know.    They  are  under  the  impression,  apparently — I  am  putting  it 
in  the  most  favourable  way  to  them — that  there  has  been  some  mistake,  because  55 
they  say  so  themselves,  as  I  shall  show  presently,  and   being  under  the 
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impression  that  there  may  have  been  a  mistake — not  that  they  have  been 
infringing,  for  they  do  not  believe  that — they  instruct  their  solicitor  to  write 
this  letter  to  their  Opponents : — "  Referring  to  our  call  on  you  this  morning 
"  with  Defendant,  we  beg  to  say  that  he  will  consent  to  an  injunction,  and 
5  **  will  not  require  any  evidence  to  be  filed  in  support.  As  to  damages,  the 
"  Defendant  assures  us  that  he  is  merely  a  cycle  dealer,  that  he  has  manufactured 
**  no  tyres,  and  has  no  interest  in  any  particular  tyre.  Provided  he  is  met 
"  reasonably  on  the  question  of  damages,  he  is  prepared  to  furnish  to  your 
"  clients  the  name  of  the  manufacturer  of  the  tyre,  who,  we  understand,  has 

10  "  done  a  considerable  trade  in  the  alleged  infringement  in  the  district."   Shortly 
\  after  that,  and  in  consequence  of  that,  the  motion  is  brought  on,  and,  by  consent, 

■;  the  motion  is  treated  as  the  trial  of  the  action  ;  and,  by  consent,  an  injunction  is 

t  granted,  and  an  inquiry  as  to  damages  is  directed. 

I  The  Defendant  now  comes  and  asks  to  be  relieved  from  that  consent  order 

15  because,  he  says,  he  made  a  mistake.  He  says  his  mistake  is  this,  that  he 
supposed  all  along  that  this  tyre  was  an  infringement,  to  begin  with,  of  the 
Plaintiffs'  patent,  and  that  it  had  been  sold  at  his  place  of  business  by  somebody 

•      in  his  employ  by  a  mistake. 

When  we  look  at  the  evidence  on  the  deposition,  his  manager  tells  us  this. 

20  I  will  read  it  so  as  to  take  care  that  I  do  not  misrepresent  it.  Mr.  John 
Helsby  says  this,  "When  I  gave  the  consent  to  the  injunction,  I  did  not 
"  believe  the  statement  made  to  me  that  the  tyres  had  been  bought  in  my 
**  shop,  but  I  was  anxious  to  avoid  litigation  with  a  rich  Company."  That 
means  this,  put  into  plain  language.    He  says,  "  I  did  not  think  that  we  had — 

25  "  I  thought  that  there  was  some  blunder  about  it.  I  did  not  think  that  we  had 
**  infringed,  but  we  might  have  done  "  ;  and  rather  than  incur  the  expense  of 
ascertaining  the  facts  and  fighting,  he  knocked  under,  and  now  comes  and 
asks  to  be  relieved.  Why  ?  It  was  not  worth  his  while  to  fight  this.  The 
real  reason  we  know,  and  Mr.  Ashton  Cross  was  perfectly  candid  about  it. 

30  He  says,  "  I  should  not  care  about  the  injunction  ;  I  should  not  care  about  the 
**  damages  ;  there  was  only  one  tyre,  and  the  damages  were  nothing.  It  is  not 
"  that,  but  the  Plaintiffs  are  in  the  habit  of  advertising  the  people  against 
"  whom  they  have  got  injunctions,  and  I  do  not  want  to  be  oppressed  in  that 
"  way."    That  only  means  this,  that  when  he  consented  to  the  injunction  and 

35  consented  to  the  order,  he  did  not  foresee  or  realise  how  it  might  be  used 
against  him.    That  does  not  entitle  him  to  relief  at  al]. 

As  to  the  mistake,  there  has  been  no  such  mistake  as  would  render  it,  I 
think,  just  to  relieve  him  from  this  consent.  He  is  a  person  deliberately 
acquiescing  and  deliberately  preferring  to  knock  under  rather  than  to  fight. 

40  That  is  the  real  truth.  Now,  because  he  finds  the  consequences  are  more 
serious  than  he  thought,  he  wants  to  change  his  mind.  I  think  the  learned 
Judge  was  perfectly  correct,  and  that  the  appeal  ought  to  be  dismissed,  with 
costs. 

Smith,  L,J. — I  am  entirely  of  the  same  opinion.    Even  without  the  passage 

45  that  has  been  read  by  Lord  Justice  Lindlby  from  the  deposition  of  Mr.  John 
Helsby^  which  I  will  deal  with  in  a  moment,  I  should  not  be  prepared,  on  this 
evidence  at  the  present  moment,  to  say  that  there  has  been  a  mistake  at  all. 
What  has  happened  ?  The  Pneumatic  Tyre  Company  have  what  I  may  call  a 
**  patent  infringement  detective,"  whose  name  is  Cope.    He  is  sent  about  for 

50  the  sake  of  finding  people  who  are  selling  the  infringing  tyres.  In  July  he 
goes  to  the  Defendant's  premises  at  18,  New  Cannon  Street,  Manchester,  and, 
according  to  him,  he  buys  a  tyre  which  is  admitted  to  be  an  infringement  of 
the  Plaintiffs'  patent,  and  he  pays  18s.  6d.  for  it.  He  takes  a  receipt  given  him 
in   the  name  of  Seaman.    He  swears,  undoubtedly,  up  to  the  hilt,  that  he 

55  purchased  a  tyre  which  would  be  an  infringement  of  the  Plaintiffs'  patent  at 
the  Defendant's  shop  at  18,  New  Cannon  Street.    There  can  be  no  doubt  of 

2  0 
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that,  and    unless  Cope   is    telling  a    wilful   falsehood    for   the    purpose    of 
bringing  the   Defendant   into    the   difficulties   he   is   in   by    alleging   he   is 
infringing,  there  cannot  be  a  doubt  that  the  case  is  made  out.    It  may  be — 
I   do   not  say  it  is   not  so — that    Cope    is   telling  a  wilful    falsehood    for 
the  purpose  of   implicating   the    Defendant.    What  happens  ?    Proceedings  5 
are  taken  by   Hie  Pneumatic   Tyre  Company  against    the    Defendant  for 
infringing  their  patents.     The  action  is  brought  on,  an  appearance  is  entered, 
and  notice  of  motion  is  given.    Then,  on  the  6th  of  August,  a  most  important 
interview  takes  place,  and  there  comes  out  of  that  interview  a  written  document, 
as  to  which  there  can  be  no  mistake.    There  is  an  action  pending  against  ne  10 
Cash  CycU  Company  for  infringement.    It  is  really  against  Helshy,    He  is  the 
person  who  carries  on  business  under  that  name.     It  is  about  to  be  heard. 
Who  go  to  this  interview?    The  Defendant,  Mr.  Thomas  Francis  Helshyy  the 
manager,  Mr.  John  Eelshy^  and  Mr.  Wardy  the  London  agent  for  the  Defendant's 
Manchester  solicitor.    They  all  go  over  to  the  office  of  the  solicitor  of  the  15 
Plaintiffs,  Mr.  Purchase,    It  is  a  very  important  interview,  considering  the 
parties  who  were  there.    Without  going  into  any  affidavits  as  to  what  was  said 
by  one  side  or  the  other,  or  as  to  whether  the  tyre  was  there  or  not,  though  as  a 
matter  of  fact,  it  was  not  there,  what  comes  out  of  that  room  ?    Here  is  the     * 
letter  signed  by  the  London  agents  of  the  solicitors  for  the  Defendant.    I  am  20 
now   on  the  question  of  proof,  and  nothing   else.      It  is  dated  the  6th  of 
August :  "  Dear  Sir, — Pneumatic  Tyre  Company ^  Ld.j  against  The  Cash  Cycle 
"  Company. — Referring  to  our  call  on  you  this  morning  with  Defendant  " — and 
I  will  add,  with  Defendant's  manager,  Mr.  John  Helshy^  as  well — ^'^  we  beg  to  say 
"  that  he  " — that  is,  the  Defendant — "  will  consent  to  an  injunction  and  will  25 
"  not  require  any  evidence  to  be  filed  in  support."    That  is  a  pretty  tolerable 
admission,  as  far  as  that  goes.    Then  it  goes  on  :  ^^  As  to  damages,  the  Defen- 
^'  dant  assures  us  that  he  is  merely  a  cycle  dealer,  that  he  has  manufactured  no 
"  tyres,  and  has  no  interest  in  any  particular  tyre." — I  believe  that  is  true,  on 
the  evidence  before  us. — "Provided  he" — that  is,  the  Defendant — "is  met  30 
"  reasonably  on  the  question  of  damages,  he  is  prepared  to  furnish  to  your 
"  clients  the  name  of  the  manufacturer  of  the  tyre,  who,  we  understand,  has 
"  done  a  considerable  trade  in  the  alleged  infringement  in  the  district."    Now, 
stopping  there,  can  there  be  a  doubt  that  that  is  a  plea  of  guilty  with  regard  to 
a  charge  of  infringement  which  was  brought  against  him  ?    There  cannot  be  a  35 
doubt  for  a  moment.    That  is  under  the  hand  of  his  own  solicitor  after  such 
an  interview  as  that,  whereupon  judgment  was  consented  to,  an  injunction 
granted,  and  an  inquiry  as  to  damages,  which  will  turn  out  to  be  nothing,  as 
he  has  only  infringed  in  regard  to  this  one  tyre.    Now,  what  happens  after- 
wards ?      The  Defendant  comes  along,  and  he  says,  "  That  is  wrong  from  40 
"  beginning  to  end  ;  I  never  infringed  at  all.    That  tyre  which  you  say  you 
"  bought  through  your  Mr.  Cope  was  not  bought  at  our  office,  18,  New  Cannon 
"  Street,  some  day  in  July  1896  ;  he  never  bought  it  there  at  all,  but  he  bought 
"  it  somewhere  else,  outside  my  shop  " — as  I  understand  it,  that  he  bought  it 
from  Seamun  and  Almond^  in  Naylor  Street.    There  is  the  distinct  oath  of  45 
Mr.  Cope  that  he  bought  it  in  18,  New  Cannon  Street.    Helshy  is  called.    How 
does  it  turn  out  when  he  is  cross-examined  as  to  what  Almond  is  ?    This 
*  is  the  Defendant  being  cross-examined.    I  will  read  his  very  words  :  "  I  believe 
**  Almond  has  sold  a  few  machines  of  ours  now  and  then."    That  is  exactly 
what  Cope  says  he  did  upon  the  occasion  in  question,  and  further  on  in  the  50 
cross-examination  he  is  further  pressed,  and  all  he  can  swear  is,  "  I  do  not 
"  think  that  Almond  has  ever  sold  other  things  which  he  has  bought  in  my 
**  shop  for  the  purpose  of  re-selling."     All  I  can  say  is  that  with  Cope's 
evidence  in  one  balance,  with  Almond^s  evidence  in  the  other  balance,  and  this 
letter  between  them,  there  cannot  be  a  doubt,  in  my  judgment,  nor  do  I  believe  55 
that  any  jury  in  the  world  would  find  otherwise  than  that  Copers  story  was 
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right  and  Almond^s  story  was  not  right.     I  find  that  there  was  no  mistake  in 
fact. 

There  is  anotherpoint  npon  which  Mr.  Justice  Stirling  relied  (an  equally  good 
one),  and  that  is  that  in  the  eyidence  of  the  Defendant's  own  manager,  Mr.  John 
5  Helsby^  who  was  at  this  meeting  of  the  6th  of  Adgast  to  which  I  have  referred, 
he  himself  says,  "  When  I  gave  the  consent  to  the  injunction  " — ^that  would  be 
either  on  the  6th  of  August  or  the  next  day,  when  he  was  in  Court  (I  read  it 
as  when  this  letter  was  written) — **  I  did  not  believe  the  statement  made  to  me 
^'  that  the  tyres  had  been  bought  in  my  shop,  but  I  was  anxious  to  avoid  litiga- 

10  "  lion  with  a  rich  Company."  Taking  that  to  be  true,  where  is  the  mistake  ? 
What  sort  of  case  has  the  Defendant  made  out  ?  He  has  made  out  none 
whatever ;  and  upon  whichever  form  you  take  him,  it  seems  to  me  that  this 
application  fails,  and  that  my  brother  Stirling  was  quite  right. 

RiCBY,  L,J, — I  am  of  the  sartie  opinion.    I  think  it  is  a  perfectly  clear  case. 

15  I  do  not  wish  to  go  over  these  facts  that  have  been  referred  to  by  my  learned 
brothers ;  but,  in  reference  to  the  credibility  of  the  story  that  Almond  was  an 
independent  man,  I  will  call  attention  to  the  fact  that  in  the*  evidence  of  the 
Defendant  himself  there  occurs  this  passage  :  ^'  What  made  me  think  that  the 
"  manufacturer  of  the  particular  tyre  was  Seaman  was  this,  shortly  after  the 

20  "  writ  was  served,  a  younger  brother  of  mine,  who  knows  Almond  much  better 
"  than  I  do  " — I  cannot  make  out  whether  that  younger  brother  was  John^  the 
manager  of  the  business,  or  not.    I  rather  suppose  he  was. 
ConnelL — John^  the  manager,  is  the  father  of  the  Defendant. 
RiGBT,  L.J, — Then  it  is  not  JohUy  clearly.    I  could  not  make  out  that  it  was. 

25  A  younger  brother  asked  Almond  if  he  knew  anything  about  the  tyre.  Why  ? 
Are  we  to  suppose  that  Almond  was  so  separate  from  the  Defendant,  and  yet 
the  younger  brother  goes  to  Almond  to  ask  if  he  knew  anything  about  it  ? 
He  knew  perfectly  well,  I  should  say,  that  Almond  was  in  some  way  mixed  up 
in  their  business,  and  that  he  was  likely  to  know  about  what  took  place  on  that 

30  day.  So  that  comes  under  what  has  been  said  by  my  brother  Smith,  and 
convinces  me  that  Almond  was  not  independent  of  these  persons,  and  makes 
me  doubt  whether  Copers  story  is  not  one  that  may  be  relied  upon  more  than 
Almond* 8,  Of  course,  I  do  not  mean  to  say  that  Almonds  story  is  altogether 
wrong  ;  but  that  he  went  out  of  the  shop  in  that  way  and  transacted  all  this 

35  outside  the  shop,  and  came  back  only  to  sign  a  receipt,  I  do  not  believe. 

Now,  as  regards  the  excuse  that  is  made,  which  I  am  satisfied  is  a  mere 
excuse,  and  the  reference  to  the  confusion  that  arose  about  this  Scott  Standard 
Company^  John  HeUhy^  the  manager,  says,  "  I  gave  the  instructions  "  ;  he 
snggests  '^that  the  name  of  Seaman  was  supplied  to  the  Plaintiffs*  solicitor, 

40  "  though  we  had  no  dealings  with  the  former " — ^that  is,  with  Seaman — 
**  because  we  had  had  a  visit  from  a  representative  of  the  Plaintiff  Company, 
"  and  we  had  a  pair  of  '  Scott  Standard  '  tyres  in  the  office,  and  he  told  me  that 
"  they  were  an  infringement  of  their  patent  and  that  we  were  not  to  sell  them." 
Mind,  he  is  talking  about  something  that  happened  after  the  letter  had  been 

46  written.  Seaman's  name  was  given  after  the  letter  was  written,  and  he  is 
talking  about  something  that  took  place  then.  A  little  after  that  he  says, 
**  I  gave  the  name  of  Seaman  simply  because  we  at  first  thought  it  was  *  Scott's 
"  *  Standard '  tyres  which  the  Plaintiffs  had  issued  the  writ  about.  Upon 
**  Harman^  Ward^  afid  Collier  replying  that  it  was  not  the  *  Scott  Standard ' 

50  **  tyres,  the  Defendant's  solicitor  advised  us  to  run  up  to  London  that  night  to 
**  see  the  tyre  and  save  expense."  He  knew  before  they  came  to  liondon,  upon 
the  authority  of  his  solicitors,  that  it  was  not  those  "  Scott  Standard  "  tyres  in 
question  in  the  action.  "When  we  got  to  Mr,  Purchasers  office" — ^there  is  no 
doubt  about  the  occasion  and  the  date — "  I  asked  to  see  the  tyre  and  the  receipt, 

55  ••  as  I  was  certain  that  no  tyre  had  been  bought  from  our  place."  Now,  they 
are  under  no  misapprehension,  according  to  him.     He  was  certain  that  no 
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tyre  had  been  bought  from  the  place,  but  he  wanted  to  see  the  tyre  which  he 
now  knew  was  not  a  **  Scott  Standard  "  tyre,  and  yet  it  was  argued  gravely — ^T 
am  sorry  to  say  it  was  sworn  to  by  the  witnesses — ^that  there  was  a  mis- 
apprehension and  that,  as  one  of  them  says,  "  When  I  consented  to  submit  I 
*'  thought  the  matter  related  to  one  of  the  '  Scott  Standard '  tyres."  They  knew  5 
it  did  not,  perfectly  well.  This  witness  {John  Helsby)  says,  "  I  was  certain 
**  that  no  tyre  had  been  bought  from  our  place,"  and  then,  in  his  re -examination, 
he  says,  "  I  did  not  believe  the  statement  made  to  me  that  the  tyres  had  been 
"  bought  in  my  shop."  It  is  as  clear  as  day  that  the  witness  John  Helsby^  who 
is  put  forward  as  the  manager  and  the  person  who  knows  all  about  it,  and  lO 
takes  upon  himself  the  habit  of  giving  instructions,  knew  perfectly  well,  at 
the  time  when  he  gave  those  instructions,  that  it  was  not  a  **  Scott  Standard  " 
tyre  that  was  in  question.  That  is  one  thing.  He  believed,  in  fact,  he  says  he 
was  certain  at  the  time  when  he  gave  the  instructions,  that  the  thing  had  not  been 
bought  in  their  shop,  and,  notwithstanding  that,  he  gave  the  instructions.  The  15 
consent  is  given  as  clearly  as  possible,  with  absolute  knowledge  of  all  the  facts, 
except  that  it  was  not  then  proved  that  the  machine  had  been  sold  by  them.  It 
may  be  that  it  was  not  actually  sold  by  them,  though  sold  in  their  shop,  but  that 
is  the  very  thing  with  the  proof  of  which  they  agreed  to  dispense,  knowing 
everything  else  that  was  important.  Then  the  mere  fact  that  afterwards  they  20 
did  not  like  it  quite  so  well  is  certainly  no  ground  for  allowing  them  to  with- 
draw their  consent  deliberately  given  after  consultation  between  the  owner, 
the  manager,  and  the  solicitor  in  London,  with  the  very  intention  of  avoiding 
that  inquiry. 

Graham, — The  appeal  will  be  dismissed,  with  costs,   ai\d  the  judgment  25 
which  should  have  been  entered  will  now  be  allowed  to  be  entered. 

LiNDLBY,  L.J. — Yes.    You  can  draw  up  the  order,  of  course. 


!^ 


In  the  Court  of  Appeal. 

Before  LORDS  JUSTICES  LiNDLBY,  Smith,  and  Rigby. 

February  24th  and  25th,  1897.  30 

The  Dunlop  Pneumatic  Tyre  Company,  Ld.  v.  The  New  Seddon 
Pneumatic  Tyre  and  Self-closing  Tube  Company,  Ld. 

Patent — Action/or  infringement. — Defence  and  counterclaim  that  Defendants 
%vere  licensees. — Motion  by  Defendants  to  restrain  threats. — Patents^  Ac.  Act^ 


Vol.  XIV.,  No.  12.]     AND  TRADE   MARK  CASES.  333 

Thf'  Dunlo2J  Pnrumulic  Tyre  Company,  LcL  v.  The  New  Seddon  Pneumatic 
Tyre  and  Self-closing  Tube  Company^  Ld, 


1883^  Section  82. — Injunction  granted. — Appeal. — Appeal  allowed^  and  motion 
dismissed^  tvith  costs. 

The  Plaintiffs  in  this  case  brought  an  action  to  restrain  infringement  of  a 
jMtent  for  improvements  in  rubber  tyres.  The  Defendants^  by  their  Defence^ 
5  alleged  that  the  tyres  complained  of  as  infringements  were  made  and  sold  under 
a  license  granted  to  2)redecessors  of  the  Defendants.  The  Plaintiffs  isstied  a 
certain  circular  and  letters^  which^  in  effect^  stated  that  the  Defendants  tmre  not 
entitled  to  sell  the  tyres  they  were  selling.  The  Defendants  then  gave  notice  of 
motion  to  restrain  the  Plaintiffs  from  representing  by  letters  and  circulars  that 

10  the  Defendants  ivere  not  authorized  to  make  and  sell  such  tyres.  Kekewich,  J., 
granted  an  injunction  to  restrain  the  issue  of  such  circulars  and  letters.  The 
Plaintiffs  appealed. 

Held,  that  under  the  proviso  to  Section  32  of  the  Patents^  ike.  Act,  1883^  the 
Plaintiffs  yliaving  brmight  an  action  for  infringement^  were  entitled  to  issue  the 

15  circulars  and  letters,  and  the  appeal  irns  allowed,  and  the  motion  tvas  dismissed, 
with  costs. 

This  action  was  commenced  on  the  19th  of  November  1896  by  The  Danlop 
Pneumatic  Tyre  Gomjtany,  Ld.,  and  The  Pneumatic  Tyre  Company,  Ld.,  against 
The  New  Seddon  Pneumatic  Tyre  a^id  Self^losing  Tube  Company,  Ld.,  for 

20  infringement  of  C.  K.  Welch's  patent  (No.  14,563  of  1890)  for  "  Improvements 
^*  in  rabber  tyres  and  metal  rims  or  felloes  of  wheels  for  cycles  and  other  light 
**  vehicles,"  of  which  the  Plaintiffs  were  the  proprietors.  The  Plaintiffs,  by 
their  Statement  of  Claim,  delivered  the  21st  of  December  1896,  stated  the  grant 
of  a  certiiicate  that  the  validity  of  the  patent  had  come  in  question  in  an 

25  action  against  Casswell  (reported  13  R.P.C.  164),  and  asked  for  the  usual  relief, 

with  costs  as  between  solicitor  and  client ;  they  also  gave  Particulars  of  Breaches, 

alleging  the  manufacture  and  sale  of  infringing  tyres,  and,  in  particular,  a  sale  to 

The  Longhill  Cycle  Company,  of  Manchester,  of  an  infringing  tyre. 

The  Defendants  put  in,  on  the  21st  of  January  1897,  a  Defence  and  counter- 

SO  claim  :  they  stated  (1)  that  the  tyre  particularized  was  manufactured  and  sold 
under  a  license  dated  the  22nd  of  February  1894,  granted  by  the  Plaintiffs  to 
The  Seddcm  Pneumatic  Tyre  Company,  Ld. ;  and,  by  way  of  counterclaim^  (2) 
the  Defendants  carry  on  the  business  of  manufacturing  and  selling  pneumatic 
tyres  at  Cornwall  Street,  Openshaw,  Manchester,  and  are  successors  in  business 

35  to  The  Seddon  Pneumatic  Tyre  Company,  Ld.  (3)  By  indenture,  dated  the 
22nd  day  of  February  1894,  between  the  Plaintiffs,  The  Pneumatic  Tyre 
Company,  Ld.,  and  The  Seddon  Pneumatic  Tyre  Company,  Ld.,  the  said 
Plaintiffs,  for  the  considerations  therein  mentioned,  granted  a  license  to  the 
said  Seddon  Pneumatic  Tyre  Company,  Ld.,  to  manufacture  and  sell  tyres 

40  made  in  accordance  with  the  invention  claimed  in  the  Plaintiffs*  patent,  and 
other  patents  in  the  said  indenture  mentioned,  for  all  the  residue  of  the  terms  for 
which  the  said  patents,  respectively,  were  granted,  to  have,  hold,  exercise,  and 
enjoy  the  said  license  unto  and  by  the  licensees  for  and  during  the  residue 
then  to  come  and  unexpired  of  the  term  for  which  the  said  patents  were 

45  granted  respectively,  and  during  any  further  term  for  which  the  said  patents 
or  either  of  them  might  be  prolonged.  The  Defendants  refer  to  the  said 
license.  (4)  The  said  license  was  duly  assigned  to  the  Defendants  by  indenture 
dated  the  15th  day  of  August  1896,  and  the  said  license  is  a  valid  and  existing 
license.    (5)  The  Plaintiffs  wrongfully  insist  that  the  Defendants  have  no  such 

50  license,  or  that  such  license  has  been  determined,  and  that  the  Defendants 
have  no  right  to  make  and  sell  tyres  in  accordance  with  the  said  Letters  Patent, 
and  threaten  to  take  proceedings  against  customers  of  the  Defendants  attempting 
to  sell  tyres  made  by  the  Defendants  under  the  said  license ;  and  on  the  11th 
of  December  1896,  the  Plaintiffs,  The  Dunlop  Pneumatic  Tyre  Comjiany,  Ld.y 

55  at  the  instance  of  their  Co-Plaintiffs,  issued  a  circular  to  the  whole  of  the 

2  D 
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trade,  which  represented  that  the  Defendants  had  no  authority  or  license  to 
manufacture  or  sell  tyres  made  in  accordance  with  the  said  patents,  and  this 
circular  has  been  and  is  being  extensively  distributed,  and  has  been  and  is  still 
being  extensively  advertised  in  trade  journals  and  in  the  daily  newspapers  all 
over  the  kingdom.    (6)  The  Plaintiffs  are  fully  aware  that  the  Defendants  are  5 
entitled  to  the  said  license,  and  to  manufacture  and  sell  tyres  made  in  accordance 
with  the  said  patents,  and  the  Defendants  allege  that  the  issue,  distribution, 
and  advertisement  of  the  said  circular  and  the  said  threats  constitute  a  breach 
of  the  express  or  implied  obligations  of  the  Plaintiffs,  The  Pneumatic  Tyre 
Company,  under  the  indenture  of  the   22nd  of  February  1894  (of  which   10 
obligations  their  Co-Plaintiffs  have  full  notice),  and  are  also  malicious  and 
wrongful   acts  on  the  part  of   both   of  the  said   Plaintiffs.    (7)    By  reason 
of  the  premises,  the  Defendants  have  been  greatly  injured  in  their  said  business, 
and  the  sale  of  tyres  manufactured  by  them  under  their  said  license  has  been 
entirely  stopped,  and  they  have  been  wholly  deprived  of  the  benefit  and  15 
enjoyment  of  the  said  license  and  of  the  profits  they  would  have  made  thereby. 
The  Defendants  claim — (1)  A  declaration  that  they  are  entitled  to  make  and 
sell  tyres  in  accordance  with  the  Letters  Patent  mentioned  in  the  Statement  of 
Claim,  and  other  the  Letters  Patent  of  the  Plaintiffs  mentioned  in  the  indenture 
dated  the  22nd  of  February  1894,  and  that  the  license  granted  by  the  said  20 
indenture  is  a  valid  and  existing  license  and  is  duly  vested  in  the  Defendants. 
(2)  An  injunction  to  restrain  the  Plaintiffs  from  continuing  to  publish  circulars, 
advertisements,  and  statements  complained  of,  or  similar  circulars,  advertise- 
ments, and  statements,  and  from  representing,  by  circulars,  advertisements,  or 
,  by  letters  to  the  Defendants'  customers,  or  in  any  manner  whatsoever,  that  the  25 
Defendants  are  not  entitled  to  make  and  sell  the  said  tyres.    (3)  Damages. 

It  appeared,  from  the  evidence  given  on  the  motion,  that  in  1894  The  Seddon 
Pneumatic  Tyre  Company,  Ld,,  was  in  existence,  and  on  the  22nd  of  February 
1894,  the  Plaintiff  Company  granted  a  license  to  that  Company  to  manufacture 
.  tyres,  with  certain  restrictions,  under  the  patent  sued  upon  in*this  action .  By  the  30 
terms  of  that  license,  TheSeddot^  Pneumatic  Tyre  Company,  Ld.,  undertook  that 
they  would  not  sell  or  part  with  their  undertaking  or  business  without  binding 
the  purchaser  or  purchasers  thereof  to  fulfil  all  the  terms  of  the  said  license, 
and  in  the  said  license  was  contained  a  proviso  that  the  said  Seddon  Company 
should  in  so  selling  or  parting  with  the  undertaking  and  business  have  the  35 
right  to  assign  the  said  license  and  the  benefit  thereof  to  such  purchaser  or 
purchasers,  but  otherwise  should  not  be  at  liberty  to  assign  the  said  license 
without  the  written  consent  of  the  Plaintiff  Company  first  had  and  obtained. 

The  Seddon  Pneumatic  Tyre  Company,  by  an  agreement  of  the  3rd  of  April 
1894,  sold  their  business  and  goodwill  to  The  International  Pneumatic  Tyre  40 
Company,  and  by  such  agreement  expressly  excluded,  in  Clause  1  thereof,  all 
rights  and  liabilities  of  the  Seddon  Company  under  or  by  virtue  of  the  said 
license.  The  Seddon  Pneumatic  Ty7*e  Company  then  went  into  liquidation, 
and  shortly  after  that  The  International  Pneumatic  Tyre  Company,  Ld,,  also 
went  into  liquidation.  Cltimately,  on  the  15th  of  August  189G,  the  license  4:5 
was  duly  assigned  to  the  Defendant  Company  in  the  present  action  by  the 
liquidator  of  The  Seddon  Pneumatic  Tyre  Company. 

On  the   11th  of  December  1896,  The  Dunlop  Pneumatic  Tyre  Company 
issued  a  circular  to  the  whole  of  the  cycle  trade  ;  and  on  the  22nd  of  December 
.  1896,  and  again  on  several  following  days,  published  the  said  circular  in  many  50 
papers. 

The  Dunlop  Pneumatic  Tyre  Company,  Ld.,  also  sent  threatening  letters 
to  various  persons  in  the  following  terms,  referring  to  tyres  supplied  by 
the  Defendant  Company  : — '*  Replying  to  your  favour  of  the  —  inst.,  we 
"  beg  to  inform  you  that  the  tyre  you  refer  to  is  not  under  license  by  us,  55 
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*''  and  we  shall  be  obliged  to  issue  a  writ  against  anybody  using  or  selling 
**  the  same." 

The  circalar  placed  in  the  newspapers  was  to  the  following  effect : — 
•*  Notice. — The  Dunlop  Pneumatic  Tyre  Company^  Ld,,  hereby  give  notice 
5  **  that  they  and  their  predecessors  in  title  have  obtained  injunctions  against  the 
**  persons,  firms,  and  companies  mentioned  below  for  infringement  of  the  Welch 
^^  patent  relating  to  '  Dunlop*  pneumatic  tyres.  Many  injunctions  have  been 
"  obtained  against  infringers  by  the  owners  of  the  *  Clincher '  patents,  now  the 
"  property  of  the  above-named  Company.    The  validity  of  the  Welch  patent  has 

10  **  been  upheld  before  Mr.  Justice  Kek^tvich  in  an  action  lasting  eight  days,  and 
*"'  before  Mr.  Justice  Homer  in  an  action  lasting  five  days.  The  Company  has 
"  been  put  to  very  great  expense  in  obtaining  these  decisions,  and  are  determined 
^*  in  future  to  strictly  enforce  their  rights  against  all  manufacturers,  sellers, 
'*  and  users   of   pneumatic  tyres  and  valves  made  without  authorization  in 

15  ^*  accordance  with  the  above-mentioned  patents  or  any  of  them.  Actions  have 
•*  already  been  commenced,  under  one  or  more  of  the  above  patents,  against 
^*  the  persons,  firms,  and  companies  mentioned  below."  The  circular  con- 
tinued— "  The  following  actions  are  now  pending,"  and  gave  a  list  of  persons, 
and  the  fifth  name  was  that  of  TTie  New  Seddon  Pneumatic  Tyre  and  Self" 

20  closing  Tube  Company^  Ld. 

The  Defendants  gave  notice  of  motion  that  the  Plaintiffs  might  be  restrained 
until  the  trial  from  publishing  or  representing  by  circulars,  advertisements, 
and  statements  or  letters  to  the  public,  or  to  the  Defendants*  customers,  or  in 
any  manner  whatsoever,  that  the  Defendants  were  not  authorized  to  make  and 

25  sell  tyres  under  the  said  patent  No  14,563  of  1890. 

The  motion  was  heard  before  Kekewich,  J.,  on  the  5th  of  February  1897,  and 
an  injunction  was  granted  according  to  the  terms  of  the  notice  of  motion. 

The  Plaintiffs  appealed,  and  the  appeal  now  came  on  for  hearing. 
Moultony  Q.C.,  Roger  Wallace^  Q.C.,  J,  C.  Graham  and  A.  J.  Walter  (instructed 

30  by  J.  B.  Purchase)  appeared  for  the  Appellants  ;  Btu^kley,  Q.C.,  Terrell^  Q.C., 
and  E.  M,  Bray  (instructed  by  Snell^  Son, ^  and  Qreenip)  appeared  for  the 
Respondents. 

Moulton,  Q.C.,  for  the  Appellants. — ^No  oi*der  ought  to  be  made  for  an 
injunction  ;  the  Defendants  have  never  had  a  license  from  the  Plaintiffs.    It 

35  is  most  unusual  to  grant  an  injunction  against  threats  when  the  threatener  is  a 
Patentee  and  has  brought  an  action  against  the  person  threatened.  The  Patentee 
is  in  such  case  entitled  to  warn  the  public  ;  before  the  Patents,  &c.  Act,  1883, 
a  Patentee  was  always  entitled  to  do  so,  and  under  Section  32  persons 
threatened  are  only  entitled  to  stop  the  threats  if  the  Patentee  does  not  bring 

40  an  action  for  infringement.  But  the  Plaintiffs  here  have  brought  an  action 
for  infringement  and  are  prosecuting  it  vigorously.  As  to  the  facts  of  the  case, 
the  Defendants  admit  that  the  tyres  are  infringements,  but  they  claim  that 
they  have  a  license  to  make  them  from  the  second  Plaintiff  Company,  who 
are    the  predecessors    of    the    first    Plaintiff   Company  ;  on  the    facts,    the 

45  Defendants  are  not  licensees.  A  Patentee  has  a  right  to  threaten,  and  the 
action  for  infringement  was  brought  before  the  threats  were  made  ;  it  is  not  at 
present  necessary  to  fight  the  facts.  It  is  quite  novel  to  restrain  a  Patentee  from 
saying  that  persons  are  not  entitled  to  sell  articles  manufactured  according 
to  the  patent.    The  Plaintiffs  have  never  treated  the  Defendants  as  licensees. 

50  [Buckley^  Q.C. — In  May  1895,  you  brought  an  action  against  the  International 
Company  to  say  that^they  were  licensees.]  That  Company  said  they  did  not 
take  over  the  license,  and  very  likely  they  were  right.  It  is  not  clear  what  are 
the  reasons  on  which  Kekewich^  J.,  based  his  judgment.  [Buckley,  Q.C— The 
business  of  the  old  Seddon  Company  and  the  license  are  Doth  now  vested  in 

55  the  Defendant  Company.]  * 
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Buckley y  Q.C.,  for  the  Respondents. — {^His  main  arguments  are  stated  in  the 
judgment.'] 

LiiTOLKT,  L.J. — I  do  not  see  npon  what  principle  of  law  this  injunction  can 
be  maintained.  The  facts  are  simple  enough  when  they  are  reduced  into  a 
narrow  compass  and  brought  down  to  those  which  are  alone  material.  The  5 
facts,  when  they  are  known,  apparently  are  these.  The  PlaintiflE  Company  have 
a  patent  for  pneumatic  tyres,  which  they  call  Welch's  patent,  and  they  granted 
a  license  on  the  22nd  of  February  1894  to  a  Company  called  the  Seddon 
Company.  That  document,  which  granted  the  license,  contains  some  unusual 
clauses,  and  an  attempt  was  made  to  attach  the  license  to  the  Seddon  Gompany^s  10 
business.  There  was  a  proviso  in  the  license  that  the  Seddon  Company  should  not 
assign  their  business,  except  upon  the  terms  of  obtaining  from  the  purchaser  of 
their  business  a  covenant  to  take  this  license,  or  an  agreement  or  obligation  to  take 
that  license.  Unless  they  sold  the  license  in  connection  with  their  business 
they  agreed  not  to  part  with  the  license  without  the  written  consent  of  the  15 
Plaintiffs.  That  was  the  short  outline  of  the  grant  of  the  license.  The 
Defendants  are  not  the  Seddon  Company  at  all.  They  say,  and  this  is  what 
the  Plaintiffs  now  are  disputing,  that  they  are  entitled  to  make  these  pneumatic 
tyres  pursuant  to  the  license  so  granted  to  this  Seddon  Company,  The 
Plaintiffs  say  they  are  not.  I  pass  over  the  reasons  for  that  controversy,  which  20 
would  take  some  little  time  to  explain,  and,  of  course,  they  have  been  laid 
very  fully  before  us.  The  controversy  really  arises  upon  this,  that,  although, 
now,  the  Defendant  Company  have  got  what  they  call  the  Seddon  Company's  old 
business  and  an  assignment  of  this  license,  the  Plaintiffs  say  they  have  not  that 
license  in  connection  with  the  business,  or  as  part  of  the  business,  and  that  they  are  25 
not  entitled  to  use  it.  That  is  the  controversy.  The  Plaintiffs  are  saying,  by 
letters  and  circulars,  that  the  tyres  manufactured  by  the  Defendants  are  not 
made  according  to  their  license  or  under  the  authority  of  any  license  granted 
by  them.  T.he  obvious  consequence  of  that  is  a  very  serious  injury  and 
prejudice  to  the  Defendants'  business ;  but  it  is  also  perfectly  true  that  there  30 
is  VL  bond  fide  controversy  ;  and  that  the  Plaintiffs  are  bringing  and  maintaining 
an  action  against  the  Defendants,  framed  upon  the  theory  that  the  Defendants 
have  no  right  to  make  these  things  under  that  license.  The  form  which  that 
controversy  takes  is  this, — the  Plaintiffs  have  brought  an  action  against  the 
Defendants  for  infringing  their  Welch's  patent.  Of  course,  that  action  will  H5 
lie  and  be  successful  unless  the  Defendants  are  right  in  their  contention  that 
they  are  entitled  to  make  these  tyres  under  this  license.  The  Plaintiffs  say 
they  are  not.  The  Defendants  say  they  are,  and  this  Court  is  asked  to  interfere, 
before  that  controversy  is  ended,  to  prevent  the  Plaintiffs  from  saying  that  the 
Defendants  are  not  entitled  to  make  these  things  under  the  license.  On  40 
principle,  it  appears  to  me  difficult  to  maintain  the  injunction.  But  it  is  not 
a  mere  question  of  principle.  As  it  appears  to  me,  the  32nd  section  of  the 
Patents,  Ac.  Act  of  1883,  which  I  will  call  attention  to  presently,  has  a  very  close 
bearing  upon  this  point,  and,  as  I  think,  governs  the.  case.  Mr.  Justice 
Kbkbwigh  did  not  allude  to  it.  He  treated  it  as  an  immaterial  section,  and  45 
he  did  so  evidently  impressed  by  Mr.  Buckley's  argument  that  he  has  a  different 
ground  to  stand  upon,  which  I  will  deal  with  by-and-bye.  But,  first  of  all,  I 
will  read  the  section,  bearing  in  mind  that  this  is  an  ordinary  action  for 
infringing  a  patent,  and  the  defence  is  not  the  ordinary  defence  of  disputing 
the  patent,  and  what  not,  because  the  Defendants  say,  "  We  have  a  license."  50 
That  is  the  defence.  The  32nd  section  of  the  Patents,  &c.  Act  of  1883  is  this, 
**  When  any  person  claiming  to  be  the  Patentee  of  an  invention  "—and  that 
applies  to  the  Plaintiffs  here— "by  circulars,  advertisements,  or  otherwise 
**  threatens  any  other  person  with  any  legal  proceedings  or  liability  in  respect 
*  of  any  alleged  manufacture,  use,  sale,  or  purchase  of  the  invention  "—and  55 
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some  of  these  letters  do  go  to  that — *^  any  person  or  persons  aggrieved '' — ^that 
would  be  the  Defendants  here,  evidently — ^^  may  bring  an  action  against  him, 
^  and  may  obtain  an  injnnction  against  the  continuance  of  such  threats,  and 
^  may  recover  such  damage  (if  any)  as  may  have  been  sustained  thereby,  if  the 

^  ^  alleged  mannfactnre,  use,  sale,  or  purchase  to  which  the  threats  related  was 
**  not,  in  &ct,  an  infringement  of  any  legal  rights  of  the  person  making  such 
^  threats."  If  the  section  had  ended  there,  it  would  be  obviously  a  section 
applicable  in  favour  of  the  Defendants,  and  in  favour  of  this  injunction,  and 
the  object  of  that  section,  so  &r,  was,  obviously,  to  prevent  people  who  had 

10  patents,  which,  perhaps,  were  not  good  for  anything,  from  levying  blackmail 
npon  other  people.  Then  there  is  this  proviso — ^*  Provided  that  this  section 
^  shall  not  apply  if  the  person  making  such  threats,  with  due  diligence, 
^^  commences  and  prosecutes  an  action  for  infringement  of  his  patent."  The 
Plaintiffs  are,  with  perfect  bona  fides  and  with  due  diligence,  prosecuting  such 

15  an  action.  They  commenced  it,  I  think,  even  before  some  of  these  complaints 
were  made.  The  circular  mentions  it.  They  are  within  the  proviso,  so  far  as 
I  can  see ;  and,  that  being  so,  it  seems  to  me  that  the  learned  Judge  has  over- 
looked a  very  material  statutory  enactment  applicable  to  this  case.  If  there 
were  nothing  else  in  it  (and  for  the  reasons  which  I  have  given  I  do  not  think 

^  there  is  anything  subs^ntially  different  in  it)  the  Plaintiffs  would  be  right, 
that  is  to  say,  no  injunction  could  be  granted  to  restrain  them  from  sa3rlng  what 
they  are  saying — that  is  to  say,  that  their  contention  is  that  the  Defendants'  tyres 
are  not  made  under  or  according  to  any  license  from  them,  but  are  infringe- 
ments of  their  patent.    They  would  be  entitled  to  say  that,  because  they  are 

25  bofid  fide  suing  the  Defendants  for  infringements  of  the  patent. 

Mr.  Buckley y  with  great  ingenuity,  says  that  has  nothing  to  do  with  it,  and 
he  says  it  for  this  reason  :  He  says  he  has  a  case  upon  the  grant  of  a  license — 
that  he  is,  in  effect,  an  assignee  of  that  license,  and  that  he  is  entitled  to  the 
benefit  of  the  implied  covenant  for  quiet  enjoyment  under  that  license.    The 

30  whole  of  that  is  in  dispute — every  step.  He  is  not  the  original  licensee,  that  is 
certain.  Whether  he  is  such  an  assignee  as  is  contemplated  here  is  in  dispute 
altogether.  Every  step  of  his  argument  is  precisely  one  of  those  steps  which 
is  involved  in  this  litigation.  I  cannot  accept  it.  I  cannot  assume  in  his  favour 
that  he  is  right,  and  protect  him  on  that  assumption.    I  can  assume  nothing, 

35  except  this,  that  there  is  a  band  fide  dispute  between  the  parties.    Having 

regard  to  that,  I  look  in  vain  for  any  principle  of  law  which  can  be  made 

the  foundation  of  this  injunction.    I  think  the  learned  Judge  went  wrong 

in  disregarding  Section  32,  which,  to  my  mind,  covers  the  whole  of  this  case. 

Smith,  L.J.—Waa  Section  32  brought  before  my  brother  KsKEWiGH  ?    I  do 

40  not  find  it  in  his  judgment. 

Buckley^  Q.C. — Yes,  it  was  mentioned. 

Smith,  LJ. — ^He  does  not  say  anything  about  it. 

Buckley^  Q.C. — No,  my  Lord,  I  do  not  think  he  does. 

Smith,  LJ. — I  sympathise  with  my  brother  Kekbwich  in  the  endeavour  he 

45  has  made  to  stop  the  Plaintiffs  issuing  these  circulars  and  letters,  because  I  see 
this,  that  it  may  do  harm  to  the  Defendants,  and  it  would  not  do  any  harm  to 
the  Plaintiffs  if  they  were  stopped  from  doing  it.  I  do  see  that  in  the  first 
instance ;  but  the  question  is  whether  or  not  the  Plaintiffs  are  not  within  their 
right  in  this  case  in  what  they  have  done. 

50  I  begin  with  the  action  which  was  brought  on  the  19th  of  November  1896,  by 
Hie  Dunlop  Pneumatic  Tyre  Company  against  T'he  New  Seddon  Pneumatic 
Tyre  Company,  What  is  that  action  ?  It  is  an  action  brought  by  the  Plaintiffs 
against  the  Defendants  for  infringing  their  patent.  Nothing  more  nor  less.  It 
is  a  patent  action.    They  complain  of  the  Defendants  infringing  their  patent, 

55  and  they  set  out,  in  one  of  the  paragraphs  of  their  Statement  of  Claim,  that 
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they  have  had  litigation  about  this  very  patent  with  other  infringers,  or  another 
infringer,  and  that  the  Court  has  granted  them  a  certificate  that  their  patent  is  a 
valid  patent.  Then,  in  addition  to  their  Statement  of  Claim,  I  notice  they  give 
Particulars  of  Breaches,  which  are  always  given  in  patent  actions.  That  is  the 
case  made  by  the  Plaintiffs  against  the  Defendants.  Is  that  a  patent  action  or  5 
not  ?  Is  it  an  action  where  any  person  claims  to  be  Patentee  of  an  invention  ? 
Are  not  these  Plaintiffs  claiming  to  be  Patentees  of  an  invention  ?  Of  course 
they  are ;  and  I  cannot  see  myself  how  Mr.  Buckley  can  contend  correctly  that 
this  is  not  a  patent  action.  What  do  the  Defendants  do  ?  It  is  quite  clear 
they  do  not  deny  the  validity  of  the  patent,  and  it  is  quite  clear  they  do  not  10 
allege  that  they  are  not  infringers.  What  they  do  say,  in  answer  to  this  claim 
for  infringement  of  the  patent,  is,  **  We  have  your  license,  and  what  we  have 
**  done  is  under  your  license,  and  therefore  you  cannot  sue  us  for  infringement 
"  of  the  patent."  That  is  how  it  rests.  If  the  Defendants  had  been  able  to 
make  out  clearly  in  this  case  that  they  were  grantees  of  the  Plaintiffs,  or  15 
assignees  of  the  Plaintiffs,  or  licensees,  or  whatever  you  like  to  call  them,  of  the 
Plaintiffs  of  this  license  to  make  these  tyres  under  the  patent,  I  am  not  quite 
sure  whether  I  would  not  have  held  the  same  as  my  brother  Eekbwigh  ;  but  I 
need  not  decide  that  now,  because  it  is  by  no  means  clear  that  there  is  any  grant 
whatever  existing  by  the  Plaintiffs  to  the  Defendants,  and  therefore,  in  these  20 
circumstances,  I  cannot  say  that  there  is  any  derogation  by  the  grantor  fromt 
the  grant  to  the  Defendants.  Indeed,  it  is  extremely  chimerical  upon  the 
evidence  which  was  brought  before  us. 

I  cannot  myself  see  my  way  out  of  the  32nd  section  of  the  Patent  Act,  which 
my  brother  LiNDLBY  has  read,  and  I  also  think  it  has  a  great  deal  of  bearing  25 
upon  this  subject.  What  is  that  section  ?  But,  before  I  read  that  section,  I 
will  just  draw  attention  to  one  or  two  things  which  are  complained  of  by  the 
Defendants  in  this  patent  action  (which  I  have  alluded  to),  and  complained  of 
by  way  of  counterclaim.  The  Defendants  raise  this  by  way  of  counterclaim 
and  ask  for  an  injunction  to  restrain  the  Plaintiffs  from  publishing  these  circulars  ^M) 
and  letters.  First  of  all,  I  will  take  the  circular,  and  in  this  it  is  said  that  "  The 
''  Company  " — that  iSytheDunlajj  Company — "has  been  put  to  very  great  expense 
'*  in  obtaining  these  decisions,  and  are  determined  in  future  to  strictly  enforce 
"  their  rights  against  all  manufacturers,  sellers,  and  users  of  pneumatic  tyres  and 
"  valves  made  without  authorization  in  accordance  with  the  above-mentioned  35 
'*  patents  or  any  of  them."  There  is  a  threat  of  action  against  the  infringers. 
If  you  take  the  letter  of  the  19th  of  November  1896,  which  is  a  letter  written  by 
the  Plaintiffs  to  gentlemen  who  were  about  to  buy  some  wheels  with  these  tyres 
on,  there  is  this  passage,  "  Our  representative  informs  us  that  you  have  a  pair 
"  of  tyres  in  stock,  fitted  to  a  lady's  machine,  which  are  not  nnder  license  to  40 
"  us  " — that  is,  "  from  us  " — "  and  we  must  ask  you  kindly  to  take  note  that  we 
"  shall  be  obliged  to  issue  a  writ  against  anybody  using  or  selling  it."  I  think 
those  two  are  the  strongest  instances  of  threats  made  by  the  Plaintiffs,  one  by 
circular  and  the  other  by  letter. 

Now,  I  come  to  this  32nd  section — "Where  any  person  claiming  to  be  the  ^ 
"  Patentee  of  an  invention " — I  say  the  Plaintiffs  are  that — "  by  circulars, 
"  advertisements,  or  otherwise,  threatens  any  other  person  with  any  legal 
*'  proceedings  or  liability  in  respect  of  an  alleged  manufacture,  use,  sale,  or 
"  purchase  of  the  invention,  any  person  or  persons  aggrieved  thereby " — I 
suppose  the  Defendants  would  be  able,  in  the  circumstances  of  this  case,  to  say  50 
that  they  are  aggrieved  persons — "  may  bring  an  action  against  him  " — which  the 
Defendants  have  done  by  way  of  counterclaim,  because  that  is  how  they  raise 
it — "  and  may  obtain  an  injunction  against  the  continuance  of  such  threats,  and 
"  naay  recover  such  damage  (if  any)  as  may  have  been  sustained  thereby,  if  the 
**  alleged  manufacture,  use,  sale,  or  purchase  to  which  the  threats  related  was  55 
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**  not  in  fact  an  infringement  of  any  legal  rights  of  the  person  making  such 
"  threats,  Provided  that  this  section  shall  not  apply  if  the  person  making  such 
"  threats  with  due  diligence  commences  and  prosecutes  an  action  for  infringe^ 
"  naent  of  his  patent."  I  read  that  section  short  thus,  that  where  a  person 
5  claims  to  be  the  Patentee,  and  he  commences  with  due  diligence  an  action,  and 
prosecutes  that  action,  then  he  is  entitled  to  give  notice  to  the  public  that  his 
patent  is  being  infringed,  to  put  it  shortly,  and  he  intends  to  insist  upon  his 
rights  if  infringers  insist  upon  going  on  infringing.  It  seems  to  me,  therefore, 
to  have  been  wrong  in  this  case  to  grant  the  injunction  asked  for,  on  this 
10  ground,  especially,  of  the  32nd  section ;  and  I  think  my  brother  Kbkbwich's 
judgment  should  be  reversed, 

RiGBY,  L,J. — I  am  of  the  same  opinion.  In  this  case  an  action  for  infringe- 
ment is  brought  against  the  Defendants.  The  validity  of  the  patent  which  is 
sued  upon,  and  the  fact  that  the  cycles  are  made  in  accordance  with  a  part  of 
15  the  invention  covered  by  the  patent,  are  admitted.  There  is  a  question  which 
we  cannot  assume  one  way  or  the  other,  namely,  as  to  whether  there  are  not 
infringements  of  a  part  which  the  Defendants  do  not  assert  a  right  to 
make  under  any  license.  But  what  they  do  say  is  this,  and  they  submit  to  us, 
that  they  are  only  acting  under  a  license.  It  appears  to  me  the  nature  of  the 
20  defence  does  not  in  any  way  alter  the  nature  of  the  action.  The  action  is  a 
Patentee's  action  within  the  meaning  of  Section  32  of  the  Act  of  1883. 

We  have  gone  to  a  certain  extent,  as  indeed  was  necessary,  into  the  facts  to 

soe  how  the  claim  for  the  license  is  set  up.  I  shall  endeavour  not  to  say  anything 

that  will  prejudge  any  question.    I  will  only  say  that  it  is  by  no  means  clear 

25  that  there  was  any  power  in  the  International  Company,  or  any  power  in  any 

person  who  assigned  to  the  present  Defendants,  to  make  over  the  license  at  all. 

That  must  be  treated  as  a  question  which  is  quite  open  ;  and  that  is  the  most 

that  can  be  said  in  favour  of  the  Defendants,  namely,  that  it  is  to  be  treated  as 

an  open  question  whether,  sooner  or  later,  they  can  make  out  that  they  have  a 

30  license.     Some  parts  of  their  argument  it  seems  to  me  would  be  very  difficult 

to  maintain  ;  but,  as  I  said  before,  I  will  not  go  into  that ;  I  will  assume  that 

there  is  a  possibility,  at  any  rate,  of  their  making  out,  when  they  come  to  the 

trial  of  the  action,  that  ttiey  have  a  license,  and  that  what  they  are  doing  is 

^      done  substantially  under  that  license,  throwing  aside  for  the  present  one  or  two 

M)  caseB  in  which  it  is  possible  they  may  have  been  guilty  of  extending  their 

license  to  the  exception.     Then,  what  is  the  equity  on  which  they  rely  ?    I  am 

bound  to  say  that  it  appears  to  me  to  be  a  very  novel  one.    I  have  no  doubt 

that,  if  threats  are  made  which  are  not  intended  to  be  followed  up  by  litigation, 

a  case  may  be,  under  certain  circumstances,  made  out.     But  here  the  litigation 

-H)  actually  existed,  with  reference  to  the  circular  complained  of  at  any  rate,  before 

the  threats  which  are  complained  of,  and  I  rather  think  with  regard  to  the 

others  as  well.  The  circular  complained  of  states,  so  far  as  these  Defendants  are 

concerned,  as  matter  of  fact,  that  they  have  been  made  Defendants  to  the  action 

Jp  which  they  are  really  and  truly  Defendants.     It  is  said  also,  and  that  is  said 

45  by  the  action  itself,  that  they  are  wrong  in  the  litigation— that  is  to  say,  that 

they  are  not  authorized  to  do  what  they  are  doing.    That  is  involved  in  the 

action  itself.    There  would  be  no  action  unless  the  Plaintiffs  were  prepared  to 

contend  for,  and  expected  to  establish,  that.    I  do  not  see  that  the  circular 

reaUy  contains  a  threat,  but  in  that  part  of  it,  at  any  rate,  it  does  not  contain  a 

W  threat  with  reference  to  these  particular  Defendants.    I  do  not  say  I  have  gone 

mto  it  sufficiently  carefully  to  enable  me  to  say  that  there  may  not  be  a  threat 

somewhere  else,  but  certainly,  so  far  as  these   particular   Defendants   are 

concerned,  I  do  not  find  a  threat.    All  that  is  said  is  that  these  Defendants  are 

persons  against  whom,  among  others,  actions  have  been  brought.    Upon  the 

M  letters,  there  is  no  kind  of  doubt  about  it,  namely,  that  the  Plaintiffs  do  take 
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on  themselves  to  say,  "We  do  not  admit — ^in  fact  we  deny — ^that  the  Defendants 
"  have  any  right  to  make  articles  in  accordance  with  oar  patent,  and  what  is 
^  more,  we  tlu^aten  to  bring  actions  against  any  persons  that  we  find  *' — as  I 
read  the  letters — **  insisting  on  the  right  to  deal  with  tyres  manufactured 
"  according  to  our  patent  by  the  Defendants.*'  That  does  come  clearly  within  5 
Section  32,  and  I  have  no  doubt  upon  the  case  which  the  Defendants  set  up,  if 
they  could  make  it  out,  that  they  would  be  persons  aggrieved. 

Now,  let  us  see  what  the  Act  says.    It  is  not  that  the  person  aggrieved  in 
such  a  manner  is  to  have  a  right  to  an  injunction  at  any  time,  because,  as  f^r 
as  regards  this  secticm,  certainly,  he  cannot  get  any  right  at  all  if  the* person  Iv 
making  the  threats — ^that  is  to  say,  the  Plaintiff  Company  here^^with  due 
diligence  commences  and  prosecutes  an  action  for  infringement.    It  is  clear 
to  me  that  he  cannot  get  anything  else,  because  it  appears  to  me  the  law  never 
went  beyond  that,  and  I  do  not  remember  any  case  in  which  the  law  went     ^ 
beyond  that,  that   the  person  aggrieved  by  such  a  statement  might  come  1*^ 
here.    The  proviso  says  that  he  could  not  do  any  good  when  the  statement  is 
made  bond  fide^  and  the  honafide^  is  proved  by  the  fact  that  the  Plaintiff,  the 
person  making  the  threat,  had  commenced,  or  was  ready  to  commence,  an 
action   to    establish  his  right  to  make  that  threat.     I  am  not  in  the    least 
impressed  with  the  case  of  lessor  and  lessee.    I  do  not  think  there  is  any  kind  ^ 
of  parallel  or  analogy  between  the  two.    No  other  case  except  the  one  of  lessor 
and  lessee  has  been  brought  forward,  and  I  think  for  the  very  good  reason  that 
none  could  be  found.    Of  course  everj'thing  is  disputed  in  this  matter.    The 
right  of  the  Plaintiffs  originally  to  attach  a  condition  binding  upon  a  purchaser, 
Mr.  Buckley  relied  on,  but  I  do  not  see  any  foundation  for  that  (I  am  not  25 
saying  anything  about  the  assignment),  and  I  do  not  think  that  any  kind  of 
principle  or  authority  was  quoted  for  it.     However,  that  was  at  any  rate 
contested.     Then  we  have  this,  that  the  New  Seddon  Company  from  the 
7th  of  May  1896,  until  August  15th,  1896,  at  any  rate  a  little  more  than  three 
months,  did  not  pretend  to  have  a  license,  and  they  are  now  saying  that  they  ^ 
got  a  license  along  with  their  business.    That  is  contested,  and  very  strongly 
contested,  and  there  are  reasons  givQn  on  both  sides  why  the  issue  should  be 
determined  in  favour  of  the  one  or  in  favour  of  the  other.    It  all  comes  to  this, 
that  there  is  a  bond  fide\  litigation,  and  certainly  it  is  hona  fide  on  the  part  of 
the  Plaintiffs,  which  is  the  only  thing  we  have  to  consider  (I  am  not  saying  ^ 
that  it  is  not  bona  fide  on  the  part  of  the  Defendants  as  well),  and  the  Plaintiffs 
have  done  absolutely  nothing  more  than  assert  by  letters,  and  it  may  be  by  the 
circular  also,  the  very  same  thing  that  they  are  asserting  in  the  action.    I  do 
not  see  that  there  is  any  principle  in  accordance  with  which  we  can  grant  an 
Injunction.    I  do  not  remember  that  such  a  thing  has  ever  been  done  before,  ^ 
and  it  would  be  a  very  dangerous  precedent  to  set  now  for  the  first  time. 

Walter, — ^Your  lordships  will  allow  the  appeal,  with  costs,  and  dissolve  the 
injunction. 

LiKDLBY,  Z/.J. — Yes.    Let  the  costs  be  the  Plaintiffs'  in  any  event. 
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In  the  High  Court  of  Justiob.— Chanobry  Division. 

Before  Mr.  Justice  Kbkbwich.— March  25th  and  30th,  1897* 

The  California  Fig  Syrup  Company  v.  Taylor's  Drug  Company,  Ld, 


Action  for  passing   off.Sale  of  ^^  Syrup  of  Figs^^  in  England  by  an 
&  American  Compaiiy. — Adoption  of  the  term  '*  The  American  Syrup  of  Figs  " 
^\i  an  English  Company. — Execution  of  orders  by  the  latter. — Alleged  mis^ 
representation  of  their  goods  by  the  American  Company. 

The  Plaintijffi  in  this  action^  The  Calif orhia  Fig  Syrup  Company,  an  American 

Company  having  a  depot  in  England^  sold  Syrup  of  Figs  under  the  name 

10  of  «  California  Syrup  of  FigSy"*  and  advertised  the  same  largely.    Other  firms 

9old  ^^  Syrup  of  Figs  "  both  in  England  and  America^  but^  except  in  the  case  of 

the  Defendants  to  the  action^  there  appeared  to  have  been  only  a  small  use  of 

^  term  ^^AmeHcan  "  in  reference  to  Syrup  of  Figs  by  two  other  firms. 

1^  jl^  Defendants  were  an  Eyiglish  Company ^  ivho  first  sold  The  California 

^  C^ompany's  article^  and  then  coimnenced  to  sell  "  The  American  Syrup  of  Figs  " 

^nder  the  name    of  " Tlie  American    Syrup  of  Figs  Company'^      Certain 

^^rs    were  given    to    them  for  "  California    Syrup  of  Figs^^*  the  name 

American  "  being  added  in  some  cases.     These  were  executed  by  supplying  the 

2q  T*^f^ndants^  preparation.     An  action  being  brought  against  them  for  an 

^^^<:tion  and  other  reliefs  the  Defendants  {among  other  things)  set  up  that  • 

^  -^fatn^i^  Company  were  disentitled  to  relief  on  the  ground  of  misrepre- 

a/i^^^^j  ««  tJiere  was  little  or  no  fig  Juice  in  the  preparation  which  they  sold  ' 

25  t?if^^y^^  ^^^^  ^^  Plaintiff  Company  were  entitled  to  an  injunction  to  restrain 
an  ^^^dants  from  selling  their  "  Syrup  of  Figs  "  as  "  American^'''  and  to 
l^^  ^*^^^ov€nt  of  profits  and  costSy  and  that  they  were  not  disentitled  to  relief  in 

y^^^^^on  on  the  ground  of  misrepresentation. 

l8y^*^  California  Fig  Syrup  Company,  which  is  an  American  Company,  since 

^  In    -w  \r^^^e  mannf actured  and  sold  a  medicinal  preparation  called  "  Syrup  of  Figs.'* 

«<g.^   ^^S,  they  applied  in  England  to  register,  as  a  Trade  Mark,  the  words 

AftJ'^^Jt^    of  Figs,"  which  they  had  previously  registered  as  a  Trade  Mark  in 

Wi&      ^^^^^  but  this  application  was  refused  {see  6  R.P.C.  126).     About  this  time 

Coet^^**^icle  itself  was  first  introduced  into  this  country,  and,  in  1894,  the 

"^  soJtj  ^?^^y  opened  a  place  of  business  in  London,  where  the  article  was  and  is 

pHoj*^^^^l®8*^®  2i^d  retail,  but  principally  the  former.    The  sales  in  England^ 

l^j^  ^^^^  1893,  were  not  alleged  by  the  Company  to  have  been  extensive. 
carti v^L  dompany's  bottles  of  "  Syrup  of  Figs  "  have  always  been  enclosed  in  a 
ct  p j^*^^fc^,:ipcl  case  or  cartoon,  on  the  top  or  face  of  which  are  the  words  "  California 
^^^^^«^^^"*P  Company,  San  Francisco,  Cal.,"  on  a  blue  band,  encircling  the 
tyj>^^^^  ^:fcf  a  branch  of  a  fig  tree  ;  also  the  words  ''-  Syrup  of  Figs"  in  prominent 
**  a-V^X^"^^*!  til©  following  : — "  This  excellent  remedy  presents  in  the  most  accept- 
pri:nt;^^^^onn  the  medicinallyjaxative  principles_of  plants."      '^•*  '^'^'^  "•'''"  '- 
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On  one  side  is 
a  description  of  the  effect  of  "  Syrup  of  Figs,"  including  ihe  following 


'  8^%^^^^*  • — "  1*8  efficacy  and  delicacy  of  flavour  are  due  to  the  medicinal  and 

*  ^\^^^^ble  qualities  of  plants  and  aromatic  carminatives,  skilfully  combined 

*&^^^     pleasant  liquids,  among  which  may  be  mentioned  the  juice  of  figs." 

^l>  of  Figs  "is,  and  has  long  been,  sold  in  America  by  others  besides  the 

2  S 
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California  Company ^  and  "  Syrup  of  Figs  "  or  "  Fi^  Syrup  "  is  now  sold  by  a 
large  number  of  chemists  in  England  ;  but,  according  to  the  Company's  case, 
up  to  December  1894  or  January  1895,  no  other  person  or  firm,  except  the 
Company,  used  the  term  "  Syrup  of  Figs  "  in  England.  When  "  Syrup  of  Pigs  '* 
began  to  be  put  up  and  sold  in  England  by  other  people,  the  California  Company^  5 
although  they  did  not  alter  the  get-up  of  their  packages,  commenced  and 
continued,  in  their  advertisements,  circulars,  and  invoices,  to  call  their  article 
**  California  Syrup  of  Figs,"  by  way  of  distinction,  and  its  recognised  name 
thereby  became  "  California  Syrup  of  Figs." 

In  March  1896,  Tayhr^a  Drug  Company ^  Ld.y  began  to  sell,  in  addition  to  10 
"  California  Syrup  of  Figs,"  a  syrup  of  figs  of  their  own,  which  was  made  by  or  for 
them  in  Leeds,  under  the  name  of  "  *The  American  Syrup  of  Figs,'  prepared  by 
"  The  American  Syrup  of  Pigs  Company,  26  and  27,  High  Holbom,  London." 
There  was  in  reality  no  American  Syrup  of  Figs  Company^  but  this  is  a  trading 
style  adopted  by  Taylor's  Drug  Company,  Ld.,  26  and  27,  High  Holbom  being  15 
the  London  depot  of  such  Company.    "  The  American  Syrup  of  Figs  "  was  sold 
in  a  cartoon  totally  different  from  that  of  the  California  Company^s  cartoon, 
but  it  had  on  its  top  or  face  (among  other  things)  ^'  *  The  American  Syrup  of 
'^  Figs,'  or  nature's  fruit  aperient,  extracted  from  figs  and  other  laxative  fruits, 
**'  combined  with  certain  medicinal  herbs  and  vegetable  ingredients"  ;  and,  at. 30 
the  bottom,  **  The  American  Syrup  of  Pigs  Company,  26  and  27,  High  Holborn. 
^^  London,"  printed  over  a  representation  of  stars  and  stripes. 

On  the  7th  of  January  1897,  The  California  Fig  Syrup  Company  commenced 
an  action  against  Taylor's  Drug  Company,  Ld.,  claiming  an  injunction  to  restrain 
the  Defendants,  their  servants,  and  agents  from  supplying  to  persons  ordering  25 
or  asking  for  "  Syrup  of  Figs,"  under  the  name  "  California,"  any  medicinal  or 
oth^r  preparation  not  being  the  Plaintiff  Company's  medicinal  preparation, 
known  as  '^ California  Syrup  of  Figs";  and  an  injunction  to  restrain  the 
Defendants,  their  servants,  and  agents  from  passing  off  or  attempting  to  pass 
off  any  medicinal  or  other  preparation  not  being  the  goods  of  the  Plaintiffs  30 
as  or  for  the  goods  of  the  PJaintiffs,  by  the  use  of  the  words  *^  The  American 
** Syrup  of  Figs"  or  "The  American  Syrup  of  Figs  Company";  and  also 
consequential  relief.  Notice  of  motion  for  an  ii^terlocutory  injunction 
in  the  terms  of  the  writ  having  been  given,  and  a  considerable  number 
of  afl^davits  having  been  filed  upon  both  sides,  it  was  arranged  that  the  35 
hearing  of  the  motion  should  be  treated  as  the  trial  of  the  action,  and  that  croas- 
examination  of  any  of  the  Deponents  whom  it  was  desired  to  cross-examine 
should  take  place  in  Court ;  and  the  matter  came  before  Eekbwigh,  J.,  to  be 
disposed  of  on  this  basis. 

The  affidavits  and  cross-examination  disclosed  (among  other  things)  the  40 
following  &cts  :— That  "  Syrup  of  Figs  "  sold  by  others  than  the  Plaintiffs  was 
sold  sometimes  as  **  Pig  Syrup"  simply,  and  sometimes  under  varying  titles,  e,g,^ 
"Compound  Syrup  of  Figs,"  "Arabian  Remedy,  or  Compound  Fig  Syrup," 
"  Pig  Remedy,"  &c.,  but  only  in  two  instances  as  "American,"  one  by  a  chemist 
named  Cra^g  James,  who  began  the  practice  about  12  months  before  the  trial,  45 
and  who  sold  less  than  50  bottles,  and  the  other  by  The  Scottish  Drug  Company, 
as  deposed    to  by  an  ex-manager,  who  was  in  their  employment  for  about 
seven  or  eight  months  in  the  latter  part  of  1893  or  the  beginning  of  1894.     It 
also  appeared  that  Emily  Foulkes,  on  the  30Ui  of  October  1896,  sent  by  post, 
addressed  to  The  American  Syrup  of  Figs  Company,  26  and  27,  High  Holbom,  50 
an  order  for  "a  bottle  of  your  '  California  American  Sjrrup  of  Pigs,'  as  adver- 
"  tised,"  and  received  \\^  reply  a  bottle  of  the  Defendants'  preparation  ;  also  that 
Vivian  Draffen,  on  the  5th  of  November  1896,  sent  by  post  to  Taylor*s  Drug 
Stores,  Ld.,  at  28,  Grand  Parade,  St  Leonard's,  a  similar  order,  which  was 
executed  in  a  similar  way  ;  also,  that  Thomas  Miller,  on  the  11th  of  December  55 
1896,  sent  to  The  American  Syrup  of  Figs  Company,  291,  Hunalet  Road,  Leeds 
^one  of  the  a4<lre^e8  of  the  Defendant  Company),  a  writtw  pyd^r  for  "5^  bottle 
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"  of  *  California  Fig  Syrnp,' "  and  received  a  bottle  of  the  Defendants'  prepara- 
tion ;  and  that  Charles  Crahtree,  on  the  16th  of  November  1896,  called  at  one 
of  the  shops  of  the  Defendant  Company  at  Leeds,  and  asked  for  a  bottle  of 
"  California  Syrup  of  Figs,"  and  received  what  turned  out  to  be  a  bottle  of 
5  the  Defendants'  preparation.  On  behalf  of  the  Defendants,  the  assistants  who 
executed  the  first  three  of  these  orders  stated,  in  effect,  that  they  were  misled 
by  the  way  in  which  the  orders  were  given,  and  believed  that  it  was  the 
Defendants'  preparation  that  was  wanted.  The  assistant  who,  apparently, 
served  Crabtree  did  not  remember  him  or  the  circumstance,  but  stated  that 

10  he  was  sure  that  if  Crabtree  had  plainly  asked  for  a  bottle  of  "  California  Syrup 
"  of  Figs  "  he  did  not  get  any  other  preparation. 

Several  trade  witnesses  made  afBdavits  on  behalf  of  the  Plaintiffs  as  to  the 
probability  of  deception ;  among  them  was  Lionel  Newberry^  of  the  firm  of 
Newberry  and  Sons^  who   stated    that    it  was  very  generally  known  that 

15  •* California  Syrup  of  Pigs"  was  an  American  preparation,  put  up  by  an 
American  Company  or  firm,  and  if  he  were  asked  for  a  "Syrup  of  Pigs" 
of  American  make,  or  for  "American  Syrup  of  Figs,"  he  would  supply 
"  California  Syrup  of  Figs  " ;  and  he  also  stated  that  in  consequence  of  the 
use  by  the  Defendants  of  the  term  "  American  Syrup  of  Figs,"  and  by  their 

20  styling  themselves  The  American  Syrup  of  Figs  Company^  their  preparation 
'could  and  would  be  extensively  passed  off  on  unwary  purchasers  as  being 
the  Plaintiff  Company's  well-known  "California  Syrup  of  Figs,"  and  this 
would  especially  be  the  case  with  persons  who  had  been  advised  to  procure,  or 
had  seen  advertised,  "  California  Syrup  of  Figs,"  without  being  familiar  with 

25  the  appearance  of  that  article,  and  who  went  into  a  shop  for  the  purpose 
of  procuring  it,  knowing  it  came  from  America,  but  not  remembering  exactly 
f^m  what  part  of  America. 

The  Defendants'  trade  witnesses  deposed  to  the  effect  that  the  Defendants' 
"Syrup  of  Figs"  could  not  be  mistaken  for  the  Plaintiffs'.   The  affidavit  of 

30  W.  W.  Hopkinson  may  be  selected  as  a  specimen  of  the  Defendants* 
evidence  on  this  point.  After  stating  his  experience  as  a  chemist,  and  that  he 
was  well  acquainted  with  "  Syrup  of  Figs,"  and  stating  that  it  was  produced  from 
the  fruit  of  die  fig  tree,  usually  without  any  addition,  but  that  some  makers  added 
flavouring  and  aperients,  such  as  cascara  and  senna,  and  that "  Syrup  of  Figs  " 

35  was  the  descriptive  name  of  the  Plaintiffs'  article,  and  that  he  himself 
purchased  "  Syrup  of  Figs  "  from  wholesale  chemists,  and  bottled  and  sold  it, 
he  concluded  his  affidavit  as  follows : — "  My  experience  is  that  customers  do 
"  not  come  in  and  ask  for  any  special  make  of  *  Syrup  of  Pigs.'  They  come  in 
"  and  ask  for  *  Syrup  of  Figs  '  just  as  they  ask  for  a  cough  mixture.    I  have 

40  "  considered  the  Plaintiffs'  cartoon,  now  produced  to  me,  and  marked  W 1,  and 
"  the  Defendants'  cartoon,  now  produced  to  me,  and  marked  W  2,  and  can  see 
"  no  similarity  whatever  between  them,  except  the  use  of  the  purely  descriptive 
"  title  *  Syrup  of  Figs.'  I  do  not  consider  that  the  use  of  the  word  *  American ' 
"  in  the  name  of  the  article  can  in  any  case  cause  confusion  to  arise  in  the 

45  "  mind  of  a  purchaser,  and  I  do  not  think  anyone  would  be  misled  into  buying 
"  the  Defendant  Company's  article  in  mistake  for  the  Plaintiffs'.  There  are 
*^  numerous  articles  on  the  market  having,  as  part  of  their  name,  the  name  of  a 
"  country,  and  the  name  of  such  country  does  not  indicate  the  actual  place  of 
*•  manufacture — for  instance,  •  American  Bay  Rhum,'  *  Bengal  Chutney,'  and 

50  •*  numerous  other  articles— but  the  place  of  origin,  and  as  *  Syrup  of  Figs'  is 
"  notoriously  of  American  origin,  I  consider  to  call  the  article  *American  Syrup 
"  *  of  Figs,'  is  to  accurately  describe  it." 

Warrington^  Q.C.,  and  John  (Tw^ter  i(in8tructed  by  C.   Urquhart  Fisher) 
appeared   for   the    Plaintiffs;    Moultan,    Q.C,  Bramwell   Davis^  Q.C.,  and 

55  Sebastian  (instructed  by  ^ar?nan  and  Co.^  agents  for  W.  and  E,  H.  Foster^ 
of  Leeds)  appeared  for  the  Defendants. 

Warrington,  Q.C.,  for  the  Plaintiffs.— This  is  a  case  of  passing  off  by  name 
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rather  than  get-up.  The  Plaintiflfs  are  an  American  Company,  and  they  manu- 
facture in  America  the  preparation  they  sell  as  "Syrup  of  Figs,"  and  have 
advertised  it  largely,  and  it  has  been  known  more  or  less  in  this  country  since 
1879.    At  first  they  called  it  "  Syrup  of  Figs  "  simply,  but  now  it  is  advertised  ; 

and  called  "California  Syrup  of  Figs."    The   Defendants,   Taylar's   Drug  5  i 

Company^  Ld.,  first  sold  the  Plaintiffs'  preparation,  but  they  have  recently 
began  to  sell  a  syrup  of  figs,  and  they  call  it  "  The  American  Syrup  of  Figs," 
and  they  call  themselves  The  American  Syrvp  of  Figs  Company.  If  they 
were  honest,  they  would  have  called  it "  The  Taylor's  Drug  Company  Syrup  of 
"  Figs."  The  only  object  in  calling  it "  The  American  Syrup  of  Figs,"  and  10 
selling  it  under  the  name  of"  The  American  Syrup  of  Figs  Company,"can  be  to 
get  a  part  of  that  trade  which  comes  to  the  Plaintiffs  as  the  original  American 
Company.  [The  learned  Counsel  then  stated  the  orders  given  to  the  Defendants 
by  FoulkeSy  Draffen^  Mille7\  and  Crdbtree.']  There  is  a  suggestion  on  the  part 
of  the  Defendants  that  the  Plaintiffs  are  not  entitled  to  relief,  because  that  15 
Which  they  sell  is  not  that  which  it  is  represented  to  be — "  Syrup  of  Figs  " — 
but  the  Plaintiffs  point  out  on  the  packages  themselves,  and  also  in  other  ways, 
that,  although  figs  enter  into  the  composition  of  their  article,  there  are  other 
ingredients  in  it,  and  to  these  its  laxative  effect  is  due,  rather  than  to  the  juice 
of  figs,  just  as  in  the  well-known  compound  "  Liquorice  Powder,"  although  20 
liquorice  is  put  in  to  make  it  pleasant  to  the  taste,  its  medicinal  qualities  arise 
from  something  other  than  liquorice. 

Moulton^  Q.C.,  and  Bramwell  Davis,  Q.C.,  for  the  Defendants. — In  this 
action  not  a  single  case  of  actual  passing  off  is  in  &ct  established.    The  name 
of  the  Plaintiffs'  preparation  is  "  California  Syrup  of  Figs/'  and  that  is  its  only  25 
name.    Nowhere  has  it  been  called  by  the  Plaintiffs  "American  Syrup  of  Figs," 
and  "  California  "  is  an  uncommon  and  distinctive  name.  The  Plaintiffs  cannot, 
because  they  call  their  preparation  by  the  name  of  one  State  in  America, 
prevent  anyone  from  calling  their  preparation  by  the  name  of  any  other  State, 
or  obtain  a  monopoly  of  the  term  "American."    It  would  be  impossible  for  any-  30 
one  to  confuse  the  Defendants'  preparation  with  the  Plaintiffs'  preparation. 
The  Defendants'  retail  witnesses  say  that  nobody  on  earth  has  mistaken  the  one 
for  the  other,  and  we  ask  your  Lordship  to  say  the  same.    Then  the  Plaintiffs 
are  not  entitled  to  relief,  on  the  ground  that  they  are  misleading  the  public. 
What  they  are  selling  is  "Syrup  of    Figs,"  and,  according  to   their  own  35 
statements  and    their  own   advertisements,  there    is   no    fig    in    it    at   all. 

SKbkewigh,  J. — I  have  several  advertisements  here,  but  I  do  not  think  I  have 
ound  anything  to  show  that  there  was  none.]    Well,  it  has  only  a  small 
quantity  of  fig  juice,  and  therefore  the  Plaintiffs  have  attempted  to  palm  off  | 

upon  the  public  a  "  Syrup  of  Figs,"  when  th^re  is  no  fig  in  it  at  all,  with  40  ( 

the  exception  of  a  very  small   quantity  of   fig  juice ;   Netvman  v,  Pinto^  i 

i  R.P.C.  508.  I 

No  reply  was  called  for. 

Kekewigh,  J. — ^About  the  precise  relief  to  which  the  Plaintiffs  are  entitled, 
I  must  have  directly  the  assistance  of  Counsel.  '  I  do  not  think  it  can  be  said  to  45 
be  well  defined  at  present ;  but  I  am  not  oblivious  of  the  fact  that  this  case,  for 
the  convenience  of  the  parties,  has  been  heard  on  motion  for  injunction  without 
pleadings,  and  that,  therefore,  the  case  of  the  Plaintiffs  has  not  been  formulated 
in  a  Statement  of  Claim,  and  the  exact  relief  which  they  ask  has  not  met  with 
that  full  and  deliberate  consideration  which,  of  course,  it  would  if  the  Statement  50 
of  Claim  had  been  delivered  in  due  course.    Thoy  ask  some  injunction,  which 
must  be  framed  directly,  to  prevent  the  Defendants  passing  off  their  goods — 
that  is,  the  Defendants'  goods — ^as  being  the  Plaintiffs'  goods.  That  is  the  issue. 
If  that  issue  is  properly  found  in  the  Plaintiffs'  favour,  then  some  injunction 
must  go  with  the  consequential  relief.    If  that  issue  is  found  in  favour  of  the  55 
Defendants,  then  there  is  an  end  of  the  case  ;  but  it  is  perfectly  plain  what  the . 
issue  is. 
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The  Plaintiffs  are  large  vendors  of  a  medicinal  liquid  or  preparation  called 
"  Syrup  of  Figs."    They  are  an  American  Company.    Their  "  Syrup  of  Figs  "  is 
manu&ctured  in  America,  and  it  is  sold  in  this  country  by  means  of  a  dep6t 
here.    Of  course,  their  relief  is  confined  entirely  to  this  country.    They  are 
5  called  The  California  Fig  Syrup  Company^  and  they  sell  "  Syrup  of  Figs."    If 
that  were  all,  and  if  it  rested  there,  they  could  not  complain  of  the  Defendants 
or  other  persons  selling  "  Syrup  of  Figs  "  or  "  American  Syrup  of  Figs."    It  is 
perfectly  dear  that  "Syrup  of  Figs"  is  an  article  of  common  manufacture, 
apparently  not  manufactured  or  sold  much,  until  quite  recently,  in  this  country, 
10  but  manufactured  rather  more  and  sold  rather  more  in  America,  and  even  there, 
I  conclude  from  the  evidence,  not  largely  until  recent  years.    "  Syrup  of  Figs," 
therefore,  might  certainly  be  sold  by  any  person,  with  or  without  his  own  name, 
and  with  or  without  a  fancy  name,  if.  he  prefers  to  add  a  fancy  name,  which 
is  not  calculated  to  deceive.    About  that  there  can  be  no  question.    But  for  the 
15  one  fact  which  is  the  staple  of  the  case,  anybody  might  sell  "  American  Syrup 
"  of  Figs  "  ;  it  might  or  might  not  be  true  that  it  is  "  American  Syrup  of  Figs  "  ; 
it  might  or  might  not  be  a  title  which  chemists  might  wish  to  append  to  a 
manufacture  of  their  own,  made  in  England  and  sold  in  England ;  and  the 
Plaintiffs  would  have  no  reason  to  complain.    The  one  fact,  which  I  call  the 
20  staple  of  the  case,  consists  of  this,  that  by  degrees,  and  partly,  and,  perhaps, 
mainly,  by   advertisements,  and  perhaps  partly  by  that  fancy  for  nicknames 
which  pervades  the  human  race,  this  "  Syrup  of  Figs  "  sold  by  Tfie  California 
Fig  Syrup  Company  has  come  to  be  known  as  "  California  Syrup  of  Figs  "—so 
much  so  that,  as  properly  insisted  on  by  Mr.  Bramtvell  Davis^  they  say,  and, 
25  apparently,  say  with  perfect  truth,  that  unless  you  ask  for  "  California  Sjrrup 
**  of  Figs,"  you  cannot  be  sure  of  getting  the  Plaintiffs' ''  Syrup  of  Figs."    That 
is  a  term  in  their  own  advertisements.     So  that  what  the  Plaintiffs  make  and 
sell  in  this  country  (I  am  not  concerned  with  sales  in  America)  is  known  in  the 
market,  not  as  "  Syrup  of  Figs,"  but  as  "  California  Syrup  of  Figs." 
30      Then  conies  an  entirely  different  question,  whether  persons,  although  still 
entitled  to  call  their  own  manufacture  **  Syrup  of  Figs,"  or  "  Syrup  of  Figs  "  with 
an  affix  which  is  not  calculated  to  deceive,  may  properly  sell  it  as  "  American 
**  Syrup  of  Figs."   Now,  no  doubt  it  is  a  very  specious  and  plausible  argument  to. 
say  that  "  American  "  is  not  a  colourable  imitation  of  "  California."   California  is 
35  only  one  of  a  large  number  of  States — I  forget  for  the  moment  how  many  there 
are,  but  there  are  a  very  large  number  now — and  when  Mr.  BramweU  Davis 
says  there  is  no  reason  why  they  should  not  call  it  by  the  name  of  some  other 
State,  as  at  present  advised,  if  the  Defendants  had  taken  the  name  of  some  other 
State,  they  would  have  been  entirely  clear  of  all  complaint.    I  do  not  see  how 
40  the  name  of  some  other  State,- true  or  untrue,  could  have  been  complained  of  by 
T?ie  California  Fig  Syrup  Company.     But  the  Defendants  have  not  done 
that — ^they  have  taken  the  name  "American."    Now  there  is,  as  I  have  already 
said,  some  "  Fig  Syrup  "  other  than  the  Plaintiffs'  manufactured  in  America, 
and  there  is  probably  now  a  good  deal,  but  there  was  a  certain  amount 
45  sold  by  one  or  two  firms,  and  some  of  it — ^not  a  large  quantity — ^found  its  way 
into  England,  the  result  being  that  the  Plaintiffs'  manufacture,  which  had  been 
largely  advertised  and  largely  sold,  had  come  to  be  known  in  the  market,  by 
the  name  of  "  California  Syrup  of  Figs,"  as  the  one  "  Syrup  of  Figs  "  which  was 
imported  from  America  into  this  country  and  sold  here.    The  obvious  and  easy 
50  conclusion   is,  that  this  "  Syrup  of  Figs  "  of  the  Plaintiffs,  being  known  as 
"  California  Syrup  of  Figs,"  was  known  by  a  name  which  was  equivalent,  to  the 
ordinary  purchaser,  to  "  American  Syrup  of  Figs."    Thai  seems  to  me  to  be  the 
clear  result  of  the  evidence  all  round,  and  not  less  from  the  evidence  of  the 
Defendants  than  from  the  evidence  of  the  Plaintiffs. 
55      Then  there  are  some  excuses  made  for  that.    I  have  dealt  with  one — that 
"American"  and  "  Calfornia"  are  not  alike,  and  that  California  is  only  one  of, 
the  United  States.    I  will  not  refer  further  to  that,  because  the  question  o£  the» 
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meaning  of  the  word  does  not  depend  upon  the  collocation  of  the  letters,  does 
not  depend  upon  geographical  considerations,  but  depends  entirely  ou  the 
nse  ;  and  if  once  yon  get  a  word  used  as  meaning  the  goods  of  a  certain  person, 
no  other  person  is  entitled  to  use  a  name  which  interferes  with  that  use.  One 
is  almost  ashamed  again  to  refer  to  -Bcrfdat«;ay  v. ^aw^wi,  where  "Camel-hair  5 
•*  Belting  " — ^that  is  to  say,  belting  .made  of  camel  hair — ^had  become  so  well  known 
as  belting  made  by  the  Plaintiffs,  that  others  were  not  allowed  to  sell  "  Camel 
"  hair  Belting."  This  seems  to  me  to  be  a  very  easy  application,  on  this  part 
of  the  case,  of  that  principle. 

But  then  it  is  said  "  American  "  does  not  mean  anything  of  this  kind  ;  it  does  10 
not  mean  that  it  is  California  or  any  other  State,  or  even  that  it  comes  from 
America.    In  fact,  it  does  not.    The  Defendants*  case  is  that  theirs  does  not 
come  from  America.    It  is  made  in  Leeds  in  this  country.    How  far  that  is 
creditable  to  them  or  not  is  another  question,  with  which  I  am  not  concerned. 
They  say  that  they  are  entitled  to  sell  their  "  Fig  Syrup  "  as  American  in  the  15 
same  way — I  am  using  their  view,  not  mine— as  it  is  quite  right  and  proper  to 
speak  of  "Bengal  Chutney,"  because  chutney  was  first  made  and  became 
famous  in  India ;  and  therefore  it  is  quite  natural  and  right,  and  nobody  can 
say  it  is  otherwise,  to  sell  as  "Bengal  Chutney"  what  is  made  in  London. 
That  seems  to  me  to  be  an  exceedingly  weak  argument.    In  fact,  as  I  read  20 
their  affidavits,  I  thought  the  Defendants*  witnesses  were  giving  them  away. 
That,  really,  is  not  the  question   in   any  sense  whether  Uiis    represents  an 
article  which  became  first  famous  in  America,  and  none  other.  The  question  is 
whether  the  word  "  American  "  represents  an  article  which  is  made  there,  and 
which  enjoys  a  reputation  in  the  English  market  as  coming  from  the  well-  25 
known  American  manufacturers.    That  is  the  question,  and  the  argument 
repeated  over  and  over  again  in  several  affidavits  about  "Bengal  Chutney"  and 
other  like  condiments,  really  ignores  the  real  question,  and,  in  ignoring  it, 
I  think,  weakens  the  Defendants*  case. 

Then  I    have   a   considerable    body    of   evidence    to   show    that   this  is  30 
calculated  to  deceive.    Of  course,  I  am  perfectly  aware  that  on  the  other  side  I 
have  a  considerable  body  of  evidence  to  show  that  it  is  not.    Well,  it  is  very 
difficult  to  weigh  such  evidence,  though  I  confess  that  in  the  particular  case, 
having  read  all  through  the  affidavits  again  and  given  them  my  best  considera- 
tion, not  without  reference  to  the  cross-examination,  I  think  that  the  evidence  35 
in  favour  of  this  being  calculated  to  deceive  is  largely  in  excess  of  that  on  the 
other  side.    The  evidence  came  from  men  of  very  great  position  ;  some  of  them 
men  of  great  experience,  and  calculated  to  be  competent  to  advise  the  Court  on 
such  subjects,  as  far  as  any  advice  could  be  given  ;  and  some  of  the  Plaintifb* 
witnesses  were  cross-examined  without  the  slightest  effect  in  the  way  of  40 
depreciating  the  value  of  their  evidence.    There  is  a  body  of  evidence  to 
show  that  this  is  calculated  to  deceive.    Then  I  have  some  evidence  of  actual 
deception.    I  should  not  be  disposed  to  rely  on  that  evidence  much  if  it  stood 
alone,  and  if  the  Plaintiffs  had  come  into  Court  simply  on  those  cases ;  because, 
no  doubt,  each  by  itself  is  capable  of  explanation,  and  whether  or  not  the  45 
explanation  given  after  the  fact  is  altogether  trustworthy,  yet   there  is  a 
passible  explanation,  and  also  an  explanation  which  has  been  sworn  to.    It 
is  not  a  difficult  task  to  pick  the  efvidence  to  pieces,  and  show  that  neither 
one  case  nor  the  other,  nor  the  whole  combined,  really  establish,  standing  alone, 
a  case  of  deception;    but,  at  the  same  time,  there  is  some  evidence  that  50 
the  Defendants*  goods  were  supplied  when  the  Plaintiffs*  were  asked  for, 
if  not  in  unambiguous  terms,  yet  in  terms  which  certainly  might  with  equal 
precision,  to  say  the  least,  have  referred  to  the  Plaintiffs*  goods.    Of  course,  I 
.  have  heard  suggestions  about  traps  and  the  like,  and  it  is  not  the  sort  of 
business  in  which,  I  suppose,  any  gentleman  wishes  to  be  engaged,  bat  I  55 
am  not  much  in  favour  myself  of    listening   to,  and  I  do  not  enoourage, 
complaints  by  the  fox  that  he  has  been  caught  in  a  rusty  gin.    If  the  trap 
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is  an  awkward  one,  and  still  it  has  caught  him,  I  do  not  think  his  complaints 
are  worth  listening  to.    I  think  there  is  some  evidence,  at  least,  of  this,  looking 
at  it  from  the  most  favourable  point  of  view,  that  there  is  considerable  difficulty 
and  confusion ;  that  *^  American  "  and  ^^  California  "  are,  if  not  interchangeable 
5l  forms,  not  very  &r  from  it ;  and  that  even  the  shopmen  themselves  if  asked  for 
'  one  or  the  other,  are  not  at  all  sure  which  is  meant,  although  they  are  ready 
enough  to  supply  that  which  they  have  on  hand    as  being  of  their  own 
manufacture. 
But  I  am  further  strengthened  in  this  case  by  considering  one  element  of 
10  intention  which  seems  to  me  exceedingly  strong.    I  am  looking  at  it  as  a'  jury, 
and  it  is  possible  I  give  too  much  weight  to  it,  but  I  find  here  the  Defendants, 
who,  I  am  told  in  one  of  the  affidavits,  carry  on  a  very  large  business  as  Taylor's 
Drug  Company^  Ld.j  have  thought  it  worth  while,  for  the  purpose  of  selling 
•*  Syrup  of  Figs "  in  this  country,  to  carry  on  trade  under  a  different  name, 
lA  namely,  Ihe  name  of  "  The  American  Syrup  of  Figs  Company."    Why  on  earth 
"   do  they  do  that?    If  they  make  a  **  Syrup  of  Figs"  of  their  own,  which  they 
can  depend  upon  for  its  excellence,  or,  by  being  well  advertised,  for  a  good  sale, 
why  i^ould  they  wish  to  sell  it  otherwise  than  as  "  Taylor's  Syrup  of  Figs,"  or 
by  some  fancy  name  ?    Why  should  they  change  their  incorporated  title  into 
20  another  with  this  name  '*  American  "  ?    I  do  not  hesitate  to  say  my  conclusion 
on  the  foots  is  that  that  is  done  dishonestly — that  is  to  say,  fraudulently — in 
order,  if  possible,  to  sell  their  goods  as  those  of  the  Plaintiffs,  and  thus  to  defeat 
the  Plaintiffs,  not  in  honest  rivalry  and  competition,  but  by  an  underhand  way 
which  is  not  creditable  to  an  English  trader.    So  much  for  that  part  of  the  case. 
25       Then  it  is  said  that  the  Plaintiffs  are  out  of  Court,  because  they  sell  as 
**  Syrup  of  Figs  "  something  which  is  not  "  Syrup  of  Figs."  Now,  I  put  aside  an 
observation  which  might  be  made  with  a  considerable  amount  of  truth,  as  far 
as  I  read  the  evidence,  that  nobody  else's  '*  Syrap  of  Figs  "  is  "  Syrup  of  Figs." 
This  is  a  medicinal  preparation  intended  to  be  of  a  laxative  kind,  and  the  laxative 
30  properties,  apparently,  come  from  the  other  ingredients,  and  not  from  the  fig 
syrup,  which  is  more  for  flavouring  than  for  any  other  purpose,    I  do  not 
think  that  the  Plaintiffs  could  maintain  their  action  as  manufacturers  of 
*•  Syrup  of  Pigs " — it  not  being  Fig  Syrup — merely  on  the  ground  that  other 
persons  do  the  like— that  there  are  other  deceivers  in  the  market  as  well  as 
35  themselves.    I  think,  on  that  point,  the  ease  cited  by  Mr.  Bramwell  Dams — 
the  "  Havannah  Cigar  "  case — ^would  be  conclusive,  and  properly  so.    That  was 
a  case  in  which  Lord  Justice  Bowen  pointed  out  that  the  pictures,  or  one  of  the 
advertisements  inside  a  cigar  box  of  English  manufactured  cigars,  representing 
them  to  be  imported  from  abroad  under  brands  of  foreign  names,  were  pictorial 
40  lies  ;  and  that  that  disentitled  those  who  told  those  lies,  by  means  of  pictures, 
to  relief.    But  it  is  not  proved  to  me  that  this  is  not,  in  a  proper  sense  of  the 
word,  "Syrup  of  Figs."    Mr.  Bramwell  Davis  undertook  to  show  that  there  was 
actually  no  fig  in  their  preparation,  and  that  they  said  so,  but  the  only  thing 
he  could  refer  to  is  a  passage  in  the  "  Pharmaceutical  Era,"  in  which  they  say, 
45  before  the  institution  of  this  action,  or,  at  any  rate,  quite  recently,  "  We  shall 
<*  continue  to  publish  to  the  world  the  fact  that  the  laxative  principles  of  our 
*^  remedy  are  obtained  from  senna,  and  that  the  small  quantity  of  fig  juice  used 
^  is  merely  to  promote  the  pleasant  taste  of  the  combination.    To  claim  other- 
•*  wise  would  be  an  absurdity."    I  am  not  aware  of,  and  my  attention  has  not 
50  been  called  to,  any  advertisemiBnt,  or  any  label,  or  any  document  of  any  kind, 
in  which  anything  to  the  contrary  has  been  said.    It  is  quite  true  that  this  is 
not  "  Syrup  of  Figs,"  that  is  to  say,  in  the  sense  of  being  a  decoction  of  figs,  and 
nothing  more  ;  on  the  contrary,  it  seems  to  be  a  decoction  of  other  things,  with 
a  certain  admixture  of  fig  syrup,  but  the  fig  syrup,  nevertheless,  seems  to  be  a  large 
55  fiietor  in  the  composition  which  adds  the  flavouring,  which  is  an  important  item 
in  all  medicinal  preparations.    I  cannot  myself  see  that  the  Plaintiffs  have 
done  anything  wrong  in  calling  it  by  the  name  by  which  it  v^as  known, 
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by  which  it  has  obtained  a  large  repatation  and  a  large  sale,  namely, 
**  Syrup  o£  Figs."  I  do  not  think  that  on  that  ground  they  have  disentitled 
themselves  to  the  relief  which  I  think  otherwise  they  can  properly  claim  in 
this  Court. 

Now,  Mr.  Warrington^  let  us  reduce  this  claim  to  something  definite.  5 

Warrington^  JJ.C. — The  writ  asks  for  injunctions  in  two  branches.  The 
first  paragraph  is  directed  to  the  actual  passing  off,  and  I  ask  your  Lordship  for 
an  injunction  to  restrain  that.  Then  I  ask  for  an  injunction  restraining  the 
Defendants,  their  servants,  and  agents,  *^  from  passing  off,  or  attempting  to  pass 
'^  off,  any  medicinal  or  other  preparation,  not  being  the  goods  of  the  Plaintiffs  10 
f*  as  or  for  the  goods  of  the  Plaintiffs,  by  the  use  of  the  words  *  The  American 
" '  Syrup  of  Figs '  or  *  The  American  Syrup  of  Figs  Company ' "  ;  and  I 
ask  for  an  account  of  profits. 

Kekbwich,  J. — But  will  not  the  second  form  of  injunction  do  without  the 
first?  15 

Warrington,  Q.C. — Really,  they  are  not  very  likely,  after  the  warning  they 
have  had,  actually  to  pass  off.     I  do  not  care  very  much  about  the  first. 

Kekbwtgh,  J. — If  they  do  they  will  come  within  the  second  ? 

Warrington,  Q.C. — Yes  ;  I  do  not  care  about  the  first,  if  your  Lordship  will 
grant  an  injunction  in  the  terms  I  have  mentioned,  restraining  the  use  of  20 
**  The  American  Syrup  of  Figs  "  or  "  The  American  Syrup  of  Figs  Company." 

Ebkbwich,  J. — I  cannot  prevent  their  trading  as  "  The  American  Syrup  of 
'*  Pigs  Company." 

Warrington,  Q^G. — Well,  by  the  use  of  the  words  "The  American  Syrup 

**0fl!Mg8."  25 

Kbkbwich,  J. — Yes.    The  account  of  profits  must  follow  those  words.     It 

will  be  an  account  of  profits  made  by  selling  in  that  way.    It  will  follow  the 

words  of  the  injunction. 

His  Lordship  ordered  the  Defendants  to  pay  the  costs  of  the  action,  and,  on 

their  application,  stayed  the  order,  pending  appeal,  except  in  respect  of  the  30 

injunction. 
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In  the  High  Court  of  Justice.— Queen's  Bench  Division. 

Before  Mr.  Justice  Wright.— February  22nd,  23rd,  and  24th,  1897. 

Baggenmachbr  v.  Watson,  Todd,  and  Co. 

Patent. — Actioi}  fi/r  infringement  of  two  patents, — PHor  user, — Particulars 
5  of  Objections, 

liiis  wa^  an  action  for  infringement  of  two  patents  for  improvemefits  in 
si/ting  machines.  TJhe  Defendants  alleged  the  invalidity  of  the  patents  on 
various  grounds^  including  want  of  subject-matter  and  prior  user.  This  last 
objection  waSy  at  the.  trials  sn/pported  by  evidence. 

10  Heldy  that  the  prior  user  was  proved  at  two  places,  and  the  action  was 
dismissed^  tvith  costs. 

On  the  2nd  of  Augnst  1887,  a  patent  (No.  10,644  of  1887)  was  granted  to 
Carl  Haggenmacher  for  an  invention  of  an  ''  Improved  method  and  apparatus 
**  for  sifting,  bolting,  sorting,  grading  or  separating  meal,  middlings,  and  other 

15  "  like  pnlverulent  or  granular  materials  or  produce." 

The  Complete  Specification  (as  amended  on  the  15th  of  November  1895)  was, 
so  far  as  material,  as  follows  :— "  A  long  series  of  experiments  made  by  me 
"  have  proved  that  a  certain  swinging  or  swaying  motion  of  sieve  surfaces 
•*  produced  mechanically  as  hereinafter   explained  is  of  itself  and  especially 

20  "  when  combine^  with  the  use  of  certain  accessory  appliances  or  arrange- 
*^  ments  also  hereinafter  specified  capable  of  enabling  the  conveying  sifting, 
^  bolting,  sorting,  grading,  or  separating  of  all  kinds  of  pulverulent  or  granular 
^  substances  on  descending,  horizontal,  or  ascending  sieve  surfaces  to  be 
**  performed  with  considerable  advantage  and  that  it  secures  a  mechanical  effect 

25  ^  by  far  superior  to  that  attained  by  the  modes  of  sifting  hitherto  in  use  the 
**  said  swinging  or  swaying  motion  being  altogether  different  from  the  back- 
^  wards  and  forwards  reciprocating  or  shaking  motion  and  from  the  motion 
**  of  rotation  ordinarily  employed  every  point  on  the  sieve  surfaces  (as 
"  projected  on  a  horizontal  plane)  being  caused  to  invariably  describe  the  same 

30  ^*  circular  or  elliptic  or  nearly  elliptic  curve  the  long  and  the  short  axis  of 
**  which  never  exceed  the  proportion  of  1  :  2  that  is  to  say  the  major  axis 
**  never  being  more  than  about  twice  the  length  of  the  minor  axis. 

"  The  annexed  drawings  figures  1  to  17  illi  strate  five  different  modifications 
"  of  apparatus  shewing  how  my  Invention  may  be  carried  out  in  practice  but  I 

35  **  do  not  limit  myself  to  the  precise  forms  of  construction  shewn  as  the 
^  mechanical  arrangements  by  which  the  said  swinging  or  swaying  (oscillatory) 
**  motion  peculiar  to  my  Invention  can  be  imparted  to  the  sieve  surfaces  may 
**  evidently  be  greatly  varied  without  affecting  the  spirit  of  the  Invention. 
•*  The  apparatus  illustrated  is  adapted  for  the  manufacture  of  flour  suitable 

40  **  means  being  provided  for  effecting  the  transference  from  sieve  to  sieve  of  the 
^  material  to  be  bolted  or  sifted  as  indicated  in  the  drawing, 

**  Figures  18 — 36  shew  some  details  which  it  was  not  possible  to  illustrate 
•*  distinctly  enough  in  figures  1  to  17  i.e.  the  devices  for  conveying  and  dis- 
**  tributing  the  material  to  be  bolted  over  descending,  horizontal,  or  ascending 

45  **  (rising)  sieve  surfaces  and  other  details  connected  with  the  sieves  and  finally 
^  certain  arrangements  which  are  operated  by  the  above   described  working 

2  F 
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"  motion  for  the  purpose   of  clearing  the   meshes    of  the   bolting   cloth   or 
"  material. 

"  The  acting  surfaces  of  the  sieves  in  all  the  aforesaid  five  modifications  are 
'*  either  bolting  (sizing)  sieves  marked  8  effecting  the  sifting  or  bolting  process 
'*  proper  or  are  transit  or  conveying  sieves  marked  p  through  which  pads  both  5 
"  the  material  to  be  bolted  and  the  material  bolted  or  they  are  sieve  bottoms 
"  marked  I  made  of  linen  or  Fome  other  suitable  stuff  and  intended  for  convey- 
**  ing  both  the  material  bolted  and  to  be  bolted.  In  some  cases  I  also  employ 
"  sieves  marked  /  (figures  22  to  26  and  32  to  35)  which  carry  cleaning  materials 
"  operated  as  hereinafter  described  for  cleaning  the  meshes  of  the  bolting  sieves  10 
"  and  breaks  sieves  marked  q  figures  23,  25,  26  and  32  the  particular  objects  of 
**  which  are  hereinafter  explained 

"  The  conveyance  and  the  distribution  on  the  bolting  sieves  8  of  the  material 
'  under  treatment  are  performed  by  guides  (figures  33  to  36)  arranged  parallel 
"  to  the  course  taken  by  the  material  under  treatment  and  composed  of  the  15 
"  straight  guiding  slats  or  bars  r  (forming  ridges  projecting  above  the  surface  of 
"  the  sieves)  and  the  equidistant  conveying  slats  or  bars  w  joining  the  former  at 
"  one  end  at  an  obtuse  working  angle  their  length  increasing  progressively  from 
"  the  side  where  the  material  to  be  bolted  is  delivered  on  to  the  bolting  sieve  to 
**  the  side  wh^re  it  leaves  the  sieve  (figures  34  and  36).  The  object  of  these  20 
"  guides  TV  is  to  push  the  material  under  treatment  forward  and  also  by  virtue 
"  of  their  gradually  increasing  length  to  move  and  more  contract  or  narrow  the 
**  free  passage  of  the  materials  or  produce  under  treatment  so  as  to  regulate 
*'  their  rate  of  advancing  thus  causing  the  stock  on  the  sieve  in  spite  of  the  loss 
"  of  the  portion  escaping  through  the  meshes  to  retain  as  much  as  possible  a  25 
**  uniform  height  or  thickness  of  layer  over  the  whole  surface  of  the  cloth. 
**  This  arrangement"  allows  the  material  or  produce  under  treatment  to  be 
"  conveyed  distributed  and  bolted  by  means  of  the  working  motion  on 
"  descending,  horizontal  or  rising  sieve  surfaces  in  such  a  manner  that  the 
"  nearer  the  obtuse  working  angle  formed  by  the  sides  w  and  r  approaches  a  30 
*'  right  angle  the  greater  is  the  energy  of  the  material  in  advancing  even  in  a 
"  considerably  rising  direction  but  in  the  simplified  arrangement  illustrated  in 
"  figures  24  and  26  equidistant  distributing  slats  ^  arranged  on  the  bolting  sieves 
"  s  and  crossing  the  course  of  the  material  to  be  bolted  are  employed  whose  sole 
"  function  is  to  perform  the  distribution  of  the  material  under  treatment  35 
*'  because  the  bolting  sieves  being  in  this  instance  sufficiently  inclined  the 
"  working  motion  of  the  apparatus  is  of  itself  able  to  propel  the  materials 
"  without  the  help  of  the  guides. 

"  Trials    have  shewn   that  sieves  worked    in    this  manner  require   when 
"  employed  for  the  treatment  of  flour  a  continually  acting  arrangement  to  keep  40 
"  the  meshes  clear  which  arrangement  is  not  generally  necessary  for  breaks — 
"  Semolina— and  middlings — sieves. 

**  Figures  18  to  21  illustrate  two  mechanical  devices  for  keeping  the  bolting 
"  sieves  clear.     Both  of  them  are  based  upon  and  actuated  by  the  peculiar 
"  working  motion   hereiiilfefore  described    and    they  are  applicable   to    the  4.^ 
**  arrangement  illustrated  in  figures  4  and  5. 

*'  Figures  18  and  19  illustrate  an  arrangement  with  a  brush  B  sweeping  the 
"  inferior  or  under  side  of  the  bolting  sieve  s.  The  sieve  flhewn  consists  of  the 
"  outer  ring  a  its. lower  side  being  clothed  with  the  sieve  bottom  I  with  the 
"  transit  sieve  p  joined  to  the  latter.  In  the  ring  a  the  inner  ring  h  having  its  50 
"  lower  side  clothed  with  the  bolting  sieve  8  is  inserted.  The  ring  h  rests  on 
'^  ledges  eee. 

"  The  material  under  treatment  falls  at/  upon  the  bolting  sieve  8  and  moves 
"  in  the  direction  of  the  arrows  -♦. 

"  The  sifted  material  that  has  passed  through  the  cloth  moves  on  the  sieve  55 
"  bottom  I  in  the  same  direction  as  the  material  above  the  sieve  and  after  having 
"  passed  through  the  transit  sieve  it  reaches  the  next  bolting  sieve 
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.  "  The  above  described  circular  or  drum  like  sieve  rests  upon  and  is  fixed  to  a 
**  cross  bar  L.  A  bush  m  figure  18  inserted  in  the  latter  centrally  to  the  sieve 
**  dram  forms  a  bearing  for  a  shaft  w  carrying  at  its  upper  extremity  the  brush 
"  B  sweeping  the  under  side  of  the  bolting  sieve  s.  A  lever  arm  H  with 
5  "  an  adjustable  weight  g  is  secui-ed  to  the  lower  end  of  the  said  shaft.  The 
"  brush  B  is  connected  to  a  spring  /  the  free  extremity  of  which  engages 
"  with  teeth  d  figure  19  which  may  be  conveniently  formed  by  a  strip  of 
"  corrugated  or  undulated  sheet  metal  as  indicated  in  the  plan. 

^  Now  when  the  machine  is  set  in  motion  the  brush  B  will  oscillate  together 

10  "  with  the  sieve  the  former  however  owing  to  its  own  vis  inertia  enhanced  by 
**  that  of  the  weight  g  will  remain  behind  at  the  moment  when  the  spring  i  is 
"  at  liberty  to  slip  over  the  teeth  rf.  This  remaining  behind  constitutes  the 
**  working  motion  of  the  brush  relatively  to  the  sieve.  A  certain  segment  of  the 
"  sieve  will  thus  slide  over  the  brush  when  the  teeth  d  slip  over  the  spring  i  and 

15  ^  this  motion  being  repeated  with  the  working  of  the  sieve  the  brush  with  an 
**  intermittently  progressive  action  will  sweep  the  entire  undersurface  of  the 
'^  bolting  sieve  8  thus  continually  cleaning  the  same.  By  displacing  the  weight 
"  g  the  vis  inertia  and  consequently  also  the  number  of  movements  of  the  brush* 
*^  may  be  increased  or  diminished  as  required.    The  shaft  w  can  be  raised  or 

20  "  lowered, even  when  in  action  by  adjusting  a  point  or  ceiffre  screwed  into  a 
"  bracket  z.  By  this  means  when  the  brush  wears  away  it  can  be  readily  raised 
^*  and  brought  closer  to  the  sieve  so  as  to  enable  it  to  continue  to  clear  the 
"  meshes  effectually.  In  order  to  throw  the  brush  out  of  action  when  required 
^  the  lever  arm  H  may  be  stopped  by  a  projection  on  the  arm  L  drawn  in 

25  **  dotted  lines  in  figure  19. 

'^  Figure  20  and  21  illustrate  the  second  of  the  two  aforesaid  arrangements  foi^ 
'*  keeping  the  bolting  sieves  clear.  The  sieve  in  question  is  composed  of  an  outer 
^  ring  or  drum  a  in  which  there  are  inserted  one  uj)on  another  an  inner  bottom 
"  ring  h  an  inner  middle  ring  e  and  an  inner  top  ring/.    The  upper  edge  of  the 

30  '*  bottom  ring  is  clothed  with  the  sieve  bottom  /.  The  under  edge  of  the  top 
"ring /is  clothed  with  the  inclined  bolting  sieves.  The  sole  object  of  the 
*^  middle  ring  ^  is  to  maintain  the  proj)er  slope  or  inclination  of  the  two  planes 
"  I  sieve  bottom  and  bolting  sieve)  formed  by  the  clothings  of  the  rings  h  and/. 
^  In  order  to  direct  the  tailings  of  each  preceding  bolting  sieve  to  each  following 

35  **  bolting  sieve  the  lowest  portion  of  these  bolting  sieves  is  clothed  from  c  with 
"  the  transit  sieve  p  and  in  every  one  of  the  rings  e  and  h  a  ridge  or  partition 
^  piece  is  inserted  boxing  in  the  passage  or  aperture  d.  - 

"  This  arrangement  causes  the  material  fed  to  the  bolting  sieve  at  ^  to 
"  proceed  in  the  direction  of  the  arrows  -^top  d  whereas  the  material  bolted  or 

40  ^  which  has  passed  through  the  sieve  will  proceed  ,on  the  sieve  bottom  I  in  the 
"  direction  of  the  arrows  -»>  (figure  21)  and  pass  away  through  openings  at  y. 

"  Now  the  above  described  drum  sieve  is  by  readily  yielding  springs  i 
"  connected  to  the  supports  k  fastened  to  the  frame  of  the  apparatus  in  such  a 
"way  as  to  cause  the  buffers/*/*./*/*/*/*  (figure  21)  while  the  frame  is  osoil- 

45  "  lating  to  alternately  knock  against  each  other  thus  producing  such  a  concussion 
"  of  the  sieve  as  is  sufficient  to  keep  the  meshes  of  said  sieve  open  or  clear. 
"  When  the  buffers  are  not  intended  to  beat  against  each  other  through  the 
"  aforesaid  action  of  the  springs  the  buffers./*/*/'/'  ^ire  pressed  against  each 
"  other  by  turning  a  screw  tv, 

50       **  Figures  22  and  23  shew  a  third  and  substantially  quite  new  arrangement  for 
"  keeping  the  bolting  sieve  clear  by  means  of  cleaning  materials  or  bodies 
"acting  as  hereinafter  described.    This  arrangement  based  upon  and  actuated 
"  by  the  working  motion  of  the  sieve  itself  is  applicable  to  all  or  any  of  thtr 
•*  sifting  or  bolting  apparatus    hereinbefore   set  forth.      By  the  expression 

55  "  cleaning  materials  or  bodies,  granular  matter  or  substances  are  to  be  under- 
"  stood  of  liot  too  heavy  a  specific  weight  but  yet  capable  of  wearing  as  long 
"  as  T>0B8ible, 
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*^  The  arrangement  illustrated  in  figares  22  and  23  is  applied  to  a  circnlar  or 
^*  drum  sieve  such  as  the  bottom  sieTe  in  one  of  the  arrangements  hereinbefore 
*'  described  with  reference  to  figures  6  to  8  and  10  to  12  and  it  consists  of  an 
**  outer  ring  a  an  inner  bottom  ring  b  supporting  a  second  inner  ring  c  clothed 
"  below  with  the  sieve  bottom  L  The  ring  c  supports  the  third  inner  ring  d  5 
''  its  inferior  side  being  clothed  with  the  cleaning  sieve  t  and  on  d  rests  the 
**  inner  top  ring  e  clothed  at  the  bottom  with  the  bolting  sieve  a. 

"  Within  the  space  between  the  bolting  sieve  s  and  the  clearing  sieve  t  and 
**  by  means  of  straight  slats  r  arranged  alternately  with  zig  zag  slats  or 
"  propelling  or  conveying  slats  w  the  cleaning  material  is  by  the  motion  of  the  10 
"  sieve  hereinbefore  described  forced  to  follow  the  course  shewn  by  the 
'*  arrows  -»>>  figure  23  the  said  material  being  at  the  same  time  shaken  up 
"  and  thrown  or  projected  against  the  underside  of  the  bolting  sieve  a  in  such  a 
"  manner  as  to  clear  the  meshes  (or  interstices)  of  the  latter.  A  connecting 
^'  trunk  V  situated  outside  the  drum  communicates  with  the  aforesaid  space  15 
*'  and  is  fitted  with  a  similar  zig  zag  guide  k  for  the  purpose  of  causing  the 
*^  cleaning  material  to  circulate  continually  in  the  direction  indicated  by  the 
•*  arrows  — »^^». 

'<  The  cleaning  sieve  is  considerably  coarser  than  the  bolting  sieve.  The 
^^  cleaning  material  is  also  coarser  than  the  meshes  of  the  cleaning  sieve.  20 
*^  The  stock  or  produce  to  be  bolted  reaches  the  bolting  sieve  at  g  and  advances 
"  in  the  direction  of  the  arrows  — *.  The  "tailings"  leave  the  drum  passing 
"  through  the  openings  y  and  the  material  bolted  after  passing  through  the 
"  sieve  8  and  through  the  cleaning  sieve  t  falls  onto  the  sieve  bottom  I  where  it 
"  travels  in  the  direction  of  the  arrows  -»♦  and  is  finally  discharged  through  25 
"  the  apertures  y^  (figure  23). 

"  The  necessary  amount  of  cleaning  material  is  supplied  to  the  drum  through 
"  an  opening  cut  in  the  cover  of  the  connecting  trunk  v  and  provided  with  a 
"  lid  or  cover  capable  of  being  shut.  The  cleaning  sieve  t  communicates  with 
^^  a  breaks  sieve  q  in  the  connecting  trunk  v  by  means  of  this  breaks  sieve  all  30 
"  the  particles  of  the  cleaning  material  which  by  little  and  little  get  worn  and 
"  broken  are  continually  separated  and  discharged  at  the  lowest  part  of  the 
**  bottom  l\ 

"  The  cleaning  material  employed  may  consist  of  any  suitable  substance 
"  capable  of  keeping  the  meshes  of  the  bolting  sieves  clear  by  a  knocking  and  35 
'^  rubbing  action  without  damaging  the  cloth  and  without  soiling  the  prixluce. 
'*  Cleaned  Semolina  or  Breaks  from  that  variety  of  Com  the  ground  products  of 
^^  which  are  to  be  subjected  to  the  action  of  the  respective  apparatus  hulled  rice 
"  wheat  barley  peas  and  such  like  will  be  found  to  answer  the  purpose  best. 

"  In  dealing  with  produce  which  does  not  require  the  bolting  sieves  to  be  40 
**  cleared  occasionally  no  cleaning  material  of  course  is  supplied  or  the  cleaning 
"  material  supplied  is  put  out  of  circulation  by  adjusting  the  slide  z  attached 
''  to  the  zig  zag  k, 

*'  Figures  24,  25  and  26  illustrate  an  analogous  arrangement  to  that  lastly 
"  hereinbefore  described  for  keeping  the  bolting  sieves  clear  by  means  of  45 
"  cleaning  material  and  adapted  for  use  with  the  apparatus  illustrated  in  figures 
"1,2  and  3  being  likewise  applicable  to  other  rectangular  sieves  such  as  those 
"  illustrated  in  figures  15, 16,  and  17  as  will  be  readily  understood  by  referring 
"  to  the  drawing  without  further  description  the  same  letters  of  reference  being 
"  used  to  mark  the  parts  corresponding  with  those  referred  to  in  the  description  50 
"  of  figures  22  and  23. 

"  Instead  of  the  above  descri1)ed  zig  zag  conveying  ridges  or  slats  w  k 
**  undulatory  guides  may  be  used  if  desired. 

"  Figure  32  illustrates  a  modified  form  of  the  conveying  guides  for  pro- 
"  polling  or  causing  the  cleaning  material  to  circulate  these  guides  differing  from  55 
"  those  previously  described  only  in  that  they  are  not  zig  zag  or  undulatory  but 
"  arranged  in  the  form  of  baffles  set  at  an  obtuse  marking  angle  as  shewn  by 
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"  the  drawing.  These  obtuse  marking  angles  with  the  help  of  the  working 
"  motion  cause  the  cleaning  material  to  move  in  the  direction  6i  the 
**  arrows  ->.»  i.e.  in  the  same  direction  as  that  hereinbefore  set  forth  with 
**  reference  to  figures  23  and  25. 


FIG  25 


5  "  In  conclusion  figures  27  to  31  shew  without  by  any  means  exhibiting  all 
*'  of  them  some  examples  of  the  way  in  which  by  means  of  the  before 
"  mentioned  peculiar  working  motion  and  with  the  help  of  a  suitable  slope  or 
**  inclination  of  the  sieve  the  materials  under  treatment  may  also  be  caused  to 
**  travel  over  the  bolting  sieves  in  the  directions  indicated  by  the  arrows. 

10  "  By  these  means  it  is  possible  to  direct  the  material  to  be  bolted  along  the 
'^  surface  of  the  bolting  sieves,  and  the  material  bolted  along  the  sieve  bottom 
"  as  well  as  the  cleaning  material  along  the  cleaning  sieves  in  any  desired 
*^  direction  whether  these  sieve  surfaces  be  horizontal  rising  or  descending.  In 
"  this  case  the  spaces  between  the  slats  r  and  iv  forming  the  baffles  r  w  have 

1 5  "  simply  to  be  arranged  either  in  straight  lines  as  per  figures  34  and  36  or  in 
"  curves  or  polygons  forming  passages  along  which  the  materials  are  caused  to 
"  travel. 

**  Having  now  particularly  described  and  ascertained  the  nature  of  the  said 
**  Invention  and  in  what  manner  the  same  is  to  be  performed  I  declare  that 

20  "  what  I  claim  is  :— 

^  Fir^.  In  sifting  machines>  wherein  one  sieve  or  several  communicating 
**  sieves  are  used  such  sieves  having  a  swinging  or  swaying  (not  a  shaking) 
"  motion  imparted  to  them  substantially  as  hereinbefore  described  and  illus- 
**  trated  by  the  accompanying  drawings  the  employment  for  the  purpose  of 

25  "  forwarding  by  jerking  action  and  also  of  distributing  the  produce  to  be 
"  sifted  over  the  sieve  proper  and  also  for  the  purpose  of  forwarding  the 
"  produce  or  materials  on  the  sieve  bottoms  of  propelling  or  conveying  bars  or 
^  dats  arranged  on  these  surfaces  whether  these  latter  be  descending 
**  horizontal   or  ascending  so  that  each  of  the  said   surfaces   is  divided   in 
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such  a  manner  as  to  form  one  or  more  passages  or  channels  each  of 
which  is  provided  on  one  side  according  to  the  direction  in  which  the 
produce  or  material  are  required  to  travel  with  conveying  or  propelling 
bars  arranged  at  suitable  intervate  the  said  passages  being  arranged  relatively 
to  each  other  or  to  their  different  parts  in  the  same  or  in  opposite  direction  5 
alternately  and   in   straight  or  curved   lines   (figures  22—26  and  32—36) 
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'*  and  26 r)  all  substantially  as  hereinbefore  described. 

"  Second.  In  combination  with  the  propelling  bars  or  slats  referred  to  in  15 
"  the  preceding  claiming  clause  the  employment  of  a  sieve  arranged  underneath 
"  the  sieve  proper  and  carryinj?  cleaning  materials  which  being  caused  to 
"  circulate  between  the  said  two  sieves  and  being  caused  to  partake  of  a 
"  jerking  motion  by  the  swinging  motion  of  the  sieves  affect  the  cleaning  or 
"  clearing  of  the  meshes  or  interstices  of  the  sieve  proper  by  knocking  against  20 
"  the  under  surface  thereof  substantially  as  hereinbefore  described  with 
"  reference  to  figures  22 — 26  and  :^2  to  36  of  the  accompanying  drawings." 

On  the  26th  of  August  1889,  a  patent  (No.  13,443  of  1889)  was  granted  to 
Carl  Haggenmaclier  for  an  invention  of"  Improvement  in  sifting  machines.'* 

The  Complete  Specification  stated  as  follows : — "  In  the  construction  of 
"  sifting  machinery  containing  plane  sieves  having  a  gyratory  motion  described 
**  in  the  Specifications  to  my  Patents  Nos.  10644  and  10645  of  1887  and  No.  8558 
**  of  1888,  the  propulsion  and  distribution  of  the  material  to  be  sifted  was 
'*  effected  by  a  grid  on  the  sifting  surfaces  and  sieve  bottoms,  forming  channels 
'*  having  numerous  transverse  partitions  of  which  the  transverse  ribs  were  only 
"  partly  carried  through  so  that  by  means  of  the  complete  portions  of  these 
"  ribs,  the  propulsion  of  the  material  was  effected,  while  the  portions  that  were 
"  only  partly  carried  through  served  to  distribute  the  material.  These 
"  distributing  ribs  served  to  determine  a  certain  thickness  of  the  layer  of 
*'  material  upon  the  sieve,  but  they  had  the  disadvantage  that  the  material 
"  had  to  be  thrown  by  the  propelling  ribs  over  the  distributing  ribs  at  each 
"  oscillation  of  the  machine,  whereby  the  coarse  particles  were  continually  being 
"  mixed  up  with  the  fine  particles,  so  that  the  latter  could  only  with  difficulty 
"  find  their  way  to  and  through  the  sifting  surface. 

"  My  present  improvement  has  for  its  object  to  obviate  this  defect,  and  it  40 
"  consists  in  entirely  omitting  the  distributing  ribs,  and  in  forming  the 
"  propelling  ribs,  which  alone  divide  the  channels  transversely,  in  such  a 
"  naanner  that  the  lower  edge  thereof  does  not  5ome  in  contact  with  the 
*'  sifting  surface  or  sieve  l>ottom.  By  this  means  the  entire  sifting  surface  or 
"  sieve  bottom  forms  a  free  surface  for  the  circulation  of  the  material,  the 
•*  thickness  of  the  circulating  layer  being  determined  by  the  space  between 
"  the  lower  edge  of  the  propelling  ribs  and  the  sifting  surface  or  sieve  bottom. 
"  The  layer  of  material  circulates  freely  with  a  circular  motion  in  this  space, 
"  so  that  only  such  of  the  material  that  is  situated  higher  than  the  said 
*'  thickness  of  the  layer  will  come  in  contact  with  the  propelling  ribs,  and  be  50 
*'  propelled  towards  the  outlet  of  the  sieve.  In  addition  to  the  above  named 
"  advantage  of  this  arrangement  whereby  the  throwing  of  the  material  over 
"  the  distributing  ribs  is  prevented,  the  further  advantage  arises  of  offering  an 
•*  increased  screeninsr  surface  with  one  and  the  same  sized  sieve,  so  that  in 
"  addition  to  a  simplification  of  the  construction,  there  is  also  an  increase  in  the  5.^ 
"  \^orking  power  or  yield  of  the  machine. 
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"  The  accompanying  drawing  shews  by  way  of  example  an  arrangement  of 
"  sieve  constructed  according  to  my  invention.  Fig.  1  is  a  sectional  plan  on 
"  the  line  J — K  in  Fig.  3  of  a  complete  sieve  ;  Figs.  2  and  3  are  cross  sections 
"  respectively  on  the  lines  C— D  and  A — B  of  Fig.  1 :  and  Figs.  4  to  6  represent 
5  "  in  plan  view  and  two  cross  sections  the  left  upper  corner  of  the  sieve  frame 
"  to  a  laiiger  scale.  In  this  drawing  a  is  the  outer  frame  which  is  here  shown 
'*  divided  by  five  longitudinal  ribs  into  six  channels  ;  s  is  the  sieve  bottom, 
"  w  are  the  propelling  ribs.  E  is  the  inlet  for  the  material  to  be  sifted,  which 
"  is  carried   over  the  sieve   in   the  direction  of   the  arrows.      As   has  been 

10  "  mentioned  above,  the  lower  edges  of  the  propelling  ribs  w  do  not  come  in 
*'  contact  with  the  sifting  surface  or  sieve  bottom.  Having  now  particularly 
"  described  and  ascertained  the  nature  of  this  invention  and  in  what  manner 
•*  the  same  is  to  be  performed,  1  declare  that  what  I  claim  is  : — In  sifting 
"  machines  containing  plane  sieves  having  a  gyratory  motion,  providing  such 

15  "  sieves  with  transverse  propelling  ribs  extending  only  partly  across  the 
**  channels  and  having  their  lower  edges  at  a  distance  from  the  sifting  surface 
*'  or  sieve  bottom,  so  as  to  leave  a  space  corresponding  to  the  desired  thickness 
**  of  the  layer  of  material  upon  the  sifting  surface  or  sieve  bottom,  substantially 
**  as  herein  described." 

20  In  1895,  the  Patentee  commenced  this  action  for  infringement  of  these  two 
patents  (and  two  others,  as  to  which  the  action  was  subsequently  discontinued) 
against  Watson,  Todd,  and  Co.  The  amended  Particulars  of  Breaches  were  as 
follows  : — The  Defendants  have  erected  and  are  using,  at  the  Midland  Flour 
Mills,  two  plan  sifters,  manufactured  according  to,  or  in  a  manner  only  colour- 

25  ably  differing  from  the  Plaintiff's  inventions ;  in  particular,  the  said  plan 
sifters  are  constructed  in  infringement  of  the  Plaintiff's  patents  in  the  following 
respects  : — (a)  As  regards  patent  No.  10,644  of  1887,  in  infringement  of  Claim  1. 
(d)  As  regards  patent  No.  13,443  of  1889,  in  infringement  of  the  claiming 
elause. 

30      The  Defendants,  by  their  Defence,  (I)  did  not  admit  the  Plaintiff's  title  to 

the  patents  ;  (2)  alleged  that  the  patents  were  invalid  for  the  reasons  given 

in  the  amended  Particulars  of  Objections  ;    and   (3)   denied   the  allegations 

in  the  Particulars  of  Breaches. 

The  amended  Particulars  of  Objections  were  as  follows  :— (A)  With  reference 

35  to  patent  No.  10,644  of  1887,  (1)  the  Plaintiff  was  not  the  true  and  first  inventor. 
(2)  The  alleged  invention  was  not  useful ;  (3)  was  not  proper  subject-matter. 
(4)  The  Specification  was  insufficient  and  ambiguous,  and  framed  so  as 
to  mislead.  (5)  The  alleged  invention  was  not  new,  but  was  anticii)ated 
(a)  by  use,  by  the  persons  or  firms  following,  of  sifting  machines  or  sieves 

40  constructed  and  operating  according  to  the  Plaintiff's  invention,  as  claimed 
by  the  first  claiming  clause  : — (1)  J.  Hay,  at  Edington  Mill,  near  Berwick-on- 
Tweed,  in  1860-3,  both  inclusive  ;  (2)  John  Hay  and  Co.,  at  Water  of  Leith 
Mills,  near  Edinburgh,  in  1864  to  1871,  both  inclusive  ;  (3)  Gibson  and  Walker, 
at  Bennington  Steam  Mills,  Leith,  in  1872  and  1873  ;  (4)  /.  Procter,  at  Meewith 

45  Mill,  at  Bentham,  near  Lancaster,  in  1877-9,  both  inclusive  ;  (5)  /.  Blackledge 
and  Sons,  at  Blackledge's  Mills,  Derby  Road,  Bootie,  near  Liverpool,  in  1881  to 
the  2nd  of  August  1887,  both  inclusive  ;  (6)  R,  W.Preston  and  Co.,2X  Preston's 
Distillery,  in  Bank  Hall  Lane,  Liverpool,  in  1886;  (7)  the  Defendants  at  the 
Midland  Flour  Mills,  at  Birmingham,  in  1884.     {b)  By  the  manufacture  and  sale, 

f>0  by  Van  Oelder,  Apsimon,  and  Co.,  at  Sowerby  Bridge,  near  Halifax,  in  1884-6, 
both  inclusive,  of  sifting  machines  or  sieves  constructed  and  oi>erating  accord- 
ing to  the  alleged  invention  claimed  in  the  first  cLiiming  clause,  (j:)  By  the 
publication  of  the  following  Specifications,  the  whole  of  which  and  the 
drawings  thereto  are  relied  on  as  anticipating  the  first  claim  as  amended  : — 

55  (1)  B.  B.  Robertson's  Specification,  No.  4501  of  1877  ;  (2)  P.  Van  Gelder's 
Specification,  No.  1083  of  1883  ;  (3)  the  French  Specification,  No.  5642  of  1862, 
of  A.  M.  Yosse.    (d)  By  the  use,  by  V.  Farringion,  at  Ellers  Mills,  at  Ulverston, 
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in   188u,  of  a  purifier  known  as  the  "Excelsior  Purifier,"  constructed  and 
operating  according  to  the  alleged  invention  of  the  Plaintiff,  and  claimed  in 
the  second  claiming  clause,     (e)  By  the  publication  of  the  following  Specifica- 
tions, the  whole  of  which  and  the  drawings  thereto  are  relied  on  as  anticipating  . 
the  second  claim  of  the  Plaintiff's  Specification : — (1)  W.  R,  Lake's  Specification,  5 
No.  2678  of  1879  ;  (2)  R.  A.  Brooman's  Specification,  No.  220  of  1864 ;  (3)  the 
United  States  Specification  of  (?.  H.  Doane,  No.  211,501  of  the  2l8t  of  January 
1879.    (6)  The  alleged  invention  was  comprised  in  the  grant  of  patent  No.  10,645 
of  1885,  granted  to  the  Plaintiff.    (B)  With  respect  to  the  Plaintiff's  patent 
No.  13,443  of  1889,  (1)  the  Plaintiff  was  not  the  true  and  first  inventor.  (2)  The   10 
Plaintiff  suppressed  the  fact  that  the  alleged  invention  had  been  communicated 
to  him  abroad  by  another  person,  and  the  Crown,  in  granting  the  said  patent 
to  the  Plaintiff,  was  deceived  ;  but  for  such  suppression  the  said  patent  would 
not  have  been  granted  to  the  Plaintiff.    (3)  The  alleged  invention  was  not  useful, 
(4)  and  was  not  proper  subject-matter.    (5)  The  alleged  invention  was  not  new,   15 
but  was  anticipated  by  the  prior  users,  manufactures,  and  sales,  and  prior 
publications  set  forth  in  Section  (A)  of  the  Particulars,  paragraph  (5)  (a),  (1)  to  (7), 
both  inclusive,  paragraph  (5)  (6),  and  paragraph  (5)  (c),  (1)  to  (3),  both  inclusive, 
all  of  which  were  relied  on  by  the  Defendants  as  anticipating  the  Plaintiff's 
patent  No.  13,443  of  1889,  as  well  as  his  patent  No.  10,644  of  1887  ;  and  the  20 
said  alleged  invention  was  also  anticipated  by  the  Plaintiff's  Specifications, 
No.  10,644  of  1887  and  No.  10,645  of  1885,  the  whole  of  which  was  relied  on. 

The   Defendants  delivered  further  and   better  Particulars  of    Objections. 
(1)  Referring  to  paragraph  (A)  (4)  of  the  original  Particulars,  the  following  were 
the  pages  and  lines  of  the  amended  Specification  of  patent  No.  10,644  of  1887  25 
which  were  insuflBcient : — Page  2,  lines  2  to  5  and  lines  15  to  41  inclusive; 
page  3,  lines  26  to  29  inclusive  ;  page  4,  lines  19  to  46  inclusive  ;  and  page  6,  lines 
6  to  17  inclusive.    And  the  following  were  the  portions  of  the  said  amended 
Specification  which  were  ambiguous  and  framed  so  as  to  mislead  : — Page  1, 
line  5  to  page  3,  line  25,  both  inclusive  ;  page  3,  lines  33  to  44  inclusive  ;  page  4,  30 
lines  1  to  46  inclusive  ;  and  the  first  claiming  clause.   (2)  Referring  to  paragraph 
(D)  (2)  of  the  original  Particulars,  the  Defendants  were  unable  to  give  the 
Particulars  ordered,  and  the  Defendants  would  not  rely  on  such  objection  at 
the  trial,  unless,  notwithstanding  this  withdrawal,  the  Court  should  allow  the 
Defendants  to  rely  on  such  objection,  and  subject  to  such  terms  as  the  Court  35 
might  impose.    (4)  Referring  to  paragraph  (A)  (5)  (a)  (1)  to  (7),  (A)  (5)  (6),  and 
(C)  (5)  (a)  and  {h)  of  the  original  Particulars,  the  following  were  the  best  further 
Particulars  which  the  Defendants  could  furnish  :— (A)  (5)  (a)  (1).  This  machine 
was  an  oatmeal  sifter.    It  consisted  of  a  rectangular  wooden  framework  with  a 
bottom  or  sifting  surface.    It  was  worked  with  a  rotary  motion,  and,  at  first,  on  40 
the  slope,  but  afterwards  horizontally.     It  was  continuously  at  work  from 
during  the  latter  part  of  1860  to  the  early  part  of  1863,  was  divided  into  three 
channels  by  dividing  bars  or  partitions  of  wood,  and  it  was  provided  on  one  side  of 
the  sieve  proper,  and  on  one  side  of  each  dividing  partition,  with  slats  of  wood, 
arranged  at  intervals.    These  slats  were  at  first  made  fixed,  but  were  afterwards  45 
made  movable.    They  were  usually  fixed  at  about  a  right-angle,  and  slightly 
above  the  sifting  surface.     The   Defendants  were  not  aware  whether  this 
machine  had  any  particular  name,  or  whether  it  was  in  existence.    (A)  (5)  (a)  (2). 
This  machine  was  also  an  oatmeal  sifter.     It  was  worked  continuously  on  the 
level  from  the  latter  part  of  1864  to  the  early  part  of  1871,  and  was  constructed  50 
substantially  in  the  same  manner  as  the  sifter  described  in  the  last  preceding 
paragraph  was  constructed.      The  Defendants  were  not  aware  whether  this 
machine  had  any  trade  name,  or  whether  it  was  in  existence.    It  was  used 
during  the  years  1872  and  1873.    (A)  (5)  (a)  (4) .  This  machine  was  also  an  oatmeal 
sifter.    It  consisted  of  a  rectangular  wooden  framework,  and  was  divided  into  55 
two  portions,  an  upper  and  a  lower  sieve,  each  with  a  sieving  surface.    Each 
sieve  was  fitted  with  a  dividing  bar  or  partition,  dividing  the  sieve  into  two 
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channelB.  To  one  side  of  each  sieve  proper,  and  to  one  side  of  the  dividing 
partition  in  each  sieve,  were  affixed  tin  slats  placed  a  short  distance  above  the 
sieving  sarface,  and  capable  of  being  bent  or  twisted  to  any  angle  desired. 
The  machine  was  used  from  the  latter  part  of  1877  to  the  early  part  of  1879. 
5  The  Defendants  were  not  aware  whether  it  had  any  trade  name  or  whether  it 
was  in  existence.  (A)  (5)  (a)  (5).  This  machine  was  a  sifting  machine,  known 
as  "  Simon^s  Patent  Rotary  Scalper."  It  was  worked  on  the  slope.  The  sieve 
was  fitted  with  two  partition  bars,  so  a^  to  divide  it  into  three  channels,  and 
slats  were  fixed  to  the  sides  of  each  channel  at  about  a  right-angle.    As  so 

10  constructed,  it  was  used  from  1886  until  1888,  when  the  mill  was  burned  down, 
and  the  machine,  as  the  Defendants  believed,  destroyed  by  the  fire.  (A)  (5)  (a) 
(6).  This,  machine  was  also  a  "  Simon's  Patent  Rotary  Scalper."  It  was  worked 
on  the  slope,  and  in  1886  was  fitted  with  slats  affixed  to  both  sides  of  the  sieve. 
During  part  of  the  time  it  was  divided  by  a  wooden  partition,  and  the  two  parts 

15  had  separate  feeds  and  deliveries.  (A)  (5)  (a)  (7).  The  machines  referred  to 
were — First,  a  machine  known  as  "Child's  Aspirator,"  used  for  separating 
refuse  from  wheat.  It  was  worked  on  a  slope.  Each  sieve  was  divided  into 
three  channels  by  means  of  wooden  strips,  and  was  provided  with  a  riffle  across 
the  head  end  of  the  sieve.    Secondly,  a  machine  known  as  **  Hopkinson's 

20  "  Sieve  Purifier."  It  was  worked  on  a  slope,  and  was  provided  with  a  riffle 
across  near  the  head  end  of  the  sieve.  During  the  latter  part  of  1884,  it  was 
fitted  with  slats  projecting  from  each  side  of  the  sieve,  and  raised  slightly 
above  the  sieving  surface.  (A)  (5)  (&).  The  machines  referred  to  were  known  as 
"  Van  Gelder's  a^alper  Purifiers,"  and  were  made  substantially  in  accordance 

25  with  the  Specification  of  patent  No.  1083  of  1883. 

The  following  further  Particulars  were  afterwards  given  of  paragraphs  (A)  (1) 
and  (B)  (1)  of  the  amended  Particulars  : — The  first  and  true  inventor,  referred  to 
in  paragraphs  (A)  (1)  and  (B)  (1),  was  one,  but  the  Defendants  were  not  able  to 
say  which  of  the  following  persons,  viz.,  the  persons  respectively  named  in  para- 

30  graph  (A)  (5),  sub-clauses  (a)  (1)  to  (7),  and  sub-clauses  (h)  and  (c^,  and  the 
Patentees  respectively  named  in  the  Specifications  mentioned  in  the  said 
paragraph  (A)  (5),  sub-clauses  (c)  (1)  (2)  and  (3),  and  {e)  (1)  (2)  and  (3). 

The  action  now  came  on  for  trial,  Moulton,  Q.C.,  Bousfield.,  Q.C.,  Walter^ 
and  J.  A.  G.ray  (instructed  by  Reliders  and  Higgs)  appeared  for  the  Plaintiff  ; 

35  Terrell,  Q.C.,  Astburi/,  Q.Cand  Jenkins  (instructed  by  Alsop,  Stevens,  Harvey, 
and  Crooks)  appeared  for  the  Defendants. 

Moulton,  Q.C.— This  is  an  action  for  the  infringement  of  two  patents  for  two 
stages  of  the  invention  of  an  instrument  used  in  milling.  The  main  principle 
is  in  the  earlier  patent,  and  a  practical  improvement  in  the  second  patent,  and 

40  the  improved  form  is  always  used.     ^Terrell,  Q.C. — The  substantial  points  of 

the  Defence  are  noveltj'  and  prior  user  and  non-infringement;  the  main  point  is 

novelty.]     The  machine  for  sieving  and  milling  was  changed  in  recent  years  by 

substitoting  chilled  iron  rollers  f^r  mill-stones.   There  was,  firstly,a  roller  which 

■^  crushed  the  corn,  then  a  sieving  part,  and  the  flour  made  was  taken  away  ;   the 

45  tailings  (the  unground  part)  were  passed  to  a  second  roller,  and  again  were 
sieved,  and  so  on  to  a  third  time,  when  there  was  still  a  great  deal  uncrushed. 
The  sieves  were  rotating  sieves.  The  system  was  a  system  of  successive  crushings, 
combined  with  a  system  of  separators  after  crushing — a  complicated  system  of 
crushing  between  rollers  and  sieving.     The  separators  became  of  great  import- 

50  ance,  and  a  separator  which  would  separate  more  quickly  would  be  valuable. 
The  ordinary  type  of  sieve  was  put  on  a  slope  and  jigged,  merely  the  mechanical 
action  of  hand-sieving.  The  heavy  particles  gradually  got  to  the  bottom  by 
gravity,  and  came  out  at  the  tail  ;  the  jigging  sends  them  up  and  down,  and 
gravity  gradually  brings  them  down  ;  that  is  the  simplest  form,  a  reciprocating 

55  sieve  with  a  slope.  An  improved  form  of  that  was  invented  before  the 
Plaintiff's  invention,  in  which  a  very  peculiar  and  serviceable  motion  was 
substituted.    Every  part  of  the  sieve  was  moved  in  a  circle — I  call  it  a  gyratory 
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movement,  which  is  not  quite  the  right  name— but  every  point  describes  its  own 
circle.     It  jigged  both  ways  and  shook  up  the  materials  better.     The  invention 
of  the  Plaintiff  is  applicable  to  that  kind  of  machine  alone.    The  object  was  to 
increase  the  rapidity  with  which  the  material  passed  over  the  sieve  surface. 
The  only  thing  in   the   previous  machine  which   made  the   material   move  5 
forward   was  a  slope.     The    Plaintiff's  invention  made  the    material    move 
forward  in  any  required   direction,  travel   continuoasly,  and   it  is  used  on 
perfectly   level   sieves  with  a  gyratory  motion,  and   moves  quickly  in  any 
direction,  up  or  down.     That  can  be*  done  very  successfully,  and  no  other 
machine  did  it  on  a  level.    The  first  idea  of  the  inveution  is  to  have  a  swinging  10 
instead  of  a  reciprocating  sieve,  to  make  the  material  go  one  way  rather  than 
another.     There  are  slats  which  look  rather  unpractical,  but  if  the  sieve  is 
moved  the  slats  send  on  the  material  one  way,  or  vice  versa  ;   if  there  is  a 
gyrating  movement,  the  resultant  effect  is  to  move  the  material  in  one  direction. 
[Wright,  J. — Was  the  gyrating  sieve  on  the  slope  ?]     Yes  ;  the  Plaintiff's  is  15 
the  first  level  sieve.    The  Plaintiff  substituted  propelling  slats  with  a  level 
sieve,  which  will  even  work  the  material  up-hill.    Although  this  is  a  fixture,  it 
gives  the  direction  of  the  movement  ;  it  is  essential  to  the  invention  that  there 
should  be  a  gyratory  movement.     The  success  of  the  device  is  a  stroke  one  way, 
made  under  favourable  circumstances,  for  moving  the  material.    The  first  form  20 
of  the  invention  worked  exceedingly  well,  but  there  was  one  disadvantage,  that 
the  corners  of  the  slats  got  choked.    That  was  remedied  in  the  second  patent ; 
the  Patentee  no  longer  carried  the  slats  down  to  the  sieving  material,  but  left  a 
space,  so  that  there  was  no  clogging ;   the  slats  operated  on  the  upper  strata. 
The  invention  is  of  the  greatest  utility  ;  4000  of  these  machines  are  in  opera-  25 
tion,  and  they  turned  out  20,(^00,000  sacks  in  a  year.      They  supplanted  the 
other  machines,  sloping  and  hexagonal.    The  Patentee  had  another  device  in 
the  earlier  form,  claiming  with  or  without  that  device  ;  he  put  low  slats  about 
one-quarter  of  an  inch  above  the  material,  only  for  the  purpose  of  distributing  ; 
he  had,  therefore,  propelling  and  distributing  slats.    Taking  the  Specification,  IW 
I  have  described  the  motion  as  circular,  but  it  might  be  elliptic,  with  transverse 
Action.     Bolting  and  sieving  are  the  same  thing,  except  to  persons  in  the  trade. 
Under  the  sieves  there  is  a  space,  in  which  he  puts  similar  slats  and  balls 
or  beans  (circulating  lumping  material),  which  knock  up  the  surface  of  the 
upper  sieves  and  prevent  them  getting  clogged,  but  nothing  turns  on  this.    The  35 
whole  question  is  of  the  propelling  slats.    The  passages  that  you  must  have  make  the 
material  go  one  side  or  the  other  side,  with  gravity  or  against  gravity.     The 
Patentee  disclaims  the  use  of  the  distributing  slats  where  the  motion  was  by 
gravity,  and  kept  only  the  propelling  slats,  where  the  motion  was  independent 
of  gravity.    The  second  claim  is  for  the  underneath  sieve,  and  he  claims  that  40 
only  with  the  propelling  bars.     As  to  the  second  patent,  there  is  no  suggestion 
of  disconformity.     When  the  slats  are  of  full  height,  they  are  propelling  slats, 
and  when  not,  they  are  distributing  slats.     The  gjratory  motion  is  shown  in 
Fig.  4,  and  in  Fig.  6  the  dotted  line  above  the  sieve  bottom  shows  the  slats  do    . 
not  go  to  the  bottom.     The  height  of  the  interval  is  about  a  layer.    The  claims,  45 
therefore,  in  the  two  patents  are  for  the  propelling  slats,  and  not  letting  the 
propelling  slats  come  down  to  the  surface.    The  Defendants  have  taken  the 
Plaintiff^s  method,  but  they  have  made  the  slats  of  spring  wire,  in  some  cases  flat 
wire,  a  spiral  of  wire  going  along  the  section.     The  sole  operation  is  to  give  a 
blow  when  in  the  material,  and  not  to  give  a  blow  when  out  of  it.     All  the  50 
useful  effect  is  obtained  by  giving  the  blow,  and  it  is  only  a  cheap  way  of 
making  the  Plaintiff's  invention.     The  Plaintiff  contends  that  it  is  an  infringe- 
ment, a  different  way  of  using  the  propelling  slats.    The  evidence  will  show 
that  the  sole  propelling  mechanism  is  the  slats. 

The  following  witnesses  gave  evidence  for  the  Plaintiff'.  55 

Dugald    Clerks — The    Specification    in    its    first   claiming  clause,  in  con- 
junction with  the  descrij^tion  and  the  drawings,  gives  a  clear  indication  of 
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the  iuventiou.  Wituesa  hud  uo  difficulty  in  understanding  the  description. 
[Wright,  J. — Do  you  suggest  insufficiency,  Mr.  Terrell  ?  Terrell,  Q.C. — Mo. 
^ousfleld,  Q.C. — It  was  pleaded.]  {The  witness  ivas  asked  to  describe  the 
invention.)  [Wright,  J, — I  think  it  seems  clear.  Boiisfield,  Q.C. — I  assume 
5  the  witness  to  have  glTen  the  answer.]  The  Defendants'  machine  acted 
precisely  in  the  same  way  as  the  PiaintiflE's  machine.  The  action  in  both 
would  serve  to  propel  the  material  up-hill,  if  necessary.  The  sieves  witness 
saw  at  the  Defendants'  works  were  worked  on  the  level ;  there  were  two  kinds 
of  spirals  used,  one  of  round  wire,  and  the  other  made  of  a  wire  of  flat  section. 

10  The  Defendants'  sieve  produced  in  Court  appeared  to  be  the  one  with  round 
wire  and  where  the  cleaning  material  circulated.  [The  model  C  1  of  the 
Defendants'  machine  was  then  worked.]  There  was  no  difference  between  the 
action  of  that  and  the  action  of  the  Plaintiif's.  The  action  with  a  round  was  a 
little  more  feeble  than  the  action  of  the  slats,  but  the  action  was  the  same. 

L5  The  rod  through  the  spires  of  the  Defendants'  corkscrew  arrangement  was  for 
keeping  the  space  between  clear.  Sometimes  that  space  tended  to  clog,  and, 
when  the  sieve  was  working,  that  rod  was  always  shaking,  and  it  kept  the  space 
clear.  If  a  row  of  holes  were  made  through  the  Plaintiff's  slats,  and  a  rod  put 
through,  there  would  be  the  same  action.    It  might  produce  an  improvement. 

20  The  model  illustrated  the  action  both  in  the  Plaintiff's  and  the  Defendants' ;  in 
the  Defendants'  there  was  the  same  arrangement  for  moving  the  cleaning 
material.  [^Terrell,  Q.C. — Do  you  say  we  infringe  that  ?  Bousji^ld,  Q.C. — It 
is  the  same  machine,  but  our  Particulars  only  refer  to  Claim  1.]  That  would 
infringe  Claim  1.    The  Defendants  had  the  helices  for  propulsion,  and  turned 

25  the  cleaning  materials  round  and  round  between  the  two  spaces.  [Wright,  J. — 
Do  yon,  Mr.  Boi^Jleld,  construe  your  Breaches  as  alleging  infringement  of 
Claim  2  ?  Bousfield,  Q.C. — No,  but  I  should  ask  leave  to  amend.  Terrell,  Q.C. — 
I  object,  we  have  never  considered  Claim  2.  Wright,  J, — Does  the  Plaintiff's 
second  patent  in  any  way  affect  Claim   2  of  the   first.     Terrell,  Q.C. — No. 

30  Bousfield,  Q.C. — It  is  not  of  much  importance,  for  it  infringes  the  first  claim. 
Terrell,  Q.C. — I  should  require  an  adjournment  if  leave  were  given, 
Wright,  J. — I  have  taken  a  note  of  the  application  to  amend,  and  of  the 
objection,  and  I  will  deal  with  it  later.]  Witness  had  heard  that  a  sieve  with 
a  gyratory  movement  had  been  produced  before  the  date  of  the  patent,  in  which 

35  every  point  moved  in  a  circle.  The  Plaintiff's  invention  referring  to  propulsion 
backwards  and  forwards  was  very  important  in  the  development  of  sieve 
machinery.  In  the  old  arrangement,  the  method  of  propulsion  consisted  in 
inclining  the  sieve,  and  where  there  were  many  sieves  it  was  necessary  to 
incline  one  sieve  after  another  in  different  directionB,  to  cause  the  material  to 

40  travel  in  different  ways.  The  inclination  was  a  somewhat  uncertain  method 
and  did  not  secure  that  the  material  should  pass  over  every  part  of  the  sivee  ; 
but  by  this  system  of  slats  and  divisions  the  material  could  be  caused  to  pass 
over  every  portion  of-  the  sieve  with  great  accuracy,  and  to  pass  back  again  to 
start  and  go  through  another  sieve.    The  top  sieve  passed  all  in  one  direction. 

45  The  sieve  was  divided  intt)  a  number  of  spaces,  and  the  material  passed  along  one 
division  and  up  the  other  ;  it  was  one  sieve  with  separate  divisions.  There  was 
an  alternation  of  movement  in  the  underneath  sieve.  The  method  of  pro- 
pulsion generally  was  of  great  importance.  The  Defendants'  sieve  showed  a 
certain  length  ;  the  material  entered  at  one  end,  travelled  along  the  sieve,  and 

50  discharged  at  the  aperture  at  the  other  end,  and  the  divisions  divided  up  the 
sieve  into  a  number  of  sections.  There  was  no  disclosure  of  the  Plaintiff's 
invention  in  the  other  Specifications.  The  flat  wire  helix  produced  by  the 
Defendants  was  similar  to  what  witness  saw  at  their  works.  It  operated  in  the 
same  way.     Cross-exa^nined :  The  Plaintiff's  method  was  more  certain,  and 

55  utilized  the  sieve  surface  more  than  the  old  method.  He  used  gravity  in  part 
of  hiB  Specificatiou.    The  inventor  might  at  first  have  thought  he  invented  the 
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rotary  invention,  but  the  claim  showed  his  invention.  The  general  principle 
of  the  Plaintiff's  claim  was  a  claim  for  the  rotary  motion,  in  combination  with 
propelling  bars — for  the  combination  of  the  rotary  motion  and  the  propoleion. 
The  movement  in  the  second  part  of  Claim  1  was  by  gravity.  In  the  excised 
part  the  Patentee  claimed  the  gyratory  motion.  That  was  old.  [Wright,  J, —  5 
You  cannot  rely  on  this,  Mr.  Terrell^  when  it  is  excised.  Terrell^  Q.C. — No, 
it  was  decided  so  in  Moser  v.  Marsden^  13  R.P.C.  24.] 

A.  MayheWy  a  member  of  the  firm  of  Mayhew  andSmis,  used  the  PiaintifPs 
machine  ;  it  had  a  larger  capacity  ;  it  was  a  very  good  practical  machine. 

F.  Ashhyy  chairman  and  managing  director  of  Marshall  and  Ashby's  miUs  at  10 
Bradford. — The  **  Haggenmacher  "  machine  was  used — the  latest  construction — 
and  was  a  great  improvement.  It  produced  a  better  separation,  and  took  much 
less  power  and  a  lower  head  of  water.  The  earlier  machine  was  badly  balanced, 
and  shook  the  walls^  and  for  fluffy  material  it  did  no  good  at  all  ;  it  did  good 
work  with  coarse  products.  15 

W.  W.  Beaumonty  a  mechanical  engineer,  gave  evidence  that  it  was  an 
advantage  of  the  "  Haggenmacher  "  machine  that  there  might  be  four  to  eight 
sieves  or  sieves  and  bottoms  in  each  machine,  and  the  whole  might  form  one 
machine,  giving  a  very  large  sifting  surface.  The  material  travelled  satis- 
factorily in  those  sieves.  The  slats  actually  took  hold  of  the  material  and  20 
moved  it  in  one  direction.  The  horizontal  sieves  could  not  be  used 
without  those  propellers.  The  slats  in  the  first  patent  caused  the  material  to 
travel,  and  that  construction  could  be  nsed  on  the  level.  There  was  a  drawback 
in  the  first  form  of  machine,  a  difficulty  in  balancing  the  rotating  crank,  by 
means  of  which  the  gyratory  movement  was  given  to  the  sieve ;  it  set  up  cracks  25 
in  the  mill.  That  was  just  a  difficulty  in  mechanical  engineering ;  all  rotating 
machinery  involves  a  certain  amount  of  care  to  secure  a  proper  balance.  The 
invention  in  the  first  form  succeeded  for  rougher  materials ;  it  was  not  entirely 
effectual.  It  was  not,  in  this  country,  of  practical  utility  in  dealing  with  flour  ; 
there  were  stoppages,  and  they  had  to  clean  the  corners.  All  machines  had  30 
some  drawbacks.  The  first  patent  would  deal  with  things  other  than  damp 
flour.  The  great  advantage  of  the  machine  was  that  you  could  put  together  a 
number  of  sieves,  and  perform  the  several  siftings  on  the  succeeding  sieves. 
The  objection  did  not  exist  with  the  second  form.  The  second  machine  accom- 
plished the  whole  of  the  different  operations  of  the  machines  known  as  35 
"  Scalper's"  and  the  other  succeeding  machines,  and  occupied  much  less  space, 
and  it  performed  the  work  more  efficiently.  The  slats  drove  the  material. 
The  material  used  for  the  purpose  of  keeping  the  upper  sieve  clean  might 
be  small  beans  and  balls  of  other  material.  The  slats  made  that  circulate.  The 
holes  were  not  large  enough  to  let  that  out,  but  let  out  the  flour,  which  went  40 
into  another  sieve,  and  only  the  unbroken  stuff  remained.  In  some  cases  the 
beans,  &c.  travelled  with  the  flour,  and  in  the  first  Specification,  and  in  some 
practice,  the  balls  were  placed  between  the  sieve  and  a  sieve  underneath.  The 
beans  were  on  the  coarser  sieve,  and  the  flour  that  came  through  into  that 
chamber  would  pass  through  and  run  into  the  coarse)*  unbroken  stuff.  Fig.  25  45 
showed  the  circulation  of  the  b^ans.  There  was  a  side  gallery  to  make  the 
beans  circulate.  The  alleged  anticipations  showed  nothing  approaching  the 
invention.  Gross-examined :  The  leading  advantages  of  the  invention  were,  the 
being  able  to  put  several  sieves  above  the  other,  which  you  could  not  do  when 
you  used  inclined  sieves,  and  the  greater  efficiency  of  the  area.  The  Patentee  50 
did  not  indicate  that  in  the  Specification,  but  it  was  obvious.  In  his  drawings 
he  indicated  inclined  sieves.  He  suggested  the  advantage  of  plane  sieves,  that  the 
material  might  be  carried  up-hill.  He  said,  in  the  Specification, "  on  descending 
"  horizontal  or  rising  sieve  surfaces."  [WRIGHT,  J. — It  seems  immaterial  in 
law,  for  if  there  is  utility  of  some  kind,  it  does  not  matter  that  it  is  not  55 
the  utility  indicated.]  The  object  of  the  second  patent  was  to  allow  a  certain 
movement  of  the  material  underneath,  and  to  prevent  the  covering  of  a  certain 
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part  of  the  sieve  by  material  that  was  not  in  motion,  and  «o  increase  the  efiPective 
area  of  the  sieTe. 

Bousfleldy  Q.C.— That  is  my  evidence. 

Terrell,  Q.C. — I  have  not  admitted   that  Haggenmacher  is  the   inventor. 
5  Will  the  Plaintiff  pnt  a  witness  in  the  box  to  tell  us  what  the  trade  is  in  these 
i  things. 

'  Moulton,  Q.O. — ^The  Particulars  make  that   question  the  same  as  novelty, 

though    it    is    not    the  same   exactly.       Haggenrruichm^  is    ill  and   of    con- 
siderable age. 
10       Terrell,  Q.C. — He  has  an  agent  in  London.     I  ask  to  see  him. 
Moulton,  Q.C. — The  granting  a  patent  i&  prima  facie  evidence. 
Wright,  J. — I  understand  it  to  be  said  that  there  ought  to  be  affirmative 
evidence  by  the  Plaintiff  to  show  that  whatever  is  patented  as  novel  was  his 
first  and  trne  work. 
j  L5       Terrell,  Q.C. — In  the  Defence,  I  do  not  admit  that  the  Plaintiff  is  the  true  and 

first  inventor. 
Moulton,  Q.C. — I  will  put  in  the  Letters  Patent. 

Terrell   Q.C. — I  want  the  identity  of  the  Plaintiff  proved — that  he  is  the 
holder  of  the  patent. 
20       Moulton,  Q.C. — If  the  objection  is  going  to  be  raised  that  the  Plaintiff  is  not 
the  Haggenmacher  who  took  out  the  patent,  I  will  ask  for  an  adjournment. 

Wright,  J. — Mr.  Bousfield  wants  to  know  whether  there  is  a  substantial  sale 
of  this  patent. 

Terrell,  Q.C. — You  have  an  agent  in  England. 
25       Moulton,  Q.C— He  shall  go  into  the  box. 

W.  J.  Perreit,  a  member  of  the  firm  of  Whitmore  and  Co.,  agents  for  Carl 
Haggenmacher,  oi  Buda-Pesth,  gave  evidence  that  his  firm  had  the  sale  of  the 
machines  in  the  United  Kingdom.    There  were  6000  in  successful  working  that 
day,  and  there  were  about  80  working  in  England.     Cross-examined :  A  machine 
lU)  on  the  first  patent  (when  the  slats  were  down  on  the  silk)  worked  successfully 
i  in  England.    Witness  could  not  say  that  machine  was  constructed  under  the 

I  1887  patent.    There  were  others  working  satisfactorily.    Re-examined:  The 

I  machines  with  the  slats  touching  the  silk  worked  satisfactorily  in  Hungary. 

I  Bousfield,  Q.C. — The  objection  I  made  as  to  utility  does  not  go  to  the  root  of 

35  utility,  but  in  this  damper  climate,  the  wheat  sticks  and  chokes  the  sieve  up 
all  round  each  slat,  so  that  it  is  a  drawback  to  the  machine  in  this  country, 
where  the  air  is  moist,  but  it  is  still  useful  in  other  places.    There  are  cases 
which  show  that  it  is  not  necessary  to  show  commercial  utility  where  the 
patent  is  the  first  of  a  series. 
40      Wright,  J. — The  only  thing  against  you  is  the  admission  of  Beaumont, 
Bousfield,  Q.C. — We  do  not  want  commercial  utility. 
Wright,  J.— No. 

Terrell.  Q.C,  for  the  Defendants. — So  far  as  the  case  has  gone,  it  comes  to 
this — the  Patentee  has  taken  rotary  motion,  which  was  old  and  well  known, 
45  and  slat^,  which  are  old,  and  presenting  the  material  to  the  slats  angularly  was 
old.    He  says  he  is  going  to  combine  the  rotary  motion  and  slats  ;   that  is  not 
subject-matter ;  Williams  v.  Nye,  7  R.P.C.  37,  62.    A  combination  of  old  parts 
can  only  be  good  subject-matter  if  it  is  done  in  a  different  way  and  produces  a 
different  result ;  but  if  the  combination,  as  here,  produces  the  old  result,  there 
50  is  no  subject-matter.     The  Patentee  considered  his  invention  was  the  rotary 
motion  ;  the  slats  are  called  details.    His  methods  of  travel,  gravity,  and  pro- 
pulsion are  also  old.    Since  he  has  amended  his  patent,  he  contends  that  his 
invention  is  the  slats,  which  enable  him  to  use  a  level  sieve,  but  all  he  claims 
is  rotation — he  claimed  gravity  and  propulsion,  and  he  cannot  say  that  it  is 
55  invention  to  add  together  the  old  functions  of  two  old  things.    Evidence  will 
also  be  given  to  show  anticipation. 
John  Ritchie,  manager  at  Burscough  Water  Mill  ;  James  Procter,  owner  of  a 
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mill  at  Bentham,  near  Lancaster ;  Thomas  Procter,  the  brother  of  the  last 
witness  ;  and  Richaid  Farmer  Todd,  the  senior  partner  of  the  Defendants'  firm, 
gave  evidence  on  behalf  of  the  Defendants  of  prior  users  x>f  the  Plaintiff's 
invention. 

Joseph  Ford,  a  miller  employed  at  the  Edington  Mill,  near  Berwick-on-  5 
Tweed  ;  David  Denholm,  who  worked  in  the  Edington  Mill ;  William  Datican, 
who  resided  at  one  time  near  the  Water  of  Leith  Mill  ;  and  Alexander  Duncan^ 
at  one  time  employed  in  the  Water  of  Leith  Mill ;  and  Charles  Jeffery,  who 
formerly  worked  at  the  Bonnington  Mills,  were  called  on  behalf  of  the  Plaintiff 
to  contradict  the  evidence  as  to  prior  user.  10 

The  effect  of  the  evidence  as  to  prior  user  will  be  found  in  the  judgment. 

Moulton,  Q.C. — The  next  witness  is  ill  ;  we  ask  for  an  adjournment. 

Wright,  /.,  suggested  that  Mr.  Moulton  and  Mr.  Bouafield  should  speak 
to  him  privately  as  to  the  nature  of  the  evidence  ;  and  the  suggestion  waf 
adopted.  .  ,1,5 

Wright,  J. — I  do  not  think  there  is  any  ground  for  an  adjournment. 

Moulto7i,  Q.C. — The  Defendants  have  not  adhered  to  the  Particulars  they  gave 
us,  and  that  throws  us  off  the  scent. 

Wright,  J. — There  is  no  evidence,  except  of  an  experimental  user  at  the 
Water  of  Leith  Mill.  20 

Ter^rell,  Q.C. — That  is  all  it  comes  to. 

Moulton,  Q.C. — If  it  had  been  a  short  experimental  user  that  had  been  put 
into  the  Particulars,  we  should  have  directed  our  evidence  to  that. 

Wright,  J. — There  is  no  ground  for  an  adjournment  in  order  to  contradict 
evidence  that  has  not  been  given.  25 

Moulton^  Q.C. — I  put  it  on  the  ground  of  surprise.  Continuous  user  has  been 
alleged,  and  we  are  giving  evidence  to  meet  the  continuous  user  from  1864- 
1871.  We  had  no  idea  they  were  going  to  say  it  was  user  in  1871,  and  an 
experimental  user.  We  got  evidence  to  meet  what  was  alleged.  We  ought 
to  have  an  opportunity  now  to  enquire  into  evidence  which  will  meet  what  the  30 
Defendants  now  set  up.  The  Patents,  &c.  Act  of  1883  provides  that  Particulars 
shall  be  given  of  dates  and  persons  and  places.  It  is  not  a  proper  Particular  of 
a  date,  if  you  say  from  1864  to  1871,  both  inclusive,  and  then  prove  an  experi- 
mental user  in  1871.  We  ask  to  be  allowed  to  get  further  evidence  as  to  the 
Water  of  Leith  Mill,  and,  with  regard  to  Edington  and  Bonnington  Steam  35 
Mills,  to  take  evidence  of  the  two  witnesses,  neither  of  whom  are  able  to  attend. 

Wright,  J. — I  have  already  said  no  case  has  been  made  for  an  adjournment. 
An  adjournment  was  offered  yesterday,  and  not  accepted,  and  I  have  no 
evidence  as  to  the  witness  who  is  absent  on  which  I  can  act.  I  will  dispose  of 
the  case  after  hearing  Counsel.  40 

Asthury,  Q.C,  summed  up  the  Defendants'  case. — On  the  question  of  the  fact 
of  prior  user,  Ritchie  has  given  evidence  of  a  mode  of  user  of  a  slat  action  in 
these  mills,  and  of  the  reason  for  that  user.  I  specially  call  attention  to  the 
use  in  Meewith  Mill ;  no  contradiction  has  been  given  to  that,  and  that 
shows  that  his  evidence  as  to  the  earlier  use  is  correct;  and  the  Procters  Ah 
support  Ritchie's  evidence  strongly  as  to  this  mill.  How  could  Ritchie  have 
done  these  things  if  he  had  not  learned  it  before  to-day  ?  J.  Foi'di's  memory 
was  bad,  and  he  was  absent  several  years.  He  contradicted  Ritchie  in  some 
ways  as  to  the  Edington  Mill,  but  he  admitted  Weatherstone  and  the  reel  sieve. 
Denholm  and  the  Duncans  do  not  affect  the  matter,  except  that  they  show  50 
clearly  that  Ritchie  w^as  at  these  mills. 

Moulton,  Q.C,  in  reply. — It  is  a  pure  question  of  fact,  standing. on  the  evidence 
of  Ritchie,    He  says  he  started  these  flats  at  the  Edington  Mill  from  an  old  man  • 
named  Weatherstone ;  there  was  a  very  large  order  for  very  fine  oatmeal,  and 
it  was  so  fine  that  no  sieves  in  the  mill  could  do  it,  and  as  the  stuff  would  not  5& 
travel,  slats  were  made  by  Weatherstone  and  put  in.      Then  at  the  Water  of 
Leith  Mill  it  was  introduced  from  the  Edington  Mill.    Then  there  was  the 
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Bonnington  Mill.  -[Wright,/. — I  relieve  you  of  that.]  Then  he  speaks  of 
Procter's  Mill,  and  l^rocter  says  the  slats  were  destroyecl  after  Ritchie  left. 
What  is  the  evidence  against  Ritchie  ?  At  Edington,  Ford  and  Denholm  ; 
Ford  speaks  of  sieves  made  of  tin,  which  had  no  divisions  or  slats. 
5  [Wright,  ,/. — I  do  not  trust  Ford's  memory,  and  Denholm  is  not  ad  rem.^ 
lOenholm  neyer  QdkW  it.  Ford 'And  Denholm  both  say  there  was  only  a  per- 
forated tin  sieve  with  no  slats.  [Wright,  J, — I  think  1  should  act  on  the 
Edington  Mill  and  the  Procter  case — Does  the  other  evidence  make  them  bad  ?] 
Take  the  Bonnington  Mills;  Ritchie  says  it  was  a  system  at  work  there.     I 

11*  called  a  man,  C.  Jeffrey,  who  was  there  34  years,  and  he  says  he  never  saw 
slats ;  Ritchie  said  there  were  10  or  12  of  them*.  I  attach  importance  to  the 
evidence  of  the  witness  who  cannot  come.  Can  Ritchie  possibly  be  a  reliable 
witness  when  he  says  it  was  all  over  the  mill  ?  \_Terrell,  Q,C,— Ritchie  did  not 
say  what  you  suggest.]     He  said  the  sieve  was  used  as  part  of  the  system  of 

15  the  mill.  It  is  practically  Bonnington  Mills  against  Meewith  Mills.  The 
case  at  the  Water  of  Leith  Mills  was  experimental,  and  we  have  not  had  an 
opportunity  to  give  evidence.  If  such  evidence  as  that  relating  to  Meewith 
Mills  is  to  kill  a  patent,  then  no  patent  is  safe.  No  one  saw  the  thing  except 
Ritchie  and  the  Procters.    The  use  at  the  Bonnington  Mills,  if  proved,  would 

20  have  been  real  public  user,  but  that  was  contradicted.  As  Ritchie's  evidence  is 
untrue  in  that  case,  why  is  it  not  untrue  as  to  the  Meewith  Mills  ?  It  is  not  to 
be  relied  on:  Neither  of  the  Procters  are  practical  millers.  The  case  depends 
substantially  on  Ritchie's  evidence,  and  I  press  on  the  Court  that  evidence  of 
secret  users  of  this  kind  ought  not  to  be  acted  on. 

25       Wright,  J. — I  am  sorry  this  case  has  not  to  be  decided  by  a  jury  on  the 

point  of  prior  user  ;  but  I  must  deal  with  it  as  best  I  can,  and  I  do  not  think  I 

shall  gain  anything  by  further  considering  it,  because  the  most  material  evidence 

was  before  me  yesterday. 

Now,  as  regards  the  prior  user  alleged  at  Meewith,  the  witness  Ritchie*s  story 

30  is  distinctly  supported  by  two. witnesses,  against  whom  nothing  is  shown,  nor, 
as  far  as  I  can  see,  suggested.  James  Procter,  who  was  the  owner  of  the  mill 
in  question,  tells  us  distinctly  that,  in  1879,  I  think  it  wns,  or  somewhere  about 
that,  Ritchie^vrho  was  then  employed  in  the  mill,  altered  the  sieve  ;  that  he  *'put 
*•  the  sieves  on  the  level,  and  put  a  partition  down  the  centre  with  some  tin  slats 

3.>  "  in.  (Q.)  Did  he  tell  you  why  he  had  made  those  alterations  ? — Yes."  Then 
he  identifies  the  mode,  and  says  that  is  what  it  was  like.  Then,  Thomas  Procter, 
his  brother,  says,  "  I  happened  to  go  near  the  sifting  machine  when  it  was 
'*  working.  I  saw  some  pieces  of  tin,  and  I  asked  John  Ritchie  what  that  was 
"  about,  and  he  told  me.      He  explained  to  me  what  they  were  put  into  the 

40  "  sieve  for.  I  saw  the  sieve  had  been  divided  lengthways  into  two  partitions, 
"  and  there  were  pieces  of  tin  fastened  to  one  side  of  the  sieve  and  to  the 
**  centre-piece  he  had  put  in.  (Q,)  Were  the  pieces  of  tin  on  both  sides  of  the 
"  centre-piece,  or  on  one^ide  ? — On  one  side."  He  does  not  remember,  of  his 
own  memory,  whether  the  sieve  was  level  or  sloping  ;  but  he  says  he  remembers 

45  only  from  what  Ritchie  told  him.  I  confess  I  see  no  reason  to  doubt  the 
correctness  of  their  evidence  in  any  respect.  It  is  a  very  simple  thing,  very 
easy  to  understand  when  seen,  and  their  memory  is  not  very  likely  to  go  wrong 
about  it.  It  is  quite  true  it  is  something  like  eighteen  years  ago  now,  and  the 
mill  was  burned  down  shortly  afterwards,  so  that  it  was  impossible  for  them  to 

50  refresh  their  memory  in  any  way  ;  but  it  seems  to  me  this  is  a  case  in  which  I 
am  not  at  liberty  to  disbelieve  the  evidence.  A  Judge  has  no  right  to  say  he 
does  not  wish  to  believe  a  story,  and  that,  therefore,  he  will  disbelieve  a 
witness  against  whom  nothing  is  suggested.  There  are  no  improbabilities  in 
the  evidence  of  those  two  witnesses,  and  I  cannot  trace  that  there  is  any  ground 

55  for  supposing  they  are  interested  in  any  way.  I,  therefore,  come  to  the  conclu- 
sion that  I  am  not  at  liberty  to  disbelieve  them,  unless  I  should  find  enough 
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hopelessly  to  break  down  Ritchie\s  own  story,  in  which  case  one  would 
probably  be  justified  in  saying  that  the  corroborating  evidence  disappeared 
with  the  entire  disappearance  of  the  principal  evidence. 

Now,  is  there  enough  in  the  other  parts  of  the  case  to  discredit  Ritchie  ?  The 
other  parts  of  the  case  are,  first,  the  Edington  case.  That  is  so  very  long  ago  5 
— ^namely,  in  1863 — that  I  should  certainly  not  have  acted  on  that  if  it  stood 
alone.  The  only  importance  of  it,  to  my  mind,  is  this, — Does  it,  or  does  it  not, 
furnish  any  ground  for  discrediting  Ritchie  ?  No  doubt  Ritchie's  account  of  it 
is  one  which  must  be  looked  on  with  some  doubt,  when  he  comes  to  give  yon 
the  details  of  what  happened  all  that  time  ago.  But  the  story,  as  told  by  him,  10 
is  not  in  any  way  an  unlikely  one.  I  cannot  fix  on  any  feature  in  it  which 
seems  to  bear  on  it  the  trace  of  improbability.  On  the  contrary,  that  story 
about  the  silk  reel  and  the  invention  of  the  old  man,  whose  name,  I  think,  was 
Weatherstoney  seems  rather  to  look  unlike  a  story  which  is  mere  fiction  of  a 
few  months  ago.  15 

Then,  as  to  the  witnesses  who  are  said  to  contradict  Ritchie  about  the 
Edington  Mill,  Ford,  no  doubt,  strongly  contradicts  Ritchie,  but  I  think 
Ford^s  memory  is  evidently  wholly  unreliable.  He  fixes  the  dates  by  his  son's 
age,  but  he  only  knows  of  his  son's  age  from  what  his  son  told  him,  and  he 
cannot  fix  the  month  or  day  of  his  son's  birthday,  and,  considering  that  the  20 
relevancy  of  his  evidence  entirely  depends  on  the  date  of  his  son's  birth,  I 
cannot  place  much  reliance  upon  it.  Besides,  he  had  forgotten  at  one  time  that  he 
was  away  from  the  mill  for  two  years,  during  a  period  which  might  have 
been  relevant,  and  perhaps  is  relevant.  He  has  evidently  a  mind  of  not  much 
accuracy.  It  is  impossible  to  suppose  that  this  mill  was  60  or  70  yards  long  or  25 
square,  and  so  forth  ;  however,  those  are  details.  Then  it  is  said  that  Denlwlm 
contradicts  the  evidence  of  Ritchie  as  to  Edington  Mill.  But  the  material  time 
as  regards  Ritchie's  evidence  is  1863,  and  Denholm  was  away  from  1859  to  1866  ; 
and  in  the  three  years  after  Ritchie  left,  before  Denholm  came  back,  there 
may  have  been  many  ways  in  which  all  traces  of  the  arrangements  with  the  30 
sieves  and  the  divisions  and  slats  may  have  disappeared.  I  do  not  know  how 
that  may  be,  but  I  cannot  see  anything  in  that  part  of  the  case  which  leads  me 
to  say  Ritchie's  evidence 'ought  to  be  disbelieved. 

Then,  as  regards  the  Water  of  Leith  Mill,  the  evidence  of  prior  use  there 
against  the  Plaintifi^'s  claim  is  extremely  slight,  and  I  should  not  be  disposed  35 
to  act  upon  it,  if  it  stood  by  itself,  at  all.  At  the  most  it  comes  to  no  more  than 
some  evidence  of  slight  experimental  user  a  great  many  years  ago.  But  for 
the  very  same  reason  I  think  such  contradiction  as  has  been  given  to  it  amounts 
to  very  little,  because  there  may  very  well  have  been  a  slight  experimental  user 
in  Greenland,  especially  in  such  an  out  of  the  way  place,  which  may  not  have  40 
been  observed  by  anybody  in  particular.  I  attach  no  importance  to  that 
incident  one  way  or  the  other. 

Now  comes  the  great  difficulty — ^the  Bonnington   Flour  Mills  at   Leeds. 
There  I  certainly  do  not  accept   Mr.  Ritchie^s  evidence  as  correct,  but  the 
question  is,  whether  I  am  to  say  it  is  wilfully  incorrect,  in  which  case  it  would  45 
destroy  the  whole  of  his  evidence,  or  whether  I  am  to  say  it  is  to  be  explained 
in  some  other  way.     I  do  not  think  I  am  justified  in  saying  it  is  wilfully  false, 
and  it  seems  to  me  the  explanation  may  possibly  be  found  in  this,  that  for  some 
reason  or  other,  according  to  Mr.  Jeffery,who  was  the  f  oremai  ^f  the  Bonnington 
Mills,  all  the  screens  there— or  most  of  the  screens,  at  any  rate — were  as  nearly  50 
as  possibly  level.    He  emphasized  the  words  "  a  very  slight  cant "  and  "  very 
"  nearly  level."  It  is  conceivable  to  me  that  Ritchie,  fvom  the  sieves  being  1  ivel, 
may  have  jumped  to  the  conclusion  that  they  had  slats  in  them.    It  is  not  to  his 
credit  in  any  way  if  that  is  what  he  did,  because  he  led  us  to  suppose  he  had 
seen  the  slats  ;  but  I  really  cannot  think  that  that  by  itself  is  enough  to  justify  55 
m©  iu  not  only  disbelieving  Ritchie's  evidence,  but  also  the  evidence  of  the  two 
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Procters — ^that  is  my  difficulty  in  the  case,  there  being  no  certainty  of  suspicion 
attaching  to  the  Procters^  evidence  by  itself,  and  no  external  grounds  of 
suspicion  being  shown  against  them. 
Now,  I  think  I  ought  to  say  a  word  about  the  weight  I  do  attach  to  Ritchie's 
5  evidence  personally.  But  for  the  Bonnington  matter,  I  must  say  I  should  not 
have  seen  any  sufficient  reason  to  disbelieve  Ritchie's  evidence.  He  seemed  to 
give  his  evidence  fairly  enough,  and  I  did  not  notice  any  indication  of  any 
attempt  to  deceive  the  Court  in  what  he  said.  Then,  again,  I  doubt  if  the 
Bonnington  case  would  have  been  quite  enough  to  displace  his  evidence,  even 

10  if  it  stood  alone,  although  I  should  probably  have  come  to  the  conclusion  it  was 
not  satisfactory  to  act  on  his  evidence,  weakened  as  it  was  by  its  failure  in  the 
Bonnington  case,  unless  it  bad  been  discredited  on  an  issue  which  I  had  to 
decide,  and  which  was  in  itself  decisive  on  the  question. 

I  think,  therefore,  I  must  hold  that  the  prior  user  at  the  Meewith  Mills  is 

15  pix)ved.  Prior  user  at  Bonnington  Mills,  I  think,  is  disproved  ;  but,  with 
regard  to  prior  user  at  the  Edington  Mill,  if  I  am  obliged  to  say  one  way  or  the 
other — I  do  not  know  that  it  is  material — I  think,  having  regard  to  my  finding 
as  regards  Meewith  Mills,  I  ought  to  say  it  is  proved  as  regards  Edington,  and 
not  proved  as  regards  Water  of  Leith  or  Bonnington.    I  do  not  think  there  is 

20  anything  else.  No  evidence  has  been  offered  as  to  Preston's  Distillery  or  the 
Midland  Flour  Mills.  I  suppose,  for  the  present,  subject  to  any  appeal  on  this 
point,  if  there  is  any,  that  is  sufficient  to  dispose  of  the  action. 

Terrelly  Q.C. — ^Judgment  for  the  Defendants,  with  the  general  costs  of  the 
action  ? 

25      Wright,  J.— Yes. 

A  short  discussion  followed  as  to  the  costs.  Wright,  </.,  allowed  the  costs 
of  the  first  four  Objections,  and,  Moulton^  Q.C,  not  objecting,  also  allowed 
R,  B,  Robertson's  and  P.  Van  Oelder's  Specifications  in  Objection  (5)  (c). 


In  the  High  Court  of  Justice.— Chancery  Division. 

30  Before  Mr.  Justice  Byrne.— March  23rd,  24th,  25th,  and  29th,  1897. 

Automatic  Diversions  Syndicate  v.  Urry. 

Patent  for  a  machine. — Agreement  by  Patentee  to  sell  to  a  Gompany. — Sales  of 

machines  by  Patentee  prior  to  assignment. — Alleged  infringement  of  Company's 

rights.  • 

as       P.,  t^  Patentee  of  a  machine,  sold  his  patent  to  a  Company^  but  did  not 

execute  an  assignment.    He  then  manufactured  certain  machi^ies  which  the 

2  G 
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Company  alleged  were  made  cuxxmiing  to  tJie  patent^  andy  therefore^  infringe- 
m&nts  of  their  rights.  They  accordingly  brought  an  action  against  the  Patentee 
claiming  an  assignment  and  (among  otfier  things)  relief  on  the  basis  that  tJie 
Patentee's  machines  were  infringements  of  the  patent.  The  Patentee  did  not 
dispute  the  Plaintiffs'"  right  to  an  assignment^  but  there  was  a  question  as  to  the  f^ 
form  of  the  asHignment^  and  it  was  agreed  that  an  order  should  he  made 
directing  the  assigmnent  to  be  settled  by  the  Judge  in  chambers^  and  the  only 
qicestion  left  for  the  decision  of  the  Court  was  whether  the  DefetidanVs  machines 
were  infringements  of  the  patent. 

Held,  that  upon  the  true  construction  of  the  Specification^  the  Defendant's   10 
machines  were  not  infringements. 

On  the  30th  of  September  1892,  a  patent  (No.  17,446  of  1892)  was  granted  to 
Frank  Harvey  Urry  for  a  "  Combined  game  or  amusement  and  machine  for  the 
"  aatomatic  delivery  of  prepaid  articles." 

The  Specification  stated, — "I  provide  a  shallow  box  or  case  (hereinafter  15 
"  called  '  the  case ')  to  be  affixed  or  hung  in  a  vertical  position  and  flatwise 
'^  against  a  wall  or  other  convenient  support,  which  contains  apparatus  for  the 
"  automatic  delivery  of  an  article  upon  a  penny  being  dropped  therein,  the 
"  front  or  what  might  be  termed  and  is  hereinafter  referred  to  as  *  the  cover ' 
'^  of  the  case  is  flat  and  bears  in  front  of  it  a  frame  carrying  a  sheet  of  glass  20 
"  nearly  the  whole  of  the  front  of  such  cover  being  seen  through  the  glass. 
*'  This  glass  is  only  a  sufficient  distance  from  the  cover  to  enable  a  penny  to  pass 
^^  flatwise  easily  at  any  point  between  it  and  the  cover.    There  is  a  slot  provided 
^'  to  enable  a  penny  to  be  passed  from  outside  into  the  apparatus  between  the 
"  glass  and  the  cover.    The  cover  contains  one  or  more  slots  or  channels  com-  25 
'^  municating  with  the  interior  of  the  case  and  through  which  a  penny  falling 
^^  from  the  top  of  the  case  between  the  glass  and  the  cover  may  (either  directly 
"  or  by  rebound  from  one  or  more  studs  or  pins  fixed  to  the  cover  and  projecting 
'^  between  it  and  the  glass)  easily  pass  such  penny  when  so  passed  working  or 
*''  enabling  to  be  worked  the  apparatus  for  the  automatic  supply  of  an  article.  30 
^^  The  cover  also  has  one  or  more  similar  slits  or  channels  through  which  if 
''  a  penny  passes  as  aforesaid  the  penny  falls  out  of  the  apparatus  into  a 
^'  receptacle  placed  beneath  it  for  the  purpose  of  receiving  it  accessible  to  the 
"  operator  and  thus  returning  the  coin. 

^'  There  is  also  a  channel  or  space  through  which  coins  which  fall  between  35 
^^  the  glass  and  the  cover  and  fail  to  pass  through  either  of  the  slits  or  channels 
'^  referred  to  pass  into  the  interior  of  the  case  which  is  of  course  locked  against 
'•  the  public. 

''  In  one  form  of  apparatus  made  according  to  my  invention  (the  description 
"  of  which  is  herein  set  out  in  order  to  more  particularly  describe  and  specify  40 
*'  the  nature  of  my  invention)  the  cover  of  the  box  is  made  to  resemble  a  board 
"  upon  which  what  is  popularly  known  as  German  or  table  billiards  is  played 
"  and  is  studded  with  numerous  pins  against  which  a  penny  may  impinge  in 
'^  falling  from  the  top  to  the  bottom  of  the  apparatus  between  the  glass  and  the 
"  cover  and  the  cover  has  in  it  one  or  more  of  the  slits  or  channels  returning  the  45 
''  coin  to  the  operator  as  above  explained  and  one  or  more  of  the  slits  or  channels 
"  which  carry  the  penny  to  the  automatic  delivery  apparatus  within  the  case 
^^  and  also  a  channel  or  space  communicating  with  the  interior  of  the  case 
''  through  which  coins  pass  which  fall  without  passing  through  any  of  the 
'^  aforesaid  slits  or  channels.  50 

"  Upon  a  penny  being  dropped  into  the  apparatus  particularly  described  by 
**'  means  of  a  slot  provided  for  that  purpose  it  falls  in  a  vertical  channel  at  one 
*^  side  of  the  apparatus  between  the  glass  and  the  cover.  In  this  channel  a 
*^  slide  works  which  is  held  up  by  a  spring  this  slide  upon  being  pulled  down  by 
*'  the  operator  by  means  of  a  knob  or  handle  provided  for  that  purpose  and  H 
**'  rt- leased  springs  back  striking  the  coin  and  throwing  or  shooting  it  bj  j 
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**  of  the  force  of  the  spring  referred  to  to  the  top  of  the  apparatus  from  whence 

j  "  it  falls  in  sight  of  the  operator  between  the  glass  and  the  cover  impinging  as 

I  "  it  does  so  upon  the  pins  and  eventually  falling  either  through  one  of  the  slits 

i  "  or  channels  in  the  cover  op  failing  to  do  so  fallinsr  within  the  case,  the  coin  in 

5   "  fact  imitating  and  taking  the  place  of  the  ball  used  in  the  game  referred  to. 

**  It  is  obvious  that  apparatus  may  be  constructed  according  to  my  invention 

"  to  be* actuated  by  other  coins  than  pennies  and  that  the  coin  instef^d  of  being 

***  thrown  by  a  spring  as  in  the  form  of  apparatus  described  may  be  dropped 

**  between  the  glass  and  the  cover  through  a  slot  at  the  top  of  the  apparatus  of 

10  "  sufficient  lenifth  to  allow  a  coin  to  be  dropped  at  any  point  between  the  glass 

"  and  the  cover  an  essential  feature  of  my  invention  being  the  glass  in  front 

"  of  the  cover  as  before  described  allowing  just  sufficient  space  for  the  coin 

I  "  to  fall  easily  flatwise   in   sight  of  the   operator  and  the   slits  or  channels 

r  "  returning  the  coin  or  actuating  or  enabling  to  be  actuated  the  automatic 

15   "  apparatus  according  to  the  skill  of  the  operator  in  aiming  to  throw  (by  means 

**  of  a  spring  similar  to  that   before  particularly  described)   or  drop  a  coin 

**  either  directly  or  indirectly  (as  by  rebound  as  aforesaid)  through  one  of  such 

••  slots  or  channels." 

After  describing  the  drawings,  the  Specification  concluded  thus  : — "  Having 
20  "  now  particularly  described  and  ascertained  the  nature  of  my  said  invention, 
**  and  in  what  manner  the  same  is  to  be  performed,  I  declare  that  what  I 
**  claim  is : 

**  1.  The  combination  with  an  automatic  delivery  apparatus  of  the  vertically 

"  arranged  glass  front  h.  with  the  board  a.  allowing  of  a  coin  being  projected  or 

25  "  dropped  flatwise  between  the  two  and  in  view  of  the  operator  so  that 

"  according  to  the  skill  of  the  operator  the  operation  may  have  varying  results 

"  substantially  as  hereinbefore  described  and  illustrated." 

By  agreement  dated  the  17th  of  January  1894,  made  between  the  Patentee 
and  Oharles  Henry  Hoare,  as  vendors,  of  the  one  part,  and  Robert  Bingham 

K,  30  Jenings^  as  trustee  on  behalf  of  the  Automatic  Diversions  Syndicate^  Ld,y  of  the 

I  other  part,  the  Patentee  agreed  to  sell  to  the  Syndicate  at  the  price  of  5000Z., 

payable  as  therein  mentioned,   the  patented   invention  and  the  full  benefit 
thereof,  so  far  as  the  United  Kingdom  was  concerned,  and  of  all  improvements 
and  variations  in  the  same  in  any  way  covered  by  the  patent  which  had  been 
35  or  might  thereafter  be  made. 

On  the  6th  of  May  1895,  the  Syndicate  commenced  an  action  against  the 
Patentee,  and  by  their  amended  Statement  of  Claim  stated  the  incorporation  of 
the  Syndicate  and  the  said  agreement,  and  that  the  Syndicate  had  allotted  to 
the  vendors  shares  in  payment  of  the  said  invention,  and  the  vendors  had 
40  accepted  the  same,  and  that  the  Defendant  had  become  a  trustee  for  the 
Plaintiffs,  and  that  the  Defendant  had  by  the  said  agreement  impliedly  promised 
the  Plaintiffs  not  on  his  own  account  to  make,  sell,  supply,  let  on  hire,  or  use  any 
machines  whatsoever,  manufactured  according  to  the  patent  or  the  improve- 
ments or  variations  thereof,  and  that  the  Defendant,  in  breach  of  his  implied 
45  promise,  had  sold,  supplied,  let  on  hire,  and  used  machines  manufactured 
according  to  the  patent  or  the  improvements  or  variations  thereof,  and  threatened 
to  continue  to  do  so,  and  that  the  Defendant  had  not  executed  any  assign- 
ment to  the  Plaintiffs.  The  amended  Statement  of  Claim  alleged,  alternatively, 
that,  if  the  Plaintiffs'  construction  of  the  written  agreement  was  not  correct, 
50  then,  that  the  written  agreement  did  not  record  the  true  intention  of  the 
parties,  and  ought  to  be  rectified  in  conformity  with  a  prior  verbal  agreement 
between  the  parties,  mentioned  in  the  amended  Statement  of  Claim. 

The  Plaintiffs  claimed  (1)  a  declaration  that  the  Defendant  was  a  trustee  for 

them  ;    (2)  an  order  on  the   Defendant  to  execute   an  assignment ;   (3)  an 

55  injunction  to  restrain  the  Defendant  from  manufacturing,  selling,  supplying, 

letting  on  hire,  or  using  any  machines  made  according  to  the  Specification  of 

2  G  2 
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the  patent,  and  other  subsidiary  relief,  including  rectification  of  the  written 
agreement. 

By  their  Particulars  of  Breaches,  the  Plaintiffs  specified  the  machines  of  the 
Defendant  of  which  they  complained.  These  machines  are  described  in  the 
judgment  of  the  learned  Judge.  5 

By  his  Defence,  the  Defendant  denied  the  alleged  infringement,  and  stated 
that  he  had  always  been  willing  to  execute  a  proper  assignment,  and  that  he 
was  never  asked  to  execute  an  assignment  until  some  weeks  after  the  action 
was  brought,  when  a  draft  proposed  assignment  was  submitted  to  him  and 
returned  approved,  but  the  Plaintiffs  refused  to  accept  such  assignment,  on  the  10 
ground  that  it  did  not  include  any  improvements  or  variations  in  the  patent. 

The  action  came  on  for  trial  before  Byrnb,  J.  The  result  appears  from  the 
judgment  of  the  learned  Judge.  Tei^rell^  Q.C.,  and  H.  J.  Turrell  (instructed 
by  G.  H.  Hoare)  appeared  for  the  Plaintiffs ;  Eve^  Q.C.,  and  J.  Ashton  Cross 
(instructed  by  Lake  and  Lake)  appeared  for  the  Defendant.  15 

Byrne,  J. — This  is  an  action  brought  by  a  Company  called  T/ie  Automatic 
Diversions  Syndicate^  Ld.y  against  Frank  Harvey  TJrry^  and  the  purposes  of 
the  action,  as  it  was  originally  framed,  were,  first  of  all,  to  ask  for  a  declaration 
that  the  Defendant  is  a  trustee  for  the  Plaintiffs  of  a  certain  patented  invention, 
and  of  the  full  benefit  thereof,  and  of  all  improvements  and  variations  of  the  20 
same  in  any  way  covered  by  the  patent  or  which  may  have  been  or  may  here- 
after be  made  ;  secondly,  an  order  directing  the  Defendant  to  execute  an 
assignment  to  the  Plaintiffs  of  the  Letters  Patent ;  and,  thirdly,  asking  for  an 
injunction  to  restrain  the  Defendant,  in  effect,  from  infringing  the  Letters 
Patent  which  were  the  subject  of  the  agreement  between  the  parties.  As  25 
subsidiary  relief  asked,  there  was  an  alternative  claim  in  the  action,  that,  if  it 
be  held  that  the  true  construction  of  the  agreement  was  other  than  the 
construction  sought  to  be  put  upon  it  by  the  Plaintiffs,  then,  that  the  agreement 
in  writing  may  be  rectified  in  accordance  with  the  real  agreement.  That  was 
abandoned  at  the  beginning,  and  with  reference  to  the  order  directing  an  30 
assignment,  I  may  dispose  of  that  at  once  by  saying  that  the  Defendant  had  not 
refused  to  execute  an  assignment  in  the  terms  of  the  agreement,  and  there  is  no 
dispute  that  that  is  the  proper  form  in  which  the  assignment  should  be  made. 
The  parties  now,  however,  are  willing  that  an  order  should  be  made  directing 
the  assignment  to  be  settled  by  the  Judge  in  chambers,  in  case  the  parties  35 
differ,  that  not  in  any  way  to  affect  the  costs  of  the  action.  The  Defendant  is 
right  in  that  respect. 

Then,  with  reference  to  the  rest  of  the  action,  it  was  agreed  between  the 
parties,  and  rightly  agreed,  I   think,  that  the   only  question  in  the  case  is 
whether  both  or  either  of  two  machines,  which  have  been  called  B  and  C  in  the  40 
course  of  the  case,  are  or  is  infringements  or  an  infringement  of  the  patent 
(No.  17,446  of  1892)  taken  out  by  Mr.  TJrry  and  the  subject  of  the  agreement  in 
question.    Now,  what  has  become  of  the  Plaintiffs'  patent  ?     TJrry'* s  patent  was 
a  patent  for  an  automatic  machine,  and,  as  stated  in  the  claim,  it  was  *^  The 
"  combination  with  an  automatic  delivery  apparatus  of  the  vertically  arranged  45 
"  glass  front  h  with  the  board  a  allowing  of  a  coin  being  projected  or  dropped 
"  flatwise  between  the  two,  and  in  view  of  the  operator,  so  that,  according  to 
"  the  skill  of  the  operator,  the  operation  may  have  varying  results  substantially 
"  as  hereinbefore  described  and  illustrated."    The  machine  itself  is  described, 
and  carefully  and  sufiBciently  described,  in  the  Specification.    This  is,  it  will  be  50 
observed,  a  patent  for  a  combination  and  for  a  combination  only.    There  is  no 
claim  for  a  subsidiary  combination  of  any  two  or  more  parts  of  the  combination. 
The  Patentee  has  described  at  page  2,  line  22,  as  follows : — "  I  provide  a  shallow 
*^  box  or  case  to  be  affixed  or  hung  in  a  vertical  position  and  flatwise  against  a 
*^  wall  or  other  convenient  support,  which  contains  apparatus  for  the  automatic  55 
*'  delivery  of  an  article  upon  a  penny  being  dropped  therein,  the  front,  or  what 
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might  be  termed  and  is  hereinafter  referred  to  as '  the  cover '  of  the  case,  is  flat 
and  bears  in  front  of  it  a  frame  carrying  a  sheet  of  glass,  nearly  the  whole  of 
the  front  of  such  cover  being  seen  through  the  glass.    This  glass  is  only  a 
sufficient  distance  from  the  cover  to  enable  a  penny  to  pass  flatwise  easily  at 
any  point  between  it  and  the  cover.    There  is  a  slot  provided  to  enable  a 
penny  to  be  passed  from  outside  into  the  apparatus  between  the  glass  and  the 
cover."    Then,  at  line  37,  he  refers  to  one  form  in  which  "  the  cover  has  one 
or  more  similar  slits  or  channels,  through  which,  if  a  penny  passes  as  afore- 
said, the  penny  falls  out  of  the  apparatus  into  a  receptacle  placed  beneath  it 
"  for  the  purpose  of  receiving  it,  accessible  to  the  operator,  and  thus  returning 
*^  the  coin."    Then,  at  page  3,  line  12,  he  states,  as  follows  :— "  It  is  obvious  that 
'  apparatus  may  be  constructed  according  to  my  invention  to  be  actuated  by 
other  coins   than  pennies,  and   that  the  coin  instead   of  being  thrown  by 
I  **  a  spring,  as  in  the  form  of  apparatus  described,  may  be  dropped  between  the 

J  15   *'  glass  and  the  cover  through  a  slot  at  the  top  of  the  apparatus  of  sufficient 

i  "  length  to  allow  a  coin  to  be  dropped  at  any  point  between  the  glass  and  the 

I  "  cover,  an  essential  feature  of  my  invention  being  the  glass  in  front  of  the 

t  "  cover,  as  before  described,  allowing  just  sufficient  space  for  the  coin  to  fall 

'f  "  eiisily  flitwise  in  sight  of  the  operator."    In  the  actual  machine  which  has 

20  been  produced  as  an  illustration,  the  spring  apparatus  is  used,  but  it  does  not 
matter  whether  the  spring  apparatus  is  used,  or  whether  there  is  a  sufficiently 
long  slot  in  the  top  to  enable  the  operator  to  drop  the  penny  down.  When  the 
penny  falls,  its  course  may  be  disturbed  by  certain  studs  that  appear  on  the  face  of 
the  board.  If  the  penny  falls  into  one  or  other  of  the  receptacles,  it  has  varying 
25  results  ;  it  may  be  returned  to  the  operator,  or  it  may  be  lost  to  the  operator. 
There  is  a  certain  amount  of  skill  involved  in  the  matter,  but  simply  depending 
upon  the  degree  of  force  used,  if  the  spring  is  used  ;  and,  if  the  slot  is  used,  I 
suppose,  depending  upon  whether  an  accurate  eye  is  used,  so  as  to  drop  it  into 
one  or  other  of  the  receptacles  for  it,  according  to  the  choice  of  the  person  who 
30  is  endeavouring  to  perform  the  operation. 

It  is  perfectly  clear  to  my  mind  that  you  cannot  have  the  whole  of  this 
combination  of  parts  unless  you  have  the  glass  front  and  the  back  so  arranged 
as  to  leave  just  sufficient  space  for  the  coin  to  fall  easily  flatwise  in  sight  of  the 
operator,  and  the  effect  of  that  is  that  the  glass  and  the  back  guide  the  penny, 
35  keep  it  in  a  flatwise  position,  and  so  enable  it  to  enter  any  of  the  receptacles. 
But  another  thing  that  is  desired  to  be  achieved,  is  that  you  may  have,  by  the 
use  of  proper  machinery,  varying  results  in  the  way  I  have  mentioned — that  is 
to  say,  the  coin  may  be  returned  to  the  operator  or  it  may  be  lost,  or  it  may 
have  even  other  results  if  the  machinery  be  so  arranged. 
40  Now  of  the  two  machines  complained  of,  one  is  called  "The  Diamond 
"  Fortune-telling  Machine,"  and  does  contain  this  element — that  the  glass 
and  the  penny  are  so  arranged  as  that  the  penny  passes  flatwise,  and  cannot 
pass  other  than  flatwise,  in  sight  of  the  operator,  and  there  are  studs  that 
divert  the  course  of  the  penny  as  it  descends,  if  it  happens  to  hit  the  studs,  but 
45  it  presents  no  varying  results.  As  one  of  the  witnesses  called  said,  there  is  but 
one  receptacle  for  the  penny,  which  loses  the  penny  to  the  operator  and  sets 
free  an  ordinary  apparatus  for  allowing  a  drawer  to  be  opened,  common  to 
a  great  many  of  these  automatic  machines,  and  gives  out  what  purports  to  be  a 
fortune.  To  look  at  the  machine,  one  would  think  that  there  was  possibly  some 
50  element  of  chance  or  skill  involved  in  the  operation  of  the  studs  on  the  penny 
as  it  descends,  but,  as  a  matter  of  fact,  the  result  is  always  the  same  with 
reference  to  the  destination  of  the  coin.  It  might  produce  the  effect  on  the  mind  of 
the  public  that  there  was  some  chance  as  to  the  destination  of  the  penny,  by  reason 
of  the  studs  being  there,  but,  as  a  matter  of  fact,  it  produces  no  such  effect. 
55  Therefore,  although  in  that  machine  the  two  parts,  the  glass  front  and  the 
back,  are  placed  as  in  the  original  patent — ^the  Plaintiffs'  patent — the  results 
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produced  are  not  the  same,  and  the  combination  is  not  the  same,  becanse  it  has 
not  the  same  or  equivalent  machinery  for  producing  varying  results.  I  am  of 
opinion,  therefore,  that,  with  regard  to  that  machine,  it  constitutes  no 
infringement. 

Then  the  second  machine  is  a  machine  which  provides  certain  receptacles   5 
for  the  receipt  of  the  coin.     In  this  case  it,  is  so  arranged  that  it  may  be  worked 
either  by  a  bpring  or  by  means  of  dropping  a  penny  into  a  slot.     In  the  form 
produced  before  me,  it  is  a  machine  where  the  coin  is  operated  upon  by  means 
of  what  I  may  call  a  shooting  apparatus — that  is  to  say,  by  means  of  a  spring 
and  a  lever.    In  that  machine  the  glass  front  and  the  back  are  not  placed  so  as  10 
to  allow  just  sufficient  space  for  the  coin  to  fall  easily  flatwise  in  sight  of  the 
operator.    Therefore  one  of  what  the  original  Patentee  had  described  as  being 
an  essential  feature  of  his  invention  is  not  contained  in  this  combination  at  all. 
It  is  perfectly  true,  as  was  argued  by  Mr.  Terrell,  that  the  Specification  does 
not  say  "  the  essential  feature  of  my  invention,"  but  I  am  satisfied  that  you  15 
cannot  make  the  combination  sought  to  be  patented  by  the  Plaintiffs'  patent 
without  having  in  your  combination  of  parts  the  glass  front  and  the  back  so 
placed  as  to  prevent  the  coin  from  descending  other  than  flatwise.  In  the  machine 
which  I  am  now  dealing  with,  alleged  to  be  an  infringement,  this  is  not  the 
case.    It  is  true  that  in  the  form  used,  the  coin  is  placed  flatwise  into  what  is  20 
termed  the  shoot,  that  it  emerges  from  the  entrance  of  the  shoot  flatwise,  and 
that  it  may  possibly  fall  into  one  or  other  of  the  receptacles  provided  for 
it,  or  outside  any  of  those  receptacles,  in  that  way,  namely,  flatwise.    But  this 
I  cannot  say  for  certain.     It  may  so  fall  in  the  greater  number  of  instances,  but 
it  is  clear  that  it  need  not  necessarily  so  fall,  and  does  not  in  many  cases  so  fall.  25 
It  has  not  for  its  object  in  view  to  keep  the  penny  flatwise  invariably.    It 
produces,  as  I  say,  varying  results,  but  I  think  it  does  not  contain  the  com- 
bination which  is  patented  by  Urry^s  patent  of  1892.     I  think,  therefore,  that 
this  is  not  an  infringement  of  the  patent  either,  and  I  find  on  the  issue  that  has 
been  left  to  me,  that  there  has  been  no  infringement  by  both  or  either  of  the  30 
machines  alleged  to  be  infringements,  and  that  the  Plaintiffs^  action  fails  ;  and 
although,  as  I  have  said,  I  have  directed  an  assignment  to  be  made,  to  be 
settled  by  the  Judge  in  chambers  in  case  the  parties  differ,  that  is  only  because 
there  may  be  minor  differences  between  them.     It  makes  no  difference  with 
regard  to  the  action  and  the  question  of  costs,  and  therefore  I  make  that  order,  35 
that  there  be  an  assignment,  and  order  the  Plaintiffs  to  pay  the  costs  of  the 
action. 
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In  the  High  Court  of  Justice. — Queen's  Bench  Division. 

Before  Mr.  Justice  Wright. 

February  8th,  9th,  10th,  12th,  15th,  16th,  17th,  18th,  and  March  4th,  1897. 

The   Maxim-Nordenfblt    Guns  and  Ammunition    Company,   Ld.  v. 
5  Anderson. 

Patent,  —  Construction.  —  Validity,  —  Infringement.  —  Action    dismissed, — 
Costs. 

In  1889^  a  patent  was  granted  to  M.  for  improvements  in  the  manufacture 
of  explosive   compounds.     The   Complete  Specification^  after  describing    the 

10  offsets  of  the  improvements^  stated  that  "tn  the  manufacture  of  explosive 
"  compounds  according  tfj  my  present  invention^  I  mix  dissolved  guncotton  or 
*^  pyroxylins  with  nitroglycerine^  nitrogelatine,  or  similar  material^  and  with 
'*  oilf  preferably  castor-oil.  I  have  discovered  that  the  addition  of  castor-oil  or 
•*  other  suitable  oil  to  compounds  of  dissolved  guncotton  and  nitroglycerine, 

\^  "  nitrogelatinCy  or  the  like,  increases  the  toughness  of  the  product,  and  modifies 
**  the  explosive  properties  thereof  whilst  greatly  diminishing  its  liability  to 
**  deterioration  by  exjjosure  to  the  atmosphere.*^  The  reasons  for  the  jireference 
for  castor-oil  were  then  stated  to  be — (i)  solubility  by  means  of  the  solvents 
employed  for   dissolving   guncotton    and    nitroglycerine    or    nitrogelatine ; 

20  (^)  </<«  fact  of  its  combining  with  either  of  these  substances ;  (3)  the  fact  of  its 
containing  oxygeti ;  moreovei\  that  it  made  the  compouiid  tough,  easy  to  be  cut 
and  pressed,  and  prevented  its  deterioration.  The  Specification  then  continued : — 
"  I  produce  an  explosive  compound  which  is  advantageous  for  various  purposes 
"  by   mixing    tlie   guncotton,    the   nitroglycerine,  nitrogelatine,   or   similar 

25  "  substance,  and  the  castor-oil  in,  or  about  in,  the  following  proportions,  viz,, 
''^  from  2  or  5  per  cent,  of  the  castor-oil,  from  10  to  16  per  cent,  of  the  nitro- 
"  glycerine  or  the  like,  and  the  remainder  of  guncotton,*''  Methods  of 
manufacture  were  then  stated,  and  the  claims  were  as  follows  : — "  First,  An 
**  explosive  compound  consisting  essentially  of  guncotton  or  pyroxyline  mixed 

30  **  with  nitroglyrerine,  nitrogelutine,  or  similar  material,  and  with  castor-oil 
^  or  other  suitable  oil,  for  the  jmrpose  above  specified.  Second.  The  manu- 
''^facture  of  an  explosive  compound  by  first  dismlving  gunadton  by  means  of 
"  cu:etone  or  other  solvent,  and  then  tncurjjorating  ivifh  the  dissolved  gun- 
"  cotton,  nitroglyrerine,  n/trogefatine,  or  similar  material,  and  caytor-otl  or 

35  *'  other  suitable  oil,  substantially  as  hereinbefore  described.  Third.  The 
**  manufaetivre  of  an  explosive  compound  by  dissolving,  fir^t,  castor-ftil  or  otlwr 
**  suitable  oil  and  then  gunaUton  by  means  of  acetone  or  other  solvent,  and 
**  inatrpttrating  therewith  nitroglycerine,  nitrogelatine,  or  similar  material, 
"  substantially  as    hereinbefore    described.       Fourth.    The    m,anufacture    of 

40-"  an  exphjsive  compound  by  first  inixing  nitroglycerine,  nitrogelatine,  or 
**  stmilar  material,  and  casior-^nl  or  other  suitable  oil,  unth  a  small  quantity 
**  of  acetone  or  similar  solvent,  treating  dried  guncotton  unth  this  mixture 
"  in  a  rotary  cylinder  or  chamber,  and   then  subjecting  the  product,  in  a 
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"  cylinder  or  chamber  from  which  air  is  exhausted^  to  the  action  of 
"  vaporized  acetone  or  other  solvent^  and  then  to  pressure^  substantially  as 
"  hereinbefore  described.''^ 

A.,  who  is  Director-General  of  H.M.  Ordnance  FactorieSy  manufactured 
"  Gordite,''  a  powder  composed  of  68  per  cent,  of  nitroglycerine^  37  per  cent,  of  5 
guncotion,  and  5  per  cent,  of  vaseline.  M.y  and  the  M.  Company  who  claimed 
under  him,  commenced  an  action  for  infringement  of  his  pat&nt  against  A. 
The  Defendant  denied  infringement^  and  raised  the  following  objections  to  the 
validity  of  the  patent  :—(l)  That  M.  was  not  the  true  and  first  inventor; 
(2)  want  of  subfect-matter ;  (3)  want  of  utility ;  (4)  that  the  Specification  U) 
did  not  sufficiently  describe  the  nature  of  the  invention^  inasmuch  as  if  the 
proportions  mentioned  were  departed  from^  the  directions  for  manufa/^ture 
were  insufficient;  (5)  that  the  Specification  did  not  sufficiently  distinguish 
what  tvcts  claimed  to  be  new  from  what  was  not  so  claimed;  (6)  that 
the  invention  Jiad  been  anticipated  by  several  prior  publications,  15 

Held,  that  the  expression  *'*' castor-oil  or  other  suitable  otZ"  did  noty  having 
regard  to  the  rest  of  the  Specification^  include  the  mirieral  oilSj  and  did  not 
include  vaseline ;  thaty  otherwise^  the  patent  would  be  invalid^  as  exjieriment 
would  be  necessary  to  ascertain  what  oils  were  suitable  oils ;  andy  further^  that 
M.^s  potent  must  be  limited  to  a  powder  in  which  guncotton  wa^  the  main  20 
ingredienty  even  if  not  limited  to  a  proportion  of  about  16  per  cent,  of  nitro- 
glycerine ;  thaty  otherwisey  it  would  be  invalid  as  claiming  proportions  many  of 
which  would  be  useless,  and  as  requiring  experiment  to  ascertain  the  limits  of 
the  practical  proportions  ;  and  that  the  patent  being  thus  limited  in  these 
respects  was  goody  but  tlie  Defendant  did  not  infringe  it.  25 

HeJdy  al'sOy  that  if  the  patent  covered  the  use  of  vaselinCy  it  would  also  be 
invalid,  on  the  ground  that  vaseline  not  being  soluble  in  acetoncy  the  invention  y 
as  described  and  claimedy  tvas  useless  or  not  truly  described. 

Held^  further y  that  the  first  claim  of  the  patent  being  for  a  combinationy  the 
Defendant  would  not  escape  from  infringing  merely  by  the  fact  that  he  used  the  30 
vaselincy  not  with  a  view  to  its  advantage  as  a  moderanty  but  to  its  advantage 
as  a  lubricant.  Newton  v.  Vaucher,  6  Exch.  859,  and  Seed  v.  Higgins,  8  H.L.G.y 
distinguished. 

The  auction  was  dismissed,  with  costs,  except  that  the  Plaintiffs  were  given  the 
costs  of  the  issue  as  to  validity.     Costs  on  the  higher  scale  were  not  allowed.    A  35 
certificate  that  the  validity  of  the  patent  came   into  question  was  grantedy 
and  also  a  certificate  that  the  Particulars  of  Objections  were  reasonable  and 
proper. 

A  2^cil^^t  may  be  good    which   describes    one  only  out  of  many  kinds  of 
means  or  sets  of  proportions,  but  subject  to  the  qualification  thaty  if  all  are  40 
claimed,  it  tvill  be  invalidated  if  extended  experiment  and  research  are  necessary 
to  discover  what  kinds  of  means  m^  proportions,  other  than  those  described,  unll 
produce  any  useful  result. 

On  the  14th  of  March  1889,  Letters  Patent  (No.  4477  of  1889)  were  granted 
to  Hiram  Stevens  Mcuxnm  for  "  Improvements  in  the  manufacture  of  explosive  45 
"  compounds." 

The  Complete  Specification  was  as  follows  : — "  My  invention  relates  to  the 
'*  manufacture  of  explosive  compounds,  and  comprises  improvements  whereby 
**  I  am  enabled  to  so  modify  the  explosive  properties  of  such  compounds  that 
"  the  said  compounds  will  burn  slowly  and  will  act  very  efiBcienlly  in  rifles  50 
**  and  other  fire-arms,  that  is  to  say,  they  will  impart  a  very  high  muzzle 
"  velocity  to  the  projectile  without  at  any  time  subjecting  the  gun-barrel  to 
*'  excessive  pressure. 

"  In  the  manufacture  of  explosive  compounds  according  to  my  present  inven- 
"  tion,  I  mix  dissolved  gun-cotton  or  pyroxyline  with  nitro-glycerine,  nitro-  55 
"gelatine  or  similar  material  and  with  oil,  preferably  castor-oil.      I  have 
"  discovered  that  the  addition  of  castor-oil  or  other  suitable  oil  to  compounds 
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**  of  dissolved  gnn-cotton  and  nitro-glycerine,  nitro-gelatine  or  the  like,  increases 
**  the  toughness  of  the  product  and  modifies  the  explosive  properties  thereof, 
**  whilst  greatly  diminishing  its  liability  to  deterioration  by  exposure  to  the 
**  atmosphere.  I  prefer  to  employ  castor-oil  because  it  is  soluble  by  means  of 
5  **  the  solvents  which  are  employed  for  dissolving  the  gun-cotton  and  nitro- 
"  glycerine  or  nitro-gelatine  ;  it  combines  with  either  of  these  substances, 
^'  forming  a  compound  which  is  unlike  either  of  the  said  substances  alone  ;  and, 
**  as  it  contains  oxygen,  it  requires  a  smaller  supply  of  oxygen  from  other 
'^  sources  to  consume  it,  and  also  has  less  tendency  to  produce  smoke  than  other 

10  '^  oils,  while  like  them  it  modifies  the  explosion.  Castor- oil,  moreover,  makes 
"  the  explosive  compound  very  tough,  and  of  such  nature  that  it  can  be  easily 
"  cut  and  easily  pressed,  and  effectually  prevents  its  deterioration  under  atmo- 
*^  spheric  infl:ue'nces. 

'*  I    produce  an  explosive  compound  which  is  advantageous  for  various 

15  **  purposes,  by  mixing  the  gun-cotton,  the  nitro-glycerine,  nitro-gelatine  or 
**•  similar  substance  and  the  castor-oil  in,  or  about  in  the  following  proportions, 
"  vie, : — ^from  two  or  five  per  cent  of  the  castor-oil,  from  ten  to  sixteen  per  cent. 
*'  of  the  nitro-glycerine  or  the  like,  and  the  remainder  of  gun-cotton  I  can 
^  thus  make  an  explosive  compound  which,  when  cut  into  small  pieces,  answers 

20  **  very  well  as  a  smokeless  powder  for  rifles,  the  oil  effectually  preventing 
**  detonation  and  regulating  or  modifying  as  may  be  required  the  rapidity  with 
•*  which  the  said  compound  will  burn. 

*•  My  improved  explosive  compound  is  advantageously  manufactured  as 
**  follows,  that  is  to  say  : — 1  first  dissolve  gun-cotton  or  tri-nitro-celhilose  in 

25  ^*  acetone,  ethylic  acetate  or  a  similar  solvent,  either  in  a  liquid  state  or  in  the 
**  form  of  vapour,  until  the  said  gun-cotton  is  brought  to  a  sufficiently  thin 
"  consistency  ;  and  I  then  add  to  the  dissolved  gun-cotton,  the  nitro-glycerine 
"  or  nitro-gelatine,  and  after  that  the  castor-oil,  and  thoroughly  incorporate 
'^  these  substances.    Or  the  castor-oil  may  be  dissolved   in  a  portion  of  the 

30  *^  acetone  or  other  solvent  before  the  said  solvent  is  added  to  the  gun-cotton. 

"  According  to  another  method  of  manufacture,  I  take  thoroughly  dried  gun- 
**  cotton,  and  place  it  in  a  rotary  cylinder  wherein  it  is  tumbled  with  the 
**  nitro-glycerine  or  nitro-gelatine  and  the  oil,  the  said  nitro-glycerine  or  nitro- 
^  gelatine  and  oil  being  first  mixed  with  a  quantity  of  acetone  or  other  solvent 

35  **  insufficient  to  dissolve  the  gun-cotton  ;  the  said  cylinder  is  rotated  until  the 
"  fibres  of  the  gun-cotton  are  uniformly  wetted  with  the  said  mixture  ;  in  this 
**  condition,  the  gun-cotton  is  not  explosive.  The  gun-cotton  thus  mixed  with 
**  the  nitro-glycerine  or  nitro-gelatine  and  oil  is  then  placed  in  a  closed 
**  cylinder    or    press,    the    air    is    exhausted    from    the    said    cylinder    or 

40  **  press,  and  its  place  supplied  by  the  vapour  of  acetone,  ethylic  acetate 
*'  or  other  solvent.  When  the  mixture  is  sufficiently  dissolved,  it  is 
*'  subjected  to  pressure  in  the  said  cylinder  or  press  and  thus  forced  out  through 
**  small  holes  in  the  form  of  threads' or  thin  strips,  which  may  be  cut  into  small 
^  pieces  as  described  in  the  specification  of  former  Letters  Patent  granted  to  me 

45  **  and  dated  8th  November  A.D.  1888,  No.  16,213,  or  in  any  other  convenient 
*^  manner. 

'*  I  wish  it  understood,  however,  that  I  do  not  confine  myself  to  any  special 
**  method  or  process  for  the  production  of  my  improved  compound  of  gun- 
**  cotton,  nitro-glycerine  or  similar  material  and  oil,  as  I  may  manufacture  the 

50  ^  said  compound  in  various  ways. 

^*  I  sometimes  treat  the  explosive  compound  in  the  manner  described  in  the 
**  specification  of  Letters  Patent  granted  to  me  and  dated  20th  December 
*•  A.D.  1888  No.  18663  for  the  recovery  of  the  solvents  used  in  the  manu- 
^  facture  of  the  said  compound. 

55  "Having  now  particularly  described  and  ascertained  the  nature  of  my 
"  said  invention  and  in  what  manner  the  same  is  to  be  performed,  I  wish 
**  it  understood  that   I  claim  : — First.    An  explosive  compound   consisting 
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'*  edsentially  of  gun-cotton  or  pyroxyline  mixed  with  nitro-glycerine,  nitro- 
■  gelatine  or  similar  material  and  with  castor-oil  or  other  suitable  oil,  for  the 
'*  purpose  above  specified.  Second.  The  manufacture  of  an  explosive  compound 
**  by  first  dissolving  gun-cotton  by  means  of  acetone  or  other  solvent  and  then 
"  incorporating  with  the  dissolved  gun-cotton,  nitro-glycerine,  nitro-gelatine  or  5 
"  similar  material  and  castor-oil  or  other  suitable  oil,  substantially  as  herein- 
**  before  described.  Third.  The  manufacture  of  an  explosive  compound  by 
"  dissolving  first  castor-oil  or  other  suitable  oil  and  then  gun-cotton  by  means 
'*  of  acetone  or  other  solvent,  and  incorporating  therewith  nitro-glycerine, 
"  nitro-gelatine  or  similar  material,  substantially  as  hereinbefore  described.  10 
"  Fourth.  The  manufacture  of  an  explosive  compound  by  first  mixing  nitro- 
"  glycerine,  nitro-gelatine  or  similar  material  and  castor-oil  or  other  suitable  oil 
''  with  a  small  quantity  of  acetone  or  similar  solvent,  treating  dried  gun-cotton 
"  with  this  mixture  in  a  rotary  cylinder  or  chamber,  and  then  subjecting  the 
"  product,  in  a  cylinder  or  chamber  from  which  air  is  exhausted,  to  the  action  of  15 
''  vaporized  acetone  or  other  solvent  and  then  to  pressure,  substantially  as 
"  hereinbefore  described." 

On  the  27  th   of  March  1889,  the  said  H.  S,  Maxim  agreed  to  assign  the 
Letters  Patent  to  Tlie  Maxim.- Nor  den  felt  Ouns  and  Ammunition  Company^ 
Ld,    On  the  10th  of  January  1895,  this  Company  and  JGT.  S.  Ma^m  commenced  20 
an  action  against  Sir  William  Anderson  for  infringement  of  the  said  Letters 
Patent,  claiming  the  usual  relief.    On  the  6th  of  March  1895,  H.  S.  Maxim 
assigned  the  Letters  Patent  to  the  Company,  and  on  the  16th  of  March  1895, 
this  assignment  was  registered  in  the  Patent  Office.    By  their  Statement  of  Claim, 
the  Plaintiffs,  after  setting  forth  the  above-mentioned  facts  and  alleging  infringe-  25 
ment  })y  the  Defendant  and  the  validity  of  the  said  Letters  Patent,  claimed — (1)  a 
declaration'  that  the  said  Letters  Patent  were  valid,  and  that  the  Defendant  had 
infringed  the  same ;  (2)  damages,  or  an  account  of  profits ;  (3)  alternatively, 
an  account  of  all  explosive  compounds  manufactured,  used,  sold,  or  supplied  for 
use,  or  caused  to  be  manufactured,  used,  sold,  or  supplied   for  use  by  the  30 
Defendant,  his  workmen,  agents,  contractors,  or  others,  in  infringement  of  the 
said  Letters  Patent,  and  payment  of  a  royalty  or  compensation  to  be  settled  in 
accordance  with  the  provisions  of  Section  27  of  the  Patents,  &c.  Act,  1883,  in 
respect  thereof  ;  (4)  an  injunction  to  restrain  the  use  by  the  Defendant  of  the 
said  Letters  Patent  otherwise  than  as  authorized  by  and  upon  terms  to  be  setUed  35 
in  accordance  with  the  said  section  ;  and  (5)  costs. 

The  Particulars  of  Breaches  alleged  infringement  by  the  Defendant  (1)  *'  by 
'^  manufacturing  or  causing  to.be  manufactured  at  a  manufactory  at  Waltham, 
^^  in  the  county  of  Essex,  under  his  control,  an  explosive  compound,  commonly 
"  called  'Cordite,'  for  use  as  ammunition  for  ordnance  and  small  fire-arms" ;  40 
and  (2)  ''  by  so  using  or  authorizing  the  use  of,  or  causing  the  same  to  be  used,  and 
''  by  supplying,  &c.  for  such  use  as  aforesaid,  both  at  Waltham  aforesaid  and 
"  elsewhere  in  the  United  Kingdom,  the  said  explosive  compound,  *  Cordite.' " 

The  Defendant,  by  his  Defence,  did  not  admit  that  the  Plaintiff  H.S.Maximvrza 
the  true  or  first  inventor,  and  denied  infringement.    He  alleged  that  he  was  Her  45 
Majesty's  Director-General  of  Ordnance  Factories,  and,  as  such,  an  officer  or  servant 
of  the  Crown,  and  entitled  to  use  any  invention  of  the  Plaintiffs  for  the  service 
of  the  Crown,  upon  the  terms  provided  by  Section  27  of  the  Patents,  &c.  Act, 
1883.    He  denied  that  the  alleged  invention  the  subject  of  the  patent  had  been 
used  by  him,  and,  at  all  events,  it  had  not  been  Ubed  by  him  excepi  for  the  50 
service  of  the  Crown.     In  the  event  of  its  being  determined  that  the  patent  was 
valid,  and  that  there  had  been  any  ust^r  of  the  invention  the  subject  thereof  by 
the  Defendant,  the  Plaintiffs  were  not  entitled  to  any  such  relief  as  claimed  by  the 
Statement  of  Claim,  but  only  to  have  the  terms  of  the  user  of  their  invention 
agreed,  or,  in  default  of  agreement,  settled  by  the  Treasury  under  the  provisions  55 
of  the  aforesaid  section  of  the  Act  of  1883.    The  Defendant  did  not  admit  the 
validity  of  the  said  Letters  Patent. 
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The  Defendant,  in  his  Particulars  of  Objections,  amended  pursuant  to  an 
order  of  the  18th  of  November  18^5,  relied  on  the  following  Objections  to  the 
validity  of  the  said  Letters  Patent : — (1)  that  the  Plaintiff  Maxim  was  not  the 
true  and  first  inventor  ;  (2)  want  of  subject-matter  ;  (3)  want  of  utility  ;  (4) 
5  that  the  Specification  did  not  sufficiently  describe  and  ascertain  the  nature  of 
the  said  invention  and  the  manner  in  which  it  was  to  be  performed  ;  (5)  that  it 
did  not  sufficiently  distinguish  which  of  the  matters  and  things  therein 
described  were  new  ;  (6)  want  of  novelty  by  reason  of  the  prior  publication  of 
the  following  Specifications,  left  at  and  filed  in  the  Great  Seal  Patent  Office, 
\  10  viz. : — Alfred  Vincent  Newton^  No.  2359  of  186:^ ;   Frederick  Augustus  Abel, 

No.  3652  of  1807 ;  Hermann  Sjjrengel,  No.  2642  of  1871 ;  Alfred  Vincent 
Newton,  No.  1;>70  of  1873 ;  Samuel  Joseph  Mackie  and  Camille  Alphonse 
Faure,  No.  1830  of  J  873  ;  Robert  Gottheil,  No.  1566  of  1874 ;  Henry  Edward 
Newton,  No. 4179  of  1875  ;  French  Specification  ot  Alfred Nobel,vf'\ih  certificate 

15  dated  the  14th  of  February  1876  annexed,  No.  110,549  of  1875  ;  Edward  Vincent 
Gardner,  No.  3056  of  1876 ;  Frank  Wirth,  No.  2517  of  1878 ;  Gilbert  Smith 
Dean,  No.  2226  of  1881 ;  David  Johnson,  No.  8951  of  1885  ;  John  Henry 
Johnson,  No.  6022  ot  1887  ;  Alfred  Vincent  Newton,  No.  1471  of  1888 ;  Eugene 
Turpin,  No.  4310  of  1888 ;  Innes  Munroe  l^aylor  Anderson  and  Alexander 

20  Anderson,  No.  13,308  of  1888  ;  Hiram  Stevens  Maxim,  No.  16,213  of  1888  ; 
and  Hiram  Stevens  Maxim,  No.  18,663  of  1888. 

In  further  Particulars  of  Objections  delivered  pursuant  to  an  order  dated  the 
29th  of  July  1895,  the  Defendant,  as  to  paragraph  (4),  said  that  the  nature  of  the 
invention  and  the  manner  in  which  the  same  was  to  be  performed  were  not 

25  sufficiently  described  and  ascertained,  inasmuch  as,  if  the  directions  in  the 
Specification  in  reference  to  proportions  of  the  ingredients  were  departed  from, 
there  were  no  sufficient  directions  contained  in  the  Specification  for  the  manu- 
facture of  the  explosives  ;  he  also  set  forth  the  pages  and  lines  of  the 
Specifications  alleged  to  be  anticipations  ;  he  alleged  the  French  Specification 

30  referred  to  was  published  at  the  Patent  Office  on  the  1st  of  March  1879,  and 
that  Maxim's  Specifications,  No.  16,213  of  1888  and  ^o.  18,663  of  1888,  were 
published  on  the  28th  of  September  1889  and  the  26th  of  October  J  889, 
respectively. 

The  Plaintiffs,  by  their  Reply,  joined  issue.    The  Defendant  in  his  affidavit 

35  in  answer  to  interrogatories  administered  by  the  Plaintiffs,  stated  {inter  alia) 
that  the  only  substance  other  than  nitroglycerine  and  guncotton  employed  in 
the  manufacture  for  the  War  Office  of  "  Cordite  "  was  vaseline  ;  that  the  pro- 
portions of  the  various  ingredients  employed  were — nitroglycerine  58  per  cent., 
guncotton  37  per  cent.,  and  vaseline  5  per  cent. ;  that  in  addition  to  the  above- 

40  mentioned  ingredients,  however,  acetone  was  used  in  the  process  of  manufacture, 
but  was  all  evaporated  in  the  course  of  the  process,  and  that  no  part  of  it 
remained  as  a  permanent  constituent  *;  that  vaseline  was  added  to  the  nitro- 
glycerine and  guncotton  in  order  to  lubricate  the  bore  of  the  gun  and  thereby 
prevent  metallic  fouling. 

45  The  trial  of  the  action  commenced  before  Wright,  J.,  on  the  8th  of 
February  1897.  MouJton,  Q.C.,  Roger  Wallace,  Q.C.,  A.  J.  Walter  and 
F.  M.  S.  Cassel  (instructed  by  Littledale  and  Lefroy)  appeared  for  the 
Plaintiffs  ;  the  Attorney-General  (Sir  R.  Webster,  Q.C.),  the  Solicitor-General 
(Sir  R,  B.  Finlay,   Q.C.),  Haldane,    Q.C.,  M.  Ingle  Joyce,  and  H.  Sutton 

50  (instructed  by  the  Solicitor  to  the  Treasury)  appeared  for  the  Defendant. 

Moulton,  Q.C.,  for  the  Plaintiffs. — ^The  action  is  in  form  an  ordinary  patent 
action,  and  the  decision  of  the  case  will  settle  the  questions  of  infringement  and 
validity.  Then,  by  arrangement,  if  the  Plaintiffs  be  successful,  we  go  before 
the  Treasury  in  order  to  settle  the  payment  in  lieu  of  royalty  ;   the  course  is 

55  the  same  as  that  taken  in  the  Nobel  case.  The  three  important  heads  of 
defence  will  be,  I  think,  that  the  invention  was  not  novel,  but  had  been 
anticipated  by  the  Specifications  mentioned  in  the  Particulars  of  Objections ; 
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that  the  Specification  is  insufficient ; ,  and  no  infringement.    The  first  claim 
in  the  patent  is  for  a  compound,  and  the  next  three  claims  are  for  the  manu- 
facture of  a  compound  in  three  different  ways.     Down  to  about  fifty  years  ago, 
gunpowder  was  the  universal  explosive.    The  growth  of  knowledge  led  to  the 
nature  of  an  explosion  being  understood  as  being  merely  an  extremely  rapid  5 
combustion.    Combustion  in  the  case  of  an  ordinary  combustible  is  the  union 
of   its  hydrogen  and    carbon  with   oxygen.      The  rapidity  depends  on  the 
supply  of  oxygen.     In  the  ca>e  of  an  ordinary  fire  it  is  only  the  surface  that 
can  get  oxygen,  and  therefore  the  combustion  is  slow.     If  every  particle  of 
carbon  could  get  oxygen,  you  would  get  combustion  at  the  saaie  moment  all  10 
over.     Now,  instead  of  carbon  remaining  a  solid,  it  turns,  with  the  oxygen,  into 
a  gas,  and  gives   out  such  enormous    heat  that  the  gas  gets  multiplied   in 
volume  ;  if  it  cannot  increase  in  volume,  the  pressure  gets  greater,  and  you  get 
an  explosion.     It  is  the  pressure  of  small  particles  of  carbon  in  the  form  of 
dust  with  oxygen  round  them  that  causes  the  explosions  in  coal-mines,  and  1-^ 
also  similarly  in  flour-mills.    The  step  from  gunpowder  was  taken  by  the 
discovery  that  you  could  put  the  combustibles  and  the  releasable  oxygen,  not 
side  by  side  in  little  bodies,  as  in  gunpowder,  but  actually  in  the  same  molecule. 
This  is  done  by  tying  oxygen  up  with  the  inert  gas  nitrogen  in  little  groups, 
and  putting  those  groups  in  among  carbon  and  hydrogen.    Here,  each  molecule  20 
contains  all  that  is  necessary  for  combustion,  and,  therefore,  if  combustion  takes 
place,  it  is  extremely  rapid.     The  first  of  such  bodies  was  nitroglycerine  ;  it  is 
made  from  glycerine  (CiHeOj)  by  replacing  three  of  the  items  of  hydrogen,  each  by 
a  nitro-group  (NO^),  thus  getting  C3Hg(N02)303.     This  body  has  sufficient 
oxygen  to  burn  out  all  the  carbon  and  hydrogen,  and  to  leave  some  oxygen  over.  25 
So  that,  when  broken  up,  instead  of  an  oily  fluid,  you  have  nothing  but  gas,  and 
that  at  a  tremendous  temperature.     Nitroglycerine  remains  to  this  day  the  king 
of  violent  explosives,  but  it  is  almost  unusable  in  its  simple  form.     In  1834,  a 
kindred  body,  nitrocellulose,  was  invented.     Its  base  is  cellulose — the  substance 
of  wood — which  has  the  same  chemical  formula  as  starch,  although  different  in  30 
its  chemical  properties.    This,  when  treated  with  nitrate  and  sulphuric  acid, 
and  washed,  gains  in  weight,  but  does  not  change  in  form.    But  when  you 
make  nitrocellulose,  you  do  not  get  one  product,  but  many.    With  glycerine, 
you  always  get  trinitroglycerine.     The    formula    for    cellulose  is  C^HioO^. 
When  three  of  the  hydrogen  items  are  replaced,  you  get  C8H7(N02)305,  the  tri-  35 
nitrocellulose.     If  this  is  decomposed,  there  is  sufficient  oxygen  to  combine 
vnth.  the  hydrogen,  and  for  some  of  the  carbon  to  form  carbonic-acid  gas,  but 
the  rest  of  the  carbon  can  only  get  sufficient  to  form  carbonic  oxide.     So  that 
you  do  not  have  complete  combustion,  or  get  as  much  heat  as  if  it  were 
complete,  but  yon  get  more  gas  in  volume.    Then,  in  the  case  of  the  lower  40 
nitration  of  the  cellulose,  two  items  of  hydrogen  only  being  replaced  by  items  of 
NO2,  we  have  CeH8(N02)205.    Now  here  there  is  not  enough  oxygen  to  unite 
both  with  the  carbon  and   hydrogen,  and,  as  we  find   it  is  smokeless,  what 
probably  happens  is  that  the  carbon  forms  carbonic  oxide,  and  a  portion  of  the 
hydrogen  has  to  go  without.    Then  there  are  lower  forms  of  nitration,  known  45 
as  collodion  cotton.     The  property  that  makes  the  explosives  mentioned  of 
enormous  value  at  the  present  day  is  that,  on  combustion,  they  end  completely 
in  gas,  so  that  there  is  no  smoke.    The  points  of  contrast  between  nitro- 
glycerine and  nitrocellulose  are — first,  that  the  former  is  over  supplied  with 
oxygen  ;  the  latter,  even  the  trinitro,  is  under-supplied  with  oxygen ;  secondly.  50 
that  the  former  only  exists  as  a  completely  tri-nitrated  body,  whilst  nitro- 
cellulose has  many  degrees  of  nitration.    There  is  a  broad  distinction  between 
trinitrocellulose  and  the  lower  nitrated  forms,  in  that  the  former  is  insoluble  in 
ether-alcohol.      As  far  as  disruption    is    concerned,   the    nitrocellulose  was 
excellent,  but  the  step  with  which  your  Lordship  will  have  to  do  is  that  which  55 
has  turned  these  from  disruptive  into  propulsive  compounds.    Two  inventors 
independently  invented  that  which  turned  the  two  most  powerful  disruptive 
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explosives  into  the  most  marvellonsly  regulable  propulsive  explosive.  In  a 
disruptive,  you  want  a  blind  intense  instantaneous  generation  of  pressare.  In 
a  propulsive  explosive,  you  want  one  that,  though  it  generates  enormous 
pressure,  is  not  in  a  hurry,  and,  in  consequence,  instead  of  straining  the  gun, 
5  has  time  to  choose  the  line  of  least  resistance.  It  must  not  be  too  hot  nor  too 
quick  in  burning.  The  man  who  made  nitroglycerine  serviceable  as  an  explo- 
sive was  NobeJ.  He  discovered  that  by  using  a  very  absorptive  earth  nitro- 
glycerine could  be  sacked  up  into  its  very  minute  tubes,  and  not  being  so  liable 
to  go  off  by  shock,  became  of  commercial  value.     This  was  dynamite.      But, 

10  of  course,  this  explosive  was  composed,  to  a  large  extent,  of  a  solid 
body.  In  l<S7o,  he  invented  blasting  gelatine.  He  discovered  that  nitro- 
glycerine would  dissolve  the  soluble  nitrocellulose,  as  well  as  ether- 
alcohol  ;  that  by  mixing  7  to  10  per  cent,  of  soluble  nitrocellulose  with 
9vi  to  90  per  cent,  of  nitroglycerine,  you  got  a  change  of  form,  so   that  a 

15  homogeneous  plastic  jelly  was  formed — it  became  gelatinised ;    and  he  thus 

made  an  ideal  rending  explosive  of  the  two  substances,  one  with  an  excess  of 

oxygen,  and  the  other  with  a  deficiency  of  it.     This  patent  is  referred  to  among 

the  alleged  anticipations.   The  next  great  step  was  taken  by  the  sister  inventions 

'   of  Nobel  and  Maxim.      Down  to  the  time  of  these  inventions,  nitroglycerine 

20  and  nitrocellulose  were  only  used  for  disruptive  purposes,  except  for  sporting 
powders,  in  which  comparatively  little  propulsive  power  is  required.     But,  for 
war,  it  must  be  a  powerful  powder,  and  yet  not  injure  the  gun.    Also,  quick- 
firing  guns  had  become  an  essential,  and  smokeless  powder  is  necessary  to  the  . 
effectiveness  of  such  guns.    Nobel  approached   his  invention  from   blasting 

25  gelatine,  proceeding  still  on  the  line  of  soluble  nitrocellulose  and  nitro- 
glycerine. He  found  that  by  increasing  the  former  to  something  like  50  per 
cent.,  you  got,  nota  plastic  jelly,  but  a  semi-horny  stuff,  which  could  be  made 
to  explode  slowly.  He  called  it  '*  Ballistite."  The  reason  of  the  transformation 
was  that  he  got  an  absolutely  uniform  poreless  body.     Instead  of  the  soluble 

30  nitrocellulose  going  off  with  a  rapid  explosion,  the  nitroglycerine,  which  you 
would  have  thought  would  have  aggravated  matters,  had  tamed  it  into  a 
powder,  the  rate  of  explosion  of  which  could  be  perfectly  regulated.  This 
regulation  is  done  by  varying  the  thickness  of  the  sticks  or  strings  into  which  it 
is  made.  This  invention  of  Nobel  was  published  in  January  1889.  Mcutim,  who  had 

35  been  chiefly  connected  with  quick-firing  guns,  wanted  to  get  the  most  powerful 
smokeless  powder  he  could.  He  took  the  two  most  powerful  explosives, 
nitroglycerine  and  tri nitrocellulose,  and  he  got  something  which  would  dissolve 
both.  He  chose  acetone,  although  he  did  not  confine  himself  to  that.  His 
invention  was  this — he    mixed  the  two  by  dissolving  them  both,  and  then 

40  added  a  moderant  in  the  shape  of  some  oil.  There  are  two  classes  of  oils,  the 
animal  and  vegetable  on  the  one  hand,  composed  mainly  of  hydrogen  and 
carbon,  but  all  having  some  oxygen,  and  the  mineral  oils  on  the  other 
hand,  which  are  purely  carbon  and  hydrogen.  The  quantity  of  oxygen 
in    the    former    Is    very    small  ;     the    oil    is    useful    in    the    manufacture, 

45  making  the  mixture  plastic,  and  it  is  useful  in  the  explosion.  He  got  by 
this  means  a  powder  which  is  unsurpassed  by  any  other.  I  shall  call  it 
"  Maximite."  The  Government,  we  say,  in  making  "  Cordite,"  take  our 
invention  pure  and  simple.  In  the  Nobel  case,  it  was  settled  against  Nobel  that 
it  was  a  distinct  invention  to  use  the  insoluble  trinitrocellulose.    That  will  be  in 

50  our  favour  here.  MaxirrCs  Provisional  Specification  was  filed  on  the  14th  of 
March  18S9.  I  will  now  go  at  once  to  the  Complete  Specification,  and  consider 
its  terms.  He  says  that  he  prefers  castor-oil,  and  he  still  is  of  that  opinion,  but 
it  is  only  a  preference  and  not  an  exclusive  selection.  In  giving  the  reasons  for 
his  preference,  one  is  that  castor-oil  contains  oxygen.    Now,  although  there  is 

55  a  difference  between  the  two  classes  of  oils — those  which  contain  oxygen  and 
those  which  do  not — ^yet  their  behaviour  in  connection  with  explosives  is  alike. 
The  Government  choose  a  mineral  oil  not  therefore  containing  oxygen.  Whichever 
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may  be  the  better,  theirs  or  his,  he  says  any  suitable  oil  will  do.  He  is  bound 
to  say  what  he  thinks  is  the  best  way  of  carryinor  out  his  invention,  but  his 
claim  may  he  as  wide  as  he  lilcAs,  if  it  is  novel.  Oil  in  the  ordinary  scientific 
R**ns<*  includes  mineral  oils.  What  the  Government  use  is  called  cylinder  oil. 
Neither  in  manufacture  or  result  is  there  the  least  difference,  whether  you  5 
take  castor-oil  or  any  other  suitable  oil.  [The  Specification  was  then  ^one 
throusrh."!  The  first  claim  is  for  the  explosive  compound.  The  purpose  above 
specified  is  that  it  will  impart  a  vpry  hig-h  muzzle  velocity,  without  siibjectinsr 
the  ^un-barrel  to  excessive  pressure.  Then  come  three  distinct  methods  of 
manufacture,  all  practical  and  applicable  according:  as  the  oil  is  or  is  not  10 
soluble  in  the  acetone.  There  was  no  need,  in  1889,  to  prive  anymore  directions 
as  to  the  oil  ;  no  expert  takinsr  this  Specification  would  have  any  difficulty  in 
carryinar  it  out.  The  Government  take  trinitrooellulose  and  nitroj^lycerine,  and 
mix  them  by  the  aid  of  acetone,  as  we  do.  They  add  to  that  about  5  per  cent, 
of  vaseline.  It  performs  precisely  the  same  functions  as  the  castor-oU.  15 
Maxim's  proportions  of  nitroarlycerine  are,  however,  much  smaller,  but 
proportions  are  not  of  the  essence  of  the  invention.  Maxim  was  right  in 
not  referring  to  proportions  in  his  claim,  as,  through  all  the  range  of  proportions, 
from  the  time  when  the  mixture  is  sloppy  on  the  one  hand,  until  you  are  not 
able  to  work  it  on  the  other,  you  get  a  good  powder  ;  there  is  merely  a  gradual  20 
change  of  the  qualities  of  the  material  corresponding  to  the  change  of  pro- 
portion. The  more  nitroglycerine,  the  greater  is  the  velocity.^  It  depends  on 
•  what  yon  want,  and  what  your  guns  will  stand.  I  say  that  a  man  of  fair  skill, 
who  wants  to  use  this  Specification,  cannot  go  wrong.  [Wright,  J. — I  suppose 
this  is  the  point  they  refer  to  when  they  say  the  Specification  is  not  distinct  25 
enough.]  I  believe  so.  Yon  do  not  need  any  special  directions  when  you 
depart  from  the  proportions.  Everyone  would  know  that  if  you  put  more 
nitroglycerine  you  would  make  it  a  more  fiery  powder.  The  inventor's  duty 
is  to  say  what  he  thinks  is  the  best  form.  But  what  is  actually-  best  depends 
upon  circumstances.  The  proportions  they  use  are — 58  of  nitroglycerine,  37  of  30 
nitrocellulose,  and  5  of  vaseline.  You  do  not  get  a  different  powder  by  varying 
the  proportions,  and  the  manufacture  is  as  easily  done  with  our  directions. 
[Wright,  J. — ^Would  your  patent  have  been  good  if  it  had  been  silent  as  to 
proportions  ?]  That  depends  upon  whether  a  man  skilled  in  the  art  would  have 
been  able  to  do  it.  I  should  contend  it  would  have  been.  [Wright,  J. — Your  35 
first  claim  appears  to  be  for  every  possible  combination  of  these  substances, 
without  reference  to  proportion  and  without  reference  to  a  solvent.]  For  the 
purpose  above  specified,  but  that  does  not  let  in  the  proportions.  The  novelty 
here  is  not  in  them.  The  case  of  NoheVs  Explosives  Go.^  Ld.,  v.  Ariderson^ 
11  R.P.C.  115  and  12  R.P.C.  1^4,  in  which  I  will  quote  from  the  judgment  of  40 
Rfymer,  J.,  11  R.P.C.  pp.  126-12H,  shows  that  the  learned  Judge  held  that  there 
was  a  distinct  invention  in  the  use  of  this  nitroglycerine  and  trinitrocellulose, 
mixed  by  means  of  acetone. 

The    following    witnesses    were    called    on    behalf    of    the    Plaintiffs  : — 
J.  Swinburne,   Gordon   Salaman,  Boverton  Redirood^   Dr.  Samuel    Ridealy  45 
(7.  Vernon  Boys,  Captain  A  eland,  the  Plaintiff  H,  S,  Maxim ^  E.  J.  Ryves, 
A,  Pringle,  A.  G,  Oirard,  W.  Macnah,  and  H.  Ballantyne, 

Moulton,  Q.C. — I  do  not  propose  now  to  sum  up  the  evidence,  but  a  point  was 
raised  in  cross-examination  as  to  what  the  inventor  thought  was  the  novel  step  in 
his  invention.    In  a  claim  for  a  combination,  the  combination  is  necessarily  the  50 
novelty;  Harrison  v.  Anderston  Foundry  Gompanyy  L.R.  1  App.  Cas.  574. 
Here,  our  claim  is  the  combination  of  three  things. 

Sir  R.  Webster,  A.G.,  for  the  Defendant. — A  Patentee  has  an  obligation  put 
upon  him  to  specifv  what  his  invention  is.    The  Specification  acts  as  a  claim 
and  a  disclaimer.    The  first  point  is  what  is  the  fair  construction  of  the  Speci-  55 
fication,  and  it  is  only  to  scientific  points,  as  developed  by  the  construction  of 
that  Specification,  that  the  evidence  ought  to  be  addressed.    The  Patentee  here 
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has  to  convert  his  claim  into  something  different  from  that  in  the  Specification 
if  he  is  to  succeed.  I  shall  not  dispute  the  validity  of  the  patent  for  a 
combination  of  nitroglycerine,  nitrocotton^  and  oil,  made  in  accordance  with 
the  Specification ;  but  if  the  claim  be  construed  into  any  combination  of  nitro- 
5  cotton  and  oil,  or  of  nitroglycerine  and  oil,  or  any  combination  of  nitrocotton, 
nitrc^lycerine,  and  oil,  it  is  bad.  They  are  in  the  usual  dilemma  ;  Bailey  v, 
Ruherton^  L.R.  3  App.  Cas.,  at  p.  1061,  is  a  parallel  case  to  this.  You  must  take 
the  invention  from  what  has  been  described  in  the  Specification.  I  cite  the 
case  on  the  point  as  to  proportions,  as  to  the  castor-oil,  and  as.  to  the  word 

10  "  essentially  "  in  the  first  claim.  Also  on  the  same  point — that  the  invention 
must  be  gathered  from  the  Specification — I  rely  on  Clarke  v.  Adie^  L.R.  2  App. 
Cas.,  at  pp.  425  and  436,  and  Philpott  v.  Hanbury^  2  R.P.C.  33.  A  Patentee  is 
bound  by  the  words  of  his  Specification  and  the  limits  of  the  invention  as 
described  in  the  Provisional   Specification.     [Wright,  J. — It  seems  to  me, 

15  prima  facte,  to  mean  an  explosive  combination  of  nitroglycerine  and  dissolved 
gnncotton,  with  castor-oil  or  other  suitable  oil.]  If  proportions  are  to  be  left 
out,  I  shall  say  that  the  patent  is  bad.  I  will  read  the  Complete  Specification 
if  your  Lordship  will  follow  the  Provisional ;  they  are  closely  alike.  It  is  an 
invention   for   improvements  in  the   manufacture  of    explosive  compounds, 

20  which  expression  has,  throughout  these  patents,  been  used  to  include  blasting 
and  propulsive  explosives.  The  discovery  stated,  is  the  addition  of  castor-oil  to 
certain  compounds.  The  Patentee  did  not  mean  that  all  oils  can  be  used,  he 
preferred  oxygen  oils,  but  he  speaks  of  a  class  of  oils  which  he  wishes  to  take 
by  four  properties,  and  of  which  class  castor-oil  is  the  best.     [Wright,  J. — Do 

25  you  say  that  "  other  suitable  oil "  would  be  bad  if  they  would  not  all  do  ?] 
Certainly,  if  his  description  includes  all,  and  he  does  not  tell  you  how  to  find 
the  suitable  oil.  He  has  pointed  out  the  features  which  determine  his  class. 
Mineral  oils  include  volatile  oils ;  all  these  are  unsuitable,  but  there  is  no 
defined  line  between  volatile  and   non-volatile  oils.    Experiment  would   be 

30  necessary  to  see  which  would  do.  The  proportions  must  be  substantially 
taken  in  onler  to  constitute  infringement.  **  Various  purposes,"  m«ans,  for 
various  kinds  of  arms,  having  regard  to  the  necessities  stated  at  the  beginning 
of  the  Specification.  There  is  no  indication  that  two  different  solvents  pre 
spoken  of.    Now,  two  former  Letters  Patent  of  Afajrim  are  referred  to  in  the 

35  Specification.  In  No.  18,663  of  1888,  he  has  guncotton, nitroglycerine,  and  paraffin- 
wax.  [^MoultoHy  Q.C. — ^This  cannot  be  used  for  the  purpose  of  showing  what 
Ma^im  considered  to  be  his  invention.]  I  do  not  say  they  can  be  used  as 
anticipations,  but,  being  referred  to,  they  have  some  bearing  on  construction. 
They  assist  in  the  conclusion  that  an  essentially  guncotton  powder  was  meant. 

40  Coming  to  the  claims,  the  first  is  not  '^  as  hereinbefore  described  "  ;  there  is  no 
reference  to  acetone  in  it,  or  any  solvent.  If  it  mean  any  sort  of  oil,  and  without 
reference  to  manufacture,  the  Patentee  would  be  within  Abel  of  1875  and 
Nohel  of  1875.  If  proportions  are  to  be  read  out,  he  would  be  within  several 
patents.    The  Patentee  is  limited  to  castor  or  other  suitable,  oil,  which  must  be 

45  in  accordance  with  the  previous  description.  Secondly,  the  proportions  must  come 
in,  because,  if  not,  you  do  not  get  the  advantages  he  describes.  '^  Essentially  " 
refers  to  the  quantity  of  guncotton.  Maxim  means  to  warn  people  against 
more  than  16  per  cent,  of  nitroglycerine,  and  his  evidence  is  that* more  is 
dangerous.    As  to  the  three  processes,  in  all  the  solvent  is  to  be  employed  ; 

50  in  ail  there  is  castor-oil,  or  other  oil,  soluble  by  the  same  solvent.  If  the 
directions  are  not  to  be  incorporated,  the  first  claim  is  for  mixing  guncotton, 
nitroglycerine,  and  a  suitable  oil,  in  any  proportions,  and  apart  from  gela- 
tinisation.  It  is  admitted,  on  the  Plaintiffs^  evidence,  that  this  would  be  bad. 
It  would  include  a  claim  for  nitroglycerine  or  guncotton,  moderated  by  oil. 

55  The  second,  third,  and  fourth  claims  end  *'  substantially  as  hereinbefore 
*'  described.''    As  to  reading  the  body  of  the  Specification  into  the  claim,  see 
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Plimpton  Y.Spiller^  L.R.  6  Ch.D.,  at  p.  426.  [The  evidence  was  then  referred 
to  in  detail.]  It  was  well  known  that  a  guncotton  powder  could  be  made  with 
the  addition  of  some  moderating  material,  as  in  the  French  **  vieille  "  powder, 
Abel  of  1867,  Gardner  of  1876,  Engel  of  1887,  and  others.  Also,  that  nitro- 
glycerine  could  be  moderated  by  the  use  of  oils,  and  used  as  an  explosive,  as  in  5 
Worth  of  1878,  Sprengel  of  1877,  and  Qottheil  of  1874  Also,  it  was  known 
from  Abel  of  1867,  that  guncotton  and  nitroglycerine  could  be  mixed  for 
the  purpose  of  explosives,  and  that  paraffin  could  be  used  to  coat  the  mixture. 
Also,  in  Nobel  of  1888,  we  have  nitrocotton,  nitroglycerine,  and  camphor,  for  a 
propulsive  powder.  It  was  impossible,  therefore,  to  make  a  good  claim,  except  10 
for  an  improved  compound  of  these  things.  I  shall  show  that  guncotton  had 
been  gelatinised  by  nitroglycerine.  Maxim^  however,  gelatinised  by  acetone. 
It  is  material  to  see  what  the  Patentee  was  doing.  In  No.  16,213,  he  proposed 
to  moderate  guncotton  by  a  paraffin  ingredient.  In  No.  18,663,  he  had 
85  per  cent,  of  guncotton,  with  10  per  cent,  nitroglycerine,  and  a  paraffin  oil.  15 
In  March  188'.S  he  described  the  new  improved  compound,  and  not  until 
December  1889  did  he  file  his  Complete  Specification,  in  which  he  describes 
the  same  proportions  as  in  his  Provisional  Specification.  The  Patentee's  own 
evidence  is  that  58  per  cent,  of  nitroglycerine  makes  an  unsafe  powder.  His 
evidence  also  shows  that  his  step  was  the  introduction  of  castor- oil ;  see  also  20 
Swinburne's  evidence.  Boys'  suggestion  that  "  Cordite  "  was  an  infringement 
because  the  proportions  of  the  elements — carbon,  hydrogen,  nitrogen,  and 
oxygen — were  the  same  in  it,  is  absolutely  misleading.  Any  suggestion  that 
the  Government  availed  themselves  of  Maxim's  discoveries,  is  not  in  accordance 
with  the  facts.  Sir  F.  Abel  and  Professor  Dewar  approached  the  question  from  25 
the  standpoint  of  a  nitroglycerine  powder.  Vaseline  is  not  put  in  as  a  sub- 
stitute for  the  castor-oil.  A  good  powder  can  be  made  without  it,  but  it  is 
used  to  lubricate,  and  prevent  metallic  fouling.  It  is  put  in  after  the  gela- 
tinisation  is  complete.  The  Plaintiffs  cannot  prevent  vaseline  being  used  for 
a  well-known  purpose,  although  it  may  have  some  effect  on  the  powder  30 
as  an  explosive.  Vaseline  is  not  called  an  oil  by  chemists.  The 
directions  in  the  Specification  would  not  lead  one  to  it.  [Wright,  J. — Is  not 
vaseline  a  moderant  ?]  Yes,  to  some  extent,  just  as  any  inert  substance  is. 
[Wright,  /.—Is  "  Cordite  "  protected  by  patents  ?  Wallace^  Q.C.— It  is,  by 
No.  11,664  of  1889,  which  is  already  in.]  35 

The  following  witnesses  were  then  called  on  behalf  of  the  Defendant : — 
Professor  Dewar^  Sir  F.  Abel^  Sir  H.  Roscoe^  Dr.  A.  Dupre,  Captain  F.  L. 
Nathan^  W.  F.  Reidy  Stoker^  Dr.  KellneVy  Dr.  Lunge^  Dr.  Odlingy  Professor 
Armstongy  Dr.  FranMandy  and  Professor  Grooks. 

At  the  close  of  the  Defendant's  case,  Wright,  J.,  intimated  that,  subject  to  40 
the  Reply,  the  only  point  on  which  he  wished  to  hear  the  Attorney-General 
was  whether  the  use  of  vaseline  as  a  lubncant  might  be  an  infringement  of  a 
patent  which  covered  the  use  of  vaseline  as  a  moderant. 

Sir  B.  Webstery  A.6.,  for  the  Defendant,  quoted  from  Lister  v.  Eastwoody 
at  p.  289,  in  Goodeve  (26  L.T.  4).    [Wright,  J.,  referred  to  McCormick  v.  45 
Grar/y  31  L. J.  Ex.  42 ;  Newton  v.  VaiMchery  21  L.J.  Ex.  305 ;  and  Fletcher  v. 
Glasgow  Gas  GommissionerSy  4  R.P.C.  386.]     Then,  upon   other   points   in 
the  case,  Stevens  v.  Keating,  11  Exch.  772,  shows  that  if  the  Specification 
included  mineral  oils,  the  patent  would  be  bad,  as  it  could  not  be  ascertained 
which  would  work ;    also  Tetley  v.  Eastony  Macrory's  P.C,  pp.  72-76.    With  50 
regard  to  equivalents,  there  is  an  important  judgment  of  Pearsmiy  J.,  in 
Badische  Anilin  v.  Levinsteiny  2  R.P.C.  73,  L.R.  24  Ch.D.  156.    On  the  subject 
of  independent  invention,  Gurtis  v.  Platty  L.R.  3  Ch.D.  139,  and  the  judgment  of 
Kayy  L.J.,  in  NobeVs  Explosives  Company  v.  Andersony  11  R.P.C.,  at  p.  527. 
[Wright,  J. — Is  there  any  case  going  to  this — suppose  Maxim  covers  vaseline,  55 
and  you  adopt  the  same  combination,  including  vaseline,  although  for  a  totally 
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different  purpose  ?J  I  think  not,  but  he  is  not  entitled  to  bar  the  road  to  the 
use  of  a  lubricant,  because  it  was  within  the  class  which  he  thought  fit  to 
use  as  a  moderant ;  Curtis  v.  Platt^  supra. 
MaultoHy  Q.C.,  in  reply. — [Wright,  J, — I  do  not  care  whether  vaseline  is  an 
5  oil  or  not.  The  difficulties  that  I  feel  are  two.  If  your  patent  be  limited  to 
anything  like  16  per  cent,  of  nitroglycerine,  then  it  seems  to  me  there  is  no 
infringement.  If  it  be  not  so  limited,  but  is  at  large,  then  it  seems  to  me  to  be 
a  bad  patent.  And,  similarly,  as  regsurds  the  oil,  if  not  limited  to  castor-oil  and 
oils  having  oxygen  and  so  forth,  there  is  no  infringement,  but  if  not  so  limited, 

10  the  patent  is  bad,  as  too  much  experiment,  research^  and  discovery  would  be 
required.]  My  first  point  is  that  infringement  does  not  depend  on  whether  or 
not  that  which  the  infringer  has  done  is  a  thing  which  the  Specification 
directed  him  to  do.  It  depends  on  whether  it  is  within  the  claim  of  a  valid 
patent ;  Unit^  Telephone  Company  v.  Harrison^  Cox-WatkeVy  and  Go.^  L.R.  21 

15  Ch.D.720.  In  regard  to  oils,  the  question  of  the  Specification  not  containing 
sufBcient  directions  for  ascertaining  which  could  be  used  is  not  raised  in  the 
Pleadings.  [Wright,  J.,  asked  for  the  summons  for  further  Particulars.]  As 
regards  proportions,  supposing  a  Patentee  properly  claims  his  invention,  and 
gives  the  public  the  beet  way,  according  to  his  knowledge,  of  carrying  it  out, 

20  be  is  not  bound  to  tell  them  how  far  they  may  go,  from  tlutt,  or  what  they  must 
do,  if  they  go  from  that,  to  overcome  the  difficulties  they  meet  with  ;  Norths 
British  Rubber  Company  v.  (7.  Macintosh  and  Co.^  Ld.y  11  R.P.C.  477 
and  North'Bfntish  Rubber  Company  v.  Oormully  and  Jeffery  Manufacturing 
Company f  13  R.P.C.  691,  since  affirmed  by  the  Court  of  Appeal.*    Even  if  what 

25  the  Defendant  does  be  an  improvement,  and  he  meet  with  difficulties  in  doiog 
it,  yet  that  does  not  prevent  what  he  does  being  an  infringement.  It  is  enough 
if  the  Patentee  shows  one  practical  way ;  he  is  not  bound  to  show  how  fai 
people  may  wander.  There  is  no  alternative  here  between  saying  that  the 
patent  is  bad,  or  that  there  is  infringement.    It  was  not  so  in  the  Nobel  case ; 

30  here,  the  claim  includes  all  powders  made  of  the  three  constituents.  A 
Patentee  cannot  always  see  in  what  way  his  invention  will  be  used  ;  see  the 
Cheesborough  Patent  Cases  (Edison  v.  Woodhouse^  3  R.P.C.  183,  and 
4  R.P.C.  79  ;  Edison  and  Swan  Company  v.  Holland,  5  R.P.C.  459).  This 
neither  invalidates  his  patent  nor  restricts  its  operation  ;  Leonhardt  v.  KalU, 

35  12  R.P.C.  103,  at  p.  117.  The  question  of  proportions  came  up  in  Neilson  v.  Betts, 
L.R.  5  H.L.  1.  The  proportions  are  only  given  as  a  specimen.  It  makes  no  matter 
that  it  required  increased  experience  to  depart  widely  from  them.  The  improve- 
ment may  be  in  the  gun  or  the  steel,  enabling  a  more  powerful  powder  to  be  used. 
[Wright,  J. — How  do  you  read  "  essentially  "  ?]    "  Essentially  consisting  of  " — 

40  there  might  be  a  question  as  to  another  ingredient  being  added.  [Wright,  J, 
— ^If  he  claim  the  whole  field,  and  one-third  of  it  be  hopelessly  impossible,  is  his 
patent  good  ?]  He  is  not  bound  to  warn  the  public  how  they  can  misuse  his 
invention.  As  a  matter  of  construction,  the  first  claim  does  include  the  three 
things  mixed  together.    There  might  be  an  improvement  patent  for  further 

45  proportions,  but  the  powder  would  be  an  infringement.  The  &ct  that  experi- 
ment is  necessary  to  vary  the  proportions  does  not  prevent  the  result  being 
within  the  scope  of  the  patent ;  Neilson  v.  Harford,  1  Webster  P.C.  295.  If  there 
were  anything  to  lead  people  to  put  a  dangerous  quantity  of  nitroglycerine  in, 
that  would  be  an  objection  to  the  patent ;  the  fact  that  a  large  quantity  can  be 

50  safely  put  in  is  not  against  the  patent.  Our  proportions  are  working  directions, 
as  in  Incandescent  Qas  Light  Company,  Ld.  v.  De  Mare  Incandescent  Gas  Light 
System,  Ld.,  13  R.P.C.  301  and  599.  As  to  proportions  of  castor-oil,  my  answer 
is  the  same*  The  Patentee  has  pointed  out  a  useful  way.  The  words  ^^  other 
**  suitable  oil,"  in  the  Specification,  point  to  certain  mineral  oils  being  used. 

•  Beported,  U  R.P.C.  2SS. 

2  » 
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The  reasons  given  for  the  preference  of  castor-oil  show  that  his  class  of  oils  was 
a  wider  one,  not  all  of  them  possessing  the  advantages  pointed  out,  otherwise 
his  reasons  for  preference  would  be  meaningless.  The  absence  of  any  of  the 
qualities  pointed  out  is  an  objection,  not  an  exclusion.  [Wright,  J. — I 
suppose  I  must  take  it  that  there  are  no  Particulars  of  Objection  on  the  5 
ground  that  the  oils  are  not  sufficiently  identified.  Sir  R.  Webster^  A.G, — I 
say  the  patent  is  bad  if  you  include  this  ;  that  is  not  a  ground  for  Particulars 
of  Objection.  But  I  shall  apply  to  amend,  if  necessary.  The  evidence  could 
be  heard  without  Particulars  ;  Patenta,  &c.  Act,  1883,  Section  29  (4)  and  (5).]  I 
ask  that  it  only  be  done  with  the  admission  of  the  other  side  that,  if  ''  suitable  10 
^'  oils  "  be  not  taken  to  include  mineral  oils,  no  objection  is  raised  to  safficiency 
so  far  as  oils  are  concerned.  [Sir  B.  Webster^  A.G. — I  have  said  that  from  the 
beginning  of  the  case^  WRIGHT, «/. — I  think  the  amendment  ought  to  be  made 
in  that  way.]  On  the  evidence,  I  say  that  the  mineral  jelly  would  commercially 
be  known  only  as  cylinder  oil.  [Wright,  /. — On  the  evidence,  it  is  clear  they  15 
overlap.]  All  suitable  mineral  oils  are  included ;  all  would  do  except 
volatile  oils  that  would  not  remain  in  the  powder.  On  the  evidence,  they 
would  moderate  the  powder ;  there  is  no  evidence  that  they  would  interfere 
with  it.  A  good  powder  can  be  made  without  the  oil ;  that  is  claimed  in 
Professor  Dewar^s  and  Sir  F.  AheVs  patent.  [Wright,  J, — ^The  evidence  is  20 
that  the  flashing  point  must  not  be  below  a  certain  degree.  This  point  does  not 
arise  simply  in  reference  to  mineral  oils.]  As  regards  other  oils,  I  am  guarded 
by  the  admission.  [Sir  R.  Webster^  A.G. — My  admission  is  that,  if  suitable 
oil  be  confined  to  fatty  oils,  the  directions  as  regards  oils  are  not  insufficient.] 
All  mineral  oils  that  are  non-volatile  would  do  ;  no  one  would  take  a  volatile  25 
oil,  and  I  am  not  bound  to  say  how  near  to  volatility  they  may  go.  It  is 
a  practical  test ;  oils  are  sold  according  to  their  volatility.  [Wright,  J, — 
There  is  the  question  whether  use  as  a  lubricant  constitutes  an  infringement.] 
The  purpose  has  nothing  to  do  with  infringement.  If  the  Defendant  has 
taken  the  compound,  that  is  enough  ;  Gannington  v.  Nuttall^  L.R.  5  H.L.  205,  30 
at  p.  229.  It  does  not  matter  if  the  Patentee  did  not  understand  the  action  of 
a  particular  component. 

Sir  R,  Webster^  A.G. — A  number  of  mineral  oils  will  not  do,  according  to  the 
Defendant's  evidence.  As  to  the  point  raised  about  Particulars  of  Objection, 
NobeVs  Explosives  Company  v.  Anderson  is  in  point.  Then,  it  is  not  a  proper  35 
invention  to  describe  a  class  of  oils,  some  of  which  will  do,  and  some  of  which 
will  not ;  Stevens  v.  Keating^  2  Exch.,  at  p.  177.  My  contentions  are  that  in  1888 
there  could  only  be  a  good  patent  for  a  new  and  improved  explosive  compound 
in  certain  proportions ;  that  Maxim^s  invention  and  his  claim  are  for  such 
compound  ;  that,  if  it  be  so  construed,  we  do  not  infringe ;  but,  if  not  so  *0 
construed,  the  patent  is  bad,  on  the  ground  that  he  is  driven  to  abandon  his 
proportions,  on  the  ground  that  he  would  not  then  have  given  the  public  any 
means  of  seeing  how  the  powder,  which  he  said  was  the  improvement,  was  to 
be  made,  and  on  the  ground  that  a  large  number  of  unsuitable  substances 
would  be  included.  *5 

Moultony  Q.C. — Stevens  v.  Keating  does  not  apply  ;  a  person  desiring  to  make 
the  patent  succeed  has  no  difficulty  ;  Edison  v.  Holland ;  Edison  v.  Woodhouse 
and  Rawson  (already  referred  to). 

Judgment  v\ras  reserved,  and  delivered  on  the  4th  of  March  1897. 

Wright,  J. — This  action  is  brought  for  an  alleged  infringement  of  the  50 
Plaintiffs'  patent.  No.  4477  of  1889.  That  patent  was  for  the  invention  of  a 
propulsive  powder,  which,  for  the  moment,  I  will  describe  as  a  gelatinised 
powder,  compounded  of  guncotton  mixed  with  nitroglycerine  and  with  "  castor- 
**  oil  or  other  suitable  oil."  The  Defendants'  powder  may  be  provisionally 
described  as  a  gelatinised  powder,  compounded  of  nitroglycerine  mixed  with  «^& 
guncotton  and  with  vaseline, 
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The  Defendants  do  not  deny  the  novelty  of  the  Plaintiff's  invention.  Gun- 
cotton  and  nitroglycerine  were  amongst  the  most  violent  of  known  explosives, 
and  although  it  was  known  that  each  of  them  could  be  tamed  by  the  use  of 
moderant  ingredients  and  by  gelatinisation,  no  one  had,  until  the  time  of  the 
&  Plaintiffs  invention,  shown  how  to  combine  the  two  in  such  a  manner  that  they 
might  be  adapted  to  propulsive  purposes.  The  Plaintiff  accomplished  this,  and 
in  a  manner  consistent  with  the  great  desideratum  of  smokelessness.  Nor  do 
the  Defendants  deny  the  utility,  within  certain  limits,  of  the  Plaintiff's 
invention.     Their  substantial  defences  are  (1)  that  the  Plaintiff's  patent,  as 

10  respects  the  use  of  oil,  does  not  cover  the  use  of  the  vaseline ;  and  (2)  that,  as 
respects  the  proportions  of  the  principal  ingredients,  it  does  not  cover  the 
substitution  of  *a  powder  mainly  composed  of  nitroglycerine  (as  in  the 
Defendants'  patent)  for  a  powder  mainly  consisting  of  guncotton  (as  in  the 
Plaintiff's  patent).    These  defences  are  varied  in  form  by  stating  them  as 

15  objections  to  the  utility  of  the  Plaintiff's  patent,  and  as  objections  to  his 
description  of  his  invention  and  of  the  means  of  performing  it ;  but,  in  substance, 
the  questions  are  the  same  in  whatever  form  they  are  raised, 

I  will  take  first,  the  question  of  whether  the  use  of  vaseline  by  the  Defendants 
is  a  use  of  *'  castor-oil  or  other  suitable  oil,"  within  the  meaning  of  the  Plaintiff's 

30  patent.  Vaseline  is  a  mixture  of  various  paraffin  oils,  resulting  from  dis- 
tillation of  crude  petroleum,  followed  by  filtration.  The  coarser  and  more 
discoloured  residue  is  commonly  known  as  '*  cylinder  oil,"  and  is  used  as  a 
lubricant  of  heavy  machinery.  The  substance  used  by  the  Defendants  is  called 
by  them  "mineral  jelly,"  and  it  appears  to  be  intermediate  between  pure 

25  vaseline  and  impure  cylinder  oil.  If  the  patent  had  to  be  construed  without 
any  aid  from  extrinsic  evidence,  I  should  think  that  "  oil,"  prima  facie^  meant 
fatty,  i.e.y  vegetable  or  animal  oils,  but  might  include  mineral  oils.  Then  the 
question  would  be  whether  the  context  requires  one  or  the  other  interpretation. 
Having  regard  to  the  context,  I  should  think,  as  a  matter  of  construction,  that 

30  the  expression  "  suitable  "  ought  to  be  held  to  mean — suitable  as  having  relevant 
qualities  similar  to  those  which  the  Specification  indicates  as  the  advautageous 
qualities  of  castor-oil,  because  otherwise  there  would  be  no  standard  to  which 
the  word  "  suitable  "  could  be  referred,  and  the  selection  of  the  oils  which  are  to 
be  regarded  as  suitable  would  be  left  altogether  at  large,  and  necessarily  to  be 

35  determined  by  experiment  and  research.  Either  the  direction  is  to  use  oils 
having  qualities  similar  to  those  of  castor-oil,  or  it  is  a  direction  to  experiment 
in  order  to  discover  what  qualities  in  oils  make  them  suitable.  This  con- 
sideration is,  perhaps,  most  clearly  pointed  out  as  a  matter  of  construction  in 
the  evidence  of  Dr.  Odlin  (Q.  3591  and  the  following).    If  this  view  is  correct, 

M  then,  even  on  the  construction  of  the  Specification  itself,  I  think  that  it  ought 
to  be  held  on  the  undisputed  facts  that  the  mineral  oils  are  not  within  the 
description.  They  are  distinguished  from  ordinary  oils,  especially  by  the 
admitted  &ct  that  the  mineral  oils  do  not  contain  oxygen,  and  the  possession  of 
oxygen  is  the  leading  quality  for  the  sake  of  which  castor-oil  is  expressed  to  be 

45  selected.  Nor,  as  it  is  admitted,  are  the  minecal  oils  soluble  in  acetone, 
solubility  in  which  is  essential  for  at  least  one  of  the  processes  of  manufacture 
as  described  and  claimed.  And,  if  scientific  evidence  is  admissible,  as  I  think 
it  is  in  the  case  of  a  Specification  which  is  particularly  addressed  to  experts  in 
a  very  special  subject,  to  show  what  meaning  scientific  experts  would  in  1889 

50  have  attached  to  the  expression  in  question,  this  conclusion  is  much  strength- 
ened. An  overwhelming  body  of  expert  evidence  is  given  by  the  highest 
authorities  of  the  day — Sir  H.  Roscoe^  Sir  F.  Ahely  Professor  Dewar^  Professor 
Odling^  and  many  others — ^to  the  effect  that,  if  the  Specification  is  to  be  read  as 
speaking  to  men  expert  in  the  subject-matter,  it  must  be  understood  as  referring 

55  to  such  oils  only  as  possess  qualities  similar  to  those  which  have  been 
mentioned  as  possessed  in  an  exceptional  degree  by  castor-oil.    These  witnesses 
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further  state  that  they  are  confirmed  in  that  view  by  the  consideration  that, 
assuming  the  mineral  oils  generally  to  be  included  in  the  Plaintiff's  Specification, 
extensive  experiment  and  research  would  be  necessary  before  it  could  be 
ascertained  which,  out  of  hundreds  of  varieties,  differing  only  by  fine  gra- 
dations of  various  kinds  of  qusJities  and  proportions,  would  be  suitable  or  5 
admissible  for  the  purposes  of  the  invention. 

On  the  whole,  therefore,  I  come  to  the  conclusion  on  this  point  that  whether 
the  Specification  is  to  be  construed  merely  from  its  own  language,  or  with  the 
help  of  the  scientific  evidence,  it  ought  not  to  be  held  to  cover  the  use  of 
the  mineral  oils,  nor,  therefore,  the  use  of  the  vaseline  or  mineral  jelly  ;  and,  if  10 
so,  there  is  no  infringement. 

I  come  next  to  the  question  of  proportions.  This,  again,  is  to  be  decided 
primarily  on  the  language  of  the  Specification,  but  with  assistance  to  be  derived 
from  the  evidence  as  to  the  state  of  knowledge  existing  at  the  time  of  the 
invention,  and  as  to  the  technical  import  of  the  language  used.  l^ 

The  language  of  the  Specification  itself  appears  to  me  to  be  capable  of  being 
read  either  as  claiming  all  proportions  of  the  main  ingredients,  or  as  limited  to 
the  «proportions  which  are  specified.    I  incline  to  think  that,  joWmd/ocfo,  it 
covers  all  proportions  of  the  three  ingredients  except  such  (if  any)  as  the 
nature  of  the  subject-matter  must  show  to  be  obviously  absurd,  as,  for  instance,  20 
a  combination  principally  consisting  of  castor-oil.    The  only  passage  in  which 
definite  proportions  are  mentioned  might  well  be  held  to  do  no  more  than  to 
give'^n  example  of  one  set  of  proportions  useful  for  general  purposes  ;  and  in 
the  first  claim  the  word  '^  essentially  "  seems  to  me  most  naturally  to  refer  to  all 
the  three  specified  ingredients,  and  to  mean  merely  that  others  of  well-known   25 
suitability  may  be  added.    But  a  different  complexion  is  given  by  the  evidence 
as  to  the  state  of  knowledge  at  the  date  of  the  invention,  and  as  to  the  technical 
meaning  of  the  language  when  considered  as  addressed  to  persons  conversant 
with  the  subject-matter.    On  that  evidence,  it  is  plain  that  at  the  date  of 
Maxim's  invention  it  was  thought    to    be  impossible   to   make  any  useful   30 
combination    for    propulsive    purposes    of    guncotton    with    any  very    large 
proportion  of  nitroglycerine,  and,  in  view  of  that  evidence,  it  is  hardly  possible 
to  think  that,  in  relation  to  this  subject-matter,  proportions  could  be  otherwise 
than  essential   within  certain  moderate  limits.     Unless  the  Plaintiff's  own 
evidence  is  to  be  disbelieved,  he  would  have  been  defrauding  the  public  if  35 
his  Specification  had    been  meant  to  suggest    that  anything  much  beyond 
16  per  cent,  of  nitroglycerine  could  be  safe  or  useful.      The  language  of  the 
Specification  itself  adds  weight  to  this  evidence.    The  only  proportions  which 
it    suggests   are  limited  to  16  per  cent,  of  nitroglycerine,  and   Mr.  Maxim 
even  now  believes  that  to  be  the  limit  for  stability  and  safety.    Sir  H.  Roscoe^  40 
Sir  F.  Abel,  Professor  Dewar,  and  other  witnesses  of  the  greatest  eminence,  say 
that  anything  like  70  per  cent,  of  nitroglycerine  was  absurd  at  the  date  of 
the  invention,  and  is  so  now  ;  and,  further,  that  the  statements  in  the  Specifica- 
tion of  the  relative  variations  of  proportions  of  the  several  ingredients,  in 
particular  of  the  oil  and  the  nitroglycerine,  were  and  are  calculated  to  indicate  45 
to.  chemical  or  other  experts  that  the  proportion  of  the  nitroglycerine  was 
intended  to  be  limited  in  the  same  manner  as  that  of  the  oil,  and  that  the 
Plaintiff's  powder  was  meant  to  be  substantially  composed  of  guncotton,  and 
not,  as  the  Defendant's  powder,  substantially  composed  of  nitroglycerine.     For 
these  reasons,  I  think  that  the  Plaintiff's  Specification,  even  if  not  limited  to  about  50 
16  per  cent,  of  nitroglycerine,  ought  to  be  read  as  describing  a  powder  in  which 
guncotton  is  the  main  ingredient ;  and,  if  that  is  so,  the  Defendants  do  not 
infringe  it.    And  if  it  is  not  to  be  so  read,  then  I  think  it  is  imperilled  on 
another  ground,  because  it  must  be  read  as  covering  a  very  wide  range  of 
proportions,  many  of  which  are  proved  to  be  useless,  and  amongst  which  the  55 
selection  of  the  useful  proportions  is  proved  to  require  extended  experiment. 
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research,  and  discovery.  The  Plaintiff  himself  says,  at  Question  1283,  of  his  own 
discovery,  *'  I  arrived  at  my  powder  by  brnte  force,  perhaps.     I  did  it  by  actual 
**  experiment.'*    Nothing  could  more  clearly  show  that  the  determination  of 
j  other  useful  proportions  could  be  accomplished  in  no  other  way. 

I  5       I  agree  with  Mr.  Moulton  that  a  patent  may  be  good  which  describes 

one  only  out  of  many  kinds  of  means  or  sets  of  proportions.  But  I  apprehend 
that  this  is  subject  to  the  qualification  that  if  only  some  means  or  proportions 
are  described,  bnt  all  are  claimed,  the  patent  will  be  invalidated  on  proof  that 
©xt^iided  experiment  and  research  are  necessary  to  discover  what  kinds  of 

10  means  or  proportions,  other  than  those  described,  will  produce  any  useful 

effect.    In  the  present  case,  the  only  proportions  indicated  are  2  to  5  per 

cent,  of  the  oil,  and  10  to  16  per  cent,  of  nitroglycerine.      It  is  proved  that 

anything  like  10  per  cent,  of  the  oil,  or  70  per  cent,  of  the  nitroglycerine,  would 

^  fatal  to  utility,  and  that  extended  experiment  and  research  were  necessary  to 

15  ascertain  the  practical  limits  of  proportional  admixture. 

I  have  endeavoured  to  dispose  of  the  case  on  what  may  be  called  its  real 
merits,  and  it  remains  only  to  notice  a  narrower  ground  on  which,  as  it  appears 
to  me,  the  Plaintiff's  patent  in  its  present  form  must  be  held  to  be  bad  if 
it  covers  the  use  of  the  vaseline  or  mineral  jelly.    One,  at  least,  of  the  processes 

30  described  in  the  Specification  and  expressly  claimed,  includes  the  solution  of 
the  oil  in  acetone.  It  is  proved,  and,  indeed,  not  denied,  that  vaseline  or 
mineral  jelly  is  not  in  any  practical  degree  soluble  in  acetone.  That  part, 
therefore,  of  the  invention,  as  described  and  claimed,  is  useless  or  not  truly 
described,  and  the  patent  as  it  stands  is  invalidated.    This  objection,  if  it  stood 

»  alone,  could,  I  suppose  (although  the  point  has  not  been  discussed),  even  now 

j  be  cured  by  disclaimer  ;  but,  apart  from  its  fatal  effect  until  so  cured,  it,  at  any 

rate,  affords  a  strong,  if  not  a  conclusive,  argument  in  favour  of  construing  the 

patent,  if  possible,  as  not  covering  the  use  of  the  vaseline. 

I  have  only  to  add  that  a  further  point  was  raised  by  the  Attorney-General 

oO  on  which  I  have  had  some  difiBculty  in  forming  a  definite  conclusion  in  point 
of  law.  It  is  proved  that  the  vaseline  or  mineral  jelly  is  not  used  by  the 
Defendants  for  the  same  purpose  as  the  oil  in  the  Plaintiff's  process.  It  is  now 
used  by  the  Defendants,  not  as  a  moderant  of  the  violence  of  explosion,  but 
.solely  for  the  purpose  of  slightly  fouling,  by  its  carbon  products,  the  interior 

35  surface  of  the  gun-barrel,  in  order  to  prevent  metallic  fouling  of  the  bright 
barrel  by  the  metallic  surface  or  coating  of  the  bullet.  The  suggestion  is  that 
the  Plaintiff's  invention  of  the  compound  of  three  ingredients  is  not  infringed 
by  the  use  of  the  same  ingredients  where  one  of  them  is  used  for  a  wholly 
dissimilar  purpose,  and  that  in  truth  and  substance  the  Defendant's  explosive, 

^  as  an  explosive,  is  a  compound,  not  of  three  ingredients  at  all,  but  solely  of 
nitroglycerine,  mixed  with  guncotton,  and  the  vaseline  serves  a  merely 
accessoiy  purpose,  having  nothing  to  do  with  explosive  or  propulsive  effects. 
And,  it  is  asked, — Can  the  Plaintiff,  by  claiming  for  the  combination  with  oil  one 
specific  purpose — ^namely,  that  of  a  moderant  of  the  powder — preclude  persons 

«5  who  do  not  want  a  moderant  of  the  powder  from  using  oil  as  a  lubricant  of  the 
barrel  ?  If  the  Plaintiff's  patent  had  been  simply  for,  or  had  included  as 
a  separable  invention,  a  claim  for  the  use  of  oil  as  a  moderant  of  explosives 
when  used  for  propulsive  purposes,  I  think  that  the  Attorney-General's 
argument  might  have  been  well  founded  on  the  principles  stated  in  such 

5U  cases  as  Newton  v.  Vaucher,  6  Exchequer,  page  859  ;  and  Seed  v.  HigginSy 
8  House  of  Lords  Cases,  page  551.  But  it  seems  to  me  that  the  contention 
in  the  present  case  goes  far  beyond  anything  which  has  hitherto  been  decided, 
and  mighty  have  veiy  far-reaching  consequences  in  patent  law.  The  Plaintiff's 
invention  is  a  combination,  and  combinations  may,  as  Mr.  Moulton  pointed  out, 

t>D  produce  their  beneficial  results  in  many  ways,  perhaps  imperfectly  understood 
by  the  inventor.    Inventors  are  not  required  to  know  or  to  point  out  the 
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reasons  or  causes  why  beneficial  results  are  produced  by  the  means  which, 
they  describe  and  claim  as  effective,  and  which  are  effective  in  causing  them, 
nor  to  know  or  point  out  all  the  beneficial  effects  which  may  result.  In  other 
words,  what  is  invented  is  the  combination,  and  if  that  has  been  invented,  and 
is  novel,  nothing  more  is  required  but  utility  for  the  general  purpose  which  is  5 
the  indicated  object  of  the  invention.  Within  the  limits  of  that  purpose, 
the  inventor  of  the  combination  need  not  disclose  or  prove  any  particular 
ground  of  utility  of  any  particular  ingredient,  and  it  seems  to  me  to  follow  that 
a  person  who  makes  use  of  the  combination,  within  the  limits  of  that  purpose, 
cannot  escape  from  the  charge  of  infringement  merely  because  his  motives  for  10 
using  the  ingredient  are  different  from  those  of  the  inventor. 

This,  however,  does  not  affect  the  conclusions  at  which  I  have  arrived  on  the 
other  questions  in  the  case,  and  there  must  be  judgment  for  the  Defendants,  on 
the  ground  that  the  Plaintiff's  patent  ought  to  be  construed  as  a  patent  for  a 
gelatinised  powder,  composed  of  guncotton  mixed  with  about  10  to  16  per  cent.  15 
of  nitroglycerine  and  about  2  to  5  per  cent,  of  castor-oil  or  other  suitable  fatty 
oil,  and  as  so  construed  is  good,  but  has  not  been  infringed. 

Sir  E.  Webster^  A.G. — I  should  think  that  in  all  probability — ^I  say  this  in 
favour  of  my  friend  Mr.  Wallace — your  Lordship  would  take  the  view  that 
the  Plaintiff  is  entitled  to  the  costs,  of  the  issue  on  the  question  of  validity,  20 
because,  when  properly  construed,  the  patent  is  valid ;  that  is  to  say,  your 
Lordship's  judgment  is  what  we  practically  invited  your  Lordship  to  hold- 
that,  upon  one  construction  of  the  Specification,  which  we  did  not  infringe,  the 
patent  was  valid.  We  were  obliged  to  raise,  in  one  sense,  in  point  of  form,  the 
question  of  validity ;  but  I  think  my  learned  friend  is  entitled  to  have  25 
the  costs  of  the  issue  of  validity — I  say  that  at  once  for  him — in  the  same  way 
that  Romer^  J.,  decided  that  No7)el  was  entitled  to  have  the  costs  of  the  issue  of 
validity,  and  he  would  probably  wish — I  am  only  asking  this  with  his  con- 
currence—to have  a  certificate  that  the  validity  of  the  patent  came  into  question, 
with  a  view  to  ulterior  consequences.  In  the  event  of  any  other  person  30 
infringing,  he  is  entitled  to  it  for  that  purpose,  and  also  with  reference  to  a 
possible  result  in  this  case.  [Wright,  /.—Yes.]  Therefore,  he  would  ask— 
and  I  do  not  in  the  least  object  to  ask  for  him — that  your  Lordship  should  say 
that  the  Plaintiff  should  have  the  costs  of  the  issue  of  validity,  and  that  your 
Lordship  should  give  a  certificate,  under  Section  31  of  the  Statute,  that  the  35 
validity  of  the  patent  came  into  question.  Then  I  ask  for  a  certificate,  under 
Section  29,  that  the  Particulars  of  Objections, which  were  put  in  by  the  Crown, 
were  reasonable  and  proper.  My  Lord,  there  is  no  question  about  their 
being  proved — they  were  all  Specifications  and  documents  which  were  proved. 

Wright,  /. — ^Yes,  they  were  proved.  40 

The  costs  of  the  shorthand  notes  were  made  costs  in  the  cause,  and  costs  on 
the  higher  scale  refused. 
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In  the  Matter  of  an  Application  for  a  Patent  by  William  Gaunt,  Jane  Ann 

Gaunt,  and  John  Gatifit. 

In  the  Matter  of  an  Application  for  a  Patent  by  Robert  Greenhalgh. 


Before  The  AttornbY-Gbnbral.— February  22nd,  1897. 

In  the  Matter  op  an  Application  for  a  PATE^^T  by  William  Gaunt, 
Jane  Ann  Gaunt,  and  John  Gaunt, 

AND 

5  In  the  Matter  op  an  Application  for  a  Patent  by 

Robert  Grebnhalgh. 

Opposition  to  grant  of  patent  on  the  ground  that  the  Gomjdete  Specification 
describes  or  claims  an  invention  other  than  that  described  /n  the  Provisional 
Specification,  and  that  such  other  inventum  forms  tJie  subject  of  an  application 

10  mcuie  by  tJie  Opponent  in  the  interval  between  the  leaving  of  tlie  Provisional 
Specification  and  the  leaving  of  the  Complete  Specification,  02)position  by 
original  Applicant  to  grant  to  original  Opponent  on  the  ground  tJiat  the 
invention  has  been  patented  on  an  application  of  prior  date.  References  to 
concurrent  applications, 

15  On  the  21st  of  June  1895,  an  application  (No.  12,053  of  1895)  was  made 
by  Williayn  Gaunt,  Jane  Ann  Gaunt,  and  John  Gaunt  to  patent  an  invention 
entitled  "  Improvements  in  patterns  for  the  cutting  out  of  dresses  and  other 
**  garments."  On  the  27th  of  December  1895,  an  application  (No.  24,772  of 
1895)  was  made  by  R,  Greenhalgh  to  patent  an  invention  entitled  "  Improve- 

20  "  ments  in  and  connected  with  patterns  for  garments." 

Oaunts*  Complete  Specification  was  tiled  on  the  21st  of  April  1896,  and 
GreenhalgKs  Complete  Specification  was  filed  on  the  15th  of  June  1896. 

Gaunts'  application  was  opposed  by  Greenhalgh  on  the  ground  that  the 
Complete  Specification  described  or  claimed  an  invention  other  tlian  that 

25  described  in  the  Provisional  Specification,  and  that  such  other  invention  formed 
the  subject  of  his  application  No.  24,772  of  1895. 

Greenhalgh^s  application  was  opposed  by  W,  and  J,  Gaunt,  on  the  ground 
that  the  invention  had  been  patented  on  the  prior  application  No.  12,053  of 
1895. 

30  There  was  a  certain  development  of  Gaunts'  invention  described  in  their 
Complete  Specification  which  the  Comptroller  held  to  be  described  in  the 
Provisional  Specification  of  Greenhalgh,  but  as  this  development  was,  in  the 
Comptroller's  opinion,  a  reasonable  and  proper  one,  and  as,  in  his  opinion,  there 
was  no  disconformity  between  their  Complete  and  Provisional  Specifications, 

35  he,  following  the  decision  of  the  Law  bflBcer  in  the  case  of  Edward's  Applica- 
tion, 11  R.P.C.  461,  decided  to  seal  a  patent  upon  Gaunts^  application.  As  to 
Greenhalgh's  application,  the  Comptroller  held  that  he  was  the  first  to  describe 
the  substance  of  Gaunts'  development,  and  his  position  depended,  therefore, 
upon  the  correctness  of  the  Comptroller's  decision  as  to  their  rights.    If  the 

40  view  was  correct  that  Gaunts'  development  was  a  proper  one,  then  the  sub- 
sequent application  of  Greenhalgh  should,  in  strictness,  be  refused.  Since, 
Jiowever,  the  Complete  Specification  of  Gaunts'  application  would  be  subject , 
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In  the  Matter  of  mi  Application  for  a  Patent  by  William   Oaunty  Jane  Ann 

Oaunty  and  John  Oaunt. 

In  the  Matter  of  an  Application  for  a  Pat&fit  by  Robert  Oreenhalgh. 

to  attack  at  any  time  during  the  life  of  their  patent,  the  Comptroller  decided  to 
act  in  fluch  a  way  as  to  secure  the  right  of  Qreenhalgh  in  the  possible  event  of 
Gaunta"  patent  being  at  any  time  held  to  be  bad  on  the  ground  of  disconf  ormity 
between  their  Provisional  and  Complete  Specifications.  He,  therefore,  decided 
to  seal  a  patent  also  upon  Qreenhalgh^s  application,  but,  for  the  information  of  5 
the  public  and  in  order  that  Oreenhalgh^s  position  might  be  readily  understood 
by  them,  a  disclaiming  clause,  substantially  in  the  following  terms,  was  required 
to  be  inserted  after  the  word  "  performed  '*  on  page  4,  line  6,  of  the  printed 
Specification  : — *^  I  wish  it  to  be  understood  that  I  am  aware  of  the  Specification 
"  filed  in  connection  with  Oaunty  Qaunty  and  OaunVs  application  No.  12,053  10 
^'  of  1895,  and  I  make  no  claim  to  anything  patented  upon  that  application, 
"but    .    .     .    ." 

Greenhalgh  appealed  from  both  these  decisions,  and  the  appeals  came  before 
the  Attornby-Gbneral.  Fulton  appeared  as  Counsel  for  the  Appellant,  and 
O'Brien  as  agent  for  the  Respondents.  15 

After  considering  and  dismissing  the  appeal  against  the  sealing  of  a  patent 
up<ln  Oaunts*  application,  which  was  not  seriously  pressed.  Sir  R.  Webster, 
A.O.y  stated,  as  follows: — "I  now  come  to  the  other  appeal.  It  appears 
that  the  Comptroller  thought  it  right  to  insert  in  Mr.  GreenhalgKa  Specifica- 
tion words  of  special  reference  to  Gaunts*  Specification.  I  may  say  at  once  20 
that  it  is  new  to  me  that  references  have  ever  been  inserted  where  the 
applications  were  practically  concurrent ;  and  I  am  not  at  all  satisfied  that 
the  same  principles  apply  where  the  applications  are  concurrent,  as  in 
cases  of  previous  patents.  References,  as  I  have  frequently  pointed  out,  are 
required  in  order  to  caution  the  public  that  the  field  of  knowledge  has  been  25 
"  previously  occupied  by  inventions  which  are  analogous  to  the  one  for  which 
'^  application  is  being  made,  and  thereby  warn  them  against  the  belief  that 
••  they  were  dealing  with  an  invention  which  covered  the  whole  possible  field. 
**  But  it  is  clear  that  these  considerations  do  not  apply  in  the  case  of  concurrent 
'*  applications.  I  desire  to  reserve  any  question  of  what  are  the  proper  sort  of  30 
"  disclaimers  or  references  to  be  inserted,  where  the  applications  are  concurrent, 
'^  until  the  matter  has  to  be  decided.  It  is  quite  possible  that  Applicants  may 
"  agree,  for  their  own  mutual  advantage  and  for  the  delimitation  of  their  own 
*'  field,  that  there  should  be  mutual  references,  but,  certainly,  except  under 
<'  those  circumstances,  I  am  not  at  present  prepared  to  say  that  references  ought  35 
"  to  be  inserted  where  the  applications  are  concurrent." 

The  Attorney-General  subsequently  went  into  the  merits,  and  held  that 
the  inventions  in  the  Complete  Specifications  of  Oreenhalgh  and  Gaunt  were 
ilifferent. 

As  one  appeal  succeeded  and  the  other  failed,  no  costs  were  given  on  either  40 
side. 
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The  Magnolia  Metal  Company  v.  The  Atlas  Metal  Gompany  and  Others, 


In  the  High  Court  op  Justice.— Queen's  Bench  Division. 

Before  Mr.  Justice  Collins. 

November  6th,  9th,  10th,  11th,  ICth,  17th,  and  18th,  1896. 

In  the  Court  op  Appeal. 

5        Before  LORD  EsHBR,  M.R.^  and  Lords  Justices  Lopes  and  Chitty. 

March  10th  and  Slat,  and  April  1st,  1897. 

The    Magnolia    Metal    Company   v.  The   Atlas    Metal    Company 

AND  Others. 

Passing   off. — Form  of  injunction. — Name  of  7iew  article, — No   exclusive 

10  right  to  name. — Damages, — Non-liahility  of  innocent  partner. 

The  Magnolia  Metal  Company  brought  an  action  against  The  Atlas  Metal 
Company  and  numerous  other  Defendants  for  infringement  of  Trade  Marks^ 
and  to  restrain  the  Defendants  from  using  tlie  woixi  ''^Magnolia  "  in  connection 
with  anti-friction  metal  not  manufactured  by  the  Plaintiff  Gompany.    At  the 

15  trials  it  appeared  that  the  alloy  sold  by  the  Plaintiff  Gompany  as  "  Magnolia 
"  Anti-friction  Metal''  had  been  invent&i  by  if.,  their  predecessor  in  business^  and 
had  at  first  been  manufactured  under  a  secret  process^  but  that  subsequently 
a  patent  had  been  taken  out  for  it  by  if.,  and  that  M.  adopted  the  words 
"*  Magnolia  Anti-friction  MetaV  to  d-escribe  this  metaly   which   was  manu- 

20  factured  by  him  and  his  successors^  but  it  came  to  be  known  and  sold  by 
the  nafne  ^^  Magnolia.''  The  Trade  Marks  sued  upon  were  registered  by 
predecessors  in  business  of  the  Plaintiff  Company. 

Heldj  at  the  trials  that  the  action  ivas  not  maintainable  in  respect  of  Trade 
Marky  as  none  of  Hfie  marks  were  registered  in  the  name  of  the  Plaintiff 

25  Company  at  the  date  of  the  commencement  of  the  action ;  also,  that  ^^Magnolia  " 
was  the  name  of  the  particular  alloy^  and  that  the  Plaintiff  Gompany  tvere 
not  entitled  to  the  exclusive  use  of  the  word ;  but  that  the  Plaintiff  Gompany 
were  entitled  to  an  injunction  against  the  Defendants  {ptJier  than  a  Defendant 
P.  and  two  Defendant  Companies)  restraining  them  from  selling  anti-friction 

30  metal  in  such  a  way  as  not  to  be  readily  and  clearly  distinguishable  from  the 
"  Magnolia  Metal "  manufactured  by  the  Plaintiff'  Gompany ;  but  were  not 
entitled  to  damages^  since^  although  some  of  these  Defendants  had  passed  off 
their  metal  as  the  metal  of  the  Plaintiff  Company^  there  was  no  evidence 
that  the  Plaintiff  Gompany  were  deprived  of  the  sale  of  any  metaly  or  that 
35  the  reputation  of  their  metal  had  been  injured;  further ^  that  these  Defendants 
having  admitted  the  right  of  the  Plaintiff  Gompany  to  an  injum^ction^  as  above 
mentioned^  on  the  second  day  of  tJie  trials  the  Plaintiffs  tvere  only  entitled  to 
costs  up  to  that  time^  and  that  the  subsequent  costs  must  be  paid  by  the  Plaintiff 
Company.  As  regards  the  two  Defendant  Companies  excepted  from  the  above- 
metitioned  judgment^  no  order  tvas  made.    Held^  further^  thaty  as  regards  the 
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Defendant  P.— who  had  been  a  partner  with  two  of  the  Defendants  against 
whom  the  above-mefitioned  Judgment  was  given,  at  the  tim£  of  the  wrongful 
parsing  off  by  them,  but  who  was  not  a  party  to  these  acts,  and  had  repudiated 
them,  and  sought  a  dissolution  of  the  partnership — he  was  not  bound  by  these 
acts  of  his  partners,  and  the  action  was  dismissed  against  him,  with  costs.  5 

The  Linoleum  Company  v.  Nairn,  L.R.  7  Ch.  D.  834,  and  Re  Leonard  and 
Ellis'  Trade  Mark,  L.R.  26  Ch,D.  288,  followed. 

The  Plaintiff  Company  appealed,  asking  for  an  injunction  restraining  the 
use  by  the  Defendants  of  the  word  "  Magnolia,''  for  judgment  against  P.,  and 
also  for  damages.  10 

The  ap2}eal  was  distnissed  on  all  points,  with  costs. 

On  the  26th  of  June  1896,  The  Mag^iolia  Metal  Company  (incorporated  in 
America)  commenced  this  action  against  The  Atlas  Metal  Company,  Ld.,  Tlie 
Magnolia  Metal  Company  of  Great  Britain,  John  Sugden,  Max  Wagner^ 
John  Lulham  Pound,  TJie  Magnolia  Anti-friction  Metal  Company  of  Great  15 
Britain,  and  The  Globe  Engineering  Company,  Ld.,  claiming  an  injunction 
restraining  the  Defendants,  their  servants,  and  agents  (1)  from  manufacturing 
or  selling  any  metal  made  up  to  represent  "  Magnolia  Metal,"  or  from  using  the 
word  *'  Magnolia  "  in  connection  with  metal  resembling  the  Plaintiff  Company's 
"  Magnolia  Metal  "  or  in  connection  with  any  anti-friction  metal,  or  from  using  20 
the  Plaintiff  Company's  Trade  Mark  and  Shipping  Trade  Mark  and  trade 
designs,  or  any  mark  or  device  or  design  in  any  way  resembling  the  Plaintiff 
Company's  said  Trade  Mark  and  Shipping  Trade  Mark  and  trade  designs; 
(2)  from  selling  or  offering  for  sale  such  alleged  "  Magnolia  Metal "  or  any 
anti-friction  metal  in  boxes  made  up  to  represent  or  resemble  the  boxes  of  the  25 
Plaintiff  Company,  or  otherwise  got  up  for  sale  in  imitation  of  the  Plaintiff 
Company's  "  Magnolia  Metal "  as  got  up  for  sale ;  (3)  from  advertising  for  sale 
the  said  alleged  "Magnolia  Metal"  or  any  anti-friction  metal  as  genuine 
"Magnolia  Metal  "  ;  (4)  damages. 

On  the  4th  of    July   1896,  the  writ  was   amended   by  adding  The  Atlas  30 
Bronze  Company,  The  Atlas  Bronze  Company,  Ld.,  and  A.  O.  Brown  as 
Defendants. 

On  the  16th  of  July  1896,  an  injunction  was  granted  until  the  trial  of  the 
action  against  all  the  Defendants  except  /.  L.  Pound,  who  gave  an  undertaking 
not  to  manufacture  or  sell  any  "  Magnolia  Metal."  An  order  was  made  on  the  35 
18th  of  July  1896,  by  Mathew,  J.,  that  points  should  be  exchanged  between 
the  Plaintiff  Company  and  Defendants.  On  the  25th  of  July  1896,  The 
Magnolia  Anti-friction  Metal  Company  of  Great  Britain  were  struck  out  as 
Defendants. 

The  Plaintiff  Company's  points  were  (1)  that  they  were  sole  owners  of  40 
and  had  the  exclusive  right  to  sell  "  Magnolia  Anti-frictioif  Metal "  in  England ; 
(2)  that  they  were  sole  owners  of  the  patent  {E.  C.  Miller's,  No.  8655  of  1890) 
for  the  manufacture  of  "  Magnolia  Metal "  ;  (3)  that  they  were  sole  owners  of 
Trade  Marks  No.  90,573,  No.  86,401,  and  No.  180,551»  ;  (4)  that  they  had  sold 
for  profit  large  quantities  of  "  Magnolia  Metal  "  in  Great  Britain  ;  (5),  (6),  (7),  45 
a^d  (8)  alleged  acts  by  the  Defendants  infringing  the  said  Trade  Marks,  and 
fraudulent  imitation  of  the  Plaintiff  Company's  goods ;  (9)  and  (10)  damage 
done  to  the  trade  of  the  Company  and  reputation  of  its  goods. 

The  Defendants  (other  than  J.  L.  Pound)  stated  the  following  points  : — 
(1)  that  the  Plaintiff  Company  were  not  the  owners  of  the  said  patent ;  (2)  that  50 
at  the  commencement  of  the  action  there  were  no  Trade  Marks  standing  in  the 
name  of  the  Plaintiff  Company ;  (3)  alleged  a  subsisting  contract  of  the  SSoth  of 
March  1891,  between  certain  of  the  said  Defendants  and  J.  L.  Pound  (trading  aa 
partners)  and  the  Plaintiff  Company  for  the  sale  of  "  Magnolia  Metal  "  in  this 

*  N^TK.— These  ar  Trade  Marks  referred  to  in  Re  The  MagnoH^  Metal  Ompanfs  Trade 

MarkSy  ante  p.  265, 
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country  ;  (4)  another  similar  contract  of  the  16th  of  February  1894  ;  (5),  (6),  (7), 
,l  (8),  and  (9)  were  denials  on  the  part  of  the  Defendants,  other  than  J.  Sugden^ 

jl  M,  Wagnevy  and  J,  L.  Pounds  of  different  alleged  acts  of  infringement.     The 

I  Defendant  J,  L.  Pounds  in  his  points,  {inter  alia)  denied  that  he  or  any  other 

5  person  or  persons  by  his  order  or  with  his  authority  or  as  his  agents  had  sold 
"  Magnolia  Metal,"  save  that  purchased  from  the  Plaintiff  Company  or  their 
predecessors,  or  had  infringed  in  any  of  the  ways  alleged. 

The  action- was  tried  before  Collins^  J.,  on  the  6th,  9tb,  10th,  11th,  16th,  and 
17th  November  1896.    Lawson  Walton^  Q.C.,  and  R,  N.  Crane  (instructed  by 

10  Indermatir  and  Brown)  appeared  for  the  Plaintiff  Company  ;  Bighamy  Q.C., 
and  Eldridge  (instructed  by  H,  S,  Sugden)  appeared  for  the  Defendants  other 
than  J.  L.  Pound  ;  Upjohn  (instructed  by  Stanley ^  Woodhousey  and  Hedderivick) 
appeared  for  J.  L.  Pound.  Judgment  was  delivered  on  the  18th  of  November 
1896. 

15  Collins,  J. — This  is  an  action  brought  by  a  Company  called  The  Magnolia 
Metal  Company y  incorporated  under  the  laws  of  the  State  of  West  Virginia  in 
America,  adding  to  it  the  name  of  an  engineering  company  which  has  been 
recently  started,  and  they  claim  an  injunction  restraining  the  Defendants,  who 
consist  of  several  persons  individually  named,  namely,  Sugdeny  Wagnery  Poundy 

20  and  Brown,  as  well  as  a  number  of  different  companies,  some  of  them  limited, 
i  and  some  of  them  merely  the  names  under  which  Brown  carries  on  his  trade — 

they  claim  against  all  those  persons  an* injunction  "restraining  them  from 
**  manufacturing  or  selling  any  metal  made  to  represent  *  Magnolia  Metal,'  or 
"  from  using  the  word  *  Magnolia '  in  connection  with  metal  resembling  the 

25  "  Plaintiffs'  *  Magnolia  Metal,'  or  in  connection  with  any  anti-friction  metal, 
"  or  from  using  the  Plaintiffs'  Trade  Mark  and  Shipping  Trade  Mark,  and 
"  trade  designs,  or  any  mark  or  device  or  design  in  any  way  resembling  the 
**  Plaintiffs'  said  Trade  Mark  and  Shipping  Trade  Mark  and  trade  designs"; 
and,    then,     "from    selling    or    offering   for    sale    such   alleged    *  Magnolia 

30  **  *  Metal,'  or  anti-friction  metal,  in  boxes  made  up  to  represent  or  resemble  the 
**  boxes  of  the  Plaintiffs',  or  otherwise  got  up  for  sale  in  imitation  of  Plaintiffs' 
**  *  Magnolia  Metal '  as  got  up  for  sale  ;  and  from  advertising  for  sale  the  said 
"  alleged  *  Magnolia  Metal,'  or  any  anti-friction  metal,  as  genuine  '  Magnolia 
«*  Metal.'" 

35  Now,  the  Defendants,  as  I  have  said,  consist  of  several  different  persons, 
named  individually.  Three  of  them,  Sugden,  Wagner,  and'  Poundy 
were,  until  June  of  this  year,  in  partnership  as  metal  merchai!ts  ;  and,  as  such, 
under  contracts  with  the  Plaintiff  Company,  and  formerly  with  its  prede- 
cessors, they  possessed  the  sole  right  of  selling  "Magnolia  Metal,"  manu- 

40  fectured  by  the  Plaintiffs,  in  this  country  and  in  Europe,  and  they  were 
described  in  one  or  more  of  those  contracts  as  agents  of  the  Plaintiff  Company 
or  its  predecessors.  When  I  speak  of  the  Plaintiff  Company,  I  leave 
out  the  new  Plaintiff — the  English  Company  which  has  been  added  by 
way  of  amendment.    They  are  described  as  agents,  but,  when  the  terms  of  the 

45  contract  are  looked  at,  there  does  not  appear  to  have  been  any  relation  «f 
principal  and  agent,  properly  so-called,  between  the  two  parties.  They  were 
persons  who  bought  and  paid  for  metal  manufactured  by  the  Plaintiffs,  and 
imported  by  the  English  partnership,  and  sold  by  the  English  partnership  for 
their  own  profit,  without  any  obligation  whatever  to  account  to  the  American 

50  firm.    They  agreed  to  buy  a  certain  quantity  and  pay  for  it  at  a  certain  price, 

^  and  they  were  given  the  sole  right  of  selling  it  in  England  and  on  the  Continent 

of  Europe.    Later  on,  in  1894,  a  further  arrangement  was  made,  whereby  it 

was  contemplated  that  the  English  firm  should  form  a  limited  company  in 

England,  which  company  should  take  over  the  right,  not  only  of  selling,  but 

55  of  manufacturing  the  metal  in  England  and  Europe  ;  and,  by  that  agreement, 
the  English  firm,  undertaking  to  buy  something  likea  million  pounds  of  this  metal 
at  a  particular  price  within  a  certain  time,  were  to  be  entitled,  at  the  expiration 
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of  that  time,  to  become  the  owners  of  the  business  of  making  this  metal  and 
selling  it  in  England  and  Europe  ;  and  in  that  sense  only  were  they  the  agents 
for  the  Plaintiff  Company. 

Now,  I  must  state  shortly  how  the  matter  in  controversy  arises.    Of  the  last 
two  agreements  I  have  named,  one  was  in  1891,  and  the  other,  which  was  sub-  5 
stituted  for  it,  was  in  1894.    Disputes  arose  between  the  parties  in  1895  or  the 
beginning  of  1896.      Both  parties  asserted   that  the  other  had    broken  the 
agreement,  and  controversy  having  arisen  under  circumstances  which  I  will 
deal  with  later  on  when  I  come  to  deal  with  another  matter  in  this  case— con- 
troversy having  arisen  between  them,  the  case  came  before  me  for  decision,  the  10 
point  being  whether  or  not  the  agreement  of  1894  between  the  parties  had  been 
broken  by  the  English  firm  in  such  a  way  as  to  entitle  the  American  firm  to 
treat  their  conduct  as  a  repudiation  of  the  contract,  and  to  justify  them  in 
themselves  rescinding  it ;   and,  further,  whether  they  had  in  fact  rescinded  it. 
I  decided  that  question  in  favour  of  the  American  Company.   Now,  during  this  15 
dispute,  which  was  not  settled,  nor  the  rights  of  the  parties  ascertained,  till  my 
judgment  in  June  of  this  year — during  the  latter  part  of  the  period  covered  by 
this  dispute  neither  party  was  clearly  aware  of  his  rights,  and  neither  party  was 
prepared  to  act  upon  a  clear  view  as  to  what  his  rights  were — that  is  to  say,  to 
act  upon  the  view  that  the  contract  was  no    longer  binding    upon  them.  20 
Mr.  Miller^  who,  so  far  as  I  can  see,  really  is  the  moving  spirit  in  the  Plaintiff 
Company,  as  he  was  in  its  predecessoi*,  still  was,  at  all  events,  uncertain  right  up 
to  the  date  of  my  judgment.     He  seems  to  have  been  uncertain  as  to  whether  or 
not  he  was  still  bound  by  the  terms  of  this  contract  subsisting  between  his  Com- 
pany and  the  English  firm.     Now,  I  have  pointed  out  that  the  English  firm  had,  25 
by  their  agreement,  the  sole  right  of  sale  of  this  metal.    After  the  quarrel  arose 
between  them,  Mr.  Miller  was  very  desirous  of  interfering  with  the  monopoly, 
and  resuming  for  himself  the  right  of  disposing  of  the  metal  in  England. 
He  did  not  feel  that  it  would  be  quite  safe  to  do  it  openly,  because  his  view  waa 
that  the  contract  of  1894,  if  broken  and  rescinded,  had  the  effect  of  letting  in  30 
the  contract  of  1891,  under  which,  also,  the  English  firm  would  have  been 
entitled  to  the  monopoly  of  the  sale,  if  they  were  prepared  to  take  it  at  a  price. 
He  conceived  himself,  therefore,  bound  by  the  contract  to  the  extent  of  being 
debarred,  himself  or  his  Company,  from  selling  this  product  in  England  ;  but, 
after  the  quarrel  between  the  parties,  he  attempted  to  do  indirectly  that  which  35 
he  conceived  himself  debarred  from  doing  directly — in  other  words,  he  made 
up  his  mind  to  appropriate,  if  he  could,  the  benefit  of  the  manufacture  to  which 
the  English  firm  were  entitled,  without,  at  the  same  time,  making  himself 
personally  liable — particularly  personally  liable  in  England  for  that  breach  of 
his  engagement  towards  them.    He  therefore  resorted  to  this  method.    He  is  40 
also  the  moving  spirit  in  ahother  Company — I  am  not  sure  if  I  remember  the 
name  of  it  properly — but  I  think  it  is  The  Aluminium  Bearing  Company^  or 
a  company  of  some  such  name  as  that,  and  this  is  the  contrivance  that  he 
resorted    to.     In    his    capacity  as  the    Plaintiff    Company,  he  sold  to  The 
Aluminium  Bearing  Company  a  large  quantity  of  his  metal.    Simultaneously,  45 
he  determined  the  relationship  of    two  clerks  in  the  establishment  of  the 
Plaintiff  Company.     He  determined  their  relation  as  clerks,  and  caused  them 
to  become  purchasers  from  the  Aluminium  Company  of  a  large  quantity  of  this 
metal ;  the  two  clerks  not  drawing  salaries — such  salaries  as  would  justify  me  in 
treating  these  tw^o  clerks  as  though  they  were  responsible  for  several  thousands  of  50 
pounds,  which  was  the  sum  which  became  payable  by  them  for  this  metal  on 
the  sale  by  the  Aluminium   Company  to  them.    These  two  clerks  having 
become  the  purchasers  of  this  metal,  and  having  drawn  bills  for  the  amount, 
which  were  to  become  payable  at  a  considerable  interval,  came  to  Europe  in 
May,  or  so,  of  1896,  and  began  to  sell  the  ''  Magnolia  Metal "  of  the  Plaintiffs*  55 
manufacture,  and  to  sell  it  in  competition  with  the  English  firm,  who  still 
claimed  to  be  the  persons  entitled  to  the  monopoly  of  sale  in  this  country.  Mr.Miller 
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admitted  that  he  resorted  to  that  contrivance  because  he  did  not  wish  to  bring 
I  himself  under  liability  under  the  contract,  and  least  of  all  did  he  desire  that  that 

;  liability  should  be  tried  in  an   English  Court.     He  therefore  remained  in 

America^  and  these  two  gentlemen,  ostensibly  trading  on  their  own  account, 
5  sold  and  pushed  this  "  Magnolia  Metal "  in  competition  with  the  English  firm. 
Thereupon,  the  English  firm  took  steps  to  restrain  them.  The  two  clerks 
counterclaimed  for  interference  by  the  English  Company  with  them,  and  the 
whole  question  came  before  me  for  decision.  I  decided  that  the  English  firm 
had  lost  the  right  to  restrain  the  interference  with  their  trade  by  these  two 
10  clerks.  The  two  clerks  counterclaimed,  and  that  counterclaim  was  settled 
between  the  parties,  on  the  admission  that  they  were  really  counterclaiming  on 
behalf  of  Mr.  Miller^  or  the  Plaintiff  firm,  and  the  damages  on  that  counter- 
claim were  settled  between  the  parties  at  100/.,  and  paid. 

Now,  when  the   quarrel   had  arisen  between  the    English  firm  and   the 
15  American  firm,  the  English  firm  were  under  orders  which  they  had  accepted 
from  customers  in  England  for  a  considerable  quantity  of  metal.    The  English 
firm  had  expended  a  large  sum  of  money  in  working  up  the  trade — we  are  told 
some  40,000/.    They  Jiad  already  taken  and  paid  for  about  two-thirds  of  the 
whole  quantity,  which,  if  taken  as  a  whole,  would  have  entitled  them  to  the 
20  absolute  dominion  of  the  whole  business  ;  and  things  were  at  this  stage  when 
the  quarrel  intervened,  which  resulted  in  my  decision.    But,  apart  from  that 
particular  quarrel,  there  is  no  doubt  that  the  English  firm  were  willing,  and 
would  have  taken  and  paid  for  the  rest  of  the  metal,  if  they  could  have  got  it. 
I  The  American  Company,  however,  refused   to  supply  them  with  any  more 

pi  25  metal,  and  the  English  firm,  finding  themselves  under  orders  to  supply  metal, 

and  not  having  the  metal  to  supply,  and  still  deeming  themselves  to  be  the 
owners  of  the  monopoly  in  this  country,  then  resorted  to  the  contrivance  which 
forms  the  first  ground  of  claim  for  an  injunction  and  damages  in  this  case.     I 
say  the  English  firm,  but  I  will  deal  with  the  individuals  who  composed  it  in  a 
30  moment.    They  resorted  to  a  contrivance  which  is  clearly  open  to  the  greatest 
possible  condemnation.    They  cannot  justify  it,  and  it  was  clear  that  they  did 
not  intend  to  justify  it  at  all.    They  induced  Brown^  who  is  himself  also, 
I  believe,  an  American  citizen — or  I  do  not  know  whether  Brown  required 
much  Inducing — ^but  Brown  consented  to  manufacture  metal  in  imitation  of  the 
35  «  Magnolia  Metal  "  of  the  PlaintifE  Company,  to  imitate  it  in  all  respects,  and  to 
deliver  it  as  and  for  "  Magnolia  Metal "  under  the  contracts  then  subsisting 
with  the  customers  of  the  English  firm.     Accordingly,  a  quantity  of  something 
like  70  tons  of  that  metal  was  manufactured  by  Brown^  and  in  all  some  53  tons 
of  it  were  sold  up  to  the  end  of  June  189G.    Nearly  all  was  sold,  and  sold  before 
40  the  decision  in  the  action  before  me.    A  small  portion  of  it  was  sold  afterwards 
by  the  firm,  but  in  pursuance  of  an  order  accepted  before  the  decision  in  the 
case.    Immediately  after  the  decision  in  the  case,  the  English  firm  dissolved 
\  partnership,  and  that  dissolution  of  their  partnership  was  brought  about  in  this 

way.    Mr.  Pounds  one  of  the  members  of  the  English  firm,  was  absolutely 
45  ignorant  of  this  contrivance  that  had  been  resoited  to  by  his  two  co-partners, 
'  Mr.  Siigden  and  Mr.  Wagner,    By  some  information  that  he  got  from  a  third 

f  party,  his  suspicions  were  aroused,  and  he  accordingly  instructed  his  solicitor 

'  to  go  down  to  Manchester,  where  Mr.  Brown  carried  on  business  under  the 

!  name  of  llie  Atlas  Bronze  Company^  I  think  it  was,  and  also  of  The  Globe 

f  50  Engineering  Company ^  and  to  investigate  the  matter  ;  and  as  soon  as  Mr.  Pound 

;  learned  what  had  happened,  he  at  once  took  steps  to  have  the  partnership 

L  dissolved.    Now  that  is  Mr.  Pound's  whole  share  in  this  transaction. 

As  I  have  said,  there  can  be  no  doubt  whatever  as  to  the  legal  consequences 
of  the  act  that  I  have  described.    That  act  involves  Mr.  Sugden^  Mr.  Wagner^ 
55  and  also  Mr.  Brown,  and  the  companies  under  whose  name  Mr.  Brown  did  sell 
the  spurious  metal  that  I  have  described.    Those  consequences  Mr.  Bigham, 
with  his  usual  courage  and  fairness,  accepted  on  the  second  day  of  this  hearing, 
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except  that  he  contended  that  in  the  particular  circumstances  of  this  case, 
though  he  was  bound  to  submit  to  an  injunction,  there  were  no  damages  other 
than  nominal  damages  due.    I  will  deal  with  that  case  in  a  moment. 

Up  to  this  part  of  the  case,  there  was  undoubtedly  a  clear  case  of  common  law 
fraud,  a  case  for  which  the  old  action  of  deceit  would  have  lain,  on  an  attempt  5 
to  pass  off  the  goods  manufactured  by  the  Defendant  as  and  for  the  goods 
manufactured  by  the  Plaintiff.    The  case  was  conducted  before  me  entirely  on 
that  footing.    There  is  on  the  face  of  the  writ  a  statement  indicating  some  right 
claimed  by  the  Plaintiffs  in  Trade  Marks  ;  but,  after  the  Defendants'  case  was 
closed,  and  it  came  to  the  turn  of  the  Plaintiffs  to  reply,  I  then  heard  something  10 
about  Trade  Marks  in  this  case.    Then,  Mr.  Crane  tendered  some  evidence  to 
show  that  the  Company  was  possessor*  of  a  Trade   Mark,  evidence  which   I 
at  once  rejected.     I  then  postponed  the  case,  for  the  convenience  of  the 
Plaintiffs'  Counsel,  to  another  day.    When  that  day  came,  Mr.  Laivson  Walton 
made  an  earnest  appeal  to  me  to  re-open  the  case  on  the  question  of  Trade  15 
Mark,  on  the  ground  that  he  had  been  misled  by  Mr.  Bigham's  admission  into 
supposing  that  the  question  of  Trade  Mark  did  not  enter  into  the  case — ^that  the 
admission  made  by  Mr.  Bigham  involved  an  admission  of  the  exclusive  right 
which  he  could  only  have  under  the  Trade  Mark — that  he  conceived  himself 
relieved  from  proving  any  rights  by  virtue  of  the  registration  of  the  Trade  20 
Mark  ;  and  he  also  pointed  to  the  form  in  which  the  points  of  the  Defence  had 
been  delivered,  and  with  very  great  reluctance,  being  desirous  of  making  a 
clean  end  of  the  case,  which  had  already  been  heard  at  such  great  length,  and 
at  such  cost  to  the  parties,  I  allowed  the  case  to  be  re-opened  on  the  question 
of  Trade  Mark,  and  I  have  had  now  a  day-and-a-half  spent  in  thrashing  out  25 
what  the  rights  of  the  parties  are  in  respect  of  this  new  claim,  based  on  the 
allegation  that  the  Plaintiff  Company  is  the  owner  of  certain  Trade  Marks. 

Now,  I  had  better  deal,  once  for  all,  therefore,  with  the  question  of  Trade 
Mark  before  I  go  farther  into  the  case.    There  are  three  different  Trade  Marks. 
The  first  is  the  flower  "  Magnolia,"  and  it  was  registered  on  the  9th  of  February  30 
1889,  in  the  name  of  l^he  Magnolia  Anti-friction  Metal  Company^  75.  Queen 
Victoria  Street,  liOndon  ;  and  it  is  registered  in  Class  6.     The  next  Trade  Mark 
is  for  a  combination  of  the  flower,  the  image  of  the  flower  with  the  word 
"  Magnolia"  written  over  it,  and,  under  it,  ''Anti-friction  Metal,"  and  that  is 
registered   in   the  name   of  "The    Magnolia    Anti-friction    Metal   Company,  35 
*•  75,  Cortland  Street,  New  York,  United  States  of  America,    and  75,  Queen 
**  Victoria   Street,  London,   manufacturers  of  an ti -friction  metal ;    dated  the 
•*  5th  of  June  1889."    That,  also,  is  registered  in  Class  6,  for  parts  of  machinery 
other  than  horticultural  and  agricultural  machinery.    Then  comes  a  third  Trade 
Mark,  which  is  the  word  "  Magnolia "  alone,  and  which  is  registered  in  the  40 
name  of  "The   Magnolia   Anti-friction  Metal   Company,  75,  Cortland  Street, 
"  New  York,  United  States  of  America  ;  7th  June  1894."    Now,  as  to  the  first 
two  of  these  Trade  Marks,  namely,  that  of  the  flower  itself  and  that  of  the 
flower  with  the  scroll  around  it,  they  have  both  been  more  than  five  years  on 
the  Register.    But  there  is  one  short  answer  to  the  whole  case  on  Trade  Mark,  45 
a  short  and  sufficient  answer,  and  one  which,  if  I  were  not  bound  to  give  effect 
to,  if  it  were  merely  a  matter  of  discretion  whether  I  should  give  effect  to  it  or 
not,  I  should  have  no  hesitation  whatever  in  giving  effect  to  in  this  case,  and 
that  is  that  the  Plaintiffs  are  not  at  this  moment  upon  the  Register  for  any  one 
of  these  Trade  Marks.    That,  while  it  is  a  complete  answer  to  their  claim  under  50 
the   Trade  Mark,  is  also  a   perfectly  adequate  explanation  of    Mr.  Lawson 
Walton* s  silence  and  abstinence  from  pressing  any  rights  as  an  owner  of  these 
Trade  Marks  in  the  conduct  of  the  case.     But  it  does  make  it  a  little  strange 
that  I  should  have  been  subjected  to  such  a  passionate  appeal  to  re- open  the 
case,  which  the  moment  it  was  sifted  upon  this  ground,  of  course,  fell  through.  55 
The  Plaintiffs  at  this  moment  are  not  the  registered  owners  of  any  one  of  these 
Trade  Marks.    As  to  two  of  them,  namely,  that  consisting  of  the  flower  and  the 
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word  "  Magnolia  "  above,  and  "  Anti-friction  Metal "  beneath  it,  for  one  ;  the 
other,  the  word  "  Magnolia  "  alone  ;  if  they  were  on  the  Register,  and  an  appli- 
cation were  made  to  take  them  off,  certainly  if  made  before  me,  I  should  have 
no  hesitation  in  taking  them  off  the  Register,  because  I  do  not  think  that  either 
5  of  these  is  the  subject-matter  of  Trade  Mark  under  the  law.  None  of  these 
things  were  used  before  1875,  and  neither  of  them,  it  seems  to  me,  under  the 
existing  law,  could  be  a  good  Trade  Mark.  "  Magnolia  "  alone,  it  is  proved  to 
me,  is  a  geographical  designation.  It  is  the  name  of  a  flower ;  it  is  also  the 
name  of  some  20  or  22  towns,  of  various  populations,  in  America,  and  upon 

10  that  ground  I  should  have  thought  it  was  evident,  without  more,  that  that  could 
not  be  a  good  Trade  Mark.  The  "  Magnolia"  and  "  Anti-friction  Metal,"  in  com- 
bination with  the  flower,  would,  for  the  same  reason,  there  being  no  disclaimer, 
be  itself  a  bad  Trade  Mark.  But  those  observations  might  not  affect  the  earlier 
one  of  the  9th  of  February  1889,  which  consists  of  the  flower  alone.    As  to  that, 

15  as  with  the  others,  the  Plaintiffs  are  not  the  registered  owners,  but  it,  also,  is 
limited,  as  I  have  already  pointed  out,  to  Class  6.  Class  6  is  machinery  of  all 
kinds,  and  parts  of  machinery  except  agricultural  and  horticultural  machines 
included  in  Class  7,  such  as  steam  engines,  boilers,  pneumatic  machines, 
hydraulic  machines,  locomotives,  washing  machines,  weighing  machines,  tool 

20  machines,  and  firing  machines.  Mr.  Lawson  Walton  contends  that  these  ingots 
are  the  only  subject-matter  as  to  which  there  is  any  evidence  that  they  were 
sold  or  offered  for  sale  in  this  case,  and  that  they  are  machinery  as  much  as  a 
steam  engine,  a  boiler,  or  a  pneumatic  machine.  I  am  unable  myself  to  come  to 
the  conclusion  that  this  is  a  machine  of  any  kind.     However,  as  I  have  said,  it 

25  is  not  necessary  for  me  to  deal  with  that  part  of  the  case,  because  they  are  not 
the  registered  owners  of  it.  Furthermore,  if  they  were  the  registered  owners, 
there  is  a  grave  difficulty,  pointed  out  by  Mr.  Upjohn  in  his  very  able  argument. 
It  is  open  to  a  very  formidable  question,  which  I  do  not  pretend  to  decide — a 

auestion  as  to  whether  or  not  they  were  at  the  time  carrying  on  business  in 
ngland  in  such  a  way  as  to  entitle  them  to*register  the  Trade  Mark  at  all ;  and, 
furthermore,  whether,  if  they  were  trading  in  such  a  way  as  to  entitle  them  to 
carry  it  on,  it  was  assigned  with  the  goodwill  in  such  a  way  as  to  pass  to  the 
assignee  any  right  to  that  Trade  Mark.  Those,  of  course,  are  independent 
of  the  fundamental  objection  that  they  were  not  at  the  date  of  this  action, 

35  or  at  the  date  of  the  wrong  done,  on  the  Register  in  the  case  of  any  one  of  these 
things.  There  is,  also,  a  very  grave  question  as  to  whether  it  was  effectually 
assigned  at  all  by  the  assignment  which  was  put  in  of  the  assets  of  the  New 
York  Company  to  the  new  Plaintiff  Company,  an  assignment  which  did  not  in 
terms  deal  with  Trade  Mark  at  all,  but  which  simply  purported  to  be  an  assign- 

40  ment  of  assets,  and  which  was  followed  by  a  letter  of  assignment,  which 
contained  a  recital  that  the  Assigning  Company  under  the  former  deed, 
namely,  the  New  York  Company,  was  in  possession  of  Trade  Marks  which 
it,  by  that  document  after  action,  assigned  to  the  Plaintiff  Company.  Under 
these  circumstances,  no  claim  can  be   based   for  infringement   of  a   Trade 

45  Mark  upon  the  fact  of  the  Plaintiffs  being  the  registered  owners  of  such 
Trade  Mark. 

Therefore,  I  get  back  again  now,  after  all  this  protracted  discussion,  to  the  point 
where  Mr.  Bigham  left  the  case,  when,  on  the  second  morning,  he  got  up  and  mad« 
a  complete  admission,  which,  with  the  exception  of  the  question  of  damages, 

50  covered  the  whole  ground  of  the  injunction  which,  for  the  reasons  I  am  about 
to  give,  the  Plaintiffs  are  entitled  to.  Now,  I  have  pointed  out  that  it  was 
common  ground,  up  to  the  point  of  Mr.  Bigharn^s  admission,  that  an 
injunction  miist  go,  restraining  the  persons  I  have  named  from  counterfeiting 
the  metal  made  by  the  Plaintiffs ;  but  the  Plaintiffs  are  not  content  with  an 

55  injunction  in  that  form.  As  they  were  perfectly  entitled  to  do,  they  relied 
strenuously  upon  the  contention  that  the  word  "Magnolia"  in  itself,  having 
regard  to  all  the  circumstances  of  the  case,  must  be  taken  to  signify  the  metal 
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manufactured  by  the  Plaintiffs,  and  therefore  they  say  that  nobody  but  the 
Plaintiffs  can  use  the  word  "  Magnolia  " — ^that  they  have  got  a  monopoly  in  the 
word  "  Magnolia,"  because  the  use  of  it  by  any  other  person  carries  with  it  a 
representation  that  that  metal  is  made  by  the  Plaintiff  Company.  So  much 
for  that.  5 

Now  that  question  is  one  of  fact,  and  the  question  is, — Does  "Magnolia" 
mean  a  special  product,  or  does  it  mean  a*  product  manufactured  by  a 
particular  manufacturer.^  I  have  got  to  form  my  judgment  as  to  which 
of  the  two  is  the  true  view.  I  have  come  clearly  to  the  conclusion  that 
in  this  case  **  Magnolia  "  means  a  peculiar  metal — a,  peculiar  alloy  which  10 
was,  in  fact,  no  doubt,  manufactured  by  the  Plaintiff's,  and  for  a  considerable 
time  by  them  exclusively — but  that  it  does  not  mean,  and  carry  with  it, 
the  representation  that  it  is  the  make  of  a  particular  manufacturer.  Now, 
several  documents  have  been  put  in  in  the  case — advertisements  which  were 
legitimately  issued  by  the  only  people  who  were  carrying  on  the  trade  in  this  15 
country,  namely,  the  Defendants'  firm.  Whether  their  trade  was  the  trade  of 
the  Plaintiffs  or  not,  I  leave  undetermined  ;  but  advertisements,  legitimately 
issued  by  them  while  they  were  carrying  on  that  trade,  have  been  put  in,  and 
there  are  several  of  them.  I  need  not  go  through  them  in  detail,  but  I  have 
looked  through  them,  and  in  every  one  of  them  I  find  that  the  word  "  Magnolia  "  20 
alone,  without  metal,  or  anti-friction,  or  anything  else,  is  used  to  denominate 
the  metal.  They  say,  "  '  Magnolia '  has  also  been  exhaustively  tested  by  the 
"  the  following  scientific  engineering  experts."  I  find  that  every  witness  who 
was  examined  in  the  case  referred  to  the  metal  as  "  Magnolia,"  without  any 
other  word  of  qualification  or  description.  I  find  that  the  experts  who  were  25 
employed  to  test  it,  in  their  letters  written  about  it,  refer  to  it  as  "  Magnolia," 
without  calling  it  bronze,  or  brass,  or  anything  else.  They  describe  it  as 
*"  Magnolia,"  and  right  through  the  case,  both  in  the  documents  and  in  the  oral 
evidence,  that  is  the  description  of  the  metal — "Magnolia."  Further,  the 
crown  and  climax  of  the  matter  ifl  that  Mr.  Miller  himself  admitted  that  it  30 
was  known  and  sold  by  the  fancy  name  of  "  Magnolia."  I  have  no  hesitation, 
therefore,  in  saying  that  "  Magnolia,"  as  a  matter  of  fact,  in  this  case  means  the 
metal,  and  not  the  manufacture  or  the  maker,  or  the  manufacture  of  a  particular 
manufacturer.  The  case  no  doubt  is  complicated  by  a  circumstance  which  has 
been  the  subject-matter  of  consideration  in  other  cases.  It  was  started  as  a  35 
secret  process.  It  was  afterwards  covered  by  a  patent  and,  in  that  sense, 
a  practical  monopoly  by  that  means  was  secured  for  a  certain  time ;  and,  in 
point  of  fact,  the  only  persons  who  did  manufacture,  for  all  practical  purposes, 
.were  the  Plaintiffs.  In  my  judgment,  that  does  not  give  them  a  continuance 
of  monopoly  as  soon  as  any  other  person  legitimately  can  manufacture  the  40 
same  article. 

Now,  I  think  that  the  same  considerations  apply  to  this  case  that  are  very 
clearly  stated  by  Mr.  Justice  F7'y — as  he  then  was — in  the  "Linoleum  "  case  in 
the  7th  Chancery  Division.  On  page  836,  he  says,  "  The  argument  is  that 
"  there  was  a  misrepresentation,  the  misrepresentation  consisting  in  alleging,  45 
"  by  the  use  of  the  word  *  Linoleum,'  that  the  goods  were  made  by  the 
"  Plaintiffs,  when  in  fact  they  were  made  by  the  Defendants  "  ;  "  and,"  he  says, 
"  I  must  consider  what  the  word  *  Linoleum '  meant,  as  used  at  the  time  when 
"  the  Defendants  intended  to  attribute  it  to  their  manufacture."  Then  he  goes 
on  to  say,  "  It  appears  that  the  Defendants  are  now  minded  to  make,  as  it  is  50 
"  admitted  they  may  make,  that  substance.  I  want  to  know  what  they  are  to 
"  call  it.  That  is  a  question  I  have  asked,  but  I  have  received  no  answer ;  and 
"  for  this  simple  reason — that  no  answer  could  be  given,  except  that  they  must 
"  invent  a  new  name.  I  do  not  take  that  to  be  the  law.  I  Ihink  that,  if 
"  '  Linoleum '  means  a  substance  which  may  be  made  by  the  Defendants,  the  55 
"  Defendants  may  sell  it  by  the  name  which  that  substance  bears.  But  then 
"  it  is  said  that,  although  the  substance  bears  this  name,  the  name  has  always 
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"  meant  the  manufacture  of  the  Plaintiffs.  In  a  certain  sense  that  is  true. 
^  Anybody  who  knew  the  substance,  and  knew  that  the  Plaintiffs  were  the 
"  only  makers  of  this  substance,  would,  in  using  the  word,  know  he  was  speaking 
"  of  a  substance  made  by  the  Plaintiffs.  But,  nevertheless,  the  word,  directly 
5  **  or  primarily,  means  solidified  oil.  It  only  secondarily  means  the  manufacture 
"  of  the  Plaintiffs,  and  has  that  meaning  only  so  long  as  the  Plaintiffs  are  the 
"  sole  manufacturers.  In  my  opinion  it  would  be  extremely  difficult  for  a 
^  person  who  has  been,  by  right  of  some  monopoly,  the  sole  manufacturer  of 
"  a  new  article,  and  has  given  a  new  name  to  the  new  article,  meaning  that  new 

10  "  article  and  nothing  more,  to  claim  that  the  name  is  to  be  attributed  to  his 
*'  manufacture  alone,  after  his  competitors  are  at  liberty  to  make  the  same 
*'  article.  It  is  admitted  that  no  such  case  has  occurred,  and  I  believe  it 
"  could  not  occur,  because,  until  some  other  person  is  making  the  same 
"  article,  and  is  at  liberty  to  call  it  by  the  same  name,  there  can  be  no  right 

15  "  acquired  by  the  exclusive  use  of  a  name  as  showing  that  the  manufacture  of 
"  one  person  is  indicated  by  it,  and  not  the  manufacture  of  another."  That  is 
one  decision  on  the  point  of  Mr.  Justice  Fry — as  he  then  was  ;  but  it  is 
followed  by  a  later  decision  of  Lord  Justice  Fry^  in  the  Court  of  Appeal — that 
is,  in  the  "  Valvoline  "  case,  and  I  will  refer  to  one  or  two  words  of  his  judgment, 

20  which  is  reported  in  26  Chancery  Division  at  page  305.  Sitting  in  the  Court  of 
Appeal,  he  says,  "No  doubt  the  fact  that  from  1878  downwards  the 
*'  Plaintiffs  had  the  word  '  Valvoline  '  registered  as  their  Trade  Mark,  tends  in 
"  that  direction  " — that  is  to  say,  that  it  was  manufactured  by  them — "  but  it 
"  must  be  borne  in  mind  that,  concurrently  with  the  use  of  their  registered 

25  "  mark,  they  were  issuing  papers,  which,  in  my  judgment,  distinctly  represent 
"  'Valvoline '  as  meaning,  not  oil  made  by  the  Plaintiffs,  but  a  particular  kind 
"  of  oil.  If  that  be  so,  and  the  Defendants  are  at  liberty  to  manufacture  that 
"  kind  of  oil,  I  think  they  are  equally  at  liberty  to  call  it  by  the  name  it 
*'  has  got  on  the  market,  namely,  *  Valvoline.' "    Now,  if  I  am  right  in  holding 

30  that  **  Magnolia"  means  a  particular  alloy,  then,  there  being  no  Trade  Mark 
and  no  patent,  there  is  nothing  whatever  to  prevent  the  Defendants  or  anybody 
else  manufacturing  "  Magnolia."  But  it  is  quite  clear  that  the  manufacture  of 
''Magnolia"  has  been  to  such  an  extent  identified  with  the  Plaintiffs  that 
nobody,  in  my  opinion,  would  be  justified  in  using  the  word  "Magnolia" 

35  without  taking  steps  to  distinguish  his  manufacture  from  the  "  Magnolia"  that 
is  in  point  of  fact  manufactured  by  the  Plaintiffs,  and,  therefore,  in  the 
injunction  which  I  propose  to  grant  in  this  case,  words  carrying  out  that  object 
must  be  introduced ;  but  I  do  not  hold  that  the  Plaintiffs  are  entitled  to  a 
monopoly  in  the  word  "  Magnolia  "  jyer  se. 

40  Now  that  enables  me  to  deal  with  the  other  part  of  the  case,  before  I  come  to 
the  question  of  damages.  Subsequently  to  the  sale  of  this  spurious  metal,  the 
liability  for  which  has  been  admitted,  Mr.  Brown  and  the  group  of  companies 
of  which  he  is  practically  the  guiding  spirit,  issued  circulars  in  different 
forms.    The  earliest  one,  undoubtedly,  described  them  as  makers  of  genuine 

45  **  Magnolia  Metal,"  and  went  on  to  say — I  have  got  it  here — "  The  Atlas  Metal 
"  Company,  Ld.,  for  genuine  '  Magnolia  Metal,'  made  in  Great  Britain  ;  same  as 
"  previously  sold  by  The  Magnolia  Anti-friction  Metal  Company  of  Great 
"  Britain  at  70/.  per  ton.  Note  address."  Now,  having  regard  to  Mr.  Browh*s 
antecedents  in  this  matter,  and  the  alacrity  with  which  he  seems  to  have  lent 

50  himself  to  the  project  of  manufacturing  this  spurious  metal,  counterfeiting  the 
metal  of  the  Plaintiffs,  and  superadding  to  that  the  fact  that  a  card  was  issued 
saying  that  it  was  made  in  Manchester,  although  it  was  actually  made  in 
America,  I  am  not  disposed  to  strain  the  meaning  of  this  card  in  his  favour.  I 
think  it  is  open  to  the  suggestion  that  it  purports  to  be  genuine  "  Magnolia 

55  "  Metal,"  actually  made  by  and  actually  the  metal  sold  and  drawn  from  the  same 
source  as  the  metal  sold  by  the  Plaintiffs,  The  Magnolia  Anti-friction  Metal 
Company  of  Great  Britain,     Therefore,  that  card  was  objectionable,  and  of 
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itself  would  have  founded  a  right  to  an  injunction.  But  it  does  not  carry  the 
injunction  any  further  than  the  terma  in  which  I  have  already  said  I  am 
prepared  to  grant  it.  That  card,  though  it  was  circulated  in  large  quantities  in 
the  first  instance,  was  withdrawn,  I  think,  after  the  result  of  the  application  to  the 
learned  Judge  in  this  Court,  and  Mr.  Brown  has  substituted  for  it  later  circulars  5 
in  which  he  has  ceased  to  use  the  word  "  Magnolia,"  and  has  taken  steps  to 
indicate  clearly  that  the  metal  which  he  makes  is  metal  of  his  own  manu- 
facture, and  not  made  by  The  Anti-friction  Metal  Company  of  Great  Britain 
or  any  other  "  Magnolia  Anti-friction  Metal  "  Company. 

I  have  got  now  to  deal  with  the  damages  in  this  case.     As  I  have  said,  I  do   10 
not  think  that  Mr.  Miller^  representing  the  Plaintiff  Company,  comes  here  with 
altogether  clean  hands  in  this  matter  himself,  and,  although  he  is  entitled 
certainly  to  any  damages  that  flowed  legally  from  the  admitted  wrong,  the 
gross  wrong  that  has  been  done  by  the  Defendants,  I  am  not  disposed,  if  I 
were  justified  in  doing  it,  to  stretch  the  law  at  all  in  favour  of  the  person  who   15 
has  resorted  to  such  contrivances  as  he  did  to  filch  away  the  business  of  the 
Defendants,  which  he  at  that  time  regarded  as  their  business.    However,  as  I  have 
said,  such  damages  as  the  law  allows,  following  upon  the  act  of  the  Defendants, 
he  is  entitled  to.    Now  the   only  measure   of  damages  which  Mr.  Laivsan 
Walton,  for  the  Plaintiffs,  could  suggest  was  this,  the  only  principle  that  he  20 
could  suggest  to  me  was  that,  somehow  or  other,  he  was  entitled  to  claim  such 
profits  as  could  be  shown  to  be  made  on  the  sale  of  the  53  tons  of  the  spurious 
metal.     He  said  he  must  be  entitled  to  assume  that  he  would  have  sold  that 
amount  of  metal  which  had  been  sold  by  the  Defendants,  and,  therefore,  to  obtain 
against  them  the  difference  between  the  price  at  which  he  could  have  manufac-  25 
tured  it  and  could  have  sold  it.     I  say  "  and  could  have  sold  it."    It  all  depends 
upon  that  question.     If  I  might  infer  that  he  might  have  sold,  and  would  have 
sold,  that  metal  but  for  the  fact  that  the  Defendants  had  wrongfully  sold  the 
spurious  counterfeit,  then  he  might  be  entitled  to  damages  flowing  therefrom  ; 
but  under  the    circumstances  of  this  case,  I   am  unable  to  draw  any  such  30 
inference.     His  own  admissions  have  absolutely  excluded  it,  for  this  reason — 
that  metal  was  sold,  as  I  have  said,  in  a  period  which  now  extends  to  1896. 
The  greater  part  of  it  had  been  sold  earlier,  and  had  been  sold,  as  I  have 
pointed  out,  in  compliance  with  orders  already  accepted  by  the  English  firm 
from  customers  in  this  country.      Although  this  case  is  aggravated  to  the  35 
extent  I  have  named  by  the  deliberate  fraud  of  putting  off  the  goods  which 
were  not  the  goods  of  the  Plaintiffs'  manufacture  as  and  for  the  goods  of  the 
Plaintiffs'  manufacture,  yet  it  is  not  aggravated  by  the  fact  of  their  being  sold 
by  one  trader,  who  has  no  right  to  the  thing,  in  competition  with  another 
trader  who  has.      It   purported  to   be  sold  under  their  contract  as  and  for  40 
the  metal  of  the  Plaintiff  Company,  of  which  they  were  the  sole  sellers  in 
England.     It  was  not  sold  in  competition  with  them.     It  was  sold  as  and  for 
their  metal,  and  to  that  extent  only  it  is  the  subject-matter  of  damages.    Now, 
damages  can  be  given  in  one  of  two  ways.    If  it  were  shown  that  that  sale 
deprived  the  Plaintiffs  of  the  opportunity  of  selling  a  similar  amount,  and  of  45 
the  profit  which  they  would  have  made  thereon,  that  would  be  one  ground  of 
damage.   If,  also,  it  was  shown,  as  was  suggested  by  Mr.  Crane,  that  the  metal  sold 
by  the  English  Company  was  of  such  an -inferior  quality  that  it  damaged  the 
reputation  of  the  Plaintiffs,  and  that  could  to  an  appreciable  extent  be  measured 
in  money,  then  that,  also,  might  be  a  ground  of  damages.     Now,  I  have  pointed  50 
out  that  this  sale  took  place  in  the  early  months  of  1896.     During  that  time, 
Mr.  Miller  regarded  himself  as  bound  by  his  contract  not  personally  to  sell  in 
England,  at  all  events,  he  thought  it  very  imprudent  to  risk  any  sale  by  himself 
in  England,  and  for  that  reason  he  abstained  from  trying  to  effect  any  Sale  of 
this  metal  whatever  in  England,  and  he  resorted  to  this  roundabout  contrivance  55 
whereby  his  nominees  did,  in  fact,  try  to  sell  the  metal ;  but,  in  my  judgment, 
he  can  claim  no  damages,  on  the  ground  that  these  nominees  sold  less  than 
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they   otherwise   might  have  sold,  because  he  has  distinctly  repudiated  here 

their  action  being  his  action.     He  did  it  in  that  way  in  order  that  he  might 

escape  the  responsibility  of  being  the  real  seller,  and  he  cannot  now  claim 

any  damages  on  the  ground  of  being  the  real  seller.     Bat,  even  if  it  were 

5  regarded  in  that  way,  the  actual  amount  sold  by  the  Defendants  after  the 

two  clerks  were  in  a  position  to  offer  any  of  it  on  the  market  at  all,  was  not 

more  than  some  four  or  five  tons,  and,  in  my  judgment,  he  can  claim  no  damages 

in  respect  of  any  inability  to  sell  on  the  part  of  those  two  clerks.    Such  damages 

as  they  suffered,  if  any,  were  compensated  for  in  the  determination  of  the 

10  counterclaim,  which  was  settled  on  the  footing  that  it  was  really  being  settled 

as  between  the  Plaintiff  Company  and  the  English  firm.     Therefore,  in  my 

judgment,  the  Plaintiff  has  not  shown  that  he  would  have  sold  one  ounce  more 

of  this  stuff  if  the   Defendants  had  not  foisted  this  spurious  metal  on  the 

market.    The  Defendants  were  most  anxious  to  take,  and  would  have  taken 

15   and  paid  for,  vastly  more  metal  than  they  sold  in  this  spurious  form,  and  the 

only  reason  that  they  did  not  take  and  pay  for  more  was  that  the  Plaintiffs 

would  not  sell  it  to  them.    Therefore,  it  seems  to  me  that  he  has  failed  entirely 

to  show  that  any  money  damages  have  flowed  to  him  from  the  sale  of  this 

spurious  metal  by  the  Defendants'  firm  on  that  score. 

20       Then  he  suggests  that  it  was  so  inferior  in  quality  that  it  has  damaged  the 

reputation  of  his  metal.    Upon  that,  again,  he  has  not  satisfied  me  of  anything 

of  the  kind.    He  has  called  two  experts  here  upon  the  matter.   The  first  expert 

gave  it  as  his  opinion  that  the  two  metals — that  is,  the  metal  made  by  the 

Plaintiff  Company  and  the  so-called  spurious  metal — were,  for  all   practical 

25  purposes,  indistinguishable,  but,  on  the  whole,  his  preference  went  to  the 

spurious  metal ;  on  the  tests  which  are  recorded  and  which  are  published, 

though  there  was  not  much  difference  between  them,  the  spurious  metal  came 

out  the  better  of  the  two.     That  is  the  evidence  of  one  expert,  called  by  the 

Plaintiffs  themselves.    Then  they  called  another  expert,  who  said  that,  under 

30  the  higher  tests  with  the  higher  weights,  and  so  on,  the  spurious  metal  did  not 

behave  so  well  as  the  original  "  Magnolia  '*  ;    but  a  letter  was  produced  from 

him,  in  which  he  complains  that,  after  two  months  engaged  in  testing,  he  is 

unable  to  make  out  that  the  spurious  metal  was  the  worse  of  the  two,  he  being 

retained  to  give  an  opinion  adverse  to  the  spurious  metal.      That  is  his 

35  admission  after  two  months'  experiment.   He  afterwards  conceived  a  method  by 

which  he  was  able  to  make  the  spurious  metal  out  to  be  the  worse  of  the  two. 

There  was  also  a  piece  of  indirect  evidence  which  rather  impressed  me,  and 

that  was  that  one  of  the  persons  who  bought  the  spurious  metal,  Mr.  Bost^  who 

was  a  person  who  bought  some  of  it  manufactured  in  Glasgow,  bought  a  portion 

40  of  it  and  made  no  complaint  with  respect  to  it.      I  asked  Mr.  Bost  about 

complaints  with  respect  to  it,  and  he  had  no  complaints.    I  have  had  one  bit  of 

evidence  from  one  customer,  who  said  that  a  piece  of  spurious  metal  had  behaved 

badly ;  that  it  had  worn  out  in  a  week,  whereas  it  ought  to  have  lasted  for 

months  and  years,  and  that  he  returned  it.     But  he  admitted  that  the  pressure 

45  to  which  it    was  subjected  was  only  500  lb.,  or  under  500  lb.   per  square 

inch ;   and,  as  to  a  test  up  to  that  point,  both  the  experts  were  entirely  in 

accord  in  saying  that  the  spurious  metal  was  quite  as  good,  if  not  better  than 

the  other.    Taking  it  on  the  whole,  therefore,  I  am  not  at  all  satisfied  that  the 

so-called  spurious  metal,  which  is  now  made  under  an  open  secret,  because  the 

50  secret  has  been  disclosed    by  the  patent  by  a  competent  person,  who  has 

experimented  upon  it — I  am  not  at  all  satisfied  that  the  spurious  metal  was  not 

every  bit  as  good  as  the  real  metal ;  and,  therefore,  on  that  ground,  I  can  give 

no  damages. 

Now,  what  is  the  general  result  of  this  matter  ?    The  result  is  that,  after  an 

55  inquiry  extending  over  five  days,  we  have  come  back  ^irecisely  to  the  point  where 

Mr.  Bi'gham  left  it,  by  his  complete  and  courageous  admission  made  on  the  second 

day  "of  the  trial.     Every  hour  that  has  been  spent  since  that  time  has  been 
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time  wasted.  We  stand  exactly  where  we  were  at  that  time.  Mr.  Bigham  has  suc- 
ceeded in  showing  that  no  damage  has  been  occasioned,  and  he  is  not  to  be 
restrained  from  using  the  word  "Magnolia"  in  a  case  where  the  customers  ask  for 
it,  if  he  likes  to  use  it.  Those  were  the  only  points  in  dispute.  I  have  got  to 
deal  with  all  the  Defendants  individually,  and  the  result  is  that,  as  to  5 
Mr.  Poundy  I  am  of  opinion  that  the  acts  done  by  the  other  members  of  the 
partnership  were  not  acts  within  the  scope  of  the  authority  given  by  one  partner 
to  his  co-partners  under  the  articles.  They  were  a  partnership  formed  to  carry 
on  the  business  of  metal  merchants.  In  my  judgment,  it  was  no  part  of  the 
business  of  metal  merchants  to  manufacture  metal — least  of  all  to  manufacture  10 
spurious  metal,  and  pass  it  off  as  the  real  metal,  which  they  were  buying  from 
other  persons.  I  think,  therefore,  that  Mr.  Pound  was  not  bound  by  the  act 
of  his  co-partner,  so  as  to  make  him  liable,  in  an  action  of  torty  for  what  tfaey 
did  in  that  way.  Therefore,  with  regard  to  Mr.  Pounds  the  action  must  be 
dismissed,  with  costs.  1.5 

With  regard  to  the  other  two  members  of  the  firm,  Sugden  and  Wagner^  there 
must  be  an  injunction  against  them,with  costs,  in  the  terms  that  I  have  suggested, 
up  to  and  including  the  second  day  of  the  trial ;  and  from  and  after  that  the  ex- 
penses must  be  paid  by  the  Plaintiffs.  T)ie  same  injunction,  in  the  same  form,will 
go  against  Brown  personally  ;  against  Tlie  Atlas  Bronze  Company^  which  was  20 
the  name  under  which  Brown  traded  in  selling  the  "  Magnolia  "  ;  The  Globe 
Company,  Ld.,  in  the  name  of  which  he  dealt  with  this  metal,  in  relation  to 
some  parts  of  the  transaction  ;  The  Atlas  Metal  Company,  Ld,,  which  was 
responsible  for  that  card,  and  which  also  sold  a  portion.  As  to  the  other 
two  Companies — The  Atlas  Bronze  Company,  Ld.,  and  Tlie  Magnolia  Metal  25 
Company,  Ld. — ^there  is  no  evidence  that  they  ever  did  any  business  at  all  in 
the  toatter,  and,  therefore,  I  make  no  order  against  them  ;  but  I  say  nothing  at 
all  as  to  the  costs  with  respect  to  them.  In  Brown's  case,  the  injunction  and 
the  terms  as  to  costs  will  be  the  same  as  in  the  case  of  Sugden  and  Wagner. 

The  injunction  awarded  was  in  the  following  terms  : — "  That  the  Defendants  30 
"  (named)  and  each  of  them  be  and  they  are  hereby  restrained,  from  casting, 
"  packing,  describing,  advertising,  offering  for  sale,  selling,  or  dealing  with  any 
"  anti-friction  metal  made  up  in  such  a  way  as  not  to  be  readily  and  clearly 
"  distinguishable  from  the  '  Magnolia  Metal '  manufactured  by  the  Plaintiffs." 
And  further — "  Be  and  they  are  hereby  restrained  from  using  the  word  35 
"  '  Magnolia '  as  descriptive  of  or  in  connection  with  any  anti-friction  metal 
"  manufactured  by  them  or  either  of  them,  without  clearly  distinguishing  such 
"  anti-friction  metal  from  the  anti-friction  metal  of  the  Plaintiffs." 

The  Plaintiff  Company  appealed,  and  asked,  by  the  notice  of  appeal,  that 
judgment  be  entered  for  them,  (1)  restraining  the  Defendants,  and  each  of  them,  40 
their.agents  and  servants,  from  using  the  word  "  Magnolia  "  as  descriptive  of, 
or  in  connection  with,  any  anti-friction  metal,  manufactured,  sold,  or  dealt  in  by 
them,  or  each  of  them,  or  their,  or  either  of  their,  agents  and  servants ;  (2) 
against  J.  L.  Pound  ;  and  (3)  for  their  damages. 

The  same  parties  appeared  by  the  same  Counsel  as  in  the  Court  below,  except  45 
that  Z.  B.  Sebastian  (instructed  by  O.  B.  Hextall)  appeared  for  The  Magnolia 
Metal  Company  of  Great  Britain. 

Lawson  Walton,  Q.C.,  and  Crane,  for  the  Appellants. — It  is  impossible  for 
the  Defendants  to  use  the  term  '^  Magnolia,"  and  to  effectually  distinguish  their 
goods  from  our  goods.  The  term  "  Magnolia  "  has  come  to  be  descriptive  of  our  50 
manufacture,  and  of  nothing  else.  The  learned  Judge  found  intent  to  pass  off 
their  goods  as  ours,  but  he  has  drawn  a  wrong  inference  from  the  facts  up  to 
the  present.  Ours  is  the  only  *' Magnolia"  in  the  market.  [Chitty,  J. — If 
you  make  a  new  article  and  put  it  on  the  market,  and  give  it  a  name,  does  not 
the  name  go  with  the  article  ?]  It  turns  on  the  question  whether  it  be  the  55 
name  of  the  article.     If  the  name  cannot  be  used  without  deceiving,  then  it 
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may  not  be  used.  The  word  was  used  to  describe  the  Trade  Mark  which  dis- 
tinguished our  goods.  It  is  part  of  the  name  of  the  Company,  and  distinguishes 
its  goods.  The  agents,  who  used  the  term,  must  have  used  it  to  distinguish  our 
goods,  and  the  name  has  never  lost  its  original  function.  They  cannot  make 
5  the  article,  as  we  have  a  patent ;  although  there  is  a  petition  for  revocation 
pending  before  BomeVy  J.  \_Eldridge, — Judgment  has  been  given  revoking  the 
patent,  subject  to  one  point,  which  the  Plaintiffs  have  leave  to  raise  on 
certain  terms.]  The  object  and  result  would  be  to  pass  off  their  goods.  In 
Montgomery  v.  Thompson,  L.R.  (1891)  A.C.217, 8  R.P.C.  361,  the  effect  was  to  give 

10  the  Plaintiff  a  monopoly  of  the  term  "  Stone  Ales."  The  "  Yorkshire  Relish"  case, 
Powell  V.  Bh*mingham  Vinegar  Company ,  13  R.P.C.  235,  is  in  our  favour.  [Lord 
ESHBR,  M.R, — There,  the  injunction  was  in  the  form  now  appealed  against. 
Chitty,  LJ, — Mr.  Justice  Collins  has  only  put  in  a  very  useful  word — 
"  readily."]   Also  Reddaivayv.  Banham,  13  R.P.C.  218,  which  shows  that  a  name 

15  may  not  be  used,  although  descriptive,  if  it  confuses  the  goods.  [Chitty,  L.J., 
referred  to  the  "  Glenfield  Starch"  case,  Wotherspoon  v.  Carrie,  L.R.  5,  H.L.  508. 
There,  the  name  did  denote  the  goods  of  the  manufacturer.]  The  Linoleum 
Company  v.  Nairn,  7  Ch.  D.  834,  and  the  "  Valvoline  "  case,  Re  Leonard  and 
Ellis'  Trade  Mark,  26  Ch.D.  288,  are  distinguishable  ;    in  each  case  the  name 

20  was  a  descriptive  name — "  Magnolia  "  is  a  fancy  name.  ["  The  Excelsior  White 
"  Soap  "  case,  Braham  v.  Bustard,  1  H.  &  M.  447,  was  also  referred  to.]  As  to 
the  second  point,  Pound  is  liable.  Every  act  done  by  his  partners  as  merchants, 
in  connection  with  the  sale  of  this  article,  was  within  the  scope  of  the  partners' 
authority.    These  acts  were  done  to  fulfil  the  firm's  contracts.    Also  we  are 

25  entitled  to  damages  in  respect  of  the  sales. 

The  Defendants'  Counsel  were  not  called  upon. 

Lord  ESHER,  M,R. — It  seems  to  me  that  Mr.  Justice  COLLINS  heard  this  case 
with  the  greatest  care  for  five  days.  He  gave  a  judgment  which  is  nearly  five 
days  long.    We  have  heard  it  for  five  hours,  and,  after  all,  we  have  only  one 

30  single  point  which  Mr.  Walton  was  bound  to  prove,  but  which  he  has  shied  at 

every  time  I  put  it  to  him,  but  that  one  single  fact,  which  must  have  determined 

the  case,  was  not  proved  before  the  learned  Judge,  and  he  was  right  in  saying 

that  it  was  not  proved. 

Now,  here,  the  Plaintiffs  have  discovered  what  I  venture  to  call  a  new 

35  composite  metal,  and,  when  they  had  discovered  it,  they  gave  it  a  name — I 
do  not  object  to  say  they  christened  it,  if  you  like — but  they  gave  it  a  name, 
and  they  could  not  go,  or  they  were  not  obliged,  having  made  this  thing,  to  go 
and  sell  it  without  a  name  at  all.  But  they  gave  it  a  name,  and  what  did  they 
call  it  ?    They  called  it  by  the  name  of  "  Magnolia."     I  suppose  they  might 

40  have  called  it  by  a  thousand  other  names  that  one  could  imagine,  but 
they  called  it  *'  Magnolia."  They  did  not  call  it  '*  Miller's  Magnolia." 
Then  there  were  some  disgusting  frauds  committed,  which  we  have  nothing 
whatever  on  earth  to  do  with  really,  but  which  Mr.  Justice  COLLINS  seems 
to  have  treated  with  great  care  and  at  great  length.    But  the  Defendants  seem 

45  to  have  found  out  the  mode  of  making  this  metal,  and,  having  found  it  out, 
they  made  it.  They  made  it  themselves,  and,  as  far  as  the  Defendants  are 
concerned,  there  is  no  charge  of  fraud  made  against  them,  and,  certainly,  none 
proved.  They  discovered  the  way  of  making  this  metal,  and  they  made  it,  and 
then  they  sold  it,  and  they  called  it ''  Magnolia."  Then  the  point  is  that,  by  calling 

50  it  "  Magnolia,"  they  represented  to  anybody  to  whom  they  called  it  "  Magnolia," 
not  only  that  it  was  a  metal,  but  that  it  was  a  metal  made  by  the  Plaintiffs. 
That  is  what  is  alleged,  and  it  is  urged  that  they  ought,  therefore,  to  be 
prevented  from  calling  it  "  Magnolia  "  at  all.  What  are  they  to  call  it  ?  The 
suggestion  is  that  they  must  not  call  it  by  any  name,  that  they  must  call  it 

55  "  Hyacinth,"  or  call  it  "  Roses,"  or  call  it  anything  they  please,  but  they  must  not 
call  it "  Magnolia."  Now,  Mr.  Justice  Collins,  according  to  his  voluminous  judg- 
pient,  seems  to  me  to  have  read  all  the  cases.    What  did  he  find  in  all  these  cases  ? 
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He  found,  first  of  all,  that  if  these  people  called  this  metal  "Magnolia,"  and 
that  only  meant  in  the  minds  of  anybody  who  heard  it  this  metal  "Magnolia," 
that  did  not  tell  anybody  by  whom  it  was  made.  If  there  is  no  evidence  about 
the  matter  except  the  name,  does  it  require  cases  to  tell  one  that  calling  a  thins^r 
"Magnolia"  is  not  to  say  whether  that  is  "Magnolia"  made  by  somebody  at  5 
the  other  end  of  the  world,  or  by  somebody  in  Yorkshire,  or  by  somebody 
anywhere  else  ?  To  my  mind,  it  does  not.  If  there  is  no  evidence  at  all,  the 
mere  fact  of  calling  the  thing  "  Magnolia  "  merely  means  that  that  is  the  name  by 
which  it  is  called — "  Magnolia."  Then  it  was  urged  before  him  that  although 
"  Magnolia,"  of  itself  it  can  only  mean  that  thing  which  I  offer  to  you,  and  which  10 
is  named  "  Magnolia,"  it  had  come  upon  the  market  or  in  business  to  mean,  not 
only  "  Magnolia,"  but  to  mean  "  Magnolia  "  made  by  the  Plaintiffs.  But  when  he 
read  the  cases,  he  found  that  you  might  prove  that  by  evidence,  and,  thereupon, 
evidence  was  called  to  prove  that,  or  to  attempt  to  prove  it —that  is,  to  prove  that,  in 
business,  amongst  business  men,  who  had  to  deal  with  this  sort  of  thing,  or  on  15 
the  market,  if  there  is  a  market  for  it,  which  I  believe  there  is  not  in  the  proper 
sense  of  the  term,  it  would  mean  "Magnolia"  made  by  the  Plaintiffs.  He 
heard  that  evidence,  and  he  considered  that  evidence,  and  he  dissected  that 
evidence,  and  he  found  that  all  the  expert  witnesses,  as  he  said,  who  were 
called  before  him,  called  this  very  thing  that  they  were  talking  about  20 
"  Magnolia,"  thereby  meaning  the  thing,  the  metal,  and  not  meaning  any- 
thing else.  They  all  called  it  so.  It  was  advertised,  and  when  it  was 
advertised  it  was  advertised  as  "  Magnolia,"  meaning  thereby  the  thing  and 
not  anything  else.  He  heard  evi  lence  upon  the  point,  and  he  says  that 
Mr.  Miller  himself,  who  was  one  of  the  archfiends  in  this  matter,  when  25 
he  talked  of  this  metal,  called  it  "  Magnolia,"  meaning  thereby  the  thing,  and 
nothing  else  but  the  thing.  "  Having  heard  that  evidence,  and  having  been 
"  taught  by  the  cases  that  it  is  a  question  of  fact,  and  that  I  cannot  make 
"  it  mean  more  than  it  really  means  of  itself,  namely,  the  metal,"  then  he  says, 
"  unless  it  is  shown  to  me,  and  proved  to  my  satisfaction  that  it  has  obtained  a  30 
"  larger  and  another  meaning,  being  told  that  that  is  the  question,  I  come  to 
"  the  conclusion  that  in  this  case  the  evidence  of  fact  before  me  fails  to  prove 
"  that  this  word  '  Magnolia,*  as  used  by  the  Defendants,  means  anything 
"  more  than  the  metal,  and  it  fails  to  prove  that  anywhere  by  anybody  it 
"  would  be  taken  to  mean  *  Magnolia '  made  by  the  Plaintiffs."  There  is  the  35 
whole  case. 

Therefore,  if  that  be  the  case,  it  is  within  the  doctrines  of  all  the  cases  which 
have  been  studied  by  Mr.  Justice  COLLINS.    He  was  the  Judge  of  the  facts,  and 
that  evidence,  so  given,  justified  him  in  saying,  not  what  it  did  mean,  but  in 
saying  what  it  did  not  mean.    That  is  the  point  of  it  all.     He  says,  "  I  fail  to  40 
"  see  that  it  was  proved  to  my  satisfactioa-  that  this  word  '  Magnolia '  meant, 
"  and  would  be  taken  to  mean,  *  Magnolia '  made  by  the  Plaintiffs.    Therefore, 
"  it  did  not  mean  that  to  anybody,  or  anywhere  ;  and,  if  so,  it  only  meant  what  it 
"  says  it  is — that  is,  that  it  is  the  name  of  this  metal ;  and,  under  those  circum- 
"  stances,  I  cannot  grant  an  absolute  injunction,  as  it  is  called,  that  they  shall  45 
"  not  use  the  name  at  all ;  but  I  will,  as  acquiesced  in  by  Mr.  Bigham^  say  that, 
"  when  they  do  use  the  word  *  Magnolia,'  they  must  add  something  else  to  show 
"that  the  'Magnolia'  which  they  are  selling  is  not  the  *  Magnolia '  manu- 
"  factured  by  the  Plaintiffs,  and  that  it  is  a  *  Magnolia '   manufactured  by 
"  the  Defendants  themselves,  and  that  they  have  so  far  a  right  to  make  and  a  50 
"  right  to  sell  it  by  that  name." 

It  seems  to  me  that,  in  accordance  with  the  doctrine  of  all  the  cases,  the 
judgment  of  the  learned  Judge  was  right,  and  that  the  injunction  which  he 
has  granted  is  ample,  and  that  this  appeal  wholly  and  entirely  fails. 

As  to  the  damages,  I  ought  to  say  something  about  them.    The  question  of  55 
damages  must  have  depended  upon  the  evidence  before  the  learned  Judge.    It 
is  not  pretended  that  they  are  ascertained  damages.    They  must  be  damages  at 
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large.  He  had  to  consider  the  points  which  were  put  to  him,  and  it  was  urged 
upon  him  that,  if  the  Defendants  had  not  done  what  they  did,  the  people  whom 
they  cheated — if  they  did  cheat  anybody — would  have  come  to  the  Plaintiffs  ; 
but  there  is  not  any  evidence  to  show  that  they  would.  There  is  not  any 
5  evidence  to  show  what  the  circumstances  of  those  contracts  so  made  were,  and, 
therefore,  I  am  of  opinion  that  the  judgment  was  perfectly  right,  and  cannot 
be  disturbed. 

Lopes,  L.J, — ^The  Plaintiffs  in  this  case  have  obtained  an  injunction,  which, 
in  my  judgment,  is  quite  as  large  as  they  are  entitled  to.    They  have  obtained 

10  an  injunction  restraining  the  Defendants  from  casting,  packing,  describing, 
advertising,  offering  for  sale,  selling,  or  dealing  with  any  anti-friction  metal 
made  up  in  such  a  way  as  not  to  be  readily  and  clearly  distinguishable  from 
the  "  Magnolia  Metal "  manufactured  by  the  Plaintiffs.  To  my  mind,  that  is 
the  very  largest  injunction  to  which  they  can  possibly  be  entitled.    The  whole 

15  of  this  case  hangs  on  one  very  small  matter,  and  that  is, — What  is  the  meaning 
of  the  word  "Magnolia"?  What  the  Plaintiffs  say  is,  that  the  injunction, 
large  as  it  is,  which  has  been  granted,  is  not  sufficiently  large,  because  it  does 
not  prevent  the  use  of  the  word  *'  Magnolia  "  at  all.  The  Plaintiff's  say  the 
injunction  ought  to  go  the  length  of  saying,  "You,  the  Defendants,  must  not, 

20  "  in  any  shape  or  form,  use  the  word  *  Magnolia,'  "  The  case  depends  really 
on  what  the  meaning  of  this  word  "  Magnolia  "  is.  In  order  to  succeed,  and 
entitle  the  Plaintiffs  to  obtain  the  injunction  that  they  are  seeking  to  have 
enlarged  to  the  extent  they  desire,  they  would  have  to  make  out,  to  the  satis- 
faction of    the  learned   Judge,  that  the    word  "Magnolia"  indicated  goods 

25  manufactured  by  the  Plaintiffs.  Now,  the  learned  Judge,  who  has  had  the 
evidence  before  him,  has  come  to  the  conclusion  that  the  word  "Magnolia  "  has 
no  such  meaning — that  it  does  not  indicate  goods  manufactured  by  the  Plaintiffs, 
but  that  it  indicates  a  particular  kind  of  metal,  and  nothing  more.  If  that 
finding  is  right,  that  disposes  of  the  case ;  because  this  case  is  then  brought 

30  within  the  two  authorities  which  have  been  cited,  namely,  the  authority  of  the 
"  Linoleum  "  case,  which  is  reported  in  7  Law  Reports  Chancery  Division,  and 
the  "  Valvoline  "  case,  which  is  reported  in  the  26th  Chancery  Division.  It  is 
clearly  brought  within  the  authority  of  those  two  cases.  Mr.  Walton  has 
struggled  hard,  but  he  has  been  unable  to  displace  the  finding  of  the  learned 

35  Judge.  Of  course,  if  he  could  have  displaced  that  finding,  and  he  had  satisfied 
ns  that  that  finding  was  wrong — if  he  could  have  satisfied  us  that  the  word 
"  Magnolia,"  properly  construed,  did  mean  the  metal  manufactured  by  the 
Plaintiffs,  he  would  be  entitled  to  succeed ;  but  he  has  not  in  any  way 
succeeded  in  displacing  that   finding  of  the  learned  Judge.     Therefore,  the 

40  finding  of  the  learned  Judge  stands  ;  and  then,  as  I  have  already  said,  the  case 
comes  within  the  authority  of  the  cases  I  have  named,  and  the  appeal  must  be 
disallowed. 

The  action  has  been  dismissed  against  the  Defendant  Pounds  and,  I  think, 
properly  dismissed,  because  there  was  no  evidence  on  which  an  action  could  be 

45  maintained  against  him. 

With  regard  to  damages,  I  cannot  at  all  understand  what  evidence  there  was 
that  would  have  justified  the  Judge  in  giving  any  damages.  It  was  said  that 
there  were  53  tons  of  spurious  metal  which  were  sold  by  the  Defendants,  which, 
if  it  had  not  been  so  sold  by  the  Defendants,  would  have  been  sold  by  the 

50  Plaintiffs ;  but  there  is  no  evidence  to  show  that  the  orders  would  have  been 
given  in  respect  of  the  53  tons  to  the  Plaintiffs,  nor  is  there  any  evidence 
to  show  that  this  metal  would  have  been  ordered  at  all  if  it  had  not  been 
ordered  in  the  way  it  was  from  the  Defendants.  I  think,  therefore,  the  appeal 
on  the  question  of  damages  fails,  as  well  as  the  rest  of  the  case,  and  the  appeal 

55  ought  to  be  disallowed. 

Chitty,  L.J, — ^The  main  ground  of  complaint  on  the  part  of  the  Plaintiffs  is 
that  in  fra-ning  the  injunction  the  learned  Judge  did  not  make  the  injunction 
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Bufficiently  stringent.  He  has  restrained  the  Defendants  from  selling  anti- 
friction metal  in  such  a  way  as  not  to  be  readily  and  clearly  distinguishable 
from  the  "  Magnolia  Metal "  manufactured  by  the  Plaintiffs.  The  Plaintifffl 
contend  that  there  ought,  in  the  circumstances  of  the  case,  to  be  an  absolute 
and  unqualified  injunction  restraining  the  Defendants  from  using  the  term  5 
"  Magnolia  '*  with  or  without  any  context.  Now,  in  order  to  establish  that  point,  it 
was  necessary  to  show  that  the  term  "  Magnolia  "  had  come  in  the  market,  or  in  the 
public  mind,  generally  to  denote  that  the  goods  put  upon  the  market  under  that 
name  were  the  goods  manufactured  by  the  Plaintiffs,  or  Mr.  Miller^  who 
preceded  them.  If  the  Plaintiffs  had  succeeded  in  establishing  that  case,  then  10 
they  would  have  been  within  the  reach  of  the  decisions  in  the  House  of  Lords 
in  the  well-known  case  of  the  "  Glenfield  Starch  "  and  other  subsequent  cases, 
to  which  attention  has  been  called.  But  the  lescrned  Judge,  having  the  evidence 
before  him,  which  he  considered  very  carefully,  came  to  this  conclusion,  "  I 
"  have  come  clearly  to  the  conclusion  that  in  this  case  '  Magnolia '  means  a  15 
"  peculiar  metal,  a  peculiar  alloy,  which  was,  in  fact,  no  doubt  manufactured 
*'  by  the  Plaintiffs,  and,  for  a  considerable  time,  by  them  exclusively,"  and  then 
this  is  the  point  of  his  decision,  and  his  finding  of  fact,  "  bat  it  does  not  mean, 
"  and  it  does  not  carry  with  it,  the  representation  that  it  is  the  make  of  a 
**  particular  manufacturer."  20 

Now,  there  is  no  question  of  law  about  the  case  at  all — it  is  entirely  one  of 
fact,  and  it  appears  to  me,  without  going  through  the  evidence,  which  would  be 
quite  unnecessary  at  this  time,  the  learned  Judge  was  amply  justified  in  coming 
to  that  conclusion,  and  that,  consequently,  he  was  right  in  granting  the  injunc- 
tion, on  the  submission  of  Mr.  Bigham  at  the  Bar,  in  the  limited  form  in  which  23 
it  appears  upon  his  order.  The  form  in  which  it  appears  is  to  put  the 
Defendants  upon  terms  of  not  merely  clearly  distinguishing^— a  term  first 
introduced  by  Lord  Cranworthy  and  approved  by  the  House  of  Lords  in  the 
"Stone  Ales"  case— but  I  see  he  has  added  the  word  "readily" — "not  to  be 
"  readily  and  clearly  distinguished."  I  think  no  fault  can  be  found  with  the  30 
injunction. 

Then,  in  regard  to  Mr.  Pound's  liability,  which  was  scarcely  pressed  upon  us, 
I  think  he  was  quite  right  in  dismissing  Mr.  Pound  from  the  action,  and,  of 
course,  dismissing  him  with  his  costs,  as  he  did.  Mr.  Pound  himself  had  done 
nothing,  but  it  was  his  partners.  The  learned  Judge,  again  dealing  with  the  35 
matter,  held  that  the  acts  that  the  partners  had  done  were  not  within  the  scope 
of  the  partnership,  and  on  that  ground  he  absolved  Mr.  Pound  entirely,  and  no 
injunction,  of  course,  as  I  think  was  admitted  by  Mr.  Lawson  Walton  in  his 
argument,  could  have  been  granted  against  Mr.  Pound,  for  he  has  neither  done 
the  thing,  nor  did  he  threaten  to  do  the  thing  that  is  complained  of.  40 

Then,  as  to  damages,  I  think  I  need  add  nothing  more  to  what  has  already 
been  said. 

Eldridge, — Your    Lordships    dismiss    the    appeal   with    costs    against  all 
Respondents. 

Chitty,  L./.— Yes.  45 
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In  the  Court  op  Appeal. 

Before  Lords  Justices  Lindley,  Smith,  and  Rigby. 

March  19th  and  20th,  and  April  8th,  1897. 

Badischb  Anilin  and  Soda  Fabrik  v.  Johnson  and  Co. 

5      Patent. — Action  for  infringement, — One  Defendant  domiciled  abroad. — In^ 
fringing  goods  sent  by  post  to  England, — Alleged  agent-^Post  Office. — Orant  of  ' 
injunction  by  Court  of  first  instance, — Decision  reversed. 

This  was  an  action  for  infringement  of  a  patent  for  a  dye  against  A., 
damiciled  in  Basle^  ivho  manufactured    the  goods  there,  and  J5.,  living  in 

10  England.  It  apjjeared  that  B.  tvrote  to  A,,  ordering  5  Lb.  of  the  dye  to  be  sent  to 
hint  by  jjost.  A.  wrote  back,  enclosing  an  invoice,  and  on  the  same  day  sent  tJie 
dye  to  N,j  a  forwarding  agent  at  Basle,  with  a  paper  describing  tJie  goods,  and 
having  on  it,  ^^  Free  delivered,  Basle,  at  the  disposal  of  B.,for  conveyance  by 
^^posL^^    N.  sent  on,  the  goods  by  post,  and  the  post  delivered  them  to  B.  in  London, 

15  who  paid  a  total  sum  to  llie  j)ost  (which  included  carriage  and  a  charge  by  N. 
for  commission),  Tlie  post  repaia  this  to  N,  N,  also  wrote  to  B,  saying  that  he 
had  sent  t/ie  goods  ^^  by  post,  via  Ostend,  delivery  at  your  house,'*  and  that  his 
charge  was  the  total  sum,  carriage  from  Basle  to  London.  B,,  after  2^utting  in 
his  Defence,  undertook  not  to  infringe  further,  and  to  pay  damages.   A.  entered 

20  an  appearance  without  protest,  and  jmt  in  a  Defence,  stating  that  he  was 
domiciled  in  Switzerland,  and  that  he  was  not  subject  to  the  jurisdiction  of  the 
Courts  afid  denying  that  he  had  infringed  within  the  jurisdiction.    A.  admitted 
that  tlie  goods  were  sent  by  post  to  Lmidon,  and  were  infringetnents.    It  was^ 
contended  for  A.  at  the  trial,  that  if  A.  had  sent  direct  to  B.  in  London  by  post, 

25  he  would  not  have  infringed ;  that  he,  in  fact,  delivered  the  goods  to  N.  in  Basle, 
who  became  B.^s  agent,  and  that  the  property  in  the  goods  passed,  under  the  Sale 
of  Goods  Act,  1893,  to  B,  directly  the  goods  were  put  in  tlie  post,  and  that  A.  had 
committed  no  infringement  within  tlie  jurisdiction,  and  was  not  under  Vie 
juiHsdiction  of  the  Court.    Held,  that  the  Defendants  B.  and  A.  were  jointly 

30  guilty  in  committing  an  act  of  infringement  in  this  country,  and  that  the  Court 
could  restrain  any  persons  from  dealing  with  goods  in  this  country  in  defiance 
of  the  patent  laws,  and  an  injmiction  was  granted. 
.     The  Defendant  A.  appealed. 

Held,  by  LiNDLBY,  L.J.,  and  Smith,  L.J.,  that  A.  had  done  nothing  which 

35  amounted  to  making,  using,  exercising,  or  vending  the  Plaintiffs'"  invention 
within  tJie  jurisdiction ;  that  the  jfost  was  B.^s  agetit ;  and  tliat  A  's  aiding  arid 
abetting  importation  into  England  did  not  make  him  amenable  to  the  jurisdic- 
tion rwr  an  infringer ;  Nobers  ExploBives  Company  v.  Jones,  Scott,  and  Co., 
L.R.  17  Ch.D.  721,  8  App.  C.  1,  followed;   Coombe's  case,  1  Lea^^h,  Criminal 

40  Cases,  888,  distinguished. 

RiGBY,  L.J.,  differed,  and  approved  the  decision  of  North,  J.,  holding  that  a 
person  sending  by  post  an  infringing  article  to  England  was  himself  a  principal 
infringer,  following  Coombe's  case. 

2  K 
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On  the  19th  of  August  1885,  a  patent  (No.  9858  of  1885)  was  granted  to 
/.  H,  Johnson^  of  Lincoln's  Inn  Fields,  for  *'  Improvements  in  the  manufacture 
"  of  yellow  and  orange  colouring-matters,  suitable  for  dyeing  and  printing, 
"  from  dioxytartaric  (carboxytartronic)  acid,"  being  a  communication  from 
The  Badische  Anilin  and  Soda  Fabrik.  The  patent  was  subsequently  assigned  6 
to  The  Badische  Anilin  and  Soda  Fabrik,  a  Company  incorporated  according 
to  the  law  of  the  Grand  Duchy  of  Baden,  and  remained  vested  in  them.  On 
the  14th  of  November  1895,  The  Badische  Anilin  and  Soda  Fabrik  commenced 
this  action  against  H,  Johnson  and  (7o.,  carrying  on  business  in  the  City  of  London 
as  drysalters,  and  The  Basle  Chemical  Works  Bindschedler,  chemical  manufac-  10 
turers,  carrying  on  business  in  Basle,  Switzerland,  claiming  an  injunction 
restraining  the  Defendants  from  importing  into  England,  and  from  manufac- 
turing, selling,  supplying,  and  using  in  England,  dyes  manufactured  according 
to  or  in  manner  described  in  the  Plaintiffs'  Specification,  or  according  to  or  in 
any  manner  only  colourably  differing  from  the  same,  and  generally  from  15 
infringing  the  rights  of  the  Plaintiffs  in  respect  of  the  Plaintiffs'  patent,  and 
other  usual  relief.  The  writ  was  served  on  the  Defendants  H,  Johnson  and  (7o., 
but  was  marked  "  Not  for  service  out  of  the  jurisdiction  without  order."  The 
Plaintiffs  applied  for  leave  to  issue  a  concurrent  writ,  and  to  serve  notice 
thereof  out  of  the  jurisdiction  on  the  foreign  Defendants,  but  Norths  J.,  refused  20 
leave  in  chambers,  and  gave  his  certificate  that  he  did  not  require  the  case  to  be 
further  argued. 

The  Plaintiffs  appealed,  and  on  the  4th  day  of  December  1895,  the  Court  of 
Appeal  made  an  order  that  the  Plaintiffs  be  at  liberty  to  issue  a  concurrent 
writ,  and  to  serve  notice  thereof,  together  with  a  copy  of  the  order,  on  the  25 
Defendants  The  Basle  Chemical  Works  Bindschedler^  at  Basle  or  elsewhere  in 
the  Confederacy  of  Switzerland.* 

On  the  18th  of  December  1895,  an  appearance  was  entered  for  Robert 
Bindschedler,  sued  and  trading  as  The  Basle  Chemical  Works  Bindschedler. 
He  required  a  Statement  of  Claim  to  be  delivered.  30 

By  their  Statement  of  Claim,  delivered  on  the  6th  of  January  1896,  the 
Plaintiffs  claimed  (1)  an  injunction  to  restrain  the  Defendants  from  importing 
or  bringing  into  England,  and  from  manufacturing,  selling,  or  making  any 
profitable  use  in  England,  or  permitting  the  importation  into,  or  the  manufacture, 
sale,  or  profitable  use  in  England  of  any  dyes  or  colouring-matters  being  the  35 
same  as  the  "Fast  Yellow  T"  sold  to  Lincoln  Bursty  as  mentioned  in  the 
Particulars  of  Breaches  delivered  herewith,  or  any  dyes  or  colouring-matters 
made  according  to  the  said  invention  or  any  part  thereof,  or  by  any  process 
being  a  colourable  imitation  of  the  said  invention  or  any  part  thereof,  and  from 
in  any  manner  infringing  the  rights  and  privileges  granted  by  the  said  patent.  40 
(2)  Damages  or,  at  the  option  of  the  Plaintiffs,  an  account  of  all  dye  being  the 
same  as  the  "Fast  Yellow  T  "  sold  to  the  said  L,  Hurst,  or  otherwise  made 
according  to  the  said  invention  or  any  part  thereof,  or  by  any  process  being  a 
colourable  imitation  of  the  said  invention  or  any  part  thereof,  which  have  been 
imported  into  or  manufactured  or  sold  or  used  in  England  by  or  by  the  order  45 
of  the  Defendants  or  either  of  them,  and  of  all  gains  and  profits  made  by  the 
Defendants  or  either  of  them  by  reason  of  such  wrongful  acts  as  aforesaid, 
and  payment  to  the  Plaintiffs  of  the  amount  of  such  gains  and  profits. 
(*5)  Delivery  up,  and  costs. 

The  Particulars  of  Breaches  were  as  follows  : — The  Defendants  had  infringed  50 
the  patent  by  importing  into  England,  for  their  own  profit,  dyes  or  colouring- 
matters  made  according  to  the  invention  described  in  the  Specification  and 
claimed  in  the  first,  second,  and  third  claiming  clauses  thereof.  The  Defendants 
H.  Johnson  and  Co,  had  infringed  the  patent  by  selling,  for  their  own  profit, 
dyes    or  colouring-matters  made  according  to    the  invention  described  and  55 

*  See  Report,  18%,  1  OK,  p.  25. 
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claimed  as  aforesaid.  The  Plaintiffs  complained  of  the  importation  into 
England  by  or  on  behalf  of  the  Defendants,  and  also  of  the  sale  by  or  on 
behalf  of  the  Defendants  H.  Johnson-  and  Co.  to  one  Lincoln  Hurst,  on  the 
5th  of  October  1895,  of  4  lb.  of  a  dye  known  as  "  Fast  Yellow  T,"  which  dye 

5  was  supplied  by  the  Defendants  2%tf  Basle  Chemical  Works  Bindschedler  to 
the  Defendants  H.  Johnsofi  and  Co. 

The  Defendants  2%tf  Ba^le  Chemical  WorkSj  by  their  Defence,  delivered  on 
the  19th  of  February  1896,  said  (1)  that  they  were  Swiss  subjects  domiciled 
in  Switzerland,  and  resided  and  carried  on  business  at  Basle.    They  had  no 

10  place  of  business  or  residence  in  England,  and  did  not  carry  on  business  in 
England.  (2)  They  denied  that  they  were  in  any  manner  subject  to  the 
jurisdiction  of  this  Court.  Without  prejudice  to  the  above  plea  to  the  juris- 
diction, the  Defendants  further  said  that  (3)  they  denied  that  they  had  ever 
made,  used,  exercised,  practised,  or  vended  the  alleged  invention  within  the 

15  United  Kingdom  of  Great  Britain  and  Ireland  and  the  Isle  of  Man,  or  had 
ever  imported  or  brought  into  England  any  dyes  or  colouring-matters  manu- 
factured in  accordance  with  the  alleged  invention,  or  that  they  had  ever  in 
any  manner  infringed  the  Plaintiffo*  rights  under  the  said  patent. 
The  Defendants  H.  Johnson  and  Co.j  after  putting  in  a  Defence  (see  ante 

20  p.  213),  submitted  to  an  injunction. 

On  the  25th  of  April  1896,  the  Defendants  Tlie  Basle  Chemical  Works 
Bindschedler  stated  that  they  did  not,  by  the  third  paragraph  of  their  Defence, 
intend  to  plead  that  the  dye  or  colouring-matter  "  Fast  Yellow  T,"  mentioned 
in  the  pleadings,  was  not  manufactured   in  accordance  with  the  Plaintiffs^ 

25  invention. 

On  the  10th  of  May,  the  Plaintiffs  delivered  their  Reply,  by  which  they 
joined  issue,  and  further  said  that  the  Defendants  The  Basle  Chemical  Works 
Bindschedler  had  never  objected  to  the  service  on  them  of  the  writ,  or  applied 
to  discharge  such  service,  or  to  discharge  the  order  of  the  Court  of  Appeal,  and 

30  they  had  appeared  to  the  writ  unconditionally  and  without  any  protest,  and 
they  had  submitted  themselves  and  could  not  then  deny  that  they  were  subject 
to  the  jurisdiction  of  the  Court. 

On  the  1st  of  July  1896,  the  Defendants  The  Basle  Chemical  Works 
Bindschedler  J  for  the  purposes  of  the  action,  admitted  the  following  facts  : — 

35  (I)  That  in  due  course  of  post,  after  the  7th  of  June  1895,  these  Defendants 
received  at  Basle  from  the  Defendants  H.  Johnson  and  Co.  a  post-card 
dated  the  7th  of  June.  (2)  That  on  the  11th  of  June  1895,  these  Defendants 
supplied  to  the  Defendants  H.  Johnson  and  Co.  the  5  lb.  of  dye  men- 
tioned in  the  said  post-card,  by  delivering  the  same  at  Basle  to  Niehergall 

40  and  Goth^  as  agents  of  Johnson  and  Co.    (3)  That  on  the  11th  of  June  1895, 
these  Defendants  sent  to  Johnson  and  Co.  a  letter  containing  an  invoice. 
(4)  That  Johnson  and  Co.  subsequently  paid  to  these  Defendants  the  sum  of 
[  16s.  6d.  mentioned  in  the  said  invoice. 

An  order  was  made  on  the  27th  of  July  1895,  on  the  application  of  the 

45  Defendants,  for  the  examination  of  the  Defendants*  witnesses  at  Basle.    This 

evidence  was  taken  on  the  14th  of  August  1896 ;  the  material  part  of  such 

evidence  and  of  the  documents  therein  referred  to,  which  are  taken  from  the 

judgment  of  North,  .7.,  are  as  follows  : — 

On  the  7th  of  June  1895,  the  firm  of  Johnson  and  Co.  sent  a  post-card  to 

50  the  Defendant  Company  in  the  following  terms  : — "  Please  send  us  *  by  poste  * 
"  immediately  5  lb.  '  Yellow  T  *  for  wool  109. — Yours  truly, -ff.  Johnson  and  Co. 
"  What  is  now  the  lowest  price  for  casks  of  this  colour  ?  "  That  post-card 
was  received  by  the  Defendant  Company,  and  on  the  11th  of  June  they  wrote 
to  Johnson  and  Co. : — "  Messrs.  Henry  Johnson  and  Co.,  16,  Laurence  Pountney 

55  "  Lane,  London,  E.C.  Dear  Sirs, — In  reply  to  your  post-card  of  7th  inst.,  we 
"  are  sending  you  enclosed  invoice  for  the  51b.  '  Yellow '  for  wool  you  ordered, 
**  asking  you  kindly  to  credit  us  for  the  amount  of  16a.  6d«    In  order  to  induce 
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you  to  further  orders,  we  are  willing  to  reduce  our  price  for  this  product,  in 
kegs,  usual  terms,  and  we  hope  we  shall  be  favoured  with  your  more 
important  commands. — Yours  truly,  Basle  Ghemical  TTorfc."  This  letter  was 
signed  by  R,  BindscJiedler.  The  invoice  was  sent  with  it : — "  Messrs.  Henry 
"  Johnson  and  Co.j  Laurence  Pountney  Lane,  London.    Bought  of  The  Basle  5 

'*  Ghemical  Works  Bindschedler.    Terms,  2|  per  cent,  discount  in  a  . 

"  Sent  to  Messrs.  Niehergall  and  Goth,  to  be  held  by  them  at  your  disposal, 
"  1  package  containing  5  lb.  *  Yellow  T '  for  wool  " — the  price  and  amount  were 
given—"  165.  6d." 

On  the  11th  of    June,  the  Defendant  Company  also  sent  the  goods  to  10 
Niehergall  a^nd  Ooth^  a  firm  carrying  on  business  as  forwarding  agents  at  Basle, 
accompanied  by  a  weight-note.  The  weight-note  was  as  follows  (as  translated): — 
"Weight-note  of  Hie  Basle  Ghemical  Wof*ks  Bindschedler.  We  send  you  by  our 
"  carrier  " — this  was  understood  to  mean  their  cart,  as  the  Bindschedler  works 
were  very  near  Basle — "  goods  bearing  a  certain  mark."    Then  it  described  the  15 
goods,  and  gave  the  gross  weight,  and  the  value  as  25  francs,  and  continued  : — 
"Free  delivered.  Bale,  at  the  disposal  of  Messrs.  Henry  Johnsoji  and   Go.^ 
"  16,  Laurence  Pountney  Lane,  London,  for  conveyance  by  post."   On  the  same 
day,  Niehergall  and  Ooth  sent  the  goods  by  post  to  England,  addressed  to 
H.  Johnsan   and  Go.     A  document  was  given  by  the  Postmaster  and  for-  20 
warded.     It  was  dated  the  12th  of  June.    The  object,  one  package  ;  value, 
25  francs  ;   reimbursed,  i\  f.  6l»  c. ;   addressed,  Johnson  and  Go. ;   destination, 
London  ;  freight,  2  f .  60  c. ;  and  was  signed  by  the  Postmaster.     On  the  same 
day,  the  Defendant  Company  male  an  entry  in  their  own  book,  which  described 
the  package,  and  said,  "  sent  by  post,  2  f .  60  c. "  ;    and  then,  in  another  line,  25 
commission,  care,  postage,  and  stamps,  one  franc,  which,  added  to  the  2f.  60  c, 
made  3  f.  60  c. ;  that  was  marked  down  as  to  the  debit  of  the  post.   The  charge 
was  paid  in  London  by  H.  Johnson  and  Go.y  and  was  accounted  for  by  the  post 
to  Niehergall  and  Gothy  and  the  day  on  which  they  forwarded  the  dye  to 
London,  Niehergall  and  Goth  wrote  the  following  letter  to  Johnso7i  and  Go. : —  30 
"  We  beg  to  inform  you  that  we  have  this  day  forwarded  to  your  address  the 
"  under-mentioned  goods  by  post,  via  Ostend,  delivery  at  your  house.     Oor 
"  charges  on  the  same,  amounting  to  3  f.  60  c,  carriage  from  Basle  to  London, 
"  as  per  specification,  has  been  charged  forward." 

The  depositions  of  the  witnesses  taken  at  Basle  contained  the  following,  as  35 
well  as  other  information  : — Stauffacher^  the  head  of  the  corresponding  depart* 
ment  in  Bindschedler" s  business,  deposed  as  follows : — "  He  receives  all  the 
"  correspondence,  and  attends  to  the  execution  of  orders  from  England.    He 
"  received  the  post-card,  and  he  gave  directions  for  its  being  carried  out,  and  so 
"  on.     The  words  *  au  Niehergall  und  Goth  Basel '  in  WS  3  were  put  there  40 
"  because  the  packet  was  to  go  to  them.    I  do  not  think  I  had  any  special 
"  instructions  from  anyone  at  the  works  to  send  the  packet  to  Niehergall  and 
"  Goth.    If  an  order  comes  to  the  works  from  England  for  goods  covered  by  an 
"  English  patent,  the  practice  is  to  forward  the  goods  to  a  forwarding  agent  on 
"  the  Continent,  not  in  England.    That  is  a  standing  order  in  the  works,  and  it  45 
"  is  not  necessary  to  give  special  instructions.    In  such  a  case  Bifidschedler 
"  never  pays  the  forwarding  charges  to  England.    .    .    .    As  far  as  I  know,  no 
"  further  instructions  were  sent  to  Niehergall  a^id  Goth  with  reppect  to  the 
"  packet,  except  TD  1  (that  is  the  weight-note).    .    .    .    Besides  the  documents 
"  above  mentioned,  neither  I  nor  anyone  at  the  works  had  any  communication  50 
"  with  Niehergall  and  Goth  with  respect  to  the  packet."    In  cross-examination, 
he  said,  "  In  answer  to  WS  1 " — ^that  is  the  letter  giving  the  order — "  I  did  not 
"  send  the  packet  by  post,  because  I  knew  I  was  not  allowed  to.    As  far  as  I 
"  know,  nobody  told  me  on  this  particular  occasion.    My  reason  for  not  sending 
"  it  by  post  was  because  it  came  under  an  English  patent.    I  did  not  want  to  55 
"  send  it  through  the  carriers,  I  only  wanted  to  hand  it  to  them.    I  was  under 
"  the  impression  that  my  responsibility  ceased  with  respect  to  this  packet  when 
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"  I  handed  it  to  Niehergall  and  Qoth.  That  was  why  I  introduced  the  words 
"  'Zur  Verfugung'" — ^meaning,  at  the  disposal— "  into  TD  1.  I  generally  in- 
"  trodaced  those  words  when  we  were  selling  dyes  covered  by  an  English 
**  patent.  My  firm  has  sent  considerable  quantities  of  dyes  of  the  same 
5  "composition  as  *  Yellow  T'  by  means  of  weight-notes,  always  containing 
"  the  words  *  Zur  Verf ngung.'  A  considerable  quantity  of  such  dyes  has 
"  been  bought  by  firms  in  England.  Prior  to  this  transaction  we  have  had 
"  correspondence  with  Johnson  and  Go.^  and  I  think  it  relates  to  the  same  sort 
"  of  dye.    We  have,  on  many  occasions  prior  to  this  transaction,  sent  packets 

10  "  of  dye  similar  to  '  Yellow  T '  to  the  carriers,  with  weight-notes  in  which  the 
'*  words  *  Zur  Verf ugung '  appeared,  and  it  is  my  belief  that  the  carriers  forward 
"  the  packets  so  soon  as  they  can  to  purchasers.*'  In  his  re-examination,  he 
said,  "  On  every  occasion  on  which  Bindschedler  sold  *  Tartrazln '  or  *  Yellow  T ' 
"  to  Henry  Johnsori  and  Go.^  the  delivery  was  to  a  carrier  on  the  Continent, 

15  "  with  written  instructions  to  hold  *  at  the  disposal '  of  Henry  Johnson  and  Go.^ 

"  and  on  no  occasion  did  Bindschedler  pay  the  carriers  forwarding  charges. 

"  The  above  statements  apply  also  to  sales  to  people  in  England  other  tiban 

'*  Henry  Johnson  atid  Co:' 

Leuthardt;,  who  was  the  manager  of  the. business  which  Bindschedler  carried 

20  on,  deposed,  as  follows : — ^'  I  gave  no  instructions  as  to  the  entry  WS  3,  nor  as 
"  to  the  words  *  au  Niebergall  und  Goth  Basel '  in  WS  3.  There  is  a  custom 
"  of  the  business  " — *>.,  the  Bindschedler  business — "  to  account  for  the  intro- 
"  duction  of  those  words.  The  custom  is  that  all  goods  which  are  sold  to  English 
"  customers,  and  which  fall  under  an  English  patent,  must  be  delivered  to  a 

25  "  forwarding  agent  on  the  Continent.  The  custom  is  for  the  man  who  receives 
"  the  goods  to  pay  the  forwarding  charges.  That  is  an  invariable  custom.  I 
"  have  never  known  of  Bindschedler^  since  he  commenced  business,  paying  the 
"  forwarding  charges  to  England  of  articles  covered  by  an  English  patent.  .  . 
"...    In  this  particular  case  neither  Bindschedler  nor  the  works  paid  any  part 

30  "  of  the  forwarding  charges  to  England,  nor  has  he  or  the  works  reimbursed 
"  Johnson  and  Go.  any  part  of  those  f  orwwrding  charges.  The  transaction  was 
"  carried  out  in  the  ordinary  way."  At  the  banning  of  his  re-examination, 
he  added,  ^*' Bindschedler  employs  a  person  at  the  works  to  find  out  which 
"  of  his  products  are  protected  by  English  Letters  Patent.    If  a  product  is 

35  "  protected  by  an  English  patent  belonging  to  a  person  other  than  Bindschedler^ 
"  we  do  not  deliver  in  England."  In  his  cross-examination,  he  deposed,  "  I 
"saw  that  this  particular  dye  came. within  an  English  patent"  (the  patent 
being  produced  to  him).  "If  it  had  not  been  for  the  existence  of  that 
'"  Specification,  we  should  have  sent  the  packet  by  post  direct  to  Johnson  and 

40  "  Go.  We  did  not  send  it  by  post  because  it  was  not  our  business  to  deliver. 
"  There  is  no  difficulty,  I  suppose,  in  sending  5  lb.  by  post.  The  translation  of  the 
"  words  *  Zum  versandt  per  post'  on  TDl  is  *  for  conveyance  by  post*  Those 
"  words,  would  mean  that  the  goods  were  packed  to  be  able  to  be  conveyed  by 
"  post,  and,  further,  that  if  despatched  at  all,  they  were  to  be  sent  by  post  and 

45  "  not  by  any  private  carrier,  or  along  with  any  other  goods  by  ordinary  freight 

"  train.    I  would  expect  that  if  sent  by  Niebergall  and  Oothy  after  having 

"  received  instructions  from  Johnson  and  Co.,  they  would  send  it  by  post  and 

"  not  by  ordinary  freight  train." 

Theodor  Deprey^who  was  the  chief  manager  of  Niebergall  and  Ghth^deposei : — 

5U  "  The  words  ^  charged  forward '  in  TD  5  mean  that  the  sum  is  to  be  collected 
"  from  the  consignee,  and,  when  collected,  reimbursed  by  the  Post  Office  to 
"  Niebergall  and  Qoth:^  In  his  cross-examination,  he  said,  "  I  understood  from 
"  the  words  *Zur  Verfagung*  in  TD  1  that  we  were  to  act  according  to  the 
"  instructions  of  Johnson  and  Go.    Directly  we  received  the  packet  it  was  sent 

55  "  off  to  Johnson  and  Go.  That  was  in  accordance  with  the  instructions  con- 
-^  tained  in  TD  1»  Niebergall  and  Qoth  do  not  correspond  with  Johnson  and 
^^  Go.    As  far  as  I  remember,  TD  5 " — tiiat  is  the  post-card — ^"  is  the  only 
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**  correBpondence  we  ever  had  with  Johnson  and  Go,  We  have  not  received  any 
"  complaint  from  Johnson  and  Go.  in  respect  of  this  transaction.  Niehergall 
••  and  Ooth  did  not  receive  any  instructions  from  Johnson  and  Go,  as  to  the 
"  forwarding  of  this  packet.  TD  1  is  a  usual  form  of  instructions  to  send 
**  packages  abroad."  5 

The  action  came  on  for  trial  before  Norths  J.,  on  the  26th  and  27th  of 
January  1897,  and,  by  his  judgment,  given  on  the  12th  of  February,  the  learned 
Judge  held  that  the  Defendants  H.  Johnson  and  Go,  and  The  Basle  Chemical 
Works  Bhidschedler  were  jointly  guilty  in  committing  an  act  of  infringement 
within  the  jurisdiction,  and  that  the  Court  could  restrain  any  persons  from  10 
dealing  in  this  country  in  defiance  of  the  patent  laws,  and  an  injunction  was 
granted.* 

The  Defendant  Bindschedler  appealed.     Moulton,  Q.C.,  H.  W,  Lawson,  and 
J.  G.  Graham  (instructed  by  J.  H,  and  J.  Y.  Johnson)  appeared  for  the 
Respondents ;  Bigham,  Q.C.,  and   Upjohn  (instructed  by  Ward,  Perks,  and  15 
McKay)  appeared  for  the  Appellants. 

Upjohn,  for  the  Defendant  Company,  the  Appellants. — ^The  decision  of 
North,  J.,  is  wrong.  The  Defendant  Bhidschedler  (he  is  the  Company)  has  no 
business  or  agent  in  England,  and  the  evidence  is  that  he  is  careful  not  to  sell 
in  England.  The  question  is, — Can  a  foreigner,  who  eells  and  delivers  abroad  20 
an  adncdtted  infringement,  be  prevented  by  injunction?  North,  J.,  treated 
the  case  as  if  the  Defendant  had  delivered  in  England,  and  also  held  that  he 
had  aided  and  abetted  infringement.  On  the  facts,  it  is  contended  that  the 
Defendant  did  not  deliver  in  England  ;  the  facts  are  given  in  the  depositions. 
North,  J.,  found  that  there  was  a  wrongful  combination,  but  that  finding  is  25 
disputed.  The  Defendant  Bindschedler  carries  on  his  business  in  Switzerland, 
and  the  other  Defendants,  who  have  a  business  in  England,  and  were  the 
.purchasers,  have  submitted  to  pay  damages.  The  Defendant  Bindschedler 
admits  that  the  "  Yellow  T "  for  wool  is  an  infringement.  [Counsel .  th,en 
described  the  events.]  The  carriers,  Niehergall  and  Ooth,  sent  the  parcel  on  by  30 
post  without  waiting  for  orders  ;  but  I  contend  that  if  the  Defendant  had 
delivered  himself  to  the  post,  the  result  would  be  just  the  same.  H,  Johnson 
and  Go.  paid  the  charges  of  Niehergall  and  Goth.  [Lindlby,  L.J.— The  facts 
seem  plain — ^the  Defendant  sent  it  by  post.]  It  must  be  considered  where  the 
contract  was  made;  the  Defendant  never  operated  on  these  goods  beyond  35 
Switzerland.  [RiGBY,  L^T. — Anybody  who  sent  infringing  goods  to  England 
would  be  an  infringer.]  A  person  who  sends  to  his  own  agent  in  England 
might  be  an  infringer.  The  Defendant  only  offered  to  deliver  in  Basle.  He  paid 
nothing  for  the  carriage  to  England  ;  he  took  every  step  to  avoid  a  breach  of 
.the  English  law.  The  question  is,— Was  not  the  Post  Office  the  agent  oi  Johnson  40 
and  Go.  to  receive  the  goods  in  Basle  ?  There  is  no  passive  use  here,  as  in 
Neilson  v.  Belts,  L.R.  5  H.L,  1.  The  mere  carriage  of  the  article  is  no  infringe- 
ment ;  NoheVs  Explosives  Gompany  v.  Jones,  Scott,  and  Go,,  L.R.  17  Ch.D.  721, 
8  App.  0. 1 ;  and  the  Postmaster  would  not  be  liable.  The  sale  of  the  goods  was 
completed  in  Basle,  and,  if  they  had  been  lost  on  the  way,  it  is  clear  that  45 
Johnson  and  Go.  would  have  been  the  sufferers,  as  they  ordered  the  goods  to  be 
sent  by  post,  and  paid  the  carriage  and  the  commission  of  Niehergall  and  Ooth. 
The  latter's  practice  was  to  send  off  the  goods,  without  waiting  for  instructions 
from  the  consignee  ;  other  agents  act  differently.  The  Defendant's  case  is  that 
there  was  delivery  at  Basle.  If  the  Plaintiffs  cannot  make  out  that  the  50 
Defendant  did  something  within  the  jurisdiction,  they  are  out  of  Court. 
North,  J.,  assumes  that  the  Defendant  sent  the  goods  to  London,  and  delivered 
them  in  London ;  I  contend  that  is  not  according  to  the  facts.  The  order 
made  by  North,  J.,  implies  that  the  Defendant  had  imported  the  goods 
into   England.    [LiNDLBY,  L.J.— Or  aiding   and  abetting  the  use   of  the  55 

*  See  Report,  ante  p.  211. 
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goods  in  England.]  That  does  not  constitute  infringement ;  NoheVs  case 
Xsupra),  The  operative  words  in  the  Letters  Patent  are  "to  make,  use, 
"exercise,  and  vend."  And  the  injunction  conforms  tp  the  Patents,  &c. 
Act,  1883,  which  is  only  addressed  to  people  in  England.  I  do  not 
5  say  that  the  Defendant  would  not  have  infringed  if  he  had  hrought  the  article 
in  his  pocket  to  London,  but  I  contend  that  the  parcel  was  put  into  the 
possession  of  Johtua/n  and  CoJ^s  forwarding  agent,  and  that  the  Defendant  had 
no  control  or  dominion  over  it.  In  NoheVs  case  {supra),  JameSj  L.J.,  considers 
the  question  of  aiding  and  abetting,  p.  743,  and  decides  that  that  is  not  an 

10  infringement.  In  Nobel's  case,  L.R.  8  App.  C.  1,  the  decision  was  that  the 
Respondents,  being  only  Custom  House  agents  for  the  importers,  and  not 
themselves  the  importers,  and  having  neither  possession  nor  control  over  the 
goods,  their  acts  did  not  amount  to  an  exercise  or  use  of  the  patent,  and  that 
no  action  could  be  maintained  against  them  for  infringement  of  the  patent. 

15  The  Defendants  in  that  case  did  not  make,  use,  exercise,  or  vend  the  goods  in 
England,  though  they  may  have  been  contributing  some  assistance  to  a  person 
who  might  infringe ;  pp.  9  and  12,  per  Lord  Blackburn.  They  applied  for  the  keys 
to  unlock  two  doors  which  prevented  the  goods  being  landed  from  the  ship  in 
the  Thames  to  the  shore.     Lord  Watson  says,  "  They  were  never  in  possession 

20  "  of  the  goods,  or  had  any  control  of  them."  That  is  true  in  this  case,  and  that 
decision  covers  aiding  and  abetting.  [RiGBY,  L.J. — This  case  is  not  one  of 
aiding  and  abetting.]  o  beVs  case  shows  that  merely  doing  an  act  is  not  in 
itself  an  infringement,  if  it  does  not  involve  a  vending  or  using  of  the  invention. 
The  Defendant's  case  here  is  the  same  as  Roederer's  case  ;  Grainger  and  Son 

25  V.  W.  L.  Gough,  L.R.  1896,  App.  C.  325.  Lord  Herschell  deals  with  the  facts 
of  delivery,  pp.  332  and  334.  It  was  held,  in  that  case,  that  the  foreign 
manufacturer  did  not  exercise  a  trade  in  the  United  Kingdom,  within  the 
meaning  of  the  Income  Tax  Acts,  so  long  as  all  contracts  were  made  in  a  foreign 
country.    Lord  Davey,  at  p.  345,  says  that  all  the  sales  were  made  in  Rheims, 

30  and  none  in  this  country.  The  facts  of  that  case  were  not  so  favourable  to  the 
Defendant  as  the  facts  in  this  case  ;  there  was  in  that  case  an  agent  in  England 
soliciting  orders,  but  such  is  not  the  case  here.  If  the  delivery  to  Niebergall 
and  Goth  were  omitted,  and  the  Defendant  had  sent  direct  by  post  to  England,  it 
is  clear  that  the  Defendant's  part  in  the  bargain  was  to  deliver  the  goods  to  the 

35  Post  OfiQce  at  Basle,  and  after  that  Johnsmi  and  Co.  take  the  risk,  and  have  no 
defence  to  an  action  for  i^s.  &d.  The  Defendant  vended  the  goods  at  Basle, 
and  he  did  not  use  or  exercise  them  in  England.  The  Post  Office  knew  nothing 
of  Bindschedlerj  but  only  the  consignee,  whose  name  was  outside  ;  the  goods 
were  constructively  in  Johnsan  aiui  Go.^s  possession,  for  they  designated  the 

40  post  as  the  carrier  to  them.  The  Sale  of  Goods  Act,  1893,  Section  32,  which  is  old 
law,  carries  in  it  that  the  agent  is  to  receive,  not  to  accept.  The  post  was 
treated  as  the  carrier  in  Henthorn  v.  Fras&i\  L.R.  1892,  2  Ch.  27.  All  the  cases 
where  infringement  has  been  held  are  cases  where  the  foreigner  did 
something  in  this  country  ;  Elmslie  v.  Boursier^  L.R.  9  Eq.  217,  and  Neilson  v. 

45  Beits.  L.R.  5  H.L.  1. 

Moulton,  Q.C.,  and  Lawson^  for  the  Respondents. — This  is  not  a  case  of  contract. 
[Smith,  L.J. — ^The  manufacture  at  Basle  was  all  right  ?]  Yes.  As  soon  as  an 
English  patent  has  come  out,  it  has  become  a  regular  practice  for  foreign 
manufacturers  to  make  the  articles  under  the  patents,  and  to  send  round 

50  circulars  to  people  in  England.  It  is  quite  immaterial  in  the  case  of  infringing 
goods  sent  to  England  as  to  whom  the  property  is  vested  in,  or  if  the  sender  is 
an  agent.  A  man  may  go  and  buy  in  Basle  if  he  likes  ;  then  the  manufacturer 
would  incur  no  danger,  nor  would  he  infringe,  supposing  he  sold  them  to 
Johnson's  foreman  in  Basle,  and  then  Johnson's  foreman  put  them  in  the  post. 

55  It  is  the  sending  to  England  by  post  by  the  manufacturer  which  is  the  infringe- 
ment. It  is  not  a  case  of  contract,  but  Bindschedler  put  the  articles  in  the  post ; 
he  did  the  act  which  ended  in  their  coming  to  England,    If  Johnson  had  gone 

2  L  2 
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iDto  the  shop  and  bought  the  goods,  and  told  the  Defendant  to  send  them  to 
England,  and  he  had  done  so,  it  would  have  been  an  infringement.  If  this 
course  of  conduct  is  not  stopped,  the  protection  of  patents  is  totally  gone. 
Johnson  and  Go.^s  letter  was  please  "  send  me  by  post,"  not  "  sell "  to  me.  The 
Defendant,  then,  did  send  them  to  England,  and  that  is  a  breach  of  the  b 
Plaintiffs'  monopoly.  The  sale  would  not  have  been  effected  unless  the 
Defendant  had  not  been  the  instrument  to  send  them  into  this  country.  The 
goods  are  carried  to  the  dyeworks,  the  place  where  they  are  wanted,  and 
Bindschedler  effected  that  and  sent  them  there  ;  if  a  person  puts  the  goods  into 
a  place  where  they  are  an  infringement,  he  infringes.  The  Defendant  has  10 
admitted  the  jurisdiction.  The  injunction  granted  to  the  Plaintiffs  is  to 
prevent  the  Defendant  sending  the  goods  to  England  ;  he  infringed  by  sending 
them  here  ;  the  goods  came  here  by  his  act.  I  do  not  care  about  his  selling  in 
Basle,  or  rely  upon  aiding  and  abetting,  I  rely  on  the  sending.  This  is  not  an 
attempt  to  affect  the  freedom  of  foreign  countries,  but  if  I  can  get  an  15 
injunction  against  this,  trade  is  now  so  large  with  England  that  a  Swiss  or 
German  merchant  cannot  afford  to  be  an  outlaw.  The  Plaintiffs  have  a  right 
to  damages,  as  Bindschedler  has  sold  much  of  this  dye,  and  with  an  injunction 
he  could  be  pressed.  It  is  a  case  which  is  similar  to  throwing  an  article  over  a 
land  frontier.  Bindschedler  does  an  act  which  ends  in  the  article  being  brought  20 
to  this  country  and  used  by  sending  it  across  this  country  te  Johnson^  and  this 
act  does  harm  to  the  Plaintiffs.  In  Regina  v.  GoombeSj  where  a  loaded  musket 
was  fired  from  the  land  at  a  distance  of  one  hundred  yards  from  the  sea,  and  a 
man  was  of  malice  aforethought  killed  in  a  boat  one  hundred  yards  from  the 
shore,  it  was  held  that  the  offender  was  rightly  tried  by  the  Admiralty  Court,  25 
because  the  offence  was  committed  where  the  death  happened.  In  this  case 
Bindschedler  sent  off  the  goods  by  the  Post  Office  and  effected  the  delivery  in 
London.  It  is  the  same  thing  as  if  he  had  put  the  goods  in  a  pneumatic  tube 
and  blown  them  to  Ix>ndon.  He  is  subject,  therefore,  te  the  jurisdiction  of  the 
place  where  delivery  was  effected.  [RiGBY,  L.J.^  referred  to  the  "  Franconia  "  30 
case,  Regina  v.  Keyny  L.R.  2  Exch.  D.  63],  Selling  the  goods  was  not  unlawful, 
but  it  was  the  act  of  sending  which  I  ask  to  be  punished.  My  doctrine  does 
not  interfere  with  honest  traders,  but  these  traders  solicit  orders  in  this 
country,  and  in  response  te  the  order  of  Johnson  and  Go.  the  goods  were 
sent.  [Upjohn. — ^The  evidence  shows  that  it  was  not  the  usual  course  of  35 
trade  for  Niebergall  and  Qoth  te  send  on  without  further  orders  from  the 
consignee.]  In  the  case  in  the  House  of  Lords,  the  Defendante  never  sent 
-goiMis,  they  only  cleared  the  goods  for  customers.  Elmslie  v.  Boursier^ 
L.R.  9  Eq.  217,  was  a  very  similar  case  to  this,  and  the  only  person  before  the 
Court  at  the  hearing  was  the  foreign  manufacturer.  In  Von  Heyden  v.  40 
Neustadtj  L.R.  14  Ch.D.  230,  it  was  held  that  where  a  patent  was  granted 
for  a  new  process  of  making  a  chemical  product,  the  importation  and  sale 
in  England  of  the  substance  made  by  the  patented  process  was  an  infringement. 
In  Wright  v.  Hitchcock^  L.R.  5  Exch.  47,  manufacturing  abroad  of  a  patented 
process  was  alluded  to.  The  Defendant  has  not  only  accepted  the  order,  but  45 
asked  for  further  orders.    It  is  an  offence  to  send  the  articles  over  here. 

Upjohn^  in  reply.— [Rigby,  L.J.,  referred  te  Regina  v.  Keyr^  2  Exch.  D.  63. 
Crime  is  a  question  of  intention,  infringement  is  not.  The  question  is, — ^Did 
the  Defendant,  physically,  by  himself  or  his  agent,  so  operate  in  England  that 
he  came  within  the  patent  ?  He  has  no  agent  in  England.  Was  the  act  he  did  50 
at  Basle,  in  Switzerland — ^was  that  a  wrongful  act  ?  The  Defendant's  agency 
ends  in  Switzerland.  In  packing  and  taking  the  goods  te  the  Post  Office,  I  say 
that  the  Defendant  was  the  agent  of  Johnson  and  Go. — he  aided  Johnson  and 
Co.  in  importing  to  England,  but  ih^  causa  causans  vr^  Johnson  and  (7o.*s  order. 
If  Bindschedler  sent  te  Johnson  and  Go.  saying,  "Will  you  buy,  I  will  sell  cheap,*'  55 
then  the  matter  would  be  Bindschedler* s  tUl  Johnson  and  Go.  said  he  would 
buy,  and  then  the  further  acts  would  be  Johnson  and  Co.^s ;  NoheVs  osm^ 
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L.R.  8  App.  C.  1 ;  Neilson  v.  Betts^  Ti.R.  5  H.L.  1.  Bindschedler's  act  ends  when 
the  post  begins,  and  the  sending  to  England  is  not  Bindschedler^a  act  physically. 
The  contract  between  Johnson  and  Co.  and  Bindschedler,  under  which  Bind- 
schedler  did  the  act  as  his  agent,  must  not  be  left  out  of  sight.  As  to  Goombe's 
5  case,  it  was  said  in  Begina  y.  Keyn^  that  the  decision  was  supported  on  the 
ground  that,  in  case  of  murder,  the  intention  is  presumed  to  accompany  the 
act,  and  so  the  shot  which  takes  effect  on  the  High  Seas  must  be  presumed  to 
be  accompanied  thither  by  the  intention  with  which  it  is  fired,  and  both  these 
together  to  operate  ;  intention  has  nothing  to  do  with  an  infringement  of  a 

10  patent. 

LiNDLBT,  LJ. — In  this  case  Lord  Justice  Smith  has  prepared  a  judgment  in 
which  I  concur,  and  I  propose  to  add  only  a  few  observations  of  my  own. 

The  conclusion  at  which  I  have  arrived  is  that  the  Court  has  no  jurisdiction 
over  the  Defendant  Bindschedler^  except  so  far  as  he  has  conferred  such  a  juris- 

15  diction  by  appearing  to  the  writ,  in  order  to  have  the  merits  of  the  case 
determined.  If,  instead  of  appearing  to  the  writ,  he  had  applied  to  discharge 
the  order  of  this  Court  giving  leave  to  serve  him  out  of  the  jurisdiction,  the 
Court  would,  in  my  opinion,  have  been  bound  to  discharge  such  order.  But  I 
proceed  to  consider  the  merits.    I  have  come  to  the  conclusion  that  the  Def  en- 

20  dant  Bindschedler  has  done  nothing  which  amounts  to  making,  using,  exer- 
cising,  or  vending  the  invention  of  the  Plaintiffs  in  this  country.  In  other 
words,  Bindschedler  has  not  infringed  the  Plaintiffs*  patent.  The  patent  is 
confined  to  this  country,  and  does  not  extend  to  Basle,  where  all  the  acts  done 
by  Bindschedler  were  committed.    It  is  true  that  by  reason  of  what  Bindschedler 

25  did  in  Basle,  goods  made  by  him  there  according  to  the  Plaintiffs'  patent  came 
into  this  country,  and  no  one  had  a  right  to  use  them  here.  But  what  the 
Defendant  did  in  Basle  was  lawful,  and  not  unlawful ;  lawful  by  the  law  of 
Switzerland,  and  not  unlawful  by  the  law  of  England,  which  has  no  application 
there.    This  circumstance,  and  the  immateriality  of  the  intention  accompanying 

20  the  act  done,  destroys  the  analogy  between  such  a  case  as  this  and  those  criminal 
cases  with  which  Mr.  Moulton  ingeniously  compared  it,  and  of  which  Goomhe^a 
case,  1  Leach,  Criminal  Cases,  388,  is  a  type.  There,  a  man  in  this  country,  and 
on  shore,  fired  at  and  killed  a  man  out  at  sea,  and  it  was  held  that  his  offence 
was  committed  within  the  jurisdiction  of  the  Admiralty.    I  cannot  think  such 

35  a  case  a  safe  guide  for  the  decision  of  the  one  before  us. 

Bindschedler  has  no  agent  here  for  the  importation  of  his  goods,  nor  are  they, 
in  fact,  in  his  possession,  or  under  his  control,  in  this  country.  It  is  true  that 
he  may  be  said  to  be  aiding  and  abetting  abroad  importers  here,  but  that  neither 
makes  him  amenable  to  our  jurisdiction,  nor  makes  him  an  infringer  of  the 

40  Plaintiffs'  patent ;  see^  on  this  last  point,  NoheVs  Explosives  Gompany  v.  Jones^ 
ScoUy  and  Go.^  L.R.  17  Ch.D.  721,  8  App.  C.  p.  1.  The  appeal  must  be  allowed, 
and  judgment  be  entered  for  the  Defendant,  with  costs  here  and  below. 

Smith,  L,J, — The  question  in  this  case  is  new,  and  of  considerable  im- 
portance, and  the  Defendant  Bindschedler,  who  is  a  foreigner,  has  submitted 

45  himself  to  the  jurisdiction  of  the  Courts  of  this  country,  in  order  to  test  the 
point  now  for  the  first  time  raised. 

The  PlaintifiOs  are  owners  of  a  valid  English  patent,  for  the  manufacture, 
amongst  other  things,  of  a  dye  called  "  Yellow  T  "  for  wool.  The  Defendants 
Johnson  and  Go.  carry  on  business  in  London  as  drysalters.     The  Defendant 

50  Bindschedler  is  a  chemical  manufacturer,  carrying  on  business  at  Basle  in 
Switzerland.  Upon  the  7th  of  June  1895,  Johnson  and  Go,y  in  London,  sent, 
addressed  to  Bindschedler,  at  Basle,  the  following  post-card  : — "  London,  7/6/95. 
"  Dear  Sir, — Please  send  us  by  post  immediately  5  lb.  *  Yellow  T '  for  wool. — 
"  Yours  truly,  Henry  Johnson  and  Go.^^    In  answer,  Bindschedler^  at  Basle,  sent 

55  the  following  reply  to  Johnson  and  Go.j  in  London  : — "  Basle  Chemical  Works 
*^  Bindschedler,  in  Basle,  Switzerland,  11th  June  1895.  Messrs.  Henry 
^  Johnson  afid  Oo^  16,  Laurence  Pountney  Lane,  London,  E.C.    Dear  Sirs, — In 
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**  reply  to  your  post-card  of  7th  inst.,  we  are  sendipg  you  enclosed  .invoice  for 
"  the  5  lb.  *  Yellow  T '  for  wool  you  ordered,  asking  you  kindly  to  credit  us 
"  for  the  amount  of  16s.  6d.  .  .  .  We  remain.  Dear  Sirs,  yours  truly,  Basle 
"  Chemical  Works  Bindschedler."  On  the  12th  of  June  1895,  Bindsckedler 
sent  a  parcel  containing  5  lb.  of  "  Yellow  T"  for  wool,  as  ordered,  to  Messrs.  5 
Niehergall  and  Goth  at  Basle,  to  be  forwarded  by  them  by  post  from  there  to 
Messrs.  Johnson  and  Co.  in  London,  which  they  accordingly  did,  and  Messrs. 
Johnson  and  Co.  received  the  dye  in  London  in  due  course  of  post.  Johnson 
and  Co.  remitted  the  price  of  the  dye  to  Bindschedler  at  Basle.  Johnson  and  Co, 
also  paid  the  postage,  including  Niehergall  and  Goth's  charges,  to  the  Post  Office  10 
anthorities  in  England,  and  they  remitted  to  the  postal  authorities  in  Basle  so 
much  of  the  postage  as  was  payable  to  them,  including  Niehergall  and  Goth's 
charges.  It  has  been  established,  and,  indeed,  admitted  by  BindsqJiedler^ 
that  he  knew,  when  he  sent  the  parcel  of  dye  addressed  to  Johnson  and  Co.  in 
London,  that  it  was  covered  by  the  Plaintiffs*  Letters  Patent  in  England,  and  15 
Mr.  StaujffacheTy  the  head  of  Bindschedler' s  corresponding  department  at  Basle, 
stated  in  chief,  "If  an  order  comes  to  the  works  from  England  for  goods 
"  covered  by  an  English  patent,  the  practice  is  to  forward  the  goods  to  a 
"  forwarding  agent  on  the  Continent,  not  in  England  ;  there  is  a  standing  order 
."  in  the  wor^;s,  and  it  is  not  necessary  to  give  special  instructions.  In  such  a  20 
"  case,  Bindschedler  never  pays  the  forwarding  charges  to  England."  I  do  not 
think  the  device  of  putting  a  forwarding  agent  (in  the  present  case,  Niehergall 
and  Goth,  of  Basle)  between  Bindschedler  and  the  Post  Officeat  Basle,  advances 
Bindschedler' s  case,  and  I  will  deal  with  it  as  if,  in  compliance  with  the  order 
of  Johnson  and  Co.  of  the  7th  of'  June  1895,  Bindschedler  had  placed  the  5  lb,  25 
packet  of  "Yellow  T"  for  wool  into  the  Post  Oflfice  at  Basle  addressed 
to  Johnson  and  Co.  ia  London.  In  these  circumstances,  the  Plaintiffs  have 
brought  an  action  against  both  Johnson  and  Co.  and  Bindschedler  for  an 
infringement  of  their  Letters  Patent  in  England. 

Johnson  and  Co.  submitted,  and  an  injunction,  restraining  them  from  30 
further  infringing  the  Plaintiffs'  patent,  was  granted,  and  no  question  arises 
thereon.  Mr.  Justice  North,  however,  went  further,  and  held  that  Bindschedler 
had  also  infringed  the  Plaintiffs'  patent  in  England,  and  granted  an  injunction, 
restraining  him  from,  during  the  continuance  of  the  Plaintiffs'  patent,  importing 
or  bringing  into  and  delivering  in  England— to  state  it  shortly — "  Yellow  T  "  35 
for  wool,  covered  by  the  Plaintiffs'  Letters  Patent. 

Bindschedler  contends  that  he  has  not  imported  or  brought  into  and 
delivered  in  England  the  dye,  and  therefore  has  not  infringed  the  Plaintiffs' 
patent,  and  the  question  arises, — What,  if  anything,  has  Bi^idschedler  done  in 
this  country  ?  40 

That  he  has  exported  from  Basle  an  article  covered  by  a  patent  in  this 
country  is  clear,  but  has  he,  in  breach  of  the  words  of  the  Plaintiffs'  patent^ 
"  made,  used,  exercised,  or  vended  "  the  article  here  ;  for,  if  not,  the  Plaintiffs 
have  no  cause  of  action  against  him. 

In  spite  of  Mr.  Moulton's  ingenious  arguments,  it  appears  to  me  that,  although  45 
Bindschedler  was  an  exporter  of  the  5  lb.  "  Yellow  T  "  for  wool  from  Basle,  he 
was  not  an  importer  thereof  into  England.    When  he  placed  the  parcel  of  dye, 
which  was  according  to  the  order  given  by  Johnson  and  Co.,  into  the  Post 
Office  at  Basle,  addressed  to  Johfison  and  Co.  in  London,  he  had  nothing  more 
to  do  with  it.  If  it  went  wrong  in  the  post,  if  it  was  lost  or  burnt  during  transit,  50 
this  was  nothing  to  Bindscliedler ;   that  was  a   matter   concerning  Johnson 
and  Co.  alone.    All  control  over  the  parcel  was  given  up  by  Bindschedler  when 
it  was  placed  into  the  hands  of  Johnson  and  Co.'s  agent  at  Basle,  namely,  the 
Post  Office  there,  and  I  cannot  see,  in  these  circumstances,  how  it  can  be  said 
that  Bindschedler  has  imported  the  infringing  article  into  this  country  ;  it  was  55 
Johnson  and  Co.  who  did  this  by  their  agent,  not  Bindschedler.    Kr.Moulton 
admits  that,  if  Johnson  and  Co.,  by  themselves  or  their  agent,  had  gone  to 
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Basle,  and  had  there  received  the  parcel  from  BindschedleVy  he  could  not  havd 
supported  the  Plaintiffs'  case,  but  he  says  that  Bindschedler  was  the  instrument 
of  sending  the  parcel  into  England ;  that  sending  iuf ringing  goods  into  this 
country  suflBces,  and  it  matters  not  from  where  the  goods  are  sent,  nor  whether 
5  they  are  brought  into  this  country  or  not  by  the  foreign  manufacturer  or  his 
agent ;  and  he  says  that,  if  a  man  does  a  wrongful  act,  he  c'annot  set  up  any 
agency.  I  cannot  agree  with  these  arguments,  and,  as  to  the  last,  as  a  matter  of 
fact,  what  wrongful  act  has  Bindschedler  committed  at  Basle  ?  None  whatever. 
Mr.  Moulton  admits  that  the  intention  of  the  foreign  manufacturer  is  not  the 

10  test,  and  this,  in  my  judgment,  differentiates  the  case  from  that  of  Coombe's 
case,  1  Leach  Criminal  Cases,  page  388,  which  was  a  case  of  murder,  and  which, 
as  Mr.  Justice  Denman  points  out  at  page  103  of  the  report  of  Regina  v.  Keyn^ 
2  Exchequer  Division,  was  founded  upon  the  presumption  that  the  intention 
accompanied  the  act,  and  both  operated  together,  where  the  &tal  wound  was 

15  inflicted  ;  and  then,  in  that  case,  the  murder  was  committed  upon  the  High  Seas, 
where  the  bullet  took  effect,  though  the  murderer  fired  from  within  the  body 
of  the  country. 

1 2LgreeyifBind8chedleryhjhimse\(  or  his  agent,  had  brought  the  infringing  article 
into  this  country  or  had  received  it  here,  he  would  have  been  liable,  for  he  would 

20  then  be  in  this  country,  by  himself  or  his  agent,  using,  exercising,  or  vending 
the  infringing  article.  The  cases  of  Elmslie  v.  Bouraiery^  Equity, page  217, 
and  Von  Eeyden  v.  Neustadt,  14  Chancery  Division,  page  230,  show  this  to  be 
so.  Mr.  Moulton's  suggestion  that  Bindschedler'' s  act  was  as  if  he  had  sent  the 
parcel  down  a  pneumatic  tube  extending  from  Basle  to  London  is  certainly  far- 

25  fetched,  and,  I  think,  extravagant.  If  the  analogy  is  to  be  pursued,  I  should 
say  that  Johnson  and  Go,  in  England  had  sucked  the  parcel  down  the  tuba, 
rather  than  that  Bindschedler  in  Basle  had  blown  it  down.  But  the  truth  ia, 
that  Bindschedler  delivered  the  goods  in  Basle  to  Johnson  and  Oo.^s  agents 
that  is,  the  Post  Office — ^and  that  Johnson  and  Go,y  and  not  Bindschedler^ 

30  brought  them  into  this  country,  and  thus  infringed  the  Plaintiffs'  patent  here. 
It  is  as  if  Johnson  and  Go,  had  iaken  their  cart  to  Basle,  and  there  received 
the  parcel  of  dye  therein  from  BindscJiedler,  and  then  brought  it  to  England. 
How  can  it  be  said  that,  in  such  circumstances,  Bindschedler  had  used,  exercised, 
or  vended  the  Plaintiffs'  patent  in  England  ? 

35  My  brother  North  based  his  judgment  upon  their  being  a  combination  on  the 
part  of  two  persons  to  hand  over  in  this  country  (that  is,  to  Johnson)  an  article 
infringing  the  Plaintiffs'  patent. 

Mr.  Moulton  did  not  stand  up  for  this,  and  I  do  not  think  he  could  with 
success ;  for,  assuming  combination  between  Johnson  and  Bindschedler^  surely 

40  all  that  took  place,  so  far  as  Bindschedler  was  concerned,  was  at  Basle,  and  not 
in  England,  and  what  jurisdiction  have  our  Courts  over  a  foreigner  resident 
abroad,  as  regards  transactions  carried  on  by  him  in  his  own  country  ?  To  grant 
an  injunction  in  circumstances  such  as  exist  in  this  case  would,  in  my 
judgment,  be  to  exercise  a  jurisdiction  over  foreigners  for  acts  done  in  their 

45  own  country  which  our  Courts  do  not  possess,  and  also'would  be  unwarrantably 
extending  the  ambit  of  an  English  patent  to  foreign  parts. 

We  gave  leave  in  this  case  for  service  of  the  writ  out  of  the  jurisdiction 
upon  Bindschedler^  expecting  that  it  would  turn  out  that  Bindschedler  was  doing 
something  in  this  country,  so  as  to  bring  himself  within  Order  XI,  Rule  1  (/). 

50  But  now  that  all  the  facts  are  known,  if  Bindschedler  had  applied  to  (Jischarge 
the  order  for  service,  the  Court  would  have  been  bound  to  hisive  discharged  it. 
He  has  not  dpne  so,  but  has  preferred  to  appear,  in  order  that  the  question 
whether  he  can  be  regarded  as  infringing  the  Plaintiffs'  patent  might  be  raised 
and  argued.    It  has  been,  and  the  result  is  that,  in  my  judgment, ^^  should  not 

55*  have  given  that  leave  to  serve  Bindschedler^  for  this  Court  has  no  jurisdiction 
over  him. 

The  Plaintiffis  have  not  shown  that  Bindschedler  has  done  anything  to  brinflf 
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himself  within  the  jnriBdiction  of  the  Conrt8  here.  He  has  done  nothing  in 
this  conntry  to  infringe  the  Plaintiffs'  patent,  and  therefore,  in  my  judgment, 
this  appeal  must  be  allowed,  with  costs  here  and  below. 

RiGBT,  L.J. — In  this  case,  the  owners  of  an  English  patent  sue  the  Defendant, 
a  manufacturer,  of  Basle  in  Switzerland,  for  an  injunction  to  restrain  infringe-  5 
ment  of  their  patent,  and  for  damages.    The  Defendant  was  served  with  notice 
of  the  writ  out  of  the  jurisdiction  by  the  authority  of  an  order  of  the  Court  of 
Appeal.     He,  however,  appeared,  and  did  not  move  to  discharge  the  order, 
electing  to  defend  the  action  on  its  merits.    No  question,  therefore,  was  raised 
before  the  Court  as  to  the  propriety  of  the  service  out  of  the  jurisdiction,  and  10 
the  action  has  to  be  tried  as  though  the  Defendant,  being  found  within  the 
jurisdiction,  had  been  served  here  with  a  writ.  The  peculiarity  of  the  case  is,  that  as 
a  Patentee's  rights  arise  only  within  the  territorial  limits  of  his  patent,  there 
can  be  no  infringement  outside  those  limits,  and,  in  order  to  succeed,  the 
Plaintifb  must  show  that,  in  point  of  law,  the  Defendant  did  something  in  15 
England  amounting  to  an  infringement. 

In  my  judgment,  the  short  but  most  important  point  which  the  case  raises 
is  whether  a  man  who  posts  at  a  foreign   Post  Office  (in  this  case  that  of 
Basle)  a  parcel  addressed  to  a  trader  in  London,  the  carriage  of  which  through 
England  for  delivery,  and  the  delivery  of  which  in  London  for  trade  purposes  20 
amounts  to  an  infringement  of  the  Plaintiffs'  patent  by  the  person  causing  such 
carriage  and  delivery,  is  so  responsible  for  the  carriage  and  delivery  in  England 
as  to  be  liable  to  be  treated  as  an  infringer  of  the  patent  ?    It  seems  to  me  thai, 
in   the  action  against  the  sender,  the  Patentee  has  nothing  to  do  with  the 
questions  whether  other  persons  may  be  inMngers  of  the  patent  6r  not;  25 
whether  the  person  posting  the  parcel — say  as  agent  for  someone  else,  or  as 
a  principal  acting  on  his  own  account — ^whetiLer  he  is  or  is  not  the  owner  of  the 
parcel  at  or  after  the  posting ;  whether  he  sends  in  fulfilment  of  an  order,  or 
only  on  approval  or  offer ;  whether  he  does  or  does  not  retain  any  control  of 
the  parcel  after  the  posting ;  whether  he  pays  the  postage  or  leaves  it  to  be  paid  <H) 
on  delivery  in  London — in  short,  the  nature  .and  consequence  of  the  act  done 
can  alone  be  taken  into  account.    Everything  else  is  a  matter  of  indifference  to 
the  Patentee,  with  which  he  need  not  concern  himself.    If  the  sender  is  a 
wrong-doer,  he  cannot  defend  himself  by  saying  that  the  wrongful  act  was 
done  by  him  by  the  direction,  in  the  interest,  or  with  the  privity  of  another.  35 
Nor  can  he  protect  himself  from  liability  for  the  consequences  of  his  act  by  any 
instructions  given  by  him  to,  or  arranged  with,  a  third  person.    The  one  fact 
which  remains  unaltered  among  the  numerous  possible  variations  which  may 
arise  from  contract  is  the  act  done,  in  this  case  the  posting  of  the  parcel.    The 
sender,  by  the  posting,  makes  it  inevitable,  as  a  matter  of  business,  that  the  40 
parcel  will  in  due  time,  by  the  merely  ministerial  action  of  the  postal  authori- 
ties, called  into  play  by  the  sender,  bo  carried  into  and  through  England  to 
London,  and  there  be  delivered.      If  what  the  sender  does  amounts  to  an 
infringement  of  the  patent,  he  is  responsible,  as  a  principal  actor,  to  the 
Patentee.    He  does  not  aid  or  abet  an  infringement,  but  actually  infringes.  45 
No  other  person  (postal  officers  excepted)  does  any  act  which  in  any  way 
forwards  or  assists  the  getting  of  the  parcel  to  London  or  its  delivery  there.    I 
cannot  distinguish  sending  by  post,  as  regards  the  legal  effect  of  it,  from  the 
sending  by  a  special  messenger  employed  for  the  purpose.    Any  agreement 
between  the  parties  that  the  messenger  shall  not  treat  himself  as  an  agent  for  50 
the  sender,  but  shall  look  to  the  consignee  only  for  payment,  would  seem  to  me 
to  be  irrelevant  and  immaterial.    No  such  agreement  can  alter  the  fact  that  the 
messenger  does  carry  through  England  and  deliver  in  London,  because  he  got  a 
commission  to  do  so  from  the  sender,  whatever  the  terms  in  which  that  commis- 
sion may  be  worded.    If  the  messenger  is  simply  hired  and  paid  by  the  sender,  55 
it  seems  to  me  clear  that  the  sender  is  in  the  same  position  legally  as  if  he 
carries  and  delivers  the  parcel  himself.    If  the  principle  above  enunciated,  that 


tol.  llV.,  No,  16,]       AND  TRADE  MAftK  OA       .  4lt 

Badische  Anilin  and  Soda  Fdbrik  v.  Johnaon  and  Go. 

no  agreement  with  a  third  person  can  alter,  as  regards  the  Patentee,  the  legal 
effect  of  the  act  done  by  the  sender,  then  the  delivery  of  the  parcel,  with 
a  comnuBsion  to  carry  and  deliver  in  London,  makes  the  carriage  throughout, 
and  the  delivery,  that  of  the  sender.    !l^le  is  a  long  way  from  England,  and 
i  the  English  Channel  separates  England  from  the  Continent,  and  has  to  be 
crossed  by  the  parcel,  but  other  counti^es  like  England  and  Scotland  have  tcfr 
boundary  in  some  places  an  imaginary  line  only,  and  when  we  are  endeavouring 
to  obtain  a  test  of  the  legal  effect  of  an  act  which  causes  a  parcel  to  cross  the 
boundary,  it  is  perfectly  legitimate  to  examine  instances  which  might  occur  at 
10  such  a  boundary,    I  will  take  the  case  of  a  manufecturer,  who,  in  order  to  fulfil 
an  order,  throws  parcels  across  the  boundary  to  his  customer,  or,  what  is  more 
likely  to  occur  in  practice,  puts  the  parcels  on  one  end  of  an  inclined  plane  or 
chute  crossing  the  boundary,  and  allows  them  to  slide  by  the  force  of  their  own 
gravity  down  the  chute,  across  the  boundary,  into  the  adjacent  country,  to  be 
15  taken  by  the  customer  at  the  other  end.    These  cases  appear  to  me  to  be  in 
their  legal  aspect  similar  to  a  sending  by  post.    It  is  quite  as  easy  to  attribute 
to  the  sender  ^ability  for  the  acts  of  the  human  agency  which  he  has  called 
into  operation  in  one,  as  for  the  natural  force  called  into  play  by  him  in  the 
other.    The  only  physical  act  done  by  the  sender  \s  in  each  case  done  in  the 
20  country  where  the  transaction  commences,  which  I  will  call  the  foreign  country, 
but  the  necessary  consequence  of  that  act  is  that  the  parcel  passes  the  boundary 
and  travels  for  some  longer  or  shorter  space  through  the  other,  which  I  will  call 
the  Patentee's  country.    Whether  anything  is  in  law  done  in  the  Patentee's 
country  by  the  person  who  starts  the  parcel,  has  to  be  determined,  as  it  seems 
25  to  me,  in  the  same  way  in  each  case.    After  the  initial  act  which  starts  the 
parcel  on  its  journey,  the  sender  has  no  control  over  the  parcel.    But  that  act  in 
each  case  causes  the  parcel  to  cross  the  boundary  and  continue  its  journey 
through  the  Patentee's  country,  and  that  continuance  of  the  journey  through 
the  Patentee's  country  seems  to  me  to  be  as  much  attributable  in  law  to 
30  the  sender  as  the  initial  act  of  starting  the  parcel.    But  it  seems  to  me,  also, 
to  involve  a  something  done  by  the  sender,  not  in  the  foreign  country,  but 
in  the  Patentee's  country,  attracting  the  jurisdiction  of  the  Courts  of  that 
country. 

I  have  taken  the  instance  of  a  manufacturer  throwing  a  parcel,  or  letting  it 
35  fall   down    a  chute  across  the  boundary,  because  I  think  there    is    a  very 
important  authority,  which,  in  such  a  case,  decides  the  liability  of  the  starter  of 
the  parceL    That  is  Goombe^s  case,  where  it  was  decided  that,  if  a  pistol  be 
fired  from  the  land  at  a  distance  of  one  hundred  yards  from  the  sea,  and  a  man 
is  maliciously  killed  on  the  water  a  hundred  yards  from  the  shore,  the  offender 
40  shall  be  tried  by  the  Admiralty  jurisdiction,  on  the  ground  that  the  offence 
is  committed  where  the  act  takes  effect.    This  establishes  the  responsibility  for 
the  consequences  in  one  jurisdiction  of  an  act  done  in  another,  though  the 
offender  had  never  crossed  the  boundary.    This  case  was  much  discussed  in 
Regina  v.  Keyny  the  "  Franconia"  case,  reported  in  2  Exchequer  Division.  All  the 
45  Judges  who  dealt  with  that  case  agreed  that  it  was  rightly  decided,  although  they 
differed  as  to  the  application  of  it  to  the  "  Franconia  "  case.     Gockburn^  Chief 
Justice,  at  page  233,  thus  deals  with  the  case  :— "  We  have,  in  this  instance,  not 
*^  the  case  of  the  blow  or  wound  in  one  jurisdiction,  and  the  death  in  another, 
^^  but,  as  in  Regina  v.  Goombe^  one  in  which  the  act  causing  the  death  begins  iu 
50  ^  one  jurisdiction,  and  extends  into  another,  in  which  it  inflicts  the  blow  or 
^  wound,  from  which,  as  its  cause,  death  ensues.    When  a  man  strikes  a  blow 
^  with  a  club,  or  inflicts  a  wound  by  the  thrust  of  a  sword  or  a  stab  of  a  knife, 
**  or  blows  out  another's  brains  by  putting  a  pistol  to  his  head,  the  act  takes 
"  effect  immediately.    If  he  hurls  a  stone,  or  discharges  a  bullet  from  a  gun  or 
55  ^  pistol  at  another  person  at  a  distance,  tiie  instrument  he  uses  passes  from  him; 
**  the  stone  or  bullet,  having  left  his  hand,  has  to  make  its  way  through  a 
**  given  space  before  it  strikes  the  blow  it  is  intended  to  inflicts    But  the  blow 
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"  is  as  much  the  act  of  him  who  casts  the  stone  or  fires  the  gun  as  thongh  it 
*>  bad  taken  effect  immediately.    In  such  a  case,  the  act,  in  lieu  of  taking  effect 
"  immediately,  is  a  continuing  act  until  the  end  has  been  effected — that  is, 
**  till   the   missile  has  struck  the  blow — the  intention  of  the  party  using  it 
"  accompanying  it  throughout  its  course.    The  act  must  be  taken  to  be  the  act  ^ 
^  of  the  party  in  the  effects  it  was  intended  to   produce,  till  its  agency  has 
"  become  exhausted  and  its  operation  has  ceased.    When,  therefore,  a  person, 
**  being  in  one  jurisdiction,  fires  a  shot  at  a  person  who  is  in  another  (as  was  the 
"  case  in  Regina  v.  Coombe),  it  may  well  be  held  that  the  blow  struck  by  the 
"  bullet  is  an  act  done  in  the  jurisdiction  in  which  the  bullet  takes  effect."  1-^ 
And  then  further  on,  he  says,"  It  is  enough  for  the  present  purpose  to  say  that 
"  Regina  v.  Goomhe  was  rightly  decided,  and  I  think  the  same  principle  would 
"  apply  where  the  master  of  a  vessel  purposely  ran  down  another,  and,  by  so 
*'  doing,  caused  the  death  of  a  person  on  board."    It  is  true  that  the  learned 
Judge  afterwards  distinguished  Coombe's  csi&e  from  that  of  the  "Franconia,"  but  a^ 
that  was  on  the  ground  that  the  offender  was  a  foreigner,  on  a  foreign  ship  on 
the  High  Seas,  who  could  not  be  liable  to  our  English  criminal  law  at  all.    The 
principle  of  the- case,  so  far  as  it  treated  the  act  done  in  one  jurisdiction  as  a 
continuing   act    extending    beyond  the  boundary  into  another  jurisdiction, 
applying  this,  mutatis  mutandiSy  to  the  sender  of  the  parcel,  whether  it  be  '^ 
thrown  by  hand,  allowed  to  slide  down  an  inclined  plane,  or  sent  by  post,  this 
act  is  a  continuing  act  until  the  end  has  been  effected—that  is,  until  the  parcel 
has  been  carried  through  England  to  London,  and  delivered  there.  That  part  of 
its  operation  is  done  within  the  jurisdiction  of  the  Patentee's  country  (say,  as 
in  this  case,  England),  and  is  a  tort  committed  th^re,  for  which  the  wrong-doer  25 
can  be  sued  in  the  English  Courts  if  he  comes  to  England  for  any  reason, 
whether  independently  of  the  acts  complained  of,  or  for  the  purpose  of  justifying 
them,  and  to  prevent  the  repetition  of  which,  if  it  be  threatened  or  justified,  an 
injunction  may  be  granted.    I  have  only  dealt  with  the  sender  by  post,  since  I 
hold  the  Defendant  liable,  in  the  same  way  as  if  he  had  posted  it  with  his  own  oU 
hands ;  notwithstanding  the  ingenious  way  in  which  he  has  tried  to  escape  from 
responsibility,  it  was  by  reason  of  his  directions  that  the  forwarding  agents 
posted   the  parcel.      They  acted    on  those   directions,  without  waiting   for 
instructions  from  London,  and  the  evidence  shows  that  they  were  intended  by 
the  Defendant  to  do  so.    On  this  part  of  the  case,  I  have  nothing  to  add  to  what  oo 
was  said  by  Mr.  Justice  North  in  the  Court  below,  in  all  of  which  I  entirely 
concur.    In  my  judgment,  Mr.  Justice  North's  decision  ought  to  be  aflBrmed. 

Lawson  asked  for  the  usual  order  that  the  costs  be  paid  on  an  undertaking  to 
return. 

LiNDLEY,  L  J'.— That  is  not  the  usual  order,  but  it  is  very  commonly  done.      *0 
Lawson. — In  this  case  the  Defendant  is  a  foreigner,  and  I  ask  that  the  costs 
shall  be  paid  on  the  undertaking  of  the  solicitors  to  refund  ;  or  perhaps  the 
Court  might  think  it  right  that  the  costs  should  be  paid  into  Court  with  the 
nsual  undertaking. 

LiNDLBY,  L.t7.— What  do  you  say  to  that,  Mr.  Upjohn  ?    Your  client  is  a  45 
foreigner. 

Upjohn. — They  are  both  foreigners. 

LiNDLBY,  /i.  J.— The  Plaintiffs  carry  on  business  here,  do  they  not  ? 
Lawson. — ^We  have  agents  here,  but  we  have  no  actual  shop  here.     Our 
business  is  in  another  country,  but  we  are  proceeding  upon  an  English  patent.  50 
We  have  a  banking  account  here. 

LiNDLBY,  L.J.— Yes.    Pay  them  over  to  the  solicitor,  upon  his  giving  an 
nndertaking  to  refund  them. 

CTj^/oAn.— Certainly  ;  but,  in  that  case,  I  think  my  learned  friend  should  give 
'  the  counter  undertaking  to  present  his  appeal  within  a  certain  time.  55 

Lawso1^. — Certainly,  within  any  reasonable  time. 
^INDLBY,  LJ. — Say  within  a  month. 
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Upjohn. — ^A  commisBion  was  directed  to  issue  to  Basle  to  take  evidence 
of  witnesses,  and  the  costs  were  reserved,  and  when  Norths  J.,  gave  the 
Plaintiffs  the  costs  of  the  action,  he  directed  the  costs  of  the  commission  should 
be  included.    The  Defendant  ought  now  to  have  the  costs  of  that. 

LiNDLEY,  L -7.— Yes,  I  think  so.    It  is  a  very  iuiportant  matter. 


In  thb  High  Court  op  Justice. — Manchester  District  Registry. 

Before  Mr.  Justice  Kennedy.— March  24th,  1897. 

La  Societe  Anonyme  Pour  La  Fabrication  D'Appareils  D'Eclairagb  v. 
The  Midland  Lighting  Company,  Ld.,  and  Altendobf  akd  Wright. 

10  Patent.— Agreeinent  for  a  license,— Construction  of  agreement.— Action  by 
assignee  of  patent  to  recover  royalties. 

L.  and  B.j  the  owners  of  a  patent  for  improvements  in  lamps ^  granted  a 
license  to  E.  to  manufacture  lamps  according  to  the  patent.  Subsequentlyy  L. 
and  B.  began  to  apjdy  their  patented  lamp  to  stoves,    l^he  licensee  claimed  that 

15  he  was  entitled  under  the  license  to  use  the  lamp  in  stoves. 

Heldy  that  on  the  true  construction  of  the  agreement^  the  license  was  limited  to  the 
manufacture  of  lamps  only^  and  an  injunction  granted  to  restrain  tlie  licensee 
from  manufacturing  anything  under  the  license  except  the  lamp. 

On  the  14th  of  August  1884,  a  patent  (No.  11,285  of  1884)  was  granted  to 

20  Lempereur  and  Bernard^  of  Liege,  Belgium,  for  an  invention  of  improvements 
in  lamps.  The  invention  is  known  as  the  "  lampe  Beige."  By  an  agreement 
subsequent  to  the  date  of  the  said  patent,  the  Defendants,  Altendorf  and 
Wright^  of  Birmingham,  were  appointed  agents  and  representatives  in  England 
of  Lempereur  and  Bernard. 

25  By  an  agreement,  dated  the  8th  of  May  1885,  and  made  between  the 
Defendants  Altendorf  anS  Wright,  acting  as  agents  for  Lempereur  and 
Bernard  of  the  one  part;  and  Alfred  Heath  and  Rowland  Fraticis  Heathy 
trading  as  Samuel  Heath  and  SonSy  of  Birmingham,  of  the  other  part,  it  was 
agreed,  inter  alia,  as  follows  :— "  (1)  Altetidorf  and  WHght  concede  to 
"  Samuel  Heath  and  Sons  the  exclusive  right  to  manufacture  and  sell  in  Great 
"  Britain  and  the  Colonies,  including  India,  the  patent  lamp  of  which 
"  Letnpereur  and  Bernard  are  the  inventors,  called  the  *  Lampe  Beige,'  being 
**  the  English  patent  No.  11,285,  and  dated  August  14th,  lb84 ;  this  concession 
"  is  made  for  the  duration  of    the  said    patent.      (2)   For    this  concession 

35  "  Samuel  Heath  and  Sons  shall  pay  to  Altendorf  and  Wright  the  sum  of  tenpence 
'^  for  each  lamp  manufactured  under  this  agreement,  and  a  statement  shall  be 


30 
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"  furnished  on  or  about  the  fifth  of  each  month  of  all  lamps  manufactured 
"  during  the  preceding  month.  Settlements  will  be  made  every  three  months. 
"  (3)  Samuel  Heath  and  Sons  will,  during  the  duration  of  the  patent,  manufac- 
*'  ture  the  lamps  in  a  suitable  manner,  that  is  to  say,  make  them  similar  or  in 
"  as  gfiod  condition  as  Lempereur  and  Bernard^  and  with  any  improvements  5 
"  which  may  afterwards  result  from  and  be  applied  to  them,  will  furnish  in 
"  proportion  to  the  orders  given  by  solvent  persons,  and  in  a  manner  to  avoid 
"  all  cause  of  losing  orders  resulting  from  bad  workmanship.  (4)  Samuel 
"  Heath  and  Sons  engage  to  mark  all  the  lamps  manufactured  by  them  with 
"  consecutive  numbers  in  a  manner  that  may  be  readily  controlled.  Every  10 
**  lamp  shall  bear  this  mark,  and  they  will  send  each  month  to  Altendorf  and 
"  Wright  a  statement  of  the  manufacture  and  sale  of  the  lamps  during  the 
*'  month.  For  this  purpose  they  will  keep  a  special  book  in  which  all  the 
'*  lamps  manufactured  under  this  agreement  and  the  destination  of  each  shall 
"  be  entered.  This  book  shall  be  at  the  disposition  of  Altendorf  and  WHght^  15 
"  who  may  at  any  time  examine  it  or  have  it  examined  so  as  to  verify 
"  the  correctness.  (5)  In  case  of  Samuel  Heath  and  Sons  neglecting  to  comply 
"with  the  engagements  stipulated  in  this  agreement,  Altendorf  and  Wright 
"  shall  have  full  power,  by  notice  in  writing,  to  immediately  annul  the 
"  same,  after  having  first  received  the  consent  in  writing  of  Lempereur  and  20 
**  Bernard:' 

On  the  7th  of  January  1886,  Letters  Patent  (No.  296  of  1886)  were  granted  to 
Lempereur  and  Bernard  for  improvements  in  the  "  Lampe  Beige." 

On  the  12th  of  September  1887,  Lempereur  and  Bernard  sold  their  business, 
and  the  property  and  rights  connected  with  it,  to  the  Plaintiffs,  who  then  25 
became  the  registered  owners  of  the  said  Letters  Patent  No.  11,285  of  1884  and 
No.  296  of  1886,  but  no  formal  transfer  of  the  benefit  of  the  said  license  to 
them  was  executed. 

In  the  year  1891,  the  firm  of  Samuel  Heath  and  Sons  was  converted  into  a 
limited  company,  under  the  name  of  Tlie  Midland  Lighting  Company^  Ld.^  30 
and  the  business  of  Samuel  Heath  and  So7is  and  the  property  and  rights 
connected  with  it,  including  the  said  license,  were  transferred  to  them* 

In  the  year  1892,  the  Plaintiffs  commenced  the  manufacture,  and  have  since 
continued  to  manufacture  stoves  called  the  "  Stove  Beige,"  which  is  practically 
the  adaption  of  the  "  Lampe  Beige  "  to  heating  purposes.  35 

On  the  19th  of  July  1895,  the  Plaintiffs  brought  this  action  against  The 
Midland  Lighting  Company^  Ld.,  claiming  an  account  under  the  license  and 
payment  of  royalties  due,  and  an  account  of  all  stoves  manufactured  by  ITie 
Midland  Lighting  Company,  Ld,,  and  fitted  with  the  "  Lampe  Beige "  ;  and, 
further,  claiming  an  injunction  to  restrain  The  Midland  Lighting  Company,  Ld.,  40 
from  using  the  inventions  protected  by  the  said  Letters  Patent,  except  in 
accordance  with  the  terms  of  the  license  ;  and  an  injunction  restraining  The 
Midland  Lighting  Company,  Ld,,  from  selling  lamps  or  stoves,  manufactured 
in  accordance  with  the  said  invention,  under  the  names  of  "  J.C.M.  Lampe 
**  Beige,"  "  Thermidor  Beige  Lamp,"  or  **  Thermidor  Beige  Stove,"  or  under  45 
any  other  name  other  than  those  of  "  Lampe  Beige  "  or  "  Stove  Beige." 

On  the  J 3th  of  March  1896,  Altendorf  and  Wright  were  added  as 
Defendiants. 

By  the  amended  Statement  of  Claim,  after  setting  out  the  agreement,  the 
transfer  of  the  several  businesses,  and  the  amount  of  royalties,  it  was  stated  50 
that :— "  (5)  On  the  26th  of  April  1892,  the  Plaintiffs  or  their  predecessors 
"cancelled  the  said  agency  of  Altendorf  and  Wright,  and  gave  notice 
"  thereof  to  the  Defendant  Company,  and  have  since  dealt  with  the  Defendant 
"  Company  direct.  (7)  The  Defendant  Company  have  rendered  accounts  to 
^  the  Plaintiffs,  purporting  to  show  the  number  of  lamps  manufactured  and  55 
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"  sold  by  them  down  to  the  end  of  December  1894,  and  they  have  paid  to  the 
^  Plaintiffs  the  royalties  due  under  the  said  license  on  the  said  accounts  for  the 
**  years  1892  and  1893,  but  they  have  wrongfully  refused,  and  still  refuse,  to 
"  pay  to  the  Plaintiffs  the  sum  of  120Z.  5s.  75.,  due  from  them  for  royalties  on 
5  '^  lamps  manufactured  and  sold  by  them,  as  shown  by  their  said  accounts,  during 
*'  the  months  of  July  to  December  1891,  both  inclusive,  and  the  sum  of 
"  nil.  Is.  Ud.  similarly  due  to  the  Plaintiffs  in  respect  of  lamps  manufactured 
^'  and  sold  by  the  Defendant  Company  during  the  year  1894 ;  and  the  said  sums, 
"  with  interest  thereon  respectively,  are  now  due  and  owing  by  the  Defendant 

10  "  Company  to  the  Plaintiffs.  (8)  The  Defendant  Company  have  wrongfully 
"  refused,  and  still  refuse,  to  account  and  pay  royalties  to  the  Plaintiffs  for 
"  lamps  manufactured  and  sold  by  them  since  the  1st  of  January  1895.  (11) 
**  In  or  about  the  month  of  October  1892,  the  Defendant  Company  requested 
^*  the  Plaintiffs,  or  their  said  predecessors,  for  permission  to  manufacture  and 

15  *'  sell  the  said  stoves  under  the  said  agreement  of  license,  and  the  Plaintiffs 
^  informed  the  Defendant  Company  that  as  soon  as  arrangements  could 
*'  be  made  for  the  Defendant  Company  to  manufacture  and  sell  the  said 
^*  stoves  in  sufficient  qnantities,  they  would  allow  the  Defendant  Company 
^  to  do  so   under   the    said    license,  but   the    arrangements    therefor    have 

80  **  not  yet  been  completed.  (12)  The  Plaintiffs  have  recently  ascertained  and 
^*  the  facts  are  that  the  Defendant  Company  have  regularly,  from  the  year  1892 
**  down  to  the  present  time,  manufactured  and  sold  by  themselves  and  various 
^^  agents  large  quantities  of  the  said  staves,  fitted  with  the  said  '  Lamp  Beige  * 
**  invention  .protected   by  the  said   Letters  Patent,  but  of  a  quality  greatly 

25  ''  inferior  to  those  manufactured  by  the  Plaintiffs  as  aforesaid  ;  but  the 
*•  Defendant  Company  have  rendered  no  account  thereof,  and  given  no  infor- 
'^  mation  relating  thereto,  and  have  paid  no  royalties  thereon  to  the  Plaintiffs 
'*  or  their  said  predecessors,  and  wrongfully  refuse  to  do  so.  (13)  The  Plaintiffs 
^^  have  also  recently  ascertained  that  the  Defendant  Company  have  for  some 

30  ^  time  past,  wrongfully  and  without  the  knowledge  and  consent  of  the  Plaintiffs, 

^^  sold,  by  themselves  and  various  agents,  the  said  lamps  and  stoves  under  the 

**  following  names: — *J.O.M.Lampe  Beige,' *Thermidor  Beige  Lamp,*  *  Thermidor 

**  '  Beige  Stove.' " 

The  Defendants  77ie  Midland  Lighting  Company j  Ld.^  by  their  Defence  and 

35  Counterclaim,  stated,  inter  alia,  that  they  had  paid  the  said  sum  of  120/.  5$,  Id. 
to  the  Defendants  Altendorf  and  Wright  before  notice  of  any  revocation  of 
their  authority,  and  admitted  their  liability  to  pay  the  said  sum  of  177Z.  7^.  lid. 
for  the  year  1894,  and  also  a  further  sum  of  69/.  is.  9d.  due  up  to  the  Ist  of  July 
1895 ;   but,  because  of  a  claim  by  the  Defendants  Altendorf  and  Wright  of  a 

40  lien  thereon  for  commission,  the  Defendant  Company  paid  the  sum  of 
177/.  7s.  lid.  into  Court,  and  offered  to  bring  in  the  said  SDm  of  69/.  3«.  9d. 
The  Defendant  Company  also  claimed  the  right  to  manufacture  stoves  under 
the  said  license,  and  denied  that  they  made  them  of  Inferior  quality.  They 
admitted  having  made  6,609  of  the  said  stoves,  and  offered  to  bring  into  Court 

45  104/.  11«.  Id.  in  respect  of  royalties  thereon.  The  Defendant  Company  admitted 
paragraph  13  of  the  Statement  of  Claim,  but  denied  that  they  had  acted 
wrongfully  or  without  the  knowledge  of  the  Plaintiffs  and  their  agents. 

By  way  of  counterclaim,  the  Defendant  Company  alleged  that  the  Plaintiffs 
had  committed  a  breach  of  the  agreement  of  license  by  importing  into  and 

50  selling  in  Great  Britain  and  the  Colonies,  including  India,  large  quantities 
of  the  said  lamps  and  stoves  containing  the  '^  Beige  Lamp,"  and  the  Defendant 
Company  claimed  an  account  of  all  such  lamps  and  stoves  so  imported  and  sold, 
and  payment  of  profits  made  by  such  sales,  less  the  royalties,  and  an  injunction 
to  restrain  the  Plaintiffs  from  committing  or  continuing  the  breaches  of  the  said 

55  license. 
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The  Defendants -4  2/«ndor/*anrf  TFW^A^  by  their  Defence  and  Counterclainl, 
submitted  that  no  cause  of  action  was  disclosed  against  them,  and  counterclaimed 
for  payment  to  them  of  remuneration  under  their  agreement  of  agency. 

The  Plaintiffs,  by  their  Reply,  submitted  as  to  the  counterclaim   of  The 
Midland  Lighting  Company ^  Ld.^  that  the  agreement  of  license  did  not  include  5 
the  manufacture  of  the  said  stoves. 

This  was  the  trial  of  the  action.  Russell^  Q.C.,  and  Eastwood  (instructed  by 
G.  DunderdaUy  of  Manchester)  appeared  for  the  Plaintiffs  ;  Young  and  Rhodes 
(instructed  by  Smithy  of  Birmingham)  appeared  for  Tlie  Midland  Lighting 
Company,  Ld.    The  Defendants  Altendorfand  Wright  did  not  appear.  10 

A  preliminary  question  was  submitted  to  the  Court  as  to  the  construction  of 
the  agreement  of  license. 

Russell^  Q.C.,  for  the  Plaintiffs,  submitted  that  the  license  ought  to  be 
construed  narrowly,  and  that  under  the  terms  of  it,  stoves  could  not  be  made 
by  7%«  Midland  Lighting  Company^  Ld.  15 

Toung^  for  the  Defendant  Company,  urged  the  opposite  view. 

Ebnnedt,  J. — I  have  to  decide  this  matter  first,  and  I  have  come  to  the 
conclusion  that  the  Plaintiffs'  contention  is  right — that  what  they  meant  and 
intended  by  the  agreement,  was  the  manufacture  and  sale  in  Great 
Britain  of  a  lamp,  the  burner  of  which,  no  doubt,  was  a  protected  article  20 
under  the  English  patent  No.  11,285,  dated  August  14th,  1884.  The  only 
thing  that  was  meant  to  be  given  was  the  right  to  manufacture  and  sell  in 
Great  Britain  and  the  Colonies,  including  India,  a  lamp  manufactured  in 
accordance  with  that  patent,  and  not  an  application  to  every  kind  of  thing, 
whether  a  lamp  or  not,  whether  for  heating,  or,  as  a  lamp  is,  for  lighting,  of  the  25 
particular  invention  which  is  described  and  claimed  in  the  Specification.  I 
think  that,  apart  altogether  from  the  conduct  of  the  parties  in  the  correspon- 
dence, apart  altogether  from  the  &ct  that  before  this  document  was  drawn  up 
it  was  upon  the  basis,  if  I  may  so  call  it,  of  samples  of  lamps,  and  nothing  but 
lamps,  shown  by  the  grantors  to  the  grantees,  or  (perhaps  I  should  call  them)  30 
by  the  licenjsors  to  the  licensees — apart  altogether  from  that,  I  think  that  is  the 
meaning  of  the  document  read  and  construed  according  to  the  natural  meaning 
of  the  words.  It  is  quite  true,  as  Mr.  Young  has  said,  that  there  is  in  the 
fourth  line — *'The  invention  called  the  ^Lampe  Beige'  being  the  English 
**  patent " ;  but  I  think  it  would  be  making  far  too  much  of  it  to  say  that  35 
^*  being,"  instead  of  *^  being  the  ^  Lampe  Beige '  manufactured  under  the 
^  English  patent,"  is  a  conclusive  argument  against  the  view  I  adopt  ;  and 
undoubtedly  the  use  of  the  words  ^^  each  lamp  manufactured  "  seems  to  me  as 
well  as  the  French  expression  in  inverted  commas,  *'  Lampe  Beige,"  which  was 
applied,  and  applied  only,  to  the  manufacture  of  the  lamp  for  lighting  purposes —  40 
the  use  of  those  words  seems  to  me  to  be,  in  their  natural  effect,  favourable  to  the 
Plaintiffs*  contention.  Then  Clause  3  is,  perhaps,  the  strongest,  because  it  clearly 
there  refers,  not  merely  to  the  manufacture  of  a  particular  burner,  but  to  the  manu- 
facture of  a  lamp  in  the  ordinary  and  natural  sense,  meaning  a  lamp  for  lighting, 
and  nothing  else — ^^ill  manufacture  the  lamps  in  a  suitable  manner,  that  is  to  say,  45 
**  make  them  similar  or  in  as  good  condition  as  Messrs.  Lempereurand  Bernard^ 
^'  and  with  any  improvements  "  they  might  apply — ^and  the  reference  at  the  end  of 
the  clause  to  betd  workmanship.  It  seems  to  me  that  the  fair  meaning  of  the  agree- 
ment— and  it  certainly  appears  to  me  to  have  been  so  taken  by  the  parties— was 
the  application  of  the  patent  to  a  lamp,  and  to  a  lamp  of  the  description  known  as  50 
the  **  Lampe  Beige,"  to  which  this  document  was  intended  to  apply  ;  therefore  it 
is  only  with  regard  to  that  article  that  the  rights  of  the  Defendants  arose,  and 
I  must  therefore  hold  that  the  Plaintiffs  are  right  \n  their  construction  of 
this  document. 

Russell^  Q.C, — It  would  follow  from  that,  that  your  Lordship  would  grant  an  55 
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tfccoant  of  all  Btoves  manufactured  or  sold  by  the  Defendants  or  their  agents, 
containing  or  fitted  with  the  "  Lampe  Beige,"  or  the  invention  protected,  and 
payment  of  royalties  calculated  thereon, 
Kbnnbdy,  J.— Yes. 
5  Russell^  Q.C.— Also  the  6th  paragraph  of  the  prayer  is  put  in  general  terms — 
"  That  the  Defendant  Company  and  their  agents  may  be  restrained,  during  the 
"  continuance  of  the  said  Letters  Patent  and  license,  from  using  the  invention 
"  protected  thereby  respectively,  except  upon  and  in  accordance  with  the  terms 
''of  the  said  license."    The  meaning  of  it  is  this — "Our  construction  of  the 

10  "  license  being  that  it  only  covered  the  lamp,  we  asked  for  an  injunction 
"  restraining  the  Defendants  from  using  the  invention  protected  " — ^that  is,  the 
burner — "  except  for  the  manufacture  of  the  lamp." 

Kennedy,  «/.— That  would  follow  also.  I  do  not  think  Mr.  Young  has  had 
an  opportunity  of  saying  whether  there  is  or  there  is  not  anything  in  the  sub- 

15  sequent  dealing  of  the  parties  which  would  make  it  unjust  that  there  should  be 
such  an  injunction.    You  have  assented  to  their  use  of  the  stoves,  have  not  you  ? 
Russell^  Q.C. — No.    We  have  supplied  stoves  to  them,  we  have  assented 
to  their  reselling  the  stoves  that  we  have  supplied  ;  that  is  all. 
Kennedy,  J. — And,  subject  to  evidence,  you  would  be  entitled  to  that. 

20  Russell^  Q.C. — There  is  another  matter  which  I  think,  as  a  matter  of  pure  law, 
we  are  entitled  to.  It  is  a  matter  raised  in  the  13th  paragraph  of  the  Statement 
of  Claim.  It  is  the  question  of  the  name  which  the  Defendants  have  applied  to 
the  lamp.  I  need. not  trouble  about  the  stove  now,  because  the  greater  will 
include  the  less.    Now,  paragraph  13  of  the  Statement  of  Claim  is  admitted  in 

25  the  Defence.  Paragraph  8  of  the  Defence  says  that  paragraph  13  of  the  State- 
ment of  Claim  is  admitted,  except  that  the  Defendants  deny  that  they  have 
acted  wrongfully  or  without  the  knowledge  of  the  Plaintiffs  or  their  agents. 
That  is  an  issue  of  fact,  I  suppose. 

Ymmg. — I  know  of  no  law  obliging  us  to  use  a  particular  name.    I  will  argue 

30  that  if  necessary.    It  is  not  a  mere  question  of  waiver. 

Kennedy,  J. — You  say,  Mr.  Russell,  they  had  no  right  to  use  it.  Now,  why 
had  they  no  right  to  use  "  J.C.M.  Lampe  Beige"  ?  You  gave  them  a  right  to 
mannfacture.  You  did  not  restrain  them  from  using  a  particular  name.  I  bear 
in  mind  entirely  what  you  said  as  to  what  the  value  may  be  when  your  patent 

35  is  out.  That  is  another  matter.  I  suppose  they  might  have  sold  it  simply  as  a 
lamp,  might  not  they  ? 

Russell,  Q.C. — Supposing  a  license  were  given  to  manufacture  "Humber" 
cycles,  could  it  be  said  that  a  person. making  under  that  license  could  sell  them 
as  cycles  with  some  other  name  attached,  or  any  name  that  suggested  that  the 

40  article  was  not  that  which  is  a  known  article  of  commerce,  namely,  the 
•*Humber"  cycle?  It  seems  to  me  to  be  one  of  the  advantages  which  a 
Patentee  sets  before  himself  when  he  gives  a  license  to  manufacture  a  particular 
patented  article,  that  that  particular  patented  article  shall  become  known  under 
the  name  that  he  gives  it. 

45  Kennedy,  J,— Is  that  quite  consistent  with  your  contention,  upon  which  I 
hold  you  entitled  to  succeed,  on  the  other  point  ?  Have  you  agreed  that  the 
Specification  was  a  Specification  the  benefit  of  which  they  had  under  their 
license — it  may  be  that  the  Specification  was  the  Specification  of  the  "  Lampe 
"  Beige,"  and  that  they  could  not  have  sold  anything  except  the  "  Lampe 

50  "  Beige ;  but  what  you  were  contending  for  was,  that  they  should  have  the 
right  to  manufacture  and  sell  only  a  particular  article  manufactured  under  that 
patent,  so  that  they  are  not  really  assailing  your  patent,  but  they  are  assailing  a 
particular  article  manufactured  by  them,  including,  of  course,  the  invention 
under  the  patent,  which  you  say  you  have  given  them  a  right  exclusively  to  sell 

55  and  manufacture  in  England, 
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La  SociSte  Anonyme  Pour  La  Fabrication  D'Appareils  D^Eclairage  v.  The 
Midland  Lighting  Company^  Ld.y  and  Altendorf  and  Wright. 

Russell^  Q.C. — I  am  not  dealing  with  the  stove  at  all.  They  are  selling  what 
is  the  "Lampe  Beige,"  but  not  selling  it  as  the  "Lampe  Beige."  Sometimefi 
they  sell  it  as  the  "  J.C.M.  Jjampe  Beige  "  and  sometimes  as  the  "  Thermidor 
"Lampe  Beige,"  the  "J.C.M.  Lampe  Beige"  and  the  "Thermidor  Lampe 
"  Beige "  being  two  names  which  they  have  registered.  Now,  the  letters  5 
"  J.C.M. "  mean  Johnson^  Glapham^  and  Morris.  I  think  those  were  the 
Manchester  agents,  and,  perhaps,  the  largest  sale  in  this  kingdom  of  the 
"  Beige  "  lamps  is  made  through  the  Manchester  agents  of  the  Defendants, 
Johnson^  Glapham^  and  Morris,  and  so  these  letters  "  J.C.M. "  are  attached  to 
make  those  lamps  appear  to  be  the  "  Johnson,  Clapham,  and  Morris*  lamp."  It  10 
is  not  the  "  Lampe  ]Belge  "  which  has  hitherto  been  known,  but  it  is  something 
different,  namely,  the  "  J.C.M.  Lampe  Beige." 

Young  raised  the  point  that  the  Plaintiffs  could  not  claim  under  the  license, 
because  it  had  not  been  formally  assigned  to  them.    He  argued  that  they  were 
not  proper  parties  to  sue,  and  that  it  was  not  a  proper  case  in  which  to  amend,  15 
and    cited  North  Westminster  Brewery  Company  v.  Hannah^   W.N.    1876, 
p.  216  ;  W.N.  1877,  p.  35. 

Kennedy,  J. — I  shall  have  to  act  upon  the  rule  which  says  that  no  action 
shall  be  defeated  by  nonjoinder  or  misjoinder  of  parties,  and  I  shall  have 
to  adjourn  the  trial  of  the  action  for  the  purpose  of  allowing  them  to  join  20 
the  other  persons,  if  necessary,  upon  such  terms  as  to  costs  as  may  be  thought 
right,  unless  you  can  show  me  better  cause  than  merely  a  technical  difl&culty. 

Counsel  then  consulted,  and  arranged  terms  of  settlement. 

Russell^  Q.C. — My  Lord,  of  course,  subject  to  anything  your  Lordship  may 
say,  my  friend  Mr.  Young  and  I  have  agreed  what  is  the  effect  of  the  decision  25 
your  Lordship  has  given  so  far,  and  we  are  prepared  to  take  a  judgment  in  a 
form  which  I  am  just  about  to  mention,  if  it  meets  with  your  Lordship's 
approval.  We  propose  to  take  a  judgment  for  the  Plaintiffs  for  the  account 
asked  for  in  Clause  4  of  the  Claim,  that  is  the  account  as  to  stoves,  and  payment 
as  asked  in  Clause  5,  credit  being  given  for  the  sum  of  1042.  lbs.  Id.  hereinafter  30 
mentioned— that  is  the  sum  which  is  already  in  Court  in  respect  of  the  stoves, 
which,  of  course,  must  be  brought  into  the  account — and  for  an  injunction 
restraining  the  Defendants  from  making  under  their  license  anything  except 
the  "  Lampe  Beige."  That,  I  think,  is  the  result  of  your  Lordship's  judgment 
upon  the  construction  of  the  license  ?  35 

Kennedy,  J.— Yes. 

Russell^  Q.C. — ^And  for  payment  out  of  Court  to  the  Plaintiffs  of  the  sums  of 
1772.  7s.  lid,  692,  3«.  9d.,  and  104Z.  lbs.  Id,  Those  are  the  three  sums  which 
stand  in  Court. 

The  Defendants'  counterclaim  was  dismissed,  and  the  Defendants  were  ordered  40 
jto  pay  the  costs  of  the  action  and  counterclaim,  including  the  costs  of  the 
commission. 
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In  the  Matter  of  the  Trade  Marks  of  The  Royal  Baking  Powder  Company. 


In  the  High  Court  op  Justice.— Ohanobry  Division. 
Before  Mr.  Justice  Rombr.— April  9th,  1897. 

In  the  Matter  op  the  Trade  Marks  of  The  Royal  Baking 

Powder  Company. 

5      Trade    Marks  registered    by  an  American   Company. — Motion  to  rectify 
Register  by  expunging  such  Trade  Marks. — Non-appearance  of  the  Company. 

In  J  887^  the  R.  Company ^  of  New  York^  registered  two  Trade  Marks^ 
claiming  user  before  1875  in  respect  of  one  of  such  Trade  Marks.  In  1897^ 
W.  C.  and  Co.  moved  to  rectify  the  Register  by  expunging  these  Trade  Marks 

10  on  a  variety  of  grounds  stated  in  the  notice  of  motion.  This  notice  of  motion 
was  served  on  the  Comptroller^  and  a  registered  letter j  with  a  copy  tliereof  sent 
to  the  American  Company  in  New  York,  On  the  motion  coming  on  for 
hearing^  neither  the  Comptroller'  nor  tlie  Company  ajjjteared^  and  an  order  was 
made  expunging  the  two  Trade  Marks. 

15  On  the  6th  of  August  1887,  The  Royal  Baking  Powder  Company^  of  106, 
Wall  Street,  New  York,  U.S.A.,  registered,  under  66,683,  as  a  Trade  Mark  for 
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In  the  Matter  of  the  Trade  Marks  of  The  Royal  Baking  Powder  Company. 


RuYALpowder 

ABSOLUTELY  PURE 
All  Grocers  selling  tois  Powder  are  authorized  to 
gruarantee  it  in  every  respect  to  customers. 
DIRECTIONS. 

Use  two  heaping  teaspoonfuk  of 
Baking  Powder  to  a  quart  of  sifted  flour, ' 
the  quantity  may  be  varied  according  to 
qualityof  flour  and  theartide  to  be  made; 
Buckwheat  Cakes  require  more,  and 
cakes  where  eggs  are  used,  less ;  suffi- 
cient must  be  used,  accoiding  to  cir- 
cnmstanoes. 

Always  mix  the  Powder  through  the 
flour  in  the  diy  state;  add  salt  and 
shortening  to  suit  the  taste.  Mix  with 
cold  water  or  sweet  milk  into  a  smooth 
dough  that  can  be  handled  without 
sticking,  and  bake  in  a  hot  oven. 

Caution. — Never  use  sour  milk. 
Cream  Tartar,  Soda  or  Saleratus  with 
the  Powder,  and  it  is  always  best  to  keep 
it  covered  in  a  dry  place. 

MANUFACTURCD    BY 

ROYAL  BAKINC  POWDER  CO. 

IST&W   YORK  . 


•l 


®ebrau(!^^«9[nn>eifung. 

Ocbrauc^  Itoei  Rtljduftc  £^(^{fcl  voa  Royal 
Baking  Powdbk  )u  etnem  ^funb  grUrbKin 
9R^ ;  man  fann  aiub  mebr  eb«r  Totm^x  Royal 
Baking  Powdbr  gebnikbcn,  ic  nacb  Quolitdc 
\H  iR^%  cdcr  ^fS  Stt  bmitentf n  eacfntrtt.— 
OuctiiKtAcn  Auc^n  erfortrm  aicbr  BiMftbe  aU 
anberee  Bacfirert  su  iwb6«m  nuin  Oicr  flcbraucbt ; 
e»  foOte  je  ntOf  Octtfirnift  fleM  lyinrHc^nb  wr. 
irenbrt  iverbcn.  Vti^  UA  Royal  Baking 
Powdbr  OcM  mil  9tcl)(  tm  trcchnca  3uiiaiio 
uiib  fu0c  6a(t  Qutur  obcr  ®cbiiuil|  bem  Oc. 
f^bniAcf  ciitlprKteiit  Ijinta.  SRtf^  mit  Itftcm 
tDaffer  ct«r  f&Sf r  9li({^  fo  Urna^  bt«  tcr  Z^ 
glatt  tft  uitt  xA^  mt\it  bdnflcn  Meibt,  unb  kufe 
aUbann  in  etnem  Ije^den  O^n. 
'  Qcnutt !— Ocbraucbc  n<e  (itiiierc  iRHA.  fDetn* 
flein  cber  6oba  mil  tiem  Royal  Baking 
Powdbr  unt  \io\Xt  H  «ecf<blofffn. 


baking  powder,  in  Class  42,  the  above  Trade  Mark ;  nine  years  user  before 
the  13th  of  August  1875  was  claimed  for  such  Trade  Mark. 

On  the  6th  of  February  18H8,  the  said  Company  registered,  under  66,684,  as  a 
Trade  Mark  for  baking  powder,  in  Class  42,  the  subjoined  Trade  Mark ;  no  prior 
user  was  claimed  for  the  same.  5 

ROYAL  BAKING  POWDER. 


On  the  12th  of  February  1897,  Wright,  Crossley^  and  Co,  gave  notice  of  a 
motion  for  the  9th  of  April  1897,'  before  ROMBR,  J.,  that  the  Register  of 
Trtide  Marks  might  be  rectified—"  (1)  by  the  removal  therefrom  of  the  mark 
"  therein  registered  for  Class  42,  and  numbered  66,683  ;  (2)  by  the  removal 
"  therefrom  of  the  mark  therein  registered  for  Class  42,  and  numbered  66,684  ; 
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In  the  Matter  of  the  Trade  Marks  of  The  Royal  Baking  Powder  Company. 

^  or  that  snch  further  or  other  order  may  be  made  for  the  rectification  of  the 
^  said  Register  as  to  the  Court  shall  seem  fit. 

**  The  grounds  upon  which  the  said  motion  to  rectify  the  Register  is  based,  so 
"  far  as  regards  the  Trade  Mark  numbered  66,683,  are  as  follows : — (1)  The 
^  ^  alleged  Trade  Mark  is  not  a  registrable  Trade  Mark  within  the  Patents, 
'*  Designs,  and  Trade  Marks  Act,  1883  ;  (2)  the  alleged  Trade  Mark  was  not  used 
"  by  The  Royal  Baking  Poiuder  Company,  of  New  York,  U.S.A.,  in  the  United 
'*  Kingdom  as  a  Trade  Mark  for  nine  years  before  the  13th  day  of  August  1875, 
''  as  stated  in  the  application  for  registration  thereof,  or  at  all  before  the  said 
10  "13th  day  of  August  1875;  (3)  the  words  *  Trade  Mark— *  Royal,"  upon  the 
*'  alleged  Trade  Mark,  as  registered,  are  calculated  to  deceive  by  inducing  the 
"  belief  that  the  word  *  Royal '  is  alone  the  Trade  Mark  ;  and  the  words  '  Trade 
"  *  Mark — *  Royal,"  registered  upon  the  alleged  Trade  Mark  as  used,  are  calculated 
"  to  deceive  by  inducing  the  belief  that  the  word  *  Royal '  is  alone  the  Trade 

15  •*  Mark,  *^^  that  the  word  *  Royal '  is  a  registered  Trade  Mark  of  The  Royal 

•*  Baking  Potvder  Company ,  contrary  to  the  fact  and  to  the  judgment  of  the 
**  Court  of  Appeal  ;  (4)  the  exclusive  use  of  the  words  '  Royal  Baking  Powder,' 
^  registered  as  part  of,  or  in  combination  with,  the  alleged  Trade  Mark,  is  calcu- 
•*  lated  to  deceive  the  public,  and  to  injure  Wright^  Crossley,  and  Co.  in  the 
20  **  trade  which  they  have  carried  on  for  over  fifty  years,  having  regard  to  the  fact 
'*  that  Wrighty  Crossley,  and  Co.  have  for  at  least  thirty-five  years  previous  to 
"  the  date  of  the  said  application  manufactured  and  sold  their  baking  powder 
'*  under  the  name  of  *  Royal  Baking  Powder ' ;  (5)  the  alleged  Trade  Mark  is 
'*  applied  by  The  Royal  Baking  Powder  ComjKiny  to  goods  of  foreign  manufac- 
25  ^  ture  in  such  a  way  as  to  constitute  a  false  trade  description  as  to  the  place  or 
**  country  in  which  such  goods  were  made    or    produced,  contrary  to    the 
**  Merchandise  Marks  Act,  1887,  and  is,  therefore,  not  entitled  to  protection  in 
"  a  Court  of  Justice. 
'^  The  grounds  upon  which  the  said  motion  to  rectify  the  Register  is  based,  so 
30  "  far  as  regards  the  Trade  Mark  numbered  66,684,  are  as  follows  :— (1)  The 
"  alleged  Trade  Mark  is  not  a  registrable  Trade  Mark  within  the  Patents, 
"  Designs,  and  Trade  Marks  Act,  1883  ;   (2)  the  exclusive  use  of  the  words 
•* '  Royal  Baking  Powder,'  registered  as  a  i«rt  of,  or  in  combination  with,  the 
**  alleged  Trade  Mark,  is  calculated  to  deceive  the  public  and  to  injure  Wright^ 
35  **  Crosaley^  and  Co.  in  the  trade  which  they  have  carried  on  for  over  fifty  years, 
**  having  regard  to  the  fact  that  Wright^  Crossley,  and  Co.  have  for  at  least 
*'  thirty-five  years  previous  to  the  date  of  the  said  application  manufactured  and 
"  sold  their  baking  powder  under  the  name  of  *  Royal  Baking  Powder ';  (3)  The 
"  Royal  Baking  Company  never  use,  never  have  used,  and  never  intended  ip 
40  ^  use  the  alleged  Trade  Mark  in  the  United  Kingdom,  and  their  intention  in 
**  registering  5ie  said  alleged  Tiude  Mark  was  to  preclude  Wright,  Crossley,  and 
"  Co.  and  all  persons  in  the  trade  from  using  the  words  *  Royal  Baking  Powder ' 
'^  as  or  as  part  of  their  Trade  Marks ;   (4)  if,  contrary  to  the  contention  of 
"  Wright,  GrossUy,  and  Co.,  the  words,  or    combination   of  words,   *  Royal 
45  ^  ^  Baking  Powder '  are  common  to  the  trade,  the  application   should  have 
1  *'  contained  a  disclaimer  of  any  right  to  the  exclusive  use  of  the  said  words 

■  •*  or  combination  thereof. 

I  "The  above  grounds  are  those  upon  which  Wright,  Crossley,  and  Co.  at 

I  "  present  rely  but    this    statement  is  delivered  without   prejudice  to  their 

j  50  "  availing  themselves  of  any  further  grounds  of  objection  to  either  mark  that 
••  may  arise  hereafter  either  out  of  evidence  given  in  this  matter  or  otherwise." 
This  notice  of  motion  was  served  on  the  Comptroller-General  only,  but  on 
the  I3th  of  February  1897,  Bateson,  Warr,  and  Wimshurst,  as  solicitors  for 
WrigJUj  Crossley,  and  Co.,  wrote  and  sent  under  registered  cover  to  The  Royal 
55  Baking  Powder  Company  in  New  York,  a  letter,  enclosing  and  drawing 
attention  to  a  copy  of  this  notice  of  motion. 
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In  fJie  Matter  of  the  Trade  Marks  of  The  Royal  Baking  Powder  Company. 

On  Friday,  the  9th  of  April  1897,  the  motion  came  on  for  hearing  before 
Rom ER,  J.,  and  several  affidavits  were  filed  on  behalf  of  the  Applicants. 

Bousfield^  Q.C.,  Sebastian^  and  Stewart  Brown  (instructed  by  Fields  Roscoe^ 
and  Go.^  as  agents  for  Bateson^  Warr^  and  Wimshurst)  appeared  for  WriglU, 
Gro88let/j  and  Co.    The  Comptroller-General  did  not  appear  on  the  occasion.        5 

Sebastian,  ioT  the  Applicants. — The  owners  of  these  Trade  Marks  are  an 
American  Company.    Notice  of  the  application  being  about  to  be  made  was 
sont  in  a  registered  letter  to  the  Company  in  New  York,  and  the  Company  do 
not  appear.    [The  learned  Counsel  then  went  through  the  notice  of  motion.] 
Since  these  registrations  came  to  the  notice  of  the  Applicants,  which  was  in  10 
the  last  month,  I  think,  of  last  year,  they  have  made  inquiries  about  it,  and 
they  find  that  this  Baking  Powder  Company,  which  has  registered  these  two 
marks,  made  an  application  to  register  the  word  *^  Royal  **  as  their  Trade  Mark 
in  the  year  1879.     That  application  was  refused   by  the  Commissioner   for 
Patents,  probably  the  late  Master  of  the  Rolls,  and,  upon  that,  they  went  from  15 
him  to  Yice-Chancellor  Bacon^  who  also  refused  the  application.    They  then 
went  to  the  Court  of  Appeal,  who  affirmed  the  decision  to  refuse  the  application.* 
I  will  go  into  the  facts  a  little  more  closely,  as  stated  upon  the  affidavits. 
The  facts  appear  to  be  these.     Wright^  Crossley^  and  Co.j  the  Applicants,  are  a 
firm  carrying  on  business  in  Liverpool  as  manufacturers  of   goods  of   this  20 
character,  and  they  have  been  selling  their  baking  powder  as  *'  Royal  Baking 
*'  Powder  "  for  many  years  past.     Several  of  the  witnesses  go  back  as  far  as 
1861.    One  of  them,  who  has  been  in  their  employment  for  a  very  long  time, 
goes  as  far  back  as  1852.    It  was  already  in  use  when  he  went  there,  and  how 
much  longer  it  may  have  been  in  use  we  cannot  strictly  prove.    Then,  from  25 
some  date  prior  to  1866 — I  have  not  got  the  exact  date— down  to  1877  (I  do  not 
know  that  I  need  really  trouble  your  Lordship  with  these  particulars)  it  was 
being  sold  under  a  pink  label  on  which  these  words  appeared.   The  next  labeU 
which  was  a  yellow  one,  was  used  from  1877  to  1894. 

ROMBR,  J. — Tou  have  challenged  their  statement  that  they  had  used  it  for  30 
nine  years  before  the  13th  of  August  1875. 

Sebastian. — ^Yes,  of  course,  negative  evidence  is  difficult,  but  the  evidence  is 
of  this  character,  that  it  is  the  business  of  everybody  connected  with  our  firm, 
both  as  salesmen,  and  as  packers,  and  partners,  and  what  not,  to  make  them- 
selves acquainted  with  what  goes  on  in  the  trade  and  to  know  what  is  going  on,  35 
and  one  and  all  say  that  they  never  heard  of  any  baking  powder  sold  as 
"  Royal  Baking  Powder  "  except  theirs,  until  an  application  was  made  in  the 
year  1886,  from  somebody  representing  the  Defendants,  to  them  in  connection 
with  the  sale  of  "  Royal  Baking  Powder  "  coming  from  America.  Thereupon, 
they  cautioned  him,  and  have  heard  no  more  till  1896,  when  they  found  the  40 
tins  which  your  Lordship  has  before  yon,  and  that  put  them  on  inquiry,  and 
they  put  the  matter  in  the  hands  of  their  solicitors. 

ROMBR,  J. — I  do  not  think  you  need  go  beyond  that. 

Sebastian. — If  your  Lordship  pleases.    Your  Lordship  will  make  an  order  as 
to  both  marks  ?  45 

RoMBR,  •/.— Yes. 

•  See  Weekly  Notes  for  1880,  p.  49. 
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In  the  High  Court  op  Justice.— Chancery  Division. 

Before  Mr.  Justice  Kekewich. 

February  5th  and  12th,  March  12th  and  19th,  and  April  2nd,  1897. 

In  the  Court  op  Appeal. 

5  Before  LORDS  Justices  Lindlby,  Lopes,  and  Rigby. 

April  2nd  and  27th,  1897. 

The  Turner  Pneumatic  Tyre  Company,  Ld.  v.  The  Dunlop 
Pneumatic  Tyre  Company,  Ld. 

Paient. — Action  for  declaration  of  license. — Motion  for  injunction  to  restrain 

10  Defendants  represeriting  that  Plaintiffs  were  not  licensees^  and  from  threatening 

customers  of  tlie  Defendants  ivith  legal  proceedings. — Subsequent  motion  to 

strike   out  paragraph  in  Defence  denying  that  Plaintiffs  were  licensees. — 

Paragraph  struck  out. — Motion  to  vary  order. 

It  was  admitted  in  Court  by  the  I)efendants  that  a  license  was  granted  and 

15  that  the  Plaintiffs  were  entitled  to  such  license;  and  the  Defendants  undertaking 
not  to  represent  that  the  Plaintiffs  were  not  entitled  to  make  and  vend  the 
patented  articles,  and  not  to  threaten  with  legal  proceedings  anyone  in  respect 
of  tyres  manufactured  by  the  Plaintiffs  under  the  Defendants^  inventions^  and 
the  Plaintiffs  undertaking  in  the  usual  way,  the  motion  was  ordered  to  stand 

V^tothe  trial.  The  Defendants  subsequently,  in  their  Defence  {par.  5),  contended 
thai  the  Plaintiffs  were  not  etititled  to  the  license,  and  that  tJieir  tyres  were  fiotof 
theclass  of  tyres  authorized  to  be  made  by  the  license.  ThePlaintiffh  moved  to  strike 
out  this  paragraph,  and,  on  the  motion  being  heard,  it  was  arranged  that  tJie 
Defendants  should  make  a  motion  to  discliarge  tlieir  admission.   The  Defendants 

25  failed  to  make  such  motion,  and,  on  the  Plaintiffs'  motion,  an  order  was  made 
striking  out  the  paragraph  of  the  Defence,  and  the  Defendants  were  ordered  to 
pay  the  costs. 

T/ie  Defendants  subsequently  moved  to  vary  their  admission.     This  motion 
was  dismissed  by  Kekewich,  J,,  and  the  Court  of  Appeal  affirmed  his  order. 

30      On  the  25th  of  January  1897,  T'he  Turner  Pneumatic  Tyre  Comjjany,  Ld., 
commenced  this  action  against  The  Dunlop  Pneumatic  Tyre  Company,  Ld., 
and  T  J.  Fox,  claiming?  (1)  a  declaration  that  under  an  indenture  dated  the 
28th  of  April  1893,  and  made  between  The  Pneumatic  Tyre  and  Booth's  Cycle  ■ 
Agency,  Ld,,  of  the  one  part,  and  J.  While,  as  trustee  for  the  Plaintiffs,  of  the 

35  other  part,  the   Plaintiffs  were  entitled  to  make  and  vend  pneumatic  tyres 
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in  accordance  with  the  inventions  the  subject-matter  of  patents  No.  10,607  of 
1888,  No.  4116  of  1889,  and  No.  14,563  of  1890,  and  any  modifications  or 
improvements  thereafter  made,  subject  only  to  the  provisions  in  the  said 
indenture  contained,  and  that  the  Plaintiffs  were  entitled  to  the  full  benefit  of 
the  said  indenture.  (3)  An  injunction  to  restrain  the  Defendants,  the  Defen-  5 
dant  Fox  being  the  manager  and  agent  of  the  Defendant  Company,  from 
representing  that  the  Plaintiffs  were  not  so  entitled,  and  from  threatening  any 
person  with  any  legal  proceedings  or  liability  in  respect  of  the  purchase,  sale, 
or  user  of  tyres  manufactured  by  the  Plaintiffs  in  accordance  with  the  said 
inventions  and  any  improvements  or  modifications  in  them.  10 

A  notice  of  motion  was  served  on  the  same  day  asking  for  the  same  relief 
as  that  which  was  asked  by  the  writ  in  paragraph  2. 

The  motion  came  on  first  on  the  5th  of  February  1895.     Warmington^  Q.C., 
and  H.  Terrell  (instructed  by  Lumley  and  Lumley)  appeared  for  the  Plaintiffs; 
and  R.  Wallace,  Q.C.,  and  A,  J,  Walter  (with  them  Moulton,  Q.C.,  and  J.  (7.  15 
Oraham)  (instructed  by  J.  B.  Purchase),  appeared  for  the  Defendants. 

Warmington,  Q.C.,  for  the  Plaintiffs,  read  a  letter  from  the  Plaintiffs' 
solicitor  to  the  Defendants'  solicitor,  dated  the  25th  of  January  1897  :  **  Dear 
"  Sir, — As  you  are  doubtless  aware,  rumours  have  recently  been  circulated  in 
"  the  trade  that  the  license  which  was,  on  the  28th  of  April  1893,  granted  20 
"  to  our  clients,  The  Turner  Pneumatic  Tyre  Company,  Ld.,  by  Tlie  Pneumatic 
**  I)/re  and  Booth's  Cycle  Agency,  Ld.  (your  predecessors  in  title),  was  not 
"  now  subsisting  by  reason  of  a  winding-up  order  having  been  made  against 
'^  our  clients,  notwithstanding  that,  on  the  18th  of  July  last,  an  order  was  made 
'*  staying  all  proceedings  in  the  winding-up,  and  directing  the  appointment  of  25 
^^  new  directors.  Our  clients  hesitated  to  believe  that  such  rumours  emanated 
**  from  your  Company  or  any  of  its  officials,  but  they  are  now  informed  that 
"  on  Wednesday  last,  Mr.  Fox,  the  manager  of  the  Nottingham  branch,  made  a 
"  very  serious  statement  confirmatory  of  the  above-mentioned  rumours,  the 
"  substance  of  which,  it  seems  to  us,  must  have  been  derived  by  him  from  30 
'*  your  head  office.  The  matter  is  an  urgent  one  and  calculated  to  seriously 
"  injure  our  clients,  and  it  is  therefore  absolutely  necessary  for  them  to  at  once 
^'  put  a  stop  to  such  statements  and  rumours,  and  obtain  an  authoritative 
"  statement  from  yourselves,  or,  failing  that,  a  decision  from  the  Courts  upon 
*'  the  point.  They  have  therefore  instructed  us  to  issue  process  to  get  this  35 
^'  question  decided,  which  we  have  done,  and  enclose  a  writ  and  notice  of 
"  motion  for  Thursday  next."    That  is  to-day. 

Wallace,  Q.C. — The  letter  was  not  received. 

Warmington,  Q.C— On  the  28th  of  January  1897,  the  Plaintiffs'  solicitors 
received  a  letter  from  the  Defendant  Company  stating  that  such  letter  had  40 
been  handed  to  their  solicitor. 

Wallace,  Q.C. — I  have  not  seen  the  license.  [The  license  was  produced  and 
read,  and  some  other  information.] 

Kekewich,  J. — Mr.  Wallace,  it  suited  your  clients  to  take  cheques  under 
this  license  from  time  to  time  up  to  the  end  of  last  year,  and  now  you  cannot  45 
make  up  your  mind  whether  you  recognise  the  license  or  not. 

Wallace,  Q.C. — There  is  a  question  on  it  as  to  the  particular  tyre. 

Kekewich,  J. — You  are  entitled  to  try  the  question.  I  will  grant  an 
injunction  according  to  the  terms  of  the  notice  of  motion,  over  this  day  week. 

An  injunction  was  accordingly  granted.  50 

On  the  10th  of  February  1897,  the  Defendant  Company's  solicitor  wrote  to 
the  Plaintiffs'  8olicitor,-as  follows  : — "  Dear  Sir, — In  reply  to  your  letter  of  the 
*'  25th  ultimo,  my  clients  admit  that  a  license  was  granted  by  my  clients* 
"predecessors,  T?ie  Pneumatic  Tyre  and  Booth's  Cycle  Agency,  Ld.,  to  James 
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**  Whitey  as  trustee  for  The  Turner  Pneumatic  Tyre  Company y  Ld.y  then  in 
^  coarse  of  formation,  and  they  admit  that  that  Company  is  entitled  to  the 
"  license." 
On  the  12th  of  February  1897,  the  motion  came  on  again  for  hearing  before 
5  Kekeunchy  J. 

Warminaton,  Q.C.,  for  the  Plaintiffs.— There  has  been  a  letter  of  the  10th  of 
Fel»ruary  1897,  and  Defendants  will  give  an  undertaking  to  the  trial.  I  have 
no  objection  to  that,  but  I  ask  that  it  may  be  stated  in  the  order  that  Counsel 
for  the  Defendants  admitted  that  the  Plaintiffs  had  got  this  license. 

10       Graham,  for  the  Defendants. — I  do  not  object  to  that. 

Kbkbwich,V. — All  Mr.  Warmington  wants  is,  in  addition  to  your  under- 
taking, that  it  should  be  added  that  the  Plaintiffs  are  entitled  to  the  license. 
Oraham, — Precisely  in  the  terms  mentioned  by  Mr.  Warmington. 
An  order  was  made  as  follows : — ^And  the  Defendants,  by  their  Counsel, 

15  admitting  that  a  license  was  granted  by  the  Defendants'  predecessors  in  title, 
The  Pneumatic  Tyre  and  BootVs  Cycle  Agency,  Ld.,  to  J,  White,  as  trustee  for 
the  Plaintiffs,  The  Turner  Pneumatic  Tyre  Company,  Ld.,  and  that  the 
Plaintiff  Company  were  entitled  to  such  license,  and  the  Defendants  under- 
taking, until  judgment  or  further  order,  not  to  represent  that  the  Plaintiffs 

20  were  not  entitled  to  make  and  vend  pneumatic  tyres  under  the  said  patents. 
No.  10,607  of  1888,  No.  4116  of  1889,  and  No.  14,563  of  1890,  and  will  not 
threaten  any  person  with  legal  proceedings  or  liability  for  or  in  respect  of  the 
purchase,  sale,  or  user  of  tyres  manufactured  by  the  Plaintiffs  in  accordance 
with  the  said  inventions,  and  any  improvements  or  modifications,  or  any  of 

25  them — and  the  Plaintiffs,  by  their  Counsel,  undertaking  in  the  usual  way — 
order  that  the  motion  do  stand  to  the  trial. 

On  the  20th  of  February  1897,  the  Plaintiffs  delivered  their  Statement  of 
Claim,  which  stated  (1)  the  grant  of  a  license  to  use  the  said  patents  to 
J.  White,  as  trustee  for  a  company  then  about  to  be  incorporated,  under  the 

30  name  of  The  Turner  Pneumatic  Tyre  Company,  Ld.  %  (2)  the  incorporation  of 
the  Plaintiff  Company,  and  the  vesting  of  the  license  in  the  Plaintiff  Company, 
and  due  registration  of  such  ownership  ;  (3)  the  title  of  the  Defendant 
Company  ;  (4)  the  Plaintiff  Company  and  the  Defendant  Company  were  rival 
manufacturers,  and  Fox  was  a  manager  of  a  branch  of  the  Defendant  Company, 

35  and  making  various  other  statements,  including  a  statement  of  the  letter  of  the 
25th  of  January  1897  from  the  Plaintiffs'  solicitors  to  the  Defendant  Company's 
solicitor,  and  of  the  answer  thereto,  being  the  letter  of  the  10th  of  February  1897, 
and  also  a  statement  of  the  Defendants'  undertaking  in  the  order  of  the  12th  of 
February  1897  hereinbefore  mentioned. 

40  The  Defendants  delivered  their  Defence  on  the  9th  of  March  1897.  By  the 
third  paragraph  thereof  they  stated  that  the  Defendants  would  contend  that  the 
Plaintifb  were  not  entitled  to,  and  were  not  the  assignees  of  or  otherwise 
entitled  to  the  license  (if  any)  granted  to  J.  Wliite  on  behalf  of  the  Company, 
called  The  Turner  Pneumatic  Tyre  Company,  Ld.,  mentioned  in  paragraph  1 

45  of  the  Statement  of  Claim  ;  and  the  Defendants  would  further  contend  that 
the  tyres  made  by  the  Plaintiffs  were  not  tyres  of  the  sort  or  class  which  were 
authorized  to  be  made  by  the  said  license. 

On  the  11th  of  March  1897,  the  Plaintiffs  gave  notice  of  motion  to  strike  out 
paragraph  3  of  the  Defence,  on  the  ground  that  it  was  a  breach  of  the  under- 

50  taking  contained  in  the  order  of  the  12th  of  February  1897,  and  contrary  to 
the  s^mission  made  by  the  Defendants  and   contained   in  the  said  order, 
and  was  embarrassing ;  and  that  the  trial  of  the  action  might  be  expedited, 
and  the  Defendants  might  be  ordered  to  pay  the  costs  of  the  application. 
This  motion  was  heard  on  the  12th  of  March  1897. 

55       Warmington,  Q.C.,   for    the    Plaintiffs.— This  is  a  motion  to  strike    out 
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paragraph  3  of  the  Defence.  The  action  claims  a  license  and  to  restrain  the 
Defendants  from  making  threats.  There  have  been  the  letters  of  the  25th  of 
January  1897  and  the  lOth  of  February  1897,  and  the  previous  proceedings  in 
Court.  The  order  of  the  12th  of  February,  though  it  is  not  so  expressed, 
was  by  consent,  it  was  an  admission.  Then  the  Statement  of  Claim  was  put  5 
in  on  the  20th  of  February  1897.  [Kbkbwich,  J.— The  undertaking  is  not 
set  out.]  Yes,  there  is  paragraph  H  of  the  Defence.  The  first  part  of  that 
cannot  stand  after  the  admission,  but  the  whole  of  it  is  wrong ;  contentions 
ought  not  to  be  pleaded.  There  is  nothing  else  about  the  license.  The  part 
as  to  the  tyres  is  frivolous  and  vexatious  under  0. 23,  r.  4,  and  it  is  embarassing.  10 
[Kbkbwich,  •/.— Why  ?]  We  do  not  know  how  to  deal  with  it,  whether  it 
is  law  or  &ct.  That  goes  to  the  form  of  pleading.  Suppose  the  Defendants 
say,  in  fact,  the  tyres  we  make  are  not  in  accordance  with  this,  of  course  we 
should  apply  for  particulars,  but  we  cannot  do  so.  I  ask  for  an  order  in  the 
terms  of  the  notice  of  motion.  15 

Oraham. — The  letter  of  the  Defendants*  solicitor  admits  that  a  license  had 
been  granted  to  J.  White^  as  trustee  for  TJie  Turmer  Pneumatic  Tyre  Company^ 
Ld.y  then  in  course  of  formation,  and  it  admits  that  that  Company  was  entitled 
to  the  license,  but  the  point  of  the  Defendants  is  that  that  Company  is  not  the 
present  Plaintiff  Company.  20 

Kbkbwich,  J. — Your  difficulty  is  the  solemn  admission  to  get  out  of  the 
chance  of  an  injunction. 

Oraham.  —  Your  Lordship  first  granted  an  injunction  restraining  the 
Defendants  from  threatening  the  Plaintiffs  and  their  customers,  and  on  the 
next  week  Mr.  Warmington  accepted  an  undertaking  in  the  terms  of  the  25 
injunction.  I  was  ready  to  give  that  undertaking,  and  did  not  object  to 
the  letter  of  the  Defendants*  solicitor  being  placed  in  the  order,  but  the 
admission  was  not  intended  to  go  further  than  that. 

Kbkbwich,  J. — I  cannot  hear  an  argument  on  this  point,  but,  if  there  has 
been  a  slip,  a  proper  application  might  be  made.    You  cannot  get  out  of  the  30 
admission  by  saying  you  did  not  intend  what  the  order  says. 

Oraham. — I  admit  we  cannot  go  behind  that,  but  this  admission  only  really 
meant  that  the  assent  had  only  reference  to  what  took  place  between  this  and 
the  hearing  of  the  trial. 

Warmington^  Q.C. — Certainly  I  did  not  mean  that.  35 

Oraham. — ^That  is  what  I  meant. 

Warmington^  Q.C. — On  the  first  occasion,  I  told  Mr.  Wallace^  if  he  would 
make  an  adinission,  I  would  make  an  end  of  the  action  and  pay  the  costs. 

Oraham. — ^We  do  not  want  to  make  an  end  of  the  action.  I  meant  we  should 
let  the  matter  go  to  the  hearing  on  the  terms  that  the  letter  should  be  put  in  40 
the  order,  and  the  Defendants  should  stop  threatening.  If  the  Court  cannot 
go  behind  the  order,  then  I  suggest,  as  the  real  point  of  the  action  is  whether 
the  Plaintiffs  are  entitled  to  the  license,  that  the  motion  should  stand  over 
until  the  Defendants  have  taken  steps  to  correct  the  form  of  order  ;  otherwise 
the  Court  is  disposing  of  the  whole  action.  45 

Kbkbwich,  «/. — ^You  have  left  to  you  the  contention  that  the  Plaintiffs*  tyree 
are  not  of  the  sort  which  they  were  authorized  to  make. 

Oraham. — There  is  more  in  the  other  point.  We  ought  to  be  allowed  to 
make  an  application  to  correct  the  form  of  the  order  before  this  motion  is 
heard.  50 

Kbkbwich,  J. — ^You  are  delaying  the  Plaintiffs'  action. 

Oraham. — No ;  we  are  willing  that  the  action  should  come  on  as  soon  as 
possible. 

Kbkbwich,  J. — Mr.  Warmington^  I  shall  be  disposed  in  respect  of  what 
you  say,  if  the  Defendants  undertake  to  give  notice  of  motion  forthwith  to  55 
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rsry  the  order  by  discharging  the  admission  and  to  give  their  evidence  in  chief 
by  12.0  mid-day  on  Tuesday,  so  that  you  may  have  an  opportunity  of  replying 
before  5.0  on  Friday.  Then  I  direct  this  motion  to  stand  over  until  Friday, 
and  the  two  to  come  on  together. 
5  A  farther  discussion  took  place  as  to  the  order  to  be  made,  and  it  was 
ultimately  agreed  that  the  Defendants  should  make  a  motion  to  discharge  the 
admission  contained  in  the  order,  and  to  give  notice  of  the  evidence  in  support 
of  the  motion  on  or  before  Monday  next,  the  15th  of  March  1897. 

On  the  19th  of  March,  Warmington^  Q.C.,  renewed  the  motion.    No  notice 

10  of  motion  has  been  given  by  the  Defendants,  and  on  March  16th,  the  Defen- 
dants' solicitor  wrote  this  letter  : — "  Dear  Sir, — Dunlop  Company  at  the  suit 
"  of  The  Turner  Tyre  Company, — Since  hearing  of  your  motion  herein,  we 
"  have  given  the  matter  further  consideration,  and  if  you,  as  the  Plaintiffs* 
*^  solicitors,  will  assure  us  in  writing  that  your  clients,  the  present  Turner 

15  "  Pneumatic  Tyre  Company ^  are  the  same  Turner  Pneumatic  Tyre  Company^ 
*^  Ld.y  as  that  referred  to  in  the  license,  and  that  the  present  Company  was 
*'  properly  taken  out  of  liquidation,  we  will  not  on  Friday  oppose  so  much  of 
"  your  motion  as  relates  to  that  part  of  paragraph  3  which  denies  the  license 
**  belongs  to  your  clients."    The  answer  to  this  was  dated  March  16th  : — "  We 

20  "  are  in  receipt  of  your  letter  of  the  I6th  of  March  inst.  We  do  not  quite  under- 
*'  stand  what  it  is  you  desire  us,  as  the  Plaintiffs*  solicitors,  to  do  in  the  matter. 
"  The  facts  as  to  the  winding-up  order,  and  the  order  to  stay  the  proceedings 
"  thereunder,  are  well  known  to  you,  and  are  fully  and  correctly  stated  in  the 
♦'  affidavit  of  Mr.  Harris  filed  in  this  action  on  January  20th  this  year."    That 

25  is  not  the  way  to  conduct  serious  business,  and  the  Defendants  have  got  the 
delay  by  reason  of  giving  the  undertaking. 

Wallace^  Q.C.,  for  the  Defendants. — ^The  Defendants  understand  now  the 
true  facts  of  the  case,  and  are  willing  to  strike  out  of  their  Defence  the  part 
relating  to  the  license.    The  Defendants  do  not,  in  any  way,  want  to  deny  the 

30  license. 

Ebkbwich,   J.  —  I  do   not   want  to  hear  you,  Mr.  Warmington.     Has 
Mr.  Graham  anything  to  say  ? 
Graham, — No. 
Ebkbwich,  J.,  made  the  following  order  : — The  order  will  be  to  strike  out 

35  the  Defence  as  asked,  and  the  Defendants  will  pay  the  costs  of  the  application. 

The  Defendants  subsequently  gave  notice  of  motion  for  leave  to  vary  the 
order  made  in  this  action,  dated  the  12th  of  February  1897,  in  the  manner 
shown  in  red  ink  on  the  copy  of  the  said  order. 
The  motion  came  on  for  hearing  on  the  2nd  of  April  1897. 

40  Ebkbwich,  J. — What  the  draftsman  of  this  notice  of  motion  really  intended, 
I  am  by  no  means  sure.  It  looks  as  if  there  was  some  reference  to  the  old 
notion  of  getting  rid  of  an  admission  which  had  been  made.  But,  whether 
it  means  that  or  anything  else,  it  is  not  according  to  any  ordinary  form.  I  do 
not  desire  to  rest  upon  technicalities,  but  to  address  myself  to  the  question  of 

45  substance,  and  the  question  of  substance  is  what  Mr.  Moulton  has  explained 
to  me. 

There  is  not  the  slightest  doubt  about  the  jurisdiction  of  the  Court.  This 
order  has  been  settled,  and  passed,  and  entered,  and  gone  through  all  the  proper 
forms,  and  is  now  upon  the  Record.    But,  nevertheless,  if  the  Court  is  satisfied 

50  that  it  does  not  properly  express  the  order  which  the  Court  intended  to  make — 
that  is  to  say,  the  order  either  proceeding  from  the  judgment  of  the  Court, 
after  argument,  or  the  order  which  the  Court  made  on  the  admission  of  the 
parties — ^the  Court  has  full  jurisdiction  to  alter  it,  and,  more  than  that,  the 
Court  would  not  hesitate  to  alter   it,  in    order   Uiat  its  Records   may    be 
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pare,  in  the  sense  of  expressing  the  real  intention  of  the  Court.    That  is  the 
question  I  have  got  to  try.     I  have  the  notice  of  motion  before  me  on  which 
the  order  was  made,  and  it  is  quite  clear  from  my  own  recollection,  and  alao 
from  the  shorthand  notes  that  Mr.  TFarmm^^on  has  read  to  me,  that  the  under- 
taking was  given  by  Mr.  Oraham  in  the  terms  of  the  notice  of  motion.  5 
Whether  those  words  were  used  or  not  is,  to  my  mind,  quite  immaterial.    Once 
admitted  that  the  Plaintiff  Company  were  entitled  to  the  benefit  of  the  license 
of  the  28th  of  April  1893,  and  it  followed,  as  a  matter  of  course,  that  the 
Defendants  had  no  case  on  motion  for  injunction,  and  must,  therefore,  either 
submit  to  an  injunction,  or  give  an  undertaking  in  the  terms  of  the  notice  of  10 
motion,  which  only  sought  to  restrain  the  Defendants  from  derogating  from 
their  own  license.    I  have  looked  through  the  notice  of  motion  with  the  order 
before  me — ^the  undertaking — and,  although  I  will  not  pledge  myself  to  it  word 
for  word,  because  every  lawyer  knows,  and  every  man  who  has  tried  such 
things  knows,  that  you  cannot  be  sure  of  the  accuracy  of  a  document,  unless  15 
you  have  had  one  person  to  read  aloud,  and  another  to  follow — ^but  I  have  looked 
at  it,  and,  so  far  as  my  eyes  will  carr^'  me,  the  notice  of  motion  is  followed 
precisely,  verbatim  et  literatim^  in  the  undertaking  which  is  given  by  the 
Defendants.    Why  is  that  not  right  ?    I  cannot  conceive  myself  why  it  is  not 
right.     I  conceive  that  anything  else  would  be  entirely  wrong.    I  am  perfectly   20 
sure  that  Mr.  Graham  was  right  in  giving  the  undertaking  in  the  terms  of  the 
notice  of  motion.    I  am  perfectly  sure  that  the  Registrar  has  done  his  duty  in 
drawing  up  an  order  following  the  terms  of  the  notice  of  motion.   Mr.  Moulton 
has  put  this  point,  he  says  that  the  license  is  of  a  restrictive  character,  and 
that  this  undertaking  takes  no  notice  of  the  restriction.     Of  course  it  does  not.   25 
Nobody  ever  intended  that  it  should.    There  is  a  license  to  manufacture 
according  to  these  patents,  and  then  there  is  a  covenant  by  the  licensee  that  he 
will  not,  during  any  year  of  his  license,  manufacture  or   sell   tyres  of  the 
same  pattern  or  design  as  the  tyres  which  the  licensors  shall  for  the  same  year 
offer  in  the  market  as  one  of  their  ordinary  tyres.     It  is  suggested  that  the  30 
licensee  is  manufacturing  tyres  in  breach  of  that  covenant,  and  that  this  order 
and  this  undertaking  prevent  the  Defendants  from  insisting  on  that  covenant. 
Not  in  the  least.    They  may  sue  on  that  covenant  at  once.    They  may  take 
proceedings  to  have  the  license  determined  for  breach  of  the  covenant  at  once ; 
but,  until  they  have  done  that,  as  long  as  the  license  stands,  they  are  bound,  in  85 
all  honesty  and  propriety,  to  say  that  the  license  stands,  and  to  admit  that  the 
license  stands,  and  not  to  interfere  with  the  licensee  manufacturing  under  the 
license.    What  is  the  object  behind,  I  do  not  know — it  is   no  use  speculating 
upon  these  things — but  I  am  quite  certain  that  the  motion  is  wrong,  and  must 
be  refused,  with  costs.  40 

Leave  to  appeal  was  asked  for  and  refused,  but  the  Court  of  Appeal  sub- 
sequently gave  leave  to  appeal. 

The  Defendants  then  gave  notice,  dated  the  6th  of  April,  of  a  motion  that  the 
order  of  Mr.  Justice  Kekbwich,  whereby  he  Refused  to  vary  an  order  dated  the  45 
12th  of  February  1897,  might  be  reversed,  and  that  the  said  order  might  be  varied 
in  the  manner  shown  in  red  ink  upon  the  copy  of  the  said  order ;  or,  alternatively, 
that  the  said  order  might  be  otherwise  varied,  so  as  to  limit  the  undertaking 
contained  in  the  said  order  to  the  undertaking  in  fact  given  by  Counsel  for 
the  Defendants,  viz.,  that  the  Defendants  would  not  represent  that  the  Plaintiffs  50 
were  not  entitled  to  make  and  vend  pneumatic  tyres  in  accordance  with  the 
terms  of  the  license  granted  by  the  predecessors  in  title  of  the  Defendant 
Company  to  the  Plaintiffs,  and  dated  the  28th  of  February  1893  ;  or  in  the  further 
alternative,  if  the  undertaking  set  out  in  the  said  order  of  the  12th  day 
of  February  1897  was  in  fact  given  by  Counsel  for  the  Defendants,  tha^  the  55 
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Defendants  might  be  relieved  from  the  said  undertaking  as  given  by  mistake, 
and  that,  in  lieu  thereof,  the  undertaking  set  out  in  the  said  copy  of  the  said 
order  of  the  12th  of  February  1897,  as  altered  in  red  ink,  which  was  intended 
to  be  given  by  Counsel  for  the  Defendants,  might  be  substituted  therefor. 
5  The  appeal  now  came  on  for  hearing.  Moulton^  Q.C.,  and  J.  G.  Oraham 
(  Wallace^  Q.C.,  and  Walter  with  them)  appeared  for  the  Appellants  ;  Warming- 
ton,  Q.C.,  and  H.  Terrell  appeared  for  the  Respondents. 

Moulton^  Q.C.,  and  J.  G.  Graham^  for  the  Appellants,  stated  the  previous 
proceedings.      [LiNDLBY,  L,J. — You  concede  that  the  Respondents  have  a 

10  license?]  Yes,  but  there  was  an  important  reservation  in  the  license  which 
was  not  noticed  when  the  admission  was  given.  There  was  a  covenant  by 
the  licensees  "  that  they  will  not  in  any  year  of  the  license  manufacture  or 
^*  sell  tyres  of  the  same  pattern  or  design  as  the  tyres  which  the  licensors  shall 
"  for  the  same  year  offer  in  the  market  as  one  of  their  ordinary  tyres."    We 

15  agree  that  they  have  a  license  to  make  tyres  under  the  license,  but  with 
that  restriction  which  is  not  noticed  in  the  order.  The  Appellants  are  thus 
in  a  difficulty.  Supposing  somebody  writes  to  them,  and  says,  "Are  The 
**  Turner  Pneumatic  Tyre  Goinpany  entitled  to  sell  your  tyres  ?"  (the  tyre 
being  of  the  form  the  Dunlop  Gompany  were  then  selling),  the  Appellants 

20  would  be  put  in  a  difficulty  how  to  answer  the  letter ;  if  they  returned  a 
negative  answer,  a  committal  order  might  be  applied  for.  But  surely  the 
Appellants  ought  to  have  the  right  to  say  that  the  Turner  Gompany  could 
not  make  those  particular  tyres.  The  order  ought  to  be  altered  by  adding 
"  subject  to  the  restrictive  words  of  the  license " ;  that  would  be  sufficient. 

25  The  order  really  gives  the  Turner  Gompany  more  than  they  have  a  right 
to.  [LiNDLBY,  L,J. — You  cannot  say  they  have  not  a  right  to  manufacture 
under  the  patents  ?]  No  ;  but  the  words  suggested  ought  to  be  inserted.  The 
Appellants  might  be  committed  for  saying  that  the  Turner  Gompany  were 
doing  what  they  are  not  entitled  to  be  doing.    This  order  binds  the  Appellants 

30  as  if  they  had  given  an  absolute  license.  The  order  goes  too  far.  [  Warming- 
ton^  Q.C. — It  is  exactly  in  the  terms  of  the  notice  of  motion,  and  was  consented 
to  by  Counsel.]  There  ought  to  have  been  added  "  subject  to  the  restriction." 
Counsel  was  not  informed  of  the  restriction.  [LiNDLBY,  L.J. — This  is  not  a 
case  of  common  mistake.]    No,  but  Counsel  for  the  Turner  Gompany  did  not 

35  intend  to  ask  for  something  beyond  their  right.  There  is  evidence  of  mistake. 
[LiNDLBY,  L.«/. — This  undertaking  does  not  really  embarrass  you  ?]  Yes,  it  is 
a  limitation  on  the  Appellants*  freedom.  Suppose  a  customer  sent  a  tyre  made 
by  the  Turner  Gompany,  made  exactly  according  to  the  tyres  that  the  Appel- 
lants are  selling  this  year,  and  asked  if  the  Turner  Gompany  had  a  right  to 

40  make  it,  the  Appellants  could  not  venture,  in  face  of  their  undertaking, 
to  answer  "  No,"  though  that  is  their  right.  [LiNDLBY,  L.J. — ^Why  do  you 
advertise  as  you  do  ?]  We  do  not  intend  to  issue  new  advertisements.  We 
only  want  to  be  able  to  say  the  Turner  Gompany  is  not  entitled  to  make  these 
particular  tyres. 

45  LiNDLBY,  L. J. — I  do  not  think  we  need  trouble  you,  Mr.  TFarmm^^on.  It 
appears  to  me  that  this  is  not  a  case  in  which  we  ought  properly  to  interfere  at 
all.  Here  is  a  suit  instituted  to  restrain  the  Defendants  from  saying  that  the 
Plaintiff  Company  are  not  entitled  to  exercise,  or  make  tyres  according  to,  a 
certain  invention.    The  Plaintiffs  have  got  a  license  to  do  that.    When  that  is 

50  apparent,  the  Defendants,  very  naturally  and  very  properly,  give  an  undertaking 
not  to  go  on  with  these  statements.  Now,  it  appears  that  that  license  is 
qualified  in  some  way  or  other,  so  that,  according  to  the  terms  of  the  license, 
the  Plaintiffs  are  entitled  to  make  tyres  according  to  the  invention,  but 
they  are  not  entitled  to  make  tyres  according  to  some  particular  pattern. 

55  There  is  nothing  about  pattern,  either  in  the  notice  of  motion  or  in  the  under- 
taking or  anything  else,  and,  if  there  is  a  quarrel  about  the  pattern,  it  is  not 
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touched,  BO  far  as  I  can  understand  it,  by  anything  that  has  occurred  at  all- 
Whether  it  is  right  or  whether  it  is  wrong,  Counsel  laid  their  heads  together 
and  gave  an  undertaking,  which  is  a  very  proper  one  under  the  circumstances, 
and  I  do  not  see  that  there  is  any  ground  at  all  for  relieving  the  Defendants 
from  the  consequences  of  it. 

Lopes,  LJ^. — I  agree. 

RiGBY,  LJ,—l  agree. 

LiNDLBT,  L.J. — The  motion  will  be  dismissed,  with  costs. 


In  thb  Shbbiff  Court  of  Lakarkshirb  in  Scotland. 

Before  Shbriff-Substitutb  Guthrib  and  Shbriff  Bbrry.  10 

January  30th,  Mai-ch  27th,  July  23rd  and  25th,  and  November  9th,  1895, 

and  June  24th,  1896. 

In  thb  Court  of  Session  in  Scotland— Outbr  Housb. 

Before  Lord  Kincairney.— October  23rd  and  30th,  1896. 

In  the  Court  of  Session  in  Scotland— Inner  House.  15 

Before  The.  Lord   President,  Lord   Adam,  Lord  M'Laren,  and 

Lord  Kinnbar. 

December  15th  and  16th,  1896,  and  January  16th,  1897. 

CowiB  Brothers  and  Co.  v.  George  Herbert. 

Trade  Mark. — Picture    of  a    toum    hall. — Infringement. — Resemblance. —  JO 
Interdict  for  particular  locality. — Patents^  Ac.  Act^  1883^  Section  90. 

C.  B.  and  Go.^  export  mercJiants  in  Glasgow^  cu^quired^  in  the  East  Indies^  a 
reputation  for  goods  sent  out  by  them,  including  biscuits.  On  the  22nd  of 
July  1889y  they  registered^  as  their  Trade  Mark^  a  representation  of  the  Toum 
Hall  of  Gla^goWy  which  was  imprinted  on  a  label  containing  some  letterpress^  85 
and  affixed  on  the  boxes^  ca^es^  and  tins  in  which  their  goods  were  exported  and 
sold.  This  Trade  Mark  became  kfiown  as  "  El  Musjid  "  or  "  The  PaUice.^'*  The 
representatioji  was  a  diagrammatic  representation  of  the  front  of  the  Glasgow 
Town  Hall.  At  the  trials  some  evidence  was  led  to  shotv  that  G.  B.  and  Go.  had 
borrowed  from  H.  the  idea  of  the  device.  H.  got  a  perspective  representation  30 
of  the  same  building  jjrinted  over  his  own  labels,  and  ftsed.  it  before  and  after 
tlie  said  registration^  and  exported  goods  of  a  similar  description  to  the  same 
markets  as   G.  B.  and  Go.^   with   the  labels  bearing    his  picture   on    them. 
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(7.  B.  and  Co.  brought  an  action  against  H.,  to  restrain  him  from  iising^  in 
connection  unth  the  sale  of  biscuits  not  exported  or  selected  or  prepared  for  ex- 
portation by  G.B.  and  Go.^  their  Trade  Mark — that  is^  the  said  representation 
of  said  Town  Hall—or  any  mark  substantially  the  samCy  or  only  colour- 
5  ably  different  therefrom.  The  Pursues  averred  infringement  only  in  the 
Burmese  market 

The   Pursuers    and  their  employees   and    three  trade    witnesses    testified 

that  the  two  labels  would  come  under  the  same  name^  ^^El  Musjid,^^  in  the 

interior  of  Burmahy  and  that  there  was  such  similarity  as  would  7nislead  native 

10  buyers.    There  was  no  evidence  of  actual  deception^  and  it  ivas  admitted  by  the 

Pursuers  that  British  trader's  would  not  be  deceived. 

The  Gourt  held  that  the  Purstiers  had  failed  to  prove  such  resemblance  cw 
would  mislead  purchasers. 

Trade  Mark. — Picture  of  a  town  hall. — Motion  to  expunge  from  Register. 

15  — Gompetency  of  motion  before  the  Scottish  Gourt — Person  aggrieved. — Patents^ 
Jkc.  Acty  1888y  Sections  90  and  111. 

During  the  dependence  of  the  above  action^  the  Defender  H.  presented  a 
petition  to  the  Lord  Ordinary  in  the  Outer  House  of  the  Gourt  of  Session^ 
under  Section  90  of  the  Statute^  to  have  the  said  Trade  Mark  of  G.  B.  and  Go. 

20  expunged  from  the  Register.  H.  stated  that  the  device  had  been  in  common  use 
by  a  number  of  lithographers  prior  to  the  date  of  registration^  and  that  it  had 
been  taken  from  the  representation  of  the  Town  Hall  of  Glasgow^  which  had 
regularly  appeared  on  H.^s  wrappers  prior  to  said  registration^  and  which 
had   continued  to  appear    on  said  wrappers  down  to  presentation  of  the 

25  petition. 

Heldj  by  the  Lord  Ordinary ^  that  the  petition  to  him  for  rectification  of  the 
Register  uxis  a  competent  application ;  that  the  Petitioner  was  an  "  aggrieved 
"  person  "  in  the  sense  of  the  Act ;  and  (follounng  Powell  v.  The  Birmingham 
Vinegar  Brewery  Company,  L.R.  1894^  Appeal  Gases  5,  11  R.P.G.  4^  and  Wragg's 

:M)  Trade  Mark,  L.R.  29  Gh.I).  551)  that  the  application  was  not  barred  by  the 
lapse  of  five  years  since  Oie  date  of  registration  complained  of.  Ultimately^ 
the  petition  was  not  insisted  on^  and  therefore  dismissed. 

In  November  1894,  the  Pursuers  raised  an  action  in  the  Sheriff  Court  of 
Lanarkshire,  in  which  they  sought  "to  interdict  the  Defender  from  in  any  way 

35  ''  Qsing,  in  connection  with  the  sale  of  biscuits  not  exported  or  selected  or 
**  prepared  for  exportation  by  the  Pursuers,  the  Pursuers'  Trade  Mark, 
*•  numbered  85,461,  and  published  in  the  "Trade  Marks  Journal,"  No.  579,  at 
"  page  435  ;  or  any  mark  substantially  the  same  as,  or  only  colourably  different 
**  from,  Pursuers'  said  Trade  Mark  ;  and  from  in  any  way  infringing  the  exciu- 

40  "  sive  rights  of  the  Pursuers  in  the  said  Trade  Mark."  The  Pursuers  stated 
that  in  connection  with  their  business  as  export  merchants,  they  had  for  several 
years  exported  goods  to  Rangoon  and  elsewhere  abroad,  and  had  acqufred  an 
extensive  and  favourable  reputation  in  the  market  for  the  goods  exported  by 
them.    Biscuits  had  for  many  years  formed  part  of  the  goods  so  exported  by 

45  them.  In  order  to  protect  themselves  and  the  public  from  imposition  by  the 
sale,  or  exportation  for  sale,  by  others  of  goods  not  exported  or  selected  for 
exportation  by  them,  they,  in  1889,  adopted  as  a  distinctive  Trade  Mark  for 
certain  classes  of  their  goods,  a  representation  of  the  Glasgow  Town  Hall,  and 
they  had  since  used  this  representation  as  their  Trade  Mark  for  these  goods.    In 

r»0  particular,  they  had  used  it  on  tins  or  packages  of  biscuits  selected  for  exporta- 
tion«  and  exported  by  them  to  Rangoon  and  elsewhere  abroad.  The  said  Trade 
Mark  was  known  in  the  Rangoon  market  as  "El  Musjid"  or  " The  Palace." 
Further,  the  Pursuers,  on  or  about  the  22nd  day  of  January  1889,  applied  for 
registration  of  the  said  Trade  Mark  under,  and  in  terms  of  the  Patents,  Designs, 

55  and  Trade  Marks  Act,  1883.    Their  application  was  advertised  in  the  "  Trade 


4H8 


REPORTS  OP  PATENT,  DESIGN,        [June  2, 1897. 


Coune  Brothers  and  Go.  v.  Oeorge  Herbert. 


**  Marks  Journal,"  on  page  425  of  No.  579,  published  on  the  1st  of  May  1889,  and 
on  or  about  the  11th  of  July  1889,  their  application  was  granted.  Ever  since 
the  last-mentioned  date,  the  Pursuers  said  they  had  been  entered  in  the 
Register  of  Trade  Marks  as  proprietors  of  the  Trade  Mark  in  question,  of  which 
a  representation  is  subjoined  : — 


GLASGOW  TOWN  HALL. 

This  Trade  Mark  was  used  in  blue  as  the  centre  of  a  red  and  blue  label  on 
the  lids  of  biscuit  tins.  The  label  had  at  the  top  "  Cowie's  Superior."  On  one 
side  of  the  Trade  Mark  was  a  bunch  of  ears  of  corn  with  "  Glasgow  "  on  a 
riband  across,  and  on  the  other  another  bunch  of  ears  of  corn  with  "  Biscuits  " 
on  a  riband  across.  10 

The  Pursuers  further  averred  that  they  "  have  recently  ascertained  that  the 
"  Defender  is  using  on  tins  or  packages  containing  biscuits  exported  by  him,  or, 
**  at  all  events,  not  exported  by  the  Pursuers,  nor  selected  for  exportation  by 
'*  them,  a  representation  of  Glasgow  Town  Hall,  in  imitation  of,  and  substantially 
**  the  same  as  the  Complainers'  Trade  Mark  above  mentioned.  Inter  alia^  the  \U 
*'  Defender  recently  consigned  to  Rangoon  for  sale  a  quantity  of  tins  or  packages 
"  containing  biscuits  and  bearing  such  counterfeit  Trade  Mark.     .     .     .    The 

Defender's  use  of  the  label  complained  of  is  calculated  to  lead  buyers  to  believe 
"  that  the  goods  consigned  by  him  have  been  selected  and  consigned  by  the 
"  Pursuers,  and  is  injurious  to  Pursuers'  trade,  and  an  infringement  of  their  20 
"  said  Trade  Mark." 

The  following  is  a  facsimile,  on  a  reduced  scale,  of  the  label  used  by  the 
Defender  on  the  lids  of  biscuit  tins,  which  was  a  red  and  blue  label,  the 
building  being  printed  in  blue. 


In  general   appearance  there  was  a  considerable  similarity  between    the  25 
Purstiers'  label  and  the  Defender's  label. 
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The  Pureuera  pleaded— (1)  the  Defender  having  infringed  and  still  continuing 
to  infringe  the  Pursuers'  Trade  Mark  as  condescended  on,  the  Pursuers  are 
entitled  to  the  interdict  craved,  with  expenses. 
The  Defender,  on  the  other  hand,  stated  that  one  of  the  Pursuers'  firm,  in 
5  1888,  requested  the  Defender  to  give  the  Pursuers'  firm  a  sample  of  his  biscuits 
along  with  quotations,  as  they  stated  that  they  intended  to  begin  the  exportation 
of  biscuits  to  foreign  markets.  The  Defender  submitted  a  box  or  boxes  of 
biscuits  to  Pursuers,  which  had  a  label  or  labels  thereon  containing  a  perspective 
view  of  the  Glasgow  Municipal  Buildings,  which  Defender  had  in  use  for  some 

10  considerable  time  before  that  date.  The  Defender  averred  that  Pursuers 
took  the  box  containing  the  label  to  the  Defender's  own  printers,  and  desired 
them  to  make  and  print  a  label  similar  to  the  one  adopted  by  the  Defender. 
The  printers  objected  to  do  this  until  they  had  asked  the  permission  of 
Defender.    Defender,  on  being  approached   by  the  printers,  cautioned  them 

15  against  niiaking  or  printing  labels  for  the  Pursuers  which  might  be  mistaken 
for  his  own,  and  this  the  printers  undertook  to  do.  Defender  was  not  aware 
until  immediately  before  the  raising  of  the  present  action,  that  Pursuers  had 
appropriated  and  registered  the  design  of  the  Glasgow  Municipal  Buildings 
used  by  them  as  a  Trade  Mark.    The  design  in  question  was,  at  the  date  of 

20  registration  by  Pursuers,  incapable  of  registration,  in  respect  that  it  was  not  the 
design  of  the  Pursuers ;  it  was  in  common  use,  and,  specially,  a  representation  of 
the  Glasgow  Municipal  Buildings  had  been  used  by  the  Defender  as  a  Trade 
Mark  for  his  biscuits  ;  and,  further,  that  it  did  not  come  under  the  definition 
provided  by  the  Trade  Marks  Acts.     The  Pursuers,  or  one  or  other  of  them, 

25  were  quite  aware  that  the  Defender  had  adopted  and  used  the  label  with  the 
design  now  complained  of,  and  exhibited  in  process,  prior  to  the  registration  by 
them  of  the  Trade  Mark  adopted  by  them.  The  Defender,  as  stated,  was 
unaware  until  recently  of  the  registration  of  the  Pursuers'  design  or  label,  and 
the  Pursuers  had  purposely  avoided  raising  any  objection  to  the  Defender's  use 

30  of  the  label  in  question,  until  the  expiry  of  five  years  from  the  date  of  such 
registration. 

On  these  statements,  the  Defender  tabled  the  following  pleas :— (1)  The 
subject  of  the  so-called  Trade  Mark  being  invalid,  in  respect  of  want  of  novelty, 
being  incapable  of  registration,  and  in  prior  use,  the  Defender  is  entitled  to  be 

35  absolved  from  the  conclusion  of  the  action,  with  expenses.  (2)  The  Defender, 
not  having  infringed  any  alleged  Trade  Mark,  is  entitled  to  absolvitor,  with 
costs.  (3)  The  Pursuers'  statements,  so  far  as  material,  are  insufificient  to  support, 
the  conclusions  of  the  Summons,  and  absolvitor  should  be  granted,  with  costs. 
(4)  The  Pursuers,  by  acquiescence  and  delay,  being  barred  from  stating  any 

40  objections  to  Defender's  use  of  his  own  label,  the  present  action  should  be  dis- 
missed, with  costs.  (5)  The  Pursuers,  having  adopted  or  imitated  the  subject 
of  the  design  in  use  by  the  Defender,  are  not  entitled  to  the  protection  of  the 
Court,  and  the  present  action  falls  to  be  dismissed,  with  expenses.  (6)  The 
Defender,  not  being  aware  until  recently  of  Pursuers'  attempt  to  appropriate 

45  the  design  in  question,  and  being  in  course  of  taking  proceedings  for  recti- 
fication of  the  Register  of  Trade  Marks  as  a  party  aggrieved,  the  present 
proceedings  should  be  sisted  until  his  rights  are  determined. 

Sheriff-Substitute  GUTHRIB,  on  the  30th  of  January  1895,  heard  the  parties  on 
these  pleas,  so  far  as  preliminary,  and  issued  findings  that  ^'  the  Pursuers  are 

50  **  proprietors  of  a  Trade  Mark,  which  was  registered  as  on  the  22nd  of  January  1889, 
"  and  that  the  registration  thereof,  conform  to  the  certificate  produced,  No.  85,461 
"  (No.  6/1  of  process),  is  conclusive  evidence,  in  terms  of  Sections  75  and  76  of 
'•  the  P^tent8,:Design8,  and  Trade  Marks  Act,  1883,  of  then-  right  to  the  exclusive 
"  use  thereof,  subject  to  the  provisions  of  the  said  Act ;  and  that  the  Defender's 

55  ^  second  plea  in  law,  and  his  first  and  second  additional  pleas  in  law  "  (Nos.  1, 
3,  and  4  cited  supra)  "  can  only  be  maintained  in  an  appliqation  to  the  Court  of 
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"  Session  for  rectification  of  the  Register  :  finds  that  the  question  of  infringe- 
"  ment  cannot  be  conveniently  decided  without  probation."  In  a  Note,  he 
said,  "The  interlocutor  explains  itself,  and  I  only  need  to  say  that  the 
•*  Defender's  representation  of  the  town  hall  is  not  so  exactly  like  the  Pursuers' 
"  as  to  satisfy  me  that  a  purchaser  would  probably  be  deceived  by  it.  Neither  5 
"  is  the  resemblance  so  slight  that  one  can  at  once  assert  that  no  rational  person 
"  could  be  deceived  by  it.  The  case,  therefore,  is  one  in  which  the  Pursuers 
"  have  to  prove  actual  deception,  or  reasonable  probability  of  deception.  It 
"  may  be  that  the  Defender  has  a  stronger  case  on  those  pleas  which  are  not  for 
"  the  consideration  of  this  Court.  It  is  therefore  proper  that  he  should  1® 
"  consider  whether  to  make  an  application  for  rectification  of  the  Register 
"  before  incurring  the  expense  of  a  proof,  and  I  give  him  an  opportunity  of 
"  doing  so." 

The  Defender  appealed  to  the  Sheriff-Principal  (Bbrry),  who  heard  parties 
on  the  27th  of  March  1895,  and  adhered,  remitting  to  the  Sheriff-Substitute  to  15 
take  proof  on  the  question  of  infringement.     The  proof  accordingly  was  taken 
on  the  23rd  and  25th  of  July  1895. 

For  the  Pursuers,  Archibald  Gowiey  one  of  the  Pursuers,  deponed  : — "  Our 
"  first  shipment  to  Rangoon  under  the  Town  Hall  label  was  in  October  1889. 
"  So  far  as  I  know,  until  October  last  year  (1894),  there  wera  no  other  biscuits  20 
^'  being  sold  in  Rangoon,  or  elsewhere,  under  a  similar  label.    We  had  no 
"  advice  from  Rangoon  until  the  receipt  of  the  teleg- am  on  3 1st  October  1894.  .  .  . 
*<  I  think  that  [Defender's  labels]  are  likely  to  carse  the  goods  under  them  to 
"  be  mistiiken  for  ours.   .    .    .    From  my  knowledj^'e  of  the  Eastern  trade,  I  say 
**  that  goods  are  usually  sold  by  mark.'*      Gross-examined :  *'  I  am  not  aware  25 
**  if  any  person  in  this  country  was  deceived  by  the  similarity  of  the  two  labels. 
"  We  never  sold  a  tin  of  biscuits  in  this  couiiitry,  and   I  cannot  give  an 
"  opinion.  ...  I  have  no  personal  knowledge  of  anyone  having  been  deceived, 
*'  because  I  have  never  been  in  Rangoon.    Assuming  that  I  was  a  stranger  to  the 
**  city  of  Glasgow,  I  most  certainly  say  that  I  would  be  deceived   by  the  two  30 
"  designs." 

Gluirles  Rennie  Gowie  deponed  : — "  The  first  shipment  of  biscuits  was  in 
**  October  1889.  I  frequently  heard  of  HerberVs  biscuits  in  Rangoon,  under  a 
*'  label  giving  his  name  and  his  works.  The  first  intimation  I  got  of  HerberVs 
*•  use  of  the  Town  Hall  label  was  the  date  of  the  telegram,  October  1894^.  I  35 
^*  only  arrived  home  at  that  time.  At  the  time  I  left  Rangoon  in  September  I 
"  did  not  hear  of  the  Town  Hall  label  being  used  by  Herbert.  By  a  subsequent 
*^  mail,  we  received  a  copy  of  the  label  said  to  be  used  out  there.  That  label 
"  was  likely  to  cause  confusion  of  our  goods  and-  Herberts.  I  think  there  is 
''  such  a  resemblance  between  the  label  complained  of  and  ours,  that  buyers  40 
^<  are  likely  to  be  deceived.  That  class  of  trade  is  entirely  in  the  hand^  of 
**  native  buyers.  The  goods  are  known  by  the  Trade  Marks  entirely.  Our 
"  design  is  known  out  there  as  a  mesjid  or  mosque,  or  a  girgo  or  church.  The 
<*  label  complained  of  is  known  by  the  same  name.  We  had  a  case  of  candjes  and 
*<  other  goods  where  we  had  a  view  a  little  like  this,  and  it  was  a  mesjid.  We  4ft 
*' took  proceedings  against  the  person  using  it  in  Rangoon,  and  were  snc- 
"  cessf ul.  He  was  found  liable  to  pay  a  fine  of  200  rupees,  or  go  to  prison  for 
**  three  months." 

Andrew  Symington^  Assistant  Commissioner  in  Burmah,  deponed  : — "It  is 
*<  eight  years  since  I  went  out  to  Burmah.  I  came  a  great  deal  in  connection  50 
**  with  traders.  I  have  seen  Gotvie's  Town  Hall  label,  and  Guthrie  and  Co.^s 
"  Town  Hall  label.  I  think  there  is  a  similarity  between  these  two  marks, 
•*  which  might  deceive  a  native  buyer. '  In  Burmah,  goods  are  known  by  the 
"  brands  on  them.  The  brand  appears  on  Gowie  and  Go.'s  label  as  the 
**  Glasgow  Town  Hall.  In  Burmah,  the  Town  Hall  would  be  known  as  a  palace,  55 
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^*  and,  in  India,  as  a  temple.  A  native  that  bought  goods  under  Gowie^s  label, 
"  might,  in  a  subsequent  purchase,  take,  by  mistake,  goods  under  Outhrie 
"  and  Oo.'s  label. 

Thomas  Ptirdie^  general  assistant  of  Coivie  and  On ^  Rangoon,  deponed  :— 

5  "  I   am   in  the  employment  of   Gowie  and   Go.,  merchants,  Rangoon.     Last 

"  October,  a  box  ^vas  brought  into  the  place  bearing  the  Town  Hall  label, 

**  That  was  the  first  time  I  had  ever  seen  the  Town  Hall  label,  except  on  our 

**  own  goods.    That  same  day  I  caused  a  lawyer  out  there  to  take  proceedings 

**  against  the  man  who  had  been  selling  them.     I  was  in  Court  when  the 

10  "  evidence  was  taken  and  sentence  pronounced.     He  was  fined  200  rupees,  or 

"  three  months'    imprisonment.      He   paid  the  fine.      Out  in   Rangoon  and 

"  Burmah,  goods  are  known  by  the  Trade  Mark.    The  goods  bearing  our  Town 

**  Hall  label  are  known  by  the  mark.    That  is  a  natural  result  from  the  fact 

*'  that  the  natives  don't  read  English.     I  don't  think  a  native,  who  was  buying 

15  •'  under  Goivie  and  Go.\s  mark,  would  notice   the  difference  between  it  and 

'*  Guthrie   and   Go.^s  mark.     When  I  was  in  Court,  one  of  the  natives  was 

"  asked  to  distinguish  between  the  two  labels,  and  he  was  unable  to  do  so.     I 

"  have  tested  some  of  the  natives  in  the  office,  and  they  could  not  tell  the  one 

**  from  the  other.   They  call  our  mark  girgo  or  church,  and  mesjid  or  mosque. 

20  '*  They  would  also  call  G^Uhrif*  arid  Go's  mark  a  mesjid  or  mosque  ticket."  Gross- 

examined:  "  I  tested  the  natives  by  putting  one  tin  of  Guthrie's  before  them, 

"  and  another  of  ours,  and  asking  them  to  select  which  weis  which.     I  asked 

**  them  to  tell  me  which  was  ours,  and  they  said  they  were  both  ours." 

James  Galbraith,  sole  partner  of  James  Galhraith  and  Sons,  East  Indian 

2.>  merchants,  Glasgow,  deponed  : — '*  I  was  in  Burmah  for  about  eighteen  years. 

"  I  came  home  in  1876,  and  since  then  I  have  been  in  business  in  Glasgow,  and 

'*  connected  with  Burmah.      The  natives,  as  a  rule,  distinguish  one  maker's 

'*  goods  from  another   by  the  Trade  Mark,      The  principal  Trade  Marks  in 

"  use  in  the  East  are  photographs  or  designs.    Letterpress  would  be  of  no  use  to 

'M)  '*  them  out  there.     I  have  seen  the  labels  in  question.    I  consider  that  there  is 

*'  a  similarity  between  Guthrie  a'nd  Go.^s  labels  and  Goivie  and  Go.^s  labels. 

"  The  similarity  is  such  as  would  deceive  a  native  buyer  in  Rangoon.     The 

**  natives  are  in  the  way  of  giving  the  different  tickets  names  of  their  own. 

*'  I  think  the  labels  in  question  would  go  under  the  same  name,  and  confusion 

35  *'  would  arise  between  the  two.    (Q.)  If  a  native,  who  had  been  buying  under 

"  Gowie  and  GoJ*s  Town  Hall  mark,  ordered  goods,  how  do  you  think  he  would 

•  "  order  them  ? — He  would  order  them,  in  the  native  language,  as  a  house,  or 

■  "  palace,  or  large  building." 

Francis  Park,  Glasgow  representative  of   Sir  Jacob  Behr&ns   and  Sons^ 

40  East   Indian  merchants,  deponed  : — "  From    my  experience  of   the   Eastern 

"  market,  goods  are  known  by  the  brand  or  mark,  almost  entirely.    The  natives 

**  ordered  goods  by  the  ticket.    That  is  how  imitations  are  got  up  sometimes. 

'*  I  have  seen  the  labels  of  Gowie  and  Go.  and  Guthrie  and  Go.    I  think  there 

*'  is  a  similarity  between  these  labels,  such  as  would  deceive  native  buyers, 

45  "  especially   up-country  buyers.     In    ordering    Gowie's   biscuits    or    Guthrie 

'*  and  Go.^s  biscuits,  they  order  them  by  the  native  name.     A  native,  who  has 

'•  been  in  the  habit  of  getting  goods  under  Gowie's  label,  might,  very  easily,  g«t 

"  goods  under  Guthrie's  label  passed  on  him  as  the  same  goods  he   had  got 

"  before.      The   native   would    expect    them   to   be  the   goods   thiit    he    had 

50  '*  got  before." 

For  the  Defender,  Hugh  Peter  Buchanan,  merchant,  Glasgow,  deponed  : — 
'*  {Q.)  If  a  dealer  was  wanting  to  order  goods,  having  once  seen  them  under 
"  this  label  of  Gowie  and  Go.^s,  and  if  he  wished  to  renew  the  order,  how  would 
**  he  describe  it  ? — Gowie  Brothers  and  the  natives  would  have  a  name  for  it  in 
5.'!  "  their  own  office.  (Q.)  Supposing  the  name  was  a  church  or  a  mosque,  woald 
"  not  another   label,   which   came   under  the    same   category,   be  apt   to   be 

2  K 
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"  confused  ? — There  are  so  many  building  on  biscait  labels  that  a  dealer  would 
"  not  be  such  a  fool  as  to  specify  loosely  what  he  wanted,  nor  wonld  the 
"  merchant  be  foolish  enough  to  have  any  doubt  on  the  subject.  It  is  the  case 
'^  that  these  labels  go  by  a  name  in  the  market.  They  sometimes  go  by  an 
"  elevation,  sometimes  a  mosque,  and  sometimes  a  church.  (Q.)  If  si  native  5 
"  buyer  was  ordering  it  by  the  name  of  mosque,  church,  or  palace,  might  there 
"  not  be  confusion  between  these  two  labels  ? — They  are  too  wide-awake  to  leave 
"  any  doubt.  They  have  an  elevation  in  fifty  different  forms,  and  it  might  be 
"  twenty  different  houses.  They  are  quite  accustomed  to  the  difference  in 
'*  buildings,  of  formation,  or  names  of  nrms.  It  is  the  case  that  the  native  l(» 
'*  dealer  does  not  read  English.  A  native  dealer  would  not  be  able  to  read 
*'  letterpress  ;  in  a  case  of  this  kind,  he  would  go  by  the  label  and  mark.  I  am 
''  familiar  with  Guthrie  and  Co.'s  label.  (Q.)  From  your  recollection  of 
**  Outhrie*s  label,  can  you  tell  me  what  is  the  difference  between  Herberts  and 
'*  that  one  of  Gowie' s  you  see  before  you  (No.  19)  as  regards  the  building? —  15 
*'  I  am  fully  convinced,  in  my  own  mind,  that  even  an  up-country  native  would 
**  not  be  confused  between  them.  [Question  repeated.] — For  my  part,  I  could 
**  not  recollect  that.  There  is  the  difference,  that  Gowie" s  building  is  facing, 
"  and  Outhrie*s  is  from  the  comer.  I  think  that  is  a  kind  of  distinction  that 
"  a  native  would  carry  in  his  mind.  {Q.)  Supposing  he  had  only  seen  Gowie^s  20 
"  label  once  before,  could  he  recollect  that  difference  ? — I  expect  he  would. 
"  (Q.)  Is  it  not  a  thing  that  is  doubtful  ? — It  might  be. 

Lewis  Osborne  Smith,  merchant,  Glasgow,  deponed: — "(Q.)  Do  you  think, 
"  from  your  experience,  that  the  people  out  in  Rangoon  are  liable  to  be 
"  deceived  ? — No.  I  would  say  no.  (Q.)  They  are  pretty  well  up  in  the  2'* 
"  matter  of  design.? — I  don't  think  there  is  any  question.  They  are  both  buildings. 
"  I  think  a  native  could  carry  in  his  mind  Pursuers'  building,  and  would  not 
"  be  liable  to  confuse  that  with  No.  6/2."  Gross-examined :  "  I  never  resided  for 
"  any  length  of  time  in  Rangoon.  The  last  time  I  was  there,  I  stayed  for  six 
"  or  seven  weeks,  and  the  previous  time  not  so  long.  {Q.)  Did  you  sell  any  IM) 
"  goods  out  there  ? — I  went  out  with  our  salesman,  but  I  could  not  deal  with  the 
^*  dealer  because  I  could  not  speak  the  language.  I  think  that  the  man  who  is 
"  selling  the  biscuits  for  Pursuers  would  know  that  we  were  using  that  label. 
'^  I  presume  that  the  design  on  the  labels  represent  the  same  building.    That  I 

"  is  obvious  to  anyone  looking  at  the  two.    I  don't  pretend  to  know  anything  35 
'*  about  buildings.      I  understand  they  are  both  taken  from  the  Municipal 
**  Buildings,  Glasgow." 

George  Herbert,  the  Defender,  deponed : — "  I   recollect  Gillespie  (printer) 
^*  calling  upon  me  and  asking  my  permission  to  allow  my  label  to  be  copied  in 
"  some  way.    He  said  he  had  been  sent  for  by  Gowie  Brothers,  and,  when  40 
'^  there,  he  had  been  shown  a  tin  of  my  biscuits  and  asked  to  get  up  a  label  i 

^^  something  on  the  lines  of  mine.    I  said  he  had  better  not  copy  this,  as  there  I 

"  was  very  likely  to  be  a  row  if  he  did.     I  would  be  very  much  surprised  to  find  | 

"  that   Guthrie's  label  would  be  mistaken  for  Gowie's.     They  are  different  j 

"  altogether,  I  should  think.  .  .  .  (Q,)  How  do  you  account,  if  Coivie  and  Go.'s  4o 
"  label  was  being  used  in  the  market  during  all  these  years,  for  your  not 
*'  knowing  of  it  until  November  of  last  year  ? — I  knew  they  were  selling 
"  biscuits.  (Q.)  How  didn't  you  know  that  Pursuers  were  selling  biscuits  under 
"  the  Town  Hall  brand  until  November  last  year  ?  —  They  were  not  in  the 
"  habit  of  sending  home  copies  of  the  labels  for  extracts  ;  they  merely  said  50 
"  Gowie  BrotJiers'  price  is  so  and  so.  In  the  same  way,  they  might  say  that 
"  Guthrie  arid  CoJ's  price  was  so  and  so,  and  not  say  anything  about  the 
"  labels." 

On  the  9th  of  November  1895,  the  Sheriff-Substitute  (GUTHRIB)  granted 
interdict  as  craved,  and  added,  in  a  Note  to  his  judgment,  "  The  Pursuers'  title  55  | 

"  to  their  Trade  Mark  having  formerly  been  sustained,  the  only  question  is 
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"  whether  the  Trade  Mark  used  by  the  Defender  is  so  like  it  as  to  have  a 
"  tendency  to  mislead.  It  is  not  necessary  to  the  Pursuers*  case  that  they 
**  should  show  that  the  Defender  had  an  intention  to  deceive,  and  I  do  not 
'*  think  that  is  alleged  or  proved.  Neither  have  I  anything  to  do,  as  Laj  already 
5  **  been  held,  with  the  question  whether  the  Pursuers  are  properly  registered . 
"  They  are  registered,  and  that  is  conclusive  for  the  present  purpose.  Further, 
'*  an  attentive  consideration  of  the  question  of  similarity  satisfies  me  that 
"  purchasers  are  likely  to  be  deceived  by  the  resemblance  of  the  one  label 
"  to  the  other.    A  good  deal  is  said  about  the  greater  probability  of  unedu- 

10  "  cated  (?)  Orientals  being  deceived,  but  it  does  not  seem  at  all  unlikely  that  an 
**  average  English  buyer  might  mistake  the  one  picture  for  the  other.  It  must 
"  be  observed  that  deception  occurs,  not  when  the  two  pictures  are  presented  at 
"  the  same  moment  for  comparison,  but  when  the  Defender's  picture  is  seen  by 
"  itself,  and  can  only  be  compared  with  the  representation  of  the  registered 

15  "  Trade  Mark  which  the  intending  buyer  carries  in  his  memory." 

The    Sheriff  (Bbrry),   on  the   24th   of    June    1896,   having    adhered,   the 
Defender,  on  the  9th  of  July  1896,  appealed  to   the    First    Division    of   the 
Court  of  Session. 
The  Defender  presented  a  petition  to  the  Court  of  Session  under  Section  90 

20  of  the  Patents,  Designs,  and  Trade  Marks  Act,  1883  (46  &  47  Vict.  cap.  57),  and 
the  amending  Act  of  1888  (51  &  52  Vict.  cap.  50),  Section  23,  craving  an  order 
for  the  rectification  of  the  Register  of  Trade  Marks  by  expunging  therefrom 
Gowie  and  Go.^s  entry,  consisting  of  the  design  aforesaid  and  the  descriptive 
words,  "Glasgow  Town  Hall." 

25  In  the  petition  and  in  the  Pursuers'  answers,  the  essential  statements  made  in 
the  Sheriff-Court  action  wore  repeated.  The  argument,  which  was  heard  on 
the  'J3rd  October  1896,  was  substantially  the  same  as  the  argument  in  the 
Inner  House.  So  far  as  not  the  same  or  similar,  they  appear  sufficiently  from 
the  opinion  of  the  Lord  Ordinary. 

:iO  On  the  30th  of  October  1896,  the  Lord  Ordinary  (Lord  Kincairnby),  having 
considered  the  petition,  with  the  answers  thereto,  found  (1)  that  the  Petitioner 
was  a  person  aggrieved  in  the  sense  of  the  90th  section  of  the  Statute  46  &  47 
Vict.  cap.  57,  and  so  entitled  to  present  an  application  under  that  section  to  the 
effect  prayed  for  ;  and  (2)  that  the  application  is  not  barred  by  the  lapse  of  five 

X5  years  since  the  date  of  the  registration  complained  of.  Before  further  answer, 
he  allowed  to  the  Petitioner  a  proof  of  his  averments,  and  to  the  Respondents 
a  conjunct  probation,  and  appointed  the  same  to  proceed  on  a  day  to  be  afterwards 
fixed. 

In   the  Opinion  appended   to    this  interlocutor,   Lord   KiNCAiRNBY,  after 

40  reviewing  the  main  facts,  as  above,  said,  "The  present  petition  has  been 
"  presented  by  Herbert^  Defender  in  the  Sheriff-Court  action,  and  it  prays 
*'  for  an  order  for  the  rectification  of  the  Register  by  the  removal  therefrom  of 
**  the  Trade  Mark  of  Gowie  Brothers  and  Co.  The  petition  is  opposed  by 
**  Gowie  Brothers  and  Go.    Although  the  question  raised  in  the  Sheriff  Court 

45  **  has  a  material  bearing  on  the  question  raised  by  this  petition,  it  is  not  by  any 
*'  means  the  same ;  and,  indeed,  there  may  l)e  reason  for  deciiling  it  before 
*•  deciding  the  appeal  from  the  Sheriff  Court,  for  certainly,  if  the  Petitioner 
"  sticceeds  in  getting  Gowie  Brothers  and  Go's  Trade  Mark  removed  from  the 
'•  Register,  they  can  hardly  maintain  their  interdi<:t.     At  all  events,  I  think 

"lO  "  that  the  dependence  of  the  appeal  does  not  disentitle  the  present  Petitioner 

"  from  endeavouring  to  have  the  Trade  Mark  expunged  from  the  Register,  and 

"  I  think  I  am  bound  (supposing  my  jurisdiction  to  be  clear)  to  entertain  and 

**  dispose  of  the  case. 

"  I  have  been  informed  that  there  is  no  report  in  our  books  of  any  petition 

55  "*  for  rectification  of  the  Register  of  Trade  Marks ;  but  no  objection  has  been 

2  N  2 
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"  taken  to  my  jurisdiction,  and  I  suppose  there  is^  no  doubt  about  it.  At  the 
"  same  time,  Section  111  of  the  Act  46  &  47  Vict.  cap.  57,  on  which  it  seems  to 
'*  depend,  is  very  obscure.  But  this  much  is  clear,  that  the  '  Court '  in  the  Act 
''  means,  in  Scotland,  the  Lord  Ordinary,  and  the  *  Court  of  Appeal '  means 
'*  either  Division.  5 

"  The  petition  is  brought  under  Section  90  of  that  Act,  amended  on  a. point 
"  immaterial  to  this  question  by  the  Act  51  &  52  Vict.  cap.  50.  That  section 
"  confers  power  on  the  Court '  on  the  application  of  any  person  aggrieved  '  .  . 
'*  .  .  *  by  any  entry  made  without  sufficient  cause  in  any  such  Register,*  to 
*'  make  such  order  for  expunging  the  entry  as  the  Court  thinks  fit.  10 

"  1  think  there  is  no  doubt  that  the  Petitioner  is  *  a  person  aggrieved  '  in  the 
''  sense  of  the  Statute,  and  therefore  entitled  to  bring  this  application.  The 
''  fact  that  he  has  been  interdicted  from  using  a  trade  device  similar  to  the 
*'  Respondents'  registered  Trade  Mark  is  sufficient  to  give  him  the  rights  of 
'*  '  a  person  aggrieved.'  That  has  been  treated  as  clear  in  English  cases  15 
"  (see  Powell  v.  Hie  Birmingham  Vinegar  Brewery  Company y  1893,  App. 
*'  Cases  9). 

*'  But  the  Respondents  Cowie  Brothers  and  Co.  maintain  in  their  answers 
"  that  the  Petitioner  is  barred  by  delay,  and  is  excluded  by  the  lapse  of  live 
"  years  from  the  date  of  the  registration,  in  terms  of  Section  76  of  the  Act.  At  20 
'*  first  sight,  Section  76  seems  to  favour  this  contention,  because  it  provides  that 
** '  the  registration  of  a  person  as  proprietor  of  a  Trade  Mark  shall  he  prima 
"  ^  facie  evidence  of  his  right  to  the  exclusive  use  of  the  Trade  Mark,  and  shall, 
"  *  after  the  expiry  of  five  years  from  the  date  of  registration,  be  conclusive 
"  *  evidence  of  his  right  to  the  exclusive  use  of  the  Trade  Mark,  subject  to  the  25 
** '  provisions  of  this  Act.'  •  I 

"  It  appears,  however,  to  have  been  conclusively  decided  in  England  that  the  j 

"  lapse  of  five  years,  while  it  may  facilitate  the  protection  of  the  Trade  Mark, 
*'  does  not  exclude  a  petition  for  the  rectification  of  the  Register ;  Wragg*s 
"  Trade  Mark  (1885),  L.R.  29  Ch.D.  551 ;  Edwards  v.  Dennis  (1885),  L.R.  30  30  ' 

"  Ch.D.  454  ;  Powell  v.  Birmingham  Vinegar  Brewery  Company y  supra.  The 
"  reasons  given  in  these  cases  appear  conclusive,  and,  indeed,  the  Respondents 
**  did  not  ultimately  maintain  that  the  application  was  absolutely  excluded  by 
"  the  lapse  of  fiYQ  years.  The  general  plea  of  bar  from  delay  may  depend  on 
*'  circumstances.  35 

^^But  the  Respondents  maintain  that  the  averments  in  the  petition  are 
"  irrelevant,  and  would  not,  if  proved,  warrant  an  order  for  the  removal  of 
"  their  Trade  Mark.  As. to  this  plea,  I  think  there  is  great  difficulty.  I  do  not 
^*  find  in  the  Statutes  any  statement  of  the  grounds  on  which  an  application  for 
"  the  registration  of  a  Trade  Mark  may  be  successfully  opposed,  or  on  which  40 
*'  an  application  for  rectification  of  the  Register  may  be  supported.  Section  90 
"  is  quite  general.  The  Petitioner  avers  (1)  that  the  design  was  in  common 
''  use  prior  to  the  date  of  registration  ;  (2)  that  it  had  been  issued  to  customers 
**  prior  to  registration  by  certain  lithographers,  and  had  been  employed  by  these 
**  customers  as  their  representation  or  Trade  Mark  ;  {?>)  that  the  Petitioner  had  45 
**  used  it  (1  suppose  he  means  to  say  in  the  biscuit  trade)  before  registration ; 
*'  (4)  that  the  Respondents'  device  had  been  actually  taken  from  the  Petitioner's 
**  wrappers.  The  first  two  of  thene  averments  are,  with  much  force,  objected  to 
"  as  far  too  general,  inasmuch  as  it  is  not  said  who  the  parties  were  who  used 
**  the  Trade  Mark,  where  it  was  used,  or  in  what  trade  it  was  used,  while  the  50 
*'  latter  statements  are  objected  to  as  insufficient,  although  proved,  to  warrant 
**  the  order  claimed.  I  have  considerable  doubts  on  this  point.  This  may  be 
**  said,  that  if  Herbert  had  beeii  awnrf*  of  the  :i])]ilicjition  of  Cowie  Brothers  and 
**  (7o.,  he  might  have  presented  a  similar  application,  and  might  have  made  out 
*'  as  good  a  case  for  registration  as  they  did.  But  rectification  of  an  entry  made  55 
**  in  the  Register  may  be  a  very  different  matter.     I  was  referred  to  a  passage 
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*'  in  Mr.  Fulton's  *  Treatise  on  Trade  Marks '  to  the  effect  that  *  a  person  cannot 
"  *  register  as  a  new  mark  something  which  has  been  already  used  by  another 
"  *  person  in  the  same  trade.'  But  I  have  not  found  any  decision  or  judicial 
**  dictum  which  goes  so  far  as  that. 

5  "  While  I  hesitate  on  this  point,  I  am  not  prepared  to  throw  out  the  petition 
^^  as  irrelevant,  and  think  that  the  Petitioner  should  be  allowed  in  the  meantime 
"  to  establish  his  averments  by  proof.  Possibly,  some  parts  of  the  proof  taken 
*^  in  the  Sheriff  Court  might,  by  agreement  of  parties,  be  utilised  in  this  case. 
"  In  any  view,  I  think  the  proof  mi^ht  be  led  within  a  short  time  if  the 

10  **  Respondoutb  do  not  take  this  judgment  to  review,  so  that  it  might  be 
**  considered  in  the  Inner  House  along  with  the  appeal." 

The  Lord  Ordinary's  judgment  was  reclaimed  to  the  First  Division,  and  as 
the  Sheriff-Court  action  depended  there  also,  the  Defender  did  not  insist 
on  tho  petition,  which  was  dismissed.    The  argument  was  accordingly  taken 

15  on  the  question  raised  in  the  action,  namely,  whether  or  not  Gowie  Brothers 
and  Co.  were,  as  the  Sheriffs  held  thoy  were,  entitled  to  interdict,  and  proceeded 
on  the  15th  and  16th  of  December  1896. 

Ure  and  Findlay  (instructed  by  Simpson  and  Marwick,  W.S.)  for  the 
Defender. — ^The  Sheriffs  were  wronj/.     The  Pursuers  had  completely  failed  in 

20  their  proof.  To  begin  with,  there  was  no  similarity  between  the  labels  which 
could  deceive  even  an  Oriental  mind.  They  represented  the  building  from 
totally  different  points  of  view,  and  could  not  be  mistaken  for  one  another. 
People  in  the  East  were  quite  accustomed  to  discriminate  about  buildings.  The 
labels  could  not  be  said  to  depict  the  same  building  in  the  sense  of  deceiving 

25  anyone.  Nor  did  the  surroundings  contribute  to  any  deception.  But,  even 
assuming  that  there  was  a  superficial  resemblance,  the  Pursuers  had  not  proved 
a  single  case  of  actual  deception.  It  was  quite  true  that,  as  a  general  rule, 
actual  deception  need  not  be  proved  ;  but,  when  the  rival  Trade  Marks  had  been 
circulating  side  by  side   in  the  market  where  deception  was  alleged   to   be 

HO  probable,  the  fact  that  no  one  appeared  to  have  been  misled  was  very  material ; 
"  Kerly  on  Trade  Marks,"  p.  206  ;  Rodgers  v.  Rodgers,  3J  L.T.  285  ;  Estcourt  v. 
The  Estcourt  Hop  Essence  Gompany,  L.R.  10  Ch.  276  ;  Lambert,  5  R.P.C.  556  ; 
Baker  v.  Rawson,  45  Ch.D.  519  ;  Re  TallM's  Trade  Mark,  11  R.P.C.  77.  Even  if 
the  same  building  was  represented,  the  point  of  view  was  different,  and  this  was 

35  enough  to  make  a  different  mark.  Otherwise,  when  a  building  was  appropriated 
as  a  mark  in  the  smallest  way,  it  would  be  impossible  for  any  trader  to  use  it  in 
any  way  whatever  as  a  mark.  The  result  would  be  to  strike  out  all  edifices  from 
the  region  of  Trade  Marks.  In  view  of  the  dissimilarity  of  the  labels,  this 
was  eminently  a  case  where  deception  must  be  proved.     Even  if  it  were  not, 

40  the  Pursuers'  evidence  was  of  the  vaguest  and  thinnest  description,  and  failed 
to  establish  the  probability  of  deception.  The  distinction  they  attempted  to 
draw  between  an  Englishman  and  an  Oriental  was  rejected  even  by  the  Sheriff- 
Substitute,  who  had  decided  in  their  favour.  No  such  distinction  could  be 
drawn,  since  the  customer  in  both  countries  must  be  regarded  as  on  a  level  in 

45  the  matter  of  education,  or,  at  all  events,  of  intelligence.  In  any  event,  no 
probability  of  deception  had  been  proved,  except  in  Burmah,  and  the  interdict 
sought  by  the  Pursuers  was  of  universal  application.  Besides,  the  Court  ought 
to  regard  the  fact  that  the  Defender  was  really  the  first  to  use  this  building  as  a 
mark,  although  the  Pursuers  had  been  the  first  to  register. 

50  Balfour,  Q.C.^n^  Burnet  (instructed  by  J.  W.  and  J.  Mackenzie,  W.S.), 
for  the  Pursuers. — The  Sheriffs  were  right.  The  principle  relied  on  by 
the  Pursuers  was  this,  that  no  trader  had  a  right  to  use  a  Trade  Mark  so 
nearly  resembling  that  of  another  trader  as  to  be  calculated  to  mislead  the 
incautious  ;   Sykes  v.  Sykes,  3  B.  and  Cr.  541,  Seb.  Dig.  40  ;  Pen^  v.  TruefUt, 

55  6  Beav.  66,  Seb.  Dig.  73  ;    Orr,  Etving,  and  Go.  v.  Johnston  and  Go.,  L.R.  7 
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A.C.  219.  The  English  trader  might  not  be  misled,  but  England  was  not  the 
chief  market  of  the  parties.  When  a  Trade  Mark  had  been  exclusively  appro- 
priated by  some  one  for  a  series  of  years,  and  had  obtjiined  a  certain  exclusive 
meaning  in  the  trade,  then  it  was  his  property  as  a  Trade  Mark;  Singer 
Manufacturing  Company  v.  Kimball  and  Morton^  January  14th,  1 873, 1 1  Macph,  5 
267,  per  L.  P.  Inglis^  at  p.  272.  It  did  not  matter  in  the  least  what  the  device 
might  be.  A  trader  could  acquire  property  in  a  word,  even  although  it  might 
not  be  a  fancy  word.  The  real  question  was, — Had  the  Pursuers' goods  acquired 
a  reputation  under  the  mark  in  question  ?  If  that  were  answered  in  the 
affirmative,  then  the  law  would  protect  the  Pursuers.  The  Pursuers  here  had  used  10 
the  representation  of  a  house  or  hall  as  a  Trade  Mark  for  more  than  five  years 
after  the  date  of  registration  in  1889,  before  the  Defender  first  employed  the 
representation  of  a  house  as  his  Trade  Mark,  and  such  use  was,  under  Section  76 
of" the  Patents,  &c.  Act  of  1883,  conclusive  evidence  of  an  exclusive  right  to 
that  mark.  There  was  no  evidence  of  the  Defender's  use  of  the  representation  15 
of  a  house  prior  to  October  1894,  but,  in  any  case,  the  question  of  use  by  the 
Pursuers  before  1889  was  immaterial  ;  Hudson,  32  Ch.D.  Hll.  Under  the  mark 
in  question,  the  Pursuers  had  acquired  a  wide  trade  for  their  goods,  which 
were  known  by  the  mark.  It  was  unnecessary  for  the  Pursuers  to  aver  or  prove 
fraud  on  the  part  of  the  Defender ;  Singer  Manu/actuHng  Company  y.  Wilson^  20 
L.R.  3  A.C.  376,  per  Lord  Cairfis,  at  p.  391.  Nor,  in  order  to  entitle  the  Pursuers 
to  relief ,  must  the  identity  between  the  labels  be  absolute,  or  such  as  would  deceive 
persons  Seeing  them  together  side  by  side  ;  Seixo  v.  Proveze^ide^  L.R.  1  Ch.  192. 
Again,  it  was  unnecessary  for  the  Pursuers  to  prove  absolute  deception.  If  that 
were  so,  the  remedy  of  interdict  could  only  be  secured  after  the  wrong  had  25 
been  done.  But  interdict  was  the  appropriate  remedy  where  a  wrong  was 
apprehended,  or  likely  to  occur.  Therefore,  proof  that  deception  was  liable  or 
likely  to  occur  was  sufficient,  especially  when  the  witnesses  would  have  to  be 
procured  from  a  distant  foreign  market,  and  there  was  ample  evidence  to  that 
effect  here ;  Kerly,  p.  206.  It  was  no  justification  for  the  Defender  to  show  30 
that  his  Trade  Mark  was  ambiguous,  or  that  it  might  not  mislead  a  person  who 
carefully  and  intelligently  examined  it ;  Singer  ManufactuHng  Company  v. 
Loog^  8  A.C.  15.  A  distinction  must  be  drawn  between  the  educated  European 
and  the  Oriental  purchaser,  for  whose  consumption  the  goods  in  question  were 
intended.  The  native  purchaser  would  draw  no  distinction  between  one  35 
building  and  another,  and  the  Pursuers'  customers  would  or  npiight — and  the 
possibility  was  enough — be  induced,  by  the  resemblance  of  the  marks,  to  take 
the  Defender's  goods,  believing  that  they  were  the  Pursuers'.  It  was  urged  by 
the  Defender,  as  a  reason  for  refusing  interdict,  that  there  was  no  evidence  of 
probability  of  deception,  except  in  the  Rangoon  market.  That  was  quite  tiue,  40 
but  the  Pursuers  were,  nevertheless,  entitled  to  a  remedy  co-extoneive  with 
their  right.  Even  if  they  were  not,  there  were  precedents  for  granting  interdict, 
restricted  in  its  operation  to  a  particular  locality  or  otherwise ;  Carver  v.  Bowker^ 
Seb.  Dig.  p.  350 ;  Barber  v,  Manico,  10  R.P.C.  93,  per  A.  L,  Smith,  J. ; 
Rodgers  v.  Bottgen,  5  Times  Reports  678.  45 

The  First  Division  made  avizandum,  and  on  the  16th  of  January  advised  the 
cause. 

The  Lord  President. — I  am  unable  to  agree  with  the  Sheriffs.  My 
confidence  in  the  judgment  received  a  serious  shake,  from  which  it  has  never 
rallied,  when  the  Pursuers'  Counsel  rested  their  whole  argument  on  a  distinc-  50 
tion  which  the  Sheriff-Substitute  expressly  repudiates,  and  which  goes  deep 
into  the  case.  The  Pursuers'  Counsel  did  not  maintain  that  "an  average 
"  English  buyer "  was  at  all  likely  to  be  misled  and  they  relied  solely  on 
the  evidence  of  the  probability  of  Burmese  buyers  being  deceived. 

This  is  a  question  of  fact,  and  what  we  have  to  determine  is  whether  the  55 
the   Pursuers  have  established    that  the   Defender's  labels  so  resemble  the 
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registered  Trade  Mark  of  the  Pursuera  as  to  be  apt  to  mislead  purchasers 
into  taking  the  Defender's  goods  for  the  Pursuers'.  There  is  no  evidence 
that  anyone  has  actually  been  so  misled,  but  such  direct  evidence,  while  it 
is  the  best,  'cannot  be  held  to  be  in  all  circumstances  indispensable.  I  am  quite 
5  willing  to  make  allowance  for  the  distance  of  the  market  in  question,  and  for 
the  difference  in  race  of  the  probable  purchasers  as  making  it  intelligible  that 
the  evidence  should  not  be  of  the  best  or  be  copious.  Still,  we  cannot  grant 
interdict  unless  we  are  satisfied  by  adequate  evidence. 

Now,  reverting  to  what  I  referred  to  at  the  outset,  the  Pursuers  make  a 

10  difficult  beginning  when  it  has  to  be  admitted  that  they  have  no  case  about  the 
British  market.  This  implies  and  leads  one  to  remember  that  the  two  labels,  to 
anyone  accustomed  to  the  buildings  of  Europe  and  to  the  labels  of  commerce, 
are  not  like  one  another.  In  fact,  but  for  the  circumstance  that  they  are  known 
to  have  both  been  intended  to  present  views  of  the  same  building,  I  do  not 

15  believe  that  this  question  would  ever  have  arisen.  But  then  it  is  always  to  be 
remembered  that  on  the  face  of  the  labels  they  do  not  purport  to  depict  the 
Glaagow  Town  Hall  at  all,  and  the  fact  that  they  are  both  views  of  that  building 
is,  therefore,  as  I  have  said,  a  mere  circumstance  which  does  not,  of  itself,  really 
affect  the  dispute.    They  are,  on  the  face  of  them,  as  unlike  as  if,  instead  of 

20  being  different  views  of  the  same  building,  they  had  been  intended  to  represent 
different  buildings.  Nor  is  there  anything  in  the  surroundings  or  get-up  of  the 
two  labels  which  contributes  to  assimilate  them. 

But  then  it  is  said  that  in  Rangoon  a  very  crude  view  is  taken  of  such  things. 
Indeed,  the  Pursuers'  case  is  a  bold  one,  for  it  really  comes  to  this,  that  the 

25  native  purchaser  will  draw  no  distinctions  between  one  large  building  and 
another,  but  will  take  each  and  all  as  depicting  a  mosque  or  palace,  and  will  so 
call  the  label.  As  applied  to  British  Trade  Marks,  this  would  seem  to  prove,  if 
not  too  much,  at  least  a  good  deal.  It  would  practically  strike  all  large  edifices 
ont  of  the  region  of  lawful  Trade  Marks,  giving  a  monopoly  to  the  Pursuers 

30  or  some  one  else.  It  is  curious  also  to  note  that,  applying  the  Pursuers* 
contention  to  the  interdict  which  they  have  obtained,  and  now  defend,  this  rule 
wonld  apply  to  British  as  well  as  to  Oriental  markets,  although  iu  the  British 
market  the  reason  for  the  rule  is  not  alleged  to  exist.  I  do  not  forget  that  late 
in  the  day,  and  not  spontaneously,  the  Pursuers  avowed  that  rather  than  have 

35  no  interdict  they  would  be  content  with  an  interdict  applicable  to  the  Rangoon 
market,  but  this  subject  was  not  very  fully  developed. 

These  being  the  conditions  of  the  argument,  it  is  surely  necessary  that  the 
proposition,  in  fact,  that  (let  it  be  in  Burmah)  the  resemblance  of  the  two  labels 
is  such  that  that  of  the  Defender's  is  apt  to  mislead,  should  be  clearly  made  out. 

40  Now,  when  the  evidence  is  examined,  it  turns  out  to  be  small  in  amount,  and 
(what  there  is  of  it)  very  thin  and  general.  The  drastic  proceedings  taken  by 
the  Pursuers  in  Rangoon  on  the  appearance  of  the  Defender's  label  can  hardly 
affect  our  judgment  on  the  evidence  now  before  us.  When  the  evidence  is 
considered,  it  appears  that,  apart  from  the  Pursuers  and  their  servants,  there  are 

45  only  three  witnesses  who  speak  to  this  matter.  Of  these,  one  is  not  a  com- 
mercial man,  and  he  expresses  the  opinion  that  there  is  a  similarity  which 
** might"  deceive  a  native  buyer.  Again,  Mr.  Galhraith  "thinks  the  labeln 
*'  would  go  under  the  same  name  " — the  natives  would  call  them  both  a  palace. 
But  this  gentleman's  opinion,  such  as  it  is,  is  most  confident  about  what  he  calls 

50  **  the  interior  "  of  Burmah,  which  makes  the  matter  still  more  remote  and  hazy. 
In  like  manner,  Mr.  Park  thinks  there  is  a  similarity  such  as  would  deceive 
native  buyers,  especially  up-country  buyers. 

Now,  if  this  evidence  were  supported  by  the  labels  themselves,  or  by  facts 
about  other  markets,  it  would  stand  in  a  more  favourable  position  than  it  does 

55  noWy  with  no  antecedent  or  surrounding  probability.  Standing  by  itself,  and 
being  at  best  more  or  less  conjectural,  it  forms  an  insufiicient  substitute  for 
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direct  evidence  of  deception.  The  case  for  the  Defender  would  certainly  have 
been  strengthened  on  this  matter  if  he  had  been  able  to  show  that  his  label  had 
actually  been  for  some  time  in  the  Rangoon  market,  for  this  would  have  made 
the  absence  of  evidehce  of  deception  still  more  important.  I  da  not  think, 
however,  that  he  has  succeeded  in  making  good  this  point.  ^ 

On  the  whole  matter,  I  am,  in  the  first  place,  wholly  unable  to  affirm  the 
Sheriffs'  finding  in  fact.     Read  along  with  the  note  of  the  Sheriff-Substitute,  it 
means  that  all  the  world  over,  or,  at  least,  in  the  British  as  well  as  in  the  Rangoon 
market,  the  one  label  so  resembles  the  other  as  to  be  apt  to  mislead  purchasers. 
This  wide  proposition  is  unsupported  by  evidence,  and  was  not  maintained  by  jq 
the  Pursuers  in  the  debate  before  us.    As  regards  the  Burmese  markets,  I  think 
the  case  is  not  proved.     Accordingly,  I  am  for  recalling  the  interlocutors  of  the 
9th  of  November  1895  and  of  the  24th  of  June  1896,  and  for  finding  in  fact  that 
the  Pursuers  have  failed  to  prove  that  the  Defender's  labels  so  resemble  the 
Pursuers'  Trade  Mark  as  to  be  apt  to  mislead  purchasers,  and  for  finding  in  law  y^ 
that  the  rights  of  the  Pursuers  to  the  Trade  Mark  have  not  been  infringed. 
This  leads  to  absolvitor. 
Lord  Adam  concurred. 

Lord  M'Larbn. — It  is  not  immaterial,  in  considering  questions  of  this  nature, 
to  remember  that  the  primary  use  of  a  Trade  Mark  is  to  distinguish  goods  of  ^. 
a  certain  description* or  quality.     It  is  not  a  substitute  for  a  signature  on  a  label.  ^' 
The  same  firm  may  have  different  Trade  Marks,  each  appropriated  to  a  particular 
article  of  manufacture.     Still,  if  the  goods  of  a  trader  have  acquired  a  reputation 
under  a  certain  Trade  Mark,  the  law  will  give  protection  to  the  trader  using  the 
Trade  Mark,  by  restraining  the  sale  of  other  goods  under  that  mark,  or  one  so 
like  it  as  to  be  calculated  to  deceive.    It  appears  to  me  that  the  statutory  law  of  ^^ 
Tra'le  Marks  depends  on  the  same  principle,  and  the  principle  is  carried  into 
effect  by  a  system  of  registration  which  is  intended,  prima  fade^  to  establish 
a  right  to  the  exclusive  use  of  the  registered  mark.    The  provision  is  that, 
during  the  period  of  five  years,  the  registry  shall  be  prima  facie  evidence  of 
exclusive  right,  and  that  after  that  time  it  shall  be  conclusive  evidence.  I  should  *^ 
not  be  disposed  to  read  that  provision  as  meaning  that,  after  five  years,  it 
would  be  too  late  to  have  an  amendment  of  the  Register.    The  way  the  matter 
has  been  presented  to  us,  is  that  Mr.  Herbert^  being,  as  he  says,  the  first  user  of 
a  representation  of  the  Glasgow  Town  Hall,  does  not  lose  that  right  by  the  mere  ^. 
fact  that  a  rival  trader  has  registered  a  picture  of  the  same  object  as  his  Trade  ^'^ 
Mark,  and  has  made  use  of  it  for  more  than  five  years.   Neither  at  common  law 
nor  by  Statute  is  it  within  the  power  of  any  person  to  appropriate  the  Trade  Mark 
used  by  another,  so  as  to  exclude  the  first  user  of  the  mark  from'  his  rightA. 
Therefore,  if  it  should  be  established  that  Mr.  Herbet^t  was  the  first  to  use  a  ^^ 
picture  of  the  Glasgow  Town  Hall  as  his  Trade  Mark,  his  claim  is  alternative  ;  *^ 
if  the  two  pictures  are  identical,  his  claim  would  be  to  have  the  Trade  Mark  of 
Messrs.  Goivie  expunged  from  the  Register.     But,  if  the  two  representations  are 
not  identical,  and  if  they  are  not  so  much  alike  that  the  one  might  be  mistaken 
for  the  other,  then  the  application  for  interdict  against  them  fails,  and  his   . . 
application  to  have  the  Register  rectified  is  unnecessary.    After  hearing  the  ^ 
argument  in  both  cases,  I  am  satisfied  that  the  second  alternative  is  the  true  one. 
These  pictures  which  we  find  upon  the  biscuit  boxes  of  the  respective  traders, 
although  they  are  said  to  be  representations  of  the  same  building,  are  so  unlike 
that  it  is  impossible  to  treat  the  one  as  a  counterfeit  representation  of  the  other.   _ 
The    interdict    applied    for    is    one   in   perfectly  general   terms,   restraining  ^^ 
Mr.  Herbert  from  selling  goods  bearing  a  representation  of  the  Glasgow  Town 
Hall  on  boxes  of  biscuits  supplied  by  him.     But  the  only  evidence  produced 
is  that  of  persons  resident  in  Burmah,  or  who  are  connected  with  the  Burmese 
trade,  and  who  say  that  in  that  important,  though  relatively  small,  jiart  of  the  -_ 
civilised  world,  in  their  judgment,  the  one  picture  might  be  mistaken  for  the  ^^ 
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other.  Yonr  Lordship  has  pointed  out  that  there  was  some  proposal  for 
amending  the  prayer  for  interdict,  so  as  to  confine  it  to  Bnrmah,  but  we  did 
not  entertain  the  proposal,  and,  if  an  interdict  confined  to  Barmah  was  desired, 
the  proper  coarse  woald  be  to  apply  to  the  Superior  Court  of  that  territory. 
5  But  we  are  asked  to  grant  an  interdict,  which  is  to  have  a  universal  operation, 
on  evidence  which  applies  solely  to  Burmah.  There  might  be  cases  where 
interdict  might  be  granted  without  any  evidence  on  the  question  of  identity — 
i  e,g^  if  the  one  label  was  a  facsimile  of  the  other,  or  if  it  differed  only  in  some 

minute  detail,  which  could  not  possibly  serve  to  distinguish  the  one  mark  from 

10  the  other.  In  such  a  case,  the  Sheriff,  upon  an  inspection  of  the  labels,  might 
grant  interdict.  But  that  is  not  the  case  herie.  The  one  picture  is  a  diagram- 
matic representation  of  the  front  of  the  building,  in  which  the  whole  design  is 
perfectly  symmetrical ;  the  other  is  a  perspective  representation  taken  at  an 
angle,  and  so  taken  as  to  bring  other  features  of  the  building  into  view.  Unless 

15  one  happened  to  see  the  building  from  different  points  of  view,  he  would  not 
know  that  these  two  were  pictures  of  the  same  building.  I  cannot  say,  in  the 
absence  of  evidence,  that  the  one  picture  is  so  like  the  other  as  to  be  liable  to 
be  mistaken  for  it.  That  is  enough  for  the  decision  of  the  case.  In  the  absence 
of  any  evidence  that  the  mark  complained  of  is  calculated  to  deceive,  the  Judge 

20  must  go  by  his  own  impression,  and  I  am  prepared  to  hold  that  there  is  no  such 
similarity  as  to  be  likely  to  deceive  traders.  My  opinion,  therefore,  upon  the 
whole  case,  is  that  interdict  should  be  refused,  and,  as  the  labels  are  not  proved 
to  be  identical,  it  follows  that  there  is  no  ground  for  an  application  to  have 
the  entry  of  the  registration  of  Messrs.  Gowie^a  Trade  Mark  expunged  from  the 

25   Register. 

Lord  EiNNEAR  concurred. 

The  Court  recalled  the  interlocutors  of  the  Sheriffs  ;  found,  in  fact,  that  the 
Pursuers  had  failed  to  prove  that  the  Defender's  labels  so  resembled  the 
Pursuers'  Trade  Mark  as  to  be  apt  to  mislead  purchasers  ;  found,  in  law,  that 

aO  the  rights  of  the  Pursuers  to  the  Trade  Mark  had  not  been  infringed  ;  ana 
assoilzied  the  Defender. 
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The  Automatic  Goal  Gas  Retort  Company,  Ld.  v.   The  Mayor  Ac.  of 

Salford. 


In  the  High  Court  op  Justice.— Chancery  Division. 

Before   MR.  JUSTICE   ROMBR. 

March  16th,  17th,  18th,  23rd,  and  24th,  1897. 

The  Automatic  Coal  Gas  Retort  Company,  Ld.  v.  The  Mayor  Ac.  of 

Salford.  5 

Patent. — Action  for  infringement, — Subject-matter. — Utility.  —  Novelty. — 
Alleged  anticipation. — Alleged  prior  user, — Infringement, — Account  o^  proper 
sum  by  way  of  royalties  in  lieu  of  damages, — Form  of  order  and  relief. 

TJiis  was  an  auction  for  infringement  of  a  patent  for  imp^^ovements  in 
apparatus  for  making  gas  from   coaly  and  for  analogous  purposes.    The  10 
Defendants  denied  infringement,  and  a!lleged  the  invalidity  of  the  patent  on 
various  grounds,  including  anticipation  and  want  of  utility  and  subject- 
matter .    The  system  in  use  prior  to  the  patefit  was  one  in  whidi  the  retorts  were 
horizontal,  this  being  required  in  order  that  the  coal  should  be  of  a  level  at  the 
bottom  of  the  retort,  and  not  too  deep,  so  that  there  should  be  room  for  Vie  15 
heated  coal  to  eccpand,  and  for  the  gases  to  escape  without  having  to  struggle 
through  heated  coal.      This  method  required  great  labour  and  soms  skill 
to  charge  and  discharge  the  coal,  and  required  several  men  to  do  it.    The 
Plaintiffs*  retort  was  jmt  at  an  angle  approximating  to  the  angle  of  repose — 
tJiat  is,  an  angle  so  that  the  coal  would  enter  tlie  retort  at  a  certain  velocity,  and  20 
distribute  itself  at  an  even  layer  on  the  bottom  of  the  retort  till  it  reached  the 
stffp,  and  it  then  gradually  filled  up  to  the  right  height  and  sufficiently  level.   The 
advantages  of  this  system  were  that  it  dispensed  with  labour,  and  was  cheaper ; 
the  charging  was  automatic,  and  the  discharging  wa^  rapidly  effected  owing 
to  the  angle  of  the  retort.    Tfie  Defe^idants  contended  at  the  t-Hal  tfmt  tlie  patent  25 
tvas  anticipated ;  t?iat  the  invention,  and  particularly  a^  described  in  Figure  1 
of  the  Specification,  would  not  work  so  as  to  give  a  practical  success,  as  it  would 
not  get  a  good  even  layei* ;  that  the  angle  of  repose  of  coke  was  slightly  greater 
than  that  of  coal ;  and  that,  therefore,  the  double  advantage  of  the  automatic 
charging  and  quick  discliarge  could  not  both  take  place ;  that  Uie  Patentee  only  30 
pointed  to  an  angle  of  29  degrees,  which  would  not  effect  both  the  purposes  of 
charging  and  discharging. 

Held,  that  the  invention  was  good  subject-matter  of  a  patent,  and  had  fud 
been  anticipated;  that  the  objections  to  the  working  of  tlie  invention  failed;  and 
tluit  the  Defendants'  apparatus,  though  they  had  made  modijications  of  and  35 
improvements  on  the  invention,  fell  within  the  words  and  spirit  of  the  Plaintiffs' 
invention. 


Vol.  XIV.,  No.  16.]      AND  TRADE  MARK  CASES.  451 

Tlie  Automatic  Coal  Oas  Retort  Company,  Ld.  v.  The  Mayor  Ac.  of 

Sal/ord. 

The  Plaintiffs  applied  for  an  account  of  profits^  but  tJie  Judge  strongly 
objected  to  this,  and  an  order  tvas  made,  by  consent^  that^  in  lieu  of  damages,  an 
inquiry  should  he  taken  of  what  would  he  a  proper  sum  for  the  Defendants  to 
pay  by  way  of  royalty ;  an  injunction  was  awarded,  in  ordinary  form,  to 
5  restrain  the  Defendants  from  infringing  the  patent;  a  certificate  of  validity,  a 
certificate  of  the  Particulars  of  Breaclies,  and  the  costs  of  the  action  were 
given  to  the  Plaintiffs.    The  injunction  ums  suspended  for  three  montlis. 

On  the  20th  of  June  1885,  a  patent  (No.  7563  of  1885)  was  granted  to 
A.  M.  Clark  (being  a  communication  to  him  from  abroad   by  Andre  Coze, 

10  Director  of  the  Oas  Company  of  Rheims  (Mame)  France)  for  an  invention  of 
^  Improvements  in  retorts  for  the  distillation  of  coal  and  other  solid  matters, 
"  and  in  apparatus  connected  therewith." 

The  Complete  Specification  (so  far  as  material)  stated   as  follows : — '^  This 
^^  invention  relates  to  improved  means  for  automatically  charging  and  dis- 

15  ^  charging  retorts  used  for  distilling  coal  and  other  solid  matters.    Hitherto 

^'  the  charging  of  retorts  with  coal  has  been  done  with  a  scoop  or  with  the  aid 

'*  of  apparatus  constructed  for  the  purpose,  the  drawing  or  discharge  being  also 

*'  performed  in  a  similar  manner. 

'^  The  object  of  the  present  invention  is  to  effect  the  charging  and  discharging 

20  "^  of  retorts  by  utilizing  for  the  purpose  the  phenomenon  known  as  the  angle  of 
^'  repose.  To  this  end  the  retort  is  placed  at  such  an  inclination  that  the  natural 
'^  fall  of  the  coal  supplied  at  its  highest  end  shall  be  sufficient  to  cause  its 
^*  distribution  in  a  uniform  layer  throughout  the  whole  length  of  the  retort  and 
"  parallel  with  the  bottom  thereof. 

25  "  The  retort  is  in  this  manner  automatically  charged  and  owing  to  its 
^  inclination,  the  coko,  if  slightly  loosened  from  its  sides,  will  slide  down- 
'<  wards  without  difficulty  and  thus  also  effect  the  automatic  discharge  of 
*'  said  retort. 

'*  The  invention  also  comprises  a  special  construction  of  trucks  discharging 

30  ^*  their  contents  direct  into  a  shoot  in  communication  with  each  retort  so  as  to 
^^  permit  if  desired  of  having  a  number  of  vertical  charging  oritices  of  the 
^^  retorts  in  a  single  row  in  the  same  horizontal  plane  contiguous  to  the  trucks 
^^  notwithstanding  the  differences  of  level  of  the  retorts. 

'^  Reference  is  to  be  had  to  the  accompanyixig  drawings  forming  part  of  this 

2)5  *^  Specification  it  being  understood  that  the  invention  is  not  limited  to  the  exact 
^  arrangements  shown  as  they  may  be  varied  to  suit  different  kinds  of  furnaces, 
"  the  number  of  retorts,  &c. 

*•  Figure   1  is  a  vertical  section  of  a   bench  of  seven  retorts  and  .figure  2 
^^  a  sectional  plan  of  the  same.    Figure  3  is  a  transverse  vertical  section  taken 

40  '*  through  the  charging  shoots.  The  same  letters  of  reference,  represent  the 
**  same  parts  in  the  three  figures.  The  invention  consists  essentially  as  above 
*^  stated  in  placing  the  retorts  a  at  an  inclina.tion  approximating  to  that  of  the 
**  angle  of  repose  of  the  matters  with  which  they  are  to  be  charged  or  in  other 
^  words  an  inclination  almost  verging  on  the  limit  at  which  the  matters  to  be 

45  ^*  distilled  would  commence  to  slide.  This  inclination  is  represented  in  the 
"  example  shown  as  ;<i9°,  but  it  is  evident  that  this  angle  may  be  varied  to  suit 
^<  the  nature  and  smoothness  of  the  interior  of  the  retort,  the  size  of  the  lumps 
*^  of  coal  &c.  The  rear  end  of  each  retort  is  provided  with  a  chai^ng  mouth  b, 
"  which  is  carried  up  vertically  outside  the  furnace  and  closed  by  a  cover  c. 

50  ^*  Each  shoot  is  connected  to  its  retort  by  a  bend,  so  as  to  f of*m  a  prolotngation 
**  thereof  and  the  impact  produced  by  the  fall  of  the  nmterial  around  the  bend 
**  aided  by  the  inclination  given  to  the  retort,  produces  a  suitable  distribution 
**'  of  the  matters  in  a  layer  of  uniform  thickness,  iMt  is  to  say  the  plane  .of 
^  its  surface  is  about  parallel  with  the  fioor  of  the  retort  which  is  the  most 
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*'  favourable  condition  for  distillation,  as  it  leaves  suflBcient  space  in  the  retort 
*'  to  allow  of  the  gases  freely  disengaging  and  enables  the  distillation  to  be 
'*  carried  on  under  the  ordinary  conditions  as  when  the  retorts  are  charged 
'*  horizontally ;  the  charging  of  each  retort  is  in  this  manner  instantly 
*'  effected.  ii 

**  d  is  a  slight  hole  or  prolongation  of  the  retort  closed  by  a  double  cover  to 
"  enable  the  bend  of  the  retort  to  be  cleared  in  the  event  of  obstruction.  The 
*'  charging  shoots  are  enclosed  in  a  sand  bath  in  order  to  maintain  them  at  a 
''  suitable  temperature  and  prevent  any  condensation  therein.  The  arrest  of  the 
"  coal  at  the  lower  end  of  the  retort  may  be  effected  either  by  means  of  a  10 
"  removable  stop  plate  ^  fitting  in  grooves  e  and  supported  by  a  leg  c**  or 
"  as  hereinafter  described. 

"  The  ascension  pipes  /  and  hydraulic  main  g  are  in  this  example  of  the 
"  ordinary  kind,  but  they  may  be  otherwise  arranged  as  hereinafter  described. 

•*  A  single  line  of  rails,  laid  above  the  level  of  the  retort  setting,  as  shown   15 
"  in  the  drawing,  sufifices  for  the  supply  of  two  oppositely  arranged  benches 
"  of  retorts,  the  contents  of  the  truck  h  being  discharged  into  each  shoot  by 
"  tilting  it. 

"  The  above  arrangements  may  however  be  varied  as  for  example,  the 
"  charging  orifices  may  be  all  in  the  same  horizontal  plane,  and  the  bends  in  the  20 
"  retorts  be  dispensed  with,  by  simply  prolonging  the  retorts  until  they  reach 
"  the  charging  level  which  may  be  either  inside  or  outside  the  furnace  setting, 
**  the  retorta  being  either  of  the  same  or  different  lengths.  As  the  degree  of 
''  inclination  given  to  the  retorts  is  nearly  equal  to  that  which  would  cause  the 
*'  material  it  contains  to  slide  it  will  be  understood  that  it  is  simply  necessary  to  25 
^*  impart  the  slightest  possible  movement  to  the  lumps  at  the  front  end  of  the 
"  retort  in  order  to  ensure  the  automatic  discharge  of  the  coke  into  a  wheel 
"  barrow  i, 

"  The  invention  being  entirely  independent  of  the  oven  may  be  applied  to  all 
"  kinds  of  coke  ovens  and  forms  of  retorts,  by  merely  modifying  the  details  to  30 
^^  suit  each  particular  case. 

"  The  following  relates  to  further  arrangements  which  may  be  employed 
"  according  to  circumstances,  including  a  combined  charging  truck  and  hopper, 
"  for  ensuring  the  charging  of  the  retort  parallel  with  its  floor,  which  is  a 
"  special  feature  of  the  invention.  These  arrangements  comprise  (1)  Yarious  35 
"  forms  of  retort  charging  mouths  (2)  Various  kinds  of  trucks  for  charging 
"  the  retorts  (3)  Catches  for  these  trucks  (4)  Various  forms  of  lids  for  the 
•*  charging  mouths  as  well  for  the  discharging  ends  of  the  retorts,  which  lids 
"  however  form  no  part  of  the  Invention  (5)  Various  methods  of  automatically 
*'  discharging  the  retorts 40 

"  Figure  14  shows  a  series  of  fixed  hoppers  for  enabling  one  or  more  retorts 
**  to  be  charged  at  one  time.  The  hoppers  are  each  closed  at  bottom  by  a  slide 
**  a  by  opening  which  the  coal  is  allowed  to  fall  into  the  chaiiging  mouths  h.  A 
"  space  is  left  between  the  hoppers  and  the  charging  mouths. 

"  Having  now  particularly  described  and  ascertained  the  nature  of  the  said  45 
'^  invention  and  in  what  manner  the  same  is  to  be  performed  I  declare  that  what 
*'  I  claim  is 

^'  1'^  In  a  bench  of  retorts  for  the  distillation  of  coal  and  other  solid  matters, 
^*  the  combination  of  inclined  retorts  with  bent  charging  mouths  forming 
"  prolongations  thereof,  as  described  whereby  the  coal  &c.  is  distributed  in  a  .><l 
"  uniform  layer  upon  the  floor  of  the  retort  by  reason  of  its  fall  in  the 
^'  charging  mouth  and  inclination  of  the  retort  at  an  angle  approximating  to 
"  that  of  the  angle  of  repose  of  said  matters  and  whereby  the  whole  of  the 
"  retorts  in  the  same  bench,  or  in  two  benches  placed  back  to  back  may  be 
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'^  charged  by  means  of  tracks,  running  upon  rails  at  the  same  level  as  the 
"  mouths  of  the  shoots,  all  as  hereinbefore  described. 

u  2^d  In  a  bench  of  inclined  retorts  as  described  the  prolongation  of  the  retorts 
"  in  the  direction  of  their  axes  until  they  all  reach  the  same  level,  which  may 
"  be  either  inside  or  outside  the  setting,  whether  the  retorts  be  of  the  same  or 
•'  different  lengths,  substantially  as  described. 

*i  3rd  rpjjQ  several  arrangements  of  charging  mouths,  trucks  and  hoppers  for 
**  u6e  in  effecting  the  automatic  charging  of  the  retorts  at  a  uniform  level  as 
"  shown  and  described. 

u  4th  rpj^g  apparatus  for  discharging  said  retorts  as  shown  and  described." 


FICI4 


WWWW) 


The  AiUuinatic  Goal  Gas  Retort  Gompany,  Ld,,  became  registered  owners 
of  this  patent,  and,  at  the  end  of  1895,  they  commenced  this  action  against  the 
Mayor,  Aldermen,  and  Burgesses  of  the  Borough  of  Salford  for  infringement  of 
this  patent,  claiming  the  usual  relief. 
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By  their  Particulars  of  Breaches,  the  Plaintiffs  complained  **that  the 
"  Defendants  have,  at  the  Corporation  Gas  Works  at  Salford,  erected  and  are 
*'  Working .  benches  of  inclined  retorts  for  the  distillation  of  coal.  In  such 
"  benches  of  retorts,  the  retorts  are  inclined  approximately  at  the  angle  of 
"  repose  of  the  materials  to  be  distilled.  Such  inclined  retorts  are  also  used  in  5 
'^  combination  with  charging  shoots  and  chaiiging  mouths,  so  arranged  that  the 
"  coal  falling  through  the  shoots  upon  the  charging  mouths  is  distributed  evenly 
"  over  the  floor  of  the  retort.  The  paid  retorts,  charging  shoots,  and  charging 
"  mouths  are  also  so  arranged  that  all  the  retorts  in  a  bench  may  be  charged 
''  from  trucks  running  on  rails  at  the  level  of  the  mouths  of  the  charging  shoots,  10 
**  all  substantially  as  described  in  the  Plaintiffs*  Specification  and  claimed  in 
"  the  1st  claim." 

The  Defendants  denied  infringement,  and  alleged  that  the  invention  was  not 
new  and  was  not  useful,  and  that  A.  Coze  was  not  the  true  and  first  inventor, 
and  that  the  Plaintiffs  were  not  registered  as  the  registered  owners.  15 

The  Particulars  of  Objections  were  as  follows  : — (1)  A.  Cozevfoa  not  the  true 
and  first  inventor  ;  (2)  the  alleged  invention  was  not  subject-matter  ;  (3)  was 
not  new  or  proper  subject-matter,  having  regard  to  the  common  and  public 
knowledge  at  the  date  of  the  patent ;  (4)  was  not  useful ;  (5)  was  not  a  new 
invention  as  to  the  public  use  and  exercise  thereof ;  (6)  was  published  in  a  20 
book,  which,  on  the  1st  of  January  1842,  was  in  the  British  Museum  Libniry, 
and  open  for  public  inspection,  by  Samuel  Clegg — drawing  (Figure  3)  on  jwige  7 
of  said  book  particularly  referred  to ;  (7)  by  the  following  Specifications,  and  the 
Defendants  will  object  that  the  Plaintiffs*  Specification  claimed  some  of  the 
matters  by  the  said  Specifications  patented  or  specified: — Brunton's  Specification,  25 
No.  6799  of  1835 ;  A.  V.  NeivtorCs  Specification,  No,  13,642  of  1851  ; 
A.  B,  BerardCs  Specification,  No.  1854  of  J854  ;  J.  Paterson^s  Specification, 
No.  445  of  1862;  R,  Griffiths'  Specification,  No.  2U8()  of  1863;  S,  Carey's 
Specification,  No.  1727  of  1864  ;  J.  Young's  Specification,  No.  478  of  18(16  ; 
(7.  W.  Siemens'  Specification.  No.  671  of  1866  ;  W.  T.  Carpenter's  Specification,  30 
No.  782  of  1869  ;  8.  B.  Smith's  and  /.  W,  Willans'  Specification,  No.  187(i  ol 
1872  ;  O.  H.  C.  Hedley,  W.  Smith,  and  T.  A.  Hedley's  Specification,  No.  3:KK) 
of  1872  \  A.F,  Wilson's  Specification,  No.  2954  of  1873  ;  W.  T.  Car^miter's 
Specification,  No.  1302  of  1876  ;  J.  P.  Rickman's  Specification,  No.  3:V41  of 
1878.  [A  number  of  other  Specifications  were  given,  but  were  abandoned  by  35 
the  further  Particulars.]  (8)  The  alleged  invention  was  used  by  W.  T.  Car- 
peiiter,  ensrineer  and  manager  of  The  Sheppy  Gas  Company y  West-Minster, 
near  Sheorness,  and  by  the  said  Gas  Company  at  the  said  Company's  Gas  Works, 
West-Minster,  near  Sheemess,  from  March  1876  to  the  end  of  1876,  and  in  18V7 
and  1878.    (10)  The  Plaintiffs'  Specification  was  insufficient.  40 

Further  Particulars  were  delivered,  which  were  as  follows  : — (1)  As  to  the 
objections  under  paragraphs  2,  3,  4,  and  9  of  the  Particulars,  the  Defendants 
alleged  that  Claims  1,  2,  3,  and  4  in  the  Plaintiffs'  patent  were  not  subject- 
matter,  Claims  1,  3,  and  4  were  not  new.  Claims  1  and  2  were  not  useful,  and 
Claims  1,  2,  3,  and  4  were  not  sufficiently  distinguished.  (2)  As  to  the  45 
objections  under  paragraph  5  of  the  Particulars,  the  Defendants  alleged  that 
Claims  1,  3,  and  4  in  the  Plaintiffs'  patent  were  not  new.  (3)  As  to  the 
objections  under  paragraph  7  of  the  Particulars,  the  Defendants  alleged  that 
.  Claims  1,  3,  and  4  in  the  Plaintiffs'  patent  were  not  new.  The  Claims  to  which 
the  Specifications  referred  to  respectively  related,  and  the  pages  and  lines  relied  50 
upon  in  all  the  Specifications  alleged,  were  as  follows  : — [The  pages  and  lines 
are  omitted']  Brunton  to  Claim  1,  Newton  to  Claims  1, 3,  and  4,  Berard  to  Claims 
1, 3,  and  5,  Paterson  to  Claim  I,  Griffiths  to  Claims  1  and  6,  Carey  to  Claims  1, 
3,  and  ly  Young  to  Claim  1^  Sieniens  to  Claims  1  and  8,  Carpenter  (1869)  to 
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Claims  1  and  3,  Smith  and  Willans  to  Olaims  1  and  9,  Hedley^  Smithy  and 
Hedley  to  Claim  1,  Wilson  to  Claims  1,  H,  and  10,  Carpenter  (1876)  to  Claims  1 
and  3,  and  JRickman  to  Claims  1  and  11.  (4)  The  Defendants  limited  the 
alleged  prior  user  in  the  Particulars  to  particulars  alleged  in  pal^raph  8 
5  of  such  objections. 

The  action  now  came  on  for  trial,with  witnesses.  MoulioDy  Q.C.,  and  A .  J.  Walter 
(in8tructe<l  by  Lumleyand  Lumlei/)  appeared  for  the  Plaintiffs  ;  Bmtsjield^  Q.C., 
Rftger  Wallace^  Q.O.,  Aathury^  Q/C.,  and  Roe  Rycroft  (instructed  by  Trass  and 
Jarmain^  agents  for  S.  Brown,  Town   Clerk  of  Sailford)  appeared  for  the 

10  Defendants. 

Moulton,  Q.C.,  opened  the  Plaintiffs'  case. — The  Plaintiffs'  invention  has 
produced,  so  far  as  it  has  been  adopted,  a  most  extraordinary  change  in  gas 
manufacture.  The  old  retorts  were  all  horizontal  and  double-ended,  so  that 
they  could  be  charged  half  from  one  end  and  half  from  the  other.    They  were 

15  charged  by  filling  a  large  scoop,  half  the  length  of  the  retort,  with  the 
crushed  coal  ;  two  men  supported  it  on  their  shoulders  near  one  end,  another 
at  the  other  end,  and  one  faiad  hold  of  the  handle,  and  it  was  thrust  into  the 
retort,  turned  over,  and  brought  back  again.  It  had  to  be  done  with  great 
speed.    That  method  of  charging  the  retorts  was  very  violent  work,  and  very 

W  trying  to  the  men,  and  yet,  though  expensive  and  trying,  it  held  its  own, 
because  it  was  the  only  way  which  at  all  gave  proper  results  from  the  carbon- 
ization of  the  coal.  There  were  some  dangers  in  connection  wi(h  improper 
stoking  of  the  retorts.  Oas  is  made  by  the  destructive  distillation  of 
the    coal.      The  coal    consists  of  carbon  and    hydrogen    in  various    forms, 

25  and  when  it  is  exposed  to  great  heat,  there  is  a  re^formation,  and  all 
sorts  of  hydrocarbons  are  made.  Some  are  gaseous,  others  not.  The 
tar  that  remains  settles  down  to  a  liquid  as  soon  as  you  get  to  a  low 
temperature,  though  it  is  sent  off,  no*  doubt,  as  a  kind  of  vapour.  A  great 
deal  of  coke  is  left  behind,  which  is  nearly  pure  carbon,  and  which  cannot 

30  be  volatilized  at  all.  The  resulting  gas  differs  very  much  in  value,  according 
to  the  kind  of  hydrocarbons  formed.  If  it  is  marsh  gas,  CU4,  it  has  much  less 
illnminating  power  than  if  there  is  a  larger  proportion  of  carbon.  Hydrogen 
has  scarcely  any  illuminatiug  power,  though  it  has  tremendous  heat.  What  is 
wanted  is  a  large  proportion  of  the  heavy  carbon  hydrogen  instead  of  light 

35  carbon  hydrogen.  The  light  is  CH^,  and  the  heavy  is  CsH.,  and  is  a  much  more 
valuable  product.  When  these  hydrocarbons  are  formed,  they  are  liable  to 
destructive  distillation,  and  if  you  were  to  take  heavy  carburetted  hydrogen, 
and  were  to  pass  that  through  a  glowing  mass  of  coal,  it  would  deposit  a  lot  of 
its  carbon  and  escape  in  the  shape  of  a  lighter  carburetted  hydrogen,  probably, 

40  than  marsh  gas  itself.  All  hydrocarbons  have  a  tendency  themselves  to  drop 
their  carbon  at  great  teinperatures.  The  consequence  is  that  these  retorts  will 
not  work  at  all  well  if  the  gas  as  it  is  developed  has  to  force  its  way  through  a 
mass  of  glowing  coal,  and  proper  stoking  is  of  very  great  importance.  Proper 
stoking  could  be  obtained  by  hand,  but  there  was  no  mechanical  method  known 

45  before  the  Plaintiffs'  patent  of  obtaining  it.  It  is  said  that  there  was  some 
method  of  actuating  the  scoops  by  hydraulic  power,  but  there  was  no  automatic 
method  of  the  Plaintiffs'  type.  You  must  not  have  the  access  of  the  gas  to  the 
tubes  which  draw  ic  up  impeded  by  a  large  mass  of  gloving  coal.  Many 
people  had  the  idea  of  automatic  stoking  by  1  curing  the  c<»al  in  some  cases  into 

50  a  vertic4*l  retort.  The  consequence  of  that  would  be  that  the  retort  would  fill 
up,  and  then,  as  the  coal  was  heated,  the  gas  would  come  off,  and  the  gas  at  the 
bottom  would  have  to  pass  through  the  whole  of  a  lon^  column  of  heated  coal. 
So  that  only  near  the  top  would  it  get  away,  after  having  run  the  gauntlet  of  this 
heated  coal,  and  so  deposited  its  carbon.    Of  course,  the  Plaintiffs'  forna,  of 
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stoking,  which  waB  antomatic,  taking  the  coal  along  and  then  taming  it  roand 
and  depositing  it  in  its  place,  would  be  liable  to  that  disadvantage,  but  the 
Patentee  hit  on    the  user  of  a  device  which   could   hardly  be  believed,  but 
it  works  automatically  with  such  success  that  it  does  not  require  for  the  whole 
attendance   to  the   retorts  one  man  where  three  used  to  be  required.     The  5 
I'atentee  hit  on  the  idea  of  having  an  inclined  retort,  stopped  through  the  top  end. 
With  that  discovery  there  was  associated  the  idea  that  by  so  doing,  if  he  chose 
rightly  the  exact  slope  of  the  retort,  so  that  it  corresponded  to  what  might  !» 
called  the  angle  of  repose  of  the  coal,  he  would  be  able  to  shunt  in  his  coal  and 
make  it  lie   right  along  the  bottom  of  an  inclined  retort,  making  a  layer   10 
of  uniform  thickness  from  the  bottom  to  the  top,  not  half  filling  the  retort. 
The  first  consequence  of  that  was  that  the  coal,  once  so  placed,  making   a 
thin  uniform  layer  of  a  few  inches  thick  when  it  gave  out  its  gas,  passed 
the  gas  at  once  into  the  upper  half  of  the  slanting  retort,  fo  that  it  instantly 
went  to  the  top  and  went  through  the  pipes  and  was  taken  away  undenudeil  of    tJi 
any  of  the  valuable  carbon  in  the  richer  carburretted  hydrogen.     There  was 
another  advantage,  that  it  became  easy  to  draw  the  coke  after  the  gas  was 
made,  because  when  you  opened  the  retort  at  the  bottom,  all  you  had  \o  do 
was  to  start  the  coke,  and  this  layer  would  gradually,  when  you  had  knocked  away 
the  first  lump  or  two,  begin  slipping,  and  at  last  you  would  get  the  whole  of   2<> 
the    coke   out,  without    drawing   it   with    rakes    at    all.     Some  coal  swells 
badly  ;  there  is  a  good  deal  of  tarry  matter,  and  tbo  coal  gets  larger  under  heat  ; 
there  is,  therefore,  a  great  deal   of  trouble   in    sretting  the  coke   out.     The 
Plaintiffs'  apparatus  is  working  at  Brentford   uuw,  and  witnesses  have  seen 
it.     It  is  astonishing  to  look  up  a  long  sloping  retort  and  see  the  coal  come    25 
rushing  in,  and,  by  the  time  it  has  got  to  the  top  of  the  retort,  it  is  one  uniform 
layer  from  end  to  end,  perhaps  filling  Jt  up  one-half,  and  lying  as  level  as  if  it 
had  been  done  by  hand  and  raked  along.    When  they  draw  the  charge,  the  men 
open  the  door  and  just  start  it  by  pushing  away  the  stop,  and  down  comes 
the  whole  of  the  coke  of  itself,  leaving  the  retort  perfectl}'  clean.    It  takes  seven   30 
seconds  to  charge  and  thirteen  to  empty.    Above  the  level  of  the  top  of  the 
retorts,  the  coal  trucks  travel,  carrying  their  coal ;  from  them  the  coal  is  dropped 
into  the  spent  leading  to  the  mouth  of  the  retort ;  the  proper  charge  of  coal  and 
the  whole  process  of  charging,  consists  in  opening  the  door,  putting  the  spent 
in  the  mouth,  pulling  a  valve,  and  in  four  or  five  seconds  the  whole  thing  is  35 
charged  as  evenly  as  if  it  had  been  done  by  hand.    The  cost  of  carbonization 
has  been  reduced  to  less  than  half  by  this,  and  the  amount  of  labour  to  less  than 
one-third.    There  is  rather  an  elaborate  method  of  measuring  out  the  charge  ; 
there  is  a  storage  hopper  with  a  valve  at  the  bottom,  which  lets  it  into  a 
measuring  chamber,  and  all  that  has  to  be  done  is  to  pull   the  handle  on   40 
the    right-hand    side ;    this  shuts  the   upi)er  valve,  opens  the  lower,  down 
rushes  the  coal,  and   it  makes  this  even  layer.      [ROMKR,  J, — The  essential 
part  is  the  idea  of  a  slope  so  selected    as    to  practically   be  the  slope  at 
which  the  coal  or  the  coal-dust  will  lie  ?]     Yes,  coupled  with  the  discovery 
that  by  this  you  can  get  the  coal  to  lie  in  the  proper  position  for  carbonisa-  4-% 
tion.      [A  model  was  produced    in   a  consultation   room.      The   Specification 
was  then  read.]     The  Plaintiffs  allege  a  breach  of  the  first  claim  ;  that  makes 
it  clear  that  it  is  a  retort  only  by  reason  of  its  inclination.     Mere  chai^ng 
at  the  top  will  cause  the  coal  to  lie  in  a  uniform  layer,  not  filling  the  retort 
throughout  its  whole   length.     In  the  anticipations  there  is  not  a  suggestion   rifi 
that  you  can  get  coal  in  this  position  forming  a  uniform  layer  not  bounded  by 
the   top   of   the   retort.      I  will   mention  tw<» — (J)  an  alleged   prior  user  by 
Carpenter^  which    is   the    only   suggestion    of    prior   user.      It   is  a   picture 
called   the   "Transverse   ftection "  in  a  reprint   from   the  "Gas  Journal"  of 
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the  6th  of  Augnst  1878.      At  the  top  of  the  inclined    retorts  there  is  an 

archimedean  screw ;  at  F  there  is  shown  the  axis  of  an  archimedean  screw, 

an  ordinary  propeller  screw ;   the  two   F's  are  the  axes  on  which  there  is 

a  screw,  and  the  coal  is  charged  by  the  screw.    The  coal  was  driven  in. 

5  The  action  of  the  apparatus  is  as  follows : — Coals  are  placed  in  the  hoppers, 

.  and  descend  into  the  mouthpiece,  and,  falling  on  the  screws,  are  gradually 

pushed  into  the  retort,  becoming  soft  by  means  of  the  heat,  and  forming 

themselves  into  the  shape  of  the  retort.    They  thus  completely  fill  the  small 

end  and  keep  back  the  gas,  and,  as  the  coals  are  screwed  into  the  retort,  the 

10  chai^  assumes  a  shape  so  as  to  half  fill  the  interior  area,  the  gas  finding 

its  escape  by  the  outlet  I.    The  motion  is  continuous,  and  the  charge,  reaching 

the  end  of  the  retort,  becomes  coke  of  a  fragile  nature,  falls  into  the.  oven, 

where  any  gas  remaining  in  it  *is  driven  off  and  escapes  from  the  top  of 

I  the  oven  by  the  pipe  L.    After  the  coke  has  remained  in  the  oven  some 

I  15  time,  it  is  allowed  to  fall  out  by  opening  the  door  for  that  purpose.    The 

I  door  is  then  immediately  closed  in  readiness  for  the  next  charge.    His  fimt 

idea  is  to  drive  the  charge  in  by  means  of  these  screws,  jamming  up  the  mouth, 

I  and  pushing  the  more  or  less  caked  charge  through  the  retort.    It  utterly  failed 

on  trisd.     There  is  not  a  suggestion  of  that  which  is  the  success  of   the 

20  Plaintiffs*    process,  namely,  that    the    coal  will    arrange    itself    in    a    layer 

parallel  to  the  bottom  of  the  retort ;   and  the  angle  at  which  it  is  drawn 

is  an  angle  which  will  not  permit  that.    He  has  no  idea  of  doing  it  by  the 

falling  of  the  coal ;   he  drives  it  in,  he  fills  up  the  whole  mouth  of  the 

retort,  and    he  keeps  screwing    this  mass  and    pushing  onwards  the  coal. 

25  The  coke  falls  into  a  chamber  J,  and  then  he  keeps  letting  it  go.    It  is 

essentudly  a  continuous  process.    There  is  no  use  of  the  means  the  Plaintiffs 

used  except  the  inclination  of  the  retort  being  essentially  at  a  less  angle 

than  that  along  which  the  thing  itself  would  fall.    This  was  a  failure,  and 

nothing  was  heard  of  it.    It  does  not  work  practically ;  it  is  the  only  prior 

30  user  suggested,  and  was  twenty  years  ago.    The  dates  of  the  anticipations 

range  from  1798  to  1878.    There  is  no  suggestion  of  the  user  of  one  of  them. 

I  will  refer  to  the  Specification  of  Carey  (No.  1727  of  18G4),  a  patent  for 

"  Calcining    bones    and    for    returning    and    revivifying    animal    charcoal.'' 

Revivifjring  animal  charcoal  is  this — ^animal  charcoal  is  a  splendid  filtering 

35  agent.    The  special  structure  of  the  bones,  after  everything  but  the  carbon 

and  the  mineral  structure  has  been  driven  out,  is,  I  suppose,  such  as  to 

make  it    a    magnificent  filter.      As  soon    as   the   pores  get  clogged,  it  loses 

its  quality,  and  therefore  the  foul    animal   charcoal    which    has    been    used 

is  sent  back,  and  then  it  is  passed  through  the  fire  again,  and  all  the  organic 

40  matters  are  destroyed  except  such  as  yield  carbon  and  leave  it  in  the  pores ; 

calcining  the  bones  produces  the  animal  charcoal,  and    the  revivifying  is 

mending  it  after  it  has  been   used  and  has  got  into  a  dirty  state.     Carey 

thought,  with  regard  to  this,  of  using  an  inclined  retort,  and  working  it  as 

an  inclined  retort  by  feeding  in  from  the  top  and  letting  it  slide  down.    Our 

45  case  as  to  this  is  that  in  revivifying  animal  charcoal  and  calcining  bones,  not 

one  of  the  requisites  necessary  for  dealing  with  coal  is  required.    You  do  not 

care  about  the  gas,  and  the  need  of  keeping  open  a  portion  of  the  retort 

does  not  exist.     The  best  thing  is  to  fill  the  retort  up,  and  probably  Carey 

used  an  angle  which  for  this  particular  substance  would  fill  his  retort  up.     He 

50  never  suggests  getting  a  layer  of  stuff  along  the  bottom  of  his  retort  of  a  uniform 

thickness.    Why  should  he  ?    He  evidently  meant  to  let  his  stuff  go  sliding 

down.    This  was  never  used,  and  our  case  is  that  no  practical  gasman,  even  if 

he  read  such  things  as  this,  would  learn  that  it  would  meet  the  special  difiB- 

culty  occurring  in  the  destructive  distillation  of  coal.     Carey  says  "  the  retort 

55  "  G  is  laid  to  an  angle  of  about  32^  degrees,  and  is  supported  and  built  in 

2  o 
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^^  brickwork  and  fire  tiles^  band  F,  and   on  iron  girders  EB^^  as  bIktwh  in 
"  drawings^  or  in  any  other  -ordinary  and  entitable  manner*    The  retort  Q  ie 
^'  fed  by  a  hopper  I,  fixed  on  the  upper  monthpiece  H^,  and  a  Talye  is  fitted 
^'  therein  to  regnlate  the  supply,  and  the  charcoal,  after  running  down  the 
^'  whole  length  of  the  retort,  is  discharged  at  the  lower  end  into  a  canister  or  5 
*'  receiver  T,  through  the  mouthpiece  H,  and  a  valve  is  fixed  therein  to  regulate 
'^  the  discharge.    ...    In  some  cases,  When  it  is  required  to  bum  the  con- 
"  tents  of  the  retort  more  slowly,  I  would  check  the  progress  of  the  charcoal  in 
'^  its  descent  by  introducing  one  or  more  valves  or  fiaps,  and  place  them  across 
'^  the  inside  of  the  retort^  and  cause  the  same  to  be  raised  ot  lowered  by  means  lO 
'^  of  a  shaft  or  rod  connected  therewith  and  passed  through  a  stuffing-box  at  the 
'*•  end  of  the  upper  mouthpiece  H^,  or  in  any  other  ordinary  and  suitable 
^*  manner.'*    The  thing  slides  down,  and  when  he  wants  it  to  go  slowly  he 
has  to  put  flaps  across.      Nobody  knows  or  learns  from  that  that  you  can 
lay  matter  down  so  that  it  lies  parallel  to  the  base  of  the  retort,  and  does  not  15 
fill  it  up.     If  a  man  had  read  the  Specification,  would  he  have  learmt  you  could 
do  this  satisfactorily  ?    There  is  no  suggestion  of  applying  it  to  coal.    It  is  a 
theory  of  analogous  articles ;  that  is  to  say, — Is  the  problem  the  same  in  bq^h 
cases  ?    If  the  problem  is  not  the  same,  ^ere  is  no  anticipation.    Did  this  t^l 
the  public  that  they  could  make  successful  automatic  gas  retorts  ?    Certainly  20 
not  I   it  was  in  1864,  and  was  never  used*     The  Plaintiffs'  patent  told  the 
persons  accustomed  to  working  gas  that  they  could  get  the  coal  neatly  laid,  so 
that  there  was  plenty  of  room  for  the  gas  to  go  off  without  having  to  pass 
a  bed  of  hot  coal,  and  it  will  be  shown  that  Carey  did  not  tell  t^t.    The 
Plaintiffs'  patent  has  been  very  succes8f#,  and  a  number  of  Companies  and  25 
Corporations  are  using  it.    The  Def  endantg  have,  up  above,  a  main  coal  supply, 
measuring  hoppers,  and  then  the  coal  comes  into  the  lower  part,  where  they 
measure.    There  is  a  little  window,  so  that  they  can  see  when  it  is  full  to  the 
level.    They  have  a  spout  whieh  goes  into  the  mouth  of  the  retort.    They  open 
a  valve,  which  lets  the  coal  run  down  into  the  retort,  which  is  at  the  right  30 
angle,  and  it  goes  to  the  bottom.    The  retorts  are  at  an  angle  of  29  or  30.    The 
Plaintiffs'  is  neater,  but  the  Defendants'  is  identical.    There  are  three  benches 
of  retorts — one  is  at  such  a  level  that  this  hopper  feeds  it,  the  next  is  at  such 
a  level  that  another  hopper  feeds  it,  and  the  third  is  fed  by  a  third  hopper. 

The  following  witnesses  gave  evidence  for  the  Plaintiffs  : — Dxigald  Glerk,   35 
In  the  course  of  his  examination,  Walter  referred  him  to  Claim  3. 
Asthury^  QXJ.,  objected  that  only  Claim  1  was  alleged  to  be  inMnged. 
Walter. — ^We  gave  notice  in  October  that  we  were  going  to  rely  on  Claim  3. 
Asibury,  Q*C. — ^We  only  gave  leave  on  terms,  and  the  terms  have  not  been 
accepted.  40 

Moulton^  Q.C. — There  was  a  correspondence  about  it,  and  the  Defendants  said 
they  would  allow  us  to  amend  our  Particulars  of  Breaches  if  they  were  allowed 
to  amend  their  Particulars  of  Objections  by  alleging  that  the  Specification  was 
not  sufficient  and  was  unintelligible.    The  Plaintiffs  asked  that  the  Defendants 
should  give  the  pages  and  lines  of  the  Specification  to  which  the  attack  of  45 
insufficiency  was  directed,  but  no  answer  was  sent. 
ROMER,  J. — The  practical  way  is  to  allow  amendments. 
Astbury^  Q.C. — If  v^  have  the  amendment  asked  in  the  letter,  that  will  do. 
RoMBR^  J. — I  will  allow  you  to  amend  if  you  need  it. 

The  other  witnesses  were  Edward  B.  Stevenson^  M.I.C.B. ;  Hoagood  W.  50 
Webber,  chief  of  the  staff  of  the  "Journal  of  Gas  Lighting";  J.  Husband, 
engineer  of  the  Brentford  Gas  Company  ;  William  Bugby,  manager  of  the 
Bouthall  Works  of  the  Brentford  Gas  Company  ;  and  J.  B.  Bully  gas  engineer  to 
the  Rochdale  Corporation. 
Bomfieldj  Q.C,  for  the  Defendants. — This  qw?stion  should  be  cotwwdered, —  55 
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Apart  from  any  question  of  form  of  claim,  what  has  Coge  invented  ?  Giving 
the  anticipations  the  most  favourable  construction  for  the  Plaintiffs,  and  giving 
the  Plaintiffs'  Specification  the  most  favourable  construction  for  them,  1  submit 
that,  having  regard  to  what  was  known  before,  they  cannot  say  the  Patentee  has 
5  given  the  world  more  than  this,  than  to  point  out  that  in  any  system  of  inclined 
retorts,  by  some  arrangement  of  angle,  you  may  get  a  uniform  layer,  and  I  do 
not  say  he  has  given  that.  Take  Newton  s  Specification  ;  so  far  as  any  apparatus 
for  doing  this  is  concerned,  there  is  nothing  more  in  the  Plaintiffs'  towards 
success  than  in  Nexvton^$^  or  in  Wilsofi^s^  or  in  the  others  who  had  inclined 

10  retorts.  The  Patentee's  object  was  to  get  a  uniform  layer  automatically,  and 
there  is,  in  the  Specification,  the  germ  of  an  idea  that  has  been  fruitful,  apart 
from  the  question  whether  it  may  not  be  found  in  any  other  document.  His 
idea  was  to  use  that  principle  for  automatic  feeding.  His  suggestion  is,  he  has 
found  a  particular  angle  which  will  give  the  result  of  automatically  giving  a 

15  uniform  layer,  and  there  is  nothing  in  his  particular  arrangements  ;  his  details 
rather  lead  away  from  the  result — at  any  rate,  they  are  no  better  than  previous 
ones.  Mr  Clerk  said  Newton's  Specification,  with  the  retort  at  the  proper  angle, 
would  have  no  distinction.  He  suggested  there  was  not  as  much  drop* in 
Newton^Sy  but  the  evidence  will  show  that  the  question  of  dropping  leads  away 

20  frjm  success,  and  what  you  want,  to  achieve  proper  results,  is  to  place  your  stuff 
in  and  let  it  slide  down.  Newton^s  arrangement,  at  a  slightlv  less  inclined 
angle,  would  be  the  Plaintiffs'.  There  are  M  the  elements  in  N^eivton,  though 
he  said  nothing  as  to  how  you  are  to  get  the  result  of  distribution  ;  but  it  is 
impossible  to  suppose  that  a  competent  person  could  have  thought  that  the 

25  retort  was  going  to  be  packed  full  in  order  to  carbonize.  In  making  ammonia 
or  distilling  paraffin  at  low  temperatures,  the  retort  is  full  i  but  that  is  not  car- 
bonizing. But  no  gas  engineer  would  suggest  that,  in  making  gas,  you  would 
have  your  retort  more  than  about  half-full.  Newton  does  not  say  a  word  about 
that,  but  the  evidence  already  given  shows  that  anybody  who  proposed  an 

30  inclined  retort  for  gas  making  must  have  had  in  view  a  suitable  distribution. 
The  only  hint  Newton  gives  is  this,  that  he  had  a  curve,  but  1  do  not 
tiuggest  that ;  the  only  indication  he  gives  is  that  you  are  so  to  arrange  the  angle 
as  to  give  the  inclination  most  favourable  to  the  f eeding-in  of  the  coal.  Wilson 
requires  an  arrangement  for  getting  rid  of  his  coke,  but  otherwise  his  arrange- 

35  ments  for  getting  the  coal  into  the  hoppers  or  retorts  are  identical  with  some  of 
the  Plaintiffs'  arrangements,  as  Mr  Clerk  admitted.  If  an  ordinary  retgrt  in 
Wilson  is  placed  at  the  proper  angle,  it  is  like  the  Plaintiffs'.  In  fact,  the  most 
that  is  due  to  the  Patentee  is  that  he  has  pointed  out  that,  if  you  put  the  retort 
at  a  suitable  angle,  you  will  be  able  to  put  in  the  coal  and  get  it  automatically  dis- 

40  tributed.  Another  point  is  that  the  Plaintiffs'  patent  is  not  limited  to  gasworks, 
but  includes  retorts  for  distilling  other  solid  matters,  and  we  have  got  for  various 
purposes,  which  would  be  included  in  those  words,  the  use  of  inclined  retorts 
proposed,  and  some  of  them  at  the  identical  angle  of  the  Plaintiffs'.  Orijfiths* 
was  for  the  distillation  of  oil  from  cannel  coal  or  shale.     The  picture  and 

45  description"  give  the  right-angle  of  inclination  ;  it  is  not  the  angle  the 
Plaintiffs  show,  but  for  the  purpose  of  anticipation  it  is  rust  as  good,  for  the 
Defendants  do  not  use  that  angle.  The  Patentee  of  the  Plaintiffs'  invention 
says  an  angle  is  to  be  taken  a  little  less  than  the  angle  of  repose.  It  is  the  Defendants' 
view  that  it  is  essential  to  success  to  have  an  angle  greater  than  the  angle  of  repose 

.50  having  regard  to  the  necessity  of  discharging  the  coke,  the  angle  of  repose  of  coke 
being  greater  than  that  of  coal.  The  Defendants  have  a  bigger  angle,  and  the 
Plaintiffs  now  use  a  bigger  angle.  There  was  an  instance  of  32  degrees,  and 
another  of  3(5  degrees.  The  Plaintitl's  are  obliged  to  8ay  that  a  little  more  or 
less  than  the  angle  of  repose  will  do.     Griffiths  directs  such  an  angle  to  be 

55  ttsed  that,  when  small  coals  are  i)laced  on  the  upper  end  of  the  retort,  they  will 

2  o  2 
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slide  down  by  their  gravity.    That  is  just  the  angle  the  Defendants  nse — a 
little  more  than  the  angle  of  repose.   Griffiths,  then,  is  an  illustration  of  a  retort 
inclined  at  about  the  Plaintiffs'  angle,  and  used  for  purposes  of  distillation. 
Griffiths,  it  is  true,  gave  no  direction  as  to  whether  he  was    going   to  fill 
his   retort  completely  or    not,  but  that  is    not  material  on  this    point   of  5 
the  angle.     Carey  prefers  an  angle  of  32^  degrees,  that  is  substantially   the 
same  angle ;  the  Defendants  have  an  angle  of  32  degrees,  and  the  Plaintiffs  now 
use  the  same  as  Carey.    Carey^s  invention  is  for  calcining  bones,  and  is  a 
cognate  purpose  to  the  Plaintiffs'.    [ROMBR,  J.— Carey  had  quite  a  different 
object.]    Yes  ;  Carey^s  is  automatic  and  has  automatic  feeding,  and  he  wants  10 
to  regulate  the  time  during  which  the  material  shall  be  exposed  to  the  tiro. 
He  has  a  valve  at  the  bottom,  and,  when  he  opens  that,  anything  at  this  angle, 
which  is  to  run  down,  runs  down  and  out.    The  whole  thing  depends  on  its 
running.    His  object  is,  by  partially  closing  the  valve,  to  get  a  certain  layer  ; 
an  angle  of  32J  is  precisely  the  angle  to  give  him  a  layer  of  that  sort,  if  he  15 
partially  closes  the  valve.    My  first  point,  then,  is  that  the  only  idea  the  Plaintiffs 
have  given  to  the  world  is  placing  the  retort  at  a  certain  angle  to  get  an  even 
layer.    Then  I  refer  to  other  Specifications,  to  show  that  the  idea  of  having 
inclined  retorts  for  a  similar  purpose,  at  about  this  angle,  is  an  old  idea.    The 
Plaintiffs,  therefore,  cannot  stop  persons  using  that  angle  ;  all  then  that  is  left  20 
to  the  Patentee  to  do,  is  to  say  he  will  show,  with  retorts  at  that  angle,  how  to 
feed  them  so  as  to  get  a  uniform  layer.    All  he  can  patent  is  some  means  of 
getting  a  uniform  layer  at  that  angle  ;  he  cannot  patent  that  idea.    Now,  when 
the   Plaintiffs'  means  are  looked  at,  they  are  absolutely  inefficient.     Every 
direction  is  rather  leading  away  from  the  result,  assuming  the  retort  to  be  25 
inclined  al'this  angle  of  32j.    [ROMBR,  J.— About  that  angle.]    Yes.    In  facl^ 
the  precise  angle  depends  very  much  upon  the  means.    [KOMBR,  J.— The 
Piktentee  points  that  out— He  says,  "  It  is  evident  that  the  angle  may  be  raised."] 
The  matters  are  not  quite  to  slide.    [RoMBR,  J.— They  are  not  to  slide  when 
you  get   to   a   stop;   you  must   remember   that]     That   is  consistent  with  :» 
what  he  said.     [RoMBR,  J, — I  suppose,  if  you  had  a  greater  vertical  fall,  you 
could  not  have  the  angle  so  steep.]     I  will  read  that  in,  and  that  leads  away 
from  practical  results.     It  is  to  be  an  angle  a  little  less  than  the  angle  of 
repose— that  would  do  for  a  drop  of  1  foot ;  but,  for  a  drop  of  8  feet,  it  must 
be  a  good  deal  less  than  the  angle  of  repose.    The  proper  angle  is  a  much  35 
greater  angle  ;   that  has  been  found  out  since,  and  is  essential.    The  height 
would  make  the  angle  still   less.      The   Patentee    says  it   must  be   under- 
stood that  it  is  necessary  that  the  slightest  possible  movement  should  be  given 
to  the  lumps  at  the  front  end  of  the  retort  to  ensure  the  automatic  discharge. 
That  is  a  familiar  condition  ;   if  you  give  it  a  push,  it  will  slide.    That  is  his  40 
sort  of  angle.  But  the  Defendants'  witnesses  will  give  evidence  that  these  conditions 
are  essential  to  practical  success;  namely,  that  the  angle  should  be  greater  than 
the  angle  of  repose,  and  that  the  coal  should  be  delivered  as  close  as  possible  to  the 
bed  of  the  retort,  so  that  it  has  nothing  to  do  but  slide  down.    Upon  the  materials 
which  were  before  the  world,  are  not  the  Defendants  entitled  to  find  the  best  means  45 
for  feeding  such  a  retort,  in  order  to  ensure  an  even  layer  ?    The  Patentee  gives 
one  means,  which  is  not  a  good  one,  dropping  from  a  height,  and  having  an 
angle  less  than  the  angle  of  repose.    All  the  Patentee  can  claim,  I  say,  is 
apparatus  fitted  to  do  that.   In  every  one  of  his  Figures  there  is  the  fall  down  the 
shoot,  and  the  angle  less  than  the  angle  of  repose  ;   that  was  a  matter  of  50 
substance  with  him.      In  every  case,  in  addition  to  the  drop,  the  stuff  is 
shot  out.     Of  course,  everybody  has  to  shoot  coals  somehow,  but  there   is 
all   the  difference  in  the  world  between  shooting  them  in  such  a  way  that 
the  velocity  of  shooting  adds  to  the  natural  velocity  of  fall,  and  the  velocity  of 
shooting  in  the  reverse  direction.     The  Defendants'  shoot  is  in  the  reverse  55 


Vol.  XIV.,  No.  16.]       AND  TRADE  MARK   CASES.  461 

The  Automatic  Coal  Oas  Retort  Company^  Ld.  v.  The  Mayor  Ac.  of 

Salford. 

direction.  [ROMEB,  J. — I  quite  follow ;  the  Plaintiffs  say  that  is  an  in- 
genious modification  of  their  details.]  In  Fig.  14  there  are  some  slides,  but  in 
the  Plaintiffs'  model  put  in  as  the  invention,  the  Plaintiffs  have  got,  not  a 
slide,  but  a  door  at  the  mouth  of  the  shoot ;  the  door  is  in  the  model  which  is 
5  the  subject  of  a  subsequent  patent  of  1889.  That  door  is  suggested  to  be  put 
in  as  an  obvious  thing,  but  it  is  the  subject  of  a  patent  by  Coze  himself  in 
1889.  I  refer  to  that  as  fixing  a  date.  It  tells  that  four  years  after,  this  was  a 
thing  which  occurred  to  him  as  an  improvement  in  detail.  [ROMBR,  J. — ^The 
sole  effect  of  it  is  to  mitigate  the  force  with  which  the  coal  went  out  ?]     Yes,  I 

10  point  to  it  as  showing  that  he  did  not  mind  this  velocity  ;  he  could  deal  with 
it  in  that  way.  In-  this  Specification,  he  says,  *'  the  hopper,  the  shoot, 
**  and  the  inclined  retort  together  constitute  a  continuous  passage,  down  which 
"  the  coal  passes  by  its  own  gravity,  and  is  evenly  and  regularly  distributed, 
**  without  risk  of  obstruction  at  any  point."  That  is,  in  1889  he  was  working  on 

15  his  original  lines,  that  you  were  to  let  the  coal  have  a  free  fall,  not  to  have  any 
obstruction.  In  later  years  baffle  plates  were  added  by  the  Plaintiffs,  and  put 
at  the  bottom.  Of  course,  that  involved  a  total  alteration  of  angle,  going  to  a 
greater  angle  thwi  the  angle  of  repose.  I  now  refer  to  Fig.  14  of  the  Plaintiffs' 
Specification  ;  the  Plaintiffs  say  about  that,  "although  what  you  say  does  take 

20  **  place,  and  when  you  are  dropping  these  coals  from  different  heights  down 
"  these  shoots,  they  do  not  give  an  even  layer,  yet  there  is  a  means  of  adjust- 
**  ment  shown  in  Pig.  14,  namely,  a  slide,  which  gives  the  means  of  obtaining 
**  a  uniform  layer."  \See  Fig.  14,  an^e  page  453.]  No  such  purpose  is  indicated 
in  the  Specification.    The  object  is  simply  this,  I  suppose,  that  you  are  to  have  a 

25  truck  big  enough  to  cover  the  four  hoppers  in  Fig.  1 4,  and  when  the  slides  are 
in,  you  are  to  rfioot  in  your  coal  and  fill  all  your  four  hoppers  at  once,  and  you 
can  draw  out  one  riide  and  then  another  and  fill  your  retorts.  That  is  the  only 
suggestion,  and  to  look  on  that  as  a  means  of  regulation  is  foreign  to  the  whole 
idea  of  the  Specification.    It  would  not  be  automatic,  for  that  depends  on  the 

30  skill  of  the  workman.  This  is  to  be  a  machine  automatic  in  this  sense,  that 
if  you  bring  up  your  coals  in  a  truck  and  shoot  them  into  something,  that  is  going 
to  give  you  distribution.  Now  the  suggestion  is  that  you  may  use  these  slides 
in  such  a  way  as  to  dribble  out  the  coal.  [ROMBR,  J. — Automatically  seems  to 
mean  that  the  charging  of  the  retorts  with  coal,  which  hitherto  has  been  done 

35  with  a  scoop  or  apparatus  constructed  for  the  purpose,  is  done  automatically.] 
Automatically  charging,  in  fact,  is  old.  My  point  is  that,  except  in  Fig.  14, 
what  the  Patentee  shows  is  that  you  are  to  tip  your  truck  up,  and  down  goes 
your  coal,  and  it  is  distributed  of  its  own  accord,  without  any  aid  from  the  hand 
of  the  workman,  in  an  even  layer.    Fig.  14  is  simply  that  the  Patentee  puts  his 

40  slide  there,  so  that  he  may  fill  these  things  at  once,  and  the  suggestion  that 
the  slide  is  there  to  help  the  distribution  is  foreign  to  the  tenor  and  language  of 
the  Specification.  Fig.  14  may  be  put  on  top  of  Fig.  3,  but  it  still  has 
the  defect  that  however  slowly  it  is  dribbled  in,  the  coal  has  to  fall  right  down 
from  the  top  to  the  bottom  of  these  shoots,  and  the  means  which  he  suggests  for 

45  obtaining  an  efficient  distribution  are  not  means  of  any  practical  value,  the 
means  being  a  fall  of  coal  of  about  8  feet  with  the  right  and  left  hand  tubes 
of  Fig.  3,  and  6  feet  with  the  intermediate  ones  ;  in  either  you  get  a  velocity 
varying  from  15  to  20  feet  or  more  per  second.  That  means  the  angle  must 
be  flatter  than  the  angle  of  repose.    That  is  a  condition,  not  of  success,  but 

50  failure.  Possibly,  by  flattening  it  out,  at  that  velocity  you  may  get  something 
like  distribution,  although  it  would  only  be  with  carefully-sized  coal. 
In  the  case  of  Claim  1,  there  is  always  a  fall,  and  the  Patentee  seems  to 
rely  on  that  fall  in  the  combination  ;  but  he  must  have  a  flatter  angle,  an 
angle  less  than  the  angle  of  repose.  That  leads  to  failure.  There  has  been 
55  no  evidence  given  of  a  case  where  you  have  an  angle  less  than  the  angle  of 
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repose.     There   have   been   cases  of  falls  from  a  height,  with  more  or  lees 
imperfect  results.    But  that  is  the  Patentee's  direction,  and  I  say  that  it  is  by 
working  in  the  other  direction  only  that  success  is  obtained,  on  this  account, 
that  to  deal  eflBciently  with  the  extraction  of    the  coke  there  must  be  a 
greater  angle.      If    there  is    to    be    practical    success,  the  coke  must  slide  i 
out;    if    the    angle    is    so    fiat    that    the    coke    rests  on   it  so  that    it    has 
to  be  scraped    out    by    hand,  it    would    be  impracticable,  and    would    not 
be  within  the  terms  of  the  Specification,  which  is  to  get  an  automatic  dis- 
charge.   When  it  is  a  question  of  angle,  the  scope  of  invention  being  what  it  is, 
and  so  limited,  and  the  Patentee  not  being  able  to  claim  retorts  at  about  this  10 
angle,  but  only  to  claim  apparatus  which  would  charge  these  retorts  in  a  better 
way,  his  directions  failing  to  lead  to  successful  results,  it  would  be  a  strong 
thing    if  he  could  prevent  other   people  taking  up  Newton  where    he   left 
it,  and  bringing  to  success  the  system  started  by  Newton,    I  believe  that,  if 
you  take  NewtorCs  Fig.  1,  and  are  equally  careful   about  the  way  you   tip  15 
your  coal  into  that,  that  you  will  get  the  result.     Newton's  angle  is  about 
45   degrees.      Newton  claims  that  he  must  place  it  at  the  most  favourable 
angle.     As    to    the  evidence    given    for    the    Plaintiffs,    it    is    difficult    to 
follow  the  view  of  even  the  limited  form  of  success  given  by  the  witnesses 
who    saw   the    Plaintiffs'    apparatus   at   work  at  Brentford.    [ROMBR,   J. —  20 
It^is  perfectly  obvious,  so  far,  that  you  would  not  want  improvements  if  the 
thing  was  perfect.]    The  original  thing  must  be  capable  of  being  worked 
practicably.    It  is  not  enough  for  this  Patentee  to  say,  I  have  an  idea  that,  by 
adjusting  the  angle,  I  can  get  uniformity  of  distribution.     [ROMBB,  J. — If, 
following  his  directions  and  dealing  with  it  fairly,  you  cannot  make  a  useful  25 
apparatus,  then  you  are  right.]    In  Jupe  v.  Pratty  1  Webs.  R.  145,  it  is  said  that, 
if  a  man  discovers  a  principle  and  shows  a  means  of  carrying  it  into  effect,  he 
would  be  entitled  to  protect  himself  against  other  means,  but  that  sort  of  case 
does  not  apply  here.  [ROMBR,  J. — ^Why,  if  he  was  the  first  man  ?  Are  you  going 
to  produce  any  evidence  to  show  that  anybody  used  this  kind  of  retort  at  an  HO 
angle  at  all  ?]    Yes,  I  have  the  evidence  of  Carpenter^  who  read  a  paper  in  the 
"  Gas  Journal."     [ROMBB,  J.— Suppose  he  was  the  first,  has  it  not  become  a 
new  system  ;  to  whom  does  the  chief  credit  belong  ?]     A  great  deal  belongs  to 
Coze^  but  it  does  not  follow  that  it  is  credit  which  will  avail  him  from  the 
patent  law  point  of  view.     [ROMBB,  J. — It  will  enable  the  Court  to  do  all  it  35 
can   to  help  him,  so  far  as  it  can  legitimately.]     The  Defendants  are  also 
entitled  to  help ;  the  Plaintiffs  are  not  entitled  to  stop  the  Defendants  from 
starting  at  the  point  to  which  Newton  and  Wilson  went,  which  was  very  likely 
not  a  point  of  practical  success.    It  is  a  great  thing  to  dispense  with  manual 
labour  as  far  as  possible,  and  to  have  these  rails,  trucks,  shoots,  &o,  in  com-  40 
bination  with  an  inclined  hopper.    All  that  the  Defendants  were  entitled  to 
take  up.    It  was  not  till  the  South  Metropolitan  strike  that  anybody  thought 
of  putting  these  things  in,  because  they  are  very  expensive.    The  strike  opened 
people's  eyes  to  the  importance  of  being  able  to  do  bj'^  machinery.    That  is  the 
important  part,  and  Newton  and  Wilson  had  those  advantages  clearly  in  mind.  45 
As  far  as  the   top  part  goes,  the   Plaintiffs  cannot  suggest  that  they  have 
anything  better  than  Newton  and  Wilson  have.    The  Defendants  ask  the  right 
to  take  it  up  where  they  left  off ;   they  are  not  obliged  to  keep  to  the  old- 
fashioned  retort  built  up  in  fire-brick  ;    since  then  modem  clay  retorts  have 
been  built.     [RoMBR,  J. — A,  B,  and  C  get  as  near  to  the  invention  as  possible,  50 
but  have  not  nit  it.    X  makes  the  invention  ;  you  cannot,  after  that,  ta^e  A,  B, 
and  C's,  making  a  slight  alteration.]    No,  but  I  point  out  that  Newton  carried 
it  up  to  a  certain  point,  and  it  is  an  alteration  in  Newton  which  is  the  invention. 
You  have  to  find  means  for  getting  that  alteration  in  an  inclined  retort    The 
value  of  an  inclined  retort  for  filling  retorts  and  emptying  them  automatically  $5 
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Tvas  thoroaghly  appreciated.    Now,  assuming  that  Newton  had  not  appreciated 
the  best  angle  for  getting  the  uniform  level,  the  only  room  for  invention  is  to 
invent  means  for  getting  that.      I   submit  that,  having  regard  to  the    use 
of  these  angles  for  these  purposes,  the  Patentee  cannot  get  a  patent  for  putting 
5  a  retort  at  a  certain  angle,  substantially  as  a  new  principle.    AH  he  can  get  is  a 
patent  for  apparatus  which  gives  the  proper  distribution.  [BOMBE,  J. — Of  which 
the  inclined  retort  is  the  most  important  part.]    That  is  an  old  part ;  the  Patentee 
does  not  claim  it,   and    the  Defendants    are  entitled  to  use   it.    What  the 
Patentee  claims  is,  '^  The  combination  of  inclined  retorts,  with  bent  charging 
10  ^'monfchs  forming  prolongations,  &c.,'*  and  to  let  the  coal  fall  down  these 
mouths,  and  to  arrange  the  ccrad-  at  an  angle  somewhat  less  than  the  angle 
of  repose.    If  I  am  right  in  that,  the  prinqjlple  of  Jupe  v.  Pratt,  1  Webs.  R. 
145,  xloes  not  apply  here.    The  Patentee  does  not  and  cannot  claim  inclined 
retorts,  and   cannot  prevent  the  Defendants  from  using  inclined  retorts,  or 
15  having  a  system  of  inclined  retorts  and  a  man  shovelling  down  the  coal  and 
producing  an  inclined  angle.  All  tkaA  the  Patentee  can  claim  is  something  which, 
used  in  eombination  with  an  inclined  retort,  gives  a  proper  distribution. 
[ROMBR,  J. — It  is  rather  a  broad  claim.]     But  it  involves  the  modus  operandi 
described  in  Claims  1  and  2.    The  Specification  tells  us,  and  it  is  necessarily  so 
20  if  the  faH  is  taken  into  account,  that  the  angle  is  less  than  the  angle  of  repose. 
[ROMER,  J. — That  is  a  reason,  and  the  Patentee  shows  the  advantages ;   his 
sole  claim  is  for  'Uhe  combination  of  inclined  retorts  with  bent  charging 
*'  mouths  forming  prolongations   thereof,*'  as  described.]      I    shall    submit 
that  the  Defendants'  apparatus  cannot  be  said  to  be  an  apparatus  of  com- 
25  bined  retorts, with  bent  charging  mouths.  [ROMER,  J. — Have  we  not  got  them  here 
in  the  model  ?]    Yes,  that  is  the  apparatus,  but  it  does  not  show  the  ccnnbination. 
I  will  put  my  argument  in  an  alternative  way.    The  Plaintiffs  have  an  angle 
less  than  the  angle  of  repose,  the  Defendants'  angle  is  greater.     If  there  is  a 
material  drop,  the  angle  must  be  less.    Taking  the  Defendants'  angle,  it  is 
30  impossible  to  succeed  in  getting  a  proper  distribution  by  the  means  described  by 
Coze.  We  have  made  experiments,  and  if  any  one  of  the  arrangements  shown  by 
the  Patentee  is  taken  with  the  Defendants'  angle,  you  fail  to  get  distribution. 
The  Patentee  talks  about  utilising  the  angle  of  repose,  but  if  you  have  an  angle 
greater  than  the  angle  of  repose,  can  it  be  said  that  you  are  using  the  angle  of  repose  ? 
35  When  you  have  passed  that  angle,  you  are  clearly  no  longer  using  the  angle  of 
repose  ;  your  stuff  is  only  stopped  from  slipping  by  a  stop  at  the  bottom.  The  stop 
performs  a  different  function  when  you  have  passed  the  angle.   [ROHER,  J. — ^The 
Patentee  clearly  contemplated  the  use  of  the  stop.]    Yes,  the  use  of  a  stop, 
there  must  be  a  stop ;  there  is  an  end  to  the  retort,  so  that  there  must  always 
40  be  a  stop.     [ROMER,  J. — ^Then  does  he  not  mean,  when  he  speaks  of  the  angle 
of  rest,  what  you  would  have  when  you  have  a  stop  of  a  certain  kind  ;  the  coal 
flowing  down  to  a  stop,  so  that  it  then  will  rest  with  a  stop.]    Of  course,  that  is 
BO  in  a  way,  because  you  must  have  a  stop.    [ROMER,  J. — ^There  is  one  angle, 
the  strict  angle  of  rest,  I  suppose,  would  be  the  best  if  you  could  put  it ;  but 
45  put  some  loose  coal  on  clay — it  is  using  a  substance,  coal  upon  something — 
aad  find,  by  a  series  of  experiments,  at  what  angle  that  begins  to  slip.    But  that 
is  not  quite  the  angle  he  means,  because  he  means  a  practical  angle  where  you 
have  a  stop  and  coal  shot  down  ;  and  you  want  such  an  angle  as  to  prevent  it 
flowing  over,  so  that  it  will  only  fill  up  to  the  depth  of  the  stop.]     Yes,  the 
50  Patentee  is  perfectly  right  with  his  method  ;  in  stating  that  it  must  be  less  than 
the  angle  of  repose  ;  the  stuff  is  coming  down  with  velocity,  and  whether  it  is 
the  stop  or  the  bottom  of  the  retort,  the  velocity  stops ;  either  the  bottom  or 
the  stop  checks  it,  so  he  is  right  in  stating  &e  angle  of  r^ose ;  unless  he  has 
less  thin  the  angle  of  repose,  he  would  get  the  whole  retort  filled  up,  and  every 
55  one  of  his  methods  would  fail.     [ROMBB,  J. — So  would  yours.]    No,  we  have 
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an  angle  greater  than  the  angle  of  repose.     [ROMBR,  J. — If  your  angle  is  not 
the  angle  of  repose,  the  coal  at  the  top  will  flow  over  the  bottom  and  become 
nseless.    Why  ub6  the  angle  of  repose  ?]    Your  Lordship  is  speaking  now  not 
of  the  angle  of  repose  of  coal  upon  the  retort,  but  of  a  very  different  angle  of 
repose.    I  handed  up  the  three  diagrams,  and  one  was  of  coal  upon  the  side  of  5 
a  heap.    That  is  a  different  angle.    The  flattest  angle  is  the  angle  of  repose  of 
coal  upon  a  retort.    The  next  angle  is  of  coke  on  the  retort ;  the  steepest  angle 
is  the  angle  on  the  side  of  a  heap  of  coal.     [ROMBE,  J.— When  you  have 
charged  one  of  your  retorts,  do  you  call  that  a  coal  heap  ?]    Yes.    [ROMBR,  J. — 
Then  the  Plaintiffs'  is ;  therefore,  it  is  the  angle  of  repose  on  a  coal  heap.]   10 
That  is  not  the  angle  he  has  specified  ;  the  atlgle  is  about  the  angle  of  Newton^ 
45  degrees.    Engineers  dealing  with  earth  work,  for  instance,  which  is  some- 
thing similar,  always  take  45  degrees  as  the  natural  angle  at  which  such 
materials  will  rest.    [ROHBR,  J. — Then  why  do  you  not  go  to  45  degrees — ^for 
discharging  you  want  as  big*' an  angle  as  possible?]    Yes,    [ROMBR,  J. — It  is  15 
only  for  the  charging  that  you  do  not  want  too  big  an  angle  ?]    Yes,  we  could 
go  up  to  45  degrees.    But  a  man  who  wants  a  patent  for  a  principle  must  apply 
the  principle  correctly.    The  Patentee  has  said  definitely  that  you  are  to  have  it 
at  such  an  angle  that  the  stuff  would  not  slide  upon  the  retort  unless  you  gave 
it  a  push.    That  is  apart  from  the  stop.    When  he  takes  the  stop  away,  he  says,  20 
as  the  degree  of  inclination  given  to  the  retort  is  nearly  equal  to  that  which 
would  cause  the  material  to  slide,  it  will  be  understood  it  is  simply  necessary 
to  impart  the  slightest  movement  to  the  lumps  at  the  front  end  of  the  retort  to 
ensure  the  automatic  discharge.     [ROMBR,  J. — He  is  not  thinking  of  the  angle 
at  which   you  could  get  coal  to  stop  if  you  place  it  with  care  on   a   heap,  25 
for  in  his  Specification,  he  says,  "The  retort  is  placed  at  such  an  inclina- 
^^  tion  that  the  natural  fall  of  the  coal  supplied  at  its  highest  end  shall  be 
"  sufficient  to  cause  its  distribution.]     He  tsdks  about  the  natural  fall  of  coal 
supplied  at  its  highest  end.    If  there  is  any  ambiguity  in  that,  he  shows  that 
he  gives   it  a  fell  in  practice,  2  or  4,  or  6  or  8  feet     Assume  that  the  30 
angle  is  less  than  the  angle  of  repose,  so  that  the  coal  is  at  rest  upon  it. 
When  you  drop  the  coal  on  it,  it  will  still  go  if  you  are  going  to  drop  it 
from  3  or  4  feet,  although  the  angle  is  less  than  the  angle  of  repose.    It  will 
shoot  away  to  the  bottom,  and  in  order  to  get  it  to  stop  properly  when  you  are 
going  to  let  it  drop,  it  is  necessary  to  ms&e  it  less  than  the  angle  of  repose.  35 
That  is  my  point.    The  Patentee  is  perfectly  right  in  using  the  angle  of  repose 
in  the  natural  sense,  that  when  you  are  going  to  let  that  coal  fall  and  give  it  a 
fall,  it  is  absolutely  necessary  to  make  the  angle  less  than  the  angle  of  repose. 
The    Patentee    uses    the    expression    in    its    simple    meaning.      Although 
working    imperfectly    to    some    extent,  this  arrangement,    he    says,   would  ^ 
work  with  an    angle    less    than    the    angle    of    repose,  the    only   difficulty 
being    this,   that    the    angle    of    repose    varies    according    to    the    size    of 
the  lumps,  and  the  big  lumps  go  to  the  bottom.     That  is  a  most  serious 
practical    objection.     It  is  a   practical  difficulty  that  if  you  drop  your  coal 
from  a   height,  the  bigger  lumps  will  go  to  the  bottom  ;  the  angle  which  45 
is  right  for  middle-sized  or  small  lumps  is  not   right  for  big  lumps,  and 
they  go  down.     If  the  angle  is  made  right  for  the   big  lumps,  it  will  not 
be  right  for  the  small  lumps,  and  they   will  accumulate  at   the  top  end. 
Except  for  that  which  results  from  difference  of  size,  the  Patentee's  apparatus 
would  work,  if  the  angle  is  less  than  the  angle  of  repose.     I  put  this  point —  50 
that,  for  retorts  which  are  above  the  angle  of  repose,  and    therefore  not 
utilizing  the  angle  of  repose,  you  cannot  work  the  Specification.    It  will  not 
give  the  distribution  ;  that  method  of  dropping  the  coal  down  into  the  shoot 
will  not  work.    The  whole  invention  0ince  his  has  been  directed  to  this,  that 
as  you  want  an  angle  greater  than  the  angle  of  repose,  to  secure  the  result,  you  55 
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must  in  some  way  destroy  the  velocity.  You  most  have  a  fall  by  gravity, 
but  so  &r  from  ntilizing  the  fall  as  Coze  thought,  it  is  a  difficulty  to  be  got 
over. 
The  following  witnesses  were  called  for  the  Defendants  : — James  Swinburne^ 
5  who  admitted  that  inclined  retorts  had  never  been  used,  though  inclined  retorts 
and  at  the  angle  of  repose  had  been  proposed,  ^nd  perhaps  tried.  [The  question 
was  asked, — ^What  did  the  Patentee  mean  by  the  angle  of  repose  ?  but  Romer,  J., 
objected  to  that  question.  The  witness  might  say  what  an  angle  of  repose  was, 
but  everybody  knew  that,  and  what  the  Patentee  meant  was  a  question  for  the 

10  Judge.}  William  Oaddy  a  civil  engineer  and  a  patent  agent ;  George  Livesey^  a 
member  of  the  Institute  of  Civil  Engineers  and  chairman  of  the  South  Metro- 
politan  Oas  Company  ;  Corhett  Woodall ;  James  Francis  Braidwoody  the  gas 
engineer  to  the  South  Metropolitan  Oas  Company  ^t  Greenwich  ;  Charles  Hunty 
gas  engineer  to  the   Birmingham  Cofyoration;   J.  Petty  Leather,  engineer 

15  and  manager  at  the  Burnley  Oas  Works ;  Thomas  Ormiston  Paterson^ 
engineer  to  the  Birkenhead  Corporation  ;  William  Turner  Carpenter, 
engineer  and  manager  of  Gas  Works  at  Sheerness,  and  grantee  of  the  patents 
No.  762  of  1869  and  No,  1302  of  1876,  mentioned  in  the  Particulars  of 
Objections,  gave  evidence  as  to  a  retort  erected  by  him  [which  is  mentioned 

20  in  the  judgment]  and  S.  Y.  Shouhrtdge,  gas  engineer  to  the  Defendant 
Corporation. 

Bousfieldy  Q.C. — That  is  the  Defendants'  case.  [Roher,  J. — ^Your  first 
point  is  that  the  Plaintiffs'  invention,  especially  Figure  1,  could  not  be  prac- 
tically worked  ?]    Yes.    I  do  not  say  that  you  could  not  get  a  uniform  layer 

25  in  a  particular  case  and  by  particular  regulation,  or  opening  a  slide  like 
Figure  14 ;  but  the  apparatus,  as  it  stands,  cannot  deal  with  the  problem. 
[iU>HBB,  J. — I  agree  that  there  have  been  improvements,  and  that  possibly,  but 
for  t&ose  improvements,  it  would  not  be  the  commercial  success  it  is.  But  was 
it  not  the  main  idea  from  which  the  improvements  flowed  ?]     I  concede  to 

30  Ooze  that  he  rescued  this  idea  of  inclined  retorts  from  oblivion.  [Romer,  «/. — 
No,  1  do  not  believe  in  your  anticipations.]  1  am  speaking  of  a  system  of 
inclined  retorts.  [ROMBR,  J. — Inclined  retorts  were  known  for  some  purposes, 
but  not  one  was  absolutely  put  up.]  Carpenter* s  was  ;  it  worked  for  two  years 
at  Sheerness.    [ROHEB,  J. — It  did  not  lead  to  anything.]    No,  and  so  with  the 

35  Plaintiffs^ ;  nothing  was  done  till  1890.  My  point  is  this,  a  patent  cannot  be 
taken  out  for  an  inclined  retort ;  anybody  can  throw  the  coal  in  with  a  shovel,  in 
Buch  a  way  that  it  is  properly  arranged,  and  make  a  layer  in  it  and  work  it  so  ; 
a  patent  can  only  be  taken  for  some  apparatus  for  charging.  [Romer,  «/. — And 
discharging.]    There  is  no  apparatus  for  discharging.     [ROMER,  J. — I  think 

40  there  is.]  Then  I  say  that  Coze  has  failed  in  giving  a  practical  method  of 
charging  the  retort.  Of  course,  one  does  not  see  in  all  the  Specifications  the 
idea  that  if  you  place  the  retort  at  a  certain  angle  you  might  let  your  coal  in, 
and  it  will  arrange  itself.  [ROMBR,  J. — No.]  But  the  Patentee  cannot  patent 
Uiat ;  has  he  pointed  out  a  successful  way  of  doing  it  ?    There  is  a  total  error 

45  in  his  view.  There  are  two  angles  of  repose,  one  of  coal  in  the  retort,  the 
other  of  the  side  of  a  coal  heap ;  the  Patentee  means  the  first — that  is  clear, 
because  he  says  the  angle  may  be  varied  to  suit  the  roughness  of  the  retort. 
His  theory  is  wrong.  His  theory  is,  then,  that  he  is  going  to  drop  his  coal 
from  a  height,  and  that  that,  in  combination  with  an  angle  somewhat  less  than 

50  the  angle  of  repose,  is  going  to  bring  about  the  right  result.  That  is  clear  from 
the  Specification,  and  also  from  the  fact  that  if  you  drop  the  coal  from  a  height 
you  must  iiatten  the  angle.  The  Patentee  means  an  angle  less  than  the  angle  of 
repose  of  coke  upon  the  retort — 29  or  30  degrees.  He  contemplates  a  stop.  But 
taking  it  at  that  angle,  with  a  drop  from  a  height,  you  cannot  get  the  arrange- 

5S  ment ;  you  must  bring  the  angle  to  23  degrees.    But  when  you  are  dealing 
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>vith  dropping  the  coal  from  a  height,  the  angle  of  repose  has  nothing  to  do 
with  it ;  it  can  be  done  with  the  retorts  perfectly  flat  in  the  identical  way 
described  by  Coze,  except  that  the  drop  is  higher.  Further,  the  Patentee's 
theory  is  absolutely  unsound  in  theory.  There  is  a  difference  in  principle 
between  the  Plaintiffs'  and  Defendants*  arrangements.  The  Defendants'  are  5 
above  the  angle  of  repose ;  in  the  Plaintiffs',  it  must  be  below  the  angle  of 
repose,  and  to  get  the  uniform  layer  it  must  be  depressed  to  such  an  angle  that 
you  cannot  get  out  the  coke  properly.  In  the  Defendants',  the  coal  slides  down 
in  a  mass  together.  Griffiths  and  Garey  show  an  inclined  retort,  used  fo* 
similar  purposes  at  these  angles  ;  the  Defendants  are  perfectly  entitled  to  do  10 
what  Griffiths  and  Carey  did  ;  the  Defendants  have  invented  a  machine  for 
charging  Griffiths*  and  Carey's  machines,  which  is  a  different  machine  from 
the  Plaintiffs',  and  the  Defendants  cannot  be  prevented  from  using  this. 

No  reply  was  called  for. 

ROMBB,  J. — In  my  opinion,  in  this  case  the  Plaintiffs  are  entitled  to  succeed.   15 
I  think  the  invention  of  the  Patentee  was  a  novel  and  a  very  useful  one,  and 
was,  undoubtedly,  good  subject-matter  for  a  patent. 

The  invention,  in  substance,  was  for  a  new  apparatus  for  making  gas  from 
coal.    The  invention  can  be  applied  for  analogous  purposes,  and,  accordingly, 
the  claim  is  for  improvements  in  retorts  for  the  distillation  of  coed  and  other  80 
solid  matters,  but  the  chief  object  of  the  patent  was,  undoubtedly,  the  manufac- 
ture of  gas  from  coal. 

Prior  to  the  date  of  this  invention,  the  system  in  use  was  one  in  which  the 
retorts  were  horizontal.  The  horizontal  form  was  adopted,  because  it  is  very 
important  in  manufacturing  gas  that  the  coal  at  the  bottom  of  the  retort  should  25 
be  lying  substantially  at  a  level,  and  at  not  too  deep  a  level,  so  that  there  would 
be  sufficient  room  for  the  coal  when  heated  to  expand,  and  yet  leave  sufficient 
room  for  the  gases  to  escape  from  the  top  of  the  retort.  Taking  the  horizontal 
retorts,  the  system  of  charging  and  discharging  them  was  a  very  laborious  one, 
and,  I  gather,  required  considerable  skill,  or,  at  any  rate,  some  ^111,  on  the  part  30 
of  the  men  who  had  to  perform  the  duty  of  charging  and  discharging.  It 
required  several  men  to  do  it,  and  was  comparatively  slow  work — ^I  say 
only  comparatively  slow — compared  with  the  quickness  of  the  Patentee's 
process. 

The  Patentee's  apparatus  or  system  depended  on  this.    He  took  a  retort  at  an  35 
angle  approximating  to  that  which  he  calls  the  angle  of  repose,  as  to  which 
much  has  been  said,  but  as  to  which  I  do  not  think  there  is  much  difficulty  in 
gathering  what  the  Patentee  meant,  when  you  look  at  the  whole  of  his  Specifi- 
cation ;  that  is  to  say,  at  an  angle  where,  when  the  coal  was  let  fall  from  the 
truck  into  a  bent  charging  mouth,  it  would   enter   the  retort  at   a  certain  40 
velocity,  and  then  distribute  itself  in  a  practically  even  layer  over  the  bottom 
of  the  retort.    As  the  coal  entered,  it  went  down  the  retort,  reached  the  stop, 
which  the  Patentee  points  out  has  to  be  used,  at  the  bottom  of  the  retort,  and 
the  coal  then  gradually  filled  up,  and  then  you  find  the  retort  charged  with  a 
layer  of  coal  which  is  sufficiently  level  and  of  the  right  height  to  be  capable  of  45 
being  usefully  dealt  with  in  the  ordinary  way. 

The  advantages  of  the  system  were  these.  In  the  first  place,  it  dispensed 
with  labour,  and  it  was  much  cheaper ;  secondly,  the  charging  was  substantially 
automatic  ;  and,  lastly,  the  discharging  wa3  effected  with  great  rapidity,  owing 
to  the  angle  at  which  the  retort  was  placed.  Now  the  Patentee,  in  his  Specifi-  50 
cation,  shows  m^my  detailed  ways  of  carrying  out  this  invention.  Amongst 
other  useful  things  he  mentions  are,  the  employment  of  a  hopper  lor  a  certain 
purpose,  a  movable  shoot,  and  shoots  oi  different  shapes.  The  valme  of  the 
invention  13  shown  by  this,  that  his  system  has,  from  the  Ume  of  its  coming  into 
practical  use,  practically  entirely  superseded  the  old  systeia,  and,  accordingly,  U 
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so  valuable  was  the  invention  that,  as  usually  happens  in  inventions  of 
the  kind,  you  find  from  time  to  time  modifications  and  improvements  made  in 
the  details  of  carrying  out  the  invention.  For  example,  the  us^  of  movable 
shoes  and  baffle  plates,  as  they  are  called,  to  ensure  the  steady  supply  of  the 
5  coal  to  the  retort,  and  various  devices  for  making  the  supply  of  the  coal  constant 
and  regular,  and  for  diminishing  the  drop,  and  slightly  increasing  the  angle  of 
the  retort,  referred  to  in  the  Specification,  and  so  forth.  And  so  valuable  was 
the  original  invention  even,  that  many  of  these  modifications — some  of  them,  at 
any  rate — have  themselves  become  patented,  and  are  considered  so  Important, 

10  with  regard  to  the  original  invention,  as  to  deserve  a  patent  being  taken  out  for 
them  separately. 

The  novelty  of  the  Patentee's  invention  is,  in  my  opinion,  very  clear.  Never, 
before  the  date  of  his  patent,  had  any  such  apparatus  or  system  as  this  been 
used  for  distilling  gas  from  coal  or  any  other  solid  matter.    The  alleged  antici- 

15  pations,  when  they  are  examined  carefully,  seem  to  me  to  be  no  anticipations 
at  all  in  reality.  All  they  show  is  that  inclined  retorts,  prior  to  the  date  of  this 
patent,  had  for  some  purposes  been  used. 

I  will  refer  shortly  to  one  or  two  of  the  more  important  of  the  anticipations. 
I  may  say  generally,  with  regard  to  them,  that  none  of  them  show  now  to 

20  produce  on  the  bed  of  the  retort  an  even  distribution  of  coal  or  other  substance, 
or  consider  or  have  regard  to  the  advantages  obtained  from  the  Patentee's 
invention.  Take  Newton's  Specification,  for  example.  In  that  case,  the  angle 
of  the  retort  was  substantially  different  from  the  Patentee's.  Newton's  angle 
was  one  of  about  45  degrees.     The  system  of  Gose  is  not  only  not  shown,  but 

25  was  evidently  not  known  to  the  Patentee  Newton^  and,  certainly,  from  Newton's 
Specification,  no  one  would  be  led  to  Coze's  invention  ;  and  Newton's  apparatus 
would  not,  in  my  opinion,  work  on  Coze's  system,  and  certainly  would  not 
produce  such  a  layer  as  is  required  for  the  purpose  of  manufacturing  according 
to  the  method  adopted  by  the  Coze  system. 

30  Then,  as  to  Griffiths'.  Griffiths'  was  the  case  of  a  retort  used  for  the  purpose 
of  oil  extracting.  There,  the  system  of  having  an  even  layer  of  substance  to 
be  heated  on  the  bottom  of  the  retort  was  not  required  at  all,  nor  was 
Coze's  system  pointed  out  in  the  slightest  degree,  (triffiths  had,  in  fact, 
a  horizontal  retort  with  a  slanting  supply,  which  Griffiths  thought  would  par- 

35  tially  heat  his  substance  as  it  went  down  into  the  final  retort.  In  no  sense 
could  GriffitJis'  be  called  an  anticipation  of  Coze's  invention. 

Then  I  pass  on  to  Carey.  That  was  an  apparatus  for  calcining  bones  and 
the  re-burning  of  aninaal  charcoal,  so  as  to  cleanse  it  from  impurities.  For 
those  purposes  no  uniform  layer  at  the  bottom  of  the  retort  was  needed.     It 

40  certainly  was  not  pointed  out  in  Carey,  and  it  is  sufficient  for  me  to  say  that 
there  is  not  the  slightest  indication  of  Coze's  system.  There  is  nothing  which 
would  lead  any  person  knowing  of  Carey,  viewing  it  even  with  regard  to  gas 
distilling  from  coal  at  all,  naturally  to  Ooze's  invention.  The  angle  of  32^ 
degrees    used    by    Carey,  though  an  angle  falling,   I  agree,  within   Coze's 

45  invention,  was  used  by  Carey  for  quite  a  different  purpose.  He  wanted  it  for 
the  purpose  of  his  charcoal  re-burning,  where  he  desired  to  obtain  a  con- 
tinuous feed  and  discharge  of  the  charcoal — a  certain  speed  of  progression 
through  his  retort — which  is  quite  a  different  purpose. 

Lastly,  with  regard  to  Wilson,  I  need  only  say  that  the  angle  he  was  con- 

50  sidering  was  clearly  one  that  would  be  wholly  outside  Coze's  invention.  He 
was  considering  an  angle  which  he  called  something  under  GO  degrees,  and  that 
is  about  the  angle  that  he  shows  in  the  drawings  to  his  Specification.  In  that 
case  no  even  layer  at  the  bottom  of  a  retort  was  pointed  out,  nor  was  Coze's 
system  in  the  slightest  degree  indicated.     Moreover,  it  would  not  work,  in  my 
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opinion  ;  and  certainly  it  would  not  work  for  the  purposes  of  the  Patentee's 
system,  which  is  before  me. 

With  regard  to  Carpenter*  s  Specification,  and  his  article  in  the  "Journal  of 
"  Gas  Lighting,"  I  need  only  say  this  :  Carpenter^s  invention  was  a  veiy 
diflEerent  thing  from  that  of  Coze.  It  was  not  only  not  Coze's  system,  but  it  5 
would  not  have  led  anybody  to  that  system  ;  and,  indeed,  it  is  practically 
obvious  that  it  would  not,  for,  though  Carpenter's  invention  was  known  many 
years  ago,  and  was  tried  for  a  certain  period,  it  fell  into  disuse  years  ago,  and 
no  one  was  ever  led  by  it  for  a  moment  to  anticipate  Cozens  invention.  In 
Carpenter y  really  the  coal,  owing  to  heat,  is  made  to  enter  the  retort  as  a  kind  10 
of  paste,  and  is  intended  to  be  pressed  on  by  screws,  so  as  to  cause  a  continual 
motion  of  the  matter  towards  the  coke  chamber.  It  had  nothing  whatever  to 
do  with  an  automatic  charging  of  the  retort,  such  as  Coze  is  pointing  out,  or 
with  Cozens  system  of  discharging.  I  think,  therefore,  it  is  really  abundantly 
clear  that  there  was  no  anticipation  of  Cozens  invention*  15 

In  my  opinion,  the  Specification  of  Coze  is  sufficient  to  enable  any  person 
desirous  of  carrying  it  out  to  carry  it  out.  It  is  said  that  the  invention,  as  set 
forth  in  the  Specification,  and,  in  particular,  in  Figure  1,  would  not  work  so  as 
to  be  a  practical  success.  Now,  upon  this  point  there  has  been  some  evidence 
of  a  somewhat  conflicting  nature,  but,  in  my  opinion,  even  taking  Figure  1  20 
alone,  which  is  the  Patentee's  most  primitive  form,  the  invention  could  be 
worked  usefully  and  successfully  if  reasonable  care  had  been  taken,  though  I 
agree  not  so  usefully  or  so  successfully,  especially  when  coal  of  a  mixed  kind 
and  of  a  large  size  was  used,  as  when  the  invention  is  used  according  to  the 
Patentee's  other  details;  or,  still  more,  when  the  invention  is  used  with  25 
the  subsequent  modifications  and  improvements,  which  experience  has  shown 
to  be  advantageous. 

The  Patentee  in  this  case  has  really  taken  great  care  to  explain,  in  his  Speci- 
fication, the  object  he  desires  to  attain,  and  the  means  to  effect  it,  and  I  think 
it  is  not  too  much  for  him  to  expect  that  he  should  have  reasonable  skill  and  30 
care  on  the  part  of  workmen  in  carrying  out  his  invention.  The  especial 
ground  taken  for  the  Defendants'  objection  to  Figure  1,  and  to  the  Patentee's 
invention  generally,  is  that  it  would  not  get  a  good  even  layer  when  you  took 
the  amount  of  the  fall  of  shoot  shown  in  the  Specification  and  Figures,  and 
when  you  took  the  angle  of  the  retort  to  be  that  shown  in  Figure  1,  or  approxi-  35 
mately  about  29  degrees.  But  it  is  clear  to  me  that  you  could,  if  reasonable  care 
be  taken  in  seeing  that  the  coal  leaves  the  truck,  not  in  a  violent  rush  or  by  too 
minute  degrees,  but  in  substantially  a  continuous  stream,  get  good  results  and 
practically  c^rry  out  the  invention,  even  by  Figure  1,  so  as  to  be  very  useful, 
and  a  substantial  success.  40 

Amongst  other  evidence  which  supports  that  view,  I  bear  in  mind  what 
Mr.  Swintmrne  said.  He  said  it  would  be  no  doubt  perfectly  easy,  in  many  cases, 
to  secure  the  continuity  of  supply  if  it  were  once  seen  to  be  desirable  to  have 
such  continuous  supply.  I  must  say,  speaking  for  myself,  and  looking  at  the 
evidence  before  me  as  a  whole,  that  I  cannot  think  that  the  desirability,  in  45 
proper  cases  and  with  certain  coal,  of  having  a  continuous  supply  from  the 
wagon,  was  something  that  is  not  obvious,  or  something  that  ought  to  have 
been  specially  referred  to  in  the  Specification.  See  the  care  that  is  taken  by 
the  Patentee  to  show  what  the  result  was  that  he  desired,  and  the  different 
instructions  that  ought  to  be  remembered  in  carrying  out  his  invention.  For  50 
example,  he  points  out  sufficiently  that  there  are  many  things  which  have  to 
be  considered — the  angle  of  the  retort,  the  velocity  of  the  coal  when  it  enters 
the  mouth  of  the  retort — ^the  friction,  that  is  to  say,  arising  from  the  nature  of 
the  floor  of  the  retort — ^the  size  of  the  coal,  and  so  forth.    I  especially  refer 
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to  those  portions  of  the  Complete  Specification  which  are  set  forth  at 
page  5,  lines  14  to  20  and  lines  33  to  39.  I  need  not  repeat  them  in  this 
judgment. 

I  find,  as  a  matter  of  fact,  that  the  desirability  of  this  continnons  supply 
5  struck  most  people  who  had  practically  to  work  out  the  Patentee's  invention. 
It  seemed  to  have  occurred  to  almost  everybody  who  h^d  to  deal  with  the 
matter.  The  evidence  of  Mr.  Paterson^  amongst  others,  is  very  noticeable, 
where  he  points  out  that  he  took  out  Figure  1  and  worked  it,  and  he  found  that 
the  charging  in  every  respect  was  satisfactory ;  and,  as  a  matter  of  course,  he 

10  took  care  that  his  workmen  should  supply  the  coal  in  a  way  that  would  render 
the  charging,  according  to  the  Plaintiffs'  invention,  satisfactory.  He  practically 
carried  it  out,  and  the  only  difficulty  he  found  was  one  which  concerns  a  special 
detail  in  Figure  1,  about  which  I  will  presently  say  a  word.  I  think,  indeed, 
that  everybody  knew  that  in  order  to  obtain  success,  you  would  have  to  be 

15  careful,  at  any  rate,  with  special  kinds  of  coal,  to  see  that  care  was  taken  in  the 
way  in  which  the  coal  was  supplied  down  to  the  shoot. 

With  regard  to  the  special  defect  I  have  mentioned  in  Figure  1,  that  really 
concerns  this.  There,  the  shoot  is  shown  surrounded  by  brickwork,  and  it  was 
found  that  the  effect  was  that  the  head  had  a  tendency  to  block  up  the  mouth  of 

20  the  shoot  by  reason  of  the  accumulation  of  tarry  matter  there,  and,  no  doubt,  this 
drawback  in  Figure  1  did  interfere,  to  a  certain  extent,  with  the  value  of  the 
invention.  But  this  disadvantage  had  to  be  set  off  against  the  advantages  which 
are  derived  from  the  system,  and  I  do  not  think  this  disadvantage  in  Figure  1 
would  justify  me  in  holding  that  because  of  it  the  invention  ought  to  be  held 

25  bad.  Figure  1  had  its  uses  and  advantages,  with  its  disadvantages,  and  some 
people  might  prefer  to  use  it.  If  no  other  shape  had  been  shown  to  be  better, 
or  if  there  had  been  no  useful  modification,  they  might  have  preferred  to  use  it 
with  all  its  disadvantages.  It,  therefore,  appears  to  me  that  this  objection  on 
the  part  of  the  Defendants  fails. 

30  I  have  already  pointed  out  that,  undoubtedly,  the  invention  works  better  and 
more  successfully  with  the  other  arrangements,  as  shown  in  the  Specification, 
such  as  Figure  14  shows,  and  more  especially  with  the  improvements  and 
modifications  that  I  have  already  indicated  ;  but,  of  course,  the  fact  that 
improvements  have  been  discovered,  and  that  the  invention,  as  now  practically 

35  used,  is  the  one  with  the  subsequent  modifications,  is  no  proof  that  the  original 
invention  was  not  useful;  and,  of  course,  the  user  of  the  original  invention,  with 
the  subsequent  modifications,  does  not  enable  the  person  using  it  to  say  that  he 
is  not  taking  the  benefit  of  the  invention  and  infringing  it. 

I  think  there  was  also  a  further  objection  taken  of  this  nature.     It  was  said 

40  that  as  the  angle  of  repose  of  the  coke  was,  as  a  rule,  slightly  greater  than  that 
of  the  coal,  the  angle  of  repose  proper  would  not  allow  the  coke  remaining 
after  the  heat  was  applied  to  it  to  be  easily  got  out,  and  that  so  the  double 
advantage,  which  is  shown  by  the  Patentee's  Specification,  could  not  be 
obtained  by  his  invention.     But  the  difference  of  angle  between  coal  and 

45  coke  is  not  very  great,  and,  practically,  if  you  have  such  an  augle  as  the 
Patentee  points  out  as  useful  for  the  purpose  of  charging,  it  would  be  useful 
for  the  purpose  of  discharging.  The  opening  out  at  the  bottom  of  the  coal 
would  practically,  as  it  appears  to  me,  cause  the  whole  mass  of  coke  to 
come  out. 

50  It  was  further  said  that  the  Patentee,  in  his  Specification,  is  only  pointing  to 
an  angle  of  29  degrees,  or,  at  any  rate,  not  a  greater  angle  than  that — ^to  no  angle 
greater  than,  or  quite  so  much  as,  the  angle  of  repose  of  coal  upon  coal,  and  that 
wholly  putting  aside  any  consideration  as  to  the  operation  and  effect  of  the  stop 
which  is  referred  to  in  the  Specification.   But  the  Patentee,  in  this  Specification, 

55  has  shown  what  he  was  thinking  of.    He  has  an  inclined  retort ;  he  wants  to 
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have  the  coal  entering  the  top  of  the  f etort  trith  a  certain  velocity,  rush  to  the 
bottom,  be  caught  by  the  stop,  and  then  accumulate  ;  and  he  wants  his  angle  to 
be  such  as  to  have  these  two  advantages  ;  in  the  first  place,  not  so  steep  that, 
when  the  coal  is  in,  with  a  stop  at  the  bottom,  the  coal  should  nevertheless  flow 
down,  but  will  rest  in  a  substantially  even  layer ;  and,  secondly,  he  wants  the  5 
angle  of  inclination  not  to  be  too  small,  so  as  to  prevent  practically  the  whole 
of  the  coke  coming  out  directly  the  lower  portion  of  the  retort  is  opened.  Yon 
can  work  the  Patentee's  invention  with  an  angle  slightly  above  or  slightly  below 
the  angle  of  29  degrees  mentioned  in  the  Specification.  For  the  purpose  of 
moving  the  coke,  it  is  advantageous  to  have  it  slightly  more  ;  for  the  purpose  of  10 
charging,  in  some  retorts  it  might  be  useful  to  have  it  somewhat  less.  He 
himself  has  taken  care  in  his  Specification  not  to  limit  himself  to  one  hard-and- 
fast  angle.  He  has  taken  care  that  what  he  has  taken  is  approximately  what  is 
the  angle  of  repose,  and  he  has  shown  what  his  objects  are  that  he  intends  to  be 
effected  by  the  angle.  It  has  been  said  that  the  angle  of  32  degrees  is  practically  15 
the  best,  and  not  so  big  a  fall  as  he  shows.  I  think  that  very  likely  is  so,  but, 
taking  a  slighter  fall  and  a  slightly  increased  angle,  in  my  opinion,  makes  no 
differerce.  The  substance  of  the  Patentee's  invention  is  still  there.  The  angle 
of  32  degrees  or  33  degrees  would  certainly  be  within  his  invention.  It  is  an 
angle  adopted  for  the  purpose  of  obtaining  both  the  advantages  that  the  20 
Patentee  points  out,  and  adopts  the  system  he  has  indicated  in  his  Specification, 
I  therefore  hold  that  the  objection  to  the  patent  fails,  and  it  only  remains  for 
me  to  consider  the  question  of  the  infringement.  Speaking  for  myself,  I  think 
if  you  once  look  at  the  Defendants'  apparatus  and  see  how  it  works,  the  thing 
is  at  an  end.  They  have  made,  I  admit,  improvements  in  the  details  of  carrying  25 
out  the  Patentee's  invention — I  think  it  might  be  said  very  useful  modifications 
and  improvements — bat,  when  the  apparatus  of  the  Defendants  is  looked  at, 
it  appears  impossible  to  say  that  they  have  not  adopted  the  Plaintiffs' 
system.  In  my  opinion,  they  have.  The  Defendants'  apparatus  is  nothing 
more  than  the  Plaintiffs'  system,  with  modifications.  It  Would  never  have  30 
come  into  operation  had  it  not  been  for  the  success  of  the  Patentee's  Invention. 
Their  angle  is  32  degrees,  but  when  one  looks  at  the  Patentee's  Specification, 
and  what  he  has  claimed,  it  is  clear  that  that  angle  is  not  outside  his  invention. 
In  addition  to  having  a  slightly  increased  angle  to  that  pointed  out  by  the 
Patentee's  Figures,  the  Defendants  have  a  very  modified  velocity.  The  velocity  35 
with  which  the  coal  goes  into  the  mouth  of  the  retort  in  the  Defendants'  is  less 
than  that  with  which  the  coal  went  into  the  mouth  of  the  retort  in  the 
Patentee's  Figure  1.  I  have  no  doubt,  as  I  have  said,  that  the  modifications 
of  the  Defendants'  are  very  useful  for  the  purpose  of  regulating  the  velocity  at 
which  the  coal  can  be  made  to  go  into  the  mouth,  and  modifying  the  supply  40 
accordingly  as  the  coal  is  larger  or  smaller  in  size,  and  ensuring  its  being  distri- 
buted with  more  perfect  uniformity  on  the  floor  of  the  retort.  They  are 
excellent  modifications  in'  tlie  way  of  working  the  Patentee's  invention,  but 
they  have  taken  the  Whole  of  the  Patentee's  real  invention.  Take  Claim  1. 
They  have  a  bench  of  retorts  for  the  distillation  of  coal  and  other  matters,  and  45 
the  combination  of  inclined  retorts  with  bent  charging  mouths  forming  pro- 
longations thereof,  substantially  as  described  in  the  Plaintiffs'  Specification,  and 
the  result  is  the  result  which  the  Patentee  desired  to  obtain,  as  stated  in  Claim  1, 
"  whereby  the  coal  is  distributed  in  a  uniform  layer  upon  the  floor  of  the 
'*  retort,"  and  so  on,  as  mentioned  in  the  Specification  ;  and  the  subsequent  50 
advantage  mentioned  in  Claim  1,  "  whereby  the  whole  of  the  retorts  in  the 
'*  same  bench,  or  in  two  benches  placed  back  to  back,  may  be  charged  by  means  of 
"  trucks  runnitig  upon  rails  at  the  same  level  as  the  mouths  of  the  shoots,"  is  also 
claimed.  The  whole  of  the  Defendants'  invention  falls  within  Claim  1  expressly. 
It  falls  within  the  words,  and  certainly  comes  within  what  is  sometimes  called  55 
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the  spirit.    It  certainly  takes,  as  I  have  said,  the  Patentee's  invention.    It  takes 
the  system  and  carries  it  out  according  to  the  details  of  the  system  as  shown  in 
the  Specification,  subject,  as  I  have  already  said,  to  certain  modifications. 
It  -was  attempted  to  be  suggested  by  some  witnesses  that  in  the  Defendants' 

5  there  was  no  fall  of  the  coal  into  the  mouth  of  the  retort,  but  such  a  stiggestion 
is  absurd.  There  is  a  fall  in  the  Defendants'  of  the  coal  into  the  mouth  of  the 
retort,  effected  substantially  in  the  same  way,  by  the  operation  of  gravity,  and 
for  the  very  purpose  for  which  the  fall  is  given  in  the  Specification — that  is,  for 
the  purpose  of  getting  a  certain  velocity  upon  the  coal,  neither  too  mtich  nor  too 

10  great,  so  as  to  allow  the  coal  to  slide  down  the  retort  and  fall  in  an  even  layer 
on  the  bed. 

It  appears  to  me,  therefore,  not  only  that  this  patent  is  valid,  but  that  the 
Defendants  have  infringed  ;  and,  accordingly,  the  Plaintiffs  are,  as  I  have 
already  said,  entitled  to  the  relief  that  they  claim. 

15  Moultorty  Q,0.— That  will  be  Judgment  for  the  Plaintiffs,  with  cotits,  and  an 
injunction  ;  and  we  shall  take  an  account  of  profits  instead  of  an  inquiry  as  to 
damages. 

ROMBR,  J. — That  will  be  rather  difficult  to  work,  will  it  not  ? 
Moultony  Q.C. — No,  I  think  it  will  be  very  easy  to  work. 

20       HOMBR,  J. — I  will  consider  it  to-morrow  morning. 

March  24th. — Romer,  J. — I  do  not  think  it  is  convenient  to  take  ati  accotmt. 
I  am  sure  it  will  lead  to  the  greatest  possible  difficulty  in  chambers  and  great 
expense. 

Moulton,  Q.C. — I  do  not  think  the  account  will  be  so  difficult.    1  should 
25  advise  my  clients  to  state  to  the  Defendants  the  royalty  they  will  take  to  free 
the  retorts.     It  should  be  a  proper  royalty,  and  should  be  taken  as  the  amount 
of  damages. 

Rombr,  J.— I  do  not  think  it  ought  to  be  done,  if  I  may  speak  plainly,  with 
a  view  of  putting  pressure  upon  them. 
30      Moultoriy  Q.C. — I  am  going  to  propose  the  sum. 

ROHER,  J. — Propose  that  out  of  Court.  Do  not  do  it  before  me.  1  suggest 
to  you  that  you  take  an  inquiry  as  to  damages. 

Moultoriy  Q.C— There  is  a  great  difficulty  with  regard  to  damages  ;  unless  they 

will  take  as  the  definition  of  damages,  the  royalties. 

35      Rombr,  J.— Those  things  are  taken  into  consideration.    You  will  have  far 

more  difficulty  in  ascertaining  the  profits,  and  this  matter  has  been  discussed 

before.    You  will  remember  that  it  was  discussed  in  Gnmley  v.  The  Derby  Gas 

Companyy  1  Webs.  R.  119,  and  it  was  pointed  out  that  great  difficulty  arises  in 

such  a  case  as  this.    If  you  insist  upon  an  account  of  profits,  I  cannot  help  it, 

40  but  I  decline  to  be  drawn  into  a  premature  discussion  as  to  how  you  are  going 

to  estimate  the  profits.     The  form  1  should  direct  would  be  simply  this,  an 

inquiry  into  profits  made  by  the  Defendants  by  the  exercise  or  use  of  the 

Plaintiffs'  patented  invention.     I  know  the  result  of  this  will  be  to  cause  great 

expense,  delay,  and  difficulty  in  chambers,  and  I  give  you  fair  notice  that  I 

45  shall,  of  course,  reserve  the.  costs,  and,  if  I  come  to  the  conclusion  that  the 

result  has  been  a  waste  of  time  and  expense,  I  shall  take  care  that  that  is  thrown 

upon  those  who  have  incurred  it. 

Moultoriy  Q.C. — I  should  propose  to  arrange  with  them  a  royalty,  which  is  to 
be  taken  as  the  damages. 
50      Rombr,  J.— If  you  agree  to  that,  I  think  it  would  be  very  advantageous. 
Of  course,  this  would  be  without  prejudice  to  their  right,  if  they  desire  it,  to 
take  the  case  elsewhere. 

Moultoriy  Q.C. — Oh,  certainly. 

Rombr,  J. — I  should  suggest  some  inquiry  in  this  form  :  By  consent,  in  lieu 
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of  damages,  take  an  inquiry  what  would  be  a  proper  sum  for  the  Defendants 
to  pay,  by  way  of  royalty,  for  the  user  during  the  time  they  have  used  it. 

MoultoHy  Q.C. — I  should  think  that  is  quite  fair. 

ROMBR,  J. — I  should  have  thought  it  was  not  only  fair,  but  in  the  interests 
of  the  Defendants.  5 

Astbury^  Q.C. — I  do  not  think  there  will  be  any  difficulty  in  agreeing  a  formal 
account — of  course,  it  is  an  hostile  account  against  us — ^instead  of  damages ;  take 
an  account  of  what,  in  lieu  of  damages,  would  be  a  proper  sum  to  pay,  by  way  of 
royalties,  for  the  use  of  infringing  appai*atus. 

ROMBB,  J.— Yes.  10 

MoultoUy  Q.C. — I  will  accept  that,  and  propose  that  that  should  be  the 
judgment.  Neither  party  is  to  take  objection  to  the  form  of  the  order  so  far,  if 
it  goes  elsewhere  ;  but,  of  course,  without  prejudice  to  the  Defendants  contesting 
the  question  as  to  whether  they  ought  to  have  succeeded  in  the  action. 

Asthuryy  Q.C. — The  injunction  claimed  in  the  Statement  of  Claim  will  not  15 
quite  do.    I  object  to  the  words  "  any  benches  of  retorts." 

ROMBR,  J. — Simply  take  it  in  the  common  form — ^to  restrain  the  Defendants 
from  infringing  the  Letters  Patent. 

MouUon^    Q.C. — ^Yes,  and    then    this    special    form    of    account,  it  being 
thoroughly  understood  that  it  is  hostile  on  both  sides.    Then  the  Defendants  80 
have  a  certificate  of  validity,  and  the  costs  of   the  action,  and  certificates 
of  Particulars  of  Breaches. 

ROMBR,  J.— Yes. 

Aathury^  Q.C. — There  will  be  no  order  as  to  delivery  up  and  destruction. 

ROHBR,  J.— No.  25 

Astbury,  Q.C,  asked  for  a  stay,  in  the  event  of  the  Defendants  wishing 
to  take  the  matter  further. 

ROMBB,  J. — Yes,  for  two  months,  but  then  the  inquiry  is  to  go  to  the  end 
of  the  two  months. 

Astburyy  Q.C,  asked,  in  view  of  the  two  short  vacations  that  were  coming  30 
on,  that  it  should  be  three  months. 

ROHBR,  J. — Yes.  The  inquiry  as  to  damages  will  proceed,  but,  if  the  appeal 
is  not  heard  before  the  amount  of  damages  is  ascertained,  then  they  ought  to 
pay  the  amount  into  Court  to  abide  the  result  of  the  appeal.  That  is  the  proper 
course  to  be  adopted.  But,  as  to  costs,  the  proper  course  is  the  usual  one.  They  35 
are  to  be  paid  on  the  undertaking  of  the  solicitors  to  refund  if  the  appeal  is 
successful. 
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Before  Mr.  Justice  Wright.— April  8th  and  12th,  1897. 

.  Aktiebolaget  Separator  v.  The  Dairy  Outfit  Company. 

Patent. — Action  for  infringement.-^Conatruction  of  Specification. — Infringe- 
5  ment. — Mechanical  equivalents. 

This  action  was  for. the  infringement  of  a  patent  relating  to  the  separation 
of  cream  from  milk.  The  claim  was  for  "  In  centrifugal  separators  or 
"  creamers  the  combination  of  the  conical  plates  c*  mth  the  rotating  drum  or 
**  howl  a,'  substantially  as  describedJ*^  The  Defendants  denied  infringement^ 
10  and  alleged  the  invalidity  of  the  patent  on  the  grounds  of  want  of  novelty  and 
subject-matter^  and  anticipation;  buty  at  the  trials  these  issues  were  abandoned^ 
and  the  only  question  was  infringement.  The  Defendants  had  not  conical 
pkUeSy  but  a  cylinder  with  holes. 

Heidi  that  the  Plaintiffs*  invention  was  for  dividing  the  milk  into  layers  by 
15  separate  conical  plates^  and  that  the  Defendants  did  not  infringe  by  mechanical 
equivalents.    Costs  of  the  Particulars  of  Objections  were  reserved. 

On  the  18th  of  February  1889,  a  patent  (No.  2837  of  1889)  was  granted  to 
Clement^  Baron  of  Bechtolsheim^  for  an  inyention  of  *^  ImprovementB  in  centri- 
"  fugal  Beparators.'" 
SO  The  ProTisional  Specification  stated  as  follows  : — '^  In  the  separation  of  cream 
^  from  milk  in  stationary  vessels  it  is  perceived  that  the  separation  takes  place 
*'  more  quickly  and  completely  the  shallower  the  vessel,  because  with  shallow 
**  vessels  the  separating  parts  have  to  penetrate  a  thinner  layer  of  liquid  than 
'*  with  deep  vessels.  The  same  principle  applies  to  centrifugal  machines,  the 
25  **  separation  in  a  centrifugal  machine  being  likewise  performed  the  quicker  the 
^*  thinner  the  layer  of  liquid  is  which  these  parts  must  penetrate.  In  centri- 
'*  fugal  machines  the  separation  is  done  in  a  radial  manner  when  therefore  the 
*'  milk  is  drawn  through  a  volute  or  scroll  shaped  partition,  the  milk  enters  at 
*<  the  centre,  and  runs  through  the  volutes  outward,  whilst  the  cream  runs  along 
30  **  the  outer  sides  of  the  volutes  in  opposite  directions  towards  the  centre ;  such 
**  a  centrifugal  machine  would  be  considerably  more  productive  than  if  it  were 
"  not  provided  with  the  volute  partition. 

'^  Instead  of  a  long  volute,  one  can  also  arrange  with  equal  success,  many 
•*  short  but  steeper  volute  or  scroll  walls. 
35      **  The  more  frequently  the  radius  is  intersected  by  the  several  wall,  the 
'*  thinner  is  the  layer  of  milk  or  other  material  and  the  greater  the  productive 
*'  capacity  of  the  centrifugal  machine. 

^  Since  for  reasons  of  cleaning  the  space  between  the  spiral  or  volute  walls 

'*  must  be  made  &irly  large  it  is  advantageous  to  fix  respectively  to  the  bottom 

40  "  and  lid  of   the  centrifugal  machine  spiral  walls  interleaving  between  one 

^  another  or  with  others  arranged  on  horizontal  partitions. 

**  The  milk  flows  through  thQ  loiye^  scroll   spaces,  outwardly^  passes  into 
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'*  those  spaces  next  above  and  in  them  inwardly  towards  the  centre  into  the 
^'  uppermost  scroll  spaces,  and  in  those  outwardly. 

^^  Instead  of  the  spiral  or  volute  partitions,  spiral  or  volute  tubes  may  be 
"  inserted. 

**•  In  a  similar  manner  as  by  spiral  shaped  partitions  the  centrifugal  machine  5 
"  can  be  divided  by  metal  cylinders  fitting  into  one  another  or  by  conical  plates 
^  in  such  a  manner  that  the  radius  is  intersected  several  times  thereby.  To 
"  these  plates  several  wires  or  ribs  may  be  soldered  in  radial  direction  to  keep 
^'  their  distance.  Or  instead  of  these  wires,  notches  or  grooves  are  arranged 
^^  in  the  plates  which  facilitate  the  contrary  movement  of  the  separated  10 
"  liquid. 

"The  milk  may  run  between  all  the  plates  from  within  outwards  oralter- 
**  nately  from  within  outwards,  and  from  without,  inwards. 

"  When  particles  have  to  be  separated  which  are  of  more  specific  weight  than 
*^  the  liquid  the  latter  flows  through  the  partitions  from  witiiout  inwardly.  In  15 
"  such  case  the  cylinder  may  have  a  somewhat  less  or  greater  rotary  speed  than 
"  the  drum  or  partitions  so  that  the  heavy  particles  are  evenly  distributed  on 
"  the  inner  wall  of  the  drum  and  then  flow  off  continually  through  a  small 
"  pipe  which  may  be  closed  by  a  brake. 

The  Complete  Specification  was  in  the  following  terms: — ^^  It  is  a  well  known  20 
"  fact  that  the  separation  of  cream  from  milk  in  stationary  vessels  takes  place  more 
"  quickly  and  completely  the  shallower  the  vessel,  as  in  a  shallow  vessel  the 
"  layer  of  liquid  to  be  passed  by  the  separating  parta  is  thinner  than  in  a  deep 
**'  vessel.    To  apply  the  same  principle  to  centrifugal  creamers  is  the  object  of 
"  my  present  invention.   As  in  centrifugal  creamers  the  separation  is  performed   25 
"  in  radial  direction  the  liquid  to  be  separated  is  to  be  divided  in  layers  of 
"  small  extension  in  radial  direction.    In  practice  I  make  use  of  a  number  of 
"  round  conical  plates  which  are  placed  above  each  other  inside  of  the  bowl 
"  or  drum  of  a  centrifugal  creamer  in  such  a  manner  as  to  leave  a  narrow  space 
"  between  the  upper  surface  of  each  lower  plate  and  the  lower  sur&ce  of  each  30 
••  upper  plate. 

"The  accompanying  drawing  illustrates  my  said  invention.  Rg.  1  is  a 
"  vertical  section  of  the  upper  part  of  a  centrifugal  creamer  and  Fig.  2  a  hori- 
"  zontal  section  thereof  at  the  line  x  x  fig.  1.  Figs.  3  and  4  show  a  single  plate 
"  in  side  elevation  and  plan,  a  is  the  bowl  or  drum  of  a  centrifugal  creamer  35 
"  and  provided  with  a  cover  a*  ^stened  to  the  bowl  or  drum  by  screws  or  other 
"  suitable  means,  h  is  the  vertical  shaft  of  the  bowl  or  drum,  h  is  the  upper 
"  part  of  the  stand  or  frame  wherein  the  bowl  a  rotates,  c  are  the  conical  platee 
"  provided  with  ribs  6^  for  holding  them  in  sufficient  distance  from  each  other. 
"  €  are  ribs  at  the  inner  sur&ce  of  the  bowl  a  for  holding  the  plates  c  in  proper  40 
"  position.  For  the  same  purpose  are  the  wings  d^  attached  to  the  pipe  d  which 
"  leaves  the  milk  introduced  from  a  suitable  reservoir  by  the  spout  /  of  the 


"  cap  g. 
"The 


le  milk  flowing  over  the  rim  of  the  cap  g  enters  between  the  plates  c 
"  and  is  separated  by  centrifugal  force  into  cream  and  skim  milk  such  sepa-  45 
"  ration  being  performed  very  quickly  and  completely  as  the  layer  of  liquid  is 
"  a  very  thin  one.  The  skim  milk  goes  to  the  periphery  of  the  bowl  and  pasees 
"  finally  through  the  holes  i  between  the  lids  k  and  k^j  while  the  cream  being 
"  of  less  specific  gravity  collects  nearer  to  the  centre  of  the  bowl  and  rising 
"  therein  flows  over  the  rim  of  the  cover  a*  and  between  the  lids  k^  and  Af".  50 
"  The  lids  k^  and  k?  are  as  usual  provided  with  outlet  spouts  not  shown  in  the 
"  drawing. 

"  Having  now  particularly  described  and  ascertained  the  nature  of  my  said 
*^  invention  and  in  what  manner  the  same  is  to  be  performed  I  declare  that  what 
"  I  claim  is :   In  centrifugal  separators  or  creamers  the  combination  of  the  55 
"  conical  plates  c^  with  the  rotating  drum  or  bowl  a  substantially  as  described." 
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Subjoined  is  a  reduced  reproduction  of   Figure  1   of  the   drawings   on   a 
reduced  scale,  but  with  some  of  the  lettering  omitted. 


On  the  21st  of  March  1895,  the  Aktiebolaget  Separator^  a  Swedish  Company 

carrying  on  business  at  Stockholm,  the  registered  proprietors  of  the  patent, 

5  commenced  this  action  against  The  Dairy  Outfit  Company^  Ld.^  to  restrain 

infringement  of  the  patent.      Watson^  LaidlaWj  and  Co.  were  subsequently 

added  as  Defendants. 

By  the  amended  Statement  of  Claim,  the  Plaintiffs  alleged  that  Watson^ 
Laidlawj  and  Co.,,  engineers,  carrying  on  business  at  Glasgow,  were  the  makers 

10  of  the  cream  separators  complained  of,  and  The  Dairy  Outfit  Company  were 
their  agents  for  the  sale  of  the  said  separators  iu  this  country,  and  Watson^ 
LaidlaWy  and  Co,  had  given  the  other  Defendants  a  letter  of  indemnity,  dated 
the  7th  of  March  1895,  wherein  Watson^  Laidlaw,  and  Co.  had  undertaken  to 
relieve  The  Dairy  Outfit  Cpmpany  of  all  responsibility  and  costs  of  defence  of 

15  the  action.  The  Defendants  had  infringed  the  said  patent,  and  the  Plaintiffs 
claimed  the  usual  relief. 

The  Particulars  of  Breaches  complained  of  were  that  the  Defendants  Watson^ 
Laidlaw^  and  Co.  had  manu&ctured,  and  the  Defendants  The  Dairy  Outfit 
Company  had,  since  the  26th  of  June  1893,  advertised,  sold,  and  offered  for 

20  sale,  and  had  let  on  hire  cream  separators  manufactured  in  accordance  with  the 
invention  the  subject  of  the  Plaintiffs'  patent.  The  separators  complained  of 
were  those  manufactured  by  Watson^  Laidlaw^  and  Co.y  and  advertised  and 
sold  by  The  Dairy  Outfit  Company  under  the  name  or  designation  of  "  The 
*♦  Empress  **  cream  separators. 

25  By  the  amended  Defence,  the  Defendants  said — (1)  that  they  had  not  in- 
fringed ;  (2)  that  the  Plaintiffs'  patent  was  invalid  on  the  grounds  stated  in  the 
amended  Particulars  of  Objections. 

The  amended  Particulars  of  Objections  were  as  follows  : — (1)  The  alleged 
invention  was  not  new  or  proper  subject-matter,  having  regard  to  the  common 

30  and  public  knowledge  at  the  date  thereof.  (2)  The  principles  of  the  said 
invention  claimed  by  the  Specification  were  generally  known  to  manufacturers 
and  scientific  meu  previously  to  the  date  of  the  said  patent.  (3)  The  alleged 
invention  was  not  new,  but  was  published  in  manner  following  (several  of  the 
Particulars  were  struck  out  and  others  abandoned  by  the  Defendants)  : — By  the 

35  Specifications  of  (a)  H.  Seek,  No.  12,425  of  1887  ;  (&)  C.  F.  Larsen,  No.  1922 
of  1888  ;  (c)  J.  Laidlaw  and  J.  W.  Macfarlane,  No.  18,384  of  1888  ;  (d)  (Pro- 
visional) Anihon  Steenberg^  No.  4684  of  1882  ;  {e)  by  the  deposit  in  the  Patent 
Office  Library  of  a  copy  of  the  French  Specification  of  La  Compagnie  de  Fives- 
Lille,  No.  105,716,  taken  out  on  the  19th  of  November  1874  ;  {g)  by  a  book  by 

40  Herr  FleMchmann,  entitled  "Das  Molkereiwesen " ;   {h)  by  the  importation 
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and  publication  of  a  book  entitled  "  Creaming  Milk  by  Centrifugal  Force,"  by 
J.  2>.  Frederikseriy  published  at  Little  Falls  in  the  State  of  New  York,  U.S,A., 
in  1884 ;  (k)  by  the  publication  in  the  Patent  Office  Library,  on  or  about  the 
23rd  of  August  1888,  of  an  article  entitled  "  Molkereiwesen,"  by  Wilhelm 
Fleischmann^  contained  in  Part  4  of  a  book  called  ^'  Lehrbuch  der  rationell  5 
"  Praxis  der  Landwortschaflichen  Gewerbe,"  edited  by  Otto  Bumhaumy  at  page 
345 ;  (I)  by  the  deposit  in  the  Patent  Office  Library  of  the  German  patent, 
No.  1417  ;  {m)  by  the  deposit  in  the  Patent  Office  Library,  on  the  10th  of 
September  1884,  of  a  copy  of  the  United  States  Specification  of  /.  jB.  Pondy  of 
Walton,  New  York,  No.  301,267,  and  dated  July  1st,  1884.  (4)  If  the  Plaintiffe'  10 
Specification  was  construed  so  as  to  include  the  cream  separators  of  which 
complaint  was  made  in  the  action,  the  Plaintiffs'  alleged  invention  was  not  new 
or  proper  subject-matter,  having  regard  to  the  common  and  public  Imowledge 
at  the  date  thereof.  (5)  If  the  Plaintiffs'  patent  was  construed  so  as  to  include 
such  separators,  the  Plaintiffs'  alleged  invention  was  not  new  at  the  date  of  the  15 
patent,  but  was  published  by  the  aforesaid  Specifications  of  Seck^  Larsen^ 
Laidlaw,  Mac/arlaney  Anthon  Steenberg,  La  Compagnie  de  Fives-IAlley  and 
J.  R.  Pondy  and  the  other  documents  above  mentioned. 

The  Defendants  delivered  further  Particulars  to  the  number  of  eight,  but  four 
of  th  ese  were  struck  out  by  an  order  of  Norths  J.,  on  the  6th  of  November  20 
1896,*  and  the  others  were  merely  to  strike  out  some  of  the  earlier  Particulars. 

The  Defendants  again  delivered  further  Particulars  : — (1)  With  reference  to 
Qi)y  the  Defendants  said  that  the  alleged  invention  was  not  new,  but  was 
published  by  the  importation  and  the  publication  of  a  copy  of  a  book  entitled 
"  Creaming  Milk  by  Centrifugal  Force,"  written  by  J.  D.  Frederikaen^  of  Little  25 
Falls,  in  the  State  of  New  York,  and  published  at  Little  Falls  in  1884  ;  that  the 
said  book  contained  the  description  of  a  certain  continuous  cream  separator, 
exhibited  by  Professor  Prandtl  at  the  International  Dairy  Exhibition,  held  at 
Frankfort-on-the-Main,  from  the  4th  to  the  6th  of  December  1875,  upon  which 
description,  as  contained  in  pages  14  and  15,  the  Defendants  relied ;  that  the  30 
copy  of  the  said  book  was  sent  into  the  realm  to  E.  O,  JenkinSy  of  Eeynsham, 
near  Bristol,  and  was  received  by  him  in  April  or  May  1884.  (2)  With  reference  to 
tlie  prior  Specifications  given  in  the  amended  Particulars,  the  Defendants  said  that 
the  alleged  invention  was  also  published  by  the  filing  at  the  Patent  Office  of  the 
Specification  of  A.  Fryer  and  J.  B.  AlUotty  No.  55225  of  1875,  and  of  the  Speci-  35 
cation  of  JB.  Laffertyy  No.  5496  of  1880.  (3)  The  Defendants  also  said  that  the 
Plaintiffs'  alleged  invention  was  not  novel  in  respect  that  it  was  anticipated  by 
the  user  of  a  machine  made  in  accordance  with  the  said  Specification, 
No.  2225  of  1875,  by  Manlovey  AlUotty  and  Co.,  Ld„  of  Nottingham,  and 
used  by  them  at  their  works  at  Nottingham  in  1875,  or  shortly  there-  40 
after.  (4)  The  said  alleged  invention  was  not  new,  but  was  published  in 
and  by  the  publications  and  by  the  persons  at  the  times  and  places  and  in  the 
manner,  following  : — (a)  by  the  Specification  of  Carl  Gustaf  Patrik  de  Lavely 
No.  8610  of  1885,  as  to  which  the  Defendants  specially  relied  on  page  3,  lines  25 
to  28,  and  line  33  to  page  4,  line  11,  page  4,  line  19  to  31  and  line  44  to  the  end,  and  45 
the  drawings  therein  respectively  referred  to,  and  on  Figures  1  to  6  of  the 
drawings  and  the  corresponding  letterpress,  and  they  relied  on  the  rest  of  the 
Specification  so  far  as  might  be  necessary  for  explanation  ;  (ft)  by  Wataoriy 
LaidlaWy  and  Co.y  who,  during  the  period  from  1887  to  1891,  regularly  and 
without  any  concealment  used  in  their  workshops  at  Glasgow  a  centrifugal  50 
cream-separating  apparatus  made  substantially  as  described  in  Specification 
No.  2837  of  1889,  and  claimed  in  the  claiming  clause  thereof — the  said  machine 
was  exhibited  by  the  said  Watsony  LaidlaWy  and  Co.  at  the  London  Dairy 
Show  in  1887  ;  (c)  by  the  said  Watsony  Laidlawy  and  Co.y  who,  in  1886, 1887, 
1888,  and  1889,  manufactured,  used,  and  exposed  for  sale,  and  sold  at  Glasgow,  55 

♦  See  Beport,  13  E.P.C.  726. 
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centrif  ngal  cream-separating  apparatus,  made  substantially  as  described  in  the 
Specification  No.  2837  of  1889,  and  claimed  in  the  claiming  clause  thereof.  (5) 
The  said  alleged  invention  was  not  new,  but  had  been  used  by  the  said  Watson^ 
Laidlaw^  and  Go.  at  the  time  and  place  and  in  the  manner  aforesaid. 
5  The  action  now  came  on  for  trial.  Moulton,  Q.C.,  and  Carpmael^  Q,C., 
rinstructed  by  Clarke^  Rawlins^  and  Co.)  appeared  for  the  Plaintiffs  ; 
B&usjieldy  Q.C.,  Terrell^  Q.C.,  and  Daniel  (instructed  by  Faithfully  Owen,  and 
Co,)  appeared  for  the  Defendants. 
Moultony  Q.C.,  for  the  Plaintiffs. — The  old  method  of  separating  cream  was 

10  simply  to  let  the  milk  stand ;  the  particles  of  fat  that  make  the  cream  are  about  4  per 
cent,  lighter  than  the  rest  of  the  milk,  and  are  in  suspension  in  the  milk,  not 
mixed  ;  if  it  is  left  to  stand,  the  small  difference  of  weight  is  enough  to  make 
the  cream  rise  slowly  to  the  surface.  If  the  vessel  is  deep,  it  takes  hours  ;  if 
shallow,  it  takes  less  tin^e,  but  the  separation  is  no  better,  for  the  cream  is  only 

15  a  thin  layer,  and  collecting  this  always  brings  some  quantity  of  skim  milk 
with  it.  In  both  the  old  ways  there  are  serious  disadvantages,  and  there  is  also 
great  danger  of  its  becoming  sour  and  other  changes  taking  place.  For  the 
last  20  years  the  separation  has  been  effected — at  first  to  a  small  extent,  then 
largely — ^by  means  of  centrifugal  machines.     The  velocity  with  which  these 

20  vessels  were  made  to  rotate  is  enormous — over  100  times  a  second — before  the 
Plaintiffs'  machines  were  introduced  ;  that  produces  an  enormous  force,  6000 
times  the  gravity — that  is  equal  to  3  tons  on  1  lb.  The  effect  of  this  force  is, 
with  extreme  rapidity,  to  make  the  cream  obey  the  tendency  to  come  to  the 
surface,  due  to  its  greater  lightness.    The  cream,  in  a  revolving  turbine  of  this 

25  kind,  will  move  upwards — i.e.j  towards  the  axis  ;  it  is  better  to  say  the  heavier 
material  will  move  away  from  the  axis.  This  was  applied,  from  about  1877 
to  1889,  very  successfully  by  Dr.  Delaval,  whose  cream  separator  was  the  best 
known  in  the  market.  [Counsel  described  Dr.  DelavaVs  machine.]  That 
revolved  about  7000  times  a  minute,  about  110  times  a  second,  and  it  was 

30  an  effective  machine.  It  very  quickly  separated  the  cream,  and  there  was  no 
danger  of  the  milk  going  bad,  and  the  cream  and  milk  were  both  consumed  in  a 
much  fresher  state  than  previously.  The  Plaintiffs'  invention  was  a  remark- 
able step  in  advance,  which  produced  results  something  like  this,  that  the 
amount  of  milk  to  be  operated  on  could  be  increased  between  three  and  four 

35  fold ;  the  separation  was  made  more  complete,  and  the  speed  was  lessened 
about  20  per  cent.  The  very  high  speed  is  a  distinct  disadvantage,  for  revo- 
lutions of  this  great  rapidity  are  dangerous ;  there  is  a  great  strain  on  the 
machinery,  and  great  horse-power  is  required.  Then,  in  the  best  separators 
there  is  a  small  percentage  of  cream  left,  but  that  id  greatly  reduced  in  the 

40  Plidntiffs'  machines,  while  at  the  same  time  the  amount  operated  upon  is  more' 
than  trebled.  The  method  of  accomplishing  that  is  ingenious.  One  would 
think,  naturally,  if  you  wanted  separation,  that  you  ought,  as  much  as 
poesible,  to  leave  the  fiuid  free  from  all  internal  movements,  and  that  anything 
like  hampering    the  movement  of   the    fiuid,  inter  «e,  would    produce    a 

45  diminution  of  the  rate  of  separation  ;  but  this  inventor  fills  up  his  bowls  with 
divisions  which  interfere  with  the  free  motion  of  the  particles  of  fluid 
amongst  themselves,  and,  by  doing  that,  trebles  the  rapidity  of  separation ; 
although  a  large  space  is  occupied  by  the  milk,  although  the  free  motion 
and  the  motion  in  the  upper  direction,  in  which  you  expect  it  to  take  place — 

50  i.^.,  radially — is  deliberately  interfered  with  in  the  most  marked  and  intentional 
way,  the  Patentee  contrives  to  get  that  extra  rapidity.  Instead  of  leaving,  as 
in  Delaval,  the  bowl  quite  free,  BechtoUheim  fills  it  with  pipes  radiating  from 
the  axis,  and  sloping  downwards ;  his  pipes  are  made  in  a  very  simple  and 
cheap  form.    The  milk  in  those  pipes  is  whirled  round  with  the  speed  of  the 

55  machine,  and  there  is  this  centrifugal  force,  which  tends  to  haul  the  eream 
inwards  and  the  milk  outwards.  It  is  not  really  that,  but  there  is  a  difference 
in  the  force  with  which  the  milk  and  cream  pull,  so  that  the  cream  goes  to  the 
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side  of  the  pipe  nearer  to  the  axis,  the  milk  to  the  side  farther  from  the 
axis.    The  amount  of  space  through  which  the  separation  has  to  take  place  10 
only  the  horizontal  breadth  of  the  tube.    When  the  separation  has  taken  place, 
the  cream  is  on  one  side  and  has  to  go  upward,  and  the  milk  is  on  the  other  side 
and  has  to  go  down.    Supposiixg  a  long  tube  were  being  revolved  horizontally,  5 
filled  with  a  mixture  of  milk  and  cream,  then  the  particles  of  cream  would  work 
one  way,  and  of  milk  the  other  way,  and  they  would  be  fighting  against  each  other. 
Now  it  is  put  at  a  considerable  angle,  the  milk  is  pressed  in  one  direction  and 
the  cream  in  the  other,  but   the  only  distance  in  which  they  fight  is  the 
distance  of  the  tube  horizontally.    After  the  milk  has  got  to,the  upper  side  of    10 
the  tube  being  furthest  from  the  axis,  there  is  a  long  train  of  mUk  going  to 
the  outside  of  the  machine,  and  on  the  lower  side,  all  the  cream  going  up  tiiat 
side  ;  so,  after  a  short  struggle,  they  get  to  a  place  where  there  is  unanimity, 
and  then  they  move  rapidly.    There  is  no  difficulty  of  collection,  for  the  cream 
has  come  to  what  is  now  the  top,  which  is  the  lower  side  of   the  tube,    15 
[WnidHT,  J.— When  it  is  in  operation,  is  it  not  a  cylinder  of  milk  and  a 
cylinder  of  cream  ?]    No,  not  in  those  pipes.   In  them,  more  than  half  is  ^^ 
and  the  half  nearer  the  axis  is  cream.    I  will    describe    it   by  a  model. 
Between  the  conical    plates  there  are  spaces.      If   you    hold   it  with    the 
axis  vertical,  it  is  rotated  very  rapidly  about  the  axis.    All  the  openings  20 
are  sloping  away    from  the  axis,  and  in  the  milk  passing  away  through 
those  openings  you  have  a  force  tending  to  pull  the  milk  to  the  outside, 
and  the  stream  of  milk  will  go  along  the  upper  side  outwards,  and  the  stream 
of  cream  along  the  inner  side.    [Wright,  J.— Between  each  pair  there  are,  in 
effect,  two  conical  cylinders  of  liquid  ?]    Yes,  one  going  outwards  of  the  milk,   25 
and  the  other  inwards  of  the  cream.    Now,  the  distance  through  which  there  is 
the  separation  has  been  reduced  from  the  length  to  the  breadth.    These  tubes 
can  be  made  very  small,  and  this  distance  is  reduced  in  a  marked  degree.    The 
result  of  the  patent  is  immense— 70,000  of  these  machines  have  been  sold. 
They  are  essential  now  in  order  to  get  complete,  rapid,  and  easy  separation,  30 
less  power,  less  speed,  more  complete  separation,  and  three  times  as  great  an 
amount  dealt  with  at  the  same  time  in  actually  the  same  machine.    The  alj®«^ 
anticipations  appear  simply  to  emphasize  the  novelty  of  the  invention.    I  donbt 
if  there  will  be  any  serious  attempt  to  show  that  this  principle,  as  applied  to 
cream  separators,  was  not  quite  new.     [WRIGHT,  J.— What  is  the  real  issue  ?  35 
Bousfield^  Q.C.— Infringement ;  but  bearing  on  that  issue  I  shall  have  to  tell  the 
Court  exactly  what  the  position  of  the  invention  is  in  relation  to  the  prior 
knowledge.    On  the  ordinary  construction  of  the  Specification,  there  is  little 
doubt  that  nothing  anticipates  the  very  limited  claim.    The  Defendants  do  not 
attack  the  patent.]    Moulton,  Q.C.,  then  read  the  Plaintiffs'  Specification.     It  40 
is  not  easy  to  apply  the  same  principle  to  centrifugal  creamers.    One  person, 
who  before  this  had  tried  to  apply  it,  took  a  very  shallow  bowl,  and  expected 
to  get  the  advantage  of  a   shallow  vessel,  but  he  only  multiplied  the  dis- 
advantages.   The  Plaintiffs  have  a  very  small  bowl,  which  rotates,  instead,  ,o£ 
the  large  bowl.     Then  there  is  the  claim,  and  the  defence  will  probably  45 
be  that  the  Patentee  might  have  claimed  more,  but  did  not,  and  that  the 
Defendants  may  take  the  whole  substance  of  his  invention  if  they  avoid  the 
best  form  which  he  has  claimed.    There  is  no  doubt  that  these  separable  plates 
are  far  the  best  and  simplest  method  of  making  this  arrangement  of  passages, 
small  in  themselves,  and  extending  radially  with  a  slope  over  their  top  to  make   50 
them  very  easily  taken  apart,  and  they  can  be  washed  without  the  least  trouble, 
which  is  the  great  thing  in  dairy  machinery.    The  infringer,  as  usual,  has  taken 
a  much  worse  and  more  expensive  form,  hoping  to  get  out  of  the  claim.     I 
think  there  is  authority  to  show  that  that  is  not  the  way  to  interpret  a  claim 
like  this  in  a  new  class  of  machines.    The  principle  in  the  Defendants*  is   55 
precisely  the  same,  but  they  have  cut  their  holes  out  of  the  solid ;  but,  of  course, 
when  you  are  working,  the  Plaintiffs*  plates  are  fast  together,  and  they  act  like 
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one  piece.  It  makes  no  difference  that  they  can  be  separated.  What  the 
Defendants  have  done  is,  instead  of  the  very  simple  method,  they  have  gone 
and  eut  holes.  The  Defendants  have  sloping  passages,  just  as  the  Plaintiffs'. 
Now,  I  have  had  some  of  the  Plaintiffs'  soldered  together,  and  if  the  Defen- 
5  dants'  are  compared  with  those,  there  is  no  difference  except  in  the  shape  of  the 
holes.  I  have  an  exhibit  which  has  been  made  by  means  of  conicaJ  plates  ;•  it 
is  exactly  like  the  Defendants',  and  if  they  had  done  that  no  doubt  it  wonld 
have  been  an  infringement.  The  whole  motion  is  from  the  axis,  and  there  is 
no  difference  except  that  the  Defendants  have  cut  oat  the  solid.    The  action  is 

10  identically  the  same,  being  radially  outwards.  [Wright,  J. — There  appears  to 
be  this  difference--in  the  Plaintiff9\  there  is  a  complete  cylinder  of  liquid  ;  in 
the  Defendants',  there  appear  to  be  little  columns  all  going  up  to  holes.]  The 
Plaintiffs'  spaces  have  to  be  divided  by  projections  in  order  to  keep  the  two 
plates  apart,  so  that  there  will  be  really  only  a  set  of  sectors  of  that  cylinden 

1 5  [Wbight,  J, — There  is  free  communication  between  yours  all  the  way  round  ?] 
No.  The  principle  and  mode  of  action  and  everything  of  that  kind  is  taken  by 
the  Def^udants.  I  do  not  believe  that  there  will  be  any  contest  that  the 
Plaintiffs'  principle  is  new.  The  only  suggestion  will  be  that  the  Patentee  has 
only  clainpied  the  conical  plates  with  the  rotating  drum.    The  leading  case  on 

20  this  point  is  Proctor  v.  Bennis^  i  R.P.C.  333.  The  proper  head  note  for  that  case 
would  be  this, — **  Where  the  invention  is  of  a  new  type  of  machine,  the  doctrine  of 
mechanical  equivalents  applies ;  aliter^  if  it  is  only  a  new  mode  of  construction 
of  an  old  machine.  I  shall  show  that  this  was  a  totally  new  idea  as  applied  to 
continuous  separators.    [Wright,  J. — ^There  is  no  good  discussing  novelty— 

25  that  is  not  questioned.]  I  mean  novelty  of  the  whole  principle.  In  Proctor  v. 
Bennis^  the  invention  was  a  thing  which  imitated  a  human  hand  chucking 
on  ooal.  There  was  a  flap  drawn  slowly  back  and  suddenly  let  go,  which  struck 
the  coal  right  into  the  furnace.  It  was  claimed  in  the  narrowest  way,  but  the 
Court  said  that  the  doctrine  of  mechanical  equivalents  applied^  because  it  was 

30  the  first  instance  of  an  intermittent  radial  action  being  used  for  stoking. 
Here,  I  say,  is  the  first  instance  of  this  directive  movement  in  the  fluid  under 
separation,  and  the  Defendants  have  exactly  the  Plaintiffs'  machine,  except  that 
tl^y  have  cut  it  out  of  the  solid  instead  of  taking  the  natural  thing — loose 
plates.    That  is  the  reason  why  the  Plaintiffs  give  evidence  of  novelty. 

85  The  following  witnesses  were  called  for  the  Plaintiffs :— Dti^aW  Clerk. — He 
stated  he  found  an  invention  clearly  described.  [Wright,  J. — There  is  no 
question  but  of  infringeibent ;  the  witness  must  stick  to  that.  Garpmael,  Q.C.-^I 
wish  to  ask  a  question  as  to  novelty ;  the  Defendants  say  the  novelty  is  so 
small  that  it  'is  obvious  to  anybody,  and  no  invention  is  required.  Wright,  J, — 

40  They  have  abandoned  that  issue,  except  so  far  as  it  bears  on  infringement. 
Botut/ield^  Q.C. — ^Yes.  Carpmaely  Q.C. — Then  it  is  admitted  that  the  invention 
is  absolutely  new,  and  the  objection  of  want  of  subject-matter  is  given  up  ? 
Wright,  J. — ^You  have  an  explicit  admission  that,  except  so  far  as  regarids 
infringement,  it  iis  a  new  invention,  and  the  patent  is  not  objectionable. 

45  Carpmaely  Q.C. — The  objection  of  want  of  subject-matter  is  on  the  pleadings. 
Wright,  J. — Never  mind  the  pleadings.]  The  witness  stated  that  in  the 
Plaintiffs'  machine,  instead  of  having  &e  bowl  so  arranged  that  the  cream 
particles  and  the  milk  particles  had,  in  separating,  to  go  a  long  distance  without 
coming  in  contact  with  any  dividing  surface,  the  particles  had  to  pass  through 

50  a  distance,  at  most,  of  about  a  millimetre  and  a  half,  instead  of  about  100  milli- 
metres. Then,  all  the  cream  particles  impinging  on  the  directing  plate  fonr 
a  powerful  cream  current  tending  inwards,  and  the  skim  milk  current  is 
tending  outwards  between  the  two  divisions.  [Wright,  J. — It  is  all  quite 
plain  ;  the  real  question  is  infringement,  and  that  raises  a  different  question, — 

55  What  is  the  difference  in  the  operation  ?]  The  milk  passed  down  the  centre, 
struck  the  bottom,  and  rose  up,  forming  a  wall.  The  cream  wall  was  gradually 
thickened  ;   there  was  very  Httle  cream  separated  at  the  bottom.    The  milk 
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passed  through  each  plate.    Then  the  skim  milk  came  through  each  plate,  and 
discharged  through  the  h6le,  while  the  cream  was  going  upwards  through  a  set 
of  plates.    [The  witness  described  the  operation  by  a  drawing,]    There  were 
two  currents — ^the  particles  of  cream  moved  up  on  the  lower  side,  the  particles 
of  milk  passed  down  on  the  upper  side.  IGarpmael^  Q.O,— The  milk  goes  5 
down  one  space,  getting  rid  of  its  globules,  and  then,  as  skim  milk,  rises 
on  the  other  side  and  gets  out  at  the  top.l    The  milk  was  skimmed  jmssing 
through  one  of  the  plates  ;   in  the  Defendants',  in  passing  through  a  single 
hole— that  was  the  sole  difference.    There  was  a  great  increase  of  output  in  the 
Plaintiffs',  due  to  the  fact  that  thero  was  a  short  distance  to  pass  in  separating,  10 
and  the  difference  was  so  great  that  taking  the  same  machine  with  the  plates 
and  without  the  plates,  &ere  was  three  times  the  rate  of  separation  with 
the    plates  or  with  the  conical    passages.    The    action  in   the  Defendants* 
machine  was  the  same.    A  machine  without  the  plates  would  only  do  a  third 
of  the  work  done  by  a  machine  with  the  plates.    [The  witness  described  15 
the  action  of  the  Defendants'  machine  on  a  drawing.]    The  action  of  the 
Plaintiffs'  and  Defendants'  machines,  so  far  as  he  understood,  was  identical. 
The  greater  part  of  the  separation  took  place  at  the  outsidcwhere  the  centrifugal 
force  was  the  strongest.    In  both  the  Plaintiffs'  and  Defendants'  machines,  the 
fluid  to  be  separated  was  divided  into  Layers  of  small  expansion  in  a  radial  20 
direction.    That  was  the  important  feature  which  distinguished  them  from  all 
previous  machines,  and    that  gave  the  vastly  increased  production  and  the 
improved  separation — that  is,  the  greater  percentage  of   cream    extracted — 
although  the  speed  was  reduced  25  per  cent,  of  what  was  necessary  in  the  old 
machines.    There  was  no  previous  machine  better  than  the  old  *^  Delaval.*'  The  25 
layers  were  so  arranged  that  directly  the  separation  took  place,  the  cream  could 
flow  continuously  to  one  outlet,  while]the  skim  milk  could  flow  continuously 
to  another.    That  was  an  important  feature  in  the  Plaintiffs'  and  Defendanta' 
machines,  and  a  new  feature.    [Wright,  /.—The  only  point  is  infringement 
Is  there  any  real  difference  between  the  Plaintiffs'  and  Defendants'  machines  ?]  30 
The  witness  found  no  difference  in  the  action,  and  no  material  differences— only 
slight  differences  in  the  mechanical  construction.    The  Plaintiffs'  were  rather 
long-shaped  oblong  apertures ;  they  became  divided  by  the  ribs  which  keep 
the  plates  separated  ;  the  Defendants'  are  circular  apertures ;  they  were  both 
inclined  in  the  same  direction ;  there  was  no  other  di^erence.    The  object  of  the  35 
inclination  was  to  give  a  short  radial  distance  in  order  to  conduct  the  separation 
across  a  very  short  radial  distance  in  the  direction  6t  the  artificial  gravity 
or  centrifugal  action,  and  at  the  same  time  to  direct  the  cream  stream  inwards, 
and  the  skim  milk  outwards.    The  Defendants'  tubes  were  narrower,  and  the 
Plaintiffs'  wider ;  that  was  the  only  difference,  as  witness  had  pointed  out.    The  40 
plates  in  the  Plaintiffs'  machine  were  separate  from  one  another,  but  when  the 
machine  was  at  work  they  were  held  rigidly  together  as  if  they  were  one  solid 
block.    Gross-examined:  Altiioughthe  claim  said  conical  plates,  the  real  virtue 
of  the  thing  was  the  conical  spaces.    The  conical  form  was  no  doubt  the  beet ;  it 
was  by  far  the  best  form  to  stand  the  great  forces  rotating  at  6500  revolutions.  The  45 
onestion  of  cleaning  was  of  very  great  importance,  and  the  Plaintiff'  plates  had 
this  convenience,  that  they  could  be  taken  apart  and  made  absolutely  clean. 
From  a  constructional  point  of  view,  the  Defendants'  was  different.  The  stream 
of  milk  coming  to  be  creamed  in  the  Plaintiffs'  had  to  cross  the  stream  of 
cream  which  was  getting  into  the  outermost  layer.     [Bousfieldf  Q.C.— My  point  50 
is  that  the  Defendants'  little  streams  coming  out  of  the  tubes  are  better  than 
the  Plaintiffs'  flat  layer.]    The  witness  did  not  agree  to  that ;   in  the  broad 
surface  of  the  Plaintiffs^ there  was  a  distinct  advantage,  that  the  cream  could 
struggle  in  one  direction,  and  the  milk  in  the  other.    The  sheets  of  cream 
could  be  broken  as  they  came  up,  but  the  same  difBiculty  occurred  in  the  5S 
Defendants'.    The  Plaintiffs'  was  the  very  first  time  of  a  radial  separation  by 
a  short  radial  distance. 
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James  Swinburne  also  gave  evideuce  for  the  Plaintiffs.  He  agreed  with 
Clerk  as  to  the  action  of  the  Plaintiffs^  machine.  It  gave  a  very  short  distance 
for  the  battle  between  the  particles  of  milk  and  cream ;  that  principle  and  mode 
was  neWy  and  led  to  important  reealts.  The  Plaintiffs*  and  Defendants' 
5  machines  were  essentially  the  same  thing.  There  was  no  sabstantial  difference. 
Cross-examined :  The  Figures  of  Bechtolsheim^s  German  Specification  showed 
how  the  volate  went ;  it  was  a  long  volute  in  Figure  2,  and  in  Figure  3  there 
were  a  lot  of  short  volutes.  The  English  Provisional  described  those.  There 
was  radial  separation  by  the  incline,  but  the  incline  was  in  the  other  direction. 

10  The  importance  was  not  a  question  of  vertical  or  horizontal,  but  of  being 
inclined  to  the  radius.  Witness  could  not  say  that  the  principle  of  inclining  to 
the  radius,  so  as  to  narrow  the  distance,  was  old ;  there  was  a  machine  which 
had  its.  milk  receptacle  inclined,  but  witness  should  not  say  that  you  had  got 
the  principle  in  that.    The  effect  of  the  slope  would  reduce  the  column  of  milk 

15  to  some  extent ;  that  was  Bechtolsheim^s  invention.  Witness  could  not  say  the 
principle  was  in  a  brass  model  produced.  There  would  be  the  same  action,  to  some 
extent,  in  the  brass  model.  There  were  several  methods  given  in  the  Provi- 
sional and  in  the  Gtorman  Specification  ;  tiie  Patentee,  in  the  Complete  Specifi- 
cation, described  only  one,  and  had  a  claim  which  was  verbally  limited.    He 

20  left  off  mentioning  the  other  methods.  To  an  engineer,  the  claim  was  clearly 
for  a  combination  of  conicid  plates  with  a  rotating  drum  or  bowl. 

Bousfieldj  Q.C.,  opened  the  Defendants'  case. — The  Provisional  Specification 
here  describes  a  number  of  means  of  carrying  out  the  principle  of  what  is  called 
radial  separation.    [Counsel  read  the  Provisional  from  line  IM)  to  line  32,  ante 

25  page  473.]  The  Patentee  says  if  you  have  a  volute,  you  will  have  a  number  of 
thin  layers,  and  then  what  will  happen  to  your  cream  will  be  that  the  moment  it 
gets  on  to  a  partition,  it  will  run  round  the  partition  until  it  gets  to  the  point  where 
it  runs  out  Then  the  Patentee  gives  an  idtemative  of  a  volute ;  instead  of  the 
spiral-shaped  partitions,  which,  of  course,  work  in  horizontal  planes  (all  down  to 

30  line  39,  ante  page  473,  work  in  horizontal  planes),  he  says  you  may  go  in  the 
other  direction,  line  5  {ante  page  474,  Counsel  read  lines  5  and  6).  [Wriqht, 
J. — Before  line  5,  Figures  2  and  3  (exhibited)  would  give  a  shorter  path  of 
meeting  ?]  Yes,  it  would  be  a  longer  path  altogether,  but  a  shorter  path  for 
the  cream  to  pass  through  the  fluid.    [Wright,  /. — That  seems  to  be  the  prin- 

35  eiple.  Down  to  line  5  there  is  no  indication  of  any  advantage  in  the  inclina- 
tion in  a  vertical  direction.]  No,  it  is  doing  it  in  a  different  way ;  everything  is 
in  a  horizontal  plane.  There  must  be  inclination  to  the  radius  to  get  this  effect. 
Lines  5  and  6,  page  474,  are  agreed  to  be  unintelligible,  and  can  be  left  out  of 
considen^tion.    Then  the  Patentee  describes  the  soldering  of  distance-pieces  on 

40  to  the  plates  ;  that  is  the  only  thing  he  describes  in  his  Complete  Specification, 
and  I  submit  that  is  what  he  claims.  In  the  Provisional  he  describes  all  these 
different  things.  [Wright,  J. — ^What  is  the  invention  disclosed  by  his  Provi- 
sional ?]  Broadly  speaking,  I  think  he  might  have  founded  a  Complete 
Specification  which  would  practically  have  claimed  the  principle  of  arranging 

45  the  centrifugal  machine  in  such  a  way  that  you  had  these  layers  of  metal 
radially  constructed.  [Wright,  J. — Short  paths,  thin  layers  ?]  Yes  ;  appar- 
ently that  was  what  he  intended.  When  he  gets  to  his  Complete  Specification,  he 
says  he  keeps  to  this  particular  arrangement  of  conical  plates,  which  he  might, 
if  he  pleased,  have  claimed  more  broadly,  but  the  claim  is  simply  for  the 

50  combination  of  the  conical  plates  with  the  rotating  drum  or  bowl,  substantially 
as  described.  [Wright,  /.—At  line  28  {arUe  page  473)  he  seems  to  have  started 
with  the  idea  that  conical  plates,  wiUi  the  inclination  in  a  vertical  drum,  was 
only  one  way  of  doing  it.]  And  if  he  had  followed  it  up  by  saying,  *^  It  is  not, 
^  however,  necessary  that  the  cutting  should  be  by  lines  inclined  to  the 

55  ^  vertical,  but  that  it  may  be  done  by  scrolls  or  volutes  in  a  horizontal  plane  or 
^  in  various  other  ways,'*  if  he  had  given  a  general  direction  of  that  kind,  and 
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had  made  a -claim  fitted  in  with  that,  I  daresay  it  is  possible.    He  made  his 
German  patent  different,  and  pnt  in  these  things,  and  the  claims  are  di^Eerent ; 
bnt,  of  coarse,  that  c&n  have  no  bearing  on  the  construction  of  the  English 
patent.    The  fact  here  is  that  he  claimed  all  these  things  in  his  Provisional,  and 
in  his  Complete  Specification  chooses  to  limit  himself  to  this  particular  com-  5 
bination.    He  leaves  out  the  usual  words  claiming  equivalents.    The  principle 
of  law  applying  to  this  case  is  that  a  Patentee  cannot  have  the  advantage  of 
making  a  narrower  claim  for  the  purpose  of  validity  without  the  corresponding* 
disadvantage  of  cutting  out  things  for  the  purpose  of  infringement.    I  say  if 
the  Defendants*  apparatus  had  been  made  before  the  Plaintiff',  they  could  still    lo 
have  maintained  their  patent,  as  there  are  many  advantages  of  these  conical 
plates.    One  great  advantage  was  thought  to  be   essential — ^that  you  could 
take    the    things   apart    and    clean    them.     We  contend  that    the  Patentee 
deliberately  limited  his  claim,  and  is  now  trying  to  stretch  it.    The  tme 
principle  is  that  a  Patentee  cannot  stretch  or  narrow  his  claim  to  advantage  ;   15 
the  claim  must  be  read  in  its  natural  construction.    [WRIGHT,  J. — ^The  question 
is  whether  the  doctrine  of  mechanical  equivalents  applies  ?]    Yes.    There  is  a 
case  in  which  there  was  a  thing  quite  as  new  in  principle  as  this,  and  the 
Patentee  chose  to  claim  only  a  combination,  and  the  House  of  Lords  limited  his 
claim.    Your  Lordship  asked  me  whether,  if  th^y  were  soldered  together,  it   20 
would  be  an  infringement.    That  is  more  difficult  than  the  present  case.    The 
case  I  referred  to  was  Dudgeon  v.  Thomson^  L.R.  3  App.  C.  34.    My  friend  cited 
Proctor  V.  Bennia^  4  R.P.C.  333,  for  this  proposition — ^**  Where  the  invention  is 
"  of  a  new  type,  the  doctrine  of  mechanical  equivalents  applies."    Dudgeon  v. 
Thomson  deals  with  that  principle  ;  the  apparatus  alleged  to  be  an  infringement   25 
was  the  obvious  mechanical  equivalent  of  what  was  claimed.    The  principle 
was  new,  but  the  claims  being  limited  to  a  combination,  it  wbs  held  that  the 
doctrine  of  mechanical  equivalents  did  not  apply.    [WRIGHT,  J. — ^All  that  waa 
held  there  was  that,  when  the  claim  was  for  a  combination,  it  was  not  proof 
of   infringement  to  prove   that  one  or  two  elements   of    the  combination   30 
had  been  taken.    Garpmael^  Q.C. — It  was  held  in  that  case  that  the  expanding 
instrument  was  essential  to  the  combination,  and  the  Defendants  did  not  have 
that.]    The  claim  in  that  case  was  for  the  combination  of  rollers,  the  existing 
instrument,  and  a  tapering  plug.    The  Defendants  there  had  no  plug,  and  the 
Defendants  here  have  no  conical  plates.    In  that  case  there  were,  as  here,   35 
mechanical  equivalents  of  the  whole  thing.  [Counsel  cited  passages  from  Dudgeon 
V.  Thomson^  page  40,  lines  18  to  22,  page  41  to  page  42,  line  4,  page  43,  and  on  page  44 
from  "  Here  is  a  medicine  "  to  page  45,  "  notwithstanding,"  and  page  53,  line  7, 
to  page  54,  line  6.]    That  case  is  on  all  fours  with  this.    If  the  Defendants' 
article  had  been  made  before  the  patent  here,  and  was  alleged  as  an  anticipation,  40 
the  Plaintiffs  would  have  said,  ^^  Our  conical  plates  have  conveniences  which 
"  you  never  could  get  with  a  block  drilled  with  holes,  and  our  particular  con- 
**  struction,  based  upon  building  up  the  structure  out  of  different  plates,  is  an 
^^  altogether  different  construction  from  that  which  is  made  by  a  lot  of  holeis 
"  bored    in   a   cylinder."     That  argument  could   not   have   been    resisted.   45 
[Weight,  J. — Dudgeon  v.  Thomson  is  important  on  this  case  in  one  respect, 
but  there  is  nothing  in  that  case  to  prevent  me  from  holding  there  may  be 
infringement  of  the  combination  claimed.    The  case  may  be  in  your  favour  as 
to  what  is  the  original  invention  disclosed.]    In  that  case,  the  mechanical 
equivalents  of  the  Defendants'  machine  were  admitted,  but  it  was  held  not   50 
sufBcient,  because  the  form  of  the  claim  limited  it  to  the  particular  instrumenta. 
I  submit  that  the  claim  here  is  limited  to  a  structure  built  up  of  conical  platee 
or  otherwise,  and  the  solid  structure  is  not  an  equivalent  unless  those  plates  are 
soldered  together.    The  object  of  the  plates  is  that  you  may  be  able  to  take 
the  thing  apart  and  clean  it.    The  Patentee  points  it  out  as  a  matter  of  the   55 
highest  importance.    His  claim,  I  submit,  employs  particular  language  to 
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exclude  a  thing  like  the  Defendants'  for  anticipation  purposes,  and,  therefore, 
also  for  infringement  purposes.  I  rely  on  NoheVs  Explosives  Company  v. 
Anderson,  11  K.P.C.  115,  519,  12  R.P.C.  164.  Romer,  J.  said  that  if  the 
language  of  the  Specification  was  cut  down  for  the  purpose  of  validity,  the 
5  Patentee  could  not  afterwards  be  allowed  to  expand  the  language  for  the  purpose 
of  infringement  (11  R.P.O.,page  126,  line  46,  and  the  Court  of  Appeal,  page  524 
line  18),  and  the  House  of  Lords  took  that  point  in  the  same  way. 
rWRiGHT,  J. — ^The  only  question  is  as  to  the  claim.]  The  PlaintiflEs'  plates  do. 
discharge  functions  which  are,  to  some  extent,  different  from  a  cylinder  with 

10  holes ;  they  are  lighter ;  by  their  conical  phape  and  the  way  in  which  they  are 
put  together,  although  they  are  so  light,  they  withstand  the  centrifugal  force 
extremely  well.  1  submit,  if  the  Defendants  were  able  to  say  that  what  they 
do  was  an  anticipation,  the  Patentee  would  give  at  once  the  unanswerable 
argument — ^'  My  patent  is  limited  to  plates,  which  your  cylinder  with  holes  has 

I.*)  "  not  got,  and,  as  so  limited,  is  a  good  patent."  [Wright,  J, — ^You  say,  even 
though  your  machine  had  been  antecedent  to  the  Plaintiffs',  the  Plaintiffs  could 
still  have  got  a  patent,  then  you  say  it  follows  that  that  machine  is  no  in- 
fringement. I  don't  follow  the  logic  of  that.]  My  point  is .  this,  that 
assuming  the  Defendants'  was  before,  that  the  language  of  this  Specification 

20  leaves  it  open  to  the  Patentee  to  say,  '^  I  have,  by  my  claim,  excluded  a 
^  construction  which  you  say  anticipates  me."  I  say  that  if  the  language  of 
the  Specification  could  be  made,  in  its  natural  interpretation,  to  exclude  what 
we  have  done,  if  it  were  an  anticipation,  it  equally  excludes  it  when  it  comes  up 
by  way  of  an  Infringement.    My  friend  opened  this  on  the  question  of  tubes, 

25  and  in  the  Complete  Specification  there  is  nothing  about  tubes.  [Wright,  J. — 
That  was  only  for  the  instruction  of  the  Court.]  In  the  Provisional  there  is 
nothing  about  tubes,  though  he  indicates  that  tubes  may  be  used.  [Wright,  </. 
— No,  spiral  or  volute  tubes.]  That  is  not  followed  out,  and  evidence  will  be 
given  that  the  Defendants  for  years  have  had  this  arrangement  of  tubes  in  the 

30  form  of  conical  surfaces. 

Evidence  was  then  given  for  the  Defendants. 

Lord  Kelvin  gave  evidence  that  the  essence  of  the  Plaintiffs'  invention  was 
the  use  of  conical  plates  for  separating  the  liquid  into  thin  layers,  in  which 
layers  the  cream  should  be  separated  in  one  conical  layer  nearer  to  the  axis,  and 

35  the  skim  milk  in  another  conical  layer  farther  from  the  axis.  The  ^^  nearer  to 
^*  the  axis"  was  the  lower  side,  when  the  pointa  of  the  cone  were  pointed 
upwards.  There  must  be  an  inclination  to  the  radius ;  the  angle  of  inclination 
must  be  in  a  vertical  plane,  according  to  the  Complete  Specification ;  in  the 
Provisional  Specification,  it  might  be  in  a  horizontal  plane.    The  conical  plates 

40  implied  essentially  the  angle  of  inclination  to  be  in  a  vertical  position.  In  his 
Provisional,  the  Patentee  described  several  ways  of  making  separators ;  in  the 
Complete,  only  one.  The  German  Specification  had  drawings  representing  the 
different  ways,  except  volute  or  spiral  tubes.  The  drawings  to  the  English 
Specification    represented    the    only    way    mentioned.      The    object    in    all 

45  cases  was  to  get  a  centrifugal  action  (as  a  substitute  for  gravity)  on 
a  thin  bulk  of  liquid,  being  applied  mechanically  and  capable  of  being 
applied  at  any  necessary  strength.  Gravity  always  acted  the  same. 
[Wright,  J. — ^All  you  want  in  evidence  is  to  have  something  specific  against 
the  Plaintiffs'  evidence  that  there  is  no  difference  between  the  things.      If 

50  you  have  evidence  of  difference,  it  will  be  a  question  of  law.]  In  the  Plaintiffs^ 
apparatus,  the  cream  was  pressed  by  fluid  pressure,  and  by  virtue  of  centrif ugied 
force  was  pressed  towards  the  axis  in  an  exceedingly  broad  thin  film  ;  in  the 
Defendants'  apparatus,  it  was  quite  a  different  shape.  It  had  a  narrow  rivulet 
on  one  side — ^namely,  the  side  nearest  to  the  axis— of  a  circular  tube.     That 

55  narrow  rivulet  was  much  more  advantageous  for  the  projection  of  the  cream 
through  the  entering  milk  than  was  the  comparatively  broad  and  very  much  • 
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thinner  film  of  the  Plaintiffs.  When  the  cream  had  to  pass  the  milk,  that  made 
a  material  difference  ;  the  Plaintiffs'  was  projected  in  a  thin  sheet,  which  must 
be  perforated,  and  might  be  rolled  about  by  the  entering  milk  ;  in  the  Defend- 
ants', it  was  projected  in  a  little  rivulet,  which  would  go  through  the  entering 
milk  with  much  less  of  mixture,  witness  believed,  than  would  the  Plaintiffs'  5 
broad  film.  The  narrow  rivulet  was  different  in  shape  and  in  result.  In  the 
passage  of  the  Plaintiffs'  milk  outwards,  there  was  an  imperfect  guidance,  much 
less  guidance  than  there  was  by  the  Defendants'  tubes.  The  milk  entered  from 
the  inside  with  comparatively  small  velocity,  the  Plaintiffs  wanted  some 
means  of  giving  the  tangential  velocity.  [Wright,  J. — ^This  only  goes  to  10 
show  that  tiie  Defendants'  is  an  improvement,  not  non-infringement.  Is  the 
Defendants'  an  equivalent  of  the  Plaintiffs'  ?]  Witness  thought  not — the  claim 
described  so  specifically  the  results.  Judging  mechanically,  the  Defendants' 
was  not  an  infnngement.  The  claim  must  have  been  made  deliberately,  because 
the  Patentee  showed  he  had  a  variety  of  ways,  and  he  excluded  all  but  one.  15 
The  Defendants  had  no  conical  plates,  though  the  axis  of  the  tubes,  mathematically 
speaking,  lay  on  a  conical  surface,  but  that  was  not  a  conical  plate.  The  conic^ 
plates  were  different  in  their  functions,  so  far  as  regarded  the  cleaning  of  the 
apparatus,  and  a  difference  from  which  the  witness  expected  better  results, 
better  and  more  separation  in  the  Plaintiffs'  machine.  Cross-examined:  20 
[Wright,  J.,  stopped  questions  as  to  utility.]  The  effect  of  the  conical  layers 
was  to  produce  rapid  separation,  and  to  guide  the  cream  into  one  course  out  of 
one  aperture,  and  the  skim  milk  into  another  course,  not  interfering,  from 
another  aperture.  That  was  important.  Witness  could  not  say  it  was  absolutely 
new  or  not.    He  had  seen  concentric  separators.  25 

Sir  F.  BramweU. — Speaking  as  a  mechanician,'  the  witness  said  that  he 
understood  the  Plaintiffs'  claim  to  involve  loose  conical  plates.  The  Defendants' 
had  not  loose  conical  plates ;  that  was  all  that  could  be  said  about  it  one  way  or 
the  other.  There  was  clearly  an  object  in  the  conical  plates  to  clean  the 
machine,  and  that  you  could  approach  nearer  to  the  centre  of  the  machine*  30 
More  of  the  Plaintiffs'  machine  could  be  occupied  for  working  purposes  than  in 
the  mode  of  construction  of  the  Defendants'.  The  Plaintiffs'  was  cheaper. 
Crass-examined:  The  Plaintiffs'  Specification  described  a  practical  way  of 
working  a  machine  in  which  the  fluid  was  divided  in  thin  layers  in  a  radial 
direction.  In  the  Defendants'  there  were  inclined  tubes  narrowing  in  a  radial  35 
direction.  The  separation  of  the  cream  in  those  tubes  was  rapid,  owing  to  the 
space  being  small.  The  cream  must  run  along  the  surface  of  the  cylinder,  or  it 
could  not  get  out.  In  the  same  way,  in  the  Plaintiffs'  machine,  the  cream  was 
also  guided  against  the  surface,  and  so  got  out.  [To  the  Judge,]  If  the 
Defendants  had  simply  taken  the  Plaintiffs'  thing  and  soldered  it  together,  in  40 
the  witness's  opinion,  as  a  mechanician,  the  Defendants  would  have  escaped 
infringement,  having  regard  to  the  nature  of  the  claim. 

Dr.  John  Hopkinson  gave  evidence  that  the  Plaintiffs  claimed  a  combination 
of  conical  plates  with  a  rotating  drum.  There  were  not  any  conical  plates  in 
the  Defendants'.  There  was  something  in  the  Defendants'  which  performed  45 
part  of  the  function  of  the  conical  plates,  but  in  part  not.  They  were  not 
separable  in  the  Defendants',  and  the  Defendants'  machine  could  not  be  taken 
to  pieces  in  the  same  way  for  cleaning.  [To  the  Judge.]  Witness  should  not 
have  thought  the  Defendants  had  copied  their  machine  from  the  Plaintiffs'. 

Terrell^  Q.O.,  summed  up  the  Defendants'  case. — The  case  has  come  down  to  50 
what  have  the  Plaintiffs  claimed,  and  have  the  Defendants  taken  that  ?  The  Act 
prescribes  that  the  Specification  must  end  with  a  distinct  statement  of  the 
hivention  clsdmed.  [WRIGHT,  /. — No,  it  has  been  held  you  need  not  claim.] 
Not  when  the  Specification  is  of  such  a  nature  as  to  amount  to  a  claim  in  itself. 
If  the  Patentee  says  this  is  what  I  claim,  he  cannot  say  the  whole  of  the  55 
Specification  contained  his  invention.      [Wright,  «7. — He    has  disclaimed.] 
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Yes,  it  was  held  in  the  old  cases  that  a  claim  was  a  disclaimer.    The  Patentee^ 
in  his  Provisional,  has  shown  there  are  many  ways  of  doing  this,  one  beinf? 
nearly  one  of  the  ways  the  Defendants  are  doing  this.    Then,  in  his  Complete, 
he  leaves  out  a  number  of  things — there  must  be  some  substantial  reason  for 
5  that — and  limits  himself  to  a  specific  claim.    If  the  Defendants  conld  have  set 
up  that  what  they  are  doing  was  an  anticipation,  the  Patentee  would  have  said 
it  is  no  anticipation,  because  it  is  not  within  the  claim,  and  he  would  say  that 
successfully.    If  it  is  not  an  anticipation,  how  can  it  be  an  infringement  ?    I 
know  it  has  been  said  sometimes,  *'  But  there  may  be  a  thing  which  is  a  clumsy 
10  ^  imitation  of  a  patent,  and  therefore  an  infringement,  which,  if  it  had  come 
"  before  the  invention,  would  not  have  been  an  anticipation."    [Wright,  J, — ^I 
do  not  follow  that.]    Eomerf  J.,  said  it  twice.    [Wright,  J. — If  I  am  satisfied 
of  that,  I  may  have  to  follow  it.]    It  was  only  obiter  dictum.    It  could  not 
really  be  so,  because,  in  that  case,  a  man  might  be  doing  a  thing  before  a  patent, 
15  which  he  would  be  stopped  from  doing  after,  on  the  ground  that  it  was  an 
infringement,  but  not  an  anticipation.  Here,  the  Patentee  deliberately  excluded 
everything  except  a  small  narrow  combination.    In  NoheVs  Explosives  Com- 
pany V.  Anderson^  12  R.P.C.  164,  the  Lord  Chancellor  says  when  a  man  does 
that,  he  narrows  his  claim,  and  must  be  left  to  his  claim. 
20       Carpmael^  Q.C.,  in  reply. — I  shall  address  myself  to  the  meaning  of  the 
Specification  and  claim,with  regard  to  the  authorities  cited.   NoheVa  Explosives 
Company  v.  Anderson  does  not  apply  to  this  case.  Dudgeon  v.  27*owwon,  L.R,  3 
App.  C.  34,  does  not  decide  what  Mr.  Bou^field  suggested.    At  pages  40,  48,  and 
55  it  is  made  perfectly  plain  by  all  the  Law  Lords  that,  in  their  opinion,  after 
25  the  disclaimer  (made  because  of  some  prior  anticipations)  it  was  made  essential 
that  there  should  be  a  central  expanding  instrument,  and  in  the  Defendants* 
combination  there  was  no  such  instrument.     In  the    present  case,  all   the 
elements  of  the  Plaintiffs'  combination  are  present  in  the  Defendants'  machine, 
either  in  their  identity  or  in  mechanical  equivalents. 
30      Wright,  J. — I  have  to  give  judgment  in  the  case  of  the  Aktiebolaget 
Separator  v.  The  Dairy  Outfit  Company  and  others,  an  action  brought  by  the 
Plaintiff  Company  for  infringement  of  a  patent  belonging  to  them,  relating  to 
the  separation  of  cream  from  milk.    The  validity  of  the  patent  is  not  now 
questioned.    It  is  admitted  that  it  was  novel  and  of  great  utility,  and  that  it  had 
35  not  been  anticipated.    The  only  question  is  whether  there  has  been  an  infringe- 
ment.  That  question  divides  itself  into  two, — ^What  was  the  Plaintiffs'  invention, 
and  has  that  invention  been  infringed  ? 

The  Specification  of  the  Plaintiffs'  patent  very  clearly  states  the  principle 

which  it  is  sought  to  introduce  into  the  separation  of  milk.    I  read  from  the 

40  Complete  Specification  in  the  first  instance  : — ^  It  is  a  well-known  &ct  that  the 

^^  separation  of  cream  from  milk  in  stationary  vessels  takes  place  more  quickly  and 

**  completely  the  shallower  the  vessel,  as,  in  a  shallow  vessel,  the  layer  of  liquid  to 

^^  be  passed  by  the  separating  parts  is  thinner  than  in  a  deep  vessel.  To  apply  the 

^  same  principle  to  centrifugsd  creamers  is  the  object  of  my  present  invention. 

45  *^  As  in  centrifugal  creamers  the  separation  is  performed  in  radial  direction,  the 

**  liquid  to  be  separated  is  to  be  divided  in  layers  of  small  extension  in  radial 

^  direction."    That  is  the  principle,  and  then  the  Patentee  goes  on  to  state  the 

means  by  which  it  is  to  be  carried  out.    In  his  Provisional  Specification,  he 

indicated  several  methods  in  which  the  liquid,  in  course  of  treatment,  could  be 

50  divided  into  layers  in  a  radial  direction,    in  his  Complete  Specification,  he  does 

not  pay  any  attention  to  any  of  these  means,  except  one  that  he  describes  in  this 

way  : — "  In  practice,  I  make  use  of  a  number  of  round  conical  plates,  which 

^'  are  placed  above  each  other  inside  of  the  bowl  or  drum  of  a  centrifugal 

**  creamer  in  such  a  manner  as  to  leave  a  narrow  space  between  the  tipper 

55  ^^  surface  of  each  lower  plate  and  the  lower  surface  of  each  upper  plate."    That 

is  the  only  kind  of  means  which  he  indicates  \n  )ii9  description  in  his  Complete 


486  REPORtS  OF  PATENT,  DESIGN,        [June  9, 1897. 

Ahtieholaget  Separator  v.  The  Dairy  Outfit  Company 

Specification.  Then  he  goes  on  s — "  The  accompanying  drawing  illastrates  my 
^  said  invention,"  and  then  he  gires  the  description  of  the  drawings,  and  then 
says,  "  Having  now  particularly  described  and  ascertained  the  natnre  of  my 
^*  said  invention  and  in  what  manner  the  same  is  to  be  performed,  I  declare  that 
^  what  I  claim  is : — In  centrifagal  separators  or  creamers,  the  combination  5 
**  of  the  conical  plates  c^  with  the  rotating  drum  or  bowl  a,  substantially  ati 
**  described." 

It  seems  to  me,  that  whether  you  treat  that  as  a  claim  or  a  disclaimer,  or  whether 
you  look  at  that  as  indicating  the  nature  of  the  invention,  or  whether  you  look  at 
the  description  In  the  body  of  the  Complete  Specification  as  indicating  the  real  lo 
haiure  of  the  itilrention}  It  is  an  invention  for  the  dividing  of  the  milk  into 
layers  by  separate  conical  plates*  It  is  immaterial  why  he  so  limited  his  inven* 
tion.  He  might,  no  doubt,  under  his  Provisional  Specification  have  worked  out 
many  or  almost  any  different  ways  of  doing  it,  but  I  cannot  read  his  Complete 
Specification  as  being  anything  else  but  a  claim  for  doing  it  by  means  of  these  15 
conical  plates.  He  may  have  thought,  possibly,  that  if  he  did  not  limit  it  in 
some  way,  his  claim  would  be  too  wide,  and,  apparently,  no  other  efficacious 
mode  of  doing  it  had  occurred  to  him  except  this  one.  I  cannot  speculate  as  to 
the  reasons  for  his  doing  it.  It  seems  to  me  that  he  has  limited  himself  to  that 
olalm.  aO 

If  that  Is  so^-^Have  the  Defendants  infringed  that  ?  The  question  then  is, — 
fiate  they  taken  his  invention  ;  have  they  used  his  invention  ?  It  seems  to  me 
that  tbey  hate  certainly  not  adopted  anything  which  can  be  called  mere 
Ofdinafy  Oi*  obviotis  mechanical  equivalents.  Looking  at  the  evidence  before 
me,  and  to  the  models  and  drawings,  without  which  the  matter  is  anintelligible,  25 
it  seems  to  me  clear  that  the  means  adopted  by  the  Defendants  are  means  which 
require  considerable  invention,  that  they  are  much  more  than  an  ordinary 
irorkman  cotild  have  worked  out  for  himself,  and  that  they  are  different  in 
substance  from  the  means  to  which  alone  the  Patentee  has  limited  himself.  The 
principle,  no  doubt,  is  identical,  and  if  the  means  of  carrying  it  out  had  been  30 
something  obviously  similar,  only  colourably  different,  as  is  sometimes  said, 
from  the  Plaintiffs'  means,  it  would  have  been  otherwise.  For  instance,  sup- 
posing the  Defendants  had  simply  soldered  together  some  of  the  Plaintiffs* 
conical  plates,  I,  for  one,  should  have  said  that  was  probably  really  the  same 
invention,  only  spoilt  for  the  purpose  of  evading  the  Plaintiffs'  patent  But  35 
that  is  not  this  case.  I  cannot  look  at  the  models  which  are  shown  to  me  as  in 
any  way  mere  mechanical  equivalents  of  each  other.  Therefore,  as  a  matter  of 
construction  of  the  Specification,  together  with  the  considerations  to  be  derived 
from  an  inspection  of  the  models,  it  seems  to  me  that  the  Plaintiffs'  action  fails. 
It  is  not  a  matter  that  is  capable  of  any  prolonged  illustration.  The  question  40 
is, — ^What  meaning  ought  to  be  attached  to  the  Specification  itself,  as  illustrated 
by  the  models  and  drawings  before  me  ?  I  think  there  must  be  judgment  for 
tne  Defendants. 

Terrell,  Q.C.— I  ask  for  a  certificate  that  the  Particulars  of  Objections  are 
reasonable.  45 

Wright,  J, — ^There  is  no  objection  to  that,  I  suppose  ? 

Carpmaely  Q.C.— There  is  every  objection  to  any  certificate  being  given  as  to 
tbe  ParticulMTB  of  Objections.  The  action  has  been  going  on  now  for  two 
years.  They  have  had  every  opportunity  of  raking  up  everything  they  could 
bring  against  the  Plaintiffs.  They  amend  their  Particulars  again  and  again.  50 
There  is  any  amount  of  costs  thrown  away,  and  then,  when  we  come  before 
your  Lordship  in  open  Court,  every  one  of  those  Particulars  is  thrown  aside  ; 
there  is  only  one  that  is  at  all  mentioned  to  your  Lordship,  and  that  was  tiie 
holder  for  holding  the  test  tubes,  which  was  something  alleged  to  be  done  by 
the  Defendant  himself,  and  introduced  within  the  last  few  weeks.  55 

Wright,  J.—ffA^a  jon  fm^  cases  about  it  ? 
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Terrell^  Q.O. — I  have  sent  for  the  authorities. 

Wright,  «7. — ^Had  I  not  better  hear  you  on  a  future  occasion  ? 

Carpmael,  Q.G.'r-If  your  Lordship  pleases.  I  have  not  all  the  authorities 
here. 

Wbight,  /. — ^If  it  is  very  serious,  I 'had  better  hear  it  discussed  more  fully. 

TerreU^  Q.C. — ^I  think  it  would  be  better. 

Carpmael^  Q.C. — It  is  an  important  question. 

Wbight,  /. — ^I  know  nothing  about  the  practice.  Then,  judgment  for  the 
Defendants,  with  costs,  but  the  question  of  the  certificate  reserved. 


IQ  Ik  the  Court  op  Appbal. 

Be/ore  LORDS  Justices  Lindlby,  Lopes,  and  Rigby. 

April  28th  and  29th,  1897. 

Eastman   Photographic   Materials   Company's  Application  for  a 

Trabe  Mark. 

15  Trade  Mark.— Application  to  register  ''Solio''  in  respect  of  photographic 
paper.— Registration  refmed.— Practice  in  Patent  Office  as  to  devices  and  words 
relating  to  the  sun. — Appeal  to  Court  dismissed. — Invented  word.— Descriptive 
word. — Patents,  Jcc.  Act,  1888,  Section  10. 

The  Applicants  applied  to  register  the  word  ''  Solio  "  fcrr  photographic  paper 

20  The  Gomptroller-Oeneral  re/wed  registration,  on  the  grov/nd  that  it  was  the 
practice  of  the  Patent  Office  to  refuse  any  device  or  any  word  referring  to  the 
sun  in  connection  with  photographic   ?naterials,  as   having  some  reference 
to  the  quality  or  character  of  the  goods.  The  Applicants  appealed.  Kekewich  J. 
refused  the  application.    The  Applicants  appealed.  '     ' 

25  .  Heldyby  the  Court  of  Appeal,  that  '^  Solio  "  was  an  invented  word,  hut  that  it 
was  a  word,  as  applied  to  photographic  paper,  having  some  reference  to  the 

fuality  or  character  of  the  goods,  and  that,  on  the  principles  laid  doum  in 
'arbenfabriken  vormals  Fried.  Bayer  and  Co.'s  Application,  11  R.P.C.  84,  and 
Densham  and  Sons'  Trade  Mark,  12  B.P.C.  271,  it  could  not  be  registered.     The 
30  appeal  was  dismissed. 

On  the  13th  of  July  18d2,The  Eastman  Photographic  Materials  Company,  Ld 
applied  to  register  the  word  **  Solio  "  as  a  Trade  Mark  (No.  165,946  in  Cla^  39)  for 
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photographic  printing  paper.  On  the  29th  of  July  1892,  objection  was  taken  by 
the  Comptroller  to  the  registration  applied  for,  on  the  ground  that  the  word 
^  Solio "  was  a  word  having  reference  to  the  quality  of  the  goods.  The 
Applicants  did  not  ask  for  a  hearing,  or  dispute  the  suggested  foundation  of  the 
objection,  and  the  application  was  treated  as  finally  refused.  Since  that  rejection^  5 
<^  Solanite  '*  had  been  allowed  by  the  Comptroller  to  be  registered  for  all  the 
goods  in  Class  39  (No.  183,255).  This  mark  was  standing  on  the  Register  in 
the  name  of  AllotU  Jones^  and  Go. 

On  the  18th  of  May  1895,  The  Eastman  Photographic  Materials  Company y  Ld^ 
again  applied  to  the  Comptroller-General  to  register  ^  Solio  '*  in  Class  39  for  photo-  10 
graphic  paper,  prepared  and  sold  by  them  for  the  purpose  of  printing  from 
photographic  negatives.  On  the  30th  of  May  1895,  a  preliminary  objection  was 
taken  by  the  Comptroller  that  (1)  the  mark  did  not  consist  of  any  of  the  essential 
particulars  required  by  the  Patents,  &c.  Act,  1888,  Section  10,  as  a  condition  of 
registration  ;  (2)  as  stated  in  connection  with  the  application  No.  165,946,  15 
^'  Solio ''  had,  in  the  Comptroller's  opinion,  reference  to  the  quality  or  character  of 
the  goods ;  and  (3)  it  was  open  to  objection,  under  Section  72  of  the  Patents,  &c. 
Act,  1883,  in  view  of  "Solanite,"  No.  183,255. 

On  the  19th  of  July  1895,  the  application  was  heard  before  the  Registrar  of 
Trade  Marks,  who  consented  to  reconsider  the  objection  to  '*  Solio "  on  the  20 
ground  of  its  reference  to  the  character  or  quality  of  the  goods,  but  the 
application  was  finally  refused.  The  Applicants  appealed  to  the  Board  of  Trade, 
who  referred  the  matter  to  the  Court.  Notice  of  motion  was  given  on  the  15tli 
of  April  1896,  asking  for  an  order  directing  the  registration  to  be  proceeded 
with.  This  was  served  on  Altott^  Jones^  and  Go,y  as  well  as  on  the  Comptroller-  25 
General,  but  Allott^  JoneSj  and  Go.  did  not  appear.  The  motion  was  heard  by 
Keketvichy  J.,  on  the  6th  of  November  1896;  the  learned  Judge  held  that 
**  Solio "  was  a  word  referring  to  the  character  or  quality  of  the  goods,  and 
dismissed  the  application.* 

The   Applicants   appealed,  and    the    appeal   now    came   on   for    hearing^.   30 
Mo^iUon^  Q.C.,  and  Kerly  (instructed  by  Birdy  Moore^  and  Strode)  appeared 
for  the  Appellants ;  Sir  R.  Webster^  A.G.,  and  Ingle  Joyce  (instructed  by  the 
Solicitor  to  the  Board  of  Trade)  for  the  Comptroller-General. 

Moultony  Q.C.,  and  Kerly^  for  the  Appellants. — The  Registrar  refused  the 
word  ^^  Solio  "  on  the  ground  that  it  did  not  comply  with  the  requirements  of  35 
Section  10  of  the  Patents,  &c.  Act,  1888.  It  is  a  question  of  principle.  There 
is  no  doubt  ^'  Solio  '*  is  an  invented  word,  but  the  Patent  Office  consider  it  is 
connected  with  the  sun,  and  is,  therefore,  as  applied  to  photographic  paper,  a 
word  having  some  reference  to  the  character  or  quality  of  the  goods  as  indicating 
its  suitability  for  purposes  in  connection  with  photography.  It  is  submitted  thafe  40 
only  one  sub-section  of  Section  10  is  applicable,  namely,  (c^  "An  invented  word  op 
words,"  and  that  the  Appellants  have  a  word  which  has  one  of  the  prescribed  essen- 
tial requisites ;  and  that  as  to  («),  (d)  and  {e)  are  to  be  read  disjunctively,  (d)  Is 
simply  an  "  invented  word " ;  if  it  is  to  be  read  into  that  sub-section,  that 
it  must  be  without  any  reference  to  the  character  or  quality  of  the  goods,  then  45 
that  sub-section  is  useless.  Sub-section  («),  it  is  submitted,  applies  to  existing 
words,  and  it  was  intended  by  the  Act  to  allow  any  genuine  invented  word  to  be 
good  as  a  Trade  Mark.  Sub-section  (e)  relates  to  the  class  of  words  which  were 
discussed  in  Van  Duzer's  case,  4  K.P.C.  31 ;  but  the  Court  of  Appeal  has 
recently  said  in  the  "  Bovril "  case,  13  R.P.C.  382,  that  a  fancy  word  was  none  50 
the  less  a  fancy  word  though  the  word  had  its  genesis  in  the  article  as  "  Bovril.** 
The  words  ^'  having  no  reference  to  &c.'*  are  pointedly  left  out  in  Sub-section 
(d).  There  are  five  sub-sections  in  Section  10,  and  they  are  dicgunctive ;  as 
a  mere  question  of  interpretation  they  wo.uld  certainly  be  taken  as  separate. 

»  ^3  E.P.C.  707. 
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On  what  ground  are  (d)  and  {e)  read  cumulatively  ?  The  only  idea  that  could 
make  them  cumulative  would  be  that  there  is  some  great  evil  to  be  apprehended, 
but  it  \H  submitted  there  is  not ;  an  invented  word  is  quite  sufficient,  and  the 
registration  of  it  is  no  great  evil.  If  it  is  decided  that  no  part  of  an  invented 
."i  word  shall  have  any  connection  with  the  meaning  of  words,  that  is  too  restrictive. 
The  Act  only  aims  at  preventing  any  one  from  having  a  monopoly  of  words  in 
the  English  language.  The  Report  of  the  Committee  on  this  section,  as  to 
whether  it  was  sufficient,  shows  clearly  that  the  evil  would  be  sufficiently 
prevented  on  this  interpretation  of  the  Act.   The  Registrar  has  rejected  "  Solio  " 

10  because  of  its  connection  with  "  Sol,"  but  I  say  there  is  no  decision  that  {d)  and 
(e)  should  be  read  together.  The  opposition  was  by  the  Registrar,  who  said  it 
was  not  the  practice  of  the  Patent  Office  to  register  any  word  relating  to  the  sun 
for  anything  connected  with  photography. .  The  Patent  Office  also  takes  the 
view  that  invented  words  will  not  do  if  they  in  any  way  refer  to  the  article. 

15  The  expressions  in  Farhenfdbriken  vormals  Fried.  Bayer  and  Go's 
Application  (11  R.P.C.  84, "  Somatose  "),  do  not  amount  to  more  than  dicta  on  this 
point.  [Sir  R,  Webster^  A.G. — It  is  more  than  dictum ;  the  head-note  states  it 
as  decided.]  ^'  Somatose  "  was  derived,  in  that  case,  from  (rcu/ia,  and  it  was  held 
that  it  was  not  an  invented  word,  and  that  it  was  descriptive.    That  was  before 

20  the  "  Trilby "  case  {Holt  and  Co.'s  Trade  Mark,  13  R.P.C.  118),  where  the 
Court  held  that  two  of  these  sub-sections  did  not  control  each  other.  It  was  not 
an  important  point  in  the  **  Somatose  *'  case.  The  Act  says  that  if  the  Trade 
Mark  is  within  any  one  of  these  sub-sections,  that  is  sufficient ;  a  Trade  Mark 
could  not  correspond  with  all  five  sub-sections,    (d)  says,  in  effect,  if  you  do 

25  not  take  from  what  is  common  property,  but  you  make  an  invented  word,  that 
will  do  ;  and  {e)  says,  if  you  take  a  common  word,  it  must  not  be  descriptive. 
Kay^  L.J.,  in  the  "Somatose"  case  (11  R.P.C.  91),  said,  a  descriptive  word 
was  not  an  invented  word,  and  (2)  that  an  invented  word  must  have  no  meaning. 
I  submit  "  Solio"  has  no  meaning.    Kay,  L.J.,  referred  to  Meyerstein's  Trade 

30  Mark,  L.R.  43,  Ch.D.  604,  7  R.P.C.  114  ("Satinine  "  case)  ;  he  meant,  I  think, 
some  word  which,  when  Invented,  had  a  definite  meaning.  Surely  the 
Legislature  was  satisfied  that,  if  a  word  was  invented,  it  was  good.  Smith,  L.J., 
said  that  it  was  not  necessary  to  put  the  words  "  not  having  a  reference  to  the 
character  or  quality  of  the  goods  "  in  sub-section  (d),  because  an  invented  word 

35  carried  all  that  was  required.  I  submit  if  you  have  a  word  coined  for  the  first 
time  that  is  sufficient,  and  that  Smith,  L.J.'s,  judgment  would  have  been  in 
favour  of  "  Solio."  Two  Lord  Justices  decided  that  "  Somatose  "  was  not  an 
invented  word,  and  one  that  it  was,  but  there  was  no  decision  that  Sub-section 
re)  covered  Sub-section  (rf).      [LiNDLEY,  LJ. — ^You  must    not    claim    that 

40  Smith,  L.J.'s  judgment  was  in  your  favour.]  As  to  the  '*  Somatose"  case,  "ose" 
is  a  regular  termination  for  substances,  so  the  consequence  was  that  a  man  who 
took  "  Somatose,"  took  a  termination  meaning  "substance"  and  added  it  to  a  word 
meaning  "  body."  I  submit  it  is  clear  that  "  Solio  "  is  an  invented  word,  and 
not  really  descriptive  of  the  goods;  it  was  not  invented  for  that  purpojse. 

45  [LiNDLBY,  L,J, — It  seems  to  describe  the  character  of  the  goods  as  paper  adapted 
to  receive  the  sun's  rays.]  "  Bovril "  would  have  been  a  good  Trade  Mark  under 
this  Act.    Why  not  "Solio"?      Your  Lordships  are  not  bound  by  dicta. 

SiOPBS,  L.J. — I  seem  to  have  said  the  invented  word  must  not  be  descriptive  of 
e  goods  in  Densham  and  Son^s  Trade  Mark  ("  Mazawattee"  case),  12  R.P.C.  278.] 
50  The  expressions  in  the  "  Mazawattee "  case  were  onij  dicta.  [Sir  iJ.  Webster, 
A.G. — But  not  in  the  "  Somatose  "  case  ?]  There  is  no  decision  on  the  point. 
There  are  some  words  which  are  coined,  but  which  have  a  direct  meaning  as  to 
the  goods,  but  those  are  not  invented  words.  [RiGBY,  L.J. — It  must  be  a  word  the 
meaning  of  which  is  not  immediately  recognisable.]  Yes,  that  would  reconcile  all 
55  the  decisions  ;  an  invented  word  should  be  one  that  has  no  apparent  reference 
to  the  goods.     I  suggest  that  the  Appeal  Court  has  not  committed  itself  to 

2  Q 
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anything  hostile  to  that  contention.  In  the  **Bovril"  case,  13  R.P.O.  391, 
RiGBY,  LJ.y  reserved  the  point  as  to  whether  "  Bovril "  was  a  descriptive  word. 
My  point  is  that  if  it  is  an  invented  word,  it  is  sufficient ;  but  I  admit  that  it 
should  be  a  word  which  has  not  in  itself  a  meaning.  But  '^  Solio  ^  has  no 
reference  to  the  quality  or  character  of  the  goods  because  it  has  ^  Sol ''  in  it —  5 
the  sun  is  an  important  factor  in  many  things.  [RiGBY,  LJ. — Because  it  is 
applicable  to  many  things  is  no  reason  to  prove  that  it  is  not  descriptive. 
"  Electric  Velvetine  "  was  held  to  be  descriptive.]  The  word  is  not  made  descrip- 
tive by  the  fact  that  "  Sol "  is  part  of  the  word ;  nobody  would  know  what 
"  Solio  "  would  mean.  If  the  application  had  been  for  the  whole  Class  39,  the  10 
Patent  Office  would  have  let  it  through,  but  the  Applicants  only  applied  for 
it  for  photographic  paper.  When  a  man  has  made  a  word  for  himself,  he  has 
not  taken  anything  from  the  public.  We  submit  "  Solio  "  is  a  good  Trade  Mark, 
whether  you  say  an  invented  word  simply  is  a  Trade  Mark,  or  an  invented  word 
having  no  reference  to  the  character  or  quality  of  the  goods.  There  is  evidence  15 
that  the  Appellants  first  hit  on  the  word  ^'Soho,"  and  somebody  read  it  as 
"  Solio  '* ;  that  was  thought  to  be  a  very  good  word,  and  was  selected.  "  Solex," 
in  Class  1,  for  chemical  substances  used  in  photography,  has  been  allowed  as  a 
Trade  Mark,  and  "Exsol"  and  "Solinct'^  also.  I  submit  that  all  that  the 
Judge  decided  was  that  a  man  when  he  knew  ^  Solio  *'  was  for  photographic  20 
paper  might  see  it  might  have  some  meaning,  but  the  Act,  I  say,  meant  only 
that  there  must  not  be  a  direct  meaning,  and  even  if  what  Kay^  L.J.,  said  in  the 
"  Somatose  "  case,  11  R.P.C.  91,  is  true,  "  Solio  "  does  not  imply  any  reference 
to  the  character  or  quality  of  the  goods.  The  *'  Somatose  '*  case  decision  comeB 
to  no  more  than  this,  that  a  distorted  word,  which  can  still  be  recognised,  25 
is  a  word  with  a  meaning  ;  ^*  Somatic  "  was  a  recognised  word,  so  in  that  case 
the  ^  ic  "  was  changed  to  '*  ose  "  in  order  to  get  within  ((2),  and  the  only  decision 
of  the  Court  was  that  you  cannot  get  out  of  (e)  by  taking  a  word  Mling  within 
(fi)  and  forcing  it  by  distortion  into  (d).  I  submit  that  when  you  have  an 
absolutely  invented  word,  that  satisfies  the  Act.  Kay^  L.J.,  did  not  object  to  30 
that ;  the  "  Satinine  "  case  is  the  same  as  the  *^  Somatose  "  case, — distorting  the 
word.  LindUy^  L.J.,  in  the  "  Somatose  "  case,  11  R.P.C.  90,  said  that  the  Court 
followed  the  decision  in  the  ^'  Satinine  "  case,  but  it  was  not  put  as  the  ground 
of  the  decision.  [LlNDLBY,  LJ. — I  do  not  think  you  can  treat  the  observations 
of  two  Judges  as  dicta.']  The  Judges  held  that  the  case  was  not  within  Snb-  35 
section  (d),  and  Kay^  L.J.,  said  if  the  word  was  descriptive  it  was  not  an 
invented  word,  but  the  Court  is  not  bound  by  that  decision.  "  Solio  "  has  no 
meaning  as  applied  to  paper ;  the  most  that  can  be  said  is  that  it  is  not 
unapposite  to  photographic  paper.  It  is  not  every  reference  to  the  quality  of 
the  goods  that  wUl  invalidate  a  Trade  Mark.  '*  Mazawattee  "  meant  ''  luscious  40 
^<  garden,"  and  that  case  shows  that  there  must  be  more  direct  reference  to  the 
goods.  The  restriction  on  using  words  descriptive  of  the  goods  is  to  protect 
other  traders ;  starch  must  not  be  called  ^*  Satin  "  or  ^'  Satinine,'^  if  starch  pro- 
duces that  efEect.  The  view  of  the  Registrar  seems  to  be  that  he  has  to  scrutimse 
every  word  to  see  if  it  can  be  rejected.  45 

Sir  R.  Webster^  A.G.,  and  Ingle  Joyce^  for  the  Comptroller-General. — ^This 
case  is  of  more  importance  than  may  appear  from  the  word  '^  Solio."  The 
Court  is  asked  to  overrule  a  practice  which  has  prevailed  in  the  Office  as  to 
the  word  "  Sol "  and  photographic  materials.  Of  course,  if  the  Court  decides 
that  the  Registrar  is  wrong  in  principle,  the  Court  may  overrule  his  decision,  50 
but  I  ask  that  the  Court  should  hesitate  before  overruling  the  practice  of  the 
Office.  These  cases  all  arise  on  border-line  words ;  it  is  quite  easy  to  find 
proper  words,  and  it  does  not  create  any  hardship — it  is  simply  that  a  person  is 
trying  in  these  cases  to  get  a  little  more  than  he  ought  to  have.  He  can  use  the 
word  he  wishes,  but  the  question  is  whether  he,  by  getting  the  registration,  is  55 
to  be  able  to  deprive  other  persons  of  rights  which  they  ought  to  have.    The 
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Registrar  is  empowered  to  refuse  registration  by  Section  62  of  the  Patents,  &c. 
Act,  1883,  bnt  his  decision  may  be  overrnled.  The  Office  have  proceeded  on  a 
practice  that,  for  photographic  articles,  it  is  not  convenient  to  use  the  name  of 
the  snn,  or  something  connected  with  the  snn.    The  Office  always  looks  to  the 

5  article  for  which  the  Trade  Mark  is  asked  to  be  registered.  **  Satinlne  "  is  an 
instance.  '*  Satinine  *'  was  proposed  for  starch  in  Class  47  ;  there  are  a  number 
of  articles  in  that  class — candles,  common  soap,  &c.  It  was  because  it  was  for 
starch,  and  *^  Satinine  "  might  mean  that  it  gave  a  satiny  gloss  to  the  goods,  that 
it  was  held,  mider  Section  64,  to  have  some  reference  to  the  character  or  quality 

10  of  the  article.  It  is  not  an  arbitrary  rule  as  to  '^  Sol,"  but  in  connection  with 
photographic  paper  in  Class  39.  I  do  not  think  I  need  argue  that  Sub-sections 
(d)  and  (e)  are  not  separate  ;  after  the  decisions  of  the  Courts  they  must  be 
read  together.  "  Washerine,"  "  Herbaline,"  '*  Emollio,''  **  Electroid,"  '*  Satinine," 
**  Eboline,"  and  "  Electrozone  "  (that  was  not  brought  to  the  Court  of  Appeal ;  it 

15  was  applied  to  salt  water  with  ozone  in  it)  are  all  border-line  cases.  I  submit 
that  Sub-sections  (d)  and  (e)  are  to  be  taken  together.  Then  how  ought  "  Solio  " 
to  be  treated  ?  If  *'  Somatose  *'  is  analysed,  "  Soma  "  is  less  English  than  "  Sol," 
and  the  Registrar  may  well  consider  small  additions  added  to  '<  Sol "  are 
dangerous.    Moreover,  foreign  rights  have  to  be  considered.     [^Moulton^  Q.O. — 

20  The  Courts  have  decided  that  the  convention  cannot  be  referred  to.]  I  do  not 
say  the  convention  enables  a  person  to  get  a  wrong  Trade  Mark,  but  foreign 
countries  do  not  allow  a  mark  to  be  registered  unless  the  trader  has  a 
certificate,  and,  and  if  a  person  registered  "  Solio  "  here,  he  would  get  "  Solio  " 
abroad.    [Rigby,  LJ. — We    do  not    know  about  the  matters  abroad.]     The 

25  Court  cannot  lay  down  a  rule  that  people  may  have  a  Trade  Mark  of  this  kind. 
If  "  Solio  "  were  allowed,  what  answer  could  be  given  to  an  application  for 
"  Sunnio  "  next  week  ?  If  such  an  ordinary  termination  as  "  io  "  to  an  ordinary 
word  is  allowed,  difficulties  would  certainly  arise.  The  Court  is  asked  to 
decline  to  order  the  registration  of  such  words.  "  Soliograph  "  has  been  refused 

30  aa  ^  Heliograph "  is  a  known  word.  What  answer  could  be  made  to  a  fresh 
application  after  the  registration  of  "  Solio  "  ?  I  do  not  refer  to  old  marks,  but 
mere  pictures  of  the  sun  have  always  been  refused.  ^^ Sunlight"  was 
restored  for  all  goods  in  Class  39,  except  photographic  paper,  in  1888.  "  Sun  " 
was  refused  in  1891  in  connection  with  photographic  paper.    "  Soltype  "  was 

35  refused.  What  answer  could  be  made  if  "  Solio  "  were  registered  ?  Some 
definite  rules  must  be  laid  down,  so  that  the  Office  can  say,  ^'  This  is  a  border-line 
"  case  and  must  be  refused."  "  Solio  "  was  originally  refused  in  1892.  "  Sunlight" 
was  refused  in  1892  for  sensitised  paper.  "  Soliograph  "  in  1895.  The  question 
is, — Is  this  the  right  principle  which  the  Registrar  acts  upon  ?    The  Applicants, 

40  T?ie  Eastman  Photographic  Materials  Company ^  Ld,y  are  a  powerful  Company, 
and  if  they  get  a  right  to  "  Solio,"  then  any  person  who  tries  to  use  "Soliograph" 
will  be  stopped.  Commercially,  they  will  get  "  Soliograph."  A  man  may  get  a 
common-law  right  to  such  a  word,  but  there  is  a  difference,  and  there  is  get-up 
and  distinction.    If  "Solio"  were  obtained  as  a  right  in  common  law,  the 

4>  owner  would  have  to  prove  that  his  right  depended  on  "  Solio."  It  will  be 
giving  too  great  a  power  to  a  great  Company  like  Eastman^s  Companyy  to  give 
a  sole  right  such  as  this,  and  small  people  would  be  put  at  a  disadvantage. 
There  is  evidence  that  people  do  inquire  whether  the  paper  is  suitable  for  the 
action  of  the  sun.  The  Applicants  asked  for  "  Solio  "  in  1892,  and  they  accepted 

50  the  decision.  The  Registrar  agreed  to  reconsider  it,  but  he  found  that  many 
people  had  since  that  time  been  using  compounds  of  "  Sol,"  and  that  public  rights 
would  be  affected  by  the  registration  of  "  Solio,"  and  he  held  that  this  former 
decision  was  right.  The  Office  have  been  working  to  get  people  to  find  good 
Trade  Marks,  and  to  avoid  giving  these  doubtful  words.    The  Court  is  asked  to 

55  avoid  any  risk  which  might  arise  on  giving  a  monopoly  of  the  word 
Kekewichj  J.,  decided  on  the  question  of  fact.   An  invented  word  has  now  been 
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held  not  to  be  good  if  it  is  descriptive.  "  Sol "  is  an  important  word,  and,  if  yon 
have  ordinary  terminations  to  that,  and  they  are  proposed  to  be  applied  to 
photographic  paper  alone,  it  is  clear  that  "  Sunlight,"  or  **  Sun,"  or  "  Sol  "  alone 
cannot  be  allowed  for  photographic  paper,  and  it  is  really  clear  that  if  you 
cannot  allow  "  Sol,"  you  cannot  allow  "  Solio."  Could  it  be  possible  to  have  U 
**  Breadio  "  ?  The  Comptroller  has  the  greatest  diflBculty  in  drawing  the  line. 
The  argument  is,  you  have  registered  "Solex,"  therefore  you  must  raster 
"  Solio."  [LiNDLBT,  L.t7,— Has  "  Solanite  "  been  roistered  for  photographic 
paper  ?]  Yes,  it  is  actually  used  for  the  blue  cyanite  paper.  The  R^strar 
considered  in  that  case  the  whole  word  '*  Solanite  "  did  not  refer  to  "  Sol,"  but  10 
to  "  Solan  "  or  "  Solon."  It  was  registered  for  the  whole  class.  The  device  of 
the  sun  has  been  refused,  and  also  the  word  "  Sun  "  for  photographic  apparatus. 
Also  *' Solio,"  "Sunlight,"  for  photographic  paper,  "Soltype"  and  "Soliograph." 
The  Applicants  argue  "  Solio  "  ought  to  be  registered  because  "  Solanite  "  has 
been  registered  ;  then,  if  "  Solio  "  were  registered,  the  man  who  had  applied  for  15 
"  Soliograph  "  would  be  hardly  treated.  The  Registrar  clearly  has  a  discretion, 
see  Eno  v.  Dunn,  L.R.  15,  App.  Cases  252,  7  R.P.C.  311,  p.  318,  per 
Lord  Herschell :  "  But  there  is  no  duty  cast  upon  the  Comptroller  of  registering 
**  every  other  Trade  Mark  that  may  be  applied  for.  On  the  contrary,  whilst  he 
"  is  in  certain  cases  prohibited  from  registering,  a  discretion,  whether  to  register  20 
"  or  not,  appears  to  me  to  be  in  all  other  cases  to  be  plainly  conferred."  It  is 
submitted  that  no  person  ought  to  get  the  monopoly  of  the  word  "  Sol "  for 
photographic  paper. 

MoultoUy  Q.C.,  in  reply. — The  foreign  rights  referred  to  by  Sir  R,  Wef^ter 
have  no  bearing  on  this  subject.    There  is  no  evidence  of  what  will  happen  if  25 
"  Solio  "  is  registered  here.     At  any  rate,  no  Italian  would    think  "  Solio  " 
referred  to  the  sun.     I  did  not  suggest  that  the  Applicants  ought  to  have 
"  Solio  "  because  "  Solanite  "  was  granted.    "  Solex  "  has  been  registered   for 
chemical  substances  in  Class  1 ;  it  is  not  on  the  question  of  paper — ^it  is  on 
photography.    "  Solex  "  is  not  consistent,  and  I  cite  **  Solanite "  on  the  blue  30 
prints  as  showing  that  the  practice  of  the  OflBce  is  not  consistent.    I  wish  to 
show  what  the  practice  is.     Is  it  an  advantage  that  subordinate  rules  should 
grow  up  in  an  office  baaed  on  the  discretion  of  the  officer  ?   The  officer  is  not 
justified  in  refusing  on  grounds  not  referred  to  in  the  Act,  and  the  House  of 
Lords  did  not  so  decide  in  Eno  v.  Dunn,    Lord  Herschell  says,  page  318,  "  Of  35 
"  course  this  discretion  must  be  reasonable  and  not  capriciously  exercised,  but 
"  it  is,  in  my  opinion,  a  reasonable  exercise  of  it  to  refuse  registration  when  it 
"  is  not  clear  that  deception  migh  t  not  result  from  it."  [RlQB  Y,  Z.  J.— The  Registrar 
has  a  discretion  ;  that  is  the  point.]    The  House  were  only  considering  the 
point  of  deception.     [RiGBY,  L,J. — It  appears  to  be  a  general  discretion  given  40 
by  the  Act.]     My  friend  said  the  Applicants  had  no  right  to  registration  ;  the 
better  opinion  is  that  there  must  be  some  ground  for  objection,  or  the  mark 
should  ;be  registered  if  no  ground  of  objection  exists.     [RiGBT,  LJ, — Lord 
Herschell  agrees  with  the  view  that  there  is  no  absolute  right.]    Lord  Halshtiry^ 
page  314,  says  that,  unless,  for  some  of  the  reasons  pointed  out  by  the  Statute,  45 
there  is  an  objection  to  the  registration,  the  Trade  Mark  ought  to  be  registered. 
The  practice  of  the  Office  is  not  in  any  way  regular.    Their  objection  is  to  any- 
thing connected  with  "  Sol "  as  to  photographic  paper ;  now  is  that  pointed  out 
by  the  Act  ?    "  Solio  "  is  an  invented  word,  but  you  are  not  to  use  "  Sol "  in 
inventing  it,  if  it  refers  to  photographic  paper.    On  what  ground  pointed  out  50 
by  the  Act  is  this  objection  raised — ^that  "  Sol "  is  always  to  be  refused  ?    The 
Office  has  laid  down  a  rule  that  the  use  of  **  Sol "  must  refer  to  the  sun,  and 
cannot  be  allowed.    "Soliograph"  is  much  stronger  than  "Solio."    There  are 
pages  and  pages  of  words  beginning  with  "  Sol  "  which  have  nothing  to  do  with 
the  sun  ;  "  Soltype  "  has  nothing  to  do  with  the  sun,  with  a  definite  word  like   55 
"  type,"    I  don't  think  anybody  would  know  what  "  Solio  "  meant,  or  connect 
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it  with  the  sun.  I  cannot  understand  the  ground  of  the  objection — it  restricts 
liberty.  The  Applicants  use  "  Solio  "  because  it  is  suitable.  [RiGBY,  LJ, — 
Then  it  has  some  link  or  reference  to  the  character  or  quality  of  the  goods.] 
The  Legislature  does  not  mean  that  there  is  not  to  be  some  link.  A  word  must 
5  not  be  descriptive  if  it  is  a  real  word,  but  no  one  can  say  "  Solio  "  is  descriptive 
of  the  character  or  quality  ;  mere  appositeness  is  not  sufficient  to  make  it  so. 
"  Mazawattee  "  was  allowed,  though  ''Wattee  "  was  a  garden  'and  "  Maza  "  was 
luscious.  The  mere  presence  of  "  Sol "  in  connection  with  photographic  paper 
is  said  to  be  sufficient  to  give  reference  to  character  or  quality.    I  submit  it  is 

10  not  so.  "  Sunlight  *'  and  representations  of  the  sun  were  refused  because  there 
were  some  existing  on  the  Register  ;  that  is  quite  a  different  reason.  The  con- 
sequence of  this  great  restriction  on  Section  64  of  the  Act  of  1883,  as  amended, 
is  to  drive  Trade  Marks  outside  the  Act.  "  Solio  "  will  be  used  outside  the  Act, 
and  if  there  is  a  practice  which  keeps  a  large  number  of  words  outside  the  Act, 

15  that  is  objectionable,  and  these  sort  of  words  ought  to  be  brought  in.  This 
practice  is  getting  more  in  vogue  every  day,  and  the  consequence  is  that  the 
Trade  Mark  law  has  failed  to  give  protection  to  the  Trade  Marks  of  the  country. 

I  press  the  Court  to  say  that  restricting  the  Act  is  not  the  best  thing.  Anything 
that  will  enlarge  the  scope  of  the  Act  is  the  best  thing.     I  rely  on  "  Solio  "  ; 

20  there  is  no  suggestion  of  anybody  whose  liberty  is  being  infringed  by  the 
Applicants'  right  to  this  word.  It  is  no  doubt  a  nice  word,  and  apposite.  It  is 
very  important  to  a  big  firm  to  have  a  good  word  which  is  apposite,  but 
it  does  not  interfere  with  the  liberty  of  others.  The  Office  should  have  its 
hands  strengthened. 

25  LiNDLBY,  LJ. — I  do  not  think  anything  will  be  gained  by  taking  time  to 
consider  this  case — we  have  had  an  opportunity  of  thinking  over  it  since  it  was 
opened.  It  is  an  appeal  by  The  Eastman  Photographic  Materials  Company 
against  the  decision  of  Mr.  Justice  Kekeivich^  which  was  to  the  effect  that  the 
Comptroller  of  Trade  Marks  had  acted  rightly  in  refusing  to  register  the  Trade 

30  Mark  consisting  of  the  word  "  Solio "  in  connection  with  photographic  paper. 
The  question  turns,  of  course,  upon  the  true  construction  and  the  proper  appli- 
cation of  Section  64,  as  amended,  of  the  Patents  and  Designs  Act  of  1883. 
The  section  is  Section  10  of  the  Patents  Act  of  1888,  and  it  is  a  re-casting  of 
Section  64  of  the  Act  of  1883.     I  will  read  it  as  it  stands  now :— "  For  the 

35  "  purposes  of  this  Act  a  Trade  Mark  must  consist  of  or  contain  at  least  one  of 
'**  the  following  essential  particulars."  Then  come  various  sub-clauses,  which  I 
need  not  refer  to  till  I  come  to  (d)  "  An  invented  word  or  invented  words," 
or  (e)  "  A  word  or  words  having  no  reference  to  the  character  or  quality  of  the 
"  goods,  and  not  being  a  geographical  name."    Upon  the  construction  of  that 

40  section  this  Court  is,  I  consider,  and  I  believe  my  brothers  consider,  committed 
and  bound  by  the  previous  decisions  of  the  Court  itself,  especially  in  the 
"  Somatose  "  case,  Farhenfahriken  vormals  Fried.  Bayer  and  CoJs  Application^ 

II  R.P.C.  84,  which  was  in  1894,  and  the  "  Mazawattee  "  case,  Densham  and 
Son's  Trade  Markj  12  R.P.C.  271,  which  was  in  1895.    The  construction  is  to 

45  this  effect,  that  although  a  word  may  be  a  newly-coined  word,  and  so,  in  one 
sense,  an  invented  word,  still,  if  that  new  coined  word  has  reference  to  the 
character  or  quality  of  the  goods,  it  is  not  such  an  invented  word  as  can  be 
registered  as  a  Trade  Mark.  Mr.  Moulton  has  invited  us  to  say  that  those 
decisions  are  wrong,  and  to  depart  from  them.     It  is  not  competent  to  us  to  do 

50  tjiat.  If  they  are  wrong,  they  may  be  put  right  by  the  House  of  Lords.  I  am 
not  prepared  to  say  they  are  wrong ;  on  the  contrary,  I  think  they  are  right. 
However^- there  they  are.  If  that  is  so,  what  we  have  to  consider  is  whether 
this  word  "  Solio,"  first  of  all,  is  an  invented  word  ;  and,  secondly,  whether  it 
has  reference  to  the  character  or  quality  of  the  goods,  the  goods  being  photo- 

55  graphic  paper.  As  to  its  being  an  invented  word,  I  agree  with  Mr.  Moulton 
that  it  is  a  new  eoined  word.    Nobody  even  heard  of  it  before,  and,  in  that 

2  K 
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flense,  it  is  an  invented  word ;  bat  that  will  not  do  if  our  decisions  are  right,  as 
I  take  them  to  be,  in  the  "  Somatose  "  case  and  in  the  "  Mazawattee  *'  case* 
Granted  that  it  is  a  newly-coined  word,  can  we  say  that  it  has  no  reference  to 
the  character  or  quality  of  the  goods  ?  When  you  come  to  that,  it  is  rather 
strong  to  say  that  such  a  word  as  ^^  Solio  *'  has  no  reference  to  the  character  or  5 
quality  of  photographic  paper.  It  is  only  another  name,  and  would  suggest  to 
anybody  that  it  is  another  name  for  "  Sun  "  paper — ^paper  in  connection  with 
photography,  paper  prepared  and  intended  to  be  sensitive  to  light.  It  would 
occur  to  anybody,  and  it  is  by  reason  of  the  fact  that  that  would  occur  to 
anybody  that  it  is  a  good  catch- word,  and  that  it  is,  to  use  Mr.  Moulton^s  phrase,  lO 
a  good  apposite  word.  I  cannot  go  the  length  of  saying  it  has  no  reference  to 
the  character  of  the  goods,  and,  therefore,  it  appears  to  me  the  decision  of 
Mr.  Justice  Kekewich  must  be  affirmed. 

I  do  not  propose  to  go  into  tJbe  other  points  which  have  been  raised.    I  do 
not  thiuk  Mr.  Moulton  is  right  when  he  says  that  this  is  an  arbitrary  restriction  15 
added  by  the  Office.    I  do  not  think  it  is  so  at  all.    I  think,  so  far  as  I  can 
understand,  the  Registrar  has  endeavoured  to  give  effect  to  the  principle  "of 
construction,  and  the  gloss,  if  you  like  to  call  it  so,  put  by  the  Courts  on  the 
language  of  the  Act  of  Parliament.    I  see  nothing  approaching  an  Office  restric- 
tion which  is  in  any  way  objectionable,  or  anything  more  than  the  outcome  of  JiO 
an  honest  endeavour  to  carry  out  the  Act  of  Parliament  as  interpreted  by  the 
Courts.    I  say  nothing  at  all  about  the  discretion  of  the  Registrar.    I  do  not 
think  this  case  renders  it  necessary  to  go  into  that  matter  at  all.    I  decide  the 
case  simply  on  the  ground  that  I  cannot  say  this  word  has  no  reference  to  the 
character  or  quality  of  the  goods,  and  I  am  bound  by  the  previous  decisions  of  25 
this  Court  in  the  "  Somatose  "  case  and  the  "  Mazawattee  "  case,  which  I  do  not 
propose  to  review  in  any  way. 

Lopes,  LJ. — I,  too,  think  that  the  judgment  of  Mr.  Justice  Kekewich  must 
be  upheld.  The  important  section  with  which  we  have  to  deal  is  Section  10  of 
the  Act  of  1888,  and  it  now  says,  "  For  the  purposes  of  this  Act,  a  Trade  Maiic  80 
"  must  consist  of,  or  contain,  at  least  one  of  the  following  essential  particulars.*' 
Then  there  is  (d)  "  An  invented  word  or  invented  words  "  ;  or  (e)  **  A  word,  or 
"  words,  having  no  reference  to  the  character  or  quality  of  the  goods,  and  not 
"  being  a  geographical  name."  Now,  these  Sub-sections  (d)  and  (e)  have  already, 
been  construed  by  the  Court,  and  it  has  been  held  it  is  not  enough  that  the  word  "85 
sought  to  be  registered  should  be  a  new  coined  word,  but  it  has  also  been  held 
that  it  must  have  no  reference  to  the  character  or  quality  of  the  goods.  The 
word  with  which  we  have  to  deal  here  is  the  word  "  Solio,"  and  it  is  sought  to 
apply  that  word  to  goods  contained  in  Class  39.  In  that  class  we  find  paper,  and 
the  word  "  Solio  "  is  intended  by  the  Applicants  to  be  applied  to  photographic  10 
paper.  Now,  with  regard  to  whether  or  not  "  Solio  "  is  not  a  new  invented  or 
new  coined  word,  I  agree  with  Mr.  Moulton  that  it  is  a  new  coined  word,  bnt» 
having  regard  to  our  previous  decisions  in  this  matter,  that  is  not  enough.  The 
word  must  also  have  no  reference  to  the  character  or  quality  of  the  goods. 
Now,  has  it  any  reference  to  the  character  or  quality  of  the  goods  ?  I  am  oft  45 
opinion  that  it  has.  What  are  the  goods  to  which  the  Applicants  seek  to  apply 
it  ?  They  seek  to  apply  it  to  photographic  paper.  What  is  the  character 
or  quality  of  the  photographic  paper  ?  It  is  a  paper  which  is  sensitive  to,  and 
is  acted  upon  by,  the  light  of  the  sun.  In  those  circumstances,  I  am  unable  to 
come  to  the  conclusion  that  the  use  of  that  word,  as  applied  to  that  particular  IK) 
kind  of  goods,  has  not  a  reference  to  the  character  and  quality  of  those  goods, 
and,  that  being  so,  the  decision  of  Mr.  Justice  Kekewich  is  right,  and  this  sippMl 
must  be  dismissed. 

RiGBY,  LJ. — I  am  of  the  same  opinion,    Mr.  Moulton  argued,  and,  if  it  had 
been  res  integra^  the  argument  was  a  very  plausible  one,  that,  on  the  tftie  '%b 
construction  of  the  Act  of  18815,  as  modified  by  the  Act  of  1888,  Su1>«eotioii8  Cd) 
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and  (e)  must  be  treated  entirely  as  independent,  and  that  yon  onght  to  read  them 
in  this  way,  **  Any  invented  word  may  be  a  Trade  Mark  "  ;  but,  if  the  word  is 
not  invented,  then,  and  then  only,  it  has  to  be  dealt  with  with  reference  to 
Sub-section  (e).    In  that  case  only,  the  word  not  being  invented,  you  must  see 

5  that  it  has  no  reference  to  the  character  or  quality  of  the  goods.  In  my  judgment, 
that  construction  of  the  Act  is  entirely  excluded  by  the  cases  already  referred 
to,  of  which  the  **  Somatose  "  case  is  probably  of  greater  importance.  I  consider 
that  it  is  there  laid  down,  and  we  ought  loyally  to  accept  the  conclusion,  that 
yon  cannot  treat  an  invented  word  independently  of  the  question  whether  it  has 

10  or  has  not  reference  to  the  character  or  quality  of  the  goods.  Whether  that 
conclusion  is  arrived  at  by  treating  the  two  Sub-sections  (e)  and  (d)  as  having  to 
be  read  together,  or  whether  the  conclusion  is  arrived  at  by  considering 
Sub-section  {$)  as  throwing  a  kind  of  reflected  light  on  Sub-section  {d),  though  not 
in  any  way  incorporated  with  it,  appears  to  me  immaterial.    The  conclusion  is 

15  that  you  cannot  treat  an  invented  word  independently  of  the  question  of 
reference  to  the  character  or  quality.  Following  that,  I  have  only  got  to  consider 
whether  this  particular  word  is  independent  of  reference  to  the  character 
or  quality.  I  will  assume  it  to  be  an  invented  word  ;  I  think  it  has  been  shown 
that  the  word  never  existed  in  English  use  before,  though  no  doubt  there  is  a 

20  word  of  the  kind  in  Italian  with  quite  a  different  meaning  to  that  which  has 
any  connection  with  the  sxm  ;  but,  assuming  it  to  be  an  invented  word,  which 
is  the  best  assumption  for  the  Appellants,  I  ask  myself,  is  it  independent  of 
reference  to  the  character  of  the  goods  ?  It  seems  to  me  that  the  moment  you 
have  to  admit — and  Mr.  Moulton  not  only  admitted,  but  insisted  upon  the 

25  fact — that  this  is  an  apposite  or  appropriate  word,  that  that  question  must  be 
answered  in  the  negative  ;  for  what  appositeness  or  appropriateness  can  there 
be  in  any  collection  of  syllables  unless  they  are  to  be  understood  as  having  some 
reference  to  the  character  or  quality  of  the  goods  to  which  they  are  applied. 
I  cannot  see  it,  and  I  think  there  is  in  the  present  case  according  to  the  ordinary 

30  acceptation — I  do  not  mean  according  to  the  understanding  of  people  who  never 
heanl  a  word  of  Latin,  or  never  heard  (there  may  be  such  people)  of  ^'  Sol  ^'  in 
connection  with  the  sun — ^but  in  the  general  understanding  of  ordinary  English 
people,  directly  they  found  they  were  buying  paper  that  was  fitted  for,  and, 
indeed,  intended  for,  photographic  printing,  they  would  see  how  very  apposite 

35  and  how  very  appropriate  the  word  **  Solio "  was  to  it,  because  it  contains 

practically  the  same  suggestion  as  if  it  had  been  called  ^'  Sun  *'  paper.    Being  of 

that  opinion,  I,  of  course,  agree  with  my  brothers  in  saying  that  the  appeal 

ought  to  be  dismissed. 

LiNDLBT,  £.t7. — ^The  appeal  will  be  dismissed,  with  costs,  in  the  ordinary 

40  way. 


496  REPORTS  OF  PATENT,  DESIGN,        [June  9, 1897. 


Wood  V.  Raphael. 


In  the  Court  op  Appeal. 

Before  LORDS  JUSTICES  Lindlby,  Lopes,  and  Rigby.— May  7th  and  8th,  1897, 

Wood  v.  Raphael. 

Patent. — Action  for   infringement    of  two  patents. — Gomhination  of  old 
materials  for   old  purposes. — Subject-matter. — Anticipation. — Invalidity    of  5. 
patents. 

The  action  was  for  infringement  of  two  patents  for  improvements  in  pince- 
nez  double  eyeglasses.      The  Defendant  denied  infrinffement^  and  alleged  tliat 
the  patents  ivere  invalid  on  various  grounds^  including  want  of  novelty  and 
subject-matter^  and  anticipation  by  prior  Specijications  and  2irior  u^r.     Tlie  10 
Plaintiff  claimed  that   his  invention  was   a  c(mibination  of  a  rigid  bridge^  ' 
pivoted  placquets,  and  spring  arms. 

Held,  by  tiie  Court  of  Appeal  {affirming  the  Judge  at  the  trial),  that  the  com- 
bination was  not  sitch  a  novel  invention  as  could  form  t?ie  subject-matter  of 
a  patent,  and  that  the  invention,  if  any,  was  anticipated.  15 

On  the  19th  of  March  1890,  a  patent  (No.  4280  of  1890)  was  granted  to 
J.  J,  Wood  for  **  Improvements  in  or  connected  with  pince-nez  or  double 
"  eyeglasses." 

The  Complete  Specification,  amended  on  the  14th  of  April  1894,  stated  as 
follows  :— **  This  invention  has  reference  to  pince-nez  or  double  eyeglasses,  ef  20 
"  opootaoloo,  and  the  chief  object  amongst  otboro  of  my  invention  is  to  provide 
*^  glasses  which  shall  be  best  for  the  eyesight,  and  at  the  same  time  shall  be 
*^  easy  fitting  and  comfortable  to  users. 

^^  There  are  practically  two  kinds  of    pince-nez  or  double   eyeglasses,  ^> 
'^  opootaoloo,  namely,  those  which  have  a  bridge  so  connecting  the  two  glasses  25 
"  that  the  relative  positions  of  the  foci — i.e.  centres-— of  the  two  glasses  are 
*^  constant  and  provided  with  means  of  different  kinds  for  gripping  the  nose  of 
"  the  wearer,  and  those  having  a  spring  or  adjustable  bridge  wherein  the  relative 
"  positions  of  the  foci — i.e.  centres — of  the  glasses  are  variable,  and  change 
^<  according  to  the  shape  and  size  of  the  user's  nose,  and  which  spring  causes  30 
'^  the  pince-nez  or  opootoolo  to  grip  the  nose,  with  or  without  additional  or 
*^  secondary  gripping  devices.    Of  these  the  kind  I  employ  by  profoponoo  is  that 
**  in  which  the  relative  positions  of  the  fe^  centres  of  the  two  glasses  is  constant 
"  or  practically  constant  when  applied  to  the  nose  of  the  wearer  (I  use  this  type 
*^  because  it  is  best  for  the  eyesight),  Is  and  in  connection  with  the  frame  of  35 
^'  the  glasses,  and  to  a  suitable  part  thereof,  I  fix  a  gripping  device  consisting 
^*  of  spring  retained  hinged  or  movable  gripping  bearers,  the  hinge  or  movable 
^'  support  being  susceptible  of  movement  laterally,  and  the  gripping  bearers 
^  being  adapted  to  have  oscillatory  movement  about  the  point  of  their  spring 
**  retained  support.     The  supporting  or  retaining  spring  or  springs  may  be    40 
'^  attached  to  the  glass  frames  or  the  bridge  bar,  and  may  be  of  any  suitable 
"kind 
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"Having  now   particularly  described  and  ascertained  the  nature  of  this 
"  invention  and  in  what  manner  the  same  is  to  be  performed,  I  declare  that 
"  what  I  claim  is  : — 
"1.  The  improvements  substantially  as  herein  set  forth  in  or  connected 
5  "  with  pince-nez  or  double  eyeglasses,  and  othop  opootaolos. 

"2.  A  pince-nez  or  double  eyeglassoo,  or  other  opootaoloo,  wherein  the 
"  relative  positions  of  the  foci — i.e.  centres — of  the  glasses  are  constant  or 
"  fixed,  and  the — i.e.  hinged — ^gripping  bearers  are  adapted  to  be  moved  or 
"  adjusted  laterally  and  pressed  onto  the  wearer's  nose  by  springs  ;  substantially 

10  "as  set  forth,  aloo  the  partioular  arrangomont  or  oonotruotion  of  tho  hinged 
"  gripping  boaroro  and  opringo  ohown  in  and  doooribod  withroforonoo  to  tbo 
**  drawingo/* 

On  the  22nd  of  April  1893,  a  patent  (No.  8124  of  1893)  was  granted  to  the 
said  J.  J.  Wood  for  "Improvements    in    or    connected  with    pince-nez    or 

15  **  double  eyeglasses.'' 

The  Complete  Specification,  so  far  as  material,  stated  as  follows: — "Thi^ 
"  invention  has  reference  to  pince-nez  or  double  eye-glasses  in  which  the 
'*  centres  of  the  glasses  are  so  fixed  that  once  a  wearer  or  user  of  such  glasses 
'*  has  obtained  a  pair  with  centres  corresponding  with  the  centres  of  his  eyes, 

20  "  that  is,  with  the  distance  apart  thereof,  his  eyes  will  be  always  coincident 
"  with  the  centres  of  the  glasses,  and  will  always  look  through  the  centres  of 
"  them,  no  matter  what  part  of  the  nose  they  are  fixed  upon.  The  chief 
"  objects  of  my  invention  are  to  provide  devices  for  gripping  the  nose,  which 
"  shall  effectually  support  the  eye-glasses  or  pince-nez  thereon,  that  is  support 

25  "  it  firmly,  and  at  the  same  time  comfortably  ;  and  also,  at  the  same  time,  to 
"  provide  suitable  elasticity  in  the  gripping  bearer  supports,  combined  with 
"  strength,  so  that  they  will  withstand  considerable  rough  usage.  A  further 
"  object  is  to  so  construct  or  arrange  the  parts  of  the  glass  or  frame  that  they 
"  may  be  slid  into  and  drawn  out  of  a  case,  or  the  pocket,  easily,  and  without 

30  "  being  so  liable  to  catch  in  the  pocket  or  case,  and  become  strained  or 
**  broken. 

"According  to  this  invention,  I  combine  with  eye-glasses  having  a  rigid 
"  or  firm  bridge  and  fixed  centres,  arms  mounted  at  one  end  upon  a  hinge 
"  or  joint  each  having  a  spring  in  connection  with  it,  adapted  to  normally 

35  «  press  the  arms  towards  the  nose  ;  and  at  the  other  end,  gripping  bearers 
"  which  are  hinged  by  a  pivot  or  equivalent  loose  joint  or  carrying  support 
"  through  which  said  bearers  may  move  or  swivel  about  on  said  arms  ;  or, 
"  one  only  of  said  gripping  bearers  may  be  loose  upon  its  joint  and  free  to 
"  swivel  thereon,  the  other  being  fixed,  after  being  fitted  or  adjusted  to  the 

40  *♦  wearer's  nose. 

"The  said  springs  may  be  of  coiled  form,  and  enclosed  within  a  case  or 
"  box,  or  sides,  and  hidden,  or  of  other  suitable  form ;  whilst  the  arms  are 
"  rigid,  or  possess  little  elasticity  and  great  resistance  against  permanent 
"  bending. 

45  «*To  regulate  the  amount  of  movement  of  the  holding  on  device  I  may 
"  provide  stops  on  the  frame  near  the  gripping  bearer  end  of  the  arms,  which 
"  may  have  heads  on  or  so  formed  or  constructed  that  the  arms  cannot  be 
"  pulled  away  from  the  glasses  or  frame.  Or,  stops  may  be  provided  on  or 
"  in  connection  with  the  hinged  joint  or  hinges  on   which  the  arms  are 

SO  «  supported. 

"To  render  the  glasses  or  pince-nez  capable  of  being  easily  slipped  into 
"  the  pocket  or  case,  or  drawn  out  therefrom,  and  without  being  so  liable  to 
"  catch  and  become  strained,  I  provide  a  duplex  frame  about  where  the 
"holding  devices  come  so  that  it  forms  a  protecting  shield.    Or,  a  gqard 

55  **  bar  or  device  may  be  provided  outside  or  about  same  producing  the  same 
"effect 
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^^  Having  now  particularly  described  and  ascertained  the  nature  of  this 
<^  invention  and  in  what  manner  the  same  is  to  be  performed,  I  declare  that 
"  what  I  claim  is  : — 1.  The  herein  described  improvement  in  or  connected  with 
**  pince-nez  or  double  eye-glasses,  consisting  of  the  combination  with  pince-nea 
**  or  double  eye-glasses  the  centres  of  the  glasses  of  which  are  fixed,  of  rigid  5 
^^  arms  d  hinged  on  the  frames  or  glasses  thereof,  gripping  bearers  (or  one 
^^  gripping  bearer)  e  having  oscillatory  movement  upon  same,  and  springs  by 
'*  which  said  arms  are  pressed  outwards  and  the  gripping  bearers  onto  the  nose 
'*  of  the  wearer ;  operating  substantially  as  and  for  t^de  purposes  set  forth. 
'^  2.  The  double  eye-glasses  or  pince-nez  having  its  parts  constructed,  combined,  10 
*'  and  adapted  to  operate  particularly  as  set  forth  with  reference  to  and  shewn 
*<  in  Figures  1  and  2  of  the  drawings,  for  the  purposes  specified.  3.  The  herein 
"  described  improvement  in  or  connected  with  pince-nez  or  double  eye-glasBee, 
^  consisting  of  the  combination  with  pince-nez  or  double  eye-glasses  the 
**  centres  of  the  glasses  of  which  are  fixed,  of  spring  arms  d  fixed  on  said  frames .  |5 
"  or  glasses  therof ,  gripping  bearers  (or  one  gripping  bearer)  e  having  oscillatory 
**  movement  upon  same,  and  shield  or  protecting  bars  a*  (or  a*  and  a*) ;  sut>- 
"  stantially  as  set  forth  with  reference  to  and  shewn  in  Figures  3,  4  and  5  of 
**  the  drawings." 

The  said  J.  J,  Wood^  the  Patentee,  on  the  18th  of  December  1895,  commenced  ^ 
the  present  action  against  Joseph  Raphael  to  restrain  him  from  infringing  the 
two  patents  hereinbefore  stated,  and  a  third  patent.  No.  7888  of  1891,  claiming 
the  usual  relief. 

The  breaches  complained  of  were  that  the  Defendant  had  infringed  the 
patents  of  1890  and  1893  by  making,  using,  or  selling  pince-nez  or  double  eye-  25 
glasses  constructed  according  to,  or  in  a  manner  only  colourably  differing 
from,  the  invention  described  in  the  said  two  patents ;  and,  in  particular,  of 
a  sale  to  E.  R.  Royston  on  the  10th  of  December  1895.  The  Defence  was 
that  there  was  no  infringement,  and  that  the  patent  was  invsdid  and  of  no 
effect.  .  aO 

The  Particulars  of  Objections  were  as  follows : — As  to  patent  No.  4280  of 
1890,  (1)  the  alleged  invention  was  not  new ;  (2)  was  not  proper  subject-matter 
in  view  of  the  state  of  public  knowledge  at  the  date  of  the  patent,  and  the 
particulars  set  out  in  paragraph  4 ;  (3)  the  Specification  was  insufficient ;  (4) 
the  alleged  invention  was  published  by  (a)  the  manufacture  and  sale  by  the  35 
Defendant,  in  1889  and  each  subsequent  year,  at  his  place  of  business  in  Oxford 
Street,  of  pince-nez  double  eyeglasses  with  movable  placquets,  being  the  same, 
or  substantially  the  same,  as  the  Plaintiff's  pince-nez  double  eyeglasses ;  (b)  by 
the  manufacture  and  sale  by  O.  Culver^  in  1889,  and  O.  Spiller^  in  188o,  and 
each  subsequent  year,  respectively,  of  similar  double  eyeglasses  ;  (c)  by  the  40  \ 

manufacture  and  sale  by  Curry  and  Paxtortj  in  1886  and  in  each  subsequent  <| 

year,  of  similar  eyeglasses ;  (d)  by  R.  Arche^^'s  Specification,  No.  1568  of  1889,  » 

the  whole  Specification  and  drawing  relied  on  ;  {e)  W.  F.  Stanley*8  Specifica- 
tion, No.  20,493  of  1889,  the  whole  Specification  and  drawings  relied  on  ;  (/)  by 
the  German  Specification  of  E.  Leasing  of  14th  August  1878,  No.  4382,  the  m 
whole  Specification  and  drawings  relied  on  ;  (g)  by  the  U.8.A.  Specification 
of   W.  Barber,  No.  211,688  of  1879,  the  whole  Specification  and  drawings 
relied  on  ;  (h)  by  Bitzer's  U.S.A.  patent  of  28th  June  1886,  No.  344,618  ;  (t) 
by  W.  Freeman's  U.S.A.  Specification  of  2nd  February  1886,  No.  535,277,  the 
whole  Specification  and  drawings  relied  on ;  (J)  by  J.  BorscVs  U.S.A.  Speci-  SO 
fication  of  3rd  September  1889,  No.  410,233,  the  whole  Specification  and 
drawings  relied  on.    As  to  patent  No.  8124  of  1893,  the  Objections  Nob.  1 
and  2  were  similar  to  Nos.  1  and  2  to  the  other  patent ;  No.  3  included  (a\  (6), 
(p\  (<*)i  («)»  (/)>  (^)>  W>  (0>  and  (J)y  nnder  the  headings  (*),  (0»  (^)>  Wi  Wt 
(p)>  ifh  (?\  C0>  (^)>  and  (y)  ;  and  added  {q)  by  the  Plaintiff^s  Specification,  iS 
No.  42»)  of  1890. 

The  action  was  tried  before  Romer,  J.,  on  the  24th  and  25th  Noven^ber  1896, 
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and  the  Plaintiff,  whilst  denying  anticipation,  also  contended  that  the  combina- 
tion of  a  rigid  bridge,  pivoted  placquets,  and  spring  arms,  produced  a  new  and 
Qsefnl  result,  and  showed  an  invention  which  was  sufficient  subject-matter  for 
a  patent.    After  hearing  the  evidence  and  Counsel  for  the  Plaintiff,  Bomer,  J., 

5  did  not  call  upon  Counsel  for  the  Defendant,  but  held  that  the  evidence  showed 
that  all  the  features  of  the  Plaintiff^s  alleged  invention  were  old,  and  all  that 
the  Plaintiff  had  done  was  to  add  to  a  well-known  article  a  well-known  addition 
for  an  old  and  well-known  purpose,  there  being  no  invention  required  in 
making  the  addition,  and  that  such  a  combination  was  not  subject-matter.    He 

10  therefore  held  the  patents  to  be  invalid  (see  Report  13  R.P.C.  730). 
The  Plaintiff  appealed. 

Moultorij  Q.C.,  and  O.  E.  E.  Jenkins  (instructed  by  Wynnes  Holmes^  and 
Wynne)  for  the  Appellant. — ^The  novelty  claimed  by  the  Appellant  is  the  com- 
bination of  three  things — a  rigid  bridge,  pivoted  placquets,  and  spring  arms. 
2^  The  three  things  together  produce  a  new  and  useful  result,  for  whilst  the  rigid 
bridge  maintains  the  relative  position  of  the  foci  of  the  two  glasses,  the  pince- 
nez  is  kept  in  its  place  by  means  of  the  pivoted  placquets  and  spring  arms, 
independently  of  the  bridge  and  with  a  uniform  and  gently  distributed  pressure, 
producing  a  high  degree  of  comfort  to  the  wearer.    The  Appellant  has,  for  the 

20  first  time,  put  the  three  things  together,  and  there  is  a  combined  result,  which 
is  one  not  merely  of  degree,  but  one  which  depends  for  its  actual  existence  on  the 
combination  itself.  The  question  is  whether  there  is  just  enough  invention  to 
support  a  patent.  As  to  this,  the  evidence  of  utility  is  material.  This  is  shown 
by  the  large  sale.    Until  the  Appellant  put  this  combination  on  the  market,  no 

25  one  had,  as  yet,  perceived  its  obviousness.  Romer^  J.,  seems  to  have  relied  on 
Borsches  n.S.A.  Specification  as  constituting  anticipation,  but  it  does  not  appear 
that  BorscKs  article  was  ever  used.  It,  moreover,  was  only  applicable  to  an 
elastic  bridge.  [Lindlby,  L.J. — ^No  ;  you  cannot  tie  him  down  to  an  elastic 
bridge.    RiGBY,  L,J. — I  say  the  same.] 

30  T.  Terrelly  Q.C.,  and  Ooodeve  (instructed  by  B.  Baphaet)  for  the  Respondent, 
were  not  called  upon. 

LiKDLEY,  LJ, — It  is  difficult,  almost  impossible,  to  express  in  apposite 
language  what  exactly  constitutes  a  sufficient  invention  to  justify  the  Court  in 
upholding  a  patent.    We  all  know  how  difficult  the  problem  is,  and  we  all  have 

35  to  solve  it  as  best  we  can.  This  is,  to  my  mind,  a  case  on  the  wrong  side  of  the 
line.  Having  regard  to  the  objects  in  view,  and  having  regard  to  the  known 
methods  of  obtaining  the  objects,  I  do  not  think  we  can  say  that  Mr.  Wood  has 
exhibited  such  an  amount  of  invention  as  to  waiTant  a  monopoly  for  it.  That 
is  really  what  it  comes  to.    What  does  he  do  ?    Being  an  optician  he  knows  the 

40  importance  of  having  eyeglasses,  whether  they  are  spectacles  or  whether  they 
are  not,  in  which  the  centres  of  the  glasses  should  correspond  with  the  pupil  of 
the  eye.  He  knows  you  cannot  get  that  easily,  if  at  all,  if  you  have  bridges  to 
your  glasses  which  are  not  rigid.  With  spectacles  there  is  no  difficulty,  but 
when  people  desire  not  to  have  spectacles,  but  to  have  these  pince-nez,  the  next 

45  question  is.  having  got  that,  to  find  the  best  mode  of  keeping  on  a  pince-nez  of 
that  kind,  with  a  rigid  bridge  and  double  glasses.  Now  what  was  kndwn  ? 
What  were  the  methods  of  keeping  glasses  on  the  nose  which  were  perfectly 
well  known  ?  It  was  perfectly  well  known  that  you  could  do  it  by  means  of 
what  are  called  placquets.  mounted  on  springs  and  hinged.    That  was  as  old  as 

50  the  hills.  All  that  Mr.  Wood  did  was  this — ^he  said,  of  all  the  methods  that  I 
know  of  for  keeping  on  my  rigid  bridge  glasses,  a  combination  of  spring  and 
placquet  with  a  hinge  is  the  best.  So  ^  as  invention  goes — so  far  as  that  idea 
goes — ^the  thing  unquestionably  was  incorporated  in  and  published  by  Borsch, 
There  is  nothing  in  that  so  far.    Whether  Mr.  Wood  could  have  maintained  a 

55  patent  for  a  small  improvement  oi  Borsch,  I  do  not  know  ;  but,  after  Borsch's 
Specification,  to  say  that  there  could  be  a  patert  for  the  combination  of  a  rigid 
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bridge  with  springs  carrying  a  plaequet  which  was  hinged,  appears  to  me  to  be  . 
going  a  great  deal  too  far. 

When  we  look  at  Spiller*s  evidence  and  the  evidence  of  Hyatt  (13  R.P.C. 
733-4),  it  appears  to  me  impossible  to  say  that  there  was  such  an  amount  of 
ingenuity  and  invention  as  to  justify  a  patent  for  this  very  small  improvement  5 
if,  as  in  Mr.  Wood's  case,  he  is  endeavouring  to  obtain  a  patent,  not  for  his 
small  improvement,  but  for  the  combination. 

I  think  Mr.  Justice  Romer's  judgment  was  excellent  on  all  points,  and  I  quite 
agree  with  it. 

Lopes,  LJ. — I  also  quite  agree.  10 

The  desire  is  to  obtain  a  patent  for  a  combination,  and  the  question  is 
whether  in  that  combination  there  is  the  exercise  of  sufficient  inventive  faculty 
to  support  this  patent.  In  my  opinion,  having  regard  to  the  state  of  knowledge 
at  the  date  of  the  patent,  and  especially  to  Borsch's  Specification,  and  having 
regard  also  to  the  evidence  that  was  given  with  reganl  to  what  an  ordinary  15 
workman  would  do,  I  come  to  the  conclusion  that  there  was  not  sufficient 
exercise  of  inventive  faculty  to  entitle  Mr.  Wood  to  the  patent  that  he  desires. 
I  think  the  appeal  ought,  therefore,  to  be  dismissed. 

RiGBY,  L,J. — I  am  of  the  same  opinion.     The  desirability  of  getting  the 
centre  of  the  glasses  at  a  constant  distance  apart  had  been  fully  recognised  long  20 
before  the  Plaintiff's  patent.     A  rigid  bridge  ensured  that,  and  ensured  it  at  the 
cost  of  a  great  deal  of  disadvantage  in  other  respects,  no  doubt,  because,  no 
doubt,  first  of  all,  a  rigid  bridge  is  an  inconvenient  thing  to  deal  with.    You 
cannot  fold  it  up,  and  you  cannot  get  it  into  a  neat  or  portable  form.     But,  still, 
the  advantage  is  so  great  that  many  people  prefer  to  have  a  rigid  bridge  instead  25 
of  one  that  will  fold  up  or  will  act  as  a  spring.    Then  everyone  was  aiming  at 
the  same  object ;  to  fasten  the  pince-nez  on  the  nose  was  as  easy  as  possible,  and 
for  this  purpose  placquets,  sometimes  not  mounted  on  springs,  and  at  other 
times  mounted  on  springs,  sometimes  revolving  on  a  pivot  in  or  near  the  centre, 
and  sometimes  not  so  revolving,  had  been  used  in  a  great  number  of  forms.  30 
To  go  no  further  than  the  Specification  of  Borsch^  I  find  him  using  there,  for 
the  purpose  of  holding  it  on  the  nose,  and,  according  to  my  construction  of  the 
patent,  in  combination  with  a  rigid  bridge,  placquets  mounted  on  springs  and 
revolving  round  the  pivot  at  or  near  their  centres.     Now,  I  quite  agree  that  the. 
exact  invention  of  Borsch  is  not  taken  ;  the  design  is  not  exactly  the  same  ;  in  35 
fact,  to  arrive  at  the  same  thing  produced  by  the  Plaintiff,  you  would  have  to 
cut  off  a  piece  of  Borsch's  patent.    To  my  eye,  if  that  be  of  the  slightest 
importance,  you  would  not  very  much  improve  it  by  so  doing  ;  and,  so  far  as  I 
can  see,  you  would  get,  by  the  simpler  method  of  having  one.  plaequet  on  each 
side  of  the  nose,  as  great  an  advantage  as  Borsch  got  by  having  two  such  40 
placquets — spring-mounted  revolving  placquets — on  each  side  of  the  nose.    I  am 
not  at  all  satisfied,  and  I  do  not  see  anything  to  lead  me  to  the  conclusion  that 
Borsch's  pince-nez  would  not  do  very  well  for  that  purpose.    It  looks  ugly,  and 
is  not  so  neat  as  the  Plaintiff's,  but  it  appears  to  me  there  is  in  that,  at  any  rate, 
a  sufficient  anticipation  of  the  principle  which  is  relied  upon  by  the  Plaintiff —  45 
the  combination  of  the  rigid  bridge  with  the  placquets  mounted  on  springs,  and 
turning  round  a  pivot  upon  a  centre.     It  is  not  the  first  Figure  of  Borsch's  that 
I  rely  on  so  much  as  No.  7,  I  think  it  is. 

LiNDLBY,  LJ, — Then  the  appeal  will  be  dismissed,  with  costs. 
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In  the  Court  of  Session  in  Scotland. 

Before  Lord  Low  (Ordinary). 

October  19fch  and  November  20th,  1894  ;  November  3rd,  1896  ;  January  IGth, 
17th,  and  30th,  and  February  20th,  1897. 

5  John  White  v.  Bertrams,  Ld. 

Patent — Infringement. — Action  for  interdict — Defence  that  Patentee  was 
not  tlhe  first  and  true  inventor. — Alleged  anticipation. — Construction  of  Sped- 
ficatiofh 

In  1882y  B.  obtained  provisional  protection  for  an  invention  to  cause  the 

10  diaphragm  in  a  pulp  strainer^  used  in  paper-making^  to  pulsate — that  iSy 
to  move  up  and  down — by  forcing  under  it  jets  of  steam  or  compressed 
air.  He  explained  that  thd^ufit  for  pulpj  of  which  tlie  diaphragm  formed 
part^  might  be  stationary^  But  it  was  by  preference  7nounted  on  trunnions 
at   tlw   endSy  and  it  had  a  rocking  motion  imparted    to  it  by  a  rotating 

15  eccentric  or  in  any  otJier  convenient  way^  the  purpose  Sf  the  rocking  action 
beUig  to  wash  off  fibrous  matters  from  the  pulp  before  it  was  drawn  off  through 
a  strainer  mi  to  the  diaphragm,  B.'s  invention  was  purchased  by  a  firm  of 
founders,  but  never  used.  On  the  7th  of  October  1891^  W,  obtained  a  patent  for 
improvements  in  apparatus  for  strainitig  paper  pulp.      The  effect  of  these 

20  improvements  was  to  cause  the  vat  in  which  the  pulp  was  placed  to  oscillate 
at  the  same  time  that  the  diaphragm^  or  lower  bottom  of  tJie  vat,  pulsated,  and 
without  tearing  the  diaphragm  or  the  strips  of  rubber  by  which  it  was  fixed  to 
the  sides  of  the  vat.  This  he  did  by  carrying  down  tfie  ends  of  the  vat  so  as  to 
place  them  on  trunnions  on  which  the  vat  oscillated,  the  trunnions  being  so 

25  placed  that  the  centre  of  oscillation  coincided  with  the  centre  of  the  rotating  shaft 
moving  the  diaphragm.  On  the  7th  of  March  1894,  G.  obtained  a  patent  for 
an  invention  relating  to  improvements  in  pulp  strainers  of  paper-making 
machines.  The  object  aimed  at  was  to  wash  the  fibrous  matter  off  the  strainer 
plates  by  a  combined  oscillation  of  the  vat  with  a  raising  of  the  diaphragm  or 

30  of  the  vat  C.  claimed  that  the  raising  and  lowering  in  the  case  of  his  machine 
was  merely  a  tilt,  which  was  effected  by  means  of  a  crank-pin  in  a  disc  on  the  end 
of  a  worm  spindle,  which  crank-pin  worked  in  a  slot  in  the  lower  end  of  an 
adjustable  connecting-rod.  C.  claimed  that  this  intermittent  tilt,  as  distinguished 
from  the  continiums  raising  and  lowering  in  the  case  of  W.'s  7nachine,  was  an 

35  improvement  upon  all  existing  machines,  W.  raised  an  action  to  interdict  C. 
frotn  making,  sellifig,  and  using  his  mxichines^  on  the  ground  that  it  was  sub- 
stantially the  same  as  the  Oomplainer's  patent  machine.  G.  defended,  on  the 
ground  that  his  inachine  was  distinct  from  the  Gomplainer's^  afidevenijfit  were 
the  samej  that  the  Gomplainer^s  invention  having  been  anticijKtted  by  -B.>  VJho 

2  S 
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had  disclosed  the  idea  of  oscillation  combined  with  pulsation^  no  action  could 
lie. 

Heldy  by  the  LORD  Ordinary,  (2)  that  there  had  been  no  anticipation  of  W. 
by  J5.,  because  B.y  while  disclosing  the  advantage  of  oscillation  combined  with 
pulsation^  ifiv&nted  nothing  whereby  the  rocking  motion  of  the  vat  and  the  5 
motion  of  the  diaphragm  could  be  reconciled ;  and  (2)  that  G.  infringed  W, 
by  adopting  W's  expedient  for  moving  tJie  vat  without  tearing  the  diaphragm 
in  order  to  produce  an  intermittent  tilt,  combined  unth  a  rocking  motion  of  the 
vaty  which  in  pulp-straining  liad  the  sams  efficacy  as  continuous  pulsation 
combined  with  rocking  motion  of  the  vat  10 

The  questions,  in  this  case  related  to  pnlp-straining  apparatus  used  in  the 
manufacture  of  paper.  The  evidence  showed  that  there  had  been  various  pulp 
strainers  in  use  by  different  manufacturers.  Up  to  the  date  of  the  inventiouB 
in  question,  the  most  commonly  used  strainer  was  the  flat-plate  strainer,  with 
a  pulsating  disc  or  diaphragm.  This  strainer  consisted  of  a  narrow  rectangular  15 
vat  or  trough,  furnished  with  what  is  best  described  as  a  double  bottom.  The 
uppermost  bottom  was  made  of  brass  plates,  having  fine  slits  across  them  ;  and 
the  second  or  pulsating  bottom,  at  some  little  distance  below  the  other,  was 
fixed  to  the  sides  by  strips  of  rubber,  so  as  both  to  allow  play  for  the  pulsation 
of  the  diaphragm  and  easy  movement  up  and  down  inside  the  vat,  which  20 
movement  was  effected  by  means  of  a  rod  fixed  to  the  underside  and 
connecting  with  small  throw-cranks  on  a  rotating  shaft.  This  movement  of 
the  diaphragm  caused  a  partial  vacuum,  and  sucked  the  clean  pulp  through 
the  slits  of  the  strainer  or  upper  bottom.  The  defect  of  these  plate-strainers 
was  that  the  slits  were  apt  to  get  choked  with  fibrous  matter,  which  ultimately  2^ 
reached  the  web  and  blemished  the  paper.  Several  devices  had  been  tried  at 
various  times  to  prevent  the  fibrous  matter  getting  through  the  slits,  such  as 
scrapers,  which  were  used  periodically  to  clean  the  plate,  but  which  were 
found  to  block  the  slits  at  the  same  time,  and  jets  of  water,  which  were 
periodically  turned  on  the  plate  to  wash  it  And  the  slits.  No  sufficiently  30 
efficacious  device,  however,  had  been  hit  upon  up  to  the  time  when  the  Pursuer 
lodged  his  Specifi^tions. 

On  the  7th  of  October  1891,  a  patent  (No.  17,022  of  1891)  was  granted  to  John 
White,  for    "Improvements  in  apparatus  for  straining  paper  pulp."      The 
invention  related  to  the  class  of  pulp-straining  apparatus  in  which  the  said  flat  35 
plates,  ordinarily  fixed  in  a  horizontal  position,  are  employed,  and  consisted  in 
imparting  an  oscillating  or  rocking  motion  to. the  vat  or  vessel  in  which  the 
straining  operation  is  effected,  and   in  constructive  arrangements  connected 
therewith.    The  leading  idea  of  Whitens  improvement  may  be  described  as  the 
rocking  of  the  vat,  so  that  the  pulp  being  kept  awash,  fibrous  matter  should  be  40 
carried  off  into  side  channels,  instead  of  being  allowed  to  descend   into  and 
choke  the  slits,  and  ultimately  find  its  way  into  the  texture  of  the  paper.     It 
was  necessary  to  cause  oscillation,  without  destroying  the  pulsating  movement    ~ 
of  the  diaphragm  ;  for,  if  the  vat  were  rocked  and  the  diaphragm  worked  up 
and  down,  the  tension  on  the  rubber  strips  would  become  too  great,  and  the  45 
diaphragm  would  be  torn  from  the  sides  of  the  vat.     How  White  ovei*came  this 
difficulty,  by  means  of  downward  end  extensions  of  the  vat,  is  described  in  his 
Specification  infra,  but  may  be  summarised  thus  : — The  extensions  were  fixed 
to  journals  or  trunnions,  upon  which  the  vat  oscillated.     The  trunnions  were 
placed  in  such  a  position  that  the  centre  of  oscillation  coincided  with  the  centre  .50 
of   the  rotating  shaft  which   oscillated  the  diaphragm,  and  the  rod   which 
connected  the  diaphragm  with  the  rotating  shaft  was  thus  kept  always  in  the 
same  position  relatively  to  the  yat,  so  that  the  rockjng  of  the  vat  did.  not  twist 
the  diaphragm  or  tear  the  rubber.     . 

In   March    1894,  David    Noble  JBertrayn   also    obtained   provisional    pro-  55 
tection  for  an  invention  for  "  Improvements  in  pulp  strainers*f or  paper-making,^ 
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the  object  of  which  invention  was  chiefly  to  wash  off  the  fibres  or  refase 
from  the  strainer  plates^  and  prevent  its  being  carried  back  over  the  strainer 
plates.  By  arrangement  with  the  said  David  Noble  Bertram^  BertramSy 
Ld,y  pnt  into  the  market  a  strainer  for  pulp,  called  "D.  N.  Bertram's 
5  ^*  Patent  Simplex  Strainer/'  embracing  the  improvements  protected  as  afore- 
said. 

In  September  1894,  White  brought  an  action  of  suspension  and  interdict 
against  Bertrams^  Ld.^  seeking  to  have  them  interdicted  from  infringing  the 
Letters  Patent  of  the  30th  of  July  1892,  No.  17,022,  "  by  making,  vending, 

10  '*  exercising,  or  using,  in  whole  or  in  part,  the  invention  or  apparatus 
"  for  straining  paper  pulp,"  or  "  by  making,  vending,  exercising,  or  using 
*'  mechanism  or  apparatus  made,  constructed,  or  applied  in  the  manner 
**  described  in  the  said  Letters  Patent  and  Specification,  or  in  manner 
*^  substantially    the    same ;    and,    in    particular,    without    prejudice    to    the 

15  *'  foresaid  generality,  to  interdict,  prohibit,  and  discharge  the  Respondents 
^  from  making,  using,  or  vending  the  apparatus  made  and  advertised  for 
*^  sale  by  them  under  the  name  of  '  D.N.  Bertram's  Patent  Simplex  Strainer,' 
'*  with  improved  automatic  plate- washing  movement  and  other  improvements." 
Bertrams^  Ld.^  lodged  answers,  and,  on  the  9th  of  October  1894,  the  Lord 

21)  Ordinary  heard  the  parties,  and  passed  the  note,  without  caution,  and,  in  respect 

that  the  Respondents  (Bertrams^  Ld.)  offered  to  keep  an  account  of  all  strainers 

or  parts  thereof  manufactured  and  sold   by  them  under  the  said  name  or 

description,  refused  interim  interdict. 

The  case  then  passed  from  the  Bill  Chamber  into  the  Court  of  Session,  and, 

25  on  the  20th  of  November  1894,  the  Lord  Ordinary  closed  the  Record  and 
allowed  the  parties  a  proof  of  their  respective  averments.  The  Complainer 
( White)j  however,  found  it  necessary  to  abandon  the  action  as  brought.  His 
reason  for  doing  so  was  the  claim  in  his  Specification  for  "an  apparatus  im- 
^  parting  an  oscillating  or  rocking  motion  to  the  vat."    He  believed  that  this  was  a 

30  novelty.  But,  after  his  first  action  was  brought,  he  discovered  that,  under  Brodie'ft 
Specification,  after  mentioned,  the  idea  of  an  oscillating  vat  was  not  a  novelty. 
He  therefore  applied  to  the  Comptroller-General  of  Patents  for  leave  to  amenfl 
his  Specification  to  the  effect  of  claiming  only  the  method  of  imparting  an 
oscillating  motion  to  the  vat  in  a  fiat^plate  strainer,  under  Section  18  of  the 

ii5  Statute  of  1883.  Certain  amendments  were  allowed  by  the  Comptroller  (29<h 
of  May  1896)  and  duly  advertised. 

The  Complete  Specification  of  White,  as  amended  on  the  29th  of  May  1896, 
was  as  follows  : — "  This  invention  relates  to  the  class  of  pulp-straining  apparatus 
'•  in  whiqh  flat  plates  ordinarily  fixed  in  a  horizontal  position  are  employed  ; 

40  '^  and  it  consists  in  imparting  an  oscillating  or  rocking  motion  to  the  vat  or 
"  vessel  in  which  the  straining  operation  is  effected,  and  in  constructive 
"  arrangements  connected  therewith  whereby  the  action  is  improved  and 
*^  various  practical  advantages  are  obtained. 

'•  And  in  order  that  my  said  invention  and  the  manner  of  performing  the 

45  "  same  may  be  properly  understood  I  hereunto  append  two  sheets  of  explana- 
*'  tory  drawings  to  be  hereinafter  referred  to  in  particularly  describing  my 
**  improvements. 

"  Figure,  1,  on  Sheet,  1,  of  the  drawings  is  a  plan,  and  Figures,  2,  and,  3,  are 
*'  sectional  side  and  end  elevations  of  one  modification  of  my  improved  pulp 

50  **  strainers  ;  and  Figures,  4,  5,  and  6,  on  Sheet,  2,  are  trAusverse  vertical  sections 
**'  of  other  modifications  of  the  upper  part  of  the  apparatus. 

*^  In  these  drawings  the  same  reference  numerals  are  used  to  mark  the  same 
"  or  like  parts  wherever  they  are  repeated. 

"  In  carrying  ont  my  invention  the  strainer  vat,  7,  is  supported  by  journals, 

55  "  8,  9,  fixed  in  downward  end  extensions,  10, 11,  fixed  to  the  vat,  these  journals 
''  renting   in  bearings^  12,  13,  on  a  fixed  bedframe,  14.     The  vat,  7,  is  made 

2  S  2 
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*'  to  oscillate  or  rock  by  means  of  a  connecting  rod,  15,  jointed  to  it  and  to  a 
'*  slowly  rotating  crank  pin,  16 ;  or  the  motion  might  be  derived  from  an 
"  eccentric  or  from  a  cam  which  last  can  be  shaped  to  give  whatever  particular 
"  motion  may  be  found  best  in  practice. 

'^  Beneath  the  strainer  plates,  17,  (which  are  not  shown  in  Figure,  1,)  id    5 
'^  the  vat,  7,  a  pulsating  diaphragm,  18,  is  arranged  in  a  usual  manner,  and 
^'  is  made  to  reciprocate  by   means  of  rods,  19,  fixed  to  them  and  jointed 
"  upon  small-throw  cranks,  20,  on  a  rotating  shaft,  21,  situated  directly  below 
"  the  vat  and  in  line  with  or  parallel  to  the  axis  on  which  the  vat  rocks. 
"  The  shaft,  21,  is  carried  in  bearings,  2^  on  the  bedframe,  14,  and  has  on    10 
"  it  a  pulley,  23,  for  a  driving  belt.    The  diaphragms  are  borne  up  by  adjustable 
'*  springs,  24,  resting  on  cross  bars,  25,  fixed  to  the  vat,  7.    For  giving  the 
^'  rocking  motion  to  the  vat,  a  separate  shaft,  26,  is  provided,  in  bearings,  27, 
"  and  having  on  it  a  pulley,  28,  for  a  driving  belt.    The  shaft,  26,  by  a  pinion, 
"  29,  and  spurwheel,  30,  drives  a  second-motion  shaft,  31,  the  crank  pin,  16,  for  15 
"  giving  the  rocking  motion  being  on  the  spurwheel,  30.    The  strained  pulp 
"  passes  from  the  space  below  the  strainer  plates,  17,  in  the  vat,  7,  down  one,  11, 
*'*'  of  the  end  parts  which  is  made  hollow,  and  through  a  hollow  trunnion,  32, 
**  which  is  concentric  with  the  axis  on  which  the  vat  rocks,  and  which  extends 
^^  through  a  stuf&ng  box  into  a  box,  33,  having  an  overflow  outlet,  34,  the  20 
''*'  bottom  of  which  is  adjustable  so   as  to  maintain  the  desired  head  of  pulp 
'^  in  the  strainer  vat,  7.    The  strainer  vat,  7,  is  made  with  channels,  35,  along 
*'  each  side  (or  it  might  be,  a  single  channel  along  one  side)  of  the  strainer 
"  plates,  17,  and  when  the  pulp  contains  fibres  which  refuse  to  go  through  the 
"  strainer  plates,  such  fibres  accumulate  in  the  channels,  35,  from  which  they  25 
"  may  be  removed  from  time  to  time.  Or,  as  shown  in  Figure,  4,  each  channel,  35, 
"  may  be  provided  with  one  or  more  valve  outlets,  36,  through  which  the  refusing 
^*  fibres  pass  out  in  small  quantities  at  a  time  into  stationary  gutters,  37.    The 
"  valve  outlets,  36,  are  closed  by  weighted  plungers,  38,  fitted  to  work  in  guides 
"  fixed  to  the  vat,  and  connected  by  chains,  39,  passing  over  pulleys,  40,  to  30 
"  hooks,  41,  fixed  to  a  bracket  or  arm  secured  to  the  stationary  part  of  the 
"  machine.    As  each  side  of  the  vat  descends  with  the  rocking  motion  the 
"  chain,  39,  on  that  side  tightens,  and  draws  the  plunger,  38,  up  out  of  the 
"  valve  outlet,  36,  so  as  to  let  some  pulp  escape  from  the  channel.    The  duration 
"  of  opening  may  be  adjusted  by  lengthening  or  shortening  the  chains,  39  ;  and  35 
"  the  chains  may  be  unhooked  whenever  it  is  considered  undesirable  to  allow 
"  any  pulp  to  escape  from  the  channels,  35.    Tha  strainer  vat,  7,  may  be  fitted 
''  with  a  single  strainer  plate,  17,  and  with  a  single  pulsating  diaphragm,  18,  as 
'  in  the  modifications  shown  in  Figures  1,  to  4,  or  it  may  be  fitted  with  two 
"  strainer  plates,  17,  and  two  pulsating  diaphragms,  18,  as  shown  in  Figures  .*>,  40 
"  and  6,  the  two  strainer  plates,  17,  being  either  level  with  each  other  as  shown 
"  in  Figure  5,  or  slightly  inclined  to  each  other  as  shown  in  Figure  6.    The  two 
"  pulsating  diaphragms,  18,  may  be  worked  by  means  of  crossheads,  42,  to  which 
"  the  connecting  rods,  19,  are  fixed.     The  oscillating  or  rocking  motion  of  the 
"  strainer  vat,  7,  causes  the  pulp  to  wash  across  the  strainer  plates,  17,  and  the  45 
"  wash  removes  fibres  or  materials  which  will  not  go  through  the  strainer 
**  plates,  taking  them  into  the  side  channels,  35,  whence  they  may  pass  off 
"  through  the  valve  outlets,  36. 

"  Having  now  particularly  described  and  ascertained  the  nature  of  my  said 
'*  invention  and  in  what  manner  the  same  is  to  be  performed,  I  declare  that  50 
"  what  I  claim  is  : — 1.  In  pulp  straining  apparatus  of  the  type  in  which  the 
^'  nsual  pulsating  diaphragm  under  the  strainer  plates  is  operated  from  a 
'<  rotating  shaft  below,  imparting  an  oscillating  or  rocking  motion  to  the 
**  vat  or  vessel  in  which  the  straining  operation  is  effected,  substantially  in 
**  the  manner  hereinbefore  described.  2.  Forming  the  strainer  vat  with  a  55 
"  channel  (35)  at  one  or  at  each  side  and  providing  one  or  more  periodically 
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"  opened  valve  outlets  in  connection  with  such  channel  substantially  as  and  for 
"  the  purposes  hereinbefore  described." 
Fig.  3  of  the  drawings  was  as  follows  : — 


FtC.3. 


Having  secured  the  an^endment  of  his  Specification,  White  brought  a  fresh 

5  action  against  BertramSj  Ld.^  in  August  1896,  containing  practically  the  same 

conclusions,  and  making  the  same  statements,  but  adding  that  '^  D.  N.  Bertram's 

'*  Patent  Simplex  Strainer  "  was  substantially  the  same  as  the  Gomplainer's 

protected  strainer. 

The  Respondents  Bertrams,  Ld,,  explained,  in  defence,  that  on  the  7th  of 

10  March  1894,  Z).  N.  Bertram  obtained  provisional  protection  under  the  Patents, 
<fcc.  Acts  for  an  invention  relating  to  "  Improvements  in  pulp  strainers  of  paper- 
^'  making  and  the  like  machines."  The  Complete  Specification  was  accepted  on 
the  12th  of  January  1895,  and  Letters  Patent  (No.  4771  of  1894)  were  granted 
to  him. 

15  Bertram^B  Complete  Specification,  so  far  as  ma^rial  to  this  Report,  was  as 
follows  : — "  This  invention  relates  to  improvements  in  pulp  strainers  of  paper 
"  making  machines  and  has  for  its  object  the  construction  of  a  strainer  which 
"  will  overcome  the  objections  hitherto  attached,  more  or  less  to  the  various 
'^  classes  of  strainers  at  present  in  use,  that  is  to  say,  that  in  accordance  with 

20  ^'  my  said  invention  no  hanks,  knots  or  unboiled  fibres  will  remain  on  the 
^*  surface  of  the  plates,  nor  come  in  contact  with  the  strainer  plates,  after  they 
"  have  been  separated  from  the  clean  pulp. 

"The  revolving  strainer  and  other  strainers  having  an  oscillating  motion, 
"  hitherto  used,  cause  the  pulp  around  them,  arid  on  their  surface,  to  be  kept 

25  'Mn  a  state  of  agitation  and  in  contact  with  the  plate  surfaces,  and  thus  permit 
"  of  the  liability  of  the  deleterious  matter  being  sucked  through  the  strainer 
**  plates  and  passed  on  to  the  wire  of  paper  making  machines. 

"  This  invention  has  also  for  its  object  to  provide  means  whereby  the  refuse 
^^  matter  is  washed  off  the  face  of  the  strainer  plates  and  is  prevented  from 

30  '^  again  coming  in  contact  with  the  face  of  the  said  plates  as  is  the  case  with 
"  strainers  having  an  oscillating  motion  imparted  to  them. 

"  In  accordance  with  my  said  invention  the  pulp  flows  into  a  cast  iron  vat  in 
"  which  is  fitted,  as  usaal,  the  strainer  plates  ;  the  said  plates  being  preferably 
**  formed  with  their  slits  running  parallel  to  the  apex  of  the  plates  but  at  an 

35  "  angle  to  the  flow  of  the  pulp  therefrom. 
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"  The  vat  with  the  said  strainer  is  arranged  to  work  either  level  or  at  an 
"  angle,  which  angle  can  be  arranged  more  or  less  as  desired  so  as  to  correspond 
'*  to  the  quantity  of  water  used  in  the  pulp,  and  to  other  circumstances  which 
"  affect  the  flow  of  the  pulp  over  the  face  of  the  said  strainer  plates. 

"  To  effectually  wash  any  refuse  matter  off  the  face  of  the  strainer,  plates  5 
"  which  may  catch  on  the  slits  thereof,  I  impart  an  intermittent  motion  to  the 
"  vat,  which  motion  lowers  one  side  of  the  vat  so  as  to  cause  a  wash  into  the 
"  refuse  channel,  the  said  motion  returning  the  vat  to  the  position  from  which 
"  it  started. 

"  But  in  order  that  my  said  invention  may  be  more  readily  understood  and  10 
'*  easily  carried  into  effect  I  will  proceed  to  describe  the  same  with  reference  to 
"  the  accompanying  drawings  : — 

"  Figure  1  is  a  back  elevation.  Figure  2  a  plan,  Figure  3  is  an  end  elevation 
"  and  Figure  4  a  front  elevation  of  a  pulp  strainer  constructed  in  accordance 
"  with  my  said  invention.  15 

"  Referring  to  the  said  drawings,  I  employ  a  cast-iron  or  other  vat  A  in 
"  which  the  plates  B  are  fixed  and  which  is  carried  by  a  bracket  C  at  either 
'*  end,  the  lower  ends  of  which  are  mounted  on  circular  bushes  and  pins  D  so 
"  that  it  will  move  freely,  the  centre  of  the  bushes  and  pins  D  being  exactly 
"  that  of  the  shaft  E  which  actuates  the  diaphragm,  so  that  whatever  position  20 
"  the  vat  A  may  take,  the  diaphragm  remains  in  the  same  relative  position  to 
"  the  plates  B  and  shaft  E.  The  strainer  plates  B  are  formed  with  their  slits  b 
"  running  lengthwise  of  the  plates  and  arranged  in  angular  rows  as  shown  in 
"  Figure  2  so  as  to  give  a  more  effective  strainer  or  the  slits  may  be  formed 
"  in  an  equivalent  manner.  25 

"  To  the  said  vat  A  are  connected  two  rods  G,  H,  the  rod  G  being  actuated  by 
'*  the  crank  pin  J,  In  the  box  K  there  is  an  arrangement  of  two  sets  of  worm 
"  and  worm  wheels  k  driven  -by  belt  and  pullies  k^  from  the  shaft  E  so  as  to 
"  reduce  the  speed  of  the  crank  disc  J  to  the  necessary  number  of  revolutions 
"  required  for  causing  an  intermittent  raising  and  lowering  of  the  vat  A,  30 
'^  plates  B  and  diaphragm. 

**  The  crank  pin  J  in  the  disc  as  it  approaches  the  perpendicular  line,  comes 
"  in  contact  with  the  connecting  rod  G,  and  tilts  the  vat  A  up  at  the  back, 
^'  thus  lowering  the  front,  and  causing  a  wash  of  pulp  over  the  plates  B  the 
"  one  way  only,  thereby  dislodging  any  refuse  matter  which  may  have  settled  35 
"  on  the  plates  B  into  the  channel  L,  from  which  the  refuse  matter  is 
"  allowed  to  flow  to  auxiliary  through  a  regulating  flat  valve  and  pipe 
^'  fixed  to  front  of  vat  A,  the  pipe  discharging  it  into  a  square  box  or  other 
"  vessel. 

"  When  the  vat  A  is  lowered  at  the  front  it  is  brought  back  to  its  normal  40 
"  position  by  the  connecting  rod  H  and  spiral  spring  H*,  which  is  compressed 
"  as  the  back  of  the  vat  A  is  raised,  by  the  connecting  rod  G,  thus  when  the 
"  crank  pin  J  passes  over  the  top  centre  and  begins  to  descend,  the  connecting 
"  rod  G  is  still  in  contact  with  the  crank  pin  J  as  the  compression  of  the  spiral 
'^  spring  H^  thus  begins  to  take  effect,  and  the  vat  A  comes  gradually  back  to  its  45 
"  original  position  without  any  shock,  and  froto  the  point  of  release,  the  con- 
"  necting  rod  G  describes  the  revolution  of  the  crank  pin  J  until  it  comes  again 
"  in  contact  with  the  top  of  the  slot  g  formed  in  the  lower  end  of  the  connecting 
"  rod  G  this  causing  the  raising  motion  again,  and  so  on  repeating  the  former 
"  movements.   In  some  cases  I  may  employ  two  connecting  rods  H  and  springs  50 
"  H^  with  one  raising  or  lifting  rod  G. 

"  The  strainer  can  be  set  to  work  with  the  plates  B  at  any  desired  angle  or 
**  level,  such  being  arranged  by  the  right  and  left  hand  nuts  and  screws  N 
"  formed  on  the  connecting  rods  G  and   H,  and  by  the  use  of  these  nuts 
"  and  screws  more  or  less  incline  can  be  given  to  the  plates  B  while  the  strainer  55 
"  is  at  work. 

"While   I  have  thus  described  in  this  particular  instance  the  movement 
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'*  adopted  in  cansing  the  raising  and  lowering  of  the  vat,  it  can  be  performed 
"  in  varions  ways,  for  instance  by  hanging  the  front  side  of  the  sole  plate 
"  which  carries  the  entire  strainer,  and  at  the  front  side  raising  and  lowering 
"  the  whole  strainer  from  the  sole  plate  by.  cam,  crank  or  other  means. 
5  "  Having  now  particularly  described  and  ascertained  the  nature  of  my  said 
"  invention  and  in  what  manner  the  same  is  to  be  performed  I  declare  that 
"  what  I  claim  is : — 1st.  In  pulp  strainers  for  paper  making  machines,  the 
"  means  whereby  the  back  of  vat  is  intermittently  lifted  and  lowered,  so  as  to 
"  prevent  the  refuse  matter  from  being  carried  back  over  the  strainer  plates,  as 

10  "  described  and  shown.  2nd.  In  pulp  strainers  for  paper  making  machines  in 
"  which  the  vat  A  is  mounted  on  pivots  D,  connecting  the  vat  at  the  back 
"  to  the  top  ends  of  the  adjustable  connecting  rods  G,  H  ;  the  rod  G  being 
"  driven  through  the  medium  of  the  crank  pin  J  and  slot  g^  and  the  other  rod 
"  or  rods  H  provided  with  a  spiral  spring  H^,  whereby  the  back  of  the  vat  is 

15  "  intermittently  lifted  and  lowered,  as  described  and  shown.  3rd.  In  pulp 
^'  strainers  for  paper  making  machines,  the  right  and  left  hand  screws  and 
"  nuts  N,  whereby  a  greater  or  lesser  lifting  and  lowering  of  the  vat  may  be 
"  effected,  as  described  and  shown." 

The    following    is   a    reproduction   on   a  reduced   scale   of  Fig.  3  of  the 

20  Drawings : — 


25 


30 


35 


The  Respondents  Bertrams,  Ld.,  denied  that  the  *'  Simplex  Strainer  "  was  in 
any  respect  an  infringement  of  the  patent  founded  on  by  the  Complainer 
White.  White's  alleged  invention  consisted  in  imparting  an  oscillating  or 
rocking  motion  to  the  vat,  and  in  providing  a  channel  at  one  or  at  each  side 
ot  the  vat,  having  periodically  opened  valve  outlets.  The  oscillating  or  rocking 
motion  was  continuous,  and  caused  the  raising  and  lowering  of  the  vat  at  both 
sides,  whereas,  in  the  case  of  "  Bertram's  Simplex  Strainer,"  the  motion  was 
not  continuous,  but  intermittent,  and  one  side  of  the  vat  was  simply  raised  and 
lowered  intermittently,  so  that  the  side  was  never  lowered  below  the  normal 
position  from  which  it  started,  and  the  other  side  was  never  raised  above 
its  original  position.  Further,  White's  inventions  were  disclosed  and  published 
in  the  Provisional  Specification  lodged  hj  Robert  Brodie^oniYiQ  1st  of  December 
1882,  No.  5721,  relating  to  improvements  in  apparatus  for  straining  pulp. 
Under  the  said  Provisional  Specification,  provisional  protection  was  granted  to 
the  said  Robert  Brodie  for  a  pulp  strainer.  The  Provisional  Specification  of 
the  said  Robert  Brodie  described  one  modification  of  his  improved  apparatus, 
as  follows  : — "The  straining  vat  is  of  an  oblong  rectangular  form  in  plan,  and 
"  of  moderate  depth.  The  vat  may  be  stationary,  but  it  is  by  preference 
•*  mounted  on  trunnions,  which  are  at  the  ends,  and  it  has  a  rocking  motion 
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"  imparted  to  it  by  means  of  a  rotating  eccentric,  or  in  any  other  convenient 
"  way."  The  said  Provisional  Specification  further  provided,  as  follows : — 
"  The  rocking  motion  hereinbefore  mentioned  is  for  the  purpose  of  producing 
^' a  washing  action  across  the  top  of  the  strainer  plate  or  plates;  and,  in 
"  addition,  one  of  the  sides  of  the  vat  may  be  arranged  to  open  periodically,  or  5 
"  otherwise,  to  discharge  portions  of  the  pulp  which  will  not  go  easily  through 
"  the  strainer  plates.  The  strainer  plate  may  be  arranged  to  rock  within  a 
"  stationary  vat,  instead  of  the  vat  itself  rocking."  A  copy  of  said  Provisional 
Specification  was  produced.  No  Complete  Specification  was  ever  lodged  by  the 
said  Robert  Brodie^  and,  accordingly,  the  provisional  protection  which  had  been  10 
granted  to  him  as  aforesaid  lapsed.  At  and  prior  to  the  date  of  the  Complainer*8 
alleged  patent,  the  invention  described  by  Brodie  in  his  said  Provisional  Speci- 
cation  was  well  known  in  the  trade  and  was  publicly  used. 

The  Respondents,  upon  these  statements,  founded  the  following  pleas : — ^The 
pretended  Letters  Patent  founded  on  by  the  Gomplainer  are  void  in  law  and    15 
invalid  in  respect — (a)  that  the  Complete  Specification  is  disconform  to  the 
Provisional  Specification,  and  insufficient ;  (b)  that  the  said  Specification    is 
insufficient  in  respect  that  the  claims  made  by  the  Complainer,  and  the  descrip- 
tion of  the  alleged  inventions,  are  vague  and  ambiguous ;  (c)'that  the  alleged 
inventions  described  in  the  Specification  of  the  Letters  Patent  were  not  new   20 
but  were  publicly  known  at  the  date  of  the  said  Letters  Patent,  and  ihe 
Complainer  is  not  the  first  and  true  inventor  thereof  ;    (d)  that  the  Letters 
Patent  and  Specification  do  not  sufficiently  distinguish  between  what  is  old  or 
what  was  in  use  or  known  at  and  prior  to  the  date  thereof,  and  what  was  new 
or  claimed  to  be  new  in  the  said  Letters  Patent  and  Specification ;  and  (e)  that  25 
the  alleged  inventions  do  not  constitute  subject-matter  of  a  grant  of  Letters 
Patent  within  the  meaning  of  the  Patents,  &c.  Acts.    There  is  no  ingenuity  or 
invention  displayed  in  the  alleged  inventions. 

On  the  iird  of  November  189(>,  the  LORD  ORDINARY  closed  the  record  in  this 
new  action,  and  allowed  the  parties  a  proof,  which  was  led  on  the  19th  and  20th   30 
of  January  1897.    For  the  Complainer,  there  were  examined — ^the  Complainer 
himself  ;    Wallace  FairweatheVy    F.C.I.P.A.,  consulting    engineer,  Olasgow ; 
J,  H.  Annandale^  paper    maker,  Polton,    Midlothian  ;    Robert   Brodie  (the 
Patentee),  manager  at  present  to  Bertram  and  Sofis,  ironfounders  ;  Alexander 
Morton,  mechanical  engineer.  Glasgow  ;  George  Benttey,  of  Benttey  and  Jack^  35 
son,  engineers,  Bury  ;  and  William  Bertram,  director  of  Jamee  Bertram  and 
Sons,  Ld,,  who  deposed  that  of  White's  machines  they  had  sold  214  since  1893, 
at  a  price  of  about  25,000/.     For  the   Respondents,  there  were  examined — 
John  Imray,  consulting  engineer  and   patent  agent ;  David  Noble  Bertram^ 
the  inventor  of  the  "  Simplex  Strainer,"  and  acting  director  of  the  Respondents'  40 
firm ;    Richard  Stanfield,  Professor  of  mechanical  engineering  and  applied 
mechanics  in  the    Heriot  Watt  College,  Edinburgh;   John   Wood,  agent  in 
Scotland  for  Charles  Oray  and  Sons,  steel  manufacturers,  Sheffield  ;  David 
Thomson,  of  the  West  End  Engine  Works,  Edinburgh ;  John  Turnbull,  jun^ 
consulting  mechanical  engineer,  Glasgow ;    James  Bir^^ell,  formerly  a  paper  45 
manufacturer ;  and  Garmicfuzel  Young,  a  paper  machineman. 

The  parties  were  heard  on  the  evidence  on  the  30th  of  January  1897. 

The  Solicitor-General  {Dickson,  Q.C.),  Jameson,  and  Burnet  (instructed 
by  Lockhart  Thomson,  S.S.C.)  for  the  Complainer. — As  to  novelty. — ^There 
could  be  no  doubt  about  the  difficulties  that  existed  with  the  old  plate  50 
strainers.  The  unreduced  fibres,  which  always  accompanied  pulp,  were  sucked 
through  the  slits  by  the  pulsations  of  the  diaphragm,  and  formed  hanks  on  the 
lower  edges  of  the  slits,  and  thus  found  their  way  to  the  paper,  which  they 
blemished.  Various  devices  had  been  resorted  to  to  get  over  this  defect  of 
the  plate  strainer,  but  no  one  had  invented  anything  effective  until  the  55 
Complainer,  who  was  thoroughly  conversant  with  paper-making  machinery, 
turned    his  attention  to  it.     The  idea  struck  him  to  provide  a  coinciding 
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oscillating  and  pulsating  movement,  and  what  he  had  to  overcome  was  the 
danger  of  an  upward  and  downward  or  pulsating  motion,  contemporaneous 
with  an  oscillating  motion,  tearing  the  diaphragm.      This  he  did  by  fixing 
downward  end    extensions  on  trunnions,  so  that   the  centre  of  oscillation 
5  coincided  with  the  centre  of  the  rotating  shaft,  which  made  the  diaphragm 
pulsate  or  move.     That  was  a  distinct  novelty.      It  was  said  that  Brodie^s 
Provisional  Specification  anticipated.    But  in  Brodie'a  machine,  the  diaphragm 
was  made  to  pulsate  by  forcing  under  it  jets  of  steam  or  compressed  air. 
Brodie^s  vat  had  no  machinery  under  it  at  all.     Therefore  a  device  such  as 
10  Brodie\  for  causiner  pulsation  by  steam  or  air,  could  not  be  said  to  anticipate 
the  mechanical   contrivance  in  question.      Besides,  if  Brodie's  method   had 
been  applied  to  any  ordinary  plate  strainer,  the  diaphragm  would  have  been 
destroyed.      Probably  that  was  why  the  Respondents'  firm  had  never  used 
it.      But,  in  any  case,  this  was  the  very  difficulty  which  the   Complainer 
15  got  over.      It  was  not  enough  to  realise  the  idea  of  rocking  a   vat  upon 
trunnions.      The  merit  of  the  Cjmplainer's  invention  was  in  showing  how 
that  idea  could  be  carried  out.     It  was  said  by   the  Respondents  that  no 
invention  was    required    in    placing    the    trunnions  and    the  rotating  shaft 
together.    The  answer  to  that  was  that  placing  them  together  had  brought 
20  about  a  result  which  no  one  had  ever  before  attained.    That  it  was  a  simple 
contrivance  did  not  divest  it  of  merit.      The  fact  remained  that  although 
Brodie  hit  upon  the  idea  of  rocking  the  vat,  no  one  had  thought  of  com- 
bining the  rocking  with  the  pulsation.    The  machine  had  been  a  commercial 
success. 
25       As  to  the  alleged  ambiguity  of  the  Specification. — The  objection  was  hyper- 
critical.   If  a  vat  rocks,  it  must  do  so  on  trunnions  placed  directly  underneath 
the  centre  of  the  ends  of  the  vat.    The  rotating  shaft  must  also  be  directly 
below  the  vat,  and  the  Complainer  says  so.    He  says,  further,  it  must  be  on  a 
line  with  the  axis  of  the  trunnions.    No  workman  would  think  of  placing  it 
30  anywhere  else.    The  witness  /mray  admitted  this.    If  "and"  had  been  used 
instead  of  "  or,"  no  objection  could  have  been  stated  on  this  head.    Besides,  the 
Drawings  were  quite  clear. 

As  to  infringement. — ^There  was  here  infringement.    In  the  first  place,  the 

cam  and  the  slot  in  the  shaft  were  mechanical  equivalents.    A  slot  might  cause 

35  a  tilt  instead  of  constant  oscillation,  but  if  a  cam  had  been  substituted  in  the 

Complainer's   machine  for  the  rotating  crank-pin,  the  Complainer's  machine 

would  have  been  made  to  tilt.    Now,  the  Complainer  had  not  limited  his 

invention  to  a  rocking  motion.    He  says  that  instead  of  moving  the  vat  by  a 

rotating  crank-pin, "  the  motion  might  be  derived  from  an  eccentric  or  cam,  which 

40  "  last  can  be  shaped  to  give  whatever  motion  may  be  found  best  in  practice." 

This  passage  covers  intermittent  motion  and  tilt.    But  whether  that  is  so  or  not, 

the  Respondents,  in  making  the  vat  tilt,  could  adopt  some  expedient  to  prevent 

the  diaphragm  from  being  twisted  or  torn.    This  they  did  by  moving  the  vat 

on  trunnions  fixed  to  extensions  of  the  end  of  the  vat,  and  placing  the  rotating 

45  shaft  and  the  pulsating  apparatus  in  the  same  vertical  plane,  and  parallel  to  the 

axis  of  the  trunnions.    Figure  6  of  the  Specification  Drawings  showed  a  vat, 

containing  two  strainers,  each  sloped  from  a  middle  partition  to  the  side. 

When  the  vat  oscillated,  a  tilting  motion  of  each  strainer  took  place,  which 

could  not  be  said  to  be  different  from  that  of  the  Respondents'  tilt. 

50       Ure  and  John  Wilson  (instructed  by  Skene^  Edwards^  and  Qarson,  W.S.)  for 

the  Respondents. — As  to  novelty. — There  was  no  novelty,  because  Brodie  had 

anticipated.    In  Brodie' s  Specification,  the  language  applied  to  the  Complainer's 

invention  almost  in  terms.    Brodie  said  his  vat  might  be  stationary,  but  **  it  is 

'*  by  preference  mounted  on  trunnions,  which  are  at  the  ends,  and  it  has  a 

55  "  rocking  motion  imparted  to  it  by  means  of  an  eccentric,  or  in  any  other 

**  convenient  way."     The  Complainer's  vat  was  to  all  intents  and  purposes 

mounted  on  trunnions  which  were  situated  at  the  ends  by  means  of  what  he 
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called  downward  end  extensions.  The  vat  had  a  rocking  motion  imparted  to 
it.  Brodie  farther  explained  that  the  purpose  of  rocking  the  vat  was  to  produce 
a  washing  action  across  the  top  of  the  strainer  plate.  This  was  precisely  the 
purpose  for  which  an  improvement  was  desired,  and  for  which  the  Compiainer 
sa^s  his  invention  was  intended.  But  the  idea  and  the  apparatus  were  both  5 
disclosed  by  Brodie.  That  the  firm  to  whom  Brodie  sold  did  not  use  his 
invention  did  not  obviate  the  fact  and  effect  of  anticipation.  Brodie  disclosed 
the  idea  of  a  vat  moving  on  trunnions  and  oscillating  the  diaphragm  from 
below.  By  what  means  it  was  pulsated  from  below  was  immaterial.  Those 
disclosures  were  efficacious  if  applied  in  removing  the  defects  in  a  plate  10 
strainer  as  long  ago  as  1882. 

As  to  ambiguity. — No  workman  could  understand  the  language  employed  ; 
t;MtelineB29,30and31,page2of  amended  Specification.*   The  reciprocation  of  the 
diaphragm  was  unintelligible.     Besides,  the  position  of  the  rotating  shaft  could 
not  possibly  be  understood.    The  Specification  says  the  diaphragm  is  made  to  15 
reciprocate  by  means  of  rods  joined  upon  small  throw-cranks  "  on  a  rotating 
**  shaft  situated  directly  below  the  vat,  and  in  line  with  or  parallel  to  the  axis  , 
*'  on  which  the  vat  rocks."    What  does  "  in  a  line  with  or  parallel  to  "  mean  ? 
The  rotating  shaft  must  be  both  parallel  to  and  in  the  same  vertical  line  with 
the  axis  of  the  trunnions  ;  but  it  can  be  either  on  a  line  with  or  parallel  to  that  20 
axis.    This  was  fatal  to  the  Specification.     It  would  not  do  to  say,  read  *'  and  '^ 
for   "or."     An   inventor  stakes  his  p0tent  on  the  language  he  employs  in 
describing  it,  and  as  the  language  here  was  unintelligible,  or,  at  least,  misleading, 
the  Patent  cannot  stand. 

As    to   infringement — There    was    here    really   no    infringement    of   the  25 
Complainer's  patent.     In  the  Oomplainer's  machine  there  was  a  continuous 
moving  up  and  down  on  each  side  upon  the  trunnions,  but,  in  the  Respondents*, 
the  vat  was  made  to  tilt.    The  reason  for  this  was  readily  understood  by  all 
parties.     In  the  Complainer^s  machine,  the  pumping  action  of  the  diaphritgm 
was  not  so  effective  when  the  pulp  was  in  motion  as  when  it  was  at  rest,  and,  30 
secondly,  constant  oscillation  did  not  deposit  fibres  in  the  side  channels,  but 
washed  them  backwards  and  forwards  over  the  plate.    Therefore  the  Respon- 
dents made  the  oscillation  intermittent,  and  the  tilt  threw  the  fibrous  matter 
into  the  side  channels,  where  it  rested.    The  design  of  Respondents,  therefore, 
was  a  different  one  from  that  of  the  Compiainer.    It  was  to  produce  a  tilt  in  35 
the  case  of  the  Respondents'  machine  ;  whereas,  in  the  Complainer's,  it  was 
constant  oscillation.    To  effect  this,  the  Respondents  used  a  slot  in  the  shaft 
actuating  the  vat. 

At  the  close  of  the  argument,  Lord  Low  made  avizandum,  and,  on  the  20th 
of  February,  he  pronounced  an  interlocutor  interdicting  the  Respondents  and  40 
finding  the  Compiainer  entitled  to  expenses. 

Lord  Low. — The  Complainer's  invention  relates  to  a  particular  kind  of  pulp- 
straining  apparatus  used  in  the  manufacture  of  paper.  There  were  various 
kinds  of  pulp  strainers,  but  that  most  commonly  used  was  known  as  the  flat- 
plate  strainer,  with  pulsating  disc  or  diaphragm.  It  was  to  it  alone  that  the  45 
Complainer's  invention  referred.  The  fiat- plate  strainer  consisted  of  a  shallow 
rectangular  vat,  which  was  provided  with  what  may  be  called  a  double  bottom. 
The  uppermost  bottom  consisted  of  brass  plates  having  fine  slits  across  them. 
The  second  bottom,  which  was  some  distance  below  the  slotted  plate  or 
strainer  plate,  consisted  of  a  pulsating  diaphragm.  The  diaphragm  was  not  50 
rigidly  fixed  to  the  vat,  but  was  made  to  adhere  closely  to  the  sides,  by  means 
of  strips  of  flexible  rubber,  so  that  it  could  be  moved  up  and  down  by  means 
of  a  rod  fixed  in  its  underside,  and  communicating  with  small  throw-cranks 
on  a  rotating  shaft.  The  pulp  was  caused  to  flow  into  the  vat,  and  what  seems 
to  be  called  the  clean  pulp — that  is,  pulp  of  an  equal  consistency,  and  not  con-  55 
taining  lumps  of  fibre  or  foreign  matter — found  its  way  through  the  slits  in 
the  strainer  plate,  leaving  the  lumps  and  other  refuse  matter  on  the  surfiaoe. 

•  Ante  p.  604, 1.  6. 
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The  object  of  the  diaphragm  was  to  create  a  pninping  or  snoklsg  action.  When 

the  diaphragm  fell,  it  created  a  partial  vactinm,  and  thereby  Bucked  the  pulp 

throngh  the  slits ;  and,  when  it  rose,  it  to  some  extent  cleared  the  slits  by 

forcing  the  pnlp  upwards.   These  strainers  were  found  to  be  subject  to  a  serious 

5  defect.    The  slits  were  apt  to  be  choked  up  with  fibrous  matter  or  pulp,  not 

sufficiently  reduced  to  enable  it  to  flow  easily  through  them.    Further,  fibrous 

matter  frequently  got  through  the  slits,  but  hung  to  their  lower  sides,  thereby 

'  forming  hanks  which,  if  they  got  into  the  paper-making    machine,  caused 

blemishes  in  the  paper.   Several  devices  were  tried  to  cure  these  defects.  Thus, 

j  10  a  scraper  was  used,  with  the  view  of  periodically  scraping  all  refuse  matter  off 

I  the  strainer  plate.    It  was  found,  however,  that  the  scraper  was  apt  to  block  up 

the  slits  by  forcing  solid  matter  between  them,  and  it  in  no  way  prevented  the 

formation  of  hanks  below  the  plate.    Then,  in  some  cases,  jets  of  water  were 

kept  playing  on  the  strainer  plate,  but  that  also  was  found  not  to  be  efficacious. 

I  15   In  these  circumstances,  it  occurred  to  the  Oomplainer  that,  if  the  vat  was  made 

I  to  oscillate  or  rock  from  side  to  side,  so  that  the  pulp  was  kept  awash,  any  solid 

matter  would  be  carried  off  into  side  channels,  and  the  formation  of  hanks 

upon  the  underside  of  the  strainer  plate  would  be  prevented.    The  difficulty, 

however,  was  to  cause  the  vat  to  oscillate  without  destroying  the  pulsating  dia- 

20  phragm,  because,  of  course,  if  the  vat  was  made  to  rock  from  side  to  side  while 

the  diaphragm  continued  to  be  worked  straight  up  and  down,  the  result  would 

be  to  tear  the  diaphragm  to  a  greater  or  less  extent  from  the  sides  of  the  vat. 

That  was  the  difficulty  which  the  Oomplainer's  invention  overcame,  and  he 

accomplished  it  in  this  way  : — he  first  carried  down  the  ends  of  the  vat,  and 

25  formed  what  are  called  in  the  Specification  "  downward  end  extensions."  These 

extensions  were  fixed  to  journals  or  trunnions,  upon  which  the  vat  oscillated. 

These  trunnions  (and  this  was  the  important  part  of  the  invention)  were 

placed  in  suoh  a  position  that  the  centre  of  oscillation  coincided  with  the  centre 

of  the  rotating  shaft  which  drove  the  diaphragm,  and  the  rod  which  connected 

30  the  diaphragm   with  the  rotating,  shaft  was  thus  kept  always  in  the   same 

position  relatively  to  the  vat,  so  that  the  rocking  of  the  vat  did  not  twist  the 

diaphragm. 

The  first  question  is, — whether  the  invention  was  a  novelty  ?  The  Respondents 

maintain  that  it  was  anticipated  by  a  Provisional  Specification,  which  was  taken 

i\f)  out  by  one  Brodie  in  the  year  1882.    Brodie's  main  object  in  taking  out  his 

Provisional  Specification  was  to  protect  an  invention,  which  he  had  made,  for 

causing  the  diaphragm  in  a  pulp  strainer  to  pulsate,  by  forcing  under  it  jets 

of  steam  or  compressed  air.     The  result  was  that  in  a  pulp  strainer  made 

according  to  this  method,  there  would  be  no  machinery  below  the  vat.    In  the 

40  Specification,  he  said  that  the  vat  might  be  stationary,  but  "  it  is  by  preference 

^'  mounted  on  trunnions,  which  are  at  the  ends,  and  it  has  a  rocking  motion 

**  imparted  to  it  by  means  of  a  rotating  eccentric,  or  in  any  other  convenient 

"  way."     In  another  part  of   his   Specification,  Brodie   explained    that  the 

purpose  of  rocking  the  vat  was  to  produce  a  washing  action  across  the  top  of 

4''>   the  strainer  plate.     It  is  clear,  therefore,  that  Brodie^ s  Specification  disclosed 

the  idea  of  an  oscillating  vat."  Brodie*8  invention  was  purchased  by  the  firm 

by  whom  he  was  employed,  but  they  never  made  any  use  of  it.    Apparently, 

his  idaa  of  making  the  diaphragm  pulsate,  by  means  of  steam  or  compressed 

air,  was  not  found  practically  useful. 

50       When  the  Oomplainer  made  his  invention  in  1891,  and  took  out  a  patent,  he 

did  not  know  of  Brodie^s  Specification,  but  believed  that  an  oscillating  vat  was 

a  novelty.    Accordingly,  what  he  then  claimed   in  his  Specification  was  an 

apparatus  "imparting  an  oscillating  or  rocking  motion  to  the  vat."    Having 

subsequently  become  aware  of  Brodif^s  Specification,  be  saw  that  his  claim  was 

55  too  wide,  and  amended  his  Specification  to  the  effect  of  claiming  only  the 

method  of  imparting  an  oscillating  motion  to  the  val  in  the  particular  kind  of 

straining  apparatus  which  I  have  described. 
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The  first  question  is,— whether  that  invention  was  anticipated  by  Brodie'a 
Specification  ?  I  do  not  think  it  was.  Brodie's  vat  had  not  machinery  under 
it,  and  was  to  be  rocked  upon  trunnions  placed  at  the  ends.  If  that  method  had 
been  applied  to  the  kind  of  strainer  with  which  the  Complainer  dealt,  the  result 
would  have  been  to  wrench  and  destroy  the  diaphragm,  and  what  was  required  5 
was  a  device  whereby  the  rocking  motion  of  the  vat  and  the  motion  of  the 
diaphragm  could  be  reconciled.  Brodie's  Specification  gave  no  hint  how  that 
could  be  accomplished,  and  Brodie  himself  did  not  see  how  it  could  be  done. 
But  it  was  said  that,  given  the  idea  of  rocking  a  vat  upon  trunnions,  there  was 
no  difficulty  in  applying  it  to  the  case  of  the  ordinary  strainer,  whereas  10 
the  diaphragm  is  pulsated  from  below,  and  that,  therefore,  the  Complainer*s 
apparatus  involved  no  exercise  of  the  inventive  faculty.  AH  that  the  Com- 
plainer had  to  do  was  to  place  two  known  parts  of  a  machine,  namely,  the 
trunnions,  upon  which  the  vat  rocked,  and  the  rotating  shaft  in  juxtaposition, 
and  to  do  that,  the  Respondents  argued,  required  no  invention,  but  simply  15 
involved  bringing  down  the  trunnions  to  the  required  distance  below  the  vat. 
The  device,  no  doubt,  appears  to  be  a  very  simple  one  after  it  has  been 
explained,  but  the  same  thing  might  be  said  of  many  very  important  inven- 
tions. One  would  have  thought  that  the  Complainer's  method  would  have 
been  very  readily  seen  by  anyone  whose  business  it  was  to  construot  paper-  20 
making  machines,  but  the  fact  remains  that  although  in  1882  Brodie  hit  upon 
the  idea  of  rocking  the  vat,  and  although  ^  is  admitted  that  by  that  means 
defects  in  the  fixed  vat,  to  remedy  which  various  devices  had  been  tried  in 
vain,  could  be  overcome,  it  was  not  until  1891,  when  the  Complainer  took  out 
his  patent,  that  anyone  saw  how  the  rocking  motion  could  be  combined  with  a  25 
pulsating  motion  operated  from  below  the  vat.  Further,  the  Complainer's 
device  has  proved  to  be  of  practical  utility,  and  his  machine  has  been  a  com- 
mercial success.  In  these  circumstances,  I  am  unable  to  affirm  that  the 
Complainer's  apparatus,  simple  though  it  is,  was  not  an  invention  which  he  was 
entitled  to  have  protected  by  Letters  Pateni  ^       30 

In  the  next  place,  it  was  strongly  pressed  that  the  Complainer's  Specification 
did  not  sufficiently  describe  the  invention.    That  criticism  refers  to  lines  29, 
30,  and  31,  page  2,  of  the  Complainer's  amended  Specification,*  where  he 
describes  the  position  of  the  rotating  shaft  by  which  the  diaphragm  is  moved 
relatively  to  the  trunnions  upon  which  the  vat  rocks.    The  Specification  says  35 
that  the  diaphragm  is  made  to  reciprocate,  by  means  of  rods  jointed  upon 
small  throw-cranks,  "  on  a  rotating  shaft  situated  directly  below  the  vat  and  in 
"  line  with  or  parallel  to  the  axis  on  which  the  vat  rocks."    The  words  founded 
on  were  *'  in  a  line  with  or  parallel  to."    The  argument  was  that  as  admittedly 
the  rotating  shaft  must  be  both  parallel  to  and  in  the  same  vertical  line  40 
with  the  axis  of  the  trunnions,  it  was  incorrect  and  misleading  to  say  that 
it  must  be  either  on  a  line  with  or  parallel  to  that  axis.    Now,  I  do  not 
think  that  the  expressions  "  in  a  line  with  "  and  "  parallel  to  "  were  intended 
to  be  read  as  proper  alternatives,  but  as  different  modes  of  expressing  the  same 
thing.    If  the  word  "and"  had  been  used  instead  of  the  word  "or,"  I  do  not  45 
think  the  objection  could  have  been  stated,  and  the  question  seems  to  me  to  be 
whether  the  Specification,  when  fairly  read,  really  presents  any  ambiguity  ? 
Now,  the  natural  position  of  trunnions  upon  which  a  vat  is  to  rock  is  under 
the  centre  line  of  the  ends  of  the  vat,  and,  as  the  Respondents  point  out, 
the  rotating  shaft  is,  in  practice,  also  put  under  the  centre  of  the  vat.    When,  50 
therefore,  the  Complainer  says  that  the  rotating  shaft. must  be  "directly  below  "    . 
the  vat  and  in  a  line  with  the  axis  of  the  trunnions,  I  do  not  think  that  it 
would  occur  to  a  workman  to  put  it  in  any  other  position  than  in  the  same 
vertical  plane  as  the  axis  of  the  trunnions.    And  that,  indeed,  was  admitted  by 
the  Respondents'  witness  Bertram  in  his  evidence,  and  by  Mr.  Imray^  the  patent  55 
agent,  who  gave  evidence  for  them.    Further,  if  the  workman  had  any  doubt, 
a  glance  at  the  drawings  would  make  the  matter  clear.    I  am,  therefore,  of 

*  Ante  p.  604, 1.  6. 
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opinion    that    the    objection    to    the    sufficiency    of    the  description  in  the 
Specification  is  not  well  founded. 

The  next  question  is, — ^Whether  the  Respondents'  machine  is  an  infringement 
of  the  Oomplainer^B  patent  ?  Bertram  was  of  opinion  that  there  were  two 
5  defects  in  the  machines  made  according  to  the  Complainer's  patent.  In  the 
first  place,  he  thought  that  the  pumping  action  of  the  diaphragm  was  not 
so  effective  when  the  pulp  was  in  motion  as  when  it  was  at  rest.  In  the 
second  place,  it  appeared  to  him  that  if  the  oscillating  motion  of  the  vat 
was  practically  constant,  as  it  was  in  the  machines  which  had  been  made 
10  under  the  Complainer's  patent,  the  fibrous  and  refuse  matter  would  not  always 
be  deposited  at  once  in  the  side  channels,  but  would  be  swept  backwards  and 
forwards  over  the  strainer  plate,  thus  increasing  the  risk  of  the  slits  being 
clogged.  To  cure  these  defects,  he  makes  the  oscillating  motion  intermittent, 
there  being  a  period  of  rest  between  each  movement  of  the  vat.  Then  the  vat, 
15  instead  of  rocking — ^that  is  to  say,  moving  up  and  down  at  each  side  upon 
a  central  axis — is  made  to  tilt,  that  is  to  say,  one  side  is  made  to  fall  below  the 
horizontal,  the  other  side  remaining  always  in  the  same  horizontal  plane.  The 
result  is  that,  at  each  tilt  of  the  vat,  any  refuse  matter  lying  upon  the  strainer 
plate  is  at  once  thrown  into  the  side  channel.  Whether  there  were,*  in  fact,  the 
20  defects  which  I  have  mentioned  in  the  Complainer's  machine  as  made,  and 
whether  the  Respondents*  machine  cures  them,  is  a  point  upon  which  there  is  a 
conflict  of  evidence,  and  upon  which  I  do  not  think  it  is  necessary  to  express 
an  opinion. 

The  first  point  to  which  it  is  important  to  call  attention  is  that,  in  order  to 
25  make  the  vat  tilt  over,  Bertram  had  to  face  the  very  difficulty  which  was  over- 
come by  the  Complainer*s  invention — the  difficulty,  namely,  of  moving  the 
vat  without  tearing  the  diaphragm.   That  difficulty  he  has  overcome  by  simply 
adopting  the  Complainer's  method — that  is  to  say,  by  moving  the  vat  upon 
trunnions  fixed  to  extensions  of  the  end  of  the  vat,  and  by  placing  the  rotating 
30  shaft  of  the  pulsating  apparatus  in  the  same  vertical  plane  and  parallel  to  the 
axis  of  the  trunnions.     But  then  it  is  said  that  the  Respondents'  machine  is 
designed  to  attain  a  different  object  from  that  disclosed  in  the  Complainer's 
Specification — the  object,  namely,  of  tiltiug  instead  of  rocking  the  vat.    Now 
that  might  have  been  important,  if  the  Complainer  had  limited  his  invention 
35  to  imparting  a  rocking  motion,  as  distinguished  from  any  analogous  motion. 
But  he  has  not  done  so.      Although  the  rocking  or  oscillating  motion  is  that 
which  he  favours,  he  says  in  his  Specification  that,  instead  of  moving  the  vat 
by  a  rotating  crank-pin,  "  the  motion  might  be  derived  from  an  eccentric  or 
"  cam,  which  last  can  be  shaped  to  give  whatever  motion  may  be  found  best  in 
10  "  practice."    These  words  seem  to  me  to  be  an  intimation  that  the  Complainer 
does  not  limit  his  invention  to  a  purely  rocking  motion.     Further,  F'gure  6  of 
the  drawings  appended  to  the  Specification  shows  a  vat  which  contains  two  pulp 
strainers  instead  of  one.     There  is  a  partition  running  down  the  middle  of  the 
vat,  and  upon  either  side  of  it  there  is  a  pulp  stminer.    The  plate  of  each 
45  strainer  is   sloped   down   from  the  partition   to   the   side  of  the   vat,  and, 
accordingly,  when  the  vat  is  oscillated,  the  motion  of  each  strainer  is  a  tilting 
motion,  such  as  is  exhibited  in  the  Respondents'  machine. 

It  was  further  contended  that  the  object  of  the  Respondents'  machine  was 
to  impart  an  intermittent  motion  to  the  vat,  which  could  not  be  given  by  the 
50  Complainer's  invention.  Now,  what  produces  the  intermittent  motion  in  the 
Respondents'  machine  is  a  slot  in  the  connecting  shaft,  by  which  the  vat  is  set 
in  motion.  If  the  shaft  of  the  Complainer's  machine  was  made  with  a  slot, 
the  action  of  the  vat  would  be  intermittent.  But  the  same  end  could  be 
accomplished  by  substituting,  in  the  Complainer's  machine,  a  cam  for  the 
5o  rotating  crank-pin.  For  such  a  purpose,  it  is  not  disputed  that  a  cam  and  a 
slot  in  the  shaft  are  mechanical  equivalents.     And,  as  I  have  pointed  out,  the 
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Complainer,  in  his  Specification,  saye  that  a  cam  may  be  used  "  which  may  be 
"  shaped  to  give  whatever  particular  motion  may  be  found  best  in  practice.**  I 
think  these  words  cover  an  intermittent  motion.  I  am  therefore  of  opinion 
that  the  Complainer*s  patent  is  good,  and  that  the  Respondents  have  infringed  it. 


In  the  High  Court  op  J ustiob.— Queen's  Bench  Division.         ^ 

Before  Mr.  Justice  Ridley.— May  13th,  18th,  and  19th,  1897. 
SiDDELEY  V,  The  London  Hygienic  Ice  Company,  Limited. 

Patent — Action    for     infringement — Validity, — Subject  -  matter, — Alleged 
anticipation, — Prior  usei\ — Prim^  publication. 

The  Patentee  of  a  patent  for  ^-^  Improvements  in  and  connected  with  ice  lU 
"  tanks  "  brought  an  actum  for  ififringement  of  his  patent  The  Patentee  had 
six  claims  claiming  substantially  for  a  combination  of  a  number  of  parts. 
The  Defendants  pleadeA  that  the  Plaintlff'^s  alleged  improvements  contmned  no 
invention^  and  were  anticipated  by  prior  Specifications^  prior  usei\  and  prior 
publication,  !•*> 

Held^  that  the  Plaintiff's  invention  tvas  aniicipatedy  and  his  Patent   was 
invalid  for  want  of  subject-matter, 

Cnthe  5th  of  February  1895,  a  patent  (No.  2472  of  1895)  was  granted  to 
John  Siddeley  for  "  Improvements  in  and  connected  with  ice  tanks." 

The  Complete  Specification  (so  far  as  material  for  the- purposes  of  this  report)  2(» 
was  as  follows  : — *'  The  invention  relates  to  tanks,  cells,  and  their  connections 
"  used  in  the  production  of  clear  block  ice,  and  the  main  objects  are  to  increase 
"  the  efficiency  of  the  tigitating  mechanism  ;  to  simplify  and  cheapen  the  con- 
"  struction  of  the  cells  ;  to  allow  of  solid  blocks  of  ice  of  varied  lenprth  being 
"  made  ;  and  to  improve  the  connections  for  regulating  the  flow  of  brine  25 
"  through  the  cells. 

*  Ice  tanks  under  my  invention  are  made  with  a  double  bottom  having 
*'  apertures  between  the  cells  and  with  pistons  or  plungern  for  giving  motion 
'•  to  the  water  in  the  space  beneath  and  between  the  cells  ;  such  pistons  or 
'*  i)lungers  having  valves  or  equivalent  devices  to  allow  of  flow  of  water  past  30 
*'  the  said  pistons  or  plungers  in  increasing  ratio  as  the  JLce  is  formed  on  the 
"  cells,  and  the  water  between  the  eel  lb  becomes  less. 

*'  Cells  under  toy  invention  are  made  in  hollow  lengths  divided  horiaontalJy 
'*  into  compartments  and  are  connected  by  end  pieces  having  vertical  channels 
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"  divided  into  lengths  by  stops.    Division  plates  fit  vertically  over  or  between 
^  projections  from  the  faces  of  the  cells. 

"  Connections  for  brine  to  and  from  the  cells  consist  of  horizontal  tipper  and 
**  lower  pipes  having  branches  opening  into  the  top  and  bottom  divisions  of  the 
5  "  channels  hereinbefore  mentioned.  The  upper  pipe  opens  to  a  threeway  cock 
"  or  valve  by  means  of  which  the  brine  leaving  the  cells  may  be  caused  to  flow 
"  to  another  series  of  cells  or  to  a  tank.  The  lower  pipe  opens  to  a  fiveway 
**  cock  or  valve  by  means  of  which  cold  or  warm  brine  may  be  directed  into  the 
"  cells  or  from  the  cells  to  a  tank. 

10  "Description  op  the  Drawings. 

"  Fig.  1  is  an  end  view ;  Fig.  2  a  transverse  section  ;  Pig.  3  a  longitudinal 
**  section  ;  and  Fig.  4  a  plan,  each,  of  one  of  a  series  of  ice  tanks  constructed 
"  and  fitted  in  accordance  with  my  invention. 

"  a  is  the  ice  tank  constructed  of  timber  with  a  double  bottom  a}  and  double 

15  •*  end  a*.  The  double  bottom  a}  is  supported  by  bearers  a'  resting  on  the  main 
"  bottom  of  the  tank.  The  said  bearers  a}  run  lengthwise  beneath  the  double 
"  bottom  a*  so  as  to  form  a  series  of  channels  a*  leading  into  the  space  a* 
"  between  the  main  frame  of  the  tank  and  the  double  end  a*,  a*  are  openings 
'*  leading  from  the  channels  <x*  into  the  interior  of  the  tank.     6  is  a  plunger 

20  "  fitting  in  the  end  space  a',  and  moved  up  and  down  by  rods  &*.  The  plunger 
"  h  is  fitted  with  two  valves,  one  c  opening  upwards  and  the  other  c^  opening 
"  downwards.  The  extent  to  which  each  valve  can  open  is  regulated  b}' 
**  adjusting  screws  c^,  c*,  carried  by  bows  c*,  c*,  secured  to  the  plunger  &.  The 
"  adjusting  screw  c^  abuts  against  the  stem  of  the  valve  c  whilst  a  rod  from  the 

25  **  screw  c*  passes  through  the  valve  c*  and  is  provided  with  a  head  c*  against 
"  which  the  valve  abuts  when  it  is  open  as  shown  by  the  detail  view  Fig.  5. 
"  As  the  plunger  h  is  moved  to  and  fro,  water  rises  and  falls  through  the 
"  openings  a'  so  as  to  produce  the  agitation  necessary  for  obtaining  clear  ice, 
"  but  in  order  that  the  agitation  may  not  become  too  violent  as  the  spaces 

30  "  between  the  cells  decrease  owing  to  the  formation  of  ice,  the  adjusting  screw  c» 
"  of  the  valve  c  is  turned  from  time  to  time  so  as  to  allow  the  said  valve  to 
**  open  more  and  more  on  the  down  stroke  for  the  passage  of  water  to  the  upper 
"  side  of  the  plunger  h  instead  of  through  the  openings  a^.  On  the  upstroke 
"  the  water  flows  back  through  the  valve  c*  which  is  allowed  to  open  to  the 

35  "  required  extent  by  turning  the  screw  c*.  The  screws  c»  and  c*  might  be 
"  coupled  so  as  to  turn  simultaneously.  The  cells  d  are  formed  of  two  plates 
"  of  wrought  iron  ri  vetted  along  the  top  and  bottom  to  bars  rf^  the  bottom  bar 
"  being  wider  than  the  top  so  as  to  give  sufficient  vertical  taper  to  the  cell  to 
"  allow  of  the  ice  being  easily  withdrawn,    d*  are  division  pieces  of  wood 

40  "  extending  from  end  to  end  of  the  cells  and  dividing  them  into  compartments 
'*  through  which  the  brine  or  cooling  liquid  is  caused  to  flow.  Rivets  and 
**  stiffening  pieces  are  used  where  required  to  prevent  bur.kliug.  care  end  pieces 
"  having  vertical  channels  e'  divided  into  lengths  by  stops  e^.  The  division 
"  pieces  (P  abut  against   the  stops  ^  and  the  end  pieces  and  cells  are  held 

45  "  together  by  longitudinal  h^ts  f!^  passing  through  the  end  pieces  and  cells  as 
"  shown  more  particularly  in  the  detail  views  0  and  7.  Any  suitable  packing/ 
"  is  placed  between  the  cells  and  end-pieces  to  enable  the  joints  to  be  made 
"  tight.  The  end  pieces  e  are  cast  with  solid  slabs  e^  on  each  side  tapered  like 
"  the  cells  and  of  such  width  that  when  the  two  cells  are  placed  together 

50  "  there  is  a  sufficient  space  between  them  to  produce  blocks  of  ice  of 
'*  the  required  thickness,  c*  inlets  to  the  end  pieces,  e*  outrets.  g  are 
••  strips  of  tee  iron  secured  vertically  to  the  cells  at  distances  tipart  corre- 
"sponding    to    the    length    of  the    blocks    of    ice   required.      A*  are  thick 
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**  taper  slabs  or  division  pieces  of  cast  iron  which  fit  between  the 
"  cells  and  are  grooved  at  the  ends  to  fit  the  projections  of  the  tee 
*'  iron  g.  Instead  of  the  division  pieces  fitting  between  the  cells  they  may 
"  fit  over  one  cell  as  shown  by  h}  and  be  met  by  the  division  pieces  of  the  next 
"  cell.  For  use  in  cells  not  provided  with  guide  strips,  the  division  pieces  as  5 
"  shown  at  h}  may  be  made  with  lugs  h^  at  the  top  to  rest  on  the  cells  and  with 
"  pins  h^  below  to  fit  into  the  double  bottom  a\  The  necessity  for  the  above 
•*  construction  will  be  understood  from  the  following  explanation  : — When  ice 
"  is  frozen  between  cells  eight  or  ten  feet  long  with  hollow  end  pieces  it  forms 
^^  on  the  sides  and  ends  but  does  not  adhere  in  the  centre  as  shown  at  i  Fig.  4,  10 
"  so  that  when  the  slab  is  cut  into  blocks  the  ice  divides  down  the  centre  into 
*^  pieces  half  the  thickness  and  only  brings  an  inferior  price  in  the  market. 
"  This  difficulty  has  hitherto  been  overcome  by  the  use  of  hollow  dividing 
*'  pieces  forming  part  of  the  cells,  but  such  cells  are  too  expensive  for  general 
'^  use.  Thin  plates  or  sheets  of  metal  have  also  been  inserted  or  attached  to  15 
**  cells  to  enable  the  ice  to  be  easily  divided  into  blocks,  but  such  means  did  not 
"  cause  the  ice  to  unite  centrally  so  as  to  form  solid  blocks.  Now  my  division 
^  pieces  are  made  of  such  thickness  and  with  such  bearing  surface  in  contact 
'*  with  the  cells  that  sufficient  substance  and  area  for  the  conveyance  of  heat 
'^  from  the  surface  of  the  division  pieces  to  the  cells  is  provided  to  cause  the  20 
*'  water  between  such  division  pieces  to  freeze  around  the  ends  as  shown  at  i" 
"  Fig.  4,  thus  making  firm  blocks  when  thawed  off.  Owing  to  the  conductivity 
"  of  the  dividing  pieces  due  to  their  construction  and  arrangement,  heat  is 
"  rapidly  conveyed  from  the  cells  to  the  ends  of  the  blocks  of  ice  which  are 
"  thawed  off  as  readily  as  when  hollow  dividing  pieces  are  used.  For  cells  say  25 
'^  twelve  inches  apart,  the  division  pieces  if  of  cast  iron  should  be  not  less  than 
^'  an  average  of  from  one  to  one  and  a  half  inches  in  thickness.  Each  tank  is 
*'  provided  with  an  upper  horizontal  pipej*  connecting  all  the  outlets  c*  and  with 
"  a  lower  horizontal  pipe  k  connecting  all  the  inlets  ^.  The  upper  pipe  j  of 
"  each  tank  is  fitted  with  a  threeway  cock  or  valve  I  by  which  the  brine  leaving  *M 
"  the  cells  may  be  directed  down  the  pipe  m  to  the  cold  brine  inlet  main  n  or  down 
"  the  pipe  o  through  another  threeway  cock/?  to  the  cold  brine  overflow  maing 
"  or  to  the  warm  brine  overflow  main  r.  These  mains  q  and  r  lead  to  the  cold  and 
"  warm  brine  tanks  respectively.  The  pipe  k  is  connected  to  the  open  bottom 
'*  of  a  cock  8  having  four  branches.  The  plug  of  this  cock  has  an  opening  at  the  35 
'^  bottom  and  another  at  the  side.  The  top  branch  of  the  cock  s  opens  to  the 
*'  cold  brine  supply  main  n  from  the  refrigerating  machine.  One  side  branch 
opens  to  the  warm  brine  supply  main  t^  the  other  side  branch  opens  to  the 
warm  brine  overflow  pipe  r,  and  the  bottom  branch  to  the  rotation  main  u. 
The  rotation  main  u  is  connected  to  the  cold  brine  supply  main  n  by  a  branch  v,  40 
"  w  are  straightway  cocks  in  the  main  n  between  the  down  pipes  tn  and 
"  the  cocks  s.  a;  is  a  byepass  cock  and  pipe  in  the  supply  pipe  main  n  by  which 
'^  communication  may  be  opened  in  the  supply  main  from  before  the  first 
"  to  after  the  second  cock  «."  [Then  followed  a  description  of  the  working 
of  three  tanks  in  series.]  45 

"  Having  now  particularly  described  and  ascertained  the  nature  of  my  said 
"  invention  and  in  what  manner  the  same  is  to  be  performed  I  declare  that  what 
"  I  claim  is  : — First.  The  improvements  in  and  connected  with  ice  tanks,  sab- 
'*  stantially  as  herein  set  forth.  Second.  Ice  tanks  with  double  bottom  a, 
*'  apertures  a*  double  end  a'  and  plunger  h  with  valves  c  and  c^  constructed,  50 
*'  combined,  and  operating  substantially  as  and  for  the  purpose  set  forth.  Third. 
^^  Cells  for  ice  tanks  constructed  of  side-plates  top  and  bottom  bars,  divisions.d' 
"  and  end  pieces  e  substantially  as  set  forth.  Fourth.  End  pieces  for  cells 
^^  constructed  with  channels,  stops,  solid  slabs,  and  connections  substantially  as 
•*Bet  forth.    Fifth.   The  combination  of  cells  with  tee  irons  ^,  and  division  55 
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^^  pieces  A,  subfltantially  as  and  for  the  purpose  set  forth.    Sixth.  The  com- 
'^  bination  of  pipes  and  cocks  for  working  tanks  in  series  substantially  as  set 
**  forth." 
The  following  are  illustrations  of  Figures  1,  2,  and  |3  of  the  Drawings  on  a 
5  reduced  scale,  with  some  of  the  lettering  omitted. 


illfiit 


FIG. 2. 


On  the  8th  of  April  1896,  the  Patentee,  as  Plaintiff,  issued  a  writ  in  an  action  for 
infringement  of  his  patent  against  7%e  London  Hygienic  Ice  Company  ^Ld.^clsLimr 
ing  the  usual  relief.  On  the  22nd  of  May  1896,  the  Plaintiff  gave  notice  of  motion 
lor  an  interlocutory  injunction.    Affidavits  were  filed  in  support,  in  opposition^ 

IQ  and  in  reply,  but  the  motion  stood  over  till  the  trial  of  the  action,  on  the 
Defendants  offering  to  keep  an  account.  Statement  of  Claim  was  delivered  on 
the  2l8t  of  July  1896,  together  with  Particulars  of  Breaches,  which  were  as 
follows : — (1)  The  manuf^ture  and  use  of  ice-making  plant  constructed  in 
infringement  of  the  Plaintiff^s  invention  ;  (2)  the  use  of  division  pieces,  serving 

15  to  convey  the  heat  from  the  water,  constructed  and  arranged  substantially  as 
described  in  the  Ist  and  5th  Claims  of  the  Plaintiff's  Specification. 

The  Defendants,  by  their  Defence,  denied  infringement,  and,  by  their  Par- 
tioulars  of  Objections,  the  Defendants  denied  that  the  patent  was  valid,  allegfng 
want  of  novelty  and  subject-matter,  disconformity  between  the  Provisional 

20  and  Complete  Specifications,  prior  user,  and  prior  publication. 

The  following  English  Specifications  were  set  up  as  anticipations  of  the 
Plaintiff's  patent :— iJ.  Skene,  No.  1515  of  1879  ;  F.  N.  Mackay^  No.  2343  of 
1879  ;  F.  N.  Mackay,  No.  9153  of  1886 ;  J.  Norman  and  J.  Copeland,  No.  613 
of  1866  ;  a  D.  Young,  No.  2332  of  1873  ;  Joshua  Siddeley  and  F.  N.  Mackay, 

25  No.  1726  of  1875  ;  and  Joshua  Siddeley,  No.  23,695  of  1892. 

This  was  the  trial  of  the  action.  Walter  and  J.  H.  Gray  (instructed  by  Bird, 
Moorey  and  Strode)  appeared  for  the  Plaintiff ;  and  Terrell,  Q.C.,  and  J.  C, 
Ghraham  (instructed  by  McKenna  and  Oo.)  for  the  Defendants. 

Walter^  in  opening  the  Plaintiff's  case,  explained  the  mechanism  and  working 

30  of  the  Plaintiff's  invention,  stated  the  nature  of  the  evidence  he  would  call,  and 
compared  Plaintiff's  Specification  with  the  alleged  anticipations.  The  latter  in  no 
way  disclosed  the  Patentee's  invention.  The  history  of  ice-making  machinery, 
so  &r  as  it  concerned  the  present  case,  showed  that  mechanism  for  ice  making 
had  been  used  as  far  back  as  1866.    Brine  or  other  liquid  not  freezing  except  art 

35  a  low  temperature  was  cooled  down  to  a  temperature  considerably  below  the 
freezing  point  of  water.    The  freezing  mixture  was  caused  to  circulate  in  pipes 

2  T 
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or  divi6ioQ^  forming  the  walls  of  cells,  in  which  the  water  to  be  frozen  was 
placed.  The  heat  was  thus  abstracted  from  the  water  till  it  fell  below  the 
freezing  point,  and  the  water  was  thns  converted  into  ice.  The  state  of  the 
art  at  the  time  of  the  grant  of  the  Plaintiff's  Patent  might  be  thns  sum- 
marised :  tanks  with  brine  cells  passing  from  end  to  end  parallel  with  the  Bides,  ^ 
some  of  a  conical  shape,  to  enable  the  ice  to  be  freely  taken  ont ;  hollow 
arrangements  for  freezing  the  ice  from  end  to  end  of  the  tank ;  methods  for 
circulating  and  agitating  the  water  in  the  freezing  cells  ;  various  devices  con- 
sisting of  pipes  and  hollow  pieces  for  forming  grooves  in  the  ice  to  enable  it 
to  be  broken  up,  were  all  known.  The  Patentee,  appreciating  the  diflBculty  of  10 
manufacturing  ice  according  to  the  knowledge  of  the  time,  conceived  the  idea 
of  joining  together  the  sides  of  the  walls  of  the  freezing  cells  with  solid  pieces 
of  metal  in  oiSer — (1)  to  convey  the  heat  from  the  water  ;  (2)  to  convey  heat  to 
the  ends  of  the  blocks  of  ice  to  thaw  off.  In  a  perfectly  constructed  tank, 
consisting  of  cells  passing  from  end  to  end,  the  Plaintiff  alleged  that  he  obtained  15 
the  whole  of  the  advantages  hitherto  obtained  by  hollow  cells  and  hollow 
pieces  in  the  following  way  : — (1)  by  strips  of  tee  iron  secured  vertically  to  the 
cells  at  distances  apart  corresponding  to  the  length  of  the  block  of  ice  required  ; 

(2)  by  thick  taper  slabs  or  division  pieces  of  cast  iron,  fitting  between  the  cells ; 

(3)  instead  of  division  pieces  fitting  between  the  cells,  division  pieces  fitting  20 
over  one  cell,  and  met  by  the  division  pieces  of  the  next  cell.    The  construction 

of  the  tank  was  of  considerable  importance  ;  in  addition  to  the  cast-iron  division 
pieces,  there  were  cast-iron  ends,  taking  the  place  of  the  old  cast-iron  pipes  and 
transmitting  the  heat.  Mr.  Siddeley,  knowing  the  manager  of  the  Defendants* 
works,  sent  him  one  of  his  metal  divisions  to  try.  It  was,  as  he  alleged,  found  25 
to  be  a  great  success.  Thereupon,  the  Defendants  put  a  thin  iron  plate  upon  a 
\J  frame,  making  a  solid  divider.  This  did  not,  according  to  the  PiaintifTs 
case,  work  efiQciently.  The  Defendants  afterwards  ordered  150  more  solid 
dividers,  with  which  they  worked  until  the  application  for  an  interim  in- 
junction. 30 

Evidence  was  then  given  by  William  W.  Beaumont^  John  Siddeley ^  and 
others,  to  the  following  effect: — Before' the  Plaintiff's  invention,  difficulties 
were  experienced  in  converting  water  into  solid  blocks  of  ice.  The  known 
machinery  enabled  only  the  manufacture  of  slabs  of  ice  not  easily  detaohable 
from  the  sides  of  the  cells.  The  ice  was  cracked  and  its  value  depreciated.  35 
The  invention  disclosed  in  the  Plaintiff's  Specification  made  it  possible  to  freeze 
the  water  and  afterwards  to  thaw  the  ice  next  the  sides  of  the  cells,  producing 
solid  blocks  of  varied  length,  easily  detachable.  Contact  of  the  plates  with  the 
sides  of  the  cells  was  an  essential  of  the  invention. 

Evidence  was  given  on  behalf  of  the  Defendants  by  Oraham  Harris,  40 
Professor  J.  A.  Etving,  and  others,  to  the  following  effect :— The  Plaintiff  was 
under  a  scientific  misconception  in  the  drawing  up  of  his  Specification.  He 
appeared  to  have  been  under  the  impression  that  close  contact  between  the 
dividing  plate  and  the  side  of  the  brine  cell  was  essential  for  the  purpose  of 
freezing  solid  the  end  of  the  block  of  ice.  In  that  he  was  wrong.  Contact  was,  45 
however,  necessary  for  the  thawing  operation.  In  the  Uocks  at  the  Defendants' 
works  there  was  not  contact  at  all.  The  Defendants  used  a  rope  frozen  into 
the  ice  in  order  to  remove  the  block.  The  Plaintiff's  Specification  disclosed 
nothing  new. 

Terrell,  Q.C.,  in  summing  up  Defendants'  case,  drew  attention  to  the  main  SO 
points  of  the  evidence.  He  also  contended  that  the  Plaintiff  coaid  not 
complain,  as  an  infringement,  of  Defendants  having  used  a  plate  which  PlaintiiE 
himself  hsd  sent  to  their  manager  to  try.  The  plates  used  by  Defendants  were 
a  (J  plate  covered  from  side  to  side  with  a  sheet  of  thin  iron,  and  one  plate 
three-eighths  of  an  inch  thick,  made  of  solid  metal.    The  plates  were  not  55 
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placed  in  contact  with  the  aides,  and  were  not  used  for  the  purpose  of  thawing 
the  ends  of  the  ice  block.  The  Patentee  thought  he  had  introduced  a  new 
principle  of  operation,  wtz.,  the  application  of  the  principle  of  conduction  of  heat 
from  a  solid  body  by  metallic  contact  directly  to  brine  cells.  He  was  mistaken. 
5  If  the  Plaintiff  contended  that  what  the  Defendants  had  done  was  within  the 
scope  of  the  Specification  sued  upon,  then  his  patent  had  been  anticipated,  and 
was  bad  for  want  of  subject-matter.  The  Plaintiff  had  discovered  no  new 
principle.  The  combination  claimed  covered  a  known  principle,  and  the  claim 
as  contended  for  was  a  narrow  claim  for  the  purpose  of  catching  the  Defen- 

10  dants.  Defendant  had  not  infringed  that  which  was  specified  ;  Dudgeon  v. 
Thomson,  L.R.  3  Appeal  Cases,  44. 

WalteVy  in  reply. — The  evidence  proved  that  the  Defendants  had  infringed 
by  the  use  of  thick  plates  constructed  according  to  Plaintiff^s  invention. 
I^^fondants  had  endeavoured  to  build  up  Plaintiff's  invention  by  forming  a 

15  mosaic.  This  was  not  allowed ;  Von  Heydm  v.  Neustadt,  50  L J.  Ch.,  128. 
The  Patentee  had  taught  the  world,  for  the  first  time,  how  to  make  blocks 
of  ice  by  the  use  of  division  plates  in  long  cells.  By  this  means  the 
ice  waa  joined  down  the  centre  of  the  tank.  This  result  was  not  obtained 
by  a  single  anticipation  except  by  means  of  hollow  dividers.    It  had  been 

20  suggested  that  Siddeley  and  Mcickay  used,  as  removable  dividing  pieces,  thick 
plates.  Was  there  a  hint  of  anything  of  the  kind  in  the  words  of  their  Specifi- 
cation ?  The  words — "  Hitherto  when  it  has  been  desired  to  produce  slabs  or 
'^  blocks  of  ice  of  shorter  length  than  the  freezing  cells,  the  object  has  been 
**  ®^®^*®^  ^y  employing  removable  dividing  pieces,  which  have  been  inserted 

85  "  between  the  cells  " — were  absolutely  satisfied  by  the  hollow  dividing  pieces 
of  Young  and  the  hollow  tubes  of  Norman  and  Gojjeland.  He  referred  to  the 
words  of  Jessel^  M.R.,  in  Plimpton  v.  Malcolmson,  L.R.  3  CD.,  page  568  : — ^^  No 
**  prior  description  ought  to  invalidate  a  patent  unless  you  could  make  the 
"  thing  from  the  description  "  ;  and  to  the  words  of  Lord  Westburyy  L.C.,  in 

30  HiUs  V.  Evansy  31  L.J.  Ch,  460,  *•  prior  knowledge  of  an  invention  to  avoid  a 
♦*  patent  must  be  a  knowledge  equal  to  that  required  to  be  given  by  a  patent " ;  see 
also  Neilson  v.  Belts  L.R.  5  H.L.  1.  [Ridley,  J. — I  cannot  make  out  what  is  the 
invention  in  this  case.]  The  invention  of  the  Patentee  was  the  application  of 
Bolid  metal  plates  so  as  to  get  solid  blocks  frozen  from  end  to  end  and  of  varied 

3P  length.  Where,  in  the  alleged  anticipations,  was  the  world  taught  the  use  of 
solid  dividers  for  the  purpose  of  making  a  solid  block  ?  [RiDLKY,  J. — The 
world  did  not  require  to  be  taught,  because  it  was  known  before.]  The 
Patentee  did  not  suggest  that  the  world  did  not  know  you  could  freeze 
together  the  ends  of  the  block  by  the  use  of  the  divider.    There  was  no  broad 

40  claim  for  this.  The  Patentee  by  his  use  of  the  divider  was  enabled  to  make 
blocks  of  any  size  ;  this  was  not  in  the  prior  Specifications,  and  this  the  world 
had  not  been  taught.  [RiDLKY,  J. — You  have  to  make  out  a  new  application 
of  the  plate.]  You  cannot  press  that  to  the  extremity,  and  say  that  in  every  case 
the  conditions  and  properties  of  every  material  used  in  a  patent,  are  to  be  stated 

45  in  the  Specification.  How  was  it  suggested  that  it  was  known  to  the  public 
prior  to  the  patent  sued  upon  ?  [Ridley,  J.— There  had  been  a  user  at 
-Glasgow,  and  there  was  the  knowledge  of  Mackay,  How  is  it  possible  to  be 
otherwise^  if  it  is  a  principle  of  nature  that  heat  should  be  conducted  through 
metal  plates  ?     How  could  people  use  them  without  finding  it  out  ?]    The 

50  Patentee  did  not  claim  to  have  discovered  for  the  first  time  that  iron  was  a 
conductor  of  heat.  [Ridley,  J, — ^You  must  say  you  have  a  new  adaptation.] 
This  the  Patentee  claimed.  It  was  the  first  practical  process  for  the  manufac- 
ture of  ice.  Mere  inchoate  knowledge  of  something  which  might  badly  do 
that  which  the  Patentee  had  taught  the  world  would  not  anticipate.  In  cases 
•55  ^g|  prior  user,  the  Court  looked  with  extraordinary  care  at  users  alleged  many 
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years  prior  to  the  patent  sued  npon  ;  sach  nsers  were  discontinued  and  wonld 
reappear  when  a  practical  patent  was  taken  out ;  Lyon  v.  Qoddard^  10  B.P.C. 
342.  Defendants  in  the  present  case  had  taken  the  substantial  combination  of 
the  Plaintiff. 

Ridley,  J. — ^This  case  is  one  which  is  brought  for  infringement  of  pe^nt   5 
No.  2472  of  1895.    Mr.  Waller  has  fought  a  very  strenuous  battle  in  order 
to    maintain — first,    the    validity    of    the    patent,    and    secondly,    that    the 
Defendants  have  infringed  it.     As  far  as  my  own  opinion  goes,  I  am  not 
able  to  agree  with  him  upon  either  issue.    The  patent  itself  claims  in  effect 
this :— An  arrangement  of  plates  of  such  a  thickness  that,  when  they  are  placed   10 
in  physical  contact  with  cells  which  are  the  source  of  the  cold,  heat  shall  be 
readily  conducted  away  through  them — that  is  to  say,  through  the  plates.    The 
object  of  doing  that  is,  first  of  all,  to  freeze  the  blocks  of  ice  at  the  ends  as 
well  as  at  the  sides,  by  using  the  surface  of  the  plates  as  well  as  the  surface  of 
the  cells;  and,  secondly  (and  this  is  the  more  important  object,  according  to  15 
the  evidence  of  the  Plaintiff  himself),  to  enable  the  ice  to  be  thawed  when  the 
time  arrives  for  taking  it  out  of  the  tank.    On  the  evidence,  it  seems  to  me 
clear  that  the  contact  with  the  cells — that  is,  the  physical  contact  between  the 
cells  and  the  plates  is  a  necessary  condition  to  enable  the  ice  to  be  thawed. 
I  think  that  is  the  essential  part  of  the  claim.    There  is  another  part  of  the  20 
claim  as  to  which  there  has  been  more  argument  as  to  whether  it  is  essential 
or  not,  and  that  is  as  to  the  tee  pieces  contained  in  the  5th  Claim.    These  are 
the  words  :  ^*  the  combination  of  cells  with  tee  irons  ^,  and  division  pieces  A." 
It  is  certain  that  there  has  been  no  infringement  if  that  is  the  essential  part  of 
the  patent,  because  the  Defendants  are  not  alleged  to  have  used  tee  irons  in  any  25 
respect. 

But  I  think  that  is  not  really  the  point  on  which  the  case  should  turn.  What 
one  wishes  to  see  upon  an  issue  of  infringement  is  whether  or  not  the 
Defendants  have,  in  fact,  used  such  an  arrangement  of  thick  plates  in  contact 
with  the  sides  of  the  cells  as  enable  them,  first  of  all,  to  freeze  the  ice  from  the  30 
ends  as  well  as  from  the  sides,  so  as  to  form  a  block  of  ice  instead  df  a  dab 
of  ice  ;  and,  secondly,  whether  they  have  used  it  for  the  more  important  object 
of  thawing  off  the  ice  when  it  is  required  to  move  it  from  the  tank.  It  is  quite 
true,  as  Mr.  Walter  has  pointed  out,  that  there  was  a  period  during  which  the 
thick  plate  was  used  by  the  Defendants.  It  was  first  introduced  into  their  works  35 
through,  I  think,  Mr.  Jones,  who  was  the  manager  of  the  works  at  the  time. 
Through  his  introduction,  it  was  bought  by  that  firm  from  the  Plaintiff  himself. 
They  tried  that  plate  and—although  they  were  satisfied  with  it,  or,  at  least,  Mr. 
Jones  was  satisfied  with  the  working  of  it,  and  said  that  it  worked  much  more 
completely  than  the  (J  plates  to  which  they  had  been  accustomed— they  did  not  40 
continue  the  use  of  it,  but,  instead  of  it,  they  joined  the  U  plates  to  plates  of 
thinner  metal  from  side  to  side  and  used  them  in  the  tanks  in  place  of  and  for 
the  same  purposes,  apparently,  as  they  had  used  the  plate  which  had  been 
furnished  to  them  by  the  Plaintiff.  It  appears  that  some  other  plates  were  used 
for  a  short  period,  which,  I  believe,  were  furnished  by  the  Plaintiff.  At  all  45 
events,  wherever  they  came  from,  they  were  of  a  thicker  character  than  these 
U  plates  with  the  thin  plate  upon  them.  Mr.  Walter  says  they  were  not  fur* 
nished  by  the  Plaintiff,  I  suppose  they  were  manufoctured  by  the  Defendants 
themselves.  There  is  no  evidence  whatever  that  the  Defendants  have  used  these 
plates  in  such  contact  with  the  sides  of  the  cells  as  to  carry  out  the  objects,  which  50 
are  the  objects,  if  any  at  all,  of  the  Plaintiff's  invention.  The  evidence  is  all  the 
cont^ry  way.  They  were  used  fitting  freely  between  the  sides  of  the  cells,  and 
in  such  a  manner  as  that  one  object,  at  all  events,  could  not  be  carried  out, 
namely,  the  object  of  thawing  the  ice  when  it  was  ready  to  be  removed  from 
the  tank.    That  being  so  in  that  particular,  it  appears  to'  me  that  there  is  no  55 
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evidence  upon  which  I  can  properly  find  that  the  Defendants  have  infringed 
that  piurt  of  the  patent.  I  have  eaid  that  there  is  no  evidence  at  all  of  the  tee 
iron  being  nsed,  and  I  think,  on  the  fair  consideration  of  the  whole  patent,  I  am 
unable  to  say  that  the  Defendants  have  in  any  way  infringed  what  is  the  real 
5  Bnbject-matter  of  this  patent. 

But  when  y<m  go  further  into  the  case — and  it  appears  to  me  to  be  necessary 

to  do  so — ^you  ask  yourself  whether  there  is  any  validity  in  this  patent  or  not. 

One  is  referred  first  of  all,  no  doubt,  by  Mr.  Walter ^  to  the  Specifications.    He 

says  that  they  have  not,  at  all  events,  anticipated  the  patent  because  there  is  no 

10  mention  in  any  one  of  them  of  the  principle  upon  which  is  based  the  Plaintiff^s 

patent.  He  says  that  not  one  of  them  mentions  it,  and  that  there  is  no  evidence, 

which  is  reliable,  of  prior  user,  and,  therefore,  he  says,  ^'  my  patent  is  valid/* 

I  am  obliged  to  find  the  issue  as  to  whether  the  patent  is  a  valid  one  or  not,  on 

account,  as  I  understand,  of  the  costs  of  the  issue ;  otherwise  I  should  have 

16  been  content  to  say  that  in  this  case  there  is  no  infringement  of  the  patent.    So, 

I  have  to  consider  whether  this  is  a  good  patent  or  not.    I  think  Mr.  Walter 

is  quite  right  in  saying  that  there  is  no  mention  of  the  idea  which  does 

appear  in  the  PlaintifTs  Specification  in  any  of  the  previous   Specifications. 

Nobody  else  has  stated  in  words  in  the  Specifications  referred  to  that  it  is 

20  desirable  to  make  these  plates  solid,  or  of  such  a  thickness  as  the  Plaintiff 

suggests,  nor  in  contact  with  the  cells,  in  order  that  they  may  conduct  away  the 

heat  and  be  the  means  of  thawing  the  ice.    That  is  not  stated  anywhere,  but  it 

is  certain  to  my  mind  that  people  in  the  trade,  who  have  used  constantly,  from 

the  beginning  of  these  Specifications  to  the  end,  dividing  plates  in  some  form 

'25  or  other,  must  have  become  aware  that  the  dividing  plates,  being  made  of  metal, 

did  conduct  away  the  heat  and  did  form  a  surface  upon  which  the  ice  formed, 

BO  as  to  counteract  the  tendency  of  having  a  split  in  the  middle,  and  to  make 

a  block  of  ice  instead  of  a  slab  of  ice.    I  think  that  must  have  been  known, 

and  I  gather  that  the  proper  inference  to  draw  from  the  silence  of  the  Speci- 

30  fication  is  that  everybody  knew  it.  That  is  the  way  I  understand  the  matter.    It 

bad  come  to  be  a  generally  well-known  principle,  and  it  was  not  necessary  for 

a  man  to  put  it  into  his  Specification  and  to  claim  it,  because  it  was  what 

was  understood  by  everybody.    That  is  my  observation  upon  that,  and  I  leave 

that  part  of  the  case. 

35       I  think  there  is  prior  user  shown  independently  of  these  Specifications,  first 

in  the  Glasgow  venture— I  will  call  it  a  venture,  because  a  venture  it  was — 

when  they  started  the  making  of  a  solid  block  of  ice,  from  1874  to  1876.    Now 

these  plates,  or  similar  plates  to  them,  not  in  contact  with  the  sides  and  not 

specifically  of  a  certain  thickness,  were  used.    It  was  found  according  to  the 

40  evidence   of   Mr.  Mackay  that  when  they  were   used  in   the    tanks,   they 

did  conduct  the  heat  more  rapidly  than  the  others  did  which  they  had 

previously  tried,  which,  I  think,  were  the  (J  shape  ;  ^'  the  solid  metal  plates  ** 

that  were  suggested  by  Mr.  Roe  himself, ''  did  conduct  the  heat  more  rapidly 

*'  than  the  others.**    Then  he  says,  ^*  I  have  always  known  the  principle  of 

45  "  conductivity  "—so,  I  suppose,  has  everybody  else  who  has  been  concerned  in 

the  ice  trade.    But,  besides  that,  one  is  brought  face  to  face  with  this,  that 

there  are  these  dividing  pieces  in  some  shape  or  other  in  all  the  Specifications, 

and  whoever  has  used  any  plant  constructed  according  to  them  must,  as  it 

seems  to  me,  have  become  aware  of  the  principle.    That  goes  to  the  state  of  the 

50  knowledge  of  the  public  at  the  time.    I  think  it  would  be  a  very  strong  thing 

here  for  me  to  say  that  nobody  knew  of  this   before,  that  is  to  say,  that 

nobody  knew  that  heat  was  conducted  through  such  plates  or  metal  divisions. 

Surely  we  all  must  know  that  the  contrary  was  the  state  of  the  case,  and  that 

it  was  perfectly  well  known,  although  not  the  precise  extent  and  degree  to 

55  which  the  heat  was  conveyed.    They  knew  it  was  conveyed.    Now,  in  that 
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state  of  knowledge  is  there  novelty  in  the  application  of  the  old  principle  ? 
The  principle  is  old  enough,  and  it  is  therefore  necessary  in  order  to  make  a 
good  patent  for  it,  as  I  understand  the  law,  that  there  shonld  be  some  noveliy 
in  the  application  of  it  to  the  new  purpose,  and  that  there  c^oold  be  some 
ingenuity  and  invention  required  in  making  such  an  application.  Now,  in  this  5 
particular  instance,  it  had  been  applied  before  for  the  very  identical  purpose, 
although  not  in  the  same  degree.  It  had  been  applied,  as  I  say,  for  years  in 
the  making  of  ice  in  similar  tanks.  Is  there  to  be  found  in  this  invention  suoh 
novelty  as  is  required  to  found  a  good  patent  upon,  if  in  such  i)atent  you  are 
claiming  the  application  of  an  old  principle?  I  should  very  much  have  IQ 
doubted  that  a  person  could  claim  that  as  a  patent.  But  it  does  not  stop  there 
in  this  instance.  In  this  case  nobody  had  asked  for  this  invention,  and  since 
it  has  been  brought  out  nobody  has  used  it.  It  is  not  as  if  it  had  been  a  great 
commercial  success.  Positively,  there  is  nobody  who  has  ever  used  it  since 
this  patent  was  granted,  with  the  single  exception  of  the  one  plate  whicn  was  15 
furnished  by  the  Plaintiff  himself  to  the  Defendants,  and  which  they  used  at 
the  time.  I  believe  that  is  a  strict  statement  of  the  facts.  The  Plaintiff  says, 
in  answer  to  that,  '*  True,  that  is  because  the  Defendants  have  been  using  it, 
^\  and  because  people  say  there  is  this  suit  pending."  That  is  not  enough 
answer  surely.  If  this  were  for  a  good  commercial  purpose,  one  would  have  90 
thought  that  independently  of  a  suit  here  pending  there  would  have  been  some 
application  by  the  Plaintiff,  and  he  would  have  been  able  to  show  some  good 
|)urpose  resulting  from  that  patent.  I  suspect  that  although  there  is,  in  ft 
certein  measure,  some  utility  in'  the  patent,  it  is  counterbalanced  by  considerable 
disadvantages.  That  I  gather  from  the  evidence.  There  are  other,  ways  in  25 
which  the  same  result  can  be  attained  by  lighter  plates  and  with  labour  only  to 
a  small  degree  in  excess  of  that  which  is  required  by  the  Plaintiff's  patent. 

For  these  reasons,  as  far  as  my  opinion  goes,  I  think  the  Plaintiff's  patent  is 
not  a  good  one,  and  that  it  is  void  for  want  of  invention.    I  think  it  is  estab- 
lished also  that  there  was  prior  user,  and  I  think  on  the  other  issue  it  has  not  30 
been  shown  that  the  Defendants  have  infringed  the  patent.    I  therefore  think 
there  ought  to  be  a  decision  in  favour  of  the  Defendants,  with  costs. 


The  costs  of  the  motion  were  made  costs  in  the  action. 
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In  thb  High  Court  op  Justice.— Chancery  Division. 

Before  Mr.  Justice  Rombr.— April  29th,  1897. 

Wilcox  and  Gibbs'  Sewing  Machine  Company  v.  Janes  Brothers. 

Action  for  infringement  of  patent, — Discontintmnce  of  action  by  Plaintijffh 

5  after  Defence. — Goats  of  Particulars  of  Objections. — Certificate  that  Particulars 
were  reasofiable  and  proper  applied  for  and  refused. 

In  18S6,  LetteiB  Patent  (No.  5926  of  1886)  were  granted  to  John  Henry 
Johnson  for  an  invention  of  improvements  in  straw-sewing  machines.  On  the 
2nd  of  Jnne  1896,  the  Wilcox  and  Oibbs  Sewing  Machine  Company^  as  owners 

10  of  Bnoh  patent,  commenced  an  action  for  infringement  thereof  against  Janes 
Brothers^  claiming  the  nsual  relief.  The  Defendants,  by  their  Defence,  denied 
Uie  validity  of  the  patent  for  reasons  appearing  in  their  Particulars  of  Objections,* 
and  by  such  Particalars  they  set  np  a  number  of  Specifications  as  prior  publi- 
cations, and  also  alleged  want  of  subject-matter.    Subsequently,  the  PlaintifiPs 

15  gave  a  notice  that  they  thereby  wholly  discontinued  the  action.  The 
Defendants  carried  in  their  costs,  and  the  Taxing  Master  disallowed  the  costs  of 
the  Particulars  of  Objections  on  the  ground  of  the  absence  of  a  certificate  under 
the  Statute.     The  Defendants  then  took  out  a  summons  that  the  notice  of 

<  ..  discontinuance  might  be  set  aside,  or,  in  the  alternative,  that  a  certificate  might 

2Q  be  granted  to  the  Defendants  that  their  Particulars  of  Objections  were  proved 
or  were  reasonable  and  proper; 

The  summons  came  on  for  hearing  before  Rombr,  J.  ^.  J.  Walter 
(instructed  by  Frederick  Jones)  appeal^  for  the  Defendants ;  Neville^  Q-C, 
and  J.  C.  Oraham  (instructed  by  J.  H.  and  J.  Y.  Johnson)  appeared  for  the 

25  Plaintiffs. 

Neville^  Q.C.,  took  the  preliminary  objection  that  it  was  too  late  to  object  to 
the  notice  of  discontinuance  as  the  Defendants  had  carried  in  their  costs  to  tax 
them,  but  it  was  not  until  certain  costs  were  disallowed   that  they  raised 
i    this  point.    ROMER,  </.,  upheld  the  objection. 

30       Walter. -^l^hQ  substantial  application  is  that  for  the  allowance  of  a  certificate, 
not  that  the  Particulars  of  Objections  were  proved,  but  that  they  were  reason- 
able and  proper.    In  Boake^  Roberts^  and  Co.  v.  Stevenson  and  Howelly  12  R.P.C^ 
228,  Kekewichy  J.,  only  gave  the  Plaintiffs  leave  to  discontinue  subject  to  their 
.    paying,  among  other  tilings,  the  costs  of  the  Particulars  of  Objections. 

35       Rombr,  J. — Did  he  make  it  a  term  allowing  discontinuance  ? 

Walter. — He  made  it  a  term.  I  do  not  rely  on  this  case  as  an  authority  for 
the  present  application,  but  I  use  what  must  have  been  the  ratio  decidendi  in 
that  case  as  an  argument  for  allowing  the  present  application.  He  also  referred 
to  Middleton  v.  Bradley,  12  R.P.C.  390. 

40  Rombr,  J. — ^The  point  is, — ^When  is  the  Court  entitled  to  certify  that  the 
Particulars  are  reasonable  and  proper  ?  Can  the  Court  certify  that  the 
Particulars  of  Objections  are  reasonable  and  proper  unless  it  has  heard  the 
case  out? 

Walter. — ^The  wording  of  Sub-section  6  of  Section  29  of  the  Act  points  to  the 

45  fact  that,  upon  an  application  at  a  period  other  than  the  trial  of  the  action,  it  is 
competent  for  the  Court  or  a  Judge  to  certify. 
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ROMER,  J. — But  how  can  I  certify  nnlcBS  I  go  into  the  whole  case  ? 

Walter. — In  Middleton  v.  Bradley y  Stirling^  J.  said  : — "  It  is  said  that  where 
^^  there  is  no  trial  there  is  no  opportunity  of  getting  a  decision  of  the  Court  as 
^^  to  the  propriety  of  the  Particulars,  but  I  am  not  satisfied  that  that  is  so.  It 
^i  may  be  that  a  motion  has  been  made  in  the  action  in  which  evidence  has  been  5 
**  adduced  which  would  enable  the  Court  or  a  Judge  to  certify.  It  may  be  t;)iat 
^^  some  interlocutory  application  of  some  kind,  perhaps  with  reference  to  tbase 
'<  very  Particulars,  may  have  been  made,  in  which  the  Court  or  a  Judge  had  an 
''  opportunity  of  being  satisfied  as  to  the  propriety  or  the  reasonableness  of  the 
^'  Particulars,  and  the  general  language  of  Section  29  does  not  seem  to  me  to  be  10 
^  limited  to  cases  in  which  the  action  is  brought  to  trial.  I  am  unable,  ihere- 
^  fore,  to  come  to  the  conclusion,  having  regard  to  the  language  of  this  Act,  that 
^^  the  application  of  the  concluding  sub-section  is  limited  to  cases  in  which 
^^  there  has  been  a  trial.*' 

ROMBR,  J. — ^Exactly,  but  the  Court  must  have  had  the  case  suflSciently  before  15 
it  to  enable  it  properly  to  certify. 

Walter, — ^That  is  the  difficulty  I  feel  in  this  case.    But  at  the  same  time,  it 
is  one  which  does  go  to  the  root  of  a  good  many  of  these  patent  actions. 

ROMBR,  c/. — I  am  very  sorry  that  I  am  unable  to  intervene  in  this  case  in 
favour  of  the  Applicants,  but  the  Act  of  Parliament  is  too  strong  for  me.  I  20 
cannot  help  thinking  that  a  remedy  might  be  afforded  either  by  an  amendment 
of  the  Act,  or,  possibly,  by  some  additional  rule  as  to  discontinuance  in  patent 
cases  being  made.  My  difficulty  is  this — I  cannot  certify  unless  I  have  the 
materials  before  me  which  enable  me  to  make  a  certificate,  that  is  to  say,  unless  | 

I  know  sufficient  of  the  case,  and  what  is  to  be  said  on  one  side  or  the  other,  to  85 
enable  me  to  certify  that  these  Particulars  of  Objections  are  reasonable.    Now, 
as  a  fact,  I  have  no  materials  before  me,  and  I  cannot  have,  unless  I  were 
to  enter    into   a  sort  of  half-trial  of  the  action,  and  that  I  cannot  do.    It 
would  be  a  very  bad  precedent,  and  one  which  the  Court  ought  not  to  lay  | 

down.    I  agree  with  what  Mr.  Justice  Stirling  said,  if  1  may  so,  in  the  case  of  90 
Middleton  v.  Bradley ^  I  do  not  think  the  Court  is  of  necessity  bound  to  make  a 
certificate,  if  it  is  a  proper  case,  at  the  trial  only  ;  it  may  do  it  at  any  time,  bat 
it  can  only  do  it  when,  by  reason  of  some  application  having  been  made  to  it» 
or  some  sort  of  procedure  having  been  taken  before  it  in  reference  to  the 
patent,  the  Court  comes  to   the  conclusion  that  it  knows  sufficient  of  the  85 
case  to  be  able  to  make  a  certificate.    In  the  present  case,  I  have  no  suoli 
ntiaterials.     There  is  nothing  in  the  present  case  to  enable  me  to  make  a 
certificate ;  as  I  have  said,  it  would  not  be  right,  and  it  would  not  be  a  proper 
course  to  pursue.    In  my  judgment,  it  would  be  a  bad  precedent,  in  a  case  like 
this,  where  the  case  has  never  come  before  the  Court  at  all  before  this  application,  #D 
to  enter  into  a  sort  of  half -trial  of  the  action  in  order  to  see  whethM"  or  not  these 
Particulars  of  Objections  are  reasonable.    That  I  cannot  do,  and  Uu^t  being  ae, 
I  cannot  certify,  and,  therefore,  it  appears  to  me  that  the  application  &ils. 

Neville^  Q^.— I  must  ask  tot  t^e  coats. 

ROMBB,  <7. — I  am  afraid  it  must  be  so.    I  must  give  you  the  costs.  45 
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In  the  High  Court  of  Justice.— Queen's  Bench  Division. 

Before  Mr.  Justice  Wills. 

February  25th,  26th,  and  27th,  March  1st,  2nd,  3rd,  4th,  and  5th,  and 

April  10th,  1897. 

5  Hookham  v.  Johnson. 

Patent. — Action  for  infringement. — Alleged  want  of  utility  and  subject^ 
matter. — Alleged  variance. — Alleged  insufficiency  of  Specification. — Alleged 
tvant  of  novelty  and  anticipation. — Alleged  pHor  user. — Costs. 

This  was  an  cu:tion  for  infringement  of  a  patent  for  "  Improvements  in 

10  "  electricity  meters^  parts  of  which  improvements  are  also  applicable  to  dynamo 
*'  electric  generators  and  motors.^''  The  Defendants  denied  infringement^ 
and  alleged  that  the  invention  ivas  not  useful^  and  having  regard  to  the 
state  of  common  knowledge  was  not  subject-matter,  that  the  Amended  Speci- 
fication described  matters  different   and  larger  than   those  described  in  tJib 

15  Provisional^  and  was  insufficient^  and  that  the  invention  was  not  new  and  had 
been  anticipated  by  prior  publication  and  prior  user. 

•  Held^  that  the  defence  was  not  made  out  and  that  the  patent  was  valid  and 
had  been  infringed.  An  injunction  was  grantedy  unth  costs  on  the  higher 
scale^  but  the  allocator   to  be  given  for   three-fourths  of  such  costs.      Three 

20  Counsel  were  certified  for. 

In  1887,  a  patent  (No.  4225  of  1887)  was  granted  to  George  Hookham 
for  an  invention  of  "  Improyements  in  electricity  meters,  parts  of  which 
*'  improvements  are  applicable  to  dynamo  electric  generators  and  motors.'  ' 
The  Complete  Specification,  which  was  twice  amended,  the  second  time  oH 

25  the  14th  of  August  1895  (the  latest  amendments  being  shown  in  erased  and 
italic  type),  stated  as  follows  : — '*  My  invention  consists  of  the  improvements 
**  hereinafter  described  in  electricity  meters,  parts  of  the  said  improvements,  as 
''  hereinafter  pointed  out,  being  also  applicable  to  dynamo-electric  generators 
*'  and  motors. 

IW      "  I  will  describe  my  invention  as  applied  to  an  electricity  meter. 

"  My  said  electricity  meter  consists  essentially  of  an  electro  motor  with 
"  constant  or  nearly  constant  field,  the  armature  carrying  the  current  to  be 
**  metered  and  an  electric  brake  consisting  of  a  mass  of  metal  in  the  form  of  a 
^^  disc,  cylinder  or  other  figure  of  rotation,  rotating  in  a  magnetic  field  in  such 

35  ^'  a  manner  as  to  have  ^  eddy '  or  so  called  ^  Foucault  *  currents  generated  in  it. 
**  When  all  other  work  done  by  the  motor  is  negligible  compared  with  that 
*^  done  against '  eddy  *  currents  the  speed  of  rotation  of  its  armature  is  directly 
.**  proportional  to  the  armature  current. 

"  The  electro  motor  may  be  of  any  of  the  ordinary  forms  now  in  use.    It  may 

40  "  for  instance  have  a  drum,  ring  or  disc  armature.  Or  it  may  consist  of  a 
^^  simple  solid  disc  or  cylinder  rotating  between  magnetic  poles.  In  the  latter 
<'  case  however  I  may  use  two  thicknesses  of  metal  in  the  disc  or  cylinder,  the 

2  U 
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**  one  carrying  the  current  to  be  measured  being  insulated  from  the  other  except 
"  near  the  centre.  And  in  order  to  confine  the  current  to  a  narrow  field  the 
"  said  disc  or  cylinder  may  be  slit  in  directions  at  right  angles  to  the  motion  in 
"  the  field ;  or  instead  of  a  disc  or  cylinder  so  slit,  insulated  wires  or  metal 
"  strips  may  be  used.  5 

"  The  electric  brake  may  be  formed  by  the  armature  itself  or  it  may  be 
*'  attached  to  the  armature  so  as  to  rotate  in  the  same  field,  or  it  may 
^'  be  independent  of  the  armature  and  rotate  in  a  separate  field ;  or  a  separate 
'*  brake  may  be  used  in  addition  to  an  armature  brake. 

"  In  order  that  other  work  done  by  the  motor  may  be  very  small  compared  10 
"  with  the  work  done  on  the  electric  brake,  special  means  to  reduce  friction  are 
^  adopted.  If  the  axis  of  the  motor  armature  is  horizontal,  the  spindle  is 
**  supported  on  anti  friction  wheels  and  if  vertical  or  nearly  vertical  on 
**  hardened  points  and  in  both  cases  I  use  mercury  contacts  or  commutators 
"  where  practicable.  15 

^'  If  the  spindle  of  the  motor  is  horizontal  I  form  a  double  or  divided  com- 
^  mutator  consisting  of  two  sets  of  insulated  spokes  or  projections  placed  side 
"  by  side  each  set  dipping  into  a  mercury  trough  the  mercury  troughs  being 
^^  connected  one  with  each  terminal  of  the  machine.  Each  commutator  spoke 
^'  is  put  in  connection  with  the  one  opposite  to  it  on  the  other  half  of  the  double  20 
"  commutator  so  that  the  mercury  troughs  though  both  on  the  same  side  act  as 
"  ordinary  brushes  act  when  placed  on  opposite  sides  of  the  commutator.  If 
^*  the  spindle  is  vertical  I  take  advantage  of  the  high  surface  tension  of  mercury 
"  in  virtue  of  which  it  may  be  made  to  stand  above  the  level  of  the  vessel  con- 
"  taining  it.  The  ends  of  wires  or  metallic  strips  from  the  vertical  armature  25 
**  can  thus  cut  the  mercury  without  touching  the  vessel. 

"  When  I  use  a  motor  consisting  of  a  simple  solid  disc  or  cylinder  I  may  in 
**  order  to  economize  magnetising  force,  corrugate  the  disc  or  cylinder  in  con* 
"  centric  rings  and  form  the  magnet  poles  to  correspond  and  thereby  not  only 
^'  lessen  the  resistance  of  the  non-magnetic  space  but  also  increase  the  efficiency  30 
"  of  the  driving  current.  If  in  any  case  it  is  found  impracticable  to  render 
**  friction  or  other  disturbing  causes  inappreciable  I  may  *  compound-wind ' 
^*  the  magnets  or  armature  of  the  motor  or  if  it  is  separate  of  the  electric 
«  brake. 

*^  In  cases  where  iron  is  used  in  the  armature  or  the  electric  brake,  I  may  so  35 
*^  dispose  the  magnets  as  to  counteract  or  partially  counteract  gravity  and 
"  thereby  lessen  friction.    For  alternating  currents  the  magnet  cores  and  if  of 
^^  iron  the  armature  core  must  be  finely  divided  into  wires  or  metal  strips. 

^'  The  rotations  of  the  axis  of  the  armature  of  the  meter  are  registered  by 
**  means  of  counting  apparatus  of  an  ordinary  type.  40 

"  The  double  commutator  and  the  corrugation  of  the  disc  or  cylinder  and 
**  pole  pieces  herein  before  described  are  applicable  to  dynamo  electric  generators 
"  and  motors. 

"  Having  described  the  nature  of  my  said  invention  I  will  proceed  to  describe 
^^  with  reference  to  the  accompanying  Drawings  the  manner  in  which  the  same  45 
"  is  to  be  performed. 

*'  Figure  1  represents  in  side  elevation  an  electricity  meter  constructed  accord- 
"  ing  to  one  form  of  my  invention  ;  Figure  2  represents  a  plan  of  the  same  ; 
^^  Figure  3  is  an  end  elevation  of  the  same  partly  in  section  taken  at  the 
^^  commutator  end  and  Figure  4  is  an  elevation  of  the  opposite  end  ;  Figure  5  50 
^^  represents  the  armature  in  elevation  and  Figure  6  is  a  diagram  illustrating  the 
"  course  of  the  electrical  current  as  hereinafter  explained. 

'^  The  armature  consists  of  a  series  of  metallic  sectors  marked  respectively 
"  1  to  16  both  inclusive  in  Figure  5.    These  sectors  make  up  a  circular  disc  with 
^^  radial  slits  by  which  slits  the  said  sectors  are  electrically  insulated  from  one  55 
^'  another.    These  sectors  do  not  extend  to  the  axis  a  of  the  machine  as  seen  ia 
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**  Figure  5.  The  said  sectors  are  carried  by  the  circular  disc  6  which  is 
^^  mounted  on  the  axis  a  and  constitutes  the  brake  of  the  meter  as  hereinafter 
"  explained.  The  sectors  are  connected  to  the  disc  or  brake  h  by  means  of  the 
"  pins  or  pegs  c  made  of  ivory  or  wood  or  other  insulating  material.  Between 
5  "  the  brake  b  and  the  sectors  is  a  disc  of  brown  paper  d  by  which  the  said 
"  sectors  are  electrically  insulated  from  the  brake  h\  e  \a  the  magnet  between 
"  the  pole  pieces /and  g  of  which  the  armature  and  brake  h  rotate.  The  sectors 
"  are  electrically  connected  with  each  other  in  the  manner  best  seen  in  Figure  5. 
"  The  connections  are  effected  by  flat  wires  or  bands  of  copper  covered  with 

10  **  silk  ribbon  or  other  insulating  material  and  are  carefully  insulated  from  one 
**  another.  The  sector  marked  1  is  connected  to  the  sector  marked  8  by  the 
"  outer  band  h  one  end  of  which  is  soldered  to  the  sector  1  and  the  other  end 
**  is  soldered  to  the  sector  8.  The  inner  end  of  the  sector  8  is  electrically 
"  connected  by  the  inner  band  h^  to  the  inner  end  of  the  sector  15.    By  tracing 

15  **  the  several  outer  and  inner  bands,  it  will  be  seen  that  the  several  sectors  are 
*<  connected  in  the  following  manner. 

"  The  sector  1  is  connected  to  the  sector  8  and  the  sector  8  to  the  sector  15, 
"  The  sector  15  is  connected  to  the  sector  6  and  the  sector  6  to  the  sector  13. 
**  The  sector  13  is  connected  to  the  sector  4  and  the  sector  4  to  the  sector  11.    The 

20  "  sector  11  is  connected  to  the  sector  2  and  the  sector  2  to  the  sector  9.  The 
"  sector  9  is  connected  to  the  sector  16  and  the  sector  16  to  the  sector  7. 
**  The  sector  7  is  connected  to  the  sector  14  and  the  sector  14  to  the  sector  5, 
"  1  he  sector  5  is  connected  to  the  sector  12  and  the  sector  12  to  the 
**  sector  3.    The  sector  3  is  connected  to  the  sector  10  and  the  sector  10  to 

25  **  the  sector  1. 

"  Referring  to  Figure  5  I  will  assume  that  the  sectors  7  to  13  are  for  the 
"  ntioment  situated  between  the  pole  pieces /and  g  Figure  1 ;  that  is,  are  in  a 
"  strong  magnetic  field.  By  tracing  an  electric  current  entering  at  the  inner  or 
"  small  end  of  the  sector  14  it  will  be  seen,  as  indicated  by  the  arrow  head,  that 

30  ^  the  said  current  in  part  passes  to  the  marginal  end  of  the  said  seQtor  14  and 
^*  in  part  passes  to  the  inner  end  of  the  sector  5. 

"  I  will  first  indicate  the  path  of  the  current  which  passes  to  the  marginal 
"  part  of  the  sector  14.  The  said  current  passes  from  the  sector  14  to  the 
"  sector  7  the  current  in  the  said  sector  7  travelling  inwards  that  is  from  the 

35  "  marginal  part  to  the  central  or  inner  part  and  then  by  the  inner  connection 
*<  of  the  said  sector  7  it  passes  to  the  inner  part  of  the  sector  16  where  it  travels 
**  outwards.  By  the  outer  connection  of  the  sector  16  the  current  passes  to  the 
**  outer  or  marginal  part  of  the  sector  9,  in  which  sector  the  current  travels 
"  inwards.    By  pursuing  this  part  of  the  current  it  will  be  found  that  it  travels 

40  "  outwards  in  the  sectors  14, 16,  2  and  4  and  that  it  travels  inwards  in  the 
«  sectors  7, 9, 11  and  13  which  latter  namely  7,  9, 11  and  13  are,  in  the  magnetic 
"  field  while  the  sectora  14, 16,  2  and  4  carrying  the  outward  currents  are  out 
**  of  the  magnetic  field. 

"  I  will  now  indicate  the  path  of  that  part  of  the  current  entering  the 

45  "  sector  14  which  part  of  the  current  passes  by  the  inner  connection  of  the 
"  sector  14  to  the  inner  end  of  the  sector  5  in  which  sector  it  travels  outwards. 
"  From  the  sector  5  the  current  passes  to  the  marginal  end  of  the  sector  12,  in 
**  which  sector  12  it  travels  inwards.  By  means  of  the  inner  connection  of  the 
**  sector  12  the  current  passes  to  the  inner  end  of  the  sector  3  in  which  it  travels 

50  *'  outwards.  By  further  tracing  this  part  of  the  current  it  will  be  seen  that  it 
"  passes  outwards  in  the  sectors  5,  3, 1  and  15  and  passes  inwards  in  the  sectors 
"  12, 10,  8  and  6.  It  will  thus  be  seen  that  in  the  sectora  7,  8,  9, 10, 11,  12  and 
**  i3  which  are  all  in  the  magnetic  field  the  currents  are  all  passing  in  the  same 
♦'direction  namely  inwards  and  that  all  the  currents  in  the  other  sectora 

55  "  excepting  sector  6  pass  outwards  and  are  outside  the  magnetic  field.  The 
"  result  is  that  the  sectors  7,  8,  9, 10, 11, 12  and  13  are  urged  from  between  the 

2U  2 
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**  pole  pieces /and  g  of  the  electro-magnet  e  commnnicating  a  rotary  motion  to 
"  the  axis  a  of  the  armature.  As  the  armature  rotates  the  sectors  which  were 
"  in  the  magnetic  field  and  were  traversed  by  currents  travelling  inwards  pass 
"  in  succession  out  of  the  magnetic  field  when  the  direction  of  the  currents  in 
"  them  is  changed  by  the  commutator  as  hereinafter  explained  and  the  sectors  5 
"  coming  into  the  magnetic  field  also  have  the  direction  of  their  currents 
"  changed  from  outwards  to  inwards  by  the  action  of  the  commutator.  The 
"  normal  state  of  the  currents  in  the  sectors  is  illustrated  by  the  diagram 
'*  Figure  6  by  which  diagram  it  will  be  seen  that  the  current  in  eight  of  the 
"  sectors  is  flowing  in  one  direction  and  that  the  current  in  the  other  eight  is  10 
"  flowing  in  the  opposite  direction.  The  line  of  commutation  is  marked  A,  A 
"  and  it  will  be  noted  that  all  the  currents  on  the  right  of  the  line  will  be 
"  flowing  inwards  as  indicated  by  the  arrow  heads  and  all  the  currents  on  the 
"  left  of  the  line  are  flowing  outwards.  In  the  said  diagram  Figure  6  the  path 
"  of  the  current  is  represented  in  part  in  continuous  and  in  part  in  dotted  lines  15 
"  by  which  method  of  indication  the  path  of  the  current  will  be  the  more 
**  readily  traced. 

"^  The  commutator  consists  of  two  series  of  insulated  sectors/,  k  fixed  a  short 
"  distance  apart  on  the  axis  a  of  the  armature,  the  marginal  portions  of  the 
**  several  sectors  dipping  in  turn  as  the  axis  a  rotates  into  the  mercury  20 
**  troughs  Z,  m  respectively.  The  series  of  sectors  7,  k  exactly  resemble  in  their 
**  action  an  ordinary  commutator  the  highest  and  lowest  sectors  respectively 
"  carrying  the  incoming  and  outgoing  current.  But  in  order  to  avoid  the 
"  friction  of  a  brush  or  spring  upon  the  two  opposite  sectors  and  to  effect  the 
'*  the  transmission  of  the  current  through  mercury  which  is  practically  25 
"  frictionlesB  each  of  the  sectors  of  the  series  j  is  connected  by  one  of  the 
"  wires  p  with  the  sector  diametrically  opposite  to  it  on  the  series  k  so  that  the 
"  opposite  sectors  of  the  series/  are  respectively  connected  with  the  mercury 
"  in  the  two  troughs  /  and  m.  The  wires  r  and  s  are  the  conductors  by  which 
"  the  electric  current  to  be  metered  is  conveyed  to  and  from  the  meter.  30 

"  If  for  any  reason  I  desire  to  make  the  axis  of  the  meter  vertical  I  may  make 
"  use  of  the  high  surface  tension  of  mercury  to  form  a  nearly  frictionless 
"  commutator  by  means  of  two  cisterns  of  mercury  filled  so  completely  that 
"  the  surface  of  the  mercury  at  a  little  distance  from  the  side  of  the  vessel 
**  stands  higher  than  the  edge  of  the  vessel.  In  such  case  the  segments  of  the  35 
"  commutator  will  revolve  horizontally  and  then  the  commutator  need  not 
"  be  divided  but  may  consist  of  horizontal  sectors  moving  in  one  horizontal 
"  plane. 

"  The  brake  consists  of  a  metallic  disc  h  preferably  of  copper  fixed  on  the 
"  axis  a  and  consequently  rotating  with  it.    As  the  said  disc  h  travels  between  41 1 
"  the  pole  pieces  /,  g  electric    currents    (commonly   known    as  *  eddy '  or 
"  *  Foucault '  currents)   are  generated  in  the  said  disc  h  the  resistance  they 
"  cause  to  the  motion  of  the  disc  being  proportional  to  its  velocity. 

''  It  is  of  importance  to  increase  as  ^r  as  possible  the  magnitude  of  these 
**  eddy  currents.  In  order  to  do  this  I  form  the  pole  pieces /and  g  with  grooves  45 
**  in  them  radial  or  nearly  radial  to  the  axis  of  rotation  of  the  armature  as  shewn 
"  in  Figures  1,  2  and  3.  The  said  grooves  increase  th-:?  retarding  action  of  the 
"  brake  disc  5.  They  may  be  either  made  in  both  of  the  pole  pieces  /and  g  as 
"  shown  or  only  in  the  pole  piece  /  nearest  the  brake  disc  ft.  Though  these 
"  grooves  are  advantageous  they  are  not  essential  as  both  the  pole  pieces  may  50 
"  be  without  grooves. 

"  The  special  means  I  employ  for  reducing  the  friction  of  the  axis  a  on  its 
'*  bearings  to  a  minimum  consists  of  the  arrangement  of  anti  friction  wheels 
"  and  adjuncts  represented  in  the  Drawings.     Each  of  ihe  reduced  ends  of  the 
"  axis  a  bears  upon  the  summit  of  the  anti  friction  wheel  t  and  the  axis  of  the  5«; 
"  said  wheel  t  bears'  upon  the  summits  of  the  wheels  v  and  i;>.    The  end  of 


Vol.  XJy.,  No.  19.]    AND  TRADE  MARK  CASES.  529 

Hookham  v.  Johnson. 

^^  the  axis  a  is  preserved  in  position  on  the  sammit  of  the  wheel  t^  that  is, 
"  lateral  and  end  motion  in  the  said  axis  a  is  prevented  by  the  conical  termina- 
**  tion  of  the  said  axis  a  engaging  in  the  V  shaped  vertical  groove  w  as  illus- 
•*  trated  in  the  detached  detail  of  Figure  1.  The  axes  of  the  wheels  t  are  kept 
5  "  in  position  by  a  similar  arrangement. 

'*  The  rate  of  rotation  of  the  axis  a  and  the  current  passing  through  the  meter 
"  are  measured  by  the  transmission  of  the  rotary  motion  of  the  said  axis  a  to  an 
*'  ordinary  indicating  apparatus.  To  effect  this  a  worm  x  is  made  on  the  axis  a 
**  which  worm  is  geared  with  a  worm  wheel  (not  shown  in  the  Drawings) 
10  "  which  worm  wheel  by  its  rotation  drives  a  train  of  toothed  wheels  the  axes 
"  of  which  carry  fingers  or  pointers  which  indicate  on  dials  the  amount  of 
"  electric  current  which  has  passed  through  the  meter.  I  do  not  confine  myself 
"  to  the  use  of  any  particular  indicating  apparatus. 

"  In  order  to  standardise  the  meter  the  strength  of  the  magnetic  field  may  be 
15  "  modified  by  varying  the  resistance  of  the  shunt  circuit ;  or  I  may  in  place  of 
"  or  in  addition  to  varying  the  resistance  of  the  shunt  circuit  partially  short 
"  circuit  the  magnetic  field  by  a  bar  or  bars  of  iron  connecting  the  poles  whose 
'*  section  or  proximity  to  the  magnet  can  be  adjusted.  This  method  is  applicable 
^*  to  permanent  magnets  whose  field  may  be  increased  at  intervals  if  it  falls  off 
20  "  by  removing  one  or  more  of  the  iron  bars. 

'*  In  the  meter  I  have  described  and  represented  the  armature  is  divided 

^*  into  sectors  in  order  that  the  current  to  be  measured  may  pass  several  times 

"  across  the  magnetic  field  and  the  sensitiveness  of  the  meter  may  be  thereby 

j  "  proportionately  increased.     I  wish  it  however  to  be  understood  that  I  do  not 

I  ,25  ^*  limit  myself  to  the  use  of  an  armature  divided  into  sectors  as  a  continuous 

"  disc  may  be  employed  in  which  the  current  travels  only  between  the  axis 

"  and   periphery.      This  arrangement   although   inferior  in   sensitiveness   to 

**  the  arrangement   described  may   be   conveniently  employed   when   heavy 

**  currents  are  to  be  measured. 

30       "  In  the  meter  described  and  represented  the  main  current  passes  through  the 

"  armature  and  the  shunt  through  the  field  magnet  but  similar  results  may  be 

•*  obtained  by  reversing  this  arrangement  in  which  case  the  use  of  iron  in  the 

j  **  armature  is  preferable. 

I  **  In    order    to    enable    the    meter    to    measure    current    the    field    must 

I  35  ^**  be   constant  or  else  the  armature   must    be   of  constant  magnetic  power 

•*  and   the    current  to   be    measured    must  in  such    latter  case    pass  round 

•*  the    field    magnets.      To  obtain    this  constancy  in    electro  magnets  they 

**  must    be  saturated  and  the  magnetising  force  and   the  dimensions  of  the 

•*  core   must  be  so   proportioned  as  to  secure  this.     The  constancy  of  the 

40  *'*'  field  in  which  the  brake  moves  (in  the  case  in  which  it  moves  in  a  separate 

"  field)  may  be  secured  in  an  analogous  way.     In  electrical  circuits  in  which 

"  the  electro-motive  force  is  practically  constant  this  degree  of  saturation  in 

**  Electro-magnets  is  not  essential.     But  I  prefer  to  have  as  field  magnets  both 

^  of  the  electro  motor  and  of  the  brake  permanent  magnets  as  they  can  be  made 

45  **  to  be  very  powerful  and  very  constant  by  the  following  means. 

"  In  place  of  electro  mai^nets  as  described  and  represented  I  prefer  using  for 
^'  smaller  installations  permanent  magnets,  a  number  of  bar  magnets  being 
"  substituted  for  the  electro  magnet  represented  in  the  drawings  though  I  may 
^'  use  magnets  of  other  shape  or  configuration  but  in  all  cases  in  which  I  use 
50  "  permanent  magnets  whether  for  the  field  of  the  motor  or  of  the  brake  the  pole 
^*  pieces  should  have  their  surfaces  very  large  compared  with  their  distance 
**  apart  as  represented  in  the  drawings  so  as  to  form  a  narrow  slit  in  which  the 
**  disc  armature  revolves.  When  this  is  done  the  permanent  magnets  are 
**  practically  constant  and  this  arrangement  is  essential  to  the  constancy  of 
/»5  '*  permanent  magnets  unless  the  disc  is  of  iron  which  is  objectionable  on  other 
*^  grounds.  The  power  and  constancy  of  these  permanent  magnets  are  incret^d 
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**  by  magnetieing  them  when  in  position  which  is  easily  done  by  wrapping  wire 
"  round  them  and  passing  a  powerful  current  through  the  coil  so  formed.  I 
"  prefer  to  make  the  ratio  between  the  area  of  the  pole  pieces  and  the  distance 
"  apart  of  the  said  pole  pieces  at  least  seventy  times  as  great  as  the  ratio 
"  between  the  sectional  area  of  the  steel  magnets  and  the  length  of  the  said  5 
*'  magnets.  For  example  if  the  length  of  the  steel  magnet  bars  be  six  inches 
**  and  their  sectional  area  four  square  inches  the  area  of  each  of  the  pole  pieces 
"  may  be  six  square  inches  and  their  distance  apart  one  eigth  of  an  inch.  Or 
**  the  area  of  each  of  the  pole  pieces  may  be  three  square  inches  and  their 
"  distance  apart  one  sixteenth  of  an  inch.  When  these  proportions  are  adopted  10 
*'  a  powerful  and  stable  field  is  obtained. 

"  If  iron  is  used  in  the  armature  however  pure  and  soft  the  said  iron  may  be 
"  there  is  still  a  constant  drag  due  to  the  work  expended  on  magnetisation  and 
"  de-magnetisation.  In  such  case  this  drag  may  be  overcome  by  compound 
"  winding  the  armature  with  a  shunt  current  having  separate  commutator  and  15 
"  brush  arrangements.  This  is  proportioned  so  as  just  to  balance  the  magnetic 
"  drag  and  enable  the  meter  to  start  with  the  required  (small)  current.  Or  I 
**  may  pass  the  greater  part  of  the  shunt  circuit  round  the  armature  and  a  small 
"  part  round  the  magnets  which  in  this  case  are  wound  with  the  thicker 
**  conductor  carrying  the  current  to  be  metred  the  said  small  part  of  the  shunt  20 
"  serving  the  above  mentioned  purpose. 

"  I  have  not  thought  it  necessary  to  represent  an  electricity  meter  in  which 
"  the  disc  or  cylinder  and  magnetic  poles  are  corrugated  as  I  believe  this 
"  modification  will  be  understood.  It  is  only  necessary  to  remark  that  the 
**  corrugations  in  the  disc  or  cylinder  are  concentric  with  the  axis  of  rotation  25 
"  and  that  the  corrugations  in  the  pole  pieces  of  the  magnet  or  magnets  are  the 
"  counterparts  of  those  in  the  disc  or  cylinder.  The  said  corrugations  not  only 
"  diminish  air  resistance  but  the  increase  in  the  length  of  the  conductor  cutting 
"  the  field  increases  the  driving  force. 

"  Neither  do  I  think  it  necessary  to  represent  and  describe  a  dynamo  electric  30 
"  generator  or  motor  having  a  commutator  and  corrugations  as  I  believe  the 
"  application  of  the  commutator  and  corrugations  to  dynamo-electric  generators 
"  and  motors  will  be  suflBciently  understood  by  the  description  hereinbefore 
"  given  of  their  application  to  anelectricity  meter.  Mercury  being  inadmissable 
"  for  high  speed  dynamos  I  employ  the  ordinary  brushes  but  placed  side  by  35 
**  side  one  on  each  part  of  the  divided  commutator  the  parts  of  which  are 
"  connected  as  described  and  represented. 

"Although  I  have  described  only  that  form  of  electric  brake  which  I  prefer 
"  to  employ  yet  I  do  not  limit  myself  to  that  form  as  it  may  be  replaced 
"  by  any  electrical  generating  machine  having  a  constant  field  and  working  on  40 
"  constant  resistance  or  stated  generally  by  any  arrangement  involving  the 
"  motion  of  a  conductor  relatively  to  a  magnetic  field  the  strength  of  the  field 
"  being  maintained  constant  and  the  current  in  the  conductor  being  proportional 
"  to  the  rate  of  rotation. 

"  The  armature  itself  may  be  made  to  act  as  an  efficient  brake  and  the  brake  45 
"  disc  dispensed  with  by  making  the  sectors  of  thick  copper  and  of  considerable 
"  breadth  as  compared  with  the  teeth  or  projections  of  the  pole  pieces. 

"Although  I  prefer  generally  to  use  only  one  pair  of  poles  I  may  use  a 
"  second  pair  of  similar  poles  symmetrically  disposed  on  the  opposite  side  of 
"  the  axis.  W 

"  Having  now  particularly  described  and  ascertained  the  nature  of  my 
"  invention  and  the  manner  in  which  the  same  is  to  be  performed  I  declare  that 
"  I  claim  as  my  invention  of  *  Improvements  in  electricity  meters,  parts  of 
"  *  which  improvements  are  applicable  to  dynamo-electric  generators  and 
♦*  *  motors.'  55 

"  First — ^An  electricity  meter  for  measuring  currents  consisting  of  an  electro 


Vol.  XIV^  No.  19.]     AND  TRADE  MARK  CASES. 


Hookham  v.  Johnson. 


531 


"  motor  with  constant  field  arranged  eubstantially  as  hereinbefore  described 
"  and  illustrated  in  the  accompanying  drawings,  the  said  electro  motor  being 
•*  combined  with  an  Electric  brake  also  moving  in  a  constant  or  nearly  constant 
**  field  preferably  the  same  field  as  that  in  which  the  armature  rotat^  sub- 
5  "  stantially  as  herein  described  and  illustrated  in  the  accompanying  Drawings. 


FIG  3. 


"  Sooondly    Compcnoating    for  magnotio    drag    or    friotion    op   both    hy 
^^  oomponnd  winding  oithop  the  armatoro  or  tho  magnoto. 
**  Thirdly  Secondly — In  electricity  meters  the  [obtaining 


a   constant  field 
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"  either  for  the  brake  or  the  armature  or  both  by  the  use  of  electro  magnetB 
"  of  such  construction  and  dimensions  that  they  become  saturated  while  in  use 
"  in  the  circuits  of  the  kind  for  which  they  are  designed  substantially  as  herein 
"  described. 

''  Fourthly  I'hirdly—ln  electricity  meters  the  use  for  the  purpose  of  5 
•'  procuring  a  powerful  and  constant  magnetic  field  of  permanent  magnets 
*'  arranged  as  described  with  very  large  polar  surfaces  closely  fronting  each 
"  other  so  as  to  form  a  narrow  slit  in  which  the  disc  armature  revolves  whether 
"  the  same  be  magnetized  in  position  or  otherwise  and  the  means  described  for 
*'  regulating  the  same  when  or  if  necessary  substantially  as  herein  described  aiid  10 
"  in  part  illustrated  in  the  accompanying  Drawings. 

"  Fifthly  Fourthly-^lu  electricity  meters  the  construction  and  arrangement 
"  of  parts  forming  a  divided  commutator  making  contact  by  means  of  mercury 
*'  placed  in  insulated  vessels  substantially  as  herein  before  described  and 
"  illustrated  in  the  accompanying  drawings  and  the  use  of  the  divided  15 
"  commutator  in  and  in  connection  with  dynamo  machines  or  electro  motors  as 
"  described. 

"  Sixa^ly  Fifthly— The  construction  and  arrangement  of  parts  forming  a 
"  commutator  making  contact  by  means  of  mercury  placed  in  insulated  vessels 
'*  the  axis  of  revolution  of  the  commutator  being  vertical  substantially  as  20 
"  herein  described. 

"  Sovonthly  Sixthly — Making  grooves  in  the  pole  pieces  of  the  electro 
"  magnet  or  permanent  magnet  of  an  electricity  meter  for  the  purpose  of 
**  increasing  the  action  of  the  brake  substantially  as  hereinbefore  described  and 
"  illustrated  in  the  accompanying  drawings.  25 

"  Eighthly  Seventhly — The  method  hereinbefore  described  and  illustrated  in 
*'  the  accompanying  Drawings  of  combining  the  disc  armature  or  insulated 
"  sectors  with  the  continuous  disc  constituting  the  brake. 

"  Ninthly  Eighthly — The  arrangement  und  combination  of  parts  hereinbefore 
*'  described  and  illustrated  in  the  accompanying  drawings  for  diminishing  the  30 
**  friction  of  the  rotating  axis  of  the  meter  in  its  bearings. 

"  Tenthly  Ninthly — An  electricity  meter  constructed  substantially  as  herein 
"  described  and  illustrated  in  the  accompanying  Drawings." 

Chamberlain  dkH^  Hookham^  Ld,^  subsequently  became  entitled  to  an  equitable 
interest  in  the  said  patent.  35 

On  the  27th  of  November  1895,  the  Patentee  and  Chamberlain  and 
Hookhamj  Ld.<,  commenced  an  action  against  Johnson  and  Phillips  for  infringe- 
ment of  this  patent,  claiming  the  usual  relief.  By  their  Particulars  of  Breaches, 
the  PlaintifPs  alleged  that  the  Defendants  had  manufactured  and  sold  electricity 
meters  constructed  in  accordance  with  the  PlaintiflPs' invention  ;  such  electricity  40 
meters  were  constructed  and  operated  substantially  in  accordance  with  the 
Plaintiffs*  invention,  and  claimed  in  the  first,  third,  and  sixth  claiming  clauses 
of  the  Plaintiffs'  Specification  ;  in  particular,  the  Plaintiffs  complained  of  sales 
to  Tlie  Midland  Electric  Light  Company,  Ld.y  on  the  12th  of  November  1895, 
and  to  one  A.  M.  Sillar^  on  the  5th  of  November  1895.  45 

The  Defendants  denied  the  Plaintiffs*  title  and  infringement,  and  alleged  that  the 
patent  was  invalid,  for  the  reasons  given  in  the  Particulars  of  Objections.  They  were 
as  follows  : — (1)  G.  Hookham  was  not  the  true  and  first  inventor ;  (2)  the  alleged 
invention  was  not  useful ;  (3)  and  was  not  proper  subject-matter,  having  regard 
to  the  state  of  common  knowledge.  The  Defendants  would  refer  to  the  Speci-  50 
cations  and  publications  mentioned  in  paragraph  6  of  the  Objections  or  to  the 
portions  thereof  mentioned  in  such  paragraph  as  part  of  common  knowledge. 
Ut)  The  amended  Complete  Specification  described  and  claimed  matters  different 
irom  and  larger  than  those  described  in  the  Provisional ;  in  particular,  the 
Provisional  (a)  did  not  in  any  manner  indicate  that  the  electric  brake  was  to  55 
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move  in  a  constant  or  nearly  constant  field,  as  claimed  by  the  first  claiming 
clause  of  the  said  amended  Complete  Specification  ;  and  (b)  did  not  describe  or 
in  any  way  indicate  the  ase  of  permanent  magnets  as  claimed  by  the  third 
claiming  clause  ;  and  (c)  did  not  describe  or  in  any  way  indicate  the  making  of 
5  grooves  in  the  pole  pieces  of  the  electromagnet  or  permanent  magnet  for  the 
purposes  mentioned  in  the  sixth  claim.  (5)  The  amended  Specification  was 
insufficient  and  was  ambiguous  and  framed  so  as  to  mislead.  (6)  The  inven- 
tion was  not  new,  but  was  matter  of  common  knowledge,  and  was  moreover 
published  in  the  following  Specifications  and  publications  : — (a)  W.  E.  Ayrton 

10  and  J.  Perry's^  No.  2642  of  1882,  the  whole  Specification  relied  on  as  antici- 
pating the  first  and  sixth  claiming  clauses  ;  (b)  T,  J.,  Handford's^  No.  2675  of 
1883,  the  whole  of  the  Specification  and  Drawings  relied  on  as  anticipating 
Claims  1,  2,  ;i,  and  6  ;  (c)  J.  Munroe's^  No.  1626  of  1882,  the  passage  in  the 
Specification  beginning  at  line  20  on  page  10  with  the  words  ^'  to  a  means  of 

15  **  measurement,"  and  ending  with  the  words  "  as  to  show  amperes,'*  is  relied  on 
as  anticipating  Claims  1  and  3  ;  {d)  A.  Gray  and  T.  Gray's,  No.  3441  of  1882, 
the  whole  Specification  and  the  Drawings  relied  on  as  anticipating  the  Claims  1, 
3,  4,  and  8 ;  (e)  F.  F.  Yeatman%  No.  10,122  of  1885,  the  whole  of  the  Speci- 
fication and  Drawings  relied  on  as  anticipating  Claim  1  ;  (/)  the  description 

20  of  Baumann's  energy  meter,  published  at  page  279  in  Vol.  xii.  (1883)  of 
"The  Journal  of  the  Society  of  Telegraph  Engineers,"  relied  on  as  anti- 
cipating Claim  1;  (g)  J.  Perry's,  No.  1178  of  1880,  lines  26  to  32,  page  6, 
and  line  30,  page  4,  and  Fig.  4,  relied  on  as  an  anticipation  of  Claims  1,  2, 
and   6  ;    (h)  the  description  of  De  Romilly's  dynamo  machine  or  motor  in 

25  "  Dynamo-Electricity,"  hj  G.  B.  Prescott,  published  in  New  York  in  1884, 
relied  on  as  anticipating  Claims  1  and  6  ;  (t)  H.  F.  JoeVs,  No.  17,091  of  1884, 
lines  20  and  40  on  page  4,  and  the  second  claiming  clause  and  the  Drawings 
relied  on  as  anticipating  the  sixth  claim.  (7)  The  sixth  claim  of  the  Plaintifl:s' 
amended  Specification  was  anticipated  by  the  previous  user  of  the  common  and 

;;o  well-known  device  in  electric  machinery  called  "  Paccinotti  Rings," 

The  action  now  came  on  for  trial.  MoultoUy  Q.C.,  Walter,  and  J.  H.  Gray 
(instructed  by  Field,  Roscoe,  and  Co.,  agents  for  Smith,  Pins&nt,  and  Go.,  of 
Birmingham)  appeared  for  the  Plaintiffs ;  and  Bovsjield,  Q.C.,  J.  C.  Graham, 
and  G.  E.  Jenkins  (instructed  by  G.  Whale)  for  the  Defendants. 

35  Moulton,  Q.C.,  opened  the  Plaintiffs'  case. — This  is  a  patent  for  an  electricity 
meter.  There  must  be  something  which  will  give  an  equilibrium  speed.  The 
greater  part  of  the  mechanism  in  the  Specification  was  known  to  electricians, 
but  to  get  from  that  to  a  practical  meter  was  a  difficulty.  Everybody  was  trying 
to  make  a  meter,  for  a  meter  is  a  very  practical  thing.    The  question  is,  how 

40  can  a  meter  be  made  which  will  meet  the  great  difficulties  which  have  to  be 
encountered.  Except  Edison's  meter,  this  meter  of  the  Plaintiffs  was  the  first 
accurate  working  meter  on  the  market.  To  be  accurate  it  must  be  able  to  start 
with  the  smallest  current,  for  in  electricity  the  roads  are  left  open  so  that  as 
soon  as  the  current  runs  the  meter  must  act.    The  equilibrium  speed  is,  of 

45  course,  affected  by  anything  which  resists  it.  The  static  friction  of  the  bearings 
and  various  parts  is  of  grave  importance  ;  it  destroys  proportionality,  which  is 
absolutely  essential.  When  you  have  a  big  range  you  cannot  ha\e  accuracy. 
There  is  also  air  friction,  and,  in  consequence  of  that,  you  must  not  have  your 
parts  running  at  too  great  velocity,  even  in  the  biggest  currents.     Prior  to  the 

50  Plaintiffs'  patent  the  general  principles  were  well  known,  and  we  shall  give 
evidence  of  people  who  knew  about  these  ideas  and  yet  could  not  get  the 
practical  thing.  I  will  explain  one  form  of  the  invention  and  then  go  to  the 
Specification,  as  disconformity  is  alleged.  [_BousJield,  Q.C. — There  are  certain 
details  claimed  in  the  Complete  which  are  not  disclosed  in  the  Provisional, 

55  but  if  they  are  only  claimed  as  adjuncts  I  shall  not  object.]  A  number  (about 
130)   of   these  meters  have  been  made  of  the  actual   figure  shown  in  the 
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Specification.    The  second  form  ie  the  same,  and  1020  have  been  sold  ;  that  is  a 
practical  meter,  which  had  a  considerable  user.    They  are  very  successful  meters, 
but  improvements  have  been  made  in  them.    All  the  magnets  described  by  the 
Patentee  are  permanent  magnets.    The  drum  armature  was  connected  with  an 
invention  of  SiemenSy  the  ring  with  the  name  of  Qramme^  and  there  were  many  5 
inventors  who  had  made  discs.    The  Patentee  gives  alternatives  of  a  simple 
solid  disc,  or  a  cylinder  rotating  between  magnetic  poles.    It  will  be  important 
to  go  into  dynamos.    You  could  use  a  solid  disc  armature  as  well  as  a  more 
complicated  coil  armature.      The  disc  might  be  divided  into  sectors  with 
dividing  slits  at  right-angles  to  the  motion  in  the  field.    There  is  the  commu-  10 
tator,  the  divided  ring  which  always  lets  the  electricity  in  at  the  bottom,  in  a 
particular  position.    The  Patentee  has  to  reduce  the  static  friction  to  nothing, 
and  has  an  ingenious  device  to  do  it.    There  is  a  point  of  disconf ormity  when  I 
come  to  the  details,  but  I  doubt  if  it  is  very  important.    The  Complete  Specifica^ 
tion  down  to  page  2,  line  22  {ante  p.  526, 1. 43),  has  nothing  novel ;  there  are  some  15 
suggestions  of  the  Provisional  dropped.    The  drawings  only  show  one  form  of 
the  invention.    A  big  magnet  he  describes  as  an  electromagnet    Page  4,  line  12 
tjante  p.  528, 1. 44),  is  important ;  it  is  a  detail  which  the  Patentee  first  brings  out  in 
the  Complete  Specification,  but  an  inventor  is  entitled  to  develop  his  invention, 
though  he  may  not  change  it.    In  the  Provisional  the  inventor  has  to  describe  20 
the  nature  of  his  invention,  so  as  to  prevent  him  putting  in  the  Complete  any- 
thing beyond  development ;  Woodward  v.  Sansum^  4  R.P.C.  166.     The  new 
point  is  that  he  grooved  his  pole  pieces.    The  exaggeration  of  the  magnetic 
brake  is  the  root  of  his  invention.     The  eddy  currents  are  examples  of  local 
self-government ;   if  any  part  of  a  conductor  moves  from  strong  to  weak,  it  25 
insists  on  its  eddy  current.    Each  magnetic  field  has  its  little  eddy  currents. 
Each    current    is    a    bit    of    energy,    and    requires    to    be    paid    for.     The 
little  vertical    groove  with  three  movements  in   it  is  not  anticipated.     At 
page  4,  line  54  {ante  529, 1.  34),  the  Patentee  decides  for  permanent  magnets, 
and  that  choice  has  been  confirmed  in  practice.    What  are  the  features  of  30 
the    machine  ?    (1)    A    motor ;     it    may    be    an    armature    of    any  of   the 
known  types  (the  drum  disc  or  ring,  or  the  simple  disc  or  cylinder).    (2)  A 
constant  field  in  which  the  armature  revolves.    Those,  (1)  and  (2),  make  a 
motor.    (3)  A  disc  or  cylinder  of  metal  (copper  rotating  with  the  motor).    (4) 
A  constant  magnetic  field,  formed  by  pole  pieces  brought  near  together  and  35 
fronting  one  another  at  a  short  distance  apart,  in  which  the  brsJie  disc  or 
cylinder  revolves  so  as  to  form  a  powerful  magnetic  brake.    (5)  Fluid  contacts 
so  as  to  give  nearly  frictionless  admission  of  the  currents.    The  result  of  this  is 
to    exaggerate    the    magnetic  action,  and   to  render  negligible   the  friction 
action.    (6)  Counting  apparatus.    There  are  special  variants  which  I  must  deal  40 
with.      There  is  an  important  one  that  if  the  armature  be  a  simple  disc  or 
cylinder,  it  may  act  as  its  own  brake.    The  first  claim  is  for  a  constant  motor 
and  other  things.     It  is,  I  submit,  a  claim  for   a  machine   containing  these 
essentials  of  a  meter  never  before  shown.    The  word  "  illustrated  '*  does  not 
confine  the  thing  in   particulars  :    the   Specification   says  preferably*.     The  45 
Patentee  says  over  and  over  again  what  he  claims;   he  does  not  claim  the 
drawings :  they  are  types  of  what  he  claims.    A  constant  field  is  equivalent 
to    permanent    magnets.      The    magnet    creates    a   constant    field    through 
which  the  magnetic  currents  pass ;  the  constant  field  does  not  vary  but  the 
armature  varies.    The  field  might  be  called  magnetic  force  :  it  ought  to  be  50 
magnetic  force  in  the  field.    Claim  (2)  emphasises  the  importance  of  constancy. 
(3)  The  device  for  intensifying  the  forces  which  are  not  a  Inxury  here  but  a 
necessity.    (4)  Mercury  contacts.    (5)  I  need  not  deal  with — it  is  not  attacked, 
(6)  The  way  of  making  more  local  currents  by  variations.    (7)  Is  a  detail  on 
which  nothing  turns.    I  rely  on  the  first  and  sixth  claims ;  I  shall  not  rely  on  55 
the  third,  which  is  complicated.   The  first  claim  is  the  electricity  meter  with  a 
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constant  field  as  essentially  described.  The  Defendants  say  no  details  not 
mentioned  in  the  Provisional  can  be  claimed,  bat  they  admit  they  do 
not  oppose  them  if  claimed  with  the  whole  Specification.  I  submit  there 
is  no  such  provision  in  English  law ;  I  say  you  can  claim  details 
5  which  are  not  described  in  the  Provisional.  The  Defendants  have  taken 
the  Patentee's  variants,  though  not  the  actual  form  shewn  by  him,  and 
every  essential  that  will  make  that  work.  The  Defendants  have  the 
alternative,  a  simple  armature — ^not  the  disc,  but  a  cylinder — both  variants 
suggested  in  the  Provisional  and  Complete.    The  Defendants  have  taken  the 

10  pole  pieces ;  they  have  poles  inside  and  outside,  so  that  the  cylinder  revolves 
between  the  near  poles,  and  grooved  pole  pieces.  They  have  taken  the  form 
in  which  it  moves  horizontally  and  the  mercury  cups  top  and  bottom,  and  a 
motor  revolving  in  a  magnetic  field  of  great  power.  The  form  of  brake  which  I  said 
was  a  variant  is  taken, — an  armature  which  is  its  own  brake — and  the  effect  of 

15  the  grooved  poles.  I  do  not  say  the  Defendants'  meter  has  not  merits,  but  I  say 
these  variants  are  a  choice  which  the  Patentee  has  given  to  the  world,  and  the 
Defendants  are  using  his  invention  and  are  within  the  ambit  of  the  Specification. 
Differences  exist  with  substantial  identity.  I  wish  to  point  out  clearly  what 
the  claim  is.    I  do  not  suggest  the  Patentee  discovered  the  armature  of  the 

20  dynamo  or  the  disc  working  in  a  magnetic  field  acting  as  a  drag ;  the  world 
knew  these  things.  The  problem  with  regard  to  the  machine  was  to  make  a 
meter  which  would  measure  and  would  register.  The  Patentee  took  a 
meter  with  a  constant  current ;  and  made  it  so  that  the  electric  forces 
were  dominant  and  intensified  the  magnetic  field.    He  made  a  meter  which 

25  would  measure.  The  anticipations  fail  to  give  practical  directions,  and  show 
that  people  had  not  the  grip  of  the  problem ;  that  they  did  not  know  the 
magnitude  of  the  forces  and  did  not  get  the  first  essentials  to  success.  They 
never  had  any  real  knowledge  of  the  enemies  to  overcome.  Perry  worked 
for  eight  years  and  never  got  a  practical  meter.    The  essentials  which  the 

•W  Patentee  pointed  out  are  taken  by  the  Defendants  with  variants  which  make  it 
differ  but  which  are  really  pointed  out  in  the  Specification. 

The  Plaintiffs  called  the  following  witnesses :—  G.  Eookham,  the  Patentee, 
stated  that  in  1887  there  was  no  practical  electrical  meter  except  the  Edison 
deposition  meter,  no  purely  mechanical  meter  that  was  a  success.  The  problem 

35  for  witness's  invention  was  to  find  the  correct  brake.  Many  at  that  time  had  the 
idea  of  a  motor  meter  working  against  a  brake,  and  they  thought  the  great 
problem  was  to  find  a  correct  brake.  Witness  considered  that  he  had  made  a 
fair  start  when  he  had  discovered  a  correct  brake  which  followed  the  correct 
law.    For  an  electric  current  meter,  in  which  the  driving  force  of  the  motor 

40  was,  or  ought  to  have  been,  proportional  to  the  current,  the  brake  should  follow 
the  law  that  the  resistance  increased  in  proportion  to  the  velocity.  The  mere 
knowledge  of  what  was  a  suitable  brake,  and  what  was  the  law  of  the  brake,  was 
very  far  from  sufficient  to  instruct  the  public  how  to  make  a  meter.  The 
difficulty  in  making  an  accurate  meter  was  the  static  friction.    Witness  began 

45  by  diminishing  the  static  friction  as  much  as  possible  by  means  of  bars  or  anti- 
friction rollers,  and,  what  was  more  important,  witness  got  rid  of  the  very  great 
friction,which  generally  attached  to  introducing  the  current,  by  means  of  ordinary 
solid  brushes.  He  did  that  almost  entirely  by  making  what  might  be  called  fluid 
brushes  instead  of  solid  brushes.    In  the  use  of  solid  brushes  close  contact 

50  was  essential.  Considerable  pressure,  in  fact,  with  such  currents  as  a  meter 
must  carry,  was  necessary  to  make  sure  of  carrying  the  currents.  The  use  of 
solid  brushes  in  the  meter  arranged  as  the  Plaintiffs'  was  absolutely  impos- 
sible ;  the  fluid  brushes  were  most  effective,  not  only  because  they  reduced  the 
friction  to  a  minimum,  but  they  made  an  absolutely  continuous  metallic  contact 

55  through  the  whole  system,  and  therefore  carried  the  current  without  fear  of 
heat  or  any  other  accident.    As  to  the  magnetic  forces,  so  far  as  the  magnetic 
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brake  was  concerned,  every  meter  apparatus  had  been  thought  of.    Only  very 
weak  magnets  with  open  pole  pieces,  and,  therefore,  having  a  very  great  air 
resistance,  had  been  applied,  or  rather,  suggested.    The  witness  had  intensified 
that  brake.     If  he  had  taken  a  magnet  of  that  same  strength,  and  bent  it  round 
so  as  to  reduce  the  air  space,  it  would  have  increased  the  total  strength  of  the  ^ 
magnet  and  produced  great  Foitcault  currents,  but  especially  by  magnetising 
it.    When  the  two  poles  were  brought  closely   together,  he  was  enabled   to 
increase    the    strength  of    the   magnet,  at  the  same  time  it  was  perfectly 
permanent — that  was  witness's  first  step.      There  was  the  greatest  possible 
advantage   in  using  permanent  magnets.    The  effect  of  bringing  round  the  10 
poles  facing  one  another  at  short  distances,  to  allow  the  disc  to  pass  through 
them,  was  to  intensify  the  magnetic  field  ;  secondly,  it  made  the  magnets  really 
permanent ;  otherwise,  unless  they  were  extremely  feeble,  permanent  magnets 
were  only  permanent  in  name,  but  these  were  not  only  powerful  but  absolutely 
permanent.     Witness  believed  that  that  was  not  known  till  his  invention.     It  15 
was  most  important.     It  was  essential  to  a  practical  meter  that  it  should  have  a 
considerable  range  ;  it  had  that  even  in  1887.    Witness  would  not  then  have 
considered  a  meter  worth  making  that  had  a  range  of  less  than  1  to  20.     He 
meant  that,  supposing  the  biggest  current  the  meter  could  carry  was  20  amperes, 
then  it  should  start  with  one  ampere.    The  question  with  what  current  a  meter  20 
would  start  was  of  the  greatest  importance,  because  if  it  took  an  unreasonably 
large  current  to  start  it,  one  or  more  lamps  might  be  in  the  house  and  not 
metered  ;  the  current  would  supply  them,  but  not  be  metered.    A  meter  must 
be  able  to  register  small  currents.     Turning  to  the  Specification,  the  Plaintiffs' 
meter  would  not  measure  currents  unless  the  field  was  constant.    There  was  no  25 
met^r  of  the  Plaintiffs'  type,  according  to  the  witness's  opinion^  in  existence  in 
which  the  static  forces  were  negligible  compared  with  the  electric  forces,  nor 
were  there  any  instructions  to  the  public  enabling  them  to  make  such  a  meter. 
The  electro  motor  with  a  drum  pointed  to  the  Siemens  drum  ;   the  ring  was 
known  as  the  Gramme  ring  ;   the  disc  was  the  Shuckert  and  Edison.    The  ^JU 
simple  sdlid  disc  referred  as  much  as  anything  to  the  Forbes  dynamo,  bnt 
there  were  other  attempts.    Forbes^  dynamo  was  a  cylinder,  the  equivalent  of  a 
disc.    Witness  did  not  know  of  any  cylinder  or  of  any  attempt  to  work  a 
cylinder,  but  it  was  recognised  as  an  absolute  equivalent,  and  would  act  precisely 
in  the  same  way  as  a  disc.  The  Specification  referred  to  a  solid  disc,  and  meant  there  35 
might  be  the  one  disc  against  the  other  armature,  or  the  armature  would  be  one 
round  cylinder.    The  method  of  application,  getting  a  mercury  commutator 
with  a  vertical  spindle,  was  also  novel.     The  drawings  described  one  form  of 
the  invention,  and  the  description  of  them  was  sufficient.    The  description  of 
the  grooving  of  the  pole  pieces  was  sufficient.    Witness  had   made   meters  40 
according  to  the  invention  and  sold  them.    About  13o  of  GH|,  the  earliest 
form,  and  1020  of  the  second  form  GH^,  had  been  sold.    GHg,  the  Defendants* 
instrument,  had  a  cylindrical  armature,  through  which  the  current  passed  in  a 
constant  and  permanent  field,  produced  by  permanent  magnets.    The  poles  of 
each   were  brought  nearly  together,   leaving  a  slit  in   which  the  cylinder  45 
revolved,  and  were  doubly  grooved.    There  was  a  powerful  brake,  consisting 
of  a  metallic  cylinder  revolving  in  a  constant  and  intense  magnetic  field,  the 
same  field  as  the  armature.     The  current  was  introduced  into  it  by  mercury 
contacts,  and  the  electrical  forces  were  the  dominant  factor.    That  dominanoe 
was  due  to  the  intensification  of  the  field,  and  combined  with  the  diminution  of  50 
friction  by  means  of  mercury  for  the  admission  of  the  current.  The  grooving  of 
the  poles  contributed  to  that  intensity  very  much.   If  the  poles  were  not  grooved, 
there  would  be  a  fluid  friction  brake,  but  no  magnetic  brake.    A  fluid  friction 
brake  was  impossible  in  that  class  of  meter.    The  law  of  resistance  of  the  fluid 
friction  at  ordinary  meter  speeds  would  be  that  the  resistance  would  increase  55 
approximately  as  the  square  of  the  velocity  instead  of  directly  with  the  velocity* 
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and  it  would  not  meter  correctly.    Witness  was  not  the  inventor  of  the  law  as 
regards  magnetic  friction  and  of  the  suggestion  that  magnetic  friction  might  be 
used  as  a  brake ;  after  he  found  them  out,  he  found  that  somebody  had  done  the 
same  thing  before,  but  no  one  had  shown  how  a  practical  meter  could  be  made 
5  on  these  lines.     Gross-examined :  Ferranti  had  a  meter  with  a  counter,  but 
witness  did  not  think  it  was  practicable.    Hopkinson's  meter,  of  which  the 
PlaintiflFs  made  and  sold  about  twenty  in  four  years,  188)^-1886,  was  an  attempt. 
The  demand  for  electric  meters  had  developed  at  that  time,  it  was  commonly 
said  that  electric  installation  was  waiting  for  a  meter.    Installations  of  house  to 
10  house  electric  light  were  just  beginning  in  those  four  years.   There  was  a  strong 
demand  for  a  meter.     If  every  installation  had  had  Hopkinson's  meter,  the 
Plaintiffs  would   have  sold   100.     That  meter  was,  witness  thought,  not  a 
practical  one  ;  nobody  ordered  a  second.    The  first  and  second  forms  of  the 
Plaintiffs'  patent  were  both  according  to  the  Specification,  and  the  second  form 
15  was  only  dimensionally  an  improvement.  The  Defendants'  meter  was  according 
to  the  Plaintiffs'  Specification.    There  was  an  important  difference  between  the 
Plaintiffs'  first  meter  and  the  Ayrton  and  Perry  meter,  in  externals  it  was  very 
different.    Witness  could  not  say  how  many  of  the  130  sold  of  the  first  form 
had  grooves  in  the  pole  pieces,  perhaps  12.  Witness  found  that  for  low  currents 
20  it  was  not  necessary  to  groove  the  pole  pieces,  but  when  he  had  a  meter  with 
the  higher  current  which  ran  too  fast  he  had  the  pole  pieces  grooved.    Witness 
produced  two  pole  pieces  without  grooves  and  then  a  pole  piece  of  a  patent  of 
1892.    It  was  hard  at  this  date  to  get  specimens  of  his  old  meters  ;  they  were  all 
practically  converted.    The  one  he  got  was  not  grooved,  but  that  did  not  show 
25  that  the  majority  were  not.    When  witness  wanted  to  increase  the  power  of  the 
brake  he  grooved  the  pole.    The  Defendants'  specimen  of  the  Plaintiffs'  meter 
was  one  of  the  early  meters  and  had  no  grooves,  but  it  was  strong  enough  to  do 
without  it.     [^To  the  Judge: — The  grooves  were  necessary  if  you  wanted  to 
carry  a  very  high  current,  but  could  be  dispensed  with  if  you  had  a  low  current. 
30  They  were  modifications ;  if  witness  wanted  to  increase  the  power  of  the  brake, 
he  grooved  the  pole  pieces.]    Witness  did  not  agree  with  Counsel's  suggestion 
that  the  grooving  was  absolutely  immaterial ;  without  it  many  of  his  meters 
would  run  at  an  improper  speed.  You  would  get  double  the  increase  of  braking 
power  by  duplicating  your  pole  piece  than  what  you  would  get  by  grooving, 
35  not  20  times.    Witness    thought    there    were    one    or  two  of    GHi    meters 
working,  but  they  were  ten  years  old,  and  it  was  something  for  a  meter  to  last 
so  long.  The  second  meter  lasted  five  years,  till  it  was  superseded.  Witness  did 
not  think  any  of  the  second  meters  were  working,  they  all  were  converted. 
When  witness  improved  his  meter  he  got  a  different  form,  and  the  customers 
40  immediately  wanted  the  improved  meter,  and  to  meet  them  he  contrived  a 
conversion  of  the  meter.  Not  many  of  those  meters  were  returned.  Some  were 
supplied  to  the  Kensington  Court  Central  Station  ;  witness  did  not  know  that 
they  were  returned  ;  he  distinctly  denied  that  many  were  returned.    The 
Westminster  Supply  Company  might  have  had  many  of  his  meters.    It  was 
45  not  a  perfect  meter.    The  Plaintiffs  sold  over  £10,000  worth,  and  no  serious 
proportion  of  that  money  was  returned.    The  meter  was  not  wanting  ;  it  held 
the  field  four  or  five  years  till  the  Plaintiffs  converted  it.    Witness  believed  he 
was  the  first  man  to  make  a  practical  meter ;  when  he  began  he  was  absolutely 
ignorant  of  the  Ayrton  and  Perry  patent.    Witness  believed  the  Defendants' 
50  meter  was  substantially  according  to  his  Specification  and  substantially  his 
meter,  and  he  said  in  his  Specification  that  the  groove  of  the  pole  pieces  might 
be  used  or  not  according  to  circumstances.    He  did  not  regard  it  as  the  essence 
of  his  meter,  but    claimed    it   as    advantageous.      Perry  and  Ayrton  had 
taken  from  witness  practical  directions  for  making  the  magnetic  and  electric 
55  forces  large  and  the  static  friction  forces  small.  The  persons  before  the  witness 
seemed  to  be  absolutely  unconscious  that  they  must  have  as  little  friction  as 
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possible  and  electric  force  as  strong  as  possible.  Everyone  knew  friction  rollers ; 
mercury  contacts  in  this  way  were  not  known.  Witness  thought  that  people 
never  had  selected  the  magnetic  forces  in  the  way  he  had.  Witness  wirfied  to 
say  that  he  had  omitted  one  practical  meter :  Dr.  Aroh*8  clock  meter.  He 
forgot  that ;  it  was  important.  The  general  principles  upon  which  an  energy  5 
meter  or  a  current  meter  should  proceed  were  not  well  known  in  1887. 
Hqpkinson  did  not  know  the  electric  brake,  the  disc  with  Foucault  currents. 
It  was  witness'  invention,  but  somebody  else  had  described  it  before.  It  might 
be  also  called  the  magnetic  brake. 

G.  Hookham  was  recalled.    He  stated  he  ought  to  have  said  that  the  Elihu  10 
Houston  had  another  important  addition  to  the  Ayrton  and  Perry ;   it  had 
a  starting  device.      Cross-examined:   A  theoretically  perfect  meter  ought  to 
start  with  a  minute  current,  but  every  meter  in  practice  required  a  starting 
current.    The  less  the  current  required  to  start  the  better  was  the  meter,  so 
long  as  you  do  not  overdo  it  and  make  it  fast  at  low  loads.    That  happens  in  15 
the   Thomson-Houston  meters.    As  low  a  starting  current  as  possible  was  a 
desideratum.    In  all  self-contained  meters  initial  friction  had  to  be  overcome. 
Ordinary  methods  were  to  have  good  bearings,  and  to  supply  them  with  oil  ; 
but,  of  course,  there  were  much  more  important  frictions  than  bearing  frictions. 
Merely  to  do  that  would  not  be  sufficient.    Ayrton  and  Perry  treated  friction  20 
as  negligible,  and  took  account  of  it  by  a  separate  instrument.    They  did  not 
spend  all  their  endeavours  on  making  the  friction  small.     They  did  what 
they  could,  but  they  relied  on  a  compensating  device.    There  must  be  friction — 
air  friction,  skin  friction  with  the  mercury  commutator,  bearing  friction,  and 
residual  friction— which  you  could  not  get  rid  of.    The  Defendants  did  not  give  25 
the  same  importance  to  friction  as  the  witness ;  he  had  nothing  to  rely  on 
except  to  make  it  relatively  small  to  his  forces.    Witness  wished  to  withdraw 
his  answer  that  the  Elihu  Thomson  was  a  practical  meter.    Ayrton  and  Perry 
studied  all  possible  combinations  ;  they  had  covered,  as  it  were,  every  possible 
case,  and  that  meter  was  one  of  them,  but  no  workman  could  have  got  that  30 
Elihu  Thomson  meter  out  of  their  Specification.    Witness  did  not  admit  it 
was  a  practical  meter,  but  Thomson  avoided  the  mistakes  of  Ayrton  and  Perry^s 
Specification. 

The  witness  was  re-examined. 

Jamss  Stvinbume. — In  1880,  the  witness  knew  the  great  development  in  the  35 
use  of  electricity  ;  he  was  in  the  trade  then.    He  knew  the  importance  attached 
to  making  a  correct  meter,  and  thought  he  had  invented  one,  but  he  found  it 
had  been  invented  before.    The  construction  of  a  practical  meter  was  not  an 
easy  thing.    In  1887,  what  was  in  Ayrton  and  Perry's  Specification  of  1882 
was  well  known  to  electricians.    Witness  knew  it.    There  was  nothing  in  it  40 
sufficient  to  make  a  practical  meter.    The  Plaintiffs'  Specification  gave  adequate 
information  to  enable  a  person  to  construct  a  practical  electric  meter.     It 
showed  how  to  make  an  electric  meter  with  permanent  magnets.    The  essential 
to  make  that  was  that  you  should  produce  a  magnet  which  would  be  permanent, 
and  to  do  that  the  only  method,  so  far,  was  to  make  a  magnet  approximately  45 
in  the  proportions  given  by  Hookham.    Of  course  that  was  a  matter  of  degree  ; 
but  what  you  wanted  was  to  get  a  magnet  long  in  proportion  to  the  air  space, 
and  to  get  the  pole  pieces  splayed  out  so  that  the  objection  to  the  line  of  pro- 
duction getting  round  was  not' great  at  the  air  gap.    It  was  common  knowledge 
to  get  permanent  magnets  that  would  suit  the  requirements  of  an  electric  brake.  50 
Permanent  magnets  had  been  used  very  largely  for  measuring  instruments,  but 
they  were  so  bad  that  they  got  completely  into  disrepute.    Hookham' s  arrange- 
ment, in  witness's  opinion,  was  original.    Witness  had  never  heard  of  it  before, 
and  thought  Hookham  had  done  more  to  forward  the  manufacture  of  permanent 
magnets  than  any  man  living.    His  preference  for  permament  magnets  was  well  55 
founded.    Experience  had  led  people  to  foUow  him.    The  accuracy  of  the 
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meter  depended  on  the  constancy  of  the  brake  field,  and  that  was  very  im- 
portant.   Ton    could    make    constant    fields    with    electro  magnets,  and,  as 
Hookham  did,  by  saturation.     IBousJieldy  Q.C.,  admitted,  at  this  point,  that  he 
made  no  suggestion  that  Edison's  Handford  Specification  had  any  brake  but  the 
5  friction  in  the  mercury.]     The  continuous  ring  N  would  allow  for  no  brake 
but    the    mercury.      That    Specification    stated    ''while    the    other    pole    is 
**  formed  by  the  ring  or  a  number  of  separate  pole  pieces  N  supported  on  cores." 
If  the  separate  pole  pieces  were  to  be  that  equivalent  to  the  ring,  they  could  not 
be  supported  as  shown  in  the  model ;  they  would  be  put  together  like  the  stone 
10  in  an  arch.    Witness  took  the  expression, ''  The  other  pole  of  the  magnet  made 
**  in  more  than  one  part  surrounds  the  cylinder,"  to  mean  that  the  Patentee 
*  would  have  a  complete  ring,  but  did  not  know  whether  he  was  going  to  make 
the  ring  substantially  complete,  or  whether  he  meant  the  ring  was  one  part  and 
the  cores  of  the  magnet  were  another.    Probably  he  meant  that.    Munroe^s 
15  Specification  would  not  enable  a  person  to  make  a  practical  meter ;   it  was  a 
mere  suggestion.    In  Oray  and  Oray  there  was  a  cylinder ;  it  was  really  a  fluid 
brake.    A  cylinder  with  holes  in  the  vanes.    It  would  not  meter  correctly.    In 
the  anticipations  there  were  no  effective  brakes  capable  of  making  an  electric 
meter  work  satisfactorily  ;  they  were  only  suggestions.    Hookham  was  the  first 
20  person  to  realise  the  importance  of  an  effective  brake,  and  to  see  how  to  carry 
it  out.    His  device  for  diminishing  friction  was  the  friction  wheel,  an  unusual   , 
form  of  wheel  ;  it  did  that  by  a  number  of  wheels,  which  witness  also  believed 
were  Horikham^s  invention.    Witness  had  never  heard  of  it  before.    Perry's^  the 
infringing  meter,  had  a  field  of  permanent  magnets  used  in  the  way  indicated 
25  in  the  Plaintiffs'  Specification.    The  Defendants'  meter  was  in  construction 
substantially  in  accordance  with  that  which  was  described  in  the  Plaintiffs' 
Specification.     [The  witness  was  cross-examined  at  great  length.] 

A .  B.  HolmeSyM.  J.G.E.J  was  from  1883  tol890  managing  engineer  to  the  Liverpool 
Electrical  Supply  Company^  and  since  then  engineer  to  the  city  of  Liverpool. — 
30  Electricity  was  first  supplied  by  the  Company  in  Liverpool  in  1883,    There 
were  no  meters  at  that  time.    The  Company  had  to  estimate  the  amount  of 
electricity  used,  and  make  a  bargain  with  the  customers.    They  tried  clock 
meters,  but  the  results  were  not  sufficient  to  justify  buying  them  in  large 
numbers.    The  *'  Hookham  "  was  brought  to  witness's  attention  about  the  end 
35  of  1887.    The  witness  tried  one,  and  it  seemed  to  him  the  most  likely  instru- 
ment, though,  perhaps,  not  perfect,  and  the  Company  commenced  to  buy  them 
in  the  beginning  of  1 888,  and  continued  buying  up  to  the  present  time.    They 
took  80  of  the  original  meters  GH|  in  1888.    The  last  of  them  was  working  in 
1891.    They  ceased  to  buy  GH,  when  GHg  was  brought  to  their  notice.    It  was 
40  exactly  the  same  in  principle,  but  rather  neater,  and  less  troublesome  in  detail. 
The  Company  purchased  over  500  of  them  in  a  series  of  years.    GH2  was  used 
up  to  the  end  of  1893.    Then  Hookham  brought  to  witness  an  improved  pattern 
which  had  certain  advantages,  and  the  Company  made  an  arrangement  to 
gradually  exchange  the  old  pattern  GH,  for  a  new  pattern.    The  meters  GH^ 
45  and  GH^  required  a  certain  amount  of  attention,  but  they  worked  satisfactorily  ; 
at  any  rate,  many  thousand  pounds  worth  of  electricity  was  sold  on  the  readings 
of  those  meters.     Cross-examined :  Attention  was  required  to  the  mercury  con- 
tacts ;  they  were  not  replaced  for  a  course  of  years,  but  it  was  necessary  to 
examine  them,  perhaps  every  six  or  eight  weeks,  and   if  any  mercury  was 
50  missing  from  the  cups  to  fill  it  up  to  the  level.   The  difficulty  was  the  splashing 
out  of  the  mercury  ;  there  was  no  difficulty  from  the  film  on  the  mercury,  but 
if  the  meter  was  overrun  there  was  a  tendency  to  splash  it  out.    The  500  of 
6H-  were  gradually  exchanged  or  converted. 

Uhamherlainy  chairman  of  the  Plaintiff  Company,  and  Dugald  Clerk  were 
55  also  called  as  witnesses. 

Moulton^  Q.C.— That  is  the  Plaintiffs'  case. 
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Wills,  J. — I  shonld  like  shortly  to  hear  what  you  say  is  novel — to-morrow. 

Boy^fieldy  Q.C. — Since  the  first  witness,  no  evidence  has  been  given  as  to  the 
sixth  claim.    My  friend  said  it  was  for  the  grooving  of  the  pole  pieces. 

Moulton^  Q.C. — ^Yes.    I  will  show  what  parts  are  novel,  but  that  does  not 
exclude  the  novelty  of  a  combination.  5 

Bousfield^  Q.C. — I  am  rather  embarrassed  at  present,  and  have  to  make  a  shot 
at  my  friend's  case. 

BousfieJdy  Q.C,  opened  the  Defendants'  case,  and  called    the   following 
witnesses : — 

Professor  John  Perry ^  F.R.S. — The  infringements  were  made  by  the  Defen-  10 
dants,  who  were  the  witness's  licensees.    In  1882  witness  and  Professor  AyrUm    • 
had  a  good  deal  of  experience  as  practical  engineers,  and  at  that  time  were 
making  many  measuring  instruments  and  current  meters — the  better  word 
really  was  ammeters.    They  were  making  all  measuring  instruments  practically, 
except  one  instrument,  which  could  not  be  made  in  a  dynamo  machine.    Their  15 
patent  was  intended  primarily  to  be  an  energy  patent,  but  it  was  also  a  current 
meter.    As  an  energy  meter,  it  took  count  both  of  differences  in  the  current 
and  in  the  pressure,  and,  if  the  pressure  was  constant,  it  became  a  current 
meter.    The  Specification  set  out  quite  correctly  all  the  essential  elements 
necessary  for  an  apparatus  to  be  an  effective  current  meter  or  energy  meter.  20 
Witness  was  experienced    in    telling  draughtsmen    how   to  make   working 
drawings,  and  had  himself  made  many  drawings.    He  knew  exactly  how  to 
put  a  thing  before  a  man,  so  that  only  the  draughtsman's  skill  might  be 
required,  and  not  invention.    There  were  in  the  Specification  two  classes  of 
energy  meters  shown,  a  motor-meter  and  a  clock  meter.    They  had  both  come  25 
into  use,  and  in  the  1889  exhibition  in   Paris,  the  only  two  meters  which 
received  prizes  were  the  Aran  clock  meter  (which  was  acknowledged  to  be 
the  Defendants',  and  the  Elihu  Thomson  meter,  which  was  sent  to  Professor 
Ayrton  with  an  acknowledgment  that  it  was  the  Ayrton  and  Perry  meter.    In 
their  Specification,  where  they  spoke  of  relative  motion  of  magnets  and  con-  30 
ductors,  the  word  was  introduced  to  show  that  the  magnet  could  be  moved  or 
the  conductor.    That  was  well  known.    At  that  time  Foucault  was  getting 
credit  by  everybody  speaking  of  Foucault  currents,  and  current  resistance  to  a 
current  conductor  moving  in  a  field,  and  witness  set  himself  against  that.     He 
said  people  ought  to  speak  of  Arago  and  Faraday  currents.    The  phenomena  35 
were  well  known,  and  80  pages  of  Delarive'a  "  Electricity  "  was  devoted  to  it, 
and  a  good  deal  in  Faraday.    They  ought  to  be  called  Arago'* 8  discs.    The 
picture  in  Q-anoVs  book  showed  a  disc  of  copper  rotated  evidently  by  a  man 
working  it  with  a  handle,  through  a  train  of  wheels  rotating  between  the  poles 
of  a  magnet,  luerge  in  area,  and,  of  course,  close  together  to  give  a  better  field.  40 
This  would  show  that  the  largeness  of  the  braking  power  was  well  known.     It 
was  common  knowledge  that  when  the  Foucault  currents  were  set  up,  yon 
moved  through  a  magnetic  field  of  varying  intensity. 

Moultonj  Q.C. — I  submit  as  the  interpretation  of  the  first  claim  that  it  is  a 
claim  for  an  electricity  meter  which  is  a  combination  of  two  elements,  first  as  a  45 
meter  with  a  constant  field,  which  field  is  arranged  so  as  to  give  a  large  driving 
power,  the  second  element  is  an  effective  electric  brake  which  has  a  disc  or  its 
equivalent  moving  in  the  case  of  electro  magnets  by  saturation  and  in  permanent 
magnets  by  what  I  call  supplying  form  and  arrangement.  That  is  a  combination 
giving  a  correct  reading  without  a  clock,  the  same  field  for  brake  and  armature,  50 
the  armature  being  its  own  brake ;  that  latter  part  is  a  consequence  of  the 
combination.    As  to  novelty,  the  second  element  was  quite  novel.    As  to  the 
first  element,  nobody  had  ever  shown  an  electric  motor  in  a  meter  so  mounted, 
because  the  effect  of  so  mounting  it  was  to  magnify  the  mounting  power.    I 
rely  on  this  as  a  combination,  but  I  do  not  retreat  from  any  claim  of  novelty.      55 
Examination  of  Professor  Perry  continued, — The  Farrago  currents  were 
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extensively  studied  in  1882,  and  it  was  known  that  the  conditions  which  gave 
rise  to  the  FoucauU  currents  were  that  the  conductor  must  move  through  a 
field  of  varying  intensity,  that  the  amount  of  the  FoucauU  currents  might  be 
increased  in  proportion  to  the  number  of  poles  used  and  would  depend  on  the 
5  strength  of  the  poles,  and  it  was  of  no  consequence,  except  for  mechanical 
reasons,  whether  they  revolved  and  the  brake  was  stationary  or  whether  the 
contrary  was  the  case.  That  was  well  known  in  1882.  Grooving  poles  in  1882 
were  known  to  produce  those  Arago  currents,  and  it  was  also  known  that  with 
change  of  temperature  this  Arago  brake  was  not  a  constant  brake.    It  was 

10  different  in  summer  from  what  it  was  in  winter.  Taking  a  permanent  magnet 
with  an  Edison  wheel  revolving  between  the  poles,  the  constancy  of  the  magnet 
varied  slightly  with  temperature,  but  not  much  ;  the  copper  resistance,  and 
therefore  the  Foiuxztilt  currents,  altered  much  more.  In  the  simple  form  of 
meter  the  disc  was  a  more  variable  quantity  than  the  magnet.    [Wills,  J. — 

15  Are  we  not  getting  a  long  way  off  ?  Moulton^  Q.C. — This  is  a  thing  absolutely 
common  to  every  meter.]  The  essence  of  a  good  electric  brake  was  that  the 
revolutions  should  vary  proportionally  with  the  driving  power.  The  Defendants 
pointed  out  that  that  might  be  obtained  in  three  ways,  by  fluid  friction,  by  the 
magnets  revolving  in  front  of  metallic  plates,  and  by  the  metallic  plates 

20  revolving  in  front  of  the  magnets,  so  that  any  electrician  would  have  understood. 
Fluid  friction  was  proportional  to  velocity.  Witness  could  use  several  forms  of 
motors  to  drive  his  meter.  In  some  of  the  motors  the  magnets  were  revolving 
and  in  some  of  them  the  armature  revolved.  They  all  had  commutators,  and 
the  drawback  vcras  that  they  had  sparking  at  the  commutators  and  friction, 

25  otherwise  they  would  have  been  effective  meters.  Witness  made  some  thousand 
of  magnets  in  1882,  some  of  which  did  not  alter  1  per  cent,  in  several  years  ; 
they  were  permanent  steel  magnets  with  very  strong  fields.  The  difficulty  of 
making  a  correct  meter  was  not  substantially  connected  with  the  constancy  of 
the  magnets.  The  difficulty  was  from  the  sparks  and  friction  at  the  commutator. 

30  Elihu  Thomson  was  the  first  to  overcome  this  difficulty  by  having  a  silver 
commutator.  [Moultony  Q.C. — ^This  is  all  subsequent  to  the  Plaintiffs'  patent. 
Wills,  J. — Was  Klihu  Thomson  later  ?  Moulton,  Q.C. — Seven  years  later.] 
The  Defendants  had  the  elements  of  a  good  meter,  but  did  nothing  with 
their  patent  because  they  did  not  see  their  way  to  get  over  the  difficulty 

35  with  the  commutator.  Edison  had  tried  to  solve  the  difficulty.  He  did 
without  a  commutator.  The  effect  of  that  meter  of  Edison  was  really  the 
qtiosi  solid  friction  of  the  surface  mercury  in  the  trough.  The  trough  was 
round  the  pole  of  that  magnet,  in  which  the  paddles  dipped  ;  the  fluid  friction 
would  have  been  right  except  for  that.    The  friction  there  would  not  be  in 

40  proportion  to  the  revolution.  That  was  a  defect.  Shortly  after  witness  had 
begun  to  work  on  the  non-commutator  meter  he  found  EdisonYiA^L  invented  one 
in  1889.  Witness  got  a  drag  along  the  surface  of  the  mercury  which  vitiated 
his  instrument,  and  an  experiment  proved  that  the  drag  existed  ;  to  get  over  the 
drag  he  wholly  immersed  the  moving  part  in  mercury ;  that  got  rid  of  the 

45  vitiating  influence,  and  he  then  took  out  the  patent  for  motor  meters  in  1891. 
He  then  had  no  commutator.  The  alleged  infringement  was  the  patent  of 
1890.*  Witness  had  at  least  been  able  to  form  the  Edison  form  of  armature 
without  any  quoM  solid  friction,  he  used  no  armature  and  had  no  sparking.  He 
had  got  over  the  original  difficulties  and  the  point  which  vitiated  Edison's  1883 

50  armature  and  all  meters  before  these.  The  ratio  of  the  static  friction  to  the 
driving  power  was  greatly  diminished.  In  getting  rid  of  the  vitiating  frictions 
he  did  not  avail  himself  of  any  information  in  RookhanCs  Specification. 
There  was  no  information  in  Hookham's  Specification  which  pointed  to  that 

*  The  patent  was  dated  in  1890,  not  1891. 
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way  of  getting  rid  of  the  vitiating  frictions.  HookhanCs  meter,  which  he 
now  sold  in  large  numbers,  had  a  wholly  submerged  brake  niade  under 
the  witness's  patent  of  1891.  For  witness's  meter  he  required  wholly  to 
immerse  the  revolving  cup.  If  the  Defendants'  had  poles  they  could  not 
hold  in  the  mercury  ;  they  must  use  plaster  of  Paris  to  hold  in  the  mercury,  but  5 
it  was  better  to  have  iron,  to  have  grooves  cut  out  in  the.  iron ;  they  would  have 
more  braking  action  and  a  better  magnetic  result  by  separate  poles.  The 
grooving  in  the  meter  complained  of  was  a  disadvantage  which  the  Defendants 
had  to  put  up  with  in  order  to  get  a  proper  cup  for  the  mercury,  as  compared 
with  separate  poles.  The  braking  power  would  be  better  if  they  had  separate  10 
poles.  It  was  known  before  1882  that  you  could  get  a  very  much  stronger  field 
with  large  poles  close  together.  The  magnetic  circle  had  begun  to  be  spoken  of 
about  1884  ;  it  had  been  spoken  of  in  scientific  books  before  that  time.  It  was 
known  before  1884  that  if  there  were  a  big  area  between  the  magnetic  poles  it 
weakened  the  lines  of  force,  the  magnetic  field.  [The  witness  was  cross-  U 
examined.] 

Professor  Sylvanua  P.  Thompson.  —  It  was  known  in  general  that  steel 
would  retain  a  certain  percentage  of  the  magnetism  that  might  be  given  to  it. 
Unless  steps  were  taken  in  some  particular  way  to  secure  constancy  the 
magnetism  that  remained  behind  would  decay  to  a  greater  or  less  extent  20 
as    time  elapsed.      Magnets  could   not   be  kept   constant  for  an   absolutely 
indefinite  period.     It  was  known  that   the  properties   of   magnets  differed 
very  little  as  between  short  magnets  and  long  magnets,  or  those  of  a  nearly 
closed    form.      Long   bars  and    horse-shoes   were,  as  a  general  rule,  much 
more   constant   in   their   constancy  than    short   rods   or    cylinders.     It  was  25 
known  that    the    right    process  for  magnetising  short   magnets    to  get  the 
best  effect  was  not  the  best  process  for  magnetising  long  arms  or  horse-shoes 
when  closed,  to  get  the  best  effects  out  of  them.    For  short  magnets  you 
must  have  the  very  hardest  temper  you  could  get.    For  long  magnets  and 
nearly  closed  magnets  it  was  better  not  to  have  the  hardest  temper.    The  steel  30 
should  be  hardened  as  much  as  possible,  and  let  down  by  heating  to  a  softer 
temper  in  order  that  it  might  retain  its  magnetism  most  permanent.    Witness  had 
heard  HookharrCs  description  of  how  he  made  the  magnets  for  his  apparatus  in 
1888,  and  again  the  day  before  yesterday.    He  said  a  powerful  current  was 
flashed  round  the  magnet  in  a  temporary  coil  of  wire  put  round  it ;  that  created  H5 
for  the  time  being  a  very  large  amount  of  magnetism.    The  amount  that  remained 
after  an  hour  depended  on  the  shape  of  the  magnet ;  with  nearly  closed  circuits, 
like  Hookham^s,  about  30  per  cent,  would  be  permanent.    He  described  a  reverse 
current  to  let  the  magnetism  down  10  per  cent.,  and  also  adopted  one  of  the 
methods  of  artificially  edging  the  magnet  by  giving  it  a  blow.    Instrument  40 
makers   endeavoured   to   produce  permanent  magnets  in  that  way  by  letting 
them  down  to  some  extent,  but  with  a  difference.    It  was  not  known  to  witness 
before  Hookham's  communication  of  1888  or  1881^    That  there  was  an  advantage 
in  it,  when  witness  knew  it,  became  obvious  to  witness  in  letting  down  magnets 
electrically  by  reverse  currents.    Previously,  the  only  way  known  to  witness  45 
was  by  alternate  heating  and  cooling  it,  or  by  exposing  it  to  frequent  shocks. 

g Wills,  J. — Hookham  does  not  claim  this;  I  do  not  see  how  it  helps. 
ousfields  Q.C. — My  observation  is  that  the  permanency  of  the  magnets  cannot  be 
produced,  by  the  method  described  in  the  Specification,  suflBcientiy  for  practical 
purposes.  Swinburne  said  people  before  knew  how  to  make  permanent  magnetos,  50 
but  they  let  them  down.  That  is  different ;  but  Hookham  also  adopted  letting 
down.  The  point  is  trifiing.  Moulton^  Q.C. — I  rely  on  it  strongly.]  Closing 
the  magnetic  circuit  is  the  usual  and  well-known  plan  for  maintaining  the 
constancy  of  magnets.  What  was  said  in  the  article  in  the  "Encyclopaedia 
**  Britannica  "  on  magnetism  was  all  well  knowa — closing  the  magnet  aa  far  as  55 
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you  can.     HoolchanCs  Specification  threw  no  new  light  on  that.      It  was 
generally  known  that  the  addition  of  large  and  massive  pole  pieces  to  permanent 
magnets  had  the  effect  of  giving  them  greater  power  and  constancy.    In 
Ouillemiii^B  "  Electricty,'*  published  in  1883,  there  was  a  passage  from  JamirCs 
5  ^  Researches  "  about  the  advantage  of  adding  large  and  massive  pole  pieces  to 
permanent  magnets  to  increase  the  permanency.    Jamin^s  "  Researches  "  were 
from  1865  to  1875,  and  were  matters  of  common  knowledge  among  electricians. 
"V^tness's  translation  was  published  in  1891.    This  French  book  was  given  to 
witness  in  1883.    Jamin  says  the  pole  pieces  must  have  a  large  mass.    Fig.  38 
10  of  JamMs  horse-shoe  magnet  was  a  familiar  form,  and  was  used  in  all  the 
gramme  meters  prior  to  that  time.    The  magnet  in. Fig.  38  was  made  of  a 
number  of  strips  of  steel  separately  magnetized  and  put  together  ;  that  was  an 
old  device  used  by  SnoWy  Harrison^  and  earlier  workers  in  magnetism.    They 
were  assembled  in  bundles,  the  ends  being  fastened  in  pole  pieces.    Jamin 
is  investigated  this,  which  was  known  before.     Those  were  large  pole  pieces 
brought  together.    They  gave  a  strong  and  constant  magnet.    That  principle  of 
large  pole  pieces  brought  together  had  been  used  long  before  for  making  the 
magnets  of  motors  and  little  magnetic  machines.     There  were  permanent 
magneto  before  the  Plaintiffs'  patent  made  with  pole  pieces  closely  surrounding 
20  each  other,  and  with  a  very  narrow  gap  between  ;  they  were  to  be  found  in 
relays  and  telephone  instruments  and  other  things.     It  was  known  that  a 
magnet  would  have  a  braking  effect  on  an  Arago  disc.    There  was  a  description 
in  Stuhhs*  researches  on  the  damping  effect  of  the  magnet  on  a  copper  disc. 
The  date  of  the  book  was  1852,  but  it  was  a  reprint  of  researches  made  in  1842 
85  or  earlier.    Ayrton  and  Perry^s  Specification  gave  an  account  of  the  motor 
meter  : — ^^  If  now  the  only  work  done  by  the  motor  is  done  in  overcoming  fluid 
'^  friction,  or  in  causing  magnets  to  revolve  in  front  of  metallic  plates,  such  as 
"  copper,  or  in  Arago*8  disc  experiments,  in  all  these  cases  the  forces  resisting 
**  motion  are  proportional  to  the  velocity."    That  was  intelligible,  and  was  true, 
30  provided  that  the  fluid  friction  were  not  turbulent,  were  not  churned  so  as  to 
break  up.    If  it  was  merely  moved  as  a  whole  simple  fluid  friction,  it  would  be 
true.    As  to  the  suggestion  that  Hookham  invented  iucreasing  resistance  by 
making  the  pole  pieces  in  turning  that  disc,  and  making  a  cup  of  it,  which 
brought  the  two  pole  pieces  opposite  one  another,  that  had  nothins?  to  do  with 
35  the  revelation  of  grooving  pole  pieces.    In  Ayrton  and  Perry's  there  were  two 
pole  pieces  on  the  opposite  sides  of  the  cup.    The  Plaintiffs  showed  in  Fig.  3 
a  pole  piece  of  a  circumference  equal  to  a  third.    If  an  additional  pole  piece 
were  put  in  the  Plaintiffs'  on  the    other   side   the  same  as  in    the   other 
case,  symmetrically,  that  would  nearly  double  the    braking  action.      That 
40  would    not   have   anything    to    do    with    the    Plaintiffs'   alleged   discovery, 
that  grooving  the  pole  pieces   increased  the   braking  action,  but  would   be 
a  different  and  more  favourable  way  of  arriving  at  the  same  result.    Grooving 
the    magnet    with    small    grooves    like    this    would    not  much    add     to 
the  effect.    In  that  case  there  would  be  two  gaps  left  between  the  ends 
45  of  the  pole  pieces,  which  would  correspond  to  the  two  gaps  here  in  that  pole 
piece.    The  gaps  in  that  pole  piece  were  mechanically  grooved,  because  there 
was  a  web  of  metal  round  behind  them.    If  you  put  a  second  pole  piece  (with  a 
second  magnet,  witness  presumed,  behind  it)  in  Fig.  3,  they  would  correspond 
to  the  gaps  between  the  two  pole  pieces.    Witness  had  said  in  his  view  the  gaps 
50  in  the  Defendants'  pole  pieces  corresponded  to  two  such  gips  as  these.    There 
were  three  pole  pieces  with  gaps  between  them  in  the  Defendants'  smaller 
meter.     That  was  no  change  of  principle.     [The  witness  was  examined  as  to 
ABH,  No.  3  type  of  the  Plaintiffs'  meter.    There  were  four  pole  pieces  in  that. 
.   HfXfkhamy  intervenin :. — No,  it  was  only  one  pole  piece  divided.    WILLS,  J. — 
W  Is  it  any  use  going  to  this  subsequent  apparatus  ?    The  only  use  of  it  is  to  raise 
an  argument.    You  have  done  something  which  you  say  is  different  and  acts 
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differently.  Bousfield,  Q.C. — I  want  to  prove,  in  fact,  that  two  or  throe  pole 
pieces  are  better  than  a  grooved  pole  piece.  Then  I  have  to  show  we  have  three 
pole  pieces,  and  not  a  grooved  pole  piece.  Wills,  J. — I  understand  that.] 
The  Arago  disc  had  been  used  as  a  brake  before  1887.  It  was  known  that 
any  kind  of  grooving  or  notching  that  interfered  with  the  continuity  of  5 
the  pole  pieces  had  greater  or  less  effect  in  producing  Foiuxiult  currents 
in  the  revolving  masses.  There  was  no  discovery  in  the  Plaintiffs'  Specifica- 
tion in  the  words  **  If  I  groove  my  pole  piece  in  Ihe  manner  shown,  I 
"  increase  the  braking  action."  It  was  known  from  the  practice  of  dynamo 
building,  in  which  any  such  grooves  were  avoided  because  they  set  up  10 
these  currents  and  wasted  power,  that  grooves  of  that  sort  would  increase 
the  braking  action.  The  motor  in  the  Perry  brake  consisted  of  a  cup 
insulated,  except  its  edge,  and  immersed  in  mercury,  rotating  between  poles  of 
a  magnet.  It  was  called  the  uni-pole  or  non-commutator  type.  That  sort  of 
motor  was  not  an  electro  motor  arranged  substantially  as  the  drawing  in  15 
Hookham^s  Specification.  There  were  a  number  of  peculiarities  in  Hookham^s 
motor;  among  them,  the  use  of  that  discoidal- wound  flat  armature,  which 
could  go  in  the  gap  between  the  pole  pieces  ;  the  fact  that  pole  pieces  were  at 
only  one  side  of  the  armature  unsymmetrically  ;  that  the  commutator  had  that 
ingenious  arrangement  of  spiral  connections  between  the  half  one  and  the  other  20 
haJf  of  it.  so  that  the  use  might  be  made  of  mercury  cups  instead  of  copper 
brushes  ;  and  there  was  the  peculiarity  also  of  mounting  it  on  anti-friction 
rollers,  which  was  unusual  in  motors  or  dynamos.  The  Defendants  had 
none  of  those  peculiarities,  had  no  commutator,  and  had  continuous  currents. 
The  last  part  of  the  Plaintiffs'  third  claim,  **  means  for  regulating  the  25 
**  permanent  magnets,"  meant  giving  a  magnetic  by-pass  which  could  be  regu- 
lated, allowing  more  or  less  of  the  magnetism  to  pass — a  sort  of  shunt  surf^, 
a  convenient  way  of  regulating  the  means  of  magnetism  which  appeared 
at  the  poles.  It  was  known  many  years  as  a  magnetic  shunt.  In  1887  it  was  a 
known  method  of  regulating  the  strength  of  a  magnet.  Page  2,  line  4,  of  the  30 
Plaintiffs'  Specification  (ante  p.  526, 1.  19)  and  page  3,  line  57  {ante  p.  528, 1. 31) 
came  to  the  same  thing,  with  the  small  difference  that  in  the  latter  passage  the 
commutator  was  made  not  of  ends  of  wires  or  metallic  strips  projecting  down, 
but  horizontal  sectors,  which  moved  in  a  horizontal  plane.  Commutators  of 
that  kind  were  known  by  witness  ever  since  he  was  a  boy — a  commutator  or  35 
Richie  motor.  It  was  in  the  "  Philosophical  Transactions  "  of  1883.  It  was  in 
the  catalogue  of  every  instrument  maker.  It  was  described  in  Spey's  "  Elec- 
*'  tricity."  Witness  had  a  piece  of  laboratory  apparatus  showing  it,  which  he 
bought  from  an  optician  named  Ribband,  It  was  a  second-hand  thing.  It 
was  an  accurate  one  as  a  commutator  with  two  cups.  There  were  vertical  40 
spindle  ends  of  wire.  It  commuted  the  current  when  that  wire  came  round 
again  after  half  a  turn.  It  differed  from  the  Richie  meter,  as  Richie  had  a 
single  coil  on  the  spindle,  the  two  ends  only  dipping  into  the  mercury  pool. 
[The  witness  was  cross-examined  and  re-examined.] 

J.  Imray^  M.I.C.E.,  gave  evidence  that  the  Plaintiffs  Specification  gave  no  45 
direction  or  indication  as  to  the  strength  of  the  magnetic  field  :  it  merely  said, 
give  as  strong  a  field  as  you  can  conveniently  get,  and  make  the  friction  as 
little  as  you  can.  The  Defendants  had  the  complete  immersion  of  the  cup  with 
mercury  ;  the  current  could  not  go  through  the  mercury  because  it  had  not  got 
air  ;  it  went  through  the  cup.  There  was  no  hint  of  a  cup,  much  less  of  a  cap  50 
insulated,  in  the  Plaintiffs'  Specification.  [^Motilton^  Q.C. — The  immersion  of 
the  cup  is  due  to  Ferranti,']  The  object  of  immersing  the  cup  was  that  there 
was  scarcely  any  fiuid  resistance.  There  would  have  been  the  surface  tension. 
The  rise  of  this  complete  immersion  in  the  Defendants'  meter  was,  the  witness 
thought,  an  important  advance  on  anything  indicated  by  the  Hookham ;  it  was  55 
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the  eolation  of  a  very  diflBcult  problem.  The  Defendants*  motor  was  of  a  dis- 
tinctly different  type  from  Hookham's,  Witness  never  heard  of  any  electrician 
considering  these  two  motors  as  being  of  the  same  type  at  all ;  the  Plaintiffs* 
was  multipolar,  the  Defendants'  uni-polar ;    the  Plaintiffs'  required  a  com- 

fi  mutator,  the  Defendants'  did  not.  The  Plaintiffs'  depended  on  the  commutator 
to  change  the  direction  of  the  currents  ;  there  was  no  change  in  the  direction 
in  the  Defendants'.  (To  the  Jvdge),  The  working  of  the  Plaintiffs'  apparatus 
depends  on  the  surface  tension  of  the  mercury,  and  it  also  depended  on  that 
for  its  various  contacts.    That  did  not  exist  in  the  Defendants',  even  with  total 

Hi  immersion.  They  were  two  different  types  of  machines.  One  reversed  the 
current,  and  the  other  did  not.  There  was  no  cup  in  the  Plaintiffs'.  There 
was  a  suggestion  that  the  cylinder  suggested  a  cup  like  the  Defendants' ;  it 
certainly  did  not ;  it  was  a  solid  cylinder.  If  it  did  indicate  a  cup,  it  was  not 
the    Defendants'  cup.      The  differences  were  that,  in    order    to  make  the 

15  electricity  pass  through  this  cup  instead  of  passing  through  the  mercury,  the 
cup  was  necessarily  insulated  from  the  mercury,  except  at  the  places  where 
the  current  entered ;  whereas  a  solid  cylinder  cup,  without  that  provision, 
would  not  do  for  the  Defendants'.  Assuming  that  the  Plaintiffs  had  a  cup,  it 
would  have  a  surface  dragging,  which  was  the  very  object  of  the  Defendants' 

20  cup  to  get  over.  It  was  impossible  to  say  how  Hookham  intended  to  apply  his 
cup.  Witness  agreed  with  the  previous  evidence  that  the  eddy  current — the 
Foucault  current — generated  produced  this  braking  action  was  known  in  1887  ; 
it  was  known  to  the  public  in  1843.  There  was  nothing  in  the  Plaintiffs'  Pro- 
visional Specification  to  foretell  or  foreshadow  the  grooving  of  the  poles.    The 

2h  Plaintiffs'  grooves  were  for  different  purposes  and  were  done  in  a  different 
way  than  the  Defendants'.  The  Plaintiffs  showed  grooves  so  as  to  strengthen 
a  particular  piece  ;  the  Defendants  used  grooves  merely  as  a  mode  of  con- 
struction, so  as  to  get  separate  pole  pieces  arranged  symmetrically  round  their 
current ;    it  was  not  to  intensify  the  action,  but  to  get  separate  poles.    As  a 

30  mechanic,  the  witness  said,  it  was  a  simple  coincidence  of  construction 
that  there  was  a  metal  band  outside ;  it  facilitated  construction  and 
served  the  purpose  of  holding  in  the  mercury.  [Wills,  J. — 10  per  cent,  has 
been  admitted  of  increase  of  strength  by  the  Plaintiffs'  grooves.  Moulton,  Q.C. — 
We  proved  30  per  cent.    Wills,  J. — I   think  10  per  cent  is  substantial.] 

35  Hookham  himself  says  it  may  be  dispensed  with,  but  witness  supposed  there 
was  not  much  in  it.  The  differences  between  the  Defendants'  device  and  the 
Plaintiffs'  were  these  :  the  Plaintiffs'  armature  was  a  disc  divided  into 
sectors  and  having  the  sectors  connected  in  a  special  way  by  conductors 
with    the    commutator;     the    Defendants    had    no    divided    disc,    no    wire 

40  connecting  the  pole  pieces  to  a  commutator,  and  there  was  no  commutator. 
The  Plaintiffs  described  and  showed  electro  motors  in  a  horse-shoe  form  and 
said  they  used  permanent  magnets  ;  they  did  not  say  how  to  use  them,  and  the 
only  way  they  could  use  them  would  be  in  that  horse-shoe  form,  not  at  all  in 
the  form  the  Defendants  used  it,  which   were  vertical  magnets  circularly 

4.5  arranged.  The  Plaintiffs' brake  was  a  disc  separate  from  the  armature;  the 
Defendants  had  no  separate  brake ;  in  the  Plaintiffs'  the  armature  and  slit 
lay  in  the  slit  between  the  poles ;  in  the  Defendants'  the  armature  lay  or 
moved  in  the  mercury  in  the  space  between  the  poles.  There  was  not  a  word 
in  the  Plantiffs'  Provisional  about  the  arrangement  of  permanent  magnets  in 

50  Claim  ;i.  Treating  an  electro  magnet  or  a  permanent  magnet  rather  as  a 
mechanical  equivalent  of  an  electro  magnet,  the  witness  thought  it  would  be 
such  permanent  magnets  as  were  intended  in  the  Complete  Specification. 
The  only  way  the  witness  could  see  of  applying  it  would  be  to  make  a  horse- 
shoe taking  the  place  of  the  electro  magnet ;  not  such  permanent  magnets  as 

55  the  Patentee  did.    The  fifth  claim  was  not  novel ;  the  witness  remembered 
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some  of  the  early  dynamo  machines  with  a  commutator  of  that  kind.    They 
were  shown  in  every  exhibition  30  or  40  years  ago.    Witness  had  seen  them. 
The  eighth  claim  was  described  in  Oray,    Oray  described  the  axis  revolving 
on  the  periphery  of  a  wheel  and  guided  in  its  position  by  two  rollers,  and  ^ 
apart  from   Oray  it  was  well  known.     Gross-examined:   He  was  consulted  o 
several  months  ago.     He  sent  in  a  report.     The  Defendants  had  his  views 
before  the  trial.    Witness  adhered  to  his  answer  that  there  was  no  sug;ge8tion 
as  to  how  to  place  permanent  magnets.    GHj  was  an  electro  magnet.    He  did 
not  know.     He  had  not  examined  it;  he  supposed  it  was  an  electro  magnet. 
[OownseZ.— Now  I  will  tell  you    it  is  not ;    it  is  a  number  of  bar  magnets  10 
substituted  for  the  electro  magnets  shown  in  the  drawings.]     That  is  what 
witness  said  it  was,  a  compound  horse-shoe  magnet.      [^Counsel, — ^You  said 
there  was  no  suggestion  as  to  how  you  were  to  use  the  permanent  magnet.] 
Witness  said,  as  to  the  Complete,  that  if  a  workman  were  told  to  P^t  tt»« 
permanent  magnet  he  would  put  it  as  a  horse-shoe  magnet.    Yes,  as  in  GHi,  a  15 
horse-shoe  magnet.    Witness  said  so.    Yes,  a  number  of  bar  magnets  substituted 
for  an  electro  magnet.    Bar  magnets  were  not  necessarily  straight ;  they  were 
often  curved  for  various  purposes.     [^Counsel.— W\\\  you  find  me  a   single 
reference  to  a  bar  magnet  in  an  electrical  book  which  does  not  mean  a  straight 
one  ?]    Witness  had  seen  curved  magnets  which  were  known  and  called  bar  20 
magnets.     {^Counsel. — Can  you  point  out  any  reference  ?    I  put  it  to  you,  bar 
magnets  was  the  well-known  term  in  contradistinction  to  horse-shoe  magnet 
for  straight  magnets.]     Bar  magnets  were  generally  used  for  straight  niagnets. 
Witness  had  said  the  Plaintiffs'  had  a  commutator  and  the  Defendants  had  not. 
All  the  forms  described  in  the  Plaintiffs*  Complete  Specification  had  a  com-  25 
mutator.    Witness  did  not  know  of  any  form  that  had  not.    There  must  be 
something  which  lets  in  the  current.    There  was  something  which  let  the 
current  in  the  Defendants',  the  commutator.     [Coume^.— Then  you  could  not 
have  been  using  commutator  in  that  sense  when  you  gave  that  answer  to  his 
Lordship?]      The  witness  did  not  know  what  "simple  solid  disc"  meant,  30 
unless  the  Patentee  meant  a  simple  Barlow  wheel.    [The  witness  was  further 
cross  examined,  and  was  re-examined.] 

Professor  Ayrton.—RQ  was  a  joint  patentee  with  Professor  Perry  in  patent 
No.  2642  of  1882.  It  was  dropped  in  1886  or  1887  ;  they  did  not  pay  the 
stamp  duties.  It  was  dropped  because  there  was  no  sale  for  any  kind  of  wt^t  35 
might  be  called  house  supply  meter.  They  advertised  the  clock  meters  in  1884 
and  1885,  and  they  sold  not  nearly  enough  to  pay  the  advertisements.  In  1882, 
it  v^s  perfectly  well  known  under  what  circumstances  you  could  get  a  long, 
wide  range  of  speed  with  fluid  friction  ;  Professor  Ewing's  Researches  and 
article  in  the  "  EncyclopaBdia  Britannica,"  GolomVs  experiments,  and  the  appa-  40 
ratus  shown  in  the  Professor's  diagram  in  1881.  The  Hookham  meter  GH, 
wanted  a  powerful  field.  The  powerful  field,  according  to  common  knowledge, 
was  got  with  permanent  or  electro  magnets.  Large  pole  pieces  were  wanted  to  keep 
the  magnetism  from  dying  away.  In  GH,  the  pole  pieces  must  be  as  near  together 
as  possible,  to  make  the  magnetic  resistance  orthespace  of  air  as  small  as  possible— ■  45 
as  nearly  as  possible  complete  the  magnetic  circuit.  That  gave  a  powerful  field 
for  any  meter.  The  general  principle  of  getting  the  powerful  field  in  GH,  and 
the  method  in  use  long  before  was  the  same  ;  large  pole  pieces  near  together  or 
near  a  piece  of  iron  between  them.  That  also  was  the  condition  of  constancy. 
Magnetic  saturation  of  the  iron  was  referred  to  in  Ayrton  and  Pernfs  Sped-  50 
fication  with  the  object  of  getting  a  magnet ;  the  magnetism  should  not  vary 
when  the  current  was  increased.  That  was  a  well-known  phenomenon ;  it  had 
been  used.  Magnetic  saturation  was  well  known  and  utilised  in  the  naanu- 
facture  of  instruments.  Professors  Perry  and  Ayrton  used  it  from  1883  in  the  in- 
struments  known  as  magnifying  spring  instruments — an  ammeter  and  volt-  w 
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meter.  This  was  sold,  and  was  described  in  witnesses  book  published  in 
February  1887.  [JtfbwZton,  Q.C. — I  do  not  know  what  to  do ;  here  one  man 
makes  a  special  example  of  the  known  principles  of  saturation.  What 
is  the  bearing  of  that  upon  a  man  who  makes  another  useful  application 
5  I  do  not  know.  I  never  claimed  the  discovery  of  saturation.  Bous/Uld,  Q.C— 
My  case  on  that  claim  here  is  that  saturation  was  a  perfectly  well- 
known  thing  with  engineers.  Moulton,  Q.C. — ^We  use  it.  Botcsfieldj  Q.C. — 
There  was  no  invention  in  applying  that  to  a  particular  case.  The  facts 
show  it  was  an   obvious  expedient  to  use  where  you   wanted  magnets  of 

10  strength.]  Witness  was  not  sure  it  was  in  the  patent.  [^B(msfieldy  Q.C. — 
Professor  Ayrton  never  thought  of  making  a  claim  to  prevent  anybody  using 
the  principle  of  saturation.  I  submit  that  is  the  claim  to  prevent  anyone  else 
using  a  well-known  principle.  Wills,  J. — It  is  admitted  the  principle  is  well- 
known  ;  that  is  all  you  want.]     Witness's  instrument  was  patented  in  1883,  and 

15  described  at  the  Royal  Society  in  1884.  Thousands  had  been  made.  Its  name 
was  a  magnifying  spring  voltmeter.  Hookham's  meter  would  not  continue  to 
register  satisfactorily  because  of  the  skin  friction  of  the  mercury,  and  because 
of  the  almost  certainty  of  a  current  larger  than  the  meter  was  intended  to  carry 
out,  at  some  time  being  passed  through  it  and  the  mercury  being  thrown  out  by 

:fO  the  commutator.  The  worst  effect  of  skin  friction  was,  witness  thought,  in 
preventing  the  meter  starting  with  a  small  current.  When  the  mercury  was  clean, 
the  meter  would  start  with  a  current  comparatively  small,  but,  after  this,  oxidation 
took  place ;  its  film  covered  the  surface  of  the  mercury  and  it  would  take  a  larger 
current  to  start  the  mercury.   It  was  most  essential  of  a  meter  to  start  with  a  small 

25  current.  Witness  never  knew  anything  about  grooving  until  this  case,  although  he 
knew  the  original  Hookham  meter.  Witness  saw  it  at  the  Institution  of  the 
Electrical  Engineers  in  1889  ;  he  saw  no  grooves  and  heard  no  reference  to 
them.  The  Hookham  meters  were  used  at  one  time  by  the  Kensington  and 
Knightshridge  Company.    Witness  visited  the  station  to  see  them  testing,  and 

30  saw  a  row  of  Hookham^s  meters  which  had  been  discarded  as  being  useless  for 
commercial  purposes  because  of  this  inability  to  start  with  a  small  current. 
The  effect  of  grooving  the  pole  pieces  was  to  slightly  increase  the  braking  action. 
It  required  a  larger  starting  current.  The  brake  was  obtained  by  diminishing 
the  strength  of  the  field.     That  was  the  same  as  the  expense  of  driving  power ; 

35  yon  must  have  more  electric  current.  The  duplication  of  the  pole  pieces  would 
double  the  braking  action  and  increase  the  driving  action.  The  plan  of 
grooving  increased  the  braking  action  but  diminished  the  driving  action.  In 
such  a  meter  it  was  much  better  to  have  another  pair  of  pole  pieces  than  any 
grooving.      Duplicating  pole  pieces  was    not    the    equivalent    of    grooving. 

40  Witness  would  say  that  the  grooves  were  not  put  in  now  in  the  Hookham 
meters  because  they  produced  some  little  good  and  certainly  some  harm.  It  was 
kno^n  that  the  braking  action  of  the  rotating  disc  depended  upon  its  rotating 
in  a  field  of  varying  magnetic  streagth.  Faraday  gave  the  proper  explanation. 
A  non-uniform  field  was  wanted.    It  was  quite  a  familiar  thing,  and  the 

45  converse  was  also  known.  Edison^  Fig.  1,  had  a  uniform  field  and  no  magnetic 
braking  action.  Supposing  an  electrician  had  been  asked  in  1883-1884  how  he 
could  get  a  braking  action  on  the  cylinder,  he  would  have  had  no  difficulty  if 
he  knew  Faraday^s  work.  He  could  have  done  it  by  putting  the  core  eccentric, 
or  more  simply  by  making  inequalities  in  the  field  by  cutting  up  the  supposed 

50  ring.  A  single  gap  in  the  pole  piece,  if  wide  enough,  would  introduce  braking 
action.  That  was  known  before  1887.  Cutting  a  piece  from  the  supposed  iron 
ring  would  not  be  an  equivalent  of  the  grooves.  If  you  made  gaps  in  Edismk^s 
circular  pole  piece  that  would  give  a  marked  amount  of  braking  action  and  the 
PlaintifiTs  grooving  would  not  be  any  assistance.   In  other  words,  the  Hookham 

55  meter  did  not  carry  the  pole  right  round  the  disc.    Cutting  .out  a  piece  of  the 


548  REPORTS  OP  PATENT,  DESIGN,       [July  21, 1897. 

Hoohham  v.  Johnson, 

ring  was  equivalent  to  HookhanCs  not  carrying  the  iron  ring  round.  It  "was 
essential  that  the  solid  pole  piece  in  OH,  for  braking  action  should  not 
be  right  round.  Hookham's  vertical  spindle  with  a  mercury  commutator  in 
which  there  was  mercury  standing  up  above  the  edge  of  the  cup  would  not 
make  a  practical  thing  at  all.  Witness  had  used  the  arrangement  for  the  last  5 
20  years,  and  when  the  thing  was  going  at  any  fair  speed,  the  mercury  was 
standing  up  here  and  there,  two  little  hills  of  mercury  not  touching  each  other. 
It  was  diflftcult  to  prevent  the  mercury  from  being  cfurried  over,  and  then  the 
thing  was  short  circuited.  There  was  no  novelty  in  using  that  arrangement  of 
armature.  The  effect  of  the  grooves  on  the  magnet  when  there  was  a  conductor  10 
rotating  in  the  magnetic  field  was  heat  and  braking  action.  It  was  called 
magnetic  drag.  It  was  important  and  well  known,  and  people  were  trying  to 
find  out  how  to  avoid  it.  Kajyp  gave  the  result  in  his  book  and  the  way  to 
partially  avoid  these  Fou^ault  currents  in  this  magnetic  brake.  It  was  to  put 
the  surfaces  wider  apart.  The  grooves  were  small  in  proportion  to  the  ij 
distance  apart,  which  to  some  extent  destroyed  regularity.  The  teeth  being 
closed,  this  being  magnetised,  the  field  was  very  necessary.  Taking  them 
far  away,  although  they  were  magnetic  teeth,  the  field  was  more  or  less  uniform. 
It  was  necessary  to  do  this.  This  was  in  the  Paccinotti  meter.  PaccifioUi  had 
a  cog  wheel,  Gramme  a  smooth  armature.  Electrical  engineers  paid  a  great  deal  20 
of  attention  to  the  effect  of  these  grooves.  The  effect  of  that  grooving  in 
producing  magnetic  friction  was  well  known  to  electrical  engineers.  The  Perry 
motor  did  not  use  an  electro  motor  as  described  in  the  first  claim  of  Hookham. 
HookhanCs  motor  could  not  have  been  made  without  the  knowledge  given  by 
Paccinotti  and  Gramme ;  the  Perry  motor  did  not  use  that  knowledge  at  all.  25 
The  Perry  motor  was  essentially  different.  Hookham  had  overcome  the 
difficulty  of  commutator  with  more  or  less  success ;  Elihu  Thomson  overcame  it 
in  a  different  way  ;  Perry  did  not  overcome  it.  He  did  not  use  it.  The 
Hookham  and  Perry  motors  were  of  a  different  class. 

Professor  Perry  was  recalled. — "  The  moving  of  vanes  in  the  liquid  "  in  30 
Ayrton  and  Perry'^s  Specification  was  not  inconsistent  with  fluid   friction, 
which  should  be  proportional  to  the  velocity.     With  vanes  in  liquid  there  was 
the  same  law  as  with  a  disc  in  liquid  at  low  speeds,  and  there  was  not 
necessarily  the  square  law  where  you  had  "  eddy  motions."    At  low  speeds, 
eddies  or  no  eddies,  you  always  had  friction  proportional  to  the  speed.   Witness  35 
had  made  an  experiment,  replacing  the  cylinder  with  a  number  of  vanes,  and 
the  vanes  behaved  like  the  solid  cylinder,  showing  that  vanes  behaved  in  the 
same  way  as  the  other  surfaces  which  they  had  been  dealing  with.    That  was 
at  not  too  great  a  velocity  ;  there  was  always  a  critical  velocity.  Up  to  a  certain 
speed  the  friction  was  proportional  to  speed,  correctly.   Up  to  a  certain  velocity,  40 
which  was  called  critical  velocity,  the  law  suddenly  changed,  and  it  became  a 
square  law. 

Bousfield^  Q.C. — I  have  to  deal  with  the  question  of  infringement  of  claims  1 
and  6  and  the  question  of  the  validity  of  certain  other  claims.  I  have  already 
dealt  with  the  first  claim ;  probably  the  Plaintiffs  are  relying  on  the  sixth  45 
claim,  but  I  shall  contend  that  has  merely  a  superficial  resemblance  and  does 
not  involve  any  novel  principle  discovered  by  the  Patentee.  The  first  claim  is 
very  clear,  but  it  is  complicated  by  the  extreme  generality  in  the  previous 
description,  which  says  the  motor  may  be  of  any  kind  and  the  brake  of  a  limited 
sort,  any  kind  of  electric  brake,  whether  it  be  worked  by  an  Arago  disc  or  50 
another  motor.  Probably  the  explanation  of  that  may  be  that  the  Patentee 
thought  he  had  invented  a  brand  new  thing,  and  when  he  came  to  the  Complete 
and  the  claims,  the  claims  were  carefully  drawn  to  avoid  the  anticipa- 
tions, which  he  had  found  out.  The  first  claim  is  made  a  narrow  claim  by 
the  words,  ^^  substantially  as  herein  described  and  illustrated  in  the  drawinga.*'  W 
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The  Patentee  does  not  even  claim  his  combination  of  the  motor  and  the 
brake  substantially  as  described  and  illustrated;  he  claims  his  <^ combination 
"  of  the  motor  substantially  as  described  and  illustrated  with  the  brake,  the 
^*  whole  combination  being  substantially  as  described  and  illustrated."  The 
5  Patentee  shows,  that  if  he  had  not  got  those  words,  that  it  might  be  construed 
to  be  a  Perry  brake  under  Ayrton'a  patent  of  1882.  We  have  evidence  now 
that  the  Perry  brake  is  absolutely  and  clearly  described,  and  Swinburne  said 
that  it  was  the  first  invention  of  a  motor  meter — ^a  meter  in  which  the  current 
works  a  motor  which  operates   a    brake.      It  was  for  that  reason   probably 

10  that  Hookham^  when  he  came  to  his  Complete,  felt  that  he  could  not 
broadly  claim  the  combination  of  an  electro  motor  with  an  electric  brake,  and 
limited  himself  to  the  combination  of  his  motor  that  he  has  invented.  The 
words  at  the  beginning  of  his  first  claim  means,  *^  I  claim  a  motor  which  I  have 
"  invented  for  this  purpose  in  combination."    If  that  be  so,  there  is  an  end  of 

15  infringement  of  the  first  claim,  for  the  Defendants  have  a  motor  which  qua 
motor  is  of  essentially  different  type  from  the  Plaintiffs'  motor.  Swinburne 
stated  that  the  Perry  motor  was  an  armature  motor,  while  HookhanCs  was  a 
multiple  motor,  and  that  the  Perry  motor  was  an  entirely  different  motor  to 
the  motor  shown  in  HookhanCs  drawings,  and  the  only  resemblance  was  by 

20  having  the  mercury  contact.  But  there  are  three  or  four  meters  with  that,  and, 
of  course,  Hookham  could  not  claim  it.  Mr.  Moulton  said  the  interpretation  he 
asked  to  be  put  on  the  first  claim  is  "  a  claim  for  an  electricity  meter,  which  is  a 
^*  combination  of  two  elements,  first  a  meter  with  a  constant  field,  which 
"  field  is  arranged  so  as  to  give  a  large  driving  power  ;  secondly,  an  effective 

25  ^'  electric  brake  which  has  a  disc,  or  its  equivalent,  moving  in  a  powerful  or 
^^  constant  field,  obtained,  in  the  case  of  electro-magnets,  by  saturation,  and  in 
^*  permanent  magnets,  by  what  I  call  supplying  form  and  arrangement."  If  the 
words  of  emphasis,  "  arranged  so  as  to  give  a  large  driving  power,"  and  "  effec- 
**  tive  and  in  a  powerful  field,"  are  left  out,  what  is  the  claim  ?    It  is  a  meter 

30  with  a  constant  field  in  combination  with  an  electric  field.  Mr.  Moulton  knows 
that  if  it  were  that,  it  would  be  Ayrton  and  Perry,  So  he  takes  the  view  that  he 
can  differentiate  it  by  speaking  of  "  large  driving  power"  and  "  effective,"  and  the 
precautions  to  see  that  the  permanent  magnets  are  permanent.  Those  are  known 
elements,  and  Mr.  Moulton  claims  that  if  you  add  those  to  Ayrton  and  Penary ^ 

35  you  are  infringing  his  patent.  Ayrton  and  Perry  describe  this  combination  in 
all  its  essentials ;  of  course,  the  combination  can  only  be  maintained  by  supply- 
ing details.  The  essentials  are,  a  motor  which  does  not  give  friction,  a  brake 
which  gives  a  resistance  proportional  to  your  velocity,  and  that  you  make  your 
friction  as  small  as  possible.    Ayrton  and  Perry  gave  that,  but  there  was  one 

40  practical  difficulty — the  commutator  had  to  be  changed ;  the  Plaintiffs  have 
not  taught  anything  about  that.  Elihu  Thomson  made  the  very  thing  with 
silver  in  his  commutator,  and  made  a  practical  meter,  which  is  working  now. 
It  would  be  a  practical  working  meter,  though  imperfect.  Thomson  made 
his  clock  meter,  which  was  a  practicable  meter,  from  Ayrton  and  Perry*s 

45  meter.  Then  Aran  takes  that  meter  and  pays  royalties.  Ayrton  and  Perry 
invented  this  type  of  motor  meter,  and  there  was  one  difficulty  left,  friction. 
If  Hookham  had  come  in  and  solved  the  difficulty,  he  is  entitled  then, 
perhaps,  to  as  much  credit  as  the  original  inventor.  But  has  he  done  so  ? 
Unless  he  has,  there  can  be  no  infringement.  Mr.  Moulton^s  construction  of 
50  the  claims  would  prevent  Ayrton  and  Perry ^  the  original  inventors,  in  carrying 
out  their  invention,  from  making  a  practicable  machine.  That  is  not  the 
claim — it  would  be  a  curious  one.  Swinburne  says  anyone  constructing  a 
meter  according  to  Ayrton  and  Perry^s  Specification  would  know  he  must 
make  the  friction  as  small  as  possible,  and  yet  the  Plaintiffs  say  if  the 
55  Defendants  do  that  they  infringe  the  Plaintifb'  patent.    What  directions  did 
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the  Plaintiffs  give  as  to  that  ?  Hookham  expended  his  ingenuity  in  working 
his  motor  with  his  commutator  and  armature,  and  that  Swinburne  says  is  his 
practical  direction  to  get  the  driving  power  large  in  proportion  to  the  friction. 
But  the  Defendants  have  taken  nothing  of  the  Plaintiffs'  directions. 
Swinburne  says  that  Hookham  selected  the  fluid  contact  out  of  several  5 
other  known  methods — he  did  not  invent  it.  That  was  only  one  of  the 
Plaintiffs'  practical  details  which  helped.  Of  course,  it  is  quite  obvious 
Hookham  could  not  prevent  anybody  from  using  mercury  contacts.  Edison 
proposed  those  and  had  them,  and  they  are  in  Munroe's  Specification,  in 
Yeatmah*8  Specification,  and  in  Oray^s  Specification,  who  all  use  or  speak  of  10 
the  Barlow  wheel.  There  are  some  two  or  three  references  in  Hookham\  not 
on  this  point,  but  I  think  I  ought  to  mention  them.  Hookham  says  the  electric 
brake  was  his  invention,  but  he  found  it  had  been  previously  discovered.  I 
suggest  he  wrote  his  Provisional  thinking  he  was  the  inventor.  In  another 
place  he  said  the  great  difiBculty  in  an  electro  motor  was  the  commutator  taken  I.") 
in  connection  with  the  static  friction.  That  fits  in  with  Swinburne's  evidence 
that  the  practical  directions  to  make  a  successful  meter  in  HookharrCs 
Specification  had  no  reference  to  the  construction  of  the  motor  and  the 
commutator,  except  as  to  the  mercury  contacts.  I  pass  to  the  sixth  claim, 
where  a  superficial  resemblance  makes  it  perhaps  difiBcult  to  see  what  80 
Hookham,  has  invented  and  what  the  scope  of  the  invention  was,  and  if  the 
Defendants  have  been  borrowing  from  him.  I  say  the  Defendants  have  not 
got  the  slightest  idea  from  him  ;  they  have  only  taken  what  was  absolutely 
common  electrical  knowledge,  and  they  have  not  in  the  slightest  degree  taken 
advantage  of  anything  which  he  discovered,  if  he  did  discover  anything.  That  25 
is  the  substance,  but  first  I  want  to  deal  with  another  point— the  Plaintiffs 
cannot  succeed,  because  if  they  make  the  claim  for  grooving  in  general,  then 
their  patent  must  be  bad  because  that  is  not  in  the  Provisional ;  Newall  v. 
Elliott,  4  C.B.  N.8.  269.  There,  a  detail,  rings,  for  carrying  out  the  invention 
which  was  not  described  as  part  of  the  invention,  was  claimed,  in  combination  30 
with  the  main  invention,  the  claim  was  held  to  be  good.  So,  here,  this  sixth 
claim  would  be  good  if  you  read  it  in  connection  with  the  main  invention  as  a 
detail  for  carrying  out  the  invention  referred  to  at  large  in  the  first  claim.  But 
it  could  not  be  infringed  unless  the  first  claim  was  infringed.  [WILLS,  J.— It 
would  go  with  the  former  one  ?]  Yes ;  if  it  is  read  as  a  general  claim,  then  it  is  35 
beyond  the  Provisional.  If  it  had  been  in  the  Provisional  as  a  detail,  there 
would  have  been  no  objection  to  its  being  claimed  as  a  detail  apart  from  the 
meter.  That  is  the  position.  I  submit  a  man  cannot  assume  that  position  of 
making  a  detail  an  invention  in  itself,  which  he  is  entitled  to  a  patent  for  as  a 
separate  patent,  unless  that  invention  is  described  in  his  Provisional.  In  40 
Newall  V.  Elliott  {supra)  the  rings  were  only  claimed  in  combination  with  the 
invention.  Assuming  that  the  Defendants  are  found  not  to  have  infringed  the 
first  claim,  in  that  case  all  the  other  claims  but  the  sixth  must  be  treated  as  dis- 
claimed, because  we  have  nothing  to  do  with  them.  The  Plaintiffs  would  have  to 
rely  on  the  sixth  claim,  treating  that  as  a  separate  and  distinct  invention.  Then,  ^ 
unless  that  is  in  the  Provisional,  it  is  a  bad  claim.    There  is  also  the  case  of  | 

Nuttall  V.  Hargreaves,  8  R.P.C.  273, 450,  and  The  United  Telephone  Company  y. 
Cox,  Walker,  and  Go,,  L.R.  21  Ch.D.  720,  in  which  case  Edison  described  in 
the  Provisional  a  telephone  transmitter,  and  there  were  some  general  words 
which  might  have  referred  to  the  phonograph  :  in  the  Complete,  he  described  Ml 
not  only  the  transmitter,  but  also  the  phonograph,  and  claimed  it  as  a  separate 
instrument,  and  the  patent  was  held  bad.  In  Nuttall  v.  Hargreaves  {supra), 
the  Provisional  referred  to  a  tap  for  beer  bottles  containing  all  the  usual  parts,  i 

and  in  the  Complete  there  was  described  in  combination  with  those  parts  a 
strainer  of  gauze  which  was  essential    to  the  success  of  the  invention*    It  55 
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was  held  that  the  Provisional  Specification  did  not  describe  the  true  nature  of 
the  invention,  and  the  patent  was  bad.  There  is  no  such  point  here,  as  there 
was  in  that  case,  to  determine  whether  the  strainer  was  essential,  the  strainer 
not  being  mentioned  in  the  Provisional.  Taking  the  sixth  claim  as  an 
5  invention  separate  and  apart,  you  must  be  prepared  to  justify  that  all  round 
as  if  it  stood  entirely  alone,  and  if  it  is  not  in  the  Provisional,  the  patent  is 
invalid.  The  Plaintiff  can  escape  from  that  difficulty  by  treating  the  claim  as 
a  mere  detail  improvement  in  connection  with  his  meter,  but  then  the 
Defendants    do     not    infringe.      Now,     as    to    the    substance,   what     did 

10  Hookham  invent  ?  He  did  not  invent  that  braking  action  depended  on 
a  copper  disc  moving  in  a  field  of  varying  intensity.  That  was  developed 
by  Faraday  and  others  from  Arago  as  the  essential  of  a  brake.  Now,  how 
was  the  field  got  ?  Generally  by  having  a  single  magnet  acting  on  the  disc  ; 
the  disc  varying  between  the   poles  of  a  magnet.     SturgeorCs  book  shows 

15  two  magnets  on  each  side  of  the  disc,  two  sets  of  current  action  and  the  disc 
rotated  in  a  field  of  varying  intensity,  and  that  was  well  known.  It  was  well 
known  that  when  you  had  an  arrangement  such  as  Edison's^  where  you  had  no 
variation  of  intensity,  you  could  not  get  any  braking  action.  That  was  not 
Hookham's  discovery.      He  has  discovered  simply  this  ;  that  if  you  have  two 

20  poles  as  shown  in  GHi,  and  if  you  put  grooves  in  those  poles  it  would 
increase  the  braking  action.  Is  that  the  same  idea  as  duplicating  or  triplicating 
the  pole  pieces  ?  If  it  is,  he  has  discovered  nothing.  The  details  he  gives  of 
it  are  very  small,  and  I  doubt  if  he  knew  what  he  had  discovered.  The  essential 
thing  known  to  all  who  dealt  with  dynamos,  if  you  wanted  braking  action,  was 

25  that  the  grooves  should  be  large  as  compared  with  the  air-space.  There  is  not  a 
word  about  that  in  the  Specification.  Hookham  finds  somehow  by  rule  of 
thumb  that  when  he  gets  the  grooves  in  his  pole  pieces  he  got  a  better  braking 
power.  [Wills,  J. — His  ingenuity  consists  in  his  converting  a  foe  into  a  friend, 
because  it  was  known  before  that  this  was  an  objection  to  the  dynamos  on  the 

30  ground  that  it  produced  an  action  unfavourable  to  them,  and  he  has  seen  that 
that  could  be  utilized  and  made  an  ally.]  The  foe  is  the  Arago  disc,  and  the 
substance  of  this  thing  does  not  depend  on  the  cutting  in  of  the  grooves,  but 
upon  the  working  of  the  magnetic  brake.  [Wills,  J. — Yes ;  but  I  mean  the 
increase  of  that  by  cutting  grooves  ;  that  seems  the  real  novelty  in  his  use  of  the 

35  grooves,  the  making  an  enemy  into  a  friend.]  Yes,  so  long  as  that  is  confined 
to  his  pole  pieces,  and  it  is  to  increase  local  action  ;  but  that  is  a  very  different 
thing  to  increasing  local  action  in  that  particular  pole  piece  by  cutting  grooves 
in  it.  That  is  very  different  in  principle,  and  it  depends  on  the  known  thing 
that  you  must  have  a  varying  magnetic  field.    That  is  an  entirely  different 

40  thing  from  duplicating  pole  pieces.  [Wills,  J. — Your  point  is  that  the  dupli- 
<»tting  of  pole  pieces  is  an  accident  of  construction  not  the  thing  aimed  at,  and 
you  cannot  be  prevented  from  duplicating  your  pole  pieces  merely  because  that 
happens  to  have  an  analogous  effect  to  the  Plaintiffs*  grooving.]  Yes,  and  it  is 
an  accident  also  that,  for  the  convenience  of  construction,  the   Defendants, 

45  instead  of  having  a  disc,  have  a  cup.  But  have  the  Defendants  borrowed  an 
idea  from  Hookham?  When  they  bent  the  disc  down  into  a  cup,  they 
could  not  help  having  something  which  looks  like  grooves  between  them. 
Now,  I  take  the  Edison^  and  there  is  a  continuous  pole  piece.  It  is 
perfectly  well    known   that  that   would    give    a    uniform    field.      There    is 

50  another  pole  piece  inside  which  would  give  no  braking  action.  We 
want  brsiking  action.  We  are  to  take  the  Edison  meter,  and  if  we  want 
to  make  that  rotate  as  a  disc,  what  are  we  to  do  ?  Everybody  knew,  that  to 
make  that  act  as  a  brake  as  well  as  a  motor,  you  must  cut  a  cup  in  it.  Is  that 
an  infringement.  It  is  the  only  way  and  the  obvious  way  of  making  that  drive. 

55  If  I  am  right  that  it  is  the  obvious  thing,  it  cannot  be  within  the  Plaintiffs' 
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Specification.    No  man  can  claim  it.    I  eay,  that  being  the  obvions  way  of 
passing  from  the  Edison  meter  to  the  Defendants*  combined  brake  and  motor, 
nobody  could  prevent  the  Defendants  from  doing  that,  because  the  Defendants 
have  not  borrowed  any  idea  from  him.  Swinburne  says  practically, — ^What  the 
Defendants  are  doing  is  duplicating  or  triplicating  their  pole  pieces.   In  that  case  5 
it  is  simply  a  question  of  form.    The  general  effect  of  grooves  in  increasing 
magnetic  friction  was  well  known  with  reference  to  dynamos.    It  was  a  well* 
known  phenomenon.    And  I  might  well  put  it  that  Hookham  made  his  foe  his 
friend  by  this  application,  and  it  was  not  an  invention  at  all.    [WILLS,  J. — ^A  new 
application.]    But  in  a  known  way.   It  did  not  help  the  Defendants  in  what  they  10 
were  doing.    As  to  the  second  claim  for  saturation,  if  this  Patentee  comes  and 
says, — I  have  invented  an  invention  and  used  an  electro  magnet  which  shall  be 
saturated  for  this  purpose,  therefore  you  shall  not  use  in  your  meter  a  saturated 
magnet  for  this  purpose,  which  is,  of   course,  for  the  purpose  of  getting  a 
common  field.    I  say  he  could  not  make  such  a  claim  ;  it  was  not  only  common  15 
knowledge,  but  thoroughly  common  knowledge,  and  had  been  usefully  applied 
in  the  same  sort  of  way.    Professor  Ayrton  gave  an  illustration  of  that  sort  of 
thing  in  his  ingenious  little  handmeter  which  he  described  in  1883.     1  rely  on 
that  application  as  showing  the  principle,  which  I  say  was  well  known  to 
electricians — if  you  wanted  to  have  an  electro  magnet  to  get  a  constant  field,  it  20 
was  a  well-known  way  of  getting  it.    Therefore,  it  was  not  legitimate  for  ttie 
Patentee  to  prevent  other  people  making  other  meters  and  using  the  same 
device  of  magnetic  saturation.      Then  there  is  the  question  of   permanent 
magnets.   The  Provisional  Specification  says  nothing  about  permanent  magnets. 
The  first  claim,  I  admit,  covers  both  permanent  and  electro  magnets.    But  that  26 
is  described  with  regard  to  electro  magnets,  and  the  permanent  magnet  is  an 
alternative.    The  Patentee  cannot  fix  on  that  and  put  it  forward  as  an  essential 
element  of  his  combination  when  it  has  merely  been  substituted.  The  only  place 
where  a  permanent  magnet  is  an  essential  element  is  Claim  3.   The  descriptions 
in  Claim  3  have  been  regularly  in  every  dynamo  machine  made  according  to  30 
proper  principles.    W.E.A.3,  which  a  gramme  machine  of  the  Jamin  make,  is 
an  illustration  ;  it  has  long  permanent  magnets,  and  it  was  well  known  that  for 
strength  you  must  have  length  in  magnets.  The  Plaintiffs*  case  is  that  the  object 
in  the  former  cases  was  not  to  produce  constancy.    My  point  is  that  the  same 
conditions  which  give  you  a  powerful  field  give  you  constancy.    The  Patentee,  35 
in  his  construction  of  his  motor,  follows  the  construction  of  every  dynamo,  and 
the  dynamo  and  the  motor  are  the  same  thing.    He  says, — Yes,  but  there  was 
no  point  as  to  constancy  in  those  machines,  and  in  my  machine  it  is  essential 
that  it  should  be  constant.    Then  he  says, — he  finds  that  he  gets  a  powerful 
and  constant  magnet    in  this  way,  and  he  is  going  to  prevent  anyone  else  40 
from  getting  that.    I  submit  he  cannot  make  a  claim  for  a  detail  of  that  kind, 
which  has  been  an  absolutely  familiar  point  in  reference  to  dynamos.  Then  the 
latter  part  of  the  claim  is  a  means  for  regulating  the  same,  but  it  is  admiitted 
that  the  same  means  were  in  the  magnetic  machines  about  20  or  30  years  ago. 
It  looksas  if  the  Patentee  intended  to  claim  those  parts  separately.  I  submit  if  they  45 
are  claimed  apart  fi'om  their  connection  with  this  particular  meter,  then  they 
are  invalid  claims.    Claim  5  is  for  a  commutator  with  a  vertical  axis,  but  this 
the  Patentee  does  not  trouble  to  describe  ;  it  is  claimed  generally  for  motors. 
If  that  is  BO,  then  he  is  claiming  something  which  is  absolutely  old  and  without 
any  new  application.    It  cannot  be  subject-matter  of  a  patent  to  take  the  appli-  50 
cation  of  an  idea  without  the  trouble  of  working  it  out.    As  to  the  eighth 
claim,  there  is  no  difference  between  Oray  and  Fig.  5  and  that  claim. 

MoultoUy  Q.C.,  replied — I  do  not  think  that  in  either  the  question  or  the 
theory  of  the  matter,  or  the  state  of  knowledge,  any  substantial  change  from 
what  I  stated  in  opening  has  been  made.    I  said  the  theory  of  the  meter  ih 
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fighting  against  the  magnetic  brake  was  known,  that  a  meter  working 
by  the  current  to  be  measured  would  not  be  a  novelty,  that  there  had  never 
been  a  practical  meter  of  this  kind  till  Hookhani'Sy  and  that  no  one  before 
Hookham  had  ever  shown  how  to  produce  at  once  a  constant  and  powerful 
5  magnetic  field  which  was  the  essential  of  that  exaggeration  of  the  magnetic 
forces  without  which  you  cannot  make  your  meter  accurate,  because  the 
inevitable  static  forces  which  interfere  with  it  cannot  otherwise  be  rendered 
inappreciable  ;  that  statement  of  novelty  is  unshaken.  I  challenged  Professor 
Perry ^  Professor  Thomson^  and  Professor  Ayrton  to  point  to  any  statement  in 

10  any  book  which  showed  you  could  get  at  once,  with  regard  to  permanent 
magnets,  intensity  and  permanence.  They  all  failed.  I  put  the  question — can 
you  point  to  any  use  of  such  a  magnet  as  that  in  a  measuring  instrument  where 
constancy  is  necessary  ?  They  were  obliged  to  admit  they  could  not.  All  the 
Defendants*  witnesses  said  until  the  Plaintiff  had  taken  out  his  patent  nobody 

15  had  shown  that  intensity  was  compatible  with  constancy,  and  how  that  was  to 
be  obtained.  I  also  said,  as  I  still  say,  that  no  one  had  combined  a  field  of  that 
type  with  a  motor  which  was  not  so  hampered  by  defects  as  to  spoil  the 
efficiency  of  the  brakes.  I  will  show  that  the  evidence  supports  that.  Lastly,  as 
to  grooves,  I  said  it  was  quite  new  to  get  a  varying  field  so  as  to  get  Foucault 

20  currents  by  means  of  grooving  the  pole  pieces.  The  evidence  shows  that  to  be 
so,  and  the  Defendants'  own  patent  shows  that  three  years  later  they  believed 
in  doing  so  that  they  had  invented  a  new  device  for  electricity  meters.  The 
minor  points  are  the  friction  device  on  which  I  understand  the  Judge  is 
satisfied  [WILLS,  J. — Yes],  the  other  is  the  commutator  claim.    I  put  aside 

25  Mr.  Imray'^s  evidence  referring  to  some  commutator  not  raised  in  the 
anticipations.  I  will  take  the  laboratory  instrument  which  Professor  Ayrton 
said  once  was  a  practical  thing.  Ours  is  not  impracticable.  If  we  had  taken 
a  perfectly  ineffective  laboratory  toy  used  for  lectures  and  turned  it  into  an 
effective  commutator  for  so  delicate  an  instrument  as  a  meter  it  would  be  quite 

30  sufficient  to  support  a  claim.  It  is  evident  that  in  that  form  they  always  used 
contact  pieces  which  dropped  into  the  mercury.  This  is  quite  inadmissable  in 
connection  with  a  meter.  The  device  is  only  suitable  for  vertical  motors  in 
a  particular  way  described.  The  only  prototype  was  impracticable,  and  nobody 
suggests  that  use  which  we  make  of  it  in  connection  with  a  meter  which  is  useful. 

35  There  is  all  the  difference  in  the  world  between  its  being  used  for  a  many 
part  commutator  in  which  you  gradually  pass  through  different  electric  tension 
and  one  in  which  you  brake  your  current  absolutely  and  jump  from  one  to  the 
other  with  sparking  and  destruction  of  the  mercury.  Hookham  singled  it  out, 
used  it  for  a  purpose  for  which  it  was  never  used  before,  and  that  will  be  sufficient 

40  to  sustain  that  claim.  As  to  disconf ormity,  no  question  was  put  to  the  Plaintiff's 
witnesses  as  to  the  adequacy  of  the  adumbration  in  the  Provisional  Specification. 
In  old  times,  the  only  thing  which  had  to  be  done  on  an  application  for  a 
patent  was  to  state  the  title,  that  is  to  say,  the  subject-matter  of  your  invention. 
The  patent  was  granted  subject  to  a  condition,  that  within  six  months  you 

45  should  enrol  a  Specification  stating  the  nature  of  the  invention  and  the  manner 
in  which  it  was  to  be  performed.  That  was  found  to  have  difficulties,  and  the 
Provisional  was  started.  The  Courts  have  often  said  the  Provisional  was  an 
enlarged  title.  The  Complete  Specification  must  be  within  the  ambit  of  the 
Provisional.    In  the   Provisional  you  have  only  to  state  the  nature  of  the 

50  invention,  the  carrying  out  of  it  comes  in  the  Complete.  The  Complete  Speci- 
fication is  your  invention,  and  you  are  entitled  to  claim  what  is  novel  in  that 
invention.  Attempts  have  been  made  to  upset  a  patent  on  the  grounds  of 
disconformity  because  the  Complete  claims  things  not  found  in  the  Provisional, 
but  I  have  never  known  an  instance  of  that  succeeding  because  some  detail 

55  was  claimed ;  a  mode  of  carrying  it  out  was  claimed  which  was  not  described  in 
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the  Provisional.    There  are  two  cases  in  which  the  objection  of  disconformity 
has  succeeded.     The  Lane  Fox  v.  Kensington  Ac.  Electric  Lighting  Comj^any^ 
9  R.P.C.  221,  413,  I  need  not  go  into,  for  it  is  very  complicated,  and  the  Judge 
came  to  the  conclusion  it  was  a  totally  different  invention.    And  The  United 
Telephone  Company  v.  HarHson  Cox  Walker  and  Go.^  L.R.  21,  Ch.D.  720,  in  5 
which  a  man,  for  the  sake  of  economy,  added  a  description  of  the  phonograph 
to  his  Complete  Specification,  when  the  whole  of  the  Provisional  related  to 
electric  transmission.    That  was  clearly  beyond  the  ambits  of  the  Provisional. 
Woodward  v.  Sansum,  3  R.P.C.  3''7, 4  R.P.C.  166,  where  the  Patentee  described 
one  pencil  in  his  Provisional,  and  in  his  Complete  he  described  another  form  10 
which  was  not  even  hinted  at  in  the  Provisional,  and  it  was  held  that  the 
Provisional  did  not  stereotype  the  invention.    That  case  could  only  be  reversed 
in  the  House  of  Lords.    In  Siddell  v.  Vickers,  7  K.P.C.  292,  it  was  practically 
impossible  to  understand  what  the  Provisional  meant ;  but  the  House  of  Lords 
came  to  the  conclusion  that  it  indicated  the  nature  of  the  invention  which  was  15 
carried  out  in  the  Complete,  and  they  refused  to  set  it  aside.    In  this  case,  I  ask 
the  Court  to  look  at  the  Provisional.    What  I  submit  is  that  a  man  sitting  down 
honestly  to  tell  what  he  is  going  to  patent  could  not  have  written  a  fairer  or 
more  honest  description.    There  never  had  been  a  motor  meter  ;  Hookham^s  is 
admitted  to  be  the  first.    There  are  suggestions  of  laws  of  motor  meters,  but  80 
there  is  a  large  body  of  evidence  of  the  highest  character  that  that  would  not 
enable  a  person  to  make  a  practical   meter.     [Counsel  read  the  Provisional 
Specification.]     He  could  not  have  made  it  fairer.     He  has  to  describe  the  nature 
of  the  invention.     It  is  a  current  meter,  and  he  is  the  first  person  to  speak  of  a 
constant  field.    He  gives  up  measuring  energy,  and  confines  himself  to  the  25 
simple  problem  of  measuring  the  amount  of  the  current.     The  Complete 
Specification  carries  this  out ;    but  what  is   the  essential   part  of  his  inven- 
tion ?    It   is  a   motor    revolving    in    a    constant    field   as  frictionless  as   it 
can   be ;    but    the     nature    of    the     motor     may     be     the     disc    drum    or 
ring-wound    armature.        The    solid    disc    or    armature    and    the    cylinder  30 
may    be    crumpled    with    concentric    discs,    crumpled    in    the    corrugation. 
The  thing  which  nobody  had  done  before  was  to  make  a  thing  move  in  a 
constant  field  so  that  the  forces  other  than  the  magnetic  should  be  negligible. 
Hookham  stated  in  his  Provisional  that  he  would  get  a  constant  field.    There  is 
an  objection  raised  that  in  the  Complete  he  showed  how  to  get  a  constant  35 
field,  but  not  a  constant  field  which  will  make  the  other  forces  negligible. 
Then    you    must    go    to    saturation,    and    nobody    had    suggested    in    any 
machine    of   this    kind    to    obtain    the    requisite    constancy    by    saturation. 
Hookham  was  the  first  to  say,  if  you  use   electro  magnets   you   must  go  to 
saturation.     I  admit  that  the   knowledge   of  the   world  was   that  saturation  40 
made  magnets  very  sensible  to  variations   of   current ;    but   I   say  that  was 
practically  an  idlfe  bit  of  unused  knowledge.      As  to  the  so-called  anticipa- 
tions.     They   have   all    been    practically   abandoned,    except   the   admirable 
statement  of  what  the  law  was  and  the  sort  of  apparatus  which  it  required 
given  in  Ayrton  and  Perry's  Specification  of  1882.    But  the  meter  of  Perry  45 
and. .4 yrton  would  not   have  been  a  practical  meter,  and  was  never  made. 
In  his  Complete,  Hookham  widens  his  claim  in  one  respect ;  he  says,  the 
nature  of  his  motor  is  not  essential ;  then  he  says,  the  simple  solid  disc  or 
the  hollow  cylinder  was  not  of  the  essence  of  his  invention.    Solid  only  applies 
to  dipc,  and  no  one  has  8n?g:e>ted  anybody  would  use  otherwise  than  a  cylin-  f^Q 
drical  cnp  as   the   altrmative   of  a   dis-.     Then    he  bhts,  the  •lictrir  brake 
may   be  formed  by  the  armature  it.'-elf, — that  nniet   be  the  (list*  ut  cylinder. 
You   would  not  get  the  Fintcuull  currents  uiile.^s  it  \vas  a  disc  «  r  cylinder. 
He    Bho^\s   that    he    is     upjok   hia   cylinder    as    a    driver    and    also    us    a 
brake.      Noljody  before   Hookham   ever  thought    of    using    the    driver    for  55 
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its  own  brake.  This  is  full  of  novelties.  The  very  form  the  Defendants 
use  is,  by  the  nncontradicted  evidence  of  the  Plaintiffs'  witnesses,  proved 
to  be  mentioned  here,  the  cylinder  between  magnetic  poles  used  as  its  own 
brake.  The  constant  field  the  Patentee  is  pledged  to  by  his  Provisional.  Itdifferen- 
f^  tiates  here  from  Ayrton  and  Perry ^  who  not  only  do  not  speak  of  a  constant 
field,  but  could  not  have  had  one.  They  meant  to  have  an  energy  meter  in 
which  the  field  varied  with  the  potential.  The  consequence  was  they  never 
thought  of  a  constant  field — they  took  the  wider  problem.  They  never  thought 
either  of  permanent  magnets  or  of  saturation,  which  would  have  been  fatal  to 

10  their  meter.  Hookham  took  the  problem  of  current  meters,  and  did  not 
interfere  with  energy  meters.  How  about  intensity  ?  As  Ayrton  and  Perry 
were  going  to  have  a  varying  field,  they  must  keep  away  from  saturation,  and 
they  could  not  move  permanent  magnets.  Hookham  took  a  constant  field  ; 
they  were  going  to  make  one  which  was  not  constant,  and  must  avoid  the  three 

15  devices  he  took,  which  are  the  very  devices  which  Professor  Perry  took  four 
years  later  when  he  was  doing  the  same  thing  as  Hookham  in  the  Perry 
patent  of  1891 ;  he  takes  saturation  and  grooves.  The  grooving  is  a  convenient 
device,  giving  the  public  a  choice  as  to  whether  they  would  have  separate  poles 
or  not.    Romerj  J.,  gave  in  a  recent  case  a  definition  of  utility  which  will 

20  become  classical :— *'  The  Patentee  has  given  the  public  a  useful  choice  of 
"  devices."  Here,  in  this  case,  is  a  useful  device,  if  ever  there  was  one. 
Professor  Perry  takes  Hand/ord's,  which  has  not  got  it;  he  has  grooved 
Hand/ortTsy  and  he  has  got  his  brake  and  armature  all  in  the  same  field. 
That  is  his  invention,  and   he  claims  it.      There  is  absolutely  no  answer 

25  to  his  claim.  The  Plaintiffs*  Specification  states,  "to  obtain  this  constancy 
**  in  electro  magnets,  they  must  be  saturated."  That  is  a  clear  statement. 
Then  there  come  the  permanent  magnets.  "  The  pole  pieces  should  have 
**  their  surfaces  very  large  compared  with  their  distance  apart  .  .  • 
**  BO  as  to  form  a  narrow  slit  in  which  the  disc  armature  revolves."    That 

30  is  not  alleged  to  be  anticipated.  Then  the  power  and  constancy  of  the 
permanent  magnets  are  increased  by  magnetizing  them  when  in  position, 
which  is  easily  done  by  wrapping  wire  round  them,  and  passing  a  powerful 
current  through  the  coil  so  formed.  That  is  the  very  way  that  Professor 
Perry    subsequently     magnetised    his    magnets.      The     public    knew    first 

35  from  Hookham  what  gave  constancy.  The  conclusion  of  the  whole 
evidence  is  that  Hookham  was  the  first  person  to  tell  the  world 
how  to  make  an  effective  electric  brake.  Without  an  effective  electric 
brake  you  could  not  get  a  meter,  because  it  is  a  question  of  metering. 
There  is  an  attack    upon    G    Hi,    because   every    six    to    eight    weeks  you 

U)  would  have  to  go  round  and  look  at  the  mercury.  [Wills,  J. — It  is  no 
use  the  Defendants  talking  of  want  of  utility  if  the  thing  was  for  three 
or  four  years  on  the  market.]  Claim  '6  is  novel  and  useful,  and  I  submit 
beyond  question  the  Defendants  have  used  it.  In  Claim  1  the  form  is  not  tho 
substance,  but  the  real  substance  must  be  produced  everywhere,  the  constancy 

45  of  the  magnets  situated  close  to  the  armature  in  order  to  make  the  magnetic 
forces  large.  Of  course,  you  must  have  frictionless,  or  comparatively  friction- 
less,  contacts.  They  were  never  touched  upon,  and  the  Plaintiffs  used  mercury, 
which  gives  a  very  fine  frictionless  contact.  But  the  important  point,  as  this  i3 
a    question    of    combination,   is  the   last   element,   the    electro   motor  being 

50  combined  with  an  electro  brake  also  moving  in  a  constant  or  nearly  constant 
field,  preferably  the  same  field  as  that  in  which  the  armature  rotates.  The 
Patentee  does  not  restrict  himself  to  the  dr.iwings,  because  he  puts 
"  preferably,"  and  he  only  shows  one  form  in  the  drawings.  The  essentials  are 
the  brake  in  a  constant  field  of  great  intensity,  the  electromotor  in  a  constant 

3.5  field  of  great  intensity  and  both  rotating  on  the  same  axis.    The  Defendants 
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have  the  one  axis,  the  conBtancy  of  the  field  obtained  in  two  methods,  the  gap 
is  small  so  the  field  is  intense.  They  have  comparatiyely  frictionless  contact 
with  an  addition.  The  contact  does  not  go  through  the  mercury  which  is  over 
the  cup.  The  only  argument  against  infringement  is  that  the  Plaintiffs  are  tied 
to  some  drawings.  I  ask  the  Court  to  decide  that  the  meaning  of  the  first  5 
claim  is  this,  that  the  references  to  the  drawings  are  illustrations  of  one  form  of 
the  invention,  and  then  the  substance  is  incontestable  and  that  is  nsed  by  the 
Defendants,  for  they  use  the  very  armature  described.  As  to  Ayrton  and  Perry\ 
I  ought  to  point  out,  though  I  have  treated  it  rather  as  a  statement  on  the  con- 
dition of  an  energy  meter,  not  of  a  current  meter,  that  it  is  admitted  now  that  it  10 
includes  everything,  but  I  cannot  help  thinking  that  it  described  nothing.  The 
principle  was  indicated  and  nothing  else,  and  a  Specification  like  that  should 
not  interfere  with  privileges  to  be  obtained  by  one  who  works  into  real 
practical  form  those  crude  ideas. 

Wills,  J. — I  do  not  think  it  necessary  to  go  elaborately  through  the  body  of  15 
the    Specification   in    order    to    ascertain — which    is    the    first    step    to    be 
taken — ^the  meaning  of  the  first  claim,  which  seems  to  me  to  be  abundantly 
clear. 

In  the  first  place,  the  drawings  are,  in  my  opinion,  referred  to,  not  to  confine 
the    claim    to    one    form    of    apparatus,  which    ihey    graphically    describe,  20 
but  to  give  a  perfectly  definite  description  of  that  one  form  of  apparatus,  and 
to  illustrate  at  once  the  principle  and  method  of  combining  electro  motor  and 
brake  both  in  a  constant  and  powerful  field,  and  preferably  both  using  the  same 
field.    It  is   emphatically  a   combination  claim,  in  which  all    the  elements 
described  in  the  Specification  and  illustrated  in  the  drawings  are  to  be  found  25 
together.    These  seem  to  include  : — (1),  an  armature  of  any  known  type  with 
a  constant  field  ;  (2),  the  use  of  a  powerful  field  for  the  electro  motor,  and  also 
lor  an  electric,  or,  perhaps  it  would  be  more  proper  to  say,  a  magnetic  brake  t 
(3),  the  application  of  a  permanent  magnet  in  the  form  of  a  ring  as  nearly 
complete  as  possible,  only  interrupted  by  the  narrowest  practicable  interval  30 
with  large  pole  pieces  on  each  side  of  the  interval,  so   as  to  afford  ample 
facilities  for  the  passages  of  the  lines  of  magnetic  force,  and  to  reduce  to  a 
practical  zero  the  lines  of  magnetic  force  during  the  passage  of  the  magnetic 
flux  through  the  air,  the  pole  pieces  being  so  arranged  that  each  revolution  of 
the  armature  shall  involve  its  passage  into  and  out  of  the  magnetic  field  so  as  35 
to  give  rise  to  FotLcauU  currents,  whose  action  constitutes  the  braking  power  ; 
(4),  the  increase  in  the  power  and  constancy  of  the  magnets  by  magnetising 
them  when  in  position.    I  have  purposely,  for  the  sake  of  simplicity,  missed 
one  or  two  contemplated  variations.    For  instance,  the  one  constant  field  may 
be  replaced  by  two,  and  the  permanent  magnet  by  an  electro  magnet ;  but  these  40 
xnatters  do  not  affect  anything  I  have  to  say  at  present,  and,  for  the  sake  of 
simplicity,  may  for  the  moment  be  left  out  of  my  statement.    Further,  there  is 
a  clockwork  arrangement  for  registering  the  number  of  revolutions  of  the 
armature,  but  as,  except  in  one  small  matter  forming  the  subject  of  a  sub- 
ordinate claim,  it  is  a  well-known  type,  I  do  not  propose  at  present  to  say  45 
anything  about  it ;  the  first  claim  makes  no  reference  to  it,  and  it  is  with  the 
first  claim  only  that  I  propose  to  deal. 

Most  of  the  above  elemenjbs  of  the  invention  appear  so  clearly  on  the  &ce  of 
the  Specification  that  I  need  only  state  them.  The  necessity  for  a  powerful 
magnetic  field,  I  think,  appears  clearly  enough  also,  though  it  is  not  so  sped-  50 
fioally  stated  as  one  perhaps  might  expect.  The  work  done  by  the  motor,  and 
the  resistance  offered  by  the  magnetic  brake,  are  in  direct  proportion  to  the 
speed  of  rotation.  Friction,  af^r  being  reduced  as  low  as  possible,  varies 
nearly  as  the  square  of  the  speed  of  rotation ;  hence,  it  will  be  a  seriously  dis- 
turbing element,  unless  it  can  be  made  negligible.    This  can  only  be  done  by  55 
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exaggerating  the  other  forces  as  compared  to  it.  Hence  the  necessity  tot  a 
powerful  field.  If  it  be  so  powerful  that  friction  may,  for  practical  purposes, 
be  overlooked,  the  speed  of  rotation  will  then,  and  then  only,  be  directly  pro- 
portional to  the  armature  current.    I  gather  all  this  from  the  Specification,  and 

'  5  without  any  evidence,  except  that  friction  varies  at  a  higher  speed  than  the 

speed  of  rotation,  and  I  point  particularly  to  page  1,  lines  13  to  15,*  lines  28  and 

29t ;  page  2,  lines  11  to  14| ;  page  4,  lire  12§  ;  page  5,  lines  5  to  7g ;  and  lines 

26  and  27^  of  the  Specification. 

To  my  mind,  and  whatever  the  consequences  with  regard  to  novelty  or  to 

10  sufiBciencyof  Specification,  the  application  of  this  combination  to  all  ordinary 
forms  of  electro  motors  is  clearly  within  the  claim.  In  the  description  we 
have,  "  the  electro  motor  may  be  of  any  of  the  ordinary  forms  in  use."  One 
form  of  electro  motor  well  known  at  the  date  of  the  patent  had  the  cup 
armature,  and  the  cup  armature  form  is  therefore  included  in  the  claim.    I 

V*^  emphasize  this  because  the  alleged  infringement  has  a  cup  armature,  and  the 

first  objection  that  has  been  ^ken  to  the  Specification  is  that  it  contains  no 

specific  directions  which  could  enable  a  workman  to  make  a  meter  adapted  to 

a  cup  armature. 

I  have  never  had  to  deal  with  a  patent  case  in  which  it  has  been  more 

20  difficult  to  prevent  one  branch  of  the  enquiry  running  into  another,  and  I 

•  cannot  therefore  hope  to  make  my  judgment  a  model  of  arrangement ;  but  I 

'  think  I  cannot  adopt  a  more  convenient  course  than  by  dealing  at'  once  with 

this  question.    I  need  hardly  say  that  confiicting  opinions  on  this  subject  are 

entertained  by  the  expert  witnesses.    But  I  think  I  can  offer  some  intelligible 

25  reasons  for  the  conclusions  I  have  arrived  at. 

The  apparatus  described  in  the  patent  is  shown  bodily  in  the  exhibit  OH}. 
Nothing  turns  upon  the  details  of  the  electro  motor.  Notwithstanding  that 
the  Specification  describes  them  elaborately,  I  do  not  gather  from  the  patent 
that  any  particular  stress  is  laid  upon  them,  inasmuch  as  any  reference  of  that 
'  '^^  kind  is  qualified  by  the  general  statement  that,  'Uhe  electro  motor  may  be  of 
**  any  of  the  ordinary  forms  now  in  use,"  which  implies  that  any  known  type 
of  armature  will  do.  Now  the  cup  armature  involves  a  total  departure  in 
externals  from  the  form  given  in  the  drawings,  and  the  real  question,  to 
my  mind,  is  whether  a  workman  who  had  the  drawings  or  OHi  could,  without 

35  experiment,  adapt  them  to  an  apparatus  of  the  type  of  JSj,  the  alleged 
infringement,  which  will  do  perfectly  well  to' illustrate  what  I  am  going  to 
say.  It  seems  to  me  that  the  skilled  workman  could  not  help  seeing  that  he 
had  to  arrange  his  permanent  magnets  so  that  one  group  of  them  should  end 
in  a  pole  piece  or  pole  pieces  coming  up  inside,  and  the  other  group  with  the 

'  40  •  corresponding  pole  piece  or  pole  pieces  coming  up  outside  the  cup.  I  do  not  see 
how  he  could  do  this,  except  by  placing  them  at  some  little  distance  apart  from 
one  another,  the  one  group  formiug  a  bundle  in  the  middle,  and  the  other 
forming  a  ring  outside  the  cup,  the  pole  pieces  respectively  inside  and  outside 
the  CUD  being  brought  as  near  to  the  inside  and  outside  of  the  cup  as  they 

45  could  be  brought  without  impeding  the  rotation  of  the  armature.  It  seems 
to  me  that  thus  the  very  necessities  of  the  case  would  suggest  all  that  was 
absolutely  necessary.  Let  us  suppose  that  the  north  ends  of  the  interior  group 
of  magnets,  and  the  south  ends  of  the  exterior  group  are  those  which  rest  on 
the  floor  of  the  cylinder,  which  must  enclose  them  idl.    The  slight  mechanical 

50  arrangement  by  which  the  south  ends  of  the  exterior  group  would  have  to  be 
connected  with  the  north  ends  of  the  interior  group,  and  by  which  the  south 
ends  of  the  interior  group  should  be  brought  to  a  magnetic  focus,  so  to  speak,  in 
the  south  pole  piece  of  the  interior  group,  and  by  which  the  north  pole  piece 
outside  the  cup  should  be  made  the  magnetic  focus  at  this  end  of  the  exterior 

*  Antfi  p.  625,  1.  86.  t  Ante  p.  526,  L  10.  1  Ante  p.  526,  L  81. 

§  Ante  p.  528,  L  44.  ||  Ante  p.  5T9,  I.  48.  -  f  Ants  p.  580,  L  10. 
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.cirole  of  bar  magBidt9»  m««tt  a0  it  Beems  to  me,  be  peileetl^y  within  the  grasp 
of  an  intelligent  mecbanix)  skilled  in  this  kind  of  work.    The  niQceaiity  for 

'  keepingr  friction  low  would  prevent  hUn  from  making  the  cup  too  large.  The 
neceesity  for  strong  braking  action  would  prevent  him  from  making  it  too 
small ;    and  I  cannot,  in  spite  of  my  respect  for  the  witnesses  who  have  5 

.  e?;p9fissed  opinions  to  the  contrary,  bring  myself  to  entertain  serious  doubt 
that,  notwithstanding  the  great  and  manifest  differences  to  the  oye  in  the  two 
sets  of  apparatus,  there  would  have  been  no  great  difficulty  in  eonstracting  a 

^  working  machino  of  the  JS^  type  by  a  skilled  workman  who  had  before  him 

'  GHi  or  the  drawings,  which  very  fully  and  accurately  described  that  appaiaytUB.   10 
I  think  it  also  impossible  to  doubt  that  such  a  skilled  workman  would  have 
known  that  his  pole  pieces  must,,  neither  of  them,  be  continuous  all  round  the 

,  circle  of  which  they  must  necessarily  form  part,,  as  he  would  know  that  if  they 
were  continnons  there  would  be  no  braking  action  at  all,  and  that,  subject  to 
aUowing  a  snfficlent  space  for  discontinuity,  if  he  used  more  than  one  of  them,  15 
they  should  give  as  large  aggregate  areas  as  possible.    I  think  I  see  where  I 

\  and  tho  Defendants^  wltnesaes  upon  this  point  diverge.    I  think  they  have 

'  been  speaking  with  the  apparatus  JSi  in  their  minds  just  as  it  stands*  and  I 
have  vs>  (doubt  that  with  respect  to  many  mattar&  of  nice  adjustment  and 
proportion  so  as  to  get  the  best  result,  they  are  right  enough.  I  still  retain  my  20 
.opinion  that  a  skilled  workman  would  have  adapted  6Hi  to  the  cup  armature, 
and  made,  without  experiment,  a  working  machine,  though  probably  n^oyb  ao 
good  a  one  as  JS,^    This  objection,,  theref oare,  fails. 

Other  objections  have  been  tak»n  to  the  sufficiency  of  the  Specification,  but 
so  much  light  will  be  thrown  upon  them  by  a  discuBsion  of  the  important. 25 
question  as  to  the  novelty  of  the  invention,  that  I  propose  njow  to  address 
myself  to  that  .question.  In  doing  so,  it  must  be  borne  in  mind  that.  Lcoao^idsr 
this  to  be  a  patent  simply  for  the  coinbination  described.  It  is  urged  on  behalf 
of  tluB  Defendants  that  there  is  nothing  in  the  combination  that  ia  new,  and, 

.speciflfially^  anticipation  by  a.  patent  of  Messrs.  .4yrton  and  Ferry  m  1882  is  30 
alleged. 

The  Patentee  is  not  bound  in  a  combination  claim  to  distingujush  between  new 
and  old  parts  in  the  combination,  and  he  has  not  done  so.  But,  in  dealing  with 
therquestion  of  novelty,  it  is  very  necessary  to  consider  how  much  is  new  and 

.how  much  is  old,  and  I  shall  address  myself  at  once  to  this  enquiry.  35 

The  electra  motor  part  of  the  apparatua,  it  is  conoeded,  is  no  novelty.  The 
idea  of  using  the  FoucauU  currents  for  producing  braking  action  is  clearly  not 
new,  nor  is  the  idea,  in  a  general  way  at  least,  of  applying  this  braking  action 
to.  an  electricity  meter.  I  think  it  quite  impossible  to  doubt  that  it  is  descrUbied 
in  definite  terms  by  AyrUm  and  Perry  (Specification,  page  4,  lines  43  and  47),  •  40 
where  the  revolution  of  magnets  in  front  of  a  disc  is  undistinguishafcle  in 
principle  from  the:  revolution  of  a  disc  in  front  of  the  magnets.  Mr.  MouUan 
laid^eat  stress  upou  the  arrangement  of  the  permanent  magnets  soastooecnxe 
at  jonce  a  powerful  and  a  constant  magnetic  field.  I  think  it  clear  that  strength 
of  field  is  pointed  out  as  essential  in  order  to  dwarf  the  force  of  frictioa  in  r45 
comparison,  and  it  is  alao  clear  that  an  arrangement  is.indicated  by  wJiich,  whisn 
permanent,  magnats  are  used,  constancy  may  be  obtained  as  well  as  stroog^, 
namely,  by  taking  icare  that  the  pole  pieces  shall  he  very  lai^e  as  compaBod 
with  their  djatance  apart.  See  also  on  this  point  'Mr.  Smnburfne*s  eYiieuo^ 
shorthand  notes,,  page  99^  question  1444.  Some  further  details  are  given  in  9P 
lines  19  to  26,  but.  they  are  concerned  only  with  giving  an  advantegeoua,  not  a 
necessary^  proportion,  between  the  area  of  the  pole  pieces  and  their  dtotancp 
apart— rpropiortipus  which  I  think  are  not  put  higher  than  as  illu^tcationa— aiid 
which,  from  the:  ixature.of  the  case,.arB  hardly  attainable  when  a  xmp  .armatojce 
is  used.  As  to  electro  magnets,  there  is  nothing  new  in  the  method  of  making  55 
them  either  strong  or  constant ;  strength  and  constancy  will  be  secured  so  long 
as  the^dectriiQ  cnrrentis  adequate  and  constant.    But,,ot  oaurae^lheneed  for 
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atrengiih  and  constancy  is  the  same  with  regard  to  them  as  with  regard  to  the 
permanent  magnets.  The  evidence  as  to  whether  the  means  adopted  for 
secnring  strength  and  constancy  in  permanent  magnets  was  new  or  not  la,  as 
usnal,  not  all  one  way.  But  I  think  it  comes  substantially  to  this — that, 
5  although  it  was  known  long  ago  that  a  closed  circuit  with  a  permanent  magnet 
would  give  strength,  and  that  a  circuit  with  only  a  very  narrow  slit  interrupting 
its  continuity  had  very  much  the  same  efiEect  in  this  respect  as  a  closed  circuit, 
and,  although  it  was  also  known  that  large  pole  pieces  contributed  to  the  same 
end,  yet  that  there  had  been  practical  difficulties  in  the  way  of  preserving 

10  constancy,  which,  until  Mr.  Hookham  made  his  investigations  and  experiments, 
had  led  to  the  practical  abandonment  of  permanent  magnets  for  the  purposes 
for  which  constancy  was  required ;  see  Mr.  Stmnhume*s  evidence,  short- 
hand notes,  pages  55,  62,  and  69,  and  Mr.  Boy 8%  page  123.  It  seems  to  me 
established  that  he  did  invent  a  form  of  permanent  magnet,  with  great  splayed 

15  endB,  where  the  continuity  was  broken,  which  did  eflEectually  secure  eojistaoicy, 
and  that  it  was  really  this  which  made  his  invention,  when  penoanent  magjiets 
wero  used,  a  success.  He  described  the  conditions  of  his  suocessful  magnet 
only,  it  is  true,  in  the  way  to  which  I  have  called  attention,  but  he  did 
effectually  claim  it  as  described   as  an  element    of   his  combination,  and 

^^  he  certainly  applied  his  combination,  whether  in  the  case  of  electro  m^g^^ts 
or  permanent  magnets,  for  the  first  time,  practically,  to  the  pujcpose  of 
producing  an  electrical  meter.  There  is  also,  as  I  think,  novelty  proved  in 
the  arrangement  by  which  the  residual  friction,  which  cannot  be  got  rid 
of,  is  made  a  negligible  quantity.      The  bare  idea  of  having  one  thing  so 

25  small  tn  comparison  with  another,  that  it  need  not  be  taken  into  account 
beside  it,  is,  of  course,  as  old  as  the  hills ;  it  is  the  fundaDpyental  notion  involved 
in  a  good  many  applications^  at  least,  of  the  integral  calculus,^  as,  for  instaiw^e, 
in  the  measurement  of  the  area  of  a  closed  curve,  and  it  cannot,  I  thinks  be 
foreign  to  either  mathematician  or  mechanician  ;  but  the  method  or  purpose  of 

*Xi  its  application  to  electricity  meters  is,  I  think«  shown  to  be  at  once  new  a^d 
ingenious.  There  is,  therefore,  in  my  opinion,  abundaAce  of  novelty  to  support 
the  claim  for  the  combination. 

Has  it  been  anticipated  by  the  patent  of  Ayrton  and  Perry  of  1882  ?    Theix 
patent,  it  is  hardly  disputed,  outlined  in  theory  moat  that  has  been  done  since 

35  J 883.  Mr.  Hookhamy  I  am  satisfied,  knew  nothing  of  their  patent,  and  wa3  an 
independent  discoverer  and  inventor ;  but  the  theory  of  the  poocess  adopted  by 
Mr.  Hookham  (except,  I  think,  as  to  the  use  of  a  field  constant  and  so  powerful 
as  to  throw  friction  into  the  shade)  was  given  by  them.  Their  Specification, 
however,  is  very  scanty  in  practical  directions.    They  allowed  their  patent  to 

40  lapse,  not  caring  to  pay  the  last  fees  to  the  Crown.  There  was,  I  am  satisfied, 
at  that  time  (in  1884  I  think  it  was)  no  real  demand  for  mysters.  Messrs. 
Ayrton  and  Perry  made,  under  the  portion  of  their  patent  which  alone  can  be 
put  forward  as  anticipating  the  present  apparatus,  four  energy  meters,  but,  I 
think,  did  not  sell  any,  so  that  there  is  no  case  of  anticipation  by  user.    The 

45  evidence  is,  to  a  certain    extent,  contradictory  as    to  whether   from  their 

Specification  alone  an  eleptrical  engineer  could  have  given  directions  to  ^ 

properly  skilled  workman  which  would  have  enabled  him  to  make,  without 

further   experiment,    a    working    apparatus    (which  is  the    woiper   test    of 

.  anticipation)T— by  which  t  mean  a  meter  that  would  work.    I  tbii^,  hAwe^icer, 

50  that  the  weight  of  the  evidence  is,  upon  this  point,  entirely  in  favour  <>f  the 
Plaintiffs.  Probably  the  evidence  of  Professor  Sylvanus  Thomson  is  the  mpst 
important  for  the  Defendants  upon  this  point ;  but  it  seeo)^  to  oae,  after  c^^re- 
f ully  re-reading  all  that  ho  has  said  about  it,  as  it  did  when  X  heard  hiua,  that  hie  is 
by  no  means  confident  that  it  caulji  have  beeniione.    Bdndford^s  patent  of  1883 

55  IB  also  said  to  be  an  anticipation.  I  am  not  quite  sure  that  I  understand  why. 
Handford  adopted  the  cup  armature  motor  and»  put  his  brake  on  the  same 
spindle  with  the  armature,    But  he  depended  for  his  brake  upon  vanes  which 
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were  to  revolve  in  fluid,  and  "^hich,  except  at  low  speeds,  would  give  a 
resistance  varying  ikiore  nearly  as  the  square  of  the  force  than  directly  with  it 

'  This  is  clear  upon  the  evidence.  I  was  shown  an  experiment  in  which  the 
resistance  of  a  fluid  in  apparently  one  of  Hand/orcTa  brakes  varied  directly  as 
the  speed  of  rotation,  but  it  was  an  experiment  which  had  nothing  to  do  with  5 
Hand/orcPs  apparatus,  for  all  the  vanes  bad  been  taken  away,  and  the  fluid  used 
was  oil,  which,  it  turns  out,  must  be  kept  by  elaborate  precautions  at  a  uniform 
temperature  (for  which  Handford  ^ives  no  directions)  in  order,  even  with  the 

'  bare  spindle,  to  produce  the  result  snown.   Hatidford^s  was  not,  in  my  opinion, 
a  practical  meter  of  any  sort,  and  it  appears  to  me  to  be,  from  any  point  of  view  10 
a  very  long  way  oflE  Mr.  HookhavfCs. 

''  It  has  been  strongly  urged  that  tlie  directions  given  as  to  the  proportions 
between  the  size  of  pole  pieces  and  the  breadth  of  the  break  in  the  continuity 
of  the  ring  which  gives  the  complete  magnetic  circuit  are  not  sufficiently 
specific  to  make  good  working  directiotis  by  which  the  apparatus  can  be  made.  15 
I  am  of  opinion,  however,  that  the  description  and  drawings  give  ample 
information  to  enable  a  workman  to  condtruct  an  apparatus  of  that  type,  and  no 
satisfactory  evidence  has  been  offered  to  rebut  the  evidence  for  the  Plaintiff 
^that  a  skilled  workman  would  easily  adapt  the  arrangements  to  another  type.  I 
have  already  dealt  with  this  matter  as  regards  the  cup  armature,  and  this  is  the  80 
only  form  as  to  which  serious  exception  has  been  taken  upon  this  ground. 

There  remains  the  very  important  question  of  infringement  of  the  claim  now 
under  consideration.  It  follows  almost  as  a  matter  of  course,  from  the 
view  I  take  as  to  the  sufficiency  of  the  Specification  as'  applied  to  the 
cup  armature,  that,  with  all  the  improvements  and  apparent  difference  25 
introduced  into  the  Defendants*  apparatus,  I  must  think  it  an  infringe- 
ment, unless  there  be  something  to  qualify  the  real  similarity  (despite  the 
different  look)  which  I  have  pointed  out.  In  my  opinion,  there  is  not.  It  is 
true  that  the  Plaintiffis*  apparatus,  as  figured,  has  a  commutator  as  a  necessary 
part  of  the  motor,  and  that  the  Defendants*  apparatus  has  none  ;  but  the  cup  30 
armature  necessarily  involved  the  absence  of  a  commutator.  But  it  is  said  the 
pole  pieces  are  different  in  the  two  arrangements.  The  proportions  given  in 
lines  20  to  26  on  page  5  of  the  specification,*  between  the  two  ratios  there 
specified,  are  considerably  departed  from  in  the  Defendants*  apparatos,  and 
there  is  a  great  difference  in  appearance.  The  proportions  given,  however,  are  35 
clearly  not  of  the  essence  of  the  Specification.  They  are  introduced  by 
^*  preferably.*'  I  assume  that  the  Patentee  has  satisfied  himself  that  this  was 
the  best  proportion  between  the  two  ratios,  when  obtainable,  as  it  is  with  the 
disc  armature.  But  the  only  thing  that  is  insisted  upon  as  essential  is  that  the 
"pole  pieces  should  have  their  surface  very  large  compared  with  their  distance  A') 
apart.  The  confined  space  into  which  the  cup  armature  of  the  interior  pole 
piece  or  pole  pieces  must  be  contracted  prevents  their  being  of  a  size  or  a  sha^M 
anything  like  the  splayed  pole  pieces  shown  in  the  drawings.  The  cup 
armature  must  be  kept  small  in  order  to  keep  down  weight  and  friction. 
Relatively  to  the  cup,  the  total  area  of  the  pole  pieces,  as  shown  in  exhibit  GHi,  45 
Is  very  large,  and  in  the  aggregate  the  pole  pieces  constitute  a  large  surface. 
It  must  have  been  obvious  to  any  intelligent  reader  of  the  Specification  that 
when  the  invention  was  applied  to  a  cup  armature,  the  size  of  the  pole  pieces 
must  be  diminished,  and  must  become  more  or  less  of  a  compromise. 
Mr.  Stvinbume  says  they  are  smaller  in  section  than  those  shown  in  the  draw-  50 
ings,  but  not  so  sinall  as  they  look  ;  and  he  adds,  that  though  the  proportions 
between  the  two  ratios  mentioned  in  page  5,  lines  20  to  22,  did  not  come  in  the 
Defendants*  meter  within  what  is  given  as  the  preferential  proportion,  ^  they 
**  are  somewhat  near  it.*'  [Shorthand  notes,  page  101.]  It  seems  to  me  that  the 
differences  are  apparent  and  not  real,  and  that  the  arrangement  of  pole  pieces  55 


*  AtUe  p.  680,  U.  8  to  11. 
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in  QH4  (which  is  only  the  portion  now  under  discussion  of  the  Defendants' 
apparatus)  is,  in  truth,  that  described  in  the  words  and  drawings  in  Hookhani's 
Specification,  with  nothing  more  than  the  inevitable  modihcations  necessary 
when  the  cup  armature  is  used.  If  the  Defendants  had  collected  together  into 
5  one  segment  the  areas  of  the  three  pole  pieces,  they  would  have  one  pole  piece 
occupying  about  one-third  of  the  circle.  They  would  have  had  a  worse  brake, 
but  one  in  which  the  pole  piece  would  have  looked  more  like  that  of  OHi,  and 
yet  would  have  had  no  more  pole  piece  area  than  that  given  by  the  present 
arrangement.    I  have,  therefore,  come  to  the  conclusion  that  the  Plaintiffs* 

10  witnesses  are  right  in  saying  that  there  is  substantial  identity,  notwithstanding 

that  which  looks  like  dissimilarity  in  the  apparatus  of  the  Specification  and 

that  of  the  Defendants  ;  in  other  words,  that  the  case  of  infringement  of  the 

first  claim  is  made  out. 

I  proceed  to  the  case  of  the  alleged  infringement  of  the  sixth  claim.     Here  I 

If)  entertain  a  very  clear  opinion  that,  notwithstanding  an  appearance  of  obvious 
similarity,  there  is  no  real  identity,  and  that  no  infringement  has  been  com- 
mitted. The  sixth  claim  is  for  **  making  grooves  in  the  pole  piece  of  the  magnet 
**  of  an  electricity  meter  for  the  purpose  of  increasing  the  action  of  the  brake  as 
**  described  and  illustrated  **  &c.    The  Defendants'  so-called  grooves  are  in  the 

2(1  periphery  of  what  would  otherwise  be  a  solid  cylindrical  pole  piece.  But  a  solid 
cylindriciBd  pole  piece  never  could  be  used  for  the  purpose  of  a  brake.  It  would 
defeat  its  own  end,  as  the  FoucaUlt  currents,  which  give  the  braking  power, 
depend  upon  having  some  part  or  parts  of  the  solid  cylinder  cut  away. 
Mr.  Hookham f  therefore,  must  have  contemplated  the  use,  with  the  use  of  a 

25  oup  armature,  of  a  non-continuous  pole  piece,  which  is  necessary  to  create 
braking  power  at  all ;  and  what  he  claims  is,  such  grooves  as  would  tncreciae 
the  power  of  the  brake.  It  is  not  a  breach  of  this  claim  to  create  a  brake  by 
means  of  a  non-continuous  pole  piece,  though  it  would  be,  when  you  had  got  it, 
to  put  grooves  into  it  to  increase  its  power.    You  might  make  a  very  bad 

30  instrument,  with  small  braking  power,  by  throwing  the  pole  pieces  of  OH4  into 
one  sector.  You  surely  might  duplicate  that  sector  in  order  to  get  more 
breaking  power,  or  triplicate  it,  in  which  case  you  would  be  obliged  to  reduce 
the  size  of  each  sector,  or  you  would  get  back  to  continuity  of  substance,  or 
something  very  like  it.    When  you  triplicated  the  sector,  you  would  get  just 

35  the  arrangement  which  the  Dnlendants  luive,  except  that,  for  what  I  am  satisfied 
are  merely  structural  reasons,  they  have  made  their  triplicato  pole  pieces  with 
parallel  sides  instead  of  giving  them  the  strict  form  of  sectors  of  circles.  Not 
one  of  these  gaps  increases  any  Foucault  action  belonging  to  any  one  of  the 
separate  and  intermediate  pole  pieces.    They  are  necessary  in  order  to  enable 

40  the  intermediate  magnetized  metal  to  act  as  a  brake  at  all ;  and  this  is  equally 
true  of  the  so-called  grooving  both  inside  and  outside  of  the  armature.  Orooves 
in  the  separate  pole  pieces  of  GH4  would  have  been  infringements.  The  gaps 
between  the  pole  pieces,  however  much  they  may  give  to  the  triple  pole  piece 
the  appearance  of  being  grooved,  are,  I  am  quite  satisfied,  no  infringement  of 

45  the  sixth  claim. 

Objections  have  been  made  to  Claims  2,  3^  5,  and  8  on  the  score  either  of 
di0conformity  or  want  of  novelty.  The  objection  to  Claim  3  is  practically 
answered  by  what  I  have  said  in  discussing  the  first  claim.  The  evidence  is 
confiicting,  but  I  am  of  opinion  that,  although  Ayrton  and  Perry^a  Specification 

50  points  out  very  nearly  all  the  theory  of  the  matter,  it  stopped  there ;  that 
there  was  no  prior  publication  of  any  practical  way  of  procuring  a  constant 
field  of  permanent  magnets,  and  that  the  Patentee  is  entitled,Although  they  are  not 
mentioned  in  the  Provisional  Specification,  to  claim  their  use  in  electricity 
meters,  as  being,  according  to  Woodward  v.  Sansom^  4  R.P.C.  166,  in  the  Court 

55  of  Appeal,  a  fair  extension  of  the  Provisional  Specification. 

As  to  the  fifth  claim,  I  understand  the  objection  to  be  that  it  is  unlimited  in 
its  terms,  and  might  apply  to  a}l  uses  to  which  such  a  commutator  could  be  pat. 
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It  is,  in  my  ophiiem,  a  very  captions  objecUon.  It  is  plain  it  is  iirtended  to 
apply  only  to  the  arrangem^it  nsed  in  conneotion  with  electricity  meters,  or 
with  dynamo  eleetric  generators  amd  motors. 

The  eighth  claim  relates  to  a  very  small  invention,  but  one  not  at  aU  v^antlng 
in  ingenuity,  aiding  to  diminish  friction  and  stibfeerving  the  general  pnrposeB  5 
of  the  invention,  confined,  like  Claim  5,  to  use  in  electricity  meters  and  dynamo 
electili^  generators  and  motors,  because  the  whole  subject-matter  of  the  Bpeci" 
fication  is  confined  to  them.  It  is  not  to  be  supposed  for  a  m.oment  that  the 
Patentee  meant,  in  l^se  two  claims  and  any  other  not  specifically  limited  to 
electricity  meters^  to  go  into  the  whole  field  of  possible  mechanical  use  for  such  lO 
inventions.  The  absence  of  the  limiting  words  "  electricity  meters,"  fortnd 
where  the 'subjeet-^msttter  needs  such  limitatiou,  is  explained  by  the  fact  that 
dynamo  electric  generators  or  motors  are  also  included  in  the  Specifieatfron. 
To  diminish  friction  is  important  in  any  electricity  meter,  specially  so  in  this. 
One  idea,  upon  which  stress  is  laid  in  the  Specification,  is  to  make  the  electiH!)-  15 
motive  action,  and,  of  course,  the  braking  action  also,  very  large  in  comparisoii 
with  friction,  so  that  friction  may  be,  in  the  phrase  of  the  Pa^ntee, 
^^  negligible.'*  The  reason  for  this  is  that  the  motor  action  and  the  braking 
action  are  both  proportional  to  the  velocity  of  the  armature.  Friction  is  not  so, 
but  varies  roughly  as  the  square  of  the  velocity.  If,  therefore,  friction  has  to  20 
be  takeki  into  aceount,  the  problem  to  be  solved  is  gr^tly  complicated.  Of 
.comse,  vndw  these  circumstances,  friction  should,  in  the  firet  plac^,  be  made 
as  small  as  possible,  and  this  eighth  claim  relates  to  a  mechanical  contrfvance, 
clearly  new,  which  .does  something  towards  diminishing  friction,  and  is  there- 
fore useful.  I  have  thus  disposed  of  everything  except  the  objection  to  tUe  25 
second  claim,  which  iS'^that  there  is  no  invention  at  all  in  it.  As  usual,  much 
of  tivs  diffieuhy  disappears  if  the  claim  be  carefully  construed.  It  say^ 
'*  Secondly,  in  electricity  meters,  the  obtaining  a  constant  field,  either  for  tiie 
*^  brake  or  the  armature  or  both,  by  the  use  of  electro  magnets  of  such  Ooft- 
*'  struction  and  dinMoasions  that  they  become  saturated  while  in  use  in  the  SO 
'^  circuits  of  the  kind  for  which  they  are  designed,  substantially  as  described.** 
It  does  not  seem  to  me  to  be  at  all  a  happy  specimen  of  drafting,  but  its  meaning 
is  clear  enough  for  all  that.  The  phrase  "  as  described  "  cannot  apply  to  the 
mode  of  construction,  winding,  &c.  of  the  magnets,  because  no  description  is 
given.  Theparagraphatthebottomof  page  4  of  the  Specification*  is  a  material  one,  25 
and  it  treats  the  method  of  obtaining  saturation  and  the  proportions  between  the 
size  and  length  of  wires  and  strength  of  electrical  current  used,  and  so  forth, 
as  being — what  they  were  in  1887 — common  knowledge.  It  is,  therefore,  the 
method  of  obtaining  the  constant  field  to  which  the  words  "  as  described  "  r^fer, 
and  I  read  the  claim  as  equivalent  to  ^^  the  obtaining  in  electricity  metera  a  40 
**  constant  field  by  the  use  of  saturated  electro  magnets.'*  Inasmuch  as  the 
constant  field,  ^^as  described,**  is  certainly  also  a  powerful  field,  I  think  it 
may  very  reasonably  be  read  as  claiming  the  obtaining  of  a  field,  at  once 
constant  and  powerful,  by  the  use  of  these  saturated  electro  magnets,  though  it 
is  of  very  little  consequence  which  reading  be  adopted.  This  constancy  of  45 
field  is  a  very  important  matter  in  Mr.  HookhanCs  apparatus,  because  his  is  a 
current  meter,  and  only  indirectly,  and  in  certain  circumstances,  an  energy 
motor.  In  electric  lighting,  to  take  an  instance,  the  customer  pays  for  energy ; 
Mr.  Hookham  measures  current  only.  If  the  pressure  is  constant,  as  it  is 
practically  in  the  supply  for  lighting,  current  is  proportional  to  eneigy,  and  50 
energy  is  measured  when  the  current  is  measured.  Messrs.  Ayrton  and  Perry ^ 
whose  Specification  contains  the  only  serious  approach  to  anticipation,  propose 
to  measure  energy,  whether  the  pressure  be  constant  or  varying.  Necessary 
constancy  of  field,  therefore,  would  be  as  bad  for  Messrs.  Ayrt»n  and  Perry^s 
system  as  it  is  good  for  Mr.  Hookham^s.    The  application,  therefore,  of  thd    55 
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well-known  means  of  obtaining  a  constant  field  to  electricity  meters  appears  to 
me  to  be  one,  'Mying  so  much  oat  of  the  track  of  its  former  use  as  not 
^'  naturally  to  suggest  itself  to  a  person  turning  bis  mind  to  the  subject,  but  to 
**  require  some  thought  and  study."  I  use  the  words  of  liord  Chelma/ord^ 
5  in  Penn  v.  Bihhy^  Law  Reports,  2  Chancery  Appeals,  pages  127  to  136,  and  the 
only  alteration  1  should  mak6  Hi  applyiiig  them*  would  be  that  I  think 
there  is,  in  this  instance,  a  good  deal  of  ingenuity  in  the  novel  application  of 
an  old  prooeeSk 
It  has  been  urged  upon  me  that  the  decision  I  have  arrived  at  will  involve 

10  upon  Professor  Perry ^  one  of  the  Patentees  of  1882,  great  hardship,  inasmuch  as 
the  Defendants  are  his  licensees  working  under  a  patent  of  1890,  and  that  it  Id 
a  strange  thing  that  one  of  the  two  men  who  laid  down  the  correct  theory  and 
indicated  the  lines  upon  which  to  woric,  should  be  thus  ^^h^ist  with  his  olwn 
petard."    I  an  very  truly  sorty  if  my  dednrion^  does  involve  hardsMp,  Imt  I 

15  cannot  help  the  eonclusions  I  have  ailrived  at.  They  seem  to  me,  after  the  moBt* 
serious  consideration,  to  be  the  right  oneeK^after  which  there  is  ivo  inore  to  be 
saidk  Bufb  it  is  a  well^-known  law^no  inteiligeQ!it  Patentee  oan  be  iguoraat  of 
it— 4hat^  in  order  to  give  right  to  a  monopoly,  the  Patentee  must  not  merely  set 
a  problem,  and  perhaps  even  render  it  not  ve^y  difideult  to  solve,  bat  must 

20  condescend  to  practical  details,  so  that,  at  the  expiratfon  of  the  patent,  the  rest 
of  the  world  may  be  able,  without  farther  experiment,  to  make  the  patented 
article.  This  condition,  I  think,  Messrsi  AyrUm  and  P&r^  did  not  fulfil ;  and, 
if  so,  they  cannot  compUin  that  another  should  travel  by  the  road  they  have 

'    discovered  up  to  the  door  which  they  did  not  unlock,  and,  having  found  the 

35  key  himself,  should  unlock  the  door,  go  in,  and  shut  them  out. 

My  judgment,  for  the  reasons  given,  must  be  for  the  Platntiffs,  with  the 
injunction  and  account  prayed  for,  and  delivery  up  of  infringing  artiolea  I' 
certify  that  the  validity  of  the  Letters  Pattat  No.  4225  of  188^7  granted  to  Qwrffe 
Hookham  came  in  question,  and  that  the  particulars  of  the  breaches,  accepting 

30  those  relating  to  the  grooving  of  pole  pieces^  have  been  proved.  I  allow  the 
printed  shorthand  notes,  including  those  of  the  final  addresses  of  Oouasel, 
without  which  I  could  hardly  have  got  on. 

The  enquiry  has  been  materially  lengthened  by  the  charge  of  infringement 
of  the  sixth  claim  ;  and  I  Xhink  my  order  as  to  costs  ought  to  be  that  the  costs 

35  be  taxed  as  if  the  Plaintiffs  had  succeeded  upon  all  the  matters  in  dispute,  and 
the  allocatur  be  given  for  three*fourths  of  the  sum  so  ascertained  ;  the  costs  to 
be  taxed  on  the  higher  scale. 

Jenkins, — ^The  usual  order  to  stay  for  a  fortnight ;  if  notice  of  appeal  given 
within  that  time,  stay  pending  the  appeal. 

40      Wills,  J, — Yes  ;  and  then  the  costs  to  be  paid  on  the  usual  undertaking. 
Walter, — ^Will  your  Lordship  certify  for  three  Counsel  in  this  case  ? 
Wills,  J. — ^I  ought  to  do  it,  I  am  sure.    I  will  do  so. 
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In  thb  Court  of  Appeal. 

Before  Lords  Justices  Lindlby,  Lopbs,  and  Rigby.— May  28th,  1897. 

Thb  California  Fig  Syrup  Company  v.  Taylor's  Drug  Company,  Ld. 


Action  for  passing  off— Sale  of  ^  Syrup  of  Figs "    in  England  by  an 
American  Company. — Adoption  of  the  term  **  The  American  Syrup  of  Figs  *'  5 
by  an  English  Company. — Execution  of  orders  by  the  latter. — Allied  miS" 
representation  of  their  goods  by  the  American  Company. 

The  Plaintiffs  in  this  action,  The  California  Fig  Syrup  Company,  an  American 
Company  Jmving  a  d^pot  in  England,  sold  Syrup  of  Figs  under  the  name 
cf  **  California  Syrup  of  FigSj'  and  advertised  the  same  largely.    Other  firms  10 
sold  **  Syrup  of  Figs  "  bMi  in  England  aud^America,  butj  except  in  the  case  of 
the  >  Defendants  to  the  acHon,  there  appeared  to  have  been  only  a  small  use  of 
the  term  **  American "  in  reference   to  Syrup  of  Figs  by  two  other  firms. 
The  Defendants  were  an  English   Limited    Company^  who  first  sold  The 
California  Company's  article^  and  then  commenced  to  sell  **  TTie  American  15 
"  Syrup  of  Figs  "  under  the  name  of  "  The  American  Syrup  of  Figs  Company'^ 
Certain  orders  were  given  to  them  for  "  California  Syrup  of  Figs"  the  name 
^^ American  "  being  added  in  some  cases.    These  were  executed  by  supplying  the 
Defendants^  preparation^  except  that  it  was  proved  that  in  two  cases  the 
Plaintiffs'  preparation  was   supplied.      An    action   being    brought  for  an  20 
injunction  and  oUier  relief  the  Defendants  {among  other  things)  set  up  that 
the  Plaintiff  Company  were  disentitled  to  relief  on  the  ground  of  misrepre 
sentationy  as  there  woe  little  or  no  fig- juice  in  the  preparation  which  they  sold 
as  ^  Syrup  of  Figs.''     Held  at  the  trial,  that  the  Plaintiff  Company  were 
entitled  to  an  injunction  to  restrain  the  Defendants  from  selling  their  '^Syrup  25 
^of  Figs'' as^^Americanj''  and  to  an  account  of  profits  and  costs,  and  they 
were  not  disentitled  to  relief  in  the  action  on  the  ground  of  misrepresentation. 
The  Defendants  appealed. 

Held,  that  the  Plaintiffs  had  not  established  that  the  Defendants  werepassifig 
off  their  goods  ae  the  Plaintiffs',  that  the  appeal  must  be  allowed,  and  the  action  30 
dismissed,  with  costs. 

The  California  Fig  Syrup  Company,  which  is  an  American  Company,  since 
1879,  haye  manafacdnred  and  sold  a  medicinal  preparation  called  ^^  Syrap  of 
*^  Figs."  In  1888,  they  applied  in  England  to  register,  as  a  Trade  Mark,  the 
words  "  Syrup  of  Figs,"  which  they  had  previously  registered  as  a  Trade  Mark  35 
in  America,  but  this  application  was  refused  (see  6  R.P.C.  126).  About  this 
time  the  article  itself  was  first  introduced  into  this  country,  and,  in  1894, 
the  Company  opened  a  place  of  business  in  Liondon,  where  the  article  was 
and  is  sold  wholesale  and  retail,  but  principally  the  former.  The  sales 
in  England,  prior  to  1893,  were  not  alleged  by  the  Company  to  have  been  40 
extensive. 

The  Company's  bottles  of  "  Syrup  of  Figs  "  have  always  been  enclosed  in  a 
cardboard  case  or  cartoon,  on  the  top  or  face  of  which  are  the  words  "  California 
**  Fig  Syrup  Company,  San  Francisco,  Cal.,"  on  a  blue  band,  encircling  the 
device  of  a  branch  of  a  fig  tree ;  also  the  words  ^*  Syrup  of  Figs  "  in  prominent  45 
type,  and  the  following  : — '*  This  excellent  remedy  presents  in  the  most  accept- 
"  able  form  the  medicinally  laxative  principles  of  plants."  On  one  sMe  is 
printed  a  description  of  the  effect  of  "  Syrup  of  Figs,'*  including  the  folMwing 
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Btatement : — ^*  Its  efftcacy  and  delicacy  of  flavour  are  due  to  the  medicinal  and 
**  agreeable  qualities  of  plants  and  aromatic  carminatives,  skilfully  combined 
^  with  pleasant  liquids,  among  which  may  be  mentioned  the  juice  of  figs." 
^  Syrnp  of  Figs  '*  is,  and  has  long  been,  sold  in  America  by  others  besides  the 
5.  Gali/omia  Company^  and  "  Syrup  of  Figs  "  or  "  Fig  Syrup  "  is  now  sold  by  a 
laige  number  of  chemists  in  England  ;  but,  according  to  the  Company's  case, 
up  to  December  1894  or  January  1895,  no  other  person  or  firm,  except  the 
Company,  used  the  term  "  Syrup  of  Figs  "  in  England.  When  "  Syrup  of  Pigs  " 
began  to  be  put  up  and  sold  in  England  by  other  people,  the  Gali/omia 

10  Oompany^  although  they  did  not  alter  the  get-up  of  their  packages,  commenced 
and  continued,  in  their  advertisements,  circulars,  and  invoices,  to  call  their 
article  '^  California  Syrup  of  Figs "  by  way  of  distinction,  and  its  recognised 
name  thereby  became  "  California  Syrup  of  Figs." 

In  March  1896,  Taylor's  Drug  Gompany^  Ld.^  began  to  sell,  in  addition  to 

15  "  California  Syrnp  of  Figs,"  a  syrup  of  figs  of  their  own,  which  was  made  by 
or  for  them  in  Leeds,  under  the  name  of  ^^ '  The  American  Syrup  of  Figs,' 
^  prepared  by  the  American  Syrup  of  Figs  Company,  26  and  27,  High  Holbom, 
•'  London."  There  was  in  reality,  no  American  Syrup  of  Figs  Gompany^  but 
this  is  a  trading  style  adopted  by  Taylor's  Drug  Gompany^  Ld.^  26  and  27, 

2Q  High  Holbom  being  the  London  dep6t  of  such  Company.  *'  The  American 
**  Syrup  of  Figs"  was  sold  in  a  cartoon  totally  different  from  that  of  the 
Gali/omia  Gompany's  cartoon,  but  it  had  on  its  top  or  face  (among  other  things) 
^  ^  The  American  Syrup  of  Figs,*  or  nature^s  fruit  aperient,  extracted  from  figs  and 
^  other  laxative  fruits,  combined  with  certain  medicinal  herbs  and  vegetable 

25  •*  ingredients  " ;  and,  at  the  bottom,  "  The  American  Syrup  of  Figs  Company, 
*^  26  and  27,  High  Holbom,  London,"  printed  over  a  representation  of  stars 
and  stripes. 

On  the  7th  of  January  1897,  The  Gali/omia  Fig  Syrup  Company  commenced  • 
an  action  against  Taylor's  Drug  Gompany^  Ld.^  claiming   an  injunction   to 

30  restrain  the  Defendants,  their  servants,  and  agents  from  supplying  to  persons 
ordering  or  asking  for  "  Syrup  of  Figs,"  under  the  name  "  California,"  any 
medicinal  or  other  preparation  not  being  the  Plaintiff  Company's  medicinal 
preparation,  known  as  "  California  Syrup  of  Pigs " ;  and  an  injunction  to 
restrain    the   Defendants,   their   servants,   and   agents  from  passing   off    or 

35.  attempting  to  pass  off  any  medicinal  or  other  preparation  not  being  the  goods 
of  the  Plainti&  as  or  for  the  goods  t)f  the  Plaintiffs,  by  the  use  of  the  words 
"  The  American  Syrup  of  Figs  "  or  "  The  American  Syrup  of  Figs  Company  "  ; 
and  also  consequential  relief.  Notice  of  motion  for  an  interlocutory  injunction 
in  the  terms  of  the  writ  having  been  given,  and  a  considerable  number  of 

40  affidavits  having  been  filed  upon  both  sides,  it  was  arranged  that  the  hearing 
of  the  motion  should  be  treated  as  the  trial  of  the  action,  and  that  cros»-  * 
examination  of  any  of  the  Deponents  whom  it  was  desired  to  cross-examine 
should  take  place  in  Court ;  and  the  matter  came  before  Ebkewich,  J.,  to  be 
disposed  of  on  this  basis. 

45  The  affidavits  and  cross-examination  disclosed  (among  other  things)  the 
following  facts  :^That  ^*  Syrup  of  Figs  "  sold  by  others  thfim  the  Plaintiffs  was 
sold  sometimes  as  *^  Fig  Syrup  "  simply,  and  sometimes  under  varying  titles,  e,g.^ 
^'Compound  Syrup  of  Pigs,"  ''Arabian  Remedy,  or  Compound  Pig  Syrup,'* 
**  Fig  Remedy,"  &c.,  but  only  in  two  instances  as  "  American,"  one  by  a  chemist 

50  named  Gragg  James^  who  began  the  practice  about  12  months  before  the  trial, 
and  who  sold  less  than  50  bottles,  and  the  other  by  The  Scottish  Drug  Gompany, 
as  deposed  to  by  an  ex-manager,  who  was  in  their  employment  for  about 
seven  or  eight  months  in  the  latter  part  of  1893  or  the  beginning  of  189il^.  It 
also  appeared  that  Emily  FouUces^^  on  the  30th  of  October  1896,  sent  by  post, 

55  addressed  to  The  American  Syrup  0/  Figs  Gompany,  26  and  27,  High  Holbom, 
ah  order  for  "  a  bottle  of  your  *  California  American  Syrup  of  Figs,*  as  .adver- 
^Mised/!  and  received. in  reply  a  bottle  of  the  Defendants*  preparation  ;  also  that  / 
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Vivian  Dr^ffim,  on  the  5th  of  November  1896,  eent  by  post  to  Tctyk^s  Drug 
Stores,  Ld,,  at  28,  Gjand   Parade,  St.  Leonard'B,  a  similar  order,  whi<^  tras 
executed  in  a  similar  wa^  ;  also,  that  Thomas  Miller,  on  tbe  11th  of  December 
1896,  sent  to  Tha  Am&tnean  Syrup  of  Figs  Company,  5?91,  Hanslet  Bead,  Leeds 
(one  of  tbe  addresses' of  the  Defendant  Company),  a  >vritten  order  for  ^a  bottle  & 
''  of  '  California  Fig  Syrnp,' ''  and  received  a  bottle  of  the  Defendants'  prepgn^ 
tion  ;  and  that  Charles  Crabtree,  on  the  16th  of  November  1896,  called  at  one 
of  the  shops  of  the  Defendant  Company  at  Leeds,  and  asked  for  a  bottle  of 
"California  Syrup  of  Pigs,"  and  received  what  turned  out  to  be  a  bottle  of 
tbe  Defendants'  preparation.    On  behalf  of  tiie  Defendants,  the  assistaatt  who  1# 
executed  the  first  three  of  these  orders  stated,  in  effect,  that  they  were  misled 
by  the  way  in  which  the  orders  were  given,  and  believed  that  it  was  the 
Defendants'  preparation  that  was  wanted.     The  assistant  who,  apparently^ 
served  Crahiree.  did  not  remember  him  or  the  circumstance,  but  stated  that 
he  was  sure  that  if  Oraibtree  had  plainly  asked  for  a  bottle  of  "  California  Syrup   Ift 
"  of  Figs"  he  did  not  get  any  other  preparationt.     Crabtre^^  who  was  a  laboiu^r, 
stated  in  hie  affidavit  that  when  he  made  his  purchase  he  read  to  the  assistant  a 
piece  of  paper,  which  he  produced,  which  was  a  request  for  "a  bottle  of  y«Mir' 
"  *  Calif  onvia  Syrup  of  Figs.' "    On  cross^xamination,  he  stated  that  he  did  not 
read  from  the  piece  of  paper  to  the  assistant,  but  read  it  to  himself,  and  tben  29 
asked  the  assistant  for  " Calif omia  Syrup  of  Figs."    Among  the  Defendant'' 
affidavits  was  a  joint  affidavit  of  Robert  H.  Walters  and  Robert  Petty.    Walters 
stated  that,  at  the  request  of  the  Plaintiffs'  Solicitor,  he  wrote  to  ^e  Defendants  * 
at  their  shop  at  Harrogate  for  a  bottle  of  "  California  Syrup  of  Figs,"  that  he 
received  a  bottle  which  turned  out  to  be  the  Plaintiff'  preparation.    He  was  25 
then  instructed  by  the  Plaintiffs'  Solicitor  to  send  or  write  to  another  of  the 
Defendants'  shops  and  ask  for  or  order  a  bottle  of  "American  California  Syrup 
"  of  Figs/'  and  that  he  asked  Petty  to  attend  at  one  of  the  Defendants'  shops  and 
ask  for  two  bottles  of  "  American  California  Syrup  of  Figs."    Petty  stated  that 
he  called  at  the  Defendants'  shop  at  Boar  Lane,  Leeds,  and  asked  the  assistant  30 
for  a  bottle  of  "  American  California  Syrup  of  Figs,"  that  the  assistant  told  him 
there  was  no  such  thing  as  "  American  California  Syrup  of  Figs,"  but  that  there 
was  a  "  California  "  and  an  "  American,"  and  he  produced  a  bottle  of  each  ;  but 
did  not  evince  the  smallest  preference  towards  either.  Petty  further  stated  that 
he  purchased  a  bottle  of  each  and  took  them  to  Walters,  and  subsequently,  by  35 
Walters^  request,  he  sent  the  bottle  of  "American  Syrup  of  Figs"  to  the 
Plaintiffs' Solicitor. 

Several  trade  witnesses  made  affidavits  on  behalf  of  the  Plaintiffs  as  to  the 
proliability  of  deception ;  among  them  was  Lionel  Newberry,  of  the  firm  of 
Newberry  and  Sons,  who  stated  that  it    was  very  generally  known  thsA  40 
"California  Syrup  of  Figs"  was  an  American  preparation,  put  up  by  an 
American  Company  or  firm,  and  if  he  were  asked  for  a  "Syrup  of  Figs" 
of   American  make,  or  for  "American  Syrup  of  Figs,"  he  would  sup{dy 
"  California  Syrup  of  Figs  " ;  and  he  also  stated  that  in  consequence  of  the 
use  by  the  Defendants  of  the  term  "  American  Syrup  of  Figs,"  and  by  their  45 
styling  themselves  T?ie  American  Syrup  of  Figs  Compcmy,  their  preparation 
could  and  would  be  extensively  passed  off  on  unwary  purchasers  as  being 
the  Plaintiff  Company's  well  known  "California  Syrup  of  Figs,"  and  this  ' 
would  especially  be  the  case  with  persons  who  had  been  s^dvised  to  procure,  or' 
had  seen  advertised,  "  California  Syrup  of  Figs,"  without  being  familiar  with  50 
the  appearance  of  that  article,  and  who  went  into  a  shop  for  the  purpose 
of  procuring  it,  knowing  it  came  from  America,  but  not  remembming  exicAj 
from  .what  part  of  America^ 

The  Defendants'  trade  witnesses  deposed  to  the  effect  that  the  Defendants' 
"Syrup  of  Figs."  could  not  be  mistaken  for  the  Plaintiffs'.    The  affidavit  of  56 
W.   W.  Hophinson   may  be   selected    as   a  specimen   of   the   Defendants' 
evidence  on  this  points    After  stating  his  experience  as  a  ohmiist,  smA.  thai'  her' 
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^fn&  wdl  acquainted  With  ^<  Synip  of  Fiflfs,*'  and  stating  that  it  was  prodncod  f fom 
the  fruit  of  the  fig  tree,  nsoally  without  any  addition,  but  that  some  makers  added 
flavouring  and  aperients,  such  as  cascara  and  senna,  and  that  "  Syrup  of  Figs  " 
was  the  destripttre  name  of  the  Plaintiffs'  article,  and  that  he  Mmself 
5  parchrised  **  Syrtrp  of  Pigs"  from  wholesaie  chemists,  and  bottled  and  sold  it^ 
he  ooofoluded  hie  affidavit  as  follows  : — *^  My  eicperience  is  that  customers  do 
*•  not  come  in  and  ask  for  any  special  make  of  *  Syrup  of  Figs.*  They  come  in 
"  and  ask  for  '  Syrup  of  Figs '  just  as  they  ask  for  a  cough  mixture.  I  have 
**  considered  the  Plaintiffs'  cartoon,  now  produced  to  me,  and  marked  W  1,  and 

10  '^  the  Defendants'  cartoon,  now  produced  to  me,  and  marked  W  2,  and  can  se6 
**  no  similarity  whatever  between  them,  except  the  use  of  the  purely  descriptive 
**  tille  •  Syi<ap  of  Pigs,'  I  do  not  consider  that  the  use  of  the  word  *  American ' 
^  in  the  name  of  the  article  can  in  any  case  oa;use  confusion  to  arise  in  the 
*^  mind  of  a  purchaser,  and  I  do  not  think  anyone  would  be  misled  into  buying 

IS  ^*  the  Defendant  Oompany's  article  in  mistake  for  the  Plaintiffs'.  There  are 
^  numerous  avtieles  on  the  market  having,  as  part  of  their  name,  the  name  of  a 
*'  county,  and  the  name  of  such  country  does  not  indicate  the  actual  plaoe  of 
*^  manufacture— for  instance,  ^  American  Bay  Rhum,'  *  Bengal  Chutney,'  and 
**  numerous  other  articles— but  the  place  of  origin,  and  as  *  Syrup  of  Figs '  is 

90  *•  notorifmsly  of  American  origin,  I  consider  to  call  the  article  *  American  Syrup 
*♦  •  of  Figs,'  is  to  accurately  describe  it." 

The  action  ctvme  on  for  trial  before  Kbkbwioh,  /..,  on  the  25th  of  March  1897, 
when  he  decided*  that  the  Plaintiff  Company  were  entitled  to  an  injunction  to 
restrain  the  Defendants  from  selling  their  *'  Syrup  of  Figs "  as  ^*  American," 

S5  and  to  tat  account  of  profits  and  costs,  and  that  they  were  not  disentitled  to 
relief  in  the  action  on  the  ground  of  misrepresentaition. 
The  Defendants  appealedi 

Moulton,  Q.C.,  BramumU  Davin,  Q.C.,  and  SebasHtm  (instructed  by  Ha^mum 
and  0<9.,  agents  for  W.  and  E.  H.  Foster^  ot  Leeds),  appeared  for  the  Defendants. 

30  WaprmgUm,  Q.C.,  and  John  Cutler^  Q.C.  (instruoted  by  O.  Urtiukari  Fisher) ^ 
apipeared  for  the  Plaintiffs. 

MouUan^  Q.C,  and  Bramwell  Davis^  Q.C,  for  the  Appellants. — The  title  of 
the  Plaintiffs'  "  Fig  Syrup  "  is  "  California."  In  their  advertisements  they  state, 
ask  for  "California  Syrup  of  Figs,"  and  see  that  you  get  it.     There  is  no 

35  evidenoe  that  the  Plaintiffs'  syrup  is  known  as  ":American  Syrup  of  Figs,"  nor 
that  it  has  ever  been  ordered  in  that  way ;  that  being  so,  how  could  people  be 
deceived  by  the  Defendants  calling  their  "  Syrup  of  Figs  "  "  American."  The 
use  by  the  Defendants  of  the  term  American  Syrup  of  Figa  Company  might 
not  be  a  proper  thing,  but  this  would  not  entitle  the  Plaintiffs  to  relief  in  the 

40  action.  "  Syrup  of  Figs  "  was  made  by  many  firms  in  America,  and  there  was 
evidence  that  "  Syrup  of  Figs  "  had  been  sold  in  England  by  the  American  firm 
of  F,  Steams  and  Co.  In  addition,  the  term  **  American  Syrup  of  Figs  "  was 
proved  to  have  been  used  not  only  by  the  Defendants,  but  by  Cragg  James, 
of  Birkenhead,  and  The  Scottish  Drug  DepdL    Not  a  single  case  had  been 

45  proved  of  the  Defendants'  *^  Syrup  of  Figs  "  being  suppilied  in  response  to  an 
onier  simply  for  "  California."  The  Plaintiffs  knew  that  it  was  no  use  asking  for 
^  Caifif ornia  Fig  Syrup,"  so  they  instructed  their  men  to  ask  for  "  California 
**  American  Syrup  of  Figs,"  and  there  was  no  evidence  that  any  human  being 
had  ever  before  asked  for  it  in  that  way.    Then  it  was  proved,  by  the  Defendants' 

50  evidence,  that  in  two  cases  where,  the  Plaintiffis'  men  had  asked  at  the 
Defendants'  establishment  for  •*  California  Syrup  of  Figs,"  they  had  been  supplied' 
wHh  the  Plaintiffs'  article,  and  the  Court  ought  to  infer  that  this  had  happened 
in  a  great  number  of  instances.  The  cross-examination  of  the  witness  Gra^tree 
shewed  that  the  account  of  his  purchase  given  in  his  affidavit  was  incorrect, 

55  and  the  et^denoe  of  this  witness  could,  not  be  relied  upon.    The  learned  Counsel 

*  Afite  p.  841. 
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stated  that  they  did  not  rely  upon  the  point  taken  in  the  Court  below,  that  the 
Plaintiffs  were  disentitled  to  relief  on  the  ground  of  misrepresentation  in  calling 
their  preparation  *'  Fig  Syrup." 

John  Cutler,  Q.C.,  for  the  Plaintiffs.— The  Plaintiffs  are  the  only  American 
Company  selling  "  Syrup  of  Figs  "  in  England.    It  is  well  known  that  they  are  5 
an  American  Company,  and  some  of  the  trade  witnesses  say,  that  it  is  generally 
known  that  "  The  California  Syrup  of  Figs  "  is  an  American  preparation  put  up 
by  an  American  Company  or  firm  ;  and  further,  that  if  they  were  asked  for  a 
"Syrup  of  Figs"  of  American  make,  or  for  "American  Syrup  of  Figs,"  they 
would  supply  the  Plaintiffs'  "  California  Syrup  of  Figs."    All  the  Plaintiffs*  10 
trade    witnesses    deposed    to    probability    of   deception,   and    although    the 
Defendants'  trade  witnesses  deposed  to  the  contrary,  the  Court  should  adopt 
the  view  of  the  Plaintiffs'  witnesses.    The  circumstances  of  the  case  show  an 
intention  on  the  part  of   the  Defendants  to  deceive.    They  are  an  English 
Joint  Stock  .  Company,  and,  although  selling  their  other  goods  under  their  legal  15 
title,  they  chose  to  adopt,  for  this  one  article,  the  title  of  T?ie  American  Syrup 
of  Figs   Company.    Why  did  they   do  this ;   and  why  did  they  call  their 
Syrup  of  Figs,  which  was  made  in  England,  **  American  Syrup  of  Pigs "  ? 
The  evidence  fifhowed  that  they  sold   the  Plaintiffs'  "Syrup  of  Figs,"  and 
circulated  hand  bills  relating  thereto  with  their  own  name  at  the  foot ;  and  20 
having  presumably  established  a  trade  in  the  Plaintiffs'  article,  they  then  began 
to  sell  a  "  Syrup  of  Figs  "  of  their  own,  and,  instead  of  calling  it  by  their  own 
name,  or  by  a  fancy  title,  they  called  it  "  American  Syrup  of  Figs,"  and  sold  ii 
in  cartoons,  on  which  they  placed  the  American  Stars  and  Stripes,  and  a  repre- 
sentation of  the  well-known  Statue  of  Liberty  that  dominates  New  York  25 
Harbour.    They  obviously  tried  to  represent  their  preparation  as  an  American 
preparation,  that  is,  as  the  Plaintiffs'  preparation.    With  regard  to  Cragg  James^ 
his  sales  of  "  American  Syrup  of  Figs  "  were  very  small,  and  for  a  very  short 
time.    With  regard  to  the  Scottish  Drug  Depdt,  the  evidence  as  to  their  sale  of 
**  American  Syrup  of  Figs  "  was  very  indefinite,  and,  it  was  submitted,  did  not  30 
affect  the  case  ;  but  if  it  did,  the  Plaintiffs  asked  leave  to  adduce  some  further 
evidence  on  this  point  which  had  cpme  to  their  knowledge  since  the  trial.  With 
regard  to  the  alleged  sale  of  "  Byrup  of  Figs  "  in  England  by  the  American  firm 
of  F.  Steams  and  Co.,  the  only  evidence  was  that  one  of  the  Defendants' 
managers  had  put  in  evidence  a  price  list  of  the  firm,  giving  an  English  address,  3a 
and  containing,  among  other  things,  "  Syrup  of  Figs."    It  was  submitted  that 
the  issue  of  a  price  list,  although  evidence  of  offering  for  sale,  was  no  evidence 
of  actual  sale,  and  that  the  Court  ought  not  to  presume  that  this  firm  had  sold 
any  of  its  "  Fig  Syrup  "  in  England,  especially  as  Frederick  Steams,  who  was 
formerly  a  member  of  the  firm,  made  an  affidavit  for  the  Defendants,  and  in  such  40 
affidavit  did  not  depose  to  his  firm  having  sold  any  Syrup  of  Figs  in  England. 
With  regard  to  the  orders  which  the  Plaintiffs  had  caused  to  be  sent  to  the 
Defendants,  they  were  sent  simply  for  the  purpose  of  seeing  how  far  the 
Defendants  would  rise  to  the  word  "  California."     Be  submitted  that  the  Court 
ought  not  to  infer  that  any  further  cases  of  the  Defendants  supplying  the  4& 
Plaintiffs'  preparation  to  response  to  orders  for  "  California  "  had  taken  place, 
inasmuch  as  the  Plaintiffs'  agent  was  not  cross-examined  upon  this  point  as  he 
might  have  been. 

LiNDLBY,  L.J. — ^We  have  come  to  the  conclusion  that  the  order  and  judgment 
of  the  learned  Judge  cannot  be  supported.  He  has  made  an  order  "  that  the  50 
'*  Defendants,  Taylor's  Drug  Company,  Limited,  be  perpetually  restrained 
"  from  passing  off  or  attempting  to  pass  off  any  diedicine  or  other  preparation 
«*  as  being  the  goods  of  the  Plaintiff  by  the  use  of  the  words  '  The  American 
"  *  Syrup  of  Figs,'  "  and  he  has  ordered  "  that  the  Defendants  do  forthwith 
**  deliver  up  to  the  Plaintiffs  all  cartoons,  labels,  and  other  trade  documents  in  55 
"  their  possession  or  power,  having  thereon  the  words  *•  The  American  Syrup 
^  ^  of  Figs/  "  and  he  has  ordered  an  account  in  the  usual  way.    What  strikes  me 
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about  this  case  is  this  :  that  there  is  no  denying  at  all  that  the  Defendants  are 
endeavonring  to  create  and  carry  on  for  their  own  purposes  a  business  in  this  stuflE 
called  **  Syrup  of  Pigs,"  and  they  think  it  to  their  advantage  to  call  it 
^  American  Syrup  of  Figs"  for  the  reasons  which  are  disclosed  in  the  affidavits. 

&  That  that  is  a  rivalry  to  which  the  Plaintiffs  object  is  obvious  enough,  and 
very  natural  enough,  but  in  a  Court  of  Law  all  we  have  to  consider  is  this, 
namely,  whether  the  Defendants,  in  addition  to  being  keen  rivals  in  trade,  are 
passing  off  their  goods  as  and  for  the  Plaintiffs*  goods.  I  am  bound  to  say, 
having  heard  the  evidence,  that  I  do  not  think  they  are.    That  they  are  pressing 

(10  their  trade  is  obvious  enough. 

Now,  in  ordinary  cases,  of  which  we  have  a  great  many  coming  before  this 
Court,  the  first  thing  is  to  look  at  the  things  themselves,  and  one's  eye  is  a 
very  good  judge  of  whether  one  person  is  so  presenting  his  goods  or  putting 
them  on  the  market  as  to  pass  them  off  as  another  person's  goods.    Looking 

1?  with  the  eye  at  these  bottles  in  the  cartoons — the  cardboard  boxes  and  so  on — 
it  is  impossible  to  say  that  the  Defendants  are  guilty  of  passing  off  or  endeavour- 
ing to  pass  off  their  goods  as  and  for  the  Plaintiffs'.  The  get  up  of  the  two  is 
very  different ;  and,  so  far  as  the  eye  goes,  it  is  conceded,  I  think,  that  the 
^Plaintiffs'  case  cannot  be  supported  on  that.    In  my  juc^ment,  that  goes  a 

^0  very  long  way,  because  that  is  the  real  test  after  all.  I  will  not  say  it  is  the 
exclusive  test,  but  it  is  the  real  test.  The  Plaintiffs'  seek  to  strengthen  their 
case  by  saying  that  although  the  goods  are  not  so  made  up  as  to  look  alike,  yet 
that  the  Defendants  have  introduced  the  word  '' American"  on  their  goods, 
and  that  "  American  Syrup  of  Pigs  "is  understood  in  the  trade  as  synonymous 

25  with  "our  goods,  the  *  California  Syrup  of  Pigs,*"  and  the  Plaintiffs  try  to 
make  that  out  in  this  way.  They  say,  "We  are  the  only  American  Company 
"  who  trade  in  Syrup  of  Pigs  in  England."  Supposing  that  were  so,  what  is 
their  real  grievance  ?  Their  real  grievance  is,  that  the  Defendants  are  using  the 
word  "  American  "  in  what  they  consider  an  unfair  way.    That  does  not  make 

30  oat  the  proposition  on  which  alone  the  Plaintiffs  could  succeed.  When  you 
bear  in  mind  that  the  evidence  is  overwhelming  to  show  that  the  Plaintiffs 
have  no  exclusive  right  by  user  or  otherwise  to  the  expression  "  Syrup  of 
"  Figs,"  and  that  the  whole  virtue  of  their  Trade  Mark  is  in  the  expression 
^  California  Syrup  of  Fiirs,"  it  seems  to  me  impossible  to  suggest  that  the  word 

35  "  American  "  is  so  like  "  California "  in  its  sound  or  in  its  look  that  the  one 
can  be  mistaken  for  the  other.  I  do  not  say  there  is  no  evidence  that  such  a 
thing  is  possible.  I  remember  wluit  Mr.  Newberry  said  in  paragraph  B  of  his 
affidavit,  but  one  must  look  and  see  not  only  whether  there  is  some  evidence 
of  it,  but  whether  it  is  established  to  our  reasonable  satisfaction.     I  cannot 

40  help  thinking  that  Mr.  Justice  Kekeunch  has  been  influenced  to  a  certain 
extent,  and  naturally  so,  by  the  assumption  by  the  Defendant  Company  of  the 
name  Hie  American  Syrup  of  Figs  Company.  I  do  not  say  anything  about 
the  satisfactory  or  unsatisf^tory  nature  of  the  explanation  of  that.  One  must 
not  lose  sight  of  the  only  thing  which  entitles  the  Plaintiffs  to  succeed  in  this 

45  action.  Assuming  that  the  Defendants  have  gone  rather  further  than  they 
ought  in  putting  that  word  or  that  expresssion  on  their  bottles — ^as  to  which 
I  say  nothing — ^the  question  must  come  back  to  this  after  all, — are  they 
passing  off  their  goods  as  and  for  the  Plaintiffs'  ?  The  answer  to  that,  I  think, 
is  no. 

90  Now,  as  to  the  six  instances  on  which  the  Plaintiffs  rely,  and  as  to  which 
they  employed  persons  to  go  to  the  Defendants'  shops  to  give  orders  or  to  send 
orders  for  the  Plaintiffs'  goods  and  got  the  Defendants'.  They  have  been  too 
sharp.  They  have  overdone  themselves,  and  the  instances  are  not  satisfactory  at 
all.    Pour  out  of  the  six  were  orders  for  "  California  American  Syrup."    There  is 

55  no  such  thing.  In  some  of  them  they  have  got  California  goods.  As  to  Crahtree"^ 
order,  it  is  so  unsatisfactory,  on  cross-examination,  that  it  comes  to  very  little*. 
MiUer^a  is  explicable,     MiUefe  is  a  catching  order.     It  ww  an  ordier  for 
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^  California  Syrnp  of  Pigs,*'  addressed  to  The  American  Syrup  of  Figs 
Company,''  and  he  j?ot  a  bottle  of  the  Defendants*  gtuff.  The  explanation  of 
that,  whether  satisfactory  or  not,  is  a  plausible  explanation,  and  E  have  no 
reason  to  disbelieye  it.  t  think  it  is  natural  enough.  It  was  a  catching  order, 
and  there  is  not  a  single  instance  proved  of  the  sale  of  the  Defendants*  *5 
goods  as  and  for  the  PlaintiflFs*.  The  case  breaks  down,  and  breaks  down  in 
snch  a  way  that  I  cannot  accept  the  view  taken  by  the  learned  Judge.  I 
think  that  the  appeal  must  be  allowed,  and  the  action  must  be  dismissed, 
with  costs.  . 

Lopes,  LJ.t-I  am  of  the  same  opinion.    That  the  Defendants  have  desired  10 
to  compete  with  the  Plaintiffs  in  the  sale  of  this  Syrup  of  Pigs  is  beyond  all 
question.    That  is  not  what  we  have  to  consider ;  what  we  have  to  consider  is, 
are  they  passing  off  their  goods  as  the  goods  of  the  Plaintiffs  ?    That  really 
depends  upon  the  evidence.    It  is  a  clear  and  unmistakeable  issue,  and  can    , 
only  be  decided  on  the  evidence.    Now,  there  are  only  two  things,  to  which  I  15 
trtll  allude  which  lead  me  to  the  conclusion  that  the  case  against  the  Defendants 
Is  not  made  ont.    In  the  first  place,  take  the  name.    The  name  is  quite  dlflPerent. 
The  Defendants  have  called  their  article  "The  American  Syrnp  of  Digs*';  the 
Plaintiffs  have  called  their  article  "California  Syrup  of  Figs.**    Those  two 
names  are  not  at  all  alike. .  They  are  very  distinctive.    It  is  perfectly  true  that  20 
California  is  one  of  the  United  States,  but  I  do  not  think  anybody  would  be 
very  easily  misled  by  that,  or  would  confuse  California  with  Ameri<».    Then 
again,  the  first  witness  who  was  called  was  a^ked,  I  think,  what  he  was  j^nerally 
asked  for,  and  he  said,  "  Syrup,  of  Pigs."    Then  Mr.  MouUon  asked  :  "  If  a 
"  special  name  was  asked  for,  what  happens  ?**    Then  he  said,  *^  If  a  special  25 
"name  is  asked  for,  they  always  ask  for  *  California  Syrup  of  Figs.*"*    So  much 
for  the  names.    There  is  nothing  in  the  names  which  would  lead  one  to.tlw 
conclusion  that  the  Defendants  are  attempting  to  pass  off  their  goods  as  the 
goods  of  the  Plaintiffs.    There  is  nothing  more  important  in  these  cases,  when 
one  thing  is  said  to  have  been  passed  off  as. and  for  another,  th^n  to  place  it  30 
before  one*s  eyes ;  and,  when  these  two  things  are  examined,  it.  is  Impossible  to 
mistake  them  the  one  for  the  other.    The  dress  is  entirely  dissimilar,  and 
what  is  on  them  is  entirely  dissimilar.    There  is  nothing  in  the  dress  which 
would  lead  anybody  to  think  that  he  was  buying  the  Plaintiffs'  goods  in 
reality,  when,  in  fact,  he  was  buying  the  Defendants'  goods.    Then  we  have  the  35 
names  suflttciently  distinctive.    We  have  the  address  sufficiently  different  and 
distinctive.    But  what  affects  my  mind  more  than  anything  else,  aecustom^i 
as  I  have  been  to  deal  with  evidence  before  juries,  are  these  trials  or  traps  as 
they  are  called.    There  are  six  of  them.    In  two  cases  when  the  article  ^aa 
asked  for,  it  was  not  the  Defendants'  that  was  produced,  but  the  Plaintiffs .  « 
How  many  more  cases  of  that  kind  there  may  have  been  we  can  form  no 
opinion  upon.    It  is  almost  miraculous  that  these  two  cases  have  been  dis- 
covered and  brought  to  light.    With  regard  to  the  other  four,  they  are  most 
unsatisfactory,  because  what  is  asked  for,  whether  it  is  verbally  or  by  writing, 
is  "  The  California  American  Syrup.**    Why  should  they  ask  for  •*  The  Califbrnia  « 
"American  Syrup"?    There  is  no  such  thing.    I  should  like  to  know  how 
often  they  went  into  the  shop  and  asked  for  "  The  California  Syrup,'*  and  I 
should  Rke  to  know  how  often  the  article  that  was  presented  to  them  was  not. 
the  Defendants'  but  the  Plaintiffs*  "  California  Syrup.*'    I  have  no  doubt  in  my      - 
own  mind  that  there  were,  many  cases  of  that  kind  if  they  could  have  been  got  W 
at.    I  think,  with  regard  to  these  four  cases,  none  of  them  are  satisfactory,  and, 
I  think,  In  nearly  all  of  them,  if  not  all,  as  I  have  said,  it  is  not  "  California 
"  Syrup  **  that  is  asked  for,  but  it  is  "  California  American  Syrup.**    My  opinion 
is  this,  that  the  reason  why  they  formulated  the  question  in  that. way  was      . 
because  they  found  that,  when  they  asked  merely  for  "  California  Syrup  of  55 
"  Figs,**  they  got  the  Plaintiffs*  Syrup  of  Rgia,  and  not  4;he  Defendants .    I 
do  not  say  that  there  is  no  evidence  to  go  to  a  jury,  and,  If  I  were*  trying  a 


ToLXIV.,lIb.  19.]     A!SB  TRADE  MAKE  OAfiBS.  331 

TheOaiififrma  Fig  Syr%ip  Compcmy  ▼.  Tayioin^a  Bmg  Oompany,  Ld. 

OBfse  Tfith  a  jury,l  should  not  heafitate  to  leave  it  to  tie  jnry^  but  I  amp^tieetly 
ekar  in  my  own  mind  that  there  is  no  safficient  ease  made  oat  by  tiie  Pladsittffs 
in  order  to  justify  any  jury  in  finding  that  the  Defendants  were  passing  off 
their  goods  as.  and  for  the  goods  of  the  Plaintiff. 
5      I  tMnk  that  this  appeal  ought  to  be  allowed. 

RiGBT,  LJ'. — I  am  of  the  same  opinion.  We  start  at  a  point  apon'Whieh  I 
need  not  say  anything  more  than  this---the  get-iup  is  perfectly  distinct,  and  the 
name  is  altogether  different  and  distinct.  Syrup  of  Figs  being  common  to^all 
the  trade,  "California  Syrup  of  Figs"  is  in  no  way  like  "American  Syrsup  of 

10  "  Figs."  I  mean  to  say,  there  is  no  resemblance  in  sound  or  in  appeawmce 
between  the  two  terms.  Now,  California  is  known  as  one  of  the  United  States  of 
.Ameriea.  There  is  in  that  sense  something  that  might  by  possibility  suggest 
^tJie  word  "  California  "  in  the  word  "  American."  The  real  grievance,  if  I  may 
say  so,  when  you  analyse  the  caso  of  the  Plaintiffs,  is  that  the  English  Coaip«ny 

15  is,  and  to  a  certain  extent  it  is  true,  making  use  of  the  word  "  Annerk^an  "  &n 
fgnch  a  way  that  it  might  suggest  to  many  people  that  the  thing  is  really  an 
An^rican  product.  Now,  supposing  that  were  proved,  could  that  be  representing 
tiuittthe  goods  were  the  goods  of  the  Caiifcvnia  Company  ?  I  do  not  thimk  so 
at  all.    It  is  said  that  the  California  Company  are  the  only  American  Oom^aaBiy 

iO'tJtiSLt  carry  on  buaness  in  this  country.    I  have  looked  at  the  evidence.    I  do 

ise  ihat  aome  people  say  they  are  mot  aware  of  any  other.    That  goe»a  very 

-short  difiiance  indeed.    There  is  nothing  to  show  that  they  ever  deal  except  in 

that  circle  in  which  the  California  Company  are  in  the  markett  'We  know 

perfectly  well  this,  that  in  one  of  those  cases,  that  is  to  say,  Steanms  emd  Company y 

f25  tbby  do  issue  elaborate  circulars  offering  goodis  which  apparently  are  made  in 
Amisrioa,  for  that  cirenlar  has  a  picture  outside  of  their  fustory  al;  Detroit,  and 
there  they  do  offer  for  sale  this  Syrup  of  Figs,  which  I  take  it  is  made  by  them 
at  their  manufactory  in  America,  and,  for  all  I  know  to  the  contrary,  they  may 
have  sold  a  good  deal .    It  is  su^estied  that  that  is  not  proved.    I  do  not  think  that 

80  it  is  neeeesary.  If  they  offer  in  this  country  for  sale,  as  undoubtedly  they  do,  an 
Aznerican  product,  then  the  caae  of  the  Plaintiflls  is  not  made  out  that  they  are 
the  only  persons  who  offer  in  this  country  an  "  Amencan  Syrup  -ei  Figs."  It 
does  not  appear  to  me  that  thiewas  a  main  issae  In  the  first  instance*  I  thinkit 
eame  casually  in,  and  the  evidence  does  not  satisfy  me  that  we  knew  the  facts 

35  iSnJBciently  to  determine  that  the  Plaintiffs  are  anything  like  the  only  American 
honse  that  sells  "  Syrup  of  Figs  "  here.  It  would  be  very  carious  if  it  were  so ; 
.but,  at  any  rate,  I  am  not  satisfied  that  they  are,  so  that  even  that  point  is  not 
made  out — that,  if  yon  represent  it  as  coming  from  America,  you  thereby 
rcqpresent  that  it  is  made  in  America,  and  as  coming  from  the  Plaintiffs,  who 

'40  are  in  America.  As  regards  the' actual  facts,  when  we  come  to  the  proof  of 
ihenit  we  have  got  certain  gentlemen  who  are  ready  to  say,  in  their  opinion-<«*it 
never  occurred  to  them  that  they  n^ver  had  any  experieiice-«*that  if  they  were 
aaked  to  supply  "  American  Syrup  of  Figs,"  they  would  supply  "  California." 
I  think  that  is  rather  a  strong  thing  to  say  if  that  were  all,  but  it  is  a  pity  for 

46  the  Plaintiffs  that  they  did  not  go  to  one  of  these  gentlemen,  and,  by  experi- 
ment, find  out  what  would  be  done.      It  appears  to  me  that  the  evidence 
brought  forward  by  them  shows  that  it  was  immensely  difiSoult  to  get  a  clear 
plain  case  of  asking  for  "  California  Syru^p  of  Figs  "  and  getting  "  American." 
As  legarda  the  two  cases  in  wMoh  application  was  made  (we  know  exactly 

do  the  form  of  the  application)  for  "  California  American,"  it  appears  to  me  that 
they  have  themselves  created  ambiguity  which  deprives  •  the  resuU  of  any  vsdue 
as  evidence  for  them.  "  American  "  was  produced  because  the  person  who 
produced  it  had  never  heard  of  any  "American"  except  one.  He  did  not 
know.    If  it  were  brought  home  to  his  mind  that  "  California  "  as  opposed  to 

55  "  American  "  was  wanted,  and  he  had  produced  "  American,"  there  would  have 
been  something  in  it.  But  here  is  a  name  that  is  invented  as  though  it  were 
puiposely  intended  to  puzzle  a  man  upon  the  chance  that  he  might  pay  more 
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attention  to  the  ^^  American  ^  than  the  ^'  California.**  I  do  not  attach  any 
weight  to  those  casee.  There  was  the  case  of  Grahtree.  CrabtreeiB  a  labourer. 
I  am  not  one  to  say  that  a  labonrer^s  evidence,  given  in  a  proper  ivay«  is  not 
very  valuable.  Very  often  it  is  as  good,  and  in  some  cases,  to  my  mind,  it  is 
better  than  that  of  a  more  educated  man.  However,  they  do  choose  a  labourer  .6 
to  go,  and  that  labourer  tells  us  in  his  cross-examination,  wh^i,  undoubtedly, 
he  understood  the  question — that  he  did  not  say  or  do  a  thing  which  in  the 
a£Bdavit  he  plainly  says  he  did  do,  that  is,  read  from  the  paper  to  the  assistant 
'  the  name  ^  California."  He  did  not  do  it,  and  I  believe  his  cross-examination 
for  this  reason-— that,  although  a  labourer  may  be  a  very  good  witness  as  to  10 
what  he  has  said  or  done,  I  prefer  his  viva  voce  evidence  to  ^e  written  affidavit 
which  has  been  prepared  by  somebody  else,  and  which,  I  think,  very  often^ 
without  attributing  any  improper  meaning  or  intention  to  the  person  who 
'  draws  the  affidavit,  does  not  convey  the  real  evidence  of  the  witness,  and,  as  I 
think,  did  not  in  tliis  case.  So  that  it  is  left  as  the  mere  recollection  of  one  .13 
'  side,  stated  quite  inaccurately,  at  any  rate  in  the  affidavit  of  the  witness  who 
went  to  get.  and  did  get,  as  he  says,  a  bottle  of  the  ^^  American  Syrup.**  On  the 
other  side  we  have  the  ^op  assistant,  who  actually  supplied  the  thing,  coming 
forward  and  saying  he  was  the  man  ;  and  he  satisfied  himself,  at  any  rate,  by 
reference  to  the  initials,  that  he  was  the  man  who  supplied  that  bottle  of  the  20 
^  American  SyrupJ'  He  says,  ^^  I  cannot  remember  the  particular  instance,  but 
*^  I  certainly  never  sold  a  bottle  of  <  American*  when  I.  was  asked  for  'Cali- 
^*  *  fomia,'  **  and  they  did  not  choose  to  cross-examine  him.  All  I  can  say  is, 
that  that  is  an  unsatisfactory  case  altogether,  and  I  say  the  same  of  MiUer^s 
case,  that  although  he  does  in  one  part  of  the  document,  asking  for  the  3S 
^<  Calif  omia,**  address  people  who  did  not  on  their  shop  set  forth  the  name,  i 

The  American  Syrup  of  Figs  Company,  addressing  them  by  that  name  which  I 

does  appear  upon  the  cartoons  that  contained  their  syrup,  he,  not  unnaturally^ 
I  think,  led  the  man  who  had  got  the  thing  to  think,  f^  Oh,  what  he  really 
:^^  means  is  that  which  he  has  seen  in  connection  with  The  American  Fig  30 
^  Syrup  Company,^  and,  consequently,  he  was  served  with  that  Again,  I  say 
it  i^  a  ptizzle  in  which  the  man  might  easily  be  deceived,  and  I  do  not  see  any 
reason  not  to  accept  the  explanation  which  was  given.    But  then  I  cannot  j 

doubt  when  I  find  two  instances  have  appeared  almost  incidentally  in  which  | 

the  experiment  was  tried  and  failed,  that  the  experiment  in  different  forms  had  35  ^ 

rbeen  tried  over  and  over  again.    I  do  not  im^ne  that  any  man  would  limit 
himself  in  trying  to  see  how  far  the  shop  assistant  would  be  deceived  or  try  to  \ 

deceive  customers.  I  cannot  think  they  would  have  limited  it  to  those  Mees  of 
*' California  American.**  I  cannot  suppose  that  they  did  not  try  to  get 
evidence  that  **  California  **  alone  would  do,  that  is,  better  evidence  than  that  40 
we  have  had  before  us ;  I  suppose  that  they  failed.  I  am  particularly  struck 
by  the  result  of  all  their  evidence,  and  I  cannot  find  that  there  is  any  sufficient 
'evidence  on  which  we  should  find  that  there  was  a  fraudulent  attempt  to  pass 
off  the  goods  of  the  Defendants  as  and  for  the  goods  of  the  Plaintiffs  in  the 
fu^tion,  or  any  use  of  any  name,  or  of  any'  device,  or  any  peculiar  property  of  4S 
these  Plaintiffs  which  would  have  a  reasonable  or  probable  tendency  of 
inducing  customers  to  believe  that  the  articles  sold  were  the  articles  of  the 
Plaintifih.    The  appeal  will  be  allowed,  with  costs. 

Bramxvell  DaviSj  Q.C. — ^The  action  will  be  dismissed,  with  costs  here  and 
below  ?  50 

LiNDLBY,  L.J.— Yes. 
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In  the  Court  op  Appeal. 

Be/ore  Lords  Justices  Lindlby,  Smith,  and  Right. 

April  8th,  9th,  10th,  11th,  and  12th,  and  May  8th,  1897. 

The  Pneumatic  Tyre  Company,  Ld.  v.  The  East  London  Rubber 
4  Company. 

Patent. — Action/or  infringement — Alleged discon/ormity. — Alleged  anticipO' 
lion. — Infringement. — Advantages  of  invention. — Stay  of  injunction. 

The  action  was  to  restrain  infringement  of  a  patent  for  improvements  in 
rubbe7^  tyres  and  metal  rims  or  felloes  of  wheels  for  cycles  and  other  light 

10  vehicles.  The  Defendants  denied  infringement^  and  alleged  that  the  patent  was 
invalid  on  the  grounds  of  disconformity,  in  that  the  Complete  Specification 
extended  the  invention  to  pneumatic  tyres^  which  were  not  mentioned  in  the 
Provisional  Specification^  and  anticipation  of  the  means  of  securing  the  tyres. 
Held^  that  the  Patentee's  invention  of  his  form  of  rubber  tyres^  and  of  the  way 

15  in  which  he  fastened  it  on  to  the  rim^  was  a  novel  and  useful  invention ;  that 
there  was  no  disconformity  between  the  Provisional  and  Complete  Specie 
ficcUions;  that  there  was  no  anticipation;  and  that  the  Defendants  had 
infringed. 

The  Defendants  ajypealed^  but  the  judgment  of  the  Court  below  u/as  affirmed^ 

20  and  the  appeal  dismissed^  tvith  costs. 

On  the  16th  of  September  1890,  a  patent  (No.  14,563  of  1890)  was  granted  to 
Charles  Kingston  Welch  for  "  Improvements  in  rubber  tyres  and  metal  rims  or 
"  felloes  of  wheels  for  cycles  and  other  light  vehicles."  The  Provisional  and 
Complete  Specifications  will  be  found  ante  page  77.    There  were  18  claims,  of 

25  which  the  first  was  as  follows  : — "  A  rubber  or  elastic  tyre  having  the  form  of  a 
^^  saddle  or  arch  in  section  in  combination  with  two  wires  inserted  through  the 
^^  sides  of  the  same  for  securing  it  to  the  metal  rims  or  felloes  substantially  as 
•*  hereinbefore  described." 

The  validity  of  this  patent  came  in  question  in  an  action  of  The  Pneumatic 

80  Tyre  Company  v.  Cresswell^  13  R.P.C.  164 ;  the  trial  of  which  took  place  in 
December  1895  and  January  1896,  before  Kekeunchj  J.,  who  held  that  the  patent 
was  valid. 

On  the  24th  of  January  1896,  T?ie  Pneumatic  Tyre  Company^  Ld.^  com- 
menced this  action  against  The  East  London  Rubber  Company  tor  iufringement 

35  of  the  said  patent,  claiming  the  usual  relief.  The  Scottish  Pneumatic  Tyre 
Company^  Ld.^  were  subsequently  added  as  Defendants.  The  Breaches  com- 
plained of  were  that  the  Defendants  had  made,  sold,  and  offered  for  sale 
pneumatic  tyres  and  parts  thereof  made  in  accordance  with  the  Plaintiffs* 
invention  ;  and,  in  particular,  a  sale  by  The  East  London  Rubber  Company  to 

40  O.  W.  Cope  of  a  pneumatic  tyre,  not  of  the  Plaintiffs'  manufacture,  made  in 
accordance  with  the  inventions  claimed  in  Claims  4,  5,  9, 10, 11, 12, 13,  and  14 
of  the  Plaintiffs'  patent,  and  The  Scottish  Pneumatic  Tyre  Company^  Ld.^  had 
made  similar  tyres. 

2Z 
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The  Defendants,  by  their  Defence,  denied  infringement,  and  alleged  that 
the  Patentee  was  not  the  true  and  first  inventor,  the  alleged  invention  was  not 
new,  was  not  useful,  and  was  not  subject-matter,  and  as  described  and  claimed 
in  the  Complete  Specification  was  an  invention  larger  than  and  different  to  the 
invention  described  in  the  Provisional.  5 

The  amended  Particulars  of  Objections  were — (1)  The  alleged  invention  was 
not  new  ;  the  alleged  inventions  forming  the  subject-matter  of  the  claims  there- 
inafter referred  to  were  published  by  a  number  of  Specifications  and  several 
cases  of  prior  user ;  (2)  the  alleged  invention  was  not  proper  snbject-matter  ; 
(3)  0.  K,  Welch  was  not  the  true  and  first  inventor ;  (4)  the  alleged  invention  10 
was  not  useful ;  (5)  the  Provisional  Specification  was  insufficient,  and  there 
was  disconformity  between  that  and  the  Complete.  The  details  of  the  Par- 
ticulars will  be  found  ante  page  85  to  page  87. 

The  action  was  tried  in  the  months  of  November  and  December  1896,  before 
Mr.  Justice  Earner ^  who  held  that  the  invention  was  a  novel  and  useful  inven-  15 
tion,  that  there  was  no  disconformity,  that  there  was  no  anticipation,  and  that 
the  Defendants  had  infringed.* 

The  Defendants  appealed,  and  the  appeal  now  came  on  for  hearing. 
-  Bousfield,  Q.C.,   Terrell,  Q.C.,  G.  E.  Jenkins,  and   Munns  (instructed  by 
Munns  and  Longden)  appeared  for  the  Appellants ;  Moulton,  Q.C.,  Wallace^  20 
Q.C.,  J.  C.  Oraham,  and    Walter  (instructed    by  J.  B.  Purchase)  for    the 
Respondents. 

Bousfield,  Q.O.,  and  Terrell,  Q.O.,  for  the  Appellants.— The  chief  questions 
are  anticipation  of  the  first  claim  and  disconformity.    The  invention  was  not 
described  in  the  Provisional,  and  probably  was  not  intended  or  thought  of  by  25 
the  inventor ;  but  he  now  claims  that  he  was  entitled  to  put  it  in  the  Complete 
Specification.    At  the  date  of  the  application,  the  chief  tyres  were  solid  rubber 
tyres  and  cushion  tyres.    Pneumatic  tyres  had  also  been  invented,  and  there 
were  two  Dunlop  patents  for  them,  but  very  few  were  running  in  England ; 
they  were  just  being  started  in  Dublin.    The  Provisional  describes  an  invention  30 
which  has  nothing  to  do  with  pneumatic  tyres ;  the  Plaintiffs'  tyre  is  not  seated 
in  a  hollow  rim,  but  is  placed  on  a  convex  rim,  so  that  it  can  expand  in  every 
direction.    Then  the  Patentee  describes  various  methods  of  attaching  the  tyre, 
but  the  way  he  prefers  is  to  run  two  wires  through  each  edge  of  the  tyre,  and 
he  also  describes  that  lugs  may  be  used  on  the  edges  of  the  tyre.    His  tyre  is  .*15 
of  an  arched  shape,  which  may  also  be  put  over  the  old  tyres  or  wheels  **  now 
"  in  use " ;   and  that  expression,  the  Plaintiffs  contend,  covers  the  use  of 
pneumatic  tyres.    The  date  of  the  Provisional  was  the  16th  of  September  1890. 
it  was  an  invention  intended  to  compete  with  pneumatic  tyres.    It  happened  • 
that  there  was  a  meetiDg  of  the  Stanley  Club  in  November  1890,  and  the  -W 
Stanley  Show  was  in  January  1891.     Wehh,  the  Patentee,  was  at  the  meeting  * 
and  at  the  show.    Within  a  month  or  two  of  his  Provisional,  the  "  Clincher  " 
tyre  was  invented  (the  patent  for  that  being  applied  for  on  the  21st  of  October 
1890),  and  the  Trigivell  tyre  was  applied  for  on  the  28th  of  November  1890. 
In  both  these  Provisionals  there  was  a  clear  description  of  the  pneumatic  tyre  ^ 
as  an  inner  tyre  in  the  inner  rim  and  a  detachable  cover  ;  this  was  the  first  time 
a  detachable  cover  was  mentioned  ;  it  was  not  given  in  WelcKs  Provisional. 
The  questions  of  the  pneumatic  tyre  and  the  detachability  were  largely  dis- 
cussed at  the  meeting,  and  the  "  Clincher  "  was  exhibited.     Welch  saw  it  there, 
and  at  the  show  in  January  1891,  and  he  also  must  have  seen  the  Trigwell  at  50 
the  show,  though  he  did  not  admit  it.    The  Trigwell  had  the  wires.     Welches 
Complete  Specification  was  filed  on  the  16th  of  June  189  L  ;   that  contains 
Fig.  15t  with  the  inner  pneumatic  tube,  a  saddle-shaped  cover,  and  wires  in  the 
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edges,  the  whole  of  that  being  seated  in  the  rim.  That  is  practically  the  only 
valuable  thing  in  Welches  Specification ;  nothing  has  ever  been  sold  of  the 
other  figures,  except  a  few  of  Fig.  20.  The  Defendants'  case  is  that  Welch^ 
having  seen  the  "  Clincher  "  and  Trigwell^  got  the  idea  in  his  head,  and  could 
5  not  get  it  out  of  his  head,  that  he  had  a  notion  of  it  in  his  Provisional.  He 
claims  that  he  is  entitled  to  get  in  before  the  "  Clincher  "  and  THgwell^  because 
his  Provisional  describes  the  wires  and  a  rubber  tyre  going  over  something 
convex ;  he  says  that  enables  him  to  get  ahead  of  the  other  Specifications,  which 
really  described  the  invention.    The  drawings.  Sheet  Z  (an  exhibit),  cover  the 

10  whole  ground  of  the  Provisional  Specification,  and  the  Plaintiffs'  witnesses 
admitted  that.  The  language  of  the  Provisional  exactly  describes  Zj,  the  metal 
rims  in  a  groove  in  the  rubber,  so  that  the  rubber  can  expand  in  every  direc- 
tion. That  was  exactly  what  Salomon  described,  and  the  Patentee  mentions 
Salmon  in  his  Complete  Specification.    Then  Z,  shows  the  D'S^^ftP^cl  section  ; 

15  there  is  an  alternative  of  a  hollow  rim  having  shoulders  ;  that  was  to  prevent 
the  tyre  slipping  round.  The  word  *'  shoulders "  is  ingeniously  used  in  the 
Complete  to  justify  wires  inside  the  rim  instead  of  outside.  Shoulder  means 
something  projecting  from  the  side  to  prevent  the  tyre  turning  round.  Then 
Z,  shows  **  the  well-known  spring  wire  "  ;  it  is  a  stiff  wire  with  something 

20  serpentine.  The  Patentee  says,  instead  of  the  complete  wires,  a  nipple  or  spring 
wire  may  be  used.  Zi©  shows  a  tyre  which  is  too  big  for  the  rim,  and  it  has  to 
be  compressed  by  screwing  up  the  wires.  The  Provisional  states  that  the 
outward  forms  of  the  rubber  tyres  may  be  round  or  flat ;  that  is  not  unimpor- 
tant, for  a  pneumatic  tyre  is  always  round.    Then  comes  the  crucial  passage, 

25.  which  says  that  the  tyre  may  be  applied  to  an  ordinary  rubber  tyre  seated  in  an 
ordinary  rim ;  that  is  shown  in  Z„  Zg.  [Smith,  LJ. — ^Was  there  a  tyre  like  a  hose- 
pipe ?]  Yes,  a  Dunlop  tyre.  The  ordinary  tyre  of  that  day  was  a  solid  rubber  tyre. 
[RiGBY,  LJ. — The  expression  would  include  a  pneumatic  tyre.]  Z»  is  a  cushion 
tyre.    The  Specification  says  all  tyres  may  be  cemented  ;  that  is  curious ;  it 

30  would  not  do  for  pneumatic  tyres.  The  fact  that  the  Patentee  says  a  plate  of 
brass  might  be  used  instead  of  the  wires  shows  that  the  wires  were  a  small 
matter.  The  essence  of  the  invention  is,  instead  of  having  the  rubber  in  a 
groove — ^in  which  case  half  of  it  is  useless — he  has  a  concave  surface,  and  the 
rubber  can  expand,  and  it  reduces  vibration.    [LiNDLBY,  LJ^ — Why  should  he 

35  not  put  the  arched  cover  in  Zi  over  anything  over  which  it  can  go  ?] 
[Wallace,  Q.C.— That  is  the  Plaintiffs'  case.]  The  Patentee  had  not  a  pneumatic 
tube  in  his  mind  ;  instead  of  seating  his  rubber  in  a  groove  in  the  metal  rim,  he 
is  going  to  fit  his  rim  to  a  groove  in  the  rubber.  A  pneumatic  tyre  answers  the 
description  of  a  soft  tyre  chiefly  outside  the  rim,  and  Welch  says  he  is  going  to 

40  deal  with  a  solid  rubber  which  will  have  the  characteristics  of  a  pneumatic  tyre. 
A  pneumatic  tyre  depends  for  success  on  the  elasticity  of  the  air,  not  of  rubber. 
It  must  be  as  thin  as  possible  and  as  flexible  as  possible  ;  the  pneumatic  tyre  in 
the  Dunlop  was  as  good  as  could  be  ;  it  gave  easy  running.  [RiGBY,  LJ. — It 
was  not  detachable.]    The  object  of  this  invention  is  not  detachability,  for  all 

45  the  tyres  may  be  cemented  ;  it  is  to  get  easy  running  and  to  reduce  vibration  ; 
but  with  the  pneumatic  tube  the  Patentee  does  not  get  those  advantages  from 
his  invention,  because  the  pneumatic  tube  gives  them  itself.  The  other  object — 
security — was  already  obtained  by  Dunlop.  I  submit  the  Patentee  does  not 
obtain  any  of  his  objects  by  his  invention  if  he  has  the  pneumatic  tyre.    His 

50  Specification  is  most  ingenious,  but  Pig.  15  cannot  be  found  in  any  v^ray  in  the 
Provisional.  That  is  of  immense  importance  when  you  consider  the  facts  of  the 
case.  The  question  is,  does  he  identify  that  invention  so  that  with  competitors 
he  shows  that  he  had  the  invention  described  in  Fig.  15  in  his  Provisional  ? 
Provision  has  been  made   by  the  statute  against  the  danger  of  a  Patentee 

55  incorporating  somebody  else's  invention  brought  out  after  his  Provisional  in  his 
Complete  Specification  by  the  Patents  &c.  Act,  1888.    There  are  two  cases  in 

2  z  2 
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which  disconf ormity  has  been  held  to  be  made  oat,  United  Tel^hone  Company 
V.  Harrison,  CoXy  Walker,  and  Co.,  L.R,  21,  Ch.D.  720,  where  Fry,  L.J.,  held 
that  the  phonograph  was  not  described  in  the  Provisional,  and  therefore  the 
patent  was  invalid.  In  Nuttall  v.  Hargreaves,  8  R.P.O.  273,  45l>,  the  patent  was 
also  held  invalid,  as  the  only  novelty  was  not  in  the  EVovisional.  I  submit  here  5 
the  invention  does  not  perform  its  objects  when  it  is  put  over  a  pneumatic  tyre ; 
in  Fig.  15  the  faint  vestiges  of  likeness  to  the  Provisional  disappear.  Ka  to 
anticipations,  Latta^s  Specification  describes  what  Welch  calls  the  well  known 
spring  wire.  Latta  used  it  for  this  purpose  ;  there  was  a  tendency  for  the  tyre 
to  roll  out  when  going  round  a  corner,  and  the  springs  kept  it  in.  It  is  10 
material  to  show  that  without  the  third  wire  Latta  would  act.  Salamon  had 
inextensible  strips  all  round,  and  really  had  vulcanized  wires.  In  his  Complete, 
Welch  does  not  mention  the  spring  wires,  but  he  does  not  exclude  them. 
Of  course  a  Patentee,  if  he  make  an  improvement  or  development  of  his 
invention,  is  bound  to  put  it  in.  But  here  he  says  his  invention  has  an  outwardly  15 
rounding  surface  ;  how  he  gets  Fig.  1.^  under  that  I  do  not  know.  I  pass  to  the 
Claims  : — Claim  1  would  cover  Figs.  1  to  7  ;  Claim  1  covers  the  genus ;  Claims 
2,  3,  and  4  the  species  included  in  the  genus.  Fig.  6  and  7  are  reaJly  anticipated 
by  Fig.  5  of  Latta.  I  am  attaching  Claim  1  and  Fig.  7,  which  is  almost  identical 
with  Fig.  5  of  Latta.  The  Plaintiffs  might  say  Fig.  7*  was  a  special  combination,  20 
but  Claim  1  has  not  the  details  of  canvas  or  embossment,  and,  looking  at  Fig.  7 
without  those  details,  it  is  d ifficult  to  see  how  it  is  distinguishable  from  Latta.  The 
Plaintiffs  say  that  Welch  has  floating  wires,  and  that  in  Latta  the  wires  nip  the  rim. 
Fig.  15  is  a  pneumatic  tyre,  a  thin  cover  with  a  wire  in  each  edge  dropped  into  the 
rim ;  Fig.  18  shows  how  it  is  got  into  the  rim ;  it  is  the  same  ssParfrey,^  small  25 
ring  over  a  large  rim.  The  outer  cover  is  in  tension,  and  tends  to  pull  the 
wires  off  the  rim,  so  that  they  are  rightly  called  floating  wires.  In  Fig.  15  the 
wires  are  an  endless  hoop  ;  they  are  not  tightened,  and  have  not  screws  on  them. 
The  tyre  cannot  get  away  unless  the  wire  breaks.  The  Plaintiffs  say  the 
Defendants*  is  an  infringement,  and  when  they  come  to  Latta  they  have  30 
to  say  it  is  a  floatinrr  wire  ;  they  make  a  distinction  between  a  screwed 
wire  and  a  floating  \;  re.  Either  it  is  an  important  difference  and  saves 
infringement,  or  it  is  unimportant,  and  then  the  Plaintiffs  are  not  different  from 
Latta.  When  you  V'f't  to  Figs.  6  and  7,  where  is  the  difference  between 
floating  and  non-floating  wires?  In  Figs.  6  and  7  it  is  absolutely  pointless  to  35 
say  it  is  a  floating  wire.  Latta  is  rather  better  than  Figs.  6  and  7,  which  Lord 
Kelvin  said  would  be  very  difficult  to  ride ;  Latta  had  higher  sides  and  spring 
wires.  The  convexity  in  Welch,  which  makes  it  a  saddle-shaped  tyre,  is  the 
same  as  the  convexity  in  Latta.  In  Latta  there  are  two  or  three  wires  used  in 
keeping  on  something  which  is  saddle-shaped,  and  Starley  also  had  wires.  40 
BarOett,  No.16,783  of  1890  (21st  October),  had  an  endless  band  of  india-rubber ; 
it  gives  the  rim,  cover,  and  pneumatic  tube,  but  no  wires.  Welch  saw  it.  Then 
TrigwelVs.  \^Moulton,^.Q, — Welch  never  BaLwTrigwelVs  till  1892.  If  his  Complete 
is  a  fair  development,  what  other  people  are  doing  is  not  material.  I  cannot 
admit  this  is  relevant.  The  only  question  is  fair  development.]  The  45 
Patents,  &c.  Act  of  1888,  Section  2,  says  people  may  oppose  on  the  ground  that 
the  Complete  contains  the  opponent's  invention.  IMoulton,  Q.C. — That  only 
applies  where  something  has  been  added,  which  is  not  a  fair  development.] 
Welch  saw  it,  and  it  is  a  question  if  it  is  within  his  Provisional.  A  man  who 
has  made  an  invention  is  not  to  have  his  invention  taken  by  a  man  who  has  50 
an  earlier  Provisional,  and  who  manages  to  put  the  other's  invention  into  his 
own  Complete.  The  Defendants  alleged  Welch  was  not  the  first  and  true 
invention,  because  here  is  Trigwell  on  this  very  date.     TrigwelVs  Provisional 
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describes  an  outer  cover  with  wires  in  the  edges,  a  rim,  and  inner  pneumatic 
tube.  There  are  three  figures — Trigwell^  Bartlett,  and  Welch — which  give 
varieties  of  the  invention.  What  is  this  invention  which  revolutionized  the 
trade  ?  The  combination  of  rim,  detachable  tyre,  and  inner  tube.  There  is 
5  one  other  element  when  this  is  compared  with  the  old  Dunlop.  That  had  the 
rim,  an  inner  tube,  and  an  outer  cover ;  but  the  outer  cover  was  wrapped  right 
round  the  rim,  and  cemented  on.  The  advantage  in  Trigwelly  Bartlett^  and 
Welch  is  that  you  detach  the  cover  and  put  the  edges  in  the  rim,  and  nip  the 
edges  by  the  air  pressure,  and  there  are  wires  in  the  edges  ;  but  that  is  of  minor 

10  importance.  If  WelcVa  wires  are  cut  all  round  to  the  extent  of  an  inch,  it  is 
still  a  rideable  tyre.  The  step  was,  in  Bartlett^  nippins'  the  edges  of  the  tyre 
in  the  rim.  The  **  Clincher  "  is  successful  without  wiret .  What  has  to  be  done 
is  to  detach  the  Dunlop  cover,  to  tuck  the  edges  inside  the  rim,  and  nip  them. 
All  that  the  Plaintiffs  can  say  they  have,  is  to  put  the  new  rubber  tyre  they 

1.5  have  described  on  the  top  of  the  Dunlop  tyre  ;  that  is  not  useful.  Bomer^  J., 
treated  the  words  "other  tyres  or  wheels"  as  showing  an  extension  of  the 
invention.  But  the  Patentee  is  not  speaking  of  a  metaphysical  process,  but 
a  physical  process.  He  says,  if  you  have  an  old  cycle,  you  can  put  my  tyre 
over  an  old  rubber,  and  that  is  all  he  means.    It  is  absurd  to  apply  it  to  an  old 

20  Dunlop^  but  that  is  what  he  says.  These  words  only  describe  putting  on  a  new 
cover ;  they  do  not  describe  what  is  really  done,  getting  a  detachable  cover  and 
wires.  He  gives  an  alternative  of  cork.  I  say  those  words  are  no  extension 
of  the  invention,  but  simply  describe  the  new  tyre  and  say  you  may  use  it  with 
an  old  machine.    Dr.  Hopkinson  said,  when  I  cross-examined  him,  that  the 

25  advantage  of  the  pneumatic  tyre  depended  not  on  the  rubber,  but  the  air. 
What  the  Patentee  was  dealing  with  was  a  different  matter.  He  says  the 
majority  of  rubber  tyres  had  been  round  in  section  and  small  in  diameter. 
When  that  was  compressed,  half  the  rubber  was  useless  for  reducing  vibration, 
and  the  edges  of  the  rim  cut  it ;  that  is  what  he  set  himself  to  improve,  and 

30  he  said  he  was  going  to  leave  it  free  to  expand.  He  wanted  to  make  the  best 
use  of  rubber,  but  the  whole  capacity  of  a  pneumatic  tyre  rests  on  the 
elasticity  of  air.  To  suppose  the  Patentee  is  going  to  make  a  change  in  the 
invention  at  that  point  is  absurd ;  it  is  merely  a  modification  on  an  old 
machine.   The  Patentee  contends  that  he  has  a  patent  for  putting  anything  over 

35  a  convexity  with  wdres,  calling  this  inner  tube  a  convexity.  But  in  Pig.  15 
the  Patentee  has  a  different  line.  Dtmlop  thought,  when  he  was  inventing  the 
pneumatic  tyre  in  1888-89,  that  it  was  perfectly  novel,  but,  in  1890,  it  was  dis- 
covered that  Thomson^  in  his  patent  No.  10,990  of  1845,  had  invented  that. 
That  destroyed  Dunlop  altogether.     Welch  did  not  know  of  Thomson  when 

40  he  took  out  his  Provisional,  but  he  heard  of  it,  and  he  put  in  his  Complete, 
"  over  other  elastic  tyres  or  wheels  at  present  in  vogue."  \_Moultonj  Q.C. — 
There  were  other  pneumatic  tyres — single  pneumatic  tyres.]  The  Plaintiffs  say 
that  is  an  outwardly  rounding  surface,  and  they  can  claim  a  wide  metal  rim 
with  an  outwardly  rounding  surface.    The  Patentee  refers  to  Thomson^ s  tyre  in 

45  Claim  15,  but  he  forgets  that  it  had  a  cover.  Claim  9  is  a  claim  to  Fig.  15,  and 
Claims  10  and  11  apply  to  Fig.  18 ;  that  figure  is  unconnected  with  the  saddle 
shape.  Fig.  20  the  Defendants  are  not  alleged  to  infringe,  and  if  the 
Defendants  had  upset  that,  the  Plaintiffs  would  have  hit  the  Defendants  on 
Pig.  15,  and  then  amended.    I  have  put  the   Plaintiffs'  main  point ;    they  say 

50  Fig.  1  is  their  invention — a  cover  over  something  else  with  wires  in  the 
edges — and  even  if  there  is  nothing  about  pneumatic  tyres  in  the  Pro- 
visional, they  claim  the  language  is  sufficient  to  cover  that.  I  submit 
the  Plaintiffs'  idea  is  quite  different ;  the  result  is  got  in  the  Provisional 
from  the  elasticity  of  rubber ;   while  with  the  pneumatic  tyre  the  result  is 

55  got  from  the  elasticity  of  air.  I  submit  there  is  no  extension  of  the  invention 
in  applying  the  thing  to  an  old  tyre  ;  but  Fig.  15  is  not  at  all  an  old  tyre,  and 
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the  cover  is  seated  on  something  which  is  not  the  invention.  The  tyre  in 
Fig.  15  is  not  secured  by  sitting  on  a  median  convexity,  but  by  being  dropped 
in  a  rim  ;  it  is  in  an  unstable  position  and  kept  in,  because  it  is  seated  in  the  rim, 
the  wires  are  lying  in  the  rim,  and  it  is  kept  in  by  the  pressure  of  the  air.  The 
PlaintifiFs  contend  that  it  was  a  known  form  of  tyre,  and  that  they  can  put  the  5 
tyre  on  that ;  but  Lord  Kelvin  said,  that  though  the  language  was  broad  enough 
to  include  a  pneumatic  tyre,  he  does  not  think  that  the  Patentee  had  it  in  his 
mind.  There  is  a  point  that  when  the  Patentee  puts  his  wires  into  the  rim,  he 
is  using  them  simply  in  the  old  way,  and  it  is  different  from  what  is  his  real 
invention.  EomeVy  J.,  in  his  judgment,  referred  to  Daw  v.  Eley,  L.R.  3  Eq.  496,  10 
where  it  was  stated  that  the  antecedent  existence  of  an  invention,  not  shown 
to  have  been  brought  to  any  successful  result,  and  which  was  so  similar  that,  if 
subsequent  in  date,  it  would  have  been  held  a  colourable  and  clumsy  imitation, 
did  not  anticipate  the  patent ;  and  to  Murray  v.  Glayton^  L.R.  Ch.  585,  where 
JameSy  L.J.,  referred  to  Daw  v.  Eley,  and  said  a  clumsy  imitation  might  be  an  15 
infringement,  though  it  would  not  have  been  an  anticipation.  RomeVj  J.,  I 
submit,  was  wrong  in  saying  that  there  can  be  a  case  which  afterwards  might  be 
a  clumsy  infringement  and  yet  was  not  an  anticipation.  [LiNDLBY,  LJ.— 
Infringement  and  anticipation  are  two  different  things.]  Again,  Romer^  J.,  said 
that  it  was  to  be  remembered  that  no  use  of  Latta  had  been  proved,  but  there  20 
certainly  was  publication.  The  Judge  did  treat  the  Complete  as  an  extension 
of  the  invention.  The  Judge  seems  to  forget  that  the  Patentee  has  to  fairly 
describe  his  invention  in  his  Provisional,  and  seems  to  think  that  if  there  is  a 
phrase  sufficient  to  cover  it,  that  will  do  ;  but  that  is  not  the  law.  There  must 
be  some  description  of  the  invention  to  identify  it ;  and  if  the  Patentee  comes  in  25 
conflict  with  a  person  who  has  invented  it,  he  must  suffer.  [RiGBY,  LJ. — Is 
•there  any  authority  on  this  in  the  "  Cordite  "  case,  NobeVs  Explosives  Company 
V.  Anderson^  12  R.P.C.  164  ?]  No.  In  the  United  Telephone  Compa?iy  v. 
Harrison,  Cox,  Walker,  and  Co.,  L.R.  21  Ch.D.  720,  the  phonograph  was  held 
not  to  be  described  in  the  Provisional,  though  there  were  some  vague  words  30 
relating  to  it — "  some  portions  of  my  improvement  can  be  availed  of  to  make  a 
"  record  of  the  atmospheric  sound  waves  "  ;  the  Judge  held  that  the  nature  of 
the  invention  must  be  described.  In  Nuttall  v.  Hargreaves,  8  R.P.C.  21^,  450, 
the  decision  was  the  same.  In  Bailey  v.  Robertson,  L.R.  3  App.C.  1055,  it  was 
said  if  a  man  did  not  identify  his  invention,  he  did  it  at  his  peril ;  and  even  if  35 
he  invented  it,  he  must  suffer.  Oadd  v.  Mayor  of  Manchester,  9  R.P.C., 
page  526,  was  also  cited. 

'    Moulton,  Q.C.,  and  Wallace,  Q.C.,  for  the  Plaintiffs. — This  patent  has  twice 
been  supported  by  Courts  of  First  Instance.     The  objections  on  this  appeal 
are  (2)  anticipation  by  Latta  and  disconformity  ;  but  I  will  first  take  that  which   40 
my  friends  have  no  knowledge  of.    It  has  been  put  before  the  Court  that  Welch 
took  the  work  of  others  ;  but  it  is  not  contested  that  every  single  figure  in  the 
Complete  Specification  was  new  at  the  date  of  the  Complete.    Fig.  15  is  not  only 
original,  but  it  is  a  remarkable  step.    Robertson  and  Tngwell  were  perfect  . 
bonelings.     In  Robertson,  the  tyre  cannot  be  got  off  without  unscrewing  the   45 
wires,  and  it  is  not  at  all  like  the  Plaintiffs'.     Trigwell  is  nothing  like  Fig.  15, 
with  its  loose  wires.     Welch  was  not  taking  any  other  person's  work  ;  he  had 
got  to  something  which  nobody  else  had  ;  he  had  a  difficulty  in  getting  it  made. 
It  is  immaterial  whether  Welch-  thought  of  the  pneumatic ;    everything  that     . 
is  in  the  Complete  is  in  the  Provisional  Specification,  and  it  is  not  the  law  that  50 
he  must  think  of  it  at  the  time  of  the  Provisional.     The  Cheesebroxigh  patent 
{Edison  v.  Holland,  5  R.P.O.  459),  is  a  striking  example  of  our  argument, 
where  the  Defendants  said  they  used  the  patent  process,  but  for  a  different 
purpose,  for  bringing  all  their  carbons  to  one  standard  of  illuminating  power  ; 
but  their  witness  said  the  Plaintiffs'  process  would  effect  that,  and  the  Judge  held   55 
there  was  an  infringement.    The  Defendants  try  to  make  a  case  by  showing  that 
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certain  things  are  not  in  the  Provisional ;  but  a  man  may  have  different  things,  if 
they  are  instances  of  the  use  of  his  invention.  I  say  that  the  invention  runs 
through  every  figure  of  the  invention.  At  the  time  of  Welches  Provisional, 
the  cushion  and  pneumatic  tyres  were  coming  in,  and  nobody  knew  which 
fl  was  going  to  carry  the  day.  The  solid  tyre  continued  to  be  used,  the 
cushion  had  a  very  moderate  sale,  and  the  pneumatic  tyre  an  enormous  sale. 
No  doubt  Welch  had  looming  most  in  his  mind  a  solid  tyre,  but  the  Plaintiffs' 
case  is,  that  he  invented  a  method  of  fastening  on  which  is  equally 
applicable  to  every  form  of  tyre  invented  or  which  will  be  invented.      He 

10  first  realised  that  a  tyre  could  hold  itself  on  without  being  fastened  to  anything 
but  itself  ;  in  the  alleged  anticipations  the  tyres  were  all  fastened  to  the  rim. 
The  Provisional  puts  prominently  forward,  "  and  methods  of  securing  the  same." 
Then  every  one  of  the  objects  proposed — easy  running,  reduction  of  vibration, 
and  security^^re  attained  in  the  figures  ;  and  if  he  attains  one  in  all  cases,  it  is 

15  no  objection  that  he  did  not  get  the  others.  The  Patentee  was  chiefly  thinking 
of  solid  rubbers  ;  half  of  the  rubber  used  was  wasted  by  being  in  the  rim,  and 
there  was  the  danger  of  cutting  by  the  edges  of  the  rims  ;  he  said  his  tyres  were 
going  to  be  larger.  He  says  the  rims  must  have  a  more  or  less  rounded  surface 
outwards.    He  got  free  from  the  obligation  to  a  rim  ;  and  his  tyre  was  to  be 

20  large  and  soft,  and  wholly  or  partly  outside  the  rim.  Floating  wires  only 
means  that  they  do  not  want  anything  but  themselves  to  hold  the  tyre.  The 
convexity  is  essential.  That  invention  is  novel,  the  idea  that  it  was  quite  suf- 
cient  to  have  these  wires  with  a  convexity.  The  wires  are  not  tight,  but  only 
inextensible.  That  has  never  been  done  before,  and  if  you  had  asked  a  person  to 

25  hold  the  tyre  without  having  any  connection  with  the  rim,  he  could  not  have 
told  you  how  to  do  it.  The  strain  is  borne  by  the  inextensible  edges.  The 
Patentee  is  so  impressed  with  the  thing  he  needs  in  his  rim,  the  outwardly  wind- 
ing surface,  that  he  actually  says,  turn  round  the  old  rim,  that  has  an  outwardly 
rounded  surface.    Except  Salamon,  who  failed,  no  one  ever  thought  of  the 

30  outwardly  rounded  surface.  The  Provisional  shows  that  the  Patentee  realized 
that  he  could  use  his  wires  to  put  a  good  deal  of  tension  on  his  tyres — it  shows 
his  line  of  thought — and,  after  putting  his  wires  in  tension,  he  puts  in  a  support 
of  canvas  ;  he  is  quite  independent  of  the  outside  shape  of  the  tyre.  He  has 
thought  out  his  invention,  and  described  it  as  he  is  going  to  use  it,  with  special 

35  rim  and  felloes.  If  he  had  stopped  there,  and  some  person  had  taken  his  tyre 
and  wires  and  some  other  convexity,  that  person  would  have  been  using  the 
invention  ;  if  the  patent  had  been  good  for  those  three  things,  a  man  who  put 
it  partly  on  a  rim  and  partly  on  a  rubber,  and  took  the  rest  of  the  invention, 
could  not  defend  himself,  for  he  would  have  taken  the  tyre  and  held  it  on  in 

40  the  same  way.  Did  the  Patentee  see  further  than  putting  it  on  a  metal  rim  ? 
Yes ;  in  some  cases  he  says  the  rims  or  felloes  may  be  of  special  form,  and 
describes  the  convexity  of  the  rim ;  but  then  he  describes  another  convexity, 
the  old  rubber  tyre  without  making  any  alteration.  The  old  rubber  may  serve 
as  the  convexity,  and  the  wires  will  hold  it  on  ;  the  tyre  will  sit  on  anything, 

45  on  any  existing  wheel  or  rubber.  The  Plaintiffs'  case  is,  that  if  the  tyre  can  be 
put  on  anything,  they  are  not  confined  to  the  thickness  of  the  rubber.  When 
the  tyre  is  put  on  the  metal  rim,  all  the  resilience  comes  from  the  rubber  of  the 
tyre  ;  but,  if  it  is  put  on  something  which  itself  is  resilient,  the  rubber  tyre  can 
be  lessened.    The  Patentee  is  inventing  something  to  put  over  rims  and  old 

50  tyres,  solid  rubbers,  cushions,  and  pneumatic  tyres ;  the  Defendants  say  that 
because  with  pneumatic  tyres  it  will  be  only  a  thin  cover,  therefore  it  is 
different.  Detachability  is  an  advantage  of  pneumatic  tyres,  because  you  destroy 
the  convexity  ;  it  is  not  an  addition  to  the  invention,  it  is  a  consequence  of  it. 
I  daresay  the  Patentee  did  not  resize  that  when  writing  his  Provisional,  but  he 

55  found  out  the  point  of  it  afterwards  ;  it  did  not  involve  any  new  invention,  but 
he  could  detach  without  unscrewing  his  wires,  and  whether  his  wires  are  outside 
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or  inside  the  rim.  He  found  there  was  detachability  with  a  pneumatic  tyre,  which 
he  did  not  at  first  know,  but  that  does  not  invalidate  his  patent.  If  he  had  his 
suggested  alternative  cork,  the  cover  would  be  for  holding  that  on.  Why  is  it 
not  within  the  patent  when  there  is  an  excellent  air-tube — except  that  he  had  not 
yet  the  wires  Id  side.  In  the  "Clincher"  the  Patentees  had  to  alter  the  combination  5 
to  use  a  fragile  tube,  and  that  was  held  good ;  here  a  fragile  tube  can  be  used 
without  alteration.  [Lindlby,  L»J. — ^You  say  you  can  put  it  on  any  convexity, 
and  if  you  want  a  resiliency  you  can  use  a  thick  rubber,  and  if  you  do  not  want 
it  you  can  make  it  thin.]  Yes.  I  will  show  the  advantage  of  putting  the  wires 
inside,  and  I  submit  it  is  quite  fair  for  the  Patentee  to  make  the  alteration  from  10 
outside  to  inside.  He  says  it  may  be  put  on  existing  rubbers,  and  that  is 
much  better  than  specifying  which,  if  you  say  one  it  may  exclude  others. 
The  Specification  shows  how  indifferent  he  is  to  the  wheel.  Cementing  may  be 
used  to  prevent  the  attraction  of  dirt  or  to  keep  the  tyre  in  position.  In  various 
forms  the  tyre  is  practically  outside  the  rim,  and  the  edge  does  not  nip  it.  With  15 
the  "  Clincher  "  it  was  necessary  to  have  hook  edges.  When  the  cover  is  over 
a  pneumatic  tyre,  that  tyre  only  gives  a  convexity  ;  of  course,  it,  and  also  the 
solid  tyre,  press  outwards  against  the  tyre,  but  the  Plaintiffs  do  not  rely  on 
that  outward  pressure.  That  was  why  the  "  Clincher "  had  a  dovetail.  The 
Plaintiffs*  has  not  a  dovetail,  but  flares  outwards.  The  Plaintiffs  have  an  20 
absolute  flat  band  which  does  not  press  outwards  and  does  not  depend  on  the 
shape  of  the  rim,  and  it  is  so  admirably  detachable  for  pneumatic  tyres  because 
you  can  destroy  the  shape  of  the  tyres.  [Counsel  went  through  the  figures 
showing  the  invention  in  each.]  The  Plaintiffs'  tyre  can  go  over  anything  ; 
the  "  Clincher "  only  over  a  pneumatic  tyre,  because  it  wants  pressure.  The  25 
main  argument  of  the  Defendants  for  excluding  the  pneumatic  tyre  is  that  the 
invention  ought  to  be  limited  to  the  cases  where  the  three  objects  of  the 
invention— easy  running,  reduction  of  vibration,  and  security  of  fastening — are 
obtained  by  the  invention.  That  is  unsound.  The  Defendants  seem  to  think 
the  Provisional  is  a  kind  of  contractual  agreement,  and  that  the  Patentee  30 
cannot  be  wiser,  or  get  more  knowledge,  or  give  a  better  form.  The  Provisional 
is  merely  a  pledge  of  faith,  but  it  is  not  a  limitation  to  the  solid  tyre  or  soft 
and  large.  The  Patentee,  no  doubt,  thought  at  first  chiefly  of  the  solid  tyre  ; 
he  has  worked  to  get  as  much  ahead  of  the  Provisional  as  he  can ;  he  has 
worked  out  the  details,  then  he  has  worked  out  the  cover  on  the  pneumatic  35 
tyre,  and  he  finds  out  that  he  requires  less  rubber,  and  he  told  the  public  so. 
He  has  a  right  to  work  out  his  ideas  ;  he  is  not  bound  to  remain  stationary  to 
his  Provisional,  but  he  takes  it  and  makes  trials  to  see  what  special  information 
ought  to  be  given  ;  he  is  bound  to  do  it.  There  is  no  difference  in  the  force 
whether  the  wires  are  outside  or  inside  the  rim.  It  is  said  to  be  wicked  in  the  40 
Patentee  to  use  less  rubber  when  he  uses  a  pneumatic  tyre,  and  Mr.  Terrell 
gays  every  change  is  to  be  looked  at  and  criticised.  Everybody  admits  that 
the  arch-shaped  tyre  and  the  holding  on  by  wires  were  the  Patentee*8  idea, 
and  that  is  shown  on  Fig.  15.  Supposing  the  Patentee  had  not  at  first  thought 
of  the  wires  inside.  I  say  he  is  entitled  to  put  it  in.  To  obviate  a  difificolty  45 
by  putting  wires  inside  does  not  invalidate  a  patent.  Mr.  Terrell  said  WeMi 
found  out  Thomson  between  the  Provisional  and  Complete,  and  therefore  that 

fneumatic  tyres  could  be  used,  and  he  then  applied  his  invention  to  them. 
will  assume  that,  and  that  he  gives  the  best  way,  and  uses  his  invention  and 
holds  the  pneumatic  tyre  on  in  the  same  way.  Why  should  he  not  do  it  ?  50 
Where  is  that  not  the  same  invention  ?  Where  is  the  objection  ?  It  appears 
to  be  laudable.  Fig.  15  is  what  the  Defendants  principally  attack,  but  every 
tyre  is  held  on  by  wires  which  hold  themselves.  1  do  not  put  it  higher  than 
an  ingenious  application  of  an  old  principle.  In  Woodward  v.  Sansum^ 
4  R.P.C.  1?6,  there  was  an  absolute  description  of  the  way  the  Patentee  meant  55 
to  make  his  pencil,  and  he  carried  it  out  in  a  different  way,  but  on  the  same  idea. 
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and  it  was  held  good.    It  is  admitted  that  the  holding  by  wires  inside  and 
outside  is  exactly  the  same.    The  function  of  the  Plaintiffs*  wires  is  different 
from  Latta'a.    The  Judge  took  the  view  there  was  no  suggestion  in  Latta  to 
lead  to  Pig.  7  with  the  canvas  down  the  line  of  strain  to  carry  the  strain. 
5  The  Patentee  has  inextensible  wires.     [RiGBY,  L.J.— *You  also  say  spring  wires 
in  the  Provisional.]     He  may  drop  spring  wires.     [RiGBY,  L»J. — I  assume 
there  is  anticipation  as  to  spring  wiresj      Then  he  must  drop  spring  wires  ;  but 
there  is  a  great  difference  between  WelMs  spring  wires  and  other  people's, 
Welch  says  spring  wire  can  be  used  in  Figs.  1,  6,  and  7,  and  yet  not  be  neAr 
10  Latta.    Latta's  wires  have  to  be  so  extensible  that  they  will  go  oyer  the  side 
flanges,  which  ar^  higher  than  his  cross  surfaces.    The  Plaintiffs  cannot  use 
extensible  wire.    The  Patentee  is  not  wrong  in  referring  to  the  spring  wire, 
because  he  uses  it  in  an  inextensible  way.    Therefore,  Latta's  invention  is  very 
different  from   Welch.    If   a  man  makes  an  invention,  and  describes  spring 
15  wire  and  rigid  wire  in  the  Provisional,  and  finds  spring  wire  has  been  antici- 
pated, he  can  disclaim  the  spring  wire.    If  he  gives  two  things  which  are 
alternatives  he  can  strike  one  out.     Welch  could  here  still  use  spring  wire, 
because  he  uses  it  as  an  inextensible  wire ;  but  he  dropped   it   out    in  the 
Complete.    There  is  a  striking  resemblance  between  Latta  on  the  surface,  but 
20  no  man  reading  Latta  would  think  of  holding  on  by  floating  wire. 
Bailey  v.  Boberton,  L.R.  3  App.  C.  10*>5,  was  referred  to. 
LiNDLBY,  Zf.J. — This  is  an  appeal   by  the  Defendants  from  a  decision  of 
Mr.  Justice  Bomer^  granting  an  injunction  to  restrain  them  from  infringing  a 
patent  for  improvements  in  bicycle  tyres.     This  patent  is  No.  14,563  of  1890, 
25  granted  to  Welch.    The  Provisional  Specification  is  dated  the  16th  of  September 
1890.    The  Complete  Specification  is  dated  the  16th  of  June  1891. 

The  Defendants  base  their  appeal  first  and  mainly  on  the  ground  that  the 
invention  which  they  are  infringing,  although  described  in  the  Complete 
Specification,  is  not  to  be  found  in  the  Provisional  Specification,  and  that 
30  Welch's  patent  is  bad  upon  the  ground  of  want  of  conformity  between  the  two 
Specifications.  The  Defendants,  however,  also  contend  that  even  if  this  is  not 
so,  Welches  patent  is  bad  by  reason  of  his  invention  having  been  anticipated  by 
Latia^  if  not  by  Parfrey  and  Starley. 

This,  like  all  other  patent  actions,  imposes  upon  the  Court  the  necessity  of 
35  accurately  ascertaining  the  real  nature  of  the  invention  which  is  said  to  be 
infringed.    When  this  is  once  grasped,  the  rest  is  comparatively  easy. 

The  real  nature  of  an  invention  can  seldom  be  thoroughly  understood  in  the 

absence  of  knowledge  of  how  it  is  to  be  airried  out  in  practice.    It  is  easier 

to  ascertain  the  nature  of  an  invention  from  a  Complete  Specification,  which 

40  shows    how   it    is    to    be    applied,   than    from    a    Provisional    Specification 

which  describes  the  nature  of  an  invention  in  general  language,  but  which 

seldom  shows  how  it  is  to  be  performed.    Turning  then  to  the  Complete 

Specification,  the  nature  of  Welch's  invention  is  easy  to  discover.    His  patent 

is  for  improvements  in  rubber  tyres  and  metal  rims  of  cycle  whtels.    His 

45  invention  relates  to  improvements  (1)  in  the  construction  of  rubber  tyres  and 

metal  rims  of  cycle  wheels  ;  and  (2)  in  the  methods  of  securing  the  same  one 

to  the  other.    His  objects  are  to  produce  rubber  tyres  which  will  be  easy 

running,  which  will  reduce  vibration,  and  which  will  be  securely  fastened  to 

the  metal  rims*    His  improved  rubber  tyre  is  applicable  to  new  machines 

50  specially  made  for  it,  or  to  old  machines  having  other  tyres  already.    His 

improvements  are  his  invention,  and  his  invention  consists  not  in  any  one  new 

substance  or  piece  of  mechanism,  but  in  an  ingenious  combination  of  rubber, 

canvas,  and  wires,  forming  one  circular  rubber  tyre  with  two  circular  un- 

stretchable  wires,  one  running  through  each  edge  of  the  rubber.    This  tyre, 

55  with  its  wires,  is  placed  saddlewise  over  and  is  supported  by  the  wheel  or  what 

is  put  over  it  to  carry  the  tyre.    Whatever  is  immediately  under  the  tyre  must 
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be  convex  to  the  tyre  ;  and  the  diameter  of  the  circle  made  by  the  crown  of 
the  convex  support  must  be  larsrer  than  the  diameters  of  the  circles  made  by  the 
wires  of  the  improved  tyre.    One  of  these  wires  will  then  hold  that  tyre  on  to  the 
convex  support  on  one  side  of  it,  and  one  on  the  other.    The  peculiarity  of  the 
invention  consists  in  the  arrangement  of  rubber  and  wires  over  a  convex  surface,  5 
the  rubber  tyre  being  stretched  over  its  convex  support,  and  being  kept  in  its 
place  by  the  wires  in  the  ed^es  of  the  rubber  without  any  other  support  or 
fastening.    The  wires  themselves  grip  nothing,  but  they  make  the  rubber 
between  them,  and  everything  between  that  and  the  metal  rim  grip  that  rim 
very  securely.    The  shape  and  thickness  of  the  rubber  tyre  will  depend  on  10 
what  is  immMiately  below  it.    If  this  is  metal  or  something  hard,  the  rubber 
must  be  thick  in  the  middle  so  as  to  form  an  elastic  pad.    If,  on  the  other 
hand,  the  support  is  itself  elastic,  for  example,  if  it  be  an  inflated  rubber  tube, 
the  rubber  of  the  improved  tyre  nwiy  be  no  thicker  than  is  necessary  to  form  a 
good  protecting  cover  to  that  tube.    Thick  or  thin,  it  will  hold  itself  on  if  15 
placed  over  a  convex  support  having  a  greater  diameter  than  its  own  wired 
edges.    This  is  plainly  the  nature  of  the  invention  as  described  in  the  Complete 
Specification.    The  mode  of  applying  it  to  convex  wheels  made  on  purpose  is 
shown  in  great  detail.    The  mode  of  applying  it  to  wheels  carrying  inflated 
tubes  is  also  shown  in  Figure  15  and  some  of  the  other  figures.    When  the  20. 
tyre  is  put  over  an  inflated  tube,  and  even  in  other  cases,  it  is  desirable  to 
protect  its  edges  by  shoulders  or  flanges  on  the  edges  of  the  metal  rim  of  the 
wheel.    But  these  do  not  keep  the  tyre  on,  nor  is  it  in  the  least  necessary  that 
the  wires  of  the  tyre  should  press  upon  them.    They  serve  as  protectors  only — 
protectors  against  stones  and  dirt,  and  against  any  shifting  which  roughncHS  of  25 
road  might  cause.     But  they  serve  no  other  purpose,  as  is  clearly  proved  by 
cutting  the  shoulders  or  flanges  off  (as  in  exhibit  D  O4)  and  by  the  Plaintiffs' 
witnesses  when  comparing  the  parts  played  by  the  wires  in  Figures  14  and  15 
\See  evidence,  pages  45,  58,  75, 139, 151].    Such,  then,  being  the  nature  of  the 
Plaintiffs'  invention,  I  turn  to  the  Provisional  Specification  to  see  whether  it  is  30 
there  described.    It  appears  to  me  clear  that  it  is.    The  invention  is  there, 
although  the  Patentee  apparently  did  not  see  that  it  would  be  so  useful  and 
easily  applied  to  inflated  tubes,  as  further  experiment  showed  it  to  be.    No  doubt 
one  of  the  great  advantages  of  the  invention  is  the  extreme  ease  with  which  the 
improved  tyre  can  be  put  on  and  taken  off.    The  Patentee,  in  his  Complete  3$ 
Specification,  alludes  to  this,  though  he  even  there  recommends  the  use  of 
cement  in  addition  to  the  wires  in  most  of  the  cases  mentioned  by  him.    But  in 
his  Provisional  Specification  he  does  not  allude  to  the  advantage  of  his  tyre  being 
detachable,  and  he  points  out  various  other  modes  of  fastening  besides  cement. 
These  he  leaves  out  of  his  Complete  Specification.    But  the  invention  of  an  40 
improved  rubber  tyre  put  over  a  convex  bearing  surface  and  kept  in  its  place 
by  wires  at  the  edges  of  the  rubber,  one  being  on  one  side  of  the  convex  support 
and  the  other  on  the  other,  and  its  applicability  of  this  invention  to  existing 
tyres  are  to  be  found  plainly  enough  in  the  Provisional  Specification  by  anyone 
'  who  seeks  to  find  it  there.  45 

When  the  Provisional  Specification  was  filed,  the  Patentee  thought  the  well- 
known  spring  wires  would  be  rigid  enough  to  answer  his  purpose.  This,  how- 
aver,  he  found  out  they  would  seldom  if  ever  be,  and  he  left  them  out  of  his 
Complete  Specification,  and  said  that  the  wires  or  cores  might  be  of  **  steel, 
"  brass,  or  other  sufficiently  inelastic  material."  50 

The  use  of  shoulders  or  flanges  for  the  protection  of  the  wire  edges  is  in  no 
way  a  departure  from  the  invention  as  described  in  the  Provisional  Specifica- 
tion. Shoulder  or  no  shoulder,  each  wire  is  on  one  side  of  the  convex  support 
of  the  rubber  tyre,  and  that  is  clearly  what  is  meant  in  the  Provisional  Speci- 
cation  by  being  outside,  or  wholly  or  partly  outside,  the  metal  rim.  .55- 

The  application  of  the  invention,  not  only  to  specially-constructed  convex 
metal  rims,  but  to  existing  cycles  and  other  wheels,  is  distinctly  pointed  out  in 
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the  Provisional  Specification,  although  the  best  mode  of  so  applying  it  is  not 
there  described.     Nor  need  it  be. 

The  exhibit  SPT,  shows  the  applicability  of  the  Plaintiffs'  invention  to  a 
hollow,  convex  indiarnbber  tyre,  known  and  in  use  when  the  Provisional 
5  Specification  was  filed.  To  my  mind,  this  exhibit  completely  destroys  the 
contention  of  the  Defendants  that  there  is  in  Fig.  15  of  the  Complete  Specification- 
a  new  invention  not  to  be  found  in  the  Provisional  Specification.  Fig.  15  only 
shows  the  best  mode  known  to  the  Patentee  of  applying  his  invention  to  a 
pneumatic  tube  bicycle.    The  fact  that  this  application  has  proved  a  far  greater 

10  success  than  the  Patentee  ever  foresaw  does  not  afltect  the  question, — ^What  did 
he  invent  and  describe  as  his  invention  in  his  Pre  visional  Specification  ? 

The  Defendants'  witnesses  make  a  great  point  of  the  use  of  the  word  tyre 
in  WelcVs  Specification.  They  say  that  a  cover  for  an  inflated  tube  is  not  a 
tyre.     It  may  be  that,  in  ordinary  parlance,  the  word  tyre  is  inappropriate  to 

15  denote  a  mere  cover.  But  Welch  says  that  his  tyre  may  be  fitted  over  existing^ 
rubbers  ;  in  other  words,  may  be  used  as  a  cover  for  a  supporting  rubber.  With 
this  statement  as  a  guide  to  what  he  means,  I  cannot  say  that  the  word  tyre,  as 
used  by  Welchy  does  not  include  what  the  Defendants'  witnesses  call  a  mere- 
cover. 

20:  The  Defendants'  Counsel,  in  their  very  able  argument,  urged  that  a  cover  to 
a  pneumatic  tube  could  not  be  within  Welch's  real  invention,  as  such  a  cover 
added  nothing  to  ease  of  running  or  reduction  of  vibration,  and  they  urge  that 
what  he  invented  was  only  an  improved  pad,  which  is  worse  than  useless  if  put 
over  a  pneumatic  tube.   When  such  a  tube  is  used,  ease  of  running  and  absence 

25'  qt  vibration  are,  it  is  said,  obtained  not  by  his  improved  tyre,  nor  by  his  cover, 
but  by  the  tube  below  it.  This  is  true  in  a  sense,  but  the  pneumatic  tube  is 
useless  if  not  covered  by  something,  which  will  prevent  its  being  cut  by  stones, 
and  will  keep  it  in  its  place  ;  and  Welches  tyre  or  cover  answers  both  purposes, 
and  by  it  ease  of  running  and  absence  of  vibration  are  secured  for  practical  use, 

30  and  are  ensured  better  than  before.  Seeing  what  his  invention  really  is,  I 
cannot  hold  that  it  is  confined  to  elastic  pads.  His  invention  includes  them, 
but  does  not  render  it  necessary  to  have  recourse  to  pads  where  pads  are  not 
wanted.  There  is  nothing  in  the  Provisional  Specification  to  tie  the  Patentee 
down  to  a  tyre  of  a  particular  shape  when  he  applied  his  invention  to  convex- 

35  surfaces,  which,  when  combined  with  what  he  has  invented,  give  all  the  desired* 
results,  and  give  them  better  than  before.    The  main  ground  on  which  the 
a:ppeal  was  based,  viz.,  that  the  invention  described  in  the  Complete  Specifica- 
tion (Fig.  15)  is  not  to  be  found  in  the  Provisional  Specification,  cannot,  in  my 
opinion,  be  sustained.     1  agree  entirely  with  Mr.  Justice  Romer  that  the  appli- 

40)  cation  of   Welches  invention  to  pneumatic  tubes  falls  within  the  invention 
described  in  the  Provisional  Specification,  and  is  only  a  fair  carrying  out  of : 
that  invention. 

The  conclusion  thus  arrived  at  renders  it  unnecessary  to  say  anything  about , 
TrigwelFs  patent,  except  that  his  Provisional  Specification  is  dated  on  the^ 

4ft  28th  of  November  1890,  two  months  later  than  Welch's*,  and  his  Complete: 
Specification  is  dated  the  12th  of  August  1891,  also  two  months  later  than 
Welch's.    If,  therefore,  TrigwelVs  and  Welches  patents  cover  the  same  ground, . 
TFiefc^'s  has  priority ;  and  if  they  do  not,  nothing  turns  on  TrigwelVs.    The,^ 
suggestion  that   Welch  got  some  of  his  ideas  from   Trig  well  is  denied  by 

50  Welch.  Moreover,  as  I  hold  that  WelcJi's  invention,  which  the  Defendants- 
have  infringed,  is  described  in  his  Provisional  Specification,  the  suggestion- 
deserves  no  further  notice.  Passing  now  to  the  alleged  anticipations,  the 
only  r  one  of  any  importance  is  Lattd^s.  Parfrey  put  a  wire  through  his 
tyre,  and  so  did  Starley.    Starley,  moreover,  introduced  canvas  to  protect  the 

56  rubber  from  the  wire,      BtU,  except  in  these  j  respects,  there  is  nothing  in 
common  between  their  invention  and  Welch's.    Neither  pf  them,  alludes  to  a^ 
convex  support  for  his  tyre.    Latta's  looks  more  like  an  anticipation.    His 
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not  be  a  necessary,  but  I  think  it  is  the  fair  construction,  that  according  to  his 
idea  at  the  time  of  the  manner  in  which  the  invention  is  to  be  performed,  he* 
thought  that  spring  wires  already  connected  at  the  ends  might  be  substituted 
for  the  alternative  method  of  connecting  the  ends  of  the  wires  by  a  nipple  with 
a  right  and  left  hand  thread,  or  by  a  thread  on  one  and  a  head  on  the  other.  5 
This,  however,  was  really  a  matter  for  the  Complete  Specification,  and  in  that 
no  mention  is  made  of  spring  wires,  the  phrase  "  sufiBciently  inelastic  "  beings 
made  use  of.    Counsel  for  the  Defendants,  however,  laid  great  stress  on  the  fact 
tliat  in  the  Complete  Specification  the  Patentee,  in  reference  to  his  Figures  6 
and  7,  says  :  "  By  making  this  form  of  rim  very  shallow,  I  may  connect  both  10 
"  the  wires  beforehand  and  force  the  rubber  into  its  place  on  the  rim."  This  will 
have  to  be  considered  when  the  question  of  anticipation  by  Latta  is  dealt  with. 
Returning  to  the   Provisional   Specification,  we  find  the  inventor  stating 
that  the  above  -  described    rubber  tyres  may   be    placed   on  either    of    the 
described   metal  rims,  one  wire  of  which  nwiy  then  be  connected  after  the   15 
tyre  is  in  place,  and  each  (as  well  the  one  previously  connected  as  the  other) 
drawn   together  with  the  wrench.    Then  follows  the  important  statement : 
*^  thus  the  rubber  tyre  would  tighten  on  the  rim  or  felloe,  and  the  sides  would 
**  be  slightly  drawn  in  towards  the  centre  of  the  wheel."    Clearly  the  drawing- 
in  of  the  sides  would  tighten  the  rubber  tyre  to  the  wheel,  but  it  is  to  be  2G 
observed  that  this  tightening  must,  in  all  cases  where  the  tyre  is  wholly 
outside  the  rim,  take  effect  only  on  the  convex  portion  of  the  rim  (the  median 
convexity),  and,  even  when  the  wires  are  not  outside  the  rim,  may  very  well  do 
so.    The  inventor  nowhere  contemplates  a  tightening  or  clamping  upon  the 
rim  of  the  wires  themselves,  or  of  the  portion  of  the  rubber  immediately  25 
between  them  and  the  rim.    An  important  characteristic  of  the  invention,  the 
nature  of  which  is  declared  in  the  Provisional  Specification  (and  the  same 
remark  seems  to  apply  equally  to  the  Complete  Specification),  is  that  no  clamping 
of  the  wires  in  a  rigid  manner  to  the  rim  is  in  the  least  degree  necessary  in  any 
case  to  the  successful  operation  of  them  in  securing  the  tyre  to  the  rim.    I  30 
think  that,  from  a  fair  consideration  of  the  Provisional  Specification  down  to 
this  point,  there  is  quite  sufficiently  described  a  method  of  securing  the  tyre 
by  means  of  two  wires,  one  on  each  side  of  the  arch-shaped  tyre,  operating  by 
their  inward  or  radial  tension  on  the  sides  of  the  tyre  to  hold  the  tyre  in 
position  by  tightening  it  on  to  the  convex  surface  of  the  saddle,  on  which  it  is-  3JJ^ 
made  to  rest,  without  any  necessity  for  clamping  the  wires  themselves  to  any 
portion  of  the  rim,  thus  in  effect  making  the  shape  of  the  rim  itself  a  matter  of 
absolute  indifference  so  long  as  there  is  provided  by  one  means  or  another,  for 
the  tyre  to  rest  upon,  a  saddle  or  median  convexity  on  to  which  it  may  be 
tightened.  4d 

'  Before  passing  to  the  next  part  of  the  Provisional  Specification,  it  will  be 
convenient  to  look  back  and  see  what  is  the  description  already  given  of  the 
improved  rubber  tyres.  They  are  to  be  soft  and  of  larger  form  than  those 
used  in  the  majority  of  cases,  and  they  may  be  moulded  (in  section)  saddle- 
shaped  and  thickened  in  the  crown,  though  this  is  not  made  essential.  It  may  45 
indeed  be  inferred  that  when  applied  to  metal  rims  they  will  be  of  sufficient 
substance  and  elasticity  to  provide  easy  running  and  absence  of  vibration. 
This,  however,  is  no  part  of  the  description,  but  an  inference  arising  from  the 
fact  that  there  is  nothing  else  to  produce  these  objects  of  the  inventor  iu  the 
cases  dealt  with.  If  we  gei  to  cases  where  easy  running  and  absence  of  vibration  SQ^ 
are  already  provided  for,  the  only  fair  inference  will  be,  that  the  tyre  will  be  of 
such  a  form  as  not  to  interfere  with  these  advantages.  After  leaving  the 
cases  in  which  the  improved  tyre  is  to  form  the  complete  tyre  and  be 
the  only  addition  to  the  metal  rim,  the  Patentee  goes  on  to  cases  in  which 
it  will  form  part  only  of  the  complete  tyre.  "  The  above  described  improved  55^ 
^^  rubber  tyres  are  also  a|)plicable  to  cycle  and  other  wheels  in  present  use  or. 
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"  made  in  the  ordinary  way,  in  which  case  thej  may  be  fitted  over  the  existing' 
"rubbers  without  necessarily  making  any  alteration,  or  I  may  substitute,  in- 
"  place  of  the  ordinary  rubbers,  a  lighter  or  cheaper  material  such  as  cork." 
Now,  it  may  very  well  be  that  the  Patentee  did  not  realize  at  the  time — what 
&'.  became  apparent  at  a  later  date — ^that  this  application  of  his  invention  might 
turn  out  to  be  the  must  important  of  all ;  but,  at  any  rate,  he  foresaw  and' 
indicated  that  he  could  so  apply  his  tyre  as  to  make  it  part  only  of  the  whole 
tyre.  In  that  case  the  objects  aimed  at  might  be  secured  partly  by  the  tyre  as 
it  originally  stood  and  partly  by  the  new  addition,  or  rather  the  attainment  of 

10?  these  objects  would  now  depend  upon  the  whole  tyre  in  its  complete  form.  It 
would  be  obvious,  I  think,  that  the  pattern  of  new  tyre  which  had  to  perform 
the  whole  work  of  a  tyre  might  be  modified  when  it  had  to  perform  only  part 
of  the  work  of  a  tyre,  and  I  can  find  nothing  in  the  Provisional  Specification 
which  would  preclude  the  inventor  from  in  any  case  modifying  in  any  reason* 

16'  able  manner  the  shape  or  the  substance  of  the  addition  to  the  old  tyre  so  as  to 
meet  the  particular  case  being  dealt  with.  I  do  not  think  that  any  such 
modification  could  be  said  to  be  a  departure  from  the  invention  already 
disclosed.  If,  for  instance,  the  tyre  which  had  to  be  added  to  or  supplemented 
was  already  of  such  a  nature  as  to  ensure  easy  running  and  absence  from 

20  vibration,  the  new  portion  of  the  tyre  need  only  be  adapted  so  as  not  to  interfere 
with  those  objects,  and  it  might  be  very  valuable  if  it  ensured  a  better  way  of 
securing  to  the  rim  the  whole  tyre  (including  the  parts  producing  the  easy 
running  and  freedom  from  vibration)  than  had  before  been  attained  to.  In  this 
way  all  the  objects  of  the  invention  would  be  secured,  and  this  appears  to  me 

25  exactly  what  was  pointed  out  in  the  <yomplete  Specification  in  the  parts  which 
show  how  this  particular  application  of  the  invention  is  to  be  performed.  It  is 
common  ground  that,  at  the  date  of  the  Provisional  Specification,  there  were  in 
practical  use,  at  any  rate,  two  modifications  of  the  pneumatic  tyre,  that  called  in 
this  case  the  "  hose  pipe,"  of  which  Exhibit  S  P  Tj  is  an  example,  and  the 

30  Dunlop  tyre.  The  "hose  pipe"  tyre  was  said  ta  be  secured  to  the  rim  by 
cement,  and  the  Dunlop  was  so  secured  by  stout  canvas  enveloping  both  tyre 
and  rim  and  securely  fastening  both  together.  It  was  said  that  the  Dunlop  was 
used  with  a  thin  interior  tube  for  the  purpose  of  infiation,  but  this,  I  think,  is 
immaterial.     Both  these  forms  were  shown  to  us,  and  it  was  made  obvious  by 

3ft  ocular  demonstration  that  the  invention,  the  nature  of  which  is  declared  in  the 
Provisional  Specification,  could  be  applied  to  those  tyres  just  as  it  could  to  the 
solid  ring  made  up  of  an  ordinary  concave  rim  with  an  ordinary  solid  rubber 
tyre.  Mr.  Bous/ield  could  not  and  did  not  dispute  this,  but  contended  (a)  that; 
if  applied  at  all,  it  could  only  be  applied  with  substantially  the  same  pattern  of 

40  rubber  as  would  be  applied  as  a  complete  tyre  to  a  metal  rim  ;  and  (b)  that,  if 
applied  in  that  form,  it  would  be  useless,  and,  indeed,  as  to  the  im- 
portant desiderata  of  easy  running  and  lessening  of  vibration,  prejudicial. 
As  to  contention  (a),  I  have  already  dealt  with  that  by  showing  that,  in  my 
judgment,  any  reasonable  modification  of  the  pattern  would  be  permissible  in 

45  passing  from  the  cases  in  which  the  new  tyre  was  to  perform  all  the  function 
of  a  tyre  to  those  in  which  it  was  to  form  part  only  of  a  complete  tyre.  As 
to  contention  (ft),  the  application  of  the  inventor's  mode  of  fastening  (which 
turned  out  to  be  of  unexpectedly  great  utility,  notably  in  regard  to  detach- 
ability,  though  the  inventor  did  not  realize  this  at  the  date  of  his  Provisional) 

50  would  enable  the  inventor  to  dispense  with  the  clumsier  and  less  advanced 
methods  of  fastening  by  cement  and  canvas,  and  this  was  certainly  an  improve- 
ment, whilst  there  was  no  necessity  for  interfering  at  all  with  the  advantages 
of  the  pneumatic  tyre  as  to  easy  running  and  absence  of  vibration.  All  that 
was   required  was  to  take  care  that  the  newly  applied  portion. of  the  tyre 

55  should  not  be  of  so  clumsy  a  pattern  as  to  do  mischief.  Figure  15  of  the 
Complete  Specification  shows  the  best  form  known  to  the  inventor  of  applying. 
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his  invention  to  a  pneumatic  hosepipe  tyre,  and  the  modification  shown  in 
this  Figure  has  been  the  main  ground  for  contending  that  the  Complete 
Specification  showed  an  inyention,  the  nature  of  which  was  not  dech&red  in 
the  Proyisional.  I  do  not  forget  that  Mr.  Bousfield  said  that  he  did  not  limit 
his  objection  to  the  one  Figure,  but  founded  it  on  the  extent  of  the  claim  made  & 
in  the  Complete  Specification  ;  but  he  did  not  show,  and  I  have  not  been  able  to 
see,  how  those  claims  go  so  &r  beyond  what  is  shown  in  Figure  15  as  to 
constitute  a  new  invention. 

There  remains  the  question  of  novelty.    Four  Specifications  were  referred 
to  on  this  point,  one  of  Parfrey,  two  of  Starley,  and  one  of  Latta.    These  all  10 
show  that  circular  wires  embedded  in  tyres,  as  I  think  in  Parfrey  and  after- 
wards in  LattUj  or  only  enclosed  in  them,  as  in  Starley  and  Welchj  had  been 
used  before  the  date  of  the  Provisional   Specification ;   but  it  was,  I  think, 
practically  conceded,  or,  if  not,  it  is  reasonably  plain,  in  my  judgment,  that  if 
Latta^s  Specification  is  not  an  anticipation,  the  others  cannot  be.    1  proceed,  15 
therefore,  to  examine  Latta's  Specification,  but  before  doing  so  I  may  observe 
that  the  question,  in  my  judgment,  is  not  so  much  whether  the  two  inventors 
were  seeking  to  obtain  the  same  advantages  by  the  same  means,  for  this,  I 
think,  can  easily  be  shown  not  to  be  the  case,  as  whether  there  may  not  be 
such  an  accidental  overlapping  of  on  the  one  side.     Some  forms  of  Lattd^s  20 
invention,  as  particularly  described  in  his  Figures  5  and  6  and  the  corresponding 
letterpress,  and  on  the  other  that  application  of  WelcKs  invention,  which  is 
shown  in  Figures  6  and  7  of  his  Complete  Specification,  having  special  regard 
to  the  passage  (at  page  3,  lines  49  and  50) — ^^  By  making  this  form  of  rim  very 
"  shallow  I  may  connect  both  the  wires  beforehand  and  force  the  rubber  into  25 
'*  its  place  on  the  rim."     LattcCe  Figures  5  and  6  undoubtedly  have  a  very 
close  resemblance  to  Figures  6  and  7  of  Welch's  Complete  Specification.     I 
treat  Figure  6  of  Latta  as  only  showing  how  Figure  5  may  be  modified,  and 
although  the  wires  are  not  actually  shown  there,  I  think  they  were  intended  to 
be  introduced  as  in  Figure  5.    In  each  of  these  Figures  of  Latta^s  is  shown  a  30" 
rim  constructed  on  its  outer  side  with  a  recessed  seat  for  the  tyre,  having  a 
convex  or  crowning  bottom  ;  and  the  tyre  is  made  concave  on  its  inner  side  to 
fit  the  crowning  seat  of  the  rim.    So  far,  the  letterpress  description  corresponds 
very  closely  with  the  arch-shaped  tyre  and  rim  with  a  median  convexity  of 
Welches  invention,  and  a  comparison  of  the  Figures  of  Latta  with  Figures  6  35 ' 
and  7   of  Welches  Complete  Specification  shows   that  the   rim  in  each   has 
shoulders  not  very  easily,  if  at  all,  distinguishable  the  one  from  the  other. 
Latta  has  three  wires,  one  on  each  side  of  the  tyre  and  one  in  a  central  position 
above  the  crowning  part  of  the  rim*    Mr.  Bousfield asked usto  consider  the  case 
of  this  central  wire  being  absent,  and  if  we  do  so  the  Figures  in  the  one  40 
Specification  are  in  general  appearance  scarcely  to  be  distinguished  from  those 
in  the  other.    In  Latta^s  Specification  the  convexity  of  the  rim  is  very  slight, 
and  Mr.  Bousfield  was  entitled  to  rely  upon  the  very  shallow  rim  referred  to  in 
the  passage  already  quoted  from    Welch's  Specification.    Here,  I  think,  the 
similarity  ends,  for  although  the  statement  in  LattcCs  that  the  two  ends  of  each  45 
wire  are  preferably  secured  before  the  rubber  is  moulded  so  that  each  wire  con- 
stitutes a  complete  ring,  seems  at  first  sight  to  correspond  with  Welch's — "  I  may 
"  connect  both  wires  beforehand  " — I  do  not  think  that  it  really  is  in  any  way 
parallel  to  it.  Welch  was  plainly  treating  of  a  connection  of  the  wires  beforehand 
as  contrasted  with  a  subsequent  connection.    He  must  have  connection  of  the  50 
ends  at  some  time.    Latta,  I  think,  for  the  reasons  hereafter  given,  was  con* 
trasting  a  connection  of  the  ends  of  the  wires  with  the  alternative,  which, 
according  to  him,  was  quite  permissible,  of  leaving  the  wires  always  unattached 
at  their  ends.    However,  the  resemblances  already  pointed  out  between  the  two 
inventions  are  so  close  that  if  Latta! s  invention  had  come  into  general  practical  55 
use,  I  think  it  very  probable  that  it  might  luive  led  to  an  anticipation  of  thai 
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application  of  Welches  alleged  invention,  -which  is  now  under  diBcussion.  But 
there  is  no  evidence  that  Latta*s  invention  ever  came  into  use  at  all  otherwise 
than  experimentally  during  the  pendency  and  for  the  purposes  of  this  action, 
and  it  must  be  treated  as  a  paper  inventioc  only,  and  when  so  treating  it,  we 
^  ought,  I  think,  to  give  great  attention  to  the  points  of  difference,  which  I  will 
now  mention,  before  deciding  that  it  sufficiently  and  without  further  experiment 
and  invention  made  public  Welches  invention.  In  the  first  place,  then,  the  con-* 
vexity  of  the  rim  and  the  corresponding  concavity  of  the  tyre  are  not  introduced 
by  Latta  for  the  same  purpose  as  Welcli'^s  median  convexity  and  grooved  tyre. 

10  He  says,  in  reference  to  them  (page  2,  line  53)  :  "  This  construction  affords  in- 
"  creased  strength  in  the  rim,  and  enables  the  same  better  to  resist  lateral  strains 
"  or  buckling  without  an  increase  of  weight  on  the  rim,  while  it  permits  the 
"  rubber  tyre  to  be  made  lighter  than  heretofore."  There  is  nothing  to  point 
to  those  features  of  Welches  tyre  when  applied  as  a  tyre  complete  in  itself  to  a 

15  metal  rim,  which  he  relies  upon  as  giving  easy  running  and  absence  of  vibra- 
tion. Looking  to  Figs.  5  and  6  of  Latta,  it  is  pretty  plain  that  he  had  no  idea 
of  varying  the  shape  of  that  portion  of  the  tyre  which  is  outside  the  rim, 
or  miJdng  it  differ  there  from  the  ordinary  solid  rubber  tyre  then  in 
common  use. 

™  Next,  and  this  is  probably  even  more  important,  Latta^s  Specification  does 
not  really  indicate  the  same  method  of  fastening  as  that  which  is  so  important 
a  feature  in  WelcVs.  He  has  indeed  a  circular  wire  on  each  side  of  the  tyre, 
but  a  careful  examination  of  his  Specification  makes  it,  I  think,  clear  that  he  did 
not  intend  his  wires  to  operate  as  Welches  do,  by  pulling  the  sides  of  the  tyre 

25  inwards,  f.c.,  in  a  radial  direction,  so  as  to  tighten  the  tyre  on  the  rim.  When 
his  wires  form  complete  circles,  they  will,  as  pointed  out  by  Mr.  Justice  Romeri 
exercise  with  the  rubber  in  which  they  are  embedded  a  clamping  action 
differing  from  the  method  pointed  out  by  Welch.  But  a  main  purpose,  for  which 
he  appears  to  me  to  use  the  wires,  is  to  counteract  the  extensibility  of  the 

30  rubber  tyre,  and  by  that  means  to  prevent  its  getting  off  the  rim.  The  wires 
are  to  be  crimped  or  bent  to  a  serpentine  form  (otherwise  to  be  spring  wires), and 
this  form,  from  what  follows,  would  seem  to  be  thought  by  him  essential. 
They  are  to  be  embedded  in  the  rim  in  the  process  of  moulding  so  as  to  be,  in 
effect,  rigidly  connected  with  the  tyre,  not  made  to  run  more  or  less  freely  in 

35  holes  made  for  them,  as  in  the  case  of  WelcVs  wires.  It  is  only  by  way  of 
preference  that  the  ends  are,  before  the  tyre  is  moulded,  to  be  secured  so  that 
each  wire  constitutes  a  complete  ring  (page  2,  lines  70  to  74).  No  method  is 
indicated  by  Latta  for  connecting  the  ends  of  the  wires  after  the  tyre  is 
moulded,  nor  would  there  be  any  real  advantage  in  doing  so  when  they  form  a 

40  part,  in  effect  rigidly  connected,  of  the  tyre  itself.  He  meant,  I  think,  to 
indicate  that  there  was  no  need  that  the  ends  should  be  attached  at  all,  for  he 
says  :  "  The  wavy  or  serpentine  form  of  the  wires  prevents  them  from  drawing 
**  in  the  tyre  if  broken  therein."  This  obviously  means  that  the  wires  will 
retain  their  position  in  the  tyre  without  allowing  it  to  slip  over  them  ;  in  other 

45  words,  that  they  will  prevent  the  tyre  from  becoming  longer  in  circumference 
by  virtue  of  its  own  elasticity,  and  so  becoming  detached  from  the  wheel.  I  do 
not  see  how  he  could  connect  the  ends  of  the  wires  in  the  way  that  Welch  does, 
if  the  wire  would  not  draw  in  the  rubber.  The  rubber  and  wire  may  extend 
together  to  such  an  extent  as  to  allow  the  tyre  to  be  put  on  to  its  place,  but  they 

50  must  extend  together,  and  the  extensibility  of  the  rubber  is  limited  by  that 
of  the  wires.  He  makes  this  plainer  by  saying  that,  should  the  wires 
break  at  several  different  points,  they  would  not  permit  the  tyre  to  become 
detached.  These  uses  of  the  serpentine  or  spring  wire  are  not  only  not  aimed 
at  or  secured  by  Welch's  invention,  but  they  are  incompatible  with  it.     Welches 

55  wires  must,  to  some  extent,  be  movable  within  the  holes  made  for  them  in  the 
tyre,  or  they  could  not  be  drawn  together  by  the  wrench  so  as  to  tighten  the 

3  A 
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tyre  on  to  the  rim  according  to  his  description.  Lattd^s  wires  remain,  I  think, 
passive  in  the  body  of  the  tyre  until  some  strain  occurs  from  the  outside  which 
would  tend  to  make  the  tyre  extend  when  they  oppose  a  resistance.  WelcVs 
wires  are  always  pulling  the  sides  of  the  tyre  inwards.  The  only  case  in  which 
they  cannot  be  tightened,  after  they  are  in  their  place,  is  that  of  the  wires  being  5 
brazed  together,  as  described  in  the  letter  press  describing  Fig.  15,  where  it  is 
obvious  that  the  outward  thrust  of  the  pneumatic  inflated  tube  makes  them 
operate  exactly  as  if  they  were  tightened.  Even  in  the  extreme  cases  relied 
upon  by  Mr.  Bousfisld^  where  Welch  makes  his  rim  so  shallow  that  both  wires 
may  be  connected  beforehand,  it  is  obvious,  I  think,  that  he  expects  these  wires,  10 
when  released  from  the  force  exerted  in  getting  the  rubber  into  its  place,  to 
exert  an  inward  or  radial  pull  upon  the  sides  of  the  tyre  so  as  to  tighten  it  on 
the  rim.  If  they  do  not  do  this  sufficiently  they  may  be  further  tightened  by 
the  wrench,  as  indicated  in  the  Provisional  Specification  with  reference  to  the 
case  of  one  wire  being  connected  beforehand.  They  are  to  be  always  exercising  15 
force,  not  merely  lying  ready  to  prevent  undue  expansion  of  the  rubbers.  The 
evidence,  I  think,  shows  Welches  to  be  not  only  a  better,  but,  in  principle,  a 
distinct  mode  of  i^ening. 

For  these  reasons,  I  am  of  opinion  that  LattcCe  invention,  as  described  in  his 
Specification,  is  not  an  anticipation  of  WeUK    The  appeal  ought  to  be  dismissed,  20 
with  costs. 

Jenkins  asked  that  the  costs  should  be  paid  on  the  usual  undertaking. 

LiNDLBT,  LJ. — ^We  do  not  do  that  without  some  reason  for  it. 

RiGBT,  LJ. — Have  you  any  special  reason  ? 

Jenkins. — I  cannot  give  a  special  reason  unless  the  importance  of  the  case  is  25 
sufficient  for  that  purpose. 

LiKDLBT,  L.J. — No ;  there  must  always  be  some  special  reason. 

Jenkins  asked  that  the  order  as  to  delivering  up  infringing  articles  might  be 
stayed. 

LlNDLBT,  L,J. — If  you  ask  for  that,  we  do  not  want  you  to  give  them  up.         30 

MouUon^  Q.C. — No,  as  the  injunction  goes.  It  will  be  thoroughly  understood 
that  it  is  vnthout  prejudice.  If  the  injunction  goes,  I  should  not  ask  for 
tiiem. 

Jenkins^ — There  may  be  a  special  direction  as  to  that  ? 

LiNDLBT,  LJ. — If  you  want  it,  put  in  a  stay  of  execution  as  to  delivery  up.       35 
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In  the  High  Court  op  Justice,— Chanokrt  Division. 

Before  Mb.  Justice  Kbkewich,— June  30th,  1897. 

Ripley  v.  Bakdey. 

Pcissing  off.— Oet-up.— Shape  of  goods.— Common  use.— Concurrent  rights.— 
5  Neglect  of  Plaintiff  to  assert  rights  against  other  persons, 

R.^  the  Plaintiff]  was  the  registered  oumer  of  an  old  Trade  Mark  for  lawndry 
blue  consisting  of  the  words  " Oval  Bltiej'  and  the  evidence  showed  that "  Oval 
"  Blite  "  had  for  many  years  meant  the  Plaintiff's  bltte,  which  was  sold  in 
packets  of  an  oval  shape.  R.  brought  an  action  against  B.  to  restrain  him 
10  from  passing  off  his  goods  as  and  for  the  goods  of  the  Plaintiff.  At  the  trial 
of  this  action^  the  only  ground  of  complaint  relied  on  in  reference  to  the  alleged 
passing  off  was  the  use  by  the  Defendant  of  the  oval  shape  in  the  get-up  of  his 
goods.  It  was  held  to  be  proved  at  the  trial  thatj  in  three  instances,  the 
Plaintiff  had  become  aware  of  the  user  by  other  persons  of  the  oval  shape,  and 
15  had  neglected  to  attack  them,  and,  in  one  of  these  instances,  had  neglected  so  to  do^ 
although  the  person  using  such  shape  had  expressly  declined  to  discontinue 
using  it. 

Held,  that,  although  common  use  of  the  oval  shape  was  not  established,  yet 
the  action  must  be  dismissed,  owing  to  the  neglect  of  the  Plaintiff  to  assert  his 
20  rights,  but,  under  the  circumstances,  without  costs. 

On  the  1st  of  August  1886;  Richard  Ripley  commenced  this  action  against 
Frederick  Bandey  to  restrain  the  Defendant,  his  travellers,  servants,  and  agents 
from  selling  or  offering  for  sale  blocks  of  laundry  blue,  so  shaped,  arranged,  and 
got  up  as  to  induce  the  belief  that  the  blocks  of  blue  sold  or  offered  for 
25  sale  by  the  Defendant  were  goods  manufactured  or  sold  by  the  Plaintiff,  and 
from  passing  off  or  enabling  others  to  pass  off  the  goods  of  the  Defendant  as 
and  for  the  goods  of  the  Plaintiff. 

In  February  1876,  the  Plaintiff  registered  the  words  llgj^"  under  No.  6367 

as  an  old  trade  mark  for  goods  in  Class  47,  which  includes  laundry  blue. 

30  By  his  Statement  of  Claim,  the  Plaintiff  alleged  {inter  alia)  :— (6)  The 
Plaintiff  has  continuously,  since  1871,  always  made  up  and  sent  out  his  laundry 
blue  of  the  best  quality  in  cakes  or  blocks  of  oval  shape,  and,  since  1891,  in 
oval  cakes  with  a  depressed  hollow,  and  packed  in  calico  bags  as  aforesaid. 
The  quantities  of  cakes  or  blocks  sent  out  to  the  dealers  vary  from  one  dozen 

35  to  a  gross  of  blocks  in  a  box,  but  it  is,  and  has  always  been,  the  common 
practice  for  the  retail  dealers  to  sell  to  their  customers,  particularly  those  of  the 
humbler  class,  one  or  two  only  of  the  blocks  at  a  time.  (7)  The  Plaintiff  has 
extensively  advertised  his  laundry  blue  of  the  best  quality  as  **  Oval  Blue," 
and  for  many  years  past  has  invoiced  and  labelled  it,  and  commanded  an 

40  extensive  and  increasing  market  for  it  under  that  name.  As  the  effect  and 
result  of  the  long  continued  and  uniform  mode  of  making  up  the  blocks  as 
aforesaid,  and  the  advertisements,  Trade  Marks,  and  labels  used  in  connection 
with  the  trade  therein,  the  Plaintiff^s  blue  of  best  quality  has  become,  and 
has  been  for  some  years  past,  known  as  "  Oval  Blue."     That  term  has  come 

45  to  denote,  and  has  for  some  years  past  denoted,  the  blue  of  the  Plaintiff's 
manufacture,  and  of  special  quality,  and  none  other ;  and  the  PlaintifiTs  blue, 
sold  in  the  make-up  and  under  the  name  as  aforesaid,  has,  by  reason  of  the 
excellence  and  uniformity  of  its  quality,  acquired  a  high  reputation  under  the 
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said  name  "  Oval  Blue  "  both  with  the  trade  and  with  the  public,  and  that  name, 
in  connection  with  laundry  blue,  has  become  a  guarantee  of  make  and  quality. 
The  Plaintiff's  trade  in  "  Oval  Blue  "  has  in  each  year  largely  increased,  and  the 
said  name  has  become  of  great  value  to  him  in  his  business.  Until  recently, 
as  hereinafter  stated,  no  other  laundry  blue  made  up  in  oval  cakes  or  blocks,  5 
whether  in  paper  or  in  calico  bags  or  wrappers,  or  without  any  wrappers, was  ever 
known,  or,  so  far  as  the  Plaintiff  is  aware,  offered  in  the  trade.  (8)  The 
Defendant  hid  lately  commenced  to  manufacture  for  sale,  and  to  place  upon  the 
market,  laundry  blue  made  up  in  oval  blocks,  in  all  material  respects  identical 
in  shape  and  make-up  with  the  Plaintiff's  said  "  Oval  Blue  "  blocks.  Such  blue  10 
is  being  extensively  offered  for  sale,  and  certain  quantities  thereof  have  already 
-been  sold.  The  shape  and  mode  of  packing  of  the  blocks,  so  adopted  and 
used  by  the  Defendant,  is  arranged  and  calculated  and  designed  to  enable  the 
Defendant's  blue  to  be  passed  off  and  sold  as  "  Oval  Blue,"  with  the  result  that 
it  may  and  will  be  accepted  and  purchaded  by  retail  customers  as  blue  of  the  15 
•Plaintiff's  manufacture,  and  of  the  special  and  high  quality  for  which  such 
manufacture  has  acquired  a  reputation. 

Paragraphs  4,  5,  and  6  of  the  defence  were  as  follows  : — (4)  The  Defendant 
•  does  not  admit  any  of  the  allegations  in  paragraph  6  of  the  Statement  of  Claim. 
He  denies  that  the  Plaintiff  has  made  up  or  sent  out  his  laundry  blue,  or  the  20 
•best  quality  thereof,  in  cakes  or  blocks  of  oval  shape  since  1871,  or  any  such 
date.    (5)  The  Defendant  denies  each  of  the  allegations  in  paragraph  7  of  the 
.Statement  of  Claim.    In  particular,  he  denies  that  the  Plaintiff's  blue  of  best  or 
any  quality  has  become,  or  has  for  any  time  past,  been  known  as  "  Oval  Blue  "  ; 
or  that  that  term  has  come  to  denote,  or  has  for  any  time  past  denoted,  the  25 
Plaintiff's  blue  of  special  or  any  other  quality  ;  or  that  the  Plaintiff's  blue,  sold 
in  the  make-up  or  under  the  name  as  aforesaid,  has  acquired  any  reputation 
under  the  name  of  "  Oval  Blue "  with  the  trade  or  the  public ;  or  that  that 
name,  in  connection  with  laundry  blue,  has  become  a  guarantee  of  make  or 
: quality  ;  or  that,  until  recently,  no  other  laundry  blue  made  up  in  oval  cakes  or  30 
blocks  was  known  or  offered  in  the  trade.     On  the  contrary,  laundry  blue  made 
•up  in  oval  cakes  or  blocks,  and  packed  in  calico  or  other  bags  or  wrappers,  has 
been  for  many  years  past,  and  is  being,  extensively  manufactured  and  sold 
amongst  the  trade  and  the  public.    (6)  The   Defendant  denies  each  of  the 
allegations  in  paragraph  8  of  the  Statement  of  Claim.     In  particular,  he  denies  35 
.that  he  has  manufactured,  sold,  or  offered  for  sale,  any  laundry  blue  made  up 
In  blocks  in  any  material  respects  identical  with,  or  similar  to,  the  blocks 
manufactured  by  the  Plaintiff.     It  is  true  that  the  Defendant  has,  in  common 
with  many  other  manufacturers,  manufactured  and  sold  laundry  blue  in  oval 
•blocks  ;  but  such  blue  is  known  and  described  as  "  Tiger  Blue,"  and  is,  in  all  40 
material  respects,  different  in  make-up  from  the  Plaintiff's  blue. 

An  interlocutory  injunction  was  obtained  by  the  Plaintiff,  who  gave  the  usual 
undertaking  as  to  damages,  but  this  injunction  was  dissolved  by  the  Court  of 
Appeal  on  the  Defendant  undertaking  to  keep  an  account. 

This  was  the  trial  of  the  action.  45 

J  Moulton,  Q.C.,  P.  O.  Lawrence^  Q.C.,  and  Waggett  (instructed  by  Chester^ 
MayJiew,  Broome^  and  Griffithes,  agents  for  Nicholson  and  Pemherton^ 
Liverpool)  appeared  for  the  Plaintiff;  Butcher^  Q^C,  and  Austen-Gartmell 
(instructed  by  J,  E.  Harris)  appeared  for  the  Defendant. 

The  ground  of  complaint  that  was  mainly  relied  on  by  the  Plaintiff  at  the  50 
trial  against  the  Defendant  was  the  oval  shape  of  the  Defendant's  blue« 

Moulton^  Q.C.,  opened  the  Plaintiff's  case.  The  substance  of  the  evidence 
-given  on  both  sides  sufficiently  appears  in  the  judgment. 

^ufe^er,  Q.C.,  for  the  Defendants. — We  have  never  used  the  words  "Oval 
"  Blue  "  ;  the  oval  shape  is  the  only  thing  now  complained  of.    Assuming  that  55 
the  Plaintiff's  goods  are  known  as  "  Ov^  Blue,"  ihaX  does  not  entitle  him  to 
prevent  other  persons  from  using  the  oval  shape.    The  judgments:  in  Bs  Jcunes* 
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Trade  Mark,  3  R.P.C.  340,  show  that  this  is  the  law.  That  was  a  Trade  Mark 
case,  but  the  facts  were  very  similar  to  those  of  this  case.  It  shows  there  can  be 
no  monopoly  in  the  shape.  If  a  man  used  the  shape  with  other  things,  in  order 
to  pass  off  his  goods,  he  might  be  stopped  ;  but  this  is  not  such  a  case.  Secondly, 
5  on  the  evidence,  it  appears  that  the  oval  shape  in  connection  with  blue  is  old. 
Since  J880,  2%«^^6^ri  Laundry  Manufacturing  (7om/?any  has  manufactured 
it  more  or  less,  and  in  substantial  quantities.  The  Plaintiff^s  attention  was 
called  to  it  on  three  occasions.  Also  Zetterquist  has  manufactured  for  two 
years,  and  this  case  was  reported  to  the  Plaintiff.  Similarly,  Pierce  DuffviSLS 
^0  reported  to  the  Plaintiff,  and  Oillett  is  doing  a  considerable  trade  in  blue  of  an 
oval  shape. 

MoultoUy  Q.C.,  in  reply,  was  only  called  on  to  argue  the  question  whether  the 
Plaintiff  had  lost  such  rights  as  he  might  have  had  by  neglecting  to  assert  them 
iigainst  the  Albert  Company,  Zetterquist,  and  P.  Duff.  Common  use  has  broken 
15  down,  so  the  cases  of  the  Albert  Company  and  Zetterquist  are  cases  of  concurrent 
Qser.  I  admit  that  a  case  has  been  made,  to  a  certain  extent,  of  concurrent  user 
in  them.  But  this  does  not  justify  the  Defendant  in  taking  up  this  oval  shape 
with  a  fraudulent  intent.  As  to  P.  Diiffs  trade,  the  Plaintiff  thought  it  would 
die ;  he  was  not  bound  to  attack  if  it  were  not  likely  to  go  on ;  and  these 
20  instances  of  user  afford  no  excuse  to  the  Defendant,  against  whom  the  Plaintiff 
has  been  prompt. 

Kbkbwich,  J.— The  Plaintiff  is  the  registered  owner  of  the  Trade  Mark, 

**  Oval  Blue,"  which  appears  in  the  Trade  Marks  Journal  of  20th  January 

1877.    So  long  as  that  stands  on  the  Register,  no  man  can  properly  use  the 

25  words  "  Oval  Blue  "  applied  to  goods  in  the  class  in  which  that  registration 

stands.    No  one  is  here  to  say  the  contrary  to-day,  but  it  is  important  to  see 

exactly  what  the  .  Plaintiff's  position  is,  and,  therefore,  I  mention  it  at  the 

outset.    He  desires  to  go  further  and  say,  "  Not  only  am  I  the  registered  owner 

**  of  the  Trade  Mark  '  Oval  Blue,'  the  registered  Trade  Mark  according  to  the 

30  "  Statute,  but  I  am  also  the  owner  of  a  common  law  Trade  Mark,  the  name 

"  '  Oval  Blue,'  and  I  make  that  out  by  showing  that  I  have  for  many  years  sold  this 

**  blue  in  a  particular  form,  and  so  caused  it  to  be  known  as  '  Oval  Blue ' ;  that, 

*'  until  interfered  with,  'Oval  Blue'  meant  Ripley's  goods  of  that  particular 

"  class  and  character,  and  Ripley's  meant  *  Oval  Blue.' "    To  my  mind,  that  case 

35  was  completely  established  by  the  evidence.     I  have  had  some  evidence  on  the 

other  side,  including  that  of  Mr.  ZetterquisVs  manager,  whom  Mr.  CartmeU 

exercised  an  extremely  wise  discretion  in  declining  to  re-examine,  because  his 

evidence,  on  cross-examination,  showed  not  only  that  he  could  not  be  trusted, 

but  that  there  was  no  knowing  whether  his  exuberance  would  lead  him.  There 

40  really  is  no  evidence  worthy  of  attention  in  contradiction  of  the  Plaintiff's  case 

on  this  point.    He  called  several  witnesses  who  stood  cross-examination,  so  far 

as  they  were  cross-examined  on  that  point,  and  I  think  it  proved  conclusively 

that,  until  the  last  two  or  three  years,  at  any  rate,  what  I  have  mentioned  was 

the  fact,  that  "Oval  Blue"  meant  jRtpfey's,  and  "Ripley's  Blue"  meant  the 

45  "  Oval  Blue."    The  two  things  were  identical,  and  he  had  established  that 

name  in  the  market.    That  seems  to  me,  subject  to  any  observations  on  the 

authorities  on  matters  of  law,  to  establish  a  common  law  Trade  Mark  ;  that  is  to 

say,  a  right  to  the  use  of  those  words  to  the  exclusion  of  others  independently 

of  the  Statute.    It  is  well  known — I  need  not  refer  to  authorities  to  show  that — 

50  there  may  be  such  a  common  law  Trade  Mark,  notwithstanding  the  Statute, 

and  side  by  side  with  a  registered  Trade  Mark. 

It  follows  that,  according  to  the  doctrine  of  Reddaway  v.  Banham — founded 
as  I  have  already  had  occasion  to  say,  on  other  cases,  and  rather  embodying 
the  decisions  in  other  cases,  and  expressing  them  in  concrete  form,  than  adding 
55  anything  otherwise  to  the  law — ^it  follows,  from  that  doctrine,  that  any  person 
who  sells  his  goods  on  the  market  so  that  they  may  be  known  as  "  Oval  Blue  " 
is  selling  his  goods  representing  them  to  be  the  Plaintiff's  goods,  and  that 
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is  dishonest  and  mnst  be  stopped.     That  seems  to  me  to  be  a  very  plain 
position. 

But  then  we  have  been  discussing  here  to-day  mainly  a  question  whether  it 
was  competent  to  the  Plaintiff  to  obtain  this  common  law  Trade  Mark,  and  the 
first  principal  answer  was  that  the  words  "  Oval  Blue  "  were  words  in  common  5 
use,  or  a  term  in  common  use,  and  that,  therefore,  it  was  impossible  for  the 
Plaintiff  to  take  it  and  apply  it  to  his  own  goods..   I  put  aside  altogether, 
without  much  comment,  the  case  cited  by  Mr.  Butcher^  because  that  was  on  a 
registered  Trade  Mark,  and  it  was  with  reference  to  the  shape,  with  which  I 
am  not  at  present  concerned,  notwithstanding  that  it  was  the  shape  and  the  10 
shape  alone  which  gave  that  distinctive  character  to  the  Plaintiff^e  goods. 
What  is  meant  by  common  use  ?    Mr.  Moulton^  in  opening  the  case,  told  me 
that  there  were  no  authorities  to  which  he  could  refer  as  laying  down  the  law, 
and  I  have  not  heard  any,  and  I  have  not  consulted  any  ;  but  it  seems  to  me,  for  - 
the  present  purpose,  common  use  is  perfectly  intelligible.    It  has  been  said  over  l5 
and  over  again,  uotably  more  forcibly  and  more  clearly  than  by  anybody  else 
by   Sir  Edward  Fry^  that  the  Court  is  jealous  in    allowing    any  man  to 
appropriate  to  himself  words  or  phrases  of  the  English  language.    He  objected 
strongly  to  it,  and  watched  over  such  attempted  appropriations  with  great 
jealousy  ;  it  is  not  for  me  to  say  with  too  great  jealousy,  because  it  is  of  the  90 
first  importance  that  no  man  should  be  easily  allowed  to  take  words  which 
themselves  are  common  to  the  English  language  and  appropriate  them  to 
himself  as  regards  particular  goods,  and  say  that  others  shall  not  use  them.   Bat 
I  have  no  evidence  to  show  me  at  all  that  when  Mr.  Ripley^  the  Plaintiff,  first 
began  to  use  "  Oval  Blue  " — first  made  this  the  name  of  his  goods  and  estab-  25 
lished  a  reputation,  a  reputation  of  the  character  I  have  mentioned — anyone 
made  or  sold  blue  in  the  oval  shape,  or  that  oval  blue  was  known  in  the  trade 
at  all.    I  do  not  myself  see  how  it  is  any  answer  to  a  man  who  comes  forward 
to  establish  such  a  common  law  Trade  Mark  to  say  that,  some  time  after  year 
character  was  established  and  your  goods  were  known,  and  your  money,  time,  30 
and  ingenuity  had  been  expended,  perhaps  in  large  advertisements  and  other* 
•wise,  others  began  to  use  it,  and  so,  because  they  began  to  use  it  after  your 
rights  had  been  ascertained,  it  is  in  common  use.    That  seems  to  me  to  be  an 
argument  which  contradicts  itself  in  the  mere  statement.    When  once  appro- 
priation has  been  made,  common  use  becomes  impossible ;  until  (and  possibly  35 
that  is  the  logical  result  of  this  case)  the  person  entitled  to  the  Trade  Mark 
allows  others  to  use  it  so  as  to  forfeit  his  right  to  appropriate  the  term,  and  so 
the  words  sink  again  into  common  use,  from  which,  of  course,  after  that,  they 
cannot  be  revived.    But,  until  something  of  that  kind  has  happened,  it  seems 
to  me  that  words  once  appropriated  cannot  be  said  to  be  words  in  common  nse,  40 
merely  because  others,  who,  ex  concessis  on  the  mere  statement,  are  trespassers, 
have  attempted  to  use  those  words  subsequently.    Therefore,  to  my  mind,  the 
defence  on  the  ground  of  commou  use  entirely  breaks  down. 

There  was,  as  I  shall  have  occasion  to  say  directly,  a  use  of  considerable 
character  in  many  places  and  by  many  persons  subsequent  to  the  appropriation  45 
of  the  Plaintiff — that  is  to  say,  subsequent  to  his  acquisition  of  the  Trade 
Mark  ;  but  that  cannot  avail  as  an  answer  to  him  when  he  claims  the  benefit  of 
an  appropriation  made  before  that.  Therefore,  on  that  ground,  if  the  case 
rested  there,  I  should  hold  the  Plaintiff  entitled  to  relief. 

I  have  no  doubt  also  that  he  is  entitled  to  relief  on  the  ground  that  the  50 
Defendant's  goods  imitated    his   so   closely   that  he  could    fairly  claim  an 
injunction  ;   that  they  interfered  with  the  sale  of  his  goods  as  **  Oval  Bine. 
And  I  go  further  than  that,  and  it  is  important  I  should  state  my  view  on  the 
last  question  in  the  case,  which  will  come  presently.     I  am  satisfied,  having 
seen  the  Defendant  in  the  box  and  now  heard  the  whole  story,  that  the  5D 
Defendant  intended  to  appropriate  the   Plaintiff's  words  as  far  as  he  could ; 
to  enter  into  rivalry  with  him  in  the  trade — not  by  making  better  goods. 
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adyertising  more,  nor  by  honest  indnstry  only,  although  I  hope  he  exercifled  that 
too — ^but  by  imitating  as  closely  as  possible  the  Plaintiff's  goods,  and  that  he 
desired  to  manufacture  and  sell  '*  Oval  Blue/'  because  he  knew,  which  he  did 
know,  that  Ripley's  "  Oval  Blue  "  had  a  large -sale  in  the  market,  that  Ripley's 
5  was  "  Oval  Blue  "  and  **  Oval  Blue  "  was  Ripley's,  and  he  found  that  he  coald 
not  get  that  sale  which  he  desired  of  his  own  goods  unless  he  sold  goods  in 
that  oval  shape,  and  so  passed  them  off — that  was  the  actual  and  intended 
result — as  Ripley's  "Oval  Blue."  On  that  ground  also  I  should  hold  the 
Plaintiff  entitled  to  relief. 

10  But  then  comes,  to  my  mind,  a  very  serious  question.  I  think  Mr.  Moulton  was 
right,  in  reply,  in  dropping  all  reference  to  the  Hydroline  Company,  as  against 
whom,  I  am  told,  there  is  an  action  pending  by  the  Plaintiff,  and,  though  I  put  it 
to  him  as  a  case  to  be  answered,  I  think  the  point  which  I  am  about  to  mention 
is  clearly  strong  enough  independent  of  the  Hydroline  Company.    Mr.  Ripley 

1$*'  admitted,  and  he  gave  his  evidence  quite  fairly,  that  he  knew,  in  1880,  that  the 
Albert  Laundry  Company,  represented  from  that  time,  I  believe,  and  certainly 
represented  now,  by  a  gentleman  who  also  gave  his  evidence  very  well,  had 
sold  their  blue  in  the  oval  shape  ;  that  is  to  say,  put  it  on  the  market  in  the 
shape  which  the  Plaintiff  desires  to  attack.    Mr.  Ripley  gave  us  the  history,  so 

20*  far  as  it  came  to  his  knowledge.  He  was  not  fully  informed,  of  course  ;  he  did 
not  know  the  books  of  the  Albert  Laundry  Company,  and  could  not  tell  what 
they  were  selling  ;  but,  having  a  large  trade  himself,  he  knew  generally  what 
was  going  on,  and  he  gave  us  the  history  of  that  Albert  oval  blue.  He 
heard  of  it  in  1880  or  thereabouts.    He  said  it  was  not  sold  in  large  quantities, 

?5  and,  in  fact,he  could  not  see  how  it  would  affect  his  trade.  Whether  it  was  inferior, 
whether  it  was  equal,  or  superior,  is  immaterial ;  he  thought  that  it  could  not 
affect  his  trade.  Probably,  as  a  man  of  business,  he  was  right.  He  heard  of  it 
again  in  1886,  and  he  seems  to  have  thought  about  it,  because  he  then  treated 
it  as  insignificant,  and  then  it  came  up  again  two  years  ago,  and  now,  no  doubt, 

30:  as  heloiows,  it  has  assumed  rather  more  serious  proportions.  But,  for  reasons 
which  were  perfectly  satisfactory  to  him  as  a  man  of  business,  he  thought  it 
better  not  to  engage  in  litigation.  Probably  three  out  of  four  men,  and  some 
possibly  lawyers,  would  have  told  him  that  he  was  quite  right ;  that  he  had  better 
not  stir  up  sleeping  dogs  ;  that  he  had  a  very  good  trade  of  his  own ;   that 

35  there  was  plenty  of  room  for  him  and  the  Albert  Laundry  Company  ;  and  that, 
therefore,  he  had  better  not  commence  legal  proceedings.  Nobody  can  blame 
him,  as  a  matter  of  trade,  on  that  account ;  but  a  serious  question  arises 
whether^  by  doing  that,  he  was  not  giving  manufacturers  and  vendors  of  blue 
the  opportunity  of  saying  that  he  had  neglected  to  assert  his  rights.    From 

40. 1880  to  1896  is  a  very  long  time — I  forget  the  exact  date,  but  I  think  it  was 
Angnst  1896  when  the  writ  was  issued — and  it  seems  to  me  that,  at  any  rate,  if 
it  is  not  by  itself  a  conclusive  bar,  it  must  be  regarded  as  a  hindrance  to  be 
explained,  in  the  way  of  relief  by  way  of  injunction,  which,  after  all,  although 
a  matter  of  right,  comes  within  that  jurisdiction  which  is  commonly  and 

45..  properly  styled  discretionary. 

But  the  Albert  Company  is  not  the  only  case.  Much  later,  in  November 
1894,  he  became  aware  that  Zeiterquist,  that  is  to  say,  the  house  whi6h  carried  on 
business  in  that  name,  was  selling  ^*  Oval  Blue  *' ;  not  only  something  which 
might  be  mistaken  by  reason  of  its  get-up,  or  otherwise,  but  really  and  truly 

50  something  called  **  Oval  Blue."  Well,  he  protested.  That  came  too  near  him,  and 
he  protested.  He  asked,  so  I  hear  from  Mr.  Zetterquisfs  manager,  that  they 
should  not  only  give  up  the  words  "  Oval  Blue,"  but  that  they  should  give  up 
making  and  selling  blue  in  the  oval  shape.  They  assented  to  one,  as  they  were 
boimd  to  do.    They  did  not  assent  to  the  other ;  they  were  prepared  to  take 

55  their  chance  of  an  injunction  or  damages,  and  they  have  continued  to  the 
present  time.  At  any  rate,  however  long  that  went  on,  that  is  to  say,  from  what 
time  they  started,  it  certainly  was  going  on  from  January  1895— that  is  to  say. 
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a  period  of  eifs^hteen  months  until  the  issue  of  the  writ  in  the  present  case.  I 
think  that,  added  to  the  Albert  Oompany%  makes  a  very  strong  reason  for 
refusing  the  Plaintiff  any  relief. 

Then  again,  not  referring  to  the  *'  Hydroline "  cas6  about  two  years  ago,  I 
think  I  may  fairly  put  it  that  about  the  same  time,  in  the  beginning  of  18^5,  ^ 
he  was  told  of  the  Pierce  I>uff  case  —  of  the  oval  blue  being  sold  by  that 
house.  That  was  brought  to  his  attention  by  his  traveller,  who  sent  him  a  box 
containing  the  oval  blue  sold  by  that  house.  No  doubt  he  thought  it  was  a 
small  sale,  and  there  again  he  thought  it  wise  not  to  interfere,  and  it  may  be 
that  he  still  thinks  it  wise,  and  that  others  may  think  so  too ;  but,  unfortunately,  10 
he  has  thereby  announced  to  a  portion  of  the  public  that  he  is  not  going  to 
interfere  with  the  use  of  this  oval  shape  which  now  he  is  so  keen  to  protect. 

But  Mr.  MoultorCs   argument    deserves    attention.      He    said — My  client, 
probably  in  an  anxious  desire  not  to  rush  into  litigation,  has  acted  foolishly  i^  -  -. 
not  proceeding  against  these  gentlemen  and  asserting  his  rights ;  but  that  is  not  ^^ 
for  the  Defendant  to  say.    We  have  the  Defendant  here,  who  is  a  wrongdoer, 
and  I  am  entitled  to  succeed  against  a  wrongdoer,  the  Defendant,  and  he 
cannot  set  up  that  other  persons  have  been  doing  equally  ill.    The  argument  is 
sound  so  far  as  it  goes,  but,  as  I  regard  it,  the  rule  of  equity,  which  is  that  a 
man  must  not  sleep  on  his  rights,  applies  in  a  larger  measure  than  that,  and  a  80 
man  if  he  has  done  anything  wrong  connected  with  the  case  cannot  succeed  ; 
and  if  he  has  shown  himself  neglectful  of  his  rights  so  as  to  mislead  others  he 
cannot  succeed.    It  is  difficult  to  lay  down  any  definite  rule  of  that  kind. 
T  do  not  forget  that  in  this  case  I  have  no  evidence  that  Mr.  Bandey  knew  that 
either  Zetterquist  or  the  Albert  Laundry  Company  or  Pierce  Duff  had  ever  sold  85 
oval  blue,  still  less  that  he  knew  that  the  Plaintiff  had  had  an  opportunity  of 
sueing  them  and  had  not  sued  them.     Still,  it  seems  to  me  that  if  a-man  who  is  in 
possession  of  a  common  law  Trade  Mark,  or  in  a  position  in  which  he  can,  with 
reasonable  chances  of  success,  assert  a  common  law  Trade  Mark,  he  is  bound,  not 
to  complain  necessarily  of  every  small  trifling  breach,  but  he  is  bound  to  come  30 
forward  when  his  Trade  Mark  is  attacked  in  this  way — ^that  is  to  say,  by  sales 
that  interfere  with  it  —  and  he  is  bound  to  assert  his  right,  and  to  say,  "This 
"  is  my  phrase  ;  this  represents  my  goods  ;  if  you  take  it  you  are  selling  my 
"  goods,  and  you  shall  be  prosecuted  at  once,  and  I  will  take  care  that  nothing 
"interferes  with  my  right."    It  seems  to  me  that  is  founded  on  the  broadest  35- 
doctrine  of  equity,  and  I  do  not  think  it  would  be  right  to  grant  a  man  an 
injunction  when  he  has  up  to  this  time  thought  it  right  not  to  interfere. 

That  does  not  at  all  affect  the  position  of  the  Defendant,  because,  he  not 
having  any  evidence  to  show  that  he  knew  of  this  use,  he,  as  I  have  already 
said,  is  a  wrongdoer ;  and,  notwithstanding  that  he  succeeds  on  the  ground  40 
which  I  have  just  mentioned,  and  might  have  possibly  been  able  to  show 
that  he  acted  on  that  supposition  that  the  Plaintiff  did  not  intend  to  assert 
his  rights,  he  has  not  done  so,  and  I  think  it  would  be  wrong,  in  dismissing  the 
action  on  that  one  ground  of  neglect  on  the  part  of  the  Plaintiff,  to  give  the 
Defendant,  the  wrongdoer,  any  costs.  The  result  is,  I  must  dismiss  the  action  4S 
without  costs. 
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In  thb  High  Court  of  Justice.— Queen's  Bench  Divisiok. 

Before  Mb.  Justice  Ridley.— May  6th,  7th,  8th,  10th,  and  24th,  1897. 

Brooks  v.  Lamplugh. 

FatenL — Action  for   infringement.  —  Subfect-matter. —  Utility.  —  Alleged 

f^  anticipation. — Variance.— Pra^ctice. — Certificates. --^tay  of  injunction  refused. 

Tfiis  was  an  action  for  the  infringement  of  four  patents  (one  being  not  relied  on 

at  the  trial): — 27ie  first  for  improvements  relating  to  the  base  frame  of  cycle 

saddles;  the  second  for  improvements  in  the  boss  on  the  pillar  of  the  cycle ;   the 

third  for  improved  means  of  adjusting  the  tilt  of  the  saddle.    The  D^endants 

yj  denied  ififringement^  and  alleged  that  the  patents  were  invalid  on  various 

grounds ;  No.  1,  on  the  grounds  of  want  of  novelty  and  subject-matter^  antici^ 

pation^  want  of  utility  and  insufficiency ;  No.  2^  on  the  grounds  of  jpant  of 

novelty  and  subject-matter y  insufficiency ^  variance^  and  anticipation;    and 

No.  5,  on  the  groi^nds  of  anticipation^  want  of  subject-matter^  variance^  and 

15  prior  grant. 

Beld^  that  all  the  patents  were  valid^  and  had  been  infringed^  the  first  patent 
being  the  application  of  an  old  principle  in  a  way  which  involved  the  exercise  of 
inqenuity ;  as  to  the  second  patent ^  the  alleged  variance  from  the  Provisional 
being  only  such  a  change  as  might  fairly  follow  on  further  consideration  by 
20  «w  inventive  mind  of  the  method  of  the  Provisional;  as  to  No.,  3  patent^  that  the 
Specification  alleged  as  a  prior  grant  was  itself  invalid  on  the  ground  of 
variance. 

Judgment  was  given  for  the  Plaintiffs  tvith  costSy  and  unth  the  usual 

Certijlcates  as  to  the  Particulars  of  Breaches  and  validity^  but  a  Certificate 

2^  as  to  the  Particulars  of  Objection  relating  to  the  patent  abandoned  at  the  trial 

woA  given  to  the  Defendants.    Stay  of  the  injunction  taas  refused. 

On  the  30th  of  September  1890,  a  patent  (No.  15,424  of  1890)  was  granted  to 

i^^  ' "    '        '"^ 

**  saddles,  and  in  the  second  part  to  the  bosses,  connected  with  the  said  base 
*t  framings,  and  wherethrough  the  L.  bar  for  supporting  the  saddle,  or  connecting 
**  a  saddle  to  a  machme,'passes. 

**  Tjie  primary  object  of  my  said  invention,  in  connection  with  the  framing 

3^  *f  part,  IS  to  obtain  a  maximum  strength  with  lightness,  and  this  I  accomplish, 

"  by  njaking  the  said  base  framing,  or  base  bracket  part,  trussed,  or  of  the  figure 

'*  of  a  dbuM^  sided  beam,  trussed,  or  tied  together,  in  manner  that  the  same  is 

"  c^pM^ble  of 'resistifi^  considerable  tensile  strain. 

*"lji  carrying  onj;  thi^  part  of  my  invention,  I  take  two  triangular  shaped 

^  ^*  fi^eSj^cpmgoijfeq  of  *r^^  ends  are  respectively  connected  or  secured 

"  ^  'crpS3''enas7ui)on  lyhich  the  lower  jparts  of  the  supporting  springs  of  the 
**  saddffe  .^at,  resi.  "f h^  tfiapgplaf  §ideg  ^f^  ^irpcted  nparly  parallel  one  with 
"  ariot^erj  an^  spparat^d  to  an  exfent  of  ^bout  th.e  breadth  pf  flie  boss  or  L  ^^ 
*f  triucket.  i^hich  Is  gqcured  at  the  fniddljei  of  the  p^Jd  f fames,  by  snug  jBxtensions, 

^^  **  iirpcted  from  iifp  qutefde  6t  \^e  Jboss,  ana  wherethrougji  the  middle  parts  of 
"  m  i^\§  8f  t6s  rft^S?  ^hicft  ^?®  J>f efprably  f 9nr  i»'i)Bff?>er,  j)ase, 

Q   B 
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^  Thus  the  boBB  is  saspended  as  it  were,  between  and  at  the  middle  of  the 
^^  framing  rods,  which  pass  through  radiating  lags,  directed  from  the  outside  or 
"  periphery  of  the  boss. 

"  By  constructing  the  base  framing  or  bracket,  of  rods,  tied  together  after  the 
"  manner  of  triangles,  a  frame  in  equilibrium  is  thereby  produced,  as  no  change  5 
"  of  figure  to  the  8ides»  can  take  place,  unless  by  rupture  or  bursting. 

"  Both  sides,  and  if  necessary,  the  top,  are  longitudinally  pierced  or  slotted, 
'^  which  gives  unto  the  bracket,  an  open  and  triangular  construction. 

^^To  give  a  tilting  adjustment  to  the  saddle  seat,  the  middle  of  the  top 
^'  side  of  the  base  plate,  or  bracket,  may  be  concaved,  upon  which  the  boss  10 
^  is  adjustable. 

'^  Figure  1  of  the  accompanying  drawings,  represent  partly  in  elevation  and 
"  partly  in  vertical  section,  a  cycle  saddle,  provided  with  base  framing, 
"  constructed  and  arranged  according  to  my  invention. 

^^  The  said  framing,  which  is  also  provided  at  its  middle  with  an  L  ^^  boas,  15 
^  also  constructed  according  to  my  invention,  is  of  a  skeleton  form,  and  alike 
^^  unto  a  trussed  beam  or  bracket,  with  triangular  sides. 

'^  Figure  2  represents  an  underside  plan  of  the  said  base  framing,  with  the 
*'  supporting  springs  of  the  saddle  seat.    This  view  shows  the  disposition  of 
^'  the  sides,  one  with  each  other,  and  how  the  same  are  united  and  stayed  20 
'^  together,  by  cross  ends.    It  also  shows  the  connection  which  the  L_  l^i*  boss 
"  has  with  the  framed  rods. 

^'  Figure  3  is  a  transverse  section  of  the  said  base  framing  through  the  L 
"  pin,  outside  the  eyes,  wherethrough  the  tied-together  rods,  constituting  the 
'^  framing,  pass.  25 

*'  a  is  the  saddle  seat,  supported  at  its  two  ends  by  framing  rods  &,  passing 
'^  from  end  to  end  of  the  underside  of  the  said  seat,  and  with  connections 
"  5^  &',  at  their  ends,  upon  which  the  upper  terminal  ends  of  springs  Cy  d,  take 
"  their  bearings,  whilst  the  lower  ends  of  the  said  springs,  rest  upon  tJie  cross 
"  ends  e,  e*,  of  a  base  framing  /,  composed  of  rods  /',  /*,  forming  skeleton  30 
"  sides,  which  are  arranged  nearly  parallel,  and  in  double  order,  and  with 
"  the  middle  parts  of  the  said  rods,  braced  or  tied  together  by  an  L  1^  hosA^ 
"  composed  of  a  circular  hollow  body  part  g^  ^*,  a  neck  ^',  eyes  ^,  and  clamping 
"  screw  pin  ^. 

"  Figure  4,  represents  partly  in  elevation,  and  partly  in  vertical  section,  a  35 
"  cycle  saddle,  provided  with  base  framing,  made  from  sheet  metal,  and  con- 
"  structed,  and  arranged  according  to  another  form  of  my  invention. 

"  This  said  bracket,  besides  being  made  from  sheet  metal,  is  provided 
**  with  means  to  admit  of  the  saddle  seat  and  carrying  frame  of  it,  being  tipped 
"  or  tilted.  40 

"  Having  now  particularly  described  and  ascertained  the  nature  of  my  said 
^^  invention,  and  in  what  manner  the  same  is  to  be  performed,  I  declare  that 
"  what  I  claim  is : — 

"  First : — In  cycle  saddles,  making  or  forming  the  base  framings  of  them, 
"  of  the  figure  of  a  trussed  beam,  that  is  to  say,  a  base  framing  consisting  of  45 
"  triangular  open  shaped  sides  (made  from  wire  or  sheet  metal)  separated  from 
^^  each  other  by  a  divisional  space,  and  united  at  their  ends  by  bosses,  cross 
"  bars  or  other  connections,  hence  a  trussed  supporting  framing,  with  the 
"  members  composing  the  sides,  separated  from  each  other,  at  a  greater 
^^  distance  at  their  middles,  than  at  their  ends,  substantially  as  described  and  set  50 
"  forth.  Secondly : — In  the  base  framing  and  L  l>ar  boss  of  a  cycle  saddle, 
''  making  the  sides  of  the  said  framing  from  wire,  and  with  the  middle  parts 
"  of  them,  passing  through  eyes  or  holes,  or  their  equivalents,  formed  upon 
^*  the  opposite  sides  of,  or  within,  an  L  ^i*  boss,  substantially  as  described  and  set 

"  forth  in  Figures  1,2  and  3 Fourthly: — In  a  cycle  saddle,  the  general  con-  55 

"  struction  of  base  framings,  of  the  trussed  type,  as  hereinbefore  referred  to. 
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"  as  described  and  set  forth  in  Figures  7  and  8 Sixthly  :— The 

"  improvements  in  the  construction  of  the  base  framings,  or  brackets  of  cycle 
**  saddles,  as  described  and  set  forth,  and  improvements  in  the  construction  and 
"  arrangement  of  the  L  pi^  bosses  of  cycle  saddles,  as  set  forth." 


FIC.I. 


5  On  the  9th  of  December  1892,  a  patent  (No.  22,608  of  1892)  was  granted  to 
the  said  Brooks  for  an  invention  of  "  Improvements  of  cycle  saddles."  The 
Provisional  Specification,  so  far  as  material,  stated  as  follows  : — "  My  invention 
"  relates  to  that  class  of  cycle  saddles,  described  and  represented  in  several  of 
"  my  former  Letters  Patent  in  which  rubber  blocks,  as  fulcra  or  joints,  were 
10  "  interposed  between  parts,  or  at  the  junctions  of  the  metallic  framings,  and 
'*  which  constitute  or  are  employed  as  springs,  from  or  upon  which  the  saddle 
^  seats  are  resiliently  suspended  or  mounted,  and  also  to  the  fittings  of  the 

*^  said  saddles 

'*  In  connection  with  the  said  mountings,  I  may  employ  loop-coiled,  pillar  or 
15  "  other  auxiliary  springs. 

*^  In  the  fittings  part  of  my  invention,  to  wit,  the  means  of  connecting  the 
'^  saddle  to  a  vertical  pillar,  or  an  upright  carried  by  the  framing  of  a  machine, 
*'  I  proceed  in  the  manner  following  : — 
'^  I  take  a  divided  clip,  or  a  clip  made  of  two  sectional  parts,  with  the  wings 
20  '^  or  branched  extensions  upon  one  side  of  them  pierced  horizontally,  and 
**'  through  which  a  pivot  pin  passes.  The  wings  at  the  other  side  have  formed 
^^  through  them,  radial  slots,  struck  from  the  centre  of  the  before-named  pivot- 
*'  pin,  upon  which  the  said  clip  turns  as  a  centre  of  motion. 

^  Directed  horizontally  through  the  radial  slots  is  a  cross  pin,  alike  unto  the 

25  '^  before  named  pivot  pin,  and  which  said  cross  and  pivot  pins  are  slotted  at 

**'  their  ends,  wherein  concave  faced  bearing  blocks  take,  and  with  the  said 

'*  concaves  presented  outwards.    Fitted  within  the  ends  of  the  slots  are  also 

**  closure  or  cottar  washers  with  concaved  or  other  seats  presented  innermost. 

"  Taking  upon  the  extreme  ends  of  the  said  cross  and  pivot  pins  come  screw 

30  *^  nuts,  and  between  the  bearing  blocks  and  the  closure  or  cottar  washers  come 

"  the  framing  rods,  and  by  the  screwing  up  of  the  nuts,  the  said  framing  rods, 

*'  which  lie  within  the  slots  cut  within  the  pins,  and  between  the  bearing 

*'  blocks  or  washers,  are  rigidly  affixed  in  position,  and  at  the  same  time,  the 

^'  sectional  clamp  is  closed  around  the  upright  pillar,  and  the  saddle  secured  in 

3  B  2 
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**  its  desired  position,  which  is  adjustable  vertically  for  tilting,  by  the  cross  pin 
'^  taking  through  the  radial  slots,  whilst  the  whole  is  adjastable  horizontally  on 
"  the  screwing-up  parts  being  loosened. 

"  Thus,  tilting  and  horizontal  adjustments  are  made  by  adjusting  and  slidii^ 
*'  the  parts  into  such  positions  as  may  be  required  upon  the  frame  rods.    This  •> 
"  done,  then  screw  up  the  parts,  when  the  necessary  aflBxing  of  both  saddle  to 
"  its  pillar,  and  framing  to  the  connection  clip  is  performed. 

"  When  an  L  V^^  is  employed  instead  of  a  pillar,  in  connection  with  a  pierced 
"  framing,  or  framing  composed  of  single  or  double  sectional  sides,  I  connect 
"  the  sides  together,  in  the  latter  case,  by  a  rigid  cross-bridge,  directed  arch-  1^ 
"  wise  over  the  middle  of  the  frame,  and  with  a  screw  pin  passing  vertically 
."  through  the  said  bridge,  and  taking  through  a  slot,  or  through  holes  made 
"  downwards  through  the  horizontal  limb  of  the  L  pin  " 

The  Complete  Specification  was  left  on  the  22nd  of  August  1893,  and 
accepted  on  the  7th  of  October  1893,  and  stated  as  follows : — ^*'  My  invention  15 
"  relates  to  cycle  saddles  of  both  the  hammock  and  other  types,  as  hereinafter 
**  described  of  one  part,  and  to  their  fittings  or  connection  bosses  of  the  other 
"  part,  and  which  invention  is  an  improvement  upon  several  former  Letters 
"  Patent  granted  to  me  and  bearing  date  the  2nd  day  of  October  1884  No.  130.')6  ; 
"  the  20th  day  of  April  1888  No.  5868  ;  the  13th  day  of  April  1891  No.  6283  ;  20 
"  the  2nd  day  of  July  189?  No.  12310 ;  and  the  28th  day  of  July  1892 
"No.  13733 

"  In  the  pillar  boss  Figures  4,  5,  6  and  7,  i  is  a  compound  clip,  consisting  of 
"  two  sectional  parts  P^  r*,  with  arms  or  extensions  t*,  t*,  i\  t* ;  the  former  t*, 
"  have  holes  i^\  through  them,  wherethrough  the  body  of  a  slotted-ended  pin  i',  25 
"  passes,  having  fitted  within  the  slots  i",  bearing  washers  i\  i\  with  bearings 
"  or  horizontal  channels  i®,  made  within  the  opposed  faces  of  them,  and 
"  between  which  channelled  bearing  surfaces,  the  rod  members  /,  of  the 
"  supporting  framing  come  and  are  there  clamped  by  nuts  »•,  taking  upon  the 
*•  outside  screwed  ends  of  the  said  end-slotted  pins.  When  the  compound  clip  30 
"  is  attached  to  framings  having?  curved  parts  for  the  purpose  of  giving  tilt  to 
"  the  saddle,  no  quadrant  slot  i}^  is  required. 

"  The  other  side  of  the  boss  is  fitted  with  a  like  end-slotted  pin  and  cognace 
"  parts  as  aforesaid,  but  with  the  body  of  the  said  pin  taking  through  upright 
"  or  radient  slots  or  holes  t*«,  taking  through  the  arms  or  extensions  t*,  best  seen  35 
**  in  Figures  1  and  4. 

"  The  compound  clips  *»,  t*,  have  semi-circular  inside  bearing  surfaces  t" 
"  which  embrace  the  pillar  or  seat  posty,  upon  the  outer  side. 

**  The  slots  r",  within  the  arms  t*,  of  the  said  compound   clip  member 
"  admit  of  tilt  being  given  to  the  seat  of  the  saddle,  so  that  by  screwing  up  40 
"  the  nuts  t*,  at  both  sides  of  the  clip,  the  saddle  framing  rods  are  clamped  or 
"  fixed  to  the  clip,  and  the  clip,  with  the  seat  in  its  adjusted  position,  to  the 
"  pillar. 

*<  In  the  modified  forms  of  clip  comprehended  under  Figures  8,  9  and  10, 
"  i**  is  a  loop  or  ring  body  part,  with  opposite  and  screwed  trunnion-like  ends  45 
"  or  pins  r*,  and  with  opposite  and  horizontal  side  gaps  or  middle  clearances  t", 
"  extending  on  both  sides  from  trunnion  to  trunnion  or  nearly  so,  and  embraced 
"  by  sectional  or  compound  and  adjustable  clip  parts  t^  r*,  taking  upon  the  body 
"  part  of  the  said  ring  clip  i",  and  also  having  end  clearances  i*«,  wherethrough 
**  the  trunnion  ends  and  also  the  adjacent  portions  of  the  loop  i**,  extend,  and  50 
"  through  the  gaps  P  adjacent  to  the  said  trunnions,  frame  rods/,  pass,  and  lie 
"  within  opposed  bearings  t*',  t",  formed  within  the  sectional  clip  parts,  i>,  i», 
"  and  threaded  washers  fj  whilst  the  whole  of  the  parts  are  drawn  together 
"  by  the  nuts  i®,  taking  upon  the  screwed  trunnion-like  ends  t*,  and  by  such 
"  drawing  up,  the  sectional  parts  are  closed,  the  frame  rods/,  are  clamped  between  55 
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^  the  opposed  clamping  surfaces,  hence  the  connection  of  the  boss  or  clip  to 
^  the  framing,  and  at  the  same  time  the  sectional  parts  i^  z*,  are  drawn  upon 
*•  the  pillar  y. 
"  Instead  of  the  cross  pins  **,  in  Figures  4,  5,  6  and  7  being  slotted  at  their 
5  **  ends,  the  seat  washers  or  clamping  plates  f  may  be  threaded  upon  the  ends 
^^  of  the  screws,  with  channels  or  seatings  formed  upon  their  opposed  faces 
"  for  the  gripping  of  the  frame  rods  /.  The  opposed  seatings  of  the  washers 
'*  are  sunken  across  the  same  or  extensions  of  the  same,  so  as  to  come  in 
**  positions  suitable  for  receiving  the  said  rods/. 

10  ^^  Instead  of  the  cross  seatings  being  upon  the  washers  as  described,  they  may 
**  be  sunken  within  bosses  or  parts  of  the  clips  t^. 

'^  Having  now  particularly  described  and  ascertained  the  nature  of  my  said 
^*  invention,  and  in  what  manner  the  same  is  to  be  performed,  I  declare  that 
**  what  I  claim  is : — 

15  ^'  Fourthly  : — In  a  saddle  frame  and  seat  pillar  boss  connection,  consisting  of 
*^  sectional  and  clip  parts  adapted  to  embrace  the  pillar,  and  to  be  drawn 
"  together  by  cross  pins,  wherein  or  around  which,  the  seatings  of  opposed 
*^  clamping  washers  or  plates  or  their  equivalents  take  or  come  and  grip  the 
"  frame  rods,  so  that  on  the  screwing  up  of  nuts  or  their  equivalents  upon 


FI0.4. 
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20  •*  the  ends  of  the  pins,  the  frame  rods  of  the  saddle  are  clamped  to  the 
"  connection,  tod  at  the  same  time  the  connection  or  boss  to  the  seat  pillar  or 
"  other  support,  substantially  as  described  and  set  forth. 

"Fifthly  : — In  seat  pillar  bosses  or  like  connections  or  clamping  means, 
"  condsting  of  an  inner  ring  body  part,  having  trunnion  or  screw  pins  at  its 
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"  two  oppoBite  sides,  and  internal  clearances  made  through  the  ring,  and 
"  which  ring  is  embraced  by  section  pillar  clips,  having  frame  rod  Beatings 
"  upon  the  two  opposite  sides  and  with  seating  washers  or  rod  clamping  plates 
"  with  opposed  rod  seatings,  coming  opposite  them,  substantially  as  described 
"  and  set  forth.  5 

"  Sixthly  : — The  improvements  in  the  general  construction,  arrangement 
*'  and  combination  of  the  parts  of  seat  pillar  bosses,  substantially  as  described 
**  and  set  forth  in  Figures  4,  5,  6  and  7. 

"  Seventhly : — The  improvements  in  the  general  construction,  arrangement 
*^  and  combination  of  the  parts  of  seat  pillar  bosses,  substantially  as  described  10 
"  and  set  forth  in  Figures  8,  9  and  10/' 

On  the  29th  of  July  1893,  a  patent  (No.  14,620  of  1893)  was  granted  to 
F.  Easom  and  O.  P.  Mills  for  an  invention  of  "  Improved  means  for  altering 
"  and  adjusting  the  position  of  cycle  saddles."  The  Provisional  Specification 
stated  as  follows  : — "  This  invention  relates  to  improved  means,  whereby  the  15 
^'  angle,  inclination,  or  tilt  of  the  saddle  of  cycles  may  be  altered  and  adjusted 
"  to  suit  the  rider,  while  the  position  of  its  fulcrum  or  bearing  remains 
"  constant,  relatively  to  the  saddle  ;  or  that  the  saddle  may  be  moved  forwards 
"  or  backwards,  as  desired. 

"  For  the  purpose  of  our  invention,  we  braze  or  otherwise  attach  to  the  end  of  20 
"  the  saddle  pillar  a  tubular  piece  or  block  through  which  passes  a  bolt,  or  its 
"  equivalent,  carrying  washers  at  each  side  of  the  said  piece  or  block,  and 
"  through  these  washers  pass  the  wires  forming  the  framework  of  the  ssiddle. 
"  The  washers  are  capable  of  being  turned  round  upon  the  bolt,  and,  together 
"  with  the  tubular  piece  or  block,  form  the  tilt.  When  the  saddle,  and  with  it  25 
"  the  washers,  have  been  turned  to  the  desired  angle,  the  tilt  is  tightened  up  by 
"  means  of  a  nut  on  the  end  of  the  bolt.  The  saddle  may  be  adjusted  fore  and 
"  aft  by  sliding  its  wires  through  said  washers. 

*^  Or  the  wires  may  pass  between  two  washers  at  each  side  of  the  tubular 
"  piece,  and  one  of  the  washers  may  constitute  the  bolt  head.  30 

"  Or  we  may  make  the  tilt  detachable  from  the  saddle  pin  or  pillar.  In  this 
**  case  the  pillar  may  consist  of  a  metal  tube  having  a  hole  drilled  through  it 
"  at  the  end,  and  plugged  or  bushed,  if  necessary.  The  tilt  is  then  made  up  of, 
"  say,  six  parts,  namely,  two  cheeks  or  centre  pieces  to  surround  the  tube,  and 
"  four  washers  (two  at  each  side  of  the  tilt)  slotted  for  the  reception  of  the  wires  35 
**  of  the  saddle  framework.  Shoulders  are  formed  on  the  centre  pieces  to  fit  in 
"  recesses  in  the  washers  next  them,  and  the  whole  is  drawn  together  and 
"  secured  to  the  saddle  pin  or  pillar  by  a  bolt  passing  through  the  washers  and 
"  centre  pieces,  and  through  the  whole  at  the  end  of  the  saddle  pillar,  and  thus 
"  forms  the  pivot  of  the  tilt.  40 

"  Our  invention  may  likewise  be  applied  to  saddles  having  slotted  or  girder 
**  or  like  frames.  For  this  purpose  instead  of  two  slots,  one  central  slot  would 
"  be  formed  in  the  washers,  of  suitable  dimensions,  to  -receive  the  slotted  or 
"  girder  frame.  Or  the  inner  washers  may  be  dispensed  with,  and  the  pivot 
^'  bolt  may  pass  through  the  slots  in  the  girder  frame,  and  the  outer  washers  be  so  45 
"  shaped  as  to  support  the  frame  underneath. 

''Tilts  constructed  according  to  our  invention  weigh  less  than  those  at 
"  present  in  use,  and  in  racing  cycles  the  washers  and  the  centre  piece,  which 
"  may  be  of  any  desired  shape,  may  be  constructed  of  aluminium.'* 

The  Complete  Specification  was  left  on  the  28th  of  April  1894,  and  accepted  50 
on  the  9th  of  June  1894,  and  (so  far  as  material)  stated  as  follows  :— "  This 
''  invention  relates  to  cycle  saddle  bosses  or  to  clamping  means  for  securing  or 
''  connecting  the  saddle  to  the  boss  and  the  boss  to  the  pillar  or  L  V'^  ^7  ^ 
''  single  movement  of  a  nut  or  equivalent,  and  which  invention  is  an  amplifica- 
''  tion  or  a  further  development  of  the  connection  means  or  bosses  described  in  55 
''  several  former  Letters  Patent  granted  to  John  Booltbee  Brooks  the  AflBignor 
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•*  of  our  said  mvention  and  bearing  date  respectively  the  18th  day  of  March 
"  1893  No.  5829,  the  28th  day  of  April  1893  No.  8553,  the  16th  day  of  May 
"  1893  No.  9756  the  9th  day  of  December  1892  No.  22608  and  the  13th  day  of 
"  April  1891  No.  6283. 
5  «  Figure  4  represents  a  horizontal  section  upon  the  dotted  lines  A  B  Figure  1, 
"  whilst  Figure  5  is  a  like  horizontal  section  upon  the  dotted  lines  C  D  of  the 

"  said  Figure  1 

"In  Figures  1  to  7,  the  boss  consists  of  six  strung-together  component  parts, 

"  vi2.j  two  inside  gripping  cheeks  a,  of  softish  metal,  (within  which  the  points 

10  "  of  set  screws  can  slightly  imbed  themselves)  having  circular  shoulders  a^,  and 

'^  inside  and  concaved  gripping  faces  a',  semi-circular  in  cross  section  and 

"  adapted  to  embrace  (when  forced  home  or  drawn  together)  the  tubular  pillar 

"  member  J,  which  has  through  it,  a  transverse  hole  J*,  wherethrough  the  pin 

"  or  bolt  c,  having  a  washer  head  c^,  at  the  one  end,  and  a  wormed  part  c^,  at 

15  "  the  other  end,  passes,  and  which  bolt  or  screw  pin  c,  also  is  directed  through 

"  holes  a',  in  the  cheeks  a,  and  holes  d\  of  an  intermediate  and  rotating  washer 

"  dy  located  between  end  washer  e  and  the  outside  face  a\  of  the  cheeks  a,  upon 

"  one  side,  and  between  the  washer  head  c»,  and  the  face  a*,  of  the  cheek  a,  upon 

"  the  other  side.    /  are  wires  or  rods  of  the  saddle  framing  taking  and  lying 

20  "  within  keep  grooves  e\  d*,  of  outside  washer  e,  and  interposed  washer  rf,  on 

"  one  side,  and  keep  grooves  c*,  cP,  of  the  head  washer  c^,  and  intervening 

"  washer  d,  upon  the  other  side,  which  last  named  washer  d,  has  clearance  holes 

"  d*,  through  it,  to  admit  of  the  points  g^^  of  the  set  and  locking  pins  ^,  screwing 

*^  through  the  head  washer  c^,  taking  or    impressing  themselves  into    the 

25  **  unhardened  metal  of  the  face  of  the  cheek  a,  upon  the  pin  side. 

"  It  is  understood  that  the  holes  cP,  in  the  washers  d,  beside  threading  over 
"  the  stem  of  the  pin,  also  take  over  the  annular  shoulders  a^  on  the  outside 
"  faces  of  the  cheeks  a. 
"A  nut  A,  takes  upon  the  screwed  end  c^,  of  the  bolt  or  pin  with  a  nut 
30  "  washer  h\  in  front  of  it. 

"Assuming  that  the  nut  ^,  is  loose,  and  also  that  the  point  of  the  locking 
"  pin  Qy  is  clear  of  the  face  of  the  cheek  and  that  the  two-high  frame  rods/,  of 
"  the  saddle  framing  are  placed  in  the-  respective  keep  grooves  of  the  opposed 
"  parts,  now  adjust  the  saddle  to  the  position  required  by  sliding  the  same 
35  «*  longitudinally  within  the  keep  grooves  and  at  the  same  time  giving  the  tilt 
"  required  by  collectively  turning  the  washers  d,  e,  and  head  c*,  with  bolt  c. 
"  That  is,  when  the  parts  are  loose,  the  moving  of  the  saddle  vertically,  turns 
"  the  component  parts  round  and  when  in  the  positions  required,  then  screw 
"  up  the  nut  A,  drawing  all  the  component  parts  together,  with  the  inside 
iO  "  bearing  faces  of  the  cheeks  pressing  upon  the  pillar  member,  and  thus 
"  the  frame  rods  are  secured  or  clamped  to  the  boss  and  the  boss  to  the  seat 
"  pillar. 

"  By  now  screwing  home  the  set  pins  g^  the  component  parts  of  the  boss  are 

"  locked  or  are  prevented  from  turning  upon  each  other. 

45      "  Having  now  particularly  described  and  ascertained  the  nature  of  our  said 

"  invention,  and  in  what  manner  the  same  is  to  be  performed,  we  declare 

"  that  what  we  claim  is  : — First.  In  cycle  saddle  bosses  or  attachments,  gripping 

"  or  securing  the  frame  rods,  or  the  frame  wires,  or  the  frames,  of  cycle  saddles 

"  between  intervening  and  rotating  washers,  disposed  upon  the  outside  faces 

50  "  of  the  gripping  cheeks,  and  outside  washers,  or  an  outside  washer  and  a  head 

"  washer,  carried  by  a  bolt  or  pin,  which  said  opposed  washers  preferably  have 

"  keep  grooves  or  sinkings  within  them  for  receiving  or  seating  the  said  wires 

"  or  frames,  substantially  as  and  for  the  purpose  as  described  and  set  forth  in 

**  Figures  1  to  10. 

55      "  Secondly.  In  cycle  saddle  attachments  or  bosses,  the  combination  with  the 

^  rotating  and  inner  washers  located  between  the  gripping  cheeks  and  the  outer 
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"  washers,  of  setting  and  locking  screws  or  pins  g^  substantially  as  and  for  the 
"  purpose  as  described  and  set  forth. 

"  Thirdly.  In  cycle  saddle  attachments  or  bosses,  the  general  construction, 
'^  arrangement  and  combination  of  the  parts  substantially  as  described  and  set 
"  forth."  5 


10 


Under  an  assignment,  dated  the  1st  of  December  1894,  the  patent  (No.  14,620 
of  1893)  became  vested  in  the  said  J,  B.  Brooks. 

On  the  28th  of  March  1895,  J.  B.  Brooks  commenced  an  action  against 
Eliza  Lamplugh  and  Edward  Lant  Tyndall,  legal  personal  representatives  of 
James  Alfred  Lamplugh,  deceased,  and  the  said  Eliza  Lamplugh  and 
Edward  Lant  Tyndall,  trading  as  J.  A.  Lamplugh  and  Go.,  for  infringement 
of  the  three  patents,  and  three  others,  two  of  which  were  not  proceeded  with 
at  all,  and  another.  No.  8652,  which  was  not  relied  on  at  the  trial.  By  the 
Statement  of  Claim,  the  Plaintiff  stated  that  (1)  J,  A.  Lamplugh  died  on  the 
18th  of  June  1895 ;  (2)  the  said  J.  A,  Lamplugh,  deceased,  infringed  the  15 
Plaintiff's  first  three  patents  ;  (3)  the  Plaintiff  was  the  true  and  first  inventor 
of  the  first  three  patents ;  (4)  the  Plaintiff  was  duly  registered  owner  of 
the  Easom  and  Mills'  patent ;  (5)  the  said  J.  A.  Lamplugh,  deceased,  infringed 
the  patent  (No.  14,620  of  1893)  ;  (6)  the  said  patents  were  valid  and  of  full  force 
and  effect;  (7)  by  reason  of  such  infringements  the  estate  of  the  said 
J.  A.  Lamplugh  had  been  benefited  to  the  amount  of  the  profits  claimed  in 
this  action  in  respect  of  such  infringements.  The  Defendants,  E.  Lamplugh 
and  E.  L.  Tyndall,  had,  since  the  death  of  the  said  J.  A.  Lamplugh,  carried  on 
the  business  of  J.  A.  Lamplugh  and  (7c>.,and  had  infringed,  and  had  threatened 
to  infringe,  the  Plaintiff's  said  patents  ;  and  the  Plaintiff  claimed  the  usual 
relief,  and  against  the  Defendants,  as  the  personal  representatives  of  the  said 
J.  A.  Lamplugh,  an  account  of  profits  in  respect  of  infringements  committed 
by  the  said  J.  A.  Lamplugh  prior  to  his  decease  ;  and  costs. 

The  re-amended  Particulars  of  Breaches  stated  that — (1)  The  said  J.  A. 
Lamplugh,  prior  to  his  decease,  and  the  Defendants,  since  the  decease  of  the' 
said  J.  A.  Lamplugh^  had  at  divers  times  manufactured,  ^Id,  supplied,  let  on 


20 


25 
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hire,  and  used  bicycle  and  tricycle  saddles  in  infringement  of  the  said  four 
patents.  (2)  Types  of  the  infringements  complained  of  were  the  saddles  manu- 
factured and  sold  by  the  said  J.  A.  Lamplugh  and  by  the  Defendants  since 
the  decease  of  the  said  J.  A,  Lamplt^h,  under  the  names  and  descriptions 
5  following :—  «  Lamplugh's  '95  404,"  «  Lamplugh's  '95  Semi-Race,"  "  Lam- 
"plugh's  '95  Roadster,"  "Lamplugh's  '95  Race,"  "Lamplugh  and  Co.'s  25»,'' 
"  Lamplugh's  Ladies'  404."  (3)  All  the  saddles  referred  to  specifically  in 
paragraph  2  infringed  the  Plaintiff's  patents  in  the  following  particulars  :— (&) 
No.  15,424  of  1890,  Claim  2  and  the  letterpress  and  drawings  relating  thereto  ; 

10  (d)  No.  22,608  of  1892,  Claims  4,  5,  6,  and  7  and  the  letterpress  and  drawings 
relating  thereto  ;  (/)  No.  14,620  of  1893,  the  whole  of  the  Specification. 
(4)  The  saddles  manufactured  and  sold  by  the  said  J.  A.  Lamplv^hy  and  by 
the  Defendants  since  his  decease  under  the  names  and  descriptions  following, 
namely,  "Lamplugh's  '95  Light    Roadster,"  ''Lamplugh's  '95    Semi-Race," 

15  "Lamplugh's  '95  Race,"  were  also  infringements  of  the  Plaintiff's  patent 
No.  15,424  of  1890  in  respect  of  the  first,  fourth,  and  sixth  claims,  and  the 
letterpress  and  drawings  relating  thereto.  (5)  The  saddles  manufactured  and 
sold  by  the  said  J.  A,  Lamplughy  and  by  the  Defendants  since  his  decease, 
under  the  name  and  description  following,  *' Lamplugh's  255,"  were  also 

20  infringements  of  the  Pbiintiff's  patent  No.  15,424  of  1890  in  respect  of  the 
third  claim  and  the  letterpress  and  drawings  thereto.  (6)  The  Defendants 
had,  since  the  decease  of  the  said  J.  A  Lamplugh^  publicly  offered,  by 
advertisement  and  otherwise,  to  supply  to  the  public  cycle  Mwldles  of  the 
same  description  as  those  mentioned  in  paragraph  2  hereof,  and  still  continued 

25  so  to  do. 

An  order  was  made  on  the  17th  of  February  1896  that  the  words  "  types  of," 
in  paragraph  2  of  the  Particulars,  be  struck  out,  the  Plaintiff,  by  his  Counsel, 
admitting  that  the  infringements  complained  of  in  the  case  of  all  the  patents 
referred  to  in  paragraph  3  of  the  Particulars  related  to  the  bosses  of  the 

30  saddles. 

The  Defendants,  by  their  defence,  said  that  they  had  not  infringed  any  of 
the  said  patents.  As  to  patent  No.  15,424  of  1890 :— (6)  The  alleged  invention  was 
not  new.  (7)  Was  not  useful.  (8)  The  final  Specification  was  insuiOacient. 
As  to  patent  No.  22,608  of  1892  :— (10)  The  alleged  invention  was  not  new.   (11) 

35  was  not  proper  subject-matter.  (12)  The  said  J,  B,  Brooks  was  not  the  first  and 
true  inventor  of  the  alleged  invention.  (13)  The  final  Specification  described 
an  invention  larger  than  and  different  from  the  invention  described  in  the 
Provisional.  As  to  the  patent  No.  14,620  of  1893  :-h[14)  The  alleged  invention 
was  not  new.    (15)  Was  not  proper  subject-matter.    (16)  The  said  F.  Easom 

40  and  the  said  Q.  P.  Mills  were  not  the  true  and  first  inventors  of  the  alleged 
invention.  (17)  The  final  Specification  claimed  an  invention  larger  than  and 
different  from  the  invention,  the  nature  of  which  was  described  in  the  Provisional. 
(18)  The  said  patent  was  invalid  by  reason  that  the  Crown  had  already  made  a 
grant  of  a  patent  for  the  same  invention  to  one  J.  A.  Lamplughy  No.  5683 

45  of  1893. 

The  amended  Particulars  of  Objections  were  as  follows.  As  to  patent  No. 
15,424  of  1890  :— (5)  The  alleged  invention  is  not  new  ;  the  alleged  invention  is 
published  by  Harrington's  Specification,  No.  12,835  of  1885.  (6)  The  alleged 
invention  is  not  proper  subject-matter.    (7)  The  final  Specification  does  not 

50  sufficiently  describe  the  nature  of  the  invention  and  the  manner  in  which  the 
same  is  to  be  performed  so  far  as  relates  to  Figures  7  and  8  .  .  .  (8.)  The  alleged 
invention,  so  far  as  relates  to  Figures  9, 10,  and  11,  is  not  useful.  As  to  the  patent 
No.  22,608  of  1892  :— (9)  The  said  J.  B.Brooks  is  not  the  true  and  first  inventor. 

ilO)  The  alleged  invention  is  not  new.     Ab  to  Claims  4,  5,  6,  and  .7,  the 
)efendants  rely  on  Ooddard  and  Rucker's  Specification,  No..  13,073  Qf  1891, 
Figures  1,  5,  and  6,  and  the  letterpress  relating  thereto.  As  to  Claims  1»  2,  and  3, 
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the  Defendants  rely  upon  the  common  general  use  of  rubber  and  metal  springs 
for  cushioning  the  Raddles  and  other  parts  of  cycles  and  all  classes  of  machinery. 
(11)  The  alleged  inventions  disclosed  in  all  the  claims  are  not  proper  subject- 
matter.  Under  this  head  of  subject-matter,  and  wherever  the  defence  of 
subject-matter  is  raised  to  any  of  the  Specifications,  the  Defendants  allege  that  5 
the  alleged  inventions  claimed  in  the  Plaintiff's  said  Specifications  were 
matters  of  common  general  knowledge  in  the  bicycle  trade,  and  that  all  the 
alleged  inventions  are  the  mere  application  without  invention  of  old  and  well 
known  mechanical  devices  to  saddles  for  bicycles  and  tricycles.  As  to  parent 
No.  14,620  of  1893  :— (13)  The  alleged  invention  is  not  new.  It  was  published  10 
by  the  Specification  of  Ooddard  and  Rucker,  No.  13,073  of  1891,  Figures  1,4, 5, 
and  the  letterpress  relating  thereto.  (14)  The  alleged  invention  is  not  proper 
subject-matter.  (15)  The  said  F,  Easom  and  G.  P.  MilUf  were  not  the  true  and 
first  inventors.  (16)  The  final  Specification  claims  an  invention  in  Claim  2 
larger  than  and  different  from  the  invention,  the  nature  of  which  is  described  in  15 
the  Provisional  Specification .  (17)  The  Plaintiff  is  not  in  law  the  proprietor  of 
the  right  to  make  and  sell  the  invention  claimed  in  the  said  patent,  by  reason 
that  the  right  to  make  such  invention  had  been  granted  to  Lamplugh  by  his 
patent  No.  5683  of  1893.  The  grant  of  the  patent  to  Lamplugh  is  a  ground  on 
which  the  patent  14,620  of  1893,  granted  to  F,  Easom  and  O.  P.  Mills,  might  20 
have  been  repealed  by  scire  facias^  and  is  now  available  by  way  of  defence  to 
this  action  according  to  the  Section  26  of  the  Patents,  &c.  Act,  188'). 

The  Plaintiff,  in  reply,  denied  each  and  all  of  the  allegations  in  paragraph  17 
of  the  Particulars  of  Objections  for  the  reasons  following :— (a)  The  invention, 
the  nature  of  which  was  disclosed  in  the  Provisional  Specification  to  the  said  25 
•/,  A.  LamplugKs  patent  No.  5683  of  1893,  and  in  respect  of  which  the  patent 
was  granted  to  J,  A  Lamplugh,  is  a  different  invention  from  the  inventions 
which  are  the  subjects  of  the  Plaintiff's  patent,  No.  14,620  of  1893,  sued  on  in 
this  action,  {h)  The  said  patent  granted  to  «/.  A,  Lamplvgh  is  invalid  by 
reason  that  the  device  described  in  the  Complete  Specification  to  the  patent  on  30 
page  5,  lines  6-32,  and  illustrated  in  Figures  28  and  29  of  the  drawings,  and 
claimed  generally  in  the  claiming  clause,  is  a  different  invention  from  the 
invention,  the  nature  of  which  is  described  in  the  Provisional.  (2)  Subject  to 
paragraph  1  the  Plaintiff  joined  issue. 

The  Defendants  put  in  a  rejoinder  to  (a)  and  (6)  of  the  reply,  saying  that  35 
they  joined  issue  thereon. 

The  action  now  came  on  for  trial.    Moulton,  Q.C.,  Terrell,  Q.C.,  C.  E.  E. 
Jenkins,  and  W.  P.  Bylands  (instructed  by  Gapron,  agent  for  E.  G.  Newey^  of 
Birmingham)  appeared  for  the  Plaintiffs;    A.  J.  Walter  and  J.  H.   Gray 
(instructed  by  Sharpe  Parker,  Pritchards,  and  Barham,  agents  for  Tyndall  40 
and  Go.,  of  Birmingham)  for  the  Defendants. 

Moulton,  Q.C.,  for  the  Defendants. — The  three  patents  (the  other.  No.  8562  of 
1888, 1  do  not  rely  on  for  relief)  now  in  question  relate  to  one  subject — ^bicycle 
saddiesand  the  mode  of  attaching  them  to  the  frame,  that  is,  the  L  bar  on  the  pillar; 
the  1890  patent  relates  to  the  construction  of  the  support  of  the  saddle,  and  the  45 
other  two  to  the  boss  by  which  it  is  attached  to  the  pillar.    Prior  to  the  first  of 
these  patents,  it  was  customary  to  support  the  saddles  on  a  single  bar ;  that  had 
to  be  strong  and  was  more  or  less  heavy,  and  weight  is  of  great  importance  in 
cycles.      Brooks  conceived  the  idea  of   obtaining  strength  and  rigidity  to 
support  the  saddle,  not  by  increasing  the  bar,  but  by  introducing  the  principle  50 
of  the  trussed  beam  ;  he  divided  the  support  into  two,  and  he  got  an  increase 
in  strength  and  much  more  lightness.    The  whole  weight  of  the  saddle  and 
the  rider  is  supported  on  two  wires  on  each  side,  and  the  arrangement  is  very 
strong.    The  weight  of  the  rider  compresses  the  lower  member  of  the  triangle 
and  puts  the  other  member  in  tension  ;  his  method  has  become  quite  universal.  55 
From  the  allegations  of  the  Defendants,  it  can  be  seen  that  they  do  not  deny 
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tliat  Brooks  was  the  first  to  briag  in  the  method  of  supporting  by  double  wires, 
and  they  only  allege  one  anticipation,  which  was  more  for  the  use  of  an  elliptic 
ring.  As  to  the  first  Specification  [Counsel  read  the  Specification],  No.  15,i24 
of  1890,  in  Figure  4,  there  is  what  is  very  often  called  a  cradle  spring  front  and  a 
5  colled  spring  behind,  but  it  is  evident  cradle  springs  can  be  substituted  for  coiled 
springs.  The  nature  of  the  particular  springs  does  not  matter  at  all.  The  first 
two  claims  are  the  material  ones  ;  the  third  claim  is  not  important.  [  Walter. — 
There  is  an  order  of  the  17th  of  February  1896  limiting  the  Claim  2  to  bosses 
only.]    The  fourth  and  sixth  claims  havebeen  infringed,  but  not  the  fifth.    The 

10  infringing  saddle  is  the  "  Light  Roadster  "  saddle  of  1895  ;  that  uses  specially 
formed  springs  at  the  front  and  back,  but  there  will  be  evidence  that,  so  far  as 
the  base  framing  is  concerned,  there  is  no  difference  except  that  the  Defendants' 
bend  in  the  front  part  of  their  two  trussed  beams.  That  uses  the  Plaintiff's 
invention  ;  the  Plaintiff  claims  the  support  of  saddles  by  base  framing  con- 

15  nected  by  springs  of  any  kind  ;  the  Defendants  obtain  their  support  from  the 
base  framing,  though  the  springs  are  varied.  The  defence  alleges  various 
objections  to  this  patent,  but  the  only  anticipation  alleged  is  HarringtorCs 
Specification,  and  there  is  no  difficulty  in  dealing  with  that.  Then  there  are 
objections  of  want  of  subject-matter  and   insufficiency,  which  are   familiar 

20  objections.  As  to  patent  No.  22,608,  which  relates  to  a  boss,  the  first  part  does 
not  relate  to  the  patent  boss,  and  the  Defendants  are  only  alleged  to  infringe 
the  boss.  Figures  4,  «*),  6,  and  7  are  drawings  of  the  same  thing,  the  boss,  which 
has  been  put  on  any  bicycle.  (A  model  was  put  in  of  Figure  5.)  This  has  very 
considerable  advantages.    It  enables  the  saddle  to  be  adjusted  backwards  and 

25  forwards,  and  there  is  a  tilting  adjustment  of  great  importance,  obtained  by 
having  a  hole  through  which  one  pin  goes,  exactly  the  size  of  the  pin.  The 
hole  through  which  the  other  pin  goes  is  a  slot  curve  in  plan,  so  that  it  is  part  of  a 
circle,  as  it  were,  and  therefore  you  can  alter  the  slope  of  those  bars  that  support 
the  saddle  relative  to  the  L  ^^^ ;  Figure  4  shows  that  very  well  and  so  does 

30  Figure  5.  Pillars  are  now  more  common  than  L  ^sirs.  Figure  9  is  another  form, 
a  development  of  Figure  5  ;  it  is  made  by  bringing  the  two  inside  independent 
screws  in  Figure  5  into  one  screw.  The  members  of  the  saddle  framing  are  still 
nipped  by  a  washer  pressed  on  them  by  a  nut.  One  screw  is  substituted  for  two, 
but  there  must  be  the  two  shanks.  The  grip  is  the  same  as  in  Figure  5,  so  that  the 

35  saddle  supports  are  held  in  the  same  way,  but  with  one  screw  instead  of  two.  In 
Figure  9,  the  Patentee  gives  up  the  tilting  ;  the  construction  is  as  if  you  had,  in 
Figure  5,  made  the  slot  only  the  same  size  as  the  other  hole.  In  the  next  patent, 
the  Patentees  altered  Figure  9  so  as  to  give  the  tilting  power.  Figure  9  was  an 
improvement  of  Figure  4, which  had  not  the  tilting,  otherwise  it  is  an  improve- 

40  ment  on  Figure  5.  There  is  a  claim  in  words  to  Figure  5  and  Figure  9.  As  to  fourth 
claim,  when  you  tighten  up  the  one  frame  rod  you  tighten  up  both  and  the  boss 
on  the  pillar,  by  means  of  which  these  two  come  round  and  clip  the  pillar. 
Figure  5  is  much  the  same.  Three  saddles,  A,  B,  and  C,  infringe  this  ;  there  is 
little  doubt  that  they  infringe  Figure  9 ;  A  and  B  are  the  same  ;  C  is  a  little 

45  different ;  but,  with  the  exception  of  a  washer  interposed  between  the  wire  and 
the  sectional  parts,  there  is  no  diference  between  A  and  Figure  9.  The  washer  is 
put  inside  the  bar  between  the  sectional  part  and  the  wire,  and  is  an  improve- 
ment, but  still  the  Defendants  infringe  Figure  9.  They  take  every  detail  of 
Figure  9,  but  in  theirs  they  have  that  addition,  and  they  have  two  wires ;  the  con- 

50  sequence  is,  that  the  wires  come  one  on  each  side  of  the  pillar,  while  the 
Plaintiff's  wire  passes  through.  There  are  numerous  objections  made  to  the 
validity  of  this  patent ;  anticipation  is  alleged  by  Ooddard  and  Rucker*s  Speci- 
fication—the Defendants  say  that  the  Plaintiff  is  anticipated  by  Figures  5  and  6 
of  Ooddard  dJi^  Backer's  Specification.  The  best  model  of  that  that  the  Plaintiff's 

55  witnesses  can  make  will  not  work.  I  do  not  see  how  it  can  pinch  both  the  bar 
and  the  frame.     There  is  another  objectioni  that  the  Complete  Specification 
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describes  a  larger  invention  than  that  described  in  the  Provisional.     But 
it  is  the  duty  of  a  Patentee  to  develop  his  invention,  and  even  to  invent  between 
his  Provisional  and  Complete  ;  and  I  submit  Figure  9  is  a  perfectly  fair  develop- 
ment of  the  Provisional.    Figure  5  is  actually  described  in  the  Provisional,  and 
Figure  9  is  a  fair  development  in  the  way  of  simplicity.  Woodward  v.  Sarutum^  5 
4  R.P.C.  166,  is  the  standard  decision  on  what  a  Patentee  is  entitled  to  do 
between  his  Provisional  and  his  Complete.    The  Patentee  is  only  to  describe 
the  nature  of  his  invention  in  the  Provisional,  and  he  may  develop  in  the 
Complete.    The  Court  in  that  case  went  very  far  in  allowing  the  Patentee  to 
put  a  construction  in  the  Complete  Specification  quite  different  to  the  construe-  10 
tion  elaborately  described  in  his  Provisional.    The  Plaintiff  here  had  a  right 
to  develop  Figure  5  and  put  it  in  its  best  form,  and  put  in  his  Figure  9 ; 
Patents,  &c.  Act,  1883,  Section  4.    In  Vickers  v.  Siddell,  7  R.P.C.  292,  there 
was  an  invention,  which  was  certainly  not  described  in  the  Provisional,  but  the 
House  of  Lords  were  satisfied  that  the  Patentee  meant  the  invention  which  he  put  15 
in  his  Complete.    The  third  patent  of  1893  made  a  little  addition  to  the  other 
invention,  and  is  full  of  ingenuity,  remedying  the  defect  of  Figure  9.  Tilting  is 
a  great  object,  and  there  was  a  want  of  this  in  Figure  9.   In  this  patent  of  Easom 
and  MillSj  a  washer  is  introduced  between  the  side  support  of  the  saddle  and 
the  sectional  clip  piece,  and  the  washer  has  a  serrated  face,  or  some  means  are  20 
taken  to  prevent  turning  round,  and  when  you  undo  the  screws,  the  saddle  can 
be  tipped  in  any  position,  and  when  you  screw  it  up,  it  is  held  fast  in  the 
position  of  Figure  9.  I  will  pass  up  a  model  of  Figure  4  of  Easom  and  Mills ;  they 
were  independent  inventors  who  sold  their  patent  to  Brooks.    They  were 
behind  Brooks  in  not  using  his  better  screw  ;  their  screw  passed  through  the  25 
bar  ;  his  was  round  the  bar,  but  both  act  in  the  same  way.    The  only  change 
Easom  and  Mills  put  in  was  the  additional  washer,  which  makes  the  direction 
of  the  saddle  bar  free  to  be  changed.    Of  course  the  two  washers  must  have 
their  grooves  facing  one  another  in  order  to  hold  the  wire  that  supports  the 
washer.   As  long  as  one  of  those  washers  was  part  of  the  sectional  base,  rotation  30 
was  not  possible,  but,  by  working  it  independently,  that  allowed  the  rotation, 
which  makes  the  success  of  the  boss  without  sacrificing  anything,  and  there  is 
still  the  longitudinal  adjustment.    It  is  Figure  9  of  Brooks  of  1892,  with  all  its 
advantages,  except  that  the  screw  goes  through  the  bar.    It  gives  the  all- 
important  power  of  tilting.    Figure  4  has  a  nut  only  at  one  end.    The  washer  35 
head  (c^),  instead  of  being  made  in  one  piece  with  the  bolt  (c),  may  be  made 
as  a  separate  washer,  like  the  washer  (e),  so  that  you  might  have  two  washers. 
The  only  change  is  a  nut  at  both  ends  ;  it  is  only  a  variation,  making  it 
symmetrical  at  both  sides,  but  not  very  material.    The  claim  is  for  gripping 
the  frame  rods  or  wires  between  intervening  and  rotating  washers ;  that  is  a  40 
claim  for  Figure  4  in  the  two  shapes.  The  first  paragraph  of  the  Complete  Speci- 
fication says  : — "  This  invention  relates  to  cycle  saddle  bosses  or  to  clamping 
'*  means  for  securing  the  saddle  to  the  boss,  and  the  boss  to  the  pillar  or  the 
"  bar  by  a  single  movement  of  a  nut  or  equivalent,"  and  the  paragraph  then 
refers  to  former  patents  of  Brooks.    The  Court  will  see  that  screwing  up  one  45 
nut  will  pinch  the  whole.    This  patent  went  before  the  Court  of  Appeal  in 
Brooks  V.  Steele  and  Gurrie^  14  R.P.C.  46  ;  the  Plaintiff  was  defeated  there  on 
the  question  of  infringement,  because  the  saddle  was  secured  to  the  boss  by  a 
perfectly  different  screw  to  that  by  which  the  boss  was  secured  to  the  pillar  ; 
there  is  a  third  screw  which  works  at  right-angles  to  the  one  which  goes  right  50 
through.    If  there  had  been  one  screw,  there  would  have  been  infringement. 
[Walter. — I  was  for  the  Defendant  in  that  case,  and  my  reading  is  different.] 
The  only  point  decided  was  that  it  was  essential  to  the  Easom  and  Mills^  patent 
that  the  tightening  up  should  be  by  one  screw.    The  three  infringing  SEuIdleB,    . 
A,  B,  and  0,  all  infringe  this  patent.    [Walter. — ^With  regard  to  the  other  on^  SS 
I  understand  you  allege  that  they  are  all  with  regard  to  the  bosses  ?]    Ted. 
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There  ia  an  absence  of  the  third  screw  there,  and  the  only  diflEerence  is  that  the 
Defendants  have  taken'  the  Plaintiff's  form  of  through  bolt.  Brooks  made  a 
hole  in  the  shank  of  the  screw,  so  that  the  pillar  goes  through  it.  Easom  and 
Mills  did  not ;  no  doubt  the  Defendants  have  taken  the  Plaintiff's  form  of 
ff  through  bolt,  but  that  is  the  only  change  from  Easom  and  Mills.  Everything 
acts  in  exactly  the  same  way,  and  the  important  thing  is,  that  the  Defendants 
use  the  rotating  washers,  clamped  up  by  one  and  the  same  screw,  so  as  to  pinch 
the  bolt  and  the  frame  seatings  by  one  operation.  These  will  tilt.  There  are 
various  objections  to  validity,  but  the  only  one  I  need  mention  is  the  patent  of 

^^  Lamplugh,  No.  5683  of  1893,  Figure  29  of  which  is  identical  with  Easom  and 
Mills,  The  Defendants'  contention  that  that  is  a  prior  patent  is  primd/acie  all 
right.  LamplugVs  Provisional  was  dated  the  16th  of  March  1893  ;  Easom  and 
Mills'  Provisional,  the  29th  of  July  1893  ;  LamplugWs  Complete,  the  13th  of 
December  1893 ;  Easom  and  Mills'  Complete,  the  28th  of  April  1894.    Easom 

f ^  and  Mills'  Provisional  contains  this  invention,  but  Lamplugh's  does  not,  but 
his  Complete  does.  Evidence  will  be  given  that  the  invention  of  Easom  and 
Mills  was  shown  to  Lamplugh  before  he  had  filed  his  Complete,  and  he  cannot 
set  up  that  against  the  Plaintiff's ;  he  was  not  the  true  and  first  inventor,  and 
he  cannot  get  a  patent  for  that  invention,  which  hfe  did  not  make,  but  got  from 

^  Easom  Sknd  Mills. 

The  following  witnesses  were  called  for  the  Plaintiff  :— Sir  F.  Bramwell ; 
D.  W.  Bassetty  manager  of  The  Raleigh  Cycle  Company;  Belcher^ 
works'  manager  to  The  Beeston  Humber  Company ;  and  Harold  Johnson^  a 
commercial  traveller  in  the  cycle  trade. 

35  Walter  and  J.  H.  Cray  opened  the  Defendants'  case.  Two  of  the  Plaintiff's 
Specifications  have  been  decided  upon  in  BrooksY. Steele  and  Gurrie,  14  R.P.C.46, 
in  which  no  infringement  was  held.  In  Brooks'  patent.  No.  15,424  of  1892, 
the  system  adopted  is  a  system  utilizing  the  trussed  construction  of  the  base 
framing.    Now,  the  base  framing  is  the  portion  of  the  saddle  which  plays  no 

30  part  in  giving  a  spring  to  the  saddle,  but  merely  affords  support  to  the  springs 
upon  which  the  ^dle  rests  at  points  a  considerable  distance  from  the  boss,  by 
which  the  whole  structure  is  secured  to  the  [_  V^^*  There  is  a  considerable 
stress,  and  a  tendency  to  bend  the  base  framing,  by  bending  down  the  two  ends 
of  the  base  framing,  will  take  place.   It  was,  therefore,  desired  to  obtain  as  rigid 

35  a  base  as  was  consistent  with  weight  and  a  ready  method  of  attachment  to  the 
L  bar.  The  base  framings  put  to  Sir  F.  Bramwell  were  admitted  to  be  well 
known.  They  had  not  the  trussed  beam  ;  but  it  is  the  Defendants'  case  that 
base  framings  per  se  were  well  known,  consisting  of  members  so  placed  that 
portions  were  in  compression  and  other  portions  in  tension.    [RiDLBr,  J. — I 

4u  think  not.]  It  was  also  admitted  that  in  a  structure,  a  bridge,  or  other  things 
where  strength  is  required,  the  strut  or  trussed  beam  is  the  form  every  engineer 
would  select.^  This  is  the  position  we  take  up,  that,  if  a  particular  method  of 
construction  is  old,  and  has  been  applied  to  appliances  where  the  objects  required 
are  the  same,  there  is  no  invention  in  applying  an  old  and  well-known  appliance 

45  for  an  old  purpose  to  a  mere  new  application  of  that  structure.  Of  course,  if 
invention  is  required  for  the  application,  it  may  be  good  subject-matter,  but 
we  submit  there  is  no  invention  here.  The  Plaintiff  might  have  said  his  was  a 
wire  structure,  and  no  one  had  that  before,  but,  unfortunately  for  him,  he  has 
gone  to  the  metal  plates.    We  submit  the  first  claim  is  a  bold  claim  to  the  use 

50  of  a  trtissed  beam  for  the  base  framing  of  a  saddle.  Where  is  the  invention- 
base  framings  being  known,  and  it  being  known  that  lightness  and  rigidity 
were  required,  and  cycle  saddles  having  been  made  with  base  framing  ? 
We  submit  there  is  no  invention  in  applying  an  old  and  well-known  device 
in  an  old  and  well-known  way.    [Ridley,  J. — I  do  not  agree  if  the  application 

5S  is  to  a  new  and  useful  purpose.]  The  application  of  an  old  device  in  an  old 
way  to  attain  ol4'and  ^srell-known  results  is  no  subject-matter.    [Ridley,  J.— 
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That  is  not  the  case  here.]     There  is  no  statement  that  the  use  of  the  four 

wires  was  an   inTention,  and  now  it  is  tied  down  to  the  base  framing.      It 

is  the  essence  of  that  that  the  two  ends  of  the  upper  and  lower  members  of 

the  truss  must  be  secured  together  rigidly,  and  further,  that  when  any  o^**^®  - 

wires  are  in  tension,  the  line  between  the  point  at  which  the  pull  is  being 

applied,  and  the  point  at  which  the  wire  is  held  resisting  the  pull,  is  a  straight  line, 

and  in  the  same  way  in  the  lower  members,  when  the  wire  is  under  compression, 

the  wire  is  directed  straight  from  the  point  against  which  it  pushes  to  the  P^^^* 

to  which  it  is  being  pushed.    The  Defendants'  evidence  will  establish  that  the 

form  of  the  Defendants'  wires  is  directly  hostile  to  the  base  framing  being  a  av 

trussed  beam.      Means  are  provided  in  the  compression  members  for  their 

bending  outward,  and  the  tension  members  are  put  also  to  reduce,  by  spring 

action,   a  bend   placed   in   them,  and   thereby  destroy  it.     The   °^^^  ^* 

attaching  the  upper  and  lower  members  are  by  vertical  bolts  secured  by  bolts  ^ 

through  more  bends  in  the  wires.    There  are  more  bends  in  the  wires  at  the 

end ;  there  is  no  pull,  boring,  brazing,  or  riveting  of  the  parts  together,  m^^^^ 

means  of  resisting  the  sliding  action,  which  destroys  the  girder  force.    The 

Plaintiff  failed  on  this  point  in  Brooks  v.  SteeU,  14  R.P.C.  46.    The  Court  held 

that  in  F J.B.  4,  the  alleged  infringement,  there  was  nothing  to  hold  what  was 

alleged  to  be  the  tension  member.    ITerrelly  Q.C.— No.]    Counsel  read  the  M 

judgment  of  the  Court  of  Appeal,  ante  page  73,  line  44,  to  line  12  on  page  74 

[Ridley,  J.— That  case  has  nothing  to  do  with  this.]    I  am  referring  to 

the  construction  of   the   Plaintiff's  Specification.     [RiDLBY,  J. — ^It  is   n^t 

that ;   what  they  said  was,  that  F.J.B.  4  was  not  a  trussed  beam.]    The 

Court  found  that  the  Defendants'  was  not  a  trussed  beam  in  the  sense  used  » 

in  the  Specification  or  at  all,  as  the  wires  at  one  end  were  not  tied  together. 

The  Defendants'  case  here  is,  that  theirs    is    not  a  trussed  beam.     Then 

as  to  patent  No.  22,608  of  1892 ;  the  Defendants'  case  is  no  infringement, 

no    subject-matter,    disconformity,    and    want    of     novelty,     founded     on 

Ooddard  and  Rucker%  Specification  No.  13,073  of  1891.    It  is  necessary  to  M 

consider  the  claims,  and  also  what  it  is  upon  which  the  Patentee  says  he  has 

made  an  advance.    The  Patentee  refers  to  a  patent.  No.  13,733,  one  of  those 

on  which  he  says  he  made  an  improvement,  and  he  also  had  another  patent. 

No.  12,310.    Those  patents  show  that  the  Patentee  had,  at  that  date,  conceived 

the  idea  of  gripping  a  boss  to  an  L  P^n  ^y  »  split  ring,  screwed  up  by  a  nut  on  oo 

one  side  and  providing  for  a  tilt,  the  one  screw  binding  together  the  boss  and  ' 

the  L  pill  ai^d  the  sides  of  the  saddle  and  boss.    In  principle  that  was  old,  me  ^ 

Patentee  had  already  thought  of  that,  and  already  patented  one  form.     He  j 

patents  another  form,  consisting  of  a  pull  of  the  ring  against  two  rings  at  the 

same  time  by  one  nut  screwing  the  two  together.    The  Defendants  are  said  to  «w 

infringe  Claims  4,  5, 6,  and  7.    Sir  F.  Bramwell  endeavoured  to  read  cross-pins 

as  eye-bolt  in  the  fifth  claim.    On  the  fourth  claim  where  are  the  cross-pins  ? 

The  Patentee  says  he  does  not  claim  anything  old,  but  he  has  an  improvement 

and  shows  how  to  do  it.    Then  the  doctrine  of  mechanical  equivalents  does  not 

apply.    It  all  shows  that,  at  that  date,  there  was  practically  only  specific  com-  45 

bination  of  old  parts  left  to  invent.    The  clamping  appliances  and  the  bolt 

locking  the  wires  to  the  boss  and  the  boss  to  the  L  P^^^  ^*  ^^^  same  time  ^^^ 

both  old.    Therefore  there  was  the  specific  method  described  in  Claim  4,  and 

nothing  but  that  particular  combination,  identical  with  the  thing  shown  i^  *^®  ^^ 

drawings,  can  be  an  infringement.    "What  is  the  invention  in  Figures  4,  5,  6,  50 

and  7  ?    There  is  a  tilting  adjustment  obtained  by  two  pins,  one  on  each  side 

of  the  pillar.    The  pins  are  both  grooved  at  each  end,  and  there  is  an  alternative. 

The  Patentee  says,  "  The  washers  may  be  grooved  at  the  end,  but  I  have  two 

"  screws  which  I  screw  up  and  bind  together  in  that  way  the  appliances  shown 

"  upon  the  pillar,  and,  at  the  same  time,  by  means  of  screwing  up  the  bolt,  I  55 

"  join  the  wires."    The  pillar  is  no  novelty,  and  doing  that  thing  is  no  novelty. 
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It  was  done  in  the  Specification  No.  12,310  of  1892  in  one  .way, 
and  in  No.  13,733  of  1892  in  another  way,  and  now  he  is  doing  it  in 
a  third  way,  which  is  shown  in  his  drawing.  Between  his  Provisional 
and  his  Complete  (having  described  Figures  4  to  7)  he  works  ont  Figures  8  to  10. 
5  Sir  F.  Bramwell  said  he  would  not  refer  to  any  lines  in  the  Provisional  pointing 
to  that,  but  he  says  it  was  a  fair  development.  It  is  submitted  it  is  discon- 
formity,  and  that  when  the  nature  of  the  Provisional  is  a  mere  modification  of 
what  has  gone  before,  then  no  other  modification  is  a  legitimate  development. 
The  thinner  the  nature  of  the  development  the  less  the  scope  for  development. 

10  The  models  brought  to  show  the  missing  link  between  Figures  4  to  7  and  Figures 
8tol0show,according  to  Sir^.jBramt^^W,  two  bolts,  then  two  bolts  bending  a  little, 
then  bent  till  they  approach,  then  a  half-screw  on  one  and  a  half -screw  on  the 
other,  then  they  are  joined  together  in  the  one  eye,  which  screws  at  each  end  ; 
the  ends  of  the  screws  are  blocked  up  (they  were  slotted  before)  and  a  skeleton 

15  split  ring  is  found  in  Figures  8  to  10.  Where  is  that  to  be  found  in  the 
Provisional,  or  how  is  that  a  legitimate  development  ?  As  to  the  fifth  and 
seventh  claims,  there  is  no  shadow  or  hint  of  them.  As  to  subject-matter, 
Morgan  v.  Windover^  7  R.P.C.  131,  at  page  134,  decides  that,  if  a  particular 
device  has  been  patented  without  any  ingenuity  in  applying  it,  it  will  not  do. 

20  In  this  present  case/ there  were  frames,  which  were  undoubtedly  rigid  and 
perfectly  strong,  put  in  to  support  the  saddle.  All  that  was  on  that  particular 
frame  which  was  used  before,  and  the  transit  beam  was  merely  put  in  by 
Brooks  without  ingenuity  of  any  kind.  Lord  Herschell^  at  page  137,  says,  "  The 
^^  mere  adaptation  to  a  new  purpose  of  a  known  appliance,  if  that  purpose  is 

25  «  analogous  to  a  purpose  to  which  it  has  already  been  applied,  and  if  the  mode 
''  of  application  is  analogous  so  that  no  inventive  faculty  is  required  and 
"  no  invention  displayed  in  the  manner  of  application,  is  not  subject-matter." 
That  case  shows  that  there  may  be  advantages  from  the  application  which  were 
not  thought  of  and  had  not  been  obtained  before,  but  unless  there  is  invention 

30  in  the  application  there  is  no  subject-matter.  Sir  F.  Bramwell  could  not  put 
it  higher  in  this  case,  on  the  point  of  ingenuity,  than  that  nobody  had  done  it 
before.  It  is  a  mere  application.  There  are  other  cases  which  carry  it  further. 
Harwood  v.  The  Oreat  Northern  Railway^  11  H.L.C.,  54,  where  it  was  a 
patent  for  the  use  of  a  fish  plate  to  join  together  the  two  ends  of  the  rails  where 

35  they  butted  together,  and  evidence  was  given  that,  in  a  timber  bridge,  horizontal 
beams  of  timber  were  laid  from  each  pier,  and  channel  iron  bars  were  laid 
underneath  the  beams  along  their  whole  length  and  were  secured  by  bolts. 
Lord  Westhury  said,  "  The  question  is,  whether  there  can  be  any  invention  in 
^^  taking  that  thing  which  was  a  fish  for  a  bridge,  and  having  applied  it  as  a  fish 

40  "  for  a  railway."  The  patent  was  held  invalid.  In  Riekmann  v.  Thierry^ 
14  R.P.C.  105,  a  patent  for  covering  an  eyelet  for  a  boot  with  celluloid  (the 
claim  being  for  the  article),  was  held  to  show  no  invention.  In  Hinks  v.  77ie 
Safety  Lighting  Company^  L.R.  4,  Ch.D.  607,  the  substitution  of  a  fiat  wick 
for  a  round  one  might  well  be,  and  was,  in  that  case,  held  a  sufficient  invention 

45  for  a  patent,  where  the  round  wick  previously  patented  was  not  available  for 
any  useful  purpose,  and  the  fiat  wick  had  supplied  a  great  want.  In  Brook  v. 
Astony  8  E.,  and  B.  478,  it  was  decided  that  there  was  no  novelty  in  applying 
revolving  beaters  by  certain  machinery  which  had  been  applied  to  cotton  and 
linen,  though  never  before  to  woollen  threads,  though  the  Court  assumed  the 

50  effect  on  woollen  threads  was  different  and  was  new  and  beneficial.  [Counsel 
read  parts  of  the  judgments  of  Lord  Halshury  and  Lord  Davey  in  Riekmann  v. 
Thierry  {supra)J\  Lord  Davey  ended  thus,  "  If  Counsel  mean  that  an  article 
"  which  is  new  to  the  market  is  therefore  proper  subject-matter  irrespective  of 
"  the  question  whether  the  production  of  it  was  the  result  of  invention,  then  I 
55  "  do  not  agree,  and  that  is  not  the  law."  In  Oadd  v.  Mayor  of  Manchester^ 
9  R.P.C.,  page  516,  Lindley^  L.J.,  at  page  524,  sums  up  the  law,  lines  15  to  45. 
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Sir  Frederick  BramwM  could  not  say  there  -was  any  ingenuity  here.  The 
Bubstitniion  of  »  trussed  beam  for  a  straight  girder  is  the  question.  Strength 
could  be  obtained  by  a  straight  girder  equally  well,  but  at  the  cost  of  w^ght. 
A  man  thinks  it  would  be  a  good  idea  to  replace  that  by  tiie  old  trussed  beam 
on  those  authorities  that  it  is  not  invention.  That  mere  commercial  benefit  does  5 
not  prove  invention  is  shown  by  Thierry  v.  Riehmann  (siipra\  where  millions 
of  the  things  wer§  sold.  In  Blakey  v.  Latham^  6  R.P.O.  29,  184,  where  the 
patent  was  for  ^  metal  plate  with  some  prongs  in  it  which  were  used  to  mend 
boots,  and  they  had  been  sold  in  enormous  quantities,  it  was  held  that  though 
it  was  new  there  was  no  subject-matter.  Those  are  cases  as  to  subject-matter^  10 
and  there  are  other  cases  on  the  question  of  how  widely  Courts  can  interpret 
claims  in  the  Specifications  so  as  to  see  if  what  is  done  by  the  Defendants  is 
within  the  precise  terms  of  the  claim  or  a  mechanical  equivalent.  Prior  to  the 
time  that  Easom  and  Mills  and  Brooks^  in  their  two  clamping  methods  of 
securing  together  by  one  screw  the  boss  to  the  L.  pin  and  the  eniddle  to  the  boss,  15 
the  subject  of  bosses  of  that  kind  was  well  known.  Brooks^  in  his  eariier 
patents  (12,310  of  1892  and  13,753  of  1892),  had  secured  by  one  screw  the  wires 
to  the  boss  and  the  boss  to  the  L  piu,and  not  only  so,  but  OoddardKa<3i  Rucker 
had  the  same  idea  and  also  used  one  screw.  All  that  was  left  to  any  Patentee  to 
invent  and  patent  was  a  new  mode  of  doing  it ;  and  the  cases  show  that,  in  20 
those  circumstances,  the  Patentee  is  limited  to  his  claim  and  cannot  exceed  it 
Curtis  V.  Platt^  L.R.  3,  Ch.D.  135,  note.  [Counsel  read  from  page  136,  note,  from 
"I  agree  also  .  .  ."  down  to  ** object  in  view,"  page  137,  note;  and 
also  page  139,  first  column,  from  the  words,  ^*If  the  invention  .  .  ." 
down  to  ^'  contemporaneous  patents."]  The  same  thing  is  to  be  found  in  25 
Bovill  V.  Pimm,  11  Ex.  R.  739 ;  and  R.  v.  Cutler,  Macrory's  P.C,  page  133. 
As  to  disconformity,  the  best  exposition  of  the  law  is  in  Bailey  v.  Roherton^ 
L.R.  3  App.C,  page  1074,  the  judgment  of  Lord  Blackburn.  [Counsel  read 
from  the  words  "  The  patent  law  "  to  "  described  in  the  other.*']'  In  that  case 
the  House  of  Lords  held  that  the  Provisional  Specification  described  the  appli-  30 
cation  for  the  purpose  of  preserving  food  by  a  solution  of  bisulphate  of  lime 
and  glycerine.  The  final  Specification,  it  was  held,  claimed  the  invention  not 
only  for  the  use  of  a  combination  of  bisulphate  of  lime  with  glycerine,  but 
also  claimed  the  use  of  the  two  separately.  The  House  of  Lords,  in  fact,  held 
the  patent  was  not  invalid  on  the  ground  of  disconformity,  but  they  further  35 
held  that  had  the  final  Specification  claimed  the  two,  it  wotdd  have  been  bad 
on  the  ground  that  they  were  not  within  it.  Then  the  question  arises.  What 
is  the  invention  ?  That  has  to  be  judged  from  the  Provisional.  We  propose  to 
s|i0w  the  Complete  was  an  entirely  different  invention.  The  invention  must  be 
ii^  the  essence  the  same.  There  could  riot  be  a  stronger  instance  than  Hie  Pneu-'  40 
matic  Tyr$  Qon^pany  v.  yhe  East  London  Rubber  Company  (14  R.P.C.  46).  The 
fjf oviqiqnal  described  an  invention  of  a  rubber  tyre,  which,  in  the  majority  of 
t\iQ  |orm§  dpspribed,  was  placed  over  a  central  convexity,  and  held  in  place  by 
twQ  w\X^  rpgs  smallpr  in  diameter  than  the  top  of  the  convexity.  The  only 
SDggesUpix  that  that  would  apply  to  putting  it  over  anything  but  solid  tyres  was  45 
a  ^hprt  statement  in  the  Provisional : — '^  My  tyre  can  be  used  not  only  over  the 
rini),  a^  flescribed,  <'  but  over  any  existing  rubbers  on  or  any  existing  wheels  in 
M  prepppt  use."  There  was  not  a  suggestion  of  a  pneumatic,  but  the  Court  of 
Appeal  affirmed  Romer,  J's.,  decision  that  there  was  no  departure  from  the 
nature  of  the  invention  disclosed  in  the  Provisional,  and  that  the  method  olf  50 
holding  on  by  the  wires  was  entirely  independent  of  what  it  sat  on.  It 
was  an  entirely  new  departure.  IRylands, — ^The  point  was  never  suggesteSI 
to  the  Court  that  because  it  was  a  novel  thing,  therefore  you  had  a  margin 
of  development.]  In  Woodward  v.  Sansum,  4  R.P.G.  166,  the  Court  found 
the  development  was  within  the  nature  of  the  invention.  '  Siddell  Y.lViekeTs\  55 
5  R.P.C.  416,  was  also  referred  to ;  there  the  Court' 'said  (He  nature  of  ttie 
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invention  was  described  in  the  Provisional,  and  there  was  no  disconformity. 

S Counsel  read  the  Provisional  of  No.  22,608  (ante  page  599).]  The  invention 
isclosed  is  a  tilting  device,  made  by  having  a  pin  on  which  the  thing 
revolves  on  one  side  of  the  pillar  ;  a  radial  slot  is  provided  on  the  other,  so  that 
5  by  tiiat  means  there  is  a  tilt,  and,  by  screwing  np  the  nut  at  one  end,  it  conld 
be  done.  Figure  9  has  no  tilting,  as  Sir^^.  jBramu^^^^  admitted,  and  it  cannot  be 
tilted.  The  Patentee  departs  from  the  essence  of  his  invention  in  Figures  8,  9, 
and  10.  They  reverse  the  invention  ;  in  them  there  is  no  pin  on  each  side  of 
the  pillar,  no  means  of  adjustment.    There  is  a  slotted  pin  with  the  wires 

10  passing  down  through  the  ends  of  two  pins  and  tightened  up  by  two  nuts,  and 
a  new  form  never  seen  before— a  hollow  eyebolt.  That  is  the  question  of 
disconformity.  The  question  of  infringement  has  been  dealt  with.  The 
Patentee  has  given  a  most  precise  statement  of  his  invention,  and  to  that, 
following  the  lines  of  Curtis  v.  Platty  he  is  limited,  and  we  ask  the  Court  to 

15  find  the  Defendants  have  not  the  combination  of  the  cross-pins  *'  wherein  or 
^*  around  which  the  seatings  .  .  •*'  The  Plaintiff  is  obliged  to  go  on  the 
^*  fourth  claim,  although  Figure  9  is  not  covered  by  it  (as  words  in  the  fifth  claim 
take  the  Defendants  out  of  that),  while  Sir  F.  Bramwell  says  the  Defendants* 
boss  really  resembles  Figures  8,  9,  and  10.    There  is  no  infringement,  and  there 

20  is  want  of  novelty  on  the  ground  of  Qoddard  and  Rv^cker's  Specification. 
Then  there  is  the  Specification  of  Easom  and  Mills ;  it  was  construed 
in  Brooks  v.  Steele  atid  Currie,  14  R.P.C.  46,  and  the  Court  is  asked  to 
read  the  judgments  on  the  construction.  Easom  and  Mills  referred  to 
Specification  No.  5829  of  1893.    Figure  7  of  that  patent  consists  of  the  pillar, 

25  the  eyebolt,  a  ring  with  two  eyes  at  either  side  surrounding  it,  two  pieces 
embracing  it,  and  serving  to  hold  the  boss  to  the  L  P^^^*  Outside  there  are 
the  two  wires  of  the  saddle.  The  wires  are  not  in  grooves.  The  washers 
are  tightened  up  by  bolts  on  either  side,  which  Sir  F.  Bramwell  admits  allow 
freedom  of  rotation.    The  outer  washers  are  both  capable  of  rotating  freely. 

30  Easom  and  Mills  have  introduced  another  washer  between  the  wires  and  the 
outside  face  of  the  gripping  cheek  ;  they  have  put  the  wires  between  the  two 
washers  instead  of  between  the  washer  and  the  face  of  the  gripping  cheek,  and  they 
have  passed  the  bolt  through  the  centre  of  the  L  P^^*  Then  the  Patentees 
make  their  Claim  1,  and  where  is  there  any  indication  in  that  of  a  claim  for  a 

35  boss  or  attachment  capable  of  free  movement  on  the  L  V^^  ^^  pillar  ?  Sir  F. 
Bramwell  admitted  there  was  none.  The  Defendants  have,  therefore,  not 
infringed.  The  Easom  and  MilW  patent  is  invalid ;  it  is  the  same  as 
Ooddard  and  Rucker.  [Ridley,  J. — It  does  not  seem  to  me  to  resemble 
it.]     Qoddard   and    Rucker   anticipates   if    Easom   and    MilW    covers   the 

40  Defendants'.  [Counsel  described  Ooddard  and  RuckerJ\  [Ridley,  J. — I  do 
not  find  the  likeness.]  The  last  point  is,  that  the  Defendants  are  carrying  on 
the  business  of  Jam£s  Lamplugh^  originally  the  Defendant,  and  a  patent  was 
granted  to  him  on  the  16th  of  March  1893,  prior  to  Easom  and  Mills ;  he  had 
Figures  28  and  29  in  his  Complete,  and  I  submit  they  were  within  his  Pro- 

45  visional ;  the  Plaintiff  contends  that  they  were  not,  and  were  not  legitimate 
developments.  It  does  not  matter  who  invented  them  if  LamplugVs  patent 
covered  them.  I  say  the  Defendants  are  entitled,  if  they  have  lodged  a 
Provisional  Specification  within  the  limits  of  the  law,  to  develop.  Suppose 
I  have  filed  a  Provisional,  and  I  see  what  would  be  a  legitimate  development  of 

50  my  invention,  is  that  fact  to  deprive  me  from  properly  developing  the 
invention  ?  There  is  no  authority  for  that  proposition.  [MoulUm^  Q.C. — The 
Patentee  must  be  the  first  and  true  inventor  of  all  he  claims.]  My  case  is,  that 
Lamplugh  is  the  first  and  true  inventor,  because  it  is  the  same  thing  as  in  his 
Provisional  Specification.     [Ridley,  J. — ^The  evidence  is  not  as  you  put  it.] 

55  Bassett  appropriated  LamplugKs  invention.  Even  if  Bassetfs  evidence  is 
true,  I  say  Lamplugh  was  the  inventor,  because  this  is  perfectly  within  the 
nature  of  the  invention  described  in  his  Provisional,  and  he  is  not  to  be 

30 
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deprived  of  his  rights  because  somebody  showed  him  something  which  is 
within  the  nature  of  his  Provisional.  [RiDLBY,  J. — Lamplugh  had  not,  on 
this  state  of  facts,  got  this  in  his  mind.]  That  is  the  Defendants*  difficulty 
— that  Lamplugh  is  dead,  and  the  Defendants  have  a  difficulty  to  contradict 
BasseWs  evidence.  It  is  a  proper  development  of  the  Provisional  Specification.  5 
[Ridley,  J. — The  things  do  not  look  the  same.  [Counsel  read  the  Provisional 
Specification  of  Lamphigh.']  All  that  it  was  suggested  was  shown  to  Lamplugh 
was  the  pillar  with  the  pin  passing  it,  as  in  Easom  and  Mills^  Specification. 
Assuming  that  was  shown,  what  invention  was  there  left  to  make?  The 
rotation  of  wires  was  perfectly  well  known,  also  the  gripping  of  wires  between  10 
rotating  washers ;  the  scribing  block  was  known  ;  the  method  of  longitudinal 
adjustment  of  wires  was  known,  and  the  L  pi^^-  A.  Patentee  like  Lamplugh  is 
entitled  to  avail  himself  of  all  these  things,  every  bit  of  the  common  stock 
of  knowledge  ;  provided  he  is  not  varying  from  the  nature  of  his  invention, 
he  is  entitled  to  claim,  and  the  very  thing  he  takes  Easom  and  Mills  have  15 
not  claimed.  The  Plaintiff  says  Lamplugh  took  Figures  5^8  and  29,  but 
Easom  and  Mills  have  not  claimed  them.  \^Moulton^  Q.C.— We  say  they  did. 
Ridley,  J. — The  one  with  the  moving  washers  and  the  ba^  passing 
through  the  washers  is  exactly  described  in  Easom  and  Mills^  patent,  and 
that  is  the  very  thing  which  appears  in  Lamplugh^s  Figures  28  and  29.]  20 
That  is  the  question.  We  submit  the  first  claim  of  Ea^om  and  Mills  does 
not  cover  it.  The  Court  of  Appeal,  in  Brooks  v.  Steele  and  Carrie^  decided 
that  Easom  and  Mills  could  not  claim  the  rotating  washers,  that  the  claim 
did  not  mean  that.  The  first  claim  of  Easom  and  Mills  is  limited  to  the 
particular  device  carried  by  a  bolt  or  pin.  25 

Mr.  Dugald  Clerk  was  called  as  a  witness  for  the  Defendants. 

Walter  summed  up  for  the  Defence.      As  to  the  Specification  No.  15,424  of 
1890,  he   relied  on   (I)   want   of  subject-matter  and   (2)   non-infringement. 
As  to   the  Specification  No.  22,G08  of   1892,  (I)  non-infringement  on  the 
ground    of    a    narrow    invention    on    the    authority    of    Curtis   v.    Plait,,  30 
(2)   want   of   subject-matter,  (3)  disconformity.      Then   as   to  Easom  and 
Mills^  I  say  that  in  this  patent,  on  the  true  construction,  the  washers  may  or 
may  not  have  keep  grooves,  and  there  is  no  subject-matter.    "Preferably," 
in  the  first,  means  with  or  without  grooves.    As  to  subject-matter,  if  there  were 
no  keep  grooves  the  patent  would  be  the  same  as  No.  ^829  of  1893.    Sir  35 
F.  Bramwell  admitted  that  if  there  was  no  keep  grooves  the  second  rotating 
washer  serves  no  purpose.    As  to  non-infringement,  unless  Easom  and  Mills  is 
restricted  to  the  particular  combination,  the  patent  is  bad.    On  prior  grant, 
Easom  and  Mills^  without  grooves  is  exactly  the  Provisional  of  Lamplugh. 
Easom  and  Mills  might  possibly  have  claimed  the  tilting  adjustment  between  40 
two  washers,  but  they  have  not  done  so. 

Terrell,  Q.C.,  replied. 

Ridley,  J. — In  this  case  the  Plaintiff  sues  for  the  infringement  of  two  Letters 
Patent  of  which  he  was  the  inventor,  viz.,  15,424  of  1890,  and  22,608  of  1892  ; 
and  of  another  patent  of  which  he  is  the  assignee,  viz.,  14,6  iO  of  189.5,  grants  45 
to  Frederick  Easom  and  George  Mills.  As  the  subject-matter  of  the  first  of 
these,  although  mechanically  and  in  practice  connected  with  that  of  the 
others,  yet  substantially  differs,  it  may  be  convenient  to  deal  with  it 
separately. 

The  claim  made  in  15,424  of  1890,  so  far  as  material  to  this  case,  is,  as  set  out  50 
in  the  first  claim  in  the  Specification,  the  making  or  forming  the  base  frames  of 
cycle  saddles  of  the  figure  of  a  trussed  beam — that  is  to  say,  a  base  framing 
consisting  of  triangular  open  shaped  sides  (made  from  wire  or  sheet  metal) 
separated  from  each  other  by  a  divisional  space,  and  united  at  their  ends  by 
bosses,  cross  bars  or  other  connections,  hence  a  trussed  supporting  frame  with  55 
the  members  composing  the  sides,  separated  from  each  other  at  a  greater 
distance  at  their  middles  thau  at  their  ends,  substantially  as  described  and  set 
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forth.  These  base  framings  are  also  claimed  in  conjunction  with  certain  L 
pin  bosses  of  cycle  saddles  which  were  also  the  subject  of  this  patent.  The 
Defendant  in  answer  denies  infringement,  and  sets  up  that  the  alleged  in- 
vention is  not  the  proper  subject-matter  of  Letters  Patent,  and  is  neither  new 
5  nor  useful. 

Now,  it  appears  that  in  cycles,  especially  racing  cycles,  lightness  is  a  matter  of 
Tery  great  importance,  so  that  the  saving  of  an  ounce  in  weight  is  not  to  be 
disregarded,  while  at  the  same  time  sufficient  strength  is  necessary  for  the 
support  of  the  saddle.    In  previously  known  constructions,   spiral  springs 
10  connected  with  the  saddle  at  either  end  were  united  at  their  lower  ends  by  a 
horizontal  bar  to  which,  of  course,  had  to  be  connected  the  pillar  or  L  ^^  of 
the  bicycle.    That  connection  and  the  means  of  effecting  it  form  the  subject  of 
the  other  patents  sued  upon  in  this  action  ;  but  for  the  support  of  the  saddle  it 
was  found  that  the  bar,  in  order  to  give  the  requisite  strength,  had  to  be  more 
15  or  less  heavy.    To  gain  strength  without  increasing  weight  various  methods  had 
been  tried,  such  as  turning  the  metal  over  at  the  edges,  but  the  idea  of  connecting 
the  base  of  the  springs  by  double  wire  in  the  form  of  a  trussed  beam  had  not 
occurred  to  anyone. 
The  principle  which  attaches  to,  and  finds  its  working  in  the  trussed  beam,  as 
20  here  applied,  has  been  long  known  ;  it  is  an  old  discovery,  and  may  be  described 
thus  :  Take  a  frame  supported  in  the  middle,  then  when  the  weight  which  is 
desired  to  support  attaches  to  the  ends  of  the  upper  member  of  the  frame,  each 
of  the  two  rods  forming  that  upper  member  are  in  tension  from  the  middle  or 
boss  to  the  end ;  while  the  two  bars  which  form  the  lower  members  are  in 
25  compression.    Thus  the  frame  connot  be  bent  unless  the  rods  forming  the 
upper  member  are  drawn  out,  or  those  which  form  the  lower  are  shortened. 
The  support  is  in  the  middle,  and  the  force  works  in  a  straight  line  from  that 
point    to    the  extremity  of    the  rods.      As  to  the  usefulness  of  this  con- 
struction  its    almost    universal    adoption    is    sufficient  proof  of  that.      But 
30  the  Defendant  further  says  that  it  is   not  the    proper  subject    of    Letters 
Patent,  because  it  is  devoid  of  invention.    This  was  an  old  principle,  it  is  said, 
and  there  was  no  invention  to  be  found  in  its  application  to  an  analogous 
subject  unless  there  were  difficulties  to  be    overcome    or   which  required 
invention,  or  ingenuity  was  requisite  in  the  mode  of  making  the  adaptation. 
35  The  cases  of  Harwood  v.  The  Great  Northern  Railway  Company^  11th  House 
of  Lords  Cases,  654 ;   Oadd  v.   Mayor  of  Manchester^  9  R.P.C.  516 ;    and 
Riekmann  v.  Thierry,  14  R.P.C.  105  ;  and  Morgan  v.  Windover,  7  R.P,C.  131, 
were  referred  to,  amongst  others,  and  establish  this  proposition.   Its  application, 
however,  is  in  each  case  (to  use  the  words  of  the  Lord  Chancellor,  in  the  last 
40  quoted  decision),  ^*  A  question  of  fact  and  degree  and  the  statement  of  facts  and 
'^  degree  in  one  case  can  never  be  a  guide  in  another."    The  adapting  of  the  C 
springs  used  for  the  back  of  a  carriage  to  the  front  of  it  required  no  mechanical 
skill  at  all.    On  the  other  hand,  in  the  Manchester  case  the  Court  of  Appeal, 
finding  that  in  the  application  of  an  old  principle  to  the  new  purpose  there  were 
45  difficulties  to  be  overcome  which  required  ingenuity,  held  the  patent  a  good  one. 
In  this  instance  it  may,  perhaps,  be  said  that  the  principle  is  applied  to  an 
analogous  purpose.    Certainly,  the  object  was  to  give  support  by  comparatively 
light  materials,  which  is  the  essence  of  the  principle.    Yet  to  apply  to  a  bicycle 
saddle  the  principle  which  has  hitherto  found  its  chief  use  in  great  structures 
50  seems  to  me  to  be  the  work  of  an  inventive  mind.    There  is  also  present  here  ' 
the  fact  that  there  was  an  unsatisfied  demand,  which  had  existed  for  some  time, 
and  which  had  taxed  the  faculties  of  others  without  being  complied  with  until 
suddenly  this  article  sprang  into  existence.    (See  Oosnell  v.  Bishop,  5  R.P.O. 
158.)    That  would  not  of  itself  be  conclusive  any  more  than  the  demand  for 
«55  the  article  in  the  market,  yet  it  must  be  considered.    But  I  think  that  here 
there  was  also  present  some  difficulty  in  the  application  of  the  principle  which 
required  dsUl  to  overcome  it,  both  at  the  ends  where  the  frames  have  to  bo 
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attached  to  the  springs,  and  at  the  boss  in  the  middle  through  which  the  wires 
that  form  the  frame  have  to  pass,  and  to  which  they  must  be  attached.  There 
were  various  ways  in  which  this  might  be  done,  and  it  required  ingenuity  to 
effect  the  purpose  in  an  advantageous  manner.  For  these  reasons,  I  think 
there  was  invention  in  this  patent.  ,        ^ 

But  the  Defendant  says  that  the  frame  which,  in  the  article  made  by  him, 
supports  the  cycle  saddle  is  not  a  trussed  frame  at  all ;  that  the  upper  member 
is  not  in  tension,  or  very  slightly  so,  nor  the  lower  member  in  compression,  or 
very  slightly  so ;  and  that  the  wires  work  independently  after  the  fashion  of 
a  laminated  spring.  No  doubt,  if  that  is  so,  the  alleged  infringing  saddle  10 
F.J.B.  1  is  not  an  infringement  of  the  patent  at  all.  In  a  previous  action  of 
Brooks  V.  Steele  and  Gurrie,  14  R.P.C.,  it  was  decided  that  a  similar  frame, 
marked  in  this  case  F.J.B.  4,  was  not  a  trussed  frame.  But  in  that  instance 
there  was  elasticity  introduced  into  the  back  part  of  the  frame  which  is  not  bo 
here  ;  secondly,  the  four  wires  were  not  fastened  together  in  front,  while  here  15 
they  are  fastened  ;  and,  thirdly,  the  frame  F.J.B.  4  was  so  constructed  that  the 
upper  member  was  not  in  tension  at  all ;  while  here  the  skilled  witnesa, 
Mr.  Dugald  Clerks  admits  there  is  a  slight  tensional  strain  upon  that  member. 
Therefore  the  two  cases  are  not  identical,  and  not  only  so,  but  they  must  differ 
considerably,  for  the  three  chief  reasons  then  given  why  F.J.B.  4  was  not  a  20 
trussed  beam  do  not  here  apply.  There  are,  however,  some  differences  between 
F.J.B.1,  the  infringing  saddle,  and  the  Plaintiff's  frame.  The  front  wires  are 
not  fastened  in  the  same  way,  for  while  in  the  Plaintiff's  frame  the  upper  wires 
are  straight,  and  rigidly  connected  each  of  them  to  the  corresponding  wire  of 
the  lower  member  of  the  frame,  in  F.J.B.  1  they  curve  towards  each  other,  as  25 
do  also  the  corresponding  wires  of  the  lower  member,  and  terminate  in  rings 
which  are  placed  one  over  the  other  and  secured  by  a  bolt  passing  vertically 
through  them.  The  Defendant  alleges  that  these  differences  are  vital.  The 
bends,  he  asserts,  destroy  the  resisting  power  of  the  wires,  so  that  if  the  tension 
existed  in  the  upper  member  or  the  compression  in  the  lower,  the  one  would  30 
straighten  out  and  the  other  would  bend  more  out  of  shape.  But,  on  the  best 
consideration  I  can  give  to  this  subject,  it  seems  to  me  that  the  view  of 
Sir  Frederick  Bramwell  is  to  be  preferred,  who  says  that  the  frame  does 
constitute  a  trussed  beam,  and  that  the  bends  merely  detract  from  its  value  as 
such.  As  to  the  mode  of  fastening  the  wires  at  the  front  the  Defendants  con-  35 
tend  that,  by  the  method  used  in  F.J.B.  1,  the  connection  is  loose,  and  that, 
therefore,  one  of  the  necessary  requisites  of  a  trussed  beam  is  absent.  But  if 
the  holes  correspond  and  the  bolt  fits,  and  is  screwed  up,  the  connection 
becomes  tight.  I  cannot  suppose  that  it  is  intended,  in  practice,  to  be  loose,  for 
that  would  certainly  lessen  the  strength  of  the  frame,  and  I  come  to  the  conclu-  40 
sion  that  this  mode  of  fastening,  in  so  far  as  it  may  become  loose,  is  a  faulty 
construction,  but  that  the  frame  is  a  trussed  beam  ;  and  I  am  fortified  in  this 
view  by  the  fact  that  Mr.  Lhigald  Gierke  although  stoutly  contesting  this  point 
in  some  of  his  answers,  very  nearly  admitted  it.  I  will  add  on  this  part  of  the 
case  that  I  have  not  forgotten  the  experiments  which  were  conducted  by  two  45 
gentlemen,  one  of  whom  was  not  called,  while  the  other  certainly  was  not  an 
impartial  witness. 

I  now  come  to  patent  22,608  of  1892,  which  relates  to  the  boss  or  centre 
piece,  through  which  the  connection  with  the  pillar  or  L  ^*^  ^^  *^®  bicycle  is 
made.  In  the  patent  15,424  of  1890,  while  the  L  bar  was  carried  through  a  5il 
hole  in  the  middle  of  the  boss,  the  wires  of  the  base  frame  were  carried  through 
lugs  radiating  from  it.  But  patent  22,608  of  1892  has  for  its  object  a  boss  of 
such  construction  as  shall  allow  tilting  and  horizontal  adjustment  to  be  made^ 
and,  at  the  same  time,  by  the  tightening  of  a  screw,  clamp  the  frame  rods  of 
the  saddle  to  the  boss,  and  the  latter  to  the  pillar.  This  is  a  general  description.  55 
More  particularly  the  claim  is  set  out  in  the  fourth  claim,  thus  : — "  A  saddle 
*'  frame  and  seat  pillar  boss  connection,  consisting  of  sectional  and  dipiang 
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**  parts,  adapted  to  embrace  the  pillar  and  to  be  drawn  together  by  cross-pins, 
**  wherein  or  aroand  which,  the  seatings  of  opposed  clamping  washers,  or  plates, 
"  or  their  equivalents,  take  or  come  and  grip  the  frame  rods,  so  that  on  the 
"  screwing  up  of  nuts,  or  their  equivalents,  on  the  ends  of  the  pins,  the  frame- 
5  **  rods  of  the  saddle  are  clamped  to  the  connection  and  at  the  same  time  the 
"  connection  or  boss  to  the  seat  pillar  or  other  support."  It  will  be  observed 
that  in  this  particular  construction  two  nuts  would  have  to  be  tightened  in 
order  to  make  che  fastenings  firm,  one  on  the  end  of  each  pin,  but  not  four 
nuts,  those  at  the  corresponding  end    being  already  within  the  necessary 

10  distance.  Figures  4  to  7  show  the  parts  of  this  construction  ;  and  it  should  be 
further  observed  that,  by  reason  of  one  of  the  slots  through  which  one  of  the 
pins  passes  being  radiated,  the  loosening  of  the  nut  attached  to  that  pin 
permits  a  tilting  adjustment. 

But,  in  addition  to  this  construction,  there  is  in  this  patent  a  claim  for  what 

15  is  described  as  a  modified  form  of  clip  which,  as  before,  grips  the  pillar,  but 
which,  instead  of  allowing  pins  to  pass  through  the  wing  pieces,  or  arms, 
embraces  what  is  called  an  "  inner  ring  body  part,"  with  screw  pins  at  its  two 
opposite  ends.  Through  this  ring  are  clearances  for  the  frame  rods  to  pass, 
and  there  are  grooves  in  the  clip  pieces,  and  washers  in  which  they  lie, 

20  and  are  made  secure  by  the  tightening  of  the  one  nut  only,  which  passes 
round  the  end  of  the  screw-pin  above-mentioned.  This  is  shown  in  Figures  8, 
9,  and  10. 

Before  I  address  myself  to  the  question  of  infringement  of  this  patent,  I  will 
deal  with  the  objection  that  the  patent  is  bad  for  variance  between  the  Provi- 

25  sional  and  the  Complete  Specification.  The  Defendant,  in  efOect,  says  that  the 
latter  construction  of  the  two  above-mentioned  is  so  different  from  the  former 
that,  not  being  mentioned  in  the  Provisional  Specification,  it  cannot  form  part 
of  the  same  patent.  Several  authorities  were  quoted,  and  among  them 
Woodward  v.  Sansumy  4  R.P.C.  178 ;    Gadd  v.  The  Mayor  of  Manchester^ 

30  9  R.P.C.  526  ;  and  Bailey  v.  Eohertotij  L.R.  3  App.C.  1055  ;  and  the  principle  to 
be  gathered  from  them  seems  to  me  to  be  this — ^that  if  the  Patentee,  as  here, 
has  described  the  way  in  which  his  invention  can  be  carried  out,  then  if,  before 
he  files  the  Complete  Specification,  he  finds  out  improvements  in  that  way, 
or  a  difi^erent  way  for  carrying  into  effect  what  he  has  described  as  his 

35  invention,  he  is  bound  to  give  the  public  the  benefit  of  it,  although  there  may 
be  improvement,  and  even  invention,  which  was  not  known  to  him  at  the 
time. 

On  the  other  hand,  if  in  the  intervening  period  he  discovers  improvements 
which  amount  to  a  new  invention,  he  must  take  out  a  fresh  patent.    Now,  in 

40  the  present  case,  is  the  difference  which  exists  between  the  construction  so 
great  that  the  latter  is  a  new  invention  ?  The  Patentee  first  invents  a  saddle* 
frame  and  seat  pillar-boss  connection,  which  requires,  as  a  part  of  it,  two  pins, 
upon  each  of  which  is  a  nut,  which  must  be  tightened  to  make  the  connection 
firm,  and  which  allows  of  tilting.     Then  he  says,  ^^  I  can  make  the  same 

45  ««  connection  in  a  modified  form  requiring  the  tightening  of  one  nut  only,  but 
*<  it  omits  the  tilting.'^  There  is  no  new  object,  but  there  is  an  improved 
method  of  obtaining  that  object,  with  one  exception,  by  way  of  omission. 
That  omission  cannot  be  relied  upon  as  making  that  into  an  invention  which 
would  not  otherwise  be  so.    It  was  not  an  essential  part  of  the  invention,  but 

50  rather  a  collateral  advantage  to  be  gained  by  it.  But,  in  the  method,  is  there 
a  new  invention  ?  I  think,  after  consideration,  there  is  not.  Both  methods  or 
contrivances  have  sectional  or  clipped  parts  embracing  the  pillar  and  drawn 
together  by  the  tightening  of  a  nut  or  nuts,  and  both  having  clamping  washers 
to  grip  the  frame  rods.    The  pins  have  become  a  ring  passing  round  the  pillar, 

55  and  the  nut  passes  round  the  screw  pins  at  each  end  of  it.  The  change  is 
ingenious  and  inventive,  but,  in  my  opinion,  it  is  just  such  a  change  as  might 
fairly  follow  from  the  further  consideration  by  an  inventive  mind  of  the 
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method  described  in  the  Provisional  Specification.  In  that  sense  only  it  is 
inventive,  or  rather  ingenious,  and  I  do  not  think  this  constitutes  a  valid  objection 
to  the  patent. 

Then  the  Defendant  further  says  that  this  patent  22,608  of  1892  was  anti- 
cipated by  patent  13,07H  of  1891,  taken  out  by  two  gentlemen  named  Ooddard  5 
and  Riocker.    The  claim  there,  so  far  as  it  relates  to  this  case,  was  for  an 
improved  device  for  locking  the  underframe  of  a  saddle  to  the  plate,  or  snng 
adapted  to  carry  it,  and  the  said  plate  or  snug  to  the  seat  pillar  by  one  bolt  {see 
Claim  3),  and,  therefore,  it  is  very  closely  akin  to  the  main  object  aimed  at  in 
patent  22,608.     But  the  method  adapted  appears  to  me  to  differ  from  the  10 
beginning.    There  are  not  sectional  parts  adapted  to  embrace  the  pillar,  and  to 
be  drawn  together  by  cross  pieces  round  which  the  seatings  of  opposed  clamping 
washers  take  or  come  and  grip  the  frame  rods  ;   but  there  is,  in  their  place,  a 
snug  or  cradle  to  receive  the  pillar  with  a  vertical  hole  in  it,  an  eye-piece  fitting 
over  the  snug  with  grooves  at  the  side  to  receive  the  frame  of  the  saddle,  and  15 
over  that  another  plate  also  with  a  hole  in  it,  corresponding  to  that  in  the  snug. 
Then,  by  a  bolt  passing  through  the  hole  in  the  upper  plate  and  threaded  into 
the  hole  in  the  snug,  the  snug  is  pulled  up  and  tightened  round  the  pillar, 
while  the  frame  of  the  saddle  by  the  same  action  becomes  securely  fastened. 
It  is  difficult  to  describe  the  connection  more  completely  in  words,  but  it  will  20 
be  found  set  out  in  the  claim,  and  delineated  in  Figures  5  and  6  of  patent  13,073. 
It  seems  to  me  to  be  a  clever  device,  and  no  doubt  the  eye-piece  may  be  called 
a  clip,  but  it  is  a  different  arrangement  of  different  parts.    Its  chief  member 
is  the  bolt  working  with  a  double  action  which,  while  it  secures  the  two  plates 
and  the  frames  contained  in  them,  also   fastens  the  pillar  by  being  tightly  25 
screwed  against  it.    This  idea  is  not  found  in  any  part  of  the  device  patented 
in  22,608.    I  think  that  no  one,  by  starting  from  the  method  patented  in  13,073 
of  effecting  the  object  and  working  upon  it,  would  arrive  at  the  method  set  out 
in  22,608.    The  relative  position  of  the  parts  is  also  widely  different,  and  in 
13,073  there  would  appear  to  be  a  much  greater  tendency  for  the  saddle  to  turn,  30 
although  I  do  not  think  that  of  much  importance.    But  for  the  former  reasons 
given,  this,  in  my  opinion,  is  not  an  anticipation  of  22,608. 

The  Defendant  further  relied  upon  two  other  previous  patents  taken 
out  by  the  Plaintiff,  namely,  13,733  of  1892  and  12,310  of  189:>,  but  he  did  not 
allege  that  they  were  anticipations  of  the  one  now  under  consideration.  35 
These  seem  to  me  to  be  preliminary  and  more  or  less  unsuccessful  attempts 
to  attain  the  object  of  the  patent  22,608,  which,  on  that  account,  is  not 
invalid. 

The  next  question  for  decision  is  whether  the  boss  or  connection  shown  in 
F. J.B.  1  is  an  infringement  of  patent  22,608,  either  in  respect  of  the  Figures  5  to  7,  40 
or  of  the  Figures  8,  9,  and  10.    No  doubt  it  is  not  precisely  the  same,  for  there 
are  to  be  foand  in  F.J.B.  1  : — First,  an  internal  washer  between  the  sectional 
clip  and  the  frame ;  secondly,  a  serrated  edge  between  such  washer  and  the 
sectional  piece  ;    thirdly,  two  wires  on  each  side ;   fourthly,  there  are  no 
clearatLces  for  the  wires  inside  the  body  part  of  the  ring,  but  the  wires  pass  45 
between  the  inside  and  outside  washers  ;   and  fifthly,  by  reason  of  the  added 
iiiternal  washer,  a  tilting  arrangment  is  introduced.     But  the  addition  of  the 
internal  washer  does  not,  as  it  appears  to  me,  touch  the  question  of  whether 
the  connection  by  which  the  frame  is  gripped  to  the  boss,  and  the  boss  to  the 
pillar,  is  or  is  not  substantially  the  same  as  that  shown  in  22,608  ;   and  the  50 
existence  of  two  wires  instead  of  one  merely  requires  adaptation  of  the  former 
invention  ;  nor  does  the  serrated  edge  touch  the  question.    The  reason  why 
there  are  no  clearances  inside  the  ring  for  the  wires  is  that,  to  carry  out  the 
required  tilting  process,  they  are  carried  through  the  two  washers,  and  must  be 
outside  the  ring  ;  and,  as  to  the  tilting  arrangement,  that  is  also  carried  out  by  55 
a  rotation  of  the  washers.    Tilting  was  not  the  esssential  aim  of  patent  22,608, 
and  Figured  does  not  allow  of  it ;  but,  in  so  far  as  Figure  5  permitted  it,  there  is  a 
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considerable  resemblance  between  that  Figure  and  F.J.B.  J,  except  as. to  the 
extent  to  which  rotation  is  possible.  The  operation  is  the  same  in  its  nature, 
namely,  rotary  movement  round  the  pillar.  So  far  as  the  fastening  of  the  frame 
to  the  connection  is  concerned,  by  a  bolt  fastening  frame  boss  and  pillar — ^that 
5  is  to  say,  the  essential  object  aimed  at  in  22,608 — I  am  not  able  to  distinguish 
F.J.B  1  from  22,608,  Figures  8,  9,  and  10.  You  can  move  the  rods  laterally,  and, 
by  tightening  the  screw  or  nut  at  the  end,  you  simultaneously  grip  the  sides 
of  the  frames  and  the  pillar,  and,  indeed,  except  for  the  addition  above 
mentioned,  the  parts  appear  exactly  to  correspond.    I  therefore  think  it  is  an 

10  infringement  of  Figures  8,  9,  and  10,  which,  as  I  have  before  said,  are,  to  my 
mind,  a  fair  development  of  the  connection  shown  in  Figures  5,  6,  and  7 
of  22,608 ;  and,  for  the  reasons  given  before,  I  think,  though  not  so 
obviously,  it  is  also  an  infringement  of  that  connection  shown  in  Figures  8,  9, 
and  10. 

15  With  regard  to  the  third  patent  sued  upon,  14,620  of  1893,  of  which  Eaaom 
and  MilU  were  the  Patentees,  and  of  which  the  Plaintiff  is  the  assignee, 
it  has  received  judicial  construction  in  a  case  which  went  to  the  Court  of  Appeal 
of  Brooks  V.  Steele  and  Gurrie^  14  R.P.C.  46,  and  in  that  case  it  was  decided 
that  the  parts  described  in  that  patent  were  all  old,  and  that  the  only  novelty 

20  consisted  in  the  combination  of  the  tilting  and  longitudinal  adjustment 
described  in  it  with  fastening  the  saddle  by  one  operation.  The  words  of 
the  first  claim  in  patent  14,620  are  : — "  By  gripping  or  securing  the  frame  wires 
"  between  intervening  and  rotating  washers  disposed  upon  the  outside  faces  of 
"  the  gripping  cheeks,  and  outside  washers,  which  said  opposed  washers,  pre- 

25  **  ferably,  have  keep  grooves  or  sinkings  within  them  for  receiving  or  seating 
"  frames  or  wires."  Those  are  the  words  of  the  claim  in  the  patent,  and,  with 
the  exception  of  the  set  pins  which  are  found  in  place  of  the  serrated  edge  and 
perform  the  same  functions,  I  do  not  see  how,  or  in  what  particular,  F.J.B.  1 
materially  differs  from  the  invention  so  described  and  figured.    True,  in  the 

30  patent  14,620  there  is  a  bolt  which  passes  through  the  pillar, while  in  the  F.J.B.  1 
the  bolt  is  a  bowed  bolt,  to  use  Sir  Frederick  BramwelVs  expression  ;  and  it  is 
true  also  that  the  horizontal  movement  may  be  gained  on  F.J.B.  1  by  sliding 
the  connection  or  boss  along  the  L.  l>&r,  while  in  the  patent  14,620  it  is  gained 
only  by  sliding  the  wires  or  frames  through  the  washers.     But  I  cannot  find, 

35  in  any  of  these  circumstances,  a  variation  sufficient  to  prevent  F.J.B.  1  from 
being,  in  fact,  an  infringement  of  patent  14,620.  I  have  omitted  to  mention 
that  I  think  the  word  "preferably"  in  the  claim  of  patent  14,620  may 
be  fairly  read  as  having  reference  to  the  two  outside  opposed  washers  only  ;  that 
there  should  be  a  groove  in  one  washer  of  the  two  that  face  each  other  may  be 

40  sufficient,  but  it  is  better  there  should  be  a  groove  in  each. 

The  Defendant  contends,  however,  that  in  the  patent  5829  of  1893  was 
to  be  found  the  same  invention,  although  he  does  not  allege  anticipation. 
Bat  I  am  unable  to  discover  in  5829  the  existence  of  any  washer  between 
the  frame    and    the  gripping  cheeks.     But    his  strongest  point  as  to  this 

45  patent  rests  on  the  fact  that  he  himself  took  out  a  previous  patent  to 
this  one,  namely,  5683  of  1893,  in  which  he  says  this  contrivance  for 
uniting,  tilting,  and  horizontal  movement  with  fastening  the  saddle  by  one 
operation,  was  already  included.  It  is  necessary,  therefore,  to  examine  5683  of 
1893.    The  Provisional  Specification,  dated  March  16th,  1893,  relates  to  an 

50  improvement  whereby  by  making  loops  in  the  frame  of  the  saddle  or  curvatures 
and  grooves  in  half  clips  surrounding  this  ring,  or  giving  seatings  for  the 
curvatures  mentioned,  it  becomes  possible  by  a  longitudinal  movement  of  the 
frame  in  these  grooves  to  give  a  tilting  movement  to  the  saddle,  and  at  the  same 
time  one  tilt  fastens  the  whole.  The  same  object  is  found  to  be  that  of  the 
^55  Complete  Specification.  It  is  by  rings  in  the  frame  wires  or  curvature  passing 
through  these  grooves  that  the  object  is  attained.  I  have  described  shortly 
what  is  contained  in  the  Specification,  and  I  have  examined  closely  F;J.B.  3, 
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which  ghowB  what  I  may  call  the  curvature  form  of  the  invention  ;  but  at  page 
5,  line  10,  of  the  Complete  Specification  there  is  a  paragraph  as  follows: 
"  Figures  28  and  29  represent  a  saddle  clip  constructed  according  to  my 
"  invention  to  be  used  with  a  saddle  frame  having  two  parallel  rods  or  wirea  at 
"  each  side.  In  this  modification,  instead  of  gripping  the  wires  between  the.  5 
"  grooved  outer  faces  of  the  half-clips,  and  the  grooved  inner  faces  of  the 
"  washer  as  before  described,  I  use  at  each  side  of  the  clip  a  pair  of  grooved 
"  washers  for  gripping  the  parallel  wires  of  the  frame."  He  then  describes  the 
drawings.  It  is  now  argued  that  this  construction  is  a  variance  from  the 
Provisional  Specification ;  and,  indeed,  it  appears  from  the  evidence  that  the  10 
idea  of  such  a  constraction  was  mentioned  to  the  Defendant  by  Mr.  BasseU  at 
a  date  subsequent  to  that  of  the  Provisional  Specification,  and  that  Mr.  Bassett 
showed  him  a  plated  model  of  the  invention,  already  described  in  the 
Provisional  Specification  of  14,620  of  1893,  and  sold  to  the  PlaintiiBf.  But  the 
question  turns  not  upon  that,  but  upon  whether  Figures  28  and  29  described  a  15 
new  and  improved  way  of  carrying  out  the  invention  described  in  the 
Provisional  Specification,  or  is  the  difl^erence  so  great  that  it  is  a  new  invention, 
and  requires  a  new  patent  ?  Figures  28  and  29  are  the  only  Figures  in  this 
Specification  which  allow  of  longitudinal  tilting  adjustment,  combined  with  the 
action  which,  by  one  operation,  clamps  the  wires  to  the  boss,  and  the  boss  to  the  30 
pillar.  That  is  done  by  the  introduction  of  the  extra  washer.  The  curvature 
of  the  wires,  and  the  grooves  in  which  they  have  to  run  are  no  longer,  on  the 
other  hand,  a  part  of  the  invention.  I  cannot  think  that  by  further  consideratiou, 
or  improvement  of  the  method  described  in  the  Provisional  Specification,  this 
would  ever  have  been  arrived  at.  I,  therefore,  find  that  this  was  a  variance,  and  25 
that  the  patent  is  bad  for  non-conformity. 

For  these  reasons  I  find  that  the  Plaintiff  is  entitled  to  Judgment,  FJ.6.  I 
being  an  infringement  of  all  three  patents  ;  and  F.J.6.  2  of  22,608  and  14,620 ; 
and  F.J.B.  3  of  22,608.  Therefore,  there  will  be  Judgment  for  the  Plaintiff, 
with  costs.  30 

The  costs  given  to  the  Plaintiff  were  the  general  costs  of  the  action,  except 
the  costs  of  the  abandoned  patent  which  were  given  to  the  Defendants. 

The  Plaintiff  obtained  a  Certificate  that  he  had  proved   his  Particulars  of 
Breaches.  As  to  the  three  patents  sustained,  a  Certificate  that  the  validity  of  the 
three  patents  had  come  in  question  ;  an  inquiry  as  to  damages,  and  delivery  up  35 
of  ail  infringing  cycle  saddles  or  portions  of  cycle  saddles. 

Moultofiy  Q.C. — ^Your  Lordship  has  found  F.J.B.  1  is  an  infringement. 
Therefore  we  get  the  injunction,  and  an  order  to  deliver  up  those  which 
are  infringements  —  none  that  are  not  infringements,  but  all  that  are 
infringements.  40 

RiDLBY,  J. — 1  think  that  is  the  right  form. 

Walter. — ^They  have  alleged  a  large  number  of  others  in  the  Particulars  of 
Breaches,  and  they  are  asking  a  general  Certificate  of  the  Particulars  of  Breaches. 
I  ask  your  Lordship  to  limit  it  to  the  cases  proved. 

Moulton^  Q.C. — I  agree  :  that  is  fair.  45 

Walter  asked  for  a  Certificate  that  the  Particulars  of  Objections  as  regards 
Patent  No.  8652  of  1888  were  reasonable  and  proper. 

MoultoUy  Q.C. — I  cannot  object  to  that.    That  is  the  one  I  abandoned. 

Walter  asked  for  a  stay  of  the  injunction.  It  was  stayed  in  the  North 
British  Rubber  Company  v.  Oormally^  Jeffrey ^  and  Go.j  13  R.P.C.  691,  though  a  50 
Certificate  of  validity  had  been  granted  for  the  patent  in  a  previous  action  by 
the  same  Plaintiffs  against  Macintosh,  11  R.P.C.  489,  and  also  by  the  Court  of 
Appeal  in  the  North  British  Rubber  Company  v.  Oormally^  Jeffrey ^  and  Go.^ 
14  R.P.C.  263. 

RiDLBY,  /. — I  should  certainly  not  stay  the  injunction  in  this  case.    Every  55 
case  depends  upon  its  own  merits.    As  to  the  rest,  there  will  be  a  stay  if  yoa 
wisli  it. 


Vol.  Xnr.,  No.  21.]       AND  TRADE  MARK  CASES.  621 

Brooks  V.  Lamplugh. 

Walter, — I  am  not  saggesting  your  Lordehip  has  not  absolute  disoretion,  but 
I  am  putting  it  on  the  balance  of  convenience  in  the  event  of  the  Judgment 
being  reversed. 

RiDLBY,  J, — I  am  afraid  you  must  ask  the  Court  of  Appeal  to  give  you  that 
.consideration.  I  shall  not.  I  think  it  is  proper  that  the  injunction  should  not 
be  stayed  considering  what  my  opinion  is  upon  the  case. 


j  In  the  Court  of  Appeal. 

i 

I  Before  Lords  Justices  Lindlby,  Lopes,  and  Ri«by. 

May  10th,  11th,  and  12th,  and  June  3rd,  1897. 

10  In  the  Matter  op  The  Magnolia  Metal  Company's  Trade  Marks. 
i 

Trade  Marks. —  Validity. — Motion  to  expunge. — Oeographical  name. — 
Descriptive  name. — **  Character  or  quality  of  the  goods.^^— Pictorial  repre- 
sentation of  unregisterdble  word. — Assigned  goodwill.— Patents^  Ac.  Act^  1883^ 
Sections  64y  66y  and  70;  Patents,  Ac.  Act,  1888,  Section  10  (i)  (e). 

15       /n  1889  and  1894,  an  American  Company  registered  three  Trade  Marks. 

The  first  consisted  of  a  representation  of  a  magnolia  flower ;  the  second  included 

j  the  flower  and  also,  as  an  essential  particular,  the  word  "  Magnolia  "  ;    the 

third,  registered  in  1894,  consisted  of  the  word  only.    The  first  and  second  were 

registered  for  metal  hearings,  being  goods  i^icluded  in  Class  6 ;  the  third  was 

20  registered  for  wrought  and  unwrought  metals,  being  goods  included  in  Class  5. 
In  1896,  these  marks  ivere  assigned  to  another  American  Company,  called 
"  The  Magnolia  Metal  Company,"  together  with  the  goodimll  of  the  former 
Company.  Prior  to  t/te  assignment,  the  former  Company  had  not  imported 
any  metal  bearings,  but  only  ingots  of  metal,  into  the  United  Kingdom  for  sale. 

25  The  Atlas  Metal  Company,  Ld.,  moved  to  expunge  these  Trade  Marks,  alleging 
that  they  were  not  good  marks,  on  the  grounds,  as  to  the  first  and  second,  that 
there  was  no  gowitvill  in  the  2^ci'^ticular  goods  for  which  the  marks  were 
registered  at  the  date  of  assignment;  as  to  the  second  and  third,  that 
^^McLgnolia  "  was  a  geographical  name,  there  being  places  of  that  name  in  the 

30  United  States  at  the  date  of  registration ;  and  also  that  ^^  Magnolia  *'  was  the 
name  of  the  particular  patented  alloy,  which  Jiad  been  given  to  that  alloy  by 
the  inventor,  and  was  descriptive  of  the  metal,  and  was  not  a  word  *^  having  no 
**  reference  to  the  character  or  quality  of  the  goods  "  within  Section  10  (/)  (e)  of 
the  Patents,  Ac.  Act,  1888 ;  also,  as  to  the  first,  that  the  flower,  being  merely  a 

35  pictorial  representation  of  the  word  ^^Magnolia,''  and  the  latter,  not  being  itself 
a  good  Trade  Mark^  was  not  registered  as  a  Trade  Mark.  On  the  hearing  of 
the  motion,  it  was  held,  tliat  ^^Magnolia  "  was  not  a  geographical  name,  but  that 
it  referred  to  tJie  character  of  the  goods,  and  the  second  and  third  Trade 
Marks  were  ordered  to  be  expunged;  also  that  the  flower  was  not  objectionable 

40  as  being  the  representation  of  the  word,  but  that  there  was  at  the  date  of  assignment 
of  the  first  Trade  Mark^  no  goodwill  in  the  particular  goods  vested  in  the 
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assignors^  and  the  first  mark  ivas  expunged  on  this  ground.    Execution  was 
stayed  in  the  event  of  an  appeal. 

The  Magnolia  Metal  Company  appealed. 

Held,  that  the  objection  to  the  assignment  of  the  first  Trade  Mark  failed,  and 
the  order  for  expunging  it  was  reversed ;  hut  tiie  order  expunging  the  second  5 
and  third  Trade  Marks  was  afjfirnied. 

The  coats  tvere  ordered  to  follow  these  results. 

On  the  9th  of  February  1889,  The  Magnolia  Anti-friction  Metal  Company 
registered,  under  No.  Sti,40l,  a  Trade  Mark,  of  which  a  representation  is  given 
below,  for  certain   goods   in  Class  6,  namely,  "Anti -friction  metal   bearings  10 
"  being  parts  of  machinery  other  than  horticultural  and  agricultural  machinery." 


On  the  5th  of  June  1889,  the  same  Company  registered,  under  No.  90,57.^ 
another  Trade  Mark,  of  which  a  representation  is  given  below,  for  the  same 
goods. 


^^cNot/^ 


"^/cnoH*^^^ 


The  essential  particulars  of  this  Trade  Mark  were  stated  to  be  the  device  15 
and  "  Magnolia,"  and  the  Company  disclaimed  any  right  to  the  exclusive  use 
of  the  added  words. 

On  the  7th  of  June  1894,  the  same  Company  registered,  under  No.  180,551, 
the  word  "Magnolia"  as  a  Trade  Mark  for  the  goods  in  Class  5,  namely, 
"  Unwrought  and  partly  wrought  metals  used  in  manufacture."  In  this  Report  20 
these  Trade  Marks  are  called  the  first,  second,  and  third  Trade  Marks, 
respectively.  The  said  Company  was  incorporated  in  America  for  the  purpose, 
among  other  things,  of  manufacturing  "  Magnolia  Anti-friction  Metal "  and 
**  Magnolia  Anti -friction  Metal  Bearings." 

On  the  29th  of  October  1896,  the  three  above-mentioned  Tjade  Marks  were  85 
assigned  by  the  said  Company  to  The  Magnolia  Metal  Company,  which  is  also 
an  American  Company,  and  on  the  5th  of  November  1896,  The  Magnolia  M^al  < 
Company  was  entered  on  the  Register  as  proprietor,  of  the  said  three  Tra4e 
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Marks.  The  said  Magnolia  Anti-friction  Metal  Company  carried  on  business 
and  manufactnred  anti-friction  metal  in  the  United  States.  Up  to  1890,  the 
manufacture  was  under  a  secret  process,  but  in  1890  patents  were  taken  out  in 
the  United  States  and  in  the  United  Kingdom. 
5  In  February  1889,  a  firm  called  The  Magnolia  Anti-friction  Metal  Company 
of  Great  Britain  was  formed  to  sell  "Magnolia  Metal"  in  Great  Britain, 
and,  under  certain  agreements  with  the  American  Company  (the  substance  of 
which  will  be  found  in  the  judgment  of  the  Court  of  Appeal),  the  firm  had  the 
exclusive  sale  in  Great  Britain  of  "  Magnolia  Metal."    On  the  26th  of  June 

10  1896,  The  Magnolia  Metal  Company  commenced  an  action  against  the 
members  of  the  British  firm  and  The  Atlas  Metal  Company^  Ld.^  for 
(inter  alia)  infringement  of  the  said  three  Trade  Marks,  and  for  an  injunction 
restraining  the  Defendants  from  using  the  word  "Magnolia"  in  connection 
with  anti-friction  metal.  On  the  trial  of  this  action  before  Mr.  Justice  Collins,  an 

15  injunction  was  granted  restraining  The  Atlas  Metal  Company  and  others  of  the 
Defendants  from  using  the  word  "  Magnolia  "  as  descriptive  of,  or  in  connection 
with,  anti-friction  metal  manufactured  by  them,  without  clearly  distinguishing 
such  anti-friction  metal  from  the  anti-friction  metal  of  the  Plaintiffs  ;  but  no 
injunction  was  granted  founded  on  the  said  Trade  Marks.     There  was  an 

20  appeal  from  this  judgment,  but  the  appeal  was  dismissed.* 

On  the  28th  of  November  1896,  notice  of  motion  was  given  on  behalf  .of  The 
Atlas  Metal  Company,  Ld.y  to  rectify  the  Register  by  the  removal  therefrom  of 
the  said  three  Trade  Marks. 

On  the  hearing  of  the  motion,  it  was  held  by  Kekewich,  J.,  that  "  Magnolia  " 

26  was  not  a  geographical  name,  but  that  it  referred  to  the  character  of  the  goods, 
and  the  second  and  third  Trade  Marks  were  ordered  to  be  expunged  ;  also  that 
the  flower  was  not  objectionable  as  being  the  representation  of  the  word,  but 
that  there  was,  at  the  date  of  assignment  of  the  first  Trade  Mark,  no  goodwill 
in  the  particular  goods  vested  in  the  assignors,  and  the  first  mark  was  expunged 

30  on  this  ground.    Execution  was  stayed  in  the  event  of  an  appeal. t 

The  Magnolia  Metal  Company  appealed.  On  the  hearing  of  the  appeal, 
Warrington,  Q.C.,  and  //.  B.  Sebastian  (instructed  by  H.  Stanley  Sugden) 
appeared  for  TJie  Atlas  Metal  Company  ;  Bousfield,  Q.C.,  T.  L.  Wilkinson,  and 
Newton   Crane  (instructed    by  Indermaur  and  Brown)  appeared  for   The 

35  Magnolia  Metal  Company.    * 

Bousfield,  Q.C.,  and  t.  L.  Wilkinson  for  the  ApY>^l\Q,nte.—Kekewich,  J., 
held  that  Section  70  of  the  Patents,  Ac.  Act,  1883,  which  provides  that 
a  Trade  Mark,  when  registered,  shall  be  assigned  and  transferred  only  in 
connection  with   the    goodwill  of   the   business   concerned  in    the  pirticular 

40  goods   or  classes  of  goods  for  which   it  has  been   registered  and   shall  be 

determinable  with  that  goodwill,  applied   here,  as  the  American  Company 

was  doing  no   business  here  in  bearings,  and  had  no  goods  in  this  country 

of  the   kind  for  which   their  Trade  Marks  were  registered.    The  object  of 

I  the  section  is  to  only  prevent  the  assignment  of  a  Trade  Mark  apart  from  a 

46  business.  Of  course  it  would  be  a  fraud  to  assign  a  Trade  Mark  apart 
from  the  business  to  which  it  relates.  [LOPBS,  /..J.— In  Re  Wellcome's 
Trade  Mark  (L.R.  32,  Ch.D.  21H)  the  Trade  Mark  was  assigned  first  and  the 
goodwill  afterwards.]  The  sole  object  of  the  section  is  to  prevent  the  business 
from  going  one  way  and  the  Trade  Mark  another,  so  that  it  shall  not  be  used 

nO  upon  goods  that  do  not  emanate  from  the  firm  owning  the  business.  The 
present  case,  however,  is  not  within  the  mischief  of  the  section.  The  American 
Company  was  holding  itself  out  for  the  sale  of  bearings,  as  well  as  ingots,  here, 
although,  as  a  matter  of  commercial  convenience,  they  allowed  the  bearings  to 
be  made  by  others,  but  according  to  their  models.    The  English  firm  were  qua 


•  Ante  page  389. 

t  See  ante  page  265.    Some  of  the  evidence  will  be  found  at  pages  267  md  268. 
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goodwill  the  agents  of  the  American  Company.    Kekewich,  J.,  also  held  that 
"  Magnolia"  had  reference  to  the  character  or  qnality  of  the  goods  within  the 
meaning  of  Section  10,  Sab-section  1  (e)  of  the  Patents,  &c.  Act,  1888.    Bat 
"  Magnolia  "  is  not  purely  descriptive  ;  it  denotes  the  mefcal  of  the  Appellant* 
manufacture,  and    distinguishas    it   from  other   metals   of   the   same    class.   5 
There  are  numerous  cases  in  which  brands  become  names,  and  there  is  nothing 
to  prevent  a  manufacturer  letting  the  brand  placed  on  his  goods  name  the 
goods  themselves.      [Lindlby,  LJ.—Wqs   this  point  not    discussed  in  Be 
Palmer's  Trade  Mark,  the  "Braided  Star"  case  (L.R.  21  Oh.D.  47),  and  cases 
of  that  kind  ?]    We  can  find  no  case  in  which  this  precise  point  has  been  10 
dealt  with.    A  word  having  no  reference  to  the  character  or  quality  of  the 
goods  means  the  same  as  a  word  which  is  not  descriptive  of  the  goods  for  most 
purposes.    Because  a  brand  becomes  the  name  of  the  goods,  to  which  it  is 
applied,  it  is  descriptive  in  a  sense.     But  so  long  as  it  refers  only  to  the  goods 
of  a  particular  make,  it  fulfils  the  functions  of  a  Trade  Mark.    What  the  sub-  15 
section  means  is  the  word  per  se  must  not  be  descriptive  of  the  character  or  of 
the    quality.     Powell   v.    The   Birmingham    Vinegar   Brewery    Company, 
13  R.P.O.  254  L.R.  (1896),  2  Ch.  54  ;  Reddaway  v.  Banham,  U  R.P.C.  218  L.R. 
(1896),  A.C.  W9.    Because  the  name  **  Magnolia"  brings  one's  mind  back  to 
the  Appellants'  metal,  that  is  not  what  was  contemplated   by  the  section.  20 
[LOPBS,  Lm/.— Take  the  case  of  **  Blucher   Boots."     That  is  not  descriptive 
per  sey  but  only  by  reputation  or  user,  and  yet  that,  of  course,  could  not  be 
registered.]    "  Magnolia  "  is  the  name  of  our  goods,  but  it  does  not  denote  the 
character  or  quality  of  the  goods,  and  can,  therefore,  be  registered.    Then,  as  to 
the  question  whether  the  Appellants  having  a  patent  makes  any  difference.  26 
The  Specification  shows  that  it  requires  skill  and  experience  to  manufo^ture 
and  produce  the  metal,  and  it  is  unwise  to  say  that  *'  Magnolia  Metal "  only 
means  metal  composed  of  certain  alloys.    The  mode  in  which  it  is  manufac- 
tured is  material  on  the  face  of  the   Specification.      [Rigby,  !»./.— If  the 
Specification  does  not  tell  the  reader  how  to  make  the  metal  in  such  a  way  that  30 
a  skilled  workman  of  ordinary  experience  can  make  it,  it  is  a  bad  patent.]    We 
merely  say  that  our  skill  and  experience  may  be  essential  to  the  production  of 
the  highest  class  of  metal.    They  referred  also  to  T^ie  Linoleum  Manufacturing 
Company  v.  Nairn,  L.R.,  7  Ch.D.  834. 

Warrington,  Q.C.,  for  the  Respondents.— At  the  respective  dates  of  registra-  35 
tion  of  the  Trade  Marks,  neither  the  Appellants  nor  their  assignors  had  the 
exclusive  right  to  the  use  of  the  word  "  Magnolia,"  because  it  had  been  so 
used  as  to  designate  the  manufactured  article  and  not  the  manufacturers. 
Moreover,  that  word  has  **  reference  to  the  character  or  quality  of  the  goods  " 
within  the  meaning  of  Sub-section  1  (e)  of  Section  10- of  the  Patents,  Ac.  40 
Act,  1888,  and  therefore  cannot  be  a  good  Trade  Mark  either  alone  or  as 
an  essential  part  of  a  Trade  Mark.     By  becoming  the  name  of  a  known 
article—"  Magnolia  Metal  "—it  suggests  the  character  or  quality  of  that  metal. 
The  evidence  shows  that  the  word  signifies  a  particular  alloy  of  metal  which  is 
known  only  as  "  Magnolia  Metal."    It  is,  therefore,  as  descriptive  a  term  as  45 
"  bronze  "  or  "  brass."    The  nature  or  character  of  that  alloy  has  been  disclosed 
by  the  patent,  which  is  a  bad  one,  so  that  any  one  can  make  "  Magnolia  Metal." 
What  can  better  describe  the  character  or  quality  of  metal  than  the  name  by 
which  it  is  exclusively  known  ?    When  the  third  Trade  Mark  was  registered  it 
was  the  only  name  by  which  the  thing  was  known.    The  present  case  cm  this  50 
point  is  exactly  covered  by  what  was  laid  down  in  Re  Leonard  and  Ellis'  Trade 
Mark  ("  Valvoline  "),  Leonard  and  Ellis  v.  Wells  and  Co.,  L.R.  26,  Ch.D.  288, 
at  pages  2i  6  to  303.    The  same  thing  was  said,  in  other  language,  in  Waterman 
V.  Ayres,  Se  Waterman's  Trade  Mark  ("Reversi"),  5  R.P.C.  368,  L.R.  39, 
Ch.D.  29.    Those  cases  are  illustrations  of  the  difficulties  which  arise  if  the  » 
name  which  describes  the  goods  should  be  held  not  to  have  reference  to  the 
character  or  quality  of  the  goods  when  they  are  of  a  partieolar  nature,  as  in  the 
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present  case.  Therefore,  I  submit  that  '* Magnolia''  cannot  remain  on  the 
register.  Bat  if  the  Court  is  against  me  on  that  point,  then  I  say  that 
«« Magnolia  '*  is  a  geographical  name  within  the  meaning  of  the  said  sub-section. 
There  are  some  40  places  in  America  which  are  so  called.  A  name  which  is  the 
5  same  as  some  part  of  the  earth  cannot  be  registered  as  a  Trade  Mark,  Re  The 
Apollinarie  Compaw/s  Trade  Mark,  8  R.P.C.  137,  L.R.  1891,  2  Ch.  186;  Re 
Sir  Titus  Salt,  Bart,,  Som,  and  Go.,  /;«.("  Eboline "),  11  R.P.C.  517,  L.R. 
1894.  3 Ch.  166  ;  Re  Van  Duzer'a  Trade  Mark  ("Melrose"),  4  R.P.C.  31,  L.R. 
H4,  Ch.D.  623.    Then  I  say  that  the  Trade  Mark  is  put  on  the  ignots  of  metal, 

10  but  not  on  the  bearings.  It  is,  therefore,  not  used  as  a  Trade  Mark  on  the 
bearings,  but  is  only  used  as  a  Trade  Mark  on  the  ingots  of  metal.  Then,  as 
regards  the  question  of  goodwill,  the  assignors  to  the  Appellant  Company  had 
not  any  business  in  anti-friction  metal  bearings  in  the  United  Kingdom,  and 
the  Trade  Marks  were  assigned  without  any  goodwill,  and,  consequently,  Section 

IS  70  of  the  Patents,  Ac.  Act,  1883,  was  not  complied  with. 

Bousfleld,  Q.C.,  in  reply. — ^The  authorities  cited  by  the  Respondents  do  not 
govern  the  present  case.  [RiGBY,  L,J.,  referred  to  Barlow  and  Jones,  Ld,,  y. 
Johnson  and  Co.,  7  R.P.C.  395.]  That  case  is  clearly  distinguishable.  There 
has  never  been  a  case  like  this  before.    It  is  not  governed  by  Waterman  v. 

20  Ayres  or  the  **  Valvoline  *'  case.  As  to  whether  the  word  "  Magnolia  "  can  be 
regarded  as  a  geographical  name,  I  say  that  the  primary  meaning  of  ^  Magnolia  " 
is  not  geographical,  but  the  name  of  a  flower,  and  that,  consequently,  that 
objection  cannot  be  rightly  taken.  [LiNDLBY,  L,J. — If  "Eboline"  is  a 
geographical  name,  why  is  not  this  ?    The  difficulty  arises  on  the  negative  form 

25  of  the  sub-section.  It  does  not  say  "not  used,"  but  **not  being."]  The 
Court  should  construe  the  sub-section  in  reference  to  the  mischief  which  was 
intended  to  be  guarded  against,  and  should  not  take  too  narrow  a  view  of  its 
provisions.  A  word  in  its  primary  signification  may  not  be-  geographical,  but,  if 
applied  to  a  place,  will  acquire  a  secondary  meaning.    The  question  is  whether 

30  «« Magnolia"  is  a  name  of  a  flower  or  the  name  of  some  obscure  place  in 
America  ?  Would  any  one  suppose  that  ^^  Magnolia  Metal "  meant  metal  coming 
from  one  of  those  obscure  places.  [RiGBY,  Z. J. — ^A  person  in  England  might 
jxxssibly  not  do  so.]  To  hold  that  a  word  that  bears  another  meaning,  which  is  not 
geographical  to  the  mind  of  an  ordinary  Englishman,  ought  to  be  removed  from 

33  the  register  because  it  is  also  the  name  of  a  small  place  in  a  foreign  country 

would  be  absurd.     Such  words  as  ''Monkey,"  *'St.  Paul,"  or  '* Magnet" 

designate  towns  or  places,  but  are  good  Trade  Marks  all  the  same. 

The  reserved  Judgment  of  the  Court  was  delivered  on  June  3rd,  as  follows  : — 

RiGBY,  J. — This  ^)peal  is  brought  by  T?ie  Magnolia  Metal  Company^  a 

^  Company  formed  and  carrying  on  business  in  Western  Virginia  in  the  United 
States  of  America,  against  an  Order  of  Mr.  Justice  Kekeunch,  dated  the  25th  of 
February  1897,  which*^  ordered  the  Register  of  Trade  Marks  to  be  rectified  by 
expunging  therefrom  three  Trade  Marks  of  the  Appellant  Company,  namely — 
(1)  A  device,  being  the  representation  of  a  Magnolia  Flower  without  any  words 

*5  added  thereto  ;  (2)  The  same  device,  with  the  addition  of  the  words  '*  Magnolia 
**  Anti-friction  Metal,"  the  exclusive  right  to  the  words  "  Anti-friction  Metal  " 
being  disclaimed  ;  (3)  The  word  "  Magnolia "  alone.  All  these  marks  were 
originally  entered  upon  the  register  in  the  name  of  another  American  Company 
called  The  Magnolia  Anti-friction  Metal  Company,  the  respective  dates  of  the 

SO  original  entries  being  the  9th  of  February  1889,  the  5th  of  June  1889,  and 
the  7th  of  June  1894.  This  last-named  Company,  on  or  about  the  29th  of 
October  1896,  transferred  the  goodwill  and  assets  of  their  business,  including 
the  three  Trade  Marks,  to  the  Appellant  Company,  who  were  entered  as 
proprietors  on  the  register  under  date  5th  of  Novemb^  1896. 

•^  Marks  Nos.  1  and  2  were  registered  for  certain  goods  in  Class  6,  namely, 
^  Anti-friction  metal  bearings,  being  parts  of  machinery  other  than  horticultural 
^and   agricultural    machinery^"      Mark   3   was   registei^    for   the   goods 
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in    Class   5,    namely,    "Un wrought    and    partly    wrought    metals   used    in 
**  manufacture." 

The  objections  raised  to  the  validity  of  the  registrations  were  in  substance 
as  hereinafter  set  forth.  Objection  was  taken  to  the  word  "  Magnolia  "  as  an 
essential  part  of  No.  2  and  as  standing  alone  in  No.  3,  on  the  ground  that  the  5 
Appellants  never  had,  nor  had  their  assignors,  at  the  date  of  either  of  the 
registrations,  an  exclusive  right  to  the  use  of  that  word  ;  first,  because  it  had 
been  so  used  as  to  designate  the  manufactured  article  and  not  the  manufacturer ; 
secondly,  because  the  word  had  reference  to  the  character  or  quality  of  the 
goods  within  the  meaning  of  Sub-section  (e)  of  Section  64  of  the  Act  of  1883,  10 
as  amended  by  the  Act  of  J  888  ;  thirdly,  because  it  was  a  geographical  name 
within  the  meaning  of  the  same  sub-section.  Objection  was  taken  to  the 
registration  of  Nos.  1  and  2  on  the  ground  that  the  assignors  to  the  Appellant 
Company  had  not  at  any  time,  or,  at  any  rate,  had  not  at  the  time  of  the 
assignment,  any  business  in  this  country  concerned  with  the  particular  goods  15 
for  which  the  marks  were  registered — that  is  to  say.  Anti-friction  metal 
bearings — ^in  connection  with  the  goodwill  of  which  the  marks  could  be 
assigned  so  as  to  satisfy  Section  70  of  the  Act  of  1883.  These  objections  will  be 
dealt  with  in  the  order  in  which  they  are  above  mentioned. 

The  case  set  up  by  the  Appellants,  through  Charles  Benjamin  Miller ^  their  20 
president,  in  the  fourth  paragraph  of  an  affidavit  sworn  th<^  2  nd  and  filed  the 
3rd  of  February  1897,  is,  so  far  as  material,  as  follows  .• — In  the  year  1886,  a  new 
composition  of  lead,  tin,  and  other  metals  (being,  in  a  commercial  sense,  a  new 
metal)  was  invented  in  the  United  States  by  one  of  the  predecessors  in  title  of 
the  Appellant  Company.    It  was  at  first  called  "  Singley  Anti-friction  Metal,"  25 
and  afterwards,  and  from  the  year  1886,  "  Magnolia  Anti-friction  Metal,"  and, 
since  the  year  1886,  it  has  become  well  known  throughout  the  world  as,  and  is 
commonly  called  by,  the  latter  name,  or,  shortly,  *'  Magnolia  Metal."    It  was 
originally  manufactured  under  a  secret  process  without  any  patent,  but,  in  the 
year  1890,  patents  were  taken  out  in  the  United  States,  Great  Britain,  and  else-  30 
where.    The  metal  is  now,  and  has  for  many  years,  been  well  and  exclusively 
known  as  **  Magnolia  Anti-friction  Metal "  or  "  Magnolia  Metal,"  and  the  same 
is,  and  has  been  since  its  invention,  exclusively  manufactured  and  sold  by  7^A« 
Magnolia  Metal  Company  and  their  predecessors  in  business,  and  persons  from 
time  to  time  duly  authorised  by  such  Company.    The  word  **  Magnolia,"  as  35 
applied  to  the  said  metal,  was  purely  a  fancy  word.     It  was  adopted  as  a 
convenient  fancy  name,  and,  when  the  three  Trade  Marks  were  registered  in  this 
country,  the  name,  as  applied  to  a  metal,  had  become,  and  was,  the  only  name 
by  which  such  metal  was  known. 

Nothing  more  is  required  in  order  to  show  that  The  Magnolia  Anti-friction  40 
Company^  at  the  time  when  they  applied  to  be  registered  as  prt)prietors  of  the 
Trade  Marks  Nos.  2  and  3,  were  not  entitled  to  have  them  registered.    In  order 
that  the  name  of  an  article  may,  in  any  case,  be  the  Trade  Mark  of  the  manu- 
facturer, it  is  essential  that  the  name  should  indicate,  not  the  article  only,  but 
also  that  the  article  is  manufactured  by  the  person  claiming  it  as  a  Trade  Mark,  45 
as  distinguished  from  other  persons  also  manufacturing  or  entitled  to  manu- 
facture it.    When  the  article  is  made  under  a  secret  process  or  its  manufacture 
is  protected  by  a  patent,  no  person  who  has  not  acquired  the  secret  or  obtained 
a  license  from  the  Patentee  can  manufacture  it.  Accordingly,  it  is  established  as 
a  general  rule  that  when  an  article  is  made  under  a  secret  process,  or  when  the  50 
manufacturer  of  it  is  protected  by  a  patent,  the  manufacturer  or  Patentee 
cannot,  by  any  means,  entitle   himself   to  a  monopoly  in    the  use,  after  a 
secret  process  has  been  discovered  or  the  term  of  the  patent  has  expired,  of  the 
name  by  which  the  manufactured  article  is  exclusively  known  whilst  the  secret 
is  undiscovered  or  the  term  of  the  patent  is  unexpired.    What  exceptions  this  55 
general  rule  may  be  subject  to  it  is  not  necessary  for  the  purposes  of  this  case  to 
enquu'e  into.  In  the^resent  case,  it  cannot  be  truly  said  that  th^  name  *'  Magnolia  " 
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distingnished  the  manufacture  by  the  claimant  of  the  Trade  Mark  from  the 
manufacture  of  the  same  article  by  other  persons,  and  it  is  plain,  by  the 
statement  above  set  out,  that  the  name  was  given  to  the  article,  whoever  the 
manufacturer  might  be.  The  case  is  essentially  different  from  that  of  the 
5  Trade  Mark  "  Osman  "  of  Barlow  and  Jones  for  an  improved  Turkish  towel. 
The  manufacture  of  the  improved  towel  was,  from  the  first,  open  to  the  whole 
trade,  and  the  evidence  proved,  in  the  judgment  of  Mr.  Justice  Ghitty  and  of 
the  Court  of  Appeal,  that  amongst  persons  in  the  trade,  to  whom,  as  a  rule,  the 
name  "  Osman "  penetrated,  it  was  understood  to  distinguish  the  articles  as 

10  being  of  manufacture  of  the  firm  claiming  it  as  a  Trade  Mark,  and  not  of 
any  other  traders. 

In  the  present  case,  it  was  suggested  by  the  Counsel  for  the  Appellants,  as 
well  as  by  the  Respondents,  that  the  patent  taken  out  in  1890  was  bad.  It  is 
difiBcult  to  see  how  this  could  affect  the  right  to  the  name  as  a  Trade  Mark,  that 

15  right  turning  upon  the  way  in  which  the  name  has  been  treated  by  the  persons 
claiming  it  as  a  Trade  Mark,  and  not  upon  the  legality  of  the  steps  taken  by 
them  for  their  protection. 

In  this  case,  however,  it  is  not  really  necessary  to  rely  at  all  upon  the 
patent   taken   out.    For  years  before  the   patent  was  taken  out,  and  before 

20  the  Trade  Marks  were  registered,  the  word  "  Magnolia  "  had  been  treated,  with 
or  without  additions  thereto,  as  the  name  of  an  article  manufactured  by  a  secret 
process,  and  therefore  presumably  incapable  of  appropriation  by  being  regis- 
tered as  a  Trade  Mark.  Marks  Nos.  2  and  3  being,  for  the  above  reasons, wrongly 
registered,  it  is  not  absolutely  necessary  to  decide  upon  the  objections  arising  on 

25  the  construction  of  Section  61,  Sub-section  (e),  but,  as  they  have  been 
very  fully  argued,  we  think  it  right  to  express  our  opinion  upon  them. 

The  words,  *'  Magnolia  Anti-friction  Metal,"  when  applied  to  bearings,  have 
obvious  reference  to  the  character  of  the  goods.  They  cannot  be  understood 
in  any  other  sense  than  as  indicating  that  the  bearings  are  made  of  the  then 

30  well-known  metal  to  which  the  name  "Magnolia"  had  been  given.  It  is 
equally  clear,  we  think,  that  the  word  *'  Magnolia  "  alone,  as  applied  to  the 
metal,  had  originally  no  reference  to  the  character  or  quality  of  the  metal,  and, 
although  the  word  had  long  before  the  registration  in  1894  come  to  be  the  name 
of  the  metal,  we  do  not  think  that,  by  becoming  the  name  of  a  known  article,  it 

35  can  be  said  to  have  had,  within  the  meaning  of  the  section,  reference  to  the 
character  or  quality  of  the  article  designated,  notwithstanding  that  the 
character  and  quality  of  the  article  had  been  to  a  great  extent  ascertained  by 
many  persons  as  facts.  The  name  "  Styles"  or  "  Nokes"  has  no  reference  to 
the  character  of  the  individual  to  whom  it  is  given,  though,  to  some  people  who 

40  know  the  character  of  the  individual,  the  name,  when  applied  to  him,  will  call 
up  the  idea  of  the  man,  and  the  experience  of  the  hearer  may  at  the  same  time 
suggest  that  he  is  a  good  or  bad  man. 

The  result,  in  our  judgment,  is  that  this  particular  objection,  based  on 
Section  64,  Sub-section  (e),  succeeds  as  to  mark  No.  2,  but  fails  as  to  mark 

45  No.  3.    Mark  No.  3,  however,  has  been  held  bad  on  the  first  ground. 

The  objection  to  the  word  "  Magnolia,"  as  being  a  geographical  name  within 
the  meaning  of  the  section,  in  our  opinion,  fails  as  to  both  the  marks  Nos.  2 
and  3.  It  is,  no  doubt,  shown  by  the  evidence,  that  there  are  places  in  the 
United  States  called  by  the  name  "  Magnolia,"  and  if  "  geographical  name  "  in 

50  Section  64,  Sub-section  (e),  were  equivalent  to  the  name  of  any  place, 
"  Magnolia,"  as  the  name  of  places  mentioned  in  the  evidence,  would  fall 
within  the  exception.  But,  in  our  judgment,  the  phrase  *'  geographical  name  " 
in  Section  64,  Sub-section  (e),  ought  not  in  general  to  receive  so  wide  an  inter- 
pretation.    It  must,  we  think,  in  the  absence  of  special  circumstances,  be 

55  interpreted  so  as  to  be  in  accordance,  in  some  degree,  with  the  general  and 
popular  meaning  of  the  words,  and  a  word  does  not  become  a  geographical 
name  simply  because  some  place  upon  the  earth's  surface  has  been  called  by  it. 
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For  example,  we  agree  with  Mr.  Justice  Kekewich  that  the  word  "  Monkey  ^ 
is  not  proved  to  be  a  geographical  name,  by  showing  merely  that  a  small  and 
by  no  means  generally-known  island  has  been  called  by  that  name.  If,  indeed, 
in  its  primary  and  obvious  meaning,  the  word  has  reference  to  a  locality,  as  the 
word  *'  Melrose  "  in  Van  Duzer's  case,  or  the  word  "  Eboli  '•  in  Sir  Titus  Salt  5 
and  Gompany^s  case  (from  which  Mr.  Justice  Ohitty  declined  to  distinguish 
the  derivative  "Eboline"),  it  may  well  be  a  geographical  name  within  the 
meaning  of  the  sub-section.  Even  when  the  primary  signification  is  not 
geographical,  if  the  name  is  really  a  local  name  (however  little  known  the 
locality  may  be),  and  the  name  is  given  because  of  the  connection  of  the  article  10 
with  the  locality,  whether  that  be  real,  or  imputed  only  by  those  who  give  the 
name,  it  may  well  be  a  geographical  name  within  the  meaning  of  the  sub- 
section. An  instance  of  this  is  to  be  found  in  the  case  of  the  word 
^*  ApoUinaris,'*  given  to  the  water  from  a  spring  known  as  the  ApoUinaris 
spring.  So,  if  '^  Magnolia  "  had  been  the  name  of  a  place  where  the  metal  was  15 
manufactured,  we  should  have  been  by  no  means  inclined  to  say  that  it  would 
not  be  a  geographical  name  when  applied  to  the  article  manufactured  in  the 
place  having  the  name.  In  mark  No.  ]«5,  the  word  ''  Magnolia  "  is  so  associated 
with  the  device  of  the  flower  on  the  face  of  the  mark  as  to  show  what  its  origin 
was.  But  as  to  both  marks,  the  evidence  shows  the  word  ''Magnolia*'  was  20 
adopted  not  as  the  name  of,  or  in  connection  with,  any  place,  but  after  the 
flower  which  again  was  named,  as  pointed  out  by  Lord  Justice  Ltndlbt  during 
the  argument,  after  a  French  botantist,  Magnoly  and  we  should  not  have  been 
prepared  to  say  that  it  was  a  geographical  name  within  the  meaning  of  the 
section  if  that  were  the  only  objection  to  the  Trade  Mark.  25 

There  remains  to  be  dealt  with  the  device  of  a  flower  being  mark  No.  1.  The 
only  serious  objection  to  that  mark  seems  to  be  one  arising,  not  from  the 
original  entry  on  the  Register,  but  from  the  assignment  of  it.  The  Magnolia 
Ante-friction  Metal  Company  was  a  Joint  Stock  Company  duly  incorporated  in 
accordance  with  the  law  of  the  State  of  New  York.  One  of  its  objects  was  the  30 
manufacture  of  ''  Magnolia  Anti-friction  Metals  "  and  ''  Magnolia  Anti-friction 
Bearings.**  The  main,  if  not  tbe  only,  use  of  the  metal  consists  in  applying  it 
to  parta  of  machinery  where  it  is  of  importance  to  avoid  friction  ;  in  other 
words,  to  bearings  or  linings  of  bearings  made  wholly  or  in  part  of  the  metal. 
In  America,  the  Company,  from  1886  until,  some  time  in  1896,  when  it  ceased  35 
to  exist,  carried  on  a  considerable  business,'  not  only  in  the  mann&cture  of  the 
metal,  but*  in  the  manufacture  and  sale  of  the  bearings.  Among  other  Trade 
Marks,  it  was  entitled  to  Trade  Mark  No.  1,  and  procured  that  Trade  Mark  to  be 
registered  in  its  own  name  as  proprietor  on  the  7th  of  February  1889.  We  do 
not  think  that  it  is  made  out  that  the  Appellant  Company  or  its  predecessors  in  40 
title  ever  sold  any  bearings  in  this  country.  All  that  they  did  with  reference 
to  bearings  (as  distinguished  from  the  metal  in  ingots)  was  to  send  over 
specimens  to  be  used  for  the  purpose  of  promoting  the  sale  of  the  metaL 
Indeed,  it  is  not  easy  to  see  how,  without  establishing  a  branch  manufacturing 
business  in  this  country,  any  substantial  business  in  bearings  could  practically  be  45 
carried  on,  as  the  metal  has  to  be  fitted  to  the  bearings, which  would  generally,  of 
course,  be  made  here.  If  it  were  necessary  to  show  that  the  Appellant  Company, 
or  their  predecessors  in  title,  had  ever  sold  bearings  in  this  country,  we  should 
think,  on  the  evidence,  that  they  had  failed  to  do  it.  But  regard  must  be  had 
to  what  was  undoubtedly  done.  A  small  amount  of  business  in  the  metal  50 
was  done  by  The  Ma{/nolia  Anti-friction  Metal  Company^  previously  to  tbe 
registration  of  Trade  Mark  No.  1,  by  sales  to  one  Stanley  (who  is  a  witness  for 
the  Appellant  Company),  but  this  appears  to  have  been  almost  insignificant,  and 
is  not  shown  to  have  extended  to  bearings,  though  bearings  may  have  been 
sent  to  him  as  specimens.  55 

Trade  Mark  No.  1  having  been  registered  on  the  9th  of  February  1889,  we 
have  evidence  of  the  circumstances  under  which  it  was  registered ;  for,  two 
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days  before  the  registration,  an  agreement  was  entered  into,  dated  the  7th  of 
February  1889,  between  The  Magnolia  Anti-friction  Metal  Company  of  the  one 
part,  and  John  Sugden^  of  13,  Finsbury  Square,  in  the  City  of  London,  therein 
called  the  agent,  of  the  other  part,  of  which  the  following  parts  appear 
5  material : — Clause  (1).  Sugden  was  to  have  the  sole  agency  for  the  sale  of  the 
'^  Magnolia  Anti-friction  Metal  "  in  England,  amongst  other  places,  for  a  term 
of  21  years,  renewable  as  therein  mentioned.  Clause  (2).  The  Company  were 
to  supply  to  the  order  of  the  agent,  or  ^r^  he  should  direct,  any  quantity  of  the 
metal  that  should  be  ordered.    Clause  (3).  The  Company  were  not,  during  the 

10  existence  of  the  contract,  to  sell  "  Magnolia  Metal  "  to  any  person  or  company  in 
the  countries  comprised  in  the  agency.  Clause  (4).  The  agent  was  to  be  sole  agent, 
and  the  Company  agreed  to  defend  any  action  or  actions  in  England  of  any 
infringement  of  the  Trade  Mark  of  the  Company  (meaning  Trade  Mark  No.  1). 
I  have  stated  the  words  of  that  clause  as  I  find  them.    They  are  a  little  obscure, 

15  but  it  is  not  important.  Clause  (5).  In  consideration  of  the  agency,  the  agent 
agreed  to  thoroughly  advertise,  and  to  use  every  reasonable  effort  to  market  the 
metals  in  the  countries  to  which  the  agency  extended.  Clause  (9).  The  Company 
were  to  have  the  option  of  putting  an  end  to  the  agreement,  at  any  time  at  the 
end   of   any  one  year,  in  the  event  of   the  agent  neglecting  to  fulfil  the 

20  conditions  of  the  agreement.    Clause  (10).  The  agent  was  to  have  the  right  to 

trade  under  the  title  of  TJie  Magnolia  Anti-friction  Metal  Company  of  Great 

Britain,  he  undertaking,  on  the  termination  of  the  agreement,  to  transfer  all 

rights  in  such  title  to  the  Company. 

After  the  registration  of  Trade  Mark  No.  2,  and  on  the  25th  of  March  1891,  a 

25  further  agreement  was  made  in  substitution  for  the  last-mentioned  agreement 

between  the  Magnolia  Anti-friction  Metal  Company  of  the  first  part,  and  the 

said  John  Sugden  and  John  Lulham  Pound  (said  to  be  trading  as  The  Magnolia 

Anti-friction  Metal  Company  of  Oreat  Britain),  therein  called  the  agents,  of 

the  second  part,  whereby  it  was,  among  other  things,  provided  as  follows  : — 

'  30  Clause  1,  Sugden  and  Pound  were  to  have  the  sole  agency  for  the  term  of  21 

I  years  for  the  sale  of  the  "  Magnolia  Anti-friction  Metal "  in  England  and  other 

countries.    Clause  2  provided  for  the  parties  of  the  second  part,  ordering  and 

purchasing  a  minimum  quantity  of  the  metal  monthly  at  an  agreed  price. 

Clause  3  made  provision  for  the  Company  not  selling  the  metal  during  the 

•  35  existence  of  the  contract  to  any  person  or  Company  in  the  countries  comprised 

!  in  the  agency.    Clause  4  made  the  agents  sole  agents,  and  thereby  the  agents 

agreed  (whenever  they  deemed  it  advisable)  to  institute  and  defend,  by  every 

means  in  their  power,  any  action  or  actions  in  England  of  any  infringement  of 

the  Trade  Marks  of  the  Company,  and,  whenever  infringement  or  litigation  was 

40  pending,  notice  was  to  be  given  forthwith  to  the  American  Company.  Clause  5, 
in  consideration  of  such  agency,  the  agents  thereby  agreed  to  thoroughly 
advertise  and  to  use  every  reasonable  effort  to  market  '^  Magnolia  Metal  '*  in  the 
countries  to  which  the  agency  might  extend.  Clause  11  authorised  the 
Company  in  a  certain  event  to  give  notice  terminating  the  contract,  and,  after 

45  the  determination  of  the  notice,  to  send  a  representative  who  was  to  be  em- 
powered to  make  new  contracts  and  arrangements  for  carrying  on  the  business  on 
account  of  the  American  Company.  Clause  12,  the  agents  agreed  to  register  Trade 
Marks  and  complete  registration  in  the  name  of  the  Company  in  any  country 
covered  by  the  agreement.  Clause  14,  the  agents  were  to  have  the  right  to  trade 

50  under  the  title  of  The  Magnolia  Anti- friction  Metal  Company  of  Oreat  Britain 
so  long  as  the  agreement  should  be  in  existence,  but,  on  the  termination  of  it, 
such  right  was  absolutely  to  cease.  Clause  18,  the  words  "American  Company," 
whenever  used  in  the  contract,  were  to  include  the  assignees  or  successors  of 
the  American  Company. 

55  A  third  agreement  of  a  somewhat  similar  kind,  dated  the  16th  of  February  1894, 
was  mentioned  in  the  arguments,  but  $is  it  was  intended  to  be  substituted  only 

3  D 
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on  the  performance  of  a  condition,  wtich  was  never  complied  with,  for  the 
agreement  of  18yi  already  mentioned,  lio  notice  need  be  taken  of  it.  All  rights 
acquired  tinder  the  two  agi-eements  of  1889  and  1891  passed  to  the  Appellant 
Company  on  the  transfer  to  them  of  the  goodwill  and  assets  of  The  Magnolia 
Anti-friction  Metal  Company.  Trae  it  is  that  the  so-called  agents  in  this  5 
country  were  purchasers  of  the  metal,  and  sold  the  same  on  their  own  account, 
and  that  there  is  no  direct  mention  of  bearings  in  either  agreements.  But, 
under  each  agreement,  the  agents  were  in  important  respects,  and  particularly 
with  reference  to  Trade  Marks,  really,  and  in  law,  agents  for  the  American 
Company,  and  the  American  Company,  whilst  reserving  to  themselves  all  rights  10 
in  the  Trade  Marks,  also  bargained  for  an  interest  in  the  nature  of  a  reversion 
in  the  business  that  was  being  built  up  under  a  name  founded  upon  their  own, 
and  used  by  their  agents  because  they  were  agents  for  them.  That  business 
was  proved  to  extend  not  only  to  the  sale  of  the  metal  in  ingots,  but  to  bearings 
also.  Trade  Mark  ^o.  1  was  proved  to  be  stamped  upon  all  ingots  of  the  me^  15 
sent  to  this  country.  It  was  not  shown  to  have  been  stamped  upon  bearings, 
but  the  English  Company  would  be  entitled  to  use  it  in  connection  with 
bearings.  ^ 

In  this  state  of  facts,  can  it  be  fairly  said  that  the  business  of  The  Magnolia 
Anti-friction  Metal  Company^  in  connection  with  the  goodwill  of  which  the  )W 
Trade  Marks,  including  No.  1,  were  transferred  to  the  Appellant  Company,  was 
a  business  concerned  with  the  metal  bearings, within  the  meaning  of  Section  70 
of  the  Act  of  1883  ?    The  words  of  the  section  are  very  wide,  and  ought  not  to 
be  construed  narrowly.    Bearing  in  mind  that  the  whole  business  in  the  metal 
had,  for  it«  ultimate  object,  at  least  in  the  main  if  not  altogether,  the  use  of  the  25 
metal  for  bearings  or  parts  of  bearings ;  that  dealing  in  bearings  was  one  of 
the  objects,  and,  in  practice  in  America,  a  branch  of  the  actual  business  of  the 
Company  ;  that  the  American  Company  did  indirectly,  during  the  existence  of 
the  agreements  referred  to,  by  means  of  an  English  partnership  trading  under 
their  authority,  procure  the  bearings  to  be  made,  and  had  a  clear  commercial  30 
interest  in  their  being  made,  and  that  they  reserved  a  right  in  the  nature  of  a 
reversion  in  the  goodwill  of  the  business  so  being  carried  on,  the  question 
should,  in  our  judgment,  be  answered  afl^matively. 

The  main  objects  of  the  restriction  upon  assignments,  imposed  by  tiie  Act, 
was  to  prevent  confusion  or  deception  by  suggesting  that  the  articles  to  which  35 
the  mark  is  applied  continue  to  have  some  connection  or  other  with  the  original 
registered  owner,  and  the  present  case  does  not  seem  to  me  to  be  within  the 
mischief  intended  to  be  guarded  against. 

The  result  is  that,  in  our  judgment,  there   is  no  valid  objection  to  the 
assignment  of  the  Trade  Mark  No.  1,  and  the  order  for  the  removal  of  this  mark  ft 
should  be  reversed. 

LiNDLBY,  L.J. — The  result  will  be  this  : — The  order  of  the  learned  Judge, 
expunging  the  second  and  third  Trade  Marks,  will  be  aflftrmed.  His  order 
expunging  the  first  will  be  discharged.  The  costs,  both  here  and  below,  ought 
to  follow  the  result,  and  those  which  the  Appellants  have  to  pay  in  respect  of  45 
the  second  and  third  marks  must  be  set  off  against  those  which  they 
are  entitled  to  receive  in  respect  of  the  first.  The  Taxing-Master  will  desd 
with  that. 

Wilkinson, — There  will  be  the  usual  order  for  payment  out  of  the  sum  of  50/. 
which  was  deposited  by  the  Appellant  Company  as  security  for  costs  in  the  50 
Court  below,  and  a  sum  was  deposited  by  us  as  security  for  costs  here.    The 
Taxing-Master  will  deal  with  that. 

Warrington^  Q.C. — ^When  the  costs  are  taxed  and  the  amount  ascertained 
after  the  set-off,  those  funds  will  be  dealt  with  accordingly. 

LiNDLEY,  i:.J.— Yes.  .  .  55 

RiGBY,  LJ. — The  50Z.  will  remain  as  security. 
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Warrington,  Q.C. — Yes,  both  snins  will  remain. 

LiNDLBY,  LJ". — ^Will  it  be  necessary  to  get  a  fresh  order ;   will  not  the 
Taxing-Master  deal  with  it  ? 

Warrington,  Q.C. — I  should  think  the  Taxing-Master  could  deal  with  it. 
5  If  there  is  d  direction  in  this  order,  at  all  events  the  Taxing-Master  could  deal 
with  it. 

Wilki^ison. — The  same  separation  of  the  costs  will  apply  to  the  costs  before 
Mr.  Justice  Kekewich.    They  have  been  already  taxed  and  paid,  but,  of  course, 
they  will  be  repaid  ? 
10       LiNDLBY,  L.J.— Yes. 


In  thb  Court  of  Appeal. 
Befftre  Lord  Eshbr,  Jf.U.,  and  Lords  Justices  Smith  and  Rigby. 

•:•    .'■•'•   •  '  •  ';• "'  •"  •  July  1st,  im:  *  " '  '^-  '•"- ;''    ;  •• 

/  '       '      V    HAGGBlSrMACHER  V.  WaTSON,  TODD,  AND  CO. 

15       PatentJ^Pri(m^wr^-Tr^cti(m^di9mi8sed..— Appeal.^ Appli(^tion  for  new  trial 
iand  to  addvce  fiJirther ^e^t^ence..  i 

An  action  for  infring/^ffient  i^f,  ttpo  patents  was  dismissed  on  the  ground  that 
prior  user  at  two  places  wqifS  estqJ)lish^, 

The  Plaintiff  appealed,  ancl  asike4  for  judgment  or  for  a  new  trial,  on  the 
20  ground  of  surprise,  improper  r^ectiqn  of  evidence,  and  refusal  by  the  Judge  to 
adjourn  the  hearing.    He  also  moved  for  leave  to  additce  further  evidence  at  the 
hearing  of  the  appeal. 

Hie  appeal  a^  the  motion  were  dismissed,  with  costs. 
.,   On  the  2n4  of  A^gust  1887,  a  patent.  (Np.  U3,64i  of  1887)  was  granted  to 
25  pdrl  Haggenmacher.  for. an  invention  of  an  "Improved  method  and  apparatus 
**  for. sifting,  bolting,  sorting^  grading,  oi;  separating  meal,  middlings,  and  other 
^  like  pulverulent  or  granular  materials  or  produce." 

On  the  26th  of  August  1889,  a  patent  (No.  13,443  of  1889)  was  granted  to 
Carl  Haggenm/icher  for  an  invention  of  "Improvement  in  sifting  machines." 
30       The  Complete  Specifications  of  these  two  patents  will  be  found  fully  set  out 
in  the  report  of  the  proceedings  in  the  Court  below  (supra,  page  349). 

In  1895,  the  Patentee  commenced  this  action  for  infringement  of  these  two 
patents  (and  two  others,  as  to  which  the  action  was  subsequently  discontinued) 
against  Watson,  Todd,  a7id  Co.  The  amended  Particulars  of  Breaches  were  as 
35  follows  .-—The  Defendants  have  erected  and  are  using,  at  the  Midland  Flour 
Mills,  two  plan  sifters,  manufactured  according  to,  or  in  a  manner  only  colour- 
ably  differing  from  the  Plaintiff's  inventions  ;  in  particular,  the  said  plan 
sifters  are  constructed  in  infringement  of  the  Plaintiff's  patents  in  the  following 
respects  : — (a)  As  regards  patent  No.  10,644  of  1887,  in  infringement  of  Claim  1. 
40  (d)  As  regards  patent  No.  13,443  of  1889,  in  infringement  of  the  claiming 
clause. 

The  Defendants,  by  their  Defence,  (1)  did  m)t  admit  the  Plaintiff's  title  to 
the  patents ;  (2)  alleged  tb^t  the  patents  we^'Q  invalid  for  the  reasons  given 

^  3  D  2 
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in  the  amended  Partienlars  of  Objections  ;    and  (3)  denied  the  allegations 
in  the  Particulars  of  Breaches. 

The  following  are  the  amended  Particulars  of  Objections  so  far  as  material  to 
the  present  report,  the  full  Particulars  of  Objections  being  printed  in  the  report 
of  the  action  in  the  Court  below : — (A)  With  reference  to  patent  No.  10,644  5 
of  1887.  (5)  The  alleged  invention  was  not  new,  but  was  anticipated 
(a)  by  use,  by  the  persons  or  firms  following,  of  sifting  machines  or  sieves 
constructed  and  operating  according  to  the  Plaintiffs  invention,  as  claimed 
by  the  first  claiming  clause  : — (1)  J.  Hayj  at  Edington  Mill,  near  Berwick-on- 
Tweed,  in  1860-3,  both  inclusive  ;  (2)  John  Hay  and  Co.y  at  Water  of  Leith  10 
Mills,  near  Edinburgh,  in  1864  to  1871,  both  inclusive  ;  (3)  GHhson  and  Walker^ 
at  Bonnington  Steam  Mills,  Leith,  in  1872  and  1873  ;  (4)  J.  Procter ^  at  Meewith 
Mill,  :it  Bentham,  near  Lancaster,  in  1877-9,  both  inclusive  ;  (5)  J,  BlacJdedge 
and  Sofis,  at  Blackledge's  Mills,  Derby  Road,  Bootle,  near  Liverpool,  in  1884  to 
the  2iid  of  August  1887,  both  inclusive  ;  (6)  B.  W.  Preston  and  Co.,  at  Preston's  15 
Distillery,  in  Bank  Hall  Lane,  Liverpool,  in  1886  ;  (7)  the  Defendants  at  the 
Midland  Flour  Mills,  at  Birmingham,  in  1884.  (B)  With  respect  to  the  PlaintiflTs 
patent  No.  13,443  of  1889.  (5)  The  alleged  invention  was  not  new,  but  was 
anticipated  by  the  prior  users,  manufactures,  and  sales,  and  prior  publica- 
tions set  forth  in  Section  (A)  of  the  Particulars,  paragraph  f5)  (a),  (1)  to  (7),  20 
both  inclusive,  paragraph  (5)  (6),  and  paragraph  (5)  (c),  (1)  to  (o),  both  inclusive, 
all  of  which  were  relied  on  by  the  Defendants  as  anticipating  the  PlaintifiTs 
patent  No.  13,443  of  1889,  as  well  as  his  patent  No.  10,644  of  188/. 

The   Defendants   delivered  further  and  better    Particulars  of  Objections, 
which,  so  far  as  material  to  the  present  report,  were  as  follows  :— (4)  Referring  25 
to    paragraph    (A)    (5)    (a)    (1)    to    (7),    of    the    original    Particulars,    the 
following  were  the  best  further   Particulars  which  the   Defendants   could 
furnish  : — (A)  (5)  (a)  (1).    This  machine  was  an  oatmeal  sifter.    It  consisted 
of  a  rectangular  wooden  framework  with  a  bottom  or  sifting  surface.     It 
was  worked  with  a  rotary  motion,  and,  at  first,  on  the  slope,  but  afterwards  30 
horizontally.      It  was  continuously   at  work  from    during  the   latter  part 
of   1860  to  the  early  part  of    1863,  was  divided   into    three    channels   by 
dividing  bars  or  partitions  of  wood,  and  it  was  provided  on  one  side  of  the 
sieve  proper,  and  on  one  side  of  each  dividing  partition,  with  slats  of  wood, 
arranged  at  intervals.    These  slats  were  at  first  made  fixed,  but  were  afterwards  35 
made  movable.    They  were  usually  fixed  at  about  a  right-angle,  and  slightly 
above  the  sifting  surface.     The  Defendants  were  not  aware  whether  this 
machine  had  any  particular  name,  or  whether  it  was  in  existence.  (A)  (5)  (a)  (2). 
This  machine  was  also  an  oatmeal  sifter.    It  was  worked  continuously  on  the 
level  from  the  latter  part  of  1864  to  the  early  part  of  1871,  and  was  constructed  40 
substantially  in  the  same  manner  as  the  sifter  described  in  the  last  preceding 
paragraph  was  constructed.     The  Defendants  were  not  aware  whether  this 
machine  had  any  trade  name,  or  whether  it  was  in  existence.    It  was  used 
during  the  years  1872  and  1873.   (A)  (5)  (a)  (4).  This  machine  was  also  an  oatmeal 
sifter.    It  consisted  of  a  rectangular  wooden  framework,  and  was  divided  into  45 
two  portions,  an  upper  and  a  lower  sieve,  each  with  a  sieving  surface.    Each 
sieve  was  fitted  with  a  dividing  bar  or  partition,  dividing  the  sieve  into  two 
channels.    To  one  side  of  each  sieve  proper,  and  to  one  side  of  the  dividing 
partition  in  each  sieve,  were  affixed  tin  slats  placed  a  short  distance  above  the 
sieving  surface,  and  capable  of  being  bent  or  twisted  to  any  angle  desired.  50 
The  machine  was  used  from  the  latter  part  of  1877  to  the  early  part  of  1879. 
The  Defendants  were  not  aware  whether  it  had  any  trade  name  or  whether  it 
was  in  existence.    (A)  (5)  (a)  (5).    This  machine  was  a  sifting  machine,  known 
as  "  Simon's  Patent  Rotary  Scalper."    It  was  worked  on  the  slope.    The  sieve 
was  fitted  with  two  partition  bars,  so  as  to  divide  it  into  three  channels,  and  55 
slats  were  fixed  to  the  sides  of  each  channel  at  about  a  right-angle.    As  so 
constructed,  it  was  used  from  1886  until  1888,  when  the  mill  was  burned  down. 
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and  the  machine,  as  the  Defendants  believed,  destroyed  by  the  fire.  (A)  (5)  (a) 
(6).  This  machine  was  also  a  "  Simon's  Patent  Rotary  Scalper."  It  was  worked 
on  the  slope,  and  in  1886  was  fitted  with  slats  affixed  to  both  sides  of  the  sieve. 
During  part  of  the  time  it  was  divided  by  a  wooden  partition,  and  the  two  parts 
5  had  separate  feeds  and  deliveries.  (A)  (5)  (a)  (7).  The  machines  referred  to 
were— First,  a  machine  known  as  "  Child's  Aspirator,"  used  for  separating 
refuse  from  wheat.  It  was  worked  on  a  slope.  Each  sieve  was  divided  into 
three  channels  by  means  of  wooden  strips,  and  was  provided  with  a  riffle  across 
the  head  end   of  the  sieve.     Secondly,  a  machine    known  as   "Hopkinson's 

10  "  Sieve  Purifier."  It  was  worked  on  a  slope,  and  was  provided  with  a  riffle 
across  near  the  head  end  of  the  sieve.  During  the  lower  part  of  1884,  it  was 
fitted  with  slats  projecting  from  each  side  of  the  sieve,  and  raised  slightly 
above  the  sieving  surface. 

The  action  was  heard  before  Wright,  J.,  on  the  22nd,  23rd,  and  24th  of 

15  February  1897.  Among  other  witnesses  called  by  the  Defendants  were  John 
Ritchie,  James  Procter,  and  Thomas  Procter.  John  Ritchie  gave  evidence  in 
support  of  the  allegations  of  prior  user  at  Edington  Mill,  at  Water  of  Leith 
Mills,  at  Bennington  Steam  Mills,  and  at  Meewith  Mills,  being  the  mills 
mentioned  in  the  amended  Particulars  of  Objections,  (A)  (5)  (a)  (1),  (A)  (5) 

20  (a)  (2),  (A)  (5)  (a)  (3),  and  (A)  (5)  (a)  (4).  James  Procter  SLiid  Thomas  Procter 
gave  evidence  corroborating  John  Ritchie's  evidence  as  to  prior  user  at 
Meewith  Mill.  The  learned  Judge  held  that  the  alleged  prior  users  at  Water 
of  Leith  Mills  and  Bennington  Steam  Mills  were  not  proved,  but  that  prior 
user  of  the  invention  both  at  Edington  Mill  and  at  Meewith  Mill  was  proved, 

25  and  he  dismissed  the  action,  with  costs.* 

The  Plaintiff  appealed,  and  by  his  notice  of  appeal  asked  (1)  that  the 
judgment  might  be  reversed,  or  (2)  for  a  new  trial  on  the  grounds  (a)  that 
the  evidence  given  by  the  Defendants  on  the  hearing  of  the  action  was 
inconsistent  with  the    statement  of  prior  user  set  out   in  the  Particulars  of 

30  Objections,  and  that  the  Plaintiff  was  thereby  taken  by  surprise  ;  (6)  that  the 
learned  Judge  improperly  rejected  the  evidence  of  certain  witnesses  tendered 
by  the  Plaintiff  upon  the  question  of  prior  user ;  {c)  that  the  learned  Judge 
improperly  refused  to  adjourn  the  hearing  of  the  action  in  order  to  enable  the 
Plaintiff  to  give  evidence  in  answer  to  the  evidence  given  by  the  Defendants 

35  upon  the  question  of  prior  user,  although  thereto  requested  by  Counsel  for  the 
Plaintiff ;  (d)  that  the  learned  Judge  improperly  refused  to  adjourn  the 
hearing  of  the  action  to  enable  certain  material  witnesses,  who  were  prevented 
from  attending  at  the  hearing  by  ill-health,  from  being  called  as  witnesses  on 
behalf  of  the  Plaintiff,  although  thereto  requested  by  Counsel  for  the  Plaintiff ; 

40  (e)  that  the  learned  Judge  improperly  refused  to  adjourn  the  hearing  of  the 
action  to  enable  the  Plaintiff  to  inquire  into  the  evidence  given  by  the 
Defendants  as  to  the  alleged  prior  user,  and  to  obtain  evidence  to  disprove  the 
same,  although  thereto  requested  by  Counsel  for  the  Plaintiff.  The  Plaintiff 
also,  before  the  hearing  of  the  appeal,  applied  for  leave  to  adduce  further 

45  evidence  at  the  hearing  of  the  appeal.  This  motion  was  ordered  to  stand  over 
until  the  hearing  of  the  appeal. 

On  the  hearing  of  the  appeal,  Moulton,  Q.C.,  Bousfleld,  Q.C.,  and  Walter 
(instructed  by  Rehders  and  Higgs)  appeared  for  the  Plaintiff ;  Terrell,  Q.C., 
Asthury,  Q.C.,  and  Jenkins,  Q.C.  (instructed  by  Alsop,  Stevens,  Harvey,  and 

50  Crooks)  appeared  for  the  Defendants. 

Moulton,  Q.C,  and  Bousfleld,  Q.C— This  is  an  appeal,  and  also,  in  the 
alternative,  a  motion  for  a  new  trial  on  the  ground  that  further  evidence  ought 
to  be  admitted.  The  only  question  now  material  is  that  of  prior  user.  We 
say  that  Ritchie's  evidence  was  not  true.     His  evidence  was  given  in  support  of 

55  the  amended  Particulars  of  Objections  (A)  (5)  (a)  (1-4),  but  the  story  he  told 

•  Ante  847. 
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was  not  consistent  with  that  pnt  forward  in  those  Particulars,  nor  with  that 
put  forward  in  the  further  and  better  Particulars.  [^Ritchie^s  evidence  was  then 
referred  to.]  We  say  that  Ritchie  was  wilfully  telling  untruths.  We  admit 
that  the  thing  which  Ritchie  said  was  used  was  an  anticipation,  if  his  eyidence 
that  it  was  used  be  true.  We  wish  to  give  further  evidence  on  the  ground  of  sur-  5 
prise.  [Lord  ESHBB,  M.R. — You  cannot  get  a  new  trial  on  the  ground  of  surprise, 
unless  you  have  an  affidavit  alleging  surprise.]  Although  the  Water  of  Leith 
case  was  decided  in  oar  favour,  we  had  no  opportunity  of  answering  Ritckie^s 
evidence  as  to  1872.  We  say  that  his  evidence  was  wholly  baseless,  and 
that  an  opportunity  ought  to  have  been  given  us  of  showing  that  his  evidence  10 
was  wholly  unreliable.  It  was  impossible  for  us  to  meet  Ritchie^s  evidence 
until  we  knew  his  exact  story.  We  are  now  in  a  position  to  call  evidence  which 
will  displace  his  story. 

Lord  ESHER,  M.R, — I  cannot  help  thinking  that  some  Counsel  who  are  in 
the  habit  of  arguing  patent  cases  consider  that  they  have  a  patent  which  obliges  15 
them  to  consider  that  no  patent  case  can  be  tried  under  a  whole  day's  tsdk. 
Those  are  the  patent  Counsel,  as  they  are  called,  of  the  present  day.  I  am  not 
sure  they  have  not  been  anticipated,  and  that  their  patent  is  not  a  bad  one,  but, 
at  all  events,  the  sooner  they  give  up  the  idea  the  better  for  us. 

In  this  case  the  Plaintiff  complains  of  an  infringement  of  his  patent.    Upon  20 
that  the  Defendant  pleads,  "Your  patent  is  a  bad  one  because  it  has  been 
'^  anticipated.'*    That  is  as  ordinary  a  plea  in  a  patent  case  as  can  be.    The 
Defendant  is  then  asked  for  Particulars,  and  he  gives  seven  or  eight  Particulars 
of  anticipation. 

Now,  what  is  the  rule  for  our  decision  in  this  case  ?  Supposing  the  Defendant  25 
fails  in  proving  six  out  of  seven,  but  proves  the  seventh,  is  it  not  the  law  that 
that  is  an  anticipation  and  that  the  patent  is  a  bad  one  ?  Of  course  it  is.  We 
have  had  a  whole  day's  discussion,  and  what  has  it  been  about  ?  The  case 
comes  here  upon  appeal  from  the  decision  of  a  Judge  who  has  tried  this  case 
without  a  jury,  that  is  to  say,  he  was  the  Judge  of  the  law  and  the  Judge  of  30 
the  facts.  We  are  a  Court  of  Appeal,  and  the  first  proposition  of  importance 
seems  to  be  that  which  was  last  put  forward,  namely,  that  this  is  a  rehearing, 
and  if  there  was  any  meaning  in  that  suggestion,  it  was  that  we  were  to  rehear 
the  case  as  if  it  had  never  been  tried  by  the  Judge  below.  I  recollect  well  that 
when  I  first  became  a  member  of  the  Court  of  Appeal,  when  Lord  Justice  35 
Baggallayy  Lord  Justice  Mellish,  and  Lord  Justice  Jam^  were  sitting  in  that 
Court  on  appeals  from  the  Chancery  Division,  the  proposition  was  put  forward 
that,  in  hearing  an  appeal  from  a  Chancery  Judge,  who  is  the  Judge  of  fact  as 
well  as  of  law,  we  ought  to  try  it  as  a  rehearing,  and,  therefore,  we  ought  to  try 
it  as  if  the  learned  Judge  below  had  never  tried  it  at  all.  That  was  immediately  40 
overruled,  and,  of  course,  was  properly  overruled  ;  because  it  is  contrary  to  all 
reason  and  sense  that,  after  a  Chancery  Judge,  I  will  take  it,  has  been,  as 
some  of  them  have  the  misfortune  to  be  obliged  to  do,  listening  to  a  patent 
case  for  fourteen  days,  and  has  taken  all  the  possible  trouble  he  could  to  learn 
what  the  truth  is,  has  had  to  consider  the  demeanour  and  evidence  of  all  the  45 
fitnesses  in  it — that  be,  having  heard  all  those  witnesses,  and  having  taken  a 
long  time  to  consider  his  judgment,  and  given  a  very  careful  judgment,  the 
Court  of  Appeal  is  to  hear  it  without  considering  that  it  had  been  tried  before 
him  at  all.  That  is  pure  nonsense.  No  Court  could  do  it ;  no  Court  is  obliged 
to  do  it ;  and  no  Court  can  properly  do  it.    So  much  for  that.  50 

Now,  in  this  case,  there  were  many  witnesses,  and  witnesses  to  each  of  the 
particular  cases  of  alleged  anticipation  ;  but  one  of  the  cases  of  alleged  antici- 
pation ^as  at  a  particular  mill  called  the  Meewith  Mill.  If  that  case  is  proved, 
then  the  patent  is  a  bad  one.  What  was  the  evidence  as  to  that  case  before  the 
Judge  ?  There  was  evidence  of  the  alleged  anticipation  by'  a  man  named  55 
Ritchie^  who  gave  a  very  circumstantial  account  of  how  he  came  to  say  that  the 
thing  he  said  was  done  there  was  done.    He  had  been  at  some  other  mill  where 
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there  -was  an  old  man — they  called  him  an  old  man— of  65,  and  some  people 
Beem  to  think  that  65  is  an  end  of  you,  and  that  you  are  worth  nothing  after- 
wards; we  shall  find  that  out  by  and  by.  Ritchie  said  that  that  old  man, 
looking  on  and  finding  a  difiBculty  in  the  working  of  this  sort  of  thing,  found 
5  out  a  way  of  obviating  that  difficulty  when  they  had  a  very  fine  job  to  do,  and 
Ritchie  says,  **  He  did  it  there  and  I  saw  him  do  it,  but  it  was  left  oflE  at  that 
**  mill."  But  then  he  says,  "I  went  to  another  mill,  the  particular  mill  in 
**  question,  and  I,  fin4ing  a  difficulty  at  that  mill,  recollected  what  the  old 
**  man  had  done  at  the  other  mill,  and  thereupon  I  followed  what  I  had  seen 

10  "  him  do,  and  what  he  had  explained  to  me,  and  I  did  it  at  this  mill."  Nothing 
can  be  more  distinct  than  that.  It  is  evidence  of  a  fact  and  with  circumstances. 
With  regard  to  that  particular  mill,  the  man  to  whom  the  mill  belonged  was 
called,  and  he  said,  "  I  saw  Ritchie  at  work  at  my  mill ;  I  did  not  understand 
"  exactly  what  he  was  doing,  because  I  am  not  a  skilled  miller  ;  but  it  was  my 

15  "  mill,  and  I  saw  what  he  was  doing  ;"  and  then  he  gives  an  account  of  seeing 
the  particular  machine  in  which  Ritchie  was  using  these  things,  which  Ritchie 
says  he  put  there  because  he  had  been  taught  to  do  so  by  the  old  man  at  the 
other  mill.  Then  that  man's  brother  was  called,  who  again  was  not  a  skilled 
miller,  and  he  says,  **  I  went  there  and  I  saw  Ritchie  working  this  machine.    I 

20  "  saw  he  had  put  these  things  into  it,  and  they  were  there,  and  he  explained 
**  to  me  what  they  were  there  for  ;  and  after  he  had  explained  to  me  what  they 
"  were  there  for,  I  looked  at  them  again  ',more  carefully  and  saw  they  were 
"  there."  It  was  admitted,  at  a  quarter  past  eleven  this  morning,  that  if  that 
were  true,  there  was  at  that  mill  an  anticipation  of  this  patent,  and  that  the 

25  patent  is  bad. 

But  then  it  is  said  that  what  Ritchie  and  these  two  men  have  sworn  was  not 
true,  and  that  the  Judge  ought  not  to  have  believed  them,  and  that  they  were 
conspiring  together  to  tell  a  false  story.  It  appears  that  neither  of  these  two 
Procters  were  carrying  on  this  business  or  using  such  a  machine  at  the  present 

30  time.  They  had  no  interest  whatever  in  trying  to  defeat  this  patent  if  it  was 
really  a  good  one.  There  is  also  Ritchie^  against  whose  character  not  a  word 
was  said  or  could  be  said,  who  had  been  in  different  employments  under 
different  masters,  not  one  of  whom  had  ever  found  fault  with  him.  He  came 
before  the  Court,  it  is  said,  with  all  the  appearance  of  an  honest  old  man,  and, 

85  amongst  other  things,  to  show  he  appeared  as  an  honest  old  man,  it  was  said 
that  he  wore  a  white  beard.  I  do  not  myself  quite  agree  that  that  is  a  great 
sign  of  honesty,  but  it  is  certainly  not  a  sign  of  dishonesty.  He  gave  his 
account  of  his  life  and  mode  of  living,  which  seems  to  me,  so  far  as  it  goes,  to 
be  very  good  evidence  of  his  being  a  respectable  and  God-fearing  man.    He 

40  had  a  bible.  It  is  something  in  these  days  to  have  a  bible.  He  kept  a  bible, 
and  it  was  his  family  bible.  He  did  not  say  he  was  in  the  habit  of  reading  it 
te  hia  wife  or  children,  but  I  am  perfectly  certain  he  did  ;  and  he  did  that 
which  very  respectable  people  have  been  in  the  habit  of  doing  for  hundreds  of 
years  in  this  country — he  put  down  in  this  bible  the  date  of  his  marriage,  and 

45  the  name  of  his  wife,  and  the  names  of  his  children  as  they  were  born,  and  the 
dates  of  their  births.  I  have  seen  such  family  bibles,  and  I  have  seen  them 
when  that  thing  was  done  by  people  whom  I  revere,  and  who  are  as  respectable 
people  as  any  in  this  kingdom  ;  and  I  do  think  it  is  a  very  good  specimen  of 
what  sort  of  a  man  Ritchie  was.    It  is  not  at  all  conclusive,  and  he  may  be  a 

50  horrible  rogue  notwithstanding  ;  but  still  it  is  something.  Nobody  ever  said  he 
had  been  a  rogue  befoi*e.  When  he  came  as  a  witness  he  had  not  the  slightest 
reason  why  he  shox^ild  favour  one  side  more  than  the  other.  The  people  in 
whose  fevour  he  gave  evidence  were  not  his  masters,  and  never  had  been  ; 
and  they  were  not  his  relations,  and  never  had  been.    Well,  he  says  this,  and 

55  is  supported  by  the  other  two  men  I  have  mentioned,  who  had  no  interest  to  * 
say  what  was  not  true.  "  Then,"  says  Mr.  Moulton,  "  what  does  that  signify  ;'', 
"  ihej  were  conspiring  to  tell  lies  ;  they  were  liars  all  of  them,  and  they  were  " 
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"  conspiring  to  do  it."  He  has  not  any  evidence  such  as  the  most  virulent 
Jndge  in  the  country  ever  left  to  a  jury  of  a  conspiracy.  There  is  no  evidence 
that  it  was  a  conspiracy.  What  happened  ?  The  Judge  was  not  bound  to 
believe  them,  although  they  were  not  conspiring ;  but  he  saw  them,  and  he 
gives  an  account  of  what  he  did  see,  and  he  says,  "  I  confess  I  see  no  reason  to  5 
"  doubt  the  correctness  of  their  evidence  in  any  respect."  That  is  upon  the 
view  of  them,  and  of  what  they  said.  Then  afterwards  he  says,  "  Ritchie 
"  seemed  to  give  his  evidence  fairly  enough,  and  I  did  not  notice  any  indication 
"  of  any  attempt  to  deceive  the  Court  in  what  he  said."*  Here  is  the  Judge 
who  had  to  determine  whether  he  ought  to  believe  the  witnesses  or  not,  who  10 
gives  such  a  description  of  them,  there  being  no  tittle  of  evidence  of  any 
agreement  between  them,  or  any  inclination  on  the  part  of  either  of  them  to 
say  that  which  was  untrue.  That  being  so  at  the  trial,  it  was  admitted  at  last, 
although  it  was  disputed  at  first,  that,  upon  the  evidence  as  it  stood  at  the  trial, 
this  Court  cannot  properly  say  the  Judge  was  wrong  in  the  conclusion  to  which  15 
he  came. 

But  then  it  is  said  that  all  these  things  were  in  sunh  a  condition  that 
the  Judge  was  wrong  in  believing  these  men;  and  now  it  can  be  shown  they  ought 
not  to  have  been  believed,  and  that  can  be  done  in  this  way  :  If  an  applica- 
tion is  made  to  the  Court  that  the  party  against  whom  a  verdict  and  judgpoaent  20 
have  gone  was  taken  by  surprise,  and,  being  taken  by  surprise,  he  has  after- 
wards discovered  evidence  which,  if  it  had  been  admitted,  would,  in  all 
probability,  have  turned  the  scale,  then  there  may  be  a  new  trial,  in  the  old 
days,  or  this  Court  might  choose,  if  it  thought  right,  to  hear  that  additional 
evidence,  and  to  have  the  trial  continued  in  this  Court.  But,  in  order  to  25 
obtain  a  new  trial  on  the  ground  of  surprise,  it  has  been  the  invariable  rule 
that  it  cannot  be  done  unless  those  who  were  conducting  the  trial  on  the  side 
which  has  lost  would  undertake  to  pledge  their  oath,  in  terms,  that  they  have 
been  taken  by  surprise.  There  is  no  such  affidavit  in  this  case.  Therefore  the 
ground  of  surprise  must  be  taken  away.  30 

Then  it  is  said  there  was  another  ground,  namely,  that  the  solicitors  for  the 
Plaintiff  in  this  case  were  misled  by  the  Particulars  which  were  given  to  them, 
and  the  misleading  is  said  to  be  that  they  were  not  told  what  the  evidence  of 
Biichie  was  going  to  be.  They  put  in  letters  which  show  that  their  solicitor 
was  alive  to  this— that  Ritchie  might  be  a  witness  against  them  upon  that  35 
Particular  which  was  given  as  to  this  particular  mill.  They  thought  he  would 
be  a  witness  against  them ;  and  they  wanted  to  get  from  him  what  he  was 
going  to  say.  They  wrote  to  him,  or,  rather,  they  wrote  to  the  Procters^  to  find 
out  what  was  going  to  be  said,  and  they  asked,  "  What  was  the  state  of  things  at 
"  your  mill  ?  "  Procter,  for  anything  I  know,  at  that  time  had  told  such  a  story  40 
to  the  other  side  that  he  was  going  to  be  their  witness,  and  when  he  was  asked 
to  give  these  particulars  of  what  he  was  going  to  say,  or  what  Ritchie  was  going 
to  say,  he  declined  to  answer.  Was  that  any  hardship  on  the  Plaintiff  ?  It 
was  no  legal  hardship.  Their  attention  had  been  called  to  the  case  of  this  very 
mill,  and  the  alleged  anticipation  there.  What  was  their  duty  ?  Their  duty  45 
was  to  make  every  possible  enquiry  about  what  took  place  at  that  mill.  They 
were  bound,  as  it  was  in  the  Particulars,  to  assume  that  something  was  to  be 
said  as  to  what  had  taken  place  at  that  mill  which  would  be  in  support  of  the 
allegation  that  there  had  been  an  anticipation  there  ;  and  they  were  bound  to 
make  all  possible  enquiry  from  every  possible  source.  They  do  not  do  that ;  50 
but  now  they  say  they  have  found  witnesses  who  could  give  material  evidence 
on  that  point.  Why  did  they  not  find  them  before  ?  I  do  not  attach  any 
blame  to  them  ;  but  still,  if  they  had  made  the  enquiries  before  which  they 
have  made  now,  they  would  have  had  those  very  witnesses  at  the  trial.  That 
is  not  a  sufficient  ground  to  found  the  allegation  on  that  the  Judge  did  55 
wrong.  What  was  it  he  is  alleged  to  have  done  wrong  ?  It  is  alleged  that  he 
was  told  circumstances  which  ought  to  have  induced  him  to  postpone  the  trial 


Vol.  XIV.,  No.  21.]     AND  TRADE  MARK  CASES.  637 

Haggenmctcher  v.  Watson^  Todd^  and  Co. 

until  the  PlaintiflFs  had  had  the  opportunity  of  making  further  enquiries  ;  and 
it  is  said  that  he  was  asked  also  to  postpose  the  trial  on  the  ground  that  two  of 
their  witnesses  were  too  sick  to  come  up.  As  to  the  second  of  those  grounds, 
the  sick  witnesses,  the  rule  is  plain  enough  that  the  Judfi^e  cannot  act  on  an 
5  allegation  that  a  witness  is  too  sick  to  come  up  alone,  but  he  must  have  a 
medical  certificate  and  an  afi&davit.  Those  who  were  advising  the  Plaintiffs 
had  neither  one  nor  the  other.  Then  the  learned  Judge  saw  the  Counsel  in  his 
room,  and,  after  hearing  them,  he  said  there  had  not  been  sufficient  material 
shown  him  to  lead  him  to  postpone  the  rest  of  the  trial.  Then,  as  to  the  other 
10  ground,  it  was  suggested  to  him  that  they  wanted  time  for  an  enquiry  into  what 
had  taken  place  at  this  mill.  What  did  they  do  ?  It  seems  to  me,  though  he 
was  willing  to  consider,  at  all  events,  whether  he  would  postpone  the  trial  if 
they  insisted  on  it,  instead  of  insisting  on  it  they  elected  to  go  on.  There  is 
not  one  shadow  of  ground  for  this  long  argument  which  has  taken  place  the 
15  whole  of  this  day ;  and  there  is  nothing  in  it  but  this — ^that  two  eminent 
Counsel  in  the  habit  of  conducting  patent  cases  have  thought  it  right  to  read 
every  bit  of  the  evidence,  whether  material  or  immaterial,  when,  I  venture  to 
say,  if  they  had  been  called  on  to  advise,  they  must  have  said  to  those  who 
asked  them,  "  It  is  of  no  use  ;  what  you  are  asking  us  to  do  is  of  no  use,  and 
20  "  is  a  mere  waste  of  time,"  and  if  they  had  said  that  I  should  have  entirely 
agreed  with  them. 

Smith,  LJ^. — ^In  this  case  the  Patentee,  Mr.  Haggenmacher,  brought  an 
action  against  the  Defendants  for  infringing  his  patent.  It  is  a  patent  for  the 
making  of  sieves  with  slats  for  the  purpose  of  sieving  meal.  There  are  other 
25  defences  I  need  not  deal  with,  but  the  material  defence  set  up  is  this  :  **  Your 
"  patent  is  not  a  good  one  because  there  has  been  a  prior  user,  of  which  we  give 
"  you  particulars,"  and,  among  other  prior  users  that  are  set  up,  and  of  which 
evidence  has  been  given,  is  the  prior  user  at  Edington  Mill,  prior  user  at  Water 
of  Leith's  Mill,  prior  user  at  Bennington  Mill,  and  prior  user  at  the  Meewith 
30  Mill ;  and,  say  the  Defendants,  "  we  can  show  these  users,  or,  at  any  rate,  some 
**  of  them,  and  if  we  do  that  your  patent  is  a  bad  one." 

Now,  the  case  proceeded,  as  appears  from  the  shorthand  notes,  and  then 

Counsel  came  to  the  conclusion  among  themselves  that,  inasmuch  as  these  users 

went  to  the  root  of  the  whole  action,  those  issues  should  be  determined  by  the 

35  learned  Judge  first.    As  to  those  issues  there  was  a  conflict  of  evidence.    I  take 

first  the  Meewith  Mill,  because  if  I  take  that  it  seems  to  me  to  show  how  absolutely 

fatal  this  application  to  the  Court  of  Appeal  is.    With  regard  to  this  Meewith 

Mill,  there  is  no  mistake  as  regards  dates  at  all  in  these  Particulars.    The 

Defendants'  Particulars  of  prior  user  at  Meewith  Mill  were  perfectly  correct ; 

40  everything  was  in  order,  and  the  parties  went  to  trial  to  try  that  important 

issue,  and  that  the  Plaintiff's  solicitor  knew  it  was  an  important  issue  is  apparent 

from  those  letters  my  Lord  has  referred  to  which  they  wrote  to  Mr.  Procter^ 

and  which  I  shall  not  refer  to  again.    The  parties  went  down,  everything  being 

in  order,  to  try  this  issue,  and  what  has  happened  ?    Ritchie^  the  witness  called 

45  by  the  Defendants,  proved  undoubtedly  prior  user  at  the  Meewith  Mill  of  the 

sieve  in  question.    Ritchie's  evidence  was  not  alone,  because  he  had  two  other 

witnesses  who,  undoubtedly,  have  no  interest  in  this  case  any  more  than  I  can 

see  Ritchie  had,  except  that  of  being  witnesses  upon  the  side  for  which  they 

came.    Procter  and  Procter's  brother  certainly  both  gave  evidence  before  the 

50  learned  Judge  that  what  took  place  in  this  Meewith  Mill  as  regards  the  sieve 

there  which  was  being  used  during  the  period  mentioned  in  the  Particulars 

was,  what  was  admitted  by  everybody  if  it  was  so  used,  a  prior  user  of  the 

patented  article.    That  was  the  case. 

Now,  what  was  said  on  the  other  side  ?    Nothing  ;  there  was  not  a  single 

55  witness  called  upon  the  other  side  in  regard  to  the  Meewith  Mill.    Why,  I  ask, 

on  that  issue  is  the  Judge  not  to  find  in  favour  of  the  three  witnesses  who  were 

called,  when  nothing  was  said  against  them  or  against  their  credit,  and  they 
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were  not  cross-examined  ?  And  why  was  he  not  to  believe  the  prior  user 
which  was  set  up  by  the  Defendants  with  regard  to  Meewith  Mill  ?  Take  it 
in  this  way,  that  if  the  only  particular  which  had  been  put  in  of  prior  user 
was  the  prior  user  at  Meewith  Mill,  where  would  the  Plaintiff  have  been  with 
his  patent  on  the  evidence  given  before  the  Court  ?  Of  course,  he  would  have  5 
been  defeated.  There  could  not  have  been  an  answer  to  it.  That  is  how  it 
works  out.  It  is  said  that  Ritchie  and  the  two  Procters  were  in  the  swim — 
that  was  the  expression  which  was  used  by  Mr.  Bousfieldj  and  afterwards  he 
said  that  they  were  in  a  conspiracy  together  to  defeat  the  patent.  It  is  very 
well  for  learned  Counsel,  however  eminent  at  the  Bar,  and  particularly  when  10 
witnesses  have  been  believed  by  the  Judge  who  has  tried  the  case,  to  stand  up 
and  say  that  they  were  in  a  conspiracy  ;  but  where  is  the  evidence  of  it  ?  There 
is  not  a  tittle  of  evidence  that,  as  to  the  Meewith  Mill,  those  three  witnesses 
were  in  a  conspiracy,  or  were  doing  anything  but  what  the  learned  J  udge  found 
they  were  doing,  telling  the  absolute  truth  about  the  prior  user.  So  much  for  15 
the  Meewith  Mill. 

As  to  the  others,  I  will  take  them  in  order.  "With  regard  to  the  Edington 
Mill,  there  Ritchie  gave  evidence  of  prior  user  in  the  same  way  as  he  had  given 
evidence  in  the  case  of  the  Meewith  Mill.  In  that  case  he  was  faced  by  a 
witness  for  the  Defendants — the  witness  Ford — and  the  witness  Fordy  to  take  2U 
it  shortly,  said  he  did  not  use  any  slats,  and  that  sieve  at  that  mill  was  not  of  thU 
kind.  What  was  the  learned  Judge  to  do  ?  He  had  heard  the  witnesses  on  the 
one  side  and  on  the  other  both  cross-examined  at  considerable  length,  and  he 
said,  "  I  believe  Ritchie  and  I  do  not  believe  Fordy  because  his  memory,  in  some 
*^  particulars,  was  so  faulty  that  I  cannot  act  on  it,  and,  therefore,  I  act  upon  25 
**  Ritchie^s  evidence  as  against  Fords,^'* 

Then,  as  to  the  third  case,  that  of  Bennington  Mill.  There  Ritchie  deposed 
that  they  had  sieves  with  slats,  and,  when  I  read  his  evidence  over  again,  I 
notice  that  Ritchie  did  not  say  he  put  those  slat«  in  those  sieves  himself,  but  he 
said  they  were  there.  That  was  his  evidence,  and  my  learned  brother  Wright  30 
says,  when  it  is  sworn  on  the  other  side  by  Jeffireg^  who  was  the  miller,  that 
they  were  not  there,  "  I  cannot  act  upon  the  evidence  of  Ritchie  there,"  and  I 
'^  think  there  has  been  some  mistake,  though  I  do  not  find  that  what  Ritchie 
"  told  me  was  wilfully  false.  Therefore,"  he  says,  "  as  regards  that  prior  user, 
'<  I  strike  it  out  and  say  that  Ritchie  has  not  proved  it."  Then  I  come  to  the  35 
last  case,  the  Water  of  Leith  Mill.  There  my  brother  Wright  says  the  evidence 
given  by  Ritchie  was  so  hazy  as  regards  the  user  of  the  slats  at  this  Mill  that 
he  could  not  act  on  it,  and  strikes  it  out.  Then,  says  Mr.  Moultoriy  '*  Ah,  you 
"  are  all  wrong  in  your  dates  as  regards  Water  of  Leith  Mill  in  your  Particulars." 
So  they  were  wrong  in  their  dates  ;  but  what  does  it  matter  if  they  were  wrong  40 
in  their  dates  ?  They  have  given  particulars  down  to  a  certain  date,  1872  I 
think  it  was,  and  then  they  have  given  evidence  at  the  trial  that  the  prior  user 
was  in  1872.  I  am  not  certain  about  my  dates,  but  it  does  not  matter.  That 
was  the  point,  and,  says  Mr.  Moulton,  "  I  ought  to  have  a  new  trial  to  call 
"  evidence  to  disprove  that  part  of  the  case  of  which  no  evidence  was  given  at  45 
"  the  trial  before  Mr.  Justice  Wright,  and  also  to  disprove  what  Ritchie  said 
**  about  the  user  in  1872."  The  answer  seems  to  me  to  be  conclusive  that  the 
learned  Judge  never  found  prior  user  at  all  as  regards  the  Water  of  Leith  Mill, 
and,  therefore,  he  struck  that  out  as  he  did  with  regard  to  the  case  of  Bon- 
ninirton  Mill.    That  is  the  case.  50 

There  cannot  be  the  slightest  doubt,  in  my  opinion,  that  the  learned  Judge, 
believing  the  evidence  as  he  was  entitled  to  do  as  to  the  Meewith  Mill,  which 
was  uncontradicted,  was  perfectly  justified  in  finding  prior  user. 

What  are  we  to  do  ?    It  is  said  by  the  statement  of  Counsel  and  the  affidavit 
of  the  solicitor,  that  we  ought  to  grant  a  new  trial  upon  the  ground  of  surprise.  55 
I  cannot  see  a  tittle  of  real  surprise  in  any  shape  or  way  upon  the  facts  stated 
in  the  affidavit.    What  the  affidavit  says  now  is  that,  ^  if  we  could  get  a  new 
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'•  trial,  we  should  be  able  to  bring  new  evidence."  I  should  like  to  know  what 
case  there  is, which  has  been  fought  out  and  decided  on  a  conflict  of  testimony,  in 
which  the  solicitor  for  the  defeated  party  could  not  come  to  the  Court  and  say, 
"  If  you  grant  me  a  new  trial,  I  shall  be  able  to  bring  some  further  evidence." 
5  It  comes  to  nothing.  There  would  be  no  end  to  litigation,  and  every  patent 
case,  in  particular,  is  quite  long  enough  as  it  is. 

Then  it  is  said  that,  under  the  order,  this  Court  has  the  power  to  order 
evidence  to  be  admitted  before  it,  and  to  decide  the  case  upon  that  evidence  in 
conjunction  with  the  evidence  taken  before  the  learned  Judge.    That  is  only 

10  to  be  admitted  upon  special  grounds  and  with  special  leave.  I  see  no  specisd 
ground  here  for  disturbing  this  verdict.  There  was  a  direct  conflict  of 
testimony  between  the  parties,  and  a  conflict  where  one  side  says  that  the  other 
haa  been  guilty  of  conspiracy.  The  learned  Judge  heard  the  witnesses,  and 
believed  one  side,  and  disbelieved  the  allegation  of  conspiracy,  and  he  found  in 

15  favour  of  the  Defendants.  That  judgment  must  stand,  and  the  appeal  must  be 
dismissed. 

RiGBY,  L.J. — In  this  case  the  application  is  to  receive  further  evidence  in  a 
case  which  has  undergone  a  great  deal  of  investigation  in  the  Court  below,  and 
in  which  certainly  the  learned  Judge  gave  every  opportunity  to  the  Plaintiff  to 

20  make  out  the  case  which  he  had  to  support ;  that  is  to  say,  to  make  it  out  that 
his  patent  was  a  good  one,  because  there  had  been  no  anticipatory  user.  Far  be 
it  from  nae  to  say  that  this  Court  has  not  a  discretion.  The  Court  has  a  dis- 
cretion given  to  it  by  the  Orders,  and  I  should  be  sorry  to  say  that,  in  a  case 
which  really  appeared  not  unlikely  to  be  a  case  of  fraud,  the  hands  of  the  Court 

25  should  be  in  any  way  tied,  and  that  it  might  not  be  right,  when  the  Court  was 
satisfied  that  there  was  really  a  strong  case  made  of  fraud,  to  admit  further 
evidence.  But  what  is  the  case  here  ?  I  think  the  two  matters  that  have  been 
separately  urged  by  the  learned  Counsel  who  have  addressed  us  are  these.  Mr. 
Moulton  addressed  us,  I  will  not  say  exclusively,  upon  one  topic,  and  that  was 

oO  this  :  "  A  case  of  anticipation  was  alleged  against  us,  and  the  evidence,  when  it 
"  was  brought  forward,  showed  pretty  nearly  that,  if  there  were  an  anticipation, 
"  it  was  hardly  covered  by  the  Particulars."  He  actually  applied  to  the  Judge 
for  an  adjournment  of  the  case,  in  order  that  he  might  give  further  evidence  on 
it-    What  did  the  learned  Judge,  in  effect,  say  ?    As  I  read  that  observation 

o5  of  his,  which  is  in  the  report,  upon  the  application  for  an  adjournment,  after  he 
had  heard  all  that  Counsel  could  say  privately  on  the  subject,  he  said,  "  After 
'*  all,  the  evidence  before  me  is  only  of  a  sort  of  experimental  user,"  and  he* 
manifestly  wished  to  attach  no  importance  to  it.  He  did  not  absolutely  say, 
**  I  am  going  to  decide  it  in  your  favour  "  to  Mr.  Moulton^  but  he  made  it  pretty 

*0  clear  that  that  was  his  intention  ;  and  when  we  find  that  he  did  decide  it  in  his 
favour,  what  has  Mr.  Moulton  lost  ?  He  says  the  chance,  or,  rather,  he  put  it  as 
the  probability,  that  if  he  had  gone  into  that  part  of  the  case  that  was  not  gone 
into,  although  it  might  have  been  expected  to  be  gone  into  by  the  Defendants, 
he  could  have  brought  forward  such  evidence  as  would  have  shown  that 

45  Ritchie^  who  was  the  main  witness  for  the  Defendants,  was  so  far  mistaken  and 

wrong  on  the  year  that  he  would  be  discredited.    I  venture  to  say  that  is  not 

the  sort  of  case  which  would  be  looked  on  with  great  favour  by  a  Court  of 

Appeal  when  called  on  to  say  whether  they  would  admit  further  evidence. 

Th®  other  case  mainly  relied   on   by   Mr.  Bousfield  was  not  so  very  far 

«>0  removed  in  character  from  that.  He  says,  in  the  course  of  his  evidence,  with 
regard  to  that  mill,  in  respect  of  which  the  learned  Judge  has  found  that  there 
was  an  anticipatory  user,  Ritchie  put  in  a  model,  and  he  says  now,  "  I  can  find 
'•  witnesses  who  will  say  that  that  model  is  altogether  incorrect."  The  point 
at  issue  was  not  the  class  of  sieve  or  sifting  machine  that  was  being  used,  but 

55  the  question  was  whether,  to  a  particular  sifting  machine,  or  to  any  sifting 
machine  that  was  there,  this  plan  of  inserting  slats  had  been  adopted.  As  I 
read  the  evidence,  and  as  I  understand  tke  admissions  made,  if  slats  for  thi» 
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particular  purpose  had  been  used  in  any  sort  of  sifting  machine  to  which  they 
conld  be  supplied,  that  would  be  an  anticipation  of  the  Plaintiff's  invention 
sufficient  to  make  his  patent  void.  They  do  not  even  pretend  to  say  that  the 
slats  might  not  have  been  adapted  to  the  form  of  sieve  which  they  themselves 
say,  "  Our  witnesses  would  show  to  have  been  the  correct  form."  So  it  comes  5 
pretty  nearly  to  this  :  "  If  you  will  allow  us  to  go  into  an  issue  which  was  not 
"  the  issue  between  the  parties  in  the  case,  but  which  indirectly  arises,  we 
"  should  be  able  to  discredit  Ritchie  to  such  an  extent  that  his  evidence  would 
*^  be  swept  away  altogether."  The  question  is,  how  does  the  thing  stand  on  the 
evidence  given  as  to  the  issues  which  were  tried  ?  The  learned  Judge,  although  10 
he  has  taken  notice  that  in  some  cases  he  cannot  rely  on  Ritchie^s  evidence 
altogether,  has  carefully  put  on  record  in  his  judgment  that  he  did  not  believe 
that  Ritchie  was  wilfully,  in  any  case,  saying  what  was  not  true.  Whatever 
may  be  said  as  to  what  ought  to  be  the  position  of  a  Court  of  Appeal  in  rehearing 
a  case  and  reviewing  a  decision  of  a  Judge  of  First  Instance,  certainly  the  Judge  15 
who  sees  the  witnesses  and  who,  having  seen  them  and  heard  all  they  have  got 
to  say,  comes  to  the  conclusion  that  the  particular  witness,  who  is  charged  with 
saying  that  which  he  knows  to  be  untrue,  is  free  from  that  charge  and  ought  to 
be  acted  on,  is  in  a  position  so  superior  to  that  of  any  Court  of  Appeal  that 
it  would  indeed  require  a  most  extraordinary  case  for  a  Court  of  Appeal  to  20 
interfere  and  say,  "  You  ought  to  have  found  that  witness  guilty  of  fraud,  or, 
"  alternatively,  we  ought  to  allow  evidence  to  be  given  on  collateral  points  in 
"  order  to  show  that  that  witness  was  saying  what  was  untrue,"  Still  more 
when  the  case  is  that,  not  that  witness  alone — because  really  it  comes  to  that — 
but  at  least  two  other  witnesses — I  mean  the  two  brothers,  the  Procters — were  25 
in  a  conspiracy  with  what  I  may  call  the  main  witness,  for  the  fraudulent 
purpose  of  deceiving  the  Court  on  a  matter  on  which  there  is  only  surmise,  at 
any  rate,  that  they  have  any  interest  at  all  of  their  own.  I  am  quite  satisfied 
that  the  case  was  tried  by  the  learned  Judge  with  the  utmost  care,  and  that  the 
conclusions  he  came  to  as  to  the  witnesses  cannot  be  impeached  here,  and  I  am  30 
quite  satisfied  that,  whatever  may  be  the  power  of  the  Court,  this  is  not  a  case 
for  allowing  a  new  trial,  that  new  trial  being,  as  I  say,  on  collateral  questions 
with  a  view  of  simply  prejudicing  the  witnesses. 

Terrell^  Q.C. — I  ask  your  Lordship  to  dismiss  the  appeal,  and  also  the  motion 
which  stood  over  to  the  hearing  of  the  appeal.    They  served  us  with  a  notice  35 
of  motion  for  leave  to  admit  further  evidence,  and  brought  us  here,  and  the 
order  made  was  that  that  motion  should  stand  till  the  hearing  of  the  appeal. 
I  ask  for  the  costs  of  that  as  well. 

The  Master  op  the  Rolls.— Certainly. 


In  the  High  Court  of  Justice.— Chancery  Division,  40 

Before  Mr.  Justice  Kbkewich.— July  8th,  1897. 

Haws  v.  Harding  and  Sons. 

Patent. — InfringemenL-^uhjecUmcUter. — Anticipation. 
This  was  an  action  for  infringement  of  a  patent  for  a  watering  pot     The 
Specification  described  a  watering  pot  of  a  canister  shape  with  a  carrying  45 
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handle  and  a  tipping  handle^  and  claimed  (1)  the  canister  shape;  (2)  the  make^ 
shape^  and  position  of  the  tipping  liandle ;  (3)  tlie  introduction  of  the  particular 
carrying  handle.  The  Defendants  denied  uifringement ;  and  set  up  want  of 
subject-matter^  utility^  and  novelty  in  the  invention^  and  anticipation.  The 
5  Plaintiff,  at  the  trials  asserts  that  his  real  invention  was  the  combination  of 
the  three  things  claimed^  and  that  his  Specification  ought  so  to  be  construe. 

Heldj  that  the  Plaintiff  had  not  proved  that  the  combination  as  a  whole  wa^ 
useful;  andy  further,  that  the  alleged  invention  was  only  the  adaptation 
of  old  things  to  a  watering  pot ;  that  the  patent  was  invalid ;  and  judgment 

10  was  given  for  the  Defendants. 

This  was  an  action  by  John  Haws  for  an  in jnnction  restraining  the  Defendants, 
Harding  and  Sons,  wholesale  ironmongers,  from  infringing  the  Plaintiff's 
Letters  Patent  (No.  5910  of  1885)  for  a  watering  pot. 

The  Complete  Specification  was  as  follows  : — "  Description  of  a  watering  pot 

15  "  made  of  tin,  iron,  zinc,  copper  or  any  other  metal  of  various  sizes  in  the  form 
'*  of  a  canister  with  a  portion  of  the  neck  A  drawn  in  with  or  without  a  band  B, 
"  BO  as  to  form  the  mouth  C  in  the  centre  or  near  the  back  of  the  vessel, 
"  Carrying  handle  made  round  or  oval  of  either  of  the  above  metals  and  joined 
"  to  the  neck  D  and  spout  E  of  the  vessel,    Tipping  handle  made  with  one  or 

20  '<  more  pieces  of  the  above  metals  of  tubular  construction  and  joined  on  the 
"  body  G  and  neck  H  of  the  vessel. 

"  Having  now  particularly  described  and  ascertained  the  nature  of  my 
"  invention,  and  in  what  manner  the  same  is  to  be  performed,  I  declare  that 
"  what  I  claim  is  : — 1"'  The  canister  shape  of  the  vessel.    2***  The  make,  shape, 

i:5  "  and  position  of  the  tipping  handle,  by  which  the  vessel  is  so  balanced,  as  to 
"  allow  of  its  being  manipulated  with  one  hand,  leaving  the  other  free.  S""*  The 
"  introduction  of  a  carrying  handle,  which  strengthens  the  spout,  and  allows  of 
"  the  can  being  carried  by  the  hand,  in  a  natural  position. 

"  This  new  invention  forms  a  watering  pot,  that  is  much  easier  to  carry,  and 

30  '<  tip,  and  at  the  same  time  being  much  cleaner,  and  more  adapted  for  use  than 
"  any  other  put  before  the  public." 


It  was  stated,  at  the  trial,  that  the  Plaintiff  had  himself  prepared  and  drawn  up 
the  above  Specification. 

The  Plaintiff  complained  that  the  Defendants  had  advertised  for  sale  and 
35  supplied  watering  pots  made  in  precise  accordance  with  his  Letters  Patent. 

The  Defendants  denied  infringement,  and  delivered  Particulars  of  Objections, 
by  which  they  stated  that  the  Plaintiff^s  alleged  invention  was  not  the  proper 
subject-matter  of  Letters  Patent ;  that  it  was  not  useful ;  that  it  was  not  new 
and  had  been  anticipated  ;  and,  further,  that  the  Complete  Specification  did  not 
40  sufficiently  distinguish  which  of  the  matters  and  things  therein  described  the 
Plaintiff  claimed  to  have  invented,  and  which  of  the  same  he  did  not  claim 
to  have  invented  but  admitted  to  be  old  ;  and  that  the  said  Specification  was 
ambiguous,  and  formed  so  as  to  mislead.    The  Defendants,  in  support  of  their 
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Objections,  produced  divers  trade  catalogues,  of  dates  prior  to  that  of  the  Letters 
Patent,  containing  illustrations  of  water  pots. 

WarHngUm^  Q.C.,  and  Willis  Bund  (instructed  by  W.  E.  Aldi8%  for  the 
Plaintiff.— The  Plaintiff's  claim  in  his  Specification  is,  in  truth,  for  a  combina- 
tion, and  not  for  each  separate  thing.    Although  the  claim  is  not  very  happily  5 
expressed,  the  invention  is  described  as  a  whole  thing,  and  really  claims  as  a 
whole ;  Kelly  v.  Heathman,  7  R.P.C.  343,  at  page  348,  L.R.  45  Ch.  D.  256.    The 
peculiarities  combined  together  exhibit  invention  and  utility,  as  (1)  there  is  no 
handle  over  the  top  of  the  mouth,  so  that  a  syringe  can  be  placed  in  the  pot 
without  interference  from  the  handle  ;  (2)  there  is  a  carrying  handle  distinct  10 
from  the  tipping  handle,  and  in  the  form  of  a  strut,  which  also  strengthens  the 
spout ;  (3)  the  tipping  handle  is  so  placed  as  to  be  above  the  weight  of  the  can 
or  pot,  so  that  it  can  be  used  with  one  hand,  leaving  the  other  hand  free.    The 
results  are,  that  it  is  more  convenient  for  dipping  or  using  with  a  syringe,  and 
it  balances  more  nicely;    and,  also,  its  canister    shape    prevents   slopping.  15 
Moreover,  it  can  be  used  more  closely  to  the  glass  of  a  green-house. 

Walter  (instructed  by  Eicklin^  Washington^  and  Passmore),  for  the 
Defendants,  admitted  to  the  sale  of  the  articles  complained  of,  but  simply 
submitted  that  the  Specification  difHslosed  no  subject-matter  for  a  patent. 

The  Plaintiff,  and  other  witnesses  on  his  behalf,  were  called,  and  deposed  to  20 
a  very  large  and  increasing  sale  of  the  can,  and  its  great  advantages  and  useful- 
ness.    The    Plaintiff    stated  in  the  witness  box    that    he    claimed    as    his 
invention  the  carrying  handle,  the  tipping  handle,  and  the  canister  shape  in 
combination. 

The  Defendants  were  not  further  called  upon  by  his  Lordship.  25 

Ebkewich,  J. — ^This  is  a  perfectly  hopeless  case.    I  have  no  doubt  the 
Plaintiff  has  exercised  considerable  ingenuity.    I   will   give  him  the  credit 
of  not   having   seen   the   other  things  before ;    but  ingenuity,  unfortunately 
for  him,  is  not  invention.    Mr.  Warrington's  argument  has  been  really  upon 
this — ^that  I  may  fairly  construe  this  claim,  which  is  not  artistically  drawn  30 
to  that  end,  as  a  claim   for  a  combination.    There  is  no  doubt   as    to  the 
authority  which  he  cit^d,  and  that  I  am  entitled  to  construe  any  claim  as  I  may 
construe  any  other  document  according  to  the  intention  as  discovered  from 
careful  examination  of  the  document.    The  case  seems  to  me,  I  think,  to  be 
governed  by  a  case  argued  by  Mr.  Wallace  not  long  ago,*  which  I  have  referred  35 
to  more  than  once,  where  separate  claims  in  the  Specification  were  held  to  be 
only  illustrations  of  the  main  fact,  and  one  might  pursue  that  fairly.    I  think 
what  the  Plaintiff  meant  was  that  he  did  claim  the  combination.    This  new 
invention,  he  says,  formed  a  watering  pot.     Reading  that  with  the  rest  of  the 
cUim,  I  must  consider  that  he  meant,  ^*  My  new  invention  is  the  canister  shape,  40 
'•the  position  of  the  tipping  handle,  and  the  introduction  of  the  carrying 
'^  handle."    This,  I  think,  strengthens  what  he  says  about  the  new  invention. 
He  says  it  is  much  easier  to  carry  and  tip,  and,  at  the  same  time,  much  cleaner 
and  more  easy  to  use,  which  different  advantages  are  to  be  read  as  referring, 
more  or  less,  to  (1),  (2).  or  (3)  separately.    But,  giving  the  benefit  of  that  45 
construction,  when  I  come  to  examine  it,  unfortunately  there  is  evidence  that 
is  not  really  the  thing  which  he  claims.    All  the  advantages  really  that  he 
claims  here  are  separate.    All  the  proved  advantages  of  this  can  are  separate. 
There  is  the  canister  shape,  which,  as  far  as  I  can  nmke  out,  has  this  advantage, 
and  this  only,  that,  being  narrower  at  the  top  than  at  the  bottom,  or,  rather,  ^ 
being  very  broad  at  the  bottom,  and  narrow  and  somewhat  elliptical  at  the  top, 
the  water  does  not  easily  spill,  or,  as  one  of  the  witnesses  said,  run  up  your 
sleeve  when  turning  it  over.    That  is  the  advantage  of  the  canister  shape. 
That  is  not  the  advantage  of  the  canister  shape  combined  with  something  else, 
but  the  advantage  of  the  canister  shape.    The  same  with  the  tipping  handle  and  55 
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the  other  handle.  The  advantageB  are  to  be  found  as  regards  each  particular 
advantage  from  the  particular  thing.  There  is  no  advantage  in  the  combination, 
except  yon  have  a  combination  of  advantages.  That  does  not  make  invention 
or  support  the  claim  for  combination.  Even  if  1  was  wrong  there,  it  is  quite 
5  obvious  this  is  only  an  adaptation  of  old  things  to  a  water  pot,  and,  besides,  that 
this  has  been  adapted  to  a  water  pot  before.  It  is  perfectly  clear  this  is  not 
really  a  new  thing,  though  why  those  which  were  published  before  did  not  get 
on  the  market  1  do  not  know.  Bat  there  they  are,  and  the  Plaintiff  has  found 
them  out,  instead  of  thinking  he  was  inventing  something  new.  It  seems  to 
10  me  that  exhausts  the  case. 

I  must  give  judgment  for  the  Defendants,  and  find  that  their  Particulars  are 
reasonable  and  proper. 


Beforb  the  Judicial  Gohmittbb  of  thb  Privy  Council. 

Present  .—Lord  Hobhousb,  Lord  Macnaghtbn,  Lord  Morris,  Sir 
15  Richard  Couch,  and  Sir  John  Henry  db  Villibrs. 

July  20th,  1897. 

In  the  Matter  of  Lindon's  Patent. 

Prolongation  of  patent  granted  under  Act  of  1888. — Eelaxation  of  rules 
as  to  advertisements. — Act  of  1883.  Section  26.  (1)  (6). — Judicial   Committee 

20  Rules  II.,  III.,  IV. 

Where,  in  the  case  of  a  patent  granted  under  the  Act  of  1883,  it  appeared, 
that  by  an  oversight,  parties  intending  to  apply  for  extension  had  delayed 
issuing  the  preliminary  advertisements  required  by  the  Judicial  Committee 
Rules,  and  that  if  these  rules   were  insists  on,  it   would  be  irnpossible  U> 

25  comply  with  the  statutory  requirement  that  tJie  petition  should  be  presented 
at  least  six  months  before  the  expiration  of  the  patent,  the  Judicial 
Committee  allowed  the  petition  to  be  received  before  the  insertion  of  the 
advertisements,  the  parties  undertaking  to  insert  before  a  named  day  all 
the  advertisements  required ;  the  order  to  be  served  on  the  Attorney-General, 

30  and  to  be  subject  to  any  objection  he  might  make. 

This  was  an  application  to   the  Judicial  Committee  of   the  Privy  Council 
in  regard  to  a  patent,  shortly  about  to  expire,  as  to  which  it  was  intended  to 
present  a  petition  for  extension. 
The  patent  was  dated  the  24th  of  January  1884,  and  would  expire  on  the  24th  of 

35  January  1898.  The  patent  was,  therefore,  one  which  had  been  granted  under 
the  Patents  Act  of  1883,  and  the  proceedings  for  extension  would  be  governed 
entirely  by  that  Act.  It  was  stated  that  this  was  the  first  case  which  had 
occurred  in  which  the  patent  sought  to  be  extended  ^^4  been  granted  under 
the  new  Act. 
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By  Section  25  (1)  of  the  Act  of  1883,  the  Petitioner  is  required  to  present 
his  petition  at  least  six  months  before  the  expiration  of  the  patent.  Sub- 
section 6  of  the  same  section  provides  for  making  new  rules  of  practice, 
and  directs  that,  subject  thereto,  the  proceedings  shall  be  regulated  according 
to  the  existing  procedure  and  practice  in  patent  matters  of  the  Judicial  5 
Committee.  No  rules  under  Section  25  of  the  Act  of  1883  have  as  yet  been 
made,  but  certain  rules,  known  as  Judicial  Committee  Rules,  were  made  under 
the  old  Act  (5  &  6  William  4,  c.  83),  which  governed  applications  for  extension. 
This  latter  Act  (Section  4)  required  that  the  Applicant  for  extension  should 
advertise  a  notice  of  his  intended  petition  in  the  London  6a7.ette  three  10 
times,  and  in  three  London  papers,  and  three  times  in  some  country  papers 
near  to  the  places  of  manufacture.  Rule  II.  of  the  Judicial  Committee 
Rules  requires  that  in  the  advertisement  so  to  be  published,  the  intending 
Petitioner  shall  give  notice  of  the  day  on  which  he  intends  to  apply  for  a 
time  to  be  fixed  for  hearing  his  petition,  which  day  is  not  to  be  less  than  four  15 
weeks  from  the  date  of  publication  of  the  last  advertisements  in  the 
London  Gazette ;  and  any  person,  before  the  day  so  named,  is  to  be  at 
liberty  to  enter  a  caveat,  and  is  to  have  from  the  Petitioner  four  weeks^  notice 
of  the  time  appointed  for  the  hearing. 

By  Rule  III.  petitions  are  to  be  presented  within  one  week  from  the  insertion  20 
of  the  last  of  the  advertisements  required  to  be  published  in  the  ^^  London 
"Gazette,"  and  by  Rule  IV.  the  petition  is  to  be  accompanied  by  an  affidavit 
that  the  provisions  above-mentioned  as  to  advertising  have  been  complied  with. 
In  the  present  case,  owing  to  an  oversight  which  was  explained  in  an  affidavit, 
the  parties  had  delayed  moving  in  the  matter  of  their  proposed  application,  25 
and  it  was  now  impossible  to  complete  the  advertisements  in  time  to  present 
the  petition  before  the  24th  of  July  1897,  the  last  day  allowed  by  the  Act. 

Under  these  circumstances,  Glemerit  Lindon  (instructed  by  Oresham  Davies 
and  Dallas)  applied  ex  2^ctrte  to  their  Lordships  to  relax  the  above  rules, 
and  to  allow  the  petition  to  be  presented  before  the  insertion  of  the  30 
advertisements,  the  Petitioner  undertaking  to  insert  the  advertisements  forth- 
with, and,  as  soon  as  the  last  advertisement  had  been  inserted,  to  file  the 
affidavit  of  their  due  insertion  required  by  Rule  IV.  No  notice  of  the  applica- 
tion had  been  given  by  the  applicant  to  the  Attorney-General,  but  it  appeared 
that  the  Attorney-General  had  been  communicated  with  from  the  Judicial  35 
Committee,  and  that  he  wished  to  leave  the  matter  to  the  Committee,  only 
suggesting  that  terms  should  be  imposed  as  to  the  time  within  which  the  last 
of  the  advertisements  must  appear. 

After  some  discussion,  their  Lordships  granted  the  leave  asked,  and  fixed  the 
30th  of  July  as  the  last  day  for  the  insertion  of  the  advertisements.  40 

Their  Lordships  also  directed  that  the  order  should  be  served  on  the 
Attorney-General,  and  should  be  subject  to  any  objection  he  might  think  fit  to 
make. 
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In  the  High  Court  of  Justice.— Chancery  Division. 

Before  Mr.  Justice  Kekewich. 

February  16th,  17th,  18th,  23rd,  and  24th  ;  March  4th  ;  April  2nd  ;  June  4tli ; 

and  July  16th,  1897. 

Saxlehner  v.  Apollinaris  Company. 


Action  to  restrain  the  Defendants  from  passing  off  their  goods  as  the  goods  of 
the  Plaintiffs.— Passing  off  hy  the  use  of  the  word  ^^  Hunyadi.''— Alleged 
passing  off  hy  other  acts.— Fraudulent  intent, — Injunction  limited  to  United 
Kingdom.— Account  of  profits  following  injunction. — Reference    to    Official 

10  Referee. 

The  A.  Company  for  many  years  had^  under  a  contract  with  tlie  owner  of 
tJie  springs^  the  exclusive  sale  of  **  Hunyadi  Janos  "  water  in  the  United  Kingdom 
and  the  rest  of  the  worlds  except  the  Continent  of  Europe  and  Smyrna.  This 
water  taas  known  commercially  as  "  Hunyadi^''  as  well  as  by  its  full  title.  The 

15  Company  latterly  placed  on  the  bottles  a  red  diamond^  which  they  also  used  on 
many  other  utters.  The  contract  being  determined^  the  Company  began  to  sell 
another  water^  which  they  called  "  Apenta^^  under  a  label  quite  different  from 
the  "  Hunyadi  Janos"'  label,  but  having  the  word  "  Hunyadi  "  prominently  upon 
it  on  several  places,  and  having  also  the  red  diamond  Trade  Mark.    This  water 

20  they  sold  not  only  in  the  United  Kingdom,  but  in  America  and  elsewhere.  S.y  the 
owner  of  the  "  Hunyadi  Janos  "  springs,  brought  an  action  against  the  A.  Com- 
pany to  restrain  them  from  pcLssing  off  their  water  as  the  Plaintiff's,  and  for 
consequential  relief.  The  Plaintiff  complained,  in  effect,  not  only  of  the  use  of 
"  Hunyadi  "  on  the  Defendants'*  labels,  but  of  the  use  of  the  diamond  mark  and 

25  otJier  matters,  as  calculated  to  deceive.  Before  the  trial,  the  Plaintiff  gave  an 
undertaking  that  any  injunction  obtained  should  be  limited  to  passing  off"  in 
the  United  Kingdom. 

Held,  at  the  trial,  thai  the  Plaintiff  was  entitled  to  an  injunction  to  restrain 
the  Defendants  from  selling  in  the  United  Kingdom  any  Hungarian  bitter 

30  water  not  being  '^Hunyadi  Janos  "  water  derived  from  the  Plaintiff^ s  spring, 
under  any  fiame  or  description,  including  "  Hunyadi,''  unthout  clearly  dis- 
tinguishing the  same  from  the  water  derived  from  the  said  spring,  and  to  other 
relief,  including  an  account  of  profits  of  sales  by  the  Defendants  in  the  United 
Kingdom.    The  Defendants  were  ordered  to  pay  the  Plain  tiff^s  costs,  except  so 

35  far  as  tJiey  were  increased  by  the  Plaintiff  charging  deception  otherwise  than 
by  the  use  of  *^  Hunyadi,''  and  the  Plaint^  was  ordered  to  pay  the  Defendants' 
costs  i7icurred  in  respect  of  the  matters  excepted. 

3  E 
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This  was  an  action  by  Emily  SaxlehneVy  of  Buda-Pestli,  who,  by  her  writ, 
claimed  : — (1)  An  injunction  to  restrain  the  Defendants,  The  Apollinaris  Com- 
pany, Ld.y  their  officers,  servants,  and  agents,  from  passing  off,  or  enabling  or 
^assisting  to  pass  off,  any  Hungarian  bitter  water  not  being  "  Hunyadi  Jauos" 
water,  derived  from  the  Plaintiff's  bitter  spring  near  Buda-Pesth,  in  the  kingdom  5 
of  Hungary,  as  or  for  "  Hunyadi  Janos  "  water,  or  water  from  the  said  spring, 
whether  by  means  of  the  name  or  description  under  or  with  which  the  same 
was  sold  or  offered  for  sale,  or  of  the  mark  or  insignia  under  or  with  which 
the  sanxe  was  sold  or  offered  for  sale,  or  of  the  advertisements  or  other  trade 
notices  by  mieans  of  which  the  same  was  offered  for  sale,  or  otherwise  what-  10 
soever  ;  (2)  and,  in  particular,  from  selling  or  offering,  or  exposing  or  advertising 
for  sale,  or  procuring  to  be  sold,  any  such  Hungarian  bitter  water  as  aforesaid, 
under,  or  with,  or  by  means  of  any  name  or  description  of  which  the  name 
"Hunyadi"  formed  part,  without  clearly  distinguishing  the  same  from  the 
Plaintiff's  water  ;  (3)  delivery  up  or  destruction  of  all  labels,  capsules,  and  other  15 
documents  and  articles  in  the  possession  or  power  of  the  Defendants,  or  under 
their  control,  which  offended  against  either  of  the  foregoing  injunctions,  and 
damages,  or  an  account  of  profits. 

The  Statement  of  Claim  contained  allegations  to  the  following  effect : — ^The 
Plaintiff  was  the  widow  and  the  successor  in  title  of  the  late  Andreas  Saxlehner^  20 
of  Buda-Pesth,    He,  in  1863,  purchased  certain  land  near  Buda-Pesth,  whereon 
was  a  spring  of  Ijitter  water,  which  was  found  to  possess  valuable  properties 
as  an  aperient  medicine.    This  water  he  proceeded  to  bottle  and  introduce  into 
the  Continental  market  under  the  distinctive  name,  which  he  himself  devised 
and  adopted  for  it,  of  "  Hunyadi  Janos  "  (meaning  *'  John  Hunyadi  "),  the  name  25 
of  a  famous  Hungarian  patriot.    The  sale  of  this  water  rapidly  increased,  and, 
ever  since  1863,  an  extensive  wholesale  export  trade  has  been  carried  on,  at 
first  by  Andreas  Saxlehner  himself,  and,  since  his  death  in  1889,  by  his  widow, 
the  Plaintiff,  the  water  being  always  sold  and  dealt  in  either  under  the  name 
of  "Hanyadi  Janos"  water,   or  under  some  abbreviation  thereof,  such  as  30 
"  Hunyadi"  or  "Janos  "  alone  ;  but  the  full  name,  "Hunyadi  Janos,"  was  placed 
prominently  on  the  bottles  and  cases.    For  a  few  years  the  water  was  sold  only 
on  the  Continent ;  but,  in  July  1870,  Andreas  Saxlehner  began  to  introduce  it 
into  the  United  Kingdom,  where  it  rapidly  became  popular.    In  1873,  The 
Apollinaris  Company,  Ld.,  through  their  then  managing  director,  Edivard  35 
Steinkopffy  approached  Andreas  Saxlehner  with  proposals  for  taking  chaurge  of 
the    sale    of   the    water  in  Great    Britain    and  the  United  States,  and,  on 
the  14  th  of    February    1876,  a   contract  was    entered   into,  whereby   Sax- 
lehner granted  to  the  Defendants  the  exclusive  sale  of  the  water  from  his  spring 
in  the  United  Kingdom,  America,  and  all  other  transmarine  or  extra-Continental  40 
places  (except  Smyrna)  for  the  term  of  10  years  from  the  1st  of  January  1876. 
By  a  supplementary  agreement  of  the  15th  of  February  1877,  the  duration  of 
the  contract  was  extended  until  the  31st  of  December  1900 ;  but  power  was 
reserved  to  the  Defendants  by  the  principal  contract  to  determine  the  same  at 
any  time,  on  twelve  months'  notice.    Such  notice  was  given  in  March  1895,  45 
and  the  contract  came  to  an  end  on  the  31st  of  March  1896.    At  the  time 
when  the  Defendants  took  up  the  sale  of  the  "  Hunyadi  Janos "  water,  it 
had  already  gained  a  considerable  reputation  in  the  United  Kingdom,  and, 
after  the  Defendants  took  up  the  sale  thereof,  the  progress  made  was  still 
more  marked,  and,  from  first  to  last,  large  quantities  of  bottles  of  the  said  water  50 
have  been  sold  in  the  United  Kingdom,  always  under  the  said  name  of  "  Hunyadi 
"  Janos,"  or  some  abbreviation  thereof  as  aforesaid  (except  in  the  case  of  certain 
sales  through  the  Defendant  Company,  thereinafter  mentioned),  and  the  British 
trade  and  public  have  become  and  are  very  familiar  with  the  said  water,  and 
readily  recognise  the  same  by  the  names  aforesaid,  and,  when  they  order  or  ask  55 
for  "  Hunyadi  Janos'*  or  "  Hunyadi  "  water,  they  intend  and  expect  to  receive 
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water  from  the  Plaintiff's  said  spring.    Except  in  the  case  of  the  said  sales 
through  the  Defendants,  no  Hungarian  bitter  water  other  than  the  *'  Hunyadi 
Janos  '^  water,  nor  any  other  water,  had  ever  been  sold  in  the  United  Kingdom, 
to  a  commercial  extent,  under  any  name  which  contained  the  name  ^'  Hunyadi.** 
5  In  Hungary  the  law  did  not,  until  very  recently,  afford  protection  to  the 
proprietors  of  distinctive  trade  names  and  Trade  Marks  consisting  of  names  ; 
and,  in  consequence  of  the  success  achieved  by  the  "  Hunyadi  Janos  "  water, 
various  persons  registered,  and  in  some  cases  used,  for  other  Hungarian  waters, 
labels  containing  names  of  which  the  name  ^'  Hunyadi  '*  formed  part,  and,  in 
10  most  of  such  cases,  the  said  labels  were,  m  their  composition,  obviously  imitated 
from  those  of  the  Plaintiff.    More  recently,  such  names  as  aforesaid  have  been 
registered  in  Hungary  for  such  other  waters  without  any  pictorial  additions. 
The  law  of  Hungary  has  very  recently  been  amended  in  the  respect  aforesaid, 
and  the  Plaintiff  has  obtained  the  removal  from  the  Hungarian  Register  of  all 
15  such  imitated  names  and  fraudulent  labels  as  aforesaid,  and  there  is  not  now 
on  the  Hungarian  Register  any  name,  or  any  label  or  mark  containing  any  name, 
for  any  bitter  water  other  than  the  Plaintiff's  water  in  which  the  name 
"  Hunyadi "  appears,  nor  any  of  such  fraudulent  labels  as  aforesaid,  and  it  is 
impossible  for  any  such  names  or  labels  to  be  used  or  applied  in  'Hungary  in 
20  respect  of  or  to  any  Hungarian  bitter  waters  other  than  the  Plaintiff's  bitter 
waters,  whether  such  waters  are  intended  for  consumption  in  that  country  or 
for  export  therefrom.    In  the  year  1888,  the  said  Edward  Steinkopffy  with  the 
cognizance  of  the  Defendant  Company,  purchased  certain  lands  near  Buda-Pesth, 
on  which  were  bitter  water  springs,  with  a  view  to  the  same  being  handed  over 
25  to  the  Defendant  Company  at  such  time  as  might  be  convenient  to  the  Company, 
and  the  Company  paid  interest  on  the  moneys  expended  in  the  purchase  of  the 
said  lands.    At  the  time  when  the  said  Edward  Steinkopff^nrchjased  the  said 
lands,  the  springs  thereon  were  known  by  the  names  of  Rakoczy,  Rakoczy 
Janos,  Uj  Janos,  and  Stephanie,  in  none  of  which  names  the  name  of  "  Hunyadi " 
30  appeared.    The  said  Edward  Steinkopff^  however,  for  the  purposes  of  himself 
and  the  Defendant  Company,  and  with  their  cognizance  and  approval,  changed 
the  names  of  the  said  springs,  and  of  the  said  lands,  to  the  name  "  I)  j  Hunyadi " 
(meaning  ^^  New  Hunyadi "),  and  at  or  about  the  same  time  he  registered  in 
Hungary  a  label  for  the  water  from  the  said  springs,  which  label  was  almost 
35  identical  with  the  Plaintiff's  labels,  except  that  the  name  "Uj   Hunyadi" 
appeared  thereon,  and  not  the  name  "  Hunyadi  Janos."    In  or  about  the  year 
1888,  the  Defendants  began  to  paste  over  the  labels  on  the  bottles  of  "  Hunyadi 
Janos  "  water,  supplied  to  them  by  the  said  Andreas  Saxlehner^  a  small  yellow 
label  with  a  red  diamond  thereon,  and,  ever  since  that  date,  the  Defendants 
40  have  continued  to  sell  all  the  "  Hunyadi  Janos  "  water  disposed  of  by  them  in 
the  United  Kingdom  and  elsewhere,  in  bottles  having  the  said  red  diamond 
mark  pasted  over  the  original  label  thereon  in  manner  aforesaid,  and  for  eight 
years  last  past  or  thereabouts,  the  said  red  diamond  mark  has  formed  a  conspicuous 
feature  of  the  get-up  of  the  "  Hunyadi  Janos  "  water  as  sold  through  the  Defen- 
45  dantB.    **  Hunyadi  Janos  '*  water  has  never  lost  its  proper  name  of  "  Hunyadi 
*•  Janos  "  or  "  Hunyadi,"  but  a  considerable  portion  of  the  public  have  been  led, 
by  the  action  of  the  Defendants,  to  believe  that  the  said  red  diamond  mark  is  a 
mark  of  the  genuineness  of  the  water,  and  that  for  them  to  be  sure  that  they  are 
getting  genuine  water  from  the  Plaintiff's  spring  near  Buda-Pesth,  they  must 
50  make  sure  that  the  bottles  bear  a  red  diamond  mark.    On  the  other  hand,  the 
same  persons  have  been  led  in  the  same  way  to  believe  that  Hungarian  bitter 
water,  contained  in  a  bottle  conspicuously  marked  with  a  red  diamond,  and 
bearing  the  name  "  Hunyadi  Janos"  or  " Hunyadi,"  is  genuine  water  from  the 
Plaintiff's  said  spring.    When  the  Defendants  gave  notice,  in  1895,  to  terminate 
65  the  contract  between  themselves  and  the  Plaintiff,  as  the  successor  in  title  of  the 
said  A.  Saxlehner^  they  did  so  with  the  intention  of  introducing  to  the  British 
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and  other  markets  the  water  from  the  said  springs,  acquired  by  the  «iid 
Edward  Sieinkopffin  Hungary  as  aforesaid,  under  a  name  and  get-up  which 
would  enable  them  to  obtain,  for  such  water,  the  benefit  of  the  reputation  of 
the  "  Hunyadi  Janos  "  water,  and  to  pass  it  off  upon  the  public  as  being,  in  fact, 
such  water.  For  the  purpose  of  carrying  out  such  design,  the  Defendant  5 
Company,  in  conjunction  with  the  said  Edward  SteinhopffyCSkumd  to  be  formed 
and  registered  in  Hungary,  in  the  year  1895,  a  limited  company,  under  the 
name  of  The  Uj  Huriyadi  Reszeny-Tdrsasag  {Uj  Hunyadi  Company^  Limited). 
At  the  same  time,  and  for  the  same  purposes,  a  Company  was  formed  in 
England  under  the  name  of  The  Uj  Hunyadi  Company^  Limited.  On  the  10 
termination  of  the  said  contract,  at  the  end  of  March  1896,  the  Defendants 
began  to  put  upon  the  market  the  water  from  the  said  springs  near  Buda-Pesth 
belonging  to  the  said  Hungarian  Uj  Hunyadi  Company^  under  the  name 
and  description  of  ''  Apenta,  a  natural  Hungarian  aperient  water  bottled  at  the 
Uj  Hunyadi  Springs,  Buda-Pesth."  The  name  "  Hunyadi "  occurs  five  times  1ft 
on  the  labels  used  upon  the  bottles  containing  the  said  water  (which  bottles  are 
themselves  the  same  as  those  used  by  the  Plaintiff),  and  it  also  occurs  on  the 
capsule.  Among  other  places,  the  said  name  appears  in  large  type  in  a  most 
conspicuouET  place  in  the  centre  of  the  label,  just  where  it  would  catch  the  eye. 
The  water  is  described  as  "  a  natural  aperient  water,"  which  is  the  correct  20 
description  of  the  Plaintiff's  water.  It  is  stated  to  be  bottled  at  some 
"  Hunyadi  Springs,  Buda-Pesth,"  which  is  a  statement  correctly  applicable  to 
the  Plaintiff's  water.  The  strength  and  composition  of  the  water  yielded  by 
these  ''  Hunyadi  Springs "  are  praised  in  terms  practically  the  same  as  those 
which  have  for  many  years  been  applied  by  the  Defendants  themselves  to  the  25 
•Plaintiff's  water.  The  small  yellow  label,  with  the  red  diamond,  appears  on  the 
bottle  just  as  it  had  done  on  the  " Hunyadi  Janos"  bottles,  though  in  a  slightly 
different  position,  so  that  the  new  water  is  ^^a  Hungarian  aperient  water 
"  diamond  mark,"  which  is  the  term  applied  by  the  Defendants  to  the  Plaintiff's 
water ;  and  it  is,  moreover,  a  "  Hunyadi "  water  with  the  red  diamond  on  the  30 
label.  The  said  label  used  by  the  Defendant  Company  in  connection  with 
their  **  Apenta "  water,  and  the  capsule  also  used  by  them  thereon,  are 
included  among  the  Trade  Marks  which  were  registered  in  the  Hungarian 
Register  as  aforesaid,  and  which  have  been  expunged  therefrom  on  the  grounds 
hereinbefore  stated.  It  is  an  unheard-of  practice  to  adopt  one  name  for  the  35 
w^ater  and  another  for  the  springs  from  which  the  same  is  derived,  and  the 
water  being  described  as  "  Apenta "  ;  there  was  not,  and  could  not  be,  any 
legitimate  reason  for  the  description  of  the  springs  by  any  different  name,  or 
for  the  application  of  the  diamond  mark  to  the  said  labels.  The  name,  and 
label,  and  get-up  adopted  by  the  Defendants  as  aforesaid  were  intended  and  40 
are  calculated  to  deceive,  and  will  deceive,  the  public ;  and  the  Plaintiff 
contends  that,  throughout  the  whole  course  of  their  proceedings,  hereinbefore 
set  forth,  the  Defendant  Company  haVe  been  actuated  by  one  motive  only, 
namely,  to  connect  their  new  water  with  the  established  reputation  of  the 
Plaintiff's  "  Hunyadi  Janos "  water,  and  to  appropriate  to  themselves  the  45 
Plaintiff's  business  in  such  water.  In  addition,  the  Defendant  Company  have 
caused,  or  procured,  notices  and  testimonials  with  reference  to  their  "Apenta" 
water  to  be  prepared,  in  which  the  name  "  Hunyadi "  is  wrongfully  used  and 
applied  ;  and  then,  well  knowing  of  the  impropriety  of  the  use  and  application 
therein  of  the  said  word,  have  reproduced  and  circulated  such  notices  and  teeti-  50 
menials  as  part  of  their  advertisements  for  the  purpose  of  misleading  the  public. 
In  some  of  such  notices  and  testimonials,  such  expressions  are  used  as  "  the  best 
**  known  Hunyadi  waters,"  and  '^  that  class  of  aperient  waters  which  comes 
"  from  the  neighbourhood  of  Buda-Pesth,  commonly  known  under  the  generic 
"name  of  Hunyadi."  The  Defendants  have  reproduced  and  cijrcnlated  such  55 
statements  as  part  of  their  advertisements,  although  perfectly  well  aware  that 
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no  **  Hunyadi  "  water  is  commercially  known  in  this  country  other  than  the 
**  Hunyadi  Janos,"  and  that  the  generic  name  for  the  Buda-Pesth  waters  is  "  Buda 
"  Bitter  Waters,"  or  «  Ofener  Bitter  Waters,"  or  ''  Hungarian  Bitter  Waters  "  ; 
and  that  there  is  no  such  thing  as  a  class  of  "  Buda-Pesth  Bitter  Waters," 
5  commonly  known  under  the  generic  name  of  "  Hunyadi."  Although,  as  herein- 
before stated,  certain  Hungarian  bitter  waters  were  for  a  time  improperly 
described  by  names  which  contained  the  name  of  "  Hunyadi,"  such  waters 
never  formed  a  class  distinct  from  the  other  Hungarian  aperient  waters,  such 
as  "  Aesculap,"  "  Franz  Josef,"  "  Elizabeth,"  and  the  like. 

10  By  their  Defence,  ihe  Defendants  stated  that  the  red  diamond  mark 
mentioned  in  the  Statement  of  Claim  had  been,  for  many  years,  applied  by 
the  Defendants  to  a  great  number  of  other  waters  besides  "  Hunyadi  Janos," 
and  the  sales  of  such  other  waters  so  marked  had  been  very  considerable  and 
continuous,  and  in   the  ordinary  course  of  the  Defendant  Company's  trade. 

15  At  the  date  when  the  "  Apenta"  water  referred  to  in  the  Statement  of  Claim 
was  introduced  into  the  market,  the  state  of  things  in  Hungary,  the  country  of 
origin  of  the  "  Apenta  "  water,  was  as  follows  : — "  Hunaydi "  was  a  generic 
name  for  a  variety  of  bitter  waters,  all  coming  from  the  same  district  and 
distinguished  by  different  names,  some  of  which  included  the  word  "  Hunyadi." 

20  Among  these  waters  were  "Hunyadi  Laszlo,"  "Hunyadi  Matyas,"  and 
"  Hunyadi  Bela,"  and  many  others.  All  of  these  waters  were,  at  that  time, 
regular  and  legitimate  articles  of  commerce  in  Hungary,  and  millions  of  bottles 
were  being  sold  publicly  and  openly  there,  and  s'^me  of  them  had  been  so 
sold  for  very  many  years.    The  said  Andreas  Saxlehner  had  tried  unsuccess- 

25  fully  to  stop  the  sale  of  some  of  such  waters  by  means  of  legal  proceedings,  and, 
in  some  of  the  judgments  pronounced  in  such  legal  proceedings,  it  had  been 
expressly  declared  that  the  said  Andreas  Saxlehner  had  no  exclusive  right  to 
the  use  of  the  word  "Hunyadi,"  and  of  this  state  of  things  the  said 
Andreas  Saxlehner^  in  his  lifetime,  and  his  successor  in  business,  were  perfectly 

'60  well  aware.  "  Apenta  "  water  was,  therefore,  at  the  time  of  its  introduction  on 
the  market,  a  water  which  might  be  consistently  described  as  "Hunyadi"- 
water,  and  there  was  no  fraud  on  the  rights  of  Andreas  Saxlehner^  or  any 
one  else,  in  calling  the  water  of  any  spring  in  the  district  aforesaid  by  a  title 
of  which  the  word  "  Hunyadi "  was  a  part.     "  Hunyadi  "  is,  and  has  been  for 

35  many  years,  a  generic  name  for  a  variety  of  bitter  waters,  all  coming  from  the 
same  district.  The  strength  and  composition  of  "Apenta"  water  is  not  praised 
on  the  labels  thereof  in  practically  the  same  terms  as  those  which  have  been 
applied  to  "Hunyadi  Janos"  water.  "Apenta"  water  is  a  water  of  similar  com- 
position and  character  to  "  Hunyadi  Janos  "  water,  although  "Apenta  "  is  a  better 

40  water  for  medicinal  purposes.  References  to  the  strength  and  composition  of 
the  water  are  common  to  the  trade  in  Hungarian  aperient  waters.  If  "  Apenta  " 
water  is  (which  the  Defendants  did  not  admit)  a  "  Hungarian  Aperient  Water — 
"  Diamond  Mark,"  because  the  yellow  label  with  the  red  diamond  appears  on 
the  bottles  thereof,  then  any  other  Hungarian  aperient  water,  if  sold  by  the 

45  Defendant  Company,  with  its  yellow  label  with  the  red  diamond  on  it,  would 
equally  be  a  "  Hungarian  Aperient  Water — Diamond  Mark."  It  is  not  an  unheard 
of  practice  to  adopt  one  name  for  a  water  and  another  for  the  springs  from 
which  the  same  is  derived,  and  the  Defendant  Company  denied  that  the  water, 
being  described  as  "Apenta,"  there  was  not  or  could  not  be  any  legitimate 

50  reason  for  the  description  of  the  spring  by  a  different  name,  or  for  the  appli- 
cation of  the  "Diamond  Mark"  to  the  label.  The  Defendants  said  that  the 
reason  why,  when  the  water  was  called  "  Apenta,"  the  springs  were  called  by 
another  name,  was  an  obvious  and  legitimate  one.  If  the  springs  had  been 
called   "Apenta"   springs,  this  might   have  made  "Apenta"   a  geographical 

55  name  or  descriptive,  and,  therefore,  might  have  rendered  it  incapable  of 
registration  as  a  Trade  Mark.     The  Defendants  denied  that  the  name  or 
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label  or  get-up  adopted  for  "Apenta"  water  was  intended  or  is  calculated 
to  deceive,  or  would  deceive  the  public.  The  Defendant  Company  had  no 
wish  to  connect  the  new  water  with  the  established  reputation  of  **  Hnnyadi 
"  Janos  "  water,  or  to  appropriate  to  themselves  the  Plaintiff's  business  in  such 
water.  "Apenta"  being  a  better  water  than  "Hunyadi  Janos,'*  it  would  5 
injure  the  reputation  of  "Apenta,"  if  it  were  supposed  to  be  the  same  as 
^'Hunyadi  Janos,*'  or  to  emanate  from  the  Plaintiff's  spring  establishment. 
The  Defendant  Company  denied  that  they  had  caused  or  procured  any  notices 
or  testimonials,  with  reference  to  "Apenta  "  water,  to  be  prepared  or  supplied 
to  them,  in  which  the  name  "  Hunyadi "  was  wrongfully  used  or  applied,  and  10 
they  also  denied  that,  well  knowing  of  the  impropriety  of  the  use  or  application 
thereon  of  the  said  word,  they  had  reproduced  or  circulated  such  notices  or 
testimonials  as  part  of  their  advertisement,  for  the  purpose  of  n^isleading  the 
public.  At  the  time  when  the  said  notices  and  testimonials  were  given,  the 
term  *^  Hunyadi "  was  a  generic  name  to  indicate  a  class  of  aperient  wat-er  15 
coming  from  a  particular  district  in  the  neighbourhood  of  Bada-Pesth,  including 
"  Hunyadi  Janos." 

On  the  12th  of  November  1896,  the  Defendants'  solicitors  wrote  to  the 
Plaintiff's    solicitors  as    follows : — "  We  are    instructed   by  our  clients.  The 
"  ApoUinaris  Company y  Ld,^  to  give  the  following  information :  The  recent  20 
**  decisions  in  Hungary  as  to  the  use  in  that  country  of  the  name  of  '  Hunyadi ' 
"  in  connection  with  Hungarian  bitter  waters,  have  so  altered  the  circumstances 
'*  of  the  trade  as  that  our  clients'  vendors  have  already  adopted,  for  their  Con- 
*•  tinental  trade,  labels,  corks,  and  capsules  for  *Apenta '  water,  which  does  not 
"  contain  the  word  '  Hunyadi.'     Onr  clients  have  in  stock  a  certain  amount  of  25 
"  *  Apenta '  water,  which  was  purchased  by  them,  and  bottled,  labelled,  and 
"  despatched  from  Hungary  to  this  country  before  the  25th  of  August  1896,  the 
'*  date  of  the  first  of  the  decisions  above  referred  to.     So  soon  as  this  stock  is 
"  exhausted,  our  clients  also  have  determined  to  use,  for  their  trade  in  the 
'^  United  Kingdom,  labels,  corks,  and  capsules  for  *•  Apenta '  water  which  will  ^0 
"  not  contain  the  word  *  Hunyadi.'  " 

On  the  22nd  of  January  1897,  the  Defendants  moved  for  a  commission  to 
take  evidence  abroad.    Upon  this  motion  no  order  was  made,  the  Plaintiff's 
Counsel   undertaking  that  any  injunction  which  the  Plaintiff  might  obtain 
should  be  limited  to  passing  off,  or  enabling  to  pass  off,  water  in  the  United  35 
Bangdom. 

On  the  27th  of  January  1897,  the  Defendants'  solicitors  wrote  to  the 
Plaintiff's  solicitors  a  letter  of  that  date  as  follows: — '* In  view  of  the  under- 
"  taking  given  by  your  client's  Counsel  before  Kbkbwioh,  J.,  that  any  injunction 
"  which  may  be  obtained  shall  be  limited  to  the  passing  off,  or  enabling  to  pass  40 
"  off,  water  in  the  United  Kingdom,  we  are  instructed  by  our  clients.  The 
"  Apollinaris  Company ^  Ld.y  to  inform  you  that,  from  this  date,  the  '  Apenta ' 
"  water  sold  by  them  will  not  bear  labels  and  capsules  on  which  the  word 
"  *  Hunyadi '  appears.  We  are  also  prepared  to  undertake  not  in  future  to  use 
"  the  word  *  Hunyadi '  upon  the  labels  and  capsules  of  any  water  so  sold  by  45 
"  them,  or  to  use  such  word  upon  any  advertisement  circulars  or  other 
<<  trade  documents  relating  to  such  water,  published  in  the  United  Kingdom 
«  after  this  date." 

The  reply  to  this  letter  was  as  follows : — "  We  note  the  contents  of  your 
*'  letter  of  the  27th  inst,  and  will  communicate  the  same  to  our  clients.  It  is,  50 
^^  of  course,  needless  to  point  out  to  you  that,  if  our  clients  are  right  in  this 
"  action,  the  information  contained  in  your  letter  cannot  be  treated  as  an  offer 
"  which  could  form  the  basis  of  a  settlement  or  relieve  your  clients  from 
"  further  liability." 

The    action    came    on    for  trial   on    the    16th  of    February  1897,   before  55 
Kbkewich,  J. 


Vol.  XIV.,  No.  22.]     AND  TRADE  MARK  OASES.  651 

Sdxlehner  v.  Apollinaris  Company. 

Warmingtony  Q.C.,  Ralph  Neville^  Q.C.,  and  Sebastian  (instructed  by  Eyre^ 
Dowling,  and  Go.)  appeared  for  the  PlaiDtiflf;  Sir  Frank  Lockwood,  Q.C., 
Warrington^  Q.C.,  and  John  Cutler  (instructed  by  Janson^  Cobby  Pearson^ 
and  Co.)  appeared  for  the  Defendants. 
5  Warmingtony  Q.C.,  opened  the  Plaintiff's  case,  and  referred  to  Seixo  v. 
Proxnzende,  L.R.  1,  Ch.  App.  192,  and  Reddaway  v.  Banham,  13  R.P.C.  2^0.  He 
stated  that  the  Plaintiff  did  not  object  to  the  Defendants  selliDg  their  water  undel" 
the  name  of  "Apenta,"but  objected  to  the  use  of  the  name  "Hunyadi"in 
connection  with  it,  as  that  word  denoted  exclusively  the  Plaintiff's  water.    He 

10  commented  on  the  Defendant's  advertisements,  and  their  use  of  their  diamond 
Trade  Mark,  and  various  other  matters,  as  showiug  a  fraudulent  intention  on 
their  part. 

At  the  close  of  his  opening  speech,  the  learned  Counsel  read  the  correspondence, 
and  said  that,  if  the  Defendants  had  changed  their  label  before  the  Plaintiff 

15  commenced  her  action,  her  case  would  have  been  much  mose  difficult ;  but 
the  new  label  contained  the  words,  "  a  Hungarian  aperient  water,"  and 
also  bore  the  red  diamond  mark,  and  comprised  the  uses,  which  had  been 
employed  ever  since  1888  on  the  labels  and  advertisements,  which 
included  the  words  "  Hunyadi  Janos."    The  new  label  was  a  new  edition  of 

20  the  Defendants'  prior  label,  with  the  most  objectionable  parts  taken  out ; 
but  it  was  submitted  that  the  new  label  would  convey  the  impression  that 
the  water  to  which  it   was  attached  was  "  Hunyadi  Janos "  as  well  as  the 
prior  label. 
Witnesses  were  then  called  in  support  of  the  Plaintiff's  case. 

25  Kbkewioh,  J. — Nine-tenths  of  the  evidence  have  gone  right  away  from  the 
issue.  The  point,  I  understand,  which  is  raised  is  this  :  Have  the  Defendants, 
since  the  31st  of  March,  in  selling  '*  Apenta,"  sold  it  in  such  a  manner  as  to 
induce  the  public  to  believe  that  they  were  still  selling  the  old  "Hunyadi"? 
Quite  apart  from  any  question  about  Hungarian  law  or  use  in  Hungary,  the 

HO  question  is,  whether  what  they  have  done  has  been  calculated  to  deceive  in 
the  United  Kingdom.  That  seems  to  me  to  depend  on  the  evidence  on  two 
considerations  only — the  use  of  the  diamond  mark,  and  the  use  of  the  word 
"  Hunyadi."  As  regards  the  diamond  mark,  as  at  present  advised,  I  think  it 
has  nothing  to  do  with  the  case.    I  do  not  see  any  evidence,  or  any  trace  of 

35  evidence,  to  show  that  the  Apollinaris  Company  adopted  the  diamond  mark  in 
connection  with  "  Hunyadi,"  with  the  intention  thereafter  to  commit  a  fraud 
upon  Saxlehner.  The  diamond  mark  seems  to  me  to  be  proved  to  have  been 
used  for  all  their  waters.  Putting  that  aside,  it  comes  down  to  the  question 
whether  the  use  of  the  word  "  HuDj-adi "  is  calculated  to  deceive.    Upon 

40  the  evidence,  and  usiug  my  own  intelligence,  as  the  matter  at  present 
stands,  it  is  perfectly  clear  it  is.  That  issue  is  the  only  issue  1  can  present 
to  my  own  mind.  Of  course  1  have  to  hear  Sir  Frank  Lockwood  and  his 
evidence. 

Sir  Frank  Lockwood^  Q.O.,  for  the  Defendants,  said  that  the  Defendants  had 

45  been  subjected,  not  only  in  the  pleadings,  but  in  the  opening  speech  of  the 
Plaintiff's  counsel,  to  a  chaise  of  systematic  fraud,  which  they  indignantly 
repudiated,  and  he  said  that,  but  for  this  charge,  he  should  have  proceeded 
at  once  to  call  for  the  evidence  of  the  Defendants  without  addressing  the 
Court. 

50       Evidence  was  then  called  for  the  Defendants. 

Sir  F.  Lockwood,  Q.C.,  and  Warrington,  Q.C.,  for  the  Defendants. — In 
this  case  no  instance  of  actual  deception  has  been  proved,  and  it  has  been 
proved  that  these  goods  are  dealt  with  among  a  class  of  customers  upon  whom 
it  is  highly  improbable  that  any  deception  could  be  practised.     The   label 

55  complained  of,  although  it  contains  the  word  •*  Hunyadi,"  is  so  startlingly 
unlike  the  *^  Hunyadi  Janos  "  label  that  it  is  very  unlikely  that  it  would  be 


652  REPORTS  OF  PATENT,  DESIGN,     [Aug.  18, 1897. 

Saxlehner  v.  Apollinaria  Gompany. 

mistaken  for  it.  The  Plain tiflP  has  not  proved  any  damage,  and  it  is,  there- 
fore, a  case  for  a  farthing  damages,  if  any.  The  Plaintiff  is  not  entitled 
to  an  account  of  profits,  because  her  action  is  not  one  for  invasion  of  a 
right  of  property,  but  simply  for  a  tort.  See  White  v.  Mdlin,  L.R,  1895, 
A.C.  154.  5 

Warmington,  Q.C.,  in  reply. — ^We  are  justified,  in  this  case,  in  bringing 
before  the  Court  evidence  of  intent  to  deceive  by  the  Defendants.  Fraud  is 
really  at  the  bottom  of  all  these  cases,  and  there  is  no  authority  that  evidence 
of  fraudulent  intent  should  not  be  received  by  the  Court.  On  the  contrary, 
there  is  authority  that  it  should  be  received  ;  Reddaway  v.  Banltam,  Wother-  10 
spoon  V.  Cur  He,  L.R.  5,  E.  and  I.  508,  and  Lever  y.  Ooodwiji,  4  R.P.C.  492.  The 
lattei*  case  shows  also  that  the  Plaintiff  is  entitled  to  an  account  of  profits  in  a 
case  like  the  present ;  and  she  elects  to  have  such  account,  and  she  also  asks 
for  the  costs  of  this  acCion. 

Kbkbwich,  J, — Although,  as  it  then  seemed  and  still  seems  to  me,  obscured  \,h 
and  unnecessarily  prolonged  by  reference  to  facts  and  documents,  germane,  it 
may  be,  to  the  history  of  the  case,  but  not  directly,  if  at  all,  bearing  on  the 
questions  to  be  decided,  the  opening  of  the  Plaintiff's  Counsel  stated  a  position 
so  clear  and  so  convincing  that,  while  bound  and  determined  to  wait 
patiently  for  the  answer,  I  could  not  in  the  least  anticipate  what  that  answer  20 
would  be. 

The  Plaintiff's  case,  as  opened,  was  brought  distinctly  within  the  authority 
of  Reddaway  v.  Banham  (L.R.  1896,  A.C.  11^9),  which,  bo  it  observed,  was 
decided  by  the  House  of  Lords  some  time  before  writ  issued.  It  is 
important  to  note  what  that  authority  really  is.  There  is  no  novelty  in  the  :?5 
principle  stated,  and  even  the  language  finds  a  counterpart  in  many  other 
cases,  as  Seixo  v.  Provizende  (L.R.  1  Chancery  192).  But  yet  the  law  is  so 
clearly  put  on  a  simple  and  intelligible  basis,  that  one  necessarily  makes  it  the 
starting  point  in  the  consideration  of  questions  of  this  class.  1  have  studied 
the  case  with  this  view  ;  and  it  seems  to  me  that  the  entire  doctrine  is  summed  30 
up  in  one  sentence  in  the  first  paragraph  of  the  Lord  Chancellor's  speech, 
moving  the  judgment  of  the  House  :— •*  Nobody  has  any  right  to  represent  hia 
I*  goods  as  the  goods  of  somebody  else."  Observe  that  the  proposition 
is  perfectly  general.  There  is  no  limit  as  regards  name,  origin,  honesty  of 
manufacture  or  sale,  or  otherwise,  and,  although  there  are  elsewhere  to  be  :J5 
found  learned  and  useful  disquisitions  on  the  facts  of  the  particular  case,  the 
application  of  the  law  to  them,  and  criticism  of  earlier  authorities,  there  is  no 
departure  from  what  the  Lord  Chancellor  states  to  be  "the  principle  of 
law."  It  matters  not,  therefore,  how  a  Plaintiff's  goods  come  to  acquire  a 
particular  value,  or  how  a  Defendant's  goods  have  come  to  adopt  that  value.  40 
If,  in  fact,  the  Defendant  is  selling  his  goods  as  those  of  the  Plaintiff,  he  is 
doing  what  the  law  will  not  allow,  and  the  Plaintiff  is  entitled  to  relief  against 
him. 

Apply  that  principle  to  the  case  in  hand.    By  reason  of  the  exertions  of 
The  ApoUinaris  Company,  the  sole  importers  into  this  country  of  Hungarian  45 
bitter  water  derived  from  the  Plaintiff's  spring,  that  water,  before  the  3l8t  of 
March  1896,  had  become  widely  known  and  highly  valued  as  "  Hunyadi."     Its 
foil  name  was  *'  Hunyadi  Janos,"  and  the  evidence  shows  that  it  was  known 
by  this  full  name,  and  also  by  the  word  "  Janos  "  alone ;  but  that  the  common 
description  by  which  it  was  mainly  known  in  the  trade,  and  by  which  it  was  50 
applied  for  by  purchasers,  was  "Hunyadi."     There  were  a  few  occasional 
importations  designed  to  interfere  with  the  Defendants'  trade,  and  which  they 
were  powerless  always  to  prevent,  but  these,  apparently,  were  of  the  genuine 
water  ;  and  there  can  be  no  doubt  that,  for  some  years  prior  to  and  up  to  the 
end  of  March  1896,  the  water  from  the  Plaintiff's  spring  was  largely  known  as  55 
"Hunyadi,"  and   that  those  who  desired  to  purchase  "Hunyadi"  obtained 
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through  the  Defendants  the  water  from  the  Plaintiff's  spring,  and,  with  rare  if 
any  exceptions,  nothing  else. 

It  follows,  as  a  matter  of  coarse,  that  no  one  else  was  entitled  to  sell  as 
**  Hunyadi,"  water  derived  from  any  other  spring,  and  not  only  did  the 
h  Defendants  themselves  lie  under  the  general  ban,  but  it  was  impossible  for 
them,  after  their  contract  with  the  Plaintiff  was  determined,  to  sell  any 
other  water  in  this  country  as  "  Hunyadi,"  notwithstanding  that  it  might 
have  been  properly  described  by  that  name  in  Hungary,  elsewhere,  or  here. 
They  could  not  sell  other  bitter  water,  however  much  their  own,  and  even 

10  though,  as  a  matter  of  geographical  description,  properly  called  "  Hunyadi,"  by 
that  name,  because  they  necessarily  ther^jby  represented  that  they  were  selling 
water  derived  from  the  Plaintiff's  springs. 

What  they  have,  in  fact,  done  is  this.    They  have  sold  under  a  fancy  name, 
"Apenta,"  another  Hungarian  bitter  water  derived  from  a  spring  or  springs  in 

15  the  neighbourhood  of  the  Plaintiff's  spring,  which  they  say  is  of  the  same 
medicinal  character  as  the  old  "  Hunyadi,"  and  is  equal,  if  not  superior  to  it. 
They  allege  that  the  water  is  properly  described  as  "  Hunyadi,"  because  it  is 
derived  from  springs  to  which  that  name  is  properly  applied,  and  that  their 
conduct  was  therefore  justified  by  a  geographical  and  local  description.    A  con- 

20  siderable  amount  of  time  has  been  occupied  in  discussing  Hungarian  law,  and 
ascertaining  to  what  extent  this  justification  of  the  Defendants  was  well  founded 
in  fact,  and  when  and  how  it  was  displaced  by  an  alteration  of  the  law,  and  the 
prohibition  of  the  use  of  the  word  "  Hunyadi "  in  Hungary  itself.  All  this  is, 
to  my  mind,  perfectly  immaterial,  except  possibly  as  a  guide  to  discovering  the 

25  intent  of  the  Defendants,  with  which  I  will  deal  later  on,  because,  in  my  opinion, 
even  though  the  justification  were  amply  proved  as  a  matter  of  fact,  it  would 
still  entirely  fail  as  a  matter  of  law,  according  to  the  principle  above  noticed,  if,  in 
truth,  what  was  sold  by  the  Defendants  in  this  country  was  sold  as  "  Hunyadi " 
in  such  a  manner  as  to  induce  the  public  to  believe  that  the  water  was  derived 

30  from  the  Plaintiff's  spring.  Ihis  "Apenta"  was  largely  advertised,  but  I  need 
not  pause  to  consider  the  forms  of  advertisement,  inasmuch  as,  for  my  purpose, 
it  18  sufficient  to  refer  to  the  label  which  was  affixed  on  each  bottle,  and  contains 
all  that  can  be  complained  of  in  any  advertisement,  I  must  not  be  understood 
as  treating  the  advertisements  as  immaterial — ^far  from  it ;  but,  having  regard 

M  to  the  character  of  the  label,  there  is  no  occasion  to  dwell  on  them.  This  label 
exhibits  the  word  "  Apenta  "  in  a  prominent  and  distinctive  form,  and  is  of  a 
colour  entirely  different  from  that  adopted  for  the  old  "  Hunyadi."  No  man, 
even  an  unwary  purchaser,  seeing  the  two  labels  side  by  side,  could  suppose  that 
the  bottles  to  which  they  were  attached  are  samples  of  the  same  thing.     In 

40  some  minor  particulars,  to  be  presently  noticed,  they  resemble  one  another ; 
but,  independently  of  these,  the  "  Apenta"  bottle  has  one  guiding  mark  which, 
it  seems  to  me,  is  fatal  to  the  Defendants.  "Apenta  "  is  described  in  clear  type 
as  "A  natural  Hungarian  aperient  water,  bottled  at  Uj  Hunyadi  Springs,  Buda- 
"  Pesth,  Hungary,"  and  in  three  different  sentences,  all  intended  to  recommend 

45  the  water,  the  term  "  Hunyadi,"  with  or  without  the  prefix  "  Uj,"  is  used  no 
less  than  four  times  ;  it  is  used  also  on  the  capsules.  I  cannot  for  a  moment 
allow  the  prefix  "  Uj  "  to  be  regarded  as  making  the  slightest  difference,  nor 
can  I  hesitate  to  decide  that  this  use  of  the  word  "  Hunyadi "  was  calculated  to 
induce  purchasers  of  "Apenta  "  to  believe  that  the  "  Hunyadi "  which  was  offered 

50  to  them  was  the  "  Hunyadi  "  with  which  alone  they  must  have  been  acquainted — 
that  is,  water  derived  from  the  Plaintiff's  spring.  There  has  not  been  proved, 
or  attempted  to  be  proved,  an  instance  of  "Apenta  "  purchased  or  supplied  when 
"  Hunyadi "  was  required,  nor  is  it  probable  that  this  has  often,  if  ever,  been 
done,  for  the  consumers  belong  to  the  middle  or  upper  classes,  in  whose 

55  purchases,  for  many  reasons,  these  mistakes  are  not  likely  to  occur.      The 
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evidence  ot  Skinner y  who  was  paid  and  endeavoured  to  be  deceived,  but 
without  success,  may  be  neglected,  and  so  may  that  of  a  different  class  of 
witnesses,  who  must  not  be  passed  over  without  notice.  A  number  of  tradesmen, 
some  of  great,  experience  and  high  position,  and  all  honest,  were  called  to  prove 
the  possibility  or  impossibility  of  error.  In  truth  and  substance,  the  question  5 
put  to  each  of  these  gentlemen  was,  "  If  you  were  disposed  to  play  the  rogue, 
"  could  you  pass  off  •Apenta '  as  *  Hunyadi '  ?  "  No  wonder  that  they  replied 
with  hesitation  and  diffidence.  Even  when  they  understood  the  question, 
which  several  did  not,  they  answered  with  a  timidity  which,  though  perfectly 
natural,  deprived  their  evidence  of  any  value  which  it  might  otherwise  possess.  10 
If  the  question,  whether  the  sale  of  "Apenta  "  were  calculated  to  deceive,  were 
submitted  to  a  jury,  I  suppose  that  the  twelve  men  would  bring  to  bear  on  it 
their  knowledge  of  mankind  in  general,  and  more  especially  of  those  concerned 
in  buying  and  selling  such  goods,  and  they  would  make  such  inferences  from 
the  proved  facts  as  this  knowledge  suggested  and  justified.  For  this  purpose  15 
a  jury  has  many  and  great  advantages,  not  the  least  of  which  is  the  opportunity 
of  conversation  and  compariBon  of  ideas  and  experiences.  The  conclusions  of 
a  judge  are,  therefore,  not  so  weighty,  and  are  properly  more  subject  to  review  ; 
but  they  must  proceed  on  the  same  lines,  for,  in  truth,  none  other  are  possible. 
It  is  my  decided  opinion,  confirmed  by  reflection,  that,  although  "Apenta"  20 
could  not  be  passed  off  as  "  Hunyadi "  without  fraud  or  gross  ignorance  on 
the  part  of  the  retail  dealer,  yet  the  name  on  the  label,  combined  with  the 
advertisements,  places  an  instrument  of  deception  in  his  hand,  and  that,  if  he 
happened  to  have  only  "Apenta"  in  stock,  he  might,  by  that  means,  be 
enabled  to  supply  it  instead  of,  and  as  being  identical  with,  "  Hunyadi."  That  25 
is  enough.  The  law  is  intended  to  reach,  and  many  authorities  show  that  it 
does  reach,  not  only  those  who  themselves  deceive,  but  also  those  who  enable 
others  to  deceive  the  purchasing  public.  That  suffices  to  justify  the  injunction 
which  I  propose  to  grant  with  proper  incidental  relief;  but  the  Plaintiff 
asks  for  more  than  this,  and  has  raised  many  other  questions,  with  which  I  30 
now  propose  to  deal. 

In  the  first  place,  the  Plaintiff  complains  of  certain  verbal  garniture  of  the 
label  intended  to  puff  the  purit}'  of  the  water  and  its  medicinal  excellence. 
In  these  respects  there  is,  no  doubt;  some  resemblance  between  the  "  Apenta  " 
label  and  that  attached  to  the  bottles  of  "  Hunyadi "  ;  but  I  do  not  consider  35 
them  of  any  value  as  tests  of  deception,  and  there  is  no  occasion  to  dwell  on 
details  which  really  were  not  argued  to  be  substantial. 

A  more  formidable  item,  and  the  only  remaining  one,  is  the  diamond  mark 
which,  from  a  certain  date,  appeared  on  the  bottles  of  "  Hunyadi  "  imported  from 
the  Plaintiff,  and  was  continued  on  "  Apenta."  The  diamond  mark  gave  rise  40 
to  a  prolonged  discussion  on  the  admissibility  and  value  of  what  is  styled 
evidence  of  intent,  and  such  remarks  as  it  occurs  to  me  to  make  on  that  point 
can  conveniently  be  made  here.  I  will  be  brief,  and  not  attempt  to  deal  with 
the  subject  as  fully  at  it  deserves.  If,  in  a  case  like  the  present,  the 
Defendants'  goods  on  the  face  of  them,  and  explained  by  surrounding  circum-  45 
stances,  are  calculated  to  deceive,  it  seems  to  me  that  no  evidence  is  required  to 
prove  the  intention  to  deceive,  nor  ought  time  and  money  to  be  expended  on 
any  such  evidence.  The  sound  rule  is,  that  a  man  must  be  taken  to  have 
intended  the  reasonable  and  natural  consequences  of  his  acts,  and  no  more  is 
wanted.  If,  on  the  other  hand,  a  mere  comparison  of  the  goods,  explained  by  50 
surrounding  circumstances,  is  not  sufficient,  then  it  is  allowable  to  prove  from 
other  sources  that  what  is,  or  may  be,  apparent  innocence  was  really  intended 
to  deceive.  There  can  be  no  better  evidence  of  intention  to  deceive  than  that 
of  the  deceiver  himself,  and  this  evidence  may  be  given  with  equal  force  by 
admissions,  oral  or  in  writing,  or  by  inference  from  conduct.    If  the  intent  to  55 


Vol.  XIV.,  No.  22.]     AND  TRADE  MARK  CASES..  655 

Saxlehner  v.  Apollinaris  Company. 

deceive  be  once  established  it  is  but  a  short  step,  though  it  is  a  step,  and  not 
an  inevitable  one,  to  the  conclusion  that  the  intention  has  been  fulfilled^  and 
that  the  goods  are  calcalated  to  deceive.  I  am  by  no  means  sure  that  any  such 
distinction  as  I  have  just  briefly  formulated  between  the  two  classes  of  -cases 
5  has  ever  been  sanctioned  by  Judicial  authority.  A  case  cited  by  Mr. 
Warmington  on  this  point,  and  some  others  which  have  occurred  to  me,  seem 
to  leave  any  such  distinction  at  large,  but  my  notion  is,  that  it  has  nevertheless 
been  observed  in  practice,  and  that  evidence  of  intent  has  only  been«  used  iu 
the  second  case  above  noticed. 
10  In  the  report  of  Wotherspoon  v.  Currie  (L.R.  5,  English  and  Irish  Appeals), 
a  passage  from  Lord  Chelmsford's  judgment  is  converted  into  a  head-note,  as  if 
expressing  the  decision  of  the  House.  In  this  sense  it  is  inaccurate,  but  I 
take  it  to  mean  very  much  what  I  have  said,  though  the  language  is  capable  of 
a  different  interpretation. 

15  I  observed  during  the  arguments,  and  I  desire  here  to  repeat,  that  I  fully 
concur  with  Mr.  Justice  Collins  in  thinking  that  the  fourth  of  the  questions 
put  by  him  to  the  jury  in  Meddaway  v.  Banham  was  unnecessary.  If  the 
third  question  was  answered  in  the  affirmative,  the  fourth  was  not  required, 
and,  if  in  the  negative,  it  was  futile.    I  hope  and  believe  that,  in  expressing 

20  this  opinion,  I  am  not  running  counter  to  the  views  of  the  noble  and  learned 
Lords  who  took  part  in  the  decision  of  that  case,  notwithstanding  that  some  of 
them  did  remark  on  the  point  raised  by  the  fourth  question.  The  actual 
decision  seems  to  me  to  have  been  governed  by  the  answer  to  the  third  question, 
and  the  goods  being  found  calculated  to  deceive,  evidence  of  intent  was  not 

25  required,  and,  if  given,  might  be  disregarded.  Whether  my  views  respecting 
the  admissibility  and  value  of  evidence  of  intent  be  right  or  wrong,  it  is  clear 
that  such  evidence  was  admissible  in  this  case  as  regards  the  diamond  mark. 
In  my  judgment,  the  attachment  to  "  Apenta  "  of  the  diamond  mark  of  the 
Defendants  was  not   by  itself,  or   regarded  in  connection  with  "Hunyadi," 

30  calculated  to  deceive  ;  and,  if  it  can  fairly  be  judged  deceitful,  it  must  be 
because  it  has  been  adopted  for  "Hunyadi,"  and  continued  on  "Apenta"  with 
fraudulent  intent.  There  is  a  large  amount  of  evidence  on  this  point,  both 
oral  and  documentary,  but,  to  my  mind,  it  fails  to  establish  the  Plaintiff's 
contention.      It  is  proved,  to  my  satisfaction,  that  the   Defendants  used  the 

35  diamond  mark  only  as  their  Trade  Mark — t^at  is,  as  a  mark  to  indicate  that  the 
goods  to  which  it  was  attached  were  sold  by  them ;  and  if  once  it  became 
their  legitimate  Trade  Mark  in  this  sense,  I  see  no  reason  why  they  should  not 
continue  it  on  "  Apenta,"  or  why  it  should  be  calculated  to  deceive.  The  argu- 
ment to  the  contrary  rests  on  the  evidence  that  the  other  waters  to  which  the 

40  diamond  mark  was  attached  had  a  comparatively  small  sale,  and  I  am  invited 
to  conclude  it  was  attached  to  these  other  waters  merely  as  a  blind  in  order  to 
give  a  plausible  pretext  to  attaching  it  to  "  Hunyadi,"  with  a  view  of  attaching 
it  to  some  other  water  which  might  take  the  place  of  "  Hunyadi "  after  the 
determination  of  the  contract.    I  am  far  from  saying  that  it  constitutes  no 

45  evidence  for  a  jury,  that  is  to  say,  no  evidence  from  which  the  conclusion 
might  not  be  reasonably  made ;  but  it  fails  to  satisfy  me.  The  result  is  that,  so 
far  as  the  Plaintiff  seeks  an  injunction  and  incidental  relief  respecting  the 
diamond  mark,  and  the  other  details  which  were  briefly  referred  to  alone,  the 
case  breaks  down,  and,  inasmuch  as  in  connection  with  all  these  she  has  charged 

50  fraud,  the  failure  must  carry  costs. 

As  regards  costs,  I  intimated  to  Mr.  WarmingUm  that  I  intended  to  be  severe. 
The  intention  was  based  on  a  strong  feeling,  long  and  increasingly  entertained, 
that  the  costs  incurred  in  cases  of  this  character  are  unduly  large.  They  are 
often  of  little  moment  to  the  parties  in  such  litigation  by  reason  of  the  valuable 

55  interests  involved  ;  but  there  are  others  to  be  considered  besides  the  parties  to 
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the  particular  litigation,  and  the  importance  of  preserving  a  high  standard  in  the 
administration  of  justice  can  scarcely  be  over-rated.  Purity,  no  doubt,  stands 
first,  but  it  is  not  the  only  essential,  and,  as  in  the  conduct  of  all  other  affairs,  a 
sense  of  proportion  ranks  high  and  has  large  practical  influence.  The  evil  to 
which  I  am  i*eferring  has  been  especially  noticeable,  and  has  again  and  again  5 
been  noticed  in  patent  cases  ;  and  litigation  such  as  this,  though  not  concerned 
with  a  patent,  belongs  to  the  same  class.  The  temptation  to  multiply  expert 
evidence,  and  to  get  as  much  as  possible  that  can,  in  any  event,  be  of  value  **  on 
"  the  notes,"  seems  to  be  irresistible,  and  the  diflBculty  of  discriminating  in  this 
particular  class  of  cases  between  what  is  admissible  and  what  is  not  is  un-  \Q 
doubtedly  great.  I  confess  to  being  by  no  means  free  from  blame  myself.  It 
often  seems  to  be  better  to  allow  witnesses  to  be  called  and  questions  to  be  asked 
which  might,  with  advantage  and  more  strict  application  of  rules,  be  excluded, 
rather  than  waste  time  in  discussing  whether  they  should  be  excluded  or  not, 
and  one  is  apt  to  forget,  until  too  late,  that  to  sanction  evidence-in-chief  15 
precludes  objection  to  cross-examination.  I  earnestly  think  that,  unless  judges 
and  counsel  co-operate  to  keep  the  evidence  in  this  class  of  cases  within 
narrower  limits,  they  threaten  to  become  a  scandal,  fraught  with  danger  alike 
to  those  for  whom  and  those  by  whom  justice  is  administered.  Nevertheless, 
and  although  of  opinion  that  in  the  present  case  there  has  been  an  excessive  20 
multiplication  of  evidence  by  the  Plaintiff,  and  that  much  of  the  evidence 
given  on  her  behalf  has  been  useless,  I  do  not  see  my  way  to  depriving  her  as  a 
successful  litigant  of  any  costs  which,  upon  taxation,  are  properly  allowed, 
except,  of  course,  those  which,  as  above  mentioned,  I  intend  the  Plaintiff  to 
pay.  25 

There  remains  one  point  of  a  serious  character.  The  Plaintiff  claims,  in 
addition  to  an  injunction  and  delivery  up  of  offending  labels  and  other  documents, 
both  of  which  I  propose  to  grant  in  a  limited  form,  **  damages  or  an  account  of 
"  profits,"  and,  by  her  Counsel  at  the  bar,  she  elects  to  ask  for  an  account  of 
profits.  If  this  were  granted,  it  would  take  this  form  :  "  An  account  of  the  30 
"  profits  made  by  the  Defendants  since  the  31st  of  March  1896,  by  means  of 
**  the  sale,  in  the  United  Kingdom,  of  Hungarian  bitter  water  under  a  name  or 
"  description  of  which  the  name  '  Hunyadi '  forms  part,  without  clearly 
"  distinguishing  the  same  from  water  derived  from  the  Plaintiff's  spring." 
Such  an  account  has  been  frequently  directed  in  cases  of  this  character.  It  35 
would  be  too  much  to  say  that  it  has  always  been  directed,  and  Reddaway  v. 
Banham  is  an  instance  to  the  contrary,  but  it  certainly  has  often  been  done, 
and  perhaps,  when  asked,  almost  as  a  matter  of  course.  It  was  directed  in 
Edelsten  v.  Edelsten  (1  De  G.,  J.  and  S.  185),  where  the  Lord  Chancellor 
affirmed  the  Vice-Chancellor's  decree  according  to  the  prayer  of  the  Bill  set  out  40 
at  page  189.  I  venture  to  doubt  whether  the  propriety  of  directing  such  an 
account  in  a  case  like  the  present  has  ever  been  fully  considered.  It  seems  to 
me  to  have  been  assumed  that  the  right  to  use  and  protect  what  is  styled  a 
common  law  Trade  Mark,  to  distinguish  it  from  a  registered  Trade  Mark,  is  a 
species  of  property  carrying  with  it  all  the  rights  and  remedies  incidental  to  45 
property,  and  that,  therefore,  the  account  of  profits  follows  the  injunction  as  a 
matter  of  course,  as  it  does  when  a  successful  Plaintiff  asks  it  in  a  patent  case. 
The  notion  that  a  common  law  Trade  Mark  is  strictly  called  property  rests,  to 
some  extent  at  least,  on  Lord  Westbury's  judgment  in  Edelsten  v.  Edelsten^  but 
I  am  by  no  means  sure  that  he  really  so  decided,  or  that  his  language  fairly  50 
bears  that  interpretation,  though,  I  observe,  he  repeats  the  term  in  speaking  of 
"  Glenfield  "  in  Wothers2)oon  v,  Carrie.  The  point  was  raised  by  Lord  Herschell 
in  Reddaway  v.  Banham.  It  did  not  fall  for  decision,  and  Lord  Herschell  did 
not  purport  to  express  a  definite  opinion,  but  I  respectfully  concur  in  the  doubt, 
stated  at  the  bottom  of  page  209,  whether  it  is  accurate  to  speak  of  there  being  55 
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property  in  such  a  Trade  Mark.  If  at  liberty  to  express  an  opinion,  I  should 
wish  to  say  that,  if  there  be  no  property  in  such  a  Trade  Mark,  the  right  to  an 
account  of  profits  does  not  necessarily  follow  the  injunction,  and  the  consequences 
of  directing  an  account  here  are  so  serious  that  I  should  be  unwilling  to  do  it 
5  unless  compelled  by  authority.  The  evidence  shows  that,  since  the  31st  of 
March  1896,  «  Hunyadi  "  and  "Apenta"  have  been  both  largely  sold.  They 
have  been  rivals,  and  no  doubt  the  sale  of  either  will  decrease  the  sale  of  the 
other ;  but,  for  the  reasons  which  I  have  already  given,  there  is  no  evidence, 
and  I  do  not  believe  that  "  Apenta  "  has,  in  a  single  instance,  been  mistaken 

W  for  "  Hunyadi."  If.  therefore,  I  direct  an  account  such  as  above  set  out,  I  shall 
be  giving  the  Plaintiff,  as  it  seems  to  me,  the  profits  made  by  the  Defendants 
by  means  of  the  sale  of  their  own  water,  without  the  assistance,  and  not  by 
reason  of,  the  deception  on  which  the  injunction  is  founded.  But  I  must  bow, 
as,  of  course,  I  wish  loyally  to  do,  to  authority.    The  precise  point  was  raised 

15  and  decided  in  Lever  v.  Goodwin  (4  R.P.C.  492,  and  L.R.  36  Ch.D.  1).  Mr. 
Justice  Chitty  had  directed  an  account  of  profits,  and  his  decision  was  upheld 
by  the  Court  of  Appeal,  on  the  express  ground  that  the  Defendants,  who  had 
sold  only  to  middlemen,  were  liable  in  this  way  for  having  enabled  those 
middlemen  to  sell  their  goods  in  a  fraudulent  dress,  and  that  it  was  immaterial 

20  how  the  middlemen  dealt  with  them.  All  the  members  of  the  Court  of  Appeal 
concurred  in  this  view,  but  the  reasons  for  their  conclusion  are  set  forth  at 
length  in  the  judgment  of  Lord  Justice  Cotton,  It  must  be  that  the  arguments 
to  the  contrary,  which  struck  me  as  forcible,  are  really  unsound.  The  reasoning 
which  satisfied  the  Court  of  Appeal  is  equally  in  point  here,  and  it  must  also 

25  satisfy  me. 

My  judgment  will  be  to  the  following  effect : — An  injunction  to  restrain  the 
Defendants,  their  officers,  servants,  and  agents  from  selling  or  offering,  or 
exposing  or  advertising  for  sale,  in  the  United  Kingdom,  any  Hungarian  bitter 
water,  not  being  "  Hunyadi  Janos  "  water  derived  from  the  Plaintiff's  spring 

30  near  Bnda-Pesth,  in  the  Kingdom  of  Hungary,  under  or  with  or  by  means  of 
any  name  or  description  of  which  the  name  "  Hunyadi  "  forms  part,  without 
clearly  distinguishing  the  same  from  the  water  derived  from  the  said  spring. 
Secondly,  delivery  up  or  destruction  of  all  labels  and  other  documents,  and 
also  capsules  in  the  possession  or  power  of  the  Defendants,  or  under  their 

35  control,  which  exhibit  the  name  "  Hunyadi "  in  connection  with  Hungarian 
bitter  water,  without  clearly  distinguishing  the  same  from  water  derived  from 
the  said  spring.  Thirdly,  an  account  of  profits,  as  above  set  out,  which  I  have 
limited  to  sales  in  the  United  Kingdom,  as  it  was  agreed  that  the  injunction 
should  be  also  limited.    Fourthly,  the  Defendants  to  pay  the  Plaintiff's  costs 

40  of  action,  except  so  far  as  they  have  been  increased  by  the  Plaintiff  charging 

deception  otherwise  than  by  the  use  of  the  word  "  Hunyadi,"  in  respect  of 

which  the  injunction  is  granted.    The  Plaintiff  to  pay  the  Defendants'  costs 

incurred  in  respect  of  matters  thus  excepted. 

Sebastian. — Your  Lordship  directs  the  account  to  be  taken  from  the  31st  of 

45  March  1895.  You  were  probably  under  the  impression  that  that  was  the  right 
date.  The  actual  date  when  the  contract  terminated  was  the  25th  of 
March. 

Kbkewich,  J. — I  will  rectify  the  error  if  it  is  one.  I  am  obliged  to  you  for 
mentioning  it,  but  I  took  it  from  the  Statemeot  of  Claim. 

50  Sebastian. — ^Whatever  it  may  be  in  the  contract,  we  cannot  go  beyond  the 
Statement  of  Claim. 

Kekbwich,  J.— If  it  was  really  determined  on  the  3 1st,  it  will  be  after  the 
Slst.  If  it  was  on  the  25th,  it  would  be  from  the  25th  ;  whichever  the  date  is, 
I  will  rectify  it  non  obstante  if  it  is  an  error. 
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On  the  2nd  of  April,  Warmington^  Q.C.,  moved,  on  behalf  of  the  Plaintiff, 
that  the  account  directed  should  be  taken  before  the  Official  Referee,  and 
submitted  that  a  matter  of  that  kind  ought  to  be  before  the  Official  Referee, 
because  there  must  be  an  examination  of  accounts,  and  an  examination  of  the 
books  ;  and,  if  there  is,  as  very  likely  there  will  be,  set  up  as  against  profits  5 
expenditure  in  advertisements,  the  person  who  sets  that  up  will  be  a  person,  no 
doubt,  who  is  associated  with  the  working  of  The  Apollinaris  Company^  and 
cross-examination  must  be  had  of  that  gentleman.  Now,  assuming  under 
those  circumstances  that  the  account  is  taken  in  chambers,  the  result  will  be  an 
adjournment  to  either  one  of  the  examiners,  in  rotation,  or  a  special  examiner  10 
to  take  that  cross-examination,  and  there  will  be  the  difficulty  that  the  person 
who  hears  the  evidence  is  not  the  person  who  decides.  The  Plaintiff  has  no 
desire  for  one  tribunal  rather  than  another  tribunal.  It  is  suggested  that  the 
Plaintiff  wants  publicity.  She  wants  nothing  of  the  sort ;  and,  as  the  Defendants 
prefer  the  Master,  the  Plaintiff  has  no  objection  to  that  if  the  hearing  can  be  15 
continuous,  or  practically  continuous,  and  the  Master  will  take  himself  the 
examination  and  cross-examination  of  any  witnesses  who  may  be  called. 

Kbkbwich,  J. — I  am  afraid  both  those  courses  are  impossible. 

Warmington,  Q.C. — I   do  not  think  there  is  any  objection  to  a  special 
referee,  but  what  we  do  want  is,  that  the  matter  shall  be  heard  by  the  same  20 
person  who  has  to  decide  it.    Otherwise  the  Judge  would  be  very  much  in 
the  dark. 

Warringtoriy    Q.C.  —  The    expense    of    proceedings    before    the    Official 
Referee  is   very   great.     It   entails  a  number  of    appointments   which   are 
usually  attended  by  Counsel,  very  often  leading  Counsel,  and  the  questions  25 
of  account  which  have   to  be   gone    into  on    the  books  are  gone  into  in 
the  presence  of  the  Official  Referee,  and  immense  time  is  consumed  in  doing 
that.    If  the  matter  goes  to  the  Master,  the  books  of  77ie  Apollinaris  Company ^ 
in  the  first  instance,  will  be  produced  to  show  their  expenditure.    Those  books 
have  been  properly  kept,  and  there  could  be  no  difficulty  whatever  in  the   30 
parties  going  through  those  books  and  settling  it.     They  probably  will  be  able 
to  boil  down  the  questions  at  issue  to  one  or  two  matters  of  principle.    Then 
the  Official  Referee's  Court  is  a  public  Court,    I  quite  appreciate  what  my 
learned  friend  says — ^that  he  will  not  have  any  reporter  there,  and  he  will  not 
cause  the  proceedings  to  be  reported  ;  but  it  is  impossible  to  prevent  it.    It  may  35 
cause  great  injury  to  T?ie  Apollinaris  Company  if  the  details  of  their  business 
during  the  past  year  should  be  published  in  that  way.    And  tiie  proceedings  of 
the  Court  are  not  intended  to  bring  about  that  kind  of  hardship  upon  the  parties. 
That  is  another  reason  why  I  submit  to  your  Lordship,  in  addition  to  the  very 
material  one  of  expense,  that  the  ordinary  course  should  not  be  interfered  with,  40 
and  this  account  ought  to  be  taken  before  the  Master. 

Kbkbwich,  J, — I  am  not  pressed  by  this  argument  about  publicity.  I 
confess,  at  present,  I  do  not  appreciate  it,  but  I  quite  agree  these  proceedings 
had  much  better  not  be  published.  They  are  before  a  domestic  tribunal ;  but 
the  Act  of  Parliament  provides  we  may  send  these  things  to  Official  Referees,  45 
and,  if  so,  I  suppose  the  Official  Referee's  Court  is  a  public  Court,  and,  I  suppose, 
the  Act  of  Parliament  contemplates  the  natural  consequences.  As  re^(ards 
expense,  I  dare  say  the  costs  are  apt  to  run  up  before  the  Official  Referee, 
but  I  am  not  much  pressed  by  that,  because  if  the  parties  are  determined  to 
fi^ht  root  and  branch,  they  can  do  that  before  the  Master  just  as  well,  and  50 
there  is  nothing  to  prevent  it.  What  I  am  pressed  very  much  by,  in  favour  of 
Mr.  Warrington*s  view,  is  my  control  of  the  proceedings.  The  parties  are  entitled 
to  adjourn  a  question  of  principle  before  me  to  get  a  guide  which  may  very 
likely  save  days.  It  may  cost  me  some  trouble  ;  but  still  it  may  save  days,  and 
some  considemble  expense  to  themselves.    I  should  like  to  do  that^  bat  I  have  55 
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consulted  Master  VillierSy  before  whom  this  woald  go,  and  he  tells  me  he 
coaJd  not,  on  his  book,  as  it  at  present  stands,  give  afternoon  appointments  of 
two  hours  for  a  month  or  five  weeks.  Perhaps  the  parties  would  not  be  ready 
much  before  that,  so  that  would  not  be  a  very  great  point.  But  he  says  it  is 
5  quite  impossible  for  him  to  give  appointments  continuously.  There  are  appoint- 
ments made  ahead  of  that,  and  he  is  as  full  as  he  can  hold,  and  it  would 
postpone  all  the  ordinary  business  to  give  long  appointments  of  this  kind.  I 
do  not  think  the  Master,  in  these  cases,  is  the  proper  person  to  take  cross- 
examination.    I  do  not  think  so  much  of  that,  because  you  need  not  be  afraid 

10  of  cross-examination,  and,  indeed,  I  think  that  ought  to  be  controlled  in  matters 
of  account.  There  may,  of  course,  be  some  ;  but  my  difficulty  is,  I  do  not  see 
how  the  Master  is  going  to  do  it.  I  am  afraid  I  must  send  it  to  the  Official 
Referee.  I  should  suggest  to  you  that  you  should  find  some  Special  Referee  in 
whom  you  have  confidence. 

15  Warmingtoriy  Q.C. — There  will  bo  an  order  in  the  terms  of  the  notice  of 
motion,  but  with  liberty,  if  we  can  agree  on  a  Special  Referee,  to  substitute 
him  for  the  Official  Referee. 

Kbkbwich,  J. — ^Yes.    No  order  as  to  the  costs  of  this  application. 

On  the  4th  of  June,  a  motion  was  made,  on  behalf  of  The  ApoUinaris 

20  Company^  to  vary  the  minutes  of  the  order,  as  drawn  up  by  the  Registrar, 
by  inserting  words  which  would  limit  the  injunction  expressly  to  passing 
off  in  the  United  Kingdom  in  conformity  with  the  Plaintiff's  undertaking 
of  the  22nd  of  January  1897  {ante  page  650).  This  was  not  resisted  by  the 
Plaintiff,  and,  after  considerable  discussion,  the  form   of  the  order  in  this 

25  respect  was  settled,  and  the  account  of  profits  was  directed  to  follow  the 
words  of  injunction,  and  the  order  for  delivery  up  of  labels  &c.  to  be  similarly 
moulded. 

On  the  IGth  of  July,  the  form  of  the  order,  so  far  as  it  related  to  costs,  was 
again  mentioned  to  the  Court,  and,  as  ultimately  passed  and  entered,  it  was  as 

30  follows : — "  This  Court  doth  order  and  adjudge  that  the  Defendants,  The 
"  ApoUinaris  Company^  Ld.y  their  officers,  servants,  and  agents,  be  perpetually 
**  restrained  from  passing  off  in  the  United  Kingdom,  or  attempting  to  pass 
"  off  in  the  United  Kingdom,  or  enabling  others  to  pass  off  in  the  United 
**  Kingdom,  any  Hungarian  bitter  water,  not  being  *  Hunyadi  Janos '  water 

35  **  derived  from  the  Plaintiff's  spring  near  Buda-Pesth,  in  the  Kingdom  of 
"  Hungary,  as  or  for  *  Hunyadi  Janos '  water,  or  water  from  the  said  spring,  by 
"  means  of  any  name  or  description  of  which  the  name  '  Hunyadi '  forms  part. 
"  And  it  is  ordered  that  the  Defendants,  The  ApoUinaris  Company ,  Ld,y  do 
**  (upon  oath,  if  required)  deliver  up  to  the  Plaintiff  for  destruction,  or  destroy 

40  **  all  labels  and  other  trade  documents,  and  all  capsules,  in  their  possession  or 
"  power,  or  under  their  control,  in  the  United  Kingdom,  which,  by  reason  of  their 
"  exhibiting  the  name  *  Hunyadi,'  are  capable  of  being  used  for  the  purpose  of 
"  passing  off,  in  the  United  Kingdom,  any  Hungarian  bitter  water,  not  being 
**  *  Hunyadi  Janos '  water  derived  from  the  Plaintiff's  said  spring,  as  or  for 

45  "  '  Hunyadi  Janos '  water,  or  water  from  the  said  spring.  And  it  is  ordered  that 
"  the  following  account  be  taken  before  the  Official  Referee  in  rotation,  that  is 
"  to  say  :  (1)  An  account  of  the  profits  made  by  the  Defendants  since  the  26th 
"  of  March  1896,  by  means  of  any  sale  of  Hungarian  bitter  water  which, 
•*  if  effected  after  the  date  of  this  judgment,  would  have  constituted  a  breach 

50  **  of  the  injunction  hereinbefore  contained.  And  it  is  hereby  referred  to  the 
"  Taxing  Master  to  tax  the  Plaintiff's  costs  of  this  action  up  to  and  including 
"  this  judgment,  except  so  far  as  the  same  have  been  increased  by  the  Plaintiff 
^  charging  deception  against  the  Defendants,  otherwise  than  by  the  use  of  the 
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"  word  *  Hunyadi,'  in  respect  of  which  the  injunction  is  granted,  and  also  to 
"  tax  so  much  of  the  Defendants'  costs  of  this  action,  up  to  and  including  this 
"  judgment,  as  have  been  incurred  by  such  charge  of  deception  against  the 
"  Defendants,  otherwise  than  by  the  use  of  the  word  '  Hunyadi,'  and  the  Taxing 
"  Master  is  to  set  off  the  said  coste  of  the  Plaintiff  and  Defendants,  when  so  5 
"  respectively  taxed,  and  certify  to  which  of  them  the  balance,  after  such  set-off, 
"  is  due.  And  it  is  ordered  that  such  balance  be  paid  by  the  party  from  whom, 
"  to  the  party  to  whom,  the  same  shall  be  certified  to  be  due.  And  this  Court 
"  doth  reserve  the  subsequent  costs  of  this  action.  And  any  of  the  parties  are 
"  to  be  at  liberty  to  apply  on  the  result  of  the  said  account,  and  otherwise  16 
"  generally  to  apply  as  they  may  be  advised." 


In  the  High  Court  op  Justice.— Queen's  Bench  Division. 

Before  Mr.  Justice  Mathbw.— July  27th,  1897. 

The  African  Gold  Recovery  Company,  Ld.  v.  The  Sheba  Gold 

Mining  Company,  Ld.  15 

South  African  patent — License  granted  for  term. — Patent  cancelled  during 
stick  term, — Licensee  still  liable  to  pay  royalties. 

The  A.  Company  (an  English  Company)^  being  the  owners  of  two  South 
African  patents^  granted  to  the  S.  Company  (also  an  English  Company)  a 
license  to  use  the  patented  process  for  a  term  of  4  years  ending  in  1900  on  pay-  20 
ment  of  certain  royalties.  The  patents  were^  during  the  term^  cancelled^  as  the 
result  of  litigation  in  South  Africa.  The  S.  Company  refused  to  pay  any 
further  royalties.    In  an  action  by  the  A,  Company  to  recover  the  royalties^ 

JSeldy  that  the  S,  Compafiy  were  liable  to  pay  the  royalties^  notwithstanding 
the  cancellation  of  the  patents.  25 

The  African  Oold  Recovery  Company^  Ld.^  on  the  28th  of  April  1897, 
commenced  an  action  against  The  Sheba  Oold  Mining  Company,  Ld.^Q\9\mm^ — 
(1)  A  declaration  that,  under  an  agreement  under  seal  between  the  Plaintiffs 
and  the  Defendants  dated  the  2nd  of  June  1896,  the  Plaintiffs  were  entitled  to 
be  paid  a  royalty  of  5  per  cent,  on  the  value  of  all  bullion  recovered  by  the  30 
Defendants  by  means  of  the  MacArthur  Forrest  cyanide  process  for  the 
extraction  of  gold.  (2)  Payment  of  the  said  royalty  on  all  bullion  recovered  by 
the  Defe^da^to  by  means  of  the  said  process  since  August  1896.    (3)  An 
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account,  if  necessary,  under  Clause  3  of  the  agreement.    (4)  Such  other  or 
further  relief  as  the  nature  of  the  case  might  require. 

The  action  was  transferred  to  the  Commercial  Court,  and  Points  of  Claim  and 
Points  of  Defence  were  delivered.  The  Points  of  Claim  were  as  follows  : — (1) 
5  By  an  agreement,  under  seal  dated  the  2nd  of  June  1896,  the  Plaintiffs,  as 
holders  of  a  certain  patented  process  known  as  the  "  MacArthur  Forrest  cyanide 
*^  process  for  the  extraction  of  gold,"  granted  to  the  Defendants  a  license  to  use 
the  said  process  for  a  period  of  four  years  from  the  rind  of  August  1896, 
yielding  and  paying  to  the  Plaintiffs  a  royalty  of  5  per  cent,  on  the  value  of  all 

10  bullion  recovered  by  means  of  the  said  process.  The  said  license  was  a  renewal 
of  a  previous  license  granted  by  the  Plaintiffs  to  the  Defendants,  which  expired 
on  the  2nd  of  August  1896.  (2)  By  clause  3  of  the  said  agreement  the 
Defendants  were  to  keep  correct  and  particular  accounts  and  records  of  the 
number  of  tons  of  tailings  treated,  charge  by  charge,  and  of  each  and  every 

15  the  assays  of  such  charges  and  tailings,  and  the  bullion  recovered  therefrom 
and  the  value  thereof,  and  to  furnish  to  the  Plaintiffs  all  information  required 
by  them  in  order  to  test  the  accuracy  of  the  said  returns.  (3)  Under  Clause  5 
of  the  said  agreement,  the  Defendants  agreed  and  undertook  to  purchase  from 
the  Plaintiffs  all  the  cyanide  required  for  the  said  process  during  the  con- 

SO  tinuance  of  the  said  agreement.  (4)  The  Defendants  have  used  the  said  process 
since  the  2nd  of  August  1896,  and  have  recovered  a  large  amount  of  bullion  by 
means  thereof,  but  they  refuse  to  pay  to  the  Plaintiffs  the  said  or  any  royalty 
on  the  value  of  the  bullion  so  recovered  since  the  month  of  August  1896,  and 
they  further  refuse  to  furnish  the  Plaintiffs  with  any  accounts  or  information 

25  under  Clause  3  of  the  said  agreement.    (5)  The  Defendants  have  not,  since  the 
2nd  of  August  1896,  purchased  from  the  Plaintiffs  any  cyanide  required  by ' 
them  for  the  said  process,  and,  in  breach  of  the  said  agreement,  have  purchased  ^ 
cyanide  from  other  persons.    (6)  The  Plaintiffs  claim  :  (1)  A  declaration  that' 
they  are  entitled  to  be  paid  by  the  Defendants  the  said  royalty  under  the  said 

30  agreement.    (2)  That  accounts  may  be  taken  under  Clause  3  of  the  said  agree- 
ment.   (3)  Damages  for  breach  of  Clause  5,  the  particulars  of  which  cannot 
be  furnished  by  the  Plaintiffs  until  they  have  had  inspection  of  the  Defendants* 
books. 
The  Points  of  Defence  were  as  follows : — (1)  The  Defendants  admit  the 

35  making  of  the  agreement  of  the  2nd  of  June  1^96,  but  they  do  not  admit  that 
the  terms  of  the  said  agreement  are  correctly  or  sufficiently  stated,  or  referred 
to  in  the  Points  of  Claim.  (2)  The  patents  under  which  the  Plaintiffs 
represented  that  they  held  the  patented  process,  the  subject  of  the  said  agree- 
ment in  the  South  African  Republic,  were  before,  and  at  the  time  of  the  making 

40  of  the  said  agreement,  invalid  and  of  no  effect.  This  fact  was  not  known  to  the 
Defendants  until  November  1896,  when  the  alleged  patents  were  declared  by 
the  High  Court  of  the  South  African  Republic  to  be  null  and  void  in  an  action 
brought  by  one,  Hay^  against  the  Plaintiffs.  (3)  It  was,  and  is,  an  implied 
condition  of  the  said  agreement  that  the  said  patented  process  should  be  valid  ' 

45  and  protected  by  valid  and  subsisting  patents  in  the  South  African  Republic  ; 
the  Plaintiffs  have  not,  and  never  had,  any  valid  or  protected  patented  process^ 
o;r  any  patented  process  at  a11  in  the  South  African  Republic.  When  the 
Defendants  delivered  to  the  Plaintiffs  the  said  agreement  of  the  2nd  of 
June  1896,  the  secretary  of  the  Plaintiffs  expressly  stated  to  the  Defendants 

50  that,  if  the  said  action  should  be  decided  against  the  Plaintiffs,  the  said  agree<> 
ment  would  be  void.  (4)  On  the  9th  of  December  1896,  the  Defendants,  by 
letter  of  that  date  to  the  Plaintiffs,  gave  notice  to  the  Plaintiffs  that  they 
deelined  to  be  any  longer  bound  by  the  said  agreement,  or  to  act  upon  or  under 
the  same.     If  the  Defendants  have  used  the  said  process  sitxce  the  9th  of 

5S  December  1896,  they  have  done  so  in  their  own  right,  and  not  under  the  said 

3  F 
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agreement  or  any  license  or  authority  from  the  Plaintiffs.  (5)  The  Defendants 
will  further  contend  in  the  alternative  that  the  agreement  of  the  2Snd  of 
June  1896,  and  the  respective  rights  and  obligations  of  the  Plaintiffs  and 
Defendants  thereunder,  are  govered  and  controlled  by  the  law  of  the  South 
African  Republic,  and  by  the  law  of  that  Republic  the  Plaintiffs  are  not  entitled  5 
to  hold  the  Defendants  bound  by  the  said  agreement,  the  patented  process,  the 
subject  thereof,  having  been  declared  to  be  invalid  and  having  ceased  to  be  a 
patented  process. 

On  the  22nd  of  July  1897,  joint  admissions  were  signed  by  the  solicitors  of 
both  parties,  which  were  as  follows  : — "  (1)  The  Plaintiffs  and  the  Defendants  10 
^^  are  Joint  Stock  Companies,  registered  in  England  under  the  Companies' 
"  Acts  1862  to  1890,  having  their  registered  offices  in  London,  and  carrying  on 
^'  business  in  the  South  African  Republic.  (2)  The  Defendants  have,  since 
"  the  2nd  of  August  1896,  used  the  process  referred  to  in  the  agreement  sued 
"  upon,  and  have  recovered  bullion  by  means  thereof.  The  Defendants  have  15 
^*  ref usedito  pay  any  royalty  in  respect  of  the  bullion  so  recovered,  or  to  furnish 
^'  any  accounts  thereof  since  the  account  of  the  bullion  produced  in  the  month 
"  of  August  1896.  The  Defendants  have  not,  since  the  2nd  of  August  1896, 
^*  purchased  from  the  Plaintiffs  any  cyanide  required  for  treating  the  tailings 
«  of  the  Defendants.  (3)  The  Plaintiffs  were,  until  the  4th  of  November  1896,  20 
"  the  holders  of  the  South  African  Republic  patents  numbered  47  and  74, 
**  which  patents  were  the  patents  referred  to  in  the  words  *  patented  process' 
**  in  the  agreement  of  the  2nd  of  August  1»96,  and  are  the  patents  referred  to 
^*  by  the  High  Court  of  the  South  African  Republic  in  the  judgment  given  on 
«  the  4th  of  November  1896  in  the  action  entitled  Hay  v.  The  African  Gold  25 
**  Recovery  Company,  Ld.  (4)  The  High  Court  of  the  South  African  Republic, 
"  by  their  said  judgments,  declared  the  said  patents  (Nos.  47  and  74j  of  the 
**  South  African  Republic  to  be  invalid,  and  ordered  the  same  to  be 
"  cancelled." 

The  action  came  on  before  Mathbw,  J.  30 

Bousfield,  Q.C.,  and  Fox  (instructed  by  Davidson  and  MortHse)  appeared  on 
behalf  of  the  Plaintiffs ;  Rohson,  Q.C.,  and  Bremner  (instructed  by  Ashurst^ 
MorriSy  and  Crisp)  appeared  on  behalf  of  the  Defendants. 

Bousfieldy  Q.C.,  for  the  Plaintiffs.— At  the  time  the  agreement  of  the  2nd  of 
June  1896  was  entered  into,  the  proceedings  in  the  Tians-^^wd,  as  to  the  validity  35 
of  the  patents,  had  been  commenced,  and  the  Defendants  were  aware  thereof. 
The  Defendants  are  bound  to  pay  the  royalties  under  that  agreement,  not- 
withstanding that  the  patents  have  been  cancelled. 

Rohson,  Q.C.,  for  the  Defendants. — ^We  admit  that,  even  if  the  patent  be 
declared  invalid,  so  long  as  it  remains  unrevoked,  we  are  estopped  from  40 
questioning  its  validity,  but  if  the  patent  is  revoked  a  different  state  of  things 
arises,  and  the  analogy  of  landlord  and  tenant  arises.  So  long  as  a  tenant  remains 
in  possession  he  cannot  question  his  landlord's  title  ;  but  if  he  is  evicted  then  he 
can,  and  is  not  bound  to  pay  the  rent.  The  cancellation  of  a  patent  is  equivalent 
to  eviction,  and  it  is  a  good  plea  in  an  action  like  the  present  [He  cited  45 
Haigh  v.  Malihyy  3  D.  &  E.  438 ;  Clark  v.  Adie,  L.R.  2  A.C.  423  ;  Neilson  v. 
Fothe7*gilly  1  Webs.  287  ;  Cutler  v.  Bower,  11  Q.B.  N.S.  973 ;  and  Lawes  v. 
Purser,  6  E.  &  B.  931.]  There  is  nothing  in  these  cases  against  my  point,  that 
where  there  is  a  revocation  of  a  patent,  that  is  equivalent  to  eviction,  and  the 
licensee  is  relieved  from  further  payment.  50 

Bousfleld,  Q.C.,  in  reply. — There  is  no  case  in  which  it  has  been  decided  that 
the  cesser  of  a  patent  is  equivalent  to  eviction.  [Mathbw,  J.— In  this  case 
there  has  been  cancellation,  which  Mr.  Rohson  says  is  more  than  cesser.]  I  do 
not  acquiesce  in  that.  There  is  no  authority  which  actually  governs  this  case. 
On  principle,  the  Defendants  have  bargained  with  reference  to  a  doubtful  55 
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state  of  afibirs,  and,  up  to  December  last,  were  enjoying  everything  they  had 
bargained  for.  They  have  a  right  during  the  future  not  only  to  use  the 
process,  but  to  have  communicated  to  them  by  the  Plaintiffs  any  improvements 
they  may  make  in  the  process,  and  that  may  be  a  substantial  thing.  [He  cited 
5  Hall  V.  Conder,  2  C.B.  N.S.  22.] 

Mathbw,  J. — In  this  case,  I  am  clearly  of  opinion  that  my  judgment  must  be 
for  the  Plaintiffs  :  that  they  are  entitled  to  the  declaration  they  ask  for.  The 
evidence  before  me  is  contained  in  the  admissions  which  the  parties  have 
respectively  made.    The  question  turns  on  the  construction  of  an  agreement, 

10  entered  into  on  the  2nd  of  June  1896,  for  the  use  of  the  process  which  the 
Plaintiffs  had  patented.  It  is  clear  that  that  agreement  followed  others 
which  had  been  entered  into  for  similar  purposes,  and,  at  the  time  when  the 
last  agreement  was  entered  into,  proceedings  had  been  commenced  in  South 
Africa  to  revoke  the  patent,  it  being  a  South  African  patent.  Those  proceedings 

15  were  ultimately  successful,  but  were  not  successful  until  the  month  of  December 
1896.  Meanwhile,  from  the  date  of  this  agreement,  which  is  the  2nd  of  June 
1896,  the  patented  process  had  been  used,  and  continued  to  be  used,  by  the 
Defendants.  To  that  extent  they  had  the  full  benefit  of  this  agreement.  Their 
answer  to  the  present  action  is,  that  the  patent  has  been  declared  to  be  invalid 

20  by  the  Courts  of  South  Africa,  and  has  been  ordered  to  be  cancelled.  Mr. 
Robson  contended  that  the  fact  that  the  patent  had  been  ordered  to  be  cancelled 
gave  his  clients  the  right  to  defend  this  action.  He  admitted  that,  as  a  general 
rule,  a  licensee  cannot  dispute  the  validity  of  the  patent,  and  that  he  is  bound 
to  pay  royalties  under  the  terms  of  his  agreement.    Notwithstanding  that,  the 

25  supposed  patentee  may  admit  that  the  patent  is  invalid  ;  and  Mr.  Robson 
admitted  that,  if  the  proceedings  were  taken  by  a  third  party,  and  in  that 
litigation  the  patent  was  declared  to  be  invalid,  that  would  afford  no  defence 
to  an  action  under  an  agreement  of  this  description.  He  said  this  case  goes 
beyond  either  of  the  cases  which  have  been  put,  because  here  the  patent  has 

30  been  ordered  to  be  cannelled ;  and,  laying  hold  of  that  word,  Mr.  Robsofi 
proceeded  to  apply  the  analogous  case  of  landlord  and  tenant,  and  pointed  out 
that,  in  numerous  decisions,  the  case  of  patentee  and  licensee  has  been  put  on 
the  same  footing  as  the  case  of  landlord  and  tenant — in  each  there  is  an  estoppel  of 
the  same  sort.  You  make  an  agreement,  and  are  supposed  to  have  looked  round 

35  and  contemplated  the  possibility  of  the  termination  of  the  patent.  Neverthe- 
less, you  deliberately  make  an  agreement  to  pay  a  certain  royalty  as  long  as 
the  patented  process  is  used.  But,  says  Mr.  Robson,  take  the  case  of  landlord 
and  tenant ;  it  is  clear  that  as  long  as  the  tenant  remains  in  possession,  though 
under  a  landlord  who  has  no  title,  he  is  bound  to  pay  rent ;  but  the  moment 

40  he  is  evicted,  he  ceases  to  be  liable  to  pay  rent,  and  the  estoppel  is  no  longer 
binding  on  him ;  and  here  the  analogy,  Mr.  Robson  says,  is  complete.  There 
is  an  eviction  here,  because  this  patent  has  been  cancelled  ;  but,  unfortunately, 
when  the  point  was  reached  where  authority  was  wanted  to  establish  the  analogy 
between  eviction  and  cancellation,  authority  ceased.    The  principle,  never- 

45  theless,  is  perfectly  clear,  and  the  fact  that  the  phrase  *'  cancellation  "  is  used 
in  this  judgment  makes  no  defence.  The  case  is  the  ordinary  one  of  a  licensee 
under  a  patent  who  is  bound  to  adhere  to  the  terms  of  his  agreement  as  long  as 
he  uses  the  patented  process;  the  analogy  with  evictions  altogether  fails 
because  there  is  nothing  here  to  prohibit  the  use  of  this  patented  process. 

SO  There  is  no  declaration  in  law  that  the  patent  ought  not  to  be  used,  and  it  is 
clear,  from  the  admissions,  that  the  process  has  been  used,  and  has  been 
continued  to  be  used,  down  to  December  1896.  I,  therefore,  give  judgment 
for  the  Plaintiffs,  and,  as  a  matter  of  form,  I  suppose,  the  judgment  will  follow 
the  claim. 

55      Bousfield,  Q.C. — I  suppose  there  will  be  no*  difficulty  between  us ;  your 
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Lordehip  will  formally  give  us  judgment  for  an  account  as  well,  but  we  do  not 
want  to  enforce  that. 

Mathew,  J. — There  will  be  judgment  for  the  declaration  which  you  appear 
to  be  entitled  to,  and  also,  as  a  matter  of  form,  for  an  account. 

Bovsfieldy  Q.C. — There  is  one  other  thing  ;  but  that,  I  should  think,  could  be  5 
adjusted  between  us.    For  some  months  past  they  were  bound  to  order  all 
their  cyanide  from  us  at  a  certain  price;  for  some  months  past  they  have 
refused  to  do  that,  and,  obviously,  that  is  a  breach  of  covenant. 

Mathew,  J.— What  is  the  loss  of  profit  from  that  ? 

BobsoHj  Q.C. — I  believe,  as  a  matter  of  fact,  we  have  not  bought  any  cyanide  10 
whatever. 

Bousfield^  Q.C. — If  your  Lordship  will  give  us  the  declaration  which  we  are 
entitled  to,  I  have  no  doubt  we  can  settle  the  amount. 

Robsonj  Q.C. — If  the  judgment  follows  the  claim  for  a  declaration  that  they 
are  entitled,  and  so  on,  and  for  an  account — ^if  an  account  be  necessary — that  15 
will  be  quite  sufficient. 

Boxisfield,  Q.C. — We  can  adjust  these  back  matters. 

BobsoUy  Q.C. — The  account  will  be   an  account  of  any  cyanide  we  might 
have  purchased  elsewhere. 
.  Mathew,  J. — ^There  will  be  liberty  to  apply.  20 

Bousfieldy  Q.C. — And  your  Lordship  gives  judgment  with  costs  ? 

Mathew,  J.— Yes. 


I 
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In  the  High  Court  op  Justice.— Chancery  Division. 

Before  Mr.  Justice  Stirling. 

Jane  18th,   and    July  6th,    1897. 

In  the  Matter  of  Ehrmanns'  Trade  Marks. 

5  Trade  Marks.  —  Eegistration.  —  Dissolution  of  partnership.  —  Separate 
applications  hy  members  of  dissolved  firm  to  register  Trade  Maries  used  by  such 
firm.-'Patents,  &c.  Actj  Sections  70,  71,  72,  75,  77,  and  79. 

A  firm  of  five  partners,  who  carried  on  business  ufider  tivo  firm  names, 
dissolved  partnership  by  a  deed  which  provided  for  the  business  being  carried 

10  on  by  four  of  them  under  one  of  thp  old  firm's  names,  and  also  by  the  fifth 
(F.)  under  the  other  firm's  tmme,  and  for  the  use,  by  all  of  them,  of  the  Trade 
Marks  of  the  old  firm,  eight  of  which  were  registered  in  London,  and  the  ninth 
in^New  South  Wales,  and  for  applications  by  the  new  firm,  ayid  also  F.  to 
register  certain  new   Trade  Marks,   which  were  duplicates  of  the  old  Trade 

15  Marks,  with,  in  some  cases,  certain  small  modifications  rendered  necessary  by 
the  terms  of  the  deed.  The  applications  having  been  made,  the  Comptroller 
refused  some  of  them,  and,  in  others,  referred  the  Ajjplicants  to  the  Court,  under 
Section  71  of  tJie  Patents,  Ac.  Act,  1883.  The  Applicants,  by  appeals  and 
motions,  brought  tfie  matter  before  the  Court. 

20  Held,  that  the  Comptroller  ought  not  to  be  directed  to  proceed  with  the 
applications,  and  that  this  was  not  a  case  in  which  the  Court  ought  to 
make  an  order  under  Section  72  of  the  Act. 

On  the  23rd  of  December  18'J7,  Ferdi^iand  Baruch  Ehrmann,  Salomon 
Ehrmann,   Victor  Ehrmann,  Samuel  Ehrmann,  and  Moritz  Ehrmann,  who 

25  had  been  previously  carrying  on  business  as  wine  merchants  in  co-partnership 
under  the  styles  of  Ehrmann  Freres  and  Ehrmann  BrotJiers,  executed  a  deed 
of  dissolution.  The  material  clauses  of  this  deed,  for  the  purposes  of  this 
report,  will  be  found  in  the  judgment  of  the  learned  Judge ;  but  it  may  be 
ghortly  stated  that,  by  this  deed,  the  goodwill  of  the  partnership  business  was 

30  to  belong  to  the  parties,  and  the  business  was  to  be  continued  by  them,  but  by 
F.  B.  Ehrmann,  under  the  style  of  Ehrmann  Brothers,  and  by  the  others 
as  Ehrmann  Freres,  that  the  parties  should  be  entitled  to  use  the  Trade  Marks 
of  the  old  firm,  w^hich  were  specified  in  the  first  schedule  to  the  deed,  but 
with  certain  variations  to  carry  out  the  provisions  of   the  deed ;  and  that 

35  F.  B.  EJirm^nn  was  to  apply  to  register  the  Trade  Marks  specified  in  the 
second  schedule,  and  the  other  parties  were  to  apply  to  register  the  Trade 
Marks  specified  in  the  third  Schedule,  and  it  was  provided  that,  "if  the 
"  Comptroller-General,  or  any  Court  or  other  authority,  shall  make  it  a 
"  condition  of  granting  the  applications  (a)  and  (b)  hereinbefore  provided  to  be 

40  **  made,  or  any  of  them,  that  the  registrations  of  the  said  Trade  Marks 
"  mentioned  in  the  said  first  Schedule  thereto,  or  any  of  them,  shall  be  cancelled 
**  under  Section  111  (c)  of  the  Patents.  Designs,  and  Trade  Marks  Acts,  1883-1888, 
*•  then  the  several  parties  hereto  shall,  at  their  own  expense,  do  and  execute,  or 
"  concur  in  doing  and  executing,  all  acts  and  documents  necessary  to  procure 

45  *^  such  cancellation.*' 

The  Trade  Marks  specified  in  the  first  Schedule  were  eight  Trade  Marks 
registered  at  the  Patent  Office  in  London,  and  a  ninth,  which  was  a  label  used 
by  the  old  firm,  but  only  registered  in  New  South  Wales.    The  Trade  Marks 

3  Q 
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specified  in  the  second  Schedule  were  the  same  as  those  in  the  first,  but  varied, 
as  F.  B.  Ehrmann  was  required  by  the  deed  to  vary  those  in  use.  The 
Trade  Marks  specified  in  the  third  Schedule  were  also  the  same  as  those  in  the 
first,  but  varied,  as  the  other  parties  were  required  by  the  deed  to  vary  them. 

On  the  8th  of  January  1897  Salomon  Ehrmann,  Victor  Ehrmann^  Samuel  5 
Ehrmann,  and  Moritz  Ehrmann,  trading  as  Ehrmann  Freres,  and  hereinafter 
called  the  Applicants,  applied  to  register  eight  Trade  Marks,  and,  at  the  same 
time,  Ferdinand  Baruch  Ehrmann,  trading  as  Ehrmann  Brothers^  applied  to 
register  seven  Trade  Marks.  These  applications  were  made  pursuant  to  the 
provisions  to  the  above-mentioned  deed.  10 

With  regard  to  some  of  the  applications  of  the  parties,  other  than 
F,  B.  Ehrmann,  the  Comptroller-General  refused  the  applications,  on  the  ground 
of  their  resemblance  to  some  of  the  aforesaid  registered  Trade  Marks,  and  also 
called  attention,  under  Section  71  of  the  Patents,  &c.  Acts,  1883-8,  to  the 
corresponding  applications  of  F.  B,  Ehrmann.  With  regard  to  the  other  15 
applications,  the  Comptroller-General,  in  each  case,  called  attention  to  the 
corresponding  application  of  F.  B.  Ehrmann^  and  stated  that,  in  view  of 
Section  71,  he  declined  to  proceed  with  the  Applicants'  application,  or  with 
that  of  F.  B.  Ehrmann,  until  their  respective  rights  had  been  determined  by 
law,  and  required  the  Applicants  and  the  said  F.  B.  Ehrmann  to  submit  their  20 
rights  to  the  Court  accordingly. 

The  Comptroller  took  the  same  course  with  respect  to  the  applications  made 
by  F.  B.  Ehrmann. 

The  Applicants  appealed  to  the  Board  of  Trade  from  the  refusals  of  the 
Comptroller-General,  as  also  did  F.  B.  Ehrmann.    The  appeals  were  referred  25 
to  the  Court,  and  notices  of  motion,  by  way  of  appeal,  were  duly  given. 

The  Applicants  also  served  notice  of  motion  on  F.  B.  Ehrmann,  "  that 
**  the  Comptroller-General  of  Patents,  Designs,  and  Trade  Marks,  having 
"  under  Section  71  of  the  above-mentioned  Acts,  required  the  Applicants,  and 
"  also  Ferdinand  Baruch  Ehrmann,  of  43,  Finsbury  Square,  London,  E.C.,  30 
"  to  submit  to  the  Court  their  rights  in  reference  to  the  above-mentioned 
*^  applications,  and  also  in  reference  to  an  application  made  by  the  said 
"  Ferdinand  Baruch  Ehrmann  on  the  same  day  as  the  above-mentioned 
"  application  for  registration  by  him  of  Trade  Mark  (No.  5^01,098),  such  rights 
"  may  be  submitted  to  the  Court  by  this  motion,  and  that  the  Court  may  dedare  35 
"  that  the  Applicants  are  entitled  to  obtain  registration  of  the  above-mentioned 
"  Trade  Marks  (Nos.  201,089  and  201,090)." 

A  similar  notice  of  motion  having  been  served  on  the  Applicants  by 
F.  B.  Ehrmann,  all  the  motions  came  on  together,  before  Mr.  Justice 
Stirling.  40 

Oraham  Hastings,  Q.C.,  and  John  Cutle^\  Q.C.  (instructed  by  Ooldberg, 
Langdon,  Barrett,  and  Newall)  appeared  for  Ehrmann  Freres  ;  Buckley,  Q-C^ 
and  H.  Terrell  (instructed  by  Wild  and  Wild)  appeared  for  F.  B.  Ehrmann; 
Sir  B.  Webster,  A.G.,  and  Ingle  Joyce  (instructed  by  the  Solicitor  to  the  Board 
of  Trade)  appeared  for  the  Comptroller-General.  ^ 

Hastings,  Q.C,  and  John  Cutler,  Q.C,  for  the  Applicants.— The  parties  are 
not  desirous  of  retaining  the  old  marks  on  the  Register,  provided  the  marks 
applied  for  are  registered.  We  will  undertake  to  cancel  the  old  marks  when 
the  new  marks  come  on.  [The  Attorney-General. — I  cannot  accept  such  an 
undertaking.  The  existence  of  the  old  marks  on  the  Register  is  a  fatal  objec-  50 
tion  to  the  applications.]  Under  Section  91,  the  Comptroller  would,  as  a 
matter  of  course,  cancel  the  old  marks  on  the  application  of  the  proprietore, 
and  we  ask  for  an  order  that  the  Comptroller  do  proceed  with  the  appUcationa, 
such  order  not  to  be  completed  until  the  old  marks  are  cancelled.  This  is  a 
case  of  the  devolution  of  Trade  Marks  on  the  dissolution  of  a  firm,  and  55 
Dent  V.  Turpin,  2  J.  and  H.  147,  shows  that  two  persons  may  become  entitled 
to  use  the  Trade  Marks  of  an  old  firm,  and  can  each  sue  for  infringement  theireof. 
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We  also  rely  upon  Banks  v.  Gibson,  M  Bea.  566,  and  Hanson  v.  Game,  9  R.P.C. 
186.  Section  72  (1)  gives  the  Court  power  to  order  the  same  marks  to  be 
registered  for  the  same  goods  by  different  person?.  Of  course  this  power  would 
only  be  exercised  under  special  circumstances.  We  submit  that  when  a  firm  is 
5  dissolved,  and  the  outgoing  partners  are  entitled  to  the  Trade  Marks  of  the 
firm,  that  is  such  a  circumstance.  [STIRLING,  J.— Suppose  the  case  of  five 
partners  ;  ought  they  all  to  be  registered  ?]  Perhaps  not ;  in  such  a  case  the 
Trade  Marks  might  become  common  property,  as  being  used  by  more  than 
three  persons  or  firms  ;  but  that  is  not  this  case,  where  only  two  parties  are 

10  seeking  registration.  [STIRLING,  J.— If  you  apply  under  Section  87,  do  you 
not  get  rid  of  the  difificulty  ?]  No,  we  could  not  get  what  we  desire  under  that 
section,  because,  in  the  case  of  some  of  the  marks,  they  are  not  absolutely 
identical  with  the  old  ones,  and  one  label  is  not  registered  in  this  country. 
If   the    Statute   does    not  meet    this    case,  some  further   legislation    would 

15  seem  to  be  desirable.    They  als3  referred  to  Benhow  v.  Low,  44  L.T.  N.S.  875. 
Buckley,  Q.C.,  opened  the  motions  for  F.  B.  Ehrmann. 
Sir  R.'  Wehstei\  A.G.— The  objection  is  to  registering  the  same  marks  in  the 
names  of  two  parties,  because  it  would  mislead  the  public.     Section  72  applies 
only  to  old  Trade  Marks,  and  the  effect  is,  that  the  Comptroller  is  not  to  register 

20  identical  marks  for  the  same  goods  for  two  persons.  Section  70  shows  that  it  is 
not  intended  to  have  the  same  Trade  Marks  for  two  goodwills.  Section  73, 
although  it  only  goes  to  part  of  the  Trade  Mark,  shows  that  a  whole  Trade 
Mark  which  is  calculated  to  deceive  cannot  be  registered.  The  fact  that  the 
two  Applicants  each  consent  to  ihe  other's  application  does  not  entitle  the 

85  Court  to  accede  to  the  applications.  See  the  judgments  of  Lindley,  L.J., 
Lopes,  L.J.,  and  Kay,  L.J.,  in  DewhursCs  case,  L.K.  1896,  2  Ch.  139, 13  R.P.C. 
2*8.  This  is  a  stronger  case  than  DewhursVs  case.  The  Applicants  here  are 
endeavouring  to  get  exclusive  rights  as  against  the  public.  Dent  v.  Turptn 
and  Sanson  v.  Game  were  not  cases  of  registration. 

SO      John  Putler,  Q.C.,  in  reply.  — The  language  of  Section  72  is  perfectly 

Sneral,  and  it  is  not  confined  to  old  marks.  All  the  alleged  objections  to 
Ting  two  new  marks  on  the  Register  in  the  names  of  different  persons  apply 
equally  to  old  marks.  It  is  clear  that  the  two  sets  of  Applicants  can  legally  use 
the  Trade  Marks  at  present  on  the  Register,  and  what  they  wish  is  to  have  the 

tl5  protection  of  registration  in  their  own  names,  so  as  to  enable  them  to  sue  for 
infringement  under  Section  77. 

STIRLING,  J.— Down  to  December  last,  five  brothers  named  Ehrmann 
carried  on  business  in  partnership,  as  wine  and  spirit  merchants,  in  the  City  of 
London,  under  the  style  of  Ehrmann  Brothers  and  Ehrmann  Freres.    In  the 

40  course  of  this  business  they  used  various  Trade  Marks.  In  1894,  four  of  them 
brought  an  action  against  the  fifth  for  a  dissolution  of  partnership,  and,  by  a 
deed  dated  the  23rd  of  December  1896,  the  suit  was  brought  to  a  termination, 
and  the  partnership  was  dissolved  on  the  terms  therein  stated.  Certain  of  the 
stipulations  contained  in  the  deed  relate  to  these  Trade  Marks.    The  material 

45  portions  are,  first  of  all,  the  recitals.  One  recital  is,  "Whereas  the  Msets  of 
"  the  business  comprise,  among  other  things,  the  trade  names,  Ehrmann 
"  Brothers  and  Ehrmann  Freres,  and  the  benefit  thereof,  the  Trade  Marks 
*•  *  Golden  Goblet '  and  other  Trade  Marks,"  and  certain  other  things.  Then 
Clause  2  provides  that  the  partnership  carried  on  under  the  names  of  Ehrmann 

50  Brothers  and  Ehnnann  Freres  should  "stand  and  be  dissolved  as  from 
"the  date  hereof."  Then  Clause  4  is,  "The  business  of  the  existing  firm 
"  shall  belong  to,  and  be  carried  on  by  the  parties  hereto,  in  manner  follow- 
"ing;  that  is  to  say,  F.  B.  Ehrmann,  and  any  person  or  persons  claiming 
"  through  or  under  him,  may  carry  on  the  same  under  the  name  of  Ehrmann 

65  "  Brothers,  or  any  other  name,  not  being  Eh7^mann  Freres  (which  he  or  they 
"  shall  not  be  entitled  to  use),  or  a  colourable  imitation  thereof,  and  the  other 
"  partners  and  every  of  them,  and  any  person  or  persons  claiming  through  or 

3  Q  2 
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^*  under  them  or  any  of  them,  may  carry  on  the  same  under  the  name  of 
"  Ehrmann  Freres^  or  any  other  name  not  being  Ehrmann  Brothers  (which 
"  they  or  he  shall  not  be  entitled  to  use),  or  a  colourable  imitation  thereof." 
Then,  <*  No  value  shall  be  put  upon  the  goodwill  of  the  business  in  settling  the 
"  accounts  of  the  firm,  and  such  goodwill  shall,  subject  to  the  provisionB  of  5 
"  these  presents,  continue  in  and  belong  to  the  parties  hereto,  and  nothing  in 
"  these  presents  contained  shall  prejudice  or  affect  the  rights  of  any  of  the 
"  parties  hereto  to  solicit,  by  himself  or  his  agents,  or  by  any  advertisement, 
"  circular,  or  other  trade  document,  any  present  or  past  customers  of  the 
"  existing  firm  to  purchase,"  and  so  on.  Then  Clause  6  is,  "J?'.  B.  Ehrmann,  10 
"  and  any  person  or  persons  claiming  through  or  under  him,  while  carrying  on 
''  business  in  accordance  with  Clause  4  hereof,  and  also  the  other  partners  and 
"  every  of  them,  and  any  person  or  persons  claiming  through  or  under 
"  them  or  any  of  them,  while  carrying  on  business  in  accordance  with  Clause  4 
**  hereof,  shall  be  entitled,  subject  as  hereinafter  mentioned,  to  use  all  or  any  15 
"  of  the  Trade  Marks  mentioned  in  the  first  schedule  hereto,"  those  being  the 
Trade  Marks  which  had  been  used  in  the  course  of  the  business,  **  provided 
"  always  that  in  using  Trade  Mark  No.  71,291,  the  words  '  sole  agents  for  the 
"  *  Continent  and  Colonies,  Ehrmann  Brothers^  2,  Oresham  Buildings,  Ijondon, 
"  *  E.C.,'  shall  be  omitted,  and  no  words  of,  or  to  the  same  purport  or  20 
"  effect,  shall  be  used  in  lieu  thereof :  and  in  the  case  of  any  Trade 
*'  Mark  containing,  as  part  thereof,  the  words  *  Ehrmann  Freres,^  the  said 
"  F.  B.  Ehrmann^  and  any  person  or  persons  claiming  through  or 
"  under  him  as  aforesaid  shall,  in  the  use  thereof,  omit  the  name  Ehrmann 
"  Freres,  but  with  liberty  to  substitute  Ehrmann  Brothers,  or  any  other  name  25 
"  not  being  a  colourable  imitation  of  Ehrmann  Freres  :  and,  in  the  case  of 
"  any  Trade  Mark  containing  as  part  thereof  the  name  Ehrmann  Brothers, 
"  the  other  partners,  or  any  of  them,  and  any  person  or  persons  claiming 
•*  through  or  under  them  or  any  of  them,  as  aforesaid,  shall,  in  the  use  thereof, 
**  omit  the  name  Ehrmann  Brothers,  but  with  liberty  to  substitute  i5?/*rwiann  30 
a  Freres,  or  any  other  name  not  being  a  colourable  imitation  oVEhrmann 
"  Brothers:'  Then  Clause  7  is,  •*  Any  of  the  parties  hereto  shall  be  at  liberty 
**  to  sue  any  person  or  persons  for  infringement  of  the  said  Trade  Marks 
**  mentioned  in  the  first  Schedule  hereto,  or  any  of  them,  claiming  an  injunction 
**  and  damages,"  and  so  forth,  "and  for  this  purpose  (so  long  as  any  Trade  Mark  35 
'^  sued  upon  remains  on  the  Register)  to  use  the  names  or  name  of  the  other 
**  parties  hereto,  or  any  of  them,  or  persons  claiming  through  them  or  any  of 
^*  them ;  but,  if  using  such  names  or  name,  shall  indemnify  the  persons  or 
^  person  whose  names  or  name  shall  be  so  used  against  any  liability  or  loss  in 
"  respect  of  such  user  "  ;  and  then  there  are  provisions  with  regard  to  damages.  40 
Then  Clause  11  provides,  "Within  21  days  from  the  date  hereof,  and  at  one  and 
"  the  same  time,  applications  shall  be  made  to  the  Comptroller-General  of 
"  Patents,  Designs,  and  Trade  Marks,  as  follows,  viz. : — (a)  Applications  by  the 
"  said  F.  B.  Ehrmann  to  register  in  his  name  the  Trade  Marks  specified  in  the 
"  second  Schedule  hereto  ;  and  {b)  applications  by  the  other  partners  to  45 
"  register  in  their  names  the  Trade  Marks  specified  in  the  third  Schedule 
**  hereto.  The  said  applications  shall  be  made  in  manner  following^  that  is 
"  to  say,  the  necessary  forms  of  application  shall  be  signed  by  the 
"  parties  applying,"  and  so  forth.  I  need  not  read  the  whole  of  the 
stipulations.  The  first  Schedule  contains  a  list  of  nine  Trade  Marks,  of  which  50 
eight,  I  think,  were  registered ;  and  the  last,  the  ninth,  is  referred  to  in  the 
Certificate  of  the  Registrar-General  of  Trade  Marks  in  New  South  Wales,  dated 
the  13th  of  February  1892.  It  is  not  registered  in  England,  though,  apparently, 
it  had  been  registered  in  New  South  Wales.  Then  the  second  Schedule,  which 
contains  a  list  of  the  Trade  Marks  for  which  F.  B.  Ehrmann  was  to  apply  for  55 
registration,  consists  of  a  series  of  Trade  Marks  identical  with  those  m«- 
tioned  in  the  first  schedule,  with  the  exception,  in  some  cases,  of  some  sl^t 
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and  nnessential  variations  ;  and  the  third  Schedule  contains  a  similar  list 
with  reference  to  the  applications  to  be  made  by  the  four  brothers  who  are 
now  carrying  on  business  apart  from  F.  B.  Erhmann. 
In  pnrsnance  of  Clause  11,  two  sets  of  applications  have  been  made  for  the 
6  registration  of  these  nine  Trade  Marks.  These,  as  appears  by  the  Schedale 
itself,  are  practially  identical  with  each  other,  and  are  practically  also  identical 
with  those  in  use  by  the  old  firm.  The  applications  were  made,  in  accordance 
with  the  clause,  in  the  names  of  the  new  firms  of  Ehrmann  Brothers  and 
Ehrmann  Freres.    The  Compfcroller,  having  refused  to  accede  to  any  of  the 

10  applications,  the  Applicants  have  appealed  from  his  decision,  and  the  appeals 
have  been  referred  to  the  Court,  and  brought  forward  by  motions  on  behalf 
of  the  respective  Applicants,  asking  that  the  Comptroller  may  be  directed  to 
proceed  with  the  application. 

Now,  as  regards  the  eight  Trade  Marks  already  on  the  Register,  the  Comp- 
ly troller  raises  the  objection  that,  under  Section  72,  sub-section  1,  he  cannot 
proceed  with  the  applications  until  the  existing  entries  have  been  cancelled. 
An  order  for  cancellation  may  probably  be  made  under  Section  91,  sub- 
section (c\  but  no  application  for  that  purpose  has  yet  been  made.  It  was 
stated  at  the  Bar  that  the  Applicants  are  willing  to  make  any  necessary  appllcsl- 

20  tion,  subject  to  this  proviso  t^^That  the  order  for  cancellation  is  made  simul- 
taneously with  the  registration  of  the  marks  in  accordance  with  the 
applications.  It  is  possible  that  this  might  be  arranged  for;  but  the  Comp- 
troller raises  another  objection  which  is  of  a  serious  nature,  namely,  that 
even  supposing  the  existing  marks  were  removed  from  the  Register,  identicsLl 

25  new  marks,  as  these  must  be  treated  as  being,  ought  not  to  be  registered 
in  the  names  of  two  different  persons.  This  objection  applies  directly  and 
immediately  with  reference  to  the  ninth  mark,  which  is  not  at  present  oh 
the  Register,  and  with  reference  to  which,  consequently,  the  objection  raised 
in  the  first  instance  by  the  Comptroller  does  not  apply. 

30  Now,  in  strictness,  neither  of  the  Clauses  of  Section  72  applies  to  this  last 
mark,  because  what  is  provided  there  is,  "  Except  where  the  Court  has  decided 
**  that  two  or  more  persons  are  entitled  to  be  registered  as  proprietors  of  the 
^'  same  Trade  Mark,  the  Comptroller  shall  not  register,  in  respect  of  the  same 
"  goods  or  description  of  goods,  a  Trade  Mark  identical  with  one  already  on 

35  **  the  Register,  with  respect  to  such  goods  or  description  of  goods  ;*'  and  then 
the  second  clause  is,  "The  Comptroller  shall  not  register  with  respect  to  the 
"  same  goods  or  description  of  goods,  a  Trade  Mark  so  nearly  resembling  a 
**  Trade  Mark  already  on  the  Register,  with  respect  to  such  goods  or  description 
*•  of  goods  as  to  be  calculated  to  deceive."    In  both  cases  the  limitation  is  with 

40  reference  to  a  mark  already  on  the  Register.  It  was  laid  down  by  the  Court  of 
Appeal  in  the  case  of  In  re  The  Australian  Wine  Importers^  Ld.^  which 
is  reported  in  41  Chancery  Division,  at  page  278,  that  the  Court  has  a  discretion 
as  to  whether  the  registration  is  not  prohibited — as  to  whether  it  is  such  a 
registration  as  the  Court  ought  not  to  encourage  by  directing  the  Comptroller 

45  to  go  on.  It  was  there  held  that  the  registration  of  the  mark,  a  golden  fleece, 
in  respect  of  wine,  ought  not  to  be  permitted  in  the  face  of  the  opposition  of 
the  owner  of  a  mark  of  the  same  kind,  registered  in  respect  of  spirits,  but  not 
of  wines,  on  the  ground  that  the  use  of  such  a  mark  was  calculated  to  deceive 
when  applied  to  goods  of  a  description  similar  to  the  goods  in  question,  in 

50  respect  of  which  registration  had  already  taken  place. 

In  the  case  of  In  re  Trade  Mark  of  John  Dewhurst  and  Sons,  Ld,^ 
which  is  reported  in  1896,  2  Chancery,  at  page  137,  it  was  further  held  by 
the  Court  of  Appeal  that  a  mark  which,  in  the  judgment  of  the  Comptroller, 
had  such  a  resemblance  to  one  on  the  Register,  as  to  be  calculated  to  deceive, 

55  ought  not  to  be  registered,  even  if  the  owner  of  the  registered  mark  consented 
to  the  registration.  For  the  grounds  of  this  decision,  I  refer  to  two  passages 
in  the  judgment  of  I^rd  Justice  LincUey.    There  it  was  sought  to  register 
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certain  words  ip  Burmese,  which,  in  English,  meant  **  The  Golden  Fan  Brand  ; 
here  was  already  a  golden  fan  on  the  Register,  and  the  Lord  Justice,  on 
page  147,  says,  '*We  know  perfectly  well  that  if  you  once  put  upon  the 
"  Register  a  golden  fan  in  the  shape  of  a  picture  like  Mr.  Boijd^s,  and  you 
«  also  put  upon  the  Register  a  mark  called  *The  Golden  Fan,'  although  witliout  5 
"a  golden  fan,  the  two  must  mislead  the  public,  and  Mr.  Boyd^s  consent  ib  no 
"  answer  to  that.  His  consent  is  important  in  this  respect,  that  it  would  be 
*'  some  evidence  that,  in  his  opinion,  the  words  were  not  calculated  to  deceive, 
"  at  all  events,  to  any  extent  which  injures  him.  I  am  assuming,  of  course, 
**  that  there  are  no  pecuniary  arrangements  between  them  which  would  ajnonnt  10 
"  to  a  purchase  and  sale."  Then,  later  on,  on  page  148,  the  Lord  JuBtioe 
says,  "  Let  us,  then,  consider  what  the  position  of  the  Register  will  be,  aim 
"  how  far  the  interests  of  the  public  will  be  protected  if  this  mark  is  registered. 
"  As  to  the  consents,  I  do  not  say  that  they  are  immaterial.  They  are  valuable 
"  as  affording  some  evidence  that  there  will  not  be  deception  ;  but  when  yon  15 
**  come  to  consider  that  these  Trade  Marks  are  on  the  Register  for  an  indefinite 
"  time,  when  you  consider  that  unless  they  are  restricted  to  particular  countries 
«  —which  is  a  point  I  will  deal  with  presently— they  are  applicable  all  over  the 
**  world,  and  when  you  consider  how  they  are  sold  and  passed  from  one  hand  to 
**  another,  these  consents  do  not  protect  the  public  in  the  least ;  and  I  do  not  SO 
"  see  how  any  amount  of  evidence  can  get  over  the  diflficulty  that  there  iwill 
**  be  upon  the  Register  two  Trade  Marks  one  a  picture  of  a  gold  fan,  and  the 
"  other  the  words  *  The  Golden  Fan,'  which  ought  not,  in  my  judgment,  to  be 
"  allowed,  by  reason  of  the  obvious  deception  there  will  be  if  these  words  are 
"  used  in  the  course  of  trade  in  other  countries  than  Burmah.  Therefore,  I  2S5 
**  think,  on  that  principle,  which  is  an  extremely  far-reaching  one,  that  the 
"  Comptroller  is  right."  It  was  also  held,  in  that  case,  that  the  mark  ought  not 
to  be  put  on  the  Register,  on  the  condition  that  it  was  only  to  be  used  in 
Burmah. 

Now,  what  is  prohibited  by  Section  72  is  the  registration  by  the  Comptroller  30 
of  a   mark  identical  with  one  already  on  the   Register,  or  having  socli  a 
resemblance  to  it  as  to  be  calculated  to  deceive.     But  these  provisions  exist, 
according  to  the  decisions  of  the  cases  to  which  I  have  referred,  not  merely 
for  the  benefit  of  the  owners  of  the  Trade  Marks,  but  for  the  protection  of  the 
public.    There  are,  at  least,  two  evils  attendant  on  the  registration  of  identical  35 
or  similar  Trade  Marks ;  first,  the  certainty  of  confusion,  and  secondly,  the 
high  probability  of  deception;  and  I  read  the  judgments  of  the  Court  of  Appeal, 
delivered  in  Detvhursfa  case,  as  meaning  that  such  registration  ought  not  ^  to 
permitted  unless  the  Court  is  satisfied  that  there  is  no  reasonable  probability 
that  harm  is  likely  to  arise  from  those  causes.     The  like  principle  ought  to  40 
govern  the  Court  in  considering  whether  it  ought  to  encourage  two  concurrent 
applications  for  the  registration    of   identical  or  similar    Trade    Marks   by 
directing  the  Comptroller  to  proceed  with  them,  and,  in  the  present  ease,  there 
appears  to  me  to  be  no  evidence  to  satisfy  the  Court  that  the  mischief  to  which 
I  have  alluded  is  not  likely  to  occur.    If  it  be  inquired  what  special  circum-  45 
stances  there  are  which  ought  to  induce  the  Court  to  exercise  such  discretion 
as  may  be  vested  in  it  under  Section  72,  all  that  is  said  is,  that  the  Applicants 
were  formerly  partners,  and  used  marks  identical  with  those  in  question  for 
the  purposes  of  the  partnership  ;  that  they  dissolved  the  partnership,  each  of  the 
Applicants  being  entitled  to  use  the  marks  ;  and  that  it  is  highly  desirable  that  50 
each  of  the  Applicants  should  be  able  to  sue  separately,  under  Section  77  of  the 
Trade  Marks  Act. 

Now,  as  regards  the  fact  that  they  were  formerly  partners,  and  used  identical 
marks,  and  that  they  now  concur  in  these  applications,  it  seems  to  me  that,  for 
the  reasons  given  in  DewhursCa  case,  the  concurrence  of  the  parties  ought  not  55 
to  prevail.    As  regards  the  desirability  of  enabling  the  pereona  who  are  using 
Uio  marks  to  sue  independently  of  each  other,  it  may  })%  obeerved  that»  as  to  Oie 
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marks  already  on  the  Register,  there  would  be  no  difficaUy  in  sning  in  the 
names  of  the  registered  owners ;  and  Clause  7  of  the  deed  of  the  23rd  of 
December  1895  provides  expressly  for  such  a  case. 

As  to  the  one  mark  which  remains  unregistered,  it  seems  to  me  that  it  might 

5  be  registered  in  the  same  way  as  the  other  marks,  and  then  the  right  would  be 

determined  by  the  same  clause.     In  any  case,  the  mere  convenience  of  the 

Applicants  would  not  justify  the  Court  in  departing  from  the  principles  laid 

down  in  the  cases  to  which  I  have  referred. 

In  argument,  some  reliance  was  placed  on  the  case  of  Dent  v.  Turpin^  which 

10  is  reported  in  2  Johnson  and  Hemming,  at  page  139,  where  it  was  held  that 

each  of  two  persons  who  had  derived  from  a  common  predecessor  the  right  to 

use  a  Trade  Mark  was,  under  the  law  as  it  stood  previously  to  the  passing  of 

the  Trade  Marks  Act,  entitled  to  sue  separately  in  respect  of  infringement  of 

the  right ;  but,  to  any  contention  based  on  this  decision,  it  appears  to  me  to  be 

15  an  answer  that  the  Applicants  are  not  now  asking,  under  Section  87  of  the  Act, 

to  have  registered  an  assignment  or  transmission  of  the  marks  in  question  ; 

but  even  if  they  were,  I  apprehend  that,  for  the  purposes  of  the  Trade  Marks 

Act,  some  limitation,  at  any  rate,  must  be  imposed  on  the  application  of  the 

doctrine  laid  down  in  Dent  v.  Ttirpin,  at  all  events  where  more  than  three 

20  persons  claim  to  be  assigns  of  a  registered  mark:  for  it  could  hardly  be 

contended  that  new  marks  can  be  registered  in  the  names  of  a  greater  number 

of  owners  than  is  allowable  under  Section  74,  sub-section  1,  in  the  case  of  old 

marks. 

I  think  that,  under  all  the  circumstances,  the  Comptroller  ought  not  to  be 
25  directed  to  proceed  with  the  applications  as  they  now  stand,  and  that  the 
motion  must  be  refused. 
Ingle  Joyce. — ^With  the  usual  order  as  to  costs  ? 
STiRLma,  J.— Yes. 

John  GutleVy  Q.C. — That  will  be  as  to  the  costs  of  the  motion  which  was 
30  served  on  the  Comptroller  ? 
Stirling,  J.— Yes. 

John    Cutler,    Q.C. — Then,    my    Lord,    on    the    motion    by   my   clients, 
Mr.  F.  B.  Ehrmann  is  a  Respondent  to  the  motion :  and,  on  the  motion 
of  Mr.  F.  B.  Ehrmann,  my  clients  are  Respondents.    Your  Lordship  refuses 
35  both  motions.    I  suppose  you  make  no  order  as  to  costs. 
Stirling,  «/. — ^No.    You  are  really  in  the  same  interest. 


In  the  Court  of  Appeal. 

Before  Lord  Esher,  M.R.,  and  Lords  Justices  A.  L.  Smith  and  Chitty. 

July  7th,  8th,  9th,  and  12th,  1897. 

40     The  Maxim-Nordenpelt  Guns  and  Ammunition  Company,  Ld.  v. 

Anderson. 

Patent.  —  Conatructiofi, — Validity.  —  Infringement.  —  Action   diamisied^r-^ 
Costs. 
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In  1889^  a  patent  was  granted  to  M.  for  improvements  in  the  manufacture 
of  explosive  compounds.     The   Complete  Specification^  after  describing    the 
effects  of  the  improvements^  stated  that  "in  the   manufacture  of  explosive 
"  compounds  according  to  my  present  invention^  I  mix  dissolved  guncotion  or 
^^  pyroxyline  with  nitroglycerine^  nitrogelatiney  or  similar  mater ial^  and  tviih  ^ 
**  oily  preferably  castor-oil,     I  have  discovered  that  the  addition  ofcastor-^il  or 
"  oilier  suitable  oil  to  compounds  of  dissolved  guncotton  and  nitroglycerine^ 
"  nitrogeiatincy  or  the  likcy  increases  the  toughness  of  the  product,  and  modifies 
"  the  explosive  properties  thereof  whilst  greatly  diminishing  its  liability  to 
"  deterioration  by  exposure  to  the  atmospJiere''     The  reasons  for  the  preference  *" 
for  castor-oil  were  then  stated  to  be — (i)  solubility  by  means  of  the  solvents 
employed  for   dissolving   guncotton    and    nitroglycerine    or    nitrogelatine ; 
{2)  the  fact  of  its  combining  with  either  of  these  substances ;  {B)  the  fact  of  its 
containing  oxygen  ;  moreover y  that  it  made  the  compound  toughy  easy  to  be  cut 
and pressedy  and  prevented  its  deterioration.  The  Specification  then  continued:—  ^^ 
"  I  produce  an  explosive  compound  which  is  advantageous  for  various  purposes 
"  by    mixing    the   guncottony    the    nitroglycerinCy  nitrogelatiney   or   similar 
"  substancCy  and  the  castor-oil  m,  or  about  in,  tlie  following  proportionSy  viz.y 
^^  from  2  or  5  per  cent,  of  the  castor-oily  from  10  to  16  per  cent  of  the  nitro- 
"  glycerine   or   the   likCy    and   the   remainder  of  guncotton.*^     MetJuds   of  ^ 
manufacture  were  then  stated,  and  the  claims  were  as  follows : — "  First.  An 
"  explosive  compound  consisting  essentially  of  guncotton  or  pyroxyline  mixed 
"  with  nitroglycerincy  nitrogelatiney  or  similar  materialy  and  with  castor-oil 
"  or  other  suitable  oily  for  the  purpose  above  specified.     Second.   The  manu- 
^^facture  of  an  explosive  compound  by  first  dissolving  guncotton  by  means  of  ^ 
**  acetone  or  other  solventy  and  then  incorporating  with  the  dissoh^ed  gun- 
"  cottony  nitroglycerinCy  nitrogelatiney  or  similar  materialy  and  casUn^-oil  or 
"  other  suitable    oily   substantially    as    hereinbefore  described.      Third.   The 
"  manufacture  of  an  explosive  compound  by  dissolving yfirsty  castor-oil  or  other 
"  suitable  oil  and  then  guncotton  by  means  of  acetone  or  other  solvent,  and  30 
"  incorporating  therewith  nitroglycerine,  nitrogelatine^  or  similar  materialy 
^^  substantially  as    hereinbefore   described.      Fourth.    The    manufacture   of 
"  an  explosive  compound  by  first  mixing  nitroglycerine,  nitrogelatiney  or 
"  similar  materialy  and  castor-oil  or  other  suitable  oil,  with  a  small  quantity 
**  of  acetone  or  similar  solvent,  treating  dried  guncotton  with  this    mixture  35 
**  in  a  rotary  cylinder  or  chamber,  and   then  subjecting  the  product,  in  a 
"  cylinder    or   chamber    from    which    air    is    exhausted,    to    the   action   of 
"  vaporized  acetone  or  other  solvent,  and  then  to  pressure,  substantially  as 
"  hereinbefore  describedj*^ 

A.y  who  is  Director-General  of  H.M.  Ordnance  Factories,  manufactured  40 
"  GorditCy^  a  powder  composed  of  58  per  cent,  of  nitroglycerine,  S7  per  cent,  of 
guncottofiy  and  5  per  cent,  of  vaseline.    M.,  and  the  M.  Gompany  who  claimed 
under  himy  commenced  an  action  for  infringement  of  his  patent  against  A, 
The  Defendant  denied  infringement,  and  raised  the  following  objections  to  the 
validity  of  the  patent:— (1)  That  M.  tvas  not  the  true  and  first  inventor;  *5 
{2)  want  of  subject-matter ;    (3)   want  of  utility ;    (4)  that  the  Specification 
did  not  sufficiently  describe  the  nature  of  the  inventiony  inasmuch  as  if  the 
proportions  mentioned  were  departed  fromy  the  directions  for  manufacture 
were  insufficient;    (5)  tMt  the  Specification  did  not  sufficiently  distinguish 
what  was  claimed   to  be  new  from    what   was  not  so  claimed;    (6)    that  50 
the  invention  had  been  anticipated  by  several  prior  publications.    At  the 
trial  it  was  held  that  the  patent  tvas  validy  but  that  the  Defendant  had  not 
infringed. 

Heldy  on  appealy  that  M.^s  patent  must  be  limited  to  a  powder  in  whi4)h  the 
proportions  were  those  or  about  those  mentioned  in  the  Specification;  thaty  55 
otherwisCy  it  would  be  invalid  as  claiming  proportions  many  of  which  would 
be  uselessy  and  as  requiring  experiment  to  ascertain  the  limits  of  tlie  practical 
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proportions ;  and  that  the  patent  being  thus  limited  in  these  respects  was  good 
hut  the  Defendant  did  not  infringe  it 

Heldy  also,  by  Lord  ESHBR,  MjR.y  and  Chit  FY,  LJ.  (affirming  Wright,  J.)» 

tJiat  the  expression  "  castor-oil  or  other  suitable  oil "  did  not,  having  regard  to 

5  the  rest  of  the  Spedfication,  include  the  mineral  oils,  and  did  not  include 

vaseline,  and  that,  therefore,  on  this  ground   also,  the  Defendant  did  not 

infringe. 

TTie  appeal  wa^  dismissed  with  costs. 

On  the  14th  of  March  188'J,  Letters  Patent  (No.  4477  of  1889)  were  granted 
10  to  Hiram  Stevens  Maxim  for  "  Improvements  in  the  manufacture  of  explosive 
"  coiiipoands." 

The  Complete  Specification  was  as  follows  : — "  My  invention  relates  to  the 

"  manufacture  of  explosive  compounds,  and  comprises  improvements  whereby 

"  I  am  enabled  to  so  modify  the  explosive  properties  of  such  compounds  that 

15  **  the  said  compounds  will  burn  slowly  and  will  act  very  efficiently  in  rifles 

"  and   other  fire-arms,  that  is  to  say,  they  will   impart  a  very   high  muzzle 

"velocity  to  the  projectile  without  at  any  time  subjecting  the  gun-barrel  to 

"  excessive  pressure. 

**  In  the  manufacture  of  explosive  compounds  according  to  my  present  inven- 

20  **  tion,  I  mix  dissolved  gun-cotton  or  pyroxyline  with  nitro-glycerine,  nitro- 

"  gelatine   or  similar  material   and   with    oil,  preferably   castor-oil.    I    have 

"  discovered  that  the  addition  of  castor-oil  or  other  suitable  oil  to  compounds 

**  of  dissolved  gun-cotton  and  nitro-glycerine,  nitro-gelatine  or  the  like,  increases 

"  the  toughness  of  the  product  and  modifies  the  explosive  properties  thereof, 

25  «  whilst  greatly  diminishing  its  liability  to  deterioration  by  exposure  to  the 

**  atmosphere.     I  prefer  to  employ  castor-oil  because  it  is  soluble  by  means  of 

"  the  solvents  which  are  employed  for  dissolving  the  gun-cotton,  and  nitro- 

•' glycerine    or   nitro-gelatine;.  it  combines   with  either  of   the«e  substances, 

**  forming  a  compound  which  is  unlike  either  of  the  said  substances  alone  ;  and, 

30  «  as  it  contains  oxygen,  it  requires  a  smaller  supply  of  oxygen  from  other 

"  sources  to  consume  it,  and  also  has  less  tendency  to  produce  smoke  than  other 

^'  oils,  while  like  them  it  modifies  the  explosion.     Castor-oil,  moreover,  makes 

**  the  explosive  compound  very  tough,  and  of  such  nature  that  it  can  be  easily 

"  cut  and  easily  pressed,  and  effectually  prevents  its  deterioration  under  atmo- 

35  «  spheric  influences. 

**  I  produce  an  explosive  compound  which  is  advantageous  for  various 
**  purposes,  by  mixing  the  gun-cotton,  the  nitro-glycerine,  nitro-gelatine  or 
**  similar  substance  and  the  castor-oil  in,  or  about  in  the  following  proportions, 
"  viz. : — from  two  or  ^^q  per  cent,  of  the  castor-oil,  from  ten  to  six  teener  cent. 
40  **  of  the  nitro-glycerine  or  the  like,  and  the  remainder  of  gun-cotton,  I  can 
"  thus  make  an  explosive  compound  which,  when  cut  into  small  pieces,  answers 
"  very  well  as  a  smokeless  powder  for  rifles,  the  oil  effectually  preventing 
"  detonation  and  regulating  or  modifying  as  may  be  required  the  rapidity  with 
"  which  the  said  compound  will  burn. 
45  "  My  improved  explosive  compound  is  advantageously  manufactured  as 
"  follows,  that  is  to  say : — I  first  dissolve  gun-cotton  or  tri-nitro-cellulose  in 
"  acetone,  ethylic  acetate  or  a  similar  solvent,  either  in  a  liquid  state  or  in  the 
"  form  of  vapour,  until  the  said  gun-cotton  is  brought  to  a  sufficiently  thin 
"  consistency  ;  and  I  then  add  to  the  dissolved  gun-cotton,  the  nitro-glycerine 
50  "  or  nitro-gelatine,  and  after  that  the  castor-oil,  and  thoroughly  incorporate 
^^  these  substances.  Or  the  castor-oil  may  be  dissolved  in  a  portion  of  the 
"  acetone  or  other  solvent  before  the  said  solvent  is  added  to  the  gun-cotton. 

"  According  to  another  method  of  manufacture,  I  take  thoroughly  dried  gun- 

**  cotton,  and  place  it  in  a  rotary  cylinder  wherein  it  is  tumbled  with  the 

55  "  nitro  glycerine  or  nitro-gelatine  and  the  oil,  the  said  nitroglycerine  or  hitro- 

"  gelatine  and  oil  being  first  mixed  with  a  quantity  of  acetone  or  other  solvent 

*'  insufficient  to  dissolve  the  gun-cotton ;  the  said  cylinder  is  rotated  nntU  the 
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"  fibres  of  the  gun-cotton  are  uniformly  wetted  with  the  said  mixture  ;  in  this 
"  condition,  the  gun-cotton  is  not  explosive.  The  gun-cotton  thus  mixed  with 
"  the  nitro-glycerine  or  nitro-gelatine  and  ftl  is  then  placed  in  a  closed 
"  cylinder  or  press,  the  air  is  exhausted  from  the  said  cylinder  or 
"  press,  and  its  place  supplied  by  the  vapour  of  acetone,  ethylic  acetate  or  5 
"  other  solvent.  When  the  mixture  is  sufficiently  dissolved,  it  is  subjected 
"  to  pressure  in  the  said  cylinder  or  press  and  thus  forced  out  through  small 
^*  holes  in  the  form  of  threads  or  thin  strips,  which  may  be  cut  into  smsJl  pieces 
"  as  described  in  the  Specification  of  former  Letters  Patent  granted  to  me  and 
"  dated  8th  November  A.D.  1888,  No.  16,213,  or  in  any  other  convenient  manner.  W 

**  I  wish  it  understood,  however,  that  I  do  not  confine  myself  to  any  special 
"  method  or  process  for  the  production  of  my  improved  compound  of  gun- 
*'  cotton,  nitro-glycerine  or  similar  material  and  oil,  as  I  may  manufacture  the 
"  said  compound  in  various  ways. 

"  I  sometimes  treat  the  explosive  compound  in  the  manner  described  in  the  W 
"  Specification  of  Letters  patent  granted  to   me  and  dated  20th  December 
"  AD.  1888  No.  18,663  for  the  recovery  of  the  solvents  used  in  the  manu- 
*'  facture  of  the  said  compound. 

"  Having  now  particularly  described    and    ascertained  the  nature  of  my 
"  said  invention  and  in  what  manner  the  same  is    to  performed,  I   wiA  20 
"  it  understood    that   I    claim  : — First.     An   explosive  compound   consisting 
•*  essentially  of  gun-cotton  or  pyroxyline  mixed  with  nitro-glycerine,  nitro- 
"  gelatine  or  similar  material  and  with  castor-oil  or  other  suitable  oil,  for  the 
"  purpose  above  specified.    Second.  The  manufacture  of  an  explosive  compound 
*'  by  first  dissolving  gun-cotton  by  means  of  acetone  or  other  solvent  and  then  25 
"  incorporating  with  the  dissolved  gun-cotton,  nitro-rfycerine,  nitro-gelatine  or 
"  similar  material  and  castor-oil  or  other  suitable  oil,  substantially  as  herein- 
"  before  described.    Third.   The  manufacture  of  an  explosive  compound  by 
"  dissolving  first  castor-oil  or  other  suitable  oil  and  then  gun-cotton  by  means 
**  of  acetone  or  other  solvent,  and  incorporating  therewith  nitro-glycerine,  30 
"  nitro-gelatine  or  similar  material,  substantially  as  hereinbefore  described, 
"  Fourth.    The  manufacture  of  an  explosive  compound  by  first  mixing  nitro- 
'*  glycerine,  nitro-gelatine  or  similar  material  and  castor-oil  or  other  suitable  oil 
"  with  a  small  quantity  of  acetone  or  similar  solvent,  treating  dried  gun-cotton 
"  with  this  mixture  in  a  rotary  cylinder  or  chamber,  and  then  subjecting  the  35 
"  product,  in  a  cylinder  or  chamber  from  which  air  is  exhausted,  to  the  action  of 
**  vaporized  acetone  or  other  solvent  and  then  to  pressure,  substantially  as 
*'  liereinbefore  described." 

On  the  27th  of   March  1889,  the  said  H.  S.  Maxim  agreed  to  assign  the 
Letters  Patent  to  TTie  Maxim-Nordenfelt  Ouns  and  Ammunition  Company^  40 
Ld.    On  the  10th  of  January  1895,  this  Company  and  H.  S.  Maxim  commenced 
an  action  against  Sir  William  Anderson  for  infringement  of  the  said  Letters 
Patent,  claiming  the  usual  relief.    On  the  6th  of  March  1895,  H.  S.  Maxim 
assigned  the  Letters  Patent  to  the  Company,  and  on  the  16th  of  March  1895, 
this  assignment  was  registered  in  the  Patent  Office-.   By  their  Statement  of  Claim,  tf 
the  Plaintijffs,  after  setting  forth  the  above-mentioned  facts  and  alleging  infringe- 
ment by  the  Defendant  and  the  validity  of  the  said  Letters  Patent,  claimed— (1)  A 
declaration  that  the  said  Letters  Patent  were  valid,  and  that  the  Defendant  had 
infringed  the  same ;  (2)  damages,  or  an  account  of  profits ;  (3)  alternatively, 
an  account  of  all  explosive  compounds  manufactured,  used,  sold,  or  supplied  for  50 
use,  or  caused  to  be  manufactured,  used,  sold,  or  supplied  for  use  by  the 
Defendant,  his  workmen,  agents,  contractors,  or  others,  in  infringement  of  the 
said  Letters  Patent,  and  payment  of  a  royalty  or  compensation  to  be  settled  in 
accordance  with  the  provisions  of  Section  27  of  the  Patents,  Ac.  Act,  1883,  in 
respect  thereof ;  (4)  an  injunction  to  restrain  the  use  by  the  Defendant  of  the  55 
said  Letters  Patent  otherwise  than  as  authorized  by  and  upon  terms  to  be  settled 
In  accordance  with  the  said  section ;  and  (5)  costs. 
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The  Particulars  of  Breaches  alleged  infringement  by  the  Defendant  (I)  "by 
"  manufacturing  or  causing  to  be  manufactured  at  a  manufactory  at  Waltham, 
*•  in  the  county  of  Essex,  under  his  control,  an  explosive  compound,  commonly 
"  called  *  Cordite,'  for  use  as  ammunition  for  ordnance  and  small  fire-arms  "  ; 
5  and  (2)  "  by  so  using  or  authorizing  the  use  of,  or  causing  the  same  to  be  used,  and 
"  by  supplying,  &c.  for  such  use  as  aforesaid,  both  at  Waltham  aforesaid  and 
"  elsewhere  in  the  United  Kingdom,  the  said  explosive  compound,  *  Cordite.'  " 

The  Defendant,  by  his  Defence,  did  not  admit  that  the  Plaintiff,  H.  S.  Maxim,  was 

the  true  or  first  inventor  and  denied  infringement.     He  alleged  that  he  was  Her 

10  Majesty's  Director-General  of  Ordnance  Factories,  and,  as  such,  an  officer  or  servant 

of  the  Crown,  and  entitled  to  use  any  invention  of  the  Plaintiffs  for  the  service 

of  the  Crown,  upon  the  terms  provided  by  Section  27  of  the  Patents,  &c.  Act, 

1883.    He  denied  that  the  alleged  invention  the  subject  of  the  patent  had  been 

used  by  him,  and,  at  all  events,  it  had  not  been  used  by  him  except  for  the 

15  service  of  the  Crown.     In  the  event  of  its  being  determined  that  the  patent  was 

valid,  and  that  there  had  been  any  user  of  the  invention  the  subject  thereof  by 

the  Defendant,  the  Plaintiffs  were  not  entitled  to  any  such  relief  as  claimed  by  the 

Statement  of  Claim,  but  only  to  have  the  terms  of  the  user  of  their  invention 

agreed,  or,  in  default  of  agreement,  settled  by  the  Treasury  under  the  provisions 

20  of  the  aforesaid  section  of  the  Act  of  J  88:^.    The  Defendant  did  not  admit  the 

validity  of  the  said  Letters  Patent. 

The  Defendant,  in  his  Particulars  of  Objections,  amended  pursuant  to  an 
order  of  the  18th  of  November  1895,  relied  on  the  following  Objections  to  the 
validity  of  the  said  Letters  Patent : — (1)  That  the  Plaintiff  Maxim  was  not  the 
25  true  and  first  inventor ;  (2)  want  of  subject-matter ;  (3)  want  of  utility ;  (4) 
that  the  Specification  did  not  sufficiently  describe  and  ascertain  the  nature  of 
the  said  invention  and  the  manner  in  which  it  was  to  be  performed  ;  (5)  that  it 
did  not  sufficiently  distinguish  which  of  the  matters  and  things  therein 
described  were  new  ;  (li)  want  of  novelty  by  reason  of  the  prior  publication  of 
30  the  following  Specifications,  left  at  and  filed  in  the  Great  Seal  Patent  Office, 
VIZ.  i^Alfred  Vincent  Neiaton,  No.  2359  of  1863  ;  Frederick  Augusttis  Abel, 
No.  3652  of  1867  ;  Hermann  Sprengel,  No.  2642  of  1871 ;  Alfred  Vincent 
Newton^  No.  1570  of  1873  ;  Samuel  Joseph  Mackie  and  Camille  Alphonse 
Faure,  No.  1830  of  1873 ;  Robert  Gottheil,  No.  1566  of  1874;  Henry  Edward 
35  Newton,  No.  4179  of  1875  ;  French  Specification  of  Alfred  Nobel,  with  certificate 
dated  the  14th  of  February  1876  annexed.  No.  1 10,549  of  1875  ;  Edward  Vincent 
(Gardner,  No.  :'.056  of  1876 ;  Frank  Wirth,  No.  2517  of  1878 ;  Gilbert  Smith 
Dean,  No.  2226  of  1881  ;  David  Johnson,  No.  8951  of  1885 ;  John  Henry 
Johnson,  No.  6022  of  1887  ;  Alfred  Vincent  Newton,  No.  1471  of  1888;  Eugene 
40  Turpin,  No.  4310  of  1888;  Innes  Munroe  Taylor  Anderson  and  Alexander 
Anderson,  No.  13,308  of  1888;  Hiram  Stevens  Maxim,  No.  16,213  of  188{< ; 
and  Hiram  Stevens  Maxim,  No.  18,663  of  1888. 

In  further  Particulars  of  Objections,  delivered  pursuant  to  an  order  dated  the 
29th  of  July  1895,  the  Defendant,  as  to  paragraph  (4),  said  that  the  nature  of  the 
46  inA'ention  and  the  manner  in  which  the  same  was  to  be  performed  were  not 
sufficiently  described  and  ascertained,  inasmuch  as,  if  the  directions  in  the 
Specification  in  reference  to  proportions  of  the  ingredients  were  departed  from, 
there  were  no  sufficient  directions  contained  in  the  Specification  for  the  manu- 
facture of  the  explosives ;    he  also  set    forth  the  pages  and    lines  of  the 
50  Specifications  alleged  to  be  anticipations  ;  he  alleged  the  French  Specification 
referred  to  was  published  at  the  Patent  Office  on  the  1st  of  March  1879,  and 
that  Maxim's  Specifications,  No.  16,213  of  1888  and  No.  18,663  of  1888,  were 
published  on  the  28th  of  September  1889  and  the  26th  of  October  1889, 
respectively. 
55      The  Plaintiffs,  by  their  Reply,  joined  issue.    The  Defendant  in  his  affidavit, 
in  answer  to  interrogatories  administered  by  the  Plaintiffs,  stated  (inter  alia) 
that  the  only  substance  other  th^^n  nitroglyceAne  and  guncotton  employed  in  the 
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manafacture  for  the  War  Office  of  "  Cordite  "  was  vaseline  ;  that  the  proportions 
of  the  various  ingredients  employed  were — nitroglycerine  58  per  cent.» 
guncotton  37  per  cent.,  and  vaseline  5  per  cent. ;  that,  in  addition  to  the  above- 
mentioned  ingredients,  however,  acetone  was  used  in  the  process  of  manufacture, 
but  was  all  evaporated  in  the  course  of  the  process,  and  that  no  part  of  it  ]5 
remained  as  a  permanent  constituent ;  that  vaseline  was  added  to  the  nitro- 
glycerine and  guncotton  in  order  to  lubricate  the  bore  of  the  gun  and  thereby 
prevent  metallic  fouling. 

The  action  was  tried  before  Wright,  J.,  on  the  8th,  9th,  10th,  12th,  15th, 
16th,  17th.  and  I8th  February  1897,  and  judgment  was  given  on  the  4th  of  10 
March  1897.    The  learned  Judge  held  that  the  expression  "  castor-oil  or  other 
"  suitable  oil "  did  not,  having  regard  to  the  rest  of  the  Specification,  include 
the  mineral  oils,  and,  therefore,  did  not  include  vaseline  ;  that,  if  the  patent 
were  otherwise  construed,  it  would  be  invalid  as  experiment  would  be  neces- 
sary to  show  what  oils  were  suitable  oils ;  and,  further,  that  the  patent  must  15 
be  limited  to  a  powder  in  which  guncotton  was  the  main  ingredient,  even  if  it 
ought  not  to  be  limited  as  regards  the  proportion  of  nitroglycerine  to  about 
16  per  cent.  \  that,  otherwise,  the  patent  would  be  invalid  as  claiming  propbr- 
tions,  many  of  which  would  be  useless,  and  as  requiring  experiment  to  ascertain 
the  limits  of  the  practical  proportions  ;  and  tliat  the  patent,  if  thus  limited  in  20 
these  respects,  was  good,  but  the  Defendant  did  not  infringe  it.*    ThePlaintiiBPs 
appealed. 

Moulton,  Q.C.,  Roger  Wallace,  Q.C.,  A.  J.   Walter,  and  F.  M.  8.  GasseU 
(instructed    by  Littledale  and  Lefroy)  appeared    for    the    Appellants ;    the 
Attorney-General    (Sir  R.  Webster,  Q.C.),  the    Solicitor-General   (Sir  R.  B.  25 
Finlay,  Q.C.),  M.  Ingle  Joyce  and  H.  Sutton  (instructed  by  the  Solicitor  to  the 
Treasury)  appeared  for  the  Respondent. 

Moulton,  Q.C.,  and  Wallace,  Q.C.,  for  the  Appellants,  read  the  Specification, 
and  stated  the  nature  of  the  alleged  infringement  by  the  Defendant,  and 
proceeded : — The  main  object  of  the  invention  was  to  get  an  explosive  30 
compound  that  would  burn  slowly,  and  therefore  give  a  steady  pressure.  The 
first  claim  covers  any  explosive  compound  made  of  guncotton,  nitroglycerine, 
and  castor-oil,  or  other  suitable  oil.  There  is  no  acetone  in  the  finished 
product.  The  Patentee  has  told  the  world  proportions,  but  his  claim  is 
unlimited  as  to  proportions.  He  has  indicated  what  will  do.  [Smith,  LJ. —  .35 
Do  you  say  any  proportion  of  castor-oil  ?]  You  must  take  something  that  will 
do  ;  the  Patentee  has  given  what  he  considers  wise  proportions.  The  invention 
was  a  compound  from  three  substances  which  had  never  been  put  together 
before.  Varying  the  proportions  would  not  take  one  out  of  the  patent. 
Persons  will  vary  the  proportions  according  to  what  they  want, — ^for  instance,  40 
according  to  what  the  gun  will  stand.  Giving  an  example  does  not  limit  our 
claim,  [Chitty,  J. — Do  you  not  confine  yourself  to  iabout  these  proportions  ?] 
No,  one  must  look  at  the  claim.  [Chitty,  J, — He  does  not  expressly  say  by 
way  of  example  ?]  We  submit  that  is  what  is  meant.  Secondly,  on  the  point  as 
to  the  castor-oil  or  other  suitable  oil.  Our  answer  to  the  dilemma  put  is  that  45 
the  Patentee  must  show  that,  either  in  the  Specification  or  in  the  common 
knowledge  of  the  people  to  whom  it  is  addressed,  the  knowledge  exists  as  to 
what,  is  a  suitable  oil.  Every  oil  would  do  except  those  which  a  competent 
person,  at  the  date  of  the  patent,  would  reject ;  or  any  oil  that  a  competent 
person  would  take.  No  competent  person  would  take  a  volatile  oil.  The  50 
evidence  shows  that  any  non-volatile  oil  would  do.  A  Patentee  has  not  to 
guard  himself  against  those  persons  who  do  not  want  to  succeed.  [Lord 
ESHER. — Suppose  it  had  been  similar  oil .?]  It  might  then  have  supported  the 
decision.  He  gives  castor-oil  as  the  best.  Then  as  to  the  infringement.  We 
contend  that  vaseline  is  a  suitable  oil.    The  purpose  it  is  used  for  is  immaterial.  55 

*  ^91^0  page  871. 
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What  the  Government  uses  would  be  known  in  the  trade  as  filtered  cylinder 
oil.  [Lord  ESHER,  M.R. — Does  "  suitable  "  mean  successful  ?]  It  excludes  all 
obviously  unsuitable  oils.  The  type  of  oil  is  not  the  important  matter  in  the 
invention ;  the  combination  of  guncotton  and  nitroglycerine  is  the  chief 
5  invention.  The  physical  properties  of  the  fatty  and  mineral  oils  are  much 
alike.  We  rely  on  the  passage  giving  reasons  for  the  preference  of  castor-oil. 
It  shows  that  his  class  included  other  oils  not  possessing  these  properties  and 
advantages.  [Lord  ESHER,  M.R. — Ought  not  the  patent  to  tell  people  what  are 
suitable  oils  ?]     There  was  sufficient  knowledge  at  the  date  of  the  patent. 

10  [Smith,  L.J. — ^Would  the  patent  be  good  if  there  were  the  first  claim  and  no 
proportions  given  ?]  It  would  be  valid  as  far  as  the  claim  goes,  but  might  have 
been  bad  for  want  of  sufficient  directions*  [The  judgment  of  Wright^  J.,  was 
then  read.]  The  standard  of  suitability  is  the  knowledge  at  the  time  as  to 
explosives.    There  is  a  third  alternative  to  those  which  the  judge  mentions. 

15  The  issue  is,  whether  a  competent  person  would  know  what  were  suitable,  not 
whether  he  would  know  what  were  unsuitable.  The  only  experiments  neces- 
sary as  to  proportions  would  be  to  find  what  proportions  would  suit  one  best. 
IThe  Attomey-Oeneral. — I  shall  not  insist  on  the  point  as  to  the  purpose  for 
which  we  use  vaseline.]    Then,  as  to  the  solubility  in  acetone,  all  the  methods 

20  will  do  with  vaseline,  except  that  the  second  method  is  only  applicable  with  an 
oil  soluble  in  acetone.  Evidence  was  admissible  as  to  the  meaning  of  oil,  but 
not  as  to  the  effect  of  a  paragraph  in  the  Specification.  On  the  word  **  suitable," 
we  refer  to  Leonhardt  and  Co.  v.  Kalle  and  Co,^  12  R.P.C.  103,  and  Ralstofi  v. 
Smithy  11  H.L.C.  223,  as  to  proportions.    We  refer  to  The  British  Dynamite 

25  Company  v.  Krehs,  13  R.P.C.  1^0,  and  to  Otto  v.  Linford,  46^  L.T.  N.S.  35,  on 

the  point  that  the  fact  that  experiment  of  the  invention  is  necessary  to  find  out 

how  best  to  use  it  does  not  invalidate  a  patent.    [Smith,  L.«7.,  referred  to  the 

Cassel  Gold  Extracting  Company  v.  Gold  Recovery  Syndicate,  12  R.P.C.  232.] 

Sir  R.   Webster,  A.G.,   and   Finlay,  S.6.,  for  the  Defendants.— The  only 

30  claim  the  Patentee  could  rightly  make  was  a  claim  for  the  proportions. 
Even  if  we  took  his  proportions  and  used  vaseline,  there  would  be  no  infringe- 
ment ;  that,  however,  is  not  the  question  in  this  case.  The  evidence  shows 
experiment  would  be  necessary  if  mineral  oils  were  included.  Volatility  is  a 
graduated  scale,  it  will  not  do  as  a  test.     It  is  said  that  if,  by  experiment, 

85  an  oil  is  found  to  do,  it  is  included.  Many  oils  would  be  failures,  and  if  there 
are  not  sufficient  directions  to  find  which  would  do.  the  patent  is  bad.  A 
comparison  of  the  Provisional  and  Complete  Specifications  shows  that  the 
Patentee,  after  nine  months,  made  a  deliberate  choice.  [Lord  ESUER,  M.R. — 
Can  you  use  the  Provisional  to  construe  the  Complete  Specification  ?]    Yes, 

40  Roherton  v.  Bailey,  L.R.  3  App.C.  1055.  The  invention  was  the  addition 
of  castor-oil.  The  advantage  was  not  the  use  of  oil  as  a  moderant,  that  was 
well  known.  It  was  the  presence  of  oxygen  and  the  absence  of  smoke.  One 
would  expect  the  other  oils  of  his  class  to  possess  the  same  qualities,  but  not 
in  the  same  degree.    If  mineral  oilri  are  included,  many  passages  in  the  Speci- 

45  fication  are  altogether  inapplicable.  The  Patentee  always  refers  to  a  solvent 
which  will  dissolve  all  the  substances.  There  is  no  known  common  solvent 
for  guncotton,  nitroglycerine,  and  vaseline.  Then,  in  Claim  1,  he  says, 
^*  consisting  essentially  of  guncotton."  "Suitable  oil"  does  not  mean  an  oil 
having  none  of    the  properties    which    he    mentions.      "Suitable"   means 

50  similar  in  these  properties.  Many  of  the  fatty  oils  would  not  do.  No  one  says 
that,  at  the  date  of  the  patent,  it  was  known  that  a  mineral  oil  would  do.  The 
evidence  shows  that  the  Specification  would  lead  people  from  the  mineral  oils. 
The  patent  of  AbelsLJidDewar  was  taken  out  six  months  before  the  publication 
of  Maxim's  Specification.    There  is  no  suggestion  that  they  took  anything  from 

55  him.  If  mineral  oils  are  included,  Ma^inCs  patent  would  be  bad  ;  but  if  the 
Specification  be  construed,  as  we  contend  it  ought  to  be,  it  is  good.  As  to  propor- 
tions, if  the  passage  in  the  Specification  is  to  be  read  into  the  claim,  the  patent 
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is  good;  if  not,  it  is  bad.  The  evidence  shows  that  no  one  would  have  thought 
of  putting  more  than  16  per  cent,  of  nitroglycerine  in  1880.  Besides,  anything 
more  than  70  per  cent,  is  not  capable  of  use.  It  is  admitted  that  the  oil  must 
not  be  more  than  5  per  cent.  If  the  proportions  are  not  to  be  varied  as  to  oil, 
why  as  to  the  other  constituents  ?  If  the  proportions  are  not  read  in,  no  5 
sufficient  directions  are  given  to  work  the  patent. 

MouUan,  Q.C.,  in  reply. — The  two  points  put  against  me  are,  that  the  patent 
is  confined,  first,  to  fatty  oils,  secondly,  to  the  proportions  given  ;  each  point  is 
j>at  in  two  ways  as  a  point  of  construction,  and  as  invalidating  the  patent  if 
it  be  not  so  confined.  As  to  the  oils,  "  suitable  "  means  "suitable  according  to  10 
"  the  knowledge  of  the  time."  *'  Suitable"  and  "  similar"  are  contrasted  in  the 
Specification.  [Smith,  L../.— Does  anyone  say  that  in  18811  he  would  have 
used  mineral  oil  ?]  Yes,  the  evidence  goes  so  far.  I  admit  that  the  reasons 
given  would  lead  people  to  think  the  Patentee  preferred  fatty  oils.  If  mineral 
oils  are  included,  the  patent  is  still  good*  The  question  is  not  whether  experiment  15 
would  be  necessary  to  say  whether  any  particular  oil  would  do ;  it  is  not  the 
duty  of  a  Patentee  to  show  what  members  of  a  doubtful  class  would  do  ;  he 
gives  information  enablii^ff  persons  to  carry  out  the  invention.  Any  skilled 
person  would  avoid  a  volaxile  oil.  As  to  proportions,  the  Patentee  gives  what  he 
thought  were  the  wisest;  and  though  he  thinks  the  Government  proportions  are  20 
injudicious,  they  are  not  less  an  infringement.  Powders  have  to  be  chosen  on 
a  balance  of  advantages  and  disadvantages.  Also  there  may  be  infringements 
which  were  not  within  the  contemplation  of  the  Patentee.  This  was  so  in  the 
telephone  case  where,  at  the  date  of  the  patent,  no  one  would  have  thought 
the  infringement  would  have  done.  The  proportions  are  material  to  the  25 
qualities  of  the  powder,  but  not  to  getting  a  powder ;  so  long  as  you  get  a 
powder  of  the  physical  nature  that  will  do.  Badische  Anilin  ike.  Comf/any  v. 
Levi7istetn,  4  R.P.C.  449,  is  in  point  as  to  this. 

Lord  ESHER,  M.R. — In  this  case  an  action  has  been  brought  by  the  Plaintiffs 
on  their  patent  for  an  alleged  infringement  of  it.    The  learned  Judge  has  held  80 
that  there  was  no  infringement,  and  upon  that  there  is  an  appeal.    The  learned 
Judge  had,  first  of  all,  in  my  opinion,  to  construe  the  patent.    A  patent  is  a 
written  document,  and  it  is  subject,  therefore,  to  the  same  rules  as  any  other 
written  document ;  and,  when  it  comes  before  a  Court,  in  a  case  where  it  is 
essential,  and  upon  a  trial,  when  it  is  essential  to  know  what  the  constimction  of  85 
it  is,  it  is  the  duty  of  the  Judge  to  construe  the  patent,  which  is  a  written 
document,  and  there  is  no  difference  in  that  respect  between  a  patent  and  any 
other  written  document.     The  learned  Judge*  as  it  seems  to  me,  undertook 
that  which  he  was  bound  to  do— to  c<mstrue  this  patent ;  and  he  did  construe 
it,  and  he  construed  it  subject  to  two  methods ;  one  was  to  construe  it  as  every  jO 
written  document  ought  to  be  construed  ;  and,  unless  there  is  something  which 
forces  the  construction  to  the  contrary,  u  must  be  construed  according  to  ita 
ordinary  and  grammatical  construction  in  the  English  language.      He,  con- 
struing this  patent  according  to  its  ordinary  English  signification  and  gram- 
matical construction,  has  held  that  the  patent  did  not  include  a  claim  for  what  45 
have  been  called  mineral  oils.     If  he  is  right,  then  the  judgment  is  right. 
But,   then,  he  has  looked   at  it  from  another  point  of  view.     He  has  con- 
sidered  the  evidence  with  regard  to  these  mineral  oils — and  he  has,  upon 
the  evidence,  come  to  the  conclusion,  as  a  matter  of  fact,  that  there  are  mineral 
oils  which  have   some    characteristics   in    common    and   some  which   have  50 
not ;  and,  looking  at  that,  then,  he  has  adopted  this  rule  of  construction  of 
the  patent  subject  to  that  knowledge  ;   and  he  has  said,  if  the  patent  is  held 
to  apply  to  mineral  oils,  some  of  which  have  particular  characteristics  different 
from  others,  it  gives  no  information  at  all  in  that  view  which  of  the  mineral 
oils  he  claims  and  which  of  the  mineral  oils  can  be  used  according  to  his  55 
patent ;  and  if  he  gives  no  sufficient  instructions  as  to  that,  then  it  would  be  a 
bad  patent,  and  that  would  lead  to  judgment  in  favour  of  the  Defendant.  Bat  the 
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Judge  says  in  that  view,  if  yon  make  it  a  good  patent  by  saying  that  it  olaims  only 
Boine  and  not  others,  then  there  has  been  no  infringement  from  that  point  of 
view.  The  whole  of  his  judgment,  therefore,  really  is  founded  on  his  construc- 
tion of  the  patent.  I  am  of  opinion  that  he  is  right  in  both  views.  Now,  take 
5  this  patent  and  construe  it  according  to  its  ordinary  grammatical  construction 
in  the  English  language.  The  Patentee  has  two  things  mixed  together  which 
are  highly  dangerous,  or  were  before  this  patent  of  his,  and  were  really 
anworkable ;  and  he  says,  in  this  patent,  that  he  has  found  some  substance 
which,  joined  to  those  other  two,  will  render  them  useful  and  will  render  them 

10 .  practicable.  "  My  invention  relates  to  the  manufacture  of  explosive  compounds, 
"  and  comprises  improvements  whereby  I  am  enabled  to  so  modify  the  explo- 
"  sive  properties  of  such  compounds  that  the  said  compounds  will  burn  slowly," 
and  so  on.  There  is  no  difficulty  about  tlie  language  or  grammar  of  that.  That 
is  simple  and  plain.    "  In  the  manufacture  of  explosive  compounds  according 

15  "  to  my  present  invention,  I  mix  dissolved  guncotton  or  pyroxyline  with  nitro- 
"  glycerine,  nitrogelatine,  or  similar  material,  and  with  oil,  preferably  castor- 
"  oil."  If  he  had  stopped  there,  there  might  be  a  claim  for  any  and  every  oil. 
He  goes  on : — "  I  have  discovered  that  the  addition  of  castor-oil  or  other 
"  suitable  oils  to  compounds " — such  as  he   has  described — "  increases    the 

20  "  toughness  of  the  product  and  modifies  the  explosive  properties  thereof." 
Then  : — "  I  prefer  to  employ  castor-oil,  because  it  is  soluble  by  means  of  the 
"  solvents  which  are  employed  for  dissolving  the  guncotton  and  nitroglycerine 
*'  or  nitrogelatine."  That  seems  to  me  a  mere  piece  of  economy.  Now,  this  is 
the  part  which  seems  to  me  to  fix  what  he  says  is  his  invention  :  — "  I  produce 

25  "  an  explosive  compound  which  is  advantageous  for  various  purposes  " — now, 
**  what  does  he  say  ? — "  by  mixing  the  guncotton,  the  nitroglycerine,  nitro- 
'*  gelatine,  or  similar  substance  and  the  castor-oil  in  or  about  in  the  following 
**  proportions,  namely  .  .  ."  Therefore,  it  is  : — "  I  produce  what  I  do 
**  produce  by  mixing  these  things,  which  I  describe,  in  the  following  proportions, 

30  "  namely,  from  2  to  5  per  cent,  of  the  castor-oil,  from  10  to  16  per  cent,  of  the 
"  nitroglycerine  or  the  like,  and  the  remainder  of  guncotton."  Now,  let  us  see 
"  this : — "  I  mix  dissolved  guncotton  with  oil,  preferably  castor-oil.  I  have 
**  discovered  that  the  addition  of  castor-oil  or  other  suitable  oil  to  compounds  of 
"  dissolved  guncotton  have  a  particular  effect,"  which  is  his  invention  as  to  the 

35  oil. 

Now,  what  is  the  ordinary  mode  of  construing  "  or  other  suitable  oil "  ? 
Does  it  mean  suitable  oil  of  an  absolutely  different  kind  from  castor-oil  ? 
Does  '^  suitable  oil  "  mean  to  include  castor-oil  ?  If  it  means  that  he  claims 
any  suitable  oil,  then  the  words  '^  I  have  discovered  that  the  addition  of  castor- 

40  "  oil  "  are  wholly  useless.  The  truth  is,  that  he  has  used  the  words  **  or  other 
"  suitable  oil,"  meaning  to  say  "  or  other  oil  different  from  castor-oil,  but  still 
"  suitable  in  the  same  way."  And,  if  you  put  that  into  ordinary  language,  the 
paraphrase  will  be,  "  or  other  similar  oil."  If  it  is  '*  other  similar  oil,"  the 
moment  you  get  the  fact  that  there  are  oils  which  are  not  chemically  similar  to 

45  castor-oil,  then  it  is  confined  to  the  oils  which  are  of  the  chemical  nature  of 
castor-oil  and  have  the  same  chemical  effect,  though  they  are  not  actually  the 
same,  and  mineral  oils  are  excluded  which  are  chemically  quite  a  different 
kind.  So  that,  taking  that  construction  as  to  the  oils,  it  seems  to  me  that  mineral 
oils  are  excluded,  and  the  only  oils  which  have  been  used  by  those  who  are 

50  called  the  infringers  are  mineral  oils,  and  they  have  used  an  oil  which  is  not 
within  the  Plaintiff's  patent,  and  they  have  used,  therefore,  a  compound  not 
within  the  Plaintiff's  patent,  and  what  they  have  done  is  no  infringement  at 
all. 

Now,  as  to  the  other,  it  seems  to  me  still  stronger  :  "  I  produce  an  explosive 

65  '*  compound  by  mixing  in  proportions."  Does  "  by  mixing  "  include  anything 
which  is  not  done  by  mixing  properly  in  the  following  proportions  ?  If  you 
say,  ^^  I  kill  a  naan  by  cutting  off  his  head,"  then  not  even  Mr.  Moulton  could 


<c 


680  REPORTS  OP  PATENT,  DESIGN,      [Aug.  25, 1897. 

Tlie  Maxim- Norden/elt  Guns  and  Ammunition  Company ^  Ld,  v.  Anderson* 

say,  "  If  you  kill  him  by  slow  poison  it  is  the  same  thing,  because  both  of  them 
**  kill  him."  Therefore,  the  Patentee  has  fixed  himself  to  these  proportions  by 
the  word  "  by  " — **  by  mixing  the  guncotton,  the  nitroglycerine,  nitrogelatine  or 
^'  similar  substance,  and  the  castor-oil  in,  or  about  in,  the  following  proportions, 

namely."  What  comes  after,  "  in  the  following  proportions,  viz.,"  construes  5 
those  words,  "  in  the  following  proportions,"  and  explains  what  the  meaning 
is — "  from  2  to  5  per  cent,  of  the  castor-oil,  from  10  to  16  per  cent,  of  the 
"  nitroglycerine  or  the  like,  and  the  remainder  of  guncotton."  Therefore, 
according  to  ordinary  grammatical  construction,  those  proportions  are  the 
proportions  which  he  claims,  and  no  others.  That  is  in  ordinary  English.  10 
If  that  be  so,  then  it  is  necessary  that  those  proportions  should  be  preserved, 
and,  if  it  can  be  done  by  other  wholly  different  operations,  there  is  no 
infringement. 

Now,  I  asked  Mr.  Moulton  to  tell  us  where,  in  this  patent,  he  found  any 
claim  for  mineral  oils,  and  where  he  found  any  other  proportions  than  those  15 
which  are  thus  grammatically  fixed.     His  answer  always  was,  *' Everybody 
*'  must  have  known  that  the  other  things  were  in."    Now,  what  is  the  meaning 
of  such  an  answer  ?     It  means,  if  anything,  this,  that  there  is  nothing  in  the 
patent  which  says  so,  but  everybody  must  have  known  that  it  does  say  so. 
That  is  very  skilful ;  and,  when  it  is  manipulated  and  talked  over,  and  turned  20 
round  and  round,  you  make  a  very  plausible  argument.    But  by  those  who 
have  to  look  into  arguments  to  see  whether  they  are  sound  or  not,  it  is  an 
absolutely  futile  argument.    Therefore,  in  this  case,  with  regard  to  the  oil,  I 
am  of  opinion  that  mineral  oils  are  not  claimed  at  all ;    and,  with  regard  to 
the  proportions,  I  think  that  it  is  only  those  proportions  within  the  limits  25 
described  which  can  be  said  to  be  the  subject-matter  of  this  patent.     In  both 
respects,  therefore,  there  is  no  infringement.    Either  of  these  constructions  of 
the  patent  as  to  either  point  is  sufficient'  to  destroy  the  Plaintiff's  case.    I  am 
of  opinion  that  the  Judge  was  right  in  his  construction  of  the  patent  and  on 
the  construction  of  the  facts  laid  before  him.     He  was  equally  right  in  the  30 
meaning  which  he  gave  to  the  evidence  before  him.     Me  took  the  right  view 
of  the  evidence,  and  on  no  ground  can  there  be  said  to  be  any  infringement  in 
this  case,  and  his  judgment  must  therefore  be  supported. 

Smith,  L.J. — The  question   for  determination  is,  whether  the  propulsive 
powder  called  "  cordite,"  which  has  been  and  is  being  manufactured  for  the  35 
Government,   is  an   infringement  of  the   Plaintiff's  patent,  the   Provisional 
Specification  of  which  is  dated  the  llth  of  March  1889,  and  the  Complete 
Specification  the  16th  of  December  1889. 

Two  things  are  not  disputed  in  this  case.  The  one,  that  "  cordite  "  is  the 
outcome  of  the  conjoint  discovery  and  research  of  Sir  Frederick  Abel  and  40 
Professor  Dewar^  wholly  independent  of  the  powder  patented  by  the  Plaintiff 
Mr.  Maxim  ;  and  the  other  is  that  "cordite"  manufactured  for  the  Government, 
which  is  what  is  complained  of  by  the  Plaintiff,  is  composed  of  58  per  cent, 
of  nitroglycerine,  37  per  cent,  of  guncotton,  and  5  per  cent,  of  vaseline. 

In  order  to  ascertain  whether  this  is  an  infringement  of  Mr.  Maxim^s  patent,  45 
the  question  at  once  arises, — what  is  it  that  he  has  covered  by  his  patent  ?  I 
will  take  the  question  about  the  proportions  of  the  ingredients  to  be  found 
in  Mr.  Maxima's  Specification  first,  which  my  brother  Wright^  in  his  judgment, 
took  second  ;  for,  in  my  opinion,  if  the  Specification  upon  this  point  is  read  as 
I  think  it  must  be  read,  and  is  its  true  construction,  this  point  alone  is  sufficient  50 
to  decide  this  case  upon,  and  in  the  same  way  as  my  brother  Wright  has 
decided  it. 

Now,  the  evidence  is  overwhelming  to  show  that,  in  the  year  1889,  when 
Mr.   Maxim  took  out    his  patent,  the  state  of  knowledge  relating  to   the 
manufacture  of  a  propulsive  powder  composed  of  such  explosive  materials  as  55 
nitroglycerine  and    guncotton,  with  the  addition  of  oil,  was  such  that  the 
proportion  of  the  substances  which  were  to  be  used  was  a  matter  of  great 
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importance^  and  even  without  this  evidence  I  shonld  have  thought  it  was 
apparent  that  this  must  have  .  been  so,  and,  indeed,  Mr.  Maxim  admitted, 
under  oross-ezamination,  when  asked  what  was  the  largest  amount  of  nitro- 
glycerine that  he  would  put  in,  that  he  thought  he  might  be  justified  in 
5  putting  in  from  12  to  15,  or  even  16  per  cent.,  but  he  found  in  other  countries 
where  they  had  extremes  of  heat  and  cold,  and  where  the  trinitrocellulose, 
that  is  guncotton,  was  employed,  they  did  not  consider  it  safe  to  put  in  more 
than  10  per  cent.,  and  he  inclined  to  think  that  they  were  right. 
Bearing  in  mind  the  state  of  common  knowledge  in  1889,  what  is  it  that 

10  Mr.  Maxim  protected  by  his  patent  of  that  year  ?  His  patent  is  for  ^'  Improve- 
^  ments  in  the  manufacture  of  explosive  compounds."  He  states  in  his 
Specification,  the  object  aimed  at  was  so  to  modify  the  explosive  properties 
of  the  compounds  used,  that  they  bum  slowly  and  impart  a  very  high  muzzle 
velocity  to  the  projectile  without  subjecting  the  gun-barrel  to  excessive  pressure. 

15  He  states  that,  in  his  manufacture  of  explosive  compounds,  he  mixes  guncotton 
with  nitroglycerine,  '*  and  with  oil,  preferably  castor-oil."  I  pass  over  the 
paragraphs  relating  to  ^'castor-oil  or  other  suitable  oil,"  for  these  refer  to 
another  part  of  the  case,  and  they  do  not  bear  upon  the  question  of  proportions 
in  which  the  ingredients  are  to  be  used.      He  then  says,   **  I   produce   an 

20  **  explosive  compound  ...  by  mixing  the  guncotton,  the  nitroglycerine 
'* .  .  .  and  the  castor-oil,  in  or  about  the  following  proportions,  namely  ; 
**  from  2  to  5  per  cent,  of  the  castor-oil,  from  10  to  16  per  cent,  of  the 
"  nitroglycerine  .  .  .  and  the  remainder  of  guncotton."  Thus  it  will  be 
seen  that  the  proportions  of  the  ingredients  to  each  other  are  within  these 

85  limits — 2  to  5  per  cent,  of  castor-oil,  10  to  16  per  cent,  of  nitroglycerine, 
79  to  88  per  cent,  of  guncotton,  the  amount  of  the  guncotton  depending  upon 
the  amount  of  nitroglycerine  and  castor-oil  which  is  used  between  the  defined 
limits.  There  is  evidence  that  these  limits  constitute  chemical  proportions. 
In  the  first  claim  in  his  patent  the  Patentee  claims  '^  An  explosive  compound, 

30  *'  consisting  essentially  of  guncotton  .  .  .  mixed  with  nitroglycerine 
** .  .  .  and  with  castor-oil  or  other  suitable  oil,  for  the  purpose  above 
^  specified."  What  is  the  true  reading  of  this  Specification  and  claim  ?  In  my 
judgment,  it  is  a  claim  for  making  an  explosive  compound  composed  of  the 
three  named  ingredients,  mixed  together  in  or  about  the  proportions  mentioned 

35  in  the  Specification.  If  this  be  so,  it  seems  obvious  that  ^^  cordite,"  as  manu- 
factured by  the  Government,  does  not  infringe  the  patent  of  Mr.  Maxim^  for 
to  make  a  powder  of  proportions  of  58  per  cent,  of  nitroglycerine,  and  37  per 
cent,  of  guncotton  (leaving  out  of  consideration  the  5  per  cent,  of  vaseline), 
which,   it  will   be   seen   in  its   major  component  part,  is   a  nitroglycerine 

40  powder,  is  no  infringement  of  a  powder  composed  (to  use  the  words  of  the 

Patentee  himself)  ^^  essentially  of  guncotton  mixed  with  nitroglycerine  "  in 

the  proportions  of  79  to  88  per  cent,  of  guncotton  to  10  to  16  per  cent,  of 

nitroglycerine,  which  is  the  major  component  part  in  a  guncotton  powder. 

This  point,  in  reality,  was  not  combated  by  Mr.  Moulton  for  the  Plaintiff  ; 

45  but  he  insifited  that  the  proportions  given  in  the  Specification  were  inserted 
therein  merely  by  way  of  example  as  to  how  in  one  way  the  Plaintiff's  powder 
could  be  made,  and  which  the  Patentee  thought  was  the  best  way,  and  that 
they  were  not  a  substantial  part  of  his  invention.  In  other  words,  that  the 
proportions  were  immaterial.    In  my  judgment,  this  is  not  so ;   the  Speci- 

50  fication  cannot  properly  be  so  read,  even  without  the  evidence  as  to  the 
state  of  common  knowledge  in  1889.  When,  however,  this  evidence  is 
considered,  and  it  is  legitimate  evidence  to  be  considered,  it  is  impossible  to 
successfully  contend  that  the  proportions  are  not  a  material  part  of  the 
Plaintiff's  invention.     They  clearly  are.     Moreover,  if  the  Specification  be 

55  read  as  Mr.  Moulton  insists  it  should  be  read,  namely,  that  the  proportions 
given  are  mere  examples  of  one  .way  in  which  the  Plaintiff's  powder  could  be 
made,  then,  in  my  judgment,  the  patent  is  bad  ;  for  it  is  shown  that,  without 

3  H 
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experiment  and  research,  it  could  not  in  1889  be  discovered  in  what  proportions 
these  highly  explosive  ingredients — ^guncotton  and  nitroglycerine-— could  be 
used  together  so  as  to  make  an  effective  powder,  and  thus  the  patent  would  be 
invalid.  Upon  the  ground  relating  to  the  proportions  to  be  used  I  am  prepared  to 
rest  my  j  udgment,  and  to  hold  that  the  Plaintiff  fails  to  show  that  the  **  cordite  "  5 
of  the  Government  is  an  infringement  of  his  patent. 

It  is  only  in  this  one  respect  that  I  wish  to  say  anything  upon  the  excellent 
judgment  of  my. brother  Wright,  I  read  that  part  of  the  Specification  relating 
to  the  proportions  to  be  used  more  against  the  Patentee  than  he  does ;  but,  as 
regards  the  result  of  the  case  upon  this  head,  I  entirely  agree  with  him.  What  IQ 
my  brother  Wright  has  said  about  the  point  relating  to  "  castor-oil  or  other 
"  suitable  oil,"  I  desire  to  give  no  opinion  upon.  To  determine  this  case  it  is 
not  necessary  to  do  so  ;  and  I  neither  agree  nor  disagree  with  him,  having 
formed  no  concluded  opinion  thereon.  The  point  as  to  proportions  of  in-* 
gredients  to  be  used  is,  to  my  mind,  clear,  and  I  have  no  doubt  upon  it.  As  to  15 
the  point  about  "  castor-oil  or  other  suitable  oil,"  there  is  much  to  be  said  upon 
either  side,  and  I  leave  this  point  undecided,  for  it  is  not  necessary  to  determine 
it  in  this  appeal. 

For  the  reasons  above,  in  my  judgment,  "  cordite,"  as  made  by  the  Govern- 
ment, is  not  an  infringement  of  Mr.  Maxim's  patent,  and  this  appeal  fails,  and  30 
should  be  dismissed,  with  costs.  .     . 

Chitty,  LJ.—Mx.  Justice  Wright  has  held  that  when  Maanm's  Specification 
is  rightly  understood  and  properly  construed,  his  patent  is  valid,  but  is  not 
infringed.  In  construing  the  Specification,  with  the  assistance  of  the  evidence 
properly  admissible,  he  has  decided  that  the  invention  is  limited,  first,  by  the  25 
kind  of  oil  described,  and  next,  by  the  proportions  in  which  the  three 
ingredients  are  mixed  ;  and,  unless  the  invention  is  so  limited,  the  patent  is 
bad ;  but  that,  with  these  limitations,  it  does  not  include  the  Government 
compound.  For  the  Appellants,  it  is  contended  that  the  patent  is  not  subject 
to  these  limitations,  or  either  of  them.  To  succeed  on  the  appeal  they  30 
must  get  rid  of  both  of  them  ;  the  appeal  fails  if  either  of  the  limitations 
applies. 

Now,  Maxim's  invention  consists  in  the  production  of  an  improved  powder 
for  propulsive  purposes,  applicable  to  rifles  and  other  firearms.  The  blasting 
properties  of  guncotton  and  nitroglycerine  were  well  known  at  the  time  when  35 
he  obtained  his  patent ;  each  of  them  separately  had  been  combined  with  a 
substance  which  retarded  and  moderated  the  violence  of  these  two  explosives, 
but  he  was  the  first  to  show  how  they  could  be  combined.  The  object  in  view 
was  to  produce  a  compound  which  would  impart  a  very  high  muzzle  velocity 
to  the  projectile  without  subjecting  the  gun-barrel  to  excessive  pressure.  His  40 
compound  is  made  up  by  mixing  guncotton  and  nitroglycerine  together,  and 
adding  thereto  castor-oil  or  other  suitable  oil. 

I  will  first  take  the  question  of  proportions.    Reading  the  Specification  with 
the  assistance  of  the  evidence,  I  think  that  the  patent  is  for  the  mixture  of  the 
three  ingredients  in  proportions  fixed  within  a  prescribed  range.     Indeed,  45 
without  the  evidence,  I  should  have  so  interpreted  the  Specification,  but  tliat, 
perhaps,  is  rather  an  academical  question.    I  shall  deal  with  the  point,  bearing 
the  evidence  in  mind.    Undoubtedly,  the  first  claim  standing  alone  is  a  claim 
for  "  an  explosive  compound  consisting  essentially  of  guncotton  mixed  with 
"nitroglycerine   and  with  castor-oil    or  other   suitable  oil"  generally,  and  50 
without  specifying  any  proportions ;  there  is  no  limit  on  the][face  of  that  claim, 
except  by  reference  to  the  "  purpose  above  specified,"  and  that  appears  to  be  a 
reference  to  high-muzzle  velocity  without  undue  injury  to  the  gun.     The 
reference,  strictly  construed,  would  not  include  the  clause  in  the  Specification 
relating  to  proportions ;  but,  on  this  strict  construction,  the  first  claim  would,  55 
I  think,  render  the  patent  unquestionably  bad.    The  invention  relates  to  the 
mixture  of  two  violent  and  dangerous  explosives  not  previously  brought  into 
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combination ;  merely  to  tell  the  public  to  mix  them  in  any  proportion  they 
thought  fit  would  be  idle  and  useless.  The  Specification  is  addressed  to  persons 
conversant  with  chemistry  and  the  manufacture  of  explosive  compounds,  but 
to  give  them  no  information  as  to  proportions  of  the  ingredients  would  be  to 
5  tell  them  to  have  recourse  to  experiment  and  research.  But  it  was  urged  for 
the  Appellants  that  some  useful  information  to  experts  was  afforded  by  the 
clause  relating  to  proportions,  and  that  this  clause  gave  the  information  by  way 
of  example  only.  I  do  not  so  read  it.  Having  iregard  to  Mr.  Maxim's  own 
evidence  as  to  the  experimental  steps  by  which  he  arrived  at  his  invention,  I 

10  think  that  the  clause  was  meant  to  express,  within  a  certain  degree  of  precision, 
the  proportions  to  be  used  ;  and,  having  regard  to  the  evidence  given  on  behalf 
of  the  Government,  I  think  that  that  is  the  only  reasonable  way  to  read  the 
clause.  It  appears  to  me  that  in  that  clause  Maxim  is  describing  the  compound 
which  he  produces.    He  says  that  he  produces  "  an  explosive  compound  "  by 

15  mixing  the  three  ingredients  "  in  or  about  the  following  proportions,"  which  he 
then  sets  forth.  Now,  in  the  proportions  set  forth,  he  takes  a  minimum  and 
maximum  of  the  castor-oil  and  of  the  nitroglycerine  ;  the  residue  is  guncotton. 
The  range  of  the  guncotton,  according  to  the  proportions  set  forth,  is  from 
79  to  88  per  cent.    The  range  of  oil  is  from  2  to  5  per  cent ;  the  range  of  the 

20  nitroglycerine  is  from  10  to  16  per  cent. ;  the  more  nitroglycerine  you  put  in 
the  more  must  be  the  oil.  But  the  proportions  of  the  minimum  2  to  10  do  not 
tally  with  the  proportions  of  the  maximum  5  to  16.  The  proportions,  as  was 
explained  by  the  evidence,  are  not  arithmetical,  but  involve  a  chemical  relation 
between  the  oil  and  the  nitroglycerine.    The  more  you  use  of  that  terrific 

25  explosive,  the  greater  must  be  the  proportion  of  oil  you  put  in  to  subdue  it  or 
moderate  its  violent  operation ;  you  cannot  do  this  safely  by  adhering  to 
arithmetical  proportion.  Maxim  is  not  tied  down  to  the  precise  percentages 
given  ;  he  gets  some  further  latitude  by  the  employment  of  the  word  "  about  " 
— a  reasonable  latitude,  but  not  one  extending  to  any  great  excess  in  the  nitro- 

30  glycerine  beyond  the  indicated  maximum  of  16  per  cent.    Any  substantial 

excess  beyond  the  5  per  cent,  in  the  oil  would  not  produce  an  effective  powder. 

I  refrain  from  pursuing  this  part  of  the  subject  at  greater  length.    I  agree 

with  Mr.  Justice  Wright  in  the  result  at  which  he  arrived  on  the  question  of 

the  proportions,  and  the  view  he  has  taken  of  the  evidence  on  this  point.    To 

35  save  MaxirtCs  patent,  his  Specification  must  be  read  as  confined  to  a  powder  in 
which  guncotton  is  the  main  ingredient,  and  as  excluding  a  compound  in 
which  nitroglycerine  is  the  main  ingredient.  Consequently,  there  is  no 
infringement. 

This  really  disposes  of  the  appeal ;   but  I  will  add  a  few  words  on   the 

40  question  of  the  oil.  MoMm  says  that  he  mixes  the  other  ingredients  '^  with 
"  oil,  preferably  castor-oil,"  and  that  he  has  discovered  that  "  the  addition  of 
**  castor-oil  or  other  suitable  oil "  will  produce  certain  advantageous  results. 
He  then  proceeds  to  give  his  reasons  for  prefelring  castor-oil.  They  are,  first, 
because  it  is  soluble  by  means  of  the  solvents  which  are  employed  for  dissolving 

45  the  guncotton  and  nitroglycerine  ;  secondly,  because  it  combines  with  either  of 
these  substances,  forming  a  compound  which  is  unlike  either  of  them  alone  ; 
thirdly,  because,  as  it  contains  oxygen,  it  requires  a  smaller  supply  of  oxygen 
from  other  sources  to  consume  it ;  and,  fourthly,  because  it  has  less  tendency 
to  produce  smoke  than  other  oils,  while,  like  them,  it  modifies  the  explosion. 

50  He  adds,  that  castor-oil  makes  the  compound  very  tough^  and  of  such  nature 
that  it  can  be  easily  cut  and  easily  pressed,  and  effectually  prevents  its 
deterioration  under  atmospheric  influences. 

Now,  unquestionably,  Ma^m  includes  under  the  term  "suitable"  other 
oils  besides  castor-oil,  which  he  prefers.    He  does  not  include  all  other  oils ; 

55  he  includes  only  those  which  are  suitable.  The  Government  uses  vaseline  or  a 
substance  of  which  vaseline  is  a  type,  and  the  best  specimen  for  many  purposes 
of  the  class  to  which  vaseline  is  attributable. 
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What  the  Government  ases  is  also  called  "mineral  jelly '•;  for  brevity  I 
shall  use  the  term  vaseline  only.  Now,  vaseline  is  derived  from  a  mineral  oil, 
namely,  petroleum.  Does  Maxim  under  the  term  ^^ suitable"  include  mineral 
oil  ?  Mr.  Moulton  argued  that  he  does.  But,  notwithstanding  the  ingenuity  of 
his  arguments,  and  the  force  and  variety  of  his  illustrations,  I  think  that  5 
Maxim  does  not  include  it.  There  is  a  strong  and,  indeed,  overwhelming 
body  of  evidence  that,  at  the  date  of  MoMm^s  patent,  no  one  knew  that  mineral 
oil  could  be  used  for  the  purpose  indicated ;  in  other  words,  that  it  was  a 
suitable  oil. 

The  mind  of  an  expert  honestly  endeavouring  to  work  the  invention  would  lO 
be  led  in  the  direction  pointed  out  by  the  four  special  reasons  assigned  by  the 
Patentee  for  preferring  castor-oil ;  but,  following  this  lead,  he  would  not  arrive 
at  a  mineral  oil,  for  the  evidence  shows  that  none  of  these  reasons  would 
apply  to  mineral  oils.    He  would  then  consider  castor-oil  and  the  class  to  which 
it  belongs,  namely,  the  vegetable  oils.    He  might,  and  probably  would,  go  as  15 
far  as  the  fatty  oils,  although  they  are  not  all  suitable  for  the  purpose ;  but,  in 
the  state  of  common  knowledge,  as  it  then  existed,  he  would  not,  by  following 
this  path,  come  upon  mineral  oils.    Neither  of  the  two  standards  set  up  would 
carry  him  beyond  vegetable  and  animal  oils.    To  go  further,  he  must  have 
recourse  to  research  and  experiment  before  he  would  discover  that  such  a  20 
substance  as  vaseline  was  suitable.     This  was  what,  in  &ct,  was  done  by 
Sir  F.  Ahel  and  Professor  Dewar  before  they  obtained  their  patent^  which, 
though  subsequent  to  Maxim^  was  obtained  by  them  before  Maxim^s  was 
published ;  from  MaodrrCs  Specification  they  derived  no  assistance.    Mr.  Moulton 
argued  that  a  chemist  of  ordinary  knowledge  would  have  readily  and  easily  25 
picked  out  the  particular  sort  of  mineral  oil  which  would  fulfil  the  purpose 
indicated  ;  but  the  answer  is  found  in  the  evidence,  which  shows  that  he  would 
not.    There  are  hundreds  of  varieties  of  oil,  diflEering  only  by  fine  gradations 
of  quality,  which  would  be  suitable  and  non-suitable,  and  it  would  only  be  by 
investigating  their  properties,  and  after  continued  research  and  experiment,  30 
that  the  suitable  oil  could  be  discovered  other  than  the  suitable  oil  which  is 
pointed  at  by  the  standards  which  the  Patentee  has  given.     In  a  patent  for 
a  combination,  it  is  not  permissible  for  a  Patentee  to  sweep  in,  under  colour  of 
general  w  ords  such  as  *'  suitable,"  a  class  of  things  which,  at  the  time  of  obtain- 
ing his  patent,  are  not  known  by  persons  conversant  with  the  subject  to  be  35 
suitable  for  the  purpose  indicated,  and  which  could  be  discovered  only  by 
independent  research  and  experiment.    I  think  that,  in  regard  to  the  question 
of  the  oil,  Mr.  Justice   Wright  has  correctly  construed  the  Specification  in 
connection  with  the  evidence  ;  and  unless  it  is  so  construed,  the  Specification 
would  be  misleading.     Here,  again,  the  patent  rightly  interpreted  is  valid,  but  40 
there  is  no  infringement. 
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In  the  Chancbry  op  the  Cottnty  Palatine  op  Lancaster  — 
Manchester  District. 

Before   Vice-Chancellor    Hall.— May   llth,    12th,   and    24th,    1897. 

John  Thorley  Dutton  and  Thomas  Dutton  v.  William 
5  Brierley  and  Bowdbn  Brothers. 

Patent. — Action  for  infringement — Alleged  anticipation. — Patent  invalid. 
In  1896y  Letters  Patent  were  granted  to  J.  T.  D.  and  T.  B.for  improvements 
in  apparatus  for  manufacturing  confectionery.    In  1896^  an  action  was 
commenced  against  the  Befendants  for  infringement.    The  Befendants  denied 

10  the  validity  of  the  patent  on  the  ground^  among  others^  that  tJie  alleged  invention 
was  anticipated  by  prior  user. 

Heldy  that  the  inventiofi  had  been  anticipated^  and  the  action  was  dismissed^ 
unth  costs. 
On  the  9th  of  May  1895,  Letters  Patent  (No.  9263  of  1895)  vfere  granted  to 

15  John  Thorley  Button  and  TJiomas  Button  for  improvementB  in  the  method 
and  apparatus  for  mannfactaring  confectionery.  The  Complete  Specification 
was  as  follows  : — "  Onr  said  invention  relates  to  certain  improvements  in  the 
"  process  or  method  of  manafactnring  confectionery,  and  in  the  means  or 
"  apparatns  used  to  carry  out  or  expedite  such  improved  method.  For  example 

20  ^*  in  steam  boiling  plants  at  present  in  use,  considerable  waste  of  time,  labour 
^  and  material  occurs  in  tran^erring  the  boiled  sugar  from  the  pan  to  the 
^'  cooler  and  from  the  cooler  to  the  slab  or  bench  for  working  up  the  boiled 
**  sugar.  Thus,  a  separate  vessel  is  used,  into  which  the  boiled  sugar  is  poured 
^  from  the  steam  pan,  and  this  vessel  is  in  its  turn  emptied  upon  the  cooling 

25  «^  plate,  the  sugar  being  then  removed  from  the  cooling  plate  to  the  slab  or 
**  bench  where  it  is  worked  up.  Waste  of  material  occurs  in  the  transferring 
"^  vessel  which  carries  the  sugar  from  the  steam  pan  to  the  cooler,  and  the 
^*  proportion  of  waste  is  also  increased  by  the  necessity  of  lifting  the  sugar  from 
^  the  cooling  plate  to  the  slab. 

30  '*  According  to  our  improved  mode  we  make  the  said  operations  continuous 
<*  instead  of  interrupted  and  transfer  the  sugar  direct  from  the  steam  pan  to  the 
^*  cooling  plate  the  cooling  plate  being  preferably  made  movable  for  that 
^  purpose.  We  mount  the  steam  pan  at  a  greater  altitude  than  usual  and  so 
*^  that  it  can  be  tipped  forward.    We  also  arrange  for  the  cooling  plate  to  be 

35  ^  movable  towards  and  from  the  steam  pan.  For  example  the  cooling  plate 
**  might  run  on  wheels  or  on  rails  or  in  grooved  ways  or  in  any  other  manner 
"  whereby  it  can  be  moved  towards  and  away  from  the  steam  pan.  To  provide 
^  for  the  continuous  circulation  of  cold  wat^r  beneath  or  through  the  cooling 
^  plate  as  usual,  the  water  is  conducted  to  and  from  the  cooler  by  means  of 

40  *^  flexible  tubes  which  permit  of  the  movements  of  the  cooling  plate.    The 
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*'  working  up  slab  or  bench  is  arranged  in  jnxta-position  to  the  movable  cooling 
**  plate  and  we  pivot  the  cooling  plate  upon  its  carriage  or  support  so  that  it 
'-  can  be  turned  round  in  line  with  the  working  up  slab  or  bench  so  that  the 
**  boiled  sugar  can  be  moved  at  once  from  the  cooling  plate  to  the  working  up 
'*  slab  or  bench.  In  using  our  improved  method  and  apparatus  a  steam  pan  of  5 
'*  larger  capacity  than  usual  can  be  employed  as  the  weight  does  not  require 
**  under  our  invention  to  be  manually  lifted  from  the  pan  to  the  cooler  and 
^'  the  whole  of  the  contents  of  the  pan  can  be  poured  at  once  so  that  the 
''  boiling  is  all  of  one  colour  and  degree.  When  the  sugar  has  been  sufficiently 
"  boiled  in  the  pan,  we  move  the  cooling  plate  forward  and  close  to  the  pan.  10 
"  We  then  tip  the  pan  and  pour  the  contents  directly  upon  the  cooling  plate 
"  thus  dispensing  with  the  usual  vessel  for  transferring  the  sugar  from  the  pan 
"  to  the  cooler. 

"  We  then  move  the  cooling  plate  back  and  when  in  the  proper  position  turn  it 
*'  round  until  it  lies  in  line  with  the  working  up  slab  or  bench,  so  that  the  15 
*'  operator  has  the  boiled  sugar  brought  immediately  under  his'  hand  and  can 
*'  transfer  it  at  once  to  the  slab.  The  sugar  having  thus  less  time  and  opportunity 
*'  to  grow  too  cold  for  working  up,  no  scrap  is  formed  under  our  process  and  the 
"  waste  incidental  to  the  use  of  transferring  vessels  is  saved,  as  well  as  the 
'^  labour  and  heat  necessary  to  melt  the  waste  from  the  vessels.  20 

"  Altogether  an  important  saving  of  time,  labour  and  material  is  eflFected 
"  under  our  invention  and  the  production  of  confectionery  goods  is  largely 
•*  cheapened  and  improved." 

The  drawings,  which  were  then  described,  showed  a  movable  cooling  table. 
The  Specification  concluded  thus  : — "  As  a  complete  apparatus  and  for  deriving  25 
"  the  full  advantages  from  our  invention  we  prefer  the  arrangement  or 
"  substantially  the  arrangement  set  forth  in  our  description  and  drawings  but 
^'  it  will  be  evident  that  some  of  these  advantages  might  be  obtained  without 
"  employing  the  full  equipment  which  we  have  indicated.  For  example  in 
*'  small  establishments  or  where  the  working  up  bench  is  adjacent  to  the  30 
''  cooling  table  we  might  have  the  cooling  table  a  fixture  or  practi^ly  a  fixture, 
**  that  is,  only  to  be  moved  at  rare  intervals.  With  such  an  arrangement  one  of 
"  the  chief  advantages  of  our  invention  namely  the  direct  pouring  of  the 
^*  contents  of  the  steam  or  boiling  pan  upon  the  cooling  table,  would  be 
<*  obtained.  It  will  also  be  evident  that  in  conjunction  with  a  fixed  or  35 
"  practically  fixed  cooling  table  to  receive  the  contents  of  the  pan  by  direct 
"  pouring,  we  might  arrange  the  working  up  benches  to  be  movable  by  running 
"  on  rails  or  otherwise  up  to  and  away  from  the  cooling  table.  Under  the  latter 
"  arrangement  any  selected  bench  could  be  run  up  to  the  cooling  table  and  the 
"  directly  poured  material  worked  off  upon  the  bench.  The  elevation  of  the  40 
^'  steam  or  boiling  pan  to  the  height  at  which  direct  pouring  becomes  available, 
"  saves  the  labour  of  lifting  the  poured  contents  of  the  pan  to  the  level  of  the 
^'  cooling  table,  and  also  enables  us  to  save  the  waste  and  scrap  involved  by  the 
'*  use  of  an  intermediate  vessel.  The  disadvantages  of  the  old  method  as 
"  compared  with  the  advantages  derived  under  our  invention  may  here  be  45 
*^  stated  succinctly.  By  the  old  method  a  portion  of  the  contents  of  the  steam 
'^  or  boiling  pan  was  poured  into  a  smaller  vessel,  and  this  vessel  was  then 
**  carried  to  and  poured  upon  the  cooling  table.  The  disadvantages  of  this 
'^  were  manifold.  In  the  first  place  considerable  manual  labour  was  involved 
^^  and  in  the  double  pouring  and  transport,  accidents  were  not  uncommon.  In  50 
'*  the  second  place  owing  to  the  weight  the  whole  contents  of  the  pan  conld  not 
*^  be  poured  and  transported  to  the  cooling  table  at  one  operation,  consequently 
'*  there  were  differences  of  colour  and  degree  in  the  same  boiling.  In  the 
'^  third  place  by  the  use  of  a  separate  transferring  vessel  to  carry  the  staff 
**  from  the  boiling  pan  to  the  cooling  table,  a  considerable  waste  took  place  55 
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"  since  a  large  proportion  of  the  material  adhered  to  the  interior  of  the  vessel 
*^  and  had  to  be  afterwards  melted  off  and  the  vessel  cleaned.  This  itself 
"  involved  considerable  labour  and  waste,  while  the  vessels  had  to  be  provided 
"  and  renewed. 

5  "  Under  our  invention  the  whole  of  these  disadvantages  are  done  away  with, 
"  and  by  placing  the  cooling  table  in  jiixta-position  to  the  steam  or  boiling  pan, 
"  whether  such  cooling  table  be  fixed  or  movable,  we  are  enabled  to  pour 
"  directly  upon  the  cooling  table  and  to  empty  the  pan  at  one  turn  instead  of 
"  by  instalments  as  heretofore,  at  the  same  time  dispensing  with  the  aforesaid 

10  "  intermediate  transferring  vessels,  and  so  saving  the  labour  and  waste 
"  consequent  upon  their  use.  By  our  additional  improvements  of  making 
"  the  cooling  table  movable  when  desired  relatively  to  the  working  up 
*'  benches  or  of  making  the  working  up  benches  movable  relatively  to  the 
"  cooling  table  if  preferred,  we  obtain  further  advantages  all  tending  to  the 

15  "  diminution  of  labour,  to  facility  of  handling,  and  to  economy  in  time  material 
"  and  labouL*. 

"  Having  now  particularly  described  and  ascertained  the  natiire  of  our  said 
"  invention  and  in  what  manner  the  same  is  to  be  performed  we  declare  that 
"  what  we  claim  is  : — 1.  The  improved  method  of  and  apparatus  for  manufac- 

20  "  tnring  confectionery  substantially  as  hereinbefore  described  and  shown. 
"  2.  In  apparatus  of  the  indicated  nature  for  the  manufacture  of  confectionery, 
^'  elevating  or  otherwise  mounting  the  steam  or  other  boiling  pan  so  that  the 
"  contents  of  the  pan  can  be  poured  directly  upon  the  cooling  table  or  slab  and 
^'  so  as  to  dispense  with  separate  intermediate  transferring  vessels,  substantially 

25  "  as  hereinbefore  described.  3.  In  apparatus  of  the  indicated  nature,  arranging 
^'  the  steam  or  other  boiling  pan  and  the  cooling  table  or  slab  relatively  to  each 
"  other  in  such  a  manner  that  the  contents  of  the  pan  can  be  poured  directly 
'*  upon  the  cooling  table  or  slab,  substantially  as  hereinbefore  described.  4.  In 
**  apparatus  of  the  indicated  nature,  situating  the  cooling  table  or  slab  whether 

30  <'  fixed  or  movable,  immediately  beneath  the  steam  or  other  boiling  pan  so  as 
**  to  allow  of  the  contents  of  the  pan  being  poured  directly  thereon,  substan- 
'^  tially  as  described  and  shown.  5.  In  apparatus  of  the  indicated  nature,  the 
''  combination  of  the  elevated  steam  or  other  boiling  pan  with  a  movable 
^^  cooling  table  or  slab  mounted  on  a  carriage  on  rails  and  supplied  with  water 

35  "  or  other  cooling  fluid  through  flexible  tubing  which  permits  of  the  movements 
"  of  the  carriage  and  table,  the  said  carriage  and  table  being  capable  of  being 
"  ran  from  the  pan  to  one  or  more  working  up  benches  or  confectionery 
"  making  apparatuses,  whereby  we  obtain  direct  pouring  of  the  stuff  upon  the 
**  cooling  table  combined  with  facility  of  transport  and  reduction  of  handling, 

40  ^'  substantially  as  hereinbefore  described  and  shown.  6.  In  apparatus  of  the 
^'  indicated  nature  and  in  combination  with  the  direct  pouring  toiling  pan,  the 
"  cooling  table  or  slab  B  mounted  pivotally  upon  a  carriage  running  on  rails  or 
*'  their  equivalent,  the  rails  or  equivalents  immediately  in  front  of  the  boiling 
''  pan  being  carried  on  a  turntable  so  as  to  provide  facilities  for  shunting  the 

45  ^^  carriage  and  table  upon  different  lines  leading  to  different  working  up 
'*  benches  or  apparatuses,  substantially  as  hereinbefore  described  and  as 
^^  illustrated.  7.  In  apparatus  of  the  indicated  nature  the  ^  combination  of  a 
"  direct  pouring  boiling  pan,  a  fixed  cooling  table  or  slab  to  receive  the 
"  contents  of  the  pan  directly,  and  a  movable  working  up  bench  or  benches 

50  "  capable  of  being  moved  up  to  and  away  from  the  fixed  cooling  table  or  slab, 
"  substantially  as  hereinbefore  described." 

The  Provisional  Specification  was  identical  with  the  Complete  down  to 
line  23,  page  686,  except  that  the  word  preferably,  printed  in  italics  in  line  33, 
on  page  685,  did  not  occur  in  the  Provisional. 

55      On  the  18th  of  May  1896,  John  Thorley  Button  and   Tliomas  Button^  who 

3  I  2 


688  REPORTS  OP  PATENT,  DESIGN,       [Sept.  1, 1897. 

John  ThorJey  Button  and  Thomas  Dutton  v.  William  Brierley  and 

Bowden  Brothers. 

traded  as  Dutton  Brothers^  commenced  an  action  for  infringement  of  this 
patent  against  William  Brierley  and  Bowden  Brothers^  claiming  the  usual 
relief.  The  Plaintiffs,  by  their  Statement  of  Claim,  alleged  that  the  Defendants 
had  infringed  the  Letters  Patent  in  the  manner  specified  in  the  Particulars  of 
Breaches.  The  Particulars  of  Breaches  alleged  that  the  Defendant  5 
William  Brierley  had  manufactured,  at  his  works  at  Rochdale,  apparatds 
constructed  in  accordance  with  or  only  colourably  differing  from  that  described 
in  the  Specification  of  the  said  Letters  Patent,  and  sold  such  apparatus  to  the 
Defendants  Bowden  Brothers,  and  that  the  Defendants  Bowden  Brothers  had 
used  the  said  apparatus  at  their  works  at  Ashton-under-Lyne.  10 

The  Defendants,  by  their  Statement  of  Defence,  denied  infringement  and 
alleged  that  the  said  Letters  Patent  were  invalid  for  the  reasons  set  forth  in  the 
Particulars  of  Objections.  The  Particulars  of  Objections  delivered  alleged 
inte7^  alia  :— (1)  That  the  Patentees  were  not  the  first  and  true  inventors  of 
the  alleged  invention  comprised  in  the  said  Letters  Patent.  (2)  That  the  15 
alleged  invention  was  not  useful.  (3)  That  the  Provisional  Specification  of  the 
alleged  invention  did  not  describe  the  nature  thereof,  and  the  invention 
described  and  claimed  in  the  Complete  Specification  was  an  invention  differing 
from  and  larger  than  that  described  in  the  Provisional  Specification.  (4)  That 
the  alleged  invention  was  not  proper  subject-matter  of  Letters  Patent.  (5)  20 
That  the  alleged  invention  was  matter  of  common  knowledge  at  the  date  of  Uie 
said  Letters  Patent.  (6)  That  the  alleged  invention  was  not  new  at  the  date 
of  the  Letters  Patent.,  inasmuch  as  it  was  previously  to  the  date  of  the  said 
Letters  Patent  pablished.  (a)  By  the  manufacture  and  sale  by  the  Defendant 
William  Brierley,  in  May  1892,  to  Messrs.  Whipp  and  Fielding,  of  Smithy  2r> 
Bridge,  near  Rochdale,  of  apparatus,  similar  to  that  described  and  claimed  by 
the  Plaintiffs,  for  pouring  the  boiling  material  direct  on  the  cooling  plate,  (b) 
By  the  manufacture  and  sale  by  the  Defendant  WiUiam  Brierley,  in 
June  1894,  to  Messrs.  Shepherd,  of  Rochdale,  of  apparatus  similar  to  that 
described  and  claimed  by  the  Plaintiffs  for  pouring  the  boiling  material  direct  30 
on  to  the  cooling  plate. 

This  was  the  trial  of  the  action.  T,  Terrell,  Q.C.,  and  Fulton  (instructed  by 
A.  Macdonald  Blair)  appeared  for  the  Plaintiffs  ;  O.  Leigh  Glare,  Grant,  and 
Butterworth  (instructed  by  E.  Robinson,  Walker,  and  Go.)  appeared  for  the 
Defendants.  35 

Terrell,  Q.O.,  opened  the  Plaintiffs'  case. — Formerly,  sugar  for  confectionery 
had  been  boiled  on  open  fires,  and  the  pan  of  boiling  sugar  carried  from  the 
fire  and  poured  on  to  a  cooling  plate.  Boiling  by  steam  was  introduced  in 
order  to  obtain  a  high  and  regular  temperature.  The  steam  pan  could  not  be 
carried ;  and,  therefore,  it  was  necessary  to  empty  the  boiled  sugar  into  an  40 
intermediate  vessel  which  was  carried  to  the  cooling  plate.  This  transference, 
by  means  of  the  intermediate  vessel,  caused  variation  of  colour  and  consequent 
inferiority  of  product,  and  necessitated  extra  labour.  There  was  also  danger 
from  the  splashing  of  the  sugar,  and  waste  from  the  sugar  sticking  to  fiilB 
intermediate  vessel.  The  Plaintiffs'  improvements  brought  the  whole  apparatus  45 
together,  and  made  parts  of  it  movable  so  as  to  travel  from  one  portion  of  the 
apparatus  to  another,  and  thus  did  away  with  these  defects. 

Evidence  was  then  called  on  behalf  of  the  Plaintiffs,  the  witnesses  including 
the  Plaintiffs,  and  Messrs.  Bridge,  Jax^kson,  Hartley,  Lloyd,  Matthews,  Whipp, 
and  Fielding.  The  evidence  of  the  Plaintiffs  was  to  the  effect  that  their  idea  50 
was  original,  and  that  it  had  been  worked  out  and  brought  to  success  by  them, 
and  that  the  Defendant  Brierley  had  merely  executed  orders  for  them  without 
taking  part  in  the  working  out  of  the  Plaintiffs'  idea.  The  evidence  of  the 
other  witnesses  was  to  the  effect  that  there  had  been  no  anticipation  as  alleged 
in  the  Particulars  of  Objections.  -55 
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Clare  opened  the  Defendants'  case. — The  Plaintiffs  were  not  the  true  and 

first  inventors  ;  all  they  did  was  to  suggest  an  idea  to  the  Defendant  Brierley^ 

and  it  was  worked  out  by  a  man  Burns  in  the  employ  of  the  Defendants. 

Evidence  for  the  Defendants  was  then  called.     Messrs.  NiUter^  Hudson^ 

5  Massey^  Shepherd  (a  workman  in  the  employ  of  the  Defendant  Brierley\ 

Bonegani^  Qreen^  Longson,  and  J.  Shepherd  (son  of  the  Shepherd  mentioned  in 

the  Particulars  of  Objections),  were  called  to  prove  the  anticipation  pleaded. 

BrierUy  and  his  workman  Burns  gave  evidence  that  the  Plaintiffs  called  at 

the  Defendant  Brierley^s  works,  and  mentioned  a  suggestion  as  to  a  movable 

10  cooling  plate  which  was  worked  out  by  Burns^  a  sketch  being  prepared  and  a 

machine  being  made  from  that  sketch. 

Grant  summed  up  the  case  for  the  Defendants.  The  true  inventor  was 
Burns;  Elias  v.  Oravesend  Tinplaie  Company,  7  R.P.C.  455.  The  subsidiary 
claims  in  the  Specification  could  not  be  taken  to  be  claims  for  a  combination, 
15  the  words  "  substantially  as  described "  not  having  the  meaning  claimed  of 
referring  again  to  the  whole  combination  ;  Parkinson  v.  Sifnon,  12  R.P,C.  403. 
Moreover,  the  patent  was  bad  on  the  ground  of  anticipation,  want  of  subject* 
matter,  and  for  disconformity. 

Terrell,  Q.C.,  replied  for  the  Plaintiffs. 
20       Hall,  V.C. — This  is  an  action  by  Messrs. 'Button  against  William  Brierley 
and  Messrs.  Bowden  Brothers,  and    the  Plaintiffs  claim    an    injunction    to 
restrain  the  Defendants  from  infringing  the  Plaintiffs'  Letters  Patent,  No.  9263 
of  the  year  1895. 
The  Plaintiffs' Provisional  Specification  is  dated  the  9th  of  May  1895,  and  is 
26  for  improvements  in  the  method  of  and  apparatus  for  manufacturing  confec- 
tionery ;  and  the  object  of  the  invention  appears  to  have  been  what  they  call 
an  improved  mode  of  transferring  the  boiled  sugar  from  the  steam  pan  to  the 
cooling  plate.    The  old  way  of  manufacturing  confections  of  this  kind,  which 
are  made  of  boiled  sugar,  was  boiling  the  sugar  in  a  vessel,  and  then  pouring 
30  it  from  the  vessel  in  which  it  had  been  boiled  on  to  another  vessel  in  which  it 
cooled.    That  operation  is  an  ancient  operation,  and,  of  course,  is  one  with 
which  everyone  is  familiar;   and,  when  the  operation  was  conducted  on  a 
larger  scale  for  manufacturing  purposes,  the  same  principle  was  applied  ;  that 
is  to  say,  first  of  all  the  sugar  was  boiled  in  kettles  or  boiling  pans  on  an  open 
35  fire,  and  then  carried  and  poured  upon  a  cooling  plate  ;  then  from  that  cooling 
plate  it  was  transferred  to  other  plates,  which  are  called  working-up  plates,  and 
so  the  confection  was  manufactured. 

It  appears  that,  some  years  ago,  an  invention  was  made  by  which,  instead  of 
that  rude  way  of  boiling  the  kettle  upon  an  open  tire,  steam  pipes  were  intro- 
40  duced  into  the  boiling  pan,  and,  steam  being  sent  through  those  pipes,  the 
sugar  was  boiled  more  rapidly,  and  other  advantages  were  derived,  instead  of 
the  rough  ordinary  way  in  which  previously  it  had  been  done ;  and  that,  of 
course,  necessitated  the  fixing  of  the  boiling  pan.  It  required,  first  of  all,  a 
boiler  to  generate  the  steam,  pipes  from  the  boiler  which  went  into  the  boiling 
45  pan  ;  and  then,  of  course,  you  had  a  fixed  boiling  pan,  since  the  pipes  prevented 
motion  of  the  pan. 

Then  another  improvement  upon  that  was  that,  as  you  could  not  move  the 
boiling  pan,  and  you  had  to  empty  the  contents,  the  pan  was  swung  upon 
pivots,  and  was  tipped  over ;  and  the  way  of  carrying  it  to  the  cooling  plate 
50  was  that  it  was  tipped  over  into  smaller  vessels,  which  were  called  hand  pans, 
and  carried,  by  means  of  those  hand  pans,  from  the  boiling  pan  on  to  the  cooling 
plate.  That  was  a  slow  and  somewhat  dangerous  process,  because  if  the  sugar 
splashed  over  it  would  seriously  hurt  the  person  upou  whom  the  splashes 
might  fall. 
55      That  being  the  state   of    things,  Messrs.  Button  say  that   they  invented 
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this  new  plan  mentioned  in  their  Specification  of  the  9th  of  May  1895.  They 
say  that,  in  steam-boiling  plants  at  present  in  use  of  the  kind  I  have  mentioned, 
"  considerable  waste  of  time,  labour  and  materials  occur  in  transferring  the 
"  boiled  sugar  from  the  pan  to  the  cooler  and  from  the  cooler  to  the  slab  or 
"  bench  for  working  up  the  boiled  sugar.  Thus  a  separate  vessel  is  used,  into  5 
"  which  the  boiled  sugar  is  poured  from  the  steam  pan,  and  this  vessel  is  in  its 
"  turn  emptied  upon  the  cooling  plate,  the  sugar  being  then  removed  from  the 
"  cooling  plate  to  the  slab  or  bench  where  it  is  worked  up.  Waste  of  material 
"  occurs  in  the  transferring  vessel  which  carries  the  sugar  from  the  steam  pan 
"  to  the  cooler,  and  the  proportion  of  waste  is  also  increased  by  the  necessity  10 
"  of  lifting  the  sugar  from  the  cooling  plate  to  the  slab.  According  to  our 
**  improved  mode  we  make  the  said  operations  continuous  instead  of  inter- 
'*  rupted,  and  transfer  the  sugar  direct  from  the  steam  pan  to  the  cooling  plate, 
"  the  cooling  plate  being  made  movable  for  that  purpose." 

That  is  to  say,  the  cooling  plate  was  to  be  moved  up  to  the  boiling  pan,  so  15 
that  the  boiled  sugar  might  be  transferred  directly  from  the  steam  pan  to  the 
cooling  plate  ;  but  the  difficulty  of  making  the  cooling  plate  move  up  to  the 
boiling  pan  was  that  the  cooling  plate  was  not  a  mere  plate  upon  which  the 
boiled  sugar  was  poured,  but  it  was  a  plate  with  an  arrangement  of  pipes  below, 
through  which  cold  water  was  sent  for  the  purpose  of  cooling  more  rapidly  20 
than  it  would  otherwise  have  done  ;  and,  of  course,  if  you  have  a  cooler  made 
in  that  way,  with  pipes  passing  from  some  reservoir  of  water,  it  necessarily 
followed  that  the  cooler  itself  was  fixed,  because  otherwise  it  was  impossible 
to  move  it  without  deranging  the  pipes  ;  and,  unless  the  cooler  was  close  to  the 
boiling  pan,  it  necessitated  the  use  of  hand  pans  for  the  purpose  of  carrying  the  25 
sugar  from  the  boiling  pan  to  the  cooling  plate.    Then  what  he  says  is,  that  by 
transferring  the  sugar  direct  from  the  steam  pan  the  operation  was  continuous, 
the  cooling  plate  being  made  movable  for  that  purpose;   and  I  think  that, 
reading  through  the  whole  of  this  Provisional  Specification,   his   idea  was 
two-fold  :  first  of  all,  direct  transfer  ;  secondly,  moving  the  cooling  plate  up  to  30 
the  boiling  pan,  it  being  made  movable  for  that  purpose. 

Now,  what  happened  was  that,  in  February  1895,  Mr.  Brierley,  who  was 
manufacturing  the  steam  boiling  pans  that  I  have  mentioned,  persuaded  the 
Plaintiffs  to  buy  one  of  those  pans.  He  did  so ;  and  that  was  fitted  up  in 
February,  and  they  were  not  quite  satisfied  with  that,  because,  of  course,  the  35 
cooling  plate  was  separate  from  the  boiling  pan  ;  but  in  March  the  Plaintiffs 
became  desirous  of  having  a  movable  cooler.  They  said  that  if  the  cooler  could 
be  moved  up  to  the  boiling  pan  it  would  be  much  more  convenient ;  and, 
accordingly,  instructions  were  given  to  Mr.  Brierley  to  make  a  movable  or 
travelling  cooling  plate  which  would  go  up  to  the  boiling  pan,  and  so  enable  40 
the  sugar  to  be  transferred  directly  from  the  boiling  pan  to  the  cooling  pan ; 
and  that,  of  course,  involved  this  further  point,  that,  inasmuch  as  the  boiling 
pan  had  been  formerly  on  the  floor  or  only  slightly  raised  above  the  level  of 
floor,  if  the  cooling  plate  was  to  remain  at  the  usual  level  at  which  it  was  for 
the  purpose  of  being  worked  at  easily,  it  necessitated  that  the  boiling  pan  45 
should  be  raised  to  a  certain  extent  for  the  purpose  of  tipping  directly  into  the 
cooling  plate. 

There  is  some  little  contest  as  to  what  took  place  about-  that ;  but  it  is 
admitted  that  the  Plaintiffs  saw  Mr.  Brierley,  who  took  them  to  his  foreman, 
Mr.  Burns,  and  told  him  what  the  Plaintiffs  desired,  that  is,  to  have  a  travelling  50 
cooling  plate,  and  asked  him  to  devise  some  means  of  carrying  out  what  it  was 
that  they  wished,  and  Mr.  Burns  did  accordingly  devise  a  scheme  by  which 
there  was  a  travelling  cooler  which  would  go  up  to  the  boiling  pan.  It  was  put 
up  there,  but  did  not  work.  The  Plaintiffs  say  there  was  some  difficulty  about 
the  wheels,  but  the  real  difficulty,  1  think,  was  about  the  pipes ;  because  it  is  55 


Vol.  XI 7.,  No.  24.]      AND  TRADE  MARK  OASES.  691 

John  Thorley  Button  and  Thomas  Dutton  v.  William  Brierley  and 

Bowden  Brothers, 


obviong  that  if  you  had  rigid  pipes  fastened  to  the  cooler,  and  arranged  so  as  to 
be  immediately  below  the  cooler,  it  was  impossible  to  move  the  cooler  unless 
you  had  some  way  either  of  disconnecting  the  pipes  or  of  making  them  flexible ; 
and,  accordingly,  they  hit  upon  the  plan  of  making  flexible  pipes,  so  that,  I 
5  suppose,  the  idea  was  to  move  the  cooling  pan  along,  then  the  pipes  would 
stretch,  and  enable  it  to  reach  the  place  where  the  sugar  could  be  tipped 
directly  from  the  boiling  pan  into  the  cooler. 

It  was  pointed  out  at  the  beginning  that  that  would  very  likely  not  work 
well,  and  it  turns  out  that  it  did  not.     What  took  place  after  that  is  not  very 

10  clear  upon  the  evidence  ;  but  it  seems  that  the  Plaintiffs  were  working  at  this 
apparatus  from  March.  They  were  employing  a  man  named  Matthews  and  a 
man  named  Hewitt^  but  exactly  what  it  was  they  did  does  not  appear.  They 
inferred  that  they  were  improving,  or  trying  to  improve,  upon  the  apparatus 
which  had  been  devised  by  Mr.  Burns^  Messrs.  BrierUy^s  foreman ;  but,  at 

15  any  rate,  in  May  1895,  they  filed  their  Provisional  Specification,  in  which  it 

is  quite  clear  that  what  they  claimed  as  their  invention  was  the  transfer  of 

sugar  direct  from  the  steam  pan  to  the  cooling  plate,  the  cooling  plate  being 

made  movable  for  that  purpose. 

I  ought  to  say  that  there  is  no  evidence  before  me  that  they  ever  used  the 

20  fixed  cooling  pan  in  connection  with  their  fixed  boiling  pan  ;  on  the  contrary, 
the  evidence  seems  to  be  the  other  way — that  they  never  saw  a  fixed  cooling 
pan  until  the  time  I  am  now  going  to  mention,  that  is,  in  September  1895. 
There  was  an  exhibition  of  apparatus  used  in  connection  with  the  manufacture 
of  confectionery,  and  at  that  exhibition  the  Defendant  Mr.  Brierley  exhibited 

25  a  number  of  cooling  plates  which  were  fixed — not  movable,  but  fixed  in  juxta- 
position to  the  boiling  pan  ;  and,  of  course,  it  was  obvious  that  that  did  away 
with  the  difficulty  arising  from  flexible  tubes  conveying  the  cold  water  to  the 
cooling  plate  ;  but  there  is  no  doubt  that  he  raised  the  boiling  pan  to  such  a 
height  that  he  could  conveniently  tip  into  the  cooling  plate,  although  previously 

HO  he  had  only  made  boiling  pans  with  the  shorter  standards,  not  for  the  purpose 
and  not  with  the  view  of  this  direct  tipping.  The  Plaintiffs  were  at  that 
exhibition,  and  they  admit  that  they  saw  this  plan  of  the  fixed  cooling  pan  ; 
and,  accordingly,  when  they  make  their  Complete  Specification,  which  was  left 
on  the  7th  of  January  1896,  although  they  claim,  as  before,  the  direct  transfer 

il5  from  the  steam  pan  to  the  cooling  plate,  they  make  some  change.  Instead  of 
saying,  as  they  did  say  at  first,  '*  the  cooling  plate  being  made  movable  for  that 
**  purpose,"  they  say,  "  the  cooling  plate  preferably  being  made  movable  for  that 
'^  purpose  "  ;  and,  in  a  later  part  of  the  same  Specification,  they  put  an  alterna- 
tive, that  the  cooling  plate  may  be  fixed,  page  4,  line  31 : — "  Under  our  invention 

40  "  the  whole  of  these  disadvantages  are  done  away  with  " — which  they  had  been 

speaking  about  as  to  the  difficulty  of  carrying  it  and  clearing  the  vessels,  and 

things  of  that  kind.    "  The  whole  of  these  disadvantages  are  done  away  with, 

**  and  by  placing  the  cooling  table  in  jnxta-position  to  the  steam  or  boiling  pan, 

"  whether  such  cooling  table  be  fixed  or  movable,  we  are  enabled  to  pour 

45  "  directly  upon  the  cooling  table,  and  to  empty  the  pan  at  one  turn  instead  of 

"  by  instalments  as  heretofore,  at  the  same  time  dispensing  with  the  aforesaid 

*'  intermediate  transferring  vessels,  and   so    saving    the    labour    and    waste 

**  consequent  upon  their  use.    By  our  additional  improvements  of  making  the 

*'  cooling  table  movable  when  desired  relatively  to  the  working-up  benches  or 

.50  "  of  making  the  working-up  benches  movable  relatively  to  the  cooling  table  if 

"  preferred,  we  obt-ain  further  advantages  all  tending  to  the  diminution  of 

"  labour,  to  facility  of  handling,  and  to  economy  in  time,  material  and  labour." 

The  idea  that  they  had  when  they  framed  the  Provisional  Specification  was  to 

make  the  cooling  table  movable  ;  to  move  it  up  to  the  boiling  pan,  and  to  tip 

65  the  sugar  direct  into  the  cooling:  pan,  and  then  to  move  the  boiling  pan  back 
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into  juxta-position  with  what  is  called  the  working-np  pan — that  is,  the  pan  in 
which  it  was  to  be  put  into  the  shape  that  they  desired  it.  Under  this,  where 
they  are  working  up  the  alternative  of  having  a  fixed  cooling  table,  that  neces- 
sitated, of  course,  a  corresponding  change— that  the  working-up  table  should 
move  up  to  the  cooling  table  ;  but  all  this  about  the  moving  up  of  the  working  5 
table  to  the  cooler,  or  the  cooler  to  the  working  table,  seems  an  alternative  which 
has  been  started  entirely  in  the  Complete  Specification. 

Now,  what  the  Defendants  have  done  is  this.    BrierUy  has  manufactured  for 
Bowden  Brothers  a  machine  in  which  there  is,  first  of  all,  the  boiling  pan 
raised  to  a  height  sufficient  to  enable  him  to  directly  tip  into  a  fixed  cooler ;  10 
and  then  he  has  a  fixed  working  plate,  and  an  apparatus  which  enables  him  to 
convey  sugar  from  the  cooling  plate  to  the  fixed  working-up  plate ;  and  the 
Plaintiffs  say  that  that  is  an  infringement  of  their  patent.     In  the  Statement  of 
Defence,  numerous  defences  are  pleaded — that  there  is  no  subject-matter,  that 
there  is  no  invention  discovered  in  the  pouring  directly  from  one  vessel  into  15 
another.    They  say  that  this  idea  of  having  a  fixed  cooling  table,  which  was 
developed  in  the  Complete  Specification,  was  really  a  new  invention,  and  was 
not  a  working  out  of  the  invention  mentioned  in  the  Provisional  Specification  ; 
because,  of  course,  the  Provisional  Specification  was  only  intended  to  describe 
generally  the  nature  of  the  invention,  leaving  the  details  by  which  it  was  to  be  20 
carried  into  effect  to  be  atated  in  the  Complete  Specification.    But,  if  what 
is  stated  in  the  Complete  Specification  is  not  a  working  out  of  the  details 
of  the  invention  mentioned  in  the  Provisional  Specification,  and  is  really 
a  new  invention,  then  that  is  a  variance  between  the  Complete  Specification 
and  the  Provisional  Specification,  which  invalidates  the  patent,  because  it  25 
ought  to  be  the  subject  of  a  new  patent,  and  not  incorporated  in  the  one  claimed 
under  the  Provisional  Specification. 

Then  the  Defendants  say  that  it  has  been  anticipated,  and  they  say  also  that 
the  claims  made  in  the  Complete  Specification  are  bad ;  because,  if  they  are 
read  literally,  it  means  that  the  Patentees  claim,  as  in  sub-clause  4,  ^^  situating  HO 
**  the  cooling  table. or  slab,  whether  fixed  or  movable,  immediately  beneath  the 
*^  steam  or  other  boiling  pan,  so  as  to  allow  of  the  contents  of  the  pan  being 
**  poured  directly  thereon."  Of  course,  if  that  is  so,  it  is  absurd  to  suppose 
that  a  person  could  claim  as  the  subject  of  a  patent  the  right  of  placing  one 
vessel  below  another,  when  the  upper  one  is  to  be  used  for  the  purpose  of  35 
pouring  into  the  other.  But  the  answer  is,  that  it  is  the  only  claiming 
apparatus  of  the  indicated  nature  and  substantially  as  described.  It  was 
pointed  out  by  Lord  Herachely  in  a  case  in  12  Patent  Office  Reports,*  that, 
if  that  is  the  true  construction,  all  these  claims  are  really  one  and  the  same 
claim,  that  is,  the  claim  for  a  combination.  40 

Now,  first  of  all,  has  it  been  anticipated  ?  It  is  said  by  the  P&rticulars  that 
it  has  been  anticipated  in  two  cases  :  (1)  by  Whipp  and  Fielding  in  1892,  and 
(2)  by  Messrs.  Sheppard — '*by  the  manufacture  and  sale  by  the  Defendant 
**  William  Brierley^  in  June  189*,  to  Messrs.  Sheppardy  of  Rochdale,  of 
*'  apparatus,  similar  to  that  described  and  claimed  by  the  Plaintiffs,  for  pouring  45 
*^  the  boiling  material  direct  on  to  the  cooling  plate,"  and  the  case  was  fought 
mainly  before  me  on  that  question,  whether  or  not  the  Sheppards  had  had 
manufactured  for  them,  by  BrierUy^  a  machine  substantially  the  same  as  that 
claimed  by  the  Plaintiffs  in  their  patent.  Evidence  on  that  point  was  given 
both  by  the  Plaintiffs  and  the  Defendants.  30 

Now,  the  evidence  on  the  part  of  the  Defendants — to  take  theirs  first ^iIb 
this  :^Mr.  Nutter^  a  manufacturing  confectioner,  went,  in  1894,  with  Frank 
Brierley  to  Sheppard8\  and  saw  a  sugar-boiling  apparatus.  He  saw  two  boilings. 

•  Parkinson  v.  Simon,  12  E.P.C.  409. 
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It  was  tilted  right  on  to  the  cooling  plate  from  the  steam  pan,  and  was  poured 
directly.  He  was  not  at  all  shaken  in  cross-examination.  Then  Hudson^  who 
was  the  manager  for  a  confectioner,  went  with  his  employer,  Mr.  Massey,  in 
June  1894,  to  Sheppards^  to  see  the  plant,  and  he  saw  direct  pouring  from  the 
5  boiling  pan  on  to  the  cooler.  Then  Massey  himself  was  called.  He  lived  in 
Liverpool,  and  was  an  entirely  independent  person,  and  a  confectioner.  He 
says  the  same  thing — ^that  he  went  there  and  saw  the  boiling  pan  pouring 
directly  on  to  the  cooler.  John  Sheppard,  a  man  in  the  employment  of 
Mr.  Brierley,  went  with  those  two  gentlemen.    He  took  them  there  and 

10  showed  them  the  machinery,  and  he  says  that  it  tipped  right  on  to  the 
plate.  Boneganiy  who  was  an  iron-founder  in  the  employment  of  Brierley^ 
worked  at  Sheppards\  and  helped  to  erect  the  plant  that  was  referred  to,  and 
he  says  the  boiling  pan  was  raised  from  the  ground  on  bricks  and  timber,  and 
the  cooling  plate  was  put  under  so  as  to  pour  directly  on  to  it,  and  he  said  that 

1.5  he  had  some  toffee  out  of  the  first  pouring.  He  was  there  helping  a  man  named 
Paterson.  There  is  a  contest  between  him  and  Paterson^  because  Paterson  says 
nothing  of  the  kind  took  place.  Then  there  was  the  man  Oreen.  He  does  not 
work  for  the  Defendant  Brierley  ;  he  knows  Sheppardy  and  Brierley,  knowing 
Greeny  and  knowing  that  Sheppard  was  not  familiar  with  steam,  asked  Green 

20  to  help  Sheppard  to  get  up  steam,  and  he  got  up  the  first  five  boilings,  and  he 
poured  right  on  to  the  cooler ;  and  he  remembers  that,  after  about  twelve 
months,  these  things  were  removed  from  Sfieppards^  premises,  and  he  says, 
**  they  wore  then  exactly  as  they  were  when  I  put  them  down."  Then,  in 
addition,  there  is  a  man  named  Longson.    It  appears  that  there  was  a  conversa- 

25  tion  between  one  of  the  Plaintiffs,  Mr.  Button^  and  Green,  and  he  heard  Button 
ask  Green  whether  it  was  poured  direct  on  to  the  cooler,  and  Green  osAd  "Yes," 
80  that  he  corroborates  Green  to  that  extent.  Then  Mr.  Sheppard,  who  had 
this  apparatus  at  Rochdale,  had  a  son  named  John  Sfieppard,  who  also  was 
called.    He  remembers  the  steam  pan,  and  he  says  that  the  pan  was  on  a  stand, 

30  that  there  was  some  packing,  because  the  legs  were  not  high  enough,  and  it 
was  poured  direct  on  to  the  cooler  ;  he  cannot  say  who  thought  of  raising  it ; 
it  was  on  bricks  and  timber.  Then  he  gives  important  evidence,  that  when 
they  first  began  to  make  this  sugar  they  began  by  direct  pouring,  that  is  to  say, 
they  boiled  it  on  an  ordinary  fire ;  and  then  Mr.  Brierley  persuaded  them  to 

35  take  steam  apparatus,  and  when  they  took  steam  apparatus  they  poured  direct 
on  to  the  cooler.  He  said  they  did  not  do  enough  business  to  make  it  worth 
while  to  get  up  steam,  and  they  went  back  to  the  ancient  mode  of  boiling 
direct  on  the  fire,  and  then  took  it  from  there  and  poured  it  on  to  the 
cooler. 

40  That  is  the  evidence  with  respect  to  Sheppards^  called  on  behalf  of  the 
Defendants.  The  Plaintiffs  anticipated  that  by  calling  two  men,  Paterson  and 
Jackson,  Paterson  is  the  man  who  put  up  Sheppards^  apparatus,  and  he 
declares  that  it  was  impossible  to  pour  direct  from  the  boiling  pan  on  to  the 
cooler.    He  says  that  he  never  saw  it  there,  and  that  it  could  not  be  done.    ^'  I 

45  '*  fitted  the  boiling  plant  there  with  the  steam  pans,  and  there  was  no  direct 
"  pouring,"  and  he  says  there  was  no  direct  pouring  at  Fielding^s  either.  Now, 
it  appears  that  this  man  Paterson  was  a  discharged  servant  of  Mr.  Brierley^s. 
He  was  discharged  for  this  reason.  Having  been  sent  to  fit  an  apparatus,  he 
was  accused  of  having  stayed  too  long  a  time  about  it,  and,  whether  he  was 

50  rightly  accused  or  not,  it  terminated  his  service  with  Mr.  Brierley.  1  was  not 
particularly  impressed  with  his  demeanour  as  a  witness.  Then  there  was 
another  man — Jackson — ^who  was  in  the  employ  of  Mr.  Sheppard^  but  he  did 
not  seem  to  be  employed  particularly  in  the  business.  He  said  his  work  was  in 
the  market  more.    He  was  not  employed  in  the  manufacture,  and  he  did  not 

55  strike  me  as  knowing  particularly  about  what  took  place ;  but,  as  far  as  his 
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evidence  goes,  he  says  there  was  no  direct  poaring  ;  and  he  says  that  he  conld 
not  have  poured  direct  on  to  the  cooler — he  had  pans  to  catch  it. 

Then  the  Plaintiffs  called  two  independent  gentlemen — ^because  Paterson  is 
open  to  the  observation  that  I  have  mentioned.  Jacksmi  is  not,  of  course, 
under  the  same  cloud  as  Patersony  but,  as  I  say,  he  was  a  man  who  was  not  5 
employed  in  the  manufacture,  but  was  more  in  the  market  and  in  the  sale. 
Then  there  are  two  gentlemen.  Bridge  and  Hartley ^  whose  evidence  is  beyond 
suspicion. 

Bridge  is  a  confectioner,  and  he  says  that  he  was  there,  and  saw  Sheppards' 
plant  in  1894.  His  evidence  is,  that  he  poured  into  another  pan,  but  he  carried  10 
to  the  cooling  plate.  Mr.  Hartley ^  who  lives  at  Bury,  and  is  a  dealer  in  sugar- 
boiling  machinery,  says  that  he  saw  Sheppa7*d8^  place  three  times  two  years 
ago,  and  saw  their  plant.  They  poured  it  into  a  small  pan,  and  then  carried  it 
to  the  cooler  three  or  four  feet  way  ;  it  was  impossible  to  pour  direct  into  the 
cooler.  He  says,  "  I  did  see  the  pouring  done,  I  cannot  say  exactly  when  I  15 
"  saw  it ;  it  was  about  May  1895." 

Now,  under  those  circumstances,  putting  one  evidence  against  the  other, 
it  seems  to  me  demonstrated  that  Sheppards  had  an  apparatus  so  constructed 
that  they  could  pour  directly  into  the  cooler.  The  Defendant  Mr.  Brierley*8 
evidence,  both  of  workmen  and  of  other  independent  persons,  is  so  strong  20 
that  it  is  impossible  to  believe  that  they  can  be  wrong  in  saying  that  they 
were  there,  and  saw  direct  tipping  from  a  boiling  pan  placed  above,  and 
placed  in  such  a  position  that  it  could  pour  directly  into  a  cooling  pan.  I 
think,  as  to  Paterson  and  Jackson^  that  I  am  bound  to  say  I  do  not  believe 
their  evidence.  Their  evidence  cannot  be  true.  As  to  Bridge  and  Hartley^  I  25 
think  the  probability  is  that  they  were  there  simply  on  casual  visits.  They  may 
have  been  there  before  the  apparatus  was  made,  or  they  may  have  been  there 
after  it  ceased  to  be  used.  I  think  it  is  quite  possible,  and  the  probability  is 
that  they  were  there  at  one  of  those  times,  and  they  did  see  Sheppard  carry- 
ing melted  sugar  and  pouring  it  on  to  a  cooler,  and  that  is  the  explanation  of  30 
their  evidence,  and  that  evidence  is  consistent  with  the  evidence  given  on 
behalf  of  the  Defendant  Brierley.  The  only  other  observation  is  this  :  that 
Mr.  Sheppard^  the  man  who  had  the  apparatus,  was  not  called,  although  he  was 
in  Court.  His  son  was  called,  as  I  have  already  mentioned,  and  Mr.  Terrell 
pressed  me  a  good  deal  in  the  usual  way.  *'Why  was  not  Mr.  Sheppard  35 
^*  called  ?"  and  he  pressed  that  everything  ought  to  be  presumed  against  the 
Defendants  who  did  not  call  Mr.  Sheppard.  But  Mr.  Terrell  himself  did  not 
call  Mr.  Sheppardy  and  it  was  stated  at  the  Bar  that  Mr.  Sheppard  had  given 
proofs  to  both  sides.  He  may  have  given  one  half  the  truth  to  one  and 
half  the  truth  to  the  other.  If  he  told  the  Defendants,  as  he  seems  to  have  done,  40 
that  he  used  direct  tipping,  that  was  true,  because  he  did  for  some  time,  I 
believe,  use  direct  tipping.  If  he  told  the  Plaintiffs  that  he  used  to  carry  it  in 
hand  pans  to  the  cooler,  that  was  probably  true,  because,  both  before  and  after 
the  user  of  this,  he  did.  But,  at  any  rate,  neither  side  seem  to  have  cared  to 
take  the  responsibility  of  putting  Mr.  Shejjpard  into  the  box,  and  there  was  45 
some  cross-examination  as  to  whether  this  plant  had  been  paid  for  by 
Mr.  Sheppard  to  Mr.  Brierley j  which  came  to  nothing ;  but,  as  far  as  the 
evidence  goes,  it  appeal's,  I  think,  that  this  plant  found  its  way  back  again  to 
Mr.  Brierley^s  premises  ;  and,  if  so,  I  think  the  probability  is  that  it  was  not 
paid  for.  That  may  be  some  reason  why  Mr.  Brierley  did  not  care  to  call  50 
Mr.  Sheppard ;  at  any  rate,  I  do  not  see  that  his  not  being  called  amounts  to 
such  misconduct  or  keeping  back,  or  anything  of  that  kind  on  the  part  of 
Mr.  Brierley  as  would  lead  me  to  disbelieve  the  large  amount  of  bond  fide 
evidence  which  has  been  undoubtedly  called  by  Mr  Brierley. 

It  did  not  rest  there,  because  Whipp  and  Fielding  also  had  one.  of  these  55 
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steam  boiling  pans.  At  first  their  cooler  was  in  another* room,  bat  Mr.  Whipp^ 
who  was  called  on  behalf  of  the  Plaintiffs,  admitted  that  they  had  two  steam 
pans,  and  the  coolers  were  in  the  other  room.  He  says,  "  We  moved  one  up 
"  to  the  pan  so  that  it  could  be  tipped  direct  into  it.  We  used  it  for  six  weeks." 
5  (The  six  weeks  was  six  weeks  before  they  dissolved  partnership.)  "  We  tipped 
"  direct.  We  could  not  do  it  very  well,  because  the  cooler  could  not  get  near 
"  enough  on  account  of  the  legs."  It  seems  that  the  boiler  pan  was  constructed 
in  such  a  way,  and  the  legs  were  such  a  shape,  that  the  cooler  could  not 
get  near  enough  for  the  tipping  to  be  complete  and  satisfactory  ;  but,  as  far  as 

10  all  the  essentials  of  the  Plaintiffs'  invention  were  concerned,  that  is  to  say,  the 
raising  of  the  boiling  pan  to  such  a  height  that  it  could  tip  directly  into  the 
cooling  pan,  and  the  moving  of  the  cooling  pan  up  to  such  a  position  with 
reference  to  the  boiling  pan,  that  that  operation  could  take  place,  although  it 
was  not  done  very  well,  still  it  was  done  ;  and  he  is  corroborated  by  his  partner, 

15  Mr.  Fielding.  Of  course,  that  is  subject  to  this  observation  :  that  it  was  not  a 
very  neat  operation  ;  it  was  a  clumsy  attempt  to  do  what  the  Plaintiffs  and  the 
Defendants  have  done  now,  but  it  was,  in  all  essentials,  the  operation 
described  in  the  Plaintiffs'  Specifications. 

The  case  of  Mr.  Sheppardy  of  course,  is  not  subject  to  the  same  observations 

20  as  that  which  I  have  mentioned.  Then,  that  being  so,  it  appears  to  me  that  it 
is  proved  that  the  Plaintiffs'  invention  has  been  anticipated  ;  and,  therefore, 
their  case  fails,  and  it  is  not  necessary  for  me  to  discuss  the  other  points  which 
were  raised,  such  as  subject-matter,  infringement,  variance  between  the  Pro- 
visional and  Complete  Specifications,  the  claims  by  such  subsidiary  claims  as 

25  Clause  4,  and  whether  or  not  they  were  the  true  inventors.  My  impression  is 
that,  so  far,  even  as  that  is  concerned,  if  a  man  has  an  idea  (which  the 
Plaintiffs  say  they  had),  it  is  not  enough  for  him  to  have  an  idea  if  another 
man  devises  the  way  of  carrying  it  into  effect ;  and  it  seems  to  me  tolerably  clear 
that,  when  the  Plaintiffs  had  got  the  idea,  they  went  to  Mr.  Brierley,  who 

30  instructed  Burns  to  carry  out  what  it  was  that  they  desired. 

The  result  is,  that  I  find  that  the  patent  has  been  anticipated,  and  I  certify 
that  the  Particulars  which  were  given  were  proper  and  reasonable  under  the 
circumstances,  and  the  action  is  dismissed,  with  costs. 
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In  thb  Chancery  op  the  County  Palatine  of  Lancaster.— 
Liverpool  District. 

Before  Vice-Chancellor  Hall.— July  5th  and  2lBt,  1897. 

Lawson  v.  Donald  Macphbrson  and  Co.,  Ld. 


Patent. — License. — Assignability. — Receipt  of  royalties  after  assignment.—  5 
Estoppel. 

The  owner  of  a  patent  granted  a  license  to  a  licensee  who  traded  as 
D.  M.  and  Go.  The  licensee  subsequently  assigned  the  bejiefU  of  the  licetise 
to  a  Limited  Companyy  known  as  D.  M.  and  Co.j  Ld.  l^he  Company  paid 
royalties  accrued  due  subsequently  to  the  assignment  by  its  own  cheque.  10 

Held,  that  the  Patentee  was  esiojjped  by  tJie  acceptance  of  the  royalties  froni 
the  Limited  Company  from  disptiting  the  validity  of  the  assignment. 

On  the  17th  of  October  1892,  Letters  Patent  (No.  18,591  of  1892)  were  gianted 
to  Alfred  Lawson  for  "  a  combined  brash  and  solvent  supplier  for  preventing 
"  the  brush  becoming  stiff  or  hard  when  not  in  use."  15 

On  the  20th  of  November  1894,  Alfred  Lawson  granted  to  Donald  Macpher- 
son^  trading  under  the  style  of  Donald  Macpherson  and  Co.^  a  license  to  use 
the  said  patent  for  the  full  term  thereof ''  in  combination  with  the  licensee's  patent 
^'  golf  ball  holder,  or  in  some  other  manner  exclusively  for  the  use  of  golf 
"  players,  but  not  further  or  otherwise,"  20 

In  January  \%^b  y  Donald  MacpJierson  ^old  his  business  to  a  Limited  Company, 
known  as  Donald  Macpherson  and  Co.^  Ld.,  of  which  he  became  managing 
director,  and  the  benefit  of  the  said  license  was  included  in  the  sale.  Sub- 
sequently to  the  sale,  the  Limited  Company  continued  to  pay  Alfred  Lawsan 
the  royalties  due  under  the  said  license,  and  Alfred  Lawson  accepted  the  same.  25 

On  the  12th  of  December  1896,  the  Plaintiff  commenced  this  action  against 
Dofiald  Macp?ierson  afid  Co.^  Ld.,  claiming,  inter  alia^  a  declaration  that  the 
said  license  was  not  assignable ;   and,  further,  that  if  assignable,  it  did  not 
authorise  the  Defendants  to  manufacture  tins,  or  sell  or  deal  in  any  tins  not  ^ 
made  by  Donald  Macpherson  and  Co.  30 

By  his  Statement  of  Claim,  the  Plaintiff,  i7tter  alia,  after  setting  out  the  said 
agreement  of  license,  pleaded  that  when  he  received  the  said  royalties  from 
the  Limited  Company,  he  received  them  in  ignorance  that  the  Defendants 
were  manufacturing  and  selling  tins  not  manufactured  by  DonaM  Macpherson 
and  Co.,  and  he  claimed  to  have  revoked  any  rights  the  Defendants  had  to  use  35 
the  said  invention. 

By  their  Defence,  the  Defendant  Company  claimed  to  be  entitled  to  the  said 
license  as  assignees,  and  claimed  that  the  Plaintiff  was  estopped  by  his  receipt 
of  royalties  from  the  Limited  Company  from  denying  the  validity  of  the 
assignment.    They  further  pleaded  that  there  was  a  novation  of  the  said  agree-  40 
ment  of  license  owing  to  the  dealings  of  the  Plaintiff  with  the  Defendant 
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Company ;  and,  farther,  that  the  Plaintiff  cond  not  revoke  the  Defendants' 
rights,  as  there  was  no  power  of  revocation  in  the  said  agreement. 

By  his  Reply,  the  Plaintiff  submitted  that  the  license  was  not  by  law 
assignable.    By  an  Order  made  in  the  action  on  the  29th  of  March  1897,  an 
5  issue  was  directed  raising  the  question  whether  the  license  was  by  law  assign- 
able, and  whether  the  Plaintiff  was  estopped  from  denying  the  validity  of  the 
assignment  to  the  Defendants. 

These  questions  now  came  on  for  argument.  Rutherford  (instructed  by 
BremneVy  Sons,  and  Gorktt,  of  Liverpool)  appeared  for  the  Plaintiff  ;  Maherly 

10  (instructed  by  Addleshaw  and  Warhxirtony  of  Manchester)  appeared  for  the 
Defendants. 
Rutherford^  for  the  Plaintiff,  submitted  that  the  license  was  not  assignable. 
Maherley,  for  the  Defendant  Company,  argued  that,  unless  there  was  some 
personal  element  in  the  arrangement  between  the  parties  to  the  agreement  of 

15  the  20th  of  November  1894,  the  contract  must  be  held  to  be  assignable,  and 
further  argued  that  the  acts  of  the  Plaintiff  in  receiving  royalties  from  the  new 
Company  amounted  to  an  adoption  by  him  of  the  Limited  Company  as  being 
entitled  to  the  benefit  of  the  license,  and  that  there  had  been  a  novation. 

Rutherford,  in  reply,  urged  that,  though  unable  to  sue  for  what  had  been 

20  done  in  the  past,  he  was  entitled  to  an  injunction  for  the  future.  The  following 
cases  were  cited  :—Heap  v.  Hartley,  6  R.P.C.  495,  L.R.  42  CD.  461 ;  Bower  v. 
Hodges,  22  L.J.  (C.P.)  194 ;  Bown  v.  Humber,  6  R.P.C.  9  ;  Ryall  v.  Rowles, 
White  and  Tudor's  Leading  Cases,  Vol.  2,  page  799  ;  Glegg  v.  Hands,  L.R.  44 
«:J.D.  503  ;  Ex  parte  Rivolta,  W.N.  1882,  page  76  ;  Crossley  v.  Dixon,  32  L.J. 

25  (Ch.)  617  ;  Re  FletcJier's  Patent,  10  R.P.C.  252. 

Hall,  V.G, — In  this  case  Mr.  Alfred  Lawson,  a  Patentee,  on  the  20th  of 
November  1894,  granted  to  Mr.  Donald  Macpherson,  who  was  trading  at  Man- 
chester and  elsewhere  under  the  style  or  firm  of  Donald  Macpherson  and  Go., 
the  exclusive  license  to  use  and  exercise  a  certain  invention  during  the 

30  term  of  14  years,  on  payment  of  a  royalty  mentioned  in  the  agreement. 
Mr.  Donald  Macpherson  paid  the  royalty  for  some  time ;  but,  on  the  1st  of 
January  1895 — ^that  was  very  shortly  aft^r  the  agreement,  the  agreement  being 
dated  the  20th  of  November  1894 — he  turned  his  business  into  a  Limited 
Company,  as  it  is  called,  incorporated  under  the  name  of  Donald  Mcpherson  and 

35  Go,,  Ld.  It  is  obvious  to  everybody  that  that  business  was  the  business  of  Donald 
Macpherson  and  Go.  It  was  carried  on  at  the  place  where  Donald  Ma^cpherson 
had  carried  on  his  business  before ;  it  merely  was  the  old  style  of  the  firm, 
Donald  Macpherson  and  Co,,  with  the  addition  of  the  word  "Limited."  Then 
the  Company  proceeded  to  carry  on  the  business  of  Donald  Macpherson. 

40  They  paid  royalties,  commencing,  apparently,  on  the  4th  of  July  1895.  The  first 
was  paid  by  a  cheque  of  the  Limited  Company,  which  was  enclosed  in  a  letter 
dated  the  3rd  of  July  1895,  addressed  from  the  works  of  the  Company,  and 
signed  Donald  Ma^herson  and  Go.,  Ld,,  Donald  MacpJierson,  Managing 
Director.    From  the  4th  of  July  1895,  when  the  receipt  was  given  to  the 

45  Company,  cheques  were  paid  by  the  Company,  and  received  by  the  Plaintiff 
or  his  agent,  down  to  the  month  of  November  1896.  Now,  the  Company  say 
that  they  have  an  assignment  of  the  license  from  Donald  MacpJierson.  They 
have  no  absolute  assignment,  but  they  have  a  contract  with  Donald  Mcuy)lier' 
son,  and,  on  the  construction  of  that  document,  I  think  it  includes  the  business 

50  of  this  license.  The  first  contention  was,  that  what  had  taken  place  between 
Donald  Macpfierson  and  the  Company  was  an  assignment  of  the  license  to  the 
Company  ;  but,  having  regard  to  the  language  of  Bower  v.  Hodges,  which 
seems  to  have  been  accepted  generally  as  a  statement  of  the  law  applicable  to 
licenses,  I  do  not  think  that  it  would  be  safe  for  me  to  hold  that  a  mere  license 

55  to  work  a  patent  is  in  itself  assignable  unless  there  is  more.  But,  if  there  is 
anything  which  shows  that  there  was  an  intention  that  the  license  should  not 
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be  limited  exclusively  to  the  individual,  then  other  considerations  arise,  and 
other  defences  are  open.  That  is  obvious  from  the  language  of  Chief  Justice 
Jervis  in  the  case  of  Bower  v.  Hodges  ;  if  a  license  were  granted  to  A  and  his 
assigns,  and  A  assigned  to  B,  although  there  could  be  no  strict  legal  assignment 
of  a  license,  still  B  could  successfully  defend  an  action  brought  against  him.  5 
In  this  case  the  license  is  given  to  ''  Donald  MacphersoUy  trading  at  Manchester 
"  and  elsewhere  under  the  style  or  firm  of  Donald  Macpherson  and  (7o., 
^^  hereinafter  referred  to  as  the  licensee/^  So  that  he  is  looked  upon  as  a 
person  carrying  on  business ;  and  he  carries  it  on  under  a  style  or  firm.  I  do 
not  think,  on  the  strict  construction  of  this  agreement,  it  would  be  safe  to  say  [0 
that  the  license  is  given  to  the  person  for  the  time  being  carrying  on  the 
business  ;  I  think  it  was  only  given  to  Donald  Macpherson, 

But,  then,  the  question  is,  what  is  the  effect  of  the  transaction  which  took 
place  in  January  1895,  when  the  business  was  changed  into  a  Limited  Company, 
and  what  has  been  the  effect  of  the  notice  which  was  given  to  the  Plaintiff,  and  15 
of  the  payments  of  royalties  by  the  Company,  under  that.    That  is  a  more 
difficult  question,  but  the  conclusion  that  I  arrive  at  is  this,  that  the  Plaintiff 
or  his  agent  was  perfectly  well  aware  of  what  had  taken  place,  and  acquiesced 
in  what  was  done.      From  the  receipt  from  the  Limited  Company  of  this 
money,  with  the  letter   signed   Donald  Macpherson  and  (7o.,  Zd.,  Donald  20 
Macpherson^  Managing  Director,  he  knew  enough  for  any  business  man  to 
gather  that  Mr.  Donald  Macpherson  had  turned  over  the  business,  including 
the  exclusive  license,  to  this  Limited  Company,  and  he  accepted  and  acquiesced 
in  that.     Therefore,  I  adopt  the  view  that,  he  having  done  that,  cannot  now 
complain.     He  cannot  turn  round  now  and  say  that  what  has  been  done  is  25 
wrong ;  the  only  question  is,  whether  he  is  able  to  stop  it  for  the  future.    It 
seems  to  me  that,  knowing  that  the  Company  had  taken  over  Mr.  Ma^hersoris 
business,  including  the  assets,  he  must  be  taken  to  have  known  that  it  had 
taken  over  this  license  for  the  whole  term  ;  and  I  do  not  think  that  he  could 
revoke  it.    The  result  is  that,  in  my  opinion,  as  he  is  not  entitled  to  damages  for  30 
the  past,  he  cannot  get  an  injunction  for  the  future. 
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In  the  Chancery  of  the  County  Palatine  of  Lancaster. — 
Liverpool  District. 

Before  Vice-chancellor  Hall.— May  26th  and  27th,  1897. 

Bethell  v.  Gage, 

5       Patent — Trial  of  action  for   infringement, — Discontinuance    by  leave, — 
Terms  of  leave, — Costs  of  particulars, — Threats, 

The  Plaintiffs  in  an  action  for  infringement  of  Letters  Patent^  applied  at  the 
trial  of  the  action  for  leave  to  discontinue.  Leave  was  granted  on  the  Plaintiff' 
undertaking  not  to  bring  any  action  against  the  Defendant   in  respect  of 

10  any  infringement  prior  to  the  date  of  the  writ^  or  tv  bring  any  action  or  use 
threats  against  any  purchaser  from  the  Defendant  pj^or  to  such  date,  and 
Of  I  the  t^rms  that  the  Plaintiff  should  pay  the  Defendant's  costs  of  the 
acti(ms  including  the  costs  of  the  Defendant's  Particulars  of  Objections, 
as  if  the  same  had  been  certified  as  reasonable  and  proper. 

15  On  the  10th  of  February  1896,  Letters  Patent  (No.  2965  of  1896)  were 
granted  to  Thomas  Peter  Bethell  for  an  improved  photographic  camera  and 
dark  slide,  and  on  the  12th  of  December  1896  he  commenced  an  action  against 
James  Oage  for  infringement  thereof,  claiming  the  usual  relief. 

The  Plaintiff,  by  his  Statement  of  Claim,  alleged  infringement,  as  set  out  in 

20  the  Particulars  of  Breaches,  which  alleged  sales  at  various  shops  in  Liverpool 
of  cameras  constructed  so  as  to  infringe  the  Plaintiff's  said  Letters  Patent. 

The  Defendant,  by  his  Defence  and  Particulars  of  Objections,  denied 
infringement,  and  alleged  that  the  Letters  Patent  were  invalid,  on  the 
ground  {inter  alia)  of  anticipation  by  various  other  cameras  which  had  been 

25  sold  prior  to  the  date  of  such  Letters  Patent. 

At  the  trial  of  the  action  on  the  26th  of  May,  during  the  opening  of  the 
Plaintiff's  case,  one  of  the  cameras  mentioned  in  the  Particulars  of  Objections 
was  produced  in  Court,  and  thereupon  Counsel  for  the  Plaintiff  applied  for  an 
adjournment  to  consider  his  position. 

30  The  matter  then  came  on  for  further  hearing.  Hu>ghes  (instructed  by 
Lay  ton  and  Melly)  appeared  for  the  Plaintiff ;  Maberly  (instructed  by 
G.  W.  Fi^etson)  for  the  Defendant. 

Hughes, — In  this  case,  I  have  considered  with  my  client  what  course  should 
be  taken.    I  now  ask  leave  to  discontinue  the  action— on  proper  terms  as  to 

35  costs,  of  course. 

Maberly, — I  submit  that  the  Plaintiff  is  not  entitled  to  an  Order  for  the 
discontinuance  of  the  action.  As  the  matter  has  come  into  contest  and  the 
case  has  been  opened,  and  the  evidence  on  both  sides  has  been  shown  to  the 
Court,  and  the  Objections  and   documents,  the  Defendant  is  entitled  to  an 

40  Order  for  the  dismissal  of  the  action.  The  Order  as  to  discontinuance  (Order 
XXVI.,  Rule  1)  leaves  it  entirely  in  the  discretion  of  the  Court  to  say  whether 
the  Plaintiff  shall  be  allowed  to  discontinue.  This  is  the  second  action  the 
Plaintiff  has  brought  against  the  Defendant.  He  brought  one  in  the  High 
Court  in  October  last,  and  discontinued  that. 
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Hall,  F.(7. — Sapposing  you  discontinue  this,  are  you  willing  to  undertake 
not  to  bring  any  other  action  against  the  Defendant  ? 

Hughes. — ^Yes ;  as  regards  anything  done  up  to  the  date  of  the  writ  in  this 
action. 

Hall,  V.G. — ^What  do  you  want,  Mr.  Hughes  ?    Do  you  want  to  put  your  5 
patent  right  ? 

Hughes. — Probably  that  is  the  course  that  will  be  taken.    I  do  not  take  the 
course  now  which  is  often  taken — disclaim  now  and  go  on  with  the  rest  of  the 
action.    I  take  the  other  course  ;  and  I  submit  that  I  have  the  right,  on  such 
terms  as  the  Court  thinks  right,  to  discontinue.  A  Plaintiff  cannot  be  compelled  10 
to  go  on.    A  man  could  always  elect  to  be  non-suited. 

Hall,  V.G. — ^You  cannot  be  compelled  to  go  on,  but  you  cannot  go  ofiE 
without  the  leave  of  the  Court  when  you  have  got  to  a  certain  point. 

Mdberley. — ^The  Plaintiff  has  been  threatening  our  customers  right  and 
left.    The  Order,  if  made,  would  absolutely  destroy  the  patent — ^that  is,  the  15 
value  of  it — and  he  cannot,  upon  the  footing  of  it,  threaten  our  customers  any 
more. 

Hall,  V.C. — Have  there  been  threats  in  this  case  ? 

Maherly. — Yes ;  threats  to  all  these  people  whom  the  Defendant  has 
mentioned  in  his  Particulars  of  Objections.  20 

Hughes. — The  Defendant  has  a  remedy  with  regard  to  that. 

Maherly. — Not  now.  The  answer  to  an  action  for  threats  is  that  the 
Defendant  is  bringing  an  action  on  his  patent.  When  it  comes  to  the  pinch, 
this  Plaintiff  tries  to  be  free  so  as  to  take  the  same  course  over  again. 

Hall,  V.G. — If  he  threatens,  and  you  issue  a  writ  against  him  to  restrain  25 
his  threats,  I  think  I  should  grant  an  ex  parte  Order  restraining  him  from 
threatening  on  the  ground  that  he  had  not  bona  fide  proceeded  with  his 
action. 

Maherly. — He  would  at  once  issue  another  writ,  and  that  would  be  a  good 
answer  to  our  action  for  threats.  30 

Hall,  V.G.-^lt  a  man  issued  a  writ  and  discontinued,  and  then  commenced 
a  second  action  and  discontinued  that,  and  then  issued  a  third  writ  and  came 
to  the  Court  and  said, ''  I  am  with  due  diligence  prosecuting  the  action,*'  I 
think  I  should  look  at  his  third  writ  in  the  light  of  his  two  previous  writs. 

Maherly. — There  is  another  point  involved  in  this  case — as  to  the  costs  of  35 
the  Particulars  of  Objections. 

Hall,  V.G. — I  should  give  you  all  your  costs. 

Maherly — Including  the  costs  of  my  Particulars  ? 

Hall,  V.G. — Certainly,  if  he  does  not  go  on,  all  your  costs  are  allowed. 
Where  the  action  is  not  tried,  the  Court  cannot  certify  as  to  Particulars ;  but,  40 
in  this  case,  I  can  make  it  a  term  that  the  costs  of  your  Particulars  be  costs  in 
the  action. 

Hughes. — I  cannot  object  to  that  in  the  least. 

Maherly. — I  am  satisfied  with  your  Honour's  suggestion,  giving  me,  on  the 
footing  of  discontinuance,  a  certificate  of  reasonableness  of  all  my  Objections,  45 
and   on  the  undertaking  of  the  other  side  not  to  take  any  proceedings  or 
issue  any  threats  in  respect  of  any  camera  sold  by  me  up  to  the  date  of  the 
writ. 

Hall,  F.C— Very  well. 
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In  the  House  op  Lords. 

Before  Lord  Hersohbll,  Lord  Watson,  and  Lord  Morris. 

May  10th,  13th,  14th,  30th,  and  3lBt,  and  July  13th,  1897, 

Basset  v.  Graydon. 

5  Patent. — Agreement  between  Patentee  and  an  engineer  as  to  working  an 
invention. — Action  to  restrain  construction  of  a  wheel  except  under  the  agree- 
ment,— Construction  of  agreement, — Injunction  granted. — Form  of  order, — 
Defendants  offering  to  submit  to  arbitration,— Submission  to  arbitration 
settled  by  Court. — hijunction  to  be  dissolved^  if  submission  sighted. — Motion 

10  for  attachment  for  breach  of  injunction. — Order  for  writ  of  attachment  to 
issue. — On  signature  of  submission  execution  stayed. 

0.y  a  Patentee  of  inventions  relating  to  ^^ gigantic  wheels,*  entered  into  an 
agreement  with  J?.,  giving  him  {subject  to  an  existing  license)  the  sole  right  to 
construct  wheels  in  accordance  with  the  patents,  subject  as  therein  mentioned:  if 

15  the  Patentee  or  persons  claiming  under  or  through  him  ivere  desirous  of  erecting 
a  wheel,  they  were  to  furnish  B.  with  the  specifications,  and  B.  ivas  to  have  a 
certain  time  to  say  whether  he  would  construct  the  works  according  to  the 
specifications  ;  if  not,  then  others  might  be  employed  to  do  so :  the  price  was  to  be 
settled  by  arbitration  in  the  event  of  a  difference.    B.  entered  into  negotiations 

20  tvith  the  B.  W.G.  Go,  for  the  construction  of  a  wheel,  and  tJie  Company  agreed  to 
grant  a  lease  of  certain  land  to  a  projected  Company,  to  be  nominated  by  B., 
which  Company  was  to  construct  a  gigantic  wheel  on  such  land.  B.  alleged 
that  the  wheel  he  was  about  to  construct  was  not  to  be  constructed  in  accordance 
with  the  patent.    G.  and  his  trustee  in  bankruptcy  then  brought  an  action 

25  against  B,  and  the  B.W.G.  Co.,  claiming  an   injunction  to  restrain   the 

Defendants,  or  either  of  them,  from  constructing  or  contracting  to  construct 

any  wheel  according  to  the  Plaintiff's  invention,  except  under  the  agreement: 

or,  in  the  alternative,  an  injunction  against  infringement. 

Held,  that  according  to  the  true  construction  of  the  agreement,  B.  was  entitled 

30  to  construct  the  proposed  wheel,  but  not  to  use  it,  and  that  as  there  was  no 
evidence  he  intended  to  iMe  it,  the  action  must  be  dismissed  against  htm,  but 
without  costs ;  that  as  regards  the  Defendant  Company,  all  that  they  had  done 
was  to  agree  to  grant  a  lease  to  the  projected  Company  {which  had  never  been 
formed),  and  that  the  action  must  be  dismissed  against  them,  with  costs. 

35       The  Plaintiff^  appealed. 

Held,  that  the  Defendant  B.  was  not  entitled  to  construct  any  wheels  except  in 
cuxordance  with  the  patent  and  under  the  agreemefit,  and  that  the  wheel  which 
WIS  being  constructed  fell  under  the  agreement,  and  could  not  be  used  without 
a  license  from  G.,  and  could  not  be  completed  without  his  consent.   An  i^ijuncHon 

40  was  granted  to  restrain  B.from  completing  the  wheel  without  the  consent  of  G, 
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Liberty  was  given  to  B,  to  apply  to  dissolve  the  injunction.  He  subse- 
quently applied  that  the  injunction  might  be  stayed  or  dissolved  on  his 
signing  a  submission  to  arbitration.  The  Court  settled  the  terms  of  the 
submission  to  be  signed  by  B.y  the  injunction  to  be  dissolved  on  signature. 
B.  tlien  declining  to  sign,  sent  to  his  manager  at  the  wheel  and  discharged  5 
him  and  his  workmen,  but  ifie  work  was  carried  on  by  the  manager  and 
workmen  tvith  B.'s  plan  and  plant.  The  Plaintiff  moved  for  a  writ  of 
attachment. 

Held,  that  a  breach  of  the  injunction  had  been  committed,  and  an  order  was 
made  for  the  writ  to  issue,  but  the  execution   was  stayed  on  B.  signing  the  10 
submission. 

TJie  arbitrator  having  award9d  35001.  as  the  sum  to  be  paid  by  B.  to  the 
Plnintiff\  the  trustee  in  bayikrvpicy,  the  85001.  was  ultimately  paid  into  Court, 
and,  on  the  11th  of  November  1896,  the  Court  of  Appeal  made  an  order  Viat  the 
trustee  in  bankruptcy  should  be  at  liberty  to  enforce  the  award-;  B.  appeoM  15 
to  the  House  of  Lords  against  the  original  order  of  Die  Court  of  Appeal,  the 
order  for  the  writ  of  attachment,  and  the  order  of  the  11th  of  November  1896. 

Held,  (i)  that  B.  had  an  absolute  license  under  the  agreement  to  construct, 
but  not  to  use,  gigantic  wheels ;  {2)  that  the  arbitration  clause  in  the  agreement 
did  not  include  ron  tracts  by  B.  tvith  third  parties  to  construct  wheels  for  them;  20 
(3)  that  the  declarations  in  the  oiHginal  order  of  the  Court  of  Apj>eal  ought  to 
be  varied,  and  the  injunction  tJwreby  granted  changed  to  an  injufwtion 
restraining  B.from  constructiug  a  ivheel  in  a^07da7i£e  with  the  patents  except 
under  the  agreement ;  (4)  that  the  two  other  orders  of  the  Court  of  Appeal 
above  referred  to  should  be  discharged.  ^ 

On  the  26th  of  September  1893,  a  patent  (No.  18,007  of  1893)  was  granted 
to  James  Weir  Oraydon  for  an  invention  of  "  Improvements  in  revolving 
"  wheels  or  vertical  roundabouts  for  amusement,  observation,  and  other  pur- 
"  poses."  A  further  patent  (No.  16,927  of  1894)  was  granted  to  the  said 
J.  W.  Oraydon  for  "  Improvements  in  and  connected  with  gigantic  wheels  for  30 
"  recreation  and  other  purposes." 

On  the  11th  of  October  1893,  an  agreement  was  made  between  Oraydon  and 
Basset,  whereby  it  was  agreed  that  Oraydon  would  bring  to  Basset  for  execution 
all  orders  for  certain  inventions  (including  gigantic  wheels),  and  that  Basset 
should  have  sole  rights  of  manufacture  of  such  inventions,  and  on  the  4th  of  35 
November  in  the  same  year  an  agreement  was  entered  into  between  Oraydon 
and  Basset  (who  was  then  acting  on  behalf  of  the  Company  called  TJie  Oigantic 
Wheel  and  Recreation  Toivers  Company,  then  in  process  of  formation),  which 
was  in  substance  an  agreement  by  Oraydon  to  grant  a  sole  license  to  the 
Company  to  build  gigantic  wheels  and  recreation  towers,  according  to  the  40 
patent,  for  all  the  districts  under  the  control  of  the  London  County  Council. 
This  Company  was  formed  on  the  8th  of  February  1894,  and  on  the  14th  of 
April  1894,  a  license  was  granted  by  Oraydon  to  that  Company,  under  which 
the  gigantic  wheel  at  EarFs  Court  was  erected.  Subsequently,  disputes  arose 
'  between  Oraydon  and  Basset,  and  an  action  was  commenced  by  Basset  against  45 
Oraydon  on  the  7th  of  August  1895,  and  on  the  8th  of  August  an  action  was 
commenced  by  Oraydon  against  Basset.  On  the  10th  of  August  3895  an 
pgroement  was  entered  into  between  Oraydofi  of  the  first  part,  Basset  of  the 
second  part,  and  James  Taylor  of  the  third  part  for  the  purpose  of  com- 
promising the  said  action.  This  agreement  (which  was  made  an  Order  of  the  80 
Court  on  the  12th  of  August  1895)  cancelled  the  agreement  of  the  11th  of 
October  1893,  and  provided  a  fresh  working  basis  by  a  series  of  clauses,  the 
•  material  ones  of  which  will  be  found  referred  to  hereafter  by  Lord  Hbrschkll 
and  Lord  Watson.  Subsequent  to  this  agreement  negotiations  took  place 
between  Basset  and  Oraydon  m  to  the  erection  of  a  gigantic  wheel  at  Blackpool,  55 
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and  a  draft  agreement  for  a  license  was  prepared  by  the  solicitor  of  Chraydon^ 
and  was  discussed  at  a  meeting  at  which  Qraydon  and  Basset  were  present, 
with  the  result  that  they  did  not  come  to  terms.  Basset  then  entered 
into  negotiations  with  The  Blackpool  Winter  Gardens  Gompanyy  Ld,  On  the 
5  3rd  of  October  1895,  Oraydon's  solicitor  wrote  to  Basset  thus : — "  Qraydon^s 
"  patents.  I  am  informed  that,  after  your  refusal  of  the  very  reasonable 
"  terms  Mr.  Qraydon  offered  you  for  a  license  for  the  construction  of  a 
"  gigantic  wheel  at  Blackpool,  you  deliberately  set  to  work  to  infringe  his 
"  patents,  and  to  enter  into  arrangements  with  parties  in  Blackpool,  without 

10  "  any  license  whatever,  and  this  morning  a  speech  of  yours  has  been  laid 
"  before  me,  delivered  by  you  on  Saturday  last  at  the  Annual  Meeting  of  The 
"  Blackpool  Winter  Gardens  Company y  to  which  it  appears  you  were  intro- 
"  duced  by  the  Chairman  for  the  purpose  of  explaining  to  the  shareholders 
"  the  construction  of  the  wheel  at  Blackpool   similar  to  that  constructed  at 

15  "  Earl's  Court.  The  Chairman  also  applied  to  Mr.  Graydon  for  "a  license,  and 
"  he  also  refused  the  very  reasonable  terms  offered,  and  now  both  you  and  he, 
"  for  the  purpose  of  concealing  your  infringement,  give  the  wheel  the  valuable 
"  appellation  of  the  'Ferris'  wheel,  instead  of  the  *  Graydon'  wheel,  which  is 
"  entirely  inconsistent  with  the  large  printed  names  at  Earl's  Court  that  the 

20  **  wheel  is  built  under  Graydon^s  patents.  You  stated  in  your  speech  that  you 
"  were  down  at  Blackpool  for  the  purpose  of  commencing  the  work,  and  that 
"  you  did  not  mean  to  leave  it  until  you  had  put  in  the  foundations.  Under 
"  these  circumstances,  unless  I  hear  from  you  by  return  of  post,  with  an 
"  undertaking  to  desist  from  these  operations,  I  am  instructed  to  take  proceed- 

25  "  ings  against  you  and  17^  Blackpool  Winter  Gardens  Company ,  Ld,^  before 
*'  the  Chancery  Division  of  the  High  Court  of  Justice,  for  an  injunction  and 
"  for  damages."  To  that,  Mr.  Basset  replied  : — **  I  am  in  receipt  of  your  letter 
'^  of  the  3Uth  inst.  I  am  about  to  erect  a  gigantic  wheel  at  Blackpool,  the  platis 
"  for  which  have  been  prepared  and  can  be  seen  at  my  solicitors  by  appoint- 

30  "  ment  by  you  or  your  client.  If  after  seeing  these  plans  you  think  they 
"  disclose  an  intended  infringement  of  Mr.  Graydon^s  patents,  and  that  you 
"  can  support  the  validity  of  these  patents,  my  solicitor  will  at  once,  on  my 
"  behalf,  accept  service  of  any  proceedings  you  may  be  advised  to  institute  for 
"  the  purpose  of  trying  these  questions."    The  result  was  that  the  writ  in  the 

35  present  action  was  issued  on  the  13th  of  November.  On  the  15th  of  November, 
a  written  agreement  was  entered  into  between  The  Blackpool  Winter  Gardehs 
Company,  Ld,y  and  Basset,  which  runs  thus  : — ^**  The  Company  shall  grant  to  a 
"  Company,  hereinafter  called  the  *  lessees,'  to  be  nominated  by  the  said 
**  WaWir  Basselt  Basset  hetove  the  31st  of  December  1895,  and  the  lessees  shall 

40  "  accept  a  lease  of  land,  shown  on  the  plan  annexed  hereto,  for  21  years  from 
"  the  1st  of  December  1895,  determinable,  nevertheless,  at  the  option  of  the 
"  lessees  at  the  end  of  the  first  seven  years,  or  fourteen  years,  by  six  months' 
"•  previous  notice  in  writing."  Then  there  was  a  stipulation  as  to  the  rent. 
Then,  ^'The  lease  to  contain  the  usual   covenants  and  conditions,  including 

45  "  powers  of  distress  and  entry,  and,  in  addition,  the  lease  shall  contain 
**  covenants  by  the  lessees  " — the  lessees  being  the  projected  Company^"  The 
**  said  lessees  shall  construct  and  complete,  on  or  before  the  1st  of  July  1896 
"  upon  the  said  plot  of  land,  a  gigantic  wheel  and  all  necessary  buildings  in 
"  connection  therewith,  in  accordance  with  the  plan  deposited  with  the  Company, 

50  "  and  in  the  event  of  at  any  time  any  other  buiidinga  or  erections  shall  be  made 
^'  by  the  lessees,  all  plans  and  elevations  of  all  such  erections  shall  be  submitted 
''  to  and  approved  by  the  Company,  and  the  said  lessees  shall  construct  separate 
"  entrances."  Then  there  is  some  reference  to  the  dimensions  and  the  work- 
manship of  the  wheel.    Then,  "  Basset  hereby  agrees  to  forthwith  enter  into 

55  "  a  deed  of  indemnity  with  the  said  Company,  whereby  he  will  undertake  that 

3  K  2 
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^  he  has  the  right  to  erect  and  constrnct  such  wheel,  and  will  indemnify  the 
'^  Company  against  all  legal  proceedings  that  may  be  brought  against  them  in 
"  conseqnence  of  the  erection  of  the  said  wheel  being  in  contravention  of  some 
*'  valid  patent,  or  in  conseqnence  of  such  wheel  being  an  annoyance  to  the 
'*  neighbourhood,  or  on  account  of  the  same  causing  injury  to  any  ancient  5 
*^  lights,  and  from  and  against  all  claims  in  respect  thereof,  provided  the  solicitor 
**  of  the  Wheel  Company  shall  defend  all  actions.^' 

The  Statement  of  Claim  in  this  action  (which  was  brought  by  J.  W.  Oraydon 
and  the  Trustee  of  the  property  of  the  said  J.  W.  Oraydon,  a  bankrupt,  as 
Plaintiffs,  against  Walter  Bassett  Basset  and  The  Blackpool  Winter  Oardens  10 
Company,  Ld.,  as  Defendants)  claimed  (among  other  things)  an  injunction 
restraining  the  Defendants,  or  either  of  them,  and  their  and  each  of  their 
servants,  workmen,  and  agents,  from  constructing  or  entering  into  any  contract 
to  construct  wheels  or  towers  or  other  works  in  accordance  with  the  Plaintiff 
James    Weir  Oraydofi*s  inventions,  in  respect  of  whieh  the  said    patents  15 
(No.  18,007  of  1893  and  No.  16,927  of  1894)  were  granted  to  the  Plaintiff 
«/.  W.  Oraydon,  otherwise  than  in  accordance  with  and  subject  to  the  conditions 
of  the  said  agreement  of  the  10th  of  August  1895,  and  in  particular  from 
erecting  or  allowing  to  be  or  to  remain  erected  on  the  ground  of  the  Defendant 
Company  at  Blackpool   the  gigantic   wheel   proposed  to  be  erected  by  the  20 
Defendants  at  Blackpool  as  aforesaid,  without  the  consent  and  license  of  the 
Plaintiffs,  and  from  otherwise  acting  in  violation  of  the  said  agreement  of  the 
10th  of  August  1895  ;  and,  in  the  alternative,  an  injunction  to  restrain  the 
Defendants,  or  either  of  them,  and  their  and  each  of  their  servants,  workmen, 
and  <iHg;ents,  from  infringing  the  patent,  and  in  particular  from  constructing  or  25 
entering  into  any  contract  to  construct  the  said  intended  gigantic  wheel. 

The  eleventh  and  twelfth  paragraphs  of  the  Statement  of  Claim  were  as 
follows  : — '*  Finding  that  he  could  not  obtain  what  he  considered  to  be  a  suflB- 
"  ciently  favourable  license  from  the  Plaintiff  for  construction  of  the  said 
*'  intended  gigantic  wheel  at  Blackpool,  the  Defendant  Basset  in  or  about  'M 
"  October  1895,  without  the  knowledge  or  consent  of  the  Plaintiff,and  in  violation 
"  of  the  agreement  of  the  10th  of  August  1895,  and  of  the  Order  of  the  12th  of 
''  August  1895,  entered  into  negotiations  with  the  Defendant  Company  for  the 
"  construction,  by  the  Defendant  Basset,  upon  the  grounds  of  the  Defendant 
*^  Company  at  Blackpool,  of  a  gigantic  wheel  in  accordance  with  the  Plaintiff's  35 
**  patent  of  1893,  and  on  the  15th  of  November  1895  entered  into  an  agreement 
'^  with  the  Defendant  Company  for  the  construction  of  such  gigantic  wheel  and 
*^  all  necessary  buildings  in  connection  therewith  upon  the  said  grounds  of 
^*  the  Defendant  Company."  Then  paragraph  12  :  "  The  said  intended  gigantic 
''  wheel  at  Blackpool  is  to  be  constructed  in  accordance  with  the  Plaintiff's  40 
^'  patent  of  1893.  It  cannot  be  constructed  except  in  accordance  with  the  said 
'*  patent.  If  it  is  constructed  without  the  license  and  consent  of  the  Plaintiff,  it 
**  will  be  an  infringement  of  the  Plaintiff's  patent  of  1893." 

The  Defendant  Walter  B,  Bassett  delivered  a  Defence,  by  which  (among  other 
things)  he  alleged  that  the  wheel  he  intended  to  construct  was  not  to  be  45 
constructed  in  accordance  with  the  patent  of  1893,  and  would  not  be  an 
infringement  of  such  patent  or  of  the  agreement  of  the  10th  of  August  1895. 
He  also  put  in  issue  the  validity  of  the  patent,  and  delivered  Particulars  of 
Objections. 

The  Defendant  Company  delivered  a  Defence,  in  which  they  stated  that  they  50 
had  agreed  with  Basset  to  grant  a  lease  of  certain  land  at  Blackpool  to  a 
Company,  to  be  nominated  by  Basset,  subject  to  the  stipulations  in  such 
agreement  mentioned  with  respect  to  the  construction  or  erection  upon  the 
premises  of  a  gigantic  wheel,  and  the  Defence  concluded  as  follows  : — ^**  These 
**  Defendants  have  never  threatened  or  intended  to  construct  any  such  wheels,  55 
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"  towers,  or  other  works  as  in  the  Statement  of  Claim  in  that  behalf  referred 
"  to,  or  to  infringe  any  of  the  patents  or  alleged  patents  therein  mentioned. 
^'  Beyond  being  the  lessors  under  the  aforesaid  agreement,  these  Defendants 
"  have  no  concern  in  the  matters  in  question,  and  they  submit  that  they  ought 
5  ^*  not  to  have  been  joined  as  Defendants  to  this  action,  and  that  the  same  as 
'*  against  them  ought,  in  any  event,  to  be  dismissed  with  costs.** 

The  action  came  on  for  trial  before  Mr.  Justice  Stirling^  who,  shortly  after  the 
case  was  opened,  limited  the  arguments  and  the  evidence  to  the  question  of  the 
construction  of  the  agreement  of   the  10th  of  August  1895.      The    Plaintiff 

10  Oraydon  was  called  as  a  witness. 

The  learned  Judge  held  that,  according  to  the  true  construction  of  the 
agreement  of  the  10th  of  August  1895,  the  Defendant  Basset  was  entitled  to 
construct  the  proposed  wheel,  but  not  to  use  it,  and  that  as  there  was  no 
evidence  he  intended  to  use  it,  the  action  must  be  dismissed  against  him,  but 

15  without  costs  ;  that,  as  regards  the  Defendant  Company,  all  that  they  had  done 
was  to  agree  to  grant  a  lease  to  a  projected  Company  (which  had  never  been 
formed),  and  that  the  action  must  be  dismissed  against  them,  with  costs.* 

On  the  14th  of  February  1896,  the  solicitors  for  Qraydon  and  Basset^ 
respectively,  applied  to  Sir  Thomas  Tancred  (who,  in  the  agreement  of  the 

20  10th  of  August  1895,  was  nominated  as  the  person  to  decide  any  questions  arising 
between  Basset  and  Qraydon  as  to  the  price  and  terms  and  conditions  of  con- 
struction of  the  wheel  at  Blackpool),  to  fix  an  appointment  for  considering 
the  question  whether  Oraydon  was  entitled,  under  the  agreement  of  the 
10th  of  August,  to  claim  any  payment  from  Basset  in  respect  of  the  Blackpool 

25  Wheel,  but  Sir  Thomas  T'ancred  held  that  the  agreement  did  not  apply  to  such 
a  case  as  that  of  the  Blackpool  Wheel,  where  Basset  had  proceeded  to  construct 
the  wheel  without  any  contract  for  such  construction,  and  without  consulting 
Oraydon  thereon,  and  therefore  that  he  had  no  power  to  decide  the  question 
proposed  to  be  submitted  to  him. 

30  Subsequently  the  Court  of  Appeal  held  that  the  Defendant  Basset  was 
not  entitled  to  construct  any  wheel  except  in  accordance  with  the  patent  and 
under  the  agreement,  and  that  such  wheel  could  not  be  used  without  a  licence 
from  Oraydon^  and  could  not  be  completed  without  his  consent.  The  Order 
of  the  Court  of  Appeal  (which  was  dated  July  9th  181)6)  was  as  follows  : — 

35  The  Order  of  the  Court  below  was  discharged,  so  far  as  it  dismissed  the  action 
against  the  Defendant  Basset,  The  costs  of  the  action  were  to  remain,  and 
the  Court  declared  that  the  Defendant  W.  B.  Basset  was  not  entitled  to 
construct  any  gigantic  wheel  in  accordance  with  the  patent  or  patents  granted 
to  the  Plaintiff  J.  W.  Oraydon^  except  on  the  terms  of  the  agreement  of  the 

40  10th  of  August  1895,  and  subject  to  the  provision  as  to  arbitration  therein 
contained,  and  that  the  wheel  constructed  at  Blackpool  was  to  be  treated  as 
having  been  constructed  and  erected  under  such  agreement.  And  the  Court 
further  declared  that  the  Def efadant  W.  B.  Basset  was  not  entitled,  without 
further  license,  during  the  said  bankruptcy,  from  the  Plantiff,  the  trustee  in 

45  bankruptcy,  to  use  the  said  wheel  when  completed,  or  to  permit  the  same  to 
be  so  used  by  any  of  his  servants  or  agents,  or  by  any  Company  nominated  by 
him  for  the  purpose  of  so  using  the  same.  And  the  Court  ordered  that  the 
Defendant  W.  B.  Basset y  his  servants,  workmen,  and  agents,  be  restrained  from 
completing  the  said  wheel  without  the  consent,  during  the  said  bankruptcy  of 
50  the  said  Plaintiff,  of  the  trustee  in  bankruptcy,  or  until  the  disputes  between 
the  said  Plaintiff,  the  trustee  in  bankruptcy,  and  the  Defendant  W.  B.  Basset 
had  been  settled  by  arbitration,  pursuant  to  the  said  agreement.  Liberty  was 
given  to  the  Defendant  W.  B.  Basset  to  apply  to  the  Court  to  dissolve  the 

•  Sm  18  R.P.O.  79. 
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injunction  on  short  notice,  and  liberty  to  apply  generally.  The  Defendant 
Basset  was  ordered  to  pay  the  costs  of  the  trustee  in  bankruptcy,  and  the 
trustee  was  ordered  to  pay  the  costs  of  TJie  Blackpool  Winter  Gardens 
Company.    The  Court  directed  the  Order  not  to  be  completed  for  a  week. 

On  the  24th  of  July  1896,  the  Defendant  Basset  applied  to  the  Court  of  5 
Appeal  ta  dissolve  the  injunction,  and  the  Court  of  Appeal  directed  that  the 
injunction  should  be  dissolved  if  the  Defendant  signed  a  submission  to 
arbitration  in  terms  approved  of  by  the  Court,  which  were  to  the  effect  that  it 
should  be  referred  to  Sir  Tliomas  Tancred  to  decide  what  should  have  been  the 
price  for  construction,  and  the  terms  and  conditions  of  the  contract  for  the  10 
construction  of  the  great  wheel,  and  to  award  to  the  trustee  in  bankruptcy 
what  ought  to  be  paid  by  the  Defendant  by  reason  of  his  having  confltructed 
the  wheel  otherwise  than  under  the  contract.* 

On  the  25th  of  July  1896,  the  Defendant  Basset  made  an  ex  parte  appli- 
cation to  the  Court  of  Appeal  for  liberty  to  proceed  with  the  construction  of  15 
the  wheel  on  the  grouna  that  it  was  in  a  dangerous  state.    This  application 
was  refused. 

On  the  30th   of  July  1896,  the  Plaintiff  moved  to  attach  the  Defendant 
Basset  for  breach  of  the  injunction,  and  the  Court  of  Appeal  held  that  the 
injunction  had  been  broken,  and  made  an  Order  that  the  Plaintiffs  should  have  20 
leave  to  issue  writ  of  attachment,  and  that  the  Defendant  Basset  should  pay  the 
costs  of  the  Plaintiff,  the  trustee  in  bankruptcy .f 

On  the  3rd  of  August  1896,  the  Defendant  Basset  applied  to  the  Court  of 
Appeal  that  the  Order  of  the  30th  of  August  might  be  discharged,  or  thaf 
execution  therein  might  be  stayed,  he  being  willing  to  sign  the  submission  to  25 
arbitration,  and  the  Court  acceded  to  the  application. 

On  the  31st  of  August  1896,  Sir  Thomas  Tancred  found  and  awarded  that 
the  sum.  of  3500^.  ought  to  be  paid  by  the  Defendant  Basset  to  the  trustee  in 
bankruptcy. 

On  the  8th  of  September  1896,  the  trustee  in  bankruptcy  took  out  a  summons  30 
for  liberty  to  enforce  the  award  ;   and,  thereafter,  the  £3500  was  paid  into 
Court  by  the  Appellant,  pursuant  to  an  Order  made  by  Mr.  Justice  Gave^  sitting 
as  Vacation  Judge,  on  thQ  6th  of  October  1896.    On  the  ^8th  of  October,  the 
Defendant  Basset  took   out  a  summons  asking  that  the  award  should  be 
remitted  to  Sir  Thomas  Tancred  for  further  consideration  ;  and,  on  the  5th  of  35 
November  1896,  Mr.  Justice  Day  ordered  that  the  award  should  be  remitted 
for  that  purpose.    On  an  appeal  by  the  trustee  in  bankruptcy,  the  Court  of 
Appeal,  on  the  11th  of  November  1896,  set  aside  the  Order  of  Mr.  Justice  Day^ 
and  ordered  that  the  trustee  in  bankruptcy  be  at  liberty  to  enforce  the  award. 
The  Order  directed  the  payment  of  the  Plaintiff's  costs,  above  and  below,  by  40 
the  Defendant  Basset^  and  that  the  3500/.  in  Court  be  paid  out  to  the  trustee  in 
bankruptcy ;  and  further  directed  that  execution  should  be  stayed  for  three 
weeks,  and  that  in  the  event  of  an  appeal  being  made  to  the  House  of  Lords 
within  that  time,  there  should  be  a  further  stay  of  execution  pending  the 
decision  of  such  appeal,  and  that  the  said  sum  of  3500/.  should  remain  in  Court  45 
pending  such  decision. 

The  Defendant  Basset  appealed  to  the  House  of  Lords  against  the  three 
Orders  of  the  9th  of  July  1896,  the  30th  of  July  1896,  and  the  11th  of  November 
1896,  asking  that  such  Orders  might  be  reversed,  varied,  or  altered,  and  the 
three  appeals  came  on  for  hearing  together.  50 

Moultony  Q.C,  and  H.  Terrell  (instructed  by  Graham  Gordon)  appeared  for 
the  Appellant ;  Bousfield,  Q.C,  and  Butcher,  Q.C.  (instructed  by  E.  Kimber) 
appeared  for  the  Respondents. 

*  See  Id  fi.P.0. 608.  •  ^  See  19  E.P.C.  611. 
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Lord  Hbrschbll. — My  Lords,  the  Respondent  James  Weir  Oraydon  is  the 
prranteo  of  Letters  Patent  for  improvements  in  revolving  wheels.  The  other 
Respondent  is  the  trustee  under  his  bankruptcy.  A  contract  was  entered  into 
between  the  Appellant  and  the  Respondent  Graydon  on  the  11th  of  October 
.0  189H,  and  litigation  between  the  parties  rose  out  of  this  contract.  On  the  lOth 
of  August  1895,  an  agreement  was  made  for  the  purpose  of  compromising  the 
pending  actions  and  all  matters  in  dispute.  The  first  term  of  this  agreement 
was  that  the  prior  agreement  of  October  1893  should  be  cancelled.  It  is  not 
necessary  to  advert  to  the  terms  of  that  agreement,  or  to  the  matters  in  issue  in 
10  the  litigation  ;  the  cancellation  of  that  agreement  and  the  compromise  of  the 
litigation  was  obviously  sufficient  consideration  for  the  agreement  of  August 
1896,  whatever  be  its  true  interpretation. 

By  the  agreement  now  in  question  the  Appellant  was  to  have,  during  the 
continuance  of  the  patents  of  1893  and  1894,  if  he  should  so  long  live,  the  sole 
15  right  (subject  to  the  license  dated  the  14th  of  April  1894,  and  subject  as  therein- 
after mentioned)  of  constructing,  in  the  United  Kingdom  and  France,  wheels  and 
towers  and  other  works,  in  accordance  with  the  inventions  in  respect  of  which 
the  said  patents  were  granted,  or  any  improvements  thereof.     In  the  month  of 
September  1895,  the  Appellant  entered  into  negotiations  with  persons  who 
20  proposed  to  form  a  Company  to  erect  and  work  a  great  wheel  at  Blackpool,  with 
the  object  of  his  being  engaged  as  contractor  to  construct  it.    Communications 
took  place  with  a  view  to  the  settlement  of  the  terms  upon  which  the  promoters 
of  the  Company  were  to  be  at  liberty  to  use  the  invention.    These  not  having 
resulted  in  an  agreement,  Basset  undertook  to  construct  the  wheel  without 
2b  regard  to  the  Respondent  Graydon  or  his  patent  right.    On  hearing  of  this,  the 
solicitor  for  the  Respondent  wrote  a  letter  threatening  an  injunction,  to  which 
the  Appellant  replied,  announcing  his  intention  to  erect  a  wheel  on  plans  which 
could  be  seen  by  the  Respondent's  solicitor  or  himself,  adding,  "  If  after  seeing 
"  those  plans  you  think  they  disclose  an  intended  infringement  of  Mr.  Graydon* s 
30  **  patents,  and  that  you  can  support  the  validity  of  these  patents,  my  solicitor 
"  will  at  once,  on  my  behalf,  accept  service  of  any  proceedings  you  may  be 
"  advised  to  institute  for  the  purpose  of  trying  these  questions." 

The  Plaintiff  thereupon  commenced  this  action,  claiming  an  injunction  to 
restrain  the  Defendant  from  constructing,  or  entering  into  any  contract  to 
35  construct,  wheels  in  accordance  with  the  Plaintiff  Graydon^s  inventions, 
otherwise  than  in  accordance  with,  and  subject  to,  the  agreement  of  the  10th  of 
August  1895.  At  the  trial,  before  Mr.  Justice  Stirling,  it  was  contended  on 
behalf  of  the  Defendant  that  he  was  not  a  licensee  of  Graydon,  but  merely 
entitled  under  contract  to  be  employed  to  construct  all  wheels  made  according 
40  to  the  patent  by  Graydon,  or  those  claiming  under  him;  and  that  he  was, 
therefore,  not  estopped  from  disputing  the  validity  of  the  patent.  He  claimed 
to  be  entitled  to  show  that  the  patent  was  invalid,  and  that  Graydon  was, 
therefore,  not  in  a  position  to  complain  of  his  constructing  a  wheel  for  anyone 
who  employed  him  to  do  so,  even  though  the  wheel  were  made  in  accordance 
45  with  the  patent.  Mr.  Justice  Stit^ling  held  that  the  Appellant  was  a  licensee, 
and  estopped  from  disputing  the  validity  of  the  patent,  and  the  Court  of 
Appeal  took  the  same  view.  The  first  question  to  be  determined  is  whether 
they  were  right. 

I  think  there  is  much  to  be  said  in  favour  of  the  Appellant's  contention, 
50  which  seems  to  me  to  have  more  force  than  was  thought  by  the  Court  below  ; 
but,  after  consideration,  I  am  not  prepared  to  differ  from  them  on  this  point. 
If  it  had  been  only  intended  to  contract  with  Basset  that  Graydon  and  those 
claiming  under  him  should  employ  him  to  construct  all  wheels  which  they 
might  construct  in  accordance  with  the  patent,  I  think  the  agreement  would 
55  have  been  differently  worded.    The  agreement,  as  it  stands,  confers  upon  him 
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"  the  sole  right  of  constructing,"  and  these  words,  I  think,  according  to  their 
natural  meaning,  confer  upon  him  a  license  to  construct.  This  view  finds 
support,  too,  in  my  opinion,  in  the  fifth  clause  of  the  agreement. 

Althouj^h  Mr.  Justice  Stirling  decided  the  point  to  which  I  have  referred  in 
favour  of  the  Plaintiff,  he  dismissed  the  action,  because  on  every  view  of  the  5 
interpretation  of  the  agreement  put  forward  by  the  Plaintiff,  no  further  license 
to  construct  the  wheel  was  necessary  ;  and  although  the  Defendant  would  not 
be  entitled  to  use  it  without  a  further  licence,  there  was  no  evidence  that  he 
threatened  or  intended  to  do  so. 

When  the  case  came  before  the  Court  of  Appeal,  the  decision  of  Mr.  Justice  10 
Stirling  was  reversed,  and  it  was  declared  that  the  Appellant  was  not  entitled 
to  construct  any  wheel  in  accordance  with  Qraydon^s  patent,  except  on  the 
terms  of  the  agreement  of  the  10th  of  August  1895,  and  subject  to  the  provision 
for  arbitration  therein  contained,  and  also  that  he  was  not  entitled,  without  a 
further  license,  to  use  the  wheel  when  completed,  or  to  permit  the  same  to  be  15 
used  by  his  servants  or  agents,  or  by  any  company  nominated  by  him.  The 
Court  also  granted  an  injunction  restraining  the  Appellant  from  completing 
the  wheel  without  the  consent,  during  Oraydon's  bankruptcy,  of  his  trustee 
in  bankruptcy,  or  until  the  disputes  between  such  trustee  and  the  Appellant  had 
been  settled  by  arbitration,  pursuant  to  the  agreement  of  the  10th  of  August       30 

Subject  to  a  minor  criticism,  to  which  I  will  presently  refer,  I  think  the 
Court  of  Appeal  were  right  in  making  the  declarations  they  did.  It  is  qnite 
clear  that  the  Appellant  was  insisting  upon  constructing  the  wheels  without 
reference  to  the  rights  conferred  upon  him  by  the  agreement  of  August  W95. 
He  was  maintaining  that  the  patent,  being  invalid,  he  needed  no  license  to  25 
construct  the  wheel  in  accordance  with  the  patent,  but  was  like  all  the  world 
entitled  to  do  so.  If,  then,  he  was  a  licensee,  estopped  from  disputing  the 
validity  of  the  patent,  I  think  the  Respondents  were  quite  justified  in  coming 
to  the  Court  to  obtain  a  declaration  that  he  was  not  entitled  to  construct  any 
such  wheel  except  on  the  terms  of  the  agreement,  and  that  any  such  wheel  30 
constructed  by  him  must  be  treated  as  having  been  constructed  under  the 
agreement.  At  the  same  time,  I  think  that  the  words  at  the  end  of  the  first 
declaration,  referring  to  the  provision  for  arbitration,  should  be  omitted.  In 
the  view  which  I  take  of  the  rights  of  the  parties,  I  think  they  might  mislead. 
I  thmk  the  words  at  the  end  of  the  second  declaration  should  also  be  omitted.  35 
The  declaration  that  the  Defendant  is  not  "to  permit  the  use"  should  be 
confined  to  those  for  whom  the  Defendant  is  responsible,  viz.,  his  agents  and 
servants. 

Whilst,  however,  I  think  that  the  decision  of  the  Court  of  Appeal  was  in 
substance  correct,  as  far  as  regards  the  declarations  they  made,  I  am  unable  to  40 
take  the  same  view  with  reference  to  the  injunction  granted.  The  Appellant 
Basset  was  restrained  from  completing  the  wheel  without  the  consent,  during 
the  bankruptcy  of  Oraydon's  trustee  in  bankruptcy,  or  until  the  disputes 
between  Gh-ayd/m,  his  trustee  in  bankruptcy,  and  Basset  had  been  settled  by 
arbitration  pursuant  to  the  agreement.  If  Basset  obtained,  by  virtue  of  the  45 
agreement  of  August  1895,  a  license  to  construct  the  wheel,  and  on  this  basis 
alone  the  judgment  against  him  rests,  it  is  difficult  to  see  how  an  injunction 
can  be  justified  to  restrain  him  from  constructing  the  wheel  unless  he  obtains 
a  further  license.  It  was  ai^ued,  however,  for  the  Respondents,  that  this 
provision  was  really  inserted  in  Basset's  favour  in  order  to  enable  him  to  50 
proceed  with  the  construction  of  the  wheel,  notwithsUnding  that  the  disputes 
had  not  been  settled  by  arbitration,  if  he  obtained  permission  to  do  so.  I 
would  observe  that,  if  this  had  been  intended,  I  should  have  expected  to  find 
the  words  with  reference  to  the  consent  inserted  as  a  qualification  of  that  part 
of  the  injunction  which  relates  to  a  settlement  by  arbitration.  55 
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But,  apart  from  this  point,  the  injuaction  rests  upon  the  assumption  that 
Basset  has,  under  the  agreement  of  August  1895,  no  right  to  proceed  with  the 
construction  of  a  wheel  until  the  arbitration  clause  in  that  agreement  has  been 
put  in  operation,  and  a  settlement  thereunder  arrived  at ;  or,  in  other  words, 

5  that  a  settlement  by  arbitration  of  the  terms  on  which  the  wheel  is  to  be 
constructed  is  a  condition  precedent  to  the  right  to  construct.  Even  assuming, 
for  the  moment,  that  the  arbitration  clause  applies  to  a  case  in  which  Basset 
is  constructing  a  wheel,  not  for  Qraydo/iy  but  for  some  third  party,  it  seems  to 
me  impossible  to  hold  that  Basset  became,  by  virtue  of  the  agreement  of 

10  August,  a  licensee,  and,  therefore,  estopped  from  disputing  the  patent ;  and,  at 
the  same  time,  to  hold  that  he  did  not  become  a  licensee  until  a  condition 
precedent  had  been  complied  with.  For  the  injunction,  which  restrains  him 
from  completinsr  the  wheel  without  first  obtaining  a  settlement  by  arbitration, 
is,  in  effect,  a  declaration  that,  until  that  settlement  has  been  obtained,  he  is 

15  not  a  licensee,  though  he  would  afterwards  become  one.  The  doctrine  that  a 
licensee  may  not  dispute  the  validity  of  a  patent  applies,  I  apprehend,  only  to 
one  who  has  obtained  a  license,  and  not  to  one  who  can  only  become  a  licensee 
on  complying  with  certain  terms  and  conditions.  Of  course,  this  is  quite 
consistent  with  the  application  of  the  arbitration  clause  to  such  a  case  as  that 

20  under  consideration ;  but  1  can  find  nothing  in  the  agreement  making  a 
settlement,  under  the  arbitration  clause,  a  condition  precedent  in  every  case  to 
the  right  to  construct.  It  is  not  so  made  in  terms,  nor,  I  think,  by  necessary 
implication. 

I  will  proceed  now  to  consider  whether  the  arbitration  clause  is  applicable 

25  to  the  case  where  a  wheel  is  being  constructed  under  his  license  by  Basset  for 
a  party  other  than  Oraydoriy  or  a  person  claiming  under  him.  I  think  there 
can  be  no  doubt  that  the  clause  was  primarily,  at  any  rate,  intended  to  apply 
to  quoitions  arising  between  Basset  on  the  one  hand,  and  Qraydofiy  or  persons 
claiming  under  him,  on  the  other,  as  to  the  price  at  which  and  terms  on  which 

30  Basset  was  bound  to  construct  a  wheel  for  them.  They  had  no  right  to 
construct  one  themselves,  or  employ  any  person  but  Bassetj  unless  he  was 
unwilling,  to  make  the  wheel.  But  for  the  arbitration  clause.  Basset  might 
have  insisted  upon  what  terms  he  pleased  for  constructing  a  wheel,  expressed 
his  willingness  to  construct  on  those  terms,  and  so  effectually  have  barred  its 

35  construction  by  anyone  else.  The  clause  was  necessary  in  order  to  prevent  a 
complete  deadlock.  And  in  applying  the  arbitration  clause  to  the  case  of 
questions  arising  between  Basset  and  Graydon,  or  one  claiming  under  him, 
the  language  is  free  from  difficulty,  and  can  be  interpreted  in  its  natural  sense. 
The  arbitrator  was  to  decide  what  price  was  to  be  paid  to  Basset  for  making  a 

40  wheel,  and  upon  what  terms  and  conditions  he  was  to  make  it.  But  the 
arbitration  clause  was  said  iu  the  Court  below  to  be  also  applicable  to  the  case 
in  which  Basset  was  constructing  a  wheel  for  a  third  party,  and  one  view 
expressed  was,  that  the  words  ''  the  price  to  be  paid  for  construction ''  in  that 
case  meant  the  price  to  be  paid  by  Basset  to  Oraydon  for  being  allowed  to 

45  construct  the  wheel.  With  all  deference,  I  think  that  such  a  construction  does 
great  violence  to  the  language  used,  and  is  open  to  the  objection  that  a  single 
set  of  words  is  interpreted  in  two  wholly  different  senses,  as  meaning  in  the 
one  case  the  price  to  be  paid  for  the  manufacture  of  the  article  by  the  person 
for  whom  it  is  manufactured,  and  as  meaning  in  the  other  case  the  payment  to 

50  be  made  by  the  manufacturer  to  the  Patentee  for  permission  to  make  it,  to  say 
nothing  of  the  fact  that  the  words,  *'  the  price  to  be  paid  for  such  construc- 
tion," are  not  apt  words  to  describe  the  payment  to  be  made  for  a  license  to 
construct. 
The  learned  Judges  seem  to  have  been  induced  to  put  this  unnatural  and 

55  strained  interpretation  on  the  words,  because,  in  their  view,  the  agreement 
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nowhere  else  provided  for  a  payment  to  be  made  by  Basset  to  the  Patentee  for 
permission  to  construct  the  wheel.  In  the  case  of  an  agreement  like  that  of 
August  I8'J5,  I  do  not  think  that  the  Court  ought  to  have  been  influenced  by 
the  view  to  which  I  have  alluded,  inasmuch  as  the  cancellation  of  a  prior 
agreement  and  the  compromise  of  pending  litigation  aflPord  ample  consideration,  5 
in  point  of  law,  for  that  agreement,  whatever  its  natural  interpretation  may  be. 
Moreover,  I  think  the  fact  has  been  lost  sight  of  that  the  agreement  conferred  a 
right  to  construct  only,  and  that  neither  Basset  nor  those  for  whom  he  manu- 
factured could  use  the  wheel,  when  completed,  without  a  license  from  the 
Patentee.  He  was,  therefore,  master  of  the  situation,  and  could  make  what  10 
terms  he  pleased.  It  seems  to  me  that,  under  these  circumstances,  it  was  to  his 
advantage  that  Basset  should  make  as  many  wheels  as  possible,  even  if  from 
Basset  himself  he  was  to  receive  nothing. 

The  view,  however,  which  was  chiefly  insisted  upon  by  the  learned  Counsel 
for  the  Respondents,  at  the  Bar,  was  that  the  words  of  the  arbitration  clause,  15 
which  I  have  been  discussing,  conferred  the  right  upon  Grai/dan  to  insist  that 
the   terms  of  any   contract  into  which   Basset  was  about  to  enter  for  the 
construction  of  a  wheel  for  third  parties  phould  be  submitted  to  him  ;  and,  if 
he  did  not  find  his  interests  sufficiently  protected  thereby,  that  the  matter 
should  be  referred  to  the  arbitrator,  in  order  that  he  might  fix  the  price  to  be  20 
paid  by  such  third  party  for  the  construction  of  the  wheel,  and  the  terms  and 
conditions  (including  provision  for  payment,  either  by  Basset  or  such  third 
party,  to  Oraydon)  which  ought  to  be  contained  in  the  contract.   This  construc- 
tion is,  no  doubt,  free  from  one  difficulty,  which  I  have  been  pointing  out.  The 
words  **  price  to  be  paid  for  such  construction  "  are,  in  that  view,  interpreted  25 
in  their  natural  sense  ;  but  the  contention  appears  to  me  to  be  equally  open  to 
objection  on  other  grounds. 

There  is  no  provision  for  the  person  for  whom  Basset  is  to  construct  being 
made  a  party  to  the  arbitration.     He  could,  of  course,  be  in  no  way  bound. 
The  arbitrator  could  not  settle   the   price   to  be  paid  by  him.     He  might  30 
altogether  refuse  to  have  the  the  wheel  constructed  on  any  such  terms ;  and 
the  words  are,  in  truth,  interpreted  as  meaning  that  the  arbitrator  was  to  settle- 
the  price  which  Basset  was  to  be  allowed  to  contract  for,  and  the  terms  and 
conditions  which  he  was  to  be  allowed  to  insert  in  his  contract.     But  this  is 
not  what  the  arbitration  clause  says.    In  my  opinion,  the  language  of  the  clause  35 
does  not  make  provision  for,  or  relate  to,  such  questions  as  those  which  the 
Respondents  insist  are  comprised  within  it.    The  observations  which  I  have 
already  made  show  that  the  construction  I  put  upon  it  does  not  involve  any 
injustice  to  the  Respondents.     No  one  would  be  foolish  enough,  assuming  the 
patent  to  be  a  good  one,  to  contract  to  pay  a  large  sum  for  the  construction  of  40 
a  wheel  without  the  power  to  use  when  completed.     This  circumstance  of 
itself  aflFords  sufficient  protection  to  the  Patentee.     Any  person,  before  con- 
tracting to  have  a  wheel  made  for  him,  would,  as  a  matter  of  course,  negociate 
the  terms  on  which  he  was  to  be  allowed  to  use  it,  and  if  he  were  foolish 
enough  to  get  a  wheel  constructed  for  him  without  doing  so,  the  Patentee  45 
would,  as  I  have  said,  be  master  of  the  situation. 

If  the  validity  of  the  patent  had  been  already  established,  1  think  the  Court 
of  Appeal  would  have  taken  the  same  view  as  I  have  expressed ;  but  they 
appear  to  have  been  guided  to  their  conclusion  by  the  consideration  that  the 
patent  might  turn  out  to  be  invalid,  and  that  if  it  were  so,  although  Basset,  as  50 
licensee,  would  be  estopped  from  disputing  it«  validity,  those  for  whom  he 
manufactured  would  not  be  precluded  from  doing  so,  and  might  thus  use  the 
wheel  in  defiance  of  the  Patentee. 

I  do  not  think  it  is  clear  that  if  Basset  had  been  allowed  to  complete  the 
wheel  In  the  present  case,  and  hand  it  over  to  the  Company,  they  would  have  55 
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been  free  to  dispute  the  validity  of  the  patent  any  more  than  Basset^  seeing 
that  it  was  constructed  for  them,  to  their  knowledge,  under  a  license  granted 
by  the  Patentee  to  construct,  though  not  to  use  the  wheel.  The  point  is  a 
novel  one,  and  it  is  not  necessary  to  decide  it  on  the  present  occasion ;  but 
5  there  is  no  authority  against  the  view  that  a  person  obtaining  a  patented  article 
from  a  license,  under  such  circumstances,  is  estopped  from  disputing  the 
validity  of  the  patent,  and  it  seems  to  me  that  much  may  be  said  in  favour 
of  it. 

If  the  Company,  equally  with  the  licensee  who  constructed  the  wheel  for 

10  them,  could  not  have  used  it  without  a  license  from  the  Patentee,  all  difficulty 

vanishes  ;  but  even  if  they  would  not,  on  the  grounds  to  which  I  have  alluded, 

have  been  estopped  from  disputing  the  validity  of  the  patent,  and  the  Patentee 

might  thus  have  been  at  a  disadvantage,  unless  the  agreement  of  August  can 

re<?eive  the  interpretation  which  has  been  put  upon  it  by  the  Court  below,  I  do 

15  not  think  this  will  warrant  doing  violence  to  the  language  employed,  and 

putting  a  strained  and  unnatural  interpretation  upon  it.     It  must  be  taken  that 

the  parties  had  primarily  in  view  a  contract  relating  to  a  valid  patent.    No 

doubt  even  a  Patentee  may  contemplate  the  possibility  that  his  patent  may  be 

held  invalid,  and  sometimes  he  provides  against  such  a  contingency,  but  it  does 

20  not  follow  that  he  does  so  in  every  agreement  in  a  manner  to  safeguard  his 

position  under  all  circumstances. 

For  the  reasons  I  have  stated,  I  have  come  to  the  conclusion  that  the  injunc- 
tion granted  cannot  be  supported.     In  my  opinion,  it  should  have  been  limited  to 
restraining  the  Appellant  from  constructing  any  wheel  in  accordance  with  the 
2.5   Specification  of  the  patent,  except  under  the  agreement  of  August  10th  1895. 
The  Court  of  Appeal  directed  that  its  Order  should  not  be  given  out  until  the 
24th  of  July  1896,  with  a  view  to  the  Appellant  and  Respondents  coming  to 
terms  as  to  what  should  be  paid  by  the  Appellant  in  respect  of  the  construction 
of  the  great  wheel  at  Blackpool,  or  referring  such  matter  to  arbitration.    The 
HO  parties  were  unable  to  agree  upon  terms,  and  a  draft  agreement  for  reference 
was  settled  by  the  Lords  Justices,  and  an  Order  made  that,  on  the  Appellant 
signing  an  agreement  in  the  form  so  settled,  the  injunction  should  be  dissolved. 
The  Appellant  declined  to  sign  such  an  agreement,  and  shortly  afterwards  was 
served  notice  of  motion  that  the  Respondents  might  be  at  liberty  to  issue  a 
35  writ  of   attachment  against  him  for  an  alleged  contempt  in  disobeying  the 
Order  of  the  9th  of  July  1896.    The  Court  being  of  opinion  that  the  Appellant 
had  been  guilty  of  contempt  of  Court  by  a  breach  of  that  Order,  on  the  ;iOth  of 
July  J 896,  ordered  that  a  writ  of  aMachment  should  issue  against  the  Appellant 
for  his  contempt,  and  that  he  should  pay  the  costs  of  the  application  and  of 
40  the  attachment.     Shortly  afterwards,  the  Appellant  applied  to  the  Court  of 
Appeal  that  the  Order  of  the  30th  of  July  might  be  discharged,  or  execution 
thereon  stayed.    The  Court  oE  Appeal  discharged  the  Order,  but  on  condition 
that  the  Appellant  should  at  onci;  sign  an  agreement  on  the  terms  of  the  draft 
which,  as  I  have  stated,  had  been  settled  by  the  Court  of  Appeal,  and  ordered 
45  the  Appellant  to  pay  the  costs  thereof,  and  of  the  application  to  discharge  the 
Order.    The  Appellant  accordingly  signed  an  agreement  in  the  terms  of  the 
said  draft.    The  arbitration  was  proceeded  with,  and  the  arbitrator  awarded 
that  the  sum  of  3500/.  ought  to  be  paid  by  the  Appellant  to  the  trustee  in 
OraydorCs    bankruptcy,    upon     an     application    made     by    the    Appellant. 
50  Mr.    Justice    Day    ordered    that    the    award    should    be    remitted    to    the 
arbiti-ator  for  reconsideration.     On  the  llth  of  November  1896,  the  Court  of 
Appeal  discharged  this  Order,  and  ordered  that  the  3500Z.  which  had  been  paid 
into  Court  by  the  Appellant  should  be  paid  out  to  the  trustee  in  bankruptcy. 
They,  however,  stayed  execution  of  their  Order,  pending  an  appeal  to  this 
65  House. 
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If  an  injunction  ought  not  to  have  been  granted  in  the  terms  contained  in 
the  Order  appealed  from,  it  follows  that  the  writ  of  attachment  of  the  30th  of 
Jaly  1896  ought  not  to  have  been  issued.  I  own  I  entertain  doubts  whether, 
upon  the  affidavits,  the  Appellant  was  shown  to  have  been  guilty  of  contempt 
of  Court,  but  I  need  not  discuss  this,  as  the  attachment  must  fall  with  the  5 
Order  on  which  it  was  founded. 

Under  the  pressure  of  the  writ  of  attachment,  the  Appellant  signed  an 
agreement  of  reference,  which,  but  for  that  pressure,  he  would  not  have 
signed.  This  agreement,  and  all  the  proceedings  founded  upon  it,  including 
the  Order  for  the  payment  of  3500^.,  must,  in  my  opinion,  be  set  aside.  10 

I  proceed  now  to  state  the  Orders  which,  I  think,  should  be  made  upon  the 
appeals  presented.  I  think  that  the  Order  of  the  9th  of  July  1896  should  be 
varied  as  follows  : — By  striking  out  at  the  end  of  the  first  declaration  the  words, 
'*  and  subject  to  the  provision  as  to  arbitration  therein  contained  ^' ;  and  at  the 
end  of  the  second  declaration  the  words,  "  or  by  any  Company  nominated  by  15 
''  him  for  the  purpose  of  so  using  the  same,*'  and  by  substituting  for  the 
injunction  contained  in  the  Order,  an  Order  restraining  the  Defendant  from 
constructing  a  wheel  in  accordance  with  the  patents  referred  to  in  the  agree- 
ment of  the  10th  of  August  1895,  except  under  that  agreement.  I  think  the 
Order  of  the  30th  of  July  1896  must  be  discharged,  and  that  the  Respondents  20 
must  be  ordered  to  pay  to  the  Appellant  his  costs  of  the  application  and  of  the 
attachment.  I  think  the  Order  of  the  11th  of  November  1896  must  be 
discharged,  and  that  the  costs  in  the  Court  of  Appeal,  and  in  the  Court  below, 
must  be  paid  by  the  Respondents  to  the  Appellant,  and  that  the  Respondents 
must  also  pay  to  the  Appellant  the  costs  of  the  reference  and  award,  and  that  25 
the  3500Z.  paid  into  Court  must  be  paid  out  to  the  Appellant.  The  Respondents 
must  pay  to  the  Appellant  the  costs  of  the  Appeals  to  this  House  from  the 
Orders  of  the  HOth  of  July  and  the  11th  of  November  1896. 

With  regard  to  the  appeal  from  the  Order  of  the  9th  of  July  1896,  as  the 
Appellant  has  not  been  completely  successful,  I  think  the  parties  must  pay  his  30 
and  their  own  costs  of  the  appeal. 

My  noble  and  learned  friend,  liord  MORBIS,  who  has  been  unable  to  remain 
here  owing  to  an  engagement  at  the  Privy  Council,  desires  me  to  say  that  he 
concurs  in  the  judgment  I  have  proposed. 

Lord  Watson. — My  Lords,  James  Weir  Qraydon^  hereinafter  referred  to  as  35 
the  ^'Respondent,*'  who  now  appears  in  these  proceedings  along  with  the 
trustee  in  his  bankruptcy,  obtained  two  English  patents  (numbered  respectively 
18,007  of  1893  and  16,927  of  1894)  for  improvements  in  the  construction  of 
gigantic  wheels  and  other  mechanism.   In  October  1893,  he  made  an  agreement 
with  Walter  Basset^  the  Appellant,  by  which  he  undertook  to  bring  to  the  40 
Appellant,  for  execution,  all  orders  for  search  lights,  gigantic  wheels,  and  other 
apparatus,  and  agreed  that  the  Appellant  should  have  the  sole  right  of  manu- 
facture, both  for  England  and  for  foreign  countries ;  and  also  undertook  to 
negociate  all  his  business  in  connection  with  these  inventions  through  the 
Appellant.    In  the  event  of  the  Appellant's  books  showing  no  profit,  or  a  loss,   45 
or  a  profit  not  exceeding  2^  per  cent,  on  the  total  price  paid  for  the  contract,  no 
commission  was  to  be  paid  by  the  Appellant  ;  but,  in  the  event  of  his  profits 
exceeding  that  percentage,  the    Appellant    was  to    pay   to  the   Patentee  a 
commission  of  2^  per  cent,  on  all  moneys  received  by  him. 

Differences  having  arisen  between  them,  both  parties  commenced  litigation,  50 
resulting  in  a  compromise,  to  which  effect  was  given  by  Mr.  Justice  Stirling 
on  the  12th  of  August  1895.    The  agreement  of  October  1893  was  cancelled, 
and  new  terms  of  agreement  substituted  for  it  upon  the  construction  of  which 
some  questions  affecting  the  merits  of  these  appeals  depend. 

The  second  article  of  the  new  agreement  provided  as  follows : — '*•  Mr.  Basket  55 
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**  to  have  during  the  continuance  of  the  patents  (18,007  of  1893  and  16,927  of 
"  1894),  if  he  shall  so  long  live,  the  sole  right  (subject  to  the  license  dated 
**  14th  April  1894,  and  subject  as  hereinafter  mentioned)  of  constructing  in  the 
"  United  Kingdom  and  France  wheels  and  towers,  and  other  works  in 
5  "  accordance  with  the  inventions  in  respect  of  which  the  said  patents  were 
"  granted,  or  any  improvement  thereof."  These  words  plainly  import  that, 
subject  to  the  exceptions  specified,  the  Appellant  was  to  have  the  sole  and 
exclusive  right  of  constructing  the  patented  apparatus  within  the  United 
Kingdom  and  France.    The  first  of  the  exceptions  from  the  Appellant's  right 

10  refers  to  a  license  which  the  Patentee  had  already  granted  to  erect  gigantic 
wheels  within  the  London  district.  The  second  is  contained  in  Article  3  of 
the  agreement  itself,  which  is  in  these  terms  : — "  In  every  case  in  which 
"  Mr.  GraydoUy  or  the  persons  claiming  under  or  through  him,  are  desirous  of 
"  erecting  a  wheel,  tower,  or  other  works  under  the  said  patents,  or  either  of 

15  '*  them,  Mr.  Oraydon^  or  the  persons  claiming  under  or  through  him,  shall 
"  furnish  to  Mr.  Basset  Specifications  and  Drawings  of  the  proposed  works, 
*^  and  Mr.  Basset  shall,  within  one  month  of  receiving  such  Specifications  and  , 
"  Drawings,  write  and  inform  Mr.  Oraydon^  or  such  other  person  as  aforesaid, 
'*  whether  he  will  undertake  the  execution  of  such  works  or  not.    In  the  event 

20  '*  of  Mr.  Basset  determining  not  to  undertake  the  construction  of  such  work, 
"  Mr.  OraydoUy  or  the  persons  claiming  under  or  through  him,  to  be  at  liberty 
"  to  employ  any  other  person,  or  persons,  to  construct  such  works." 

In  the  second  article  of  the  agreement,  the  words  already  quoted,  giving  the 
Appellant  a  license  to  construct,  are  followed  by  a  provision  which  has  been 

25  been  the  subject  of  much  controversy.  It  is  in  these  terms  : — "  In  case  any 
**  question  shall  arise  between  Mr.  Basset  and  Mr.  Oraydon^  or  the  person 
"  claiming  under  or  through  him,  as  to  the  price  to  be  paid  for  such  construc- 
*'  tion,  or  as  to  the  terms  and  conditions  of  the  contract  for  such  construction,  all 
"  such  questions  shall  be  settled  and  decided  by  Sir  ThomOrS  Tancred^  of  16, 

30  "  Finsbury  Circus,  London,  and  in  the  event  of  his  dying,  or  being  unable  or 

"  unwilling  to  act,  by  a  person  to  be  nominated  by  the  President  for  the  time 

"  being  of  the  Institute  of  Civil  Engineers ;  and  tJie  decision  of  Sir  Thomas 

'*  Tancred  or  such  other  person  shall  be  final." 

By  the  fourth  article  of  the  agreement,  the  Respondent  Oraydon  undertook 

35  not  to  deal  with  his  patents  in  the  United  Kingdom,  or  with  any  patent  right 
granted  or  to  be  granted  in  France  in  respect  of  his  inventions,  or  to  grant  any 
licenses  in  the  United  Kingdom  or  France  in  respect  of  these  inventions 
"  without  making  proper  provision  for  protecting  and  preserving  Mr.  BasseVs 
"  rights  to  construct  under  the  agreement." 

40  I  may  notice  here  one  feature  of  the  agreement  which  has  been  occasionally 
overlooked  in  the  course  of  the  present  litigation.  The  right  conferred  upon 
the  Appellant  is  strictly  limited  to  the  process  of  construction.  He  has  no 
authority  given  him  either  to  use  himself  any  patented  apparatus  which  he  has 
constructed,  or  to  sanction  its  use  by  others.    That  power  is  reserved  to  the 

45  Patentee ;  and  no  individual  or  Company  who  may  directly  employ  the 
Appellant  as  licensee,  to  erect  a  gigantic  wheel  for  them,  in  accordance  with 
the  patents,  can  proceed  to  use  it,  when  erected,  until  they  have  settled  with 
and  obtained  a  license  from  the  Respondent.  It  is  also  a  circumstance  meriting 
observation  that  the  new  agreement,  unlike  that  which  it  superseded,  contains 

50  no  express  provision  for  payment  of  a  commission  or  other  consideration  by 
the  Appellant  to  the  Respondent. 

In  the  beginning  of  September  1895,  the  Appellant  began  to  make  arrange- 
ment with  a  view  to  the  construction  of  a  gigantic  wheel  in  the  grounds  of 
The  Blackpool  Winter  Gardens  Company ^  including  the  promotion  of  a  limited 

55  company,  who  were  to  be  his  employers  and  the  owners  of  the  wheel.    He 


714  REPORTS  OP  PATENT,  DESIGN,       [Sept.  15, 1897. 

Basset  y.'  Graydon. 

succeeded  in  making  an  agreement  with  the  Winter  Gardens  Company^  by 
which  they  became  bound  to  grant  a  lease  of  a  portion  of  their  ground  to  the 
proposed  company,  when  formed,  for  the  term  of  21  years.  But  he  failed  in 
an  attempt  to  settle  with  the  Respondent  the  terms  upon  which  the  new 
company  were  to  be  permitted  to  use  tlie  wheel.  Apparently,  in  consequence  5 
of  that  failure,  the  Appellant  represented  that  the  wheel  which  he  proposed  to 
erect  for  the  future  company  was  not  the  subject  of  any  patent,  and  was  not 
to  be  constructed  by  him  by  virtue  of  his  license  from  the  Respondent. 

In  consequence  of  these  representations,  the  present  action  was  commenced 
by  the  Respondent,  before  the  Chancery  Division  of  the  High  Court  of  Justice,  10 
against  the  Appellant  and  The  Blackpool  Winter  Gardens  Company  in 
November  189r>.  He  claimed,  inter  alia^  (1)  an  injunction  against  the 
Defendants  or  either  of  them,  and  their  servants,  workmen,  or  agents,  con- 
structing or  contracting  for  the  construction  of  wheels,  towers,  or  other  works 
in  accordance  with  his  patents,  otherwise  than  in  accordance  with  the  agree-  15 
ment  made  between  him  and  the  Appellant  on  the  10th  of  August  1895 ;  (2) 
an  injunction  restraining  the  Defendants,  or  either  of  them,  from  divulging  or 
using  any  plans,  designs,  drawings,  or  papers  relating  to  the  construction  of 
such  wheels,  towers,  or  other  works,  which  had  been  confidentially  communi- 
cated by  him  to  the  Appellant ;  and  (3)  delivery  up  of  such  plans,  designs,  20 
drawings,  or  papers.  In  his  Statement  of  (ylaim,  the  Respondent  alleged  that 
the  wheel  which  the  Appellant  was  about  to  construct,  or  was  in  course  of 
constructing  at  Blackpool,  was  planned  in  accordance  with  his  patent  of  1893 ; 
and  that  the  Appellant's  proceedings,  past  and  threatened,  were  in  violation  of 
his  patent,  and  of  the  agreement  of  the  10th  of  August  1895.  25 

In  defence,  the  Appellant  stated  that  he  had  been  employed  by  a  new 
company,  known  as  The  Gigantic  Wheel  and  Toiver  Company^  Ld.^  to  erect  a 
wheel  within  the  grounds  of  The  Blackpool  Winter  Gardens  Company^  and 
that  he  was  engaged  in  its  construction.  He  asserted  that  he  had  never 
threatened,  and  did  not  intend  either  to  erect  or  to  contract  for  the  erection  30 
of  any  wheel  or  tower,  in  accordance  with  the  Respondent's  patents  or  either 
of  them.  The  defence  is  so  framed  as  to  suggest,  and  in  the  argument 
addressed  to  us  for  the  Appellant  it  was  practically  conceded,  that  the  latter 
averments,  if  unfounded  in  law,  were  not  according  to  fact.  The  concluding 
averments  of  the  Ai>pellant  were  to  the  effect  that  (1)  he  had  not  infringed  35 
the  Letters  Patent,  No.  18,507  of  1893  ;  (2)  that  the  invention  covered  by  these 
Letters  was  not  new,  and  (H)  was  not  useful.  The  defence  was  accompanied 
by  a  Statement  of  the  Particulars  upon  which  the  Appellant  meant  to  rely  in 
support  of  these  objections. 

The  case  went  to  trial  before  Mr.  Justice  Stirling,  who  declined  to  receive  40 
evidence  against  the  validity  of  the  patent  which  the  Appellant  sought  to 
impeach.  The  learned  Judge  was  of  opinion  that,  by  the  terms  of  the  agree- 
ment, the  Appellant  had  an  absolute  license  to  construct  and  complete  the  wheel 
in  accordance  with  the  Respondent's  invention,  and,  there  being  no  evidence  to 
show  that  either  of  the  Defendants  had  threatened  or  intended  to  use  it  after  45 
it  was  constructed,  he  dismissed  the  action,  with  costs  to  The  Blackpool 
Wifiter  Gardens  Company,  but  not  to  the  Appellant. 

On  Appeal,  the  Court,  consisting  of  Lords  Justices  Lindley,  Lopes,  and  Righy, 
unanimously  reversed  ihe  decision  of  Mr.  Justice  Stirling,  and  substituted  for 
it  two  declarations  of  right  and  an  injunction.  Their  Lordships  declared,  in  50 
the  first  place,  that  the  Appellant  was  not  entitled  to  construct  any  gigantic 
wheel  in  accordance  with  the  Respondent's  patent,  except  on  the  terms  of  the 
agreement  of  the  10th  of  August  1895,  "and  subject  to  the  provisions  as  to 
"  arbitration  therein  contained,"  and  that  the  wheel  constructed  at  Blackpool 
was -to  be  treated  as  having  beep  constructed  and  erected  under  that  agreement.  55 
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Secondly,  they  declared  thafc  the  Appellant  was  not  entitled,  daring  the 
continnance  of  the  Respondent's  bankruptcy,  without  a  further  license  from 
the  trustee,  to  use  the  said  wheel  when  completed,  or  to  permit  the  same  to  be 
so  used  by  any  of  his  servants  or  agents,  or  by  any  Company  nominated  by  him 
5  for  the  purpose  of  so  using  the  same. 

In  my  opinion,  the  first  of  these  declarations  was  properly  made,  with  the 
exception  of  that  portion  of  it  which  sets  forth  that  the  Appellant's  construction 
of  the  wheel  was  to  be  subject  to  the  provisions  of  the  agreement  of  the  10th 
of  August  1895  with  respect  to  arbitration.    I  think  it  was  rightly  held  by  Mr. 

10  Justice  Stirling  that  the  Appellant  was  a  licensee  under  the  agreement,  and 
had  an  absolute  right  to  construct  the  wheel  in  that  character  and  in  no  other. 
But  the  learned  Judge  does  not  appear  to  me  to  have  attached  sufficient  weight 
to  the  circumstance  that  the  Appellant  had  disputed  the  validity  of  the  patent 
and  had  i*epresented  that  the  patent  was  invalid,  and  that  he  was  not  con- 

15  structing  the  wheel  as  a  licensee.  The  main  object  of  the  action  was  to  compel 
the  Appellant  to  recognise  the  fact  that  he  had  no  title  to  challenge  the  patent, 
and  that  his  sole  right  to  construct  the  wheel  was  that  of  a  licensee  ;  and  the 
position  assumed  by  the  Appellant  before  the  commencement  of  the  suit  and 
his  pleadings  was,  in  my  opinion,  sufficient  to  justify  the  first  declaration,  or 

20  an  injunction  in  similar  terms,  with  the  exception  which  I  have  noticed. 

The  second  declaration  appears  to  me  to  be,  in  some  respects,  unobjectionable, 
although  I  venture  to  doubt  whether  it  is  within  the  relief  claimed  by  the  Respon- 
dent. In  my  opinion,  the  right  conferred  upon  the  Appellant  by  Article  2 
of  the  agreement  of  the  10th  of  August  1895  was,  if  he  had  chosen  to  attribute 

25  his  action  to  it,  sufficient  to  authorise  his  construction  of  the  wheel  at  Blackpool 
without  any  further  leave  from  the  Respondent  or  his  trustee  in  bankruptcy. 
The  Respondent's  pleadings  do  not  contain  any  conclusions  applicable  to  the 
use  of  the  wheel  after  it  has  been  constructed  ;  and,  although  it  is  clear  that 
neither  the  Appellant  nor  his  servants  had  any  right  to  use  the  wheel  when 

80  completed,  I  do  not  think  there  is  any  evidence  to  show  that  he  meant  to 
nominate  a  Company  which  was  to  have  that  right,  or  that  any  declaration 
should  have  been  made,  directed  against  its  use  by  such  a  Company. 

The  most  effective  part  of  the  Order  of  the  Court  of  Appeal  was  the  injunction, 
which  is  in  these  terms — "Tfiat  the  Defendant  Waller  Bassett  Basset,  his 

35  **  servants,  workman,  and  agents,  be  restrained  from  completing  the  said  wheel 
'^  without  the  consent,  during  the  said  bankruptcy,  of  the  said  Plaintiff,  the 
"  trustee  in  bankruptcy,  or  until  the  disputes  between  the  said  Plaintiff,  the 
**  trustee  in  bankruptcy,  and  the  Defendant  Walter  Bassett  Basset  have  been 
''  settled  by  arbitration,  pursuant  to  the  said  agreement." 

40  It  is  not  easy  to  reconcile  some  of  the  opinions  expressed  by  the  learned 
Judges  of  the  Appeal  Court  with  the  terms  of  the  injunction  which  they 
granted.  The  Appellant  either  was  not  or  was  a  licensee  of  the  Respondent, 
but  he  ought  not  to  be  treated  on  the  footing  that  he  was  both.  If  he  was  a 
licensee,  then  I  think  the  learned  Judges  were  right  in  holding  that  he  was 

45  estopped  from  challenging  the  patents,  and  from  representing  that  he  would 
construct  apparatus  which  was  in  substantial  accordance  with  them  in  any  other 
character  than  that  of  licensee.  If  he  was  not  a  licensee,  there  was  no  estoppel 
which  could  operate  against  him ;  and  the  Appellant  was  entitled,  as  matter 
of  right,  to  have  the  question  whether  the  patents  were  valid  tried  and  decided. 

50  The  learned  Lord  Justices,  one  and  all,  expressed  the  opinion  that  the 
Appellant  was  a  licensee,  and  they  therefore  held  that  he  was  barred  from 
challenging  the  patents.  Bnt  the  injanction  which  they  issued  proceeds  upon 
the  footing  that  the  Appellant  had  no  present  right  to  construct,  and  would 
have  no  license  to  construct  or  complete  the  wheel,  unless  and   until  he 

55  complied  with  oi|e  or  otl^er  of  two  conditions  precedent,  these  being  either  his 
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obtainiDg  the  consent  of  the  Respondents  tmstee  in  bankruptcy,  or  his  sab- 
mitting  to  the  arbitrator,  under  Article  2  of  the  agreement  of  Aagnst  1895,  the 
amount  which  he  was  to  pay  for  leave  to  go  on  with  the  construction  of  the 
Blackpool  wheel.  According  to  my  apprehension,  the  Order  of  the  Court  of 
Appeal  involves  these  contradictory  findings,  that,  in  so  far  as  concerns  the  5 
Appellant's  title  to  challenge  the  patents,  he  is  a  licensee,  and  is,  therefore, 
estopped  ;  and  that,  in  so  far  as  regards  his  right  to  construct  the  wheel,  he  is 
not  a  licensee  as  yet,  and  will  not  become  one  until  he  has  obtained  his 
adversary's  consent,  or  has  fulfilled  another  condition  precedent. 

It  therefore  becomes  necessary  to  consider  whether,  under  the  agreement  of  10 
the  10th  of  August  1895,  the  Appellant,  on  each  occasion  of  his  contracting  to 
erect  a  patent  wheel  for  some  person  other  than  the  Respondent,  or  persons 
claiming  under  or  through  him,  is  bound  either  to  obtain  the  license  of  the 
Respondent,  or  to  refer  to  arbitration  the  amount  which  he  is  to  pay  to  the 
Respondent,  as  a  condition  of  his  being  entitled  to  commence  or  proceed  with  15 
the  construction  of  the  wheel.    If  there  be  such  conditions  binding  upon  him,  j 

or,  in  other  words,  if  the  injunction  is  framed  in  accordance  with  the  rights  of 
parties,  the  Appellant  was  not  the  possessor  of  a  license,  but  had  merely  the 
right  to  get  a  license  upon  complying  with  these  conditions.     Not  having 
fulfilled  the  conditions,  the  Appellant  had  no  license  to  construct  the  Blackpool  20 
wheel ;  and  had  I  been  of  opinion  that  such  was  his  true  position,  I  should  have  i 

advised  your  Lordships  to  remit  the  case,  in  order  that  the  validity  of  the  | 

patent  might  be  tried.    But  I  am  satisfied,  upon  the  terms  of  the  agreement,  | 

that  the  Appellant  was  an  absolute  licensee,  and  that,  although  he  could  not  | 

dispute  the  patents,  he  was  at  liberty  to  proceed  with  and  complete  the  construe-  25 
tion  of  the  wheel,- without  making  any  payment  to  the  Patentee,  and  without 
making  any  submission  to  the  arbitrator  named  in  Article  2. 

It  was  not  disputed  by  the  Respondent's  counsel  that  no  royalty  or  other 
consideration  is  payable  by  the  Appellant  for  a  license  to  erect  the  wheel  at 
Blackpool,  unless  provision  is  made  for  such  payment  by  the  agreement  of  3D 
the   10th  of  August  1895.      Although  the  agreement  does  not  contain  any  i 

express  provision  to  that  effect,  they  maintained  that  presumably  it  could  not 
have  been  the  intention  of  the  Respondent  to  give  the  Appellant  a  license  to 
construct  without  receiving  some  remuneration  ;  and,  at  all  events,  that  an 
obligation  to  pay  such  remuneration  is  implied  in  the  terms  of  the  arbitration  35 
clause  of  the  agreement.    The  agreement  of  the  10th  of  August  1895  is  an 
onerous  contract,  embodying  a  compromise  of  disputes  which    had  arisen 
between  the  parties  under  their  original  agreement  of  the  11th  of  October 
1893  ;  and  it  is,  therefore,  impossible  to  assume  that  the  Appellant  has  given  no 
consideration  for  a  license  to  construct,  if  he  not  obliged  to  pay  a  sum  by  way  -40 
of  royalty,  to  be  determined   by  the  arbitrator,  on  each  occasion  when  he 
contracts  for  the  erection  of  a  wheel  directly,  and  not  with  or  through  the 
Respondent.    The  splitting  of  a  royalty  into  two  parts,  one  for  the  construction 
and  the  other  for  the  use  of  the  patent  article,  is  not  a  usual  arrangement ;  and 
I  have  aleady  pointed  out  that,  in  all  cases  where  the  Appellant  constructs  a  '45 
wheel  independent  of  the  Respondent,  the  person  who  purchases  from  him, 
or  who  employed    him    to  construqt,  is  absolutely  at    the  mercy  of    the 
Respondent,  who  can  dictate  the  terms  upon  which  he  will  be  permitted  to 
use  the  wheel.    That  will  necessarily  be  the  case  if  the  Respondent's  patents 
are  valid  ;  and  the  whole  provisions  of  the  agreement  are  framed,  and  must  be  50 
construed  upon  the  assumption  that  they  are  so. 

The  only  matters  committed  to  the  final  determination  of  the  arbitrator  are 
any  questions  arising  '^  between  Mr.  Basset  and  Mr.  Graydoriy  or  the  persons 
**'  claiming  under  or  through  him,  as  to  the  price  to  be  paid  for  such  oon-  i 

^'  struction,  or   as  to    the  t-erms  and  conditions  of  the  contract  for   such  S  ' 
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**  oonBtraction/'  The  power  given  to  the  arbitrator  is  to  settle  the  price  to  be 
paid  for  construction,  and  other  terms  to  be  inserted  in  the  contract  or  contracts 
between  the  Appellant  of  the  one  part,  and  the  Respondent,  or  person  claiming 
nnder  or  throagh  him,  of  the  other.  The  words  employed  to  define  the 
^  functions  of  the  arbitrator  aptly  describe  questions  which  might,  and  probably 
would,  arise  under  Article  *6  of  the  agreement,  which  is  a  limitation  upon  the 
license  conferred  bpon  the  Appellant  by  Article  2,  and  enabled  the  Respondent, 
and  others  deriving  right  from  him,  to  construct  wheels  and  other  patent 
apparatus  themselves  in  the  event  of  the  Appellant  declining  to  do  so.    The 

"^  Appellant  might  demand  an  exorbitant  price  for  the  work  offered  him,  and,  in 
that  case,  until  the  arbitrator  had  settled  what  was  a  reasonable  price,  the 
Respondent,  and  persons  claiming  under  or  through  him,  would  neither  be 
entitled  to  insist  upon  the  Appellant  constructing  for  them  nor  to  construct 
themselves.    Questions  of  a  similar  nature  would  arise  if  the  Respondent,  or 

1^  those  in  his  right,  were  to  offer  an  unreasonably  low  price  for  Construction  to 
the  Appellant.  He  would,  in  that  case,  be  entitled  to  say  that,  whilst  he 
declined  to  construct  upon  the  terms  offered,  the  offerers  had  no  right  to 
construct  themselves,  because  he  was  willing  to  do  so  at  the  price  the 
arbitrator  might  fix.    But  the  words  of  the  arbitration  clause  have,  in  my 

20  opinion,  no  possible  application  to  questions  arising  as  to  price  or  other  terms 
of  any  contract  made  by  virtue  of  Article  2  of  the  agreement  between  the 
Appellant  and  independent  parties,  who  are  neither  the  Respondent  nor 
persona  claiming  under  or  through  him.  Any  such  question  is,  by  the  plainest 
implication,  excluded  from  the  cognizance  of  the  arbitrator. 

25  I  am,  accordingly,  of  opinion  that  the  Court  of  Appeal,  whilst  fully  justified 
in  treating  the  Appellant  as  a  licensee  who  could  not  be  heard  to  impeach  the 
patents,  erred  in  holding  that  any  condition,  whether  precedent  or  not,  attached 
to  the  exercise  of  his  license  ;  and,  consequently,  that  the  injunction  ought  not 
to  have  issued.    Unfortunately,  it  did  issue,  and  led  to  further  complications, 

30  which  it  is  now  necessary  to  consider. 

The  judgment  of  the  Appeal  Oourt  was  delivered  upon  the  9th  of  July  1896^ 
but  their  Lordships  directed  that  their  Order  should  not  be  given  out  until  the 
24th  of  July  1896,  in  order  that,  as  suggested  by  Lord  Justice  Lindley,  the 
Appellant  might  come  to  some  arrangement  with  the  Respondent,  '^  to  refer  to 

35  ^  somebody  t^e  question  of  what  ought  to  be  paid  to  the  Plaintiff  in  respect 
"  of  this  patent."  Sir  ThorruM  Tancred  had  been  previously  applied  to  by  the 
parties,  in  February  1896,  to  determine,  as  arbitrator,  what  sum  was  payable  by 
the  Appellant  to  the  Respondent  in  respect  of  the  construction  of  the  great 
wheel  at  Blackpool ;  and  he  had,  by  an  award  dated  the  25th  of  February, 

40  decided  that  no  such  matter  was  committed  to  him  by  the  arbitration  clause. 
The  Appellant,  after  the  decision  of  the  Appeal  Oourt  was  announced,  renewed 
negotiations  for  a  settlement  of  the  pecuniary  claims  made  by  the  Respondent, 
but  these  n^otiations  proved  abortive.  On  the  24th  of  July,  on  the  hearing  of 
a  motion  by  the  Appellant  to  dissolve  the  injunction,  the  Court  of  Appeal 

45  directed  that  the  injunction  should  be  dissolved  if  the  Appellant  signed  a 
submission  in- terms  of  a  draft,  which  was  considered  and  settled  by  the  Oourt. 
The  terms  of  that  document,  as  approved  by  the  Oourt,  were  to  the  effect  that 
it  should  be  referred  to  Sir  Thomas  Tancred  to  decide  ^^  what  should  have 
^  been  the  price  for  construction,  and  the  terms  and  conditions  of  the  contract 

50  ^  for  the  construction  of  the  said  great  wheel,  and  to  award  to  the  Plaintiff,  the 
^  truBtee  in  bankruptcy,  what  ought  to  be  paid  by  the  Defendant  by  reason  of 
^  his  having  constructed  the  wheel  otherwise  than  under  the  contract  which 
^  ought  to  have  been  entered  into,  and  the  arbitrator  is  to  be  at  liberty  to  take 
^  into  his  consideration  the  negotiations    between  the  Defendant  and   the 

55  '^  Plaintiff  Qraydon^  prior  to  the  repudiation  by  Basset  of  the  right  of  the 
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"  Plaintiflf  Qraydon:'  The  Appellant  declined,  at  that  time,  to  sign  the  sub- 
miBsion,  and  the  injunction  accordingly  became  operative  from  and  after  the 
24th  day  of  July  1896. 

On  the  25th  of  July,  the  Appellant  made  an  ex  parte  application  to  the 
Court  of  Appeal  for  liberty,  notwithstanding  the  injunction  to  proceed  with  the  5 
construction  of  the  wheel  at  Blackpool,  upon  the  ground  that  in  its  then 
unfinished  state  it  was  dangerous  to  life,  but  the  application  was  refused. 

On  the  28th  of  July,  the  Respondents  obtained  leave  from  the  Court  of 
Appeal  to  serve  a  short  notice  of  motion  for  the  30th  of  July  on  the  Appellant, 
for  liberty  to  issue  a  writ  of  attachment  against  the  Appellant  for  contempt  in  10 
disobeying  the  Order  of  the  9th  of  July.  The  motion  was  served  upon  him  on 
the  29th  of  July,  and  was  heard  before  the  Court  on  the  following  day. 
Affidavits  were  filed  by  the  Respondent  and  his  trustee  in  support  of  the 
motion,  and  also  by  the  Appellant  in  opposition  to  it.  The  learned  Judges  of 
the  Appeal  Court,  on  the  30th  of  July  1896,  refused  to  adjourn  the  motion  in  15 
order  that  the  Appellant  might  obtain  evidence  from  Blackpool,  which  he  had 
not  had  an  opportunity  of  doing  owing  to  the  shortness  of  the  notice,  and  being  of 
opinion,  upon  consideration  of  the  facts  disclosed  in  the  affidavits  before  them, 
that  the  Apellant  had  been  guilty  of  contempt,  they  ordered  that  the  Plaintiffs 
should  be  at  liberty  to  issue  an  attachment  against  him.  20 

In  giving  judgment.  Lord  Justice  Mndley  said,  "  I  think  this  is  about  as 
^^  gross  a  breach  of  an  injunction  as  I  have  had  the  misfortune  to  have  drawn 
"  to  my  attention  since  I  sat  upon  the  Bench  "  ;  and  his  learned  colleagues 
expressed  themselves  in  terms  hardly  less  emphatic.  I  do  not  think  it 
necessary  to  consider  whether,  if  the  injunction  was  not  rightly  granted,  the  25 
Appellant  ought,  therefore,  to  be  relieved  from  the  consequences  of  his  having 
disobeyed  it.  But  I  am  not  prepared  to  hold  that,  even  if  it  had  been  rightly 
granted,  the  Appellant  did  disobey  the  injunction.  Notwithstanding  the 
explanations  given  by  the  learned  Judges.  I  am  at  a  loss  to  understand  how  the 
conclusion  at  which  they  arrived  so  easily  can  be  justified  by  the  &uHs  30 
appearing  from  the  affidavits  produced.  I  see  no  reason  why,  in  a  question  of 
contempt,  evidence  should  not  be  treated  according  to  the  same  rule  as  in  an 
ordinary  case.  The  affidavits  filed  by  the  Respondent  and  his  trustee  in 
bankruptcy  show  nothing  more  than  this — ^that  the  work  of  constructing  the 
wheel  had  been  continued,  down  to  the  29th  of  July,  by  the  same  workmen,  35 
and  under  the  superintendence  of  the  same  clerk  of  works,  who  had,  at  one 
time,  been  in  the  employment  of  the  Appellant.  But  the  affidavits  of  the 
Appellant,  which  upon  that  point  are  uncontradicted,  disclose  the  fact  that 
these  workmen,  and  also  the  clerk  of  works,  had  been  paid  off  by  him,  and 
were  no  longer  his  servants,  but  were  employed  and  paid  by  the  Blackpool  40 
Oigantic  Wheel  Company,  I  cannot  find  in  these  affidavits  any  warrant  for 
the  suggestion  which  pervades  the  tenor  of  the  judgments,  that  the  arrange* 
ment  under  which  the  construction  of  the  wheel  went  on  was  the  result  of 
arrangement  or  collusion  between  the  Company  and  the  Appellant.  Any  such 
suggestions  rest  upon  the  merest  suspicion  or  speculation,  and  not  upon  45 
evidence.  To  my  mind,  nothing  could  be  more  natural  than  that  the  Wheel 
Company^  who  are  not  parties  to  this  litigation,  and  were  not  affected  by  the 
injunction,  but  were  owners  of  the  wheel  and  tenants  of  the  ground  upon 
which  it  was  being  erected,  should,  for  the  protection  of  their  own  interests, 
step  in  and  complete  the  work.  It  might  have  been  reasonable,  in  the  circum-  50 
stances  of  the  case,  and  more  conducive  to  a  satisfactory  result,  to  aUow  further 
investigation,  a  course  for  which  the  Appellant  contended ;  but  in  the  shape 
in  which  the  case  comes  before  us  the  Order  of  the  Court,  authorising  the  issue 
of  a  writ  of  attachment,  must  be  set  aside. 

The  sequel  of  the  litigation  in  the  Court  below  may  be  very  shortly  stated.  55 
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The  Court  declined  either  to  dissolve  the  injunction  or  to  release  the  attachment 
unless  and  until  the  Appellant  consented  to  sign,  and  signed,  a  submission  to 
the  arbitrator  in  the  terms  of  which  they  had  previously  approved.  Under  the 
influence  of  that  compulsion,  the  Appellant,  on  the  3rd  of  August  1896, 'signed 
5  a  submission  to  Sir  Thomas  Tancred  in  the  terms  required  ;  and,  on  the  same 
day,  the  Court  of  Appeal  made  an  Order  discharging  their  previous  Order, 
authorising  the  issue  of  a  writ  of  attachment,  and  dissolving  the  injunction 
granted  by  the  Order  of  the  9th  of  July  1896.  On  the  31st  day  of  August  1896, 
the  arbitrator  found  and  awarded  that  the  sum  of  3500/.  ought  to  be  paid  by 

10  the  Appellant  to  the  Respondent,  the  trustee  in  bankruptcy.  On  the  8th  of 
September  1896,  the  Respondent  took  out  a  summons  for  liberty  to  enforce  the 
award,  and,  thereafter  the  money  was  paid  into  Court  by  the  Appellant, 
pursuant  to  an  Order  made  by  Mr.  Justice  Gave^  sitting  as  Vacation  Judge,  on 
the  6th  of  October  1896.    On  the  28th  of  October,  the  Appellant  took  out  a 

15  summons  craving  that  the  award  should  be  remitted  to  Sir  Thomas  Tancred 
for  further  consideration  ;  and,  on  the  5th  of  November  1896,  Mr.  Justice  Day 
ordered  that  the  award  should  be  remitted  for  that  purpose.  On  an  appeal  by 
the  Respondents,  the  Court  of  Appeal  discharged  the  Order  of  Mr.  Justice  Day^ 
found  that  the  Respondent,  the  trustee  in  bankruptcy,  was  at  liberty  to  enforce 

20  the  award,  and  directed  that  execution  should  be  stayed  for  three  weeks,  and 
that,  in  the  event  of  an  appeal  being  taken  to  this  House  within  that  time, 
there  should  be  a  further  stay  of  execution  pending  the  decision  of  such 
appeal,  and  that  the  said  sum  of  3500Z.  should  remain  in  Court  pending  such 
decision.    The  third  of  the  appeals  before  us,  which  brings  that  Order  under 

25  review,  was  taken  within  the  time  allowed. 

It  appears  to  me  that,  at  the  time  when  this  action  was  brought,  the 
Respondent  had  a  good  cause  of  action,  by  reason  of  the  Appellant  en- 
deavouring to  escape  from  his  position  as  licensee  under  the  agreement  of 
the  12th  of  August  1895,  and  asserting  a  claim  to  construct  a  wheel  in 

30  accordance  with  the  patents,  on  the  footing  that  the  patents  were  bad  in  law. 
If  the  Respondent  had  confined  his  demands  to  a  proper  remedy  against  his 
licensee  so  acting  in  violation  of  the  agreement,  the  controversy  would  have 
been  comparatively  simple  ;  but  the  Respondent  and  his  trustee  in  bankruptcy, 
by  putting  forward  unfounded  claims,  have  converted  it  into  a  tedious  and 

35  costly  litigation. 

For  these  reasons  I  concur  in  the  judgment  which  has  been  moved  by  my 
noble  and  learned  friend  Lord  Hebsghell. 


QUESTIONS  PUT  AND  AGREED  TO. 

That  the  Order  of  the  9th  of  July  1896  he  varied  as  follows : — By  striking 
40  out,  at  the  end  of  the  first  declaration^  the  words^  "  and  subject  to  the  provision 
^^  as  to  arbitration  therein  contained  " ;  and,  at  the  end  of  the  second  declaration^ 
the  words,  **or  by  any  Company  nominated  by  him  for  the  purpose  of  so  using 
"  the  same'*'* ;  and  by  substituting  for  the  injunction  contained  in  the  Order  an 
Order  restraining  the  Defendant  from  constructing  a  wheel  in  accordance 
45  with  the  patents  referred  to  in  the  agreement  of  the  10th  of  August  1895,  except 
under  that  agreement ;  that  in  other  7'espects  the  Order  be  affirmed. 

That  the  Order  of  the  30th  of  July  1896  be  reversed.    That  the  Respondents 
pay  to  the  Appellant  his  costs  of  the  application  and  of  the  attachment. 

That  the  Order  of  the  11th  of  November  1896  be  reversed.     That  the  costs  in 

50  tJie  Court  of  Appeal  and  in  the  Court  below  be  paid  by  tJie  Respondents  to  the 

Appellant.      That  the  Respondents  pay    to    the  Appellant  the  costs  of  the 

reference  and  award;  and  that  the  85001. paid  into  Court  be  paid  out  to  the 

Appellant, 
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TfuU  the  Respondent  do  pay  ta  the  Appellant  the  cost  of  the  appeals  to  Om 
Home  from  the  Orders  of  the  80th  of  July  and  the  11th  of  November  1S96; 
and  that  there  he  no  costs  of  the  appeal  from  the  Order  of  the  9th  of  July 
1896. 


In  thb  HO08B  OP  Lords. 

5 
Before  Lord  Halsbury,  L.(7.,  Lord  Watson,  Lord  Hbrsohbll,  Lord 

Shand,  and  LORD  Davby. 

Jaly  2nd,  5th,  and  6th,  1897. 

PowBLL  v.  Thb  Birmingham  Vinegar  Brewery  Company,  Ld. 

Trade  name. — Action  for  injunction  to  restrain  passing  off  Defendants^  10 
sauce  as  Plaintiff  ^s  by  the  use  of  "  Yorkshire  Relish.^^ — Fancy  or  descriptive 
name. — Difference  in  composition  of  sauces. — Probability  of  deception.— Positiofi 
of  owner  of  secret  recipe. 

The  Plaintiff  fuid  for  34  years  made  a  sauce  according  to  a  secret  recipe^  and 
sold  the  same  in  bottles  bearing  labels  with  the  name  "  Yorkshire  Relish^  15 
prominent  Ihereon,  and  had  very  largely  advertised  "  Yorkshire  Relish.''  In 
1884,  the  Plaintiff  registered  the  words  "  Yorkshire  Relish  "  as  an  old  Trade 
Mark.  In  1898,  this  Trade  Mark  was  struck  off  the  Register  ofi  a  motion  by  the 
Defendant  Company,  and  this  decision  was  affirmed  by  the  Court  of  Appeal 
and  the  Home  of  Lords,  In  November  1893,  the  Defendant  Company  began  to  20 
sell  a  sauce  under  tJie  name  of  "  Yorkshire  Relish  "  in  bottles,  with  a  label  bearing 
the  words  "  Yorkshire  Relish  "  prominently  thereon,  and  also  "  manufactured  by 
"  The  Birmingham  Vinegar  Brewery  Company,  Ld.,''  and  other  particulars. 
The  Plaintiff  thereupon  brought  this  action  to  restrain  the  Defendant  Company^ 
from  passing  off  their  sauce  as  his  by  the  use  of  the  term  "  Yorkshire  Relish"  25 
An  interlocutory  injunction  was  granted  by  Stirling,  J.,  and  the  Court  of 
Appeal.  The  Defendant  Company  then  ceased  using  their  original  label,  and 
sold  their  sauce  with  a  label  bearing  the  words  "  Holbrookes  "  in  large  letters, 
tJien  "  Yorkshire  Relish  "  in  smaller  letters,  and  then  "  manufactured  by  The 
•*  Birmingham  Vinegar  Brewery  Company,  Ld.,  successors  to  Holbrook  and  Co.,''  30 
and  other  particulars.  The  Plaintiff  gave  notice  of  motion  for  sequestration  of 
the  Defendant  Company's  effects  for  contempt  of  Court  in  using  this  label,  but 
this  motion  wa^  arranged  to  stand  over  until  after  the  trial.  At  the  trials  the 
Plaintiff  adduced  evidence  to  show  that  his  sau^  had  been  known  alone  as 
**  Yorkshire  Relish"  for  34  years;  that  to  the  trade  and  the  public  ''Yorkshire  35 
"  Relish  "  meant  his  sauce ;  that  all  attempts  by  other  persons  to  use  "  Yorkshire 
"  Relish  "  had  been  stopped ;  that  tJie  Defendant  Company^s  sauce  uhu  not  made 
from  the  same  recipe,  and  that  it  was  sold  to  retail  dealers  at  a  less  price 
than  the  Plaintiff's,  and  resold  by  them  at  the  same  price  as  the  Plaintiffs; 
that  the  Defendant  Company's  ^e  of  the  name  **  Yorkshire  Relish "  «««  40 
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(^t^culated  to  deceive  the  public,  and  that  persons  had  actually  been  deceived  both 
oy  the  first  and  second  label. 

The  Defendants  adduced  evidence  that  the  sauces  were  almost  the  same  in 
constitution,  the  difference,  according  to  their  evidence,  not  amounting  to  more 
5  than  a  pinch  of  salt ;  that  the  labels  could  not  possibly  be  mistaken;  and  they 
contended  that  they  were  entitled  to  use  the  name  "  Yorkshire  Relish "  as 
descriptive  of  the  article  they  sold,  so  long  as  their  labels  were  fairly 
distinguishable  from  the  Plaintiff's. 

Held,  by  Stirling,  J.,  that  "  Yorkshire  Relish'*'  was  a  fancy  name,  and  not 
10  descriptive  of  the  article ;  that  on  the  Defendant  Company's  own  evidence  the 
sauces  differed  in  composition  ;  that  the  Defendant  Company,  by  calling  their 
sauce  "  Yorkshire  Relish,"  were  thereby  representing  it  was  the  same  thing 
as  the  sauce  hitherto  procured  under  that  name,  which  was  not  the  truth; 
that  "  Yorkshire  Relish  "  to  the  trade  denoted  the  Plaintiff's  sauce,  and  that 
persons  ordering  "  Yorkshire  Relish,"  who  knew  the  Plaintiff  to  be  the 
manufacturer,  would  expect  to  get  the  Plaintiff's  sauce,  and  persons  who 
did  not  know  the  manufacturer's  name  would  expect  to  get  what  they  had 
previously  had;  that  it  was  accordingly  incumbent  on  the  Defendant  Company 
to  take  every  precaution  to  guard  against  mistake;  that  the  Defendant 
Company's  first  label  was  likely  to  cause  mistake,  and  that  the  second 
label,  although  mtu:h  less  objectionable,  was  likely  to  deceive  in  some  cases. 

The  Defendants  appealed. 

Held,  by  the  Court  of  Appeal,  that  ^^  Yorkshire  Relish  "  was  not  a  descriptive 
name;  that  the  Defendants,  in  effect,  were,  by  the  use  of  the  nctme  "  Yorkshire 
**  Relish,"  passifig  off  and  enabling  others  to  pass  off  tJie  Defendants'  goods  as 
and  for  the  Plaintiff's  goods ;  and  that  tJis  Plaintiff  ivas  entitl^  to  an 
injunction,  and  not  the  less  so  because  it  might,  in  effect,  give  him  a  monopoly 
of  the  words  ''Yorkshire  Relish." 

The  Defendants  appealed  to  the  House  of  Lords. 

Held,  that  the  appeal  be  dismissed,  with  costs. 

For  the  last  M  years,  the  firm  of  Ooodall,  Backhouse,  and  Co.,  of  Leeds,  had 
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manufactured,  in  large  quantities,  a  sauce  made  according  to  a  particular  recipe, 
which  was  a  trade  secret,  under  the  name  of  "  Yorkshire  Relish,"  and  sold  the 
same  in  bottles  bearing  labels,  with  the  name  "  Yorkshire  Relish  "  printed  very 
conspicuously  at  the  top  on  a  curved  band.  The  bottles  were  sold  enclosed 
in  a  white  wrapper,  on  which  was  a  willow-pattern  plate,  and  underneath,  5 
"  The  celebrated  *  Yorkshire  Relish '— Goodall,  Backhouse,  and  Co."  in  straight 
lines. 

A  copy  of  the  label  in  black  and  white  will  be  found  on  the  previous  page, 
but  in  use  this  label  was  printed  chiefly  in  white  letters  on  a  red  ground,  but 
the  willow-pattern  plat^  was  in  blue  and  white ;  the  escutcheons  on  either  10 
side  were  white  and  the  printing  thereon  was  in  red  ;   the  two  curved  bands 
were  blue  and  the  printing  thereon  was  white. 

In  the  year  1884,  they  registered  the  words  "  Yorkshire  Relish  "  as  a  Trade 
Mark  used  before  1875.  Messrs.  Ooodall,  Backhouse,  and  Go.  also  had  regis- 
tered their  label  as  a  Trade  Mark.  In  February  1893,  The  Birmingham  Vinegar  15 
Brewery  Company,  Ld.,  gave  notice  of  motion  to  expunge  the  first-mentioned 
Trade  Mark  from  the  Register,  on  the  ground  that  the  words  "Yorkshire 
"  Relish  "  had  not  been  used  separately  as  a  Trade  Mark  before  the  13th  of 
August  1875  ;  on  this  motion,  an  Order  was  made  by  Chitty,  J.,  expunging  the 
said  Trade  Mark,  and  this  Order  was  aflBirmed  by  the  Court  of  Appeal  and,  20 
ultimately,  by  the  House  of  Lords.* 

After  this  decision,  and  a  few  months  before  the  commencement  of  the 
present  action.  The  Birmingham  Vinegar  Brewery  Company,  Ld.,  began  to 
sell  a  sauce  under  the  name  of  "  Yorkshire  Relish,"  in  bottles  bearing  a  white 
and  gold  label ;  at  the  top,  on  a  separate  label,  were  the  words  "  best  quality  " ;  25 
then,  at  the  top  of  the  main  label,  the  words  "  Yorkshire  Relish,"  printed 
conspicuously  in  a  curved  line  and  in  gilt  letters,  underneath  which  was  a 
Trade  Mark. 

A  copy  of  this  label  in  black  and  white  is  subjoined.    In  use  it  was  a  white 
label  with  gilt  lettering,  the  Trade  Mark  being  on  a  gilt  disc.  30 
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An  action  was  therenpon  commenced  against  the  Company  by  William 
Powell^  trading  as  Ooodall,  Backlumse,  and  Co.^  asking  for  an  injunction  to 
restrain  the  Defendants  from  passing,  or  attempting  to  pass  off,  and  from 
enabling  others  to  pass  off,  sauce  not  of  the  manufacture  of  the  Plaintiff  as  or 
5  for  the  goods  of  the  Plaintiff,  by  the  use  of  the  term  "  Yorkshire  Relish,"  or 
in  any  other  way  ;  and  also  for  an  Order  for  delivery  up  of  all  sauce  labels 
in  the  possession  or  under  the  control  of  the  Defendants  bearing  the  term 
**  Yorkshire  Relish,"  not  being  labels  emanating  from  the  Plaintiff,  and  also 
for  other  relief. 

10  The  Plaintiff  gave  notice  of  motion  for  an  interlocutory  injunction,  and  on 
the  24th  of  July  1894,  Stirling^  J.,  granted  an  injunction.  The  Defendants 
appealed,  adducing  fresh  evidence  that  there  was  no  difference  between  the 
two  sauces,  but  the  appeal  was  dismissed  on  the  8th  of  August  1894.* 

By  his  Statement  of  Claim,  delivered  on  the  1st  of  June  1894,  the  Plaintiff 

15  stated  that  Qoodall,  Ba^khoicsey  and  Co.,  which  name  included  the  Plaintiff  and 
his  pi-edecessors,  had  for  34  years  and  upwards  manufactured  a  particular  sauce, 
and  had  sold  the  same  as  "Yorkshire  Relish."  The  labels  and  the  bottles 
containing  such  sauce,  and  also  the  outside  wrappers  of  such  bottles,  had  during 
that  period  borne  conspicuously  the  words    "Yorkshire  Relish."      Qoodall^ 

20  Backhouse,  and  Co,  had  very  largely  advertised  the  said  sauce,  and  the 
same  had  for  many  years  been  well  known,  and  had  a  large  and  increasing 
sale,  not  only  in  the  United  Kingdom,  but  also  in  India,  the  Colonies,  and  many 
foreign  countries.  The  term  "Yorkshire  Relish"  had  always  been  known 
to  the  trade  and  public  as  denoting  Ooodall,  BackJiouse^  and  Co.^s  sauce,  and  no 

25  other,  and  persons  ordering  and  asking  for  "  Yorkshire  Relish  "  expected  and 
intended  to  get  Qoodall,  Backhouse,  and  Co's  sauce,  and  no  other.  For  many 
years  it  had  been  a  common  practice  with  persons  who  dealt  in  sauces  to  quote 
in  their  price  lists  "  Yorkshire  Relish,"  without  any  addition,  and  customers 
ordering  from  such  price  lists  had  always  expected  and  intended  to  be  supplied 

30  with,  and  had,  in  fact,  been  supplied  with,  Qoodall,  Backhouse,  and  Co.^s  said 
sauce,  and  no  other.  Shortly  before  the  commencement  of  the  action,  the 
Defendants  began  to  offer  for  sale  and  sold,  and  were  still  offering  for  sale  and 
selling,  and  threatened  and  intended  to  continue  to  offer  for  sale  and  sell,  a 
sauce  of  their  manufacture  under  the  name  of  "  Yorkshire  Relish,"  and  the 

35  Defendants  were  using  the  term  "  Yorkshire  Relish  "  very  conspicuously  upon 
the  wrappers  and  labels  of  their  bottles.  The  Defendants  were  issuing  price 
lists  in  which  they  quoted  "  Yorkshire  Relish,"  without  any  addition,  and  they 
meant  and  intended  to  supply  to  persons  ordering  "  Yorkshire  Relish,"  upon 
the  faith  of  such  price  lists,  their  sauce  previously  mentioned.    By  such  user 

^  of  the  words  "  Yorkshire  Relish,"  the  Defendants  were  passing  off,  and 
enabling  others  to  pass  off,  sauce  not  the  Plaintiff's  as  or  for  the  Plaintiff's 
goods.  The  Defendants'  sauce  differed  in  composition  from  Qoodall,  Backhouse, 
and  Co.^s  sauce.  The  Defendants  had  already  made  profits  by  the  sale  of  their 
sauce,  and  damaged  the  Plaintiff,  and  the  Plaintiff  would  be  more  seriously 

^  injured  if  the  Defendants  were  not  restrained  by  injunction. 

By  their  Defence  (delivered  on  the  6th  of  July),  the  Defendants  said  that  the 
labels  and  wrappers  used  by  them  were  entirely  dissimilar  and  distinguishable 
from  the  Plaintiff's,  and  the  Defendants  denied  i;hat  by  the  mode  in  which  they 
used  the  words  "  Yorkshire  Relish  "  they  were  passing  off,  or  enabling  others  to 

5Q  pass  off,  sauce  not  of  the  Plaintiff's  manufacture  as  or  for  the  goods  of  the 
Plaintiff.  The  Defendants  did  not  admit  using  price  lists  quoting  "  Yorkshire 
"  Relish  "  in  such  a  way  as  to  pass  off  the  Defendants'  "  Yorkshire  Relish  "  as  the 
Plaintiff's,  or  having  regard  to  the  general  character  of  the  price  lists  issued  by 

*  n  B.P.C.  562  i  L.B.  1884,  8  Oh«  449. 
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them,  without  addition,  and  did  not  admit  that  they  meant  or  intended  to 
supply  their  sauce  to  persons  ordering  '*  Yorkshire  Relish  "  upon  the  faith  of  any 
price  lists  to  which  the  Plaintiff  was  entitled  to  object ;  or  (though  this  was 
immaterial)  that  their  sauce  differed  from  Qoodall^  Backhouse,  and  Go.^8  sauce. 
The  Defendants  did  not  admit  the  allegations  in  the  Statement  of  Claim  as  to 
the  period  during  which  Goodally  Backhouse,  and  Co.  had  sold  "Yorkshire 
**  Relish  "  ;  or  the  advertisements  ;  or  that  Goodall,  Backhousey  and  Oo.^s  labels 
had  borne  conspicuously  or  as  the  distinguishing  feature  the  words  '*  Yorkshire 
"  Relish"  ;  or  that  Goodall,  Backhouse,  and  Go.'s  •*  Yorkshire  Relish"  was  well 
known,  or  had  an  increasing  trade  ;  or  that  the  term  *'  Yorkshire  Relish  "  had 
been  known  to  the  trade  or  public  as  denoting  Goodall,  Backhouse,  and  Co.^s 
sauce,  and  no  other  ;  or  that  persons  ordering  ''Yorkshire  Relish"  expected  to 
get  such  sauce,  and  no  other.  The  Defendants  said  that  the  Plaintiff  had  no 
exclusive  right  to  the  use  of  the  term  "Yorkshire  Relish,"  and  that  the 
Defendants  might  legitimately  use  it,  and  they  had  not  used  such  term 
in  such  a  way  as  to  deceive  or  induce  the  public  to  believe  that  their  sauce  was 
the  Plaintiff's  ;  and  they  did  not  admit  they  had  damaged  the  Plaintiff. 

The  Plaintiff  joined  issue  on  the  9th  of  July  1894, 

After  the  hearing  of  the  motion  previously  mentioned,  the  Defendants 
discontinued  using  their  original  wrapper  and  label,  and  they  commenced 
selling  "  Yorkshire  Relish  "  in  bottles  covered  with  a  pink  wrapper — ^the  label 
still  had  "  best  quality  "  ;  then  the  Trade  Mark  was  removed  from  the  middle 
to  the  top  ;  then  came  '*  Holbrook's  "  in  a  line  by  itself  in  very  large  capitals  ; 
then  the  words  "Yorkshire  Relish"  in  not  such  large  capitals ;  and  then  followed 
the  names  of  the  manufacturers. 

A  copy  of  this  label  in  black  and  white  is  subjoined.  In  use  it  was  a  white 
label  with  gilt  lettering,  and  the  Trade  Mark  was  in  gilt  on  a  white  disc  with  a 
gilt  rim. 
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The  Defendants'  labblB  were  placed  on  their  wrappers  as  well  as  on  their 

bottles.  90 

The  Plaintiff  accordingly  gave  notice  of  motion  for  seqnestration  of  the 
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Defendant  Company's  effects,  and  to  commit  the  managing  director  for  contempt 
of  Ooart.    This  motion  was  finally  arranged  to  stand  over  until  after  the  trial. 

The  action  came  on  for  trial  before  Mr.  Justice  Stirling^  in  April  and  May 
1895.  The  learned  Judge  held  that  **  Yorkshire  Relish  "  was  a  fancy  name, 
5  and  not  descriptive  ;  that  the  sauces  differed  in  composition  ;  that  ^'  Yorkshire 
'*  Relish  "  denoted  the  Plaintiffs  sauce ;  that  it  was  incumbent  on  the  Defendants 
to  take  every  precaution  to  prevent  mistake,  and  that  the  precautions  taken 
were  not  sufficient,  and  he  granted  an  injunctiou  with  costs,  though  he 
suspended  the  effect  of  the  injunction,  so  far  as  the  second  label  was  concerned, 

10  pending  an  appeal.    The  trial  is  reported  12  R.P.O.  496,  and  a  summary  of  the 

evidence  will  be  there  found.  The  Defendant  Company  appealed  to  the  Court  of 

Appeal,  who  dismissed  the  appeal,  with  costs.*    The  Defendants  then  appealed 

to  the  House  of  Lords. 

MauUon,  Q.C.,  Buckley y  Q.C.,  and  TTo^^cW  (instructed  by  Thorowgoodj  Tabors 

15  and  Hardcastle)  appeared  for  the  Appellants ;  Hastings,  Q.C.,  John  Cutler,  Q.O., 
and  J.  Roberts  (instructed  by  J.  S.  Salaman)  for  the  Respondent. 

Moulton,  Q.C.,  and  Buckley,  Q.C.,  for  the  Appellants. — The  real  issue  in  this 
cape  is  whether  the  fact  that  the  Respondent  alone  has  made  and  sold  a  sauce 
as  •*  Yorkshire  Relish  "  for  many  years  prevents  the  Appellants  from  making 

20  &iid  selling  sauce  as  ^'  Yorkshire  Relish,"  there  being  no  resemblance  in  the 
get-up  of  the  goods  other  than  the  use  of  the  name  "  Yorkshire  Relish."  Upon 
the  evidence  the  sauce  of  the  Appellants  is  commercially  and  in  actual  use  the 
same  sauce  as  the  sauce  of  the  Respondent,  although  he  claims  to  manufacture 
under  a  secret  recipe.    We  submit  that  the  question  of  absolute  identity  is  not 

25  one  which  arises  between  the  Appellants  and  the  Respondent,  although  it 
might  arise  between  the  Respondent  and  his  customers.  '^  Yorkshire  Relish  " 
is  the  name  of  an  article,  and  does  not  denote  the  maker  of  the  article.  We 
have  a  right  to  make  that  article  and  to  call  it  by  its  only  name,  ^'  Yorkshire 
'*  Relish."    '^  Yorkshire  Relish,"  although  originally  a  fancy  name,  has  now 

30  become  the  name  of  the  article.  [Lord  Davet. — I  will  assume  in  your  favour 
that  *' Yorkshire  Relish  "  has  become  the  name  of  the  particular  kind  of  goods 
in  the  market ;  never  mind  who  manufactured  it.  You  are  selling  yours  as 
"  Yorkshire  Relish,"  and  it  is  not  "  Yorkshire  Relish  "  ;  you  cannot  prove  that 
it  is,  because  you  do  not  know  the  recipe,  which  is  the  Plaintiff's  secret  and 

35  property.  So  that  you  are — I  ase  the  word  without  an  offensive  meaning — 
committing  what  is  called  a  fraud  on  the  public,  to  the  detriment  of  the 
Plaintiff's  trade.]  How  can  that  be  the  basis  of  the  cause  of  action  of  the 
Plaintiff  in  this  case  ?  [Lord  Davey. — Obviously,  because  you  do  not  know 
his  recipe,  and,  therefore,  this  is  not  the  article  which  you  represent.    You  say 

40  this  is  "  Yorkshire  Relish,"  but  it  is  not  '^  Yorkshire  Relish."  Assuming  that 
'*  Yorkshire  Relish "  means  a  particular  kind  of  sauce,  it  is  not  "  Yorkshire 
**  Relish."  You  say  it  is  very  like  it,  I  know.  That  is  a  point  you  will  have  to 
deal  with.]  That  is  not  passing  off  goods  as  manufactured  by  him.  [Lord 
Davky. — Yes,  it  is ;  if,  from  the  nature  of  the  caso — being  the  possessor 

45  of  the  secret^  and  the  sole  possessor  of  the  secret — he  is  ex  necessitate 
the  sole  person  who,  physically,  can  make  the  goods.]  We  may  have 
found  out  how  it  is  made.  [Lord  Davey. — If  you  can  prove  that  it 
is  made  according  to  his  recipe  the  case,  in  my  opinion,  would  stand 
very  differently.     However,  I  will  not  argue  it  now.]     The  "Linoleum" 

50  case  (L.R.  7  Ch.D.  834)  is  in  our  favour  substituting  "secret  process"  for 
"  patent."  All  the  arguments  as  to  the  persons  who  bought  Linoleum  up  to 
that  time,  thinking  they  were  buying  from  the  Linoleum  Company,  would  apply 
in  this  case,  and  it  was  there  argued  that  there  was  a  misrepresentauon  in 
alleging,  by  the  use  of  the  word  "  Linoleum,"  that  the  goods  were  made  by  the 

c ; 
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Plaintiffs,  when,  in  fact,  they  were  made  by  the  Defendants.  [Lord 
Watson. — It  was  held  that  there  was  no  such  representation.]  We  snbmit, 
on  the  same  ground,  that  the  same  should  be  said  here.  [Lord  Watson. — I 
am  not  at  all  inclined  to  quarrel  with  the  judgment  of  Lord  Justice  Fry  in  the 
"  Linoleum  "  case  ;  although  it  was  the  decision  of  only  one  Judge,  it  was  the  5 
decision  of  a  very  eminent  Judge ;  but  he  seems  to  go  no  further  than  this,  that 
borrowing  a  name  under  certain  circumstances  from  a  particular  individual 
does  not  of  itself  confer  any  such  right  as  was  contended  for  by  the  Plaintiff.] 
In  the  present  case,  the  evidence  establishes  this,  that  people  during  all  these 
years  wanted  to  buy  an  article,  and  that  article  the  Appellants  may  make  just  10 
as  other  people  can.  '"  Yorkshire  Relish  "  was  known  as  an  article,  because  the 
persons  who  bought  it  did  not  care  about  the  manufacturer.  It  may  be  supposed 
that  many  did  not  know  whether  there  were  one  or  twenty  manufacturers. 
All  they  cared  about  was  to  have  "  Yorkshire  Relish."  [Lord  Hersohbll. — 
Is  not  that  always  the  case  ?  In  the  "  Glenfield  Starch  "  case,  the  persons  who  15 
bought  did  not  know  the  name  of  the  manufacturer,  but  the  particular  manu- 
facturer had  gained  reputation  in  the  trade.]  "  Glenfield  "  was  undoubtedly 
the  indicium  of  origin.  Starch  was  what  you  were  buying  ;  "  Glenfield  "  was 
the  make.  If  we  make  sauce  which  is,  for  the  customer's  purposes,  the  same, 
and  has  got  the  same  flavour,  how  can  it  be  said  that  he  intended  to  purchase  20 
OoodalVs  "  Yorkshire  Relish  ?"  He  intended  to  purchase  an  article  which  he 
recognised  by  its  taste,  and  which  he  knew,  but  as  to  which  he  did  not  know 
that  it  was  only  made  by  one  person.  A  question  like  the  present  only  arises 
where  there  is  only  one  maker  of  a  particular  article,  and  so  long  as  there  is 
only  one  maker,  the  secondary  meaning  of  the  name  never  arises  (Siegert  v.  25 
Findlaiery  L.R.  7  Ch.D.  801).  [Lord  Watson. — If  there  are  two  men  selling 
the  same  article  and  not  interfering  with  each  other,  even  after  the  second 
man,  there  may  be  room  for  an  injunction.  For  instance,  A  and  B  may  manu- 
facture the  same  thing,  and  they  may  do  so,  so  distinguishing  their  manufac- 
tures the  one  from  the  other  that  nobody  is  deceived  into  taking  the  one  for  30 
the  other,  but  a  third  man  may  come  in  and  sell  the  article,  which  may  be 
mistaken  for  either  or  both  of  the  other  men's  manufacture.]  [Lord  Davby. — 
You  cannot  tell  us  you  sell  "  Yorkshire  Relish,"  for  the  simple  reason  that  you 
do  not  know  the  ingredients  from  which  "  Yorkshire  Relish  "  is  compounded.] 
We  say  that  the  public  are  in  the  same  position  as  regards  this  sauce  as  they  are  35 
with  regard  to  "  Worcester  Sauce."  Worcester  sauce  is  now  made  by  several 
persons  ;  but  suppose  persons  had  one  Worcester  sauce  for  years,  and  they  go  to 
a  shop  where  they  have  got  that  Worcester  sauce,  and  they  get  another  man's 
Worcester  sauce  ?  In  a  sense,  what  they  wanted  to  get  was  what  they  had 
before,  but  they  get  the  article,  though  it  is  the  article  of  a  different  maker.  40 
We  say  that  the  fact  that,  up  to  now,  there  has  been  only  one  maker  does  not 
take  away  from  us  the  legal  right  to  supply  the  article.  The  real  thing  that 
customers  ask  for  is  the  sauce,  not  a  sauce  made  by  a  particular  person.  [Lord 
Hbrschell. — Is  it  not  the  particular  manufacturer's  sauce  that  they  want,  and 
if  they  get  another  manufacturer's  sauce,  not  the  one  which  has  gained  the  45 
reputation  and  gained  the  market,  they  do  not  get  what  they  ask  for.  Your 
goods  are  seeming  to  be  something  which  they  are  not,  namely,  the  goods  of 
the  particular  manufacturer.  They  may  be  very  like  it.]  Supposing  one 
person  has  had  a  market  for  a  particular  sort  of  Worcester  sauce,  and  some  rival 
comes  in  and  gets  his  introduced  into  the  market,  almost  the  same  language  50 
might  be  used  with  regard  to  the  customers  for  that.  Of  course,  with  regard  to 
whether  or  not  it  is,  as  we  say,  a  particular  article  or  an  article  with  the  super- 
posed condition  of  being  made  by  a  particular  maker;  that  question  will  no 
doubt  come  in  ;  but  none  of  the  Courts  have  put  it  that  we  are  not  to  use  the 
words.  They  say  we  may  and  we  may  not  in  the  same  breath.  In  such  a  case  55 
as  the  present,  identity  is  immaterial ;  if  a  Defendant  has  passed  off  his  goods  as 
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the  PlaintifiTs,  it  ie  no  defence  for  him  to  say,  I  sold  the  same  article.    If  he 

has  not  passed  off,  then  it  does  not  assist  the  Plaintiff  to  say  the  goods  are  not 

identical.     Canham  v.  Jones^  2  V.  &  B.  218  is  in  point.     [Lofd  Davby.— The 

Defendant  there  did  not  call  it  "  Velno  Syrup  "  ;  all  he  said  was,  that  it  was  as 

5  good.    The  Lord  Chancellor. — The  allegation  in  the  Bill  and  the  relief 

sought  was  against  not  the  use  of  the  name,  but  an  allegation  that  it  was  the 

same  composition  and  made  in  the  same  way.    It  is  a  totally  different  question. 

Lord  Hbrsghell. — Do  yon  go  so  far  as  this,  that  if  the  Defendant  made 

something  which  was  not  like  the  Plaintiff's  sauce  at  all,  but  turned  out  to  be 

10  not  palatable  in  flavour  and  very  unwholesome,  he  could  not  be  restrained  ?] 

We  say  it  would    not    enlarge    or    diminish    the    Plaintiff's  right,      [Lord 

Hbrsghell. — Then  it  comes  to  this,  which  would  be  a  monstrous  state  of  the 

law,  that  a  man  has  made  an  article,  and  he  has  a  reputation  for  it — it  is  a  good 

article — anybody  may  destroy  his  trade  by  casting  discredit  on  the  article 

15  through  using  the  name,  and  supplying  something  which  disgusts  the  public 

with  it.     Unless  you  find  authority  on  this  point  to  the  contrary,  I  venture  to 

say  that  could  not  be  so.]     The  Plaintiff  has  a  perfect  right  to  protection 

against  any  passing  off  of  goods  as  his  ;  but  he  has  no  right  of  protection  against 

the  selling  of  an  article  which  is  of  inferior  quality,     [Lord  Hbrschell. — 

20  Unless  you  can  defend  yourself  on  the  ground  that  what  you  are  selling  is  the 

thing  that  acquired  the  name,  what  possible  ground  can  you  have  for  saying 

you  are  not  passing  off  your  thing  as  his,  when  you  are  giving  it  the  name 

which  his  goods  had  borne  up  to  that  date  ?     I  cannot  conceive  the  possibility 

of  any  man  not  passing  off  his  goods  as  those  of  the  other,  if  he  is  selling  a 

25  thing  which  is  not  the  thing  of  the  other  to  \^^ich  he  gives  the  name  which  the 

the  other  has  decribed  by  the  same  name.    If  it  were  found,  as  a  fact,  that 

nobody  would  think  it  was  the  same  thing,  that  may  be  different  ;  but  if  he 

called  it  by  the  same  name,  it  seems  to  me  that,  unless  you  can  justify  it  on  the 

ground  that  he  is  selling  the  thing  that  bears  that  name,  my  mind  will  not 

30  grasp  the  proposition  that  he  is  not  passing  off  his  goods  as  the  goods  of  the 

other.    That  name  has  hitherto  been  only  applicable  to  the  goods  he  supplies.] 

What  we  mean  is,  that  the  contents  of  the  bottle  are  not  a  factor  at  all  in 

considering  the  question  whether  the  Defendant  is  pretending  that  the  goods 

are  the  goods  of  the  Plaintiff.    The  following  cases  were  also  referred  to  in  the 

35  course  of  the  arguments : — Reddaway  v.  Banham,  13  R.P.C.  218  ;  Singer  v. 

Loogy  L.R.  8  App.C.  15  ;  Montgomery  v,  Thompson,  8  R.P.C.  361,  L.R.  1891 

A.C.  217  ;  Wotherspoon  v.  Currie.  L.R.  5  H.L.  508  ;  and  James  v.  James, 

L.R.  13  Eq.  421. 

Counsel  for  the  Respondent  were  not  called  upon. 

40      The  Lord  Chaijcbllor. — This  case  appears  to  have  occupied  seven  or  eight 

days  at  the  original  trial ;  how  long  it  occupied  in  the  Court  of  Appeal  I  do 

not  remember  ;  it  has  now  lasted  into  the  third  day  of  argument  before  your 

Lordships,  and  yet  it  appears  to  me  that  the  propositions  involved  in  it  are  of  a 

very  simple  character,  and  the  questions  which  arise  are  susceptible,  I  think,  of 

45  a  very  simple  answer. 

The  proposition  of  law  is  one  which,  I  think,  has  been  accepted  by  the 
highest  judicial  authority,  and  acted  upon  for  a  great  number  of  years.  It  is 
that  of  Lord  Justice  Turner,  who  says,  in  terms  :  "  No  man  can  have  any  right 
'^  to  represent  his  goods  as  the  goods  of  another  person.  In  an  application  of 
50  ^  this  kind,  it  must  be  made  out  that  the  Defendant  is  selling  his  own  goods 
"  as  the  goods  of  another."  That  is  the  only  question  of  law  which,  as  it 
appears  to  me,  can  arise  in  these  cases.  All  the  rest  are  questions  of  fact.  The 
most  obvious  way  in  which  a  man  would  be  infringing  the  rule  laid  down  by 
Lord  Justice  Turner  is  if  he  were  to  say  in  terms,  "These  are  the  goods 
55  "  manufactured  by  '*  a  rival  tradesman ;  and  it  seems  to  be  assumed  that, 
unless  he  says  something  equivalent  to  that,  no  actionwill  lie.  It  appears  to  me  that 
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that  Ib  an  entire  delusion.  By  the  course  of  trade,  by  the  existence  and 
technology  of  trade,  and  by  the  mode  in  which  things  are  sold,  a  man  may 
utter  that  same  proposition,  but  in  different  words  and  without  using  the  name 
of  the  rival  tradesman  at  all.  A  familiar  example,  of  course,  is  when,  without 
using  any  name,  by  the  identity  of  the  form  of  the  bottle  or  the  form  of  the  5 
label,  or  the  nature  of  the  thing  sold  in  the  package,  he  is  making  the  statement 
not  in  express  words,  but  in  one  of  those  different  forms  in  which  the 
statement  can  be  made  by  something  that  he  knows  will  be  so  understood  by  the 
public.  In  each  case  it  comes  to  be  a  question  whether  or  not  there  is 
the  statement  made  ;  and  if  the  statement  is  made,  there  can  be  no  doubt  of  10 
the  legal  conclusion  that  he  must  be  restrained  from  representing  that  the  goods 
that  he  makes  are  the  goods  of  the  rival  tradesman.  Then  you  get  back  to  the 
proposition  which  I  have  read  from  Lord  Justice  Turfier. 

Now,  my  Lords,  in  this  case  we  have  a  singular  course  of  argument  adopted. 
The  gentleman  who  is  complaining  before  your  Lordships  has  invented  a  15 
sauce  which  he  calls  by  the  name  "  Yorkshire  Relish."    He  has  invented  it, 
and  he  has  carried  on  the  business  of  selling  it  for  a  great  number  of  years. 
It  is  not  denied  that,  under  that  name,  it  has  a  reputation  in  the  market  which 
has  made  it  a  popular  thing,  and  that  people  buy  it  freely.    Now,  it  is  said,  on 
behalf  of  the  Defendants  as  a  first  proposition  of  fact,  that  there  is  no  repre-  20 
sentation  that  what  they  sell  is  the  manufacture  of  the  original  inventor  by 
calling  it  "  Yorkshire  Relish,"  because  it  has  become  a  well-known  commercial 
article,  and  calling  it  by  that  name  merely  means  that  it  is  that  thing.    We 
have  had  a  very  long  argument  on  that  subject.    My  Lords,  the  first  objection 
that  can  be  advanced  against  that  argument  is,  that  it  is  not  true.    As  a  matter  25 
of  fact,  this  is  not  the  well-known  article.  The  composition  of  the  well-known  com- 
mercial article  is  a  secret.    The  exclusive  manufacture  of  it  is  by  the  person  who 
knows  the  secret,  and  nobody  else  can  manufacture  it  because  they  do  not  know 
how  it  is  made.    It  is  obvious,  therefore,  that  the  first  proposition  of  fact 
which  is  supposed  to  encounter  the  Plaintiff 's  right  is  displaced  by  the  existing  30 
state  of  the  evidence.    As  to  that,  there  really  is  no  conflict  in  the  evidence  in 
this  case.    Upon  the  question  of  whether  or  not  it  is  identical,  I  will  not  say 
that  **  Counsel  has  been  darkened  by  many  words,"  but,  as  a  matter  of  &ct,  we 
have  had  a  long  disquisition  as  to  the  difficulties  of  knowing  what  exactly  is 
thought  of  in  the  mind  of  a  purchaser  when  he  purchases  a  bottle  of  this  35 
"  Yorkshire  Relish."    But  without  going  into  that  interesting  discussion,  it  is 
obviously  true  that  the  thing  that  is  bought  does  not  simply  consist  of  some- 
thing or  another  which  has  a  particular  taste.     Its  reputation  may  depend  upon 
whether  (as  I  think  it  has  been  suggested  more  than  once  in  the  course  of  the 
argument)  it  is  wholesome,  and  whether  it  assimilates  well  with  the  digestion,  40 
and  so  on. 

Without  going  through  all  these  points,  it  is  sufficient  that  the  thing  that  the 
person  who  buys  it  desires  to  have  is  **  Yorkshire  Relish."    Now,  the  thing  that 
is  sold  by  the  Appellants  as  *'  Yorkshire  Relish "  is  not  **  Yorkshire  Relish  " 
in  the  sense  of  its  beiug  the  same  chemical  composition,  in  the  sense  of  its  ^ 
having  the  same  taste,  in  the  sense  of  its  being  so  properly  assimilated  to  the 
preferences  of  the  persons  who  take  it,  either  iu  smell  or  taste,  as  the  original 
composition  is.    If  that  is  so,  how  can  it  possibly  be  contended,  as  a  matter  of 
fact,  that  a  person  who  is  selling  this  thing  as  '' Yorkshire  Relish  "  is  entitled 
to  do  so  because  it  is  a  well-known  commercial  article,  and  because  he  is  only  50 
selling  a  well-known  commercial  article  by  the  only  name  by  which  it  is 
known  }    I  have  had,  myself,  very  great  difficulty  in  following  the  line  of 
reasoning  which  has  been  submitted  to  your  liOrdships  upon  that  part  of  the 
case.    It  is  enough  for  me  to  say,  in  regard  to  the  particular  facts  here,  wlych 
are  supposed  to  be  in  conflict,  that  there  is  no  real  conflict  at  all  to  my  mind.  55 
Answering  the  question  of  fact  as  the  learned  Judges  who  have  dealt  with  this 
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qttestion  before  have  answered  it,  I  am  satisfied  that  a  person  who  pnts  forward 
this  "  Yorkshire  Relish,"  made  as  it  is  by  the  present  Appellants,  is  representing 
it  as  being  a  particular  manufacture.  It  may  be  true  that  the  customer  does 
not  know  or  care  who  the  manufacturer  is,  but  it  is  a  particular  manufacture 
5  that  he  desires.  He  wants  "  Yorkshire  Relish"  to  which  he  has  been  accustomed, 
and  which,  it  is  not  denied,  has  been  made  exclusively  by  the  Plaintiff  for 
a  great  number  of  years.  This  thing  which  is  put  into  the  hands  of  the 
intended  customer  is  not  "Yorkshire  Relish"  in  that  sense.  It  is  not  the 
original  manufacture.    It  is  not  made  by  the  person  who  invented  it.    Under 

10  these  circumstances,  it  is  a  fraud  upon  the  person  who  purchases  to  give  him 
the  one  thing  in  place  of  the  other. 

But  then  it  is  said  that  may  give  the  purchaser  a  right  to  bring  an  action,  but 
the  present  Plaintiff  has  no  right  to  intervene  in  the  transaction  between  the 
parties.    All  I  can  say  is,  that  that  is  a  proposition  which  probably  might  have 

15  been  established,  if  it  were  true,  in  every  one  of  the  cases  which  have  been 
before  the  Courts,  and  I  never  heard  of  such  a  proposition  before.  On  the 
contrary,  the  rule  of  law  has  been  that,  if  you  choose  to  state  that  which  is 
false,  and  induce  another  person  to  deal  with  you  by  that  falsehood  and  so 
deprive  the  original  maker  of  the  trade  which  otherwise  he  would  get,  that  is 

20  an  actionable  wrong,  and  gives  rise  to  the  right  to  an  injunction. 

My  Lords,  I  protest  against  going  through  all  this  evidence,  and  going 
through  all  these  different  hypotheses  of  what  might  or  might  not  arise  in  a 
case  of  this  sort,  when  the  very  simple  proposition  is  established,  as  it  is  to  my 
mind  conclusively,  by  the  evidence  here  that,  in  this  particular  case,  there  is 

25  the  representation  that  the  article  is  made  by  the  rival  manufacturer  when,  in 
fact,  it  is  not,  and  that  the' thing  is  not  that  which  it  purports  to  be,  and  that  the 
effect  of  that  is  to  deprive  the  Plaintiff  of  some  trade  which  otherwise  he 
would  get.  Those  tluree  propositions  being  established  as  a  matter  of  fact,  I 
decline  to  go  into  all  the  questions  which  might  arise  upon  another  condition 

30"  of  facts  in  order  to  consider  what  would  be  the  law  applicable  to  them  if  the 
present  condition  of  facts  did  not  exist. 

I  certainly  do  deprecate  the  enormous,  inordinate,  and  unreasonable  length 
to  which  this  case  has  been  protracted,  when,  as  I  say,  it  appears  to  me  that  the 
proposition  of  law  is  a  very  plain  one,  and  the  facts  not  really  in  dispute 

35  establish  the  proposition  beyond  all  reasonable  doubt. 

My  Lords,  I  move  that  this  appeal  be  dismissed,  with  costs. 
Lord  Watson. — My  Lords,  I  am  of  the  same  opinion. 

The  argument  in  this  case,  as  is  too  common  in  cases  of  a  similar  class,  has 
been  exceedingly  discursive.     The  only  rule  of  law  involved  in  the  case 

40  appears  to  me  to  be  this,  that  the  Appellants  have  no  right  to  sell  the  goods 
which  they  manufacture — the  sauce  which  they  manufacture — ^as  the  goods  of 
the  Respondent.  That  is  a  proposition  which  does  not  appear  to  me,  in  the 
circumstances  of  the  present  case,  to  admit  of  any  serious  dispute,  and  I  can 
hardly  say  that  it  has  been  seriously  disputed. 

45  That  being  so,  the  only  question  to  be  disposed  of  in  the  case  is  a  question  of 
fact.  Have  the  Appellants  sold  their  goods  in  the  market  so  as  to  represent 
them  as  being  the  goods  of  the  Respondent  ?  To  that  question  the  learned 
Judge  who  tried  the  case,  and  the  three  learned  Lord  Justices  in  the  Court  of 
Appeal,  have  been  unanimous  in  returning  an  affirmative  answer.    I  should 

50  certainly,  without  good  and  strong  cause,  hesitate  greatly  to  differ  from  the 
concurrent  judgments  of  those  two  Tribunals  upon  a  matter  of  fact.  But  I  am 
relieved  from  the  necessity  of  doing  so,  because  I  am  bound  to  say  that  those 
portions  of  the  evidence  which  were  brought  under  our  notice  by  the  learned 
Counsel  for  the  Appellants  appeared  to  me   to  strengthen  and  confirm  the 

55  conclusions  the  learned  Judges  had  arrived  at. 

Lord  Herschbll. — ^My  Lords,  I  am  of  the  same  opinion,  and  I  shall  add  a 
very  few  words  only. 


730  REPORTS  OP  PATENT,  DESIGN,     [Sept.  15, 1897. 

Powell  V.  The  Birmingham  Vinegar  Brewery  Compant/j  Ld. 

I  think  that  the  fallacy  of  the  Appellants'  argument  rests  on  this  :  that  it  is 
assnmed  that  one  trader  cannot  be  passing  off  his  goods  as  the  manufacture  of 
another  unless  it  be  shown  that  the  persons  purchasing  the  goods  know  of  the 
manufacturer  by  name,  and  have  in  their  mind  when  they  purchase  the  goods 
that  they  are  made  by  a  particular  individual.  It  seems  to  me  that  one  man  5 
may  quite  well  pass  off  his  goods  as  the  goods  of  another  if  he  passes  them  off 
to  people  who  will  accept  them  as  the  manufacture  of  another,  though  they  do 
not  know  that  other  by  name  at  all.  In  the  present  case,  it  seems  to  me  that 
"  Yorkshire  Relish  "  means  the  manufacture  of  a  particular  person.  I  do  not 
mean  that  in  the  minds  of  the  public  the  name  of  the  manufacturer  was  1^ 
identified,  but  that  it  means  a  particular  manufacture  ;  and  that  when  a  person 
sold  "  Yorkshire  Relish,"  as  the  Appellants  did,  by  selling  it  as  "  Yorkshire 
"  Relish,"  and  calling  it  "  Yorkshire  Relish,"  they  represented  to  the  public 
that  it  was  that  manufacture  which  was  known  9S  and  by  the  name  of 
«  Yorkshire  Relish."  ^^ 

It  was  said,  on  behalf  of  the  Appellants,  that  they  had  a  right  to  sell  what 
they  manufactured,  and  to  call  it  "  Yorkshire  Relish,"  because  "  Yorkshire 
"  Relish "  had  come  to  be  merely  the  name  of  a  particular  sauce  with  a 
particular  flavour.  I  do  not  think  that  that  is  an  answer  which,  in  point  of 
fact,  can  be  set  up  in  the  present  case.  I  do  not  enter  upon  the  question  ^ 
whether  it  would  have  been  sufiBcient  in  point  of  law  if  it  had  been  established 
in  point  of  fact.  But  here  what  they  sell  and  put  in  the  market  is  not 
"  Yorkshire  Relish  "  in  the  sense  in  which  those  words  had  been  used  down  to 
that  time,  and  would  be  understood  by  anybody.  It  may  have  been  something 
very  like  it — a  "  good  match,"  and  so  on  ;  but  it  was  not  "  Yorkshire  Relish."  ^ 
When,  therefore,  they  sold  their  goods  as  "  Yorkshire  Relish,"  they  sold  them 
as  the  Plaintiff's  manufacture  when  they  were  not  the  Plaintiff's  manufacture, 
nor  the  article  which  he  manufactured  and  sold  under  that  name. 

For  these  reasons,  my  Lords,  I  am  of  opinion  that  the  judgment  should  be  affirmed. 

Lord  Shand. — My  Lords,  I  agree  in  thinking  that  this  case  really  raises  no  30 
question  or  law.  The  law,  I  think,  has  been  admitted  on  the  part  of  the 
Appellants  to  be  beyond  question  :  that  no  trader  is  entitled  to  pass  off  his 
goods  as  the  goods  of  another,  and  so  acquire  profits  to  which  that  other  would 
be  entitled.  In  the  present  case,  in  two  Courts  it  has  been  held  as  a  matter  of 
fact  by  every  Judge  who  has  considered  the  case  that  the  Defendants  have,  in  35 
point  of  fact,  been  passing  off  goods  manufactured  by  them  as  goods  of  the 
Plaintiff's ;  and,  having  heard  a  great  deal  of  the  evidence  read,  I  concur  in 
that  opinion. 

The  Plaintiff,  prior  to  the  proceedings  of  the  Defendants,  had  established  an 
important  business  in  an  article  of  manufacture  which  he  called  **  Yorkshire  *0 
'*  Relish."  It  is  true,  I  think,  it  appears  upon  the  evidence  which  Mr.  Buckley 
has  read  before  us  fully  to-day,  that  very  few  of  the  public  knew  who  was  the 
maker  of  this  sauce,  but  the  relish  or  sauce  itself  had  acquired  a  great 
reputation  and  commanded  a  large  sale  ;  and,  what  is  most  material  for  the 
decision  of  this  case,  the  profits  of  this  sale  were  acquired  entirely  by  the  *5 
Plaintiff.  Consequently,  when  a  purchaser  came  into  the  market  and  asked  for 
"  Yorkshire  Relish,"  however  little  he  knew  about  the  name  of  the  maker  of 
the  article,  the  result  of  the  purchase  was  that  the  Plaintiff  got  the  benefit  of 
it ;  and  it  appears  to  me,  in  those  circumstances,  the  Defendants  were  not 
entitled,  by  using  the  same  name  for  the  article,  to  appropriate  those  profits.        50 

The  first  objection  to  the  proceedings  of  the  Defendants  is  that  they  called 
the  article  manufactured  by  them  "  Yorkshire  Relish,"  when,  in  point  of  fact, 
it  was  not  that  article  at  all,  as  an  article  of  commerce,  that  had  been  known  in 
the  market ;  and  I  think  the  Plaintiff  had  a  right  of  action  to  put  a  stop  to  lin 
article,  which  could  not  possibly  or  reasonably  be  called  "  Yorkshire  Relish,"  55 
being  sold  under  that  name,  on  the  ground  of  its  being  detrimental  and  injurious 
to  him,  as  depriving  him  of  a  source  of  profit* 
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But  then,  in  addition  to  that,  it  humbly  appears  to  me  that  there  really  was 
de facto  a  representation  here  that  the  goods  sold  by  the  Defendants  were  the 
goods  of  the  Plaintiff.  As  has  been  observed  by  his  Lordship  on  the  woolsack, 
representation  may  be  of  a  very  varied  character.  It  may  be  made  directly  by  a 
5  positive  assertion  that  "  These  are  the  goods  of  the  Plaintiff,"  or  it  may  be 
made  indirectly  in  other  ways.  It  may  be  made  by  means  of  labels,  of  marks, 
of  forms  of  bottles,  and  in  numerous  other  ways  by  proceedings  which  are 
calculated  to  deceive  the  public.  In  this  case,  I  think,  it  has  not  been  made 
out  that  there  was  a  direct  representation,  or  that  there  was  such  representations 

10  by  means  of  the  labels,  because  I  have  rather  felt  that  the  argument  of 
^r.MouUon  and  Mr.  Buckley  that  the  labels  were  of  a  kind  sufficiently  to 
distinguish  the  article  was  a  sound  argument. 

But  there  remains  the  fact  that  this  article  was  called  by  the  name  of 
"Yorkshire  Relish,"  and  in  this  particular  case,  whatever  may   be  said   of 

15  others,  it  occurs  to  me  that  the  mere  use  of  the  words  "  Yorkshire  Relish  " 
was  a  representation  that  those  were  the  goods  manufactured  by  the  Plaintiff, 
for  this  reason :  that  the  Plaintiff  had  given  that  name  to  his  goods  ;  he 
exclusively  had  made  goods  of  that  class  ;  and  the  public  had  bought  those 
goods  to  an  extent  which  had  given  the  Plaintiff  very  large  profits. 

20  Cases  will  no  doubt  differ  in  this  respect ;  one  can  imagine  other  goods 
called  by  various  names  in  which  the  mere  adoption  of  the  name  would  not 
have  the  effect  of  injuring  the  Plaintiff;  but  the  term  "Yorkshire  Relish" 
here  is  not  a  descriptive  name.  It  is  what  may  be  called  a  fancy  name  in  its 
outset,  and  it  appears  to  me  to  remain  the  same  still.     It  is  not  such  a  case  as 

25  was  put  in  the  course  of  the  argument  of  a  person  giving  a  mere  description  of 
the  article  he  makes  by  describing  the  materials  from  which  it  is  made,  such  as 
"  whole  meal  bread  "  or  the  like.  A  trader  who  sells  whole  meal  bread  could 
never  complain  of  another  coming  forward  and  using  the  same  term  and  selling 
bread  under  the  name  of  "  whole  meal  bread."    But  when  "  Yorkshire  Relish  " 

30  is  given — not  as  a  description  of  the  article,  but  as  something  that  would  enable 
persons  to  identify  the  article  as  of  the  same  manufacture  as  they  had  before — 
the  very  use  of  the  term  "  Yorkshire  Relish  "  appeara  to  me  to  be  a  representa- 
tion that  the  article  sold  is  the  article  which  the  Plaintiff  makes.  Therefore, 
on  that  ground,  as  well  as  upon  the  ground  that  this  is  really  not  "  Yorkshire 

35  "  Relish "  at  all  as  it  was  made  by  the  Plaintiff,  I  am  of  opinion  that  the 
judgment  of  the  Court  below  is  sound,  and  ought  to  be  affirmed. 

Lord  Davby. — My  Lords,  when  once  the  facts  of  this  case  are  fully  grasped, 
it  does  not  appear  to  me  to  present  any  great  difficulties  for  our  decision.  The 
Plaintiff,  the  Respondent  in  this  appeal,  has  a  secret  recipe  for  making  a  sauce 

40  or  relish  for  food  which  he  and  his  predecessors  in  the  trade  have  sold  for  34 
years  under  the  name  of  "Yorkshire  Relish."  The  Appellants'  contention  is, 
if  I  understand  it  rightly,  that  the  Respondent  has  no  monopoly  of  the  manu- 
facture, and  that  all  the  world  may  manufacture  these  goods  if  they  can,  and 
if  they  can  succeed  in  manufacturing  these  goods,  they  are  entitled  to  call  them 

45  by  the  only  name  by  which  these  goods  can  be  described.  Now,  my  Lords,  I 
do  not  find  it  necessary  to  say  much  or  anything  as  to  the  legal  validity  of  the 
Appellants'  argument  as  I  have  described  it ;  but  it  fails  in  fact.  The  Appellants 
do  not  pretend  that  they  have  discovered  the  Respondent's  secret,  or  that  their 
goods  are  made  according  to  the  same  recipe.    All  they  say  is  that  they  are 

50  substantially  identical  with  the  Respondent's,  or  a  "  wonderful  match."  Other 
words  are  used  indicating  a  close  similarity  between  the  two  sauces  ;  but  it  is 
not  pretended  that  the  Appellants'  sauce  is  made  of  the  same  compounds  or 
made  in  the  same  way,  although  it  is  said  that  it  produces  much  the  same 
result.    The  Appellants,  therefore,  are  misrepresenting  the  character  of  their 

55  goods  when  they  call  them  "Yorkshire  Relish."  They  are  not,  in  fact, 
"  Yorkshire  Relish,"  though  I  will  assume  they  closely  resemble  that 
compound. 
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If  this  be  so,  yonr  Lordships  are  relieved  from  the  consideration  of  vfhgt 
would  be  the  right  of  the  Appellants  if  they  were,  in  fact,  selling  the  aame 
goods  as  the  Respondent.  I  do  not  find  it  necessary  or  desirable  to  express  any 
opinion  npon  that  question.  I  will  only  say,  as  at  present  advised,  I  see  no  reason  to 
differ  from  the  opinion  expressed  by  Mr.  Justice  Fry  in  the  "  Angostura  5 
^  Bitters  "  case,  or  that  expressed  by  Lord  Justice  Lindley  in  his  judgment  in 
the  present  case,  in  which  his  Lordship  says  : — ^**  Again,  if  a  person  makes  an 
''  article  not  patented,  and  gives  it  a  certain  name  by  which  the  article  comes 
'*  to  be  known  in  the  market,  anyone  who  can  make  the  same  kind  of  article 
^'  can  call  it  by  the  name  by  which  it  is  known  if  he  can,  in  fact,  do  10 
'*  so  without  passing  his  goods  off  for  those  of  the  original  maker.'* 

My  Lords,  so  long  as  the  Respondent  can  succeed  in  keeping  his  secret  he  is, 
in  foct,  the  sole  manufacturer  of  ^^  Yorkshire  Relish  **  in  the  market,  and  the 
Appellants'  act  of  selling  their  goods  as  '^  Yorkshire  Relish,"  when  they  are  not 
<'  Yorkshire  Relish  "  as  a  fact,  is  at  once  a  fraud  upon  the  public,  and  at  the  15 
same  time  amounts,  in  my  opinion,  to  a  representation  that  the  goods  are  the 
goods  of  which  the  Respondent  is  the  sole  manufacturer. 

In  my  opinion,  my  Lords,  the  case  is  correctly  summed  up  by  Lord  Justice 
Kay  in  words  which  I  shall  take  the  liberty  of  reading  to  your  Lordships  :— 
*'  The  Defendants  made  a  sauce  which,  it  is  said,  closely  resembles  that  of  the  20 
"  PlaintifiTsin  appearance,  in  chemical  ingredients  and  in  &ivour,  and  it  is  described 
"  by  one  of  the  chemical  experta  who  have  given  evidence  as  a  *  wonderful  match.' 
^*  But  as  the  Defendants  do  not  know  the  recipe  of  the  Plaintiff,  nor  the  manner 
'^  in  which  the  ingredients  are  compounded,  it  is  impossible  to  say  that  the  two 
^'  sauces  are  the  same.  The  Defendants  are,  therefore,  selling  a  different  sauce  85 
"  by  a  name  which,  by  itself,  would  be  calculated  to  induce  purchasers  to 
"  believe  that  it  is  the  Plaintiff's  sauce." 

That,  my  Lords,  seems  to  me  the  whole  of  the  case,  and  I  entirely  agree  in 
the  judgment  which  has  been  proposed. 
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In  the  Matter  of  the  Trade  Marks  of  the  Stock-Oumers^  Meat  Company  of  New 

South  Wales. 


10 
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In  the  High  Court  op  Justice. — Chancery  Division. 

Before  Mr.  Justice  Romer. — July  Ist  and  8th,  1897. 

In  the  Matter  op  the  Trade  Marks  op  the  Stock-Owners'  Meat 
Company  op  New  South  Wales. 

Registered  Trade  Marks.^Motion  for  leave  to  alter. — Alteration  qf  name 
of  proprietor  on  a  Trade  Mark, — Patents^  Ac.  Act,  1883,  Section  92. 

The  Graziers'  Meat  Export  Company  of  New  South  Wales,  Ld.,  registered 
three  Trade  Marks  in  1896,  each  containing  the  name  of  the  Company.  In 
1897,  they  changed  their  name  to  the  Graziers'  Meat  Company  of  New  South 
Wales,  Ld.  They  then  applied  for  leave  to  alter  their  registered  Trade  Marks 
by  substituting  their  new  name  for  their  old  name.  Held,  that  the  leave  asked 
for  should  he  given. 

On  the  4th  of  September  1896,  The  Graziers'  Meat  Export  Company  of 
New  South  Wales,  Ld.,  a  Company  incorporated  under  the  law  of  New  South 
Wales,  registered  at  the  Patent  Office  in  London  Trade  Marks  Nos.  197,687, 
197,688, 197,690.    No.  197,687  is  subjoined. 


Early  in  1897  the  name  of  the  Company  was  duly  changed  to  The  Stock- 

Oumers*  Meat  Company  of  New  South  Wales. 

On  the  18th  of  June  1897,  this  Company,  as  the  registered  proprietors  of  the 

20   said  Trade  Marks,  gave  notice  of  a  motion  for  leave  to  alter  the  said  Trade 

Marks  by 'substituting  the  words  ^^Stock-Owners'  Meat''  in    the    place  of 

**  Oraziers^  Meat  Export."     The  Comptroller-General  was  served  with   the 

notice  of  motion,  and,  after  some  correspondence  with  the  Solicitor  to  the 

Board  of  Trade,  he  announced  that  the  Comptroller  would  not  appear  upon 

25   the  motion.    On  the  1st  of  July  1897,  the  motion  came  on  for  hearing  brf<  le 

BOMER^  J. 
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In  the  Matter  of  the  Trade  Marks  of  the  Stock-Owners'  Meat  Company  of  Neiv 

South  Wales. 

Maugham  (instructed  by  McKenna  and  Go^  in  support  of  the  motion. — ^ThiB 
is  a  motion  under  Section  92  of  the  Act  of  1883  for  leave  to  alter  the  Applicanta* 
marks,  and  the  only  diflBculty  is  as  to  whether  the  alteration  sought  to  be  made 
is  in  an  essential  particular,  the  words  sought  to  be  altered  being  part  of 
the  name  of  the  Company.  There  are  several  cases  bearing  upon  the  subject.  5 
In  Henry  Clay  and  Bock  and  Co.'s  Trade  Mark  (9  R.P.C.  449),  Kekewich^  J., 
refused  to  make  a  somewhat  similar  alteration ;  but  that  was  an  old  mark,  and 
this  is  a  new  mark.  In  Ghuiness'  Trade  Mark  (5  R.P.C.  316),  "  Limited  '*  was 
allowed  to  be  added  to  a  facsimile  signature.  \_John  Cutler^  Q-C,  as  amicus 
curicBy  referred  to  The  National  Wholesale  Tea  Association's  Trade  Marks  10 
(10  R.P.C.  164)  and  Brown's  Trade  Marks  (11  R.P.C.  365).]  [Rombb,  J.— 
The  National  Wholesale  Tea  Association's  case  is  a  case  of  initials.  Is  there 
any  case  in  which  the  alteration  of  a  name  was  allowed  ?]  There  are  the  cases 
of  Be  Dewhurst  and  Be  Bloxtvich  Iron  and  Steel  Company  mentioned  in 
Mr.  Sebastian's  book  at  page  406.  IS 

ROMER,  J. — I  should  like  to  see  a  copy  of  the  Order  made  in  the  latter  case. 

The  motion  then  stood  over,  and  came  on  again  on  the  8th  of  July. 

Maugham. — My  clients  have  communicated  with  the  Patent  Of&ce,  and  find 
that  Be  Bloxwich  was  decided  at  a  time  when  the  Comptroller  was  not  served 
with  the  notice  of  motion,  and  that  the  Patent  Of&ce  do  not  regard  it  as  an   20 
authority.    I  do  not  think  I  can  ask  your  Lordship  to  follow  it,  but  I  submit 
that,  in  this  case,  I  am  not  asking  your  Lordship  to  alter  an  essential  particular, 
because  a  name  is  not  an  essential  particular  under  Section  64  (1)  unless  it  is 
printed  in  some  particular  and  distinctive  manner.    Here  there  is  nothing 
distinctive  about  the  type.    This  seems  to  be  the  view  taken  by  Stirling^  J.,  in  the   25 
case  of  Be  Murphy's  Trade  Mark  (7  R.P.C.  163),  although  the  point  there  was 
different.    Then  there  is  the  case  of  Be  Brown's  Trade  MarkSy  where  "  E. 
"  Brown  "  was  struck  out,  and  "  E.  Brown  and  Son  "  substituted.    That  was  a 
strong  case,  because  it  was  an  old  mark,  about  which  there  is  more  difficulty. 
I  submit,  on  these  cases,  that  the  alteration  here  is  one  which  the  Court  should   30 
sanction. 

ROMBR,  J. — I  think  it  is.  I  accede  to  the  application  because,  in  my  opinion, 
the  alteration  is  not  in  any  essential  particular.  Even  the  name  of  a  firm  or 
individual  printed,  impressed,  or  woven  is  not  of  necessity  an  essential 
particular.  It  only  becomes  an  essential  particular  under  Section  64  if  it  is  35 
printed,  impressed,  or  woven  in  some  particular  or  distinctive  manner.  Now, 
for  the  purpose  of  the  application  before  me,  I  do  not  think  the  name  of 
"  Stock-Owners'  Meat  Company  of  New  South  Wales,  Limited,"  is  printed  in  a 
particular  or  distinctive  manner.  I  think  the  essential  particulars  of  the  Trade 
Mark  in  this  case  are  not  being  altered.  Therefore,  I  allow  the  alteration  to  be  40 
made  as  asked. 
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In  the  Court  op  Session  in  Scotland.— Inner  House. 

Before  The  Lord  Justice  Clerk,  Lord  Young,  Lord  I'raynbr,  and 

Lord  Moncreipf. 

May  28th,  and  June  Ist,  2nd,  and  12th,  1897. 

John  White  v.  Bertrams,  Ld. 

Patent. — Infringement. — Action  for  interdict. — Defence  that  Patentee  was 
not  the  first   and  true  inventor. — Alleged  anticipation. — Subject  matter. — 
Novelty.— Construction  of  Specification. 
In  1882 y  B.  obtained  provisional  protection  for  an  invention  to  cause  the 

10  diaphragm  in  a  pulp  strainer^  used  in  paper-making^  to  pulsate — t?uU  i«, 
to  move  up  and  doivn — by  forcing  under  it  jets  of  steam  or  compressed 
air.  He  explained  that  the  vat  for  pulp,  of  which  the  diaphragm  formed 
part,  might  be  stationary,  but  it  wa^  by  prefey^ence  mounted  on  trunnions 
at  the  ends,  and  it  had  a  rocking  motion   imparted  to  it  by  a  rotating 

15  eccentric  or  in  any  otJier  convenient  ivay,  the  purpose  of  the  rocking  action 
being  to  wash  off  fibrous  matters  from  the  pulp  before  it  was  drawn  off  through 
a  strainer  on  to  the  diaphragm.  B.^s  invention  was  purchased  by  a  firm  of 
founders,  but  never  used.  On  the  7  th  of  October  1891,  W.  obtained  a  patent  for 
improvements  in  apparatus  for  straining  paper  pulp.     The  effect  of  these 

20  improvements  tuas  to  cause  the  vat  in  which  the  pulp  tvas  placed  to  oscillate 
at  the  same  time  that  the  diaphragm,  or  lower  bottom  of  the  vat,  pulsated,  and 
without  tearing  the  diaphragm  or  the  strips  of  rubbef^  by  which  it  was  fixed  to 
the  sides  of  the  vat.  This  he  did  by  carrying  down  the  ends  of  the  vat  so  as  to 
place  them  on  trunnions  on  which  the  vat  oscillated,  the  trunnions  being  so 

25  placed  that  the  centre  of  oscillation  coincided  tvith  tlie  centre  of  the  rotating  shaft 
moving  the  diaphragm.  He  stated  the  improvement  to  consist  in  "  imparting 
"  an  oscillating  or  rocking  motion  to  the  vat  or  vessel  in  which  the  straining 
"  operation  is  effected,  and  in  constructive  arrangements  connected  therewith.^'^ 
On  the  7th  of  March  1894,  C.  obtained  a  patent  for  an  invention  relating  to 

30  improvements  in  pulp  strainers  of  paper-making  machines.  He  claimed**  the 
"  means  whereby  the  back  of  the  vat  is  intermittently  lifted  and  lowered  so  as  to 
**  prevent  the  refuse  matter  from  being  carried  back  over  the  strainer  plates.*^ 
The  object  aimed  at  was  to  wash  the  fibrous  matter  off  the  strainer  plates  by  a 
combined  oscillation  of  the  vat  unth  a  raising  of  the  diaphragm  or  of  the  vat. 

35  O.  claimed  that  the  raising  and  lowering  in  the  case  of  his  machine  tvas  merely 
a  tilt,  which  was  effected  by  means  of  a  crank-pin  in  a  disc  on  the  end  of  a 
worm  spindle,  which  crank'pin  worked  in  a  slot  in  the  lower  end  of  an  adjust- 
able connecting-rod.  C.  claimed  that  this  intermittent  tilt,  as  distinguished 
from  ttie  continuous  raising  and  lowering  in  the  case  of  W.^s  machine,  was  an 

'10  improvement  upon  all  existing  machines.  W.  raised  an  action  to  interdict  C. 
from  making,  selling,  and  using  his  machine,  on  the  ground  that  it  was  sub- 
stantially the  same  as  the  Oomplainer^s  patent  machine.    C.  defended,  on  the 
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ground  that  his  machine  was  distinct  from  the  Complainer\  ofid^  even  if  it 
were  the  same^  that  the  Complainer's  invention  having  been  anticipated  by  B^ 
who  had  disclosed  the  idea  of  oscillation  combined  tvith  pulsation^  no  action 
could  He,  It  tvas  proved  that  the  vats  used  in  the  machines  were  similar  to  ecu^h 
othery  and  that  tJie  difference  betiveen  tlie  two  consisted  chiefly  in  the  difference  5 
in  the  form  of  motion  imparted  to  the  vaty  the  motion  in  the  Complainer^s 
machine  being  continuous  through  an  eqtiaJ  arc  on  each  side  of  the  per- 
pendiculary  while  that  in  the  Respondents'"  tvas  intermittent^  and  moved  the  vat 
to  one  Side  of  the  perpendicular  only.  TJie  Respondents  claimed  that  their  mode 
of  oscillation  was  superior  in  respect  that  the  fibrous  matter  could  be  more  10 
conveniently  carried  offfron  the  one  side, 

Heldy  by  the  Lord  Ordinary,  (1)  that  tliere  had  been  no  anticipation  of  FT. 
by  B.y  because  B.,  while  disclosing  the  advantage  of  oscillation  combined  unth 
pulsation,  invented  nothing  whe^^eby  the  rocking  motion  of  the  vat  and  the 
motion  of  the  diaphragm  could  be  reconciled ;  and  (2)  Viat  C.  infringed  W.  15 
by  adopting  W's  expedient  for  moving  the  vat  without  tearing  the  diaphragm 
in  order  to  produce  an  intermittent  tilt^  combined  unth  a  rocking  motion  of  the 
vaty  which  in  pulp-straining  had  the  same  efficacy  as  continuous  jntlsation 
combined  with  rocking  motion  of  the  vat 

Heldy  by  the  Inner  HousCy  (1)  tJiat  there  had  been  no  anticipation  ofW.ky20 
B. :  (2)  thcU  W.^s  invention,  although  simpUy  disclosed  good  subject^^natUr ; 
(8)  that  C.  had  infringed  W. ;  and  (4)  that,  reading  W.'s  Specification  and 
Drawings  togetJier,  there  was  no  ambiguity  in  the  Specification  wJiere  it 
described  the  shaft  for  pulsating  the  diaphragm  as  being  **  in  line  with  and 
^^  parallel  to  "  the  axis  on  which  the  vat  oscillated,  25 

The  questions,  in  this  case,  related  to  pulp-straining  apparatus  used  in  the 
manufacture  of  paper.  The  evidence  showed  that  there  had  been  varioos  pulp 
strainers  in  use  by  different  manufacturers.  Up  to  the  date  of  the  inventions 
in  questions,  the  most  commonly  used  strainer  was  the  flat-plate  strainer,  with 
a  pulsating  disc  or  diaphragm.  This  strainer  consisted  of  a  narrow  rectangular  30 
vat  or  trough,  furnished  with  what  is  best  described  as  a  double  bottom.  The 
uppermost  bottom  was  made  of  brass  plates,  having  fine  slits  across  them ;  aud 
the  second  or  pulsating  bottom,  at  some  little  distance  below  the  other,  wa« 
fixed  to  the  sides  by  strips  o£  rubber,  so  as  both  to  allow  play  for  the  pulsation 
of  the  diaphragm  and  easy  movement  up  and  down  inside  the  vat,  which  35 
movement  was  effected  by  means  of  a  rod  fixed  to  the  underside  and 
connecting  with  small  throw-<sranks  on  a  rotating  shaft.  This  movement  of 
the  diaphragm  caused  a  partial  vacuum,  and  sucked  the  dean  pulp  through 
the  slits  of  the  strainer  or  upper  bottom.  The  defect  of  these  plate-strainers 
was  that  the  slits  were  apt  to  get  choked  with  fibrous  matter,  which  ultimately  40 
reached  the  web  and  blemished  the  paper.  Several  devices  had  been  tried  at 
yarious  times  to  prevent  the  fibrous  matter  getting  through  the  slits,  such  as 
scrapers,  which  were  used  periodically  to  clean  the  plate,  but  which  were 
foimd  to  block  the  slits  at  the  same  time,  and  Jets  of  water,  which  were 
periodically  turned  on  the  plate  to  wash  it  and  the  slits.  No  sufficiently  45 
efficacious  device,  however,  had  been  hit  upon  up  to  the  time  when  the  Pursuer 
lodged  his  Specification. 

On  the  7th  of  October  1891,  a  patent  (No.  1 7,022  of  1891)  was  granted  to  John 
WhitCy  for  **  Improvements  in  apparatus  for  straining  paper  pulp."  The 
invention  related  to  the  class  of  pulp-straining  apparatus  in  whieh  flat  50 
plates,  ordinarily  flxed  in  a  horizontal  position,  are  employed,  and  consisted  in 
imparting  an  oaoillating  or  rocking  motion  to  the  vat  or  vessel  in  which  the 
straining  operation  is  effected,  and  in  constructive  arrangements  oonneoted 
therewith.  The  leading  idea  of  White's  improvement  may  be  described  as  the 
rooking  of  the  vat,  so  that  the  pulp  being  kept  awash,  fibrous  matter  should  be  55 
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carried  off  into  side  channels,  instead  of  being  allowed  to  descend  into  and 
choke  the  slits,  and  ultimately  jBnd  its  way  into  the  texture  of  the  paper.  It 
was  necessary  to  cause  oscillation,  without  destroyingjthe  pulsating  movement 
of  the  diaphragm  ;  for,  if  the  vat  were  rocked  and  the  diaphragm  worked  up 
5  and  down,  the  tension  on  the  rubber  strips  would  beconje  too  great,  and  the 
diaphragm  would  be  torn  from  the  sides  of  the  vat.  How  White  overcame  this 
difficulty,  by  means  of  downward  end  extensions  of  the  vat,  is  described  in  his 
Specification  infra^  but  may  be  summarised  thus  ; — The  extensions  were  fixed 
to  journals  or  trunnions,  upon  which  the  vat  oscillated.  The  trunnions  were 
10  placed  in  such  a  position  that  the  centre  of  oscillation  coincided  with  the  centre 
of  the  rotating  shaft  which  oscillated  the  diaphragm,  and  the  rod  which 
connected  the  diaphragm  with  the  rotating  shaft  was  thus  kept  always  in  the 
same  position  relatively  to  the  vat,  so  that  the  rocking  of  the  vat  did  not  twist 
the  diaphragm  or  tear  the  rubber. 

15  In  March  1894,  Z)ainrf  Noble  ^^r^ram  also  obtained  provisional  protection 
for  an  invention  for  "Improvements  in  pulp  strainers  for  paper-making,** 
the  object  of  which  invention  was  chiefly  to  wash  off  the  fibres  or  refuse  from 
the  strainer  plates,  and  prevent  its  being  carried  back  over  the  strainer  plates. 
By  arrangement  with  the  said  David  Noble  Bertram^  Bertrams^  Ld,j  put  into 

10  the  market  a  strainer  for  pulp,  called  "D.  N.  Bertram's  Patent  Simplex 
"  Strainer,"  embracing  the  improvements  protected  as  aforesaid. 

In  September  1894,  White  brought  an  action  of  suspension  and  interdict 
against  Bertrams^  Ld.^  seeking  to  have  them  interdicted  from  infringing  the 
Letters   Patent   No.   17,022,   of  1891,   "  by   making,   vending,  exercising,  or 

25  "  using,  in  whole  or  in  part,  the  invention  or  apparatus  for  straining 
"  paper  pulp,"  or  "by  making,  vending,  exercising,  or  using  mechanism 
"  or  apparatus  made,  constructed,  or  applied  in  the  manner  described  in  the 
"  said  Letters  Patent  and  Specification,  or  in  manner  substantially  the  same  ; 
"  and,  in  particular,  without  prejudice  to  the  aforesaid  generality,  to  interdict, 

80  **  prohibit,  and  discharge  the  Respondents  from  making,  using,  or  vending 
"  the  apparatus  made  and  advertised  for  sale  by  them  under  the  name  of 
"  *  D.  N.  Bertram's  Patent  Simplex  Strainer,'  with  improved  automatic  plate- 
"  washing  movement  and  other  improvements."  Bertrams^  Ld.^  lodged 
answers,  and,   on  the  9th  of  October  1894,  the  Lord  Ordinary  heard    the 

35  parties^  and  passed  the  note,  without  caution,  and,  in  respect  that  the  Respon- 
dents (Bertrams^  Ld,)  offered  to  keep  an  account  of  all  strainers  or  parts  thereof 
.  manu&ctured  and  sold  by  them  under  the  said  name  or  description,  refused 
interim  interdict. 
The  case  then  passed  from  the  Bill  Chamber  into  the  Court  of  Session,  and, 

40  on  the  20th  of  November  1894,  the  Lord  Ordinary  closed  the  Record  and 
allowed  the  parties  a  proof  of  their  respective  averments.  The  Complainer 
( White\  however,  found  it  necessary  to  abandon  the  action  as  brought.  His 
reason  for  doing  so  was  the  claim  in  his  Specification  for  "  an  apparatus  im- 
"  parting  an  oscillating  or  rocking  motion  to  the  vat."    He  believed  that  this 

45  was  a  novelty.  But,  after  his  first  action  was  brought,  he  discovered  that^ 
under  Brodie's  Specification,  after  mentioned,  the  idea  of  an  oscillating  vat  was 
not  a  novelty.  He  therefore  applied  to  the  Comptroller-Qeneral  of  Patents  for 
leave  to  amend  his  Specification  to  the  effect  of  claiming  only  the  method  of 
imparting  an  oscillating  motion  to  the  vat  in    a   flat-plate    strainer,  under 

50  Section  18  of  the  Statute  of  1883.  Certain  amendments  were  allowed  by  the 
Comptroller  (29th  of  May  1896)  and  duly  advertised. 

The  Complete  Specification  of  White^  as  amended  on  the  29th  of  May  1896, 

was  as  follows  : — "This  invention  relates  to  the  class  of  pulp-straining  apparatus 

"  in  which  flat  plates  ordinarily  fixed  in  a  horizontal  position  are  employed ; 

55  /'  and  it  consists  in  imparting  an  oscillating  or  rocking  motion  to  the  vat  or 
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**  vessel  in  which  the  straining  operation  is  effected,  and  in  constrnctive 
**'  arrangements  connected  therewith  whereby  the  action  is  improved  and 
"  varioas  practical  advantages  are  obtained. 

"  And  in  order  that  my  said  invention  and  the  manner  of  performing  the 
"  same  may  be  properly  understood  I  hereunto  append  two  sheets  of  explana-  5 
"  tory  drawings  to  be  hereinafter  referred  to  in  particularly  describing  my 
**  improvements, 

*'  Figure,  1,  on  Sheet,  1,  of  the  drawings  is  a  plan,  and  Figures,  2,  and,  3,  are 
"  sectional  side  and  end  elevations  of  one  modification  of  my  improved  pulp 
"  strainers  ;  and  Figures,  4,  5,  and' 6,  on  Sheet,  2,  are  transverse  vertical  sections  10 
"  of  other  modifications  of  the  upper  part  of  the  apparatus. 

'*  In  these  drawings  the  same  reference  numerals  are  used  to  mark  the  same 
**  or  like  parts  wherever  they  are  repeated. 

"  In  carrying  out  my  invention  the  strainer  vat,  7,  is  supported  by  joumalB, 
"  8,  9,  fixed  in  downward  end  extensions,  10, 11,  fixed  to  the  vat,  these  journals  15 
"  resting  in  bearings,  12, 13,  on  a  fixed  bedframe,  14.  The  vat,  7,  is  made  to 
'*  oscillate  or  rock  by  meauB  of  a  connecting  rod,  15,  jointed  to  it  and  to  a  slowly 
"  rotating  crank  pin,  16  ;  or  the  motion  might  be  derived  from  an  eccentric  or 
"  from  a  cam  which  last  can  be  shaped  to  give  whatever  partiular  motion  may 
"  be  found  best  in  practice.  20 

"  Beneath  the  strainer  plates,  17,  (which  are  not  shown  in  Figure,  1,)  in  the 
•*  vat,  7,  a  pulsating  diaphragm,  18,  is  arranged  in  a  usual  manner,  and  is  made 
"  to  reciprocate  by  means  of  rods,  19,  fixed  to  them  and  jointed  upon  small- 
**  throw  cranks,  20,  on  a  rotating  shaft,  21,  situated  directly  below  the  vat  and  in 
*'  line  with  or  parallel  to  the  axis  on  which  the  vat  rocks.  The  shaft,  21,  is  25 
''  carried  in  bearings,  22,  on  the  bedframe,  14,  and  has  on  it  a  pulley,  23,  for  a 
"  driving  belt.  The  diaphragms  are  borne  up  by  adjustable  springs,  24,  resting 
"  on  cross  bars,  2.>,  fixed  to  the  vat,  7.  For  giving  the  rocking  motion  to  the 
"  vat,  a  separate  shaft,  26,  is  provided,  in  bearings,  27,  and  having  on  it  a  pulley, 
"  28,  for  a  driving  belt.  The  shaft,  26,  by  a  pinion,  29,  and  spurwheel,  30,  30 
**  drives  a  second-motion  shaft,  31,  the  crank  pin,  16,  for  giving  the  rocking 
**  motion  being  on  the  spurwheel,  30.  The  strained  pulp  passes  from  the  space 
**  below  the  strainer  plates,  17,  in  the  vat,  7,  down  one,  11,  of  the  end  parts 
"  which  is  made  hollow,  and  through  a  hollow  trunnion,  32,  which  is  concentric 
'^  with  the  axis  on  which  the  vat  rocks,  and  which  extends  through  a  puffing  35 
"  box  into  a  box,  33,  having  an  overflow  outlet,  34,  the  bottom  of  which  is 
'*  adjustable  so  as  to  maintain  the  desired  head  of  pulp  in  tiie  strainer  vat,  7. 
"  The  strainer  vat,  7,  is  made  with  channels,  35,  along  each  side  (or  it  might  be, 
"  a  single  channel  along  one  side)  of  the  strainer  plates,  17,  and  when  the  pulp 
*'  contains  fibres  which  refuse  to  go  through  the  strainer  plates,  such  fibres  40 
'*  accumulate  in  the  channels,  35,  from  which  they  may  be  removed  from  time 
"  to  time.  Or,  as  shown  in  Figure,  4,  each  channel,  35,  may  be  provided  with 
**  one  or  more  valve  outlets,  36,  through  which  the  refusing  fibres  pass  out  in 
*'  small  quantities  at  a  time  into  stationary  gutters,  37.  The  valve  outlets,  36, 
^*  are  closed  by  weighted  plungers,  38,  fitted  to  work  in  guides  fixed  to  the  vat,  45 
^^  and  connected  by  chains,  39,  passing  over  pulleys,  40,  to  hooks,  41,  fixed  to  a 
*'  bracket  or  arm  secured  to  the  stationary  part  of  the  machine.  As  each  side 
''  of  the  vat  descends  with  the  rocking  motion  the  chain,  39,  on  that  side 
'^  tightens,  and  draws  the  plunger,  38,  up  out  of  the  valve  outlet,  36,  so  as  to  let 
'*  some  pulp  escape  from  the  channel.  The  duration  of  opening  may  be  50 
'^  adjusted  by  lengthening  or  shortening  the  chains,  39 ;  and  the  cfaAins  may 
**  unhooked  whenever  it  is  considered  undesirable  to  allow  any  pulp  to  escape 
'*  from  the  channels,  35.  The  strainer  vat,  7,  may  be  fitted  with  a  single 
^'  strainer  plate,  17,  and  with  a  single  pulsating  diaphragm,  18,  as  in  Uie 
'^  modifications  shown  in  Figures  1,  to  4,  or  it  may  be  fitted  with  two  strainer  55 
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^^  plates,  17,  and  two  pnlBating  diaphragms,  18,  as  shown  in  Figures  5,  and  6, 
^^  the  two  strainer  plates,  17,  being  either  level  with  each  other  as  shown  in 
**  Figure  5,  or  slightly  inclined  to  each  other  as  shown  in  Figure  6.  The  two 
**  pulsating  diaphragms,  18,  may  be  worked  by  means  of  crossheads,  42,  to  which 
"  the  connecting  rods,  19,  are  fixed.  The  oscillating  or  rocking  motion  of  the 
^*  strainer  vat,  7,  causes  the  pulp  to  wash  across  the  strainer  plates,  17,  and  the 
*^  wash  removes  fibres  or  materials  which  will  not  go  through  the  strainer 
^*  plates,  taking  them  into  the  side  channels,  35,  whence  they  may  pass  off 
•*  through  the  valve  outlets,  36. 

''  Having  now  particularly  described  and  ascertained  the  nature  of  my  said 
^*  invention  and  in  what  manner  the  same  is  to  be  performed,  I  declare  that 
"  what  I  claim  is  : — I.  In  pulp  straining  apparatus  of  the  type  in  which  the 
^  usual  pulsating  diaphragm  under  the  strainer  plates  is  operated  from  a 
**  rotating  shaft  below,  imparting  an  oscillating  or  rocking  motion  to  the 
'*  vat  or  vessel  in  which  the  straining  operation  is  effected,  substantially  in 
**  the  manner  hereinbefore  described.  2.  Forming  the  strainer  vat  with  a 
"  channel  (35)  at  one  or  at  each  side  and  providing  one  or  more  periodically 
"  opened  valve  outlets  in  connection  with  such  channels  substantially  as  and  for 
"  the  purposes  hereinbefore  described." 

Fig.  3  of  the  drawings  was  as  follows  :— 


ric.a. 


Having  secured  the  amendment  of  his  Specification,  White  brought  a  fresh 

action  against  BertramSy  Ld,y  in  August  1896,  containing  practically  the  same 

conclusions,  and  making  the  same  statements,  but  adding  that  '^  D.  N.  Bertram^s 

**  Patent  Simplex  Strainer "  was  substantially  the  same  as  the  Complainer*s 

25  protected  strainer. 

The  Respondents  BertramSy  Ld.y  explained,  in  defence,  that  on  the  7th  of 
March  1894,  D,  N,  Bertram  obtained  provisional  protection  under  the  Patents, 
Ac.  Acts  for  an  invention  relating  to  "  Improvements  in  pulp  strainers  of  paper- 
"  making  and  the  like  machines."  The  Complete  Specification  was  accepted  on 
30  the  12th  of  January  1895,  and  Letters  Patent  (No.  4771  of  1894)  were  granted 
to  him. 

Bertram's  Complete  Specification,  so  far  as  material  to  this  Report,  was  as 
follows  : — **'  This  invention  relates  to  improvements  in  pulp  strainers  of  paper 
^^  making  machines  and  has  for  its  object  the  construction  of  a  strainer  which 
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^^  will  overoome  the  objections  hitherto  attached,  more  or  lesB  to  the  Tarioas 
'*  classes  of  strainers  at  present  in  use,  that  is  to  say,  that  in  accordance  with 
*^  my  said  invention  no  hanks,  knots  or  anboiled  fibres  will  remain  on  the 
*^  surface  of  the  plates,  nor  come  in  contact  with  the  strainer  plates,  after  they 
**  have  been  separated  from  the  clean  palp.  5 

'*  The  reTolnng  strainer  and  other  strainers  having  an  oscillating  motion, 
^*  hitherto  used,  cause  the  pulp  around  them,  and  on  their  surface,  to  be  kept 
*'  in  a  state  of  agitation  and  in  contact  with  the  plate  surfaces,  and  thus  permit 
*^  of  the  liability  of  the  deleterious  matter  being  sucked  through  the  strainer 
*^  plates  and  passed  on  to  the  wire  of  paper  making  machines.  10 

'^  This  invention  has  also  for  its  object  to  provide  means  whereby  the  refuse 
^  matter  is  washed  off  the  face  of  the  strainer  plates  and  is  prevented  from 
'^  again  coming  in  contact  with  the  face  of  the  said  plates  as  is  the  case  with 
^*  strainers  having  an  oscillating  motion  imparted  to  them. 

'^  In  accordance  with  my  said  invention  the  pulp  flows  into  a  cast  iron  vat  in    15 
^^  which  is  fitted,  as  usual,  the  strainer  plates  ;  the  said  plates  being  preferably 
'^  formed  with  their  slits  running  parallel  to  the  apex  of  the  plates  but  at  an 
*^  angle  to  the  flow  of  the  pulp  therefrom. 

"  The  vat  with  the  said  strainer  is  arranged  to  work  either  level  or  at  an 
''  angle,  which  tsngle  can  be  arranged  more  or  lees  as  desired  so  as  to  correspond   20 
*'  to  the  quality  of  water  used  in  the  pulp,  and  to  other  circumstances  which 
'^  affect  the  flow  of  the  pulp  over  the  face  of  the  said  strainer  plates. 

'^  To  effectually  wash  any  refuse  matter  off  the  face  of  the  strainer  plates 
"  which  may  catch  on  the  slits  thereof,  I  impart  an  intermittent  motion  to  the 
^^  vat,  which  motion  lowers  one  side  of  the  vat  so  as  to  cause  a  wash  into  the   25 
'^  refuse  channel,  the  said  motipn  returning  the  vat  to  the  position  from  which 
"  it  started. 

*'  But  in  order  that  my  said  invention  may  be  more  readily  understood  and 
^'  easily  carried  into  effect  I  will  proceed  to  describe  the  same  with  reference  to 
"  the  accompanying  drawings  : —  30 

'^  Figure  1  is  a  back  elevation,  Figure  2  a  plan.  Figure  3  is  an  end  elevation 
^*  and  Figure  4  a  front  elevation  of  a  pulp  strainer  constructed  in  accordance 
**  with  my  said  invention. 

**  Referring  to  the  said  drawings,  I  employ  a  cast-iron  or  other  vat  in 
^  which  the  plates  B  are  fixed  and  which  is  carried  by  a  bracket  C  at  either  35 
**  end,  the  lower  ends  of  which  are  mounted  on  circular  bushes  and  pins  D  so 
"  that  it  will  move  freely,  the  centre  of  the  bushes  and  pins  D  being  exactly 
'*  that  of  the  shaft  £  which  actuates  the  diaphragm,  so  that  whatever  position 
^^  the  vat  A  may  take,  the  diaphragm  remains  in  the  same  relative  position  to 
''  the  plates  B  and  shaft  £.  The  strainer  plates  B  are  formed  with  their  slits  b  40 
"  running  lengthwise  of  the  plates  and  arranged  in  angular  rows  as  shown  in 
^  Figure  2  so  as  to  give  a  more  effective  strainer  or  the  slits  may  be  formed 
^  in  an  equivalent  manner. 

*'*  To  the  said  vat  A  are  connected  two  rods  O,  H,  the  rod  O  being  actuated  by 
^  the  crank  pin  J.  In  the  box  K  there  is  an  arrangement  of  two  sets  of  worm  45 
"  and  worm  wheels  k  driven  by  belt  and  puUies  k^  from  the  shaft  E  so  as  to 
**  reduce  the  speed  of  the  crank  disc  J  to  the  necessary  number  of  revolutions 
'*  required  for  causing  an  intermittent  raising  and  lowering  of  the  vat  A, 
^  plates  B  and  diaphragm. 

**  The  crank  pin  J  in  the  disc  as  it  approaches  the  perpendicular  line,  comee  50 
*'  in  contact  with  the  connecting  rod  O,  and  tilts  the  vat  A  up  at  the  back, 
'*  thus  lowering  the  front,  and  causing  a  wash  of  pulp  over  the  plates  B  the 
**  one  way  only,  thereby  dislodging  any  refuse  matter  which  may  have  settled 
*^  on  the  plates  B  into  the  channel  L,  from  which  the  refuse  matter  is 
*^  allowed  to    flow  to   auxiliary   through  a   regulating  flat  valve  and  pipe  55 
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**  fixed  to  front  of  yat  A,  the  pipe  dischargiilg  it  into  a  sqnare  box  or  other 
*'  yessel. 

When  the  vat  A  is  lowered  at  the  front  it  is  brought  back  to  its  normal 
"  position  by  the  connecting  rod  H  and  spiral  spring  H\  which  is  compressed 
I*  as  the  back  of  the  vat  A  is  raised,  by  the  connecting  rod  G,  thus  when  the 
*  crank  pin  J  passes  over  the  top  centre  and  begins  to  descend,  the  connecting 
"  rod  G  is  still  in  contact  with  the  crank  pin  J  as  the  compression  of  the  spiral 
I*  spring  H*  thus  begins  to  take  effect,  and  the  vat  A  comes  gradually  back  to  its 
I*  original  position  without  any  shock,  and  from  the  point  of  release,  the  con- 
**  necting  rod  G  describes  the  revolution  of  the  crank  pin  J  until  it  comes  again 
**  in  contact  with  the  top  of  the  slot  g  formed  in  the  lower  end  of  the  connecting 
'^  rod  G  this  causing  the  raising  motion  again,  and  so  on  repeating  the  former 
*'  movements.  In  some  cases  I  may  employ  two  connecting  rods  H  and  springs 
•*  H*  with  one  raising  or  lifting  rod  G. 

**  The  strainer  can  be  set  to  work  with  the  plates  B  at  any  desired  angle  or 
"  level,  such  being  arranged  by  the  right  and  left  hand  nuts  and  screws  N 
"  formed  on  the  connecting  rods  Q  and  H,  and  by  the  use  of  these  nuts 
"  and  screws  more  or  less  incline  can  be  given  to  the  plates  B  while  the  strainer 
**  is  at  work. 

"  While  I  have  thus  described  in  this  particular  instance  the  movement 
**  adopted  in  causing  the  raising  and  lowering  of  the  vat,  it  can  be  performed 
**  in  various  ways,  for  instance  by  hanging  the  front  side  of  the  sole  plate 
*'  which  carries  the  entire  strainer,  and  at  the  front  side  raising  and  lowering 
*^  the  whole  strainer  from  the  sole  plate  by  cam,  crank  or  other  means. 

**  Ebtving  now  particularly  described  and  ascertained  the  nature  of  my  said 
*^  invention  and  in  what  manner  the  same  is  to  be  performed  I  declare  that 
"  what  I  claim  is  : — 1st.  In  pulp  strainers  for  paper  making  machines,  the 
'*  means  whereby  the  back  of  vat  is  intermittently  lifted  and  lowered,  so  as  to 
**  prevent  the  refuse  matter  from  being  carried  back  over  the  strainer  plates,  as 
^  described  and  shown.  2nd.  In  pulp  strainers  for  paper  making  machines  in 
**  which  the  vat  A  is  mounted  on  pivots  D,  connecting  the  vat  at  the  back 
*'  to  the  top  ends  of  the  adjustable  connecting  rods  G,  H  ;  the  rod  G  being 
"  driven  through  the  medium  of  the  crank  pin  J  and  slot  g,  and  the  other  rod 
"  or  rods  H  provided  with  a  spiral  spring  H*,  whereby  the  back  of  the  vat  is 
"  intermittently  lifted  and  lowered,  as  described  and  shown.  3rd.  In  pulp 
**  strainers  for  paper  making  machines,  the  right  and  left  hand  screws  and 
"  nuts  N,  whereby  a  greater  or  lesser  lifting  and  lowering  of  the  vat  may  be 
^^  effected,  as  described  and  shown."' 

The  following  is  a  reproduction  on  a  reduced  scale  of  Fig.  3  of  the 
Drawings  :— 
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The  Respondents  Bertrams^  Ld.^  denied  that  the  " Simplex  Strainer"  was  in 
any  respect  an  infrint^ement  of  the  patent  founded  on  by  the  Complainer 
White.  Whitens  alleged  invention  consisted  in  imparting  an  oscillating  or 
rocking  motion  to  the  vat,  and  in  providing  a  channel  at  one  or  at  each  ade 
of  the  vat,  having  periodically  opened  valve  outlets.  The  oscillating  or  rocking  ^ 
motion  was  continuous,  and  caused  the  raising  and  lowering  of  the  vat  at  both 
sides,  whereas,  in  the  case  of  "  Bertram's  Simplex  Strainer,"  the  motion  was 
not  continuous,  but  intermittent,  and  one  side  of  the  vat  was  simply  raised  and 
lowered  intermittently,  so  that  the  side  was  never  lowered  below  the  normal 
position  from  which  it  started,  and  the  other  side  was  never  raised  above  l^ 
its  original  position.  Further,  Whitens  inventions  were  disclosed  and  published 
in  the  Provisional  Specification  lodged  hj  Robert  Brodie,  on  the  1st  of  December 
1882,  No.  5721,  relating  to  improvements  in  apparatus  for  straining  pulp. 
Under  the  said  Provisional  Specification,  provisional  protection  was  granted  to 
the  said  Robert  Brodie  for  a  pulp  strainer.  The  Provisional  Specification  of  !«' 
the  said  Robert  Brodie  described  one  modification  of  his  improved  apparatus, 
as  follows : — ^'  The  straining  vat  is  of  an  oblong  rectangular  form  in  plan,  and 
"  of  moderate  depth.  The  vat  may  be  stationary,  but  it  is  by  preference 
'<  mounted  on  trunnions,  which  are  at  the  ends,  and  it  has  a  rocking  motion 
"  imparted  to  it  by  means  of  a  rotating  eccentric,  or  in  any  other  convenient  20 
'*  way."  The  said  Provisional  Specification  further  provided,  as  follows : — 
•*  The  rocking  motion  hereinbefore  mentioned  is  for  the  purpose  of  producing 
'^  a  washing  action  across  the  top  of  the  strainer  plate  or  plates ;  and,  in 
"  addition,  one  of  the  sides  of  the  vat  may  be  arranged  to  open  periodically,  or 
^<  otherwise,  to  discharge  portions  of  the  pulp  which  will  not  go  easily  through  25 
^'  the  strainer  plates*  The  strainer  plate  may  be  arranged  to  rock  within  a 
"  stationary  vat,  instead  of  the  vat  itself  rocking."  A  copy  of  said  Provisional 
Specification  was  produced.  No  Complete  Specification  was  ever  lodged  by  the 
said  Robert  Brodie^  and,  accordingly,  the  provisional  protection  which  had  been 
granted  to  him  as  aforesaid  lapsed.  At  and  prior  to  the  date  of  the  Complainer's  30 
alleged  patent,  the  invention  described  by  Brodie  in  his  said  Provisional  Speci- 
fication was  well  known  in  the  trade  and  was  publicly  used. 

The  Respondents,  upon  these  statements,  founded  the  following  pleas: — The 
pretended  Letters  Patent  founded  on  by  the  Complainer  are  void  in  law  and 
invalid  in  respect — (a)  that  the  Complete  Specification  is  disconform  to  the   35 
Provisional   Specification,  "xnd  insufficient ;   (b)  that  the  said  Specification  is 
insufficient  in  respect  that  the  claims  made  by  the  Complainer,  and  the  descrip- 
tion of  the  alleged  inventions,  are  vague  and  ambiguous  ;  {c)  that  the  alleged 
inventions  described  in  the  Specification  of  the  Letters  Patent  were  not  new 
but  were  publicly  known  at  the  date  of  the  said  Letters  Patent,  and  the  40 
Complainer  is  not  the  first  and  true  inventor  thereof ;  (d)  that  the  Letters 
Patent  and  Specification  do  not  sufficiently  distinguish  between  what  is  old  or 
what  was  in  use  or  known  at  and  prior  to  the  date  thereof,  and  what  :Wa8  new 
or  claimed  to  be  new  in  the  said  Letters  Patent  and  Specification  ;  and  {e)  that 
the  alleged  inventions  do  not  constitute  subject-matter  of  a  grant  of  Letters  45 
Patent  within  the  meaning  of  the  Patents,  &c.  Acts.    There  is  no  ingenuity  or 
invention  displayed  in  the  alleged  inventions. 

On  the  3rd  of  November  1896,  the  Lord  Ordinary  closed  the  record  in  this 
new  action,  and  allowed  the  parties  a  proof,  which  was  led  on  the  19th  and  20th 
of  January  1897.  For  the  Complainer,  there  were  examined — ^the  Complainer  50 
himself;  WalUice  Fairiveather,  F.C.I.P.A.,  consulting  engineer,  Glasgow; 
J,  H.  Annandale^  paper  maker,  Polton,  Midlothian ;  Robert  Brodie  (the 
Patentee),  manager  at  present  to  Btrtram  and  SonSy  ironfonnders ;  Alexander 
Morton^  mechanical  engineer,  Glasgow  ;  George  BenUey,  of  Bentley  and  Jack- 
sonj  engineers.  Bury ;  and  William  Bertram^  director  of  J^mea  Bertram  and  55 
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Son^  Ld.,  who  deposed  that  of  White's  machines  they  had  sold  214  since  1893, 
at  a  price  of  about  2f),00OZ.  For  the  Respondents,  there  were  examined^ — 
John  Imray,  consulting  engineer  and  patent  agent ;  David  hohle  Bertram^ 
the  inventor  of  the  '*  Simplex  Strainer,"  and  acting  director  of  the  Respondents* 
5  firm  ;  Richard  Stanfield,  Professor  of  mechanical  engineering  and  applied 
mechanics  in  the  Heriot  Watt  College,  Edinburgh :  John  Wood,  agent  in 
Scotland  for  Charles  Oray  and  Sons,  steel  manufacturers,  SheflQeld  ;  David 
Thomson,  of  the  West  End  Engine  Works,  Edinburgh  ;  John  Tumhull,  jun., 
consulting  mechanical  engineer,  Glasgow ;  James  Birrell,  formerly  a  paper 
10  manufacturer  ;  and  Garmichciel  Young,  a  paper  machineman. 

The  parties  were  heard  on  the  evidence  on  the  30th  of  January  1897. 

At  the  close  of  the  argument,  the  Lord  Ordinary  (Lotv)  made  avizandum, 

and  advised  the  cause  on  the  :^ 0th  of  February,  finding  that  the  Complainer's 

patent  was  good,  and  that  the  Respondents  had  infringed  it.    His  Lordship's 

15  opinion,  which  will  be  found  ante  page  510,  was  substantially  adopted  by  the 

Appeal  Court. 

The  Respondents  reclaimed,  and  Counsel  were  heard  on  the  28th  of  May  and 
the  1st  and  2nd  of  June. 

Ure  and  John  Wilson  (instructed  by  Skene^  Edwards,  and  Oarson^  W.S.) 

20  for  the   Reclaimers  and   Respondents. — (1)    There  was  no    novelty  in    the 

Pursuer's  patent ;  his  invention  in  all  essential  particulars  had  been  anticipated 

by  Brodie's  patent.    Brodie's  patent  disclosed  the  idea  of  an  oscillating  vat 

moving  on  trunnions,  and  with  a  pulsating  diaphragm.    The  means  by  which 

it  was  made  to  pulsate  were  immaterial.    Mechanical  ingenuity  and  skill  used 

2o  in  the  adaptation  of  principles  were  sufdcient  to  warrant  a  patent,  but  if  the 

idea  was  so  simple  that  a  workman  told  to  do  it  could  obey  without  the 

application  of  mechanical  skill,  there  was  no  invention.    The  application  of 

well  understood  things  to  an  analogous  use  was  not  properly  the  subject  of  a 

patent.    Jf  Brodie's  patent  was  taken  into  account,  there  was  no  novelty  in  the 

30  Complainer's  invention — Harwood  v.   Oreat  Northern    Railway  Company, 

11  Clark's  (H.  L.)  Cases  6n4 ;  Saxhy  v.  Gloucester   Wagon  Company,  L.R., 

7  Q.B.D.  305  ;   Morgan  v.    Wiiidover,  7  R.P.C.  131 ;   Longbottom  v.  Shaw, 

8  R.P.C.  iVA  ;  Rose's  Patent  Company,  Ld.  v.  Braby  &  Co.,  Ld.,  9  R.P.C.  198. 

(2)  The  Complainer's    Specification  was  ambiguous.    It  was  impossible  to 
35  understand  what  was  the  position  of  the  rotating  shaft.    It  was  said  to  be 

situated  "  in  line  with  and  parallel  to  the  axis  on  which  the  vat  rocks."  This 
language  was  unintelligible  and  misleading.  The  terms  were  contradictory. 
Unless  clear  instructions  were  given,  the  Specification  was  of  no  value.  The 
patent  was  therefore  bad,  as  there  was  no  sufficient  discloEure  in  the  Specifica- 
40  i\ou— Bailey  v.  Roherton,  li.R.  3  App.  Cas.  1055 ;  Hutchison  v.  Patullo, 
5   R.P.C.  351;    Hinks  v.    Safety  Lighting  Company,  L.R.,  4  Ch.  D.  607. 

(3)  There  was  no  infringement  of  the  Complainer's  patent.  In  order  to  make 
the  Respondents'  patent  bad,  it  must  be  shown  that  the  difference  between  it 
and  the  Complainer's  was  a  mere  colourable  alteration.    But  the  Respondents' 

45  patent  imparted  a  perfectly  different  kind  of  motion  to  the  vat — an  intermittent 
tilting  motion  instead  of,  as  in  the  case  of  the  Complainer's  patent,  a  constant 
oscillating  motion.  The  result  was  a  great  improvement,  as  the  fibres  were 
deposited  in  the  side  channels  instead  of  being  washed  backwards  and  forwards 
over  the  plate — Dudgeon  v.  Thomson,  L.R.  3  App.  Cas.  53  ;  Stewart  and  Briggs 

50  V.  BeWs  Trustee,  11  R.  236  ;  Gwynne  v.  Drysdale  and  Co.,  2  R.P.C.  160  and 
3  R.P.C.  65 ;  Young  and  Bailey  v.  Hermand  Oil  Company,  9  R.P.C.  373 ; 
Clark  v.  Adie,  L.R.  2  App.  Cas.  315. 

The  Solicitor-General  {Dickson,  Q.C.),  Jameson,  and  Burnet  (instructed  by 
Lockhart  Thomson,  S.S.C.)  for  Complainer.— (1)  The  Complainer's  patent  was 

55  novel,  and ,  had  not  been  anticipated.    The  invention  of  the  Complainer  was 


\ 
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this,  that  he  OTercame  the  danger  of  the  combination  of  the  oscillating  motion 
of  the  Tat  and  the  upward  and  downward  motion  of  the  diaphragm  tearing 
lisnnder  the  diaphragm  from  the  vat.    This  idea  was' novel  and  nsefnL    It 
supplied  a  loug  felt  want,  and  the  machine  had  been  a  commercial  sncceas. 
Where  a  diflQculty  which  had  been  long  felt  was  overcome,  that  was  j>rtma/acitf  5 
evidence  that  the  solution  of  the  difficulty  was  the  result  of  ingenuity  and 
invention — Gosnell  v.  Bishop^  5  R.P.C.  J51.    There  had  been  no  anticipation. 
Brodie's  invention  was  totally  different  in  kind.    If  his  invention  had  been 
applied  to  any  ordinary  plate  strainer,  the  diaphragm   would    have    been 
destroyed.    His  vat  had  no  machinery  under  it.    Besides,  Brodie^s  invention   10 
was  an  abandoned  experiment,  and  had  never  been  put  to  public  use — Edison 
V.  Holland^  6  R.P.C.,  243,  judgments  of  Cotton,  L.J.,  page  277,  Lindley,  L.J^ 
page  283,  and  Bowen,  L.J.,  page  285  ;  Nelson  v.  Baird,  6  P.  51.    (2)  The  Speci- 
fication was  not  ambiguous.    "Parallel  to  "was  explanatory,  not  alternative. 
The  description  taken  along  with  the  Figures  was  fairly  made,  so  that  no  skilled  15 
workman  could  misunderstand  the  explanation,  or  fail  to  make  the  machine— 
Hinks  and  Son  v.  Safety  Lighting  Company,  L.R.  4  Ch.  D.  607  ;  Plimpton  ▼. 
SpLller,  L.R.  6  Ch.  D.  412  ;  Edison-Bell  Phonograph  Co^^poration,  Ld.  v.  Smilh 
and  Young,  11  R.P.C.  389  ;  judgment  of  Esher,  M.R.,  page  396.  QK)  The  Respon- 
dents' apparatus  was  an  infringement  of  the  Complainer's  patent.    The  Com-  20 
plainer's  Specification  stated  that  the  motion  of  the  vat  "  might  be  derived 
"  from  an  eccentric  or  cam,  which  last  can  be  shaped  to  give  whatever  motion 
"  may  be  found  best  in  practice."    This  covered  intermittent  motion  and  tilt. 
The  fundamental  idea  of  the  Complainer's  patent  was  the  rocking  of  the  vat 
without  damage  to  the  india-rubber  connected  with  the  pulsating  diaphragm.  25 
The  kind  of  motion  was  unimportant.     Besides,  in  the  case  of  Figure  6  in  the 
Complainer's  Specification,  when  the  vat  there  described  oscillated,  a  tilting 
motion  of   each  of   the  two  strainers  took  place  similar  to  the  tilt  of  the 
Respondents'  patented  apparatus. 

The  Court  made  avizandum  ;  and,  on  the  12th  of  June,  adhered  to  the  Lord  30 
Ordinary's  interlocutor. 

The  Lord  Justice  Clkrk.— The  Complainer  White  took  out  Letters  Patent 
about  five  years  ago  for  "  Improvements  in  apparatus  for  straining  paper  pulp," 
that  is,  pulp  for  the  making  of  paper.     By  this  suspension  and  interdict  he 
desires  to  have  the  Respondents  Bertrams,  Ld.,  interdicted  from  infringing  his  35 
patent. 

Prior  to  the  time  when  the  Complainer  published  his  invention,  the  strainers 
used  for  the  purpose  were  stationary,  and  special  means,  by  raking  or  brushing 
or  otherwise,  were  necessary  to  clear  away  the  coarser  parts  of  the  pulp  which 
remained  on  the  top  of  the  strainer.  There  was  also  a  revolving  strainer  in  use,  40 
but  it  was  highly  unsatisfactory  from  the  great  loss  of  stuff  in  using  it.  The 
Coinplainer  introduced,  for  the  first  time  in  practice,  a  swaying  motion  of  the 
strainer  from  side  to  side,  by  which  a  rush  of  the  material  was  caused,  having 
the  effect  of  washing  the  plates  of  the  strainer,  thus  enabling  the  fine  pulp 
suitable  for  making  paper  to  pass  freely  through  the  strainer,  and  clearing  off  45 
the  refuse  pulp  into  channels  at  side  of  the  strainer  frame.  In  flat  strainers, 
the  floor  or  bottom  of  the  strainer  is  held  up  by  sides  of  india-rubber,  thns 
forming  a  kind  of  bellows  arrangement,  and  by  mechanical  means  this 
diaphragm  floor  is  made  to  pulsate  up  and  down  for  the  purpose  of  cansing  the 
pulp  on  the  strainer  to  be  kept  in  motion  in  the  plits  of  the  strainer  to  aid  the  50 
separation  of  the  fine  or  good  pulp  from  the  refuse  and  keep  the  strainer  from 
clogging.  The  arrangement  of  the  Complainer  was  for  the  purpose  of  enabling 
the  oscillating  or  swaying  motion  of  the  strainer  to  be  carried  on  simnltaneonaly 
with  the  pulsating  of  the  diaphragm  floor  without  the  machinery  commnnicatiDg 
the  motion  causing  any  wrenching  or  straining  of  the  appuutns.    This  the  55 
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Complaiaer  #$^ted  by  supporting  the  strainer  Tat  by  journals  fixed  in 
downward  extensions  of  the  ends  of  the  yat,  these  journals  resting  in  a  fixed 
bed  frame,  while,  by  a  connecting  rod  to  a  suitable  motive  power  (the  machine 
working  by  a  crank  pin  or  an  eccentric  or  a  cam),  whatever  motion  was  found 
5  to  be  best  in  practice  can  be  communicated  to  the  vat. 

In  order  that  the  machinery  for  pulsating  the  diaphragm  might  work 
satisfactorily,  notwithstanding  that  the  straining  vat  was  kept  swaying  from 
side  to  side,  rods  were  attached  by  small  throw  cranks  to  a  shaft  situated  below 
the  vat  in  line  with,  or  parallel  to,  the  axis  on  which  the  vat  swayed,  so  that 

10  the  rods  could  follow  the  motion  of  the  vat  and  so  communicate  the  pulsating 
motion  to  the  diaphragm  without  interfering  with  the  swaying  motion  or 
causing  strains  to  the  apparatus. 

The  claim  of  the  Complainer  in  his  patent  was  for  his  mode  of  ^'  imparting  an 
''oscillating  or  rocking  motion"  to  the  vat  when  in  use  with  a  pulsating 

15  diaphragm. 

That  the  machine  thus  published  was  a  success  as  an  improvement  on 
previously  existing  machines  is  conclusively  proved.  No  better  proof  could  be 
given  than  this  :  that  in  four  years  214  machines,  to  a  value  of  about  25^0002., 
have  been  sold,  the  sale  having  increased  from  35  in  18^3,  the  first  year,  to  87 

80  in  1896,  the  fourth  year/ 

The  Respondents  resist  the  granting  of  an  interdict  on  various  grounds. 
They  attack  the  patent  on  the  grounds  that  it  does  not  set  forth  the  invention 
clearly  ;  that  what  is  set  forth  is  not  new  ;  that  it  does  not  distinguish  between 
what  is  new  and  old  ;  that  there  is  no  ingenuity  or  invention.    They  further 

25  maintain  that,  presuming  the  patent  to  be  good,  what  they  have  done  is  not  an 
infringement. 

I  cannot  see  any  ground  for  the  first  contention.  The  Specification 
seems  to  me  to  be  clear  and  explicit,  and  indeed,  in  the  argument,  it  was  only 
impugned  in  one  particular,  namely,  that  it  set  forth  that  the  shaft  for  working 

30  the  diaphragm  was  described  as  l>eing  either  ''  in  line  with,  or  parallel  to,"  the 
axis  of  the  vat.  This  latter  alternative,  it  was  said,  might  mean  parallel  to  in  a 
horizontal  line,  and  that  if  the  machine  was  so  constracted  it  would  not  work 
practically,  as  the  diaphragm  would  be  subject  to  strains. 

The  Lord  Ordinary,  in  his  note,  speaks  of  the  two  expressions  as  meaning 

35  the  same  thing.  I  cannot  say  that  I  agree  with  that  view.  I  think  they  are 
alternative — ^the  "  parallel  to  "  meaning  "  parallel  to  in  a  vertical  line."  But  I 
think  the  ground  is  taken  from  below  the  Respondent's  case  on  this  point  by 
the  evidence  of  his  own  skilled  witness,  Mr.  Imray^  who  says  that  "  no  person 
**  would  think  of  putting  the  rotating  shaft  horizontally  parallel  to  the  other  "  ; 

40  and  when  the  Figure  appended  to  the  Specification  is  put  to  him  as  making  it 
clear  that  that  was  meant,  and  what  any  sensible  workman  would  take  it  to 
mean,  he  says,  quite  distinctly,  "  I  do  not  say  it  misleads  you  at  all."  But  the 
Respondents  contend  that  what  the  Complainer  has  done  is  not  new.  They 
found  on  a  strainer  for  which  one  Brodie  took  out  a  provisional  protection  a 

45  good  many  years  ago,  as  an  anticipation.  It  is  true  that  he  describes  a  strainer 
which  is  to  be  rocked  ;  but  I  think  that  what  he  proposed  to  do  was  something 
different  from  what  is  done  in  the  Complainer's  machine.  He  only  proposed 
to  support  the  strainer  on  a  rocking  axle,  and  to  cause  each  side  of  it  to  rise  and 
fell  alternately.    There  was  no  swaying  of  the  whole  straining  vat  from  one 

50  side  to  the  other,  throwing  out  the  refuse  into  channels  at  either  side.  In  these 

respects  the  Complainer's  machine  is  quite  different  from  Brodie's^  and  the 

evidence  satisfies   me  that   the   differences  are  essential  novelties  and  are 

effective,  whereas  Brodie^s  machine  never  came  to  anything  effective  at  all. 

The  Respondents  further  say  that  the  Complainer's  Specification  does  not 

55  distinguish  between  what  is  new  and  what  is  old.    This  criticism  does  not 
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appear  to  me  to  be  well  founded.  I  think  the  claim  is  well  drawn  to  express 
what  was  new,  namely,  the  use  of  a  strainer  in  a  swaying  motion  through  the 
arc  of  a  circle,  in  combination  with  the  application  of  the  usual  pulsating 
motion  to  the  diaphragm. 

Then  it  is  said  that  the  arrangement  made  by  the  Complainer  did  not  require  5 
any  ingenuity  or  inventive  power  to  develop  it,  and  has  no  merit.  This 
objection  also  seems  to  me  to  be  unfonnded.  What  the  Complainer  accom- 
plished successfully  may  have  been  done  by  simple  mechanical  expedients, 
but  it  was  a  solution  of  a  difficulty  which  had  not  been  solved  before,  and 
effected  a  very  substantial  improvement  in  a  manufacture  in  which,  up  to  that  10 
time,  although  inventive  minds  had  been  at  work,  they  had  been  unable  to  find 
a  mode  of  getting  over  their  difficulties. 

Lastly,  the  Respondents  maintain  that  what  they  have  been  doing  is  not  an 
infringement  of  the  Complainer's  patent.    They  say  that  their  machine  differs 
from  the  Complainer's  in  this,  that  it  sways  only  from  the  horizontal  position  15 
of  the  strainer  to  a  sloping  position  and  back  again.    What  they  do  is,  in  short, 
to  do  to  one  side  only  what  the  Complainer  does  to  both.    That,  I  have  no  , 

doubt,  is  an  infringement.    It  is  a  similar  action  to  produce  a  similar  result, — by  | 

swaying  the  strainer  to  wash  off  and  remove  the  refuse  that  will  not  pass  { 

through.  80 

Further,  I  think  that  one  of  the  forms  which  the  Complainer  gives  for  the 
working  of  this  swaying  vat  produces  an  action  practically  the  same  as  the 
Respondents\  For  in  one  form  the  strainer  has  a  division  across  it.  The 
result  of  that  is,  that  each  half  of  the  strainer  acts  in  turn  as  the  Respondents' 
does — it  sways  from  the  horizontal  and  back  again,  being  thus  just  two  of  the  85  I 

Respondents'  strainers  side  by  side  and  working  from  the  same  axle.  ' 

In  my  opinion,  the  conclusion  at  which  the  Lord  Ordinary  has  arrived  is  I 

right,  and  I  would  move  your  Lordships  to  affirm  his  judgment.  ' 

Lord  Young,  Lord  Traynbr,  and  Lord  Moncrbipf  concurred. 
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lisi  THK  Court  op  Appeal. 

Before  Lords  Justices  Lindlby,  Lopes,  and  Chitty. 

July  20th  and  26th,  1897. 

Yates  v.  Armstrong. 

5  In  the  Matter  op  Armstrong's  Patent. 

Patent.— Action  for  infringement. — Anticipation. — Priar  user, — Patent  in- 
valid.— Petition  for  revocation. — Application  for  leave  to  apply  to  amend 
Specification, — Application  refused, — Patent  revoked. — Appeal. — Stay  of  pro- 
ceedings.— Patents,  Ac,  Act,  1883,  Sections  18  and  19,  and  Patent  Rules,  1890, 

10  rr.  74  and  80, 

T.,  the  owner  of  a  patent  for  improvements  in  screw  propellers,  the  essence 
of  which  consisted  in  fm^ming  the  blades  of  a  double  curve,  brought  this 
action  for  infringement  against  A.,  and  also  presented  a  petition  for  revoca- 
tion of  a  subsequent  patent  of  A.  for  improvements  in  propelling  apparatus 

15  for  ships  or  vessels,  alleging  that  such  apparatus  was  a  colourable  imitation 
of  the  Plaintiff's  invention.  The  Defendant  denied  the  validity  of  the  Plaintiff^ s 
patent,  infringement,  and  that  his  apparatus  was  a  colourable  imitation,  and 
alleged  that  the  Plaintiff^s  invention  was  not  new,  and  had  been  previously 
published  by  prior  Specifications  and  prior  user.    At  the  hearing,  the  Defendant 

20  applied  for  leave  to  make  an  application  to  amend  his  Specification. 

Held,  by  Kekewich,  J,,  in  the  action,  that  the  Plaintiff*s  invention  was 
anticipated  by  a  blade  unth  a  double  curve  (^though  the  curve  was  slightly 
different)  made  under  a  prior  Specification,  and  judgment  was  given  for  the 
Defendant,  unth  costs. 

25  Held,  by  Kekewich,  J.,  on  the  petition,  that  the  Defendant's  patent,  even  if 
amended,  would  be  clearly  anticipated  by  the  Plaintiff^s  patent,  and  leave  to 
apply  for  amendment  was  refused,  and  the  patent  was  revoked,  but  a  stay  of  the 
order  granted  if  the  Defendant  appealed. 

The  Plaintiff  in  the  action  and  the  Respondent  to  the  petition  both  appealed. 

30      On  the  hearing  of  appeals,  both  decisions  o/ Kekewich,  J.,  were  affirmed,  and 

*both  appeals  were  dismiss^,  the  costs  of  the  appeals  to  be  set  off;  but  on  the 

application  of  the  Defendant  a  stay  of  proceedings  was  directed  in  the  event  of 

an  appeal. 

Section  19  of  the  Patents,  Jkc.  Act,  1883,  gives  a  discretion  to  the  Judge  who 

35  hears  tlie  a4)tion  or  tries  the  petition,  and  the  Court  of  Appeal  will  not  interfere 
unth  the  exercise  of  such  discretion. 

Where  on  a  petition  for  revocation  of  a  pcUent  an  order  for  revocation  is 
made,  the  Court  can  stay  execution  of  the  order  pending  an  appeal,  unless  it 
clearly  be  wrongly  exercised. 
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On  the  25th  of  July  1883,  a  patent  (No.  14,323  of  1893)  waa  granted  to  Jos^h 
Yates  for  an  invention  of  **  Improvements  in  screw  propellers."  The  Complete 
Specification  stated  as  follows  : — 

"  The  improvements  in  propellers  according  to  this  invention  refer  to  the  use 
<*  of  a  kind  of  double  curved  blade  which  may  have  a  flange  on  the  top  edge  of  5 
^^  the  blade  :  and  will  be  best  understood  by  describing  the  same  with  aid  of 

"  the  accompanying  drawings •    •    .    . 

**  The  blades  A  are  formed  with  a  double  curve,  or  as  a  drawn  out  S  di*^P®» 
"  best  seen  at  Fig.  2,  and  are  preferred  to  be  the  same  width  from  top  to  bottom. 
^'  The  top  edge  of  the  end  of  the  blades  is  preferred  to  be  made  with  a  side  10 
**  projecting  flange  B,  best  seen  at  Fig.  3,  to  prevent  slip  of  the  water.  A 
"  propeller  according  to  this  invention  may  be  made  with  any  desired  number 
'^  of  blades,  but  I  Have  found  three  to  give  the  best  results. 

"  Having  now  particularly  described  and  ascertained  the  nature  of  this  inven- 
'^  tion  and  in  what  manner  the  same  is  to  be  performed,  I  declare  that  what  I  15 
"  claim  is  : — 1.  In  a  screw  propeller,  forming  the  blades  of  a  double  curve, 
"  substantially  as  described  and  illustrated  by  the  accompanying  drawings. 
**  2.  In  a  screw  propeller,  forming  a  flange  on  the  top  of  the  end  of  the  blade  as  . 
"  shown  at  B  in  the  accompanying  drawings.  3.  A  screw  propeller  constructed 
"  as  hereinbefore  described  and  illustrated  by  the  accompanying  drawings.'*        20 

On  the  3rd  of  October  1894,  a  patent  (No.  18,719  of  1894)  was  granted  to 
Thomas  Armstrong  for  an  invention  of  "  Improvements  in  propelling  apparatus 
**  for  ships  er  vessels."    The  Complete  Specification  stated  as  follows  : — 

*^  This  invention  relates  to  propelling  apparatus  for  ships  or  vessels  and  has 
**  for  its  object  an  improved  rotary  propeller  furnished  with  one  two  or  more  25 
'<  blades  of  novel  design  and  possessing  greater  power  than  propeller  blades 
**'  constructed  as  heretofore. 

♦*  According  to  my  invention  each  blade  is  formed  by  the  union  or  combination 
*♦  of  two  segments  or  sections  of  a  hollow  cylinder,  or  of  two  curved  segments 
**  or  sections  which  approximate  to  those  of  a  cylinder.  The  two  parts  of  the  30 
♦*  blade  are  curved  in  reverse  directions  and  may  be  united  directly  or  by  an 
*'  intermediate  piece  which  may  be  straight  or  curved.  The  curved  s^no^ents 
**  or  sections  may  be  of  the  same  or  of  different  areas.  They  are  proportioned 
"  and  their  peripheries  are  shaped  to  suit  the  vessel  to  which  the  propeller  is 

/*  to  be  applied. 35 

''  A  is  the  propeller  blade,  B  is  the  hub.  The  blade  A  in  Figure  1  is  made 
**  up  of  two  reversely  curved  sections  or  segments  of  a  hollow  cylinder  united 
^  along  the  line  6,  6.  The  character  of  the  blade  is  clearly  in^dieated  by  the 
^<  several  sections  Figures  2  to  7.  The  blade  shown  in  Figure  8  consists  of 
"  reversely  curved  sections  or  segments  of  a  cylinder,  (one  on  the  left  of  the  40 
^  dotted  line  marked  x^  and  the  other  on  the  right  of  the  dotted  line  marked  y) 
^  united  by  a  triangular  shaped  piece  of  blade  enclosed  between  the  dotted 
^'  lines  rp,  y  which  piece  may  be  straight  or  curved  in  transverse  section.  The 
^  shape  and  relative  size  of  the  central  uniting  piece  may  be  varied.  The  shape 
^  of  this  blade  is  clearly  indicated  by  the  sections  Figures  9  to  13.  In  my  45 
<<  improved  blade  one  segment  or  section  of  cylinder  represents  the  forward  or 
^  leading  half  or  part  of  the  blade  and  the  other  section  the  following  or  ^er 
**  part  of  the  blade. 

'*  The  propeller  may  be  made  by  casting  or  forging  the  same  in  one  piece  or 
**  in  two  or  more  sections.  The  several  blades  may  be  detachable  from  the  hub  50 
^  or  boss,  and  may  be  rigidly  afBxed  there  or  adjustable  thereon  by  any  suitable 
^^  means  in  grooves  or  otherwise.  The  blades  may  be  attached  in  any  position 
^  and  at  any  angle  inclination  or  degree  as  may  be  deemed  ezpement  or 
^<  advantageous  and  they  may  be  of  any  or  varying  thickness  and  strengthened 
^^  at  the  point  of  attachment  as  desired^  '55 
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^  My  improved  propeller  is  capable  of  efficiently  moving  ships  or  vessels 
"  ahead  and  astern  or  otherwise. 

^  In  a  modification  of  my  invention  instead  of  making  the  blade  from  sections 
^'  or  segments  of  a  cylinder,  I  make  it  from  sections  or  segments  of  a  tapering 
5  "  tube  or  hollow  cone. 

"  Having  now  particularly  described  and  ascertained  the  nature  of  my  said 
**  invention,  and  in  what  manner  the  same  is  to  be  performed,  I  delare  that 
"  what  I  claim  is  : — 1.  A  propeller  blade  formed  by  uniting  a  segment  of  a 
"  hollow  cylinder  or  of  a  tapering  tube  or  cone  or  of  a  surface  approximating 
10  "  to  the  cylindrical,  with  a  like  segment  but  having  a  curvature  in  the  reverse 
"  direction,  substantially  as  described.  2.  A  propeller  blade  formed  of  two 
"  segments  of  a  hollow  cylinder  or  of  an  approximate  cylinder  or  of  a  taper 
"  tube  or  cone  united  by  a  centre  piece  which  may  be  straight  or  curved,  the 
**  said  segments  being  curved  in  reverse  directions,  and  having  the  same  or 
15  **  different  areas,  substantially  as  described." 

On  the  27th  of  February  1896,  J.  Yatea  commenced  an  action  against  Thomas 
Armstrong  and  The  Armstrong  Propeller  Company^  Ld.^  for  infringement  of 
the  patent  of  1893,  claiming  the  usual  relief. 

By  his  claim  the  Plaintiff  alleged  that  (3)  he  had,  since  obtaining  provisional 

20  protection,  manufactured  and  used  screw  propellers  constructed  according  to 

his  invention,  and  the  same  had  been  shown  to  possess  great  advantages  over 

other  forms,  and  to  be  of  great  practical  utility  ;  (4)  in  the  summer  of  1894  the 

Plaintiff,  being  anxious  to  induce  shipowners  and  shipbuilders  to  use  screw 

propellers  constructed  according  to  his  invention  on  their  ships,  was  introduced 

25  to  the  Defendant  T.  Armstrong^  and  then  left  a  model  of  his  screw  propeller 

at  the  offices  of  the  said  Defendant,  where  it  remained  for  three  weeks. 

N^otiations  were  opened  by  the  said  Defendant  with  the  object  of  inducing 

the  Plaintiff  to  join  in  a  syndicate  for  the  purchase  and  working  of  his  said 

invention,  but  such  negotiations  came  to  nothing.    (5)  On  the  3rd  of  October 

30  1894,  the  said  Defendant  obtained  provisional  protection  (No.  18,719  of  1894) 

in  respect  of  an  alleged  invention  of  ^  Improvements  in  propelling  apparatus 

^  for  ships  or  vessels,"  and  had  since  filed  a  Complete  Specification,  which  was 

accepted  on  the  28th  of  September  1895,  and  Letters  Patent  had  been  granted  to 

him.    (6)  The  said  Defendant's  alleged  invention  was  copied  from,  or  was  a 

35  colourable  imitatfon  of  the  Plaintiff's  invention,  and  the  said  Defendant  was  not 

the  true  and  first  inventor  of  such  invention,  and  the  Letters  Patent  granted  to 

him  were  obtained  in  firaud  of  the  rights  of  the  Plaintiff,  who  was  the  true 

inventor.    (7)  The  Defendant  Company  claimed  to  be  interested  in  the  patent 

granted  to  the  Defendant  Armstrong.     (8)   The  Plaintiff  had  presented  a 

40  petition  for  the  revocation  of  Armstrong's  patent.    (9)  The  Defendants  were 

manufacturing  and  selling  screw  propellers  or  propelling  apparatus  for  ships  or 

vessels  made  according  to,  or  in  colourable  imitation  of,  the  screw  propeller 

described  in  the  Plaintiff^s  patent,  and  were  thereby  infringing  the  Plaintiff's 

patent. 

to      The  amended  Ptoticulars  of  Breaches  complained  of  were  (1)  that  the  invention 

claimed  by  the  Defenduit's  said  patent  was  the  same,  or  a  colourable  imitation 

of  the  Plaintiff's  invention,  and  infringed  Claims  1  and  3  of  the  Plaintiff's 

Specification.     (2)  The  Defendants  had,  in    1895  and   1896,  infringed  the 

Plaintiff's  patent  by  the  manufacture  and  sale  of  screw  propellers  and  propelling 

to  apparatus  for  ships,  made  substantially  in  accordance  with  the  Plaintiff^s 

invention  described  in  his  Specification,  and  claimed  in  Claims  1  and  2,  such 

propellers  or  propelling  apparatus  having  blades  formed  with  a  double  curve 

substantially  as  described  and  illustrated  by  the  drawing  accompanying  the 

Plaintiff's  Specification.    (3)  In  particular,  the  Plaintiff  complained  of  the  sale 

85  of^a  propeller  by  the  Defendants,  to  The  Qetieral  Steam  Navigation  Company ^ 

3  N 
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and  of  the  ase  of  a  propeller  upon  a  tug  by  the  Defendants  on  the  BiTor 
Thames. 

The  Defendants  denied  the  validity  of  the  Plaintiffs  patent,  infringement, 
and  the  truth  of  the  allegations  contained  in  paragraphs  3, 4,  and  6  of  the  cMm. 

The  Particulars  of  Objections  relied  on  by  the  Defendants  were  as  follows  : —  5 
(1)  The  Plaintiff's  invention  was  not  usef  al,  and  propellers  made  according  to 
the  said  invention  were  less  usef al  than  any  of  the  varloas  forms  of  propeUers 
now  in  common  ase.    (2)  The  Plaintiff's  invention  was  not  new,  but  had  been 
published  by  (a)  A.  Vogelsang's  Specification,  No.  452  of  1887,  Figure  5,  and 
page  2,  lines  27-34 ;  (b)  T.  Armstrong's  Specification,  No.  1867  of  1893,  the  10 
whole  relied  on  ;  {p)A.  D.  Hall  and  G.  £.  Sloan's  Specification,  No.  8321  of 
1893,  the  whole  relied  on.    (3)  The  said  alleged  invention  was  published  by 
the  manufacture  and  publication  of  a  propeller  sabstantially  the  same  as  thoee 
claimed  in  the  Plaintiff's  Specification  by  the  Defendant  Armstrong  between 
September  1892  and  September  1894.    (4)  The  Plaintiff  was  not  the  true  and  15 
first  inventor  of  the  alleged  invention,  and  was  not  the  proprietor  of  any 
exclusive  rights  in  respect  of  the  said  patent,  inasmuch  as  Letters  Patent  for 
the  same  invention  had  been  granted  to  the  following  persons  previously — (The 
Defendants  relied  in  support  of  this  plea  on  Section  26  (3)  of  the  Patents,  Ac. 
Act,  1883)  :— (a)  /.  B.  Murray's  Specification,  No.  5650  of  1893,  the  drawing,  20 
and  page  2,  lines  34-38,  relied  on  ;  {b)  T.  Armstrong's  Specification,  No.  9272 
of  1893,  the  whole  relied  on. 

The  Plaintiff  also  presented  a  petition  for  the  revocation  of  T.  Armstrong's 
patent  (No.  18,719  of  1894),  whereby  he  stated  (1)  that  he  was  an  engineer  and 
had  devoted  considerable  time  and  trouble  in  experimenting  as  to  the  most  25 
perfect  and  suitable  form  of  screw  propeller  for  ships  and  other  vessels,  having 
special  regard  to  the  ease  with  which  such  ships  and  vessels  could  be  brought 
to  a  dead  stop,  or  could  be  turned  round,  and  to  the  backing  power  and 
handiness  of  helm  of  such  ships  and  vessels,  as  well  as  to  their  power  of  going 


ahead ;  (2)  the  grant  of  his  (the  Plaintiff's)  patent ;  paragraphs  (3),  (4),  (5),  30 
r6),  (7),  and  (8)  of  the  petition  were  the  same  as  paragraphs  (3),  (4),  (5), 
(6),  and  (7)  oi  the  Statement  of  Claim,  with  additional  statements  thai 
*'  T.  Armstrong  had,  in  1893,  applied  for  Letters  Patent  in  respect  of  four 
'<  inventions,  all  having  the  same  object  as  the  Plaintiff's,  but  none  of  which 
**  had  been  shown  to  be  of  any  practical  utility,"  and  that  4'  the  Petititioner  35 
**  was  the  true  inventor  of  the  invention  included  in  the  claim  of  21  Ann- 
*^  strong^  and  had  publicly  manufactured  and  used,  before  the  date  of 
"  Armstrong's  patent,  a  screw-propelling  apparatus  claimed  by  Armstrong  as 
"  his  invention." 

The  trial  of  the  action  and  the  petition  for  revocation  came  on  for  hearing  on  ^ 
the  16th  of  July  1896,  before  Eeebwich,  «7.,  who  dismissed  the  action,  with 
costs,  on  the  ground  that  the  patent  was  anticipated  by  a  blade  with  a  double 
curve  made  under  a  prior  Specification,  namely,  ArmsU'xmg's  Specificatioii 
(No.  18S7  of  1893),  a  model  of  which  was  exhibited  before  the  date  of  the 
Plaintiff's  patent.    At  the  hearing  of  the  petition,  the  Respondents  admitted  ^ 
that  Claim  1  of  Armstrong's  patent  (No.  18,719  of  1894)  could  not  be  supported, 
and  asked  for  leave  to  apply  to  disclaim.    Kekewichy  «J .,  refused  leave,  on  the 
ground  that  he  was  not  satisfied  that  any  disclaimer  could  make  the  patent 
good,  and  the  patent  was  revoked,  with  costs,  the  costs  to  be  set  off  againot 
those  of  the  action,  execution  of  the  order  for  revocation  being  stayed  pending  ^ 
an  appeal.*    The  Plaintiff  in  the  action  appealed,  and  the  Respondent  to  Uie 
petition  also  appealed. 

Warmington^  Q.O.,  Ingpen^  and  Drury  (instructed  by  S.  R.  Letd^fori) 

•  See  Report,  UBJXI.  6QL 
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appeared  for  the  Plaintiff ;  J.  O.  Graham  and  J.  W.  Gordon  (instnicted  by 
W.  Tyndale  Moore)  appeared  for  the  Defendant. 
The  appeal  in  the  action  was  first  heard. 

Warmington,  Q.C.,  for  the  Plaintiff.— According  to  the  evidence,  the  merit 
5  of  the  invention  is  the  double  curve  the  propeller  presents  to  the  water.  [The 
Specification  was  read.]  Claims  1  and  3  are  the  same  in  different  language. 
There  is  nothing  new  in  a  fiange,  and  if  Claim  2  had  to  be  read  as  an  in- 
dependent claim  for  a  fiange  to  any  blade,  it  would  be  bad.  But  it  is  only  a 
subordinate  claim.    As  to  utility,  Yates*  invention  was  actually  used  at  the 

10  end  of  1893.  Infringement  was  proved  by  the  evidence  of  the  Defendant, 
who  was  called  by  the  Plaintiff.  Armstrong's  patent  is  clearly  a  repetition  of 
the  Plaintiff's  patent.  The  substantial  question  is  the  validity  of  Yates* 
jKitent,  which  was  held  to  be  invalid  by  reason  of  prior  user  of  the  model 
alleged  to  be  shown  in  1892.    I  submit  (1)  that  it  was  not  so  shown  ;  (2)  that 

15  it  was  not  an  anticipation.  In  the  Plaintiff's  patent  you  get  the  same  power 
for  going  astern.  [Chitty,  LJ, — It  is  not  confined  to  any  particular  double 
curve.]  The  model  was  a  model  of  a  patent  taken  out  by  the  Defendant 
subsequently  to  ours.  It  was  No.  22,019  of  1893,  not,  as  alleged,  No.  1867  of 
1893.    It  was  said  to  be  exhibited  in  September  1892.    I  submit  that  anticipa- 

20  tion  was  not  shown. 

The  Counsel  for  the  Defendants  in  the  action  were  not  called  on. 
LiNDLET,  L.J, — I  do  not  think  we  need  hear  the  other  side  on  this  part  of 
the  case. 

It  strikes  me  that,  after  the  evidence  of  the  Defendant,  it  is  impossible  to  say 

25  that  this  patent  of  Mr.  Yates  was  not  anticipated.  I  will  describe  it  shortly  as 
a  patent  for  the  blades  of  a  screw  made  wiih  a  double  curve  as  shown.  I  am 
not  going  into  the  fiange  question,  which  I  do  not  think  arises.  Without  saying 
more,  the  Defendant,  who,  of  course,  is  a  very  interested  witness,  and  a  hostile 
witness  in  the  sense  that  the  Judge  looked  upon  him  to  be  so,  and  in  the  sense 

30  that  he  was  so  treated  by  the  Plaintiff's  Counsel,  produces  this  thing  [referring 
to  model],  and  says  that  that  was  used  and  exhibited  (I  will  not  use  the  word 
"  published  ")  in  1892,  which  is  before  the  date  of  the  Provisional  Specification 
of  Mr.  Yates*  patent.  If  that  is  true,  there  is  an  end  of  Yates*  patent.  Un- 
questionably, there  was  a  good  deal  of  hesitation  and  obscurity,  and  a  little 

35  shuffling  about  the  Defendant's  patents  of  the  27th  of  January  18.»3  and  the 
I7th  of  November  1893,  but,  after  all,  the  question  comes  back  to  this — ^was  this 
exhibited  and  used  in  1892  ?  Mr.  Justice  Kbkewioh  says  that  was  so.  I 
think  I  should  have  drawn  the  same  inference  that  the  learned  Judge  did, 
notwithstanding  the  unsatisfactory  backward  and  forward  statements  about 

40  those  two  subsequent  patents.  He  could  not  disbelieve  the  fact  that  this 
thing  was  used  and  exhibited  ;  and,  if  so,  there  is  an  end  to  the  case.  This 
certainly  shows  the  double  curve,  which  is  the  essence  of  Yates*  patent.  If 
Yates  wanted  to  support  a  patent  for  the  double  curve  after  that,  it  would  be 
very  difficult  to  do.    It  might  possibly  have  been  done  if  he  had  been  fortunate 

45  enough  to  find  out  of  all  double  curves  one  in  particular  that  was  best,  and 
had  taken  ont  a  patent  for  that  particular  double  curve,  defining  it  in  a 
mathematical  way. 

Without  considering  the  Specification,  and  without  going  into  the  question 
of  the  flange,  there  is  an  end  of  Yates'  patent,  therefore  that  appeal  must  be 

50  dismissed,  and  dismissed  with  costs. 

LOPBS,  L,J. — I  am  of  the  same  opinion.  Two  questions  are  raised  in  this 
case  :  one  infringement,  and  the  other  whether  Yates'  patent  was  anticipated. 
With  regard  to  infringement,  that  is  really  disposed  of  by  the  Defendant 
himself.    Therefore,  there  is  an  end  to  that.    With  regard  to  anticipation,  that 

55  seems  to  me  all  to  torn  on  thin  model.    The  essenoe  of  Yates*  patent,  a«  I 
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understand,  is  a  double  curve.  It  is  said  that  that  was  anticipated  by  the  model. 
If  that  model  was  exhibited  in  the  way  described,  I  think  there  can  be  no 
question  that  it  was  an  anticipation.  It  is  said  that  there  was  a  mistake  in 
regard  to  its  being  exhibited — that  it  was  not  exhibited  in  18'J2  as  described. 
In  his  evidence,  the  Defendant  distinctly  says  it  was  exhibited,  and  that  it  was  5 
used  in  a  launch  with  success.  Then  it  is  suggested  that  it  was^  very 
extraordinary  to  take  out  a  patent  afterwards.  It  seems  to  me  that  that  is  not 
so  extraordinary,  because  he  may  still  have  taken  out  a  patent  subsequently  and 
made  certain  variations.  There  is  the  oath  of  Mr.  Armstrong  that  he  did 
exhibit  this  model.  As  against  that,  there  is  nothing  except  surmise  and  10 
comment.  I  think  the  learned  Judge,  under  the  circumstances,  was  compelled 
to  adopt,  as  he  did,  the  story  told  by  Mr,  Armstrong.  I  think  the  appeal 
falls. 

Chittt,  Z.J.— The  question  of  the  validity  of  Fa(<58*  patent  depends  entirely 
upon  a  point  of  fact.    The  question  is  whether  this  model  was  or  was  not  15 
exhibited  before  Yates'*  patent.    It  is  said  by  Arm^strong^  who  is  no  doubt  an 
interested  witness,  to  have  been  made,  exhibited,  and  used  in  a  public  manner 
in  1892.    There  were  certain  observations  made  upon  Armstrong's  testimony. 
They  were  made  to  us,  and  I  have  no  doubt  they  were  made  to  Mr.  Justice 
Kekbwigh  from  the  manner  in  which  he  framed  his  judgment;   but  Mr.  20 
Justice  Kbk^wich  has  accepted  the  substance  of  Armstrong's  statement,  and 
we  have  not  the  opportunity,  on  any  reasonable  ground,  for  reviewing  his 
opinion  upon  such  a  question  as  that.    Observations  might  have  been  made, 
and  probably  were  made,  but  we  cannot  say,  in  my  opinion,  that  Mr.  Justice 
Kbkbwioh  came  to  the  wrong  conclusion  on  this  point  of  fact.    I  pursue  that  25 
matter  no  further ;  but  I  add,  in  regard  to  Tates'  patent,  that  he  does  not  claim 
to  have  invented  a  propeller,  the  blades  of  which  are  in  the  form  of  a  double 
curve  of  any  specific  character.    The  invention  for  which  he  has  obtained  a 
patent  sweeps  up  all  double  curves.     If  he  had  invented  some  double  curve  of 
a  very  special  form — I  am  not  satisfied  that  he  could  have  done  it,  but  it  may  30 
be  that  he  could — ^and  had  taken  out  a  patent  for  it,  the  question  would  have 
stood  differently.    His  patent  includes,  upon  the  true  construction,  double 
curves  in  the  general  nature  of  an  S  o^  ^^7  form. 

The  Appeal  in  the  Petition  for  revocation  was  then  heard. 

Oraham  and  Gordon  for  the  Appellant.— -We  admit  that  the  patent  as  it  35 
now  stands  is  bad,  but  we  applied  for  leave  to  go  to  the  Patent  OflBce  to  make 
it  good.    Claim  2  is  good  ;  it  includes  the  flat  piece  in  tie  centre.    We  applied 
under  Section  19  of  the  Patents,  &c.  Act,  1883,    There  was  no  evidence  as  to 
whether  our  patent  could  be  made  good.    There  is  no  necessity  for  the  Patentee 
to  say  what  amendment  he  wants.    The  discretion  of  allowing  it  is  in  the  40 
Comptroller.    We  want  to  disclaim  Claim  1.    We  rely  on  Re  DellwiWs  Patent^ 
V6  R.P.C.  591,  and  at  pages  598  and  599.  [Chittt,  LJ.—l  never  said  that  I  had 
no  discretion  at  all  as  to  giving  leave.    Under  the  section  the  Court  has  a 
discretion.     In  that  case,  the  other  side  wanted  to  tie  the  Respondents  down  to 
their  amendments,  and  try  the  question  then  and  there.]    Our  patent  was  not  45 
litigated  ;  we  had  no  opportunity  of  calling  avidence  to  show  the  validity  of    * 
our  patent,  or  what  its  merits  are.     In  Gaulard  v.  Oibbs^  5  R.P.C.  189,  the 
leave  given  was  general.    Section  19  is  not  so  wide  as  Section  18  ;  only  dis- 
Qlaimer  is  allowed.    We  wanted  only  to  disclaim  part  of  Claim  1.    We  ask  not 
to  be  bound  to  disclaim  the  whole  of  Claim  1.    We  cannot  give  evidence  as  to  50 
Claim  2  until  the  amendment  is  made.    Claim  2,  if  limited  to  a  straight  centre- 
piece, would  be  a  good  claim.    Re  Dellwik's  Patent  shows  that  it  is  sufficient 
to  show  that  the  application  is  not  trumpery  or  trifling.    [CHITTT,  L-J. — ^No. 
I  did  not  say  that.]     Section  19  meets  the  casus  omissus  of  Section  18  (10), 
The  procedure,  after  leave  is  given,  is  under  Section  18,    We  can  do  all  we  55 
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want  by  disclaimer.  The  real  invention  was  the  introduction  of  the  inter- 
mediate straight  piece.  The  subject-matter  as  corrected  must  be  found  in  the 
claim  as  originally  framed,  and  that  would  be  so  in  this  case.  The  alteration  in 
Claim  2  would  be  that  the  words  "a  straight  centre-piece  "  would  replace  the 
5  words  "  a  centre-piece  which  may  be  straight  or  curved."  The  evidence,  as 
it  stands,  shows  that  ours  is  an  improvement.  [The  evidence  on  this  point 
was  read  and  commented  on  by  Oounsel.] 

Warmingtonj  Q.C.,    for    the    Petitioner.— The  question  was  a  matter  of 
discretion  for  the  Judge,  and  it  is  contrary  to  the  practice  of  this  Court  to 

10  review  it ;  Allen  v.  Doulton^  4  R.P.C.  377.  The  Defendant  had  notice  of 
Ya^*  patent  long  ago,  but  took  no  steps  to  amend.  Now  he  is  trying  to 
transpose  what  is  merely  an  optional  form  of  part  of  the  patent  into  the 
essential  part  of  the  patent.  Also  the  Specification  describes  what  the  Patentee 
says  that  he  published  in  1892. 

15^  Gordon^  in  reply. — The  discretion  was  not  properly  exercised  ;  the  decision 
has  the  effect  of  taking  away  our  property  without  giving  us  a  opportunity  of 
adducing  evidence. 

LiNDLBY,  LJ". — I  do  not  think  we  can  disturb  the  viewtakon  by  the  learned 
Judge  in  the  Court  below. 

80  In  the  first  place,  we  must  attend  to  the  language  of  the  section  which  alone 
gives  us  jurisdiction  to  do  anything,  or  gave  the  learned  Judge  jurisdiction  to 
do  anything.  The  section  is  Section  19,  and  it  reads  thus  : — *'  In  an  action  for 
"  infringement  of  a  patent,  and  in  a  proceeding  for  revocation  of  a  patent,  the 
"  Court  or  a  Judge  may  at  any  time  order  that  the  Patentee  shall,  subject  to 

25  **  such  terms  as  to  costs  and  otherwise  as  the  Court  or  Judge  may  impose,  be  at 
"  liberty  to  apply  at  the  Patent  Ofi&ce  for  leave  to  amend  his  Specification  by 
"  way  of  disclaimer,  and  may  direct  that,  in  the  meantime,  the  trial  or  hearing 
"  of  the  action  shall  be  postponed."  Upon  that  section  these  two  observations 
arise  :  in  the  first  place,  the  power  to  amend  by  disclaimer,  or  to  apply  to  the 

80  Patent  Office  for  leave  to  amend  by  disclaimer,  is  a  power  which  can  only  be 
exercised  in  the  discretion  of  the  Judge  who  tries  the  action  or  hears  the 
petition  for  revocation ;  and  secondly,  if  the  learned  Judge  thinks  that  any 
application  ought  to  be  made,  the  only  application  which  can  be  made  is  to 
disclaim,  as  distinguished  from  correction  or  explanation,  which  are  the  larger 

35  words  used  in  Section  18.  The  view  taken  by  the  learned  Judge  is  this  :  he 
says  to  himself,  "  I  know  enough  about  this,  having  regard  to  the  action  I  have 
"  tried,  to  see  that  you  cannot  substantially  improve  this  by  disclaimer —you 
"  will  have  to  do  a  great  deal  more  to  do  anything  with  it " ;  and  I  rather 
think,  having  heard  Mr.  Qordon^s  argument,  which  is  an  extremely  clear  one 

40  and  a  very  able  one,  that  that  is  perfectly  true.  The  observations  which  have 
been  made  in  support  of  this  application  are  to  this  effect :  that  there  is  a  real 
invention  disclosed  in  this  patent,  and  the  real  invention  is  not  in  adopting  the 
double  curve  which  we  have  unfortunately  claimed,  but  which  we  find  out  to 
be  old,  but  the  real  invention  is  in  putting  in  between  the  double  curve  a 

45  straight  piece  in  which  there  is  no  curve  at  all.  I  cannot  say,  having  looked  at 
this  Specification,  that  that  is  the  invention.  I  do  not  believe  it.  I  believe 
that  is  a  mere  afterthought ;  and  to  convert  this  patent  into  a  patent  for  that 
would  be  not  merely  to  remove  a  blot  in  the  description  of  the  invention,  but 
to  alter  the  nature  of  the  invention  entirely. 

50  .  I  think,  therefore,  not  only  that  we  ought  to  dismiss  the  appeal  because  there 
is  no  sufficient  ground  for  disturbing  the  order  made  by  the  learned  Judge,  but 
because,  having  heard  a  very  ingenious  argument,  we  are  satisfied  ourselves 
that  no  good  would  come  of  it.  I  think,  therefore,  the*  appeal  ought  to  be 
dismissed,  with  costs. 

55      LoPBSi  LJ.-*^  think  Mr.  Gordon  has  said  everything  that  could  possibly  be 
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said  in  the  able  and  ingenious  argument  which  he  has  presented  to  us.  I  am 
clearly  of  opinion  that  we  ought  not  to  sanction  this  amendment.  There  is  a 
very  marked  distinction  between  Section  18  and  Section  19  of  this  Act. 
Section  18  applies  to  applications  to  be  made  at  the  Patent  Oflfice,  and  is  Tery 
much  larger  than  Section  19,  because  it  not  only  deals  with  disclaimer,  but  5 
it  also  deals  witb  correction  and  explanation.  Section  19  is  a  narrow  section, 
and  it  relates  to  the  time  when  an  action  is  being  brought.  The  only  power 
that  is  there  given  to  the  Judge  is  power  in  regard  to  disclaimer.  There  is  no 
mention  of  correction  or  explanation  at  jiU,  and  the  only  manner  in  which 
amendment  can  take  place  is  by  way  of  disclaimer.  That  being  so,  the  10 
question  which  arises  here  is,  whether  or  not  disclaimer  would  do  the 
Applicant  any  good.  I  am  of  opinion  myself  that  it  would  not.  I  do  not 
think  that  mere  disclaimer  would  enable  him  to  make  this  a  good  patent.  He 
would  have  to  get  larger  power  than  that,  namely,  power  to  correct  and  explain, 
and  that  would  be  very  much  like  enabling  him  to  re-draw  the  Specification.  15 
I  do  not  think  that  would  be  a  right  thing  to  do.  But,  independently  of  all 
that,  this  is  an  application  for  an  amendment,  and  that  is  a  matter  with  regard 
to  which  there  is  absolute  discretion  in  the  Judge.  It  has  been  the  practice 
in  the  Appeal  Court,  during  the  twelve  or  thirteen  years  I  have  sat  in  the  Court, 
never  to  interfere  with  the  discretion  of  a  Judge  exercised  with  regard  to  a  80 
matter  of  that  kind,  unless  the  Court  be  clearly  of  opinion  that  he  has  exer- 
cised the  discretion  wrongly.  I  am  unable  to  say  that  the  learned  Judge  has 
done  that  in  this  case.  On  the  contrary,  I  think  I  should  have  decided  in  the 
same  way  that  he  has. 

Chittt,  L.J. — The  power  of  the  Court  or  of  a  Judge,  at  any  time  during  an  25 
action  for  infringement  of  a  patent  and  in  a  proceeding  for  revocation,  to  grant 
leave  to  apply  to  the  Patent  Office  to  amend  the  Specification  by  way  of 
disclaimer,  is  clearly  a  discretion  imposed  on  the  Court  or  Judge,  and  to  be 
exercised  on  the  usual  judicial  grounds.  There  may  be  cases  in  which  an 
appeal  would  lie,  but  the  rule  established  is  that  which  has  already  been  stated.  30 
This  Court  must  allow  an  order  to  stand,  made  in  the  exercise  of  discretion, 
unless  the  Court  sees  that  the  discretion  has  been  exercised  upon  a  wrong 
principle  or  wrongly  so  that  some  injustice  or  miscarriage  has  been  done.  In 
my  opinion,  that  rule  does  apply  to  this  particular  case,  so  that  we  ought  not  to 
disturb  the  Order,  and  I  myself  see  no  ground  for  disturbing  Mr.  Justice  85 
Kekbwich's  Order,  but  I  will  add  a  few  words  in  deference  to  the  very  able 
argument  which  Mr.  Gordon  has  addressed  to  us.  The  amendment  that  could 
be  made,  even  if  leave  were  granted,  would  merely  be  by  way  of  disclaimer ; 
that  being  clear  under  Section  18  (and  also  under  Section  19),  which  uses  the 
three  terms,  and  shows  that  the  term  "  disclaimer,"  which  alone  occurs  in  the  40 
1 9th  section,  is  so  used  advisedly.  The  disclaimer  would  be  for  the  purpose 
of  disclaiming  those  parts  of  the  invention  which  have  been  inadvertently 
claimed,  but  which  would  leave,  in  the  result,  the  true  invention  itself. 
Section  18  does  apply,  of  course  (where  the  liberty  is  granted  under  the  19th 
section),  to  the  proceedings  which  take  place  in  the  Patent  Office,  and  it  is  45 
specifically  laid  down  in  the  18th  section,  sub-section  8,  that :  '*  No  amendment 
**  shall  be  allowed  that  would  make  the  Specification,  as  amended,  claim  an 
•*  invention  substantially  larger  than  or  substantisJly  different  from  the 
"  invention  claimed  by  the  Specification  as  it  stood  before  amendment."  The 
Specification  which  Mr.  Gordon  asks  for  leave  to  try  and  make  good  by  way  50 
of  disclaimer  is  that  of  1894,  and  it  is  plain,  on  the  evidence  before  Mr.  Justice 
Kbkbwich,  that  Mr.  Armstrong  himself  has  upset  his  adversary's  patent  on  the 
ground  of  anticipation  in  1892,  which  itself  is  an  anticipation  of  the  invention 
that  is  embodied  in  the  1894  patent,  as  the  invention  is  there  stated  ;  because 
the  invention,  as  Armsiong  states  it, is  this:  ^* According  to  mj  inrfuMou^  each  56 
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^  blade  is  formed  by  the  union  or  combination  of  two  segmentd  or  sectionB  of 
**  a  hollow  cj'Iinder,  or  of  two  curved  segments  or  sections  which  approximate 
**  to  those  of  a  cylinder.  The  two  parts  of  the  blade  are  curved  in  reverse 
*'  directions,  and  may  be  united  directly  or  by  an  intermediate  piece  which  may 
5  "  be  straight  or  curved."  The  parts  of  the  invention  which  are  there  shown 
specifically  are  neither  more  nor  less  than  the  invention  which  is  shown  in  the 
model  which  defeated  Yates*  patent.  The  rest  is  not  claimed  as  part  of  the 
invention,  nor  is  it  so  stated — the  rest  is  all  left  to  the  option  of  the  person  who 
seeks  to  make  use  and  take  the  benefit  of  this  Specification,  and  who  obtains 

10  the  knowledge  from  the  Specification.    The  result,  therefore,  is  that,  as  far  as 

I    can    see,   there    is    no   manner   in    which    the    Specification    could    be 

amended  by  way  of  disclaimer  in  order  to  leave  a  good  sub-stratum  of 

iuTention. 

One  word  merely  I  wish  to  add  upon  the  19th  section.    The  Oourt,  in  my 

15  opinion,  ought  not  to  go  into  the  case  to  the  extent  of  saying  what  amendment 
should  be  made,  and  compel  the  Patentee,  who  says,  ^'  I  have  got  a  good  case 
^  for  disclaimer,**  to  show  it  definitely  and  distinctly.  But  it  is  quite  plain  that 
the  19th  section  reposes  a  discretion  in  the  Court,  and  that  the  discretion  must 
be  exercised  upon  grounds  which  can  be  stated  ;  and,  therefore,  the  Patentee 

20  who  asks  for  leave  under  this  section  must  show  a  case.  He  may  be  able  to 
show  that  case  very  readily,  as  upon  some  Specifications  when  a  few  words 
have  crept  in  which  can  be  seen  and  pointed  out  almost  without  argument  as 
going  beyoild  the  scope  of  the  invention.  Then  there  are  cases  beyond  that 
going  up  to  the  contested  case,  where  the  Court  says  there  is  a  substantial  case 

25  made  for  the  liberty,  and  then,  1  take  it,  the  Court  would  exercise  the 

discretion  and  grant  it  without  attempting  to  tie  the  Patentee  too  tightly  by 

making  him  state  exactly,  in  Court,  the  nature  of  the  amendments  and  their 

scope. 

The  result  is,  that  I  agree  entirely  with  what  has  been  said  by  the  other 

30  Lord  Justices,  and  I  think  this  appeal  should  be  dismissed. 

LiNDLBT,  i.J. — ^The  better  way  would  be  to  have  one  Order  and  set  the 
costs  off. 

On  the  26th  of  July  1897,  an  application  was  made  to  the  Court  of  Appeal,  on 
behalf  of  the  Defendant,  to  stay  the  Order  on  the  petition  for  revocation 
S5  pending  an  appeal  from  the  decision  of  the  Court. 

Gordon^  for  the  Defendant. — The  old  practice  was  for  the  cancellation  of  the 
patent  to  be  done  in  the  Petty  Bag  Office,  but  even  there  it  has  not  been  done 
for  forty  years  or  more.  The  last  case  I  can  find  is  R.  v.  Eastern  Archipelago 
Company,  4  D.  M.  &  G.  199.  The  Petty  Bag  Office  was  abolished  in  1889.  The 
40  actual  Order  made  against  me  does  not  provide  for  the  cancellation  of  the 
patent,  but  the  difficulty  is  that  which  arose  in  Deeley  v.  Perks,  13  R.P.C.  581 
(at  page  589).  The  Petitioner  is,  by  Rule  74,  bound  to  take  a  copy  of  the  Order 
to  the  Patent  Office,  and  it  must  be  entered  on  the  Register  there.  If  I  get 
liberty  to  apply  to  amend,  I  shall  be  in  the  same  difficulty  in  which  Deeley 
45  was  in  the  last-mentioned  case. 

LiNDLBT,  L.«7.— The  Master  of  the  Crown  Office  tells  us  that  since  1883  no 
application  has  ever  been  made  to  the  Crown  Office  to  cancel  a  patent,  even 
i^ter  there  has  been  an  Order  revoking  the  patent.  The  Order  revoking  it  is 
carried  to  the  office  of  thd  Comptroller  and  there  a  note  is  made,  but  the  actual 
50  cancellation  of  the  document  seems  to  have  gone  out  of  fashion.  Do  you  see 
any  objection,  Mr.  Ingpen,  to  our  staying  execution  and  cancellation,  if 
necessary,  provided  they  present  a  petition  to  the  House  of  Lords  before  the 
5th  of  August  ? 

Ingpen. — ^No,  I  do  not ;  if  your  Lordships  have  jurisdiction  to  do  it.    Having 
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obtained  this  Order,  it  is  a  statatory  duty  on  me  forthwith  to  re^ster  it.  That 
being  so,  I  do  not  know  whether  your  Lordships  have  jurisdiction  to  say  that 
that  shall  not  be  done. 

LiNDLBY,  Zk7.— What  is  the  section  ? 

Ingpen.— It  is  Rule  74  of  the  Patent  Rules  of  1890 :  "Where  an  Order  has  5 
'^  been  made  by  Her  Majesty  in  Council  for  the  extension  of  a  patent  for  a 
"  further  term,  or  for  the  grant  of  a  new  patent,  or  where  an  Order  has  been 
"  made  by  the  Court  for  the  revocation  of  a  patent,  or  the  rectification  of  the 
''  Register  under  Section  90  of  the  Act  of  1883,  or  otherwise  affecting  the 
**  validity  or  proprietorship  of  the  patent,  the  person  in  whose  favour  such  10 
'^  Order  has  been  made  shall  forthwith  leave  at  the  Patent  Office  an  office  copy 
"  of  such  Order.  The  Register  shall  thereupon  be  rectified,  or  the  purport 
^'  of  such  Order  shall  otherwise  be  duly  entered  on  the  Register  as  the  case 
"  may  be/* 

LiNDLBY,  LJ^. — ^*'  The  Register  shall  thereupon  be  rectified,  or  the  purport  of  15 
"  such  Order  shall  otherwise  be  duly  entered  " — I  do  not  think  tlutt  applies 
to  the  Court  on  staying  execution  or  staying  the  drawing  up  of  the  Order, 
does  it  ? 

Ingpen. — If  your  Lordship  says  all  proceedings  under  the  Order  should  be 
stayed,  and  that  does  not  prevent  me  doing  what  I  am  ordered  to  do  by  the  20 
statute,  namely,  leave  forthwith  an  office    copy    of    the    Order    with    the 
Comptroller.     Your  Lordship  will  see  what  Rule  80  says:  "Where  under 
"  these  rules  any  person  is  required  to  do  any  act  or  thing  or  to  sign  any 
"  document,  or  to  make  any  declaration  on  behalf  of  himself  or  of  any  body 
^  corporate,  or  any  document  or  evidence  is  required  to  be  produced  or  left  25 
^  with  the  Comptroller  or  at  the  Patent  Office,  and  it  is  shewn  to  the  satisfaction 
"  of  the  Comptroller  that  from  any  reasonable  cause  such  person  is  unable  to 
^  do  such  act  or  thing,  or  to  sign  such  document  or  make  such  declaration,  or 
^  that  such  document  or  evidence  cannot  be  produced  or  left  as  aforesaid,  it 
"  shall  be  lawful  for  the  Comptroller,  with  the  sanction  of  the  Board  of  Trade,  30 
^  and  upon  production  of  such  other  evidence,  and  subject  to  such  terms  as 
"  they  may  think  fit,  to  dispense  with  any  such  act  or  thing.'* 

LiNDLEY,  LJ. — I  do  not  think  that  that  was  intended  to  deprive  the 
Court  of  its  power  to  stay  the  proceedings, 

Ingpen. — If  your  Lordship  thinks  not,  I  do  not  wish  to  raise  any  unnecessary  85 
point. 

LlNDLBY,  L. J.— We  will  stay  the  proceedings — that  will  do — the  Appellant 
undertaking  to  present  his  petition  of  appeal  on  or  before  the  5th  of  August, 
and  to  duly  prosecute  the  same, 

Jn^pen.— Stay  of  execution  of  proceedings  until  after  appeal.    This  being  an  40 
indulgence  to  the  Applicant,  he  must  pay  the  costs  of  this  application, 

LlNDLBY,  L./.— Yes. 
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In  the  Bigh  Court  op  Justiobl— Qttbbn's  Bbinoh  Division. 

Before  Mb.  Justiob  Wills. 

July  19th,  20th,  2l8t,  22nd,  and  23rd,  1897* 

The  Sunlight  Inoandbsobnt  Gas  Lamp  Company,  Ld.  v.  The  Inoan- 
5        dbsobnt  Gas  Light  Company,  Ld.,  and  others. 

Patent — Construction. — Anticipation. — Infringement. — Action  dismissed. — 
Costs.— PatentSy  Ac.  Act^  1883^  Section  29  (6). 

In  1886  J  a  patent  toas  granted  to  B.for  ^^Improvements  relating  to  the  pro- 
"  duction  of  light  by  the  incandescence  of  refractory  materials."    The  patent 

10  was  intended  to  meet  the  difficulty  in  the  transmission  of  Welsbach  mantles 
after  ignition^  and  the  Specification  stated  '^  t?iat  the  difficulty  might  he  overcome 
*^  by  dipping  the  mantle  after  ignition  into  a  liquid  which  would  thoroughly 
*^  penetrate  the  interstices  of  the  material^  and  would  afterwards  set  to  such  a 
"  degree  of  hardness  as  to  protect  the  material  from  danger  of  breakage  in 

1.5  ^^  packing  or  handlin^^  and  which  could  afterwards  be  removed  unthout 
*^  mechanical  injury  to  the  mantles  and  without  leaving  any  obfectionable 
'*  r^idue.''^  It  then  stated  that  a  satisfactory  method  consisted  in  dipping  into 
a  hot  solution  of  volatile  hydrocarbon  mixed  unth  paraffin  wax  or  paraffin 
aloncj  and  described  the  process  for  paraffin.    Then  it  continued^  **  Other 

20  "  materials  may  be  employed  as  long  as  they  set  hard  at  ordinary  tempera^ 
"  tures^  and  Ac.  Ac."  The  claims  were  (1)  the  treatment  of  the  mantles  after 
ignition  by  immersion  in  a  liquid  which  will  afterwards  set  and  wilt  bum 
away  without  prefttdicial  results  to  the  mantles  for  the  purposes  set  forth ; 
{2)  the  use  of  paraffin  substantially  as  described  in  the  treatment  daimed 

25  under  the  first  claim.  An  action  for  infringement  having  been  brought  on 
this  patent  by  the  S.  Company  against  the  I.  Company^  alUging  infringement 
by  the  tue  of  collodion  with  various  solvents^  the  defences  relied  on  at  the  trial 
were  (i)  that  the  Patentees  were  not  the  true  and  first  inventors^  the  invention 
having  been  communiccUed  to  them  by  W. ;  (2)  non-infringement ;  (3)  want  of 

30  utility;  (4)  wafU  of  novelty  by  reason  of  anticipation  by  an  invention  of 
Bright  in  the  year  1848  for  stiffening  the  uncks  of  lamps  by  dipping  in  wax^ 
and  hy  the  importation  into  this  country  of  Clamond's  magnesian  baskets 
coatedy  for  strengthening  purposes^  with  dextrine  or  collodion^  and  the 
subsequent  burning  of  them;  (5)  expiration  of  the  patent  by  non-payment 

35  of  fees. 

Heldj  thaty  according  to  the  proper  construction  of  the  Specification^  it  did  not 
claim  any  setting  except  that  effected  by  cooling ;  that  the  invention  was  not 
anticipated  by  Bright,  and  that  the  importation  and  burning  of  Clamond's 
baskets^  coated  as  mentioned^  was  not  a  publicaiion  of  Clamond's  processj 
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although^  if  it  had  heen^  Glamond's  process  would  have  constituted  an  anticipa- 
tion; that  the  alleged  communication  of  the  invmition  by  W.  wa^  not  estab- 
lish^; that  utility  was  established ;  that  the  use  of  collodion  was  not  an 
infHngement^  since  the  setting  of  collodion  is  not  by  cooling  but  by  evaporation. 
The  action  was  accordingly  dismissed^  the  Defendants  having  given  to  them  the  5 
the  general  costs  of  the  action^  but  the  Plaintiffs  having  the  costs  of  the  issue  of 
validity  except  as  to  its  expiration.    A  Cei^tificate  of  validity  was  granted. 

Section  29  (sub-section  6)  of  the  Patents^  isc.  Act^  1883^  does  not  take  away 
the  jurisdiction  of  the  Court  to  give  the  costs  of  the  issue  of  validity  to  an 
unsuccessful  Plaintiff.  10 

On  the  1st  of  September  1886,  Letters  Patent  (No.  11,161  of  1886)  were 
grranted  to  Frederick  Lawrence  Rawson  and  William  Stepney  Bawson  for 
an  invention  ^*  improvements  relating  to  the  production  of  light  by  the 
"  incandescence  bf  refractory  materials." 

The  Complete  Specification,  as  amended  (by  leave  of  the  Comptroller  given  15 
on  the  I8th  of  September  1895),  was  as  follows  :— **This  invention  relates  to 
"  improvements  in  the  manufacture  of  mantles  and  apparatus  connected  with 
"  the  production  of  light  by  means  of  incandescence  of  refractory  materials 
"  known  as  the  Welsbach  Incandescence  Light. 

"  It  is  found  that  it  io-of  tho  utmost  importanoo  that  the  mantloD  which  20 
"  OFO  to  bo  jondorod  inoandoooont  by  tho  Bunson  burnor-ohould  bq  ao  gognlaf 
"  ao  poooiblo  in-thoiP'Oontour  and  also  ohould  bo  slightly  ooniool  in  ohapo  oo 
"  aO"to  allow  tho  flamo  to  play  ovonly  upon  their  snruioc. 

^'  This  is  offoctod  by  otrotobing  them  upon  a  plotinum  mandril  ppoviouo  to 
^^  ignition  and  aftor- lighting- thom  from  abovo  and  allowing  thorn  to  omouldor  25 
"  down  olowly-wo  play  a  blowpipo  flamo  upon  thom  with  gradually  inoroaoing 
"  foroo  DO  an  to  oompol  thom  to  tako  tho  oxaot  flhapo  of  tho  mandril  whioh  may 
"  bo  proviouoly  mouldod-to  any  dooirod  form. 

<<  By  thooo  moans  tho  mantloo-arc  also  raiood  to  thoir  full  offioionoy  at  onco 
*'  whioh  would  othorwioo  roquiro  four  or  fivo  hourn  burning  ovor  tho  usual  30 

"  Tho  mantloo  having  thug  boon  givon  thoir  prepor  ohapo  at  a  higher 
"  tomporaturo  than  thoy  will  aftorwardo  bo  raiood  to  aro  looo  likoly  to  looo 
"  thoir  ohapo  and  thoroforo  thoir  offioionoy. 

^^  Tho  platinum  foil  ohould«bo  of  jnot  ouffioiont  thioknooo  to  kooj 
"  whioh  can  alwayo  bo  ronowod  by  omoothing  out  upon  a  formor. 
"  tho  blow  pipe  will  in  thio-way  bo  morooasily  kept  up  and 
^^  oooling  of  tho  motal* — Tho  mantloo  may  bo  otrotobod  and  troatod  upon  tho 
^'  mandril  oithor  boforo  or  aftor  thoy  aro  attaohod  to  tho  upright  whioh  oappof  to 
^^  thom  in  tho  finiohod  lamp.  40 

^*  Difficulty  has  been  found  heretofore  in  the  transport  of  these  mantles 
^*  without  breakage  and  various  methods  have  been  proposed.  This  difficulty 
*'  may  be  overcome  by  dipping  the  mantle  after  ignition  into  a  liquid  which 
'^  will  thoroughly  penetrate  the  p^?es  interstices  of  the  material  and  will  aftor- 
^^  wards  set  to  such  a  degree  of  hardness  as  to  protect  the  material  from  danger  45 
'^  of  breakage  in  packing  or  handling  and  whioh  can  afterwards  foe  removed 
'^  without  mechanical  injury  to  the  mantles  or  without  leaving  any  objectioii- 
"  able  residue. 

'^  We  have  found  that  a  very  satisfactory  method  consists  in  dipping  the  cone 
*^  into  a  hot  solution  of  volatile  hydrocarbon  mixed  with  paraffin  wax  or  of  50 
^*  paraffin  alone  ;  by  this  means  the  mantle  is  covered  with  a  thin  coating  of 
^<  wax  which  becomes  sufficiently  hard  on  cooling  to  allow  of  packing  and 
'^  handling  without  fear  of  breakage.   The  paraffin  being  capable  of  btuming-  away 
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^*'  without  any  residae  except  carbon,  which  will  always  be  burned  completely 
'^  away  by  the  flame  of  the  Bunsen  burner.  It  is  quite  easy  to  ignite  the 
**  mantle  from  the  top  previous  to  placing  it  into  position  over  the  burner 
^'  and  allowing  it  to  burn  down,  which  it  does  somewhat  after  the  fashion 
5  **  of  a  candle  and  leaves  no  residue  prejudicial  to  the  light  giving  properties 
**  of  the  mantles. 

^*  If  preferred  the  mantle  can  be  ignited  when  fixed  in  its  position  over  the 
^'  burner  before  lighting  the  gas  at  the  mouth  of  the  burner. 

*'  We  prefer  to  use  a  high  boiling  point  paraffin  such  as  ozokerit  and  dip  the 

10  *^  mantle  into  it  while  at  a  high  temperature.  By  these  means  only  a  small 
'*  quantity  is  left  on  the  mantle,  but  quite  sufficient  to  protect  it  satisfactorily. 

^^  We  may  also  afterwards  suspend  the  dipped  mantles  in  a  hot  air  bath  and 
'^  remove  all  unnecessary  paraffin  which  adheres  between  the  meshes  of  the  net, 
^*  this  runs  slowly  to  the  bottom  of  the  mantle  where  it  can  be  taken  off  by 

15  "  absorption  with  blotting  paper  or  by  like  means. 

^'  We  find  the  following  a  suitable  plan  for  combining  the  paraffin  with  the 
'*  mantle.  The  paraffin  is  kept  at  a  suitable  temperature  in  a  glass  cylinder 
^*  resting  in  a  metal  cylinder  closely  fitting  it  and  containing  oil  which  can  be 
"  raised  to  a  high  temperature  without  giving  off  vapour. 

20  "  The  mantle  is  then  dipped  into  the  paraffin  and  being  slowly  withdrawn  the 
**'  greater  part  of  the  paraffin  runs  off  and  the  only  part  holding  an  excess  of 
**  paraffin  is  the  lower  edge.  This  excess  is  best  removed  by  wiping  with  a 
^  warm  piece  of  glass  down  which  the  paraffin  will  run.  While  the  lower  edge 
^'  is  still  pliable  and  before  the  paraffin  has  hardened  we  find  it  advisable  to 

25  **  give  the  requisite  shape  to  the  mantle  by  carefully  moulding  it  over  the 
*^  rounded  end  of  a  glass  test  tube  of  the  right  dimensions.  Thus  the  mantle 
"  assumes  a  perfectly  rounded  shape  when  the  paraffin  sets  hard. 

'<  We  find  that  quite  sufficient  paraffin  then  remains  in  the  p^pee  interstices 
**  of  the  netting  to  p>rotect  it  from  injury. 

30  ''  Wo  find  aloo  thio  method  of  troatmont  to  bo  of-oorvioo  in  the  proparation 
^'  of  mantloo  proviono  to  ignition  but  aftor  tboy  havo  boon  imprognatod,  for  ft 
''  dofinito  ohftpo  may  bo  given  thorn  by  dipping  thorn  whilo  oxtondod  ovor  ft 
"  former^  ana  wo-  find  that  in  burning  the  paraffin  oopvoo  the  purpooo  of 
^'  holping  to  koop  thftt  ohapo  without  distortion,  thoroby  ononring  grofttor 

35  "  symmetry  and  oonooquont  inopoaoo  of  light  when  tho  mantlo  io  plftood  over 

^'  Other  materials  may  be  employed  as  long  as  they  set  hard  at  ordinary 
<«  temperatures  and  bum  away  without  mechanical  destruction  to  the  mantle 
"  and  without  leaving  any  residue  which  would  injure  the  light  giving  properties 

40  **  of  the  mantle,  but  we  find  that  paraffin  which  can  be  obtained  very  pure  is 
**  the  least  sticky  and  leaves  less  residue  than  any  of  the  others. 

'*  It  also  serves  to  protect  the  mantle  from  dust,  which  is  of  great  harm  to  it 
"  for  the  dust  which  may  adhere  to  the  paraffin  wax  is  entirely  carried  away 
**  when  the  paraffin  is  burnt. 

45  ^^  Inotoftd  of  tho  uouftl  mode  of  ftttftohmont  by  DuopondiDg  tho  mantlo  from 
"  two  fixod  points  whioh- oillowo  of ■  oonoidopftblo  movomont  and  oonooquont 
"  dftngor  of  broakago  of  tho  mftntlo,  it  is  proforrod  to  attftoh  it  to  throe  or 
"  moro  points  oymmotfioftlly  plftood  plaood  round  a  ring  to  sooufo  grofttor 
^^  rigidity  t 

50  "  To  offoot  thio  oftoily  a  plfttinnm  wiro  io  inoortod  through  tho  wholo 
*'  oirolo  of  ft  thick  horn  at  tho  top  of  tho  mantlo  loftving  tho  ondo  froo  oo  fts  to 
*'  form  ODo  ftttftohmont  ftnd  two  or  moro  other  platinnm  uripoo  ftro  pftoood 
^^  round  this  ring  of  plfttinnm  wiro  oo  ao  to  form  tho  othor  ftttftohmonto^  in  this 
^*  way  DO  (rtgftin  is  pat-apon  tho  frogilo  oubstftnoo  of  tho  mftntloi 

3  O  2 
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'^  Tho  ring  to  whioh  thooo  wipoo  ttPo  ftttaohod  io  pjofopftbly  olottod  on  its 
"  nppor  oido  with  throo  op  more  pairo  of  oloto  olooo  togotbop  and  oymmotfi 
"  oally  plaood  ponnd  tho  ping  and  wide  onoagh  to  admit  tho  two  wipoo  twiotod 
'^  togothoPi 

'^  Thooo  wipoD  apo  paoood  into  ono  olot  thon  poand  tho  ping  onppopt  and  ovop  5 
'^  agoin  thpough  tho  othop  slot  aftop  whioh  tho  wipos  may  bo  oat  flash  with  tho 
'^  ontoido  of  tho  ping  withoat  foap  of  looooning  and  oo  a  noat  attftohmont  io 
"  modo  with  no  ppojooting  ondo  tho  movomont  of  whioh  io  apt  to  altop  tho 

^'  Tho  gallopy  op  oappopt  fop  tho  ohimnoy  oaprioB  a  dopow  attaohmont  fop  tho  10 
<^  wipo  oappopt  of  tho  mantlo  and  it  io  ppoforpod  to-mako  thio  attaohmont  in 
**  oaoh  a-way-that  it-allowo  of  a  email  hopizontal  vapiation  in  tho  pooition  of 
'^  tho  mantlo  in  addition  to  tho  aoaal  voptioal  movomont  oo  ao  to  oanoo-tbe 
''  lattop  to  hang  oxaotly  voptioally  ovop  tho  barnop  withoat  bonding  tho  wipo 
*'  oapport* — This  may  bo  dono  by  otamping  a  piooo  of  bpaoo  plato  into  omall  15 
"  ooppagationo  olooo  to  oaoh  othop  and  lapgo  onoagh  to  poooivo  tho  wipo  pappopt 
"  ono  ond  of  tho  plato  boing  pivottod  to  ono  of  tho  gallopy  eappopto  ana  tho 
^'  ppoooapo  on  ■  tho  othop  ond  boing  pcgalatod  by  a  thamb  dopow. — Tho  wipo 
^^  oappopt  io  thon  inooptcd  into  that  oonii  oipoalap  ooppagation  whioh  onabloo  tho 
"  mantlo  to  hang  oxaotly  in  tho  pight  pooition^ — Tho  opping  of  tho  plato  20 
"  ppovontfl — fee — e»ppept — slipping — oaddonly     down — whee — the — thw»b 
'^  DtPQW  io  loooonod  whioh  woald  load  to  tho  bpoahago  of  tho  mantlo  on  tho 
^'  top  of  tho  bapnoPi 

^^  Tho  aoaal  gallopy  io  dioponood  with  on  aoooant  of  ito  intopfoponoo  with  tho 
^^  light  immodiatoly  bolow-tho  bapnop  and  a  oappopt  of  ao  okoloton  a  natopo  aa  25 
'^  poooiblo  io  omployodi 

"  Wo  find  tho  pooition  of  tho  ohimnoy- to  bo  of  gpoat  impoptanoo  and 
'^  whopoao  it  hao  noon  thoonotom  to  plaoo  it  oo  that  ito  lowop  odgo  io  ono  op 
^'  two  inohoo  bolow  tho  top  of  tho  bapnop  tho  gallopy  ohoald  bo  oonotpaotod  oo 
^*  that  tho  ohimnoy  io  oappoptod  with  ito  odgo  flaoh  with  tho  top  of  tho  30 
^'  bapnoPi 

^^  Thio  inopoaooo  tho  tompopatapo  of  tho  bapnop  oo  that«an  inopoaoo  of  fpom 
"  4-0  to  80  pop  oont*  takoo  plaoo  in  tho  light  omittod  by  tho  mantlo  and  thio 
^^  inopoaoo  io  foand  mopo  mapkod  whon  tho  ppooonpo  of  gao  is  low  than  whon 
"  it  io  high  bat  in  all  oaooo  a  oabotantial  inopoaoo  takoo  plaooi  35 

"  Wo  ppofop  to  noo  bolow  tho  ohimnoy  a  glaoo  ping  oopapatod  from  tho 
^'  ohimnoy  by  aboat  |th  of  an  inohi — Thio  ping  doos  not  intopfopo-with  tho 
^^  light  and  ppovunto  any  aooidontal  fpaotopo  of  tho  mantlo  by  matohoo  op 
^^  tapops  boing  paohod  against  it  in  tho  aot  of  lighting  tho  lamp. 

"  Tho  oono  ohapod  portion  of  tho  gallopy  io-popfopatod  with  holoo  of  a  oaitablo  40 
'^  oiao  to  allow  tho  flamo  ef  a  matoh  op  tapop  to-  ignito  tho  lamp  withoat  tho 
^^  noooooity  of  paohing-it  fap  onoagh  to  ondangop  tho  mantlot 

"  Tho  bapnop  hao  a  omall  pin  insoptod  jaot  abovo  tho  ohoaldop  apon  whioh 
^*  tho  gallopy  poots  and  a  olot  io  oat  in  tho  ping  in-  tho  gallopy  onoipoling  tho 
<'  bapnop  oo  that  by  a  oopt  of  bayonot  joint  thobapnop  and  gallopy  oan  bo  fijmly  45 
'^  lookod  togothop  and  thao  onoapo  a-fipm  oappopt  for  tho  glaoo  wopk  abovo  ao 
'^  woU  ao  pigidity  in  packing  fop  travoUing. 

"  Ao  it  io  vopy  impoptant  that  tho  flamo  shoald  iooao  oxaotly  voptioally 
'^  from  tho  bapnop  and  as  it  is  foand  that  a  oonoidopablo  ppopoption  of  goo 
^^  fittings  apo  oo  oonotpaotod  that  whon  tho  bapnop  io  oopowoa  apon  tho  nipplo  50 
^^  it  io  not  oxaotly  voptioal  and  thopofopo  oaoooo  tho  flamo  to  ieooo  othogwiBe 
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"  than  vortiottlly,-it  io  ppoforrod  to  ottftoh  to  the  gfto  nipplo  a  ball  and  oookot 
**  OF  othop  fofm  of  joiDt  which-  oan  bo  turned  oo  that  ito  nipplo  io  oxaotly 
"  voFtioal— it  io  thon  firmly  oopowod  into  thio  pooition  and  tho  pupnor  with  its 
"  mantlo  and  glaoo  work  io  oopowod  on-to  thio  nipplo  inotcad  of  tho  original  gao 

5  "  thread  and  tho  wholo  appapatao  io  thon  in  tho  ppopop  pooition  fop  fflVing  ito 
^'  fulLoffioionoyi 

"  Any  onbooqnont  movomont  of  tho  gao  bpaokot  op  arm  oan  bo  oaoily 
"  ooprootod  by  looooning  tho  oorow  of  iho  joint  and  poootting  tho  appapatao 
"  voptioallyi 

10  "  Fop  ohimnoyo  it  io  ppofoppod^to  noo  what  io  oallod  frootod  glaoo  ao  being 
^  tho  boot  adapted  to  diffnoo  and  modify  tho  intonoc  light  with  a  niinipat«i»-ef 
"  ab0OP{tioni — The  reflection  fpom  tho  baoli  of  the  chimney  lapgoly  oom- 
^  ponoatco  fop  the  aboopption  in  front  oo  that  the  total  looo  dooo  not  OKOoed 
"  0  16  pop  oont-of  tho  light  paooing  thpongh  a  plain  glaoo  ohimnny. 


15  ^  DESCRIPTION  OF  THE  DRAWINGS. 

"  Fignpo  1  io  a  oeotional  elevation  of  the  gallopy  oappopting  the  chimney  the 

lattop  pooting  npon  thpoo  dcpowo  A  A  in  opch  a-mannop  that  ito  lowop  edge 

"  io-  level  with  the  top  of  the  bopncp. — B  io  tho  glaoo  ping  and  0  io  the 


"  lattop  pooting  npon  thpoo  ocpcwd  A  A  in  onch  a-manncp  that  ito  lowop  edge 
"  io-  level  with  the  top  of  the  bopncp. — B  io  tho  glaoo  pin 
**  oheloton  cone  thpongh  which  the  lamp  io  preferably  lighted. 


20  "  Figapc  a  io  a  oeotion  on  the  lino  X  X  Fignpo  1  ohowing  one  opping 
'^  holdep  D  fop  the  uppight  onppopt  of  tho  mantle. — Thio  holder  io  tightened  on 
"  thenppight  by  meano  of  tho  oerew  Ei— F  io  tho  pin  which  looko  togethop  the 
'^  bnpnop  and  gallcpy  while  G  io  the  olet  thpough  wnich  tho  pin  paooeo-when  tho 
'^  gallopy-io  ohppcd  on  to  the  biipncp* 

25  '^  Fignpc  3  ohowo  anothop  method  of  fopming  the  opping  holdop  with 
'^  eopppgationo  in  tho  opping  plate  D  ce-ao  to  allow  of  hopiflontaladjaotmont  of 
'^  tho  nppight* 

"  Figopo  1  flhowo  a  ball  and  ooohet  joint  fop  onppopting  the  hnpnoPi  The 
"  bnpnop  io  ocpowcd  on  to  the  thpoad  H. — The  thpoad  J  may  bo  of  any  ooitablo 

30  ^*  oiao  fop  oopowing  on  oKioting  fittingo. 

"  A  load  waohop  K  with  a  hole  in  tho  oontpc  thpongh  which  the  gao  paoooo  io 
^^  placed  between  tho  ball  and  tho  oookot  oo  that  by  tightening  the  oopcw  of  tho 
'^  cap  L  the  whole  io  made-into  one  rigid  oappopt  fop  the  lamp-the  moveable  ball 
"  poption  being  oot  at  any  pcqnipod  angle  with- the  lowop  papt  to  enoapo  the 

35  ^^  PQPnop  being  vcpticaL 

^'  To  avoid  the  likelihood  of  tho  movement  of  tho  ball  ito  lowcp  oapfaoo  io 
"  gpoovod  00  that  the  oomppoooion  of  the  oap  may  oaaoo  it  to  hold  mopo-fipmly 
"  to  tho  waohop  whieh  ponetratoo  the  pcoeoooo  of  the  gPoovoBi 

'^  Fignpo  6  ifl  a  voptioal  oeotion  and  Figupo  6  io  a  plan  ohowing  to  twice  tho 

40  "  natnpal-Dcalo  the  appangomento  fop  attaching  tho  mantle  to  the  top  of  the 
^^  onppopti — M  io  tho  ping  to  whioh  the  hood  io  attachodi — Ito  ends  apc  twiotod 
"  togothop  ao  ohown  at  N  Fignpo  6  and  cffo  oocapod  by  being  wonnd  ponnd  tho 
"  ping  0  entcping  oloto  in  ito  top  ao  ohown  in  Fignpo  6, — P  P  apo  oopapato  wipoo 
**  Doonpod  in  a  oimilap  way. 

45  ^'  Having  now  particularly  described  and  ascertained  the  nature  of  oar  said 
*^  invention  and  in  what  manner  the  same  is  to  be  performed  we  declare  that 
"  what  we  claim  is  : — 

'^  li  Ilie  method  of-  treating  tho  mantles  of  pcftaotopy  matopialo  with  a 
**  blow  pipe  flame  sabotftntially  as  deoopibedi 
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.  ^  ^  1.  The  treatment  of  the  mantles  after  ignition  by  immersion  in  a  liquid 
"  which  will  afterwards  set  and  will  bum  away  without  prejudicial  results  to 
<<  the  mantles  for  the  purposes  set  forth. 

"  St  2.  The  use  of  paraffin  substantially  as  described  in  the  treatment  claimed 
"  under  the  sooond  first  claim.  5 

.  "  4^  Tho  prooooo  of  ohftping  the  mantloo  boforo  ignition  by  immoroion  in 
•*  paraffin  or  other  liquid  which  will  aftorwordo  oot  oubotaDtially  ao  doporibod. 

"  6.  Tho  method  of  attach  mont  of  tho  mantle  to  tho  upright  support  oub 

^'  6t  Tho  method  of  faotoning  the  upright  to  tho  gallory  oubotantially  ao  10 
^>  doooribodt 

.  "  ?i  Tho  oombination  of  a  'burnor  of  this  olaoo  with  a  gallery  suoh  ao  will 
'^  support  tho  ohimpoy  oo  that  its  lowop  end  io  approximately  at  tho  oamo  lovol 
^^  ao  the  top  of  tho  buroor  DubotaDtially  ao  doooribod. 

^^  8;  Tho  method  of  attaohmont-of  tho  gallory  to  tho  burner  oubotantially  ao  15  ' 
**  doDoribodi 

"  Oi  Tho  uso  of  a  ball  and  oookot  or  other  adjuotablo  joint  to  oarry"tho 
"  burnor  oo  that  it  oan  readily  bo  sot  in  a  vortical  position  oubotantially  as 
•*  doooribod. '^ 

On   the   11th  of  November  1895,  The  Sunlight  Inca/ndescent  Oas  Lamp  20 
Company f  Ld.j  in  whom  the  said  Letters  Patent  were  alleged  to  have  become 
vested,  commenced  an  action  in  the  Chancery  Division  of  the  High  Court, 
which  was  subsequently  transferred  to  the  Queen's  Bench  Division,  against  The 
Incandescent  Oas  Light  Company y  Ld,y  and  Julius  Moeller^  Oeorge  de  la  Poer 
Beresfordy  Charles   Jones^  Fred    Williams^  and    E.  P&mberton    Pigotty  for  25 
infringement  of  the  said    Letters  Patent,  claiming  the   usual  relief.      The 
Plaintiffs,  by  their  Statement  of  Claim,  alleged  (I)  that  they  were  the  registered 
proprietors  of  the  said  Letters  Patent  of  which  the  said  F.  L.  Bawson  and 
W.  S.  Rawson  were  the  first  and  true  inventors  ;   (2)  the  amendment  of  the 
Complete    Specification  ;    (3)  that  the    said  Letters  Patent  were  ^ood  and  30 
valid  ;  (4)  that  the  Defendant  Company  was  registered  in  England,an(l  that  the 
Defendant  J.  Moeller  was  managing  director  and  the  other  Defendants  were 
directors  of  the  Def iendant  Company ;  and  (5)  that  the  Defendants  had  infringed 
the  said  Letters  Patent  in  the  manner  set  forth  in  the  Particulars  of  Breaches. 
The   Particulars  of  Breaches  alleged  that  the  Defendant  Company  and  the  35 
Defendant  J.  Moeller  had  infringed  the  said  Letters  Patent  by  manufacturing, 
using,  selling,  and  offering  for  sale  mantles   for  incandescent  gas  lighting 
treated  after  ignition  by  immersion  in  a  liquid  which  would  afterwards  set  and 
burn  away  without  prejudicial  results  to  the  mantles,  for  the  purposes  set  forth 
in  the  Complete  Specification  of  the  said  Letters  Patent,  and  in  infringement  40 
of  the  first  claim  thereof  as  amended ;  and,  in  particular,  alleged  the  sale  of 
twelve  mantles  by  the  Defendant  Company  on  or  about  the  15th  of  November 
1895,  which  had  been  treated  in  the  manner  set  forth,  and  alleged  infringe- 
ment by  the  Defendants  other  than  the  Company  by  ordering  or  causing  to  be 
manufactured,  sold,  or  offered  for  sale  by  the  Defendant  Company  such  mantles  45 
as  aforesaid. 

The  Defendants,  by  their  Amended  Defence,  alleged  (1)  that  the  PlaintifEB 
were  not  the  proprietor^  of  the  said  Letters  Patent ;  (2)  that  the  said  Letters 
Patent  were  the  .property  of  the  Defendant  Company — the  Defendants  in  proof 
thereof  referred  to  paragraph  9  of  an  agreement,  of  the  31st  of  March  1886,  50 
'/be^weeoL.TAa  Welsbach  Incandescent  Light  Company ^  Ld.  (the  predecessoj-s  in 
title  of  the  Defendant  Company]!^  of  the  one  part  and  0.  E.  WoodhouM  9xA 
F^  L.  Bau^son  of  the  other  part,  and  to  an  agreelnent  between  the  same  parties 
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cancelling  the  said  agreement,  and  dated  the  let  of  January  1887  ;  (3)  non- 
infringement ;  (4)  that  the  said  F.  L.  Rawson  and  W,  S.  Rawson  were  not,  nor 
was  either  of  them,  the  first  and  true  inventors  of  the  said  alleged  invention  ; 
(5)  want  of  novelty  ;    (6)  want  of  proper  subject-matter ;    (7)  want  of  utility  ; 

5  (8)  that  the  final  Specification  described  an  invention  larger  than  and  different 
to  that  described  in  the  Provisional  Specification  ;  (9)  that  the  final  Specification 
did  not  sufficiently  describe  the  nature  of  the  said  alleged  invention,  nor  the 
manner  in  which  it  was  to  be  performed  ;  (10)  the  determinaUon  of  the  said 
Letters  Patent  on  the  1st  of  September  1896,  by  non-payment  of  fees.    By  their 

10  Particulars  of  Objections,  as  re-amended,  the  Defendants  stated  the  following 
objections  : — (l)That  the  said  F,  L,  Rawson  and  W.  S.  Rawson  were  not,  nor 
was  either  of  them,  the  first  and  true  inventors  of  the  said  alleged  invention  ; 
(2)  that  the  said  alleged  invention  was  not  new,  and  had  been  published  prior 
to  the  date  of  the  said  patent  by  the  deposit  in  the  Patent  Office  of  the  Specifi- 

15  cations  of  the  following  patents  i—BHghU  No.  12,305  of  1848,  page  5,  Unes  24 
to  30  ;  Imray,  No.  2110  of  1880,  page  2,  lines  32  to  86,  page  4,  lines  49  to  52  ; 
Imray,  No.  2305  of  1882,  page  2,  lines  25  to  28  ;  and  had  also  been  published 
prior  to  the  date  of  the  said  patent — (A)  By  the  public  use  of  paraffin  wax  and 
and  shellac  for  the  stiffening  of  incandescent  mantles  after  the  method  described 

20  in  the  Specification  of  the  said  patent  by  the  Defendant  Fred  Williams  in  thef 
month  of  August  1886  at  6,  Jeffrey  Square,  in  the  City  of  London ;  (B)  by  the 
importation  into  this  realm  by  The  Welsbach  Incandescent  Light  Company ^  Ld.j 
from  Austria,  in  the  months  of  June,  July,  and  August  1886,  of  mantles  for 
incandescent    gas   lighting    stiffened  and  strengthened  by  (1)  a  coating  of 

25  collodion,  (2)  a  coating  of  shellac,  (3)  a  coating  of  caoutchouc,  and  by  the  public 
user  of  mantles  so  stiffened  and  strengthened  by  the  said  Welsbach  Inca/n^ 
de^eence  Light  Company^  Ld.^  during  the  said  months ;  (C)  by  the  exhibition 
and  full  description  of  the  said  mantles  referred  to  in  paragraph  (B)  by  one 
Ferdinand  Saltier  at  6,  Jeffrey  Square,  St.  Mary  Axe,  E.G.,  the  premises  of  The 

30   Welsbach  Incandescent  Light  Company^  Ld.^  in  the  month  of  August  1886 ; 

(D)    by  the    introduction  into    this    country    by   the  Defendant   Frederick 

-William^Sy  and  by  the  possession  here  by  the  said  Frederick  Williams  and  The 

Welsbach  Incandescent  Company^  Ijd.,  of  mantles  burned  off  and  toughened  in 

the  month  of  February  1886  ;  (E)  appliances  of  the  nature  of  hoods  or  mantles 

35  for  use  in  producing  light  by  incandescence  were  manufactured  by  Charles 
Glamondy  of  Paris,  at  Paris,  and  were  continuously,  from  the  year  1882  down 
to  the  date  of  the  Plaintiffs'  patent,  strengthened  by  being  coated  with  (a) 
collodion,  {b)  dextrine,  {c)  stearine.  Such  appliances  in  the  nature  of  hoods  or 
mantles  so  strengthened  were  imported  into  thisrealm  by  and  on  behalf  of  Charles 

4Si  Clamond  by  Louis  Gudman,  by  Golfler,  Servier,  and  by  the  French  Clamond 
Company f  and  by  Gerson  Trier ^  and  publicly  exhibited,  explained,  burnt  off,  and 
used  at  (o)  The  Gas  Exhibition,  held  at  the  Crystal  Palace,  Sydenham,  in  the  years 
1882-3,  (/3)  in  the  months  of  June,  July,  and  August,  1886,  at  34,Eastcheap,  in  the  City 
of  London,  by  Puggard  and  Galschiot&nd  others  ;  (y)  in  the  months  of  June, 

45  July,  and  August,  1886,  at  34,  Eastcheap,  in  the  City  of  London,  at  the  premises 
of  GersonTrier  ;  {I)  in  the  winter  of  1883-84  at  the  offices  of  The  Ge^ieral 
Gas  Heating  and  Lighting  Apparatus  Company ^  66,  St.  Paul  Street,  London,  N.; 
(c)  in  the  months  of  May,  June,  July,  August,  and  September,  1883,  at  the  old 
offices  of  The  South  Metropolitan  Gas  Company y  Surrey  Canal  Bridge,  Old 

50  Kent  Road  ;  (fi)  in  the  months  of  June,  July,  and  August,  1886,  at  155,  Cannon 

Street,  in  the  City  of  London,  at  the  premises  of  Henry  Green  and  Sons. 

-The  said  alleged  invention  had  stlso  been  published  in  this  realm  by  the  public 

general  use  of  paraffin  wax  and  other  similar  substances  for  the  stiffening  of 

.  cotton  for  use  in  lamps  and  for  the  stiffening  of  other  fabrics  ;  (3)  alleged  want 

55  of  subject-matter;   (4)  alleged  want. of  ntility;    (5)  the  final  Spetcifica^ipn 
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of  the  said  alleged  inyention,  as  disclaimed,  described  one  larger  than 
and  different  to  that  described  in  the  Provisional  Specification ;  (6)  the 
final  Specification  did  not,  if  the  first  clanse  of  the  amended  Specification 
covered  the  method  of  stiffening  mantles  used  by  the  Defendants,  sufficiently 
describe  the  nature  of  the  same  or  the  manner  in  which  the  same  was  to  be  5 
performed. 

In  an  affidavit  made  by  Julius  Moeller  on  an  interlocutory  motion  for  an 
injunction,  he  said  : — ^^  Shortly  after  the  date  of  the  said  patent  a  process  of 
^*  strengthening  incandescent  mantles  was  invented  in  Vienna,  which  consisted 
'^  of  obtaining  a  strengthening  fabric  of  nitrocellulose  upon  and  between  the  10 
*^  fibres  of  the  mantle,  and  this  is  the  process  and  the  only  process  which  has 
^'  been  used  by  the  Defendant  Company/'  In  answer  to  interrogatories,  he 
stated,  *'  The  process  of  strengthening  incandescent  mantles,  referred  to  in  the 
^^  said  affidavit,  consists  in  dipping  the  mantles  after  ignition  into  a  cold 
'^  solution  composed  of  a  mixture  of  soluble  guncotton,  acetone,  absolute  15 
^  alcohol,  ether,  Canada  balsam,  and  methylated  spirits.  The  superfluous 
^'  liquid  is  allowed  to  drain  off  the  mantles  as  they  are  lifted  out  of  the  liquid, 
^  and  the  mantles  are  subsequently  dried  in  a  hot-air  bath.'' 

The  ninth  paragraph  of  the  agreement  of  the  31st  Maich  1886,  referred  to 
in  the  Defence,  was  as  follows : — ^'  The  contractors  shall  be  at  liberty  to  patent  20 
^^  in  their  own  name  all  improvements  invented  by  the  contractors  or  their 
'*  workmen  in  the  apparatus,  appliances,  and  materials  for  the  production  of  the 
*^  said  incandescence  light  during  the  existence  of  this  agreement,  and  shall,  if 
^^  called  upon  during  that  period  by  the  Company,  grant  licences  to  the 
^^  Company  to  manufacture,  use,  or  sell  the  apparatus,  appliances,  or  materials  25 
<<  covered  by  such  patents,  receiving  for  such  licenses  a  royalty  from  the 
*'  Company  of  10  per  cent,  upon  the  price  of  each  article  made  under  or  in 
"  accordance  with  any  such  improvements  Ac." 

The  agreement  was  cancelled  on  the  1st  of  January  1887. 

The  passage  from  BrighVs  Specification  relied  on  in  the  Particulars  of  30 
Objections  was  as  follows: — "Sometimes  I  stiffen  the  woven  wicks  of  the 
"  ordinary  manufocture  by  inserting  into  them  paper  cases,  formed  as  aforesaid 
^  and  gummed  on  the  outside,  or  by  dipping  them  (not  partially  but  whoUy) 
^  in  wax,  or  in  any  other  suitable  stiffening  matter.  I  am  aware  that  flat  and 
"  solid  round  wicks  have  been  before  stiffened  throughout,  but  hollow  cylin-  35 
"  drical  wicks,  such  as  those  required  for  argand  lamps,  have  never,  to  the 
"  best  of  my  knowledge,  been  before  manufactured  in  a  stiffened  state  ready 
«  for  use." 

This  was  the  trial  of  the  action. 

Bousfieldy  Q.C.,  Boger  Wallace,  Q.C.,  and  G.  E.  E.  Jenkins,  Q.C.  (instructed  40 
by  Maddisons)  appeared    for  the   Plaintiffs;    Moulton,   Q.C.,  Terrell,  Q.C., 
and  A.  J.   Walter  (instructed  by  Faithfull  and  Owen)  appeared  for  the 
Defendants. 

Bousfield,  Q.C,  for  the  Plaintifb,  after  stating  the  nature  of  the  action^r— 
Tour  Lord^ip  will  have  in  your  recollection  two  prior  cases  tried  before  you  45 
in  reference  to  incandescent  mantles.*  The  flrst  patent  of  importance  in 
incandescent  lighting  was  WelshacVs  patent  of  1885,  which  was  shortly 
followed  by  his  second  patent.  In  1885,  Welsha^h  was  engaged  in  pushing  the 
invention  in  this  country  in  partnership  with  a  Mr.  Williams,  Then  The 
Welsbach  Incandescent  Qas  Light  Gompany  was  started.  It  met  with  great  50 
practical  difficulties,  one  of  the  chief  being  the  difficulty  of  transporting  the 

^  KOTB.— These  were  The  IncandewejU  Gas  Light  Company^  Ld.y.Th$  De  Mare  Incandeeeeni 
Gas  Light  8y$tem^  Ld,,  and  the  same  y.  The  Sunlight  lAoandeseeiU  Gas  Lamp  Co.,  Ld.,  reported 
in  18  B.P.O.,  pagee  801, 8M^  and  888  xeepeotively. 


VoL  XIV^  No,  27.]     AND  TRADE  MARK  OASES.  765 

*2%«  Sunlight  Incandescent  Qas  Lamp  Oompanj/y  Ld.  v.  The  Incandescent 
Oas  Light  Company ^  Ld.^  and  others. 

mantles  owing  to  their  brittleneas.  The  patent  of  1885  stopped  at  the  nnbumt- 
off  mantle,  and  the  only  direction  was  to  place  it  on  the  burner  and  light  it. 
They  had  to  send  people  ronnd  to  the  houses  to  burn  off  the  mantles.  On  the 
31st  of  March  1886,  the  Company  entered  into  an  agreement  with  Woodhouse 
5  and  Rawson^  under  which  they  were  to  make  experiments  for  perfecting  the 
inyention.  F.  L.  Rawson  was  a  partner,  and  was  assisted  in  his  experiments 
by  W.  S.  Rawson.  They  are  the  Patentees.  Woodhouse  and  Rawson  were  to 
have  the  sole  right  of  manufacturing  mantles  and  of  taking  out  patents  for 
improvements  which  they  might  make.    The  Company  were  to  have  the  right 

10  of  using  them  on  paying  a  certain  royalty.  It  is  alleged  that  the  invention 
was  anticipated,  and  that  Williams  was  the  true  and  first  inventor.  The 
method  now  employed  with  the  mantles  is  to  dip  them,  after  burning  off,  in  a 
solution  which  sets,  so  as  to  make  them  more  or  less  elastic  and  transportable 
bodies.    When  they  are  lit  the  stuff  in  which  they  are  dipped  bums  off,  and 

15  leaves  the  mantle  ready  for  use.  Welsbach  and  others  were  working  round 
this  subject  before  the  Rawsons  found  the  solution  of  the  difficulty.  The 
whole  invention  is  contained  in  the  Provisional  Specification  in  the  paragraph 
beginning  "  Difficulty  has  been  found,  &c."  In  working  it  out,  they  found 
that  paraffin,  or  a  solution  of  it,  in  a  hydrocarbon  was  the  best  method^  and  we 

20  have  the  broad  claim  for  dipping  into  a  liquid  which  will  penetrate  and  set,  and 
the  narrow  one  for  dipping  into  paraffin.  The  Defendants  use  collodion,  but  that 
exactly  answers  the  description.  Coming  to  the  defences,  the  first  defence  is  that 
the  Plaintiffs  are  not  proprietors.  [^Moulton^Q.G. — ^As  to  thati  shall  not  trouble  you. 
Then  the  Defendants,  in  answer  to  interrogatories,  have  set  up  that  Williams 

25  was  the  first  and  true  inventor.  The  &ct  that  the  patent  has  expired  by  reason 
of  non-payment  of  fees  does  not  affect  the  claim  to  royalties  on  the 
mantles  that  have  been  made,  which  under  the  agreement  are  10  per  cent.,  or, 
at  any  rate,  to  an  account  up  to  that  time.  The  Defendants  were  entitled  to  it 
on  those  terms,  and  the  claim  back  from  September  1896  for  some  years  would 

30  be  very  large.  [The  agreement  of  the  3lst  of  March  1896  was  then  referred 
to.]  In  the  beginning  of  1887  this  agreement  was  cancelled,  and  a  new  incan- 
descent company  formed,  which  did  not  succeed.  In  1892  a  committee,  of 
which  Rawson  was  one,  was  appointed,  and  they  drew  up  a  scheme  of 
re-construction,  which  was  carried  out.    About  1892  Woodhouse  and  Rawson^ 

35  then  the  owners  of  the  patent,  went  into  liquidation,  and  the  liquidator,  in 
1893,  applied  for  leave  t-o  bring  an  action  on  the  patent  against  the  Welsbach 
Company^  but  leave  was  refused.  The  patent  was  then  purchased  by  F.  L. 
Rawson^  and  was  ultimately  sold  to  the  Plaintiffs.  In  August  1886,  the  Rawsons 
were  working  under  this  agreement.     On  the  1st  of  September  1886,  they 

40  applied  for  the  patent.  They  were  working  in  communication  with  Williams^ 
who  was  managing  director  of  the  Company.  It  is  contended,  that  on  the 
cancellation  of  the  agreement  the  patent  somehow  became  the  property  of  the 
Defendants.  I  am  unable  to  suggest  how  that  can  be.  [^Moultony  Q.C. — I  will 
not  say  that  it  is  immaterial,  but  it  is  not  our  defence.]    Then  the  alleged 

45  anticipations  are  not  serious.  I  shall  not  treat  them  as  serious  at  present. 
Coming  to  the  patent,  it  is  said  that  the  invention  is  not  in  the  Provisional 
Specification,  but  it  is  there  described  at  page  1,  lines  21  to  26,  in  an  absolutely 
satisfactory  manner.*  The  hot  air  bath  is  of  some  importance,  as  the  Defendants 
follow  us  in  that.    The  Complete  Specification  is  at  the  commencement  the  same 

50  as  the  Provisional.  [Specification  read.]  Paraffin  is  soluble  in  volatile  hydro- 
carbon. If  you  dissolve  paraffin  in  benzine,  for  example,  you  can  mix  those 
things  in  any  proportion  ;  but  supposing  you  had,  for  instance,  one  of  paraffin 
and  one  of  benzine  at  a  temperature  of  70  or  80  degrees,  that  would  be  a 

*  This  pangzaph  ia  repeated  in  the  Complete  SpedfloatiQai,  ante  p.  66S,  U  41. 
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clear  solution.  If  you  let  it  fall  to  40  or  50  degrees  (the  figures  are  only 
illustrative),  jou  would  have  a  flocculent  mass  of  paraffin  floating  about  in  it. 
The  result  differs  from  a  clear  fluid  to  a  solid  according  to  the  proportions. 
IWelsbach  mantles  burnt  off  and  dipped  in  a  solution  of  paraffin  in  benzine 
were  then  produced,  and  afterwards  lit.]  It  is  sufficiently  strong  for  transit.  5 
You  can  do  it  in  various  ways.  You  can  take  a  solution  of  dextrine  and  water, 
or  shellac,  or  an  india-rubber  solution,  or  beeswax,  or  spermacetti,  or  a  laiige 
number  of  things  of  that  sort ;  you  can  dissolve  in  a  hydrocarbon  like  benzine 
or  benzoline,  or  you  can  take  such  solvents  as  ether  or  acetone,  or  things  of 
that  kind.  What  has  turned  out  to  be  the  best  in  practice,  and  what  both  the  10 
Plaintiffs  and  Defendants  use,  is  surgical  collodion.  It  does  not  matter,  to  our 
case,  that  collodion  is  better,  but  the  invention  is  summed  up  in  the  passage  I 
read.  You  are  to  dip  this  mantle  into  a  liquid  which  will  set  hard  at  ordinary 
temperatures,  and  burn  away  without  mechanical  destruction  to  the  mantle, 
and  without  leaving  any  residue  which  would  injure  its  light-giving  properties.  15 
If  it  ia  desired,  I  will  put  one  of  the  Raivsons  into  the  box  on  the  question  of  the 
true  inventor  ;  but  I  leave  it  to  the  other  side  to  make  their  case  that  Williams 
was  the  inventor,  and  that  the  patent  was  anticipated.  Some  of  the  Particulars 
of  Objections  are  only  given  by  recent  amendents.  [2  (A),  (B),  (C)  were  then 
read.]  Williams  was  managing  director  of  the  Company,  but  now  he  says  20 
that  he  publicly  used  things  which  everybody  must  have  known  the  Company 
would  want  to  take  out  a  patent  for.    It  is  a  case  that  needs  explanation. 

The  following  witnesses    were  then  called  for  the  Plaintiffs: — Dr.   Otto 
Hehner,  Sir  William  Crookes,  Professor  Vivian  Lewes,  and  W,  S,  Batvson. 

Moulton,  Q.C.,  for  the  Defendants. — We  do  not  object  to  the  invention  ?5 
claimed  in  Claim  2,  because  if  the  question  were  about  it  we  should  not  be  here. 
I  do  not  say  it  is  good.  It  has  so  little  utility  that  it  has  never  been  used ;  but 
our  case  is  that,  if  the  first  claim  is  to  be  treated  as  a  broad  claim  for  treating 
mantles  by  something  which  is  in  a  fluid  state  when  the  mantles  are  heated, 
and  then  becomes  hard,  toughening  and  stiffening  the  mantles,  and  which  can  30 
be  burnt  off  without  injuring  the  mantles,  it  has  every  possible  fanlt. 
[Wills,  J. — Is  not  the  question  whether  this  is  a  patent  for  an  essentially  novel 
conception,  showing  one  way  how  to  do  it  ?]  That  is  the  first  answer  to  the 
patent — ^that  it  is  not  of  that  nature ;  but  there  is  the  further  answer  that, 
if  it  is  to  be  taken  in  that  breadth,  it  was  not  novel ;  also  it  would  fail  for  35 
want  of  utility  and  for  want  of  sufficient  directions  as  to  what  would  do  or 
what  would  not  do.  [Wills,  J, — Is  that  not  necessarily  the  case  with  a  patent 
of  that  description  ?]  I  do  not  think  the  law  has  gone  so  far  as  that,  bat  I 
say  that,  on  a  fair  reading  of  the  Specification,  that  is  not  its  meaning.  The  object 
was  a  known  object,  which  had  been  attained  before  by  means  of  a  class  of  40 
substances  indicated  in  the  Specification  and  of  the  type  of  the  paraffins.  If 
confined  to  that,  we  have  never  infringed.  Before  I  go  to  the  documents,  I 
will  state  what  the  public  knowledge  was  at  the  date  of  the  patent.  Of  course, 
stiffening  things  by  dipping  into  fluids  was  common  ;  but  Bright,  in  1848,  gave 
a  way  of  stiffening  wicks  for  transit  by  dipping  into  melted  wax.  Of  course,  45 
I  do  not  say  Bright  was  thinking  of  incandescence.  [Wills,  J. — I  do  not  think 
the  thing  necessarily  has  anything  to  do  with  incandescenjce.  There  is  a  very 
valuable  and  frail  thing,  and  he  is  seeking  to  make  it  portable.]  That  is  r^ly 
_it,  but  you  must  stiffen  with  something  that  will  not  interfere  with  the  sulJ- 
sequent  use.  Bright  was  a  direct  user  of  the  same  broad  general  idea.  Then,  50 
in  the  two  Imray  inventions,  communicated  by  Clamond,  the  idea  is  to  put  a 
thing  into  a  combustible  case,  so  the  idea  of  strengthening  by  something  which 
bumf  away  was  hot  novel.  Then  we  shall  prove  Clamond  made  and  sent  jo 
"En^Mid.  to.  an^exhibitTon  atlhe' Crystal  Palace  his  delicate  magnesian  baskets 
dipped  into  ci  solution  of   dexti^i&e,  ftnd  Udo  Into  dtearhiiOy  lind  also  into  55 
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eollodion,  and  they  were  burnt  off  in  user  here.  The  Specification  must  be 
read  in  the  light  of  this  knowledge.  We  shall  also  show  that  'Dv.Welsbo/ch,  in 
Austria,  had  been  experimenting  on  methods  of  preserving  by  dipping  into 
fluids,  and  I  will  show  that  this  was  brought  to  the  knowledge  of  one  of  the 
5  inventors.  The  idea  was  not  novel ;  what  was  wanted  was  something  that 
woold  work  practically.  If  you  send  oat  the  mantles  nnburnt,  there  are  a 
certain  namber  of  breakages  in  burning  off  by  unskilled  persons ;  unless  the 
number  of  breakages  in  transport  is  less  than  the  number  of  such  breakages, 
•   there  is  no  sufficient  utility  as  a  commercial  thing.    What  was  found  out  by 

10  the  Rawsons  was  worse  than  what  Dr.  Welshach  had  suggested.  The  idea,  if  it 
were  a  patentable  one,  was  imported  by  Williams.  Then,  referring  to  the 
Specification,  the  idea  is  that  of  using  a  fusible  wax-like  substance  ;  there  is 
no  suggestion  of  setting  by  evaporation  or  otherwise  than  by  cooling.  They 
say,  **  a  hot  solution  of  volatile  hydrocarbon  mixed  with  paraffin  wax."    My 

15  evidence  will  be  that  paraffin  wax  may  be  softened  by  being  melted  with  a 
certain  proportion  of  volatile  hydrocarbon.  That  will  set  on  cooling.  "  A  hot 
'^  solution  "  shows  that  melting  was  intended.  It  must  be  a  small  quantity  of 
hydrocarbon  with  a  larger  quantity  of  the  paraffin  wax.  No  one  would  ever 
think  of  getting  rid  of  a  volatile  hydrocarbon  by  cooling  ;  in  order  to  separate 

20  the  series  you  have  to  heat.  No  one  would  say  that  the  hydrocarbon  would 
go  off  on  cooling  ;  the  Patentees  meant  something,  whether*  the  paraffin  alone 
or  the  mixture,  which  sets  on  cooling.  The  high-boiling  point  paraffin  meant 
a  paraffin  that  was  very  hard  when  cooled.  The  hot-air  bath  is  to  keep  it  fluid. 
If  it  were  a  question  of  evaporation,  the  hot  air  would  make  it  set.    Then  the 

25  other  materials  which  may  be  employed  must  "  set  hard  at  ordinary  tem- 
"  peratures."  In  the  claim,  the  "  liquid  which  will  afterwards  set "  must 
be  read  with  that  enlarging  paragraph,  which  says  "  set  hard  at  ordinary  tempera- 
"  tures."  Therefore,  they  mean  something  which  can  be  melted,  but  which, 
.when  allowed  to  cool,  sets.  Then  let  us  see  what  the  Patentees'  dnties  are.   The 

30  patentees  have  shown  a  method  of  using  a  well-known  class  of  substances,  but  it 
is  said  they  included  all  substances  which,  for  whatever  cause,  set ;  it  may  be 
by  evaporation,  by  dipping  into  another  liquid,  or  in  many  ways.  What 
knowledge  have  they  given  to  the  public  to  enable  them  to  use  these  other 
substances  ?    The  successful  one  is  quite  outside  their  type.    No  further  infor- 

35  mation  is  required  if  it  is  a  mere  question  of  melting ;  but,  if  not,  it  is  a 
question  of  the  idiosyncracies  of  all  the  different  fluids.  For  instance,  gelatine 
will  not  do  ;  it  breaks  up  the  mantle  in  burning  off.  It  might  be  made  to  do, 
but  that  is  experiment  and  invention.  Take  also  collodion ;  in  drying,  the 
mantle  shrivels  up  and  is  rendered  useless.     If  it  be  a  question  of  strength,  it 

40  is  a  question  of  experiment.  Sir  William  Grookes  says  he  would  add  castor-oil 
to  make  it  flexible.  How  are  the  public  to  know  that  flexibility  is  required  to 
counteract  the  contraction  ?  It  is  only  after  long  experiment  that  we  have 
found  a  fluid  of  practical  value.  They  say  they  like  paraffin  because  it  is  less 
sticky  ;    we  have  succeeded  with  collodion  with  acetone  in  it,  and  adding 

45  Canada  balsam,  which  is  very  sticky.  There  is  a  clear  and  satisfactory  inter- 
pretation of  the  patent  with  sufficient  directions  for  it.  Why  should  one 
include  all  these  things  which  require  experiment  ?  They  introduce  a  new 
class  of  difficulties  which  they  have  not  touched.  If  Claim?  is  to  be  supported, 
it  must  refer  to  things  of  the  type  of  paraffin  or  paraffin  wax.    If  it  be  extended 

50  beyond  that,  you  are  going  into  realms  in  which  the  inventors  made  no 
discovery,  and  into  an  invention  in  the  use  of  which  they  never  succeeded  ; 
and  it  is  saying  merely  '^  I  claim  that  which  succeeds,"  defining  it,  not  by 
anything  which  can  be  recognised  without  experiment,  but  by  the  results  of 
experiment    Bright  only  differs  in  that  his  invention  was  applied  to  wicks 

55  in^yead  of  mantles.    Dawson's  evidence  established  publication  by  himself  Ih 
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his  works  by  showing  these  things  when  they  were  discovered.  IBousfieldf  Q.C. — 
Yon  will  have  to  amend  to  bring  that  forward.]  No ;  the  Defendants  are 
entitled  to  rely  on  any  admission  by  the  Patentee  ;  Germ  Milling  Company j 
Ld.  V.  Robinson,  3  R,P.C.  254  and  399. 

The  following  witnesses  were  then  called  for  the  Defendants : — Profeasor  5 
Dewar,  Messrs.  Ballantyne,  Clamondy  H.  TcUbotj  A.  Turpin,  L.  Oudman, 
G.  Trier,  D.  J.  Williams,  W.  J.  Moore,  F.  Williams^  J.  Imray,  J.  Stvinbums, 
J.  Moeller,  E.  Nieustaedt,  L.  Gol/ier,  and  O.  Pettier. 

F.  L.  Rawson  was  also  called  for  the  Plaintiffs  to  give  rebutting  evidence, 
and  for  the  same  purpose  W.  S.  Rawson  was  recalled.  10 

Moulton,  Q.G. — I  start  by  going  to  Brighfs  Specification,  which  describes  the 
method  of  stiffening  woven  wicks  and  sending  them  about  in  such  a  way  that 
they  might  not  lose  their  shape— stiffening  them  by  dipping  them  in  wax. 
That  was  in  1848.  Brighfs  was  not  a  paper  anticipation,  but  the  evidence 
shows  that  it  was  habitually  used.  Therefore,  the  idea  of  stiffening  by  dipping  15 
into  a  substance  which  was  easily  fusible  and  became  fluid,  even  for  things  in 
which  the  stiffening  was  afterwards  burnt  out,  was  old.  Tlie  patent  is  an 
application  of  the  same  device  for  the  same  purpose,  namely,  to  prevent 
deformation  in  transit.  I  am  not  driven  to  say  that  there  was  no  invention  in 
stiffening  mantles.  To  get  a  fluid  to  do  for  mantles  may  be  the  subject  of  20 
invention — that  is,  the  selection  of  that  which  will  give  success  in  the  new 
circumstances.  But  there  was  no  novelty  in  the  general  idea  of  choosing  for 
stiffening  a  fusible  substance  that  was  combustible.  Next  I  come  to  Clamond, 
who  invented  the  ingenious  magnesian  basket.  He  first  tried  paper  cases,  and 
then  strengthening  by  dipping  into  a  combustible  fluid.  He  used  dextrine  and  25 
collodion.  The  evidence  shows  that  from  1882  to  1886  he  was  sending  into 
England  baskets  so  strengthened.  [The  evidence  of  Clamond,  Talbot,  Gol/ier, 
and  Pettier  was  then  referred  toj  [Bousfield,  Q.C. — It  is  not  contested  that 
Clamond  dipped  these  things  in  Iirance,  and  some  were  sent  here.]  Then  the 
description  is,  that  there  was  in  burning  a  little  smoke,  and  then  an  incan-  30 
descent  light.  We  have,  therefore,  got  the  user  of  this  invention  in  England  ; 
Neilson  v.  Betts,  L.R.  5  H.L.  1,  and  Goodeve,  page  52.  Suppose  a  person  took 
out  a  patent  for  dipping  Clamond  baskets  in  dextrine  or  collodion,  he  would 
restrain  Clamond  from  doing  what  he  had  done;  but  there  is  no  sounder 
principle  in  patent  law  than  that  no  man  can,  by  a  patent,  take  away  from  a  35 
person  the  right  to  continue  what  he  has  been  doing.  If  this  be  shown  to  be 
the  effect,  the  patent  must  ipso  fa>cto  be  bad.  It  was  not  merely  in  an  experi- 
mental stage,  but  was  perfected.  Clamond  was  using  the  invention  in  England 
for  the  purpose  of  his  business.  Sending  articles  ms^e  according  to  a  patented 
process  into  England  is  user  in  England.  Elmslie  v.  Boursier,  L.R.  9  Eq.  217,  40 
and  Von  Heyden  v.  Neustadt,  L.R.  14  Oh.D.  230,  have  established  that.  In 
Neilson  v.  Betts,  it  was  a  question  of  infringement  by  user  in  England.  Here 
the  f  auction  was  protection  during  transport  with  capability  of  being  burnt  off, 
.80  there  was  user  of  the  invention  throughout.  It  is  not  a  question  of 
publication,  but  of  public  use.  There  may  be  public  use  of  the  invention  even  45 
if  there  is  a  secret  process.  I  have  got  two  prior  users.  Bright  and  Clamond ;  it 
is  impossible  to  say  the  general  idea  could  be  novel.  Then  did  the  Patentees 
ever  claim  such  a  thing  as  the  general  right  to  stiffen  by  dipping  into  a  fluid  ? 
I  have  to  deal  now  with  the  construction  of  the  Specification.  This  case  is  exactly 
like  TTie  Automatic  Weighing  Mcu:hine  v.  Knight,  6  R.P.C.  297.  It  was  there  50 
held  you  could  not  claim  a  machine  by  its  function,  and,  since  machines  worked 
by  the  penny  in  the  slot  were  known  before,  you  could  not  generally  claim 
weighing  machines  by  that,  or  claim  the  whole  of  a  tyx>e  because  you' were  the 
inventor  of  one  of  that  type.  Just  so  here.  The  strengthening  of  things  by 
dipping  is  old.     They  want  to  do  it  to  mantles  ;  they  cannot  daim  every  55 
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method  of  doing  it.  [Wills,  /. — They  thought  they  had  a  new  idea  and 
claimed  everything,  on  me  view  that  they  showed  one  way  of  doing  it  and  were 
entitled  to  the  whole  of  it.]  The  thing  does  not  depend  on  incandescence, 
simply  on  its  being  a  fragile  body.  The  real  fact  is,  they  did  not  know  of 
5  Bright  or  Glamand.  If  the  patent  includes  us,  there  is  not  novelty,  and  the 
patent  is  bad.  Nothing  but  the  broad  claim  can  help  the  Patentees  on  the  question 
of  infringement.  With  us  the  liquid  never  sets.  We  have  a  thing  which  always 
remains  liquid  until  one  of  the  constituents  passes  away,  when  it  leaves  a 
toughened  flexible  residue.    They  must  say  that  anything  which  will  leave  a 

10  strengthening  layer  is  within  their  claim.  As  another  defence,  we  could  insist 
on  a  more  limited  construction  of  the  Specification.  What  the  Patentees  were 
thinking  of  was  using  substances  solid  at  ordinary  temperatures.  Our  stuff 
is  not  solid  at  ordinary  temperatures,  and  only  becomes  solid  when  the  liquid 
passes  away.    The  means  they  use  to  keep  the  material  soft  would,  if  evapo- 

15  ration  were  relied  on,  make  it  hard.  I  submit  that,  on  the  construction,  they 
are  confined  to  liquids  which  set  on  cooling.  Coming  back  to  Claim  1,  if  it 
receives  the  broad  interpretation  it  is  bad,  because  they  never  invented 
anything  but  the  use  of  paraffin.  No  one  could  tell  what  liquid  would 
succeed,  or  what  solution  would  do.    Collodion  would  not  do,  and  there  is  no 

20  knowledge  disclosed  by  the  Specification  as  to  how  to  make  it  do.  Experiment 
was  necessary  before  getting  to  the  invention.  There  is  no  direction  enabling  a 
person  to  use  the  invention  except  in  the  case  of  fusible  things  which  set  hard 
on  cooling.  The  Specification  casts  on  the  public  the  burden  of  experiment, 
and  is  bad  ;  Rex  v.  Wheeler,  2  B.  and  Aid.  345.    Unless  there  is  a  practically 

25  successful  way,  there  is  no  real  utility.  Paraffin  has  never  been  used.  Welsbach  had 
the  idea  ;  in  1886,  he  was  experimenting  to  find  something  practically  useful. 
Williams  told  Paget  of  this  invention  ^fore  the  date  of  the  patent,  and  he 
certainly  was  not  wrong  in  telling  anything  he  got  from  Welsbach.  The 
communication,  not  confidentisd,  by  a  man  in  England  to  another  prevents  a 

30  patent  being  taken  out.  [Bousfield,  Q.C. — ^This  is  not  pleaded.]  Bawson  says 
he  made  no  secret  of  it.  [Wills,  J. — I  think  the  fair  construction  is  that  that 
was  confined  to  the  works.]  We  have  proved  that  Williams  brought  two 
toughened  mantles  into  England.  I  submit  that  the  idea  in  its  breadth  was  not 
novel.    That  the  practice  of  dipping  things  to  stiffen  and  make  them  bear 

35  transport  was  known ;  that  the  first  claim  is  invalid  ;  and  that,  if  it  is  limited 
to  liquids  of  the  type  of  paraffin  wax  or  which  vary  by  means  of  temperature, 
we  do  not  infringe. 

Bousfieldy  Q.C,  in  reply. — ^Tour  Lordship  has  relieved  me  from  going  into 
the  case  of  communication  of  this  idea  by  Williams.    We  say,  however,  that 

40  there  was  no  idea  at  all  of  this  invention  in  Vienna  before  a  mantle  imbedded 
in  paraffin  was  sent  from  England  to  Berlin.  That  was  the  first  thing,  and 
from  there  the  idea  went  to  Vienna.  The  point  has  merely  become  a  matter  of 
prejudice  now.  So  also  as  to  the  two  mantles  alleged  to  be  brought  over  by 
Williams.    It  comes  to  nothing  without  publication  or  communication.    The 

15  ease  is  now  reduced  to  small  limits.  It  was  of  immense  importance  to  find 
some  method  of  transport.  We  were  set  to  work,  under  the  agreement,  to  solve 
it.  Four  mechanical  means  were  devised.  Pa^et  himself,  in  July  1886,  took 
out  a  patent  for  one  of  these.  No  questions  as  to  the  practicability  of  paraffin 
were  put  to  the  expert  witnesses ;  it  was  only  raised  by  Moeller's  evidence  at  the 

50  end  of  the  Defendants'  case.  Williams  had  not  got  the  patent  before  him  when  he 
tried  it.  The  evidence  of  the  Rawsons  shows  that  it  was  a  practical  success. 
Hundreds  of  such  mantles  were  sold  to  customers.  There  are  cases,  as  in  the 
^  Incandescent ''  case  last  year,  when  it  is  open  to  give  a  broad  or  a  narrow 
interpretation  to  a  claim.    When  that  is  so,  the  Court  is  influenced  by  the  state 

55  of  the  art.    Here  the  claim  is  clear.    There  are  several  points  in  it ;  first,  the 
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mantles  are  to  be  dipped  ;  secondly,  it  is  to  be  done  after  ignition  ;  thirdly,  it 
is  into  a  liquid  which  will  set  hard  ;  fourthly,  it  is  to  be  a  liquid  which  will 
not  hurt  the  mantle  and  will  burn  off  without  leaving  any  residue.  The  first 
claim  is  a  broad  claim  based  on  the  absolute  novelty  of  the  idea.  Then  the 
second  claim  is  for  a  specific  substance,  paraffin.  The  real  question  as  to  the  5 
first  claim  is  whether  it  can  be  sustained,  having  regard  to  the  knowledge  at 
the  time.  BrighVs  was  merely  the  idea  of  starching  a  wick  with  paraffin. 
The  only  link  with  ours  is  that  both  inventions  have  to  do  with  lamps.  The 
functions  of  a  lamp  and  a  mantle-  have  nothing  to  do  with  the  matter.  Our 
mantles  are  dipped  after  ignition.  The  invention  is  limited  to  Welshach  10 
mantles,  and  the  process  is  altogether  inapplicable  to  wicks.  Bright  has  no 
relevance  at  alL  Then  the  invention  was  not  obvious  to  those  who  were 
working  at  the  subject.  Paget  tried  mechanical  means,  but  directly  the  idea 
of  paraffin  was  suggested  to  him,  he  could  find  numbers  of  substances.  The 
real  invention  was  the  idea.  Welshach  tried  to  toughen  the  original  mantle.  15 
One  would  naturally  have  thought  that  these  delicate  mantles  would  not  stand 
dipping.  It  is  admitted  now  that  collodion  would  do  if  sufficiently  diluted ; 
that  flexible  collodion,  diluted  with  ether,  will  work  very  well.  In  tiie  face  of 
that,  it  is  impossible  to  say  that  there  is  any  difficulty ;  of  course,  you  may 
have  to  experiment  to  get  the  best  result.  Then  it  is  said  that  Clamond  is  an  20 
anticipation  ;  because  an  article  made  abroad  by  a  patented  process  and  imported 
into  this  country  is  an  infringement  of  the  patent.  That  is  a  long  way  off  this  case. 
The  doctrine  was  carried  furthest  in  Von  Heyden  v.  Neustadty  L.R.  14  Ch.D.  x530, 
Goodeve,  page  48,'; .  Thi  s  case  goes  further  than  Neilson  v.  Betts^  and  shows  the  vice 
of  applying  the  principle  of  infringement  to  a  question  of  anticipation.  The  25 
substance  was  old,  but  the  patent  was  for  a  new  process  of  making  it.  The 
importation  of  the  article  made  abroad  by  the  patented  process  was  held  to  be 
an  infringement,  otherwise  the  Patentee  would  not  get  the  whole  benefit  of 
his  invention.  But  you  cannot  turn  that  round.  The  importation  of  an  article 
made  by  a  process  may  reveal  nothing  of  the  process  by  which  it  is  made.  30 
Unless  the  process  were  revealed  by  the  article,  there  would  be  no  anticipation 
of  a  subsequent  patent  taken  in  this  country  for  the  process,  and  there  is  no 
case  saying  that  there  would  be  anticipation.  As  to  the  Clamond  baskets  that 
were  sent  over  here,  the  evidence  shows  that  they  revealed  nothing  as  to  the 
process — nothing  of  it  became  part  of  the  stock  of  public  knowledge.  There  35 
was  a  brown  glaze  on  the  baskets  that  looked  like  a  coat  of  paint,  but  did  not 
'fill  up  the  interstices.  Nobody  could  tell  what  it  was,  how  it  was  put  on,  or 
that  it  was  put  to  strengthen.  There  is  no  foundation  for  the  proposition  of 
law  as  to  anticipation,  [Wills,./. — It  is  also  put  that  you  could  not  prevent 
a  man  doing  what  he  had  been  in  the  habit  of  doing.  Terrelly  Q.C.,  referred  to  40 
the  sixth  section  of  the  Statute  of  Monopolies.]  Supposing  the  article  sent 
here  were  made  by  a  secret  process  abroad,  and  somebody  went  over  and  dis- 
covered it  and  patented  it,  that  is  a  meritorious  thing,  and  I  am  inclined  to 
think  he  could  stop  people  from  importing  the  things  ;  Edgehetry  v.  Stephens^ 
1  Web.  P.C.  35.  The  point  here  is  a  novel  one  ;  but  1  am  not  concerned  really  45 
with  it,  because  this  Specification  does  not  purport  to  stop  Clamond  from  doing 
what  he  had  done.  It  is  confined  to  Welshach  mantles ;  it  is  merely  a  stage  in 
WelshacKs  invention,  and  Clamond  has  no  relevance.  Then  it  is  said  that, 
outside  paraffin,  experiment  is  necessary.  That  goes  to  validity,  but  not  to 
limiting  the  construction.  The  first  claim  is  clear.  [WILLS,  J. — If  you  have  50 
a  new  idea  and  have  shown  a  practical  way,  and  that  covers  all  ways  of 
doing  it,  that  involves  covering  things  you  want  experiment  for.]  Then  I 
will  not  argue  that  point.  The  infringements  of  Edison's  telephone  trans- 
mitter took  forms  which  had  not  occurred  to  him.  He  only  had  the  one  form. 
[WlLliS,/. — ^Theman  who  shows  how  successfully  to  put  his  new  large  idea  into  55 
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practical  operation  gets  protection  for  other  means  of  attaining  the  same  ends 
which  have  not  occurred  to  him.  There  is  the  question,  though,  whether  it  is 
a  claim  limited  to  wax-like  substances.]  The  Specification  is  open  to  the 
broader  construction.  The  words  are  perfectly  appropriate.  The  description 
5  as  to  paraffin  is  necessarily  confined  to  a  particular  kind  of  setting,  but  th^ 
particular  example  ought  not  to  govern  the  meaning  of  the  word  "  set."  The 
particular  kind  of  setting  evidently  does  not  really  affect  the  essence  of  the 
invention.  The  evidence  of  Professor  Crookes  shows  that  the  word  "  set "  is 
familiar  in  connection  with  collodion.    It  is  not  equivalent  in  the  Specification 

10  to  cooling.  A  solution  of  paraffin  wax  in  a  volatile  hydrocarbon  sets  by 
volatilisation  as  well  as  cooling.  Collodion  sets  at  ordinary  temperatures.  Take 
the  cork  out  of  the  bottle  and  it  will  set.  A  20  per  cent,  solution  of  paraffin 
wax  is  liquid  at  ordinary  temperatures,  but  pour  it  out  and  it  will  set  by 
evaporation  of  the  hydrocarbon.    It  is  said  we  want  volatility  because  we  want 

15  fluidity  ;  but  that  is  not  so,  for  the  alternative  suggestion  is  taking  a  high  boiling 
point  ozokerit,  so  they  are  not  depending  on  volatility  for  fluidity  in  that  case. 
When  you  use  the  solution  of  paraffin,  the  setting  is  not  complete  until  the 
solvent  has  evaporated.  The  construction  is  not  limited  by  the  particular 
example.    Outside  the  example  there  is  nothing  to  limit  the  generality  of  the 

20  language  as  to  setting.  The  words  "  set  hard  at  ordinary  temperatures  "  may 
be  put  in  because  these  mantles  are  intended  to  travel ;  anything  that  would 
soften  much  in  summer  would  not  do. 

Wills,  J. — The  first  and  most  important  question  in  this  case,  as  in  most 
other  patent  cases  that  I  have  had  to  deal  with,  is  the  construction  of  the 

25  Specification,  and  the  claim  which  it  contains.  Now,  as  to  what  the  subject  of 
the  patent  is  there  is  no  room  for  doubt.  It  is  for  improvements  in  the  manu- 
facture of  mantles  connected  with  the  production  of  light  by  the  Welshach 
process — ^that  is  to  say,  it  relates  to  improvements  in  the  construction  of 
Welshach  mantles.    Then  it  goes  on  to  explain  that  difficulties  have  been  found 

30  in  the  transport  of  these  mantles  without  breakage,  and  various  methods  have 
been  proposed.  Then  it  is  said  how  the  difficulty  may  be  overcome  "by 
**  dipping  the  mantle  after  ignition  " — that  is,  in  the  state  in  which  it  would 
be  used,  and  when  it  is  in  its  frailest  condition — "  into  a  liquid  which  will 
"  thoroughly  penetrate  the  interstices  of  the  material,  and  will  afterwafds  set 

35  « to  such  a  degree  of  hardness  as  to  protect  the  material  from  danger  of 
"  breakage  in  packing  or  handing,  and  which  can  afterwards  be  removed 
"  without  leaving  any  objectionable  residue."  Then  it  proceeds  to  describe 
what  the  Patentees  say  is  a  very  satisfactory  method,  and  that  is  what  I 
may  call  the  paraffin  or  wax  method.     For  the  present  moment  I  do  not  go 

^  into  those  details.  Then  it  proceeds  to  say  that  other  materials  may  be 
employed  so  long  as  they  set  hard  at  ordinary  temperatures,  and  burn  without 
injuring  the  mantle  and  without  leaving  any  objectionable  residue.  The 
Patentees  find  that  paraffin  is  the  least  sticky,  and  is  better  than  any  others. 
Then  comes  the  claim,  which  is,  first :  "  The  treatment  of  the  mantles  after 

45  "  ignition  by  immersion  in  a  liquid  which  will  afterwards  set  and  will  burn 

'*  away  without  prejudicial  results  to  the  mantles  for  the  purposes  set  forth." 

And,  secondly,  "  The  use  of  paraffin  substantially  as  described  in  the  treatment 

"  claimed  under  the  first  claim." 

Now,  to  my  mind  it  is  obvious  that  the  Patentees  considered  that  they  had 

50  got  hold  of  a  new  idea,  and  one  which  was  so  far  novel  that  it  would  give 
them  the  benefit  of  the  principle  which  has  been  applied  to  certain  classes 
of  patents  embodying  new  ideas,  namely,  that  having  shown  one  successful 
method  of  accomplishing  the  object,  the  Patentees  were  entitled  to  protection 
against  all  methods  by  which  that  same  object,  whatever  it  was,  could   be 

J&5  .accomplished.      I  think  it  is  quite  clear  that  that  was  the   Patentees'  view, 
'f#nd/,that  that  is  the  view  upon  which  the  patent  has  been  framed* 
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.  But  then  comes  an  extremely  important  question.  To  my  mind  it  is  the 
question  in  this  case,  and  that  is,  how  far  the  generality  of  the  claim  extends.. 
Now,  it  is  quite  clear  that  the  Patentees,  in  terms,  claim  that  it  shall  extend  to 
the  treatment  of  mantles  after  ignition  by  immersion  in  a  liquid  which  will 
afterwards  set.  Now,  there  are  two  kinds  of  setting  which  appear  to  me  to  be  5 
essentially  distinguishable  in  their  chemical  and  physical  properties  and 
nature  ;  and  it  is  also  clear,  I  think,  that  the  expression  **  set "  had  been  used, 
and  was  commonly  used,  with  respect  to  both  of  them.  If,  therefore,  there  is 
nothing  in  the  rest  of  the  Specification  to  limit  the  expression  "setting**  to  one 
class  of  setting,  it  would  be  general  undoubtedly ;  and  the  real  question,  to  my  10 
mind^  is  one  upon  which  I  have  heard  very  able  arguments  indieed  on  both 
sides,  but  which  seems  to  me,  I  confess,  the  more  I  consider  it,  tolerably  clear. 
The  question  is — Is  there  in  the  Specification  an  indication  that  the  Patentees 
meant  to  limit  it  to  substances  which  I  may  characterise  generally  as  of  the 
wax  or  paraffin  type  ?  Now,  the  essential  diflEerences  between  the  two  appear  15 
to  me  to  be  these — that,  with  regard  to  substances  of  that  type,  the  setting  which 
is  to  be  effected  is  a  setting  by  reduction  of  temperature.  They  are  substanoee 
which  dissolve  in  a  solvent  liquid  at  a  considerable  temperature,  and  they  then 
afterwards  set  by  cooling,  which  is,  as  I  understand  it,  a  molecular  change  due 
to  lowered  temperature.  It  is  one  in  which  I  think,  notwithstanding  what  has  20 
been  said  by  Mr.  Bousjfleld^  who  is,  in  the  small  matters  which  bear  upon  it^ 
supported  by  what  he  quoted  from  the  witnesses — it  is  one  in  which,  to  my 
mind,  evaporation  plays  so  subsidiary  a  part  that  it  may  be  neglected.  That  is 
not  the  real  thing  that  does  the  work.  On  the  other  hand,  the  setting,  where 
the  term  is  applied  to  such  substances  as  collodion  and  similar  substances,  is  25 
one  in  which  the  setting  is  effected  by  evaporation,  and  in  which  lowered 
temperature  plays  no  part ;  or,  if  it  plays  any  part  at  all,  it  is  to  retard  and  not 
to  assist  the  operation  of  setting.  Therefore,  there  are,  as  it  seems  to  me,  these 
essential  differences  between  the  two  classes  of  setting. 

Now,  when  I  come  to  investigate  the  question  of  whether,  within  the  limita-  30 
tion  on  page  4  of  the  Specification,  there  is  to  be  found  a  limitation  of  the 
setting  to  the  former  process,  I  am  not  unmindful  of  the  fact  that,  under  a 
patent  of  this  kind,  one  which  is  framed  upon  a  new  idea,  or  a  new  principle 
which  has  been  carried  out  by  one  way,  it  is  not  a  sufficient  answer  to  say  that 
the  only  way  pointed    out  indicates  only  one  particular  kind    of  setting,  35 
although,  of  course,  it  is  a  circumstance  to  be  taken  into  consideration,  when 
one  is  endeavouring  to  ascertain  in  the  best  way  one  can  what  is  in  the  mind  of 
the  Patentee  and  what  he  has  conveyed  to  the  public  in  what  he  has  written. 
But  it  seems  to  me  the  key,  on  this  point,  to  the  interpretation  of  this  Specifica- 
tion is  to  be  found  in  the  words  at  line  47  : — ^*^  Other  materials  may  be  employed  40 
**  so  long  as  they  set  hard  at  ordinary  temperatures."    Now,  I  really  cannot 
bring  myself  to  doubt,  especially  looking  at  the  illustration  which  went  before, 
that  what  the  Patentees  meant  when  they  speak  of  '*  setting  hard  at  ordinary 
"  temperatures  "  was  that  they  were  to  be  dealt  with  at  a  higher  temperature, 
and  that  they  were  then  to  set  upon  arriving  at  that  ordinary  temperature.    I  45 
cannot  conceive  why  the  reference  to  ordinary  temperatures  should  have  been 
introduced,  except  to  stamp  that  idea  into  the  patent.    Now,  it  follows  that^  in 
my  opinion,  the  Patentees  did  not  intend  to  claim,  and  have  not  claimed,  any 
setting,  except  that  which  is  effected  by  the  operation  of  cooling ;  and  that 
alone  seems  to  me  to  be  the  key  to  the  whole  thing.    I  think  I  cannot  put  what  50 
occurs  to  me  better  than  by  saying  that,  supposing  it  turned  out  that  collodion 
was  an  impracticable  substance,  of  which  no  use  could  be  made — suppoBing 
the  patent  had  been  attacked  on  that  ground,  and  supposing  it  had  been  said, 
"  You  have  embraced  by  your  claim  something  which  is  utterly  impracticable, 
"  and,  therefore,  your  patent  is  bad,"  I  think  that  the  Patentees  would  have  55 
had  a  perfect  answer.    They  would  have  said,  **  We  have  shown  yon  ia  onr 
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V^UliJBtralaQQ  OAtMl^g  Qzp^t  the  ^nd  ot  setting  m*  which  cooling. is  tha  real 
^i  am4.Bq^stajxM&l  ^gent^by .^hich  the  operation  is  effected  ;  and,  in  the  enlarged 
'4  pact  of  our  d^ripUqOiOf  ggr  process,  we  have  to],d  you  that  we  refer  to  other 
^  ^anhQtaaceB  whicti  i^rilUiike  wax,  set  at  ordinary  temperatures."  Now^as  I 
5  understand,  there^  is  a  wide  field  of  substances  over  which  the  Patentees  had  i 
right  to  range,  and  Qvei:.  which  they  had  a  right  to  claim  the  beneficial 
operation  pf  the  construction  to  which  I  have  alluded,  namely,  that,  having 
embodied  a  new  idea  \ix  their  patent,  and  having  shown  a  practicable  method 

..    of  attaining  the  .object  in  question,  they  were  entitled  to  extend  it  to  other 

10  things  besides  those  which  were  BubstantiaUy  mentioned ;  because  it  is  plain 
that  shellac  and  dextrine  and  a  number  of  other  substances  which  have  been 
mentioned  and  discussed  in  this  case  stand  substantially  on  the  same  footing, 
and  it  would  give  the  Patentees  a  wide  field  over  which  they  might  claim  the 
beneficial  operation,  of  the  principle  to  which  I  have  alluded.    I  do  not  think 

15  it  is  any  use  my  saying  more  upon  this  question  of  construction.  Those  seem 
to  me  to  be  the  guiding  lines,  and  I  only  add  this^  that  I  doubt  very  much 
indeed  whether  a  claim  so  wide  as  to  include  every  method  of  dealing  with  the 
operation  of  setting  by  any  liquid,  no  matter  what  it  was  or  how  it  operated,, 
would  be  suptained.    I  doubt  whether  that  would  not  be  pushing  the  principle 

20  a  great  deal  too  for;  as  it  seems  to  me,  that  even  that  principle  ought  to 
be  confined  to  substanoes  or  operatipns  which  present  some  analogy  with  the 
process  which  is  described  and  which  is  specifically  claimed.  It  appears  to  me 
that  these  essential  differences  which  I  h(ive  pointed  out  between  the  two 

,.    processes  prevent  the  one  f^m  having  the  necessary  analogy  to  the  other,  and 

25  would  limit  it  in  case  the  widest  application  was  given  to  the  patent ;  but,  for 
the  reasons  I  have  given,  I  think  that  .the  proper  construction  of  the  Specification 
is  the  narrower  one  which  I  have  indicc^ted* 

Now,  the  patent  has  been  attacked  upon  the  ground  of  anticipation.  I  am 
a^inst  the  Defendants  upon,  I  think,  all  the  antioipations.    I  agree  with  Mr. 

30  Bousfield  that  the  notion  of  dipping  one.  of  the  Welsbach  skeletons,  with  ita 
extraordinary  fragility  of  structure  and  its  earthy  constitution,  into  these 
melted  substances  for  these  purposes  can  hardly  be  said  to  have  been  antici-^ 
pated  by  the  dipping  of  a  cotton  wick,  for  a  moderator  lamp  into  a  solution 
of  wax.     It  seems  to   me   that  the  things  are  too  far.  apart,  and   that  the 

35  application  of  this  thing  to  the  Welsbach  mantle,  although  it.  is  for  the  same 
purpose,  namely,  of  strengthening  it  in  order  to  enable  it  without,  change  of 
form  or  substance  to  undergo  transport,  is,  as  it  seems  to  me;  miles  off  the 
other  ;  and  I  should  be  very  sorry  if  I  felt  it  my  duty  to  upset  a  meritorious 
patent  on  the  ground  of  such  an  anticipation  as  that.    It  seems  to  me  to  be 

40  a  great  deal  too  for  off  what  has  been  done  in  this  case,  and  that  the 
application  of  something  like  it  to  the  circumstances  of  this  case  involved 
so  much  of  invention  and  independent  thought  and  consideration  that  it  may 
very  well  stand,  notwithstanding  the  anticipation  of  the  idea  in  the  rough, 
not  merely  by  tiiis  patent  of  Brighfs^  but  by  a  thousand  things  which  are 

45  done  in  common  life  and  in  common  operations — ^not  excluding  the  starching' 
of  shirts,  to  which  Mr.  Bousfield  referred.  Of  course,  it  is  not  burnt  off  the 
shirts  afterwards,  but  still  the  general  notion  of  strengthening  in  that  kind  of 
fashion  is  a  very  old  one ;  and,  of  course,  it  was  to  be  applied  to  a  substance 
which  was  to  be  used  by  setting  fire  to  it,  ao  the  burning  off  would  follow 

50  as  a  matter  of  course.  I  do  not  think  that  anticipation,  therefore,  would  damage 
the  patent. 

With  regard  to  the  Clamond  process,  I  think  it  uncommonly  near  to  it,  and 
if  there  were  sufficient  evidence  of  its  being  known  in  England  to  make  it 
a  part  of  the  general  knowledge  on  the  subject,  I  should  say  it  was  essentially 

55  the  same  thing — ^that  is  to  say,  adopting  the  larger  construction  of  the  patent, 

3  P 
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and  Bupposing  it  inclndeB  collodion  ;  but  I  think  dextrine  was  also  need,  and 
therefore  in  any  case  I  should  have  said  that  it  really  was  an  anticipation, 
because  these  baskets  of  Clamond  performed  exactly  the  same  functions 
as  the  mantles  of  Welsbach^  and  they  were  treated  substantially  in  the  same 
way  and  for  the  same  purpose.  But,  then,  it  does  seem  to  me -that  Mr.'  5 
Bousfleld^s  ai^ument  on  that  point  is  well  founded,  and  that  the  mere  fact 
that  -it  was  used  in  England  without  anybody  having  thb  opportunity  of 
seeing  what  it  was  that  was  being  used  ought  not  to  be  enough,  and  in  my 
judgment  is  not  enough,  to  make  it  a  prior  publication.  It  would  have  been 
seen  at  the  time,  if  it  had  occurred  to  anybody,  what  was  passihg  in  my  mind  10 
on  this  subject  by  the  questions  which  I  asked  of  M.  diamond  himself,  vis., 
whether  the  burning  off  of  this  dextrine  was  made  a  part  of  the  public 
exhibition  so  as  to  be  a  piece  of  scientific  information,  or  information  connected 
with  the  art  intended  to  be  made  public  property  ;  but  it  seems  that  that  was 
not  BO,  and  that  all  that  he  did  was  to  do  this  when  he  wanted  to  change  his  15 
mantle,  not  showing  people  what  he  was  doing,  and  then  let  them  see  what  he 
wanted  them  to  see,  viz.,  the  good  result  of  the  incandescence  of  the  magneaian 
oxide.  Well,  again,  it  is  no  use  going  into  details  about'a  matter  of  this  kind. 
I  point  out  the  general  views  which  have  influenced  my  judgment,  and  I  think 
that  that  is  not  such  an  anticipation  as  could  reasonably  be  said  to  have  30 
made  what  he  did  part  of  the  public  knowledge  on  this  subject  to-day.  It  is 
quite  true  that  things  which  are  indistinguishable,  I  think,  in  principle,  and 
in  almost  everything  else  from  what  is  done  with  the  paraffin  in  this  case  by 
this  patent,  were  used  in  England  ;  but  they  were  used  on  a  very  small  scale, 
chiefly  or  almost,  as  far  as  the  evidence  goes,  exclusively  by  the  experimenter  25 
or  inventor  himself  and  his  staff,  and  I  do  not  think  that  there  was  anything 
in  what  was  shown  by  them  that  would  indicate  to  the  public  that  the  result 
was  brought  about  in  any  fashion  such  as  that  which  Messrs.  Rawson  hit  upon. 
Therefore,  I  do  not  think  that  anticipation  is  sufficient. 

.  Mr.  Moulton's  test,  by  which  he  sought  to  make  out  that,  if  a  person  30 
who  had  been  in  the  habit  of  doing  certain  things  in  England  could  be 
stopped  by  a  patent  taken  out  subsequently  which  embodied  what  he  had 
done,  the  patent  could  not  be  good,  may  be  a  good  test  or  it  may  not.    I 
should  not  like  to  express  an  opinion  upon  so  difficult  a  matter  offhand,  but  it 
seems  to  me  it  is  not  worth  considering,  because  again  I  adopt  what  Mr.  Botisfield  35 
has  pointed   out — that   Clamond    did  not  propose   to  apply   his   process  to 
Welshach  mantles.    He  proposed  to  apply  it  to  his  own  particular  substances, 
and,  therefore,  there  would  be  nothing  iU  this  patent  which  would  interfere 
with   Olamondy  after  the  patent,   doing  exactly  ^hat   he   had    been    doing 
before.    The  patent  does  not  claim  to  apply  to  anything  except  to  Welsbach  40 
mantles. 

There  remain  the  question  of  anticipation  by  communication  to  and  by 
Mr.  Williams.  It  is  sufficient  to  say  that  I  think  that  is  left  far  too  doubtful. 
I  speak  with  real  respect  of  the  evidence  given  by  Mr.  Williams^  which  was,  I 
think,  given  in  a  style  very  creditable  to  him,  excepting  the  last  fling  at  the  45 
Messrs.  Rawson^  which  I  would  rather  had  been  absent,  and  for  which  I  am 
glad  to  find  there  is  no  foundation.  But  I  also  wish  to  speak  with  great 
respect  of  the  evidence  of  the  Messrs.  Rawson^  who  seemed  to  me  to 
tell  the  truth  emphatically.  I  believe  them,  and  I  believe  that,  however 
the  misconception  may  have  arisen — and  it  is  not  worth  inquiring  how -50 
that  is — I  am  sure  it  has  not  arisen  in  any  way  discreditably  to  Mr.  WUliamSy 
and  I  wish  that  to  be  thoroughly  understood.  I  believe  the  Messrs.  Ratvson, 
and,  however  the  misconception  may  have  arisen,'  I  believe  that  nothing  of 
this  kind  had  ever  been  conveyed  to  their  mind,  and  that  one  of  them  was  the 
true  inventor  of  what  they  have  patented.  As  far  as  he  is  concerned,  I  am  sorry  55 
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enongh — ^in  these  matters  it  goes  somewhat  to  one's  heart  to  decide  against 
anybody — but  I  cannot  myself  honestly  give  to  the  patent  the  wide 
eonstrnction  which  it  is  necessary  to  claim  for  it  in  order  to  succeed  in  this 
action. 
5  On  the  question  of  utility,  a  good  deal  has  been  said  that  I  can  deal  with 
very  briefly,  I  think.  I  do  not  think  commercial  success  is  at  all  the  test  of 
utility  in  a  patent.  A  great  many  very  meritorious  patents  would  go  to  the 
wall  if  it  were  so,  and  probably  the  Welsbach  patent  itself  might  have  been  at 
one  time  successfully  attacked  on  that  score.    It  was  attacked  before  me  on 

10  that  ground  in  the  case  which  I  heard  last  year,  and  I  made  very  short  work  of 
it.    I  should  like  to  make  equally  short  work  of  it  in  this  case  by  saying  I 
think  it  is  beyond  question  that  there  was  a  degree  of  utility  in  it,  and  it  does . 
not  in  the  least  follow,  because  better  things  have  been  done  afterwards,  that 
it  was  not  a  substantial  contribution  to  the  knowledge  of  the  world  at  the  time 

15  when  the  patent  was  taken  out.  Therefore,  I  do  not  think  there  is  anything  in 
that  objection  on  the  ground  of  it  not  being  commercially  a  success. 

Now,  the  only  remaining  question  is  that  of  infringement.  What  1  have  said  about 
the  construction  of  the  Specification  of  course  really  disposes  of  that,  because,  if  I 
am  right  in  saying  that  it  is  limited  to  the  wax-like  substances,  the  use  of  collodion 

20  is  not  an  infringement,  and  I  do  not  know  that  even  the  radical  difference,  as  it 
seems  to  me,  between  the  two  processes  can  be  better  illustrated  (and  this 
observation  might  have  been  used  at  the  time  when  I  was  dealing  with  the 
question  of  construction,  if  I  had  thought  of  it)  than  by  pointing  to  the  use  of 
the  hot  air  bath  in  the  two  processes.    What  is  the  use  in  the  Patentees' 

25  process  of  a  hot  air  bath  ?  It  is  to  keep  the  paraffin  in  solution.  It  is  not  to 
drive  off  the  volatile  hydrocarbon.  It  may  drive  off  some  of  it,  but,  if  it 
succeeded  in  driving  it  off,  the  purpose  for  which  the  heating  is  applied  would 
be  defeated,  and  the  melted  paraffin  would  cease  to  run  down  to  the  bottom  and 
be  collected  there  and  taken  away  so  as  no  longer  to  be  a  source  of  encumbrance, 

no  whereas,  in  the  Defendants'  process,  the  use  of  the  vapour  bath  is  to  drive  off 
the  volatile  stuff  and  to  get  at  the  remaining  consolidated  fabric  quicker  by 
hastening  that  operation.  Therefore,  it  is  a  use  not  only  different,  but 
it  is  diametrically  opposed  to  the  use  of  the  heated  air  bath,  which  is  made 
by  the  Patentees. 

35  The  result  is,  that  I  find  for  the  Defendants  on  the  question  of  infringement. 
On  all  the  other  issues,  except  the  one  about  the  expiry  of  the  patent,  which  is 
of  no  consequence  whatever  for  the  present  purpose,  I  find  for  the  Plaintiffs  ; 
and,  of  course,  I  must  give  judgment,  holding  these  views  as  to  the  meaning  of 
the  patent,  for  the  Defendants  on  the  ground  of  non-infringement. 

40       Bousjieldf  Q.C. — Then  as  to  the  question  of  costs  ? 

Wills,  J, — You  will  have  the  costs  of  all  the  issues  except  infringement. 
Terrelly  Q.C. — I  submit  that  the  Patents,  Ac.  Act  provides  for  the  costs  in 
patent  cases,  and  that  that  Act  does  not  give  your  Lordship  power  to  give  an 
unsuccessful   Plaintiff  costs  of  Particulars  of    Objections,  even    though   he 

45  has  succeeded  on  those  Particulars,  but  that  it  gives  your  Lordship  power 
to  deprive  him  of  them  if  you  think  fit  so  to  certify  that,  although  the 
Defendants  have  failed  to  prove  them,  their  Particulars  are  reasonable  and 
proper.  I  do  not  think  my  friend  will  be  able  to  remember  or  point  your 
Lordship  to  a  single  case  where  the  Plaintiff  has  been  given  costs  of  Particulars, 

50  even  though  he  has  succeeded  as  to  them,  when  he  has  failed  in  the  general 
action.  I  have  succeeded  on  the  infringement  issue.  I  have  failed  on  my 
issues  with  regard  to  my  Objections  to  his  patent.  There  is  nothing  in  the 
Act  which  enables  your  Lordship  to  give  the  Plaintiffs  the  costs  of  those 
Particulars  of  Objections,  even  though  I  have  failed  ;  but  your  Lordship  can 

55  certify  that  they  were  reasonable,  and  then  I  should  get  the  costB  of  them,  or 
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ji^^tfr  ll^ordcAiip  can  reftise  to  certify],  at  all,  and  then  no  one  i^l  gel  t&eo^^ 
^p<^lBng  from  my  own  recollection,  I  do  not  know  a  cabe  where  a  Def endaltf 
Inier  been  ordered  to  pay  costs  where  the  Plaintiff  has  &iled. 

Wills,  J, — I  think  we  will  try  and  make  a  precedent,  because  it  is  obviond/ 
jiist.;  and  What  is  just  I  very  seldom  find  to  be  otherwise  flian  in  accordance  5 
^th  the  law.    It  seems  to  me  that  Mr.  Bousfield  does  not  want  any  certificated 
particulars  have  been  launched  against  him,  as  to  which  he  has  succeed^: 
duppo^e,  as  sometimes  happens,  that  those  Particulars  r^uircd  a  Commission 
to'  South  America  or  Timbdctoo,  or  what  not,  and  a  very  expensive  enquiry—  ^ 
-^ho  ought  to  pay  for  that  enquiry,  the  person  who  has  provoked  it  unneces^  W 
siffily  or  the  other  side  ? 

*  ^  Tet^elly  Q.C. — ^Well,  t  submit  that  a  person  resisting  an  action  for  infringe- 
ifitent  id  entitled  to  come  fully  armeft  into  Court,  and  if  he  succeeds  generedly, 
whether  he  kills  his  enemy  with  his  dagger  or  with  his  pistol,  he  is  entitle  to^   ^ 
be  told  that  it  was  reasbnable  for  him  to  take  his  dagger  or  his  pistol  or  botH"  £5^ 
with  him.  ,       . 

Wills,  /. — ^The  Taxing-Master  will  work  out  the  difficulty  ;  there  will  be 
judj^ment  for  the  Defendants  on  the  issue  as  to  infringement ;  for  the  PlaintJ^ 
oil  all  the  other  issues  except  that  oh  the  tenth  paragraph  of  the  Statemeiit  df  ^ 
Defence,  which  is  about  the  patent  having  lapsed.  9 

Terrell^  Q.C. — ^We  get  the  general  costs  of  the  action  ?     . 

WitiLS,  J.—Tou  get  judgment  in  the  action;  therefore,  of  course,  you  ^g^^ 
tlie  general  costs  of  the  action.    It  needs  no  special  order  for  that.    The  po^' 
will  follow  the  event,  and  the  Taxihg-Master  will  work  it  out.    I  do  not  ininx    «« 
he  Will  give  the  costs  as  you  say.  !w 

Terrell^  Q.C.-^Then  do  I  understand  they  get  the  costs  of  these  iaftfe^  ?* 

Wills,  J.— Yes. 

Terrell^  Q.C. — And  I  get  the  general  costs  of  the  action  ? 

Wills, /.—Yes.  ^*  tmM 

Bousfieldy  Q.C. — May  I  ask  your  Lordship  to  give  a  certificate  that  wS9 
validity  of  this  patent  has  come  in  question. 

Wills, /.—Certainly. 

Terrell^  Q.C— 1  do  not  know  that  your  Lordship  can.     The  patent  &8' 
exnu^.  ^^ 

WILLS,  J.— I  will  try,  Mr.  Terrell.  SP 
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In  thb  High  Court  of  Justicb.— Queen's  Bench  Division. 

Be/ore  Mr.  Justice  Wills. 

March  8th,  9fch,  10th,  11th,  12th,  13th,  15th,  16th,  17th,  18th,  19th,  22nd,  and 
23rd,  and  April  10th,  1897. 

5  Monnbt  v.  Beck. 

Patent. — Action  for  infringement.  —  Construction  of  Speciftoation.  —  No 
infringement, — Alleged  anticipation. — Invalidity  of  patent. — Insufficiency  of 
Specification. — Coats. 

This  tpas  an  action  for  the  infringement  of  a  patent  for  the  manufacture  of 
10  new  colouring  matters  or  dyes.     The  Defendants  denied  infringement  and 
alleged  that  the  patent  was  invalid^  on  the  grounds  that  the  Specification  was 
insufficient^  that  the  invention  was  of  no  utility^  and  had  been  anticipated. 

Held^  that  the  Plaintiff  claimed  the  creation  of  a  new  metallic  salty  the 
substitution  of  an  alcoholic  radicle  for  the  metal  of  the  salt^  and  the  colouring 
15  matters  obtained  by  the  process  described;  that  the  Defendants  had  not  infringed 
the  Plaintiff^ s  process;  that  the  metallic  salt  ivas  an  impossible  product^  and 
that  it  was  not  a  valid  claim,  as  the  Plaintiff  was  either  claiming  an  impossible 
process  or  a  process  that  he  had  not  described^  and  the  action  was  dismissed^  tvith 
costs. 

20  The  questions  whether  the  Plaintiff^s  process  tvc^s  workable^  and  whether  one 
of  the  Defendants^  prodxwts  was  identical  with  the  result  of  the  Plaintiff  ^s 
process f  were  left  undecided. 

The  direction  as  to  costs  was  that  the  Defendants  sfwuld  be  taxed  as  if  they 
•    had  succeeded  on  all  points y  but  they  should  have  only  two- thirds  of  such  costs. 

25  On  the  9th  of  March  1892,  a  patent  (No.  4677  of  1892)  was  granted  to 
Prosper  Monnet  fer  an  invention  of  "  The  manufacture  of  new  colouring 
"  matters  or  dyes." 

The  Complete  Specification  stated  as  follows*  : — **  The  object  of  this  invention 
**  is  to  manufacture  new  colouring  matters  or  dyes  which  may  appropriately 

30  "  be  called  *  anisolines,'  from  the   bodies  known  as    *  rhodamines.*      These 

*  The  Spedfloation  is  explained  in  the  opening  epeeofa  of  Ooansel  for  the  Plaintiff. 

3  Q 
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"  rhodaminee  can  be  obtained  by  several  processes  and  form  salts  the  general 
"  f  ormnla  of  which  is : — 


CO O   /  ^0M» 


C"3 


« (M»  designates  a  monovalent  metal).  ,      .    ,   ,.       ^.    ,       ^        ,.   • 

"  It  is  by  substituting  for  this  metal  a  simple  alcoholic  radical  such  as  ethyl 
«  (C,H,),  methyl  (CH,),  amyl  (C,H„)  Ac,  or  a  compound  alcoholic  radical  such  5 
,«  as  benzyl  (C,H,-^H,)  that  I  have  succeeded  in  forming  my  new  colouring 
"  matters  or  dyes  the  constitution  of  which  is : — 


'N'^IJSHCI 
CO O    /  ^00  Hj 


^8"^N:C[]3.HC1 


^'  I  give  these  colouring  matters  or  dyes  the  name  'anisolines'  on  accomit 
<*  of  their  analogy  with  anisols  which  are  phenols  in  which  the  H  of  the 
"  hydroxyl  is  replaced  by  the  alcoholic  radical  OHj  thus, —  10 


Phsnol  .Anisol* 
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"  The    dimethyl-meta-amido-pbenol    enters   into    the    conatitation    of   the 
"  rhodamines  and  the  dimethyl-meta-amido-anisol  into  that  of  the  aniaolines. 


C«"ir-"CC  OCH3 


EXAMPLB  OF  THB  PRKPARATION  OF  THE  POTASSIUM  SALT  OF  A 

RHODAMIKB. 

5      "The  hydrochlorate    of  dimethyl-meta-amido-phenol-phthaleine   is  trans- 
"  formed  into  a  potassinm  salt. 


CO O   /  N)K 


pCO ( 


'3V-y.CH3 

•^•chJ 

"  (Potassinm  salt  of  dimethyl-meta-amido-phenol-phthaleine)]  in  the  follow- 

"  ing  manner  : — 

*'  Dissolve    10   kilogrammes    of    hydrochlorate    of    dimethyl-meta-amido- 

10  «<  phenol-phthaleine  in  50   litres  of   boiling  water,  pour  this  solution  into 

'^  another  boiling  solution  of  5  kilogrammes  of  caustic  potass  dissolved  in  20 

^  litres  of    water.     The    potassium  salt  is  immediately    precipitated  in  the 

'*  crystalline  state,  more  soluble  cold  than  hot ;  it  is  separated  by  filtration  of 

''  its  boiling  solution,  drained  and  dried.    About  10  kilogrammes  of  potassium 

I^  '^  salt  is  obtained. 


Transformation  into  anisolinb. 

^'  Six  kilogrammes  of  potassium  salt  of  dimethyl-meta-amido-phenol- 
"  phthaleine  or  the  corresponding  quantity  of  a  salt  of  another  amido-phenol- 
"  phthaleine  or  meta-amido-cresol-phthaleine  dimethylated  or  diethylated  Ac, 
20  "  20  kilogrammes  of  ethylic  alcohol  at  93^  centesimal  and  3  kilogrammes  of 
"  chloride  of  ethyl  or  its  equivalent  of  chloride  of  methyl  or  of  a  bromide  or 
^'  an  iodide,  or  the  equivalent  of  chloride  of  benzyl,  are  heated  under  pressure 
"for  4  hours  at  a  temperature  exceeding  100®  centigrade,  preferably  at 
*♦  about  120^. 

S  q  2 
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"  After  cooling  the  product  withdrawn  from  the  autoclave  is  diluted  with 
**  water,  distilled  to  drive  off  the  excess  of  chloride  and  to  extract  the  alcohol ; 
"  then  there  is  added  the  amount  of  hydrochloric  acid  necessary  to  form  the 
"  salt  of  anisoline,  after  which  it  is  precipitated  by  sea  salt. 

"  The  anisoline  is  dissolved  in  pure  water  and  left  to  crystallize  or  precipi-  5 
"  tated  by  sea  salt. 

"  Generally  the  iodides  and  bromides  being  little  soluble  crystallize ;  the 
"  more  soluble  chlorides  are  dried  after  precipitation  and  are  in  the  form  of 
"  greenish  spangles  of  metallic  appearance  very  soluble  in  water.  ^ 

"  Under  the  same  conditions,  alcoholic  chlorides,  bromides  and  iodides,  simple  10 
"  or  compound  are  capable  of  reacting  not  only  on  the  condensation  products 
^^  of  phthalic  acid  with  the  alkylized  amido-phenols  or  amido-cresols,  but  also 
"  on  those  in  which  the  phthalic  acid  is  replaced  by  succinic,  suberic  Ac.  acids 
"  to  produce  equally  new  colouring  matters  or  dyes. 

"  Having  now  particularly  described  and  ascertained  the  nature  of  my  said  15 
'*  invention  and  in  what  nianner  the  same  is  to  be  performed  I  declare  that 
"  what  I  claim  is  : — 

"  1.  The  method  or  process  of  obtaining  new  colouring  matters  or  dyes, 
"hereinbefore  called  'anisolines'  by  substituting  for  the  metal  of  rhodamine 
"  salts  a  simple  alcoholic  radical  such  as  methyl,  ethyl  or  amyl,  or  a  compound  20 
"  alcoholic  radical  such  as  benzyl,  as  hereinbefore  described. 

"  2.  The  carrying  out  of  the  method  or  process  referred  to  in  Claim  1  by  the 
"  action  of  a  simple  or  compound  alcoholic  chloride,  bromide  or  iodide  on  a 
"  rhodamine  salt,  for  example  a  potassium  rhodamine  salt  in  presence  of  ethylic 
"alcohol,  the  whole  being  heated  under  pressure  for  several  hours  at  a  25 
"temperature  exceeding  100°  centigrade,  the  product  of  the  reaction  being 
"  diluted  with  water,  then  distilled  to  separate  the  alcohol  and  drive  off  the 
"  excess  chloride  of  ethyl,  the  hot  solution  having  added  to  it  hydrochloric 
"  acid  whereby  hydrochlorate  of  anisoline  is  formed  which  is  precipitated  by 
"  sea  salt,  all  as  hereinbefore  set  forth.  30 

"3.  As   new  products,  the  colouring  matters  or  dyes   hereinbefore  called 
"  *  anisolines'  obtained  substantially  in  the  manner  set  forth." 

On  the  15th  of  June  1896,  the  Patentee  commenced  this  action  for  infringe- 
ment of  the  said  patent  against  Henry  Becky  Messrs.  Bock  and  Robertson^ 
Messrs.  Skilbeck  Brothers  (against  whom  the  action  was  discontinued),  Societi  35 
pour  Ulndu^trie  Chemique  a   BdU^  commonly  known  as   The  Society  of 
Chemical  Industry  in  Basle^  and  Oeorge  Elweny  claiming  the  usual  relief.  The 
amended  Particulars  of  the  Breaches  complained  of  were  as  follows  : — (1)  The 
Defendants,  H.  Beck  and  Messrs.  Bock  and  Robertson,  sold  a  dye  under  the  name 
of  "  Rhodamine  3  B  "  (which  is  said  to  be  made  under  Patent  No.  7298  of  1892,  40 
granted  to  J,  Y.  Johnson)  in  infringement  of  the  third  claim  of  the  PlaintiflPs 
Specification,  and  the  Defendants,  Bock  and  Robertson,  have  sold  the  specimen 
of  the  said  dye,  "  Rhodamine  3  B,"  which  is  in  the  hands  of  the  Plaintiff's 
solicitor,  and  is  marked  "a;."     (2)  The  Defendants,  H.  Beck  and  Messrs-  Beck 
and  Robertson,  sold  a  dye  under  the  name  "  Rhodamine  6  G  "  (which  is  said  to  45 
be  made  under  Patent  No.  9633  of  1892,  granted  to  J.  Y.  Johnsofi)  in  infringe- 
ment of  the  third  claim  of  the  Plaintiff's  Specification.    A  specimen  of  the  said 
dye,  "  Rhodamine  6  G,"  is  in  the  hands  of  Plaintiff's  solicitor,  and  is  marked  (y) 
which  exhibit  was  sold  by  the  Defendant,  H.  Beck,  in  December  1895,  to  the 
Defendants,  Skilbeck  Brothers.      (3)  The  Defendant  Company  have   manu-  50 
factured  and  sold,  and  their  agent  G,  Elwen  has  sold,  a  dye  under  the  name 
"  Rhodamine  3  B  "  (which  is  said  to  be  made  under  Patent  No.  7298  of  1892, 
granted  to  J.  F.  Johnson)  in  infringement  of  the  third  claim  of  the  Plaintiff's 
patent.    The  dye  complained  of  is  the  "  Rhodamine  3  B  "  mentioned  in  the 
price  list  set  out  in  paragraph  5  hereof.    (4)  The  Defendant  Company  have  55 
manufactured  and  sold,  and  their  agent  Q.  Elwen  has  sold,  a  dye  under  the 
name  "Rhodamine  6  G"  (which  is  said  lo  be  made  under  J.  F.  Johnson's  f^^nt. 
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No.  9633  of  J  892)  in  infringement  of  the  third  claim  of  the  Plaintiff's  Speci- 
fication. The  dye  complained  of  is  the  **  Rhodamine  6  G  "  mentioned  in  the 
price  list  set  out  in  paragraph  5  hereof.  (5)  The  Defendant  Company  and  the 
Defendant  ff.  Blwen  have,  in  a  price  list  marked  Z,  offered  for  sale  dyes 
5  "  Rhodamine  3  B  and  6  G,"  being  infringements  of  the  Plaintiff's  said  pateni. 
The  Defendants  all  denied  tlmt  they  had  infringed  the  patent,  and  alleged 
that  the  patent  was  invalid  for  the  reasons  set  out  in  the  Particulars  of 
Objections,  which  were  as  follows  :— (1)  The  Plaintiff's  Specification  contains 
no  sufficient  directions  for  the  preparation  of  a  potassium  salt,  or  for  the  trans- 

10  formation  of  the  hydrochlorate  of  di-methyl-meta-amido-phenol-i)hthaleine 
into  a  potassium  salt.  (2)  The  potassium  salt  is  not  obtained  by  foUowincr  the 
directions  given  in  the  Specification  on  page  2  from  line  12  to  line  17  (an^epage  779, 
line  9).  (3)  The  said  Specification  contains  no  sufficient  directions  for  the  pro- 
duction of  the  products  therein  named  "  Anisolines."    (4)  **  Anisolines  "  cannot 

15  be  obtained  by  following  the  directions  given  in  the  said  Specification  on  page  2, 
lines  19  to  32  (ante  page  3),  or  by  following  any  other  directions  given  therein. 
(5)  The  said  Specification  does  not  sufficiently  point  out  and  distinguish  what 
are  the  new  products  which  are  claimed  therein.  (6)  The  alleged  invention  is 
of  no  utility  and  (7)  is  not  new,  but  has  been  anticipated  by  the  following 

26  Specifications  and  printed  books  or  papers  : — (a)  J.  Y.  Johnson's  Specifica- 
tion, No.  15,374,  dated  10th  November  1887  ;  (b)  the  Badische  Anilin  and  Soda 
Fahrih's  (French)  Specification,  No.  186,697,  dated  31st  October  1887  ;  (c)  the 
Badische  Anilin  and  Soda  Fabrik's  (German)  Specification,  No.  44,002,  dated 
13th  November  1887  ;  (d)  the  Badische  Anilin  and  Soda  Fahrik's  (American) 

25  Specifications,  Nos.  377,1549  and  377,350,  dated  31st  January  1888  ;  {e)  the 
Badische  Anilin  and  Soda  Fabrik's  (German)  Specification,  No.  48,731, 
dated  1st  February  1889  ;  (/)  Schulz's  '^Chemie  des  Steinkohlentheers,"  Vol.11. 
(1887-1890),  pages  346-550;  (^)  Wagner's  "  Jahresberichte,"  1888,  pages 
720-726,  and  1889,  pages  694  and  695.     The  Defendants  rely  on  the  whole  of 

30  each  of  these  Specifications  and  publications  as  anticipating  all  the  claims  of 

the  Plaintiff's  said  Specification.    The  prior  Specifications  are  sufficiently  referred 

to  in  the  evidence.    The  Defendants'  processes  are  described  in  the  evidence 

of  Professor  Dewar,  which  will  be  found  later  in  this  report. 

■       The    action    now    came    on    for   trial,    with    witnesses.      Moulton^    Q.C., 

2o  Bousfleldy  Q.C.,  and  A.  Colefax  (instructed  by  Q.  Beloe  Ellis)  appeared  on 

behalf  of  the  Plaintiff ;  Gripps,  Q.C.,  Roger  Wallace,  Q.C.,Pr.  N.  Lawson,  and 

J.  C.  Oraham  (instructed  by  J.  H.  and  J.  Y.  Johnson)  appeared  for  the 

Defendants. 

Moultonj  Q.C.,  opened  the  Plaintiff's  case. — The  Defendants  are  practically  two 

40  Continental  houses,  one  generally  known  as  the  Badische  Company y  and  the  other 
commonly  known  as  The  Society  of  Chemical  Industry  in  Basle,  and  the  other 
Defendants,  H.  Becky  Bock  and  Robertsony  and  O,  Elweny  are  the  agents  in 
England  of  those  manufacturing  houses.  Skilbeck  Brothers,  against  whom  the 
action  has  now  been  discontinued,  were  the  persons  from  whom  infringing 

45  packets  of  dye  were  bought.  The  action  is  for  selling  two  dyes,  known  as 
"  Rhodamine  3  B "  and  "  Rhodamine  6  G,"  made  by  the  real  Defendants,  the 
Continental  houses.  This  case  refers  to  a  class  of  dyes  called  by  the  Patentee 
"  anisolines  "  ;  a  class  derived,  by  a  special  step  invented  by  him,  from  another 
known  class  called  ^^  rhodamines  "  ;   and  the  invention  was  for  the  further  step 

50  which  turned  rhodamines  into  anisolines.  The  anisolines,  compared  with  the 
corresponding  rhodamines,  possess  certain  useful  qualities  to  a  higher  extent,  and 
there  will  be  no  question  as  to  the  utility  of  the  discovery.  As  soon  as  the 
Patentee  made  his  discovery,  he  took  out  his  patent,  and,  to  the  best  of  the 
knowledge  of  the  time,  he  described  theoretically  what  the  effect  of  the  step 

55  was.  The  Specification  is  written  in  the  theoretic  terms  then  accepted,  but 
new  views  of  what  may  be  called  the  structural  construction  of  this  type  of 
bodies  have  come  to  the  front,  so  that  it  is  doubtful  whether  the  Patentee's 
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theory  is  an  accurate  theory  the  structural  construction.  It  is,  therefore, 
necessary  to  explain  what  the  views  then  were  of  the  structure  of  the  rhoda- 
mines  and  the  effect  of  the  step,  so  that  the  Court  may  understand  the  Specification 
as  if  the  Court  were  reading  it  the  day  it  came  out.  Fortunately,  by  the 
English  patent  law,  a  patent  is  always  valid  or  never  valid.  If  it  is  a  novel  5 
practical  step,  and  sufficient  information  is  given  to  perform  the  step,  then  the 
patent  is  valid,  no  matter  how  wrong  the  Patentee's  notions  on  the  theory  may 
be,  and  no  matter  how  soon  the  world  arrives  at  a  clearer  knowledge.  It  is 
necessary  to  explain  what  the  class  of  rhodamines  are  ;  they  are  a  wide  class 
with  many  of  its  characteristics  variable,  and  to  explain  what  it»  is,  which  is  10 
constant  in  every  rhodamine  and  which  makes  it  a  rhodamine  in  spite  of  the 
variations  in  most  important  respects,  I  will  describe  how  the  structure  of 
rhodamines  is  built  up ;  they  have  common  molecular  arrangements  of  a 
certain  character,  combined  with  many  generalizations  as  to  the  bodies  that  help 
to  form  that  molecular  arrangement,  each  generalization  comprising  a  certain  15 
class.  For  example,  imagine  a  body  with  a  peculiar  molecular  arrangement ;  the 
body,  which  occupies  one  corner,  may  be  hydrogen  or  a  class  of  bodies,  so  that 
there  would  be  a  whole  class  of  bodies  characterized  by  the  same  molecular 
arrangement,  but  the  member  that  held  a  particular  position  might  be  one  of  a 
particular  class.  It  is  not  so  simple  as  that  in  rhodamines.  There  are  no  20 
less  than  four  places  where  you  have  generalizations,  where  you  have  bodies 
that  must  occupy  that  position  in  the  molecular  arrangement,  but  which  them- 
selves may  be  members  of  a  wide  class.  I  want  your  Lordship  to  understand  what 
is  essential  and  what  is  accidental  in  the  rhodamines.  Take  a  body,  the  molecular 
arrangements  must  be  certain  ;  there  is  a  body  there  which  has  to  occupy  a  25 
bivalent  position — that  is,  to  have  two  bonds  to  the  rest  of  the  body.  It  may  be 
that  every  body  with  two  bonds  will  not  do ;  it  might  be  that  it  must  be 
a  particular  class  of  organic  radicle,  and,  therefore,  although  the  identity  of  the 
body  would  be  accidental,  although  it  would  not  be  an  essential,  the  presence 
of  any  particular  body  there  would  not  be  an  essential.  What  would  be  essential  30 
would  be  the  molecular  arrangement,  yet  even  these  bodies  might  be  bodies  which 
must  have  some  characteristic,  otherwise  you  would  not  get  one  of  the  broad 
classes.  I  start  with  a  bibasic  acid,  r.^.,  an  acid  than  can  unite  with  two  equi- 
valents of  a  base.  Take  sulphuric  acid  SO,,  it  can  unite  with  two  equivalents. 
Take  SO,  and  two  OH's — two  hydroxyles.   Now,  an  acid  will  combine  with  a  base,  85 


with  the  base  going  into  the  place  of  the  hydroxyl.  The  base  may 
slip  into  one  hydroxyl  or  into  both,  so  that  is  called  a  bibasic  acid,  because 
it  can  take  two  equivalents  of  the  base  ;  it  may  take  one,  and  then  it  remains 
with  one  hydroxyl  unused,  and  you  get  an  acid  salt.  OH  is  the  hydroxyl ;  the 
OH  group  appears  to  be  that  which  creates  the  acid  character.  SO,  stamps  it  as  40 
the  sulphuric.  Then  it  has  an  OH  which  makes  it  an  acid.  Many  acids  have 
only  one  OH,  for  instance,  nitric  acid  OHNO, ;  that  can  combine  with  one 
equivalent  of  baae,  then  it  is  fully  saturated  ;  it  cannot  combine  with  more. 
That  is  a  monobasic  acid.  Then  you  take  sulphuric  acid,  which  has  two  OH*s, 
and  you  can  have  an  acid  salt  or  a  neutral  salt,  according  as  you  combine  with  45 
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one    equivalent    or   both   equivalents.      I    start  with  a  bibasic  acid,    not 

of  that  type,  but  an  organic   bibasic  acid,  which  I  will  call  a? ;  it  has  two 


^7iAj/t&u2e  of  bibasic  oroanic  acicL . 
(  by  sCrikinff  o/TwaUr) 


arms ;  a:  is  the  particular  thing  which  characterizes  what  acid  it  is.  It  can  grasp  by 
one  arm  inside  and  keep  its  hydroxyl  there,  or  grasp  on  both  sides.  The  particular 
bibasic  acid  most  referred  to  in  this  case  is  phthalic  acid.  When  you  come  to 
organic  acid,  instead  of  the  OH,  the  acid  proof  is  a  COOH.  That  is  phthalic 
acid,  the  middle  one  being  Gfi^.  If  for  the  x  you  put  CeH^,  that  will  be  phthalic 
acid.    I  might  have  something  else.   If  it  were  C,H4,  it  would  be  called  succinic. 


Pfi/ffudU^  acid/. 


CfiH.;  rw.P2. 


V4 


C OH 

il 

o 

Phthalic  oLcicL. 


For  the  present,  I  will  call  it  Xy  and  I  have  x  and  two  GOOH's  at  the  end. 

10  The  next  step  is  to  change  that  from  an  acid  into  an  anhydride.    Suppose  I  put 

something  with  a  tremendous  affinity  for  water,  and  it  draws  these  two  groups 

at  the  end  of  the  arms  together,  and  takes  the  two  OH*s  out  of  each  of  them, 
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I 

and  plunders  them  of  the  two  hydrogens  and  one  oxygen,  leaving  the  Oxygen 
to  occupy  the  comer,  and  take  away  that  water.  CO  used  to  have  an  OH,  0 
having  two  bonds,  H  taking  up  one  of  them.    The  CO  requires  one  bond,  the 


0 

II 

yC OH 

^^^  FW.P3. 

C OH 

8 

Succinic  acicL 


other  CO  requires  one  bond,  oxygen  can  give  two  ;  bo  oxygen  is  able  to  hold 
the  mutilated  group  ;  it  has  got  its  two  hands,  and  it  is  holding  the  mutilated  & 
group  of  CO,  and  the  water  has  disappeared.  It  has  been  made  into  a  ring. 
There  has  been  a  condensation  process,  which  has  got  rid  of  the  two  hydrogens 
and  the  oxygen,  and  it  has  made  the  one  oxygen  in  the  ring  shape  hold  those 
two  mutilated  groups.  Carbon  has  four  hands  and  oxygen  two  hands.  CO, 
would  be  carbon  with  two  hands  occupied,  two  unoccupied  ;  one  goes  to  x  and  10 
the  other  goes  to  the  oxygen,  which  is  forming  the  comer  of  the  square  ;  there- 
fore, all  those  four  hands  are  fully  occupied.    {Picture  handed  up!)    The  x  has 


if/atmr  tahuv  eu^ay 


still  its  two  hands  occupied,  the  carbons  have  two  of  their  hands  holding 
oxygen,  one  of  them  holding  x^  and  one  of  them  going  up  to  the  comer  to 
help  hold  the  other  oxygen.  That  other  oxygen  is  held  by  two  hands,  so  it  is  15 
comfortable,  x  and  the  carbons  are  comfortable,  but  we  have  now  a  closed 
ring.  Instead  of  its  being  a  chain,  we  have  a  body  that  holds  together  by  the 
molecules  being  arranged  in  a  ring.  The  right  step  in  molecular  chemistry  was 
made  when  the  chemists  arrived  at  the  notion  of  the  valency.  Valency  is  the 
number  oi  bonds  that  a  particular  atom  or  molecule  requires  to  hold  it  properly  20 
in  its  place.  Hydrogen,  tor  instance,  is  monovalent.  It  has  one  valency,  only 
one  hand,  which  it  can  hold  out  to  anything.  Clorine  has  only  one  valency, 
but  many  have  two ;  oxygen  has  two.  Water  /  H,0,  because  oxygen  is  there 
with  its  two  hands,  and  the  hydrogen  takes  hoid  of  them.    Nitrogen  has  three 

(sp)  These  struotnral  f  ormul»  are  given  to  explain  the  armunent. 
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hands,  and  not  only  that,  but  two  hands  in  its  pocket,  because  in  certain 
nitrogen  formulaB  we  find  it  has  five  hands.  In  order  to  get  rid  of  the  difficulty 
which  arose  from  the  thing  sometimes  having  three  hands  and  sometimes  five, 
we  assume  that  these  bodies  are  allowed  to  shake  hands  with  themselves.  So 
5  that  of  the  five  hands  of  nitrogen,  one  takes  hold  of  another,  and  then  it  has  only 
three.  NHs  is  ammonia  ;  that  is  an  example  of  nitrogen  with  the  three  hydrogens 
holding  on  to  it.  .  If  there  were  a  body  such  as  NOH,  that  would  theoretically 
satisfy  all  the  wants  of  nitrogen,  because  the  oxygen  has  two  hands,  the 
hydrogen  one,  and  the  nitrogen  three.     Take  hydrate  of  potassium,  KOH, 

10  potassium,  oxygen,  and  hydrogen.  Potassium  has  only  one  hand.  It  catches 
hold  of  one  of  the  oxygen,  and  the  hydrogen  catches  hold  of  the  other  oxygen's 
hand,  and  there  it  is  satisfied.  With  one  or  two  exceptions,  which  chemists 
break  their  heads  over,  you  never  find  that  a  body  with  an  odd  number  of 
hands  can  exist  in  combination  as  a  single  body,    NO  is  a  thing  which  does 

15  exist,  but  it  is  an  immense  exception.  A  thing  such  as  NH^  is  unfinished — 
there  is  one  hand  left  over,  it  is  not  a  compound.  [Wills,  J. — Each  element 
has  its  numerical  valency?]  Yes,  and  that  is  the  foundation  of  organic 
chemistry:  The  whole  of  this  structural  formula  depends  on  that.  Marsh  gas 
is  CH4  ;  in  that  there  is  a  carbon  ;  it  has  four  hydrogens,  and  is  quite  satisfied. 


H— C— H 


Marsh  gas. 


Ethane  is  another  of  that  series  and  structure.  It  is  satisfied  ;  each  carbon  is 
holding  four  things,  because  the  carbon  it  holds  has  got  three  other  things  to 
hold,  so  it  has  only  got  one  hand  free  ;  so  hand  is  catching  hand.    That  is  an 


H 
H— I— H 


i 

I  Ethane. 

H— C-H 


example  of  structural  formula.  We  know,  then,  that  that  body  is  composed  of 
those  moledules  so  arranged.  Hydrogen  holds  out  a  hand  and  carbon  another,  and 

25  hand  catches  hand.  It  would  be  possible  to  arrange  C2HJ  in  a  different  way, 
and  that  would  make  a  different  body.  That  is  the  meaning  of  isomerism, 
where  two  bodies  of  exactly  the  same  substance  are  totally  different  because 
they  are  structurally  different.  Phosphorus  has  allotropic  forms  ;  we  call  those 
allotropic  because  it  is  an  element.     If  we  found  things  so  very  different 

30  which  were  not  elements,  we  very  likely  should  say  they  were  isomers, 
But  there  is  another  chain,  an  extended  chain,  and  every  one  of  those  is  fully 
satisfied.  The  three  I  have  been  giving  are  examples  of  the  chain  of  the  series 
of  paraffins  ;  the  paraffins  are  those  bodies,  only  they  may  go  to  20  in  a  chain, 
and  still  every  one  of  those  carbons  has  got  every  one  of  its  four  hands  held. 

35  Every  one  of  the  hydrogens  has  got  a  hand  to  hold  it.  Organic  chemistry  is 
impossible  without  this.    The  greatest  change  in  organic  chemistry  was  made 


1 
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about  25  years  ago  by  KekuUy  who  discovered  a  particular  thing  which  has 
revolutionized  the  whole  matter,  a  particular  instance  of  a  structural  formula. 
{Exhibit  handed  up.)    You  may  have  exactly  the  same  composition  and  yet 


H    H    H    H 


(a  mere  long  chain). 


H       H       H 

A   1  A 

H— C— H 

i 


Isbutane 

(a  long  chain  uHfh  a 

side  cJiain). 


different  structure,  so  that  you  get  two  different  bodies.    These  two  formulaa 
have  the  same  number  of  carbons  and  hydrogens,  in  one  case  a  mere  long  chain,  5 
in  the  other  some  of  the  side  ones  have  chains.    That  is  an  example  of 
isomerism,  and  the  structural  formula  enables  chemists  to  understand  this. 
Those  are  both  C4H,o ;  and,  of  course,  if  chemists  were  persistently  getting  a 
C^HiQ  and  finding  different  bodies  of  things,  there  would  be  an  unbearable 
confusion.    But  when  you  think  that  one  is  a  C4H10  of  one  type,  and  the  other  10 
of  another  type,  chemists  can  understand  they  are  totally  different  bodies.    The 
same  number  of  bricks  in  a  house,  but  the  house  built  on  a  different  plan,  that 
is  the  meaning  of  isomerism.     The  structural  formulas  purport  to  give  the 
arrangement  of  the  molecules  based  on  this  principle,  that  molecules  require,  in 
order  to  keep  them  quiet,  that  all  their  hands  shall  be  held.  We  cannot  possibly  15 
see  the  arrangement  of  things  in  a  molecule,  it  is  beyond  sense.   It  is,  therefore, 
a  deduction  from  the  behaviour  of  the  body  whether  it  is  one  thing  or  the 
other.  In  one  of  those  there  is  a  small  side  chain,  not  in  the  other.    If,  by  some 
reaction,  you  could  break  off  a  body  with  that  characteristic  side  chain  in  from 
the  one  body,  and  you  could  not  break  it  off  from  the  other,  then  chemists  20 
might  argue  that  that  might  be  some  evidence  to  show  what  the  nature  of  the 
second  body  was,  but  no  one  experiment  can  determine  these  things,  and  the 
ascertaining  of  the  structural  formula  is  a  thing  which  very  often  comes  years 
after  the  discovery  of  the  body.     I  will  give  an  example  of  the  thing  which 
revolutionized  this.    That  was  the  discovery  of  the  benzine  ring.    Benzine  was  25 
well  known,  C^Hq.    You  might  pile  up  atoms  in  a  thousand  ways 'and  make 
CeHf.    You  would  have  to  make  the  carbons  hold  a  lot  of  one  another's  hands. 
KekuU  got  the  idea  that  they  formed  a  hexagon  with  carbon  at  the  comers  of 
the  hexagon,  and  that  each  carbon  had  a  hydrogen,  so  that  it  was  a  perfectly 
symmetrical  body.    The  carbons  would  then  only  have  three  hands  occupied —  30 
one  for  the  next  carbon  there,  another  for  the  next  carbon  there,  and  one  to  the 
hydrogen  behind  its  back.    The  consequence  is,  that  there  is  no  question  that 
three  of  these  linkages  must  be  doubled.     However,  we  need  not  trouble  about 
these  double  ones.    It  is  firenerally  written  in  the  form  of  a  hexagon  with  a 
carbon  at  each  end,  and  a  hydrogen  held  by  each  carbon.     I  only  mention  the  35 
double  linkages  to  show  that  carbon  was  not  behaving  like  a  three-handed  body. 
I  cannot  give  any  conception  what  a  help  that  idea  was.    It  made  intelligible  all 
kinds  of  bodies  that  nobody  would  have  the  slightest  idea  of.    It  was  found 
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that,  instead  of  those  hydrogens,  yon  could  knock  out  the  hydrogens,  provided 
you  put  in  a  one-handed  thing,  and  it  did  not  matter  what  that  one-handed  thing 


H 
I 

c 


H— C 


H— C 


\/ 


C— H 


C— « 


Tht'tififo  Tints  ota 
tha.  doublt'  Unkaacs . 


C 

I 
H 

■was.  Take  ammonia  NH  j.    N  has  ite  three  hands  held.    If  I  knock  away  one  of 

those  hydrogens,  then  it  is  a  one-handed  body,  and  becomes  what  we  call  an  organic 

o  radicle,  a  thing  with  a  valency.  To  repeat,  if  you  take  ammonia,  that  {Paper  handed 

up)  is  anilin,  the  basis  of  all  the  first  colours  that  were  found ;  there  is  a  benzine 

(  An  arrUdo  ^rox*p    (  N  Hg)        I 

Spudnurv  of  on.  Oryanie  Fadieltf. 


H-C 


H 
I 


H-r  C-M 


AjujUmv. 


C— H 


C 

I 
NH2 

ring,  the  double  linkages  are  not  shown,  but  there  are  double  linkages.    All  the 
H's  but  one,  which  has  been  knocked  out,  are  there,  and  it  has  a  one-handed 
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body  put  in  its  place — N,  with  two  of  its  hands  held  by  other  hydrogens  ;  that 
is  called  an  amido  group.  NH,  is  non-exist«nt  by  itself,  but  NH,  can  exist ; 
knock  the  hydrogen  out  and  you  get  the  organic  radicle,  which  is  monovalent. 
Of  course,  hydrogen  cannot  exist  except  by  two  atoms  of  hydrogen  holding 
one  another's  hands.  The  consequence  is,  that  all  the  hydrogen  has  got  two  5 
atoms  holding  one  another's  hands — two  oxygens^-otherwise,  it  would  have  its 
hands  catching  hold  of  everything.  So  that  NHj  is  nitrogen  with  monovalent 
nitrogen,  because  it  has  two  of  its  hands  held  in  that  way.  It  can  take  the 
place  of  another  monovalent  body,  which  is  the  hydrogen  of  that  benzine  ring. 
The  consequence  is,  that  there  you  get  a  body,  which  is  the  benzine  ring  with  10 
NHj  substituted  for  one  of  its  hydrogens.  The  non-existent  thing  is  called 
the  organic  radicle,  it  is  non-existent  in  the  same  sense  that  the  single  hydrogen 
atom  is  non-existent ;  it  must  get  hold  of  something,  and  could  not  exist  by 
itself.  Nascent  hydrogen  and  nascent  oxygen  have  enormous  power.  Nascent 
oxygen  is  a  tremendous  oxidiser,  probably  because,  at  the  moment  of  the  15 
breaking  up  of  a  thing,  these  things  have  got  their  hands  free  and  must  catch 
hold  of  something  ;  whereas  the  oxygen  you  have  in  a  bottle  has  got  two  atoms 
which  are  satisfied  with  holding  one  another,  but  at  the  moment  of  breaking 
up  they  are  struggling  with  their  hands  to  get  hold  of  something.  Therefore 
that  which  we  tacked  on  to  the  benzine  ring  in  order  to  make  anilin  is  called  20 
the  "  amido  "  group,  because  **  amido  "  is  ammonia.  That  is  an  example  of  the 
amido  group,  which  is  one  of  the  organic  radicles.  I  will  now  give  another  that 
will  come  in  repeatedly  in  this  case.  I  gave  light  marsh  gas,  CH^,  four 
carburetted  hydrogens  on  it.  Now  take  CH„  that  is  an  organic  radicle.  CHj 
with  one  of  the  hydrogens  knocked  away  is  called  a  methyl,  and  is  one  of  the  25 
most  important.    (  Paper  handed  up.) 


H 


H C (CH3)' 

Speeinutn,  of 

I  Oryanio  Jicudicle. . 

H 


That  has  one  hand  free  ;  therefore  CHg,  the  methyl  group,  is  an  organic  radicle, 
which  behaves  exactly  like  the  hydrogen  ;  it  can  hold  on  to  one  thing  and  not 
to  more.  I  will  give  an  example  how  these  two  things  work  in  combination. 
Take  anilin  and  put  in  the  methyl  group  instead  of  another  hydrogen  ;  anilin  30 
was  got  by  taking  the  benzine  ring*  ;  I  put  NH,  in  place  of  an  H,  but  I  could 
have  put  any  other  organic  radicle,  anything  with  one  hand  free,  a  monovalent 
one.  I  can  go  on  doing  that.  I  have  given  the  amido  group  and  the  methyl 
group,  and  there  are,  perhaps,  hundreds  of  these,  and  you  can  go  on  and  knock 
another  H  out  and  put  in  a  third  one  perhaps.  The  one  I  have  just  passed  up  35 
might  fairly  be  called  methyl  anilin  [/or  illust^^aiion  see  page  789] ;  it  is 
anilin  with  the  methyl  group  in  it.  This  was  the  wonderful  assistance  that 
this  benzine  ring  gave  to  chemists.     I  can  put  the  methyl  in  three  places — 

•  Ante,  page  787. 
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(1)  next  to  the  anilin  group,  at  the  next  corner ;  (2)  or  the  next  comer  to  that, 
leaving  the  hydrogen  in  the  place  where  I  have  now  put  methyl,  and  there 


H-C 


H-C 


C— H 


H 


H 


C 

I 
N  H2 


H 


another  way    ^ 
ofnrrttLJUf       ^^3 


would  be  one  corner  between  two  groups,    (Handing  up  a  paper.) 


I 
C 


H— C 


H-rC 


M 

I 


■H 


C— H 


C 

I 
NH2 


There  is  an  example ;  two  bodies  (see  diagrams  above)  have  not  the  same 
$  structure,  but  they  are  isomeric  absolutely.  I  can  place  it  one  more,  and  then 
I  get  it  just  opposite  the  amido  group ;  I  cannot  get  it  any  more  than  that, 
because  if  I  push  it  one  more,  I  get  it  next  but  one  ;  coming  round  on  the 
other  side  gives  me  no  new  virtues.  There  are  three  bodies  there  which  are 
isomeric,  but  have  a  different  structure.  This  made  perfectly  intelligible  what 
10  people  have  already  found  out,  that  they  could  get  perpetually  three  bodies, 
and  no  more  than  three,  which  were  isomeric.  But  when  the  idea  of  the  ring 
was  suggested,  people  saw  at  once  what  it  was,  because  you  could  get  the  two 
together — one  between,  two  between,  but  you  could  not  get  three  ^^etwee^ 
because  that  was  the  same  s^s  two  betweeA.    So  important  is  this  that  iii  the 
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whole  of  the  numerous  classes  of  bodies  that  come  from  taking  the  benzine 
ring  and  substituting  for  two  hydrogens,  there  are  always  these  three 
bodies,  the  nam«s  ortho,  meta,  and  para  expressing  the  position,  ortho 
when  it  is  next  the  comer,  meta  the  next  bnt  one,  and  para  right  opposite. 


/\      /\v     A 


I  r 


x/-^     \/      \/ 

XXX 
Ortho  Metau  JW-o- 

(    Hydbrogz;rte  rvot  mjoHcejdL) 


These  things  are  a  working  hypothesis,  and  there  is  a  good  deal  of  truth  in  5 
them,  and  they  never  let  us  down.    I  have  passed  up  an  example  (I  have  not 
marked  the  hydrogens,  but  there  is  hydrogen  wherever  there  is  nothing  else) 
to  explain  the  ortho,  meta,  and  para.    The  result  is,  you  always  get  your  three, 
which  have  the  widest   differences.     As  an  example,  saccharine,  3  Ibe.  of 
which  is  about  as  sweet  as  a  ton  of  sugar,  is  an  ortho-body,  the  para-body  is  10 
absolutely  tasteless  ;  it  is  the  same  whitish  substance  with  a  slightly  acid  taste 
and  no  sweetness,  yet  they  are  the  same  bodies.    The  only  thing  is,  that  the 
grouping  in  one  case  is  at  the  one  comer,  and  in  the  other  case  at  the  other 
comer.      Sometimes   the    ortho  is   all  valuable,  sometimes    the  meta,  and 
sometimes  the  para;  for  instance,  salicylic  body  is  an  extremely  valuable  15 
ortho-body.    In  this  case  the  meta  is  the  most  vsduable,  though,  as  a  rule,  the 
orthos  are    the   most   valuable.     I    will   make  a    statement  to   show  how 
evidence  accumulates  as  to  these  things.    If  I  make  a  substitution  product  of 
the  benzine  ring,  putting  in  x^  y^  0,  three  different  organic  radicles,  there  would 
be  for  X  and  y  three  different  positions,  and  four  different  positions  for  2r,  20 
12    positions  in  all,  but  only  six  arrangements  which  would  be  different* 
The  z  can  be  put  in  the  ortho  (referring  to  a  paper)  or  next  those  two,  or  in 
the  next  or  the  next,  and  x  and  y  occupy  two  corners,  so  you  can  calculate  how 
many  possible  arrangements  there  are,  and  you  find  that  there  are  exactly  that 
number  of  isomeric  bodies  of  that  constitution  differing  in  property.    People  25 
now  seek  for  the  missing  ones ;  they  can  be  found,  and  people  get  one  or  two 
into  their  proper  places,  and  then  try  to  coax  the  third  one  into  as  many  places 
as  it  will  go.    People  know  they  will  find  it,  and  the  missing  one  is  perpetually 
announced  as  having  been  discovered,  and  you  may  rely  upon  it  that,  subject  to 
exceptions,  the  structural  idea  tells  the  world  the  extent  to  which  the  bodies  30 
are  found  by  chemists  to  exist  and  to  have  different  properties.     Twenty-five 
years  of  rapid  growth  has  left  the  KekuU  idea  of  the  ring  established.    We 
may  say  it  will  not  be  supplanted  except  by  something  which  makes  us  more 
fully  realize  the  minute  anatomy  of  nature  which  it  represents.    Of  coarse, 
when  we  do  fully  get  to  know  what  molecules  are,  whether  they  are  vibrating  35 
systems,  we  may  find  this  was  a  rude  description,  but  it  will  not  be  supplanted 
except  by  a  fuller  knowledge,  which  will  show  how  valuable  it  was  as  a 
working  hypothesis.    For  all  purposes  of  organic  chemistry  it  is  accepted  as 
demonstrated.    It  is  a  good  working  hypothesis,  and  will  not  let  you  down  ; 
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and  chemists  argne  that  snch  a  thing  cannot  be  becanse  there  would  be  an 
unsatisfied  comer.  They  admit  the  cogency  of  the  argument,  for  it  has  never 
&iled  them  yet.  The  benzine  ring  (ante  page  787)  is  the  most  striking  example 
of  structural  formula ;  I  have  given  the  theory  of  valency  and  the  meaning 

'  5  of  a  substitution  product  when  you  put  an  organic  radicle  in  the  place  of  a 
hydrogen.  You  might  put  an  organic  radicle  in  place  of  an  oxygen,  but  if  you 
wanted  to  get  NH^  to  put  that  in  place  of  an  oxygen,  you  would  have  to  knock 
away  two  of  its  hydrogens  and  reduce  it  to  NH.  If  you  substitute  an  organic 
radicle  for  an  oxygen,  it  must  be  one  with   two  hands,  and,  therefore,  you 

10  substitute  NH  for  an  oxygen,  NH,  for  a  hydrogen.  I  will  return  to  a  bibasic 
acid,  phthalic  acid,  of'  which  I  will  show  the  true  structural  formula. 
I  have  put  at  the  top  of  the  structural  formula  of  a  bibasic  acid  (which 
I  gave.before  ante  page  783)  X  holding  out  its  two  hands  and  having  a  COOH. 


-CO OH       Ph£hfiJiu> 

COOH  CLcid^' 


COOH 


Now,  the  X   of  phthalic   acid  is   just   the  benzine  ring,    and    two    of    its 
1«^  hydrogens  are  knocked  out;  instead  of  one  of  them  is  a  COOH,  and  instead 


H 
H-C^  ^C  — CO~OH 


H-C 


C — CO~OH 


c 

H 


of  another  is  a  COOH.  It  is  very  puzzling.  How  do  you  get  the 
COOH  ?  Carbon  has  got  four  hands ;  it  is  holding  two  oxygens.  Where 
has  it  got  a  hydrogen  to  hold  on  ?  It  is  holding  one  of  the  oxygens  by  its  two 
hands,  and  it  holds  out  one  hand  for  the  other  oxygen,  which  is  satisfied,  so  far 

20  as  regards  its  other  hand,  by  a  hydrogen,  and  has  one  hand  free  \%ee  pa^e  792]. 
That  COOH  is  an  organic  radicle  with  one  hand.  If  you  begin  at  the  hydrogen 
tail,  the  hydrogen  holds  one  of  that  oxygen ;  the  other  hand  of  that  oxygen 
has  a  carbon  ;  that  carbon  has  two  hands  going  to  the  other  oxygen.  That  makes 
three,  and  it  has  one  hand  unsettled.    It  is  puzzling,  but  it  comes  out  all  right. 

25  I  am  explaining  COOH  as  an  organic  radicle  with  one  hand.  The  carbon,  to 
begin  with,  gets  two  hands  occupied  by  the  oxygen,  then  it  has  only  one  hand 


792 
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to  spare  (for  I  want  one  hand  to  be  free),  with  that  one  it  half  aatiafies  an 
oxygen.    That  is  the  carboxylic  radicle.    We  call  these  radicles  groups ;  we 


0 
\0H 


call  one  the  methyl  groap,  it  means  the  organic  radicle  which  is  methyl.  I 
wish  to  explain  on  this  basis  what  a  ^'  condensation  product "  is.  I  will  take 
the  phthalic  acid.    {Exhibit  handed  in.)  5 


/  \ ... 


Cfndttuatiott  Product. 


rw.P4. 


\. 


/ 


I 


It  is  a  picture  of  2  COOH  in  a  form  we  say  was  there,  a  dotted  line  around  the 
hydrogen  and  oxygen  as  it  is.  There  is  the  same  body  which  has  a  tremxendoof 
affinity  for  water,  and  it  draws  away  HO^    It  leaves  the  oxygen,  an^  the  oxyi^pn 


uses  its  other  hand  to  catch  hold  of  the  COt  of  the  other  comec.    It.  i9  a  |^tia$^ 
thing.    It  is  called  phthalic  anhydride,  which  is  got  from  phthalic  acid  by  10 
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making  the  ring  through  drawing  out  the  H,0.    It  is  a  closed  ring  now  and 
satisfied.    It  is  that  form.    {Paper  handed  up.) 


\. 


/ 


0 

n 

-c 


c- 

II 

o 


;o   H 


•0  ;H 


Phthalic 
AnJwcLride 


CoTxdjin^aJbuyHy 


I  have  pnt  an  X  there,  because  I  say  there  is  a  generalization, 
benzine  ring,  a  sort  of  thing  which   makes  it  interphthalic. 


I  put  X  for  the 
There  is  the 
general  condensation  that  a  bibasic  acid  shows  exactly  as  yon  do  it  with  the 
phthalic  acid  itself.  I  pnt  it  there  simply  for  the  bibasic  acid  ;  X  is  a  benzine 
ring,  but  it  might  be  some  other  organic  radicle,  but  with  two  hands.  1  sent 
up  a  parafQn  chain.  I  knock  its  hydrogen  away  at  two  ends,  and  then  I  have 
an  organic  radicle  with  two  hands.    If  you  put  hydrogen  where  there  is 

10  nothing,  that  will  be  one  of  the  chains  I  passed  up.  If  I  knock  the  two 
hydrogens  away,  I  get  a  thing  with  two  bands.  If  I  put  that  in  the  middle  of 
two  GO^,  I  get  succinic  acid  {ante  page  784).  It  need  not  be  a  benzine  one  with 
two  hands,  it  may  be  anything  with  two  hands,  so  that  you  see  we  get  a  bibasic 
acid  and  turn  it  into  an  anhydride.   To  the  succinic  acid  you  put  the  two  OOOH 

15  where  there  are  no  hydrogens.  Those  are  the  two  arms.  It  is  holding  out  to 
catch  at  the  two  acid  groups.  That  will  be  pulled  tofrether  by  condensation, 
and  I  get  the  group  exactly  the  same  thing  as  phthalic  anhydride,  only  the  x 
would  be  diflPerent.  Now  I  have  got  to  a  closed  ring,  which  is  of  this  form, 
and  an  0  in  these  {ante  page  792).    These  C's  have  only  two  of  their  hands 

20  held  by  oxygen  ;  that  is  phthalic  anhydride.  (I  put  x  for  phthalic  as  easier  to 
write.)  The  next  step  is  to  knock  out  one  of  the  oxygens  and  put  a 
couple  of  one-handed  radicles  in  its  place.  That  is  a  substitution  product 
got  by  putting  two  mono-valent  radicles  for  0,  and  they  are  both  the  same  sym- 
metrically.   I  now  go  to  the  y's  ;  y  belongs  to  a  class  of  bodies  named  meta-amido- 


o=c 


SuistLtuULoTi/ 
ProdzjLct. 
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phenol.  Meta  means  position,  amido  means  the  NH,  group ;  a  phenol  is  a 
benzine  ring  with  a  hydroxy!  group  instead  of  hydrogen.  HO  is  the  hydroxyl 
group  and  is  very  important.  You  see  OH  to  0,  that  has  to  bring  the  hydrogen 
along  with  one  hand.    OHC  is  the  mono-valent  group  with  one  hand  free,  and, 


CH 


HC 


HC' 


C  — OH  ^^^'0-^n£do^phenol. 


CH 


FW.P12 


C—NHg 


if  put  in  place  of  a  hydrogen  of  the  benzine  ring,  it  will  stick  there.  It  will 
mean  the  NH,  group  taking  the  place  of  another  hydrogen  and  one  corner 
between,  and  it  is  a  meta  if  in  that  position.  The  two  groups  are  opposite,  and 
the  meta  is  in  an  intermediate  position  with  one  corner  between.  These  bodies 
come  from  putting  this  meta-amido-phenol  in  the  place  indicated  by  y,  but,  of 
course,  you  have  to  knock  out  a  hydrogen  first,  otherwise  it  would  be  a  body 


10 


«-<>< 


CgH3: 


,0H 


'NH' 


\x/        ^CgHa  CH3 

^CH3 

with  no  hand.  Then  it  can  go  and  take  the  position  indicated  by  y — meta-amido- 
phenol.  We  have  not  got  to  the  limit  of  the  complexity  of  our  body,  because 
you  will  see  that  I  have  an  amido  group  there, which  is  NH,.    These  hydrogens 
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are,  of  conrse,  mono-valent  things  with  one  hand,  but,  supposing  I  was  to 
knock  them  oat,  one  begins  to  get  a  glimpse  of  what  is  the  possible  complexity. 
Those  are  two  bodies  to  be  dealt  with  which  are  got  from  the  body  I  have 
described  by  chansring  the  H  of  the  amido  group  into  mono-valent  organic 
5  radicles.  The  simplest  example  is  the  methyl  group,  which  was  CgHjj.  If  you 
took  both  the  hydrogens  of  the  amido  groups — there  are  two  amido  groups,  one 
in  each  phenol — ^and  put  in  a  methyl  in  each  of  them,  then  you  would 
have  a  body  called  di-methyl-meta-amido-phenol.  These  operations  might  be 
repeated.    The  names  express  the  structure,  and  are  rightly  used.    The  rhoda- 

10  mine  is  what  I  have  been  describing.*  You  get  the  anhydride  ring,  and 
substitute  for  one  of  the  oxygens  combined  with  the  carbon  two  mono-valent 
radicles,  which  are  meta-amido-phenols,  and,  for  one  or  both  of  the  hydrogens 
in  the  amido  group,  some  organic  radicles,  ethyl  or  methyl  or  benzyl,  and  each 
of  these  give  a  different  dye  with  different  qualities.    That  is  the  class  of  the 

15  rhodamines.  What  are  the  generalities  and  the  variations  ?  The  acid  you 
start  from  may  vary,  it  may  be  phthalic  or  succinic  acid,  or  others*  but  it  must 
be  bibasic,  and  you  cannot  alter  the  ring.  It  is  found  that  phenol  may  be  a 
simple  phenol — that  is,  an  OH  appearing,  and  all  the  rest  hydrogens,  excepting 
the  one  taken  up  by  the  amido  group  ;  but  you  will  get  bodies  of  the  same  class 

20  still  rhodamines  ;  if  you  substitute  for  one  or  more  of  these  other  hydrogens  a 
mono-valent  organic  radicle,  it  will  alter  the  nature  of  the  body,  it  will  make 
the  dye  slightly  different,  but  it  is  still  one  of  the  class.  There  must  be  a 
meta,  a  phenol,  and  a  meta-amido-phenol,  but  it  may  be  that  additional  compli- 
cation arising  from  the  other  hydrogens  having  organic  radicles  in  their  places. 

25  There  is  a  second  generalization,  and  there  is  a  third  generalization.  The  sub- 
stitution of  the  organic  radicles  gives  rise  to  a  huge  individual  variation.  You 
may  make  no  substitution  ;  you  may  substitute  for  one  hydrogen  in  each  a  vast 
number  of  organic  radicles,  but  you  may  substitute  both  the  hydrogens  in  each 
one  of  this  list  of  radicles,  so  we  get  a  generalization  from  the  nature  of  the 

30  acid,  from  the  nature  of  the  phenol,  from  the  nature  and  extent  of  the  substi- 
tution In  the  amido  groups.  But  they  have  characteristics  all  in  common, 
a  left-hand  ring  varying  only  in  the  particular  acid  in  one  comer,  the  sym- 
metrical presence  of  a  phenol,  an  amido-phenol,  and  meta-amido-phenol.  There 
may  be  varieties  in  the  phenol  and  the  amido  group.     I  have  shown  a 

35  rhodamine  and  what  variations  there  may  be  in  it.  [Referring  to  Figure.'] 
With  these  phenols  there  are  two  OH's  in  the  body— one  in  one  phenol,  and 
one  in  the  other.  Then,  in  the  Figure  of  the  rhodamines  before  the  final 
condensation  on  the  right-hand  side,  there  is  a  little  dotted  line  showing 
the  HNO,  which    does   go  out  to  get   condensation.    The    six-sided    rings 

40  are  phenol  rings,  but  not  the  four-sided.  Phenol  is  modified  benzine.  In 
that  Figure,  there  is  2  OH  condensed  by  the  addition  of  water.  I  am  coming 
to  the  step  taken  by  the  Plaintiff,  and  want  to  explain  it  as  he  explained  it  in 
his  patent.  There  are  the  two  OH*s,  the  two  hydroxyl  groups  in  rhodamines. 
I  now  introduce  the  word  **  Alkylation  '* ;   an  alkyl  group  is  a  mono-valent 

45  organic  radicle  ;  by  alkylation,  I  mean  substitution  of  the  alkyl  group  for  H. 
The  substituted  rhodamines  are  got  by  the  alkylation  of  the  amido  ffroups,  ?'.«., 
the  substitution  of  alkyl  groups  in  the  amido  groups  H,.  The  Patentee  did 
this  ;  he  substituted  in  rhodamines  an  alkyl  group  for  the  hydrogen  instead  of 
hydroxyl.    He  got  another,  or  possibly  two  more  (he  may  be  wrong  as  to  that), 

50  but  he  got  an  alkylation  which  was  non-amido.  The  rhodamine  would  be 
defined  by  the  acid  from  which  it  started,  by  the  nature  of  the  phenol,  by  the 
substitution  in  the  amido  groups.  Put  an  alkyl  group  in  the  hydroxyl,  and 
you  have  the  corresponding  anisoline.  Strike  H  out  of  OH  and  put  a  methyl 
in  CH«,  you  have  an  alkyl  group  where  it  did  not  exist  in  the  rhodamine.    That 

55  was  the  step  from  the  rhodamines  to  the  anisolines,  the  alkaline,  the  hydroxyl 

*  A  skeleton  form  of  rhodamine  is  iri'^en,  page  800. 
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gronp.  I  will  state  what  was  the  Patentee's  theory  and  then  the  disputes  abont 
it.  He  called  them  anisolines;  that  was  a  phenol,  and  he  arrived  at  the 
conclnsion  that  what  he  had  done  was  to  substitute  a  hydroxyl  group.  There 
is  no  doubt  that  was  right.  He  called  it  anisol,  because  the  anisoline  meant  a 
hydroxy  lie  substituj;ion.  The  anisols  have  all  the  generalizations  that  the  5 
rhodamines  have,  and  they  have  another  generalization,  the  hydroxyl  substitu- 
tion, though  they  may  differ  in  what  that  substitution  is  ;  there  might  be  a 
methyl  or  an  ethyl  anisoline  corresponding  to  each  rhodamine.  The  Patentee 
has  got  a  class  of  bodies  perfectly  distinct  in  type,  and  yet  with  this  enormous 
possibility  of  individual  variation.  This  step  of  the  alkylation  of  the  hydroxyl  10 
group  of  a  rhodamine  is  the  invention  for  which  the  patent  is  granted.  I  will 
read  the  Specification.  The  first  formula  which  the  Plaintiff  describes 
as  a  general  formula  {ante  page  778  line  2)  is  a  formula  for  only  one 
rhodamine  ;  C^H^  is  the  acid  in  the  corner  of  the  left-hand  ring,  and  that  shows 
it  is  the  phthalic  rhodamine  ;  then  it  is  a  simple  phenol,  because  it  is  C^H, ;  three  15 
hydrogens  are  taken  up— several  must  be— one  in  holding  on  to  the  carbon, 
one  in  holding  on  to  the  hydroxyl  group,  and  one  holding  on  to  the  NH,,  and  the 
other  three  left.  There  are  six  hydrogens  to  begin  with  in  the  ordinary  phenol. 
One  of  them  goes  to  hold  on  to  the  left-hand  carbon  ;  one  goes  to  the  phenol 
group,  which  is  altered  there  from  OH  to  OMj.  As  the  Patentee  explains.  Mi  20 
designates  a  mono-valent  metal.  You  may  take  it  for  hydrogen  for  a  moment ; 
and  one  goes  to  the  amido  group  NCH  ;  going  to  the  amido  group,  it  is  the 
di-methyl.  It  is  a  double  metal  substitution.  Instead  of  the  2  H  in  NH,  you 
have  CH„  which  is,  of  course,  the  methyl  group,  so  this  would  be  called 
di-methyl-meta-amido-phenol  phthaleine ;  di-methyl  because  of  the  double  25 
substitution  of  methyl  in  a  meta-amido-phenol.  That  is  a  phenol  thing  with  a 
hydroxyl  and  an  amido  group  in  the  meta  position,  phthaleine  showing  phthalic 
acid.  Instead  of  M,  imagine  that  you  put  H,  because  Mi  is  only  a  metal  slipped 
in  the  base  of  a  hydrogen,  and  probably  is  a  metal  itself.  I  say  it 
is  di-methyl  because  there  is  a  double  substitution  in  the  methyl  in  30 
the  amido  group — two  CHt's.  Now,  as  to  meta-amido-phenol  ;  it  is  phenol 
because  there  is  no  H  in  the  benzine  ring.  It  is  amido,  because 
there  is  NH,  or  its  equivalent,  and  they  must  be  in  the  position  of  meta.  I 
have  characterized  the  whole  of  the  right-hand  side,  and  it  is  called  di-methyl- 
meta-amido-phenol  phthaleine  to  indicate  that  the  phthalic  acid  is  what  appears  35 

^CH3 

CsHaCT         ^CH3 

OH 


,0H 


C6H3C  ^CH3 


JH-mtO^'Truttt,-  amido  -phjuvtl. 


CH3 


in  the  left-hand  ring.    Then  he  continues — "It  is  by  substituting  for  this 
"metal"— or  other  hydrc^n,  I  may  say — "a  simple  alcoholic  radicle  snch  a« 
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"  ethyl  (C,H.),  methyl  (CH,),  amyl  (CsH  ),  &c.,  or  a  compound  alcoholic  radicle 
"such  as  benzyl " — ^all  those  are  mono-valent ;  C,H,  is  the  radicle  of  one  of  the 
paraflBn  chains  with  a  hydrogen  knocked  off — "That  I  have  succeeded  in 
"  forming  my  new  colouring  matters  or  dyes,  the  constitution  of  which  is,"  and 
i  he  gives  the  second  formula  in  the  Specification.  No  notice  need  be  taken  of 
the  HCl ;  that  is  hydrochloric  acid  ;  he  has  indicated  what  you  call  the  hydro- 
chloric salt.  The  Patentee  has  supposed  hydrochloric  acid  to  be  put  in,  striking 
that  out  to  make  the  comparison.  The  change  is,  that  he  has  slipped  in  a 
methyl  CH7  instead  of  the  H  or  M  of  the  hydroxyl  group  ;  that  is  the  step  of 

10  the  substitution  in  the  hydroxyl  group.  CH  is  an  organic  radicle,  a  combina- 
tion, in  which  C,  having  four  hands,  and  having  only  three  occupied  by  H,  has 
one  left  to  give  to  0.  The  0  takes  the  place  of  one  of  the  hydrogens  by  reason 
of  having  one  of  its  hands  held  by  methyl  CH,.  This  is  hydroxylic  sub- 
stitution in  the  hydroxyl.     It  differs  from  the  substitution  in  the  amido  group, 

15  not  in  material,  but  in  the  place  where  you  put  it.  The  Specification 
continues — "  I  give  these  colouring  matters  or  dyes  the  name  of  *  Anisolines ' 
"  on  account  of  their  analogy  with  anisols,  which  are  phenols  in  which  the  H 
"of   the  hydroxyl  is  replaced  by  the  alcoholic  radical  CH,  thus" — that  is 


/-v 


o-< 


c       c 


formula  3.     I  will  give  the  formula  of   phenol  and  anisol.     The    Patentee 

20  explains  why  he  calls  it  anisoline,  because  anisoline  is  got  from  a  phenol  by 
substitution — a  phenol  group.  Phenol  is  applied  to  the  amido  group.  He  says 
phenol  and  anisol,  and  that  you  get  di-methyl-meta-amido-phenol  and  di- 
methyl-meta-amido-anisol.  He  gives  an  instance,  the  step  from  the  position  to 
the  anisol  in  the  compound  body,  and  it  is  exactly  the  same  step  that  is  taken 

25  from  the  phenol  to  the  anisol  in  the  simple  body — a  substitution  of  a  methyl  in 
the  phenol  group.  It  is  in  the  OH  which  makea  it  a  phenol.  He  continues, 
"  The  di-methyl-meta-amido-phenol  enters  into  the  construction  of  the  rhoda- 
"  mines,  and  the  di-methyl-meta-amido-anisol  into  that  of  the  anisolines." 
Then  he  gives  a  picture  (formula  4)  of  the  rhodamine  and  its  correspondent 

30  anisoline.  Of  course  it  is  only  one  particular  rhodamine  ;  each  one  has  its 
corresponding  anisoline ;  in  all  the  construction  is  the  same,  except  that  the 
substitution  is  in  another  place.  It  is  substitution  in  a  phenol  group.  He  goes 
on,  "Example  of  the  preparation  of  the  potassium  salt  of  a  rhodamine." 
[Counsel  read  part  of  the  Specification,']    Then  he  takes  his  transformation  into 

35  anisoline.    [Counsel  read  the  rest  of  the  Specification^  including  the  Claims^ 


798  REPORTS  OP  PATENT,  DESIGN,       [Oct.  27, 1897. 

Mannet  v.  Beck. 

with   the  following  comments.']    Cresol  is  a  phenol  with  a  methyl  group 
slipped  in  in  the  place  of  a  hydrogen.    (This  Figure  is  a  cresol.)    A  cresol 

C-CH3 

/\ 
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OrtSko 
cresol 
C— H 
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is  an  example  of  the  type  of  generalization  which  I  said  came  in  in  your 
choice  of  phenol.  Phenol  does  not  tie  you  to  an  individual,  but  to  a  class. 
It  is  expansion,  not  individualization.  The  auto-clave  is  simply  a  digester,  5 
which  you  can  heat  under  pressure.  The  paragraph  commencing  "  Under  the 
"  same  conditions  "  will  be  of  importance  when  I  come  to  the  points  of  difference 
between  my  learned  friends  and  myself  ;  it  points  to  the  fact  that  you  may  vary 
the  acid  in  the  left-hand  group.  As  to  the  claims,  he  claims  in  the  first  [^Counsel 
read  the  claim]  eth;^l,  amyl,  and  benzyl  which  are  all  rhodamine  radicles;  the  10 
second  claim  is  carrying  out  the  process  ;  and  the  third  is  the  most  important, 
where  he  claims  the  products  as  new.  That  they  are  new  will,  I  think,  be 
uncontested,  the  characteristic  being  that  they  were  obtained  by  a  substitution 
in  the  phenol  group.  You  can  have  from  the  same  rhodamine  an  anisoline  got 
by  putting  methyl  in,  or  ethyl  in,  and  so  on.  Mannet  was  a  competent  chemist.  15 
He  based  his  theory  on  the  behaviour  of  analogous  bodies  studied  by  an  eminent 
chemist  named  Bdyer.  The  Patentee  took  out  his  patent  in  France,  and  then  in 
England,  and  he  sold  his  German  rights  to  the  Badische  Company.  The 
Bcidische  Company  tried  to  take  out  a  patent  in  England,  but  the  Patentee  had 
forestalled  them.  They,  through  a  great  chemist,  who  worked  with  them,  20 
Professor  Bemthsen^  have  sought  to  represent  this  theory,  as  an  inaccu- 
rate theory ;  Professor  Beimthaen  putting  a  different  theoretical  explanation 
on  what  took  place  in  making  the  anisolines.  I  will  explain  it,  but  it  does  not 
matter  whether  Monneffa  theoretical  explanation  is  right  or  wrong  ;  he  gives  a 
practical  mode  of  obtaining  from  each  rhodamine  its  corresponding  anisolines,  25 
and  you  can  get  them  by  that  method,  and  he  claimed  them  as  new  products. 
There  is  a  dispute  still  dividing  chemists,  and  I  think  public  opinion  is  in 
favour  of  BerrUhsen^s  theory  as  against  Bdyer^s.  The  point  is,  which  of  these 
oxygen  comers  gets  burst  up  ?  It  may  be  the  oxygen  comer  in  the  right-iumd 
ring,  it  may  be  the  oxygen  comer  in  the  left-hand  ring.  The  Patentee  believed  30 
it  is  the  oxygen  in  the  right-hand  ring  that  gets  burst  up,  and,  if  that  is  so,  his 
formula  is  all  right.  Bemthsen  maintains  that  it  is  the  oxygen  of  the  left-hand 
ring  that  is  burst  up.  Everybody  admits  that  the  step  to  anisolation  is  made  by 
substituting  for  the  hydrogen,  in  a  non-amido  group,  one  of  these  organic 
radicles.  Nobody  will  contest  that  the  process  given  by  the  Patentee  leads  to  35 
the  change,  whichever  be  the  right  interpretation.  Possibly  the  Patentee  may 
be  wrong  in  his  theory  as  to  the  right-hand  ring,  but  I  doubt  if  anyone  knows. 
The  point  that  this  is  not,  as  there  was  in  the  rhodamine  group,  an  alkylation  of 
the  amido  group,  but  an  alkylation  of  a  broken  up  oxygen  corenr,  is  unquestion- 
able.     There  is  another  point ;  the  Patentee,  on  his  theory,  believed  that  40 
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he  had  formed  a  potass!  am  salt,  where  he  puts  Mi,  a  mono-valent  metal 
for  hydrogen,  and  that  from  that  salt  he  got,  by  substitution  of  an 
alkyl  gronp  for  the  potassium,  anisolines.  If  it  be  that  the  left-hand 
ring  was  burst  up,  probably  what  he  thought  was  a  potassium  salt  was 
5  not  a  potassium  salt.  But  the  process  will  none  the  less  succeed. 
Hhodamines  were  thoroughly  understood  as  being  these  products  obtained  by 
alkylation  of  the  hydrogen  in  the  amido  group.  Sometimes  persons  had  what 
are  called  tetra-alkylated,  that  is,  four  groups  in  the  amido,  and  sometimes 
di-alkylated,  which  were  two  groups  in  the  amido — ^that  is,  leaving  one  hydrogen 

10  and  only  substituting  for  one  of  the  hydrogens,  sometimes  for  both.  The 
PlaintiflTs  witnesses  will  say,  that  although  the  varying  alkylation  in  the  amido 
group  was  known,  each  making  a  different  rhodamine,  down  to  Monnet^s  time, 
there  never  was  anything  known  about  an  alkylation  other  than  in  the  amido 
group,  and  he  is,  and  has  been,  recognized  by  all  chemists  as  being  the  inventor 

15  of  the  ultra-alkylized  rhodamines  where  there  has  been  a  substitution  outside 
the  amido  group.  That  is  what  his  patent  is  for.  The  practical  directions  are 
quite  sufficient,  and  the  change  which  takes  place  by  following  out  those 
practical  directions  is  the  step  from  the  rhodamines  to  the  anisolines,  and  it  is 
in  every  case  the  introduction  of  an  organic  radicle,  an  alkyl  gronp  as  they  call 

20  it,  into  the  body  outside  either  of  the  amido  groups.  The  Defendants  will  not 
say  it  was  not  the  bond  fide  view  of  the  inventor,  and  being  that,  subsequent 
knowledge  can  never  affect  the  validity  of  the  patent.  What  is  the  scope  of 
the  patent  ?  The  Specification  clearly  me^ns  that  you  are  forming  a  class  of 
bodies  from  a  class  of  bodies.     Then  the  Patentee  gives  the  first  formula ;  it 

25  seems  that  the  defence  is  going  to  be  that  the  Plaintiff  is  tied  to  what  is 
represented  by  the  formula,  because  he  has  said  rhodamines  have  that  as  their 
general  formula.  That  is  a  transparent  blunder ;  it  could  not  be,  for  it  is  not  a 
class  of  bodies,  but  one  particular  body.  It  will  be  shown  that  the  class 
rhodamines  were  perfectly  well  known,  and,  so  far  from  that  formula  repre- 

30  senting  a  general  formula  of  a  class,  the  Patentee  has  obviously  put  it  forward 
as  being  the  best  known.  [Wallace^  Q.C. — Do  you  make  this  apply  to  all 
rhodamines  ?]  Yes,  all  rhodamines.  When  I  called  attention  to  the  three 
generalizations,  I  pointed  out  that  in  rhodamines  you  might  vary  the 
acid,  the    phenol,  and    the  substitutions,  but  not  one  of   those  variations 

35  is    compatible    with   taking   this   formula   as    being    the    one   formula   of 

rhodamines,    but    they   are    all    included    in   terms   in    the    Specification. 

There  is,  as  I  pointed  out,  the  expansion  or  generalization  ;  ethyl,  or  methyl, 

&c.  might  be  put  in.    In  other  words,  he  points  out  specifically  that  you  can 

have  these  various  substitutions  in  the  amido  group,  and  yet,  if  he  is  to  be 

40  restricted  to  this  special  form,  he  could  only  use  one,  the  double  methyl,  which 
is  the  only  one  he  has  put  down.  No  e(^cated  chemist  could  fail  to  see  that 
the  Patentee  has  taken  a  specimen  because  he  wanted  to  show  that  he  had  got 
an  alkylation  not  in  the  amido  group.  Non-amido-alkylation  of  these  rhodamine 
bodies  is  the  Plaintiffs  invention,  and  bodies  that  are  made  in  that  way  are  the 

45  things  that  he  claims.  I  do  not  believe  that  infringement  is  going  to  be  a 
serious  point.  3  B  and  6  G  are  the  two  dyes  sold  by  the  Defendants,  and  both 
of  them  have  the  anisoline  change,  by  which  I  mean  the  non-amido  alkylation. 
3  B  is  the  anisoline  change  operated  upon  a  completely  substituted  rhodamine, 
a  tetra-alkylated  rhodamine  ;   6  O  is  the  anisoline  change  effected   on  a  di- 

50  alkylated,  namely,  one  in  which  one  only  in  each  group  of  hydrogens  is  changed 
into  an  alkyl  radicle.    The  Defendants  have  sold  those.     The  contest  here  is  a 
question  of  right.    The  Defendants  contend  that  the  Plaintiff  who  has  invented 
this  has  not  got  a  patent  for  it. 
The  following  witnesses  were  then  called  for  the  Plaintiff  : — 

55  Dr.  William  Passmore. — ^Witness  would  call  a  rhodamine  a  condensation 
product  of  amido-phenol  or  amido-cresol,  alkylated  or  not  with  phthalic  acid  or 
succinic  acid  or  some  other  acid  of  a  like  nature.     The  account  given  by 
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Connsel  of  the  bibasic  acids,  and  the  condensation  which  converted  them  into 
the  corresponding  anhydrides,  was  correct.  There  was  a  farther  condensation 
in  order  to  get  rhodaminea  which  attach  symmetrically  to  meta-amido-phenols. 
Only  the  meta-amidos  were  affected  ;  they  only  condensed.  [  The  witness  drew 
a  FigureJ\    This  Fignre  FWPl  was  the  skeleton  form  of  a  rhodamine.    The  X 
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of  the  left-hand  ring  might  be  the  remainder  of  the  benzine  ring  C^H4, 
or  of  the  succinic  acid  CjH^.  It  might  be  of  a  paraffin  chain  or  a  benzine  ring. 
That  determined  the  nature  of  the  acid  from  which  the  anhydride  was  made. 
With  regard  to  the  benzine  nuclei  on  the  right-hand  side,  so  far  as  the  nucleus 
was  concerned,  one  or  more  of  the  hydrogens  might  be  replaced  by  methyl  or  10 
ethyl,  by  an  akyl  group.  If  it  were  methyl,  the  witness  would  call  it  cresol. 
{The  witness  drew  the  diagrams  ofphthalic  acid  and  succinic  acid  ante  pages  783 
and  784,  andphthalic  anhydride  ante  page  792.]  The  change  from  the  acid  to 
the  anhydride  was  obtained  by  eliminating  water,  and  clothing  the  ring  so  that 
oxygen  was  at  one  of  the  comers.  [^Moulton^  Q.C. — In  the  succinic  acid  0,  was  15 
a  bit  of  a  chain,  and  Ce  in  the  phthalic  meant  the  ring,  the  same  as  the  benzine 
ring.]  [^The  witness  drew  another  diagram  of  phffialic  add^  and  skeleton 
diagrams  of  the  amido-phenol-phthaleiney  ivith  the  condensation  and  without 
the  condensation^  and  an  amido-cresol  phthaleine  as  follows,"] 
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Tho  two  points  of  the  nitrogen  in  the  amido  groups  were  left  unfilled  up  in 
the  picture,  they  were  filled  up  in  rhodamines  either  by  hydrogen  or  an  alkyl 
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group.  Ethyl  was  a  double  methyl.  They  were  written  in  the  Specification 
(ante  page  778).  There  were  seTeral  rhodaminea  known  before  the  date  of 
the  Plain  tiflTs  patent,  which  had  different  alkyl  groups  in  them ;  the  number 
varied ;  those  rhodamines  most  in  use  contained  four,  and  were  called 
tetn-alkyls,  and  some  two,  di-alkyls.  Di-alkylated  meant  containing  two 
alkyl  groups.  Di-methyl-meta-amido-phenol  meant  that  the  phenol  had  one 
amido  group,  and  the  amido  group  in  the  meta  position  had  two  methyl 
groups.    lIHagram  dratvn  ofdi-methyl-meta-amido-phenol.'] 

fWP9        J)iTTuiih^-nt£tou- amido- pTienot 

H 
C 


HC 


•OH 


CH3 


CHa 


That  Figure  was  the  phenol  containing  an  amido  group  in  the  meta  position,  the 
amido  group  containing  two  methyls.  A  phenol  was  a  benzine.  The  simplest 
phenol  was  benzine,  with  one  of  the  hydrogens  replaced  by  hydroxyl.  [2%« 
witness  then  drew  the  following  diagrams — a  phenol,  an  amido  benzine  to  shmo 
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the  amido  group,  and  a  meta-amido-phenol  showing  its  being  in  the  meta 
position.!  [Wills,  J. — If  you  expanded  that  expression,  three  oxygens  or 
three  hydrogens,  would  you  call  them  molecules  or  atoms,  or  how  ?  Moulton, 
Q.C. — Atoms.  A  molecule  is  generally  two  atoms ;  the  atoms  cannot  exist 
5  alone,  because  they  h^ve  unsatisfied  hands,  and  the  consequence  is,  two  atoms 
of  hydrogen  will  make  a  molecule.  In  the  gaseous  form  they  are  pairs.] 
Witness  continuing — ^A  di-alkylized  rhodamine  would  have  two  alkyl  groups. 
[^Moultonj  Q.C. — I  want  to  show  a  meta-amido-phenol  di-methylated  or  di- 
ethylated.  I  am  going  to  show  the  difference  between  the  prefix  and  the 
10  adjective.]    {The  tvitness  drew  the  di-methylated.^ 
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ITfie  witness  then  drew  the  following  diagram  of  di'methyUmetar-amido-phenoU 
phthaleine.} 


In  di-methyl-meta-amido-phenol-phthaleine,  as  appeared  in  the  Specification, 
the  di-methyl  was  attached  to  the  amido  group,  and  the  formula  given  above 
15  confirmed  that  opinion.  If  the  whole  body  was  spoken  of  as  di-methylated, 
the  witness  would  expect  an  amido-phenol-phthaleine  di-methylated — ^that  is, 
containing  two  methyl  groups  in  the  whole.    [^MoulUmj  Q.C. — ^You  will  find  in 
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the  one  case  there  is  a  di-methyl  in  each  amido  ?ronp,  and  in  the  other  there 
are  two  methyls  in  the  whole.    In  the  di-methyl  FWP14  both  the  amido  groapa 
are  di-methylated  ;  in  the  other  the  whole  body  is  di-methylated.]     If  a  meta- 
amido-phenol-phthaleine  was   di-methylated,  the  witness  would  expect  two 
methyl  groups  in  it.    There  would  be  one  group  in  either  amido,  or  two  in  one  5 
amido.     If  di-methyl  came  as  a  prefix,  the  witness  would  apply  it  to  the  amido. 
He  thought  it  was  ambiguous,  but  his  opinion  was  supported  by  the  formula 
given  above.    If  it  qualified  the  whole  thing,  it  would  be  just  the  same  as 
di-methylated.     The  quebtion  was,  whether  it  applied  to  the  whole  body  or  a 
particular  component.      [^Moulton,  Q.C. — The  Patentee  (page  2  of   his  Speci-  10 
fication,  ante  page  778)  obviously  took  it  as  qualifying  the  amido  group  when 
used  as  a  prefix,  because  he  used  di-methyl-meta-amido-phenol-phthaleine,  and 
he  makes  it  a  tetra-alkalyzed  body.]     There  would  be  no  doubt  in  the  case  of 
di-ethyl  rhodamines,  or  in  the  case  of  a  rhodamine  di-ethylated ;  that  would 
contain  two  ethyl  groups  in  the  rhodamine — either  one  in  either  group  of  amido,  15 
or  two  in  one  group.     In  1887,  there  was  a  publication  of  tetra-methyl  and  tetra- 
ethyl  rhodamines,  starting  from  phthalic  acid  or  phthalic  anhydride.    There 
were  di-alkyl  rhodamines,  known  in  the  following  year,  also  phthalic ;  in  1889, 
the  succinic  class  was  added.    Rhodamines  could  vary  from  one  another,  in  the 
left-hand  ring  in  the  acid  from  which   they  were   produced,  phthalic  and  20 
succinic  were  two  of  the  acids  ;  in  the  right-hand  side  ring  they  might  vary  in 
the  phenol  group  as  to  whether  they  were  derived  from  a  simple  phenol  or 
from  a  methyl-phenol,  as  cresol  ;  and  again,  in  the  amido  group,  both  as  to  the 
number  and  nature  of  the  alkyl  substitutions  in  the  amido  group.    The  Speci- 
fications included  all  the  rhodamines.    There  was  no  reason  why  rhodamines  25 
should  not  include  all  the  classes  ;  they  were  all  known.    The  formula  (page  1, 
line  10,  ante  page  778)  given  for  rhodamines  was  the  formula  of  the  best  known 
rhodamine  at  that  time,  and  no  chemist  would  suppose  that  that  was  the 
formula  of  all  the  rhodamines.    The  next  structural  formula  {ante  page  778) 
gave  one  anisoline  corresponding  to  the  rhodamine  given  above  ;  that  would  not  30 
mislead  or  give  trouble  to  any  chemist.    The  practical  directions  of  the  Patentee 
were  clear  and  sufficient,  and  gave  the  anisolines.    Anisolines  differed  from  the 
rhodamines,  from  which  they  were  derived,  in  colour  being  of  a  bluer  shade — 
a    rhodamine    was    somewhat    of    a  red   tint.    The    anisolines   were  more 
readily    taken    up    by    the    fibre,    and    were    more   soluble ;    witness    was  35 
informed  they   were    faster  to   light ;   they  constituted  valuable   dyes,  and 
were  new.    The  Specification  would  be  intelligible  at  the  date  of  the  patent 
to    a    chemist.     The  opinion   of    chemists  changed  from  time  to    time  as 
knowledge  grew.    In  rhodamines  the  alkylation  was  in  the  amido  group  or 
the    phenol    group.      There  was   no    alkylation    of    the    type  which   made  40 
anisolines  in  the  rhodamines.    The  alkylation  outside  the  amido  groups  was 
novel ;    all  the  alkylation    was   outside  the  amido  group.     In  the  accepted 
formula  for  rhodamines  there  were  two  rings,  each  with  an  oxygen  comer. 
Monnet  considered  it  was  the  right-hand  ring  that  had  its  corner  broken  up  ; 
subsequently    Dr.   Bemthsen  delivered    an    address    before    The  Heidelberg  45 
Chemical  Society,  and  suggested  and  brought  forward  his  reason  for  supposing 
that  the  breakage  occurred  in  the  left-hand  ring.    The  Bernthsen  theory  was 
most  in  accordance  with   facts.      It  was  possible,  theoretically,  to  have  a 
potassium  salt,  but  probably  not  one  capable  of  being  isolated.    The  v^tness 
thought  it  was  possible  that  Monnet  had  the  di-methyl-meta-amido-phenol-  50 
phthleine  mixed  with  some   potassium  ;  it  was   probably  the  base   of  the 
potassium,  and  not  the  true  potassium  salt.    That  description  would  not  render 
the  practical   instructions  misleading,  and,  supposing  a  person  followed  the 
process  by  which  the  Patentee  presumed  he  got  potassium  salt,  and  then  to 
anisoline,  he  would   succeed.    As  to   infringement,  the  dye  3  B  was  a  tetra-  55 
alkyl-rhodamine-ether.    The  anisolines  were  ethers  of  the  rhodamines.    The 
ether  of  a  body  consisted   of  oxygen   having  two  hands  holding  two  alkyl 
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groups,  or  the  equivalent  of  alkyl  ^oups ;  they  were  obtained  by 
substituting  for  a  hydrogen  of  a  hydroxyl  an  alkyl  group.  The 
substitution  for  the  hydrogen  of  a  hydroxyl  group  or  a  carboxyl  group 
would  be  the  same  thing.  Whichever  theory  is  right,  the  Patentee's 
5  anisolines  were  rhodamine  ethers.  The  four  alkyls  were  in  the  two  amido 
groups,  which  were  fully  alkylated.  3  B,  witness  believed,  was  an  ethyl,  and 
was  a  product  yon  would  obtain  by  the  method  described  in  the  Specification. 
6  6  was  a  di-alkyl-rhodamine  ether ;  the  two  alkyl  groups  were  in  the  two  amido 
groups,  so  each  amido  group  was  mono-alkylated,  and  would  be  obtained  by 

10  following  out  the  directions  in  the  Specification.  Those  bodies  were  new 
at  the  date  of  the  Specification. 

Dr.  Armstrong. — The  diagram  FWP 1  (ante  page  800)  was  a  general  expression 
giving  the  formulae  of  all  bodies  of  the  rhodamine  class.  The  variations  that 
were  possible  in  that  general  formula  were  that  the  X  might  be  altered  by 

15  taking,  instead  of  phthalic  acid,  other  analogous  acids.  The  other  variations 
were,  that  radicles  could  be  put  into  the  benzine  hexagon  on  the  right-hand 
side,  and  the  nature  and  number  of  the  radicles  introduced  into  the  amidogen 
could  be  varied.  The  master  patent,  with  regard  to  those  colouring  matters", 
namely.  No.  15,374  of  1887,  the  original  Badische  rhodamine  patent,  gave  a  general 

20  definition  of  the  class  rhodamines  from  a  chemical  point  of  view.  The 
rhodamines  were  anew  series  of  phthaleines,  which  resulted  from  thecondensa 
tion  of  one  molecule  of  phthalic  anhydride  with  two  molecules  of  meta-amido- 
phenol  or  its  alkyl  derivatives.  "  Meta-amido-phenol "  or  "  its  alkyl  derivative  " 
would  mean  meta-amido-phenol  itself,  or  a  mono-  or  di-alkylated  derivative  of 

25  the  meta-amido-phenol  formed  by  putting  in  a  new  group  to  the  amidogen  in 
the  place  of  the  hydrogen.  Substituting  a  group  for  H  in  NHj,  either  one  or 
two.  That  Specification  described  the  tetra-methyl  and  tetra-ethyl  rhodamine, 
and  it  described  a  process  for  obtaining  from  alkyls  amido-phenol.  The 
Specification  gave  two  amido-phenols  formed  by  displacing  the  amido-hydrogen 

30  by  methyl  or  ethyl.  Ceresole's  French  Specification  (No.  186,697)  gave  a  more 
general  description  of  rhodamines,  defining  them  as  containing  two  amidogen 
groups,  of  which  the  hydrogen  was  more  or  less  displaced  by  hydrocarbon 
radicles.  In  the  German  patent  (No.  44,002),  the  rhodamine  prepared  and 
described  was  formed  from  meta-amido-phenol  itself  unalkylated.    That  was 

35  the  parent  substance  of  the  group.  That  was  a  non-alkylated  rhodamine.  A 
process  was  described  of  the  preparation  of  tetra-methyl-rhodamine,  and  later 
on  of  tetra-ethyl.  In  the  patent  No.  48,739,  there  was  a  process  for  the 
production  of  symmetrical  di-alkylated  rhodamines,  derived  from  the  mono- 
alkylated  amido-phenol.     That  was  a  meta  body;   these  colours  were  only 

40  produced  from  meta  bodies,  and  that  was  well  known  at  the  date  of  Monnefs 
patent.     The  omission   of  meta   would    be    absolutely  immaterial.     In  that 
Specification  the  di-alkylated  rhodamines  described   were  di-methyl  and  di 
ethyl.     In  the  American  Specification  (No.  456,801)  there  was  a  formula  of  the 
symmetrical  di-alkylated    rhodamine,  a  di-ethyl  body.     A  body  was  then 

45  described  as  an  alkalyzed  rhodamine  derived  from  mono-ethyl-meta-amido- 
phenol.  Witness  understood  Monnefs  Specification  to  give  a  perfectly  general 
direction  to  take  rhodamines.  The  chief  types  of  rhodamines  known  at  the 
date  of  the  Specification  were  the  tetra-methyl,  the  tetra-ethyl,  the  tri-methyl, 
and  the  di-methyl.    The  tetra-alkylated  rhodamine,  the  di-alkylated  rhodamine, 

50  and  the  rhodamine  derived  from  other  acids  than  phthalic  acid  of  a  similar 
character.  [Cripps^  Q.C. — My  points  are,  that  there  is  no  novelty  in  this 
invention  ;  the  Specification  must  be  construed  as  claiming  a  particular  process 
to  get  the  product,  and  the  main  point  will  be  whether  the  Defendants'  process 
is  an  infringement.    We  say  it  is  not ;  it  is  substantially  different  as  regards  6  G ; 

55  6  G  is  derived  from  a  di-alkylated  rhodamine  by  a  simple  process,  first,  by 
mixing  the  rhodamine  with  alcohol  and  then  adding  an  acid,  hydrochloric  or 
sulphuric  acid.    The  Plaintiff  does  not  get  6  G.    There  is  no  indication  of  the 
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di-alkyl  in  the  PlaintiflTs  Specification  ;  it  is  all  tetra^alkyl.  The  Defendants 
start  from  a  diflFerent  point,  their  product  is  diflFerent  and  their  procesB  is 
different.  3  B  does  start  from  a  tetra-alkyl  rhodamine,  but  is  produced  by  the 
same  process  as  6  G,  so  that  the  difference  of  process  arises  in  both  cases.  If 
there  is  any  useful  product  under  Monnefs  Specification,  it  would  be  very  near  5 
3  B  merely  as  a  product ;  but  it  is  a  point  of  the  Defendants  that  just  as  3  B  is 
practically  a  valueless  dye,  so  the  Plaintiff's  product  is  also  valueless.  Those 
are  the  Defendants*  points  shortly.  Then  there  is  a  point  of  insufficient 
description,  more  particularly  as  to  the  potassium.]  Witness  continu- 
ing. — The  processes  of  preparing  both  the  di-alkylated  and  tetra-alkylated  10 
rhodamuies  were  well  known.  The  formula  given  was  only  general 
as  regards  the  salt,  not  general  as  regards  the  type  of  rhodamine  used. 
When  the  witness  said  the  formula  was  general  as  to  M„  he  meant  you  could 
use  a  variety  of  metals,  and  the  formula  would  not  mislead  anybody  knowing 
the  circumstances.  The  formula  only  related  to  one  rhodamine,  a  tetra-methyl-  15 
rhodamine.  Monnefs  Specification  described  an  invention  to  alkylate  rhoda- 
mine in  a  direction  which,  up  to  that  time,  had  not  been  dreamt  of  as  likely  in 
any  way  to  give  rise  to  a  colour.  Up  to  then,  rhodamines  had  only  been 
alkylated  in  connection  with  the  amido  group,  and  Monnet  told  people  to 
alkylate  the  oxygen  ;  it  was  non-amido  alkylation.  The  direction  of  invention,  2^ 
immediately  before  Monnet^  had  been  a  di-alkylated  process.  There  was 
another  method  of  getting  the  di-alkylated  rhodamines,  and  it  might  have  led  to 
obtaining  those  which  hajd  not  been  obtained  by  previous  methods,  tri- 
alkylated.  But  the  alkylation  effected  was  still  amido.  Monnet  described  his 
process  on  the  Bayer  theory  ;  Bdyer*s  theory  only  applied  to  the  formula  of  25 
rhodamine,  not  to  the  process.  That  was  Monnefs  theory.  Bdyer^s  theory 
made  the  flnoresceine,  and  Monnet  operated  on  lines  suggested  by  his  know- 
ledge of  flnoresceine.  Bemthsen^s  theory  was  much  later,  and  was  with  regard 
to  the  interpretation  of  the  change.  In  both  theories  the  change  was  repre- 
sented by  the  breaking  down  of  an  oxygen  atom  or  oxygen  alkylation  ;  in  30 
MonneVs  theory  it  was  the  right-hand  oxygen  atom  that  was  broken,  and  in  the 
Bemthsen  the  left-hand.  At  page  2,  lines  5-17  (ante  page  779,  lines  5-15)  it 
was  a  question  of  following  specific  directions,  and  it  did  not  matter  what  was 
formed  ;  you  were  told  to  take  a  particular  thing  and  treat  it  in  a  particular 
way.  A  chemist  would  have  no  difficulty  (whether  a  base  or  a  potassium  salt  35 
was  reached)  in  performing  the  operation  of  the  Specification,  beginning 
"  Transformation  into  anisoline."  At  the  time  of  Monnefs  patent,  the  amido- 
cresol-phthaleines  had  been  published  in  France.  A  chemist  would ,  at  that  time, 
have  had  no  difficulty  in  preparing  the  amido-cresol-phthaleine.  In  the 
German  patent  (No.  44,002)  there  were  slight  variations  from  MonnePs  patent  in  40 
the  proportions ;  the  materials  were  the  same.  The  German  patent  gave  no 
indication  of  oxygen  alkylation,  but  stronrfy  nitrogen  alkylation.  There  was 
an  important  difference  in  temperature.  The  process  described  by  CrippSy  Q.C., 
of  producing  6  G  and  3  B  from  the  corresponding  rhodamines  by  the  use  of 
alcohol  and  hydrochloric  acid,  was  practically  identical  with  the  use  of  alkyl  45 
chloride,  as  described  by  Monnet 

Professor  Dunstan. — ^The  Plaintiff's  invention,  as  disclosed  bythe  Specification, 
was  the  etherification  of  the  rhodamines — that  meant  the  alkylation  of  the 
oxygen  as  distinguished  from  the  alkylation  of  nitrogen.  At  the  top  of  page  2 
(ante  top  of  page  779),  the  formula  showed  that  the  alkyl  group  was  united  to  the  W 
oxygen.  The  Patentee  showed  the  right-hand  ring  broken  open  with  an  atom  or  a 
molecule  of  water  introduced  so  as  to  give  him  two  hydroxyls.  For  the  oxygen 
of  those  hydroxyls  there  was  substituted  the  alkyl  radicle  CH  which  was 
therefore  joined  to  oxygen  in  the  product.  That  kind  of  alkylation,  in  which 
the  alkyl  radicle  was  attached  to  the  oxygen,  was  what  was  spoken  of  as  ^ 
etherification.  The  possibility  of  that  being  done  was  a  new  discovery.  In 
that  view  anisoline  might  be  regarded  as  a  rhodamine  ether.    Ther^  would  be 
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etherification  whether  the  right-hand  ring  or  left-hand  ring  was  broken  open. 
There  would  be  a  substitution  for  the  hydrogen  of  hydroxyl  of  the  alkyl 
radicle.  That  was  perfectly  clear.  Monnei*8  theory  was  probably  incorrect  as 
to  the  right-hand  ring.  It  did  illustrate  etherification.  Anisol  was  an  ether 
5  of  phenol,  quite  independently  of  which  ring  was  broken  open.  If  instead  of 
chloride  of  ethyl  and  a  temperature  of  120°  there  was  taken  alcohol  and  hydro- 
chloric gas  and  a  lower  temperature,  that,  from  a  chemical  point  of  view,  would 
not  be  a  substantial  difference  of  process ;  but  witness  thought  a  closed  vessel 
would  be  necessary  when  the  chloride  of  ethyl  was  used  on  account  of  its 

10  volatility.  The  possibility  of  etherifying  rhodamines  was  not  known  before 
MonneVs  patent.  The  German  Specifications  gave  no  hint  as  to  the  etherifi- 
cation of  rhodamine.  Everything  alluded  to  was  in  connection  with  the 
attachment  of  the  alkyl  to  nitrogen  in  the  amine  groups  ;  there  was  no  suggestion 
of  the  attachment  of  the  alkyl  to  hydrogen.    In  the  patent  No.  44,002,  it  was 

15  indicated  that  the  process  would  lead  to  the  production  of  a  mixture  containing 
alkyl  groups  attached  to  the  nitrogen.  It  was  quite  clear  that  the  amine  was 
an  amine  which  would  attach  the  alkyl  to  the  nitrogen  atom.  The  alkylation 
was,  without  doubt,  in  the  amido  group.  There  was  no  hint  in  that  Specification 
of  anything  but  certain  defined  b<^ies,  the  methylated  and  ethylated  rhodamines. 

20  In  the  patent  No.  48,731,  it  was  pointed  out  that  the  mono-alkylated  phenols 
might  be  condensed  according  to  a  similar  process  to  obtain  a  di-alkylated 
rhodamine,  and  that,  on  heating  with  alkyl  halogens,  they  were  readily  converted 
into  tetra-alkyl  rhodamines.  Those  were  the  four  alkyl  groups  attached  to  the 
nitrogen  atoms.    Those  lines  only  referred  to  alkylation  in  the  amido  group. 

25  The  formula  in  MonneVs  Specification  was  only  the  formula  of  one  rhodamine, 
but  it  would  indicate  to  a  chemist  a  type.  As  a  chemist,  witness  would  have 
no  doubt,  reading  MonneVs  Specification,  that  di-alkylated  rhodamines,  as  well 
as  tetra-alkylated,  were  referred  to.  Though  the  theory  in  the  formdla  might 
be  wrong,  it  would  not  mislead  a  person  who  tried  to  follow  out  the  practical 

30  directions  in  the  Specification.  There  was  not  any  error  in  the  practical 
directions.  Cross-examined :  The  invention  was  the  etherification  of  rhodamine ; 
that  expressed  the  same  chemical  idea  as  the  fdkylation  of  oxygen.  In  the  last 
formula,  page  1  (ante  page  2),  there  was  a  phenol  body  and  an  anisol  body.  Using 
the  word  anisol  there  showed,  in  witness's  view,  the  same  as  the  alky  lation  of  oxygen. 

35  As  a  chemist,  witness  knew  certain  phenols  could  be  etherified  by  means  of  alky- 
lating acid.  The  general  formula  was  a  type  as  far  as  the  salt  was  concerned. 
The  point  of  MonneVs  Specification  was  to  attach  the  alkyl  group  to  oxygen, 
and  he  exhitibed  that  by  putting  the  metal  in  the  place  of  the  hydrogen  and 
those  two  hydroxyl  groups.    It  was  perfectly  clear  that  for  that  metal  any  of 

40  the  radicles,  ethyl,  amyl,  or  methyl  could  be  put.  The  formula  was  the  best 
known  rhodamine,  and  therefore  taken  as  an  example.  The  whole  tenor 
of  the  Specification  showed  that  the  Patentee  intended  to  include  the 
whole  class  of  rhodamines,  including  the  di-alkyl,  the  mono,  and  the  non- 
alkyl.      In   regard    to   the  German   patent    (No.   44,002),   the    process   was 

45  the  same  as  the  process  in  the  transformation  into  anisoline  in  the 
PlaintiflE's  Specification,  except  in  heat  and  the  quantities.  These  were  both 
material.  If  the  German  patent  process  was  applied  in  the  case  of  all  rhoda- 
mines, in  the  majority  of  instances  you  would  get  a  greater  amount  of  products 
containing  the  alkyl  groups  substituted  in  the  amido  radicle.    Witness  did  not 

50  think  there  was  any  indication  of  anisolines  in  the  German  patent.  A  more 
bluish  shade  of  colour  was  got  with  anisolines.  Some  anisolines  might  be  got, 
but  witness  believed  the  principal  product  would  not  be  an  anisoline.  Witness 
only  experimented  the  PlaintiflP's  process  with  a  tetra-alkylated  rhodamine. 
The  result  was  a  mixture.    Witness  separated  that  partially,  dissolving  some  of 

55  it  in  water.  There  was  a  more  soluble  and  a  less  soluble  substance  present ; 
one,  the  soluble,  gave  a  bluish  shade,  the  other  a  red  shade.  Anisoline  would 
give  the  blue  shade,  the  insoluble  corresponding  with  what  witness  started 
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with.  He  used  120^,  and  an  ethyl  tetra-ethylated  rhodamine.  Witness  was 
satisfied  he  had  a  mixture,  and  that  it  was  not  all  solnble.  [Two  dyes  were 
handed  to  the  witness,  who  selected  one  as  the  bluer  and  as  anisoline.] 
[^^TLLS,  J.— Is  he  right?  GrippSy  Q.C.— He  is  right.  WILLS,  J.—l  should 
say  there  was  a  distinct  tint.]  Re-examined  : — Probably  there  would  be  no  5 
difficulty,  working  on  a  manufacturing  scale,  in  getting  the  pure  bodies.  The 
scale  made  a  difference.  At  page  2  of  the  Plaintiff's  Specification,  line  26  (ante 
page  780,  line  1),  the  purpose  was  to  get  the  anisoline  in  a  pure  state.  There 
were  differences  between  rhodamines  and  anisolines  in  solubility,  and  solubility 
in  different  re-agents.  The  anisolines  were  faster  to  cotton,  were  faster  in  a  soot  10 
bath,  and  were  not  so  sensitive  to  light.  It  was  clear  that  on  page  2,  lines  I  and 
2  (ante  page  779,  lines  1  and  2),  there  was  not  a  restriction  to  rhodamines  con- 
taining di-methyl-meta-amido-phenol.  Those  two  lines  indicated  the  change  on 
going  from  a  rhodamine  to  an  anisoline.  The  particular  rhodamine  was  only  an 
instance.  In  the  Oerman  Specification,  there  were  rhodamines  of  a  bluish  shade,  15 
and  the  tetra-alkylated  were  bluer  than  the  di-alkylated.  The  bluish  shade  did  not 
involve  the  production  of  an  anisoline.  The  higher  temperature  was  a  material 
element,  and  would  tend  in  that  process  to  cause  the  attachment  of  the  alkyl  to 
nitrogen.  If  etherification  took  place,  i.e,y  the  attachment  of  the  alkyl  to  the 
oxygen,  the  higher  temperature  would  destroy  that  substance.  The  Oerman  20 
Specification  had  a  larger  proportion  of  the  alkylating  agent  than  MonnePB, 
Monnet  gave  chloride  of  ethyl,  the  German  Specification  methyl-iodide,  or 
ethyl  bromide,  which  were  strong  alkylating  agents,  and  more  taking.  Witness 
believed  that  the  larger  proportion  would  tend  to  the  alkylation  of  the  amido 
groups,  and  against  the  alkylation  of  the  oxygen.  There  was  nothing  in  the  25 
German  Specification  to  guide  a  person  to  regulate  the  experiments  so  as  to 
produce  etherification  ;  the  suggestion  was  all  the  other  way. 

Dr.  A.   G.   Greene. — The  Plaintiff's    invention    was    the  etherification    of 
rhodamines.    Etherification  was  beyond  dispute,  and  applied  to  either  view  of 
the  theoretical  question.    In  either  case  the  alkyl  radicle,  which  was  attached  30 
by  following  MonneVs  process,  was  attached  to  an  oxygen.    Witness  did  not 
think  etherification  was  considered  possible  before   MonneVa  patent.     The 
German  patents  did  not  refer  to  it ;  it  was  a  distinct  advance.    In  the  Oerman 
patent  (No.  44,002),  there  was   no   doubt  what  was  meant   by  "alkylated 
^'  rhodamine  "  ;  it  meant  a  rhodamine  in  which  some  of  the  hydrogen  had  been  35 
replaced  by  an  alkyl  group,  some  of  the  hydrogen  attached  to  the  nitrogen. 
Alkylation  of  that  kind  might  be  mono-,  or  di-,  or  tri-,  or  tetra^alkylation. 
Every  suggestion  in  that  Specification  was  to  the  effect  that  what  was  intended 
was  the  replacement  of  the  amido-hydrogens.    Witness  would  have  expected, 
on  theoretical  grounds,  that  the  alkylation  would  be  in  the  amido  groups,  and  40 
would  not  have  expected  any  etherification,  or,  if  any  did  take  place,  that  it 
would  take  place  together  with  the  alkylation,  and  that  a  mixture  would  be  got. 
Those  passages  of  the   Specification  with    the    knowledge    available   before 
Monnefs  Specification    would    have    given    the    preparation  of  rhodamines 
alkylated  in  the  amido  group  ;  rhodamines  in  which  one,  two,  three,  or  four  45 
items  of  hydrogen  were  replaced  by  an  alkyl  group.    The  passages  would 
convey  no  hint  that  you  could  get  etherification  of  the  rhodamine.    "Die  second 
German  patent  (No.  48,731)  was  an  addition  to  the  tetra-aJkyl  rhodamines  of  the 
first.    The  use  by  the  Defendants  of  alcohol  and  hydrochloric  acid  gas  would  be 
clearly  the  equivalent  of  the  Plaintiff's  alcohol  and  ethyl  chloride.    To  begin  50 
with,  alcohol  and  hydrochloric  acid  gas  could  not  be  taken  without  having  ethyl 
chloride,  and,  conversely  with  ethyl  chloride,  there  would  be  obtained  hydro- 
chloric acid  gas  under  certain  conditions.    The  temperatuie  made  no  great 
difference  in  this  case.    When  chloride  of  ethyl  and  alcohol  were  used,  the 
temperature  would  be  a  matter  of  importance,  but,  with  alcohol  and  hydro-  55 
chloric,  witness  would  regard  the  use  of  a  lower  temperature  as  being  an 
equivalent. 
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M,  Leon  Lefevre  also  gave  evidence. 

The  PlaintifTs  case  was  then  closed  for  the  present,  but  other  witnesses  were 
'snbseqnently  called. 

Gripps^  Q.C. — This  is  a  very  important  case  for  the  real  Defendants,  The 
5  Badische  Anilin  and  Soda  Fahrik  Company ^  who  are  the  largest  manufacturers 
in  the  world  of  these  aniline  and  rhodamine  and  other  dyes.  The  Badische 
Company  are  the  inventors  and  owners  of  the  master  patent  of  these  rhodamine 
dyes,  and  they  have  patents  for  further  improvements,  including  one  for  6  Q. 
It  is  a  very  important  point  that,  when  the  inventor  has  made  an  improvement 

10  on  his  own  master  patent  in  a  particular  direction,  the  Plaintiff  should  come 
and  say  that  the  inventor  is  an  infringer  as  regards  such  improvement.  The 
main  part  of  the  Plaintiff^s  patent  is  admittedly  the  Defendants*  process,  and 
it  is  only  when  you  come  to  the  alteration  from  the  rhodamine  to  the  anisoline 
that  the  question  of  the  new  process  arises  at  all.    The  Plaintiff's  case  is,  that 

15  he  has  taken  the  Defendants*  rhodamine  and  rhodamine  process,  and  has  made 
an  improvement  by  changing  the  rhodamine  into  the  anisoline ;  the  Defendants' 
case  is  that,  in  dealing  with  their  own  rhodamine  patents,  they  made  an  important 
discovery,  which  is  6  Q.  The  question  arises  whether  that  invention,  so  for  as 
6  G  is  concerned,  has  been  made  by  the  Defendants,  who  have  been  working  on 

30  Thodamines  since  1887,  after  many  experiments,  or  whether  the  Plaintiff,  taking 
the  Defendants'  rhodamine,  has  made  a  discovery  which  will  prevent  the 
Defendants  using  their  subsequent  discovery.  One  point  made  by  the  Plaintiff 
is  that,  in  the  production  of  anisoline  by  etherification,  a  bluish  colour  is 
obtained ;   that,  I  shall  show,  is  a  weak  point.    You  do  not  find  any  colour 

35  differentiation  on  the  face  of  the  Specification  between  various  dyes.  The 
evidence  is,  that  the  effect  of  the  anisolation  is  to  introduce  a  bluish  colour. 
Now,  there  is  an  extraordinary  difference  between  the  anisoline  dye  under  the 
patent  and  the  6  6.  Judging  those  two  dyes  as  dyes,  there  is  such  a  difference 
of  colour  as  makes  the  two  colours,  for  all  practical  purposes,  distinct.    The  6  G 

30  is  an  extremely  valuable  dye,  and  specially  applicable  to  cotton  goods.  There 
is  no  difference  between  the  unwashed  and  washed  goods  dyed  with  6'G, 
because  the  colours  are  fast.  The  rhodamines  were  not  applicable  to  cotton 
goods.  The  old  dye  Eosine  (not  a  rhodamine)  lost  its  brightness  after  washing 
and  was  not  so  bright  originally.    6  G  is  not  only  a  result  of  invention,  but  the 

9S  most  important  of  the  commercial  dyes  at  the  present  time.  The  Defendants' 
case  is,  that  if  there  is  any  invention  in  the  Plaintiff's  patent,  it  is  confined  to 
the  further  alkylation  of  a  tetra-ethyl  rhodamine  by  a  particular  process  described 
in  the  Specification.  There  is  no  claim  for  a  product,  and  Mr.  Moulton  did  not 
mention  etherification  in  his  opening.  The  other  point  of  Mr.  Moulton^ s  is,  that  the 

^  gist  of  the  Plaintiff's  invention  was  the  alkylation  of  the  oxygen,  and  not  of  the  amide 
group,  and  the  Defendants  bad  not  discovered  that ;  but,  even  then,  to  make  the 
Defendants  infringe,  the  Plaintiff  must  show  that  the  Defendants  use  alkylation 
of  oxygen  substantially  in  accordance  with  the  Plaintiff's  process.  [Wills,  J. — 
He  also  says,  "  I  have  a  monopoly  of  the  product,  and  you  cannot,  by  another 

45  « process,  put  it  on  the  market."]  Yes  ;  the  Plaintiff  limits  his  claim  of 
infringement  to  his  Claim  3,  the  product.  As  products,  the  Plaintiff's  dye  and 
the  Defendants'  are  as  different  as  possible  ;  the  chemists  will  explain  the 
difference  as  regards  the  chemical  aspect.  If,  on  the  true  construction  of  th^ 
patent,  the  Plaintiff  can  only  claim  his  product  made  by  his  process,  then  my 

50  defence  is,  that  the  Defendants  have  a  different  product  made  in  a  different  way. 
Just  subsequent  to  the  Plaintiff's  patent,  the  Badische  Company  brought  out 
their  3  B  and  6G  patents,  and  for  three  years  there  was  no  question  of  the 
Plaintiff  making  6G  under  his  patent ;  he  never  thought  it  was  in  his  patent, 
but,  some  years  after,  he  sought  to  read  that  back  into  his  patent.    It  was  so 

55  valuable,  producing  6000Z.  a  ton,  chemists,  having  acquired  a  thorough  know- 
ledge of  the  new  invention  of  the  3  B  and  6  G  of  the  Badische  Company^  said  it 
might  be  possible  to  read  it  in  the  Plaintiff's  Specification.    But  that  Specification 

3s 
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has   not  to   be  conBidered  by  after  knowledge.     This  invention  cannot  be 
obtained  by  the  true  interpretation  of  the  PlaintifTa  patent.    For  three  years  or 
more  after   the    patent  it  was  never  suggested  that  the    Defendants  were 
infringing,  thoagh  they  had  mannfactnred  tons  of  this  costly  dye.  In  constraing 
the  Plaintiff's  Specification,  when  yon  understand  the  formola,  yon  mast  5 
apply  the  ordinary  method  of  construction  as  if  it  bad  been  written  in  words. 
Mr.  Moulton  says  it  is  not  a  general  formula  except  so  far  as  salt  is  concerned,  but 
not  so  far  as  rhpdamine  is  concerned.   I  submit  it  is  a  general  formula,  so  far  as 
the  rhodamines  in  the  patent  are  concerned.    Reading  this  formula,  it  is  a 
tetra-alkyl  formula ;  and  my  friend  says,  dealing  with  methyls,  whereas  amyls  10 
and  other  acids  can  also  be  dealt  with,  and,  on  that  footing,  it  cannot  be  ssdd,  on 
any  method  of  construction,  that  it  applies  equally  to  a  di-alkyl  rhodamine. 
Tetra-alkyls  and  di-alkyls  are  perfectly  different  as  regards  chemical  results.   It 
is  no  answer  that  the  CH,  is  merely  a  methyl.    You  must  put  the  formula  of  a 
particular  type,  but  that  does  not  alter  the  fact  that  it  is  a  general  formula  15 
applicable  only  to  the  tetra-alkyl.    Moreover,  tetra-alkyls  were  the  only  alkyls 
of  rhodamines  used  commercially.  Mr.  Moulton  argues  that  it  does  not  matter  how 
wrong  his  formula  is  if  you  can  get  the  product  by  the  way  pointed  out  by  the 
Plaintiff.    I  submit  that  is  a  method  of  interpretation  impossible  in  itself,  and 
disregarding  matter  which  is  fundamental  as  regards  construction.  In  this  case,  20 
it  is  the  error  which  is  the  one  important  element  in  the  Plaintiff's  invention, 
if  there  is  any  invention  at  all.    If  the  Plaintiff  had  been  correct,  he  would  have 
made  a  rhodamine  with  a  metallic  salt  in  it;  that  would  have  been  an  invention, 
and  is  the  only  invention,  if  any,  which  runs  through  his  patent.    But  it  is 
admitted  that  the  Plaintiff  did  not  do  that,  and  that  his  idea  was  erroneous.    If  25 
that  is  true,  the  Patentee  has  not  given  any  information  to  the  public,  and  his 
claim  fails.    The  Patentee  says,  '*  Mi  designates  a  mono-valent  metal,  and,  by 
**  substituting  this  (the  metal  which  is  absolutely  non-existent),  I  have  succeeded 
*^  in  forming  my  new  dyes.*'    It  cannot  be  said  that  an  error  of  that  kind,  ssjl 
matter  of  construction,  is  a  mere  error.    It  is  an  error  which  goes  to  the  very  30 
base  of  what  the  Patentee  is  claiming.    All  the  Plaintiff's  witnesses  have  dealt 
with  this  case  on  what  they  call  the  theoretical  aspect,  apart  from  the  practical 
aspect.    They  have  not  made  experiments  and  arrived  at  the  Patentee's  result ; 
but  they  give  their  theoretical  views,  having  the  advantage  of  the  further 
discovery  of  3  B  and  6  O.    The  Patentee's  original  premise,  ^'  I  have  discovered  35 
,^*  that  I  can  introduce  a  metal,"  is  wrong.    Then,  he  says,  he  substitutes  CH, 
for  Mi,  but  no  such  process  is  possible,  as  hjB  has  not  got  Mi.     To  get 
the  phenol  formula  transformed  into  the  anisol  you  must  have  the  metallic 
salt.     If  true,  it  would  be  an  invention.     The  Defendants'  process  cannot 
convert  the  phenol  into  the  anisol,  nor  could  you  convert  the  one  formula  40 
into   the    other  without  the    metallic   salt.      Take    out   the   salt,  and   the 
Plaintiff's  formulsa   are    not   only  wrong,  but  they  will  not  work  at  all. 
The    second    formula    on    page    1    of    the    Specification    (ante   page    778) 
depends  on  the   same  element  for   the  translation  of  the  phenol  into  the 
anisol,  and  the  same  difficulty  applies  on  page  2  (ante  page  779),    There  45 
is  on  page  2  another  point,  that  the  view  that  the  Plaintiff's  rhodamines 
are  limited  to  the  tetra-alkyl-rhodamines  is  carried  out  by  the  words  that 
the  di-methyl-meta-amido-phenol  enters  into  the  constitution  of  the  rhodamines, 
and  the  di-methyl-meta-amido-anisol  into  that  of  the  anisolines.    If  it  is  the  true 
interpretation  and  the  true  idea  which  the  Patentee  wished  to  convey  as  regards  50 
these  rhodamines,  that  is  exactly  what  he  would  have  said.    The  next  point 
is  the  example  of   the  preparation  of    the    potassium   salt.      Mr.  Moulton 
admitted  that  there  was  an  error  here.    The  Patentee's  first  step  is  to  transform 
the  hydrochlorate  of  a  tetra-methyl  rhodamine,  with  which  he  starts  his  process 
(thiat  is  a  well-known  product),  into  a  potassium  salt.      But  it  is  admitted  55 
that  that  is  an  error,  and  no  such  salt  can  be  obtained.    It  was  admitted  by 
Dr.  Pasamore  that  down  to  line  17  of  page  2  (ante  page  779,  lines  1-15)  everything 
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was  based  on  an  error.    How  can  it  be  said  the  Patentee  has  disclosed  anything 
to  the  public  ?    Monnet  thonght  he  had  made  a  great  discovery — the  metallic 
salt — and  he  patented  it.    Bat  he  had  not  made  it.    Then,  if  yon  are  looking  at 
the  Specification  as  a  whole,  you  must  look  at  Claims  1  and  2  as  well  as  3.    In 
5  1  and  2  yon  will  find  this  metal  element  described  as  an  essential  part  of  the 
method  or  process.    What  does  the  Court  think  of  that  as  an  invention,  when 
we  know  we  cannot  get  the  potassium  rhodamine  at  all  ?      Mr,  Moulton 
referred  to  it  as  a  simple  error ;    it  is  the  whole  essence.    The  Badisch$ 
Company  made  very  careful  experiments,  for  they  have  never  before  been 
10  attacked  for  infringement,  and  they  feel  it  necessary  to  prove  this  matter  to  the 
utmost,  because  they  are  the  greatest  inventors  in  regard  to  these  substances. 
They  found  that  MonneVa  first  process  only  got  a  rhodamine  base.  Dr.  Paswnore 
has  admitted  that.    That  is  an  old  product,  which  has-been  known  since  1887« 
Then,  with  regard  to  the  transformation  into  anisoline,  it  starts  with  taking  six 
15  kilogrammes  of  potassium  salt,  which  has  never  been  obtained  and  cannot  be 
got.    An  ordinary  chemist,  if  he  is  told  to  get  potassium  salt  as  the  essential 
element,  and  finds  that  he  cannot  get  it,  would  end  his  investigations  there. 
Some  question  does  appear  to  arise  of  prima  facie  difiSculty  on  the  construction 
of  the  subsequent  words  in  lines  19  to  20,  because  this  is  the  first  place  at 
20  which  it  is  suggested  that  a  di-alkyl  can  be  introduced  as  distinct  from  a  tetra- 
alkyl  rhodamine.    It  is  clear  that  Monnet  has  not  suggested  anything  as  to 
di-alkyls,  but  it  is  said  that,  under  the  general  formula,  something  else  might  be 
included,  and  it  is  suggested  at  this  somewhat  late  stage  that  the  di-alkyl  is 
introduced  here.    Everyone  has  admitted  that  you  must  read  the  words  in  here, 
25  nieta-amido-phenol,  and  we  are  agreed  as  to  that,  because  the  other  words 
would  be  too  wide  altogether.    But  the  words  "  Ac. "  might  be  satisfied  by 
other  acids,  all  within  the  tetra-sdkyl  rhodamines.      If  this  did  include  a 
di-alkyl,  the  patent  would  be  bad,  because  it  would  then  be  anticipated  by  the 
German  patents  (Nos.  44,002  and  48,731),  taken  together.    I  suggest  this  as 
30  another  reason  why  Monnet  was  well  advised  really,  and  why  he  intended  in  this 
patent  to  deal  with  the  tetra-alkyl  only,  and  not  the  di-alkyl  at  all.  The  Patentee 
goes  on  with  his  process,  line  21,  page  2  (ante  page  779,  line  20).    Two  points 
arise  as  to  that ;  first  of  all,  as  I  pointed  out,  if  this  is  a  di-alkyl,  the  process  has 
been  anticipated.    Dr.  Passmore  said  it  was  only  a  difference  of  temperature. 
35  I  am  told  that  the  natural  effect  of  the  slightly  higher  temperature  is  to  give  a 
better  method  of  alkylation  ;  in  other  words,  the  only  distinction  Monnet  could 
suggest  was  giving  a  slightly  worse  system  by  reducing  the  temperature  from 
150»  to  120^   That  could  not  prevent  anticipation.   Although  I  am  at  present  on 
the  point  of  process,  I  wish  to  say  a  word  about  6  G.    There  is  no  doubt  6  G  is 
40  made  from  a  di-alkyl  rhodamine.    [Wills,  J, — If  this  is  simply  a  tetra-alkyl 
patent,  there  is  an  end  of  it  ?1     Yes,  as  regards  6  G,  but  there  is  not  an  end  of 
it  as  regards  3  B.    Although  3  B  is  comparatively  unimportant,  my  friend  will 
admit  we  have  not  made  it  for  years  ;  it  is  a  valueless  dye.     [WILLS,  J. — It  is 
important  for  this  action  ?]    Only  for  that  purpose  ;  but  when  it  comes  to  the 
45  question  of  process,  we  are  equally  out  of  it.    It  is  a  tetra-alkyl.    It  is  true  the 
product  3  B  is  much  more  analogous  to  the  Plaintiff's  product  than  the  6  G. 
6  G  is  outside  any  test  you  like  to  take  ;  as  to  3  B,  it  is  a  question  whether  the  pro- 
cesses are  different.  At  line  26,  page  2,  of  the  Specification  {ante  page  780,  line  1), 
I  am  told  there  is  a  very  important  indication  that  the  Plaintiff*s  patent  is  confined 
50  to  tetra-alkyls ;  there  is  no  amount  given,  so  far  as  the  hydrochloric  acid  is 
concerned,  that  is  to  say,  there  is  no  chemical  proportion  given.    Now,  the  only 
formula  from  which  you  can  calculate  the  amount  of  hydrochloric  acid  is  the 
second  formula  in  the  Specification,  and  that  does  not  give  a  practical  method 
for  di-alkyls.    As  regards  the  second  formula,  there  is  not  any  difficulty  as 
55  regards  salts  or  rhodamine,  for  the  Patentee   says,  *'  I  have  succeeded  in 
"  forming  my  new  colouring  matters."      So  that  formula  must  be  applied 
to  his   invention,  and,  calculating  from  thut.  you  obtain  an  amount  which  is 
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only  a  practical  method  for  a  tetra-alkyl.     Then  a  qaestion  of  constmction 
has  arisen  on  the  paragraph  on  page  3  (ante  page  4),  commencing  ^^  Under  the 
<«  same:*'  In  their  ordinary  sense,  all  you  are  dealing  with  in  that  paragraph  is 
the  possibility  of  replacing  the  phthalic  acid  by  succinic  or  saboric  acid,  and 
Dr.  Passmore  agreed  that  that  was  so.    It  is  most  unlikely  that  you  are  to  construe  5 
what  I  may  call  an  incidental  part  of  the  Specification,  where  you  are  dealing 
with  the  substitution  of  one  acid  for  another,  as  a  part  of  the  Specification  which 
is  to  show  that  di-alkyls  or  mono-alkyls  are  to  be  within  the  purview  of  the 
patent.  That  is,  I  think,  Mr.  Moulton^s  su^estion,  and  the  same  point  would  again 
arise  that  if  you  try  to  construe  these  ^kylized  amido-phenols  to  include  all  10 
forms  of  alkylated  rhodamines,  you  again  get  back  to  the  difficulty  of  antici- 
pation.   It  is  clear  that  in  Claims  1  and  2  you  get  the  one  element  running 
through  all  this  Specification,  the  metallic  element,  and  it  is  clear  that  in 
Claim  3  it  is  only  a  question  of  the  new  product  being  obtained  substantially 
in  the  manner  set  forth.    It  cannot  be  construed  as  a  claim  for  the  product  15 
whatever  process  is  used.    Taking  the  PlaintifiTs  own  case,  that  he  is  starting 
from  a  rhodamine  dye  taken  from  another  man's  master  patent,  the  Plaintiff 
can  only  say  he  is  going  to  carry  the  alkylation  of  the  other  man's  rhodamine  a 
little  further.    If  the  Defendants  do  that  by  a  new  process,  the  Plaintiff  cannot 
prevent  the  original  inventor  carrying  on  further  inventions  and  discoveries  as  20 
regards  these  rhodamines  to  produce  that  product  by  different  means.    That 
would  be  a  most  extraordinary  claim.    Of  course  I  say  that  the  product  is 
different  as  well  as  the  process,  and  that  this  is  a  bad  Specification,  but  I  also 
want  to  test  the  wide  proposition  put  forward  by  the  Plaintiff's  counsel,  who 
asks,  as  agsdnst  the  original  inventors,  the  Defendants,  that  they  should  be  25 
deprived  of  the  greatest  invention  they  have  made  because  the  Plaintiff  claims  . 
a  particular  minor  process  which  the  Defendants  say  is  inapplicaUe*    As  to  the 
prior  Specifications,  the  original  patent  is  the  1887  English  patent    That  begins 
with  a  very  wide  statement,  showing  that  the  inventor  had  in  his  mind  not  only  a 
tetra-alkyl  rhodamine,  but  either  an  un-alkylized  or  a  di-alkyliced  rhodamine.  30 
That  is  shown  most  clearly  in  a  passage  where  the  Patentee  talks  of  two  molecules  of 
meta-amido  phenol  or  its  alkyl  derivates.    The  claim,  however,  of  this  master 
patent  is  limited  to  the  tetra-alkyl  rhodamine  only.    I  am  instructed  that,  sub- 
stantially from  this  time  down  to  the  time  when  the  Defendants  invented  6  G, 
which  is  just  after  the  Plaintiff's  patent,  when  you  were  dealing  with  rhoda-  35 
mines,  commercially  or  as  a  chemist,  in  connection  with  dyes,  you  dealt  with 
them  as  though  they  were  tetra-alkyls.     The  formula  in  that  Specification  was 
a  tetra-alkyl.    The  first  claim  was  for  the  preparation  of  di-methyl  and  di-ethyl- 
meta-amido-phenol,  and  the  second  claim  is  also  for  a  tetra-alkyl.    The  Plaintiff 
started  from  that  master  invention,  as  he  tells  us ;  he  says,  ^*  These  rhodamines  can  40 
'*  be  obtained  by  several  processes,  and  form  salts,  the  general  formula  of  which 
"is"  ;  his  experts  say  that  he  started    from  the  rhodamines  in  the   master 
patent,  and,  when  we  look  at  that,  we  find  that  it  is  nothing  but  tetra-alkyl 
from  end  to  end.     I    call  attention  to  the  German  patents  No.  44,002  in 
connection  with  No.  48,731.    The  latter  deals  with  di-alkylated  rhodamines,  45 
and  explains  a  method  of  further  alkylating  a  di-aJkylated  rhodamine.    If  the 
argument  on  behalf  of  Monnet  is  right,  he  claims  not  only  a  system  of  further 
alkylating  a  tetra-alkyl  (I  do  not  object  to  a  claim  so  limited),  but  he  must  also 
claim,  as  an  essential  part  of  his  patent,  the  further  alkylating  the  di-alkyl 
rhodamine.   Now,  the  further  alkylization  of  a  di-alkyl  rhodamine  was  given  to  50 
the  public  in  the  patent  (No.  48,731)  granted  to  the  Badische  Company^zxid  when 
we  read  this  in  connection  with  No.  44,002,  the  Company's  prior  patent,  we  find 
that  they  not  only  have  given  to  the  public  a  system  of  further  alkylating  a  di- 
alkyl  rhodamine,   but  they  have  given  exactly  the  same  process   that  the 
Plaintiff  gives.    In  patent  No.  48^731,  page  3,  which  is  dealing  with  di-alkyl  55 
rhodamines,  there  is  ^^Oa  iuiatUig  with  halogens,  they  are  readily  converted  into 
the  tetra-alkyl  rlK>daiKi]iB8  And  iii^ir  homologues,  which  have  been  deeeribed  in 
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the  main  patent."  I  am  told  the  translation  is  not  quite  accurate,  and  that  it 
should  be  as  follows  (thouifh  I  do  not  know  that  much  depends  on  it)  :  '*  Into 
"  the  tetra-alkyl  rhodamines,which  have  been  described  in  the  main  patent,  and 
"their  homologues."  Then  I  am  informed  that,  in  applying  this  process  to  a 
5  di-alkyl,  you  not  only  get  a  tetra-alkyl  rhodamine,  but  a  further  alkylated 
rhodamine  beyond  the  tetra.  Whether  this  further  alkylation  attacks  the  amido 
group  or  the  benzine  ring,  I  am  instructed,  is  uncertain,  so  far  as  this  Specifi- 
cation is  concerned,  as  it  is  as  regards  the  suggestion  made  in  the  Plaintiff's 
Specification.    If  the  Plaintifl*'s  Counsel  are  right  in  their  construction  of  his 

10  patent  on  this  point — ^that  his  system  is  a  system  of  alkylation  outside  the 
amido  group,  then  so  is  this  patent  No.  48,731.  In  the  patent  No.  44,002, 
referred  to  in  the  other  patent  as  the  main  patent,  you  get  exactly  the  Plaintiff's 
process,  except  there  is  a  difference  in  heat,  150^  in  the  German  patent. 
Whateverthe  product  may  be  in  the  Plaintiff's  Specification,  you  would  have  found 

15  the  same  product  by  applying  the  process  which  the  Defendants  had  already  dis- 
covered to  the  di-alkyl  rhodamine.  Of  course,  I  distinguish  between  the  tetra-alkyl 
and  the  di-alkyl.  If  the  Plaintiff's  patent  is  for  tetra-alkyl  only,  it  does  not 
touch  the  Defendants'  6G  ;  if  it  touches  di-alkyl  also,  then  it  is  anticipated.  If 
there  is  any  invention  in  the  Plaintiff's  patent,  and  it  is  good  and  properly 

20  explained,  the  invention  consists  in  the  further  alkylation  of  a  tetra-alkyl 
rhodamine.  If  that  is  the  invention  by  the  process  described,  the  process  of 
the  Defendants  is  entirely  different.  So  ftur  as  6  G  is  concerned,  the  Defendants 
are  out  of  it.  Then  the  question  arises  upon  3  B,  whether  the  Defendants  have 
infringed  so  far  as  process  is  concerned  ;  but  I  do  not  believe  the  Defendants  have 

25  done  it  as  regards  3  B,  because  that  is  not  a  manufacturing  product.  If  the 
Plaintiff's  Counsel  is  right  as  regards  alkylation  outside  the  amido  group, 
the  point  arises  on  the  homologues,  and  the  Defendants  say  the  Plaintiff  has 
been  anticipated. 

¥voie^OT  Dewar  gave  the  following  evidence  : — The  object  of  the  Plaintiff's 

30  invention  was  to  manufacture  new  dyes,  "  Anisolines;"  from  the  bodies  known 
as  rhodamines.  The  substances  known  commercially  as  rhodamines  at  this 
date  were  the  tetra-alkylized  rhodamines,  the  commercial  substance  in  use 
being  the  tetra-ethyl.  The  rhodamines  (as  far  as  general  literature  was 
concerned)  were  a  class  of  bodies  first  named  by  the  Badische  Gofnpany  as 

35  the  condensation  products  obtained  by  combining  phthalic  acid  with  meta- 
amido-phenols  or  their  derivatives.  In  the  1887  patent,  the  only  rhodamine 
claimed  was  a  tetra-alkyl  rhodamine  ;  as  a  matter  of  fact,  the  un-alkylized  and 
the  di-alkylized  were  not  satisfactory  products  as  dyes,  and  witness  was  not 
aware  of   there  being  any  patent  for  those  bodies  in  this  country.    Witness 

40  understood  that  ''these  rhodamines,"  in  the  Specification,  meant  those 
substances  used  practically  as  dyes,  i.e.  the  tetra-alkyl,  and  the  context  and 
formula  confirmed  that  opinion.  Witness  underetood,  from  the  Specification, 
that  he  was  to  read  the  formula  as  a  general  formula,  and  he  so  read  it. 
The   formula  referred   to   the   tetra-alkylation   of    the    amido    group.     The 

45  Patentee  said,  ''this  is  the  metallic  salt  of  the  rhodamines."  The  chemist 
would  know  that  this  was  to  be  read  not  of  the  methyl  rhodan^ine,  but  any 
other  rhodamine  of  that  type.  This  was  the  first  occasion  where  witness 
found  any  such  body,  as  a  mono-valent  metal,  described.  He  was  surprised 
that  such   a   body  had  been  made,  and  thought  that  the  discovery  was  the 

50  discovery  of  those  metallic  bodies.  The  Patentee  started  with  a  tetra-alkyl 
body,  and  made  it  into  a  sex-alkyl.  He  added  two  methyls.  He  got  that 
by  displacing  the  metal,  and  putting  these  alkyl  chlorides  (those  or  some 
halogen  body,  bromide  or  iodide  must  be  used) ;  and  he  believed  that 
the    chlorine    combined    with    the    metal    forming    the    chloride    of    the 

55  methyl,  and  that  the  alkyl  group  went  in  place  of  the  metal.  They  were 
phenolic  groups.  Witness  had  experimented,  following  the  directions 
of  the    Specification,  and    had  been  unable  to    make   any  potassium    salt 
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or  a  Bait  of  a  mono-valent  metal.    The  Patentee  gave  not  only  the  analogy 

between  a  transition  from  the  phenol  to  the  ani^ol,  but  told  people  that  just  as 

they  used  di-methyl-meta-amido-phenol  for  the  purpose  of  combining  it  with 

phthalic  acid  to  get  the  rhodamine,  so  if  they  took  the  di-methyl-meta-amido- 

anisol,  and  condensed  it  with  phthalic  acid,  they  would  get  his  new  colouring  5 

mixture.    The  Patentee  said  a  potassium  salt  must  be  used  to  pass  from  the 

phenol  to  the  anisol.    The  two  lines  at  the  top  of  page  2  {ante  page  779,  lines  1 

and  2)  told    a   chemist  that  the  Patentee  had  used  a  general  expression — 

that  methyl  was  to  be  read  generically,  and  a  methyl  could  be  put  in.    The 

Patentee  started  with  the  hydrochlorate  of  a  rhodamine,  the  di-methyl-meta-   10 

amido-phenol-phthaleine.    That  was  simply  the  tetra-methylated  rhodamine. 

The    phthaleine  must   be   read   simply   as   a  generic   expression.     Witness 

tried  the  experiment  of   getting  the  potassium  salt,   and  got  nothing  but 

the  free  base — no  potassium  in  combination — there  were  always  some  traces  of  | 

potash  in  that  kind  of  operation.    The  witness  then  tried  sodium  salt,  but  that  15 

behaved  in  the  same  way  as  the  potassium.    Witness  went  on  with  the  process, 

and  applied  it  to  the  tetra-ethyl  rhodamine.    That  was  much  more  soluble. 

When  witness  found  it  was  not  a  potassium  salt,  he  went  on  and  treated  that, 

following  the  directions.    Witness  found,  after  precipitation  with  sea-salt,  that 

the  dye  was  soluble  in  pure  water.    It  formed  a  soluble  chloride  as  described.  20 

The  substance,  when  used  for  dyeing,  gave  very  nearly  the  same  shade  as  the 

original  untreated  rhodamine.    Witness  compared  the  result  with  the  rhodamine 

described  on  page  5  of  the  1887  Specification  (No.  15,374  of  1887).    There  were 

no  distinctive  marks  of  dissimilarity,  no  characteristic  difference.    The  words  at 

page  2,  line  20  {ante  page  779,  line  18),  "  or  the  corresponding  quantity  of  a  salt  25 

of  another  '^  amido-phenol-phthaleine,''  had  a  double  reference ;  it  meant  the 

corresponding  quantity  of  a  salt  of  a  mono-valent  metal  of  another  rhodamine, 

so  that  it  was  not  only  a  variation  in  the  amido-phenol-phthaleine,  but  in  the 

salts  of  that  body.    Mono-valent  metals  were  potassium,  sodium,  lithium,  or 

silver.     The  expression  amido-phenol-phthaleine   by  itself   would   mean   an  30 

unalkylized  rhodamine,  as  well  as  any  alkylized.     Taking  the  words  meta- 

amido-cresol-phthaleine  di-methylated  or  di-ethylated,  that  would  mean  to  use 

the  di-ethylated  cresol,  and  condense  that  just  in  the  same  way  as  you  did  the 

di-methylated — of  course,  always  the  meta-amida-phenol.    The  Patentee  meant 

that  you  must  take  the  di-methyl-meta-amida-phenol-cresol,  which  was  simply  35 

the  first  homologue  of  phenol,  and  condense  it  in  the  same  way,  and  that  would 

give  the  tetra-alkylized  rhodamine  in  the  form  of  the  cresol  rhodamine.    Witness 

followed  MonneVa  process  down  to  line  32,  page  2  {ante  page  780,  line  6),  and 

separated  the  hydrochlorate  by  the  addition  of  sea  salt.    He  used  the  dialkyl 

rhodamine  instead  of  the  tetra,  and  found  that,  on  adding  the  hydrochloric  acid  40 

and  separating,  he  got  16*6  per  cent,  of  acolouring  matter  soluble  in  water.    The 

residual  amount,  83*4  per  cent.,  was  the  insoluble  attacked  original  substance. 

Such  a  product  did  not  at  all  resemble  60.    6  per  cent,  of  the  material  was 

separated  out  by  salting,  and,  when  dried,  was  very  badly  soluble  in  water,  so 

that  it  had  the  character  of  the  hydrochlorate  of  some  of  the  unattacked  di-  45  ' 

alkylated  rhodamine.      The  hydrochlorate  of  6  G  was  soluble  in  pure  water. 

Thei*e  was  no  comparison  between  this  product  and  6  G.    This  product  was 

solable  in  water,  and,  following  Monnet^  there  was  a  partly  attacked  di-alkyl 

rhodamine,  but  not  a  substance  that  was  a  soluble  dye.    Solubility  in  water 

was  essential.    Witness  read  the  passage  beginning, ''  Under  the  same  conditions,"  50 

page  3,  lines  3  to  8  {ante  page  780,  lines  10-14),  as  meaning  simply  that  other 

acids  could  be  used  than  phthalic  acid,  such  as  succinic  acid.    Johnson's  patent, 

(No.  15,374  of  1887)  bore  on  the  production- of  di-alkylized  rhodamines.    The 

German  patent  (No.  44,002)  was  the  first  attempt  of  alkylizing  the  fundamental 

rhodamine,   which    contained  nothing    but    the    unsubstituted    phenol,   that  55 

is,    alkylized    by    treating   a    salt    of    that    body   with    alkyl    bromides  in 

presence  of   alcohol,  and  a  temperature  of  150°  Cent.    It   did    not  refer  to  ■ 


Vol.  XIV.,  No.  28.]    AND  TRADE  MARK  OASES.  815 

Monnet  v.  Beck. 

any  qnestion  of  position,  or  anything  else  in  dealing  with  the  alkylation; 
the  effect  produced  was  to  pass  from  the  yellowish  to  the  blnish 
shade.  The  German  patent  (No.  48,731)  referred  to  the  colour  produced 
by  the  use  of  di-alkylated  rhodamines.  Witness  tried  an  experiment 
5  under  the  No.  44,002  patent,  and,  taking  the  directions  and  acting  on 
the  unalkylized,  he  found  that  blue  shades  of  colour  were  produced 
identical  with  those  got  from  acting  on  the  tetra-alkylized.  Acting  on  the 
di-alkylized  by  that  process,  the  same  result  was  obtained.  The  products  were 
the  same  as  3  B,  the  process  was  the  same  and  the  proportions  were  there.  In 
10  the  German  patent  (No.  48,731)  the  paragraph,  ^*  On  heating  with  alkyl  halogens 
"  they  are  readily  converted  into  the  tetra-alkyl  and  their  rhodamines,"  meant 
that,  on  applying  the  process  in  No.  44,002  to  alkylated  rhodamines,  they  found 
some  other  substance  resulting  from  the  migration  of  methyl  or  ethyl  into  the 
benzine  ring,  producing  something  which  had  methyl  or  ethyl  more  in  addition 
15  to  the  tetra-alkylated  rhodamine,  and  they  called  it  a  homologue.  No  doubt  it 
was  a  methyl-tetra  or  tetra-ethyl  rhodamine,  and  it  was  called  the  homologue 
because  a  homologue  series  in  chemistry  meant  a  series  such  as  there  was  in 
the  Plaintiff^s  patent,  where  you  had  methyl,  ethyl,  &c.  It  was  a  well  known 
fact  (as  to  Mr.  Moulton^s  theory  of  some  of  the  hands  in  the  pockets  of  the 

20  nitrogen)  that  the  alkyl  groups  entered  there  if  you  alkylized  an  amido  group. 
If  aniline  were  taken,  and  alkylized  with  a  chloride  or  bromide,  on  the  first 
alkylization  the  methyl  went  into  the  amido  group,  and  then,  when  heated 
longer,  it  went  into  the  benzine  ring.  They  got  the  methyl  or  ethyl  in  addition, 
and  they  thought  it  was  a  homologous  series  of  bodies  that  they  made.    They 

25  told  the  public  that  if  they  alkylated  with  the  di-alkylat«d  rhodamine  in  the 
Specification  that  they  obtained  an  alkylation,  not  only  on  the  tetra-,  but 
something  beyond  it.  They  thought  it  went  into  the  benzine  ring  in  this 
Specification.  Monnet  only  added  to  this  a  theoretical  description  of  what  he 
believed  to  be  the  location  of  the  unadditional  methyl  or  ethyl.    The  same 

30  product  was  obtained  by  the  German  patent  as  by  the  Monnet  Specification, 
because  the  process  was  the  same  with  the  exception  of  acting  upon  a  salt. 
The  sole  difference  was — in  the  German  patent  a  salt  was  alkylized,  and  in 
MonneVs  patent  he  presumed  to  alkylize  a  potassium  compound  which  turned 
out  to  be  the  base.    The  difference  was,  that  hydrochloric  acid,  as  he  described, 

35  had  to  be  added  to  get  the  salt,  but  it  might  be  pointed  out  the  German  patent  had 
the  salt  to  begin  with.  Monnet  would  get  the  body  referred  to  in  the  German 
Specification  as  a  homologue.  He  would  get  a  higher  alkylation.  The  succinic, 
that  is,  the  passage  from  the  tetra  into  the  succinic,  was  not  correct.  If 
the    witness    carried    out  MonfieVs   process   to    the    tetra-alkylated    bodies, 

40  he  would  get  these  soluble  colouring  matters  which  Monnet  described. 
The  di-alkylated  rhodamines,  as  witness  had  stated,  were  not  patented  in  this 
country ;  they  were  too  insoluble.  6  G  was  a  product  from  the  di-alkylated 
rhodamines,  and  was  a  soluble  dye,  and  had  very  fine  shades,  especially  for 
cottons.    The  tetra-alkylated  rhodamines  could  only  be  applied  to  silk.    The 

45  anisoline  of  Monnet^  in  witness's  opinion,  had  no  difference  from  3  B.  MonneVs 
product  contained  33  per  cent,  of  the  rhodamine  B  and  66  per  cent,  of  anisoline. 
The  process  used  by  the  Badiache  Company  for  making  the  rhodamine  from 
which  6  G  was  produced  was  as  follows  : — "  Into  6  parts,  by  weight,  of  alcohol 
^'  pass,  at  ordinary  temperature,  about  83  parts  of  hydrochloric  acid  gas,  8o  as 

50  "  to  obtain  a  solution  containing  about  12  per  cent,  of  hydrochloric  acid, 
^'  Dissolve  therein  about  1  part  of  symmetrical  di-ethyl  rhodamine  by  heating 
^^  in  a  vessel  fitted  with  an  inverted  or  reflex  condenser  on  the  water  bath,  t .«., 
"  to  a  temperature  of  about  80**  to  85^  Centigrade.  Heat  during  12  to  24  hours, 
*^  after  which  time,  at  the  latest,  all  is  dissolved  and  the  conversion  is  practically 

55  "  complete.  Pour  this  solution  obtained  into  about  10  lbs.,  by  weight,  of  hot 
"  water,  and  precipitate  the  dye  stuff  by  the  addition  of  about  8  parts,  by 
^'  weight,  of  a  saturated  solution  of  common  salt ;  allow  to  cool,  and  separate 


816  REPORTS  OP  PATENT,  DESIGN,       [Oct.  27,  l«97. 

Monnet  v.  Beck. 

*'  the  liquid  from  the  precipitate  formed  ;  from  the  liquid,  the  alcohol  is  distilled 
*^  off  and  regenerated.  The  precipitate  obtained  is  re-dissolved  in  hot  water, 
'^  and,  after  filtration,  re-precipitated  by  a  solution  of  common  salt  under 
"  addition  of  a  small  quantity  of  hydrochloric  acid  ;  finally,  filter  and  dry  at  a 
"  moderate  temperature."  That  was  not  the  same  as  MonneVs  process.  It  was,  5 
in  the  witness's  opinion,  an  entirely  new  discovery  of  the  mode  of  effecting  an 
isolation  in  those  bodies.  The  treatment  of  the  bodies  was  not  the  same  as 
MonneVs.  This  process  was  a  transition,  brought  about  by  acting  on  the  com- 
pound of  the  base  with  an  acid  to  begin  with,  and  the  action  which  took  place  was 
that,  if  you  were  to  place  the  alcohol,  and  put,  instead  of  the  hydrochloric  acid,  10 
chloride  of  ethyl,  no  action  took  place.  Witness  took  5  grammes  of  rhoda- 
mine  B,  dissolved  in  25  alcohol,  which  were  saturated  with  gaseous  hydrochloric 
acid,  and  kept  the  mixture  cool.  After  24  hours,  the  whole  of  B  was  converted 
into  tetra-alkyl  rhodamine  esters.  Without  any  heat,  nearly  all  was  converted 
in  24  hours.  Witness  took  again  5  grammes  of  rhodamine  B,  25  grammes  of  15 
alcohol,  and  2^  grammes  of  ethyl  chloride,  and  allowed  them  to  stand  24 
hours.  There  were  no  tetra-ethyl  rhodamine  compounds  produced.  So  that,  if 
you  used  side  by  side  a  mixture  of  alcohol  as  compared  with  choride  of 
ethy],  you  got  a  different  result.  In  one  transition  was  got,  in  the  other  case 
no  transition.  The  process  was  exactly  the  same,  only  6  G  started  from  the  base,  2<l 
3  B  from  the  tetra.  Witness  got  the  same  result  with  the  di-alkyl,  namely, 
that  by  the  process  of  alcohol  and  chloride,  you  got  no  transition ;  whereas, 
if  you  dissolved  it  in  the  alcohol  in  the  form  of  salt,  and  passed  in  the 
hydrochloric  acid,  then  you  got  very  rapid  transition,  even  in  the  cold. 
There  was  no  comparison  in  the  value  and  importance  of  the  colour  26 
in  6  G  as  compared  with  H  B.  Witness  had  said  that,  according  to 
Monn^Vs  description,  assuming  that  you  started  with  the  di-alkyl,  you 
would  get  no  product  similar  to  6  G,  The  Badische  process  would  not  get  anisoL 
Process  2,  rhodamines  3  B  and  6  G,  as  manufactured  by  the  Society  of  Cliemical 
Industry  at  Basle,  was  done  in  the  following  manner  : — Rhodamine  B,  "  16  30 
"  kilos,  of  tetra-ethyl  rhodamine  are  treated  for  six  hours  with  a  mixture  of 
"  24  litres  of  methyl  alcohol  and  8  litres  of  concentrated  sulphuric  acid  at  the 
"  temperature  of  the  water-bath  in  an  enamelled  iron  vessel  furnished  with  an 
^'  iron  lid  and  inverted  condenser  all  lined  with  lead.  The  product  is  then 
"  worked  up  as  follows  :— The  mixture  is  divided  into  two  parts,  and  each  is  36 
"  disBoly^d  in  IGO  litres  of  water,  and  the  colouring  matter  precipitated  with 
"  16  kilos  of  common  salt.  It  is  stirred  from  12  to  14  hours,  till  the  pitchy 
"  precipitate  has  become  crystalline.  It  is  re-dissolved  in  160  litres  of  water, 
"  and  re-precipitated  with  14  kilos  of  common  salt ;  this  is  for  purification.  It 
"  is  stirred  and  allowed  to  cool  till  crystalline,  then  filtered  and  dried.  The  40 
'*  colouring  matter  is  then  reduced  to  standard  strength.^'  Then  rhodamine 
6G — ^'  10  kilos  of  di-ethyl  rhodamine  are  treated  with  a  mixture  of  30  litres  of 
'*  alcohol^  7i  litres  of  concenti-ated  sulphuric  acid,  at  the  temperature  of  water- 
^'  bath  for  2i  hours,  in  a  vessel  furnished  with  an  inverted  condenser,  and 
"  worked  up  as  follows : — The  mixture  is  run  into  into  about  170  litres  of  46 
"  boiling  water,  i)recipitated  with  14  kilos  of  common  salt,  and  filtered  when 
*^  cold.  It  is  then  again  dissolved  in  140  litres  of  water  boiled  and  precipitated 
"  with  common  salt,  then  dissolved  in  170  litres  of  water  and  filtered.  The 
"  resi^^ie  is  then  washed  with  30  litres  of  water,  and  the  colouring  matter 
"  precipitated  from  the  solution  by  the  addition  of  9  kilos  of  common  salt.  It  50 
"  is  then -filtered  when  cold  and  dried.  Then  brought  to  standard  strength 
"  with  dextrine."  That  was  not  the  same  process  as  was  described  by  MonneL 
Witness  understood  he  was  aeked  as  to  the  transition  into  the  bodies  that  had 
been  called  esters  or  ethers,  as  the  case  might  be.  The  use  of  sulphuric  acid 
was  not  suggested  in  MonneVs  Specification,  so  that  there  was  no  comparison  66 
between,  the  use  of  sulphuric  acid,  in  the  presence  of  alcohol,  and  alkyl 
chloildes. 
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Dr.  Adolf  Liebmann. — At  the  date  of  MonneVs  patent  the  tetra-alkyl 
rhodamines  were  a  commercial  product  then  on  the  market,  and  the  witnesB 
knew  no  others  on  the  market.  On  page  1  of  MonneVs  Speciiication  {ante 
pages  77  7  and  778),  the  '^  several  processes ''  would  mean  the  Badische  process 
5  and  the  Meister  Lucius  process.  Witness  knew  no  others.  The  general  formula 
in  the  Specification  fairly  represented  a  general  formula  for  tetra-alkyl  rhoda- 
mines.  If  you  wanted  to  specialize  the  type,  you  could  replace  those  radicles 
by  other  radicles.  The  second  formula  designated  that  the  new  products 
were   alkyl  esters  of   two    phenolic   groups — that  meant   that    the  Patentee 

10^  introduced  into  the  phenol  two  alkyl  groups.  He  would  obtain  the  di- 
methyl-phenolio-ethyl  of  tetra-alkyl  rhodamine,  orahexa-alkylatedrhodamine. 
Witness  had  prepared  a  body  of  that  formula.  The  formula,  if  meant  to 
represent  the  bodies  in  the  Specification,  was  wrong  according  to  witness's 
present  knowledge.    There  would  be  only  one  GH«  extra,  and  that  joined  to 

15:  the  phthalic  acid  side.  The  conversion  of  the  phenol  was  brought  about  by 
treating  the  metal  salt  of  a  phenol  with  alkyl  halogens,  alkyl  bromide  or 
chloride  or  iodide.  Treating  the  body  called  di-methyl-meta-amido-anisol  as 
you  would  treat  a  rhodamine,  you  got  a  ^reen  colour.  Witness  tried  the 
experiment.    Witness  agreed  with  Profr.  Dewar^s  evidence  as  to  the  formula. 

20  But  following  the  treatment,  line  11  to  line  17,  page  1  {ante  page  779,  lines  11-15), 
witness  obtained  a  base,  a  precipitate  which  did  not  contain  any  metal.  Witness 
used  both  sodium  and  potassium.  The  base  was  actually  8*5,  obtained  from 
10  grammes  dissolved  as  described  in  50  litres  of  water,  and  precipitated  with 

5  grammes  of  caustic  potash,  which  were  dissolved  in  20  of  water ;  then  it 
^  was  filtered,  and  allowed  to  dry.    Witness  would  not  have  obtained  the  result 

of  potassium  salt  if  he  had  stopped  there.  He  continued  the  experiment. 
Witness  tried  the  tetra-methyl  rhodamine,  which  did  not  dissolve  in  the 
specified  quantity  of  water ;  but  witness  took  the  same  method  as  Profr.  Dewar 
to  avoid  the  disadvantage  of  that.    Then  he  took  20  grammes  of  anisol,  alcohol, 

30  and  3  grammes  of  chloride  of  ethyl,  and  heated  the  mixture  in  a  C  tube  for 
four  hours  at  120  Centigrade.  The  result  was  diluted  by  water.  It  was 
heated  to  drive  off  the  excess  of  chloride  of  ethyl,  and  to  remove  the  alcohol. 
Then  the  amount  or  hydrochloric  acid  necessary,  according  to  the  patent,  to 
form  the  salt  of  anisoline  was  added,  and  precipitated  by  sea  salt.    Before  the 

35  precipitation,  witness  had  a  clear  solution.  Witness  was  describing  both  methyl 
and  ethyl ;  both  were  readily  and  easily  soluble  in  hot  water.  The  product 
was  not  like  6  O.  Witness  finished  the  process,  and  precipitated  the  result 
with  sea  salt,  and  got  a  perfectly  soluble  colour.  Treating  with  the  tetra- 
methyl  body  you  could  have  alkylation,  but  witness  did  not  effect  alkyl  with 

40  the  tetra-ethyl  body  ;  in  both  cases  he  took  the  alternative,  and  added  sea 
water.  There  was  the  second  precipitation.  He  got  a  greenish  lustrous  powder. 
Witness  would  describe  that  product  as  a  perfectly  soluble  body,  which  could 
scarcely  be  distinguished  from  the  original  material.  The  result  was  not  like 
3  B ;  it  was  an  anisoline.    Witness  knew  now  it  was  a  mixture  of  two  colours 

'45  v«ry  like  each  other;  the  colouring  matters  were  the  starting  materials  of 
tetra-alkyl  rhodamine  and  tetra-rhodamine-alkyl-ester — ^about  50  per  cent,  of 
each.    Witness  made  an  experiment  with  the  di-alkyl  rhodamines ;  he  took 

6  grammes  of  the  so-called  potassium  salt  of  di-ethyl  rhodamine.  That  was 
not  soluble  in  water,  and  he  could  not  follow  out  the  Patentee's  directions. 

50  Witness  would  mix  10  kilogrammes  of  the  hydrochlorate  of  di-methyl  of 
mono-methyl-meta-amido-phenol-phthaleine  with  50  litres  of  boiling  water. 
Pour  this  mixture  into  another  boiling  solution  of  5  kilogrammes  of  caustic 
potash  dissolved  in  20  litres  of  water.  Ir  the  case  of  Monnet^  the  solution 
was   always   effected   to   a  large   extent,  but,  in  the   case   of  this   product, 

55  the  action  of  the  water  made  it  more  insoluble.  The  acid  which  left 
thei  salt  became  more  insoluble.  There  was  a  precipitate  formed  as  it  was 
already  there.    The  caustic  potass  did  not  effect  solution.    The  witness  filtered, 
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drained,  and  dried.  He  obtained  free  base,  no  metal  salt.  The  only  nsefnl 
result  obtained,  the  free  base,  was  obtained  without  adding  the  caustic 
process,  so  there  was  no  necessity  to  go  through  this  process.  Witness  used 
MonneVa  process,  and  temperature  120*^  Cent.  He  found  the  di-alkylated 
rhodamines  yielded  a  product  nearly  all  insoluble.  Witness  filtered  and  5 
washed  with  water  as  long  as  he  could  get  any  colorization.  To  the  filtrate 
he  added  salt,  and  obtained  one  gramme  of  precipitation.  This,  which  he  took 
to  be  6  G,  he  tried  to  re-dissolve  in  pure  water,  but,  to  his  surprise,  it  was  scarcely 
soluble.  Not  more  than  5  per  cent,  of  that  small  quantity  was  dissolved,  and 
the  remainder  formed  a  kind  of  tarry  mass  sticking  to  the  side  of  the  basin.  10 
The  Specification  told  everybody  how  to  obtain  a  soluble  body,  because  it 
acted  after  it  was  precipitated  by  salt.  There  is  no  indication  that  any  insoluble 
compound  could  be  or  would  be  formed.  It  said  distinctly,  ^^Then  there  is  added 
^^  the  amount  of  hydrochloric  acid  necessary  to  form  the  salt  of  anisoline, 
'^  after  which  it  is  precipitated  by  sea  salt."  There  was  no  necessity  for  15 
precipitation  if  it'  was  insoluble.  It  must  have  been  in  solution,  as  all  the 
tetra-alkyls  were.  The  witness  read  the  words,  "Or  the  correspondini^ 
"quantity  of  a  salt  of  another  amid3-phenol-phthaleine,'*  to  mean  the 
potassium  salt,  or  any  other  mono-valent  salt ;  secondly,  as  a  t«tra-ethyl  or 
propyl-alkylized  rhodamine,  instead  of  the  tetra-methyl.  The  following  words,  20 
"  or  meta-amido-cresol-phthaleine  di-methylated  or  di-ethylated  Ac,"  were 
simply  a  tetra-alkyl-cresol  rhodamine.  The  tetra-alkyl  was  designated  by  the 
di-methylated  or  di-ethylated  &c.  On  page  3  (ante  page  780),  the  paragraph 
commencing  "Under  the  same'*  meant  that  the  Patentee  did  not  limit  his 
claim  to  rhodamines  obtained  from  phthalic  acid,  but  also  claimed  those  25 
obtained  from  other  acids.  It  was  only  to  draw  the  attention  of  the  reader  to 
the  left  hand — the  phthalic  acid  part.  The  German  patent  (No.  44,002)  con- 
tained what  appeared  in  the  patent  No.  15,374,  with  some  additions.  The  method 
of  alkylation  was  exactly  the  same  as  that  described  by  MonneL  The  former 
part  of  the  Specification  dealt  with  the  amine  part  of  the  group ;  it  went  on  to  30 
state,  "  the  colouring  matter  base,  and  so  on,  is  free  '* ;  that  was  the  same  thing. 
Going  on  it  said,  "  according  to  the  duration  of  the  treatment  and  the  quantity 
"  of  the  alkyl  halogen  used,  one  obtains  &c,"  That  meant  that  the  alkyl 
entered  into  the  constitution  of  the  rhodamine.  Witness  carried  out  the 
operation,  heating  one  gramme  of  amido-phenol-phthaleine  with  6  grammes  of  35 
alcohol,  and  with  three  parts  of  ethyl-iodide  at  150^  for  eight  hours — ^the 
Specification  said  for  three  or  four  hours — that  got  colours  less  blue  than  this, 
but  they  all  belonged  to  the  class  of  anisolines.  Witness  produced  a  bluish 
shade  of  anisolines ;  longer  heating  produced  more  alkyl  groups,  and  the 
matter  would  turn  bluer.  In  that  experiment,  the  witness  started  from  an  40 
un-alkylized  rhodamine  ;  he  also  did  it  with  a  di*alkylized,  heating  one  part  of 
a  di-alkylized  rhodamine  with  six  parts  of  alcohol  and  three  parts  of  methyl* 
iodide  for  four  hours  at  150^  That  produced  a  colouring  matter  of  the  blue 
shade,  and  of  the  type  of  an  anisoline.  The  rhodamines  mentioned  in  the 
German  patent  (No.  48,731)  were  the  di-alkyl  rhodamines.  The  formula  in  45 
MonneVs  Specification  for  the  rhodamine  was  difl^erent  from  the  formula  in 
Johnson's  patent  of  1887,  by  containing  two  atoms  of  mono-valent  metal  and  one 
more  atom  of  oxygen.  The  word  "  amido-phenol-phthaleine  "  alone  (page  2,  line  20, 
ante  page  779,  line  18)  would  refer  to  di-alkylized  rhodamines.  At  that  date  the 
meta-amido-cresol-rhodamine  was  not  known.  Of  the  cresol-rhodamines  there  50 
were  only  the  tetra-alkyl  bodies  known  at  that  time.  The  process  to  obtain  3B 
was  decidedly  not  Monnefs  process ;  you  could  not  have  obtained  that  process 
by  following  Monnet ;  that  process  revolutionized  everybody's  views  on 
rhodamines.  Witness  had  made  exhaustive  experiments.  6  G  was  made  by 
the  same  process  as  3  B,  but  the  substances  were  entirely  different.  The  55 
substances  of  6  G  were  entirely  different  from  Monnefs^  independent  of  the 
mistake  of  the  metallic  salt.    Monnet  had  to  direct  an  alkaline  or  acid  0oliition« 
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which  was  entirely  different.  6  G  started  from  a  di-ethyl  methyl  body,  and 
the  stage  of  alkylation  arrived  at  was  the  di-ethyl-rhodamine-mono-alkyl-ester ; 
it  arrived  at  a  tri-alkyl-rhodamine-mono-alkyl-ester.  If  you  took  the  whole 
alkyl-gronp,  it  was  tri-alkyl  rhodamine.  An  ^^  ester ''  meant  replacing  in  acid  a 
5  hydrogen  combined  with  carboxyl  group  by  alcoholic  radicles  such  as  ethyl, 
methyl,  &c.  It  might  be  called  an  organic  salt.  It  was  really  in  the  same  class 
as  ordinary  salts.  It  might  be  called  an  acid  ether,  but  ester  is  the  usual  term 
applied  to  acid  ethers.  A  phenolic  ester  cannot  be  obtained  by  the  same 
methods  as  an  acid  ether.  MonneVs  Specification  was  based  on  the  assumption 
10  that  he  had  obtained  rhodamines,  new  compounds  belonging  to  the  phenolic 
class.  Monnet  had  first  prepared  phenol  bodies  from  rhodamines  of  the 
phenolic  class.  Unless  he  did  that,  he  could  not  get  his  rhodamine  ethers. 
The  discovery  of  Monnet^  from  the  beginning  to  the  end  of  his  Specification,  had 
reference  to  those  metallic  bodies,  phenolic  bodies.  The  aildition  of  the  hydro- 
15  chloric  acid  (page  2,  line  28,  ante  page  780,  line  3)  in  the  case  of  the  di-alkylized 
rhodamine  was,  witness  thought,  fatal  to  success.  The  Patentee  directed  the 
use  of  double  the  quantity  required  for  the  formation  of  the  salt.  The  Patentee 
thought  he  produced  the  free  base  in  his  statement,  while  in  reality  he  produced 
a  salt,  and  he  did  not  want  the  hydrochloric  acid.  With  6  G,  if  there  were  any 
20  formed,  it  would  be  precipitated  on  the  addition  of  hydro-chloric  acid.  It  would 
not  be  dissolved,  because  it  would  be  mixed  up  with  a  large  proportion  of  the 
di-alkylated  unattacked  body  in  which,  in  witness's  experience,  it  smeared  the 
whole  matter  up  and  made  it  unfit  for  use  or  analysis.  After  it  was  precipitated 
with  the  hydrochloric  acid,  witness  had  part  of  the  di-alkyl-hydrochloride, 
25  which  was  the  soluble  when  there  was  an  excess  of  hydrochloric  acid.  It 
might  have  been  mixed  with  6  G.  When  the  whole  mixture  was  filled  up, 
witness  obtained  the  solution  containing  the  hydrochloric  acid  excess,  part 
of  the  unconverted  di-alkyl  rhodamine,  and  perhaps  some  6  G.  He  added  salt 
and  precipitated  the  whole  mixture,  so  that  the  solution.was  perfectly  colourless. 
30  Nothing  was  left  in  solution ;  he  filtered  again  and  tried  to  re-dissolve  the 
colouring  matter  obtained  after  drying,  but  did  not  succeed,  and  that  led  him 
to  suspect  it  consisted  largely  of  the  unconverted  di-alkyl  rhodamine,  and  of  the 
type  of  the  rhodamines.  In  witness's  experiments  he  never  made  anything 
but  a  mixture.  Witness  analysed  one  of  his  specimens,  and  found  it  consisted 
35  of  a  mixture  of  about  25  per  cent,  of  unaltered  tetra-methyl-rhodamine,  the 
starting  body,  and  75  per  cent,  of  anisoline.  Witness  was  quite  certain  that  if 
he  followed  the  process  (line  30,  page  2,  ante  page  780,  line  5)  of  dissolving  the 
anisoline  in  pure  water,  taking  a  quantity  of  water  only  just  sufficient  to  dissolve 
the  anisoline,  he  would  not  get  the  whole  of  the  anisoline  in  solution  and  leave 
:  40  nearly  all  the  unaltered  rhodamine  undissolved. 

The  following  witnesses  were  now  called  for  the  Plaintifl^. 
Dr.  Friedlander  called. 

Crippa^  Q.C. — This  evidence  ought  to  be  limited  to  process  and  product. 
Wills,  J. — ^Yes,  not  beyond  that. 
.  45       Moultonj  Q.C. — The  point  about  homologues,  raised  by  Dr.  Deivar,  was  one 
the  Plaintiff  had  no  warning  of.    We  had  no  idea  of  that  point. 
Wills,  J. — You  can  go  into  that. 

CrippSf  Q.C. — The  Plaintiff  has  to  make  out  his  case.     It  being  a  difficult 

•  point  here  on  infringement,  the  Court  thought  it  convenient,  and  we  agreed  to 

50  define  closely  what  we  did,  and  then,  that  Mr.  Moulton  should  have  an  oppor- 

.  tunity  to  call  his  witnesses  as  to  infringement ;  after  we  had  defined  closely 

onr  actual  product  and  process,  I  asked  Mr.  Moulton  if  he  really   put  his 

case  on  product  or  process.    \_Moulton^  Q.C. — That  is  a  case  of  anticipation.]     I 

understand  the  particular  point  Mr.  Moulton  raises,  is  that  I  did  not  call  the 

55  attention  of  his  witnesses  to  what  we  relied  on  in  the  two  German  patents.    But 

I  cross-examined  Dr.  Passmore  on  the  exact  point.    The  point  was  dealt  with  in 

the  examination-in-chief  of  Professor  Dunstan  and  of  Mr.  A.  Oreene^  and  in 
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the  cross-examination  of  the  latter.  My  friend  says,  we  did  not  ask  anyoC  Ma 
chemists  for  a  deftnition  of  the  word  "  homologue  "  merely  as  a  word  of  art. 
We  may  have  left  that  out,  and  I  do  not  object  to  a  qnestion  as  to  that,  bat  I 
object  to  a  re-opening  of  the  whole  case  of  anticipation.    We  went  into  that  folly. 

Moultoriy  Q.C. — This  point  was  not  part  of  my  friend's  case,  and  in  his  5 
speech  he  said  there  was  a  mistranslation,  and  homologne  was  in  the  wrong  place. 

Boitsfieldy  Q.C. — Yesterday,  when  I  put  it  to  Dr.  Liebmannj  he  said,  except 
for  those  three  particular  words,  '^  and  their  homologues,"  there  was  no  sugges- 
tion in  any  prior  publication  of  the  possibility  of  the  etherification  of  the 
rhodamines.  10 

Moultoriy  Q.C. — My  friend's  learned  witnesses  now  say  it  is  only  in  these 
three  words,  '^  and  their  homologues,"  there  lies  any  anticipation. 

GrippSj  Q.C— No. 

Moultorij  Q.C. — My  friend,  in  his  speech,  put  an  interpretation  on  it : — ^^That 
^'  is,  the  di-alkyls,  by  further  alkylation,  are  readily  converted  into  tetra-  15 
*^  alkyUrhodamines.  You  see  that  a  method  is  described  of  further  alkylating 
'^  a  di-alkyl  rhodamine  into  a  tetra-alkyl."  My  learned  friends  now  set  up  that 
it  is  not  turning  into  a  tetra-alkyl,  but  into  somethiog  which  has  more  alkyl 
groups  than  a  tetra-alkyl.  If  I  had  thought  it  was  going  to  be  suggested  these 
homologues  were  not  bodies  described  in  the  main  patent,  I  should  have  80 
unquestionably  called  the  witnesses  I  propose  to  call  this  morning. 

Wills,  J, — I  will  admit  the  evidence.  I  must  accept  Mr.  M(nUion*8 
statement. 

OHppSy  Q.C. — Quite  so.  I  will  not  continue  the  discussion,  except  to  say  we 
are  quite  at  issue.  25 

Dr.  Friedlander'8  examination  was  then  commenced. — ^There  was  no  alkylation 
in  patent  No.  44,002,  except  in  the  amido  groups.  The  passage  cannot  be  mis- 
understood by  any  chemist.  Take  for  instance,  that  if  di-methyl  rhodamine  was 
alkylated  by  di-ethyl,  .bromide,  iodide,  or  chloride,  there  were  got  t.etra-aikyl 
rhodamines  which  were  not  identical  with  the  rhodamines  got  according  to  the  30 
directions  of  the  master  patent  (No.  46,002),  but  which  were  their  homologues, 
as  ethyl,  bromide  or  iodide  was  a  homologue  of  methyl,  bromide  or  iodide.  [^The 
witness  drew  an  example  of  the  transformation  (see  pa^e  821),  according  to 
the  directio7is  of  the  master  patent,  into  tetra-tnethyl  rhodamine^  and  the 
transformation  of  the  methyl  rhodamine  into  di-methyl  diethyl  rhodamine^  and  35 
niso  the  di-alki/lated  body  from  which  the  witness  started.  Diagram  put  in 
PFL"]  That  illustrated  the  transformation  which  witness  understood  to  be 
referred  to  in  the  word  homologues.  In  the  first  German  patent  all  the  alkyl 
groups  were  the  same.  In  the  second  patent  you  passed  through  a  di-alkyi  body 
into  a  tetra.  In  making  the  di-alkyl  body  the  two  alkyls  must  be  the  same.  It  40 
was  not  necessary  in  stepping  to  the  tetra-alkyl  to  use  the  same  alkyl  group  as 
before  ;  instead,  there  could  be  applied  alkyl  bromides,  iodides,  or  chlorides. 
In  fact,  the  homologues  to  the  two  existing  groups  could  be  applied.  Or,  for 
instance,  it  could  be  alkalyzed  with  ethyls,  which  were  homologues,  or  the 
di-alkyl  rhodamine  could  be  made  with  two  methyl  groups.  A  chemist  would  45 
not  call  those  homologues  of  those  in  which  they  were  all  the  same,  but  he 
would  call  homologues  the  mixed  rhodamines — homologues  to  the  sym- 
metrical. The  chemist  would  not  call  anisolines,  homologues  of  the  rhodamines. 
Witness  thought  the  expression  '*  homologues "  could  only  be  applied  to 
substances  of  the  same  type.  Whether  you  started  from  where  the  Badiadis  50 
did,  or  from  where  Monnet  did,  you  came  to  a  mixture  of  the  same  four  bodies, 
the  rhodamine  base  or  rhodamine  alcohol,  chloride  of  ethyl,  hydrochloric  acid, 
and  water.  That  was  known  to  chemists.  JD  was  a  dye  stuff  obtained  by 
treating  di-alkyl  rhodamine  base,  prepared  according  to  the  directions  of 
Monnet^s  patent,  with  alcohol  and  bromide  of  ethyl  according  to  the  pro-  55 
portions  and  at  the  temperature  given  in  Monnet^s  patent.  It  was  identical 
with  &6. 
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Grippe,  Q.C.^^1  shoald  aak  my  friend  to  complete  his  case,  knowing  our 
pointB. 


./ 


CH3 


CO o        ^ce  H3 

C4H4 — cr  :o 


CO 


\ 

.CH3 


C4  H/^'         C , 


CgHs 


N' 


CH3 


'C2H5 


Transformation  indicated  by  "  homologues  "  dialkylated 
into  tetra-rhodamine. 

Wills,  J. — I  shall  allow  Mr.  Moulton,  to  extend  himself  if  he  finds  there  is 
something  which  he  had  not  anticipated. 
5       Grippe,  Q.C. — ^Both  parties  want  to  get  the  whole  case  before  the  Court, 
but  I  suggest  my  friend  has  information  which  we  need  not  have  supplied  ;  it 
is  for  him  to  fire^v^  inMng^ment. 


1 
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Moultofif  Q.C.— I  put  in  Dr.  Pasamorey  who  had  worked  6  G,  and  the 
diflBculties  were  not  put  in  cross-examination,  I  will  call  the  witness  dealing 
with  the  process.  The  whole  of  the  attack  on  Manners  process  for  6  G  was 
developed  in  the  Defendants'  opening,  and  subsequently.  There  was  no 
suggestion  about  the  hydrochloric  acid  or  the  insolubility  of  the  di-methyl  5 
rhodamine.  As  my  friend  is  relying  on  these  points,  I  will  recall  my  witnesses 
on  the  new  points  and  the  points  of  the  process,  and  I  may  put  in  new  witnesses 
to  complete  my  case. 

Grippsy  Q.C.— That  is  what  I  indicated  as  the  best  way  to  complete  my 
friend's  case.    I  do  not  suppose  he  will  call  any  new  witnesses.  10 

MouUoHj  Q.C.— I  think  I  ought  to  be  allowed  to  conclude  my  case  as  I 
like. 

Wills,  J, — ^Yes  ;  but  do  not  rely  on  multiplication. 

Dr.  Emilio  Noelting. — ^Witness  had  made  a  number  of  experiments,  including 
a  number  as  to  MonneVs  process.  Witness  found  that  the  potassium  salt,  in  15 
his  view,  was  not  formed  in  the  process  ;  that  fact  had  been  published  a  few 
years  ago.  Witness  did  not  remember  that^  and  tried  to  obtain  potassium 
salt ;  he  did  not,  but  he  continued  the  experiment.  It  gave  no  practical 
difficulty.    The  Figure  representing  the  phenol-phthaleine  rhodamine  expressed 


C6H4' 


(CH2)mH 

Oeneral  formula  for  phenol-phthaleine  rhodamines, 

the  general  form  of  all  phenol-phthaleines.      If  you  put  into  that  formula  20 
M  and  N  equal  to  1,  2,  3,  4,  5,  &c.,  you  had  the  homologue  as  well  as  the 
homologue  of  the  anhydride  type.     If  you  put  M  and  N  equal  you  had  the 
capital  rhodamine.    If  you  put  M  equal  to  a  certain  number,  and  N  equal  to  O, 
you  had  the  homologue.    Then  you  could  have  many  substitutes  if  you  put  a 
certain  number  ;  M  equals  O.    It  was  the  formula  of  the  phthalic  rhodamines.  25 
^ouajieldy  Q.C. — There  is  only  one  class,  the  phenol-phthaleine  rhodamine. 
The  witness  said  the  general  form  of  phenol-phthaleine  rhodamine.]     The 
formula  ENl  did  not  express  the  cresol-phthaleine  rhodamine,  nor  the  rhoda* 
mine  in  which  the  phthalic  acid  was  replaced  by  succinic  and  other  acids.    If 
you  had  CtH^  that  was  the  phthalic  acid  ;  but  you  could  have  put  CXH,  and  30 
then  it  would  be  a  general  problem.     The  term   homologues  would  aptly 
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represent  the  resnlt  yea  would  get  from  the  formula  by  giving  M  and  N 
different  valaes.  The  formula  in  the  Specification,  as  far  as  regarded  showing 
how  the  salts  were  formed,  was  genend.  It  was  the  formula  of  a  particular 
rhodamine — Monnefs  idea  of  the  formation  of  salt.  The  methyls  had  nothing 
5  to  do  with  it.  He  could  have  given  the  formula,  and  could  have  substituted 
phthalic  acid  by  another.  These  transformations  were  certainly  not  confined 
to  tetra-alkyls.  Di-alkylated  amido-cresol-phthaleine  was  not  known  at  the 
time,  but  a  chemist  who  wanted  to  prepare  it  could  have  done  so.  There  was 
a  general   method  to   prepare   the  di-alkylated  rhodamine  and  the  mono- 

10  alkylated  rhodamine,  and  the  same  methods  would  apply  to  the  cresols.  That 
was  in  1892.  Witness  prepared  himself  a  di-alkylated  which  was  not 
described.  The  cresol  bodies  were  analogous  to  the  phenol.  If  a  man  knew 
how  to  prepare  di-alklated  phenols,  he  would  expect  an  analogous  process  to 
give  di-alkylated  cresol  bodies.     Witness  knew  anisolines,  but  had  never 

15  prepared  them  before.  Witness  went  through  experiments  without  being 
instructed  to  prepare  them.  He  had  prepared  rhodamines  five  or  six  years 
ago.  He  had  no  di£Bculty  in  making  an  anisoline  after  he  had  read  Monnefs 
Specification.  He  had  no  difficulty  in  making  the  necessary  variations  with 
different  kinds  of  rhodamines,  and   obtained  all  the  anisolines  he  wanted. 

20  Even  a  good  student  would  be  able  to  carry  out  the  experiments.  One  of  witnesses 
students  did  so.  Both  the  di-  and  the  tetra-alkyl.  When  the  witness  took  the 
di-ethyl  with  the  quantity  of  water  given  by  the  Specification,  he  could  not 
dissolve  it ;  it  was  too  insoluble.  He  added  a  small  quantity  of  hydrochloric 
acid  and  heated  it,  and  added  to  this  solution  potass,  and  it  became  the  base. 

25  It  found  it  useless  to  dissolve.  A  manufacturing  chemist  would  not  dissolve 
the  matter ;  he  would  treat  the  matter  suspended  in  water  with  the  necessary 
quantity  of  alcohol.  The  action  of  potassium  would  take  place  when  it  was 
in  suspension  as  well  as  in  solution.  It  would  be  within  the  power  of  a 
manu&cturing  chemist  to  get  over  the  difference  of  treatment  which  might  be 

30  requisite  in  the  case  of  different  rhodamines.  When  witness  had  sufficient 
water,  the  product  was  quite  soluble  in  water.  When  he  added  a  small 
quantity  of  acid,  it  dissolved  also  ;  when  he  added  a  large  excess  of  acid,  it 
became  less  soluble.  The  direction  to  add  '^  hydrochloric  acid,  and  then  io 
"  precipitate  by  sea  salt,"  caused  him  no  trouble.    If  a  student  had  put  in  so 

35  much  hydrochloric  acid  that  he  got  it  all  precipitated,  witness  would  have  said 
to  him,  "  You  are  not  clever."  Witness  did  not  find  any  practical  difficulty. 
The  witness  obtained  the  greenish  spangles  when  he  added  the  sea  salt  to 
the  solution;  the  chloride  separated  out  in  red  crystals, •  but,  when  dried, 
they    became     green.       The     anisolines    were     always    more    soluble     in 

40  water  than  rhodamines.  The  anisolines  were  more  bluish  in  colour, 
and  very  different  in  dyeing  properties.  These  were  differences  of 
importance.  The  di-ethyl  rhodamine  was  a  nice  dye,  but  could  not  be 
employed  because  it  was  too  soluble.  The  corresponding  anisoline  was  very 
soluble  ;  it  was  6  O.    The  fastness  to  light  was  important,  but  witness  had  no 

45  personal  experience.  All  the  anisoline  fixed  very  well  on  cotton,  the  cor- 
responding rhodamine  very  badly.  [Cripps^  Q.C. — We  do  not  dispute  that.] 
Witness  produced  two  anisolines,  one  a  commercial  product,  and  one  prepared  by 
himself  following  MonneVs  Specification  ;  and  two  rhodamines,  the  last  being 
a  commercial  tetra-ethyl  rhodamine.    They  were  almost  exactly  alike  to  the 

50  eyes  when  they  came  out  of  the  dye,  but  they  acted  quite  differently  when 
they  were  put  in  the  water.  [CrippSy  Q.C. — We  agree  to  that.]  The  German 
Specifications  (Nos.  44,002  and  48,731)  did  not  disclose  the  manufacture  of 
anisolines.  The  words  ^'and  the  homologues  thereof  "  did  not  refer  to  anisolines. 
It  was  a  reference  to  the  homologues.    When  treating  the  di-ethyl  rhodamines 

55  with  sulphate  of  methyl,  according  to  this  Specification,  you  would  obtain  the 
ethyl-phthaleine-rhodamine  ;  that  would  be  the  homologue  of  the  tetra-alkyl, 
but  nothing  to  do  with  anisolines.    There  were  a  series  of  radicles  which 
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chemists  had  to  deal  with,  the  methyl,  ethyl,  propyl,  amyl,  and  so  on*    The 
first  of  those  was  one  atom  of  carbon ;  adding  CH,  to  that,  you  get  the  next 


(CH2)TrtH 


one,  CjHj,  and  so  on ;  you  went  on  adding  the  multiple  of  CH^    There  were  a 
large  series  of  bodies  in  organic  chemistry  in  which  there  were  the  radicles 
CHg  occurring.    The  properties  would  be  slightly  different,  but  you  would  see  5 
that  they  were  of  the  same  family.   The  general  formula  witness  gave  expressed 
that.    The  bodies  would  be  different,  but  homologous.    You  could  pass  from 
one  to  the  other  of  the  rhodamines  by  simply  varying  the  value  of  the  N  or  m 
by  adding  more  or  less  multiples  of  CH^  in  those  particular  places.    If  an  atom 
of  methyl  were  attached  to  oxygen,  at  a  different  place,  there  would  be  obtained  10 
a  family  of  quite  a  different  type,  which  no  chemist  would  call  a  homologous 
body.    The  words  "and  the  homologues"  did  not  indicate  you  ^ere  going  to 
get  anisolines ;   there  was  no  such  suggestion.     Witness  had  compared  the 
rhodamine  6G  of  commerce,  made  and  sold   by  the   Defendants,  with  the 
corresponding  anisoline  made  according  to  Monnefs  process  and  the  rhoda-  15 
mine  5  B.    Those  products  were  practically  identical.    Witness  considered  the 
two  processes-— ethyl-chloride  with  heat,  and  alcohol  and  hydrochloric  acid 
without  heat — as  chemical  equivalents.     When  they  prepared  the  esters  of 
organic  acid,  they  could  obtain  them  in  several  ways,  either  by  acting  on  the 
salt  in  benzolic  acid  with  chloride,  bromide,  or  iodide  of  methyl.    It  was  a  SO 
known  process.    Witness  could  obtain  the  same  result  with  ethyl.    It  would 
be  with  benzolic  acid  in  alcohol  passing  hydrochloric  acid  through  and  heating 
it  a  little,  or  not  at  all,  and  he  could  also  obtain  the  same  result  by  heating 
benzolic  acid,  alcohol,  and  sulphuric  acid  on  the  water-bath.    The  witness 
considered  those  four  processes  as  absolutely  chemical  equivalents.    Witness  25 
had  got  experience  and  analogous  cases  which  would  lead  him  to  suppose  that 
the  use  of  alcohol  and  hydrochloric  acid  without  heat  would  have  the  same 
effect  as  the  use  of  alcohol  and  ethyl-alkyl  with  heat.    It  was  the  case  for 
etherification.    This  was  a  process  of  etherification.    For  etherifying  generally 
you  could,  with  ethyl-chloride,  act  on  the  salt  of  the  substance  you  wished  to  90 
etherify.    Generally,  the  salt  was  acted  on,  but  witness  believed  the  acid  could 
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also  be  acted  upon.  The  use  of  hydrochloric  acid  gas  with  alcohol  was  a 
known  process  leading  to  etherification.  If  witness  had  read  MonneVs  Speci- 
fication as  it  was  described  with  mono-ethyl,  he  would  not  have  considered 
the  use  of  alcohol  and  hydrochloric  acid  equivalent  to  that  of  chloride  of 
5  ethyl ;  but  if  he  had  worked  it  out  and  studied  the  body,  he  believed  that  he 
would  have  found  it  was  not  Monnefa  formula,  but  an  ether.  In  that  case  the 
processes  would  have  seemed,  to  the  witness,  equivalent.  Taking  the  other 
process — the  sulphuric  acid  and  alchohol  process — witness,  knowing  the  etherifi- 
cation,  considered  it  absolutely  equivalent. 

10  Dr.  F,  W,  Passmore  was  recalled.  Before  he  was  originally  examined  he  had 
made  experiments,  and  was  prepared  to  answer  questions  as  to  them.  He 
joined  in  making  the  experiment  EN6,  taking  certain  proportions  of  di-ethyl 
rhodamine,  and  producing  the  corresponding  anisoline  according  to  the 
Plaintiff's  process.    Witness  and  Dr.  Noelting  took  3  grammes  of  di-ethyl  in 

15  place  of  6  kilogrammes  ;  they  took  the  precipitate  with  caustic  potass  from  a 
solution  of  di-ethyl  rhodamine,  and  started  with  a  hydrochlorate  of  di-ethylated 
rhodamine.  They  attempted  to  dissolve  it  in  boiling  water,  and  at  first  it 
dissolved  fairly  regularly,  but  then  dissociation  of  the  salts  took  place,  as  it  was 
very  apt  to  with  those  weak  bases,  and,  as  the  base  was  insoluble,  the  base 

20  began  to  fall  out  of  solution  quickly,  so  witness  added  a  little  more  hydro- 
chloric acid,  and"  obtained  a  solution  of  the  hydrochloride  of  di-ethylated 
rhodamine.  He  added  a  boiling  solution  of  potass  to  that,  20  per  cent,  of 
caustic  potass,  and  got  a  precipitate  and  filtered  it  off.  As  to  the  second  part, 
witness  took  3  grammes  of  the  first  product,  10  grammes  of  ethylic  alcohol, 

25  93  per  cent.,  and  1^  gramme  of  ethylic  chloride.  That  was  heated  four  hours 
in  a  sealed  tube  at  120^  Centigrade.  When  the  tube  was  taken  out,  there  was  a  dark 
red  liquid,  with  only  a  slight  trace  of  insoluble  matter  suspended  in  it.  The 
tube  was  cooled,  opened,  and  diluted  with  4  oz.  of  water.  The  ethyl-chloride 
and  alcohol  were  driven  off  by  heat.    It  all  remained  then  in  solution.    7cc  of 

30  standard  hydrochloric  acid,  equivalent  to  one  molecule  of  hydrochloric  acid, 
was  then  added  to  the  cool  solution.  There  was  no  precipitate,  all  remained 
in  solution.  Witness  then  precipitated  with  90cc  of  a  saturated  solution  of 
common  salt,  and  filtered.  He  obtained,  as  a  result,  the  salt  of  di-ethylated 
anisoline,  containing  some  unaltered  rhodamine.    It  was  the  same  as  6  0,  with 

35  the  exception  of  the  unaltered  rhodamine.  The  6  G  was  purer,  because  the 
commercial  6  6  was  made  in  larger  quantities,  and,  in  that  case,  the  ethylation 
or  anisolation  was  more  complete.  They  tested  the  solubility  and  then  made 
together  dyeing  tests  upon  oiled  cotton — that  was,  cotton  mordanted  with 
Turkey  red  oil.    Witness  was  led  to  say  the  product  was  the  same  as  6  G  by  a 

40  much  increased  solubility,  and  secondly,  that  the  dye  was  readily  taken  by 
the  cotton  fibre.  In  a  previous  experiment,  witness  heated  rhodamine  3  B  with 
caustic  soda,  which  effected  a  decomposition  of  the  rhodamine  3  B,  splitting  off 
some  of  the  anisolated  alkyl  or  ultra-alkyl.  After  boiling  for  three  or  four 
hours  with  caustic  soda,  the  witness  neutralized  the  solution  and  distilled,  and 

45  got  a  small  trace  of  alcohol,  which  had  come  from  the  separated  alkyl.  He 
then  dyed  with  the  solution  containing  the  dye  in  solution,  and  obtained  a  dye 
not  entirely  corresponding  with  rhodamine  3  B,  but  showing  that  there  had 
been  some  re-conversion  of  the  3  B  or  the  anisoline  back  again  into  the  rhoda- 
mine 3B.    The  witness  treated  that  substance  again  according  to  MonneVs 

•fO  Specification,  and  it  was  converted  into  anisoline.  The  result  seemed  quite 
identical  with  3  B.  The  rhodamine  3  B  was  substantially  identical  with  the 
Plaintiff's  anisoline  made  from  tetra-alkyl  rhodamine.  Witness  tried  a  similar 
treatment  with  potash  on  6  G,  but  could  not  get  the  re-conversion  back  into 
the  corresponding  rhodamine  so  well.    The  rhodamine  separated  out  during 

55  the  experiment,  and  witness  got  a  small  quantity  of  ethyl-alcohol  split  off  ;  he 
got  sufficient  to  show  that  the  reaction  went  on  in  apparently  the  same  way,  and 
that  from  the  di-ethylated  rhodamine  ether  there  was  di-eth;vlated  rhodamine 

3  T 
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formed.     Witness  treated  that  according  to  MonneVs  Specification,  and  again 
got    soluble    product     which     Witness    could    not    distinguish    from    6  G. 
6    G     was     identical    with    an     anisoline     prepared    from     a    di-alkylated 
rhodamine.       ^Witness  produced  samples  of  stuffs  dyed.']    The   preparation 
made    with    the    di-ethyl   rhodamine   compared    with    the     rhodamine     G.  5 
There  was  a  very  slight  distinction  in  colour.     \_Gripps^  Q.C. — ^We  do  not  differ 
on  this  point.     I  actually  put  in  a  di-alkyl  dye  just  the  same  colour  as  6  G.] 
Rhodamine  ether — ^that  is,  6  6 — was  more  readily  taken  up  by  the  bath,  and  the 
bath  was  more  readily  exhausted  by  the  fibre,  and,  secondly,  when  treated  with 
soap  solution,  the  rhodamine  ether  was  only  slightly  attacked, while  the  rhodamine  10 
was  readily  attacked.    That  applied  equally  to  6  G  and  the  anisoline  made 
under  the  Specification.    The  hydrochloride  of  the  di-ethylated  anisoline  was 
very  soluble  in  water,  and  was  not  precipitated  by  boiling.    The  witness  had 
never  found  that  the  hydrochloride  of  anisoline  was  not  that  at  all,  but  was  the 
hydrochloride  of  rhodamine.  The  substantial  part  was  converted  into  rhodamine  15 
ether,  and  witness  had  dissolved  the  final  product  precipitated  with  sea  salt 
in  pure  water,  and  found  then  only  2'09  per  cent,  remained  insoluble  in  water. 
If  it  had  been  hydrochloride  of  rhodamine,  nearly  the  whole  would  have  been 
thrown  out  of  solution.    Di-methyl  rhodamiae  was  much  more  soluble  than 
di-ethyl.    The  statement  given  as  a  description  of  the  process  of  manufacturing  20 
6  G  {ante  page  816)  was  sabstantially  the  same  as  the  process  of  manufacturing 
anisoline  from  di-ethyl  rhodamine  according  to  the  Monnet  process.     There 
were  the  rhodamine,  the  alcohol,  and  the  hydrochloric  acid  reacting  in  some 
way.     The  witness  considered  that,  when  the  hydrochloric  acid  and    alcohol 
were  separately  introduced,  there  was  a  formation  of  ethyl-chloride,  and,when  25 
the  ethyl-chloride  and  alcohol  were  introduced,  there  was  a  formation  of  hydro- 
chloric acid.     It  was  well  known  that,  where  you  were  working  with  alcohol 
and  ethyl-chloride,  you  required  a  higher  temperature  than  if  you  worked  with 
alcohol  and  hydrochloric  acid.    Witness  thought  that  the  longer  working  of 
the  Badische  Company  was  to  make  the  conversion  more  complete.     Having  30 
alcohol  and  hydrochloric  acid  at  a  low  temperature  would  be  equivalent  to 
having  ethyl-chloride  and  alcohol  at  a  higher  temperature.    Time,  in  both  cases, 
would  have  exactly  the  same  effect ;  it  would  make  the  conversion  more  complete. 
The  process  given   {ante  page  816)  for  manufiicturing  :^  B  was  substantially 
identical  with  the  process  by  which,  starting  also  with  tetra-ethyl  rhodamine,  35 
you  would  get  the  corresponding  anisoline  by  working  according  to  MonneVs 
process.     Sulphuric  acid  was  a  well-known  equivalent  of  hydrochloric  acid,  and 
played  the  same  part.     Witness  would  not  regard  a  substitution  involving  the 
attachment  of  an  alkyl  to  oxygen  instead  of  to  carbon  as  resulting  in  a  homo- 
logous body.     \^The  witness  was  further  cross-examined  and  re-examined.'}        40 

A.  O.  Greene  farther  examined. — Witness  had  made  further  experiments 
under  the  Plaintiff's  Specification  in  making  rhodamines  from  the  di-alkylated 
body.  He  took  the  di-alkylated  rhodamine,  and,  in  his  first  experiment,  heated  it 
with  ethyl-bromides  and  ethyl-alcohol  (he  made  the  base  first)  exactly  in  the 
manner  described  by  Monnet,  as  nearly  as  he  could  get  to  the  weights.  He  45 
got  almost  complete  etherification  of  the  dialkyl  rhodamine  and  anisoiation. 
In  the  second  experiment  he  took  the  rhodamine  base  and  heated  it  under  the 
same  conditions  as  the  first  experiment,  with  ethyl-alcohol  and  with  methyl- 
chloride,  and  he  got  complete  etherification ;  so  far  as  he  could  make 
out,  there  was  no  unaltered  di-alkyl  rhodamine  at  all,  and  he  used  a  test  50 
not  before  mentioned.  He  took  the  solution  of  the  colour,  dissolving 
it  to  a  clear  solution.  He  added  to  the  solution  ammonia,  until  it 
was  slightly  alkaline  ;  that  would  have  thrown  down  any  of  the  di-alkyl- 
rhodamine  base  that  was  there.  There  was  no  precipitate  at  all  in  the  second 
experiment,  and  only  a  slight  precipitate  in  the  first.  The  witness  had  no  55 
difficulty  in  effecting  the  anisoiation.  The  reaction  or  anisoiation  began  at 
about  100*^,  and  witness  believed  was  complete  in  about  balf-an-hour  at  ISO',  bat 
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he  kept  it  on  exactly  under  the  conditions  prescribed  by  Monnet    In  the  first 
experiment  there  was  not  an  absolutely  clear  solution.    There  was  a  small 
amount  of   bye  product,  tarry.     Witness  did  not  think  that  was  unaltered 
rhodamine.      In    the    second    experiment    he     f?ot     absolute    etherification. 
5  [Sample  exhibited.']    Witness  used  methyl  chloride  in  the  second  experiment, 
as  it  was  more  of  a  commercial  article.    One  would  work  on  a  large  scale  with 
methyl  chloride,  but  not  with  ethyl  chloride,  for  methyl  chloride  was  a  bye- 
product  of  sugar   refining.     It  would   be  cheaper.     The   only  preliminary 
experiment  he  made,  was  to  make  a  comparison  between  rhodamine  6  G  or 
10  tri-anisoline  and  the  di-alkyl  rhodamine  to  see  how  they  differed  in  properties. 
That  was  to  enable  witness  to  know  what  he  would  get  when  he  got  it.    In 
the  first  experiment  he  added  over  two  molecules  of  hydrochloric  acid.    That 
gave  no  trouble,  it  was  only  a  question  of  water.    He  precipitated  by  salt. 
[Jlie  witness  produced  samples^ — a  red  powder,  and  others.']     The  greenish 
15  spangles  were  familiar  to  witness ;   the  whole  of  the  rhodami'nes  could  be 
obtained  either  in  the  form  of  red  powder  or  greenish  spangles.     So  long  as 
they  are  in  spangles  they  are  green ;  when  they  are  ground  up  they  are  red. 
[The  witness  was  cross-examined  and  re-examined.] 
Dr.  Armstrong  recalled. — Witness,  since  he  gave  evidence,   had    tried   a 
20  number  of  experiments  to  see  if  the  Plaintiff's  process  would  work  with  the 
di-alkylated,  and   they  had  all  succeeded  perfectly.     He   had  absolutely  no 
difficulty.     He  had  specimens  showing  the  result  of  six  experiments,  four 
made  with  ethyl- bromide,  and  two  made  with  ethyl-chloride.    The  Specification 
gave  sufficient  directions  to  enable  this  to  be  carried  out  successfully  with 
25  di-alkylated  rhodamines.    There  was  complete  anisolation  with  the  bromide 
taking  place  with  the  greatest  readiness.     There  was  about  60  per  cent,  of 
anisolation  with  the  ethyl-chloride  when  witness  had  heated  only  for  four 
hours  at  the  temperature  stated.    The  product  from  the  ethyl-chloride  was  just 
like  that  in  the  tube  produced.    With  the  bromide  experiments  there  was 
30  complete  solution.     There  was  no  difficulty  in  separating  the  unaltered.    Two 
operations  of  the  ethyl-bromide  were  made  with  the  rhodamine ;   the  third, 
exactly  as  in  MonneVs  Specification  ;  finding  that  product  would  not  dissolve, 
witness  heated  it  up  and  filtered  off  the  product.    That  was  exactly  the  same 
result  as  was  given   by  the  rhodamine  base.     Then,  desiring  to  have  the 
35  rhodamine  salt  in  solution,  witness  did  what  any  chemist  would  do  who  had 
the  information  of  the  Badische  Specification  that  these   salts  would  not 
dissolve  in  water  alone,  he  added  the  acid  and  got  the  salt  in  solution  without 
any  difficulty.    He  precipitated  by  boiling  potash  as  directed.    He  filtered  off, 
dried,  and  used  that  product,  and  he  got  complete  anisolation.    There  were 
40  hundreds  of  rhodamines  differing  in  solubility.     A  chemist  had  to  vary  his 
process  to  meet  that.     Witness   thought  there    would    be  no  difficulty  in 
applying  this  to  any  known  rhodamine.    The  solution  was  acid  in  each  case  ;  it 
was  not  necessary  to  add  acid.    There  was  practically  complete  conversion  in  the 
four  bromide  experiments  ;  possibly  1  or  2  per  cent,  of  remainder,  but  practically 
45  complete  conversion  into  a  very  soluble  material.     In  the  chloride  there  was 
60  per  cent.,  and  the  remainder  was  insoluble.    Witness  added  a  little  hydro- 
chloric acid  in   the  bromide   experiments  so  as  to  secure  the  formation  of 
chloride.    The  colour  was  entirely  a  question  of  the  physical  state  in  which 
the  material  was  obtained.     There  was,  looking  through  the  crystals  in  one 
50  direction,a  red  colour,  and  in  another  direction  another  colour.    These  substances 
were  all  what  was  known  as  di-chroic  or  tri-chroic  substances.    If  the  substances 
were  obtained  in  the  form  of  crystals  with  sufficient  surface  to  give  reflection, 
then  there  was  a  green  appearance.    If  they  were  small,  and  the  light  was 
reflected  up  through  the  crystal,  then  there  was  a  red  appearance.    The  question 
55  whether  you  could  dissolve  the  salts  or  not  would  present  no  difficulty.    The 
question  of  adding  hydrochloric  acid  would  present  no  difficulty  to  a  person 
accustomed  to  doing  this  sort  of  thing.    The  question  of  green  spangles  was 
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absolutely  immaterial.  The  process  of  the  Defendants  given  (ante  page  816)  of 
making  6  G  was  in  effect  identical  with  the  Plaintiff's  process,  from  the  point 
of  view  of  a  chemist.  The  differences  were  not  material,  because  they  were 
dealing  with  a  reversible  change.  That  was  to  say,  alcohol  and  hydrochloric 
acid  gave  ethyl-chloride  and  water,  and  water  and  ethyl-chloride  gave  alcohol  5 
and  hydrochloric  acid.  You  had  the  same  four  substances  always  in  the  presence 
of  the  rhodamine  salt,  whichever  method  was  used.  That  might  affect  the 
proportions  in  which  the  things  were  used,  but  was  not  an  essential  difference 
from  any  manufacturing  point  of  view.  Witness,  in  an  experiment,  left  out 
the  rhodamine,  and  merely  heated  the  chloride  or  bromide,  and  then  determined  10 
the  amount  of  acid  formed.  The  amount  formed  from  the  chloride  was  very 
small  compared  with  the  amount  from  the  bromide,  and  the  conversion  by 
means  of  the  chloride  was  less  rapid.  Witness  got  20  per  cent,  in  the  case  of 
the  bromide,  and  2  per  cent,  in  the  case  of  the  chloride  of  the  acid.  The  tubes 
were  heated  alongside  each,  other.  When  you  put  alcohol  and  ethyl-chloride  15 
together,  you  get  hydrochloric  acid  formed,  and  witness  believed  that  the 
action  was  the  substantial  action  in  the  Plaintiff's  process,  and  that  the  Plaintiff 
and  Defendants  both  worked  by  the  same  process  on  that  account.  The  higher 
the  temperature,  the  greater  the  amount  of  acid  was  obtained.  There  was 
another  reason  for  saying  the  processes  were  the  same  ;  the  action  of  the  alkyl-  20 
haloids,  and  the  action  of  acid  and  alcohol,  were  known  equivalent  processes  in 
the  treatment  of  bodies  of  this  class.  Schultz's  work  on  *'  Chemistry  of  Coal 
"  Tar,"  1882,  page  756,  described  the  ethers  of  cosine.  Eosine  was  the  compound 
corresponding  to  rhodamine,  but  not  amidated,  no  amido  groups,  made  from 
the  fluoresceine  substance.  There  a  substance  was  described,  obtained  either  25 
by  the  action  of  ethyl-bromide  on  tetra-brom-fluoresceine,  and  ethyl-alcohol  in 
solution  in  ethyl-alcohol  on  the  one  hand,  and  the  Works'  method  of  producing 
it  was  given  as  heating  it  with  alcohol  and  sulphuric  acid  in  the  bath.  Hydro- 
chloric acid  might  be  substituted  for  sulphuric  acid.  The  process  was  for  the 
etherification  of  the  eosine.  The  two  alternatives  were  MonneVa  process,  the  30 
alcohol  chlorides,  and  the  Works'  equivalent,  alcohol  and  sulphuric  acid.  Alcohol 
and  sulphuric  acid  and  alcohol  and  hydrochloric  acid  were  given  in  any 
elementary  book  as  equivalent  processes  for  etherification.  As  to  the  description 
of  the  Bale  Societe  process  (ante  page  816)  of  alcohol  and  sulphuric  acid,  the 
witness  regarded  that  as  simply  the  substitution  of  a  sulphate  for  a  chloride.  35 
That  was  the  eosine  process  applied  to  rhodamine.  The  use  of  "homologue" 
limited  the  invention  to  the  production  of  rhodamines,  and  the  anisolines  were 
not  rhodamines  or  homologues  of  rhodamines. 

The  cross-examination  of  Dr.  Liebmann  was  continued. 

Professor  Raphael  Meldola  (a  witness  for  the  Defendants)  was  then  examined.  40 
Witness  agreed  substantially  with  the  evidence  of  Professor  Dewar  and  Dr. 
Liebmann,    In  his  first  experiment  the  witness  tried  to  obtain  the  potassium 
salt  and  failed.     [Wills,  J.— That  was  a  non-existent  body  ?     Cripps^  Q.C.— 
Yes.]  Witness  made  an  experiment  with  chloride  of  ethyl  on  the  di-alkyl  body. 
He  started  with  the  di-ethyl  rhodamine  base,  and  sealed  some  of  it  up  in  a  glass  45 
tube,  with  the  quantities  given  in  the  Plaintiff's  Specification  of  alcohol  and 
ethyl-chloride.     He  heated  it  for  four  hours  at  between  118®  and  120°,  and 
transferred  the  contents  to  a  dish  containing  75c.c.  of  water.      He  was  working 
on  a  scale  of  2  grammes.     He  started  with  2  grammes  of  the  base,  and 
transferred  the  contents  of  the  tube,  which  were  turbid,  with  solid  crystalline  50 
matter  which  had  not  dissolved  in  the  alcohol  at  the  termination  of  the  four 
hours'  heating,  so  that  he  had  to  use  more  water  to  wash  out  the  contents  of  the 
tube  into  the  dish,  and  he  estimated  he  had  lOOc.c.  of  water  in  the  dish  at  this 
stage  of  the  operation.    The  contents  of  the  dish  were  then  heated,  as  directed 
in  the  Specificatioi^  to  drive  off  the  alcohol  and  the  ethyl-chloride.    Witness  55 
then  tested  the  contents  in  order  to  see  whether  there  was  any  perceptible 
quantity  of  substance  in  solution  by  a  method  usually  adopted,  that  was  just 
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allowing  a  drop  of  the  liquid  to  fall  on  a  piece  of  white  filter  paper  or  blotting 
paper  bo  that  you  could  see  if  there  was  much  colour  in  the  liquid.  There  was 
practically  no  colour  in  the  liquid.  Speaking  from  practical  experience,  witness 
would  say  there  was  little  or  nothing  in  solution  at  that  stage.  He  then  added 
5  the  quantity  of  hydrochloric  acid  necessary  to  convert  the  substance  into  a 
hydrochlorate,  and  here  witness  made  use  of  subsequent  experience,  that  was, 
he  had  not  given  two  molecules  of  hydrochloric  acid,  as  mentioned  in  the 
Specification,  because  it  had  been  stated  that  they  were  using  too  much  hydro- 
chloric acid  and  everything  would  be  thrown  out.     He  only  used  half  of  that 

10  quantity  of  hydrochloric  acid.  The  addition  of  this  quantity  did  not  produce 
any  apparent  diminution  in  the  insoluble  matters  suspended  in  the  water,  but, 
at  that  stage,  he  filtered  it  while  still  at  the  boiling  temperature,  and  obtained 
from  his  two  grammes  an  insoluble  residue,  which,  when  dried  and  weighed, 
turned  out  to  weigh  1*15  grammes,  that  was  57^  per  cent,  of  the  quantity  of  base 

15  taken.  He  then  went  on  to  heat  the  solution  which  had  passed  through  the 
filter,  and  which,  presumably,  contained  the  anisolated  part  of  the  substance. 
Witness  noticed  during  the  process  of  filtration,  as  the  solution  was  cooling 
down,  that  something  more  seemed  inclined  to  separate  out,  so  he  then  followed 
the  directions  in  the  Specification  and  threw  everything  out  by  means  of  salt. 

20  That  was  a  well-known  factory  operation  for  throwing  colouring  matters  out, 
the  solution  of  more  soluble  salt — common  salt  will  throw  out  of  solution  the 
less  soluble  dye-stuffs.  At  that  stage  he  threw  everything  out  by  means  of 
common  salt.  He  then  collected  the  precipitate  thrown  out  by  this  means,  and, 
as  instructed  by  the  Specification,  he  attempted  to  boil  it  up  again  with  pure 

25  water  to  re-dissolve  it,  as  they  were  told  to  do  in  order  to  purify  it.  Witness 
found,  with  this  second  treatment,  the  substance  would  not  all  dissolve  even  at 
the  boiling  temperature  ;  and,  at  that  stage,  to  give  every  chance  of  solution,  he 
used  150c.c,  of  boiling  water.  Still,  there  was  so  much  undissolved  matter  left 
that  he  filtered  it,  and  the  residue  of  insoluble  matter  was  dried,  and  it  weighed 

30  half  a  gramme,  corresponding  to  about  1^5  per  cent.,  so  that  the  total  insoluble 
matter  altogether  amounted  to  82^  per  cent.  There  was  only  17^  per  cent, 
soluble  matter  in  the  final  product.  Witness  then  proceeded  to  examine  this 
soluble  portion.  He  separated  it  out  by  means  of  salt.  He  could  not  get  it  to 
crystallize  in  the  form  of  green  spangles,  so  he  threw  it  out  by  salt,  and  got  a 

35  reddish  crystalline  powder  when  it  dried.  It  was  soluble.  He  made  a  further 
experiment  to  this  to  see  how  much  anisolation  had  taken  place,  and  found,  to 
his  SDrprise,  even  this  soluble  portion,  after  drying,  contained  a  very  large 
portion  of  insoluble  matter.  He  did  not  proceed  further  with  its  examination, 
because  it  certainly  could  not  be  described  as  having  the  properties  of  6  G.     It 

40  was  a  mixture.  It  was  the  final  product  so  far  as  the  Specification  gave 
directions.  He  also  followed  out  this  experiment  with  ethyl,  and  obtained  a 
less  proportion  of  soluble  with  the  idodide  of  ethyl,  92^  per  cent,  of  insoluble. 
With  bromide  of  ethyl  he  got  a  better  result,  about  50  per  cent,  of  soluble.  All 
he  could  say  as  a  chemist  was  that,  following  the  directions  of  MonneVs 

45  Specification,  he  obtained  something  which  might  contain  6  G.  He  did  not 
obtain  6G  in  a  pure  condition.  The  Defendants'  process  for  6G  was  quite 
distinct  from  MonneVs  process.  If  there  was  only  the  information  given 
in  MonneVs  Specification,  one  would  have  predicted  that  the  Defendants' 
process  would  not  work  at  all ;  it  would  have  required  most  elaborate  investiga- 

50  tion.  In  fact,  if  MonneVs  view  was  correct,  one  would  have  predicted  that  the 
Defendants'  process  would  not  work.     [Tfie  witness  was  cross-examined,"] 

Professor  James  Dewar,  recalled  for  the  Defendants,  was  referred  to  his 
experiments  previously  mentioned.  He  thought  possibly  the  di-ethyl  rhod- 
amine  he  had  experimented  with  might  not   have  been  pure,  so  made  an 

55  analysis,  and  satisfied  his  mind  on  that  point.  He  then  proceeded  to  repeat, 
not  with  one  tube,  but  a  dozen  or  two,  following  his  interpretation  of  the 
directions  of  the  Specification.    {To  the  Judge.)     His  interpretation  of  the 
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Specification  meant  with  reference  to  the  quantity  of  hydrochloric  acid.  From 
the  very  beginning  he  had  not  interpolated  one  single  addition  other  than  the 
directions  given — that  was  to  say,  the  preparation  of  the  so-called  potaflsium 
salt  he  had  absolutely  followed.  He  had  not  attempted  to  dissolve  it  when  it 
would  not  dissolve  ;  he  had  not  added  more  hydrochloric  acid  at  the  first  stage  5 
so  as  to  get  a  solution  which  would  neutralize  the  potash,  because  there  were 
the  5  kilogrammes  of  caustic  potash  which  were  dissolved  in  20  litres  of  water 
at  boiling  point,  which  was  3^  times  the  quantity  of  potash  which  was 
required  to  get  the  base.  The  consequence  was,  in  this  case,  the  base  was 
produced  in  the  presence  of  a  strong  alkaline  solution  at  the  boiling  point.  \o 
The  result  was,  that  it  was  got  in  a  condition  which  was  highly  crystalline,  and 
that  was  one  of  the  factors,  undoubtedly,  with  regard  to  rapidity  of  attack  and 
subsequent  transition.  Witness  produced  a  number  of  tubes  which  had  all 
been  experiments,  carried  out  not  in  an  air  bath  often  used,  but  in  a  bath  of 
glycerine  or  oil,  so  there  was  absolute  uniformity  of  temperature,  and  there  15 
was  not  a  portion  ot  it  which  was  not  at  120°.  One  of  the  tubes  was  heated  for 
six  hours,  another  for  four  hours.  He  exhibited  the  tubes  to  show  the 
condition  of  the  material,  and  the  amount  which  had  passed  into  solution, 
merely  for  the  purpose  of  showing  it  was  not  one  tube,  but  that  they  all 
behaved  exactly  in  the  same  way.  He  got  the  same  percentages  in  these  tubes  20 
as  before,  following  the  mode  of  working  out  his  interpretation  of  the  SpecL- 
ticati on .     [  Witnes^s  was  cross-cram ined,'] 

Moulton^  Q.C. — Where  there  is  such  an  extraordinary  conflict  of  evidence,  the 
Court  should  direct  a  reference  to  some  competent  referee,  before  whom  the 
witnesses  should  perform  experiments,  and  he  should  make  a  report  to  the  25 
Court. 

Crijfps^  Q.C. — It  is  not  really  necessary. 

Moiilton,  Q.C. — I  take  the  statements  of  the  witnesses  as  to  what  occurred 
absolutely,  but  I  cannot  understand  the  diflFerence  of  results. 

Wills,  J. — It  is  mysterious  ;  but  one  of  your  witnesses  said  he  could  give  30 
an  explanation  of  the  failure  of  the  Defendants'  witnesses  to  get  satisfactory 
results — that  they  were  trying  not  to  do  it. 

Moulton,  Q.C. — I  do  not  suggest  dishonesty;  but  skill  may  be  given 
grudgingly.  That  is  my  own  criticism.  Dr.  Passmore  certainly  did  not 
intend  to  impute  anything.  35 

Wills,  J. — I  accept  the  disclaimer  now. 

Professor  Bernthsen^  chief  chemical  director  of  the  Badische  Company y  gave 
evidence  for  the  Defendants,  that  (5  6  was  first  put  on  the  market  in  the 
beginning  of  1893  ;  it  was  very  valuable,  worth  about  6,000Z.  per  ton,  and  that 
the  Monnet  Company  first  sold  a  similar  product,  which  it  called  tri-anisoline,  40 
only  in  the  second  half  of  the  year  189G.  The  Badische  Company  had  sold 
large  quantities,  several  tons.  The  6  G  was  completely  different  from  the 
product  derived  from  the  tetra-alkyl  rhodamine.  The  process  for  producing 
6  G  was  completely  different  from  the  process  given  in  Monnefs  patent.  In 
the  second  process,  the  Basle  process,  there  was  sulphuric  acid,  and  that  process  45 
was  completely  different  from  MonneVs  process.  The  process  used  by  the 
Defendants,  as  regards  G  G,  was  not  in  the  least  a  known  equivalent  of 
MonneVs  process  ;  what  the  witness  had  said  about  the  process  applied  equally 
to  6  G  and  3  B. 

Cripps,  Q.C,  summed  up  the  Defendants'  case. — The  Specification  should  50 
be  read  as  it  stands,  and  the  Court  should  see  whether  it  is  possible  that  it  can 
be  maintained,  when  it  has  appreciated  what  the  scientific  formulae  and  scientific 
words  actually  mean.  I  submit  it  cannot  be  maintained.  The  Specification 
here  begins  with  the  initial  error  about  the  metal,  which  error  runs  through 
the  whole  Specification,  and  is  of  the  essence  of  the  invention.  The  second  55 
formula  has  the  same  error,  and  this  formula  relates  to  the  product,  the 
auisoline,  so  that  you   have  an  impossible  start  and  an  impossible  product. 
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Mr.  Moulton  seemed  to  think  he  got  over  the  error  by  hydrogen,  bnt  that  is  not  so. 
Dr.  Bemthsen  says,  so  far  from  a  discovery  being  made,  you  only  had  an  error 
which  would  lead  people's  minds  away  from  the  real  discovery.  Dr.  BemtfiseUy 
after  much  research,  exposed  the  fallacy  of  the  result  in  1892,  and  it  was  not 
until  the  error  had  been  discovered  that  the  true  principle  of  dealing  with  the 
rhodamine  as  rhodamine  acid  for  the  purpose  of  etherification  was  discovered 
by  Dr.  Bernthsen,  Now,  going  through  the  rest  of  the  Specification,  the 
Patentee  gives  his  view  of  the  invention,  "  the  method  of  obtaining  new 
"  colouring  matters  by  substituting  for  the  metal  of  rhodamine  salts  a  simple 

10  "  alcoholic  radicle."  But  that  substitution  cannot  be  made  as  there  is  no  metal. 
There  is,  therefore,  no  invention  in  Claim  J .  The  fair  construction  of  the 
invention  in  Claim  2  is  that,  "I  have  discovered  a  method  by  which  by  the  action 
"  of  a  simple  or  compound  alcoholic  chloride  or  bromide  on  a  rhodamine  salt, 
"  e.g,y  a  potassium  rhodamine  salt,  in  the  presence  of  ethylic  alcohol,  I  can 

15  "  obtain  a  certain  dye."  But  there  is  no  rhodamine  salt.  As  to  the  third 
claim,  Mr.Moulton^  seeing  the  difficulty,  put  it  that  the  patented  invention  was 
the  product.  The  claim  is  for  the  product  obtained  substantially  in  the  manner 
set  forth  ;  such  a  claim  as  that  was  in  The  Lancashire  Explosives  Company  v. 
The  Eohurite  Explosives  Oompanij,  14  R.P.C.  303.     It  was  not  a  claim  for  the 

20  product,  however  obtained.  Mr.  Moulton  did  not  base  his  claim  to  say  the 
Defendants  were  infringing  on  the  equivalence  of  the  process,  but  on  the 
identity  of  the  product,  and  he  claims  the  product  independently  of  the  process. 
If  that  is  so,  of  course,  there  is  an  end  of  the  Plaintiff's  case.  Dr.  Passmore 
admitted  that  you  find  in  the  claims  a  claim  baaed  on  the  substitution  of  the 

25  alcoholic  radicle  for  the  metal,  which  is  a  fallacy  from  end  to  end.  I  refer  to 
Dudgeon  v.  Thomson,  L.R.  3  App.C.  34,  where  Lord  Cairns,  at  page  44,  said 
"  that  a  notion  had  been  sometimes  entertained  that  there  might  be  something 
"  like  an  infringement  of  the  equity  of  a  patent.  My  Lords,  I  cannot  think 
**  there  is  any  sound  principle  of  that  kind  in  our  law  ;  that  which  is  protected 

30  *'  is  what  is  specified,  and  an  infringement  must  be  an  infringement  of  what  is 
"  specified."  [Wills,  J.— And  claimed.]  Yes.  Mr.  Moulton  suggested  putting 
on  one  side  the  ordinary  reading,  because  he  admitted  it  was  erroneous,  and 
suggested  that  there  was  a  theory  outside  the  words  of  the  Specification,  but 
that  will  not  do.    The  third  claim  is  a  claim  for  the  product,  with  the  means  of 

35  obtaining  it.  In  Lane  Fox  v.  The  Kensington  and  Knightshridge  Electric 
Lighting  Company,  9  R.P.C.  247,  Smith,  L.J.  (then  Smith,  J.),  laid  down 
the  law,  as  regards  sufficiency  of  description,  as  follows :  **  The 
"  Specification  may  call  upon  a*  workman  to  exercise  all  the  existing 
*' knowledge  common  to  the  trade,  but  not  his  ingenuity  or  invention,  and  it 

40  "  must  not  take  the  form  of  a  problem."  Mr.  Moulton  here  says  it  is  a  problem, 
and  that  his  witnesses  say  it  is  a  problem  which  anyone  might  have  dealt  with 
at  this  date.  We  have  theoretical  problems  again  and  again  from  his  witnesses, 
but  I  submit  that  a  Patentee  cannot  give  to  the  public  merely  a  problem.  The 
Patentee  does  not  solve  the  problem,  but  we  find  an  absolute  fallacy  from  end 

45  to  end.  The  true  principle  is,  that  a  Patentee  must  not  set  people  a  problem  ; 
Morgan  v.  Seaward,  1  Webs.  P.C.,  page  196.  Dr.  Noelting  gave  evidence  that, 
if  he  had  studied  the  body,  he  believed  that  he  would  have  found  out  it  was 
not  MonneVs  body  but  an  ether ;  in  that  case  he  would  have  considered  the 
two  processes  equivalent.     Dr.  Bemthsen  has  said  that,  after  much  research,  he 

50  found  out  the  possibility  of  dealing  with  rhodamine  as  an  acid.  Mr.  Moulton 
asks  that  everything  should  be  put  aside  relating  to  the  salt,  and  that  this  new 
and  distinct  theory  should  be  read  into  the  patent.  But  I  submit  you  cannot 
go  outside  the  document  and  read  into  it  an  unsolved  problem.  It  would 
upset  all  patent  law  if  you  were  to  have  this  sort  of  case  brought  to  the  front, 

55  and  to  take,  not  what  a  man  has  specified,  but  read  into  his  Specification  an 
abstruse  chemical  problem.  In  Plimpton  -v.  Malcolmson,  L.R.  3  Ch.D.  531, 
576,  Sir  0.  Jessel,  M.R.,  said,  **  You  must  not  give  people  mechanical  problems 
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"  and  call  tliem  Specifications.  In  Simpson  v.  Holliday^  5  N.R.  340,  Lord 
Westhury  says, "  When  it  is  said  that  an  error  in  a  Specification,  which  any 
"  workman  of  ordinary  skill  would  perceive  and  correct,  will  not  vitiate  a 
"  patent,  it  must  be  understood  of  errors  which  appear  upon  the  face  of  the 
*'  Specification  ....  but  that  proposition  is  not  a  correct  exposition  of  5 
*'  the  law  if  applied  to  errors  which  are  discoverable  only  by  experiment  and 
"  further  inquiry."  It  was  clearly,  in  this  case,  an  error  requiring  research  and 
discovery.  R.  ^.Wheeler,  2  B,  and  Aid.  345,  may  also  be  cited.  The  next  point 
is  whether  MonneVs  Specification  is  limited  to  the  tetra-alkyl ;  and  the  other 
question,  that  if  it  is  so  construed  as  to  apply  to  the  di-alkyl,  it  is  anticipated  by  10 
the  German  patents.  Of  course  the  formuJsB  are  in  themselves  only  tetra-alkyl 
formulas,  but  Mr.  Moulton  suggests  that  they  might  include  di-alkyl.  That 
is  an  absolute  fallacy.  All  the  Defendants'  witnesses  took  the  view  that  these 
formulsB  were  limited  to  the  tetra-alkyl  only  ;  the  Plaintiff's  witnesses  said,  of 
course  it  is  true  that  they  are  tetra-alkyl  formulaB,  but,  taking  them  with  the  15 
letterpress,  they  might  fairly  be  construed  as  including  di-alkyl.  Supposing  a 
man  had  made  the  discovery  that  this  was  equally  applicable  to  di-alkyls,  is  it 
conceivable  that  he  would  have  left  out  all  mention  of  di-alkyls  up  to  this 
point  ?  Can  it  possibly  be  said  that  when  the  Patentee,  first  of  all,  deals  with 
phenols  limited  to  the  tetra-alkyl  group  of  the  phenol  type,  and  then  goes  to  20 
the  alternative,  the  cresol  group,  that  he  leaves  the  tetra  group  altogether,  and, 
as  regards  the  cresol,  really  changes  the  basis  of  his  invention  and  suddenly 
goes  from  the  tetra-  to  the  di-  ?  Monnet  does  not  say  one  word  about  the 
di-alkyl  in  the  substantial  part  of  his  Specification.  Is  there  any  indication  of 
the  change  from  the  tetra-alkyl  to  the  di-alkyl  ?  The  only  change  is  from  25 
phenol  to  cresol.  Anyone  reading  this  would  say  you  were  dealing  with  the 
same  rhodamines,  in  the  one  case  with  the  phenol  variety,  in  the  other  cresol. 
[Wills,  J. — Has  there  not  been  evidence  that  no  such  dialkyl  cresol  was 
known  as  an  existent  body  before  ?]  Yes,  Dr.  Passmore  said  so.  IGole/ax. — 
Dr.  Armstrong  gave  evidence  the  other  way.]  Dr.  Armstrong  only  believed  30 
there  was  a  publication  in  France.  Professor  Dewar  says  distinctly  it  was  not 
known.  Dr.  Noeltmg  said  it  was  not  known  at  that  time.  The  initial  &llacy 
of  Mr.  Moulton*s  position  throughout  comes  in  there,  because  he  cannot  put 
it  higher  than  this,  that  though  these  chemists  did  not  know  of  this  body,  they 
might  have  produced  it  by  what  he  says  is  snch  an  easy  experiment.  The  only  35 
test  here  is  whether  they  were  known  at  the  time,  and,  on  the  balance  of 
evidence,  I  submit  they  were  not  known.  Then,  as  to  the  experiments.  Sup- 
posing you  took  exactly  what  is  in  the  Specification,  taking  the  exact  terms  and 
quantities  and  so  on,  I  do  not  know  that  anyone  suggested  that  both  as  regards 
chloride  and  bromide  and  iodide  that  you  would  obtain  the  product  6  G.  Then  40 
there  is  another  class  of  experiments  ;  applying  not  exactly  what  we  find  in  the 
Specification.  Applying  what  a  chemist  would  probably  do  if  he  found  this 
did  not  act,  then  you  could  not  get  a  product  which  the  Plaintiff  says  is 
analogous  to  6  G,  and  which  we  say  is  not  a  product  in  that  sense  which  they 
could  obtain  at  all.  Supppse  you  were  to  come  to  the  conclusion,  as  a  matter  45 
of  construction,  that  di-alkyl  was  not  included  in  the  Specification,  and 
Dr.  Bernthsen's  views  were  right  ?  I  do  not  sae  that  the  experiments 
were  at  all  material.  There  is  a  further  point.  Assuming  for  a  moment 
we  are  testing,  the  di-alkyl  being  introduced  into  the  Specification. 
There  are  two  tests  ;  you  can  go  through  the  process  given  here,  or  a  process  50 
which  Mr.  Moulton  says  you  might  theoretically  arrive  at  by  what  you  are 
told  here,  differing  in  question  and  things  of  that  kind.  Part  of  this  process 
is  an  addition  of  an  amount  of  hydrochloric  acid  which  is  introduced  for 
purposes  of  reducing  solubility.  So  far  as  the  experiment-s  were  successfully 
done,  it  was  by  a  dilution  of  this  hydrochloric  acid,  which  is  necessary  in  the  case  of  55 
di-alkyl,  because  this  amount  of  hydrochloric  acid,  which  you  would  find  here, 
would  not  make  the  di-alkyl  soluble,  but  would  precipitate  it.    Suppose  (when 
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you  are  dealing  with  di-alkyl)  you  find  the  hydrochloric  acid  bo  applied  has  the 
absolutely  contrary  effect  to  what  you  desire,  and  precipitates  the  material 
which  you  want  to  keep  or  bring  into  solution.  But,  by  omitting  the  hydro- 
chloric acid  altogether  or  diluting  it,  you  get  rid  of  the  precipitation,  that  is, 
5  not  following  the  directions  of  the  Specification.  It  is  going  in  the  very  teeth 
of  them.  The  suggestion  here  is  adding  drop  by  drop  of  the  hydrochloric 
acid,  but  you  would  find  that  instead  of  what  you  are  told  would  come  about 
under  the  patent,  the  exact  contrary  would  come.  On  the  Defendants'  side,  the 
witnesses  have  not  been  able  to  produce  that  result.    Under  the  circnmstances, 

10  can  you  come  to  the  conclusion  that  the  directions  here  are  sufficient,  even  with 
this  doctrine  of  variation,  which,  I  say,  is  wholly  inadmissible,  after  what  has 
been  said  by  the  Defendants'  witnesses  ?  In  the  44,002  German  patent,  there  is 
a  further  alkylation  of  an  unalkylized  body  ;  in  the  48,731  German  patent,  you 
have  a  process  of  further  alkylating  a  di-alkyl  body.    A  good  deal  as  regards 

15  that  patent  turned  on  the  word  homologue.  Mr.  MouUon  says  homologue  only 
refers  to  what  he  calls  a  hybrid  tetra,  that  is,  having  ethyl  in  one  part  of  the 
formula,  and  methyl  in  the  other.  But  what  possible  reason  is  there  for  limit- 
ing this  word  homologue  in  this  way  ?  Why  does  it  not  refer  to  the  further 
alkylated  body  ?    There  was  no  sign  of  the  analysis  having  been  carried  on, 

20  following  out  the  further  alkylation  into  one  group  or  the  other — or  of  the 
hybrid  tetra.  It  is  simply  a  process  by  which  you  can  further  alkylate  an 
alkylated  body — a  di-alkyl  rhodamine.  The  process  is  in  No.  44,002,  and  the 
di-alkyl  in  No.  48,731,  and  you  refer  back  to  No.  44,002  for  the  process. 
Dr.  Passnwre  gave  evidence  that  "  No.  44,002  explained  a  system  of  alkylating 

25  **  non-alkylated  rhodamines,  and  that  there  was  only  one  non-alkylated 
**  rhodamine — phthalic  acid  ;  and  that  the  only  difference  between  page  4  of 
**  the  German  patent  (No.  44,002)  and  the  Plaintiif's  Specification,  page  2 
**  {ante  page  779),  as  regards  the  process  for  alkylating  the  rhodamine,^  was  the 
"  higher    temperature.      The     higher    temperature   gave    a    more  complete 

30  "  alkylation.  If  a  chemist,  with  adequate  knowledge,  applied  the  process  given 
*'  by  No.  44,002  patent  to  the  rhodamine  of  Monnet^  possible  he  would  obtain 
"  MonneVs  product."  It  is  clear  that  if  di-alkyl  was  included  in  the  Specifi- 
cation, apart  from  the  question  of  temperature,  there  was  no  difference  between 
the  processes  of  the  Plaintiff's  Specification  and  the  German  patent.   Dr.  Fried- 

35  lander  and  Dr.  Noelting  said  that  people  got  anisolines,  but  they  did  not  know 
it,  [Golefax. — ^They  were  not  suggested  to  be  separate  bodies,  but  mixtures.] 
That  is  what  the  Defendants  say  as  to  MonneVs,  That  is  what  I  put,  taking  the 
same  conditions  and  reagents  and  applying  the  process  to  the  di-alkyl  rhodatrine, 
the  process  being  the  same  in  patent  No.  44,002  and  the  Plaintiff's  patent,  the 

40  chemist  would  arrive  at  the  same  result,  only  he  did  not  know  it  was  anisoline. 
My  friend  said  that  it  was  a  mixed  product,  and  that  is  our  case.  The 
Plaintiff  calls  it  an  anisoline,  but  the  Defendants  always  said  it  was  a  mixed 
product.  [Wills  J. — I  think  Dr.  Noelting  summed  it  up  that  he  would  have 
got  by  No.  44,002  an  anisoline,  but  would  not  have  recognised  it ;  he  would 

45  have  got  mixed  bodies,  which,  even  now,  he  did  not  think  he  could  separate.] 
Yes,  that  is  our  case.  Dr.  Friedlander  said  that,  whether  you  started  with  a 
salt  in  the  one  case,  and  a  base  in  the  other,  and  whether  you  used  the  propor- 
tions you  found  in  the  German  patent  or  in  MonneVs  patent,  he  thought  you 
would  produce  in  each  case  an  anisoline.     It  may  be  summed  up,  that  when 

50  you  find  really  the  same  words  in  two  patents,  as  to  a  process  dealing  with  a 
di-alkyl  rhodamine,  the  only  difference  being  a  higher  temperature  in  one, 
when  the  one  patent  incorporates  earlier  patents  in  which  are  described  further 
alkylation  of  a  di-alkylated  body,  and,  when  in  the  second  patent,  you  find  the 
same  words  as  regards  process  and  claiming  further  alkylation,  it  seems  to  me 

55  that  there  is  as  complete  anticipation  as  you  can  possibly  have.  Mr.  MouUon 
suggested  that  Monnet  made  a  difference  by  substitution  in  the  non-amido 
group  instead  of  the  amido  group.    I  do  not  know  where  he  finds  that,  but 
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my  answer  is,  supposing  it  is  true  in  MonneVs  Specification,  then  it  is  equally 
true  in  the  prior  German  Specification,  where  yon  have  the  same  di-alkyl  to 
start  with,  and  apply  the  same  process  under  the  same  conditions,  if  you  get 
the  farther  alkylation  in  the  one  case  in  the  benzine  group,  so  you  would  in  the 
other.  I  have  not  dealt  with  homologue  at  length,  because  I  do  not  think  it  is  5 
very  material  how  you  construe  it.  There  is  no  need  to  construe  it  in  the 
limited  sense  to  which  Mr.  Moulton  refers.  On  the  simple  way  of  construing 
the  Plaintiff's  Specification,  according  to  all  precedent,  it  cannot  stand  a  moment, 
because  it  gives  a  process  admittedly  erroneous  and  untrue.  On  the  narrower 
question,  it  is  limited  to  a  tetra  and  does  not  include  a  di-.  If  it  does  include  10 
the  di-.  on  the  one  hand  it  does  not  work,  and  on  the  other  it  is  completely 
anticipated.  As  to  infringement,  I  will  begin  with  (!  G,  as  3  B  is  not  a 
commercial  product  in  the  market.  6  G  is  obtained  from  a  di-alkyl  rhodamine, 
and,  if  I  am  right  in  saying  that  Monnet' s  patent  does  not  include  a  di-alkyl 
rhodamine,  that  settles  the  case  as  to  6  G.  Then,  if  MonneCs  patent  does  include  a  15 
di-alkyl,  the  process  of  manufacture,  as  explained  by  Monfiet  for  the  transformation 
of  the  rhodamine,  is  quite  distinct  from  the  Defendants'  process  for  obtaining  6  G. 
Professor  Dewar  gave  the  process  for  obtaining  6  G  and  3  B.  I  do  not  find  there 
is  any  real  difference  in  principle  between  the  hydrochloric  acid  in  the  one  case 
and  the  sulphuric  acid  in  the  other.  What  is  the  process  in  the  PlaintiflT's  20 
Specification  ?  We  find,  so  far  as  anisolation  is  concerned,  the  application  of  a 
chloride  of  ethyl,  or  certain  equivalent  bodies,  heated  under  pressure  for  four 
hours  at  a  temperature  exceeding  100°  Cent. — about  120°  Cent.  The  pressure  is 
required  because  chloride  of  ethyl  or  bromide  or  iodide  are  very  volatile  bodies. 
And  there  is  an  absolute  direction  that  a  temperature  under  100°  Cent,  will  not  25 
operate.  Then  it  is  said  that  in  the  Defendants'  process  of  manufacture  their 
hydrochloric  acid  and  alcohol  get  into  the  form  of  the  chloride  of  ethyl  or  some 
other  chloride,  so  that,  apart  from  the  question  of  pressure  and  heat,  the 
suggestion  is,  that  the  Defendants  are  dealing  with  what  would  be  a  known 
chemical  equivalent,  namely,  the  hydrochloric  acid  and  alcohol  for  the  Plaintiff's  30 
chloride.  The  Defendants  use  a  temperature  of  80**  to  85°  instead  of  the 
Plaintiff's,  at  least,  100°.  The  Defendants  do  not  apply  it  under  pressure  or  in 
an  autoclave,  but  in  some  form  of  open  basin.  The  Plaintiff  says  that 
the  Defendants  form  a  chloride,  and  that  operates  upon  the  Defendants' 
mixture  as  the  chloride  operates  on  his  ;  and,  therefore,  the  Defendants'  35 
process  is  similar.  Dr.  Bemthsen's  evidence  was  that  the  chloride  was  not 
formed  at  the  Defendants'  temperature,  or,  if  it  was,  that  it  evaporated  at  once, 
and  had  no  influence  as  a  chloride  on  the  materials  being  dealt  with.  Moreover, 
Dr.  Bernthsen  stated  that,  in  1 882,  so  far  from  the  Defendants'  process  being  a 
known  chemical  equivalent,  it  was  not  known  at  all.  It  could  not  be  known,  40 
because  another  discovery  had  to  be  made  before  applying  the  Defendants" 
method  to  get  6  G,  being  the  discovery  that  for  the  purpose  of  etherification 
you  could  deal  with  rhodamines  as  an  acid,  or,  in  other  words,  that  in  further 
alkylating  the  di-alkyl  the  change  takes  place  in  the  phthalic  acid,  the  left-hand 
ring  in  the  formula.  It  was  only  on  making  that  discovery  that  the  Defendants'  45 
process  could  be  used.  So  long  as  Monnet  thought  it  was  a  salt,  the  Defendants' 
process  would  have  been  useless.  It  would  never  have  effected  any  transforma- 
tion if  a  person  had  worked  on  Monnsfs  view,  that  it  was  a  salt,  It  was  only 
after  Dr.  Bernthsen  had  discovered  the  fallacy  of  Monnet  that  he  was  able  to 
introduce  what  is  really  a  great  discovery — that  he  could  further  alkylate  the  50 
di-alkyls  by  adding  hydrochloric  or  sulphuric  acid  and  alcohol.  I  am  now 
dealing  with  the  dissimilarity  of  process.  Dr.  H.  E.  Armstrong^  the  Defendants' 
witness,  said  that,  by  using  the  Defendants'  process,  the  phenol  could  not  be 
transformed  into  an  anisol.  Dr.  Emilio  Noelting  and  Dr.  Passmore  agreed  as 
to  that.  It  is  commou  ground.  Dr.  Noelting  says  that,  on  reading  the  Speci-  55 
fication  of  Monnet^  he  would  not  have  considered  the  use  of  alcohol  and 
hydrochloric  acid  as  equivalent  to  that  of  chloride  of  ethyl.    That  is,  reading 
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with  the  knowledge  of  the  time.  And,  he  adds,  that  if  he  had  worked  it  out,  he 
believed  that  he  would  have  found  out  himself  that  it  was  not  MonneVs  theory 
but  an  ether  ;  that  is  to  say,  he  might  have  made  the  same  discovery  as 
Dr.  Bernthsen,  And,  he  continues,  and  makes  Dr.  Bernthsen's  further  discovery 
5  that,  for  the  purpose  of  etherificatlon,  you  could  deal  with  rhodamine  b& 
an  acid.  And,  in  that  case,  naturally  the  processes  would  have  seemed 
equivalent.  That  answer  gave  the  whole  of  the  Defendants'  case.  The 
Plaintiffs  witnesses  on  this  point,  consciously  or  unconsciously,  are  reading 
back  subsequent  knowledge  into  MomieVs  Specification.    Dr.  Noelting  does  not 

10  do  that ;  ho  draws  the  distinction.  The  Plaintiff  has  given  no  evidence  that 
6  G  could  be  produced  by  his  process.  The  witnesses  said,  theoretically,  they 
thought  it  was  a  mixture  like  the  Defendants,  but  that  is  not  the  way  of  dealing 
with  a  matter  of  this  kind.  The  Defendants  give  positive  evidence  that  6  G  was 
a  pure  product  and  the  Plaintiff's  a  valueless  mixture.     The   only  reliable 

15  evidence  as  to  that  was  that  you  only  get  166  of  valuable  material.  The  only 
other  point  is  3  B.  I  point  out  that,  taking  the  Defendants'  product  as 
something  like  3  B,  that  even  with  the  tetra  you  get  a  mixed  product,  which, 
for  commercial  purposes,  is  entirely  distinct  from  the  valuable  product  6  G.  So 
f  jir  as  the  process  was  concerned,  there  is  exactly  the  same  case  as  to  3  B  as 

20  there  is  for  6G.  The  Defendants'  process  not  only  was  not  a  known  equivalent 
for  MovneVSy  but  it  was  not  known  at  all  until  the  invention  of  the  etherificatlon 
of  the  acid  was  discovered.  The  test  to  what  minds  the  Court  should  apply,  in 
order  to  see  whether  the  patent  can  bo  properly  construed  or  not,  is  this — ^the 
skilled   workman   is   "a   working  chemist    possessed    of    knowledge   in   the 

25  "particular  industry."  That  shows  the  proper  distinction  between  an  ordinary 
skilled  workman  and  the  professional  knowledge  of  Professor  Dewar  and 
Dr.  Friedlander  and  the  other  eminent  witnesses. 

Moulton,  Q.C.,  in  reply. — I  ask  the  Court  to  decide  the  issues  separately.     (1) 
The   meaning  of    the    patent ;    (2)   the   sufficiency ;    and  (3)  the   question  of 

30  infringement.  [Wills,  J. — I  will  deal  with  this  case  on  those  lines.]  When 
I  come  to  the  evidence,  I  shall  show  that  the  Defendants'  witnesses  have  put 
forward  that  the  di-alkylated  rhodamines  are  outside  the  scope  of  the  Specifi- 
cation, because  they  will  not  work.  That  is  inadmissible.  The  document  is  to 
be  construed  as  addressed  to  the  public,  and  one  of  the  rights  of  the  public  is 

35  that  the  Patentee  is  to  tell  them  the  scope  of  his  patent.  [Wills,  J. — Yes.] 
I  submit,  firstly,  that  the  Specification  applies  to  the  whole  class  of  rhodamines. 
The  objects  of  the  invention  is  to  manufacture  new  colouring  matters  or  dyes, 
which  may  be  appropriately  called  anisolines,  from  the  bodies  known  as  rhoda- 
mines.    It  is  a  fact  that  the  bodies  known  as  rhodamines  included  and  meant  the 

40  whole  class  of  bodies  which  were  the  condensation  products  of  two  amido- 
phenol  groups  with  phthalic  or  a  similar  acid.  In  No.  44,002  patent,  "  rhoda- 
"  mine  "  had  the  amido  groups  in  their  normal  state  filled  with  two  H's  ;  in  that 
same  patent  there  were  the  tetra-alkylated  rhodamines,  in  which  these  were  all 
four  filled  with  an  alkyl.      In    patent   No.  48,731,  each  of   them   had   one 

45  hydrogen  and  an  alkyl.  The  succinic  bodies,  in  which  the  X  was  the  succinic 
acid,  are  admitted  to  be  rhodamines,  and  also  the  cresol  bodies.  The  rhoda- 
mines, therefore,  are  the  class  represented  by  that  f o'-mula,  whether  there  was 
no  alkylation,  single  alkylation,  double,  treble,  or  quadruple  alkylation,  or 
whatever   acid  there  was.      These  rhodamines  can  be   obtained   by  several 

50  processes.  There  is  the  original  process,  which  gave  the  non-alkylated  rhoda- 
mines, and  was  associated  with  a  process  which  gave  the  tetra-alkylated  products  ; 
that  was  followed  by  a  process  which  gave  the  di-alkylat^d  bodies  ;  then  one 
which  gave  the  tetra-alkylated  bodies.  Then  a  process  by  which  you  di- 
alkylated  the  tetra-alkylated  body  and  got  the  tri-alkylated  body,  or,  taking  the 

55  di-alkylated  Vody,  you  could  get  the  mono-alky lated.  The  words  "general 
"formula"  are  both  clear  and  justifiable.  A  man,  to  make  himself  clear  when 
speaking  as  to  a  general  formula,  must  show  it  is  symbolic  of  a  class.     M  is 
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the  only  letter  symbolic  of  a  class.  M  designates  any  mono-valent  metal, 
silver,  &c.  Put  M,  potassium.  It  is  not  the  general  formula  of  the  rhodamine, 
but  of  the  salt.  Salt  is  a  combination  of  an  acid  with  a  base.  A  suggestion  was 
made  that  this  points  to  it  being  a  tetra-alkylated  rhodamine  ;  that  carries  its 
antidote,  for  it  is  a  single  particular  rhodamine,  and  not  the  best  known — it  is  5 
the  tetra-methyl  rhodamine.  The  Patentee  takes  rhodamines  which  are 
known,  and  intends  what  are  called  rhodamines.    He  makes  an  anisoline,  and  i 

there  will  be  numbers  from  each  anisoline,  according  to  the  new  alkyl  group.  | 

He  forms  the  salt,  he  substitutes  an  alkyl  group  for  the  metal,  and  there  is  the 
anisoline.    The  same  step,  which  makes  phenol  into  anisol,  makes  rhodamine  10  ! 

into  anisoline.  He  takes  the  rhodamine  and  a  corresponding  methyl-anisoline, 
which  he  calls  the  rhodamine  base  and  the  anisoline  base.  On  the  evidence,  no 
one  would  be  misled  by  the  formula,  because  they  could  only  be  misled  by 
thinking  it  was  a  complete  formula  excluding  everything  else,  which  is 
ridiculous.  It  could  not  exclude  the  succinic,  the  cresol,  and  the  ethyl.  The  15 
answer  of  Dr.  Armstrong^  that  it  was  a  general  formula  as  to  the  metal,  not  as  to 
the  rhodamine,  and  that  it  only  indicated  the  kind  of  salt  the  inventor  had  in  his 
mindjWas  never[contradicted.  Dr.  Liehmann  and  Prof  essorDeit'ar  never  said  that 
the  formula  limited  them  ;  what  they  said  was,  the  formula  given  is  the  tetra, 
because  it  will  not  work  with  a  di-,  therefore  it  is  confined  to  the  tetra.  I  say  20 
that  the  Patentee  began  by  saying  he  was  dealing  with  the  whole  class  of 
rhodamines,  and  he  gives  a  particular  one  to  explain  himself.  It  would  be 
ridiculous  to  think  he  might  put  it  as  anything  but  a  specimen  formula. 
When  the  Patentee  comes  to  the  transformation  into  the  anisoline,  there 
is  a  passage  I  strongly  rely  on,  not  as  making  my  case,  but  it  is  strongly  25 
indicative  of  it.  It  is  an  example,  not  an  enumeration  ;  but  in  this  passage  it 
indicates,  and  states  absolutely,  that  in  the  handful  of  instances  the  Patentee 
takes  there  are  di -alkylated  bodies.  He  says  you  may  take  the  tetra-methylated 
body  or  a  corresponding  body,  a  quantity  of  a  salt  of  another  phenol  or  cresol 
di-methylated.  Di-methylated  is  a  case  of  di-alkylated.  No  one  would  contest  30 
that.  [  Wallace^  Q.C. — Our  argument  is,  that  di-methylated  cpmes  in  before, 
and  then  that  would  be  a  tetra.  Wills,  J, — There  is  something  subtle  about 
this,  that  a  thing  which  is  described  as  di-methyl  should  be  erroneously 
described  as  di-methylated.]     It  is  perfectly  true,  and  quite  consistently  done.  , 

If  you  put  di-methyl  rhodamine,  or  rhodamine  di-alkylated,  it  would  mean  35 
that  the  body  had  two  alkyls ;  and  when  you  take  this  meta-amido-phenol-di- 
alkylated,  the  di-alkylated  can  only  refer  to  the  whole  body.    Not  one  single 
instance  has  ever  been  found  in  which  dialkylated,  coming  afterwards,  did  not 
refer  to  the  whole  body.     If  you  had  been  wanting  to  make  it  clear  that  this 
related  to  di-alkylated  as  well  as  tetra-alkylated,  the  Patentee  begins  by  giving  40 
the  teti*a-alkylated,  and  says  a  salt  of  the  di-alkylated.    You  must  abandon  the 
natural  meaning  of  words  if  di-alkylated  is  not  to  be  included,  because  di- 
methylated  and  acethylated  are  instances  only  of  di-alkylation.    What  is  the  j 
meaning  of  speaking  of  such  previous  di-methylated  or  di-ethylated  ?    There  | 
is  no  case  where  the  adjective  coming  like  that,  qualifying  the  whole  thing,  has  45 
ever  meant  anything  but  that  it  was  a  di-alkylated  body.     The  words   di- 
methylated  and  di-ethylated  must  be  taken  in  their  ordinary  sense.    In  the 
No.  48,731  patent,  page  1,  the  Patentee  tells  of  the  di-alkylated,  on  page  2  of  the 
the  di-methyl  and  di-ethyl   rhodamine;    they  are    both  di-alkylated.     Dr. 
Armstrong  says  the  lines  12  and  20  include  all  rhodamines,  and  Dr.  Friedlander  50 
said  there  was  an  indication  that  the  di-alkylation  was  in  this  OH  group, 
because  it  was  a  transformation  into  anisoline  ;  and  the  Patentee  has  told  you 
that  anisolines  are  got  by  putting  the  alkyl  in  the  OH  group.    We  start  line  19 
with  the  di-methylated  or  di-alkylated,  and  the  di-methylated*  follows  the 
name  of  the  body,  and  there  is  no  suggestion  of  that  meaning  anything  but  55 
with  two  methyl  groups ;  and,  if  it  has  got  two  methyl  groups,  then  he  says,                  I 
*'  Here  you  may  have  not  only  a  tetra-body,  but  a  di-body."    It  is  said  that                 ' 
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nobody  knew  at  this  time  there  was  such  a  thing  as  a  di-methylated  cresol 
body.  There  is  such  a  body.  Our  witnesses  said  they  were  not  sure  that  the 
cresol  body  had  been  published  in  England.  It  is  suggested  that  people  could 
not  make  it,  but  there  is  uncontradicted  evidence  that  you  could  have  told  a 

5  man  to  make  it,  and  he  would  know  how  to  do  it.  Then  I  go  to  the  claims  ;  the 
Patentee  began  with  all  rhodamines,  and  he  ends  up  with  the  same  generality. 
He  iimply  claims,  by  the  name  of  rhodamines,  the  class  of  bodies  known  as 
rhodamines.  1  submit  all  the  rhodamines  are  in.  Now,  as  to  tbe  validity  of  the 
patent,   there  are  three  objections    made — (1)  It  is  invalid    because   of    the 

10  errors  in  the  Specification ;  (2)  invalid  because  of  anticipation  ;  (3)  invalid 
because  the  process  will  not  work  for  the  di-alkylated.  I  admitted,  in  my 
opening,  that  Monnet  was  wrong  in  his  theory.  He  believed  that  if  he  took  a 
hydrochlorate  salt,  and  precipitated  with  potassium,  he  got  a  body,  which  I  may 
call  a  phenol  salt,  in  which  potassium  was  the  base,  and  the  rhodamine  played 

15  the  part  of  the  acid  ;  in  other  words,  that  he  broke  the  right-hand  ring,  and 
put  his  two  molecules  of  metal  in  the  places  where  the  H  had  been  and  the 
two  OH's.  Bernthseriy  the  chemist  of  the  Badische  Company^  saw  it  was 
wrong.  He  had  the  wrong  oxygen  corner,  but  he  was  right  in  the  main  thing 
that  he  changed  the  type  of  base,  and  that  he  got  an  alkylation  which  made  it 

20  an  ether.  The  Badische  Company  saw  this,  and  they  took  out  a  patent  in 
which,  with  that  exception,  they  followed  Monnet,  They  got  new  dyes  from 
using  the  base,  with  a  few  variations,  in  that  way.  Monnet  made  the 
mistake  because  potassium  is  found,  and  that  misled  him.  Monnet^  obviously, 
was  so  satisfied  that  he  was  right  that  he  must  have  taken  imperfect  evidence. 

25  All  that  is  required  of  a  Patentee  is  in  good  faith  to  put  the  public  in  the 
possession  of  the  means  of  getting  the  benefit  of  the  invention.  A  blunder 
which  prevents  his  doing  that  is  a  misfortune,  and  he  bears  the  penalty ; 
a  blunder  which  does  not  prevent  the  public  getting  the  benefit  of  the  inven- 
tion is  harmless.    It  would  not  be  an  objection  to  the  validity  of  the  patent. 

30  [Wills,  J. — I  presume  the  OM  implied  that  the  rhodamine  would  behave  as 
an  acid,  or  rather  the  potassium  salt  implied  that  ?]  It  did  behave  as  an  acid, 
but  not  as  Monnet  thought.  It  turned  out  it  would  take  up  the  alkyl  with  an 
oxygen,  but  not  in  the  quasi  acid  way  that  he  thought.  [Wills,  J, — Would 
the  discovery  that  rhodamine  was  capable  of  acting  as  you  say,  as  a  quasi  acid, 

35  have  involved  the  symbolic  transference  from  one  ring  to  the  other?]  It 
would  have  involved  not  a  transference,  but  the  possibility  of  putting  the 
mono-valent  metal  where  he  shows  it.  [Gripps,  Q.C. — ^The  answer  to  the  two 
questions  is  simply  no.]  I  pointed  out  that,  so  long  as  the  practical  directions 
were  right,  there  was  no  objection  based  on  validity  of  misunderstanding  the 

40  actual  operation.  I  think  that  will  not  be  contested.  That  throws  the  question 
of  error  to  the  question  of  the  sufficiency  of  the  directions.  [Wills,  J. — Here 
is  an  accomplished  chemist,  dealing  with  a  chemical  patent,  who  states,  as 
important  parts  of  his  process,  something  which  the  slightest  experiment  would 
have  shown  him  was  wrong ;  that  would  shunt  people  on  the  wrong  track.] 

45  Not  on  a  wrong  practical  track.  [Wills,  J. — Is  that  the  sort  of  thing  which 
people  have  a  right  to  expect  in  consideration  of  the  monopoly  ?]  The  public 
have  no  right  to  expect  theoretical  teaching,  but  a  right  to  good  faith  and 
practical  directions.  It  is  obvious  Monnet  was  satisfied  he  had  the  right  theory 
of  the  change,  because  the  simple  bodies  behaved  so,  so  that  it  did  not  occur  to 

50  him  to  test  the  correctness  of  his  nomenclature.  That  was  the  cause  of  the 
error.  The  same  process,  gone  through  with  each  of  these  single  nuclei,  would 
have  been  rightly  described.  [Wills,  J. — It  is  a  proof  of  his  good  faith.]  As 
to  anticipation.  Dr.  Bemthsen  admitted  that,  when  he  got  the  suggestion  that 
you  could  ntiake  these  others  from  the  tetra-alkylated  bodies,  he  called  them 

55  new  dyes  and  believed  them  to  be  new  bodies.  The  anticipation  goes  no 
higher  than  this,  that,  when  it  is  once  discovered,  people  can  say,  "  Oh,  I  might 
"  have  seen  it  from  so  and  so,  but  I  did  not,"    The  German  patent,  No.  44,002 
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(earlier  than  the  English  patent  of  1887),  I  shall  be  able  to  show,  was  completely 
innocent  of  everything  but  the  alkylation  in  the  amido  group.  That  describes 
tetra-alkylated  rhodamine  ;  first,  rhodamine  without  any  alkyl,  and  then  both 
the  hydrogens  in  both  groups  turned  into  alkyls.  Otto  v.  Linford^  46  L.T.  35,  is 
an  authority  which  shows  that,  in  the  case  of  a  paper  anticipation,  you  must  5 
take  what  the  writing  told  the  public  and  without  variation.  The  Courts  will 
not  accept  the  constructive  knowledge  of  the  world  ;  they  will  not  admit  that  the 
world  ought  to  have  known,  what  the  world  did  not  know,  from  a  Specificatit)n  ; 
in  other  words,  taking  our  present  knowledge,  that  implies  the  PlaintiflTs 
invention.  There  is  no  suggestion  of  Monnefs  bodies  in  this  German  Specifi-  10 
cation.  IGripps^  Q.C. — The  Defendants'  point  is,  that  the  dyes  of  the  more 
bluish  shades  were  the  anisolines.]  Everyone  knows  that  the  dyes  known  as 
rhodamines,  as  you  go  up  the  scale  of  alkylation,  get  more  blue,  and  my  friend 
tried  to  represent  that  the  more  bluish  shade  points  to  anisoline.  [(7rtp/?s, 
Q.C. — It  is  admitted.]  The  result  of  the  evidence  was  that  people  did  not  15 
know  there  was  anything  but  rhodamine  there.  We  now  know  there  were 
anisolines.  It  is  a  question  of  publication,  and  the  world  did  not  know,  for 
it  was  never  told.  I  rely  on  this  that  the  German  Specification  did  not  tell  the 
world  that  there  was  anything  but  this,  namely,  the  substitution  in  the  amido 
group.  Professor  Dewar  said,  **  Looking  back  on  it  with  our  knowledge,  now  20 
"  I  say  that,  if  that  had  been  done,  it  would  have  produced  a  mixture  of  bodies 
**  in  which  there  were  anisolines.  You  are  not  warned  that  there  is  anything  here 
"  but  rhodamines."  As  to  the  second  German  patent,  it  says, "  On  heating  with 
**  alkyl  halogens,  they  are  readily  converted  into  the  tetra-alkyl  rhodamines 
"  and  their  homologues, which  have  been  described  in  the  main  patent."  This  is  25 
no  anticipation  of  Mminefs  process  ;  it  is  suggested  that  homologues  told  of  the 
existence  of  anisolines.  \_C7Hpps,  Q.C. — The  Defendants'  point  is,  the  process  on 
referring  back  to  the  main  patent  was  the  same  as  the  Plaintiff's.]  There  is 
no  reference  back  ;  it  is  on  heating  with  alkyl  halogens.  The  Defendants  say 
homologues  are  cresol  bodies — nobody  says  that  the  anisoline  would  be  called  a  30 
homologous  body.  All  our  witnesses — ^and  I  specially  rely  on  Dr.  Friedlander 
— said  this  meant  that  you  would  not  get  the  tetra-alkylated  bodies  described 
in  the  main  patent,  because  here  yon  divide  your  process  into  two,  and  you  get 
two  groups  symmetrically.  The  consequence  is,  you  get  hybrid  tetras.  Dr. 
Friedlander  said  he  understood  by  homologues  tetra-alkylated  bodies,  not  the  35 
same  as  in  the  main  patent,  but  homologues  of  them.  Dr.  Noelting  agreed.  He 
gave  evidence  that,  ten  years  ago,  nobody  would  have  thought  an  anisol  was  a 
homologue  of  the  phenol.  Professor  Meldola  also  agreed  to  that,  thongh  he 
said  it  might  mean  something  more.  [Wills,  J. — Setting  one  set  of  witnesses 
against  the  other — one  set  think  that  the  homologues  might  cover  more,  40 
and  the  other  not.]  It  is  common  ground  that  what  they  think  it  would  cover 
at  that  date  is  that  you  might  turn  it  into  a  cresol.  That  disposes  of  the  case  of 
anticipation.  I  am  reminded  that,  de  facto^  the  people  who  had  been  working 
for  years  with  the  rhodamines  recognised  the  anisolines  as  new.  As  to 
insufficiency,  I  admit  that,  io  be  sufficient,  my  process  must  work,  and  work  45 
for  all  rhodamines.  My  friend  quoted  Rex  v.  Wheeler^  2  B.  and  Aid.  345,  as 
saying  that  the  patent  is  bad  if  the  process  will  not  work.  That  is  a  well- 
established  patent  law.  The  attack  on  sufficiency  is  that  the  Defendants  say 
it  is  not  described  in  such  a  way  as  to  enable  a  person  to  carry  it  out.  They 
say  they  have  tried  it  only  with  3  B  and  6  G.  There  is  really  no  contest  that  50 
3  B  can  be  made  with  it.  Dr.  Liebmann  admitted  it.  [Wills,  J. — Yes.]  Aa 
to  6  G,  there  is  an  extraordinary  conflict  of  evidence.  It  never  occurred  to  os 
that  there  was  any  difficulty — the  evidence  of  the  Plaintiff's  experts  is,  that  they 
have  done  it  over  and  over  again.  I  am  not  concerned  to  show  that  it  tarns 
the  whole  of  the  di-alkylated  rhodamine  into  anisoline,  but  that  it  practically  55 
gives  you  a  method  of  getting  anisoline.  The  Court  must  weigh  the  evidence. 
X  think  that  the  successful  experiments  of  tb^  Plaintiff's  witnesses  are  far 
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greater  than  the  number  of  experiments  npon  the  other  side  which  led  to 
failure.  Dr.  Passmore  and  Dr.  Noelting  got  almost  the  -whole  soluble. 
Dr.  Passmore  says,  "  I  could  not  distinguish  it  from  6  G."  Dr.  Friedla^ider 
worked  MormeVs  patent,  and  found  it  produced  6  G.  It  was  almost  entirely 
5  soluble.  Dr.  Noelting  had  no  difficulty  in  obtaining  aniaolines  under  MonneVs 
process.  Dr.  Armstrong  said  there  were  sufficient  directions  to  carry  out 
this  successfully  with  di-alkylated  rhodamines.  There  was  complete  aniso- 
lation  with  the  bromide  taking  place  with  the  greatest  readiness.  Arthxir 
Greene  got  almost  complete  etherification  or  anisolation  of  the  di-alkyl  rhoda- 

10  mine.  In  the  second  experiment  he  took  ethyl-alcohol  and  methyl-chloride, 
and  he  took  a  test  of  colour.  There  was  no  unaltered  rhodamine.  I  now 
go  to  the  evidence  of  the  Defendants.  First,  Professor  Dewar^  who  got 
16*6  per  cent,  of  a  colouring-matter  soluble  in  water.  The  residual 
amount,    83*4    per  cent.,  was    the    insoluble    unattached  original  substance, 

15  together  with  any  other  substance  that  was  insoluble.  Such  a  product 
did  not  resemble  6  G.  Dr.  Dewar  made  further  experiments,  and 
produced  tubes  containing  results.  They  may  show  there  is  not  complete 
solution,  but  there  is  some  anisolation,  and  some  of  the  solution  may  be  6G. 
The  Defendants  have  admitted  that  in  their  3  B,  their  commercial  product,  there 

20  is  10  per  cent,  of  the  unaltered  rhodamine.  Professor  Meldola  only  got  17^  per 
cent,  soluble  matter.  He  got  it  in  the  form  of  a  reddish  powder,  and  thought 
it  was  a  oiixture  ;  and  I  cannot  help  the  Court  as  to  Dr.  Meldold*s  failure. 
Dr.  Liehmann  repeated  his  processes,  and  got  perfectly  different  results.  I 
can  understand  a  man  failing  once,  but  what  I  do  not  understand  is  that  there 

25  is  repeated  success  on  one  side  and  repeated  failure  on  the  other.  It  is  quite 
evident  that  persons  who  have  just  taken  the  Specification,  and  done  exactly  what 
the  Specification  tells  them  to  do,  have  succeeded,  and  not  once  only — Greene 
succeeded  twice  straight  off.  Dr.  Armstrong  again  and  again,  Dr.  Pdssmore  also 
the  same,  and  so  did  Dr.  Friedlander,    When  persons  just  taking  the  directions 

30  of  the  Specification  succeed  repeatedly,  you  cannot  say  that  a  patent  giving 
such  directions  has  not  given  sufficient  directions.  What  more  can  a  Patentee 
do  ?  That  the  Defendants'  witnesses  quite  failed  seems  to  me  astonishing.  In  the 
case  of  the  "  Incandescent  Fibre  Lamps,"  Edison  gave  a  dozen  ways  of  making 
them.   Professor  Dewar,  Mr.  Girninghayny  and  other  gentlemen  gave  evidence 

35  thatthey  could  make  them  ;  on  the  othersideMr.  Crooks,  Dr.  Silvanus  Thompson, 
Dr.  Tidy,  Mr.  Swinburne,  and  four  or  five  other  gentlemen  said  they  had  utterly 
failed.  Kay,  L. J.,  referred  it  to  Sir  Gabriel  Stokes  as  a  referee,  before  whom  it 
was  done  by  boys  and  girls  after  just  a  little  practice.  There  was  no  other  such  a 
case  of  insufficiency  against  a  patent,  but  the  Court  of  Appeal  held  it  could  be 

40  done,  and  by  boys  and  girls.  The  mere  fact  that  great  authorities,  whose  bond 
fides  are  accepted,  fail  to  make  the  directions  succeed  is  not  sufficient  if  you 
have  evidence  that  it  can  be  done.  The  case  was  Edison  v.  Holland,  5  R.P.C.  459. 
Kay,  L.J.,  decided  against  the  patent,  but  the  Court  of  Appeal  reversed  him. 
The  Plaintiffs  witnesses  have  had  unvaried  success.    On  the  other  hand,  the 

45  Defendants'  evidence  shows  a  more  or  less  varied  failure.  The  balance  of 
evidence,  I  submit,  is  in  favour  of  success.  This  is  the  only  unsettled  point  in 
the  case,  and  I  submit  that  an  opportunity  should  be  given  to  each  party  of 
showing  their  methods  before  somebody  who  is  a  competent  referee.  I  admit 
that,  if  the  patent  v^ill  not  work  for  6  G,  it  is  invalid.     [  Wallace,  Q.C. — The 

50  reference  in  Edison  v.  Holland  was  by  agreement  between  the  parties. 
Wills,  /.—I  do  not  think  it  will  be  necessary.]  I  want  to  go  to  the  question 
of  the  process.  The  only  question  I  can  isolate  in  a  defined  form  is  this  : — That 
the  Patentee  imagined  you  would  want  a  certain  amount  of  hydrochloric  acid 
for  the  purpose  of  making  the  chloride  ;  that  he  was  wrong  in  thinking  so 

55  much  was  wanted  ;  that  6  G  is  insoluble  in  fairly  concentrated  hydrochloric 
acid ;  and  that,  therefore,  the  addition  of  hydrochloric  acid  would  throw 
down  the  6  G,  and  mix  it  with  the  precipitate  of  the  unchanged  rhodamine 


840  REPORTS  OP  PATENT,  DESIGN,        [Oct.  27, 1897. 


Monnet  v.  Beck^ 


which  was  there.  I  suggest  an  answer  to  that.  The  precipitation  depends  on 
the  concentration  of  hydrochloric  acid.  If  you  dilute  it  with  a  certain  amount 
of  water,  it  will  not  produce  precipitation.  It  is  an  error  really  making  no 
difference.  It  was  also  said  by  Dr.  Liehmann  that  if  there  were  too  much  hydro- 
chloric acid,  it  might  take  up  a  certain  amount  of  the  unaltered  rhodamine.  5 
That  does  not  matter,  because  it  can  be  thrown  down  by  sea  salt.  There  is  a 
suggestion  as  to  insufficiency,  which  I  think  is  abandoned,  namely,  the  insolu- 
bility of  the  di-alkyl  in  making  potassium  salt.  It  seems  a  similar  objection  was 
made  in  The  Badische  Anilin  und  Soda  Fahrik  v.  Levinstein^  4  R.P.C.  449, 
T..R.  12  App.  Cases,  page  722.  That  is  the  very  thing  which  has  happened  10 
here,  and  Lord  Herschell  thought  there  was  nothing  in  it.  I  am  going 
to  take  it  that  the  patent  works  for  6G,  and  it  is  admitted  that 
it  does  for  3B  ;  and  I  am  going  to  the  point  of  infringement. 
The  Defendants  say  you  made  a  blunder  about  potassium  salt; 
your  claims  are  inexplicably  mixed  up  with  that,  and  the  blunder  15 
ruins  your  patent.  I  will  examine  the  claims  to  see  whether,  in  any  way  feirly 
construed,  they  are  such  as  to  render  the  patent  insufficient  to  include  infringe- 
ments. The  Defendants  do  not  start  from  potassium  salt,  but  from  a  base 
which  is  substantially  what  the  Plaintiff  calls  a  potassium  salt.  We  only 
allege  infringement  of  Claim  3.  The  Plaintiff  claims  anisolines  made  in  any  20 
way  ;  when  a  man  makes  a  new  body,  there  is  nothing  to  prevent  him  claiming 
the  body  as  new.  As  soon  as  he  has  discovered  one  way,  there  may  be  other 
ways  found  of  producing  the  result.  But  there  is  no  doubt,  in  English  law, 
that  there  may  be  a  product  claim.  It  has  always  been  held  that,  if  a  man 
claims  anything  as  novel,  he  must  show  the  practical  way  of  obtaining  it ;  but  25 
it  does  not  follow  that  he  must  show  every  way.  There  is  no  case  throwing 
any  doubt  on  his  getting  a  patent  for  the  thing  itself.  [WILLS,  J. — Are  there 
any  cases  on  the  point  ?  CinppSy  Q.C.,  said  it  was  quite  new  to  him  that  a 
product  could  be  claimed  as  apart  from  the  process.  He  referred  to  the 
Roburite  case,  13  R.P.C.  429, 14  R.P.C.  303.]  Moulton,  Q.C.— In  that  case  the  30 
claim  was  for  an  explosive  material,  bellite,  formed  of  two  substances  which 
were  mixed  after  heating,  so  that  one  coated  the  other.  {^Wallace^  Q.C. — The 
House  of  Lords  decided  against  the  claim,  saying  that  only  the  process  was 
claimed  and  not  the  product.]  Precisely,  and  they  did  not  decide  that  you 
could  not  claim  a  product.  In  the  Nobel  case,  11  R.P.C.  519, 12  R.P.C.  164,  35 
Nobel  claimed  a  powder  by  the  mixture  of  soluble  nitro-cellulose  and  nitro- 
glycerine. Their  Lordships  upheld  the  patent,  though  they  said  there  was  no 
infringement,  as  the  Defendants  used  insoluble  nitro-cellaloee.  The  claim  in 
that  case  was  clearly  for  a  product  and  was  held  good.  In  Vortverk  v.  Euans^ 
7  R.P.C.  371,  Cotton,  L.J.,  decided  that  it  was  a  claim  for  the  waistband,  40 
substantially  as  set  forth,  and  said  he  did  not  decide  that  because  there  could 
not  be  a  patent  for  a  new  thing,  provided  it  was  new,  for  it  would  be  going 
against  principle.  That  is  a  perfectly  general  statement  that  you  can  have  a 
patent  for  a  perfectly  new  thing.  There  is  nothing  to  exclude  a  product  claim. 
The  statutes  simply  speak  of  invention  and  give  no  limitation.  In  the  45 
Roburite  case,  13  R.P.C.  431,  the  House  of  Lords  decided  that  the  explosive 
material  was  a  mixture  of  compounds  which,  after  being  mixed,  are  heated  so 
that  one  surrounds  the  other,  and  that  the  Defendants'  was  not  an  infringement, 
as  the  compounds  were  only  mixed,  and  not  heated  so  that  one  surrounded  the 
other.  In  Muntz  v.  Foster^  2  Webs.  92,  there  was  an  alloy  in  certain  50 
proportions,  and  that  was  held  to  be  protected.  In  the  third  claim,  the  Patentee 
here  claims  a  new  product  to  give  that  result  from  the  process  I  set  forth.  In 
the  first  claim  it  is  the  process ;  in  the  last,  the  product  simply,  whatever  be 
the  process,  but  it  is  that  which  any  process  will  yield.  If  I  am  right  in  saying 
that  the  first  claim  is  for  the  process,  and  the  third  for  the  product,  I  seo  no  theo-  55 
retical  error  which  would  prevent  the  public  from  knowing  what  they  are  not  to 
take.    There  is  no  doubt  (tbout  3  B,  and  I  thinly  we  h^tv^  succeeded  ^  to  6  O, 
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The  pecnliarity  of  these  bodies  is,  that  they  are  a  slightly  more  bluish  shade, 
there  is  much  greater  solubility,  and  they  are  fast  afta  light. 

Wills,  J. — The  first  question  to  be  determined  is  what  is  the  construction  of 
the  Specification  ?     "The  object  of  this  invention,"  says  the  Patentee,  " is  to 
5  "manufacture  new  colouring  matters  or  dyes,  which  may  appropriately  be 
"  called  '  anisolines,'  from  the  bodies  known  as  rhodamines."    A  subsidiary 
question,  not  without  its  importance,  will  be  dealt  with  hereafter,  viz.,  whether 
the  patent  applies  to  di-alkylated  rhodamines  as  well  as  to  tetra-alkylated.     It 
ift  *^  ^^*  necessary  for  my  present  purpose  to  go  into  this  question,  and  I  will 
1"  assume  for  the  moment  that  the  Specification  applies  to  both  classes,  and  to 
unalkylated  rhodamines — in  fact,  to  the  whole  of   the  rhodamine    bodies, 
whether  in  commercial  use  or  not.     I  am  anxious  in  my  first  examination  of 
the  patent  to  avoid  almost  all  controversial  matter.    The  patent  proceeds  to 
t  K  ^^^®  *  formula,  which,  it  appears  to  me,  may  be  described  as  a  formula  for  the 
10  salts  formed  by  a  particular  rhodamine  with  mono-valent  metals.    I  will  deal 
with  it,  however,  for  the  present  purpose,  as  merely  a  specimen  intended  to 
illustrate  the  chemical  constitution  of  the  metallic  salts  of  the  whole  family  of 
rhodamines.     It  will  be  observed  that  the  formula   contains  the  expression 
9(\  ^^^ '  ^'  ^^  *^®  Patentee  tells  us,  means  any  mono-valent  metal.    I  do  not  stop 
^y  to  explain  the  expression,  as  I  do  not  think  it  is  necessary  for  the  present 
purpose,  and  I  am  anxious,  as  far  as  I  can,  to  strip  the  question  of  construction 
of  any  unnecessary  technicalities.    It  is  sufficient  to  say  that  there  are  several 
mono-valent  metals,  including  at  least  potassium,  sodium,  lithium,  and  silver. 
It  is  clear  from  this  formula  that  Monnet  conceived  he  had  got  a  rhodamine  salt 
^  of  the  type  illustrated  thereby.     The  next  few  lines  of  his  Specification  indi- 
cate  that  for  the  metal  of  this  salt  may  be  substituted  certain  organic  compounds 
called  simple  or  compound  alcoholic  radicles,  and  he  says  it  is  by  this  substitu- 
tion that  he  has  succeeded  in  forming  his  new  colouring  matters,  whereof,  he 
says,  "the  constitution  is  so  and  so,"  the  so  and  so  beingexpressed  in  a  formula. 
^      There  can,  I  think,  be  no  doubt,  from  the  language  of  the  Specification  both 
down  to  this  point  and  in  the  Claims  1  and  2,  that  this  he  considers  to  be  of 
the  essence  of  his  invention.     It  is  very  clearly  expressed  in  lines  12  to  15 
(ante  page  778,  lines  4  to  7).    It  is  illustrated  by  the  formula,  and  it  is  placed 
beyond  all  doubt  by  the  language  of  Claims  1  and  2.    Claim  1  claims  "the 
oo  "  process  of  obtaining  new  colouring  matters  or  dyes  by  substituting  for  the 
"metal  of  rhodamine  salts  a  simple  or  compound  alcoholic  radicle."     The 
Specification  proceeds  with  two  paragraphs  which  are  no  essential  parts  of  the 
patent,  for  at  this  point  the  chemical  expression  of  the  result  aimed  at  by  the 
Patentee  is  complete,  but  which  explain  the  analogies  which   have  led  the 
*U  Patentee  to  give  to  his  new  substances  the  name  of  anisolines.    They  consist 
essentially  of  a  symbolic  statement  of  the  change  by  which  phenols  generally 
are  transformed  into  anisols,  and  by  which  a  phenol  of  a   particular  type 
entering  into  the  constitution  of  the  rhodamine  he  has  illustrated  in  the 
.  -  fo"nula  previously  referred  to  is  transformed  into  its  corresponding  anisol,  and 
*•>  he  says  that  he  gives  the  name  of  anisolines  to  his  new  colouring  matters  on 
account  of  the  analogies  offered  by  these  changes. 

It  is  a  chemical  fact,  about  which  there  is  no  dispute,  that  the  transformation 
described  in  the  formula  of  a  phenol  into  an  anisol  cannot  be  eflfected  save  by 
a  double  substitution,  viz.,  the  substitution  of  a  metal  for  the  hydrogen  of  the 
W  hydroxyl  followed  by  the  substitution  of  the  alcoholic  radicle  for  this  metal. 
The  natural  construction,  therefore,  that  the  Patentee  is  laying  great  stress  upon 
what  I  may  call  the  metallic  element  of  his  Specification,  and  that  he  founds 
his  substitutions  upon  the  existence  of  that  element  is  greatly  strengthened  by 
this,  which  I  may  call  the  illustrative  section  of  the  Specification.  I  pass  over 
i>i)  the  fourth  formula  at  the  top  of  page  2  (ante  page  779),  because  admittedly  the 
same  supposition — what  I  may  call  in  popular  language  the  metallic  hypothesis 
—is  involved  in  that  formula  as  well  as  in  the  others. 

8u 
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The  rest  of  the  Specifi|^ion  is  mainly  concerned  with  a  concrete  example, 
expressed  otherwise  than  m  symbols,  of  the  processes  previously  described,  and 
detailed  instructions,  of  experimental  character,  are  given  for  the  preparation  of 
the  potassium  salt  of  a  particular  rhodamine  and  for  its  subsequent  transforma- 
tion into  the  corresponding  anisoline,  with  a  suggestion,  the  extent  of  which  ^ 
will  be  discussed  hereafter,  that  rhodamine  salts  other  than  the  particular  one 
taken  may  be  used. 

The  example  begins  by  taking  a  definite  hydrochlorate,  which  is  the 
commercial  salt  of  a  rhodamine  and  adds  the  formula  expressive  of  the  manner 
in  which  that  is  to  be  transformed  into  a  potassium  salt — a  specific  instance  of  10 
the  general  metallic  formula.  It  is,  in  fact,  the  first  formula  with  the 
substitution  of  K,  which  means  potassium,  for  the  more  general  M„  which 
stands  for  any  metal  of  that  mono-valent  class  to  which  potassium  belongs. 

We  are  then  told  lines  10  to  17  {ante  page  779,  lines  9  to  15),  how  we  may 
in  practice  prepare  the  potassium  salt.  This  is  the  aim  of  the  first  paragraph  of  I^ 
experimental  directions,  and  this  potassium  salt  is  to  be  the  substance  on  which 
the  further  transformation,  experimental  directions  for  which  are  given  in  the 
succeeding  paragraphs,  is  to  be  worked.  With  the  exception  of  a  paragraph  at 
the  top  of  page  3  (ante  page  780,  line  10),  immaterial  for  the  present  purpose, 
there  is  nothing  more  in  the  Specifications  except  the  claims.  * 

Had  there  been  no  claims  I  do  not  see  how  it  is  possible  on  these  materials 
(which  really  involve  no  single  disputed  matter  of  feet)  to  doubt  that  the  two 
things  upon  which  Monnet  was  laying  stress  from  beginning  to  end,  and 
which  he  emphasised  alike  in  the  formula,  both  directly  and  by  analogy,  and 
in  the  examples  were  : — (1)  The  arrival  at  the  metallic  rhodamine  salt ;  (2)  the  25 
substitution  for  that  salt  of  an  alcoholic  radicle. 

It  is  admitted  that  the  opening  formula  was  new,  and  that  by  it  the  Patentee 
announced  that  he  had  discovered  a  metallic  salt  for  the  metal  of  which  the 
alcoholic  radicles  could  be  substituted.  The  elaborate  directions  for  arriving 
at  the  potassium  salt,  the  production  of  which  is  treated  at  the  end  of  the  first  30 
chapter  of  the  process  from  which  the  second  chapter  starts,  indicate  the 
importance  attached  to  it  by  the  Patentee  no  less  than  its  presence  in  each  of 
the  claims  for  process.  Each  of  those  claims  embodies  as  the  invention  the 
substitution  of  the  alcoholic  radicles  for  the  metal  of  the  rhodamine  salts  ^  as 
"  hereinbefore  described  "  or  as  '*  hereinbefore  set  forth."  It  is  conceded  that  35 
the  only  novelty,  down  to  the  production  of  the  salt,  lay  in  the  fact  that  an 
unsuspected  metallic  salt  had  been  discovered.  The  symbolic  expression  of  the 
process  is  complete  at  the  end  of  the  second  formula.  The  part  which  expressed 
the  discovery  of  the  metallic  salt  is  contained  in  the  first  formula.  The  symbolic 
expression  of  the  first  formula,  particularised  down  to  the  case  of  the  potassium  40 
salt,  is  contained  in  the  last  formula  given  under  the  heading  of  "  Example  of 
*'  the  preparation  of  the  potassium  ^t  of  a  rhodamine."  It  brings  out  the 
particular  OK  instead  of  the  general  OMi,  and  the  potassium  salt  is  then  the 
datum  from  which  the  next  important  part,  the  "transformation  into 
*«  anisoline,"  starts.  45 

•  For  the  present  purpose  I  have  nothing  to  do  with  whether  formula  or 
process  was  right  or  wrong,  practicable  or  impracticable,  whether  it  did  or  did 
not  involve  errors,  material  or  immaterial.  Such  considerations  are  only 
disturbing.  What  the  effect  of  the  construction  may  be  on  questions  of  validity, 
novelty,  or  infringement,  is  beside  the  question.  Mr.  Moulton^  in  his  very  50 
masterly  and  ingenious  reply,  dealt  with  them  all  before  approaching  the  vital 
question,  viz.  :  what  the  Patentee  claims  as  his  invention,  and  only  approached 
it  at  the  very  end  of  a  two  days'  discussion.  I  ventured  to  remind  him  then 
that  I  should  be  obliged  to  reverse  the  process  and  consider  first  of  all  what  the 
Specification  describes  and  claims.  55 

It  seems  to  me  that,  when  once  it  is  grasped  that  the  idea  of  the  metallic  odt 
was  a  new  one,  and  that  the  Patentee  considered  it  a  new  one,  it  is  impod8ibIe» 
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applying  the  ordinary  principles  of  construction,  not  to  say  that  it  lies  at  the 
root  of  the  invention  claimed.  How  can  the  process  of  obtaining  anisolines  by 
substituting  an  alcoholic  radicle  for  the  metal  of  the  rhodamine  salts  mean 
anything  else  than  that  the  Patentee  claims  as  the  process  the  treatment  (by 
5  substitution)  of  that  metal  ?  Either  the  whole  process  or  the  substitution — ^and 
it  matters  little  which — is  claimed  "  as  herein  described."  But  the  description 
tallies  with  the  claim  in  this  respect ;  and,  whether  by  the  actual  formulas 
applicable,  by  the  formula  given  for  the  analogical  transformation  of  the  phenols 
into  the  anieiols,  or  by  the  account  given  in  English  words  of  the  particular 

10  example  chosen  to  illustrate  the  process,  emphasises  what  I  may  call  the 
metallic  element  of  the  patent. 

It  appears  to  me,  therefore,  that  when  the  Patentee  claims  the  method  of 
obtaining  the  dyes  by  substituting  for  the  metal  of  rhodamine  salts  an  alcoholic 
radicle  as  hereinbefore  described,  he  is  in  unmistakable  language  claiming,  as 

15  involved  in  the  process,  two  things — (1)  The  creation  of  the  new  salt ;  (2)  the 
substitution  of  the  alcoholic  radicle  for  the  metal  of  that  salt,  though  it  is,  in  my 
opinion,  of  no  practical  consequence  whether  his  claim  be  considered  to  include 
both  of  these  elements  or  only  the  second. 

The  third  claim  is,  "  As  new  products  the  colouring  matters  or  dyes  herein- 

20  **  before  called  anisolines  obtained  substantially  in  the  manner  set  forth."  Mr. 
Moulton  argues  that  the  words  "  obtained  in  the  manner  set  forth  "  are  mere 
words  of  identification  of  substances,  so  to  speak,  and  that  really  they  ought  to 
be  struck  out,  and  the  claim  read  as  if  it  were,  "  As  new  products  anything 
"  identical  with  the  substances  produced  by  my  process,  no  matter  by  what 

25  "  process  obtained." 

I  very  early  in  the  case  expressed  my  opinion  that  this  was  not  the  natural 
meaning  of  the  language  used,  and  that  the  claim  was  confined  to  colouring 
matters  obtained  by  the  process  described,  or  (which  for  the  present  purpose  is 
the  same  thing)  by  any  process  which  could  then  have  been  said  to  be  chemically 

30  equivalent  to  the  process  described,  and  I  remain  of  this  opinion.  The  phrase, 
"  The  anisolines  obtained  in  the  manner  set  forth,"  is,  I  agree  with  Mr.  Moulton^ 
very  much  the  same  as  "  The  anisolines  which  are  obtained  by  my  process." 
Mr.  Moultoriy  however,  wants  to  discard  the  words  **  obtained  "  or  **  which  are 
*'  obtained  by  my  process,"  and  to  read  the  phrase  as  equivalent  to  "  anisolines 

35  "  which  it  is  possible  to  obtain  by  my  process,  whether  so  obtained  or  not."  In 
my  opinion  this  is  straining  language,  and  if  the  Patentee  had  meant  to  say  so 
he  should  have  said  it  plainly.  One  office  of  the  claim  is  to  warn  off  other 
people.  Could  anyone  suppose  that  the  words  of  the  phrase,  "  obtained  by  my 
"  process,"  were  mere  words  of  description  or  identification,  and  that  in  spite 

40  of  them  the  Patentee  was  claiming  a  monopoly  which  covered  products  not 
obtained  by  his  process  ?  Suppose  any  one  had  claimed  to  have  made  anisolines 
before  by  some  other  process,  and  Monnefs  patent  had  been  attacked  on  the 
score  that  the  claim  was  broad  enough  to  include  them  ?  Would  not  his  answer 
have  been  conclusive  :  "  I  do  not  claim  all  anisolines,  but  only  those  made  by 

45  **  my  process  ?  " 

I  decide  this  question  as  to  the  third  claim,  not  on  the  ground  that  there 
could  not  be  a  patent  for  all  anisolines  as  new  things,  but  adopting  the  words 
of  GottoUy  L.J.,  in  Vorwerk  v.  Evans,  7  Patent  Reports  265,  271,  that,  having 
regard  to  the  whole  of  this  Specification,  it  is  not  a  claim  to  anisolines  only, 

50  but  to  those  made  in  the  way  pointed  out  by  the  Specification.  The 
colouring  matters  obtained  in  the  manner  set  forth  are  what,  in  my  opinion,  he 
claims  as  new  products.  It  is  objected  that  this  construction  does  not  carry 
the  invention  beyond  the  first  and  second  claims,  but  that  is  constantly  the  case 
with  product  claims,  and  in  every  case  it  depends  upon  the  language  of  the 

55  Specification.  "  My  object,"  says  the  Patentee  here,  "  is  to  manufacture  new 
"  colouring  matters.  I  describe  my  process,  and  I  claim  the  new  dyes  obtained 
*^  in  the  manner  described  as  new  products."    I  do  not  say  for  a  moment  that 
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it  was  not  competent  for  him  to  claim  similar  dyes,  however  produced ;  my 
objection  is,  that  he  does  not  do  so  in  fact.  I  cannot  tell  why,  but  I  do  know 
this,  that  to  have  done  so  would  have  opened  a  new  field  of  possible  danger. 
I  mention  it  only  by  way  of  illustration  for  the  present,  that  one  of  the  points 
made  by  the  Defendants  is  that  if  the  claim  includes  non-alkylated  bodies  of  5 
the  anisoline  type,  it  is  bad  because  they  were  known  before.  The  objection 
might  have  been  that  anisolines  of  one  kind  or  another  had  existed  and  been 
known  as  anisolines  before.  The  Patentee,  by  the  form  of  his  claim,  has 
precluded  any  such  objection  from  being  raised. 

If  I  am  right  in  my  construction  of  the  third  claim,  it  practically  disposes  of  10 
the  action,  for  it  is  not  alleged  that  the  Defendants  have  infringed  the  process. 
The  Statement  of  Claim  and  Particulars  of  Breaches  make  this  abundantly  clear, 
and  though  a  substantial  attack  was  made  and  kept  ap  to  the  last  against  the 
Defendants*  process  as  being  the  equivalent  of  MonneVs^  and  therefore  as 
constituting,  even  upon  the  construction  I  am  adopting,  an  infringement  of  the  15 
third  claim,  it  was  so  completely  answered  by  the  evidence  of  Dr.  Bemthsen 
that  it  disappeared  altogether  from  Mr.  MoultorCa  reply.  Never  did  a  case  of 
infringement  of  process  more  absolutely  break  down.  Dr.  Noelting^  called  for 
the  Plaintiff,  said  that,  according  to  the  knowledge  of  1892,  the  Defendants' 
process  was  not  the  chemical  equivalent  of  Monnefs.  Dr.  Bemthsen^  the  20 
principal  chemist  of  the  Badische  Works^  demonstrated  that  chemically  the 
reactions  involved  in  the  two  processes  were  essentially  different.  He  gave  his 
evidence  with  remarkable  straightforwardness  and  even  impartiality,  and  I 
entirely  believe  him.  He  told  us  that  it  was  not  for  many  months  after  his 
Company  had  bought  from  Monnet  the  German  patent  corresponding  to  the  25 
English  patent  now  sued  upon,  and  applied  it  to  the  tetra-alkylated  form  of 
rhodamines,  in  respect  of  which,  however,  it  turned  out  a  commercial  failure, 
that  he,  or  the  chemists  working  with  him  or  under  him,  made  the  discovery, 
"  entirely  new  and  unexpected,"  that  a  rhodamine  could  be  "  esterified " 
by  alcohol  and  hydrochloric  acid,  which  implied  that "  rhodamine  could  behave  30 
"  like  an  acid."  The  Defendants'  process  is  based  upon  that  fact.  Nothing,  it 
is  conceded,  in  MonneVs  Specification  so  much  as  suggested  such  a  fact,  and 
therefore  it  is  a  cajie  as  completely  free  from  any  shadow  of  infringement  as  is 
possible,  unless  the  third  claim  gives  the  Patentee  all  anisolines,  no  matter  how 
different  from  his  own,  and  the  process  by  which  they  were  made.  35 

On  the  other  hand,  if  Monnet's  Specification  has  in  its  third  claim  this 
wide  application,  no  matter  how  free  the  Defendants'  may  be,  both  morally 
and  legally,  from  any  infringement  of  process,  they  have  infringed  in  fact ;  and 
therefore  the  construction  of  the  third  claim  goes  to  the  very  heart  of  the 
controversy.  40 

Before  I  leave  the  question  of  construction,  I  had  better  deal  with  another 
point  upon  which  controversy  has  been  long  and  warm.  Does  the  Specification 
include  the  anisoline  products  from  di-alkylated  rhodamines  ?  To  make  this 
controversy  clear,  I  will  mention  that  the  Defendants  did  make  an  anisoline 
called  3  B  made  from  the  tetra-alkylated  rhodamine.  They  made  it  under  the  45 
German  version  of  MonneVs  English  patent,  which  they  had  bought  from 
Monnet.  But  it  did  not  answer  commercially — it  was  not  a  good  dye — and 
they  have  long  since  ceased  to  make  it  or  sell  it,  and,  so  far  as  this  action  is 
concerned,  it  raises  no  issues  of  any  practical  importance,  save  as  to  eoeta 
They  make  another  dye  of  extreme  value,  sold  at  6000/.  a  ton,  called  6  Q,  made  50 
by  their  own  process  from  di-alkylated  rhodamines.  If  the  Specification 
does  not  cover  the  products  of  anisolation  from  di-alkylated  rhodamines,  6  G 
would  be  out  of  the  question  altogether  on  that  account.  If  the  Specification 
does  cover  the  product  made  from  di-alkylated  rhodamines,  then  6G  is  involved 
in  all  the  other  elements  of  controversy.  55 

At  the  date  of  the  patent,  three  classes  of  rhodamines  were  known,  viz., 
un-alkylated,  di-alkylated,  and  tetra-alkylated.    The  tetra-alkylated  were  the 
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only  ones  which  practically  entered  into  commerce,  but  the  others  were  known, 
and  some  slight  attempts  had  been  made  to  use  the  di-alkylated.  But  they 
were  not  easily  soluble  and  made  almost  useless  dyes.  As  chemical  substances, 
however,  the  whole  of  them  were  perfectly  known.  They  were  obtained  by 
5  differing  processes. 

The  Specification  begins  :  "  The  object  of  the  invention  is  to  manufacture  new 
'^  colouring  matters  or  dyes  from  the  bodies  known  as  rhodamines."  Nothing 
can  be  more  general,  and,  so  far,  I  can  see  nothing  here  to  limit  the  Specification 
to  one  or  two  out  of  the  three  classes.     "  These  rhodamines,"  it  goes  on — and 

10  this  phrase  again  is  general — "  can  be  obtained  by  several  processes  and  form 
"  salts,  the  general  formula  of  which  is,''  and  then  follows  the  symbolical 
expression  for,  not  rhodamines  or  their  salts  in  general,  but  for  a  salt  of  a  par- 
ticular di-methyl-tetra-alkylated  rhodamine.  There  are  also  di-ethyl,  di-amyl, 
and  some  other  tetra-alkylated  rhodamines.    The  expression  "  general  formula  " 

15  is,  therefore,  not  a  happy  one.  It  is  not  a  general  formula  for  the  salts  of  all 
rhodamines,  but  a  general  expression  for  the  salts  formed  by  all  rhodamines 
with  mono-valent  metals.  The  Defendants  say  that,  inasmuch  as  all  the 
formulae  are  applicable  only  to  tetra-alkylated  bodies  and  the  tetra-alkylated 
rhodamines,  were  practically  the  only  ones  in  commercial  use,  and  as  the 

20  ^^  example,"  in  which|English  is  used  instead  of  the  formula,  starts  with  a  tetra- 
alkylated  body,  there  is  a  strong  presumption  that  the  Patentee  was  thinking 
only  of  tetra-alkylated  bodies. 

I  do  not  think  this  reasoning  satisfactory.  The  opening  phrases  are  perfectly 
general.     "General  formula"  fits  neither  view,  and  it  is  clear  that  he  was 

25  giving,  instead  of  a  general  formula,  a  specific  example,  which  cannot  be  made 
to  cover  all  the  subjects  with  which  the  patent  deals,  from  my  point  of  view, 
and  I  thiuk  the  expression  **  general  formula  "  really  means  a  formula  which 
may  be  taken  as  a  type,  the  question  still  remaining  how  much  it  is  to  typify. 
I  think  it  lies  upon  those  who  would  deprive  the  general  words,  "  the  bodies 

30  "  called  rhodamines "  amd  "  these  rhodamines "  of  their  natural  meaning  as 
covering  all  the  rhodamines  without  exception,  to  make  it  out  from  the  rest  of 
the  Specification,  and  I  think  they  fail  to  do  so.  I  think  further  that  there  is  a 
passage  which,  when  once  understood,  settles  the  question  by  showing  that  the 
di-alkylated  bodies  were  included.    It  is  as  follows  : — "  Six  kilogrammes  of 

35  '*  potassiumsalt  of  di-methyl-meta-amido-phenol-phthaleine  or  the  corresponding 
**  quantity  of  the  salt  of  another  amido-phenol  phthaleine  "  (which  it  is  common 
ground  should  be  read  as  "  another  meta-amido-phenol-phthaleine  ")  "  or  meta- 
*'  amido-cresol-phthaleine  di-methylated  or  di-ethylated,"  &c.  I  will  try  and 
translate  this  into  something  a  little  less  embarrassing  to  myself  at  all  events. 

40  I  should  premise  that  there  are  rhodamines  in  which  cresol  takes  the  place  of 
phenol,  but  which  in  other  respects  are  extremely  similar  ;  that  a  meta-amido- 
phenol  phthaleine  means  a  rhodamine  of  the  phenol  type  and  a  meta-amido-cresol 
phthaleine  means  a  rhodamine  of  the  cresol  type  ;  and  that  either  of  these  long 
names  may  be  preceded  by  di-methyl,  di-ethyl,  di-amyl,  and  similar  prefixes ; 

45  that,  according  to  the  chemical  nomenclature  of  the  day,  when  di-methyl  or 
di-ethyl,  &c.,  are  found  before  meta-amido-phenol  phthaleine  or  meta-amido- 
cresol  phthaleine,  they  undoubtedly  were  used  to  qualify  not  the  whole 
expression,  but  the  amidogen  in  either  phenol  or  cresol,  as  the  case  might  be  ; 
and,  when  so  used,  they  indicated  that  the  rhodamine,  whether  of  the  phenol 

50  or  cresol  type,  was  tetra-alkylated.  I  need  not  attempt  an  explanation  of  the 
symbolism  by  which  these  ideas  are  expressed.  I  am  anxious  to  clear  the  case 
entirely,  if  I  can,  of  complications  which  have  been  to  me  most  bewildering, 
but  which,  as  it  seems  to  me,  1  can,  with  propriety  and  advantage  for  all 
purposes  of  this  judgment,  entirely  discard.    It  is  sufficient  to  say  that  the 

55  evidence  of  very  distinguished  chemists  seems  to  establish  what  I  have  stated, 
and  that  there  is  really  no  substantial  controversy  about  it  so  far.  It  is .  also 
dear,  curious  as  it  seems  to  an  outsider,  that  no  instance  in  chemical  literature 
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of  the  day  can  be  fonnd  in  which  the  adjective  "  di-methylated  "  or  "di-ethy- 
"  lated  "  has  ever  been  need,  ae  the  prefix  di-methyl  or  di-ethyl  is,  for  the 
purpose  of  qualifying,  in  the  expression  "  meta-amido-phenol  phthaleine "  or 
"  meta-amido-cresol  phthaleine,  the  phenol  or  the  cresol  member .  of  the 
compound  word,  in  which  case  it  would  indicate  undoubtedly  tetra-alkylation,  5 
but  that  when  used  it  invariably  qualifies  the  name  as  a  whole,  and  so  applied 
in  the  present  case  means  a  di-alkylated  rhodamine  salt,  the  alkyl  being  methyl 
or  ethyl  as  the  case  may  be.  We  may  now,  I  think,  translate  the  phrase  as 
follows  : — '^  Six  kilogrammes  of  potassium  salt  of  a  tetra-alkylated  phenolic 
**  rhodamine  or  of  another  phenolic  rhodamine  or  cresolic  rhodamine  di-alky-  10 
^'  lated.''  It  seems  to  me  impossible  not  to  see  that  di-alkylated  products  were 
proposed  to  be  dealt  with.  "  Di-alkylated  "  must  refer  to  the  cresolic  rhoda- 
mine, whether  it  goes  any  further  back  or  not — and  it  seems  to  me  impossible 
to  doubt  that  there  is  a  clear  reference  to  the  applicability  of  the  process  to 
di-alkylated  bodies  of  some  sort  belonging  to  the  rhodamine  family.  It  is  said,  15 
and  truly  said,  I  believe,  that  no  di-alkylated  cresol  was  known  at  that  time ; 
but  the  answer  is  a  good  one  that  cresolic  and  phenolic  rhodamines  are  so  very 
closely  allied  that  no  skilled  chemist  would  have  any  difficulty  in  adapting  the 
known  methods  of  making  a  di-alkylated  phenolic  rhodamine  to  making  a 
di-alkylated  cresolic  rhodamine.  Nor  is  it  of  any  purpose  to  observe,  as  20 
undoubtedly  I  see,  that  the  sentence  is  an  awkward  one — that  it  may  be  difficult 
to  say  whether  "another"  should  be  read  as  meaning  "a  di-ethyl"  or  "a 
"  di-amyl "  as  against  "  a  di-methyl,"  in  which  case  no  di-alkylated  phenolic 
rhodamine  would  be  enumerated,  or  as  meaning  *'  a  di-alkylated "  as  against 
*^  a  tetra-alkylated  type  of  rhodamine,"  and  that  in  no  case  is  the  enumeration  25 
complete,  since  "  di-methylated  "  or  "  di-ethylated,"  Ac,  is  clearly  tacked  on  to 
"  cresolic  rhodamine,"  and  so  the  tetra-alkylated  form  of  cresolic  rhodamine  is 
left  out  in  the  cold.  There  is  abundance  to  show  that  the  Specification  is  not 
as  well  drawn  as  it  might  have  been  ;  but  it  seems  to  me  enough  for  the  present 
purpose  to  say  that  there  is  an  unmistakable  indication  that  at  least  one  di-  30 
alkylated  rhodamine  was  expressly  mentioned.  I  agree,  now  I  have  heard  all 
the  evidence  as  to  what  a  skilled  chemist  does  and  does  not  require  to  be  told, 
that  such  an  indication  would  convey  very  clearly  to  his  mind  that  the  whole 
family  of  rhodamines,  un-alkylated,  di-alkylated,  and  tetra-alkylated  are  within 
the  Specification.  35 

I  have  now  finished  what  I  have  to  say  on  the  question  of  mere  construction, 
and  I  go  to  what  seems  to  me  the  next  question  in  convenient  order. 

Is  the  patent,  as  I  construe  it,  a  valid  one  ?     I  have  at  present  avoided  so 
much  as  a  hint  at  the  remarkable  fact  upon  which  so  much  in  this  case  turns. 
This  metallic  salt,  which,  beyond  all  doubt,  is  the  starting  point  from  which  40 
the  process  claimed  sets  out,  is  not  only  non-existent,  but  impossible.    With  a 
profound  and  implicit  trust  apparently  in  symbols  which  I  do  not  profess  to 
understand,  Monnet  assumed  that  the  first  stage  of  the  process  described  led 
him  to  the  starting  point  of  his  claim,  and  gave  him  a  potassium  salt.    The 
very  simplest  experiment  would  have  shown  him  that  it  did  not  exist  in  fact,  45 
and  it  is  now  conceded  that  it  is  an  impossible  product.    How  it  was  arrived 
at  theoretically  we  have   never  been  told.    Monnet^  who  has   been   present 
throughout,  was  not  called,  and  I  do  not  know  that  I  should  have  derived  any 
help  from  knowing.    The  fact  remains.    When  he  says,  **  I  claim  the  method 
'*  of  obtaining  anisolines  by  substituting  for  the  met^  of  rhodamine  salts  an  50 
"  alcoholic  radicle,"  he  was  proposing  to  substitute  an  alcoholic  radicle  in  anon- 
existing  and  impossible  chemical  combination.    What  he  had  really  got  was  the 
rhodamine  base  of  the  hydrochlorate  of  rhodamine  with  which  he  set  out.    It 
seems  to  me  that  looking  at  what  it  is  that  he  claims  in  the  most  unmistakable 
language  this  cannot  be  a  good  claim.    Chemical  reactions  are  surely  as  much  55 
a  part  of  a  chemical  process  as  the  admission  of  steam  into  a  cylinder,  or  the 
&11  of  a  hammer,  or  the  dropping  of  a  bar  into  a  slot,  would  be  parts  of  a 
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mechanical  process.  If  there  is  one  thing  more  than  another  which  is  insisted 
upon  in  the  patent  as  of  its  essence,  it  is  the  chemical  reaction  or  groap  of 
reactions  which  constitute  a  substitution  for  an  impossible  thing. 

It  is  said,  on  the  other  hand,  "  This  is  only  a  mistake  of  theory.    The  Patentee 

5  "  describes  his  process.    He  arrives  at  a  rhodamine  base  which  he  calls  a  salt, 

"  but  he  only  makes  that  substance  the  starting  point  of  a  fresh  process  which 

"  works  out  the  desired  result.    He  might  as  well  have  called  it  Cherry  Blossom 

"  or  Kaspberry  Vinegar  (provided  the  public  were  not  able  to  get  anything 

**  under  that  name  except  by  the  process  he  described),  and  it  would  have  done 

10  "  equally  well,  and  the  misnomer  would  have  been  equally  harmless."    The 

argument  is  taking,  but  I  do  not  think  it  is  sound.     I  do  not  know  how  many 

days  were  taken  up  in  eliciting  from  great  chemists  and  practical  dyers  that 

by  the  process  described  you   could  get  the  required  result ;   and  that  the 

misnomer  would  not  have  troubled  them  or  affected  their  operations.    There 

15  is  a  question,  which  I  do  not  want  to  discuss  at  present,  whether  the  process 

will  work  ;  but  putting  that  aside,  I  am,  of  course,  bound  to  accept  what  these 

eminent,  and  I  am  glad  to  be  able  to  say  also  truthful,  and  eminently  truthful, 

gentlemen  state.    But  it  seems  to  me  beside  the  mark.    I  do  not  care  to  discuss 

the  question  whether,  out  of  the  materials  in  the  Specification,  a  valid  patent 

20  might  have  been  made.    But  it  seems  to  me  that  Monnet  has,  throughout 

his  Specification,  and  still  more  in  his  claims,  driven  the  error  so  deep  down 

into  the  process  claimed  that  it  is  impossible  to  adopt  the  "  benevolent "  style 

of  construction  contended  for  on  his  behalf. 

It  is  plain  that  Monnet  thought  it  a  great  discovery  that  he  could  produce 
25  this  metallic  salt  as  the  thing  to  work  from.    The  mere  process  down  to  the 
supposed  formation  of  this  salt,  and  even  down  to  the  formation  of  the 
anisoline,  i.e.,  from  line  5  to  line  25  of  page  2  of  the  Specification  {ante  page  779, 
lines  5  to  24),  save  for  the  supposed  formation  of  the  potassium  salt,  and  a  slight 
variation  of  temperature  in  the  second  part,  was  not  new.     It  was  all  to  be 
30  found  in  the  prior  Oerman  patents  of  the  Badische  Company,    The  variation 
in  temperature,  notwithstanding  some  difference  of  opinion  on  the  subject, 
appears  to  me  to  be  of  the  very  slightest  consequence.    Dr.  Friedlander  said  that 
the  third  portion  of  the  directions,  beginning  at  line  26  {ante  page  780,  line  1), 
were  unnecessary  and  unless  my  memory  deceives  me,  one  of  the  Plaintiff's 
35  witnesses  said   that  the  Specification  would,  if  anything,  have  been  better 
without  them.    If  the  directions  were  simply  immaterial,  and   so  much  a 
matter  of  course  that  a  good  chemist  would  not  have  needed  them,  it  was 
necessary  (so  far  as  process  was  concerned)  to  find  something  new  before  you 
got  to  line  25  of  page  2  {ante  page  779,  line  24),  by  which  time  the  anisolation 
40  was  complete,  under  which  circumstances  one  can  understand  the  importance, 
from  MonneVs  point  of  view,  of  giving  a  new  character  to  his  process  by 
making  the  most  of  the  use  of  the  metallic  salt  which  he  thought  he  had 
invented.    Accordingly  he  makes  that  metallic  salt,  it  seems  to  me  as  to  process, 
the  very  pivot  of   his  invention.      If   he  had    proposed  to  start  with  the 
45  rhodamine  base,  which  his  metallic  salt  really  was,  he  must,  of  course,  have 
claimed  a  process  beginning  with  that  base.    It  was  impossible,  as  Dr.  Fried- 
lander  has  told  us,  for  a  chemist,  with  the  knowledge  of  that  day  only,  to  have 
said  whether  the  transformation  of  a  rhodamine  base  into  an  anisoline  could  have 
been  effected  by  the  same  process  as  the  transformation  of  the  metallic 
50  rhodamine  salt. 

It  seems  to  me  that  you  may  put  it  in  two  ways,  either  of  which  is  fatal  to 
the  patent.  It  may  be  said,  "  You  are  claiming  an  impossible  process,'*  which 
cannot  be  the  subject  of  a  patent,  or  if  it  be  urged  that  Monnefs  specifi- 
cation, apart  from  the  claim,  does  not  really  describe  a  process  depending  upon 
55  a  metallic  salt,  then,  "You  are  claiming  a  process  which  is  not  the  one 
"  you  have  described,"  which  is  equally  fatal. 
I  am  of  opinioui  theref  ore,  that  the  patent  is  invalid. 
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I  proceed  to  deal  very  shortly  with  the  remaining  qnestions,  viz. :  Has  the 
patent  been  anticipated  ?  Will  the  directions  work  ?  The  discussion  as  to 
anticipation  is,  as  regards  its  technical  aspects,  extremely  difficult  for  a  person 
not  deeply  versed  in  organic  chemistry  to  follow.  Mr.  Mmilton^  who  is 
obviously  an  excellent  chemist,  was  good  enough  to  make  a  generous  excuse  5 
for  my  difficulties  by  telling  me  that  he  and  his  learned  friends  had  been 
receiving  instruction  for  three  or  four  weeks  before  they  came  into  Court,  and 
had  found  it  hard  work  to  grasp  the  symbolism  and  the  intricate  reactions 
involved.  To  me,  it  was  as  if  I  had  been  called  upon  to  apply  the  differential 
calculus  to  the  most  difficult  problems  before  I  had  been  introduced  for  a  10 
week  to  that  powerful,  but  by  no  means  obvious,  method  of  dealing  with 
abstract  quantities  and  infinitesimal  relations.  Indeed,  my  chief  difficulty  in 
this  case  has  been  to  disentangle  from  an  overwhelming  mass  of  technicalities 
the  matters  really  material  to  the  questions  at  issue.  A  battle  royal  has 
raged  over  the  meaning  of  the  expression,  "their  homologues."  Amido  15 
and  non-amido  groups,  right-hand  and  left-hand  rings,  formulse,  uncouth 
compounds,  full,  to  the  chemists,  of  meanings  which,  from  time  to  time, 
I  seemed  to  grasp  only  to  lose  them  again,  have  been  placed  on  the  board 
and  manoeuvred  like  so  many  chess-men,  and  each  side  has  claimed  the 
victory  ;  but  the  net  result  of  this  portion  of  the  inquiry  seems  to  me  to  be  20 
capable  of  being  stated  in  one  or  two  very  simple  sentences.  The  suggested 
anticipation  lies  in  this  :  the  patents  of  the  Badische  Company  had  led  them  to 
make  a  composite  substance  consisting  of  both  anisolines  and  rhodamines  mixed. 
But  no  one  knew  that  this  was  the  fact ;  and  if  Monnet' s  process  works,  it  has 
separated  the  anisolines,  and  so  produced  a  dye  greatly  better  than  the  mixture.  25 
It  seems  to  me  that  whatever  of  pregnant  suggestion  may  or  may  not  have  been 
wrapped  up  in  the  expression  "  and  their  homologues,"  as  to  which  the  scientific 
witnesses  differ,  this  is  not  the  sort  of  anticipation  that  could  damage  a  patent. 

But  will  the  process  described  work  and  produce  the  anisolines  practically 
unadulterated,  or  can  it  not  be  depended  upon  to  do  so,  and  is  it  just  as  likely 
in  perfectly  competent  and  willing  hands  to  bring  out  a  substance  very  much 
the  same  as  the  mixture  of  anisolines  and  rhodamines  just  described,  or  even 
worse  ?    This  question  applies  to  the  di-alkylated  products  only.    The  tetrar 
alkylated  are,  it  is  admitted,  capable  of  being  obtained  by  the  process.    It  is 
astonishing  that  such  a  question  should  be  left  in  doubt.    There  is,  however,  35 
upon  this  point  the  most  contradictory  evidence,  and  evidence  which  I  am 
absolutely  satisfied  is  given  in  equal  good  faith  on  both  sides,  and  represents 
the  results  of  experiments  conducted  on  the  part  of  the  Defendants'  witnesses 
with  a  perfect  willingness  to  succeed.    In  consequence  of  my  supposing,  ^  ^   .^ 
am  glad  to  be  told  erroneously,  that  an  imputation  was  cast  upon  the  honesty  40 
of   the  attempts  made  by  the  Defendants'  witnesses  to  work  the  process,  I 
watched  their  demeanour  and  their  style  of  auswering  with  the  utmost  attention, 
and  I  am  perfectly  satisfied  that  they  did  their  very  best  to  make  th©  process 
work,  and  if   I    refer  in  particular  to  Professor    Meldola^  it  is  not  for  the 
purpose  of    drawing   invidious  comparisons,  but  because  it  was    Professor  45 
Meldola's  answers  that  removed  altogether  some  doubts  I  had  felt  as  to  the 
great  latitude,  as  it  seemed  to  me,  claimed   on  behalf   of   the    Plaintiff  in 
carrying  out  the  direction s,  and  the  very  large  extent  to  which  the  Plaintiff's 
witnesses  said  that  a  skilled  chemist  ought  to  be  able  and  willing  to  modify, 
according  to  circumstances,  the  process  described,  and  to  clear  out  of  the  way  50 
difficulties  which  might  occur  as  he  went  along.    Professor  Meldola  not  only 
treated  this  as  a  matter  of  course,  but  obviously  threw  the  whole  resources  of 
his  knowledge  and  skill  into  the  task.    The  result  was,  that  the  Plaintiff's 
witnesses  got  very  nearly  complete  success  ;  the  Defendants'  witnesses  could 
only  got  about  17  per  cent,  of   the  anisoline  adulterated  with  about  83  per  55 
cent,  of  rhodamine,  a  product  absolutely  different  from  that  represented  in  the 
Specification, 


30 
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There  are  two  or  three  other  facts  to  be  noticed.  First.  The  Defendants* 
witnesses  do  not  profess  to  have  found  any  difQcnlty  with  the  process  as 
applied  to  the  tetra^kylated  rhodamines.  This,  however,  is  only  material 
upon  the  question  of  good  faith  as  to  which,  it  seems  to  me,  after  having  seen 
5  and  heard  the  gentlemen  to  whom  it  would  apply,  impossible  to  entertain 
a  doubt.  Secondly,  the  Defendants,  the  Badische  Company^  bought  from 
Monnet  the  Oerman  patent,  which  is  practically  the  equivaJent  of  the  English 
patent  now  under  consideration,  except  that  it  was  confined  to  the  working 
upon  the  tetra-alkylated  commercial  rhodamine — so  at  least  Dr.  Bemthsen  says 

10  — and  there  is  no  doubt  that  he  thought  so,  which  is  the  same  thing  for  the 
present  purpose.  They,  therefore,  had  not  tested  the  process  as  applied  to  the 
di-alkylated  rhodamines.  MonneVs  evidence  would  have  been  acceptable  as 
to  the  result  of  his  own  working  upon  the  di-alkyls.  But  he  was  not  called. 
I  do  not  want  to  put  too  much  stress  upon  snudl  matters,  but  I  do  not  rely 

15  greatly  upon  the  fact  that  he  was  not  called.  But  what  is  more  important  is 
that,  although  MonneVs  patent  is  five  years  old,  there  is  no  evidence  that 
an  ounce  of  the  di-alkylated  anisolines  made  by  his  process  has  ever  been  put 
upon  the  market.  Monnet  is  a  manufacturer ;  and,  although  it  does  not  matter 
how  he  makes  his  dyes  so  far  as  the  question  of  infringement  is  concerned, 

20  evidence  that  his  process  had  been  used  commercially  would  have  been  of 
much  more  value  than  the  evidence  of  chemists  who  had  produced  a  few 
granmies  in  test  tubes. 

What  ought  I  to  conclude  as  to  the  practicability  of  the  process  ?    It  seems 
to  me  difficult  enough  to  arrive  at  any  positive  conclusion.    On  the  one  hand, 

25  the  Plaintiff  has  called  more  witnesses  who  have  made  more  experiments  than 
those  made  by  the  Defendants'  witnesses,  and  probably  as  the  proper  type  of 
the  **  skilled  workman  "  Mr.  Greene  is  a  more  representative  man,  as  being  a 
practical  dyer,  than  any  of  the  very  eminent  scientific  chemists  called.  Dr. 
Liebmanny  however,  called  for  the  Defendants,  had  also  a  kind  of  experience 

30  which  has  associated  him  very  closely  with  the  practical  commercial  side  of 
chemical  work  in  dyes.  I  am  quite  satisfied  of  the  good  faith  of  Dr.  Liebmann^ 
and  of  his  real  desire,  after  he  had  heard  the  evidence  for  the  Plaintiff,  to 
follow  exactly  the  typical  process  as  conducted  by  Dr.  Noelting^  described  in 
writing  by  him,  and  admitted  to  be  a  perfectly  fair  exhibition  of  the  process  in 

35  the  Specification,  and  to  discover,  if  he  could,  the  source  of  the  remarkable 
discrepancy  between  the  two  sets  of  witnesses.  Evidence  of  this  kind  can 
hardly  be  tallied.  Its  quality  rather  than  its  quantity  must  be  tested^and  I  am 
greatly  impressed  with  the  Defendants'  witnesses  as  well  asvdth  the  Plaintiff's. 
If  I  were  to  draw  a  conclusion  from  the  evidence  as  it  now  stands,  I  think  I 

40  should  say  that  success  or  failure  probably  depends  upon  some  very  subtle 
conditions  not  appreciated  or  discovered,  and  not  pointed  out  by  the  Specifica- 
tion, a  conclusion  which  I  think  could  hardly  surprise  anyone  who  has  listened 
for  a  fortnight  to  the  chemical  details  of  this  case.  But  I  should  hesitate  to 
arrive  at  a  definite  conclusion  without  further  investigation,  and  a  report  ttoiox 

45  an  independent  expert.    Ingenuity,  learning,  and  skill  have  been  lavished  upon 

the  attempt  to  discover  how  the  differences  of  result  can  be  accounted  for,  but 

to  no  purpose.    In  the  view,  however,  which  I  take  of  the  rest  of  the  case,  I 

may  safely  leave  this  question  undecided. 

The  question  of  identity  of  products  as  between  the  result  of  the  PlaintifTs 

50  process  and  6  6  is  complicated  by  the  same  difficulty  as  that  which  attends  the 
question  of  the  practicability  of  the  process,  and  I  do  not  think  it  possible 
to  settle  it  without  further  investigation.  It  seems  to  me  that  the  Plaintiff 
himself  did  not  get  the  sort  of  result  which  Professor  FHedlander  and 
some  other  of    the    Plaintiff's  witnesses    arrived   at ;    for    if    he    had    got 

55  complete  solubility  as  they  did,  he  would  hardly  have  given  the  direc- 
tion at  line  28  of  page  2  (ante  page  780,  line  3)  to  add  hydrochloric  acid  which 
Dr.  Friedlander  says  was  in  order  to  dissolve  something  not  up  till  then 

3x 
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dissolved.  Dr.  Friedlander  thinks  these  directions  wholly  unnecessary  and  he 
nsed  no  hydrochloric  acid,  because  he  had  got  complete  solubility  without  it. 
Dr.  Armstrong  at  this  stage  got  only  60  per  cent,  of  soluble  matter  and  40  per 
cent,  of  insoluble  matter  which  he  treats  as  clearly  not  anisoline,  a  circumstance 
which  strengthens  my  impression  that  there  are  subtle  conditions  undiscovered  5 
which  affect  the  working  of  the  process  up  to  this  point.  Dr.  Dewar*s  results 
Were  substantially  the  same  as  Dr.  Armstrong's.  One  thing  is  clear.  Anisola- 
tion  ends  with  line  25  (ante  page  779,  line  24)  and  if  anyone  succeeds  in  getting 
more  stuff  into  solution  by  the  end  of  the  process  it  must  be  the  rhodamine  base, 
in  which  case  the  product  would  be  a  mixture  of  anisoline  and  rhodamine,  which  10 
is  the  Defendants'  contention.  If  I  am  right  in  the  rest  of  my  judgment,  it  is  not 
necessary  to  settle  a  question  which  appears  to  me  open  to  very  great  doubt  and 
difQculty. 

It  seems  to  me  that  a  great  part  of  Mr.  MouUoh's  reply  consisted  of  the 
attempt  to  show  that  Monnet  had  made  a  great  discovery,  and  that  his  15 
Specification  contains  great  merits,  and  of  asking  me  so  to  construe  the 
Specification  as  to  include  a  great  deal  that  is  not  in  it.  It  is  plain,  from  even 
this  short  review  of  the  complicated  matters  involved,  that  Monnet j  whose 
real  discovery  seems  to  have  been  that  the  Badische  Company  had  made 
anisolines  without  knowing  it,  must  have  had  great  difficulty  in  formulating  20 
what  was  his  invention  as  distinguished  from  his  discovery^  that  he  was  more 
or  less  compelled  to  frame  his  Specification  as  he  did,  and  that  to  have  claimed 
products  simply  without  any  reference  to  process  would  have  landed  him  in  a 
iresh  crop  of  difficulties  of  a  very  serious  kind. 

For  the  reasons  I  have  given  my  judgment  must  be  for  the  Defendants.  25 

I  shall  make  a  special  order  as  to  costs,  which  will  relieve  the  Master  from 
an  impossible  task,  and  do  more  justice  than  a  direction  that  costs  should 
follow  the  events.  The  investigation  has  been  materially  lengthened  by  defences 
which  have  not  succeeded,  though  in  any  case  it  must  have  been  a  very  long 
one,  and  I  think  I  shall  do  substantial  justice  by  directing  the  Master  to  tax  as  30 
if  the  Defendants  had  succeeded  upon  everything,  and  to  give  his  final  allocatur 
for  two-thirds  of  the  sum  so  arrived  at.  This  order  is  more  favourable  to  the 
Plaintiff  than  a  direction  to  tax  according  to  the  events,  but  I  am  satisfied 
that  it  is  juster.  I  direct  the  Master  to  allow  the  printed  shorthand  notes, 
including  the  speeches  of  counsel,  the  printing  of  which  have  in  this  case  35 
materially  assisted  me,  and  to  tax  the  costs  upon  the  higher  scale. 

Colefax. — ^As  to  one  small  point,  I  should  tell  your  Lordship  that  there  was 
an  agreement  as  to  the  shorthand  notes. 

Wills,  J. — Then  of  course,  if  that  is  so,  that  may  be  struck  out.  I  say 
nothing  about  the  shorthand  notes.  40 

"    WaUacey  Q.C. — ^Will  your  Lordship  certify  for  three  Counsel  in  this  case  ? 

Wills,  J.— Yes. 

Wallace^  Q.C. — ^Then  there  will  be  a  certificate  that  we  have  proved  our 
Particulars  of  Objections,  or  that  our  Particulars  of  Objections  were  reasonable 
and  proper,  and  that  they  were  proved.    It  is  a  matter  of  form.  45 

Wills,  J. — Of  coarse  many  of  the  Particulars  of  Objections  I  should  be 
prepared  to  certify  were ;  but  I  do  not  want  to  draw  a  distinction  between 
them  It  is  impossible.  My  striking  off  one-third  of  the  costs  v^as  meant  to 
meet  all  that. 
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In  the  High  Court  of  Justice.— Qubbn's  Bench  Division. 

Be/ore  Mr.  Justice  Wills. 

August  4th,  1897. 

The  Pneumatic  Tyre  Company,  Ld.,  and  Others  v.  The  English 
Cycle  and  Tyre  Company. 


Patent, — Action  for  infringement. — Alleged  prior  iiser. — Production  of 
Provisional  Specification  of  abandoned  patent. — Power  of  Court  to  allow 
production  at  trial. — Patents y  Ac.  Acty  1885 ^  Sec.  4. 

An  action  for  infringement  of  a  patent  having  been  brought,  the  Defendant 
10  9^t  up  (inter  alia)  t?ie  defence  of  prior  user.  On  the  Defendant  being  called  and 
cross-examined,  the  Plaintiffs^  Counsel  called  an  official  from  the  Patent  Office 
to  produce  the  Provisional  Specification  of  an  invention,  in  respect  of  which  the 
Defendant  had  applied  for  Letters  Patent,  but  had  subsequently  abandoned 
the  application.  The  Defendant  questioned  the  jurisdiction  of  the  Court  to 
15  allow  production. 

Held,  that  notwithstanding  Sec.  4  of  the  Patents,  Ac.  Act,  1885^  the  Court  could 
allow  production  of,  and  reference  to,  such  Provisional  Specification  for  the 
purposes  of  the  administration  of  justice^ 

The  Defendant  subsequently  consented  to  judgment  being  entered  against 

20  ^*^' 

On  the  16th  of  September  1890,  Letters  Patent  (No.  14,563  of  1890)  were 

granted  to  Charles  Kingston  Welch  for  an  invention  of  "Improvements  in 

rubber  tyres  and  metal  rims  or  felloes  of  wheels  for  cycles  and  other  light 

vehicles.'*    The  Provisional  and  Complete  Specifications  will  be  found  in  the 

25  report  of  The  Pneumatic  Tyre  Company^  Ld.  v.'  The  Ixion  Patent  Pneumatic 
Tyre  Company,  Ld.^ 

The  validity  of  such  Letters  Patent  was  upheld  in  the  said  action  and 
also  in  The  Pneumatic  Tyre  Company,  Ld.  v.  Casswell,  13  R.P.C.  164,  and 
The  Pneumatic  Tyre  Company,  Ld.  v.  The  East  London  Rubber  Company^ 

30  14  R.P.C.  77  and  573. 

On  the  17th  of  May  1896,  The  Pneumatic  Tyre  Company,  Ld.,  and 
TTie  Dunhp  Pneumatic  Tyre  Company,  Ld.,  in  whom  the  said  Letters  Patent 
were  vested,  commenced  this  action  in  the  Chancery  Division  (subsequently 
transferred  to  the  Queen's  Bench  Division)  against  The  English  Cycle  and  Tyre 

35  Company  (under  which  name  the  Defendant,  Thomas  William  Tupper,  traded) 
for  infringement  of  the  said  Letters  Patent,  claiming  the  usual  relief.  The 
Defendant,  by  his  Defence,  denied  (1)  that  Charles  Kingston  Welch  was  the 
first  or  true  inventor  of  the  invention  described  in  the  said  Letters  Patent^ 


This  case  will  be  reported  snbseqnently. 
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(2)  ipfringement,  and  (3)  the  novelty  of  the  said  invention.  By  his  Piurticnlaw 
of  Objections,  in  addition  to  repeating  (1)  and  (3)  of  his  Defence,  he  alleged 
prior  c^ser  by  the  manufacture  and  sale  and  user  of  articles  made  according  to 
the  alleged  invention  by  the  several  persons  hereinafter  named,  viz. : — (1)  By 
Thomas  William  Tapper^  in  the  autumn  of  the  year  1889  and  the  spring  of  the  5 
year  1890,  at  London  House,  Brighton  Road,  Redhill,  in  the  County  of 
Sussex ;  (2)  by  William  Frederick  Tupper,  on  the  23rd  of  July  1890,  and  the 
€th  of  August  1890,  and  on  various  oooasionB  during  the  year  1890  at  London 
House  |if  oresaid  prior  to  the  date  of  the  said  Letters  Patent ;  (3)  and  (4)  by  other 
persons  therein  specified.  10 

This  v^s  the  trial  of  the  aotion. 

Moulton,  Q.C.,  Roger  Wallace,  Q.C.,  J.  C.  Graham,  and  A,  J.  Walter 
(instructed  by  J.  B.  andF.  Purchaee)  appeared  for  the  Plaintiffs ;  Terrell,  Q.C., 
and  W.  P,  Rylands  (instructed  by  Cooper)  appeared  for  the  Defendant. 

Moultotiy  Q.C.,  opened  the  Plaintiffs'  case,  and  put  in  the  certificate  of  validity  15 
of  the  Letters  Patent. 

Terrell,  Q.C.,  then  opened'  the  case  of  prior  user  set  up  by  the  Defendant, 
after  which  Thomas  William  Tupper,  the  Defendant,  was  called,  and  gave 
evidence  in  support  of  the  allegations  contained  in  his  Particulars  of 
Objections.  The  witness  describes  tyres  made  by  him  having  cords  or  80 
wires  in  pockets  at  the  edges  and  resisting  the  air  pressure  by  inextensibility. 
In  cross-examination  by  Moulton,  Q.C.,  he  was  referred  to  an  affidavit  sworn  by 
him  on  an  interlocutory  application,  in  which  he  said,  '^  Prior  to  the  summer 
^^of  J  890  I  had  kept  the  idea  a  secret,  and  in  December  1890,  1  lodged 
**  a  Provisional  Specification  for  the  patent,  and  lodged  it  myself,  having  no  25 
^  agent.  It  was  for  the  same  detachable  tyre  that  I  had  always  made,  and  which 
•*  I  had  shown, some  months  previously.'' 

Moulton,  Q.C,  then  stated  that  an  official  from  the  Patent  Office  had  been 
called,  and  was  present  for  the  purpose  of  producing  the  Provisional  Specification 
referred  to  in  the  sai4  affidavit,  no  Complete  Specification  having  been  filed,  30 
and  he  proposed  to  put  in  the  said  Provisional  Specification. 

Terrell,  Q.C,  said  he  doubted  whether  it  could  be  looked  at,  having  regard  to 
Section  4  of  the  Patents,  Ac.  Act,  1885. 

Wills,  J.,  said  that,  for  the  purposes  of  justice,  he  had  no  doubt  that  he  could 
allow  it  to  be  produced  and  could  look  at  it.    He  then  read  out  the  said  35 
Provisional  Specification. 

Terrell,  Q.O.,  then  asked  that  the  Defendant  might  speak  to  hlB  solicitor,  and 
subsequently  said  that  he  had  been  instructed  to  consent  to  judgment  for 
the  Plaintiffs,  with  costs. 
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In  thb  High  Court  of  Justick.— Qubbn's  Bbnch  Division. 

Before  Mr.  Justice  Wills.— July  26th,  27th,  28th,  29th,  30th,  and  Slst, 

and  August  4th,  1897. 

Thb  Pneumatic  Tyre  Company,  Ld.,  and  Othbi^s  v.  The  Ixion  Patent 
5  Pneumatic  Tyre  Company,  Ld. 


Patent — Action  for  infringement.^  Disconformity. — Infringem^ent  not  found. 
— Patent  held  valid. — Action  dismissed. 

In  1890,  Letters  Patent  were  granted  to  W.  for  an  invention  of  **  Improvements 
"  in  rubber  tyres  and  metal  rims  of  bicycles^    The  tyres  described  in  the  PrO' 

ID  visional  Specification  were  of  an  arch-shape,  and  a  method  of  fastening  on  by 
wires  in  the  edges  of  the  tyres  was  described.  After  describing  special  forms  of 
rims,  the  Patentee  stated  that  his  rubber  tyres  were  applicable  to  wheels  in  present 
use,  and  in  The  Pneumatic  Tyre  Company,  Ld.  v.  The  East  London  Rubber 
Company  (14  R.P.C.  573)  these  were  held  by  the  Court  of  Appeal  to  include  pneu* 

15  matic  tyres  and  to  justify  Fig.  15  of  the  Complete  Specification.  The  Provisional 
Specification  further  stated  that  he  might  also  fit  his  tyre  **  to  the  ordinary 
"  rims  by  modifying  the  inner  surface  of  the  rubbers.^^  The  Plaintijff^  in 
whom  the  Patent  wa^  vested  commenced  this  action  for  infringement 
thereof.    The  alleged  infringement  ivas  a  rubber  tyre  with  metal  bands  in 

20  pockets  at  the  edges  of  it ;  these  bands  nearly  met,  when  in  position,  under  the  air 
tube,  the  rim  being  almost  fiat  at  the  bottom  and  having  edges  somewhat  inclined 
inwards.  The  bands  overlapped  longitudinally,  but  the  ends  were  not  fastened 
together.  The  Defendants  alleged  disconformity  and  non-infringement,  relying 
as  to  disconformity  chiefly  so  far  as  the  trial  was  concerned  on  Fig.  20  of  the 

25  Complete  Specification,  on  which  no  express  decision  had  previously  been 
given. 

Held,  that  there  was  no  disconformity,  and  that  the  patent  was  valid,  but  that 
the  Defendants  did  not  infringe  it,  inasmuch  as  in  W.^s  invention  the  tyre  was 
held  on  by  the  inextensibility  of  the  wires,  whereas  the  bands  in  the  Defendants 
30  were  not  inextensible  and  were  not  in  tension.    The  action  was  therefore  dis- 
missed, a  special  Order  being  made  as  to  costs. 

On  the  16th  of  September  1890,  Letters  Patent  (No.  14,563  of  1890)  were 
granted  to  Charles  Kingston  Welch  for  an  invention  of  "Improvements  in 
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"  rubber  tyres  and  metal  rims  or  felloes  of  wheels  for  cycles  and  other  light 
"  vehicles."  The  Provisional  Specification  was  as  follows  : — "  My  invention 
"  relates  to  improvements  in  the  construction  of  rubber  tyres  and  metal  rims 
♦*  or  felloes,  and  methods  of  securing  the  same  one  to  the  other  for  the  wheels 
"  of  cycles  and  other  light  vehicles.  5 

"  The  chief  objects  of  my  invention  are  easy  running,  reduction  of  vibration 
"  and  security  of  the  rubbers  to  the  metal  rims  or  felloes. 

"  Hitherto  the  majority  of  rubber  tyres  used  on  cycle  wheels  have  been  round 
"  in  section  and  of  small  diameter  fitted  in  grooved  rims  or  felloes  which  has 
"  not  only  rendered  half  of  the  rubber  tyre  of  little  or  no  use  for  reducing  10 
^  vibration  but  has  also  cut  on  the  sharp  edges  of  the  rims  or  felloes  thus 
"  destroying  the  tyre. 

^'  According  to  this  invention  the  rubber  tyres  are  soft  and  of  larger  form  and 
"  are  constructed  to  fit  either  wholly  or  partly  outside  the  metal  rims  or  felloes 
**  which  may  in  some  cases  be  of  special  shape  as  hereinafter  described.  15 

**  In  constructing  a  light  wheel  for  a  cycle  I  may  form  the  rim  of  a  length  of 
f*  round  or  D  shaped  weldless  steel  or  other  tube  (say  about  f  in.  diameter)  or 
*^  I  may  form  a  hollow  rim  or  felloe  having  shoulders  of  more  or  less  extent  at 
^  the  sides,  or  I  may  form  rims  of  the  ordinary  crescent  shaped  steel  turned  the 
"  reverse  way  or  any  other  suitable  form  having  a  more  or  less  rounding  surface  20 
**  outwardly  (in  section)  for  the  rubber  tyre,  into  any  of  these  the  spokes  may 
"  be  suitably  secured. 

"  The  rubber  tyres  to  fit  the  above  described  rims  or  felloes  may  be  moulded 
**  (in  section)  saddle  or  arch  shaped  thickened  in  the  crown  thus  forming  a 
"  groove  inside,  into  which  is  fitted  the  metal  rim  or  felloe  of  the  wheel.    In  25 
**  order  to  secure  the  rubber  tyre  to  the  metal  rim  I  may  have  two  small  holes 
Ji*  through  the  rubber  one  on  each  side  of  the  rim  through  each  of  which  a 
/*  suitable  wire  may  be  put  and  the  ends  may  be  connected  with  a  nipple  having    • 
/*  a  right  and  left  hand  thread,  or  I  may  put  a  thread  on  one  end  of  the  wires 
/'  and  a  head  on  the  othfir  and  connect  it  with  a  similar  device,  or  I  may  use  30 
"  the  well  known  spring  wire,  the  nipples  may  be  of  hexagon  form  or  may  be 
•*  enlarged  in  any  part  in  the  form  of  a  hexagon  collar  which  may  be  turned  by 
>^  means  of  a  suitable  thin  wrench  pushed  between  the  ends  of  the  rubber  or  it 
^*  the  tyre  is  moulded  in  a  complete  ring,  small  apertures  may  be  made  for  the 
,"  purpose,  thus  the  above  described  rubber  tyres  may  be  placed  on  either  of  the  35 
"  described  metal  rims  or  felloes  one  wire  of  which  may  be  connected  before- 
/*  hand  the  ends  of  the  other  wire  may  then  be  connected  after  the  tyre  is 
"  in  place  and  each  drawn  together  with  the  wrench  thus  the  rubber  tyre  would 
'^  tighten  on  the  rim  or  felloe  and  the  sides  would  be  slightly  drawn  in  towards 
\*  the  centre  of  the  wheel.  40 

"  I  may  mould  rubber  tyres  as  above  described  in  quite  a  different  form  (in 
.**  section)  from  what  they  appear  when  on  the  rim  or  felloe,  for  instance  the 
^**  sides  of  the  rubbers  may  nearly  touch  having  in  section  somewhat  the  form 
**  of  a  closed  horseshoe.  In  fitting  a  tyre  thus  moulded  on  to  the  metal  rim  it 
**  is  obviously  necessary  to  open  the  rubber  which  would  not  only  hug  the  rim  45 
**  but  also  cause  the  outer  surface  of  the  rubber  tyre  which  is  subject  to  the  most 
"  wear  to  be  compressed  laterally  rendering  it  softer  and  more  indestructable. 

^^  I  may  also  make  the  rubber  tyres  larger  in  circumference  and  draw  them 
"  into  the  rims  or  felloes  by  the  wires,  this  would  cause  the  surface  of  the 
^  rubber  to  be  compressed  generally  making  it  still  more  indestructable  50 
*<  and  easy  running.  I  may  idso  line  the  inner  and  under  portions  of  these 
**  rubbers  with  canvas  or  similar  material  either  to  give  support  to  the  wires  or 
"  to  prevent  undue  wear  on  the  part  or  parts  im-contact  with  metal. 

"  The  outward  form  of  these  rubber  tyres  (in  section)  may  be  rounding  or 
^  may  be  more  or  less  flat  as  found  in  practice  to  be  more  advantageous  in  55 
"  reducing  vibration. 
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"  The  inner  surfaces  or  those  in  contact  with  the  metal  rim  or  felloe  may  \>e 
**  grooved  or  embossed  for  the  purpose  of  either  lightening  the  rubber,  reduci4g 
"  vibration  or  for  cementing  to  the  rims,  felloes  or  the  like.  » 

**  The  above  described  improved  rubber  tyres  are  also  applicable  to  cycle  aud 

'  5  "  other  wheels  in  present  use  or  made  in  the   ordinary  way  in  which  ca^e 

"they  may  be  fitted  over  the  existing  rubbers  without  necessarily  making  any 

"  alteration  or  I  may  substitute  in  place  of  the  ordinary  rubbers  a  lighter  or 

**  cheaper  material  such  as  cork. 

**  I  may  also  fit  this  class  of  tyre  to  the  ordinary  rims  by  modifying  the  form 
iO  "  of  the  inner  surface  of  tiie  rubbers  in  which  case  a  hole  through  the  centre 
**  may  be  an  advantage  for  lightening  the  same. 

"  In  all  cases  these  tyres  may  be  cemented  in  addition  to  the  wires  described 
"  for  either  preventing  the  collection  of  dirt  or  dust  or  to  help  in  keeping  them 
**  in  position. 
15  "  Another  method  of  securing  the  rubber  tyres  to  the  rims  is  to  have  thin 
"  pieces  of  metal  such  as  brass  stamped  to  fit  the  metal  rims  or  felloes  and 
**  vulcanized  on  the  inner  surfaces  of  the  rubbers  these  can  either  be  fastened 
"  to  the  metal  rims  or  felloes  by  small  screws  or  soft  soldered  to  the  same. 

"  The  above  described  rubber  tyres  being  outside  the  metal  rims  or  felloes 
20  "  are  free  to  expand  laterally  thus  giving  a  more  elastic  contact  with  the  ground 
**  and  therefore  reducing  vibration  more  effectually. 

"  In  applying  these  improvements  to  wheels  other  than  cycles  it  may  in  some 
**  instances  be  necessary  to  vary  the  details  of  construction." 

The  Complete  Specification,  so  far  as  material  for  the  purposes  of  this  report, 
25  was  as  follows*  : — "My  invention  relates  to  impiovements  in  the  construction 
"  of  rubber  tyres  and  metal  rims  or  felloes  and  methods  of  securing  the  same 
"  one  to  the  other,  for  the  wheels  of  cycles  and  other  light  vehicles. 

"  The  chief  objects  of  my  invention  are  to  produce  rubber  tyres  that  will  be 
"  easy  running,  reduce  vibration  and  also  be  securely  fastened  to  the  metal  rims 
30  "  or  felloes. 

"  The  rubber  or  elastic  tyres  hereinafter  described  are  in  most  cases  saddle 
**  or  arched  (when  on  the  rims)  in  section  and  are  made  to  fit  either  wholly  or 
"  partly  outside  the  metal  rims  or  felloes  which  may  in  some  cases  be  of  special 
**  form  as  hereinafter  described,  I  also  construct  this  form  of  tyre  to  fit  over 
85  "  other  elastic  tyres  or  wheels  at  present  in  vogue  or  made  in  the  ordinary  way, 
"  either  for  protecting  securing,  or  reducing  vibration.  In  all  cases  the  method 
"  of  securing  renders  the  rubber  tyre  easily  attachable  or  detachable  for 
**  repairs  &c. 

"  Referring  to  the  accompanying  sheet  of  drawings  throughout  the  several 

40  "  figures  similar  parts  are  marked  with  like  letters  of  reference.    Fig.  lis.  a 

**  transverse  section  of  a  saddle  or  arched  shape  rubber  or  elastic  tyre  as  fitted. to 

**  a  round  weldless  steel  tubular  rim.    Fig.  2.  is  a  transverse  section  and. part 

"  side  elevation  of  a  similar  tyre  as  fitted  to  a  D  shaped  tubular  rim  in  which 

"  the  spokes  may  be  suitably  secured.    Referring  to  both  figures  a.  is  the  rim. 

45  **  c.  the  saddle  or  arched  shape  elastic  tyre  through  which  two  longitudinal 

"  holes  are  formed  one  on  each  side  of  the  rim,  these  are  lined  with  a  strong 

•*  canvas  or  insertion  and  vulcanized  within  the  rubber  c.  as  shown  at  d,  these 

"  linings  may  be  separate  one  from  the  other  as  in  Fig.  1  or  I  may  fold  a  piece 

"  of  canvas  on  each  side  and  either  stitch  or  otherwise  fasten  it  together  and 

50  "  vulcanize  the  same  within  the  rubber  tyre  as  shown  at  d.  in  Kig.  2.  * 

"  In  order  to  secure  the  rubber  or  elastic  tyres  to  the  rims  I  insert  two  wires 
"  or  cores  e.  e.  (which  may  be  of  steel  brass,  bronze  or  other  sufficiently  inelastic 
**  material  to  answer  the  purpose)  one  on  each  side  of  the  rim,  the  ends  of  the 
"  wires  may  be  connected  with  a  nipple/,  having  a  right  and  left  hand  thread 

*  The  f  oU  text  of  the  Oomplete  Speoifioation  awl  zepxoduotions  of  Figs.  6,  7, 15,  and  18  wiU  be 
found  aiUe  pp.  77-84, 

3  T  2 


856  REPORTS  OP  PATENT,  DESIGN,        [Not.  3, 1897. 


The  Pneumatic  Tyre  Company,  Ld.,  and  Others  v.  The  Ixion  Patent 
Pneumatic  Tyre  Company^  Ld. 


screwed  thereon,  or  I  may  put  a  thread  on  one  end  of  the  wires  a  head  on  the 

^  other  and  connect  it  with  a  similar  device  as  shown  with  reference  to  Pig.  21 

?^  ^^  *^y  other  suitable  way.    The  nipples  may  be  of  hexagon  form  or  may 

be  enlarged  at  any  part  in  the  form  of  a  hexagon  collar  as  shown  at/.  Fig.  2 

which  may  be  turned  by  a  thin  wrench  as  shown  in  Fig.  3  pushed  between  5 

u         fj^^.^*  *^®  rubber  when  the  tyre  is  made  of  a  straight  length  or  if 

u  ^^^*^®"  ^^  *  complete  ring  small  apertures  may  be  made  for  the  purpose  as 

^  shown  at  ^.  Fig.  2.    Thus  the  above  described  rubber  tyres  may  be  placed  on 

either  of  the  described  metal  rims  or  felloes  one  wire  of  which  may  be 

^  connected  beforehand  the  ends  of  the  other  wire  may  then  be  connected  10 

after  the  tyre  is  in  place  and  each  drawn  together  with  a  wrench,  thus  the 
^^  rubber  tyre  would  tighten  on  the  rim  or  felloe  and  the  sides  would  be  drawn 
^  in  towards  the  centre  of  the  wheel  securing  the  same  thereto,  the  under  or 
^^  inner  portion  of  the  tyre  Fig.  1.  is  shown  lined  with  canvas  to  strengthen  the 
^  same,  cement  may  be  used  in  addition  to  the  wires  for  either  preventing  the  15 
<«  fu   ^^**^^  ^^  ^^^  ^^  ^"®*  ^^  ^  ^®^P  ^^  keeping  them  in  position,  when 

«  T^^^^^  °^^  ^  grooved,  serrated  or  embossed  as  shown  in  Fig.  2.  .  .  . 
u  ^  above  described  improved  rubber  tyres  are  also  applicable  to  other 
^^  elastic  tyres  or  wheels  at  present  in  vogue  either  in  their  construction  or  for 
«  P'^J^®^i°g»  securing,  or  reducing  vibration.  Figs.  9  and  10  shows  saddle  or  20 
arched  shaped  tyres  constructed  and  secured  in  the  same  manner  as  those 
described  with  reference  to  Figs.  1.  2.  4  and  5  but  fitted  over  ordinary  round 
**  rubbers.    ... 

"I  may  mould  tyres  herein  described  in  quite  a  different  form  in  section 
a   'V^    p^i  *^®^  appear  when  on  the  rims,  felloes  or  tyres  for  instance  the  25 

sides  of  the  rubbers  may  nearly  touch,  having  in  section  somewhat  the  form 
«  ^^AA  ^^'^s^*^^  as  shown  in  Figs.  11  &  12.  In  fitting  a  tyre  thus 
^^  moulded  and  vulcanized  on  to  the  metal  rims  or  tyres,  it  is  obviously 
^^  necessary  to  open  the  rubber  which  not  only  hugs  the  rim,  tyre  or  felloe  but 
^^  also  causes  the  outer  surface  of  the  rubber  tyre  which  is  subject  to  the  most  30 
^  wear  to  be  compressed  laterally  thus  rendering  it  the  more  indestructible. 
u  ^  °^y  also  make  the  rubber  tyres  slightly  larger  in  circumference  and  draw 
^^  tnem  on  to  the  rims,  tyres  or  felloes  by  the  wires  or  cores  thus  causing  the 
«  r'^  w    !  rubber  tyres  to  be  compressed  generally  making  it  still  less 

u  "*°^?  ,*^^  ^^^'    III  all  cases  I  prefer  to  line  these  tyres  with  canvas  or  other  35 
**  suitable  material. 

^  "  Fig.  14  shows  an  ordinary  cushion  tyre  protected  and  secured  by  my 
^^  improved  form  of  tyre- or  outer  covering,  a.  is  the  rim.  h.  is  an  ordinary 
^^  cushion  tyre.  c.  is  a  saddle  or  arched  shaped  tyre  made  much  thinner  in.  the 
^^  crown  than  those  before  described,    d.  is  the  canvas  lining,    e.  e.  are  the  40 

securmg  wires,  the  method  of  applying  is  similar  as  in  the  designs  herein- 
"  before  described. 

M  "  ^Jf  •  ^5  shows  a  transverse  section  of  a  saddle  or  arched  shape  rubber  or 
elastic  tyre  constructed  according  to  my  invention  for  covering,  protecting 
and  securing  tyres  of  wheels  which  are  inflated  with  air  as  described  in  45 

u  Thomsons  Patent  No.  10990—1845,  and  are  now  in  present  use.  a  is  a  wide 
metal  nm  constructed  with  a  rounding  surface  outwardly  in  the  form  of  a 

a  ?K  1  ^^°^^®  grooYQ  on  each  side  of  which  the  shoulders  k.  k.  are  formed 
tne  spokes  may  be  secured  in  the  rim  in  the  ordinary  way,  this  rim  may  also 

a  A    ™?u  i?  a  tubular  form.    6.  is  an  ordinary  inflatible  tyre  similar  to  that  50 

^  aescnbed  in  Thomson  Patent  hereinbefore  mentioned  and  als  i  in  present  use. 
c.  18  a  saddle  or  arched  shaped  tyre  similar  to  those  before  described  but 
made  larger  as  shown  in  the  drawings,  d.  d.  is  a  strong  canvas  lining  made 

^  from  a  width  of  canvas  or  other  suitable  material  folded  over  and  sewn  or 
otherwise  secured  as  before  described  so  as  to  form  a  strong  support  for  the  55 
wires  or  cores,  in  some  cases  it  may  be  de^irabl^  to  double  the  canvas 
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^*  throughout,  e,  e.  are  the  securing^  wires  or  cores  which  are  inserted  into  the 
*^  sides  of  the  tyre  or  covering  as  in  other  cases  hereinbefore  described,  the 
*'  ends  of    the  wires  may  be  fastened  by  nipples  similar  to  those  before 
**  described  or  I  may  render  the  wires  endless  in  this  case  by  beveling  the  ends 
5  *'*  of  the  wires  for  about  2  in.  and  braze  them  together,  the  tyre  may  then  be 
<<  made  up  on  the  wires  or  cores  and  vulcanized  with  the  same.    L  is  a  piece 
"  of  canvas  placed  over  the  spoke  hea^s  to  protect  the  inflatible  tyre  from 
"  undue  wear.    .    .    . 
^*  Fig.  19  shows  a  complete  tyre  constructed  to  fit  the  ordinary  large  sized 
10  **  rims,    a  is  the  rim  in  which  is  fitted  the  rubber  tyre  c.  constructed  with  a  hole 
**  through  the  same  for  either  lightening  or  reducing  vibration,    d.  is  the  canvas 
"  for  supporting  the  wires  e.  e.  which  are  passed  through  the  holes  and  drawn 
*'  together  in  a  similar  manner  to  those  described  with  reference  to  Figs.  1 
«  and  2. 
15       "  Fig.  20  shows  a  similar  tyre  constructed  with  a  much  larger  hole  through 
'^  the  centre  this  hole  or  space  may  be  inflated  through  a  suitable  tube  fitted 
"  with  a  valve  in  the  ordinary  manner,    a  shows  an  ordinary  metal  rim  made 
"  with  rounded  edges    c  is  a  saddle  or  arched  shaped  tyre  connected  at  the 
**  bottom  by  a  web  or  band  of  rubber  thus  making  a  complete  tube ;  d.  is  the 
20  "  canvas  insertion  which  is  vulcanized  within  the  rubber  in  the  form  of  a  tube 
^*  for  strengthening  the  same  and  also  to  give  support  to  the  securing  wires  or 
"  cores  e.  e,  which  may  be  connected  by  the  described  nipples  or  the  wires  may  be 
**  rendered  endless  by  brazing  the  ends  together  as  before  described  in  which  case 
"  they  must  be  inserted  before  vulcanizing,    m.  is  the  valve-tube  through  which 
25  '*  the  tyre  may  be  inflated  in  the  usual  manner.    In  order  to  secure  the  tyre  in 
*'  its  place  on  the  rim  the  tube  m  is  first  pushed  through  the  hole  in  the  rim  a. 
''the  rubber  tyre  is  then  pulled  open  as  shown  in  dotted  lines  which  allows  it 
''  to  be  forced  or  pushed  into  its  place,  the  tyre  is  then  inflated  which  causes 
**  the  web  or  band  of  rubber  to  be  pressed  down  tightly  into  the  concave 
30  "  grooved  rim  and  thus  preventing  any  displacement  laterally,  the  tyre  being 
''  held  on  each  side   by  the  wires   or   cores  is   therefore  firmly  secured  to 
**  the  rim. 

"  To  remove  the  tyre  from  the  rim  all  that  is  necessary  is  to  allow  the  air  or 

"  gas  to  escape,  the  tyre  can  then  be  easily  pulled  laterally  over  the  edge  of  the 

35  "  rim  without  disconnecting  the  securing  wires  or  cores.    In  most  cases  these 

"  tyres  may  be  cemented  in  addition  to  the  described  wires  or  cores  for  either 

**  preventing  the  collection  of  dirt  or  dust  or  to  help  in  keeping  them  in  position 

"  on  the  rims. 

"  The  above  described  rubber  tyres  being  either  wholly  or  partly  outside  the 

40  "  metal  rims  or  felloes  are  free  to  expand  laterally  thus  giving  a  more  elastic 

**  contact  with  the  ground  and  therefore  reducing  vibration  more  effectually. 

''  It  is  obvious  that  I  may  fit  these  improvements  to  various  other  wheels 
**  and  also  vary  the  details  of  construction  without  however  departing  from  my 
"  invention. 
45  "  I  would  have  it  distinctly  understood  that  I  am  aware  that  arched  tyres 
''  have  been  used  before  also  that  wires  and  other  cores  have  been  applied  in  a 
"  variety  of  ways. 

''  I  am  also  aware  that  a  tyre  similar  in  form  and  fitted  on  to  a  similar  rim  to 
**  that  described  by  me  with  reference  to  Fig.  1,  is  shown  in  Salamons  Patent 
50  **  17093"  but  is  secured  to  the  rim  by  cement  only,  or  by  shrinking. 

**  Having  now  particularly  described  and  ascertained  the  nature  of  my  said 

*'  invention  and  in  what  manner  the  same  is  to  be  performed  I  declare  that 

"  what  I  claim  is  : — 

"  1.  A  rubber  or  elastic  tyre  having  the  form  of  a  saddle  or  arch  in  section  in 

55  *^  combination  with  two  wires  inserted'through  the  sides  of  the  same  for  securing 

*'  it  to  the  metal  rims  or  felloes  substantially  as  herein  described. 
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"  2.  The  application  of  a  rubber  or  elastic  tyre  to  a  metal  rim  or  felloe 
"  in  such  a  manner  that  the  wires  or  cores  inserted  within  the  said  rubber 
"  for  securing  the  same  are  outside  the  rim  or  felloe  substantially  as  herein 
"  described. 

**  3.  A  rubber  or  elastic  tyre  having  the  form  of  a  saddle  or  arch  in  section  5 
^^  fitted  with  two  wires  or  cores  so  arranged  that  the  same  may  be  easily  attached 
"  or  detached  by  a  wrench  from  outside  the  rim,  felloe  or  tyre  substantially  as 
^^  herein  described. 

"4.   A   rubber    or  elastic   tyre    having   the  form    of.    a    saddle    or  arch 
*'  in  section  lined  with  canvas  in  combination  with  two  wires  or  sufficiently  10 
*^  inelastic  cores  for  securing  the  same  to  the  rims  or  tyres  substantially  as 
"  herein  described. 

"  5.  The  application  of  endless  wires  or  cores  to  each  side  of  a  rubber  or 
'^  elastic  tyre  having  a  saddle  or  arched  form  in  section  in  combination  with  a 
**  canvas  insertion  or  insertions  for  supporting  the  same  substantially  as  herein  15 
".  described. 

"  6.  The  methods  of  securing  the  elastic  tyres  in  combination  with  the  form 
^'  of  rims  substantially  as  herein  described  and  shown  in  the  drawings  with 
"  reference  to  Figs.  6.  7  &  8. 

"  7.  Grooving  or  embossing  a  rubber  or  elastic  tyre  for  the  purpose  of  reducing  20 
"vibration  or  for  lightening  the  same  in  combination  with  the  wires  or  cores 
"for  securing  to  the  rim  felloe  or  tyre  substantially  as  described  with  reference 
"  to  Figs.  4.  6  7.  8  and  10.  of  the  drawings. 

"  8.  The  application  of  my  improved  rubber  or  elastic  tyres  to  an  ordinary 
"rubber  and  rim  substantially  as  herein  described  with  reference  to  Figs.  9. 10  25 
"  and  14  of  the  drawings. 

: "  9.  A  rubber  or  elastic  tyre  having  the  form  of  a  saddle  or  arch  in  section 
"  provided  with  endless  wires  or  cores  fitted  or  vulcanized  within  each  side  for 
"  the  purpose  of  securing  the  same  to  the  rims  in  combination  vrith  an  inflatible 
'*  inner  tyi^e  or  tube  substantially  as  described  and  shown  with  reference  to  30 
"  Figs.  15  and  18.  of  the  drawings. 

'"  10.  A  rubber  or  elastic  tyre  having  the  form  of  a  saddle  or  arch  in  section, 
"lined  with  canvas  and  provided  with  endless  vrires  or  cores  for  covering, 
"  protecting  and  securing  an  inflatible  inner  tube  or  tyre,  substantially  as  herein 
"  described.  35 

"  11.  Forming  Ihe  inner  surface  or  groove  of  a  metal  rim  with  shoulders  in 
"  combination  with  the  construction  of  tyre  substantially  as  described  and  shovni 
"  in  the  drawings  with  reference  to  Figs.  15  &  18. 

"  12.  Making  the  endless  wires  or  cores  for  securing  the  covering  or  protect- 
"  ing  tyre  of  smaller  circumference  than  the  edges  of  the  rim  or  felloe  in  com-  40 
"  bination  with  an  inner  inflatible  tyre  whereby  the  wires  or  cores  are  placed 
"  and  held  in  position  by  the  pressure  of  air  substantially  as  described  with 
"  reference  to  Figs.  15, 16  &  17  of  the  drawings. 

*'  13.  The  method  of  placing  the  securing  wires  or  cores  vrith  the  tyres  on  the 
"  metal  rim  namely — by  holding  the  two  wires  or  cores  together  and  placing  45 
"  them  round  the  bottom  of  the  concave  groove  until  the  remainder  can  be 
"  forced  over  the  edge  in  combination  with  an  inner  inflatible  tyre  whereby  the 
"  outer  covering  or  protecting  tyre  is  held  or  forced  into  its  place  on  the  rim 
"  substantially  as  herein  described  with  reference  to  Figs.  15  and  18  of  the 
"  drawings.  50 

"  14.  The  methods  of  attaching  or  detaching  the  rubber  or  elastic  tyres  on  or 
"  from  the  rims  substantially  as  herein  described  and  shown  in  the  drawings 
"  with  reference  to  Figs.  15. 16.  18  &  20. 

"  15.  The  methods  of  moulding  or  vulcanizing  rubber  or  elastic  tyres  sub^ 
"  stantially  aa  described  .with  reference  i;o  Figs,  11. 12. 16  and  17  of  the  drawings  .55* 
**  whereby  the  outer  eurfaoes  are  rendered  more  indeistructiblv. . 
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"  16.  A  rubber  or  elastic  tyre  of  a  saddle  or  arch  form  in  section  but  having  a 
"  connecting  web  or  band  of  rubber  at  the  bottom  or  base  in  combination  with 
"  two  wires  or  cores  for  securing  the  same  to  the  rim  substantially  as  herein 
"  described  with  reference  to  Figs.  19  and  20. 
5  **  17.  An  iniiatible  rubber  or  elastic  tyre  secured  to  a  concave  grooved  rim  by 
"  two  endless  wires  or  cores  one  on  each  side  of  the  tyre  in  combination  with  a 
"  flexible  band  or  web  of  rubber  connecting  the  base  and  so  constructed  that 
"  the  pressure  on  the  inside  when  the  tyre  is  inflated  causes  the  said  band  to 
"  press  tightly  in  the  groove  whereby  it  is  firmly  secured  laterally  substantially 
10  "  as  herein  described  with  reference  to  Fig.  20  of  the  drawings. 

"  18.  The  various  methods  of  constructing  rubber  or  elastic  tyres  in  combina- 

**  tion  with  the  various  metal  rims,  felloes  or  tyres  and  the  manner  of  securing 

"  the  same  substantially  as  herein  described  with  reference  to  the  drawings." 

The  validity  of  these  Letters  Patent  came  in  question,  and  was  upheld  in 

15  Tlie  Pneumatic  Tyre  Company  v.  Casswell,  13  R.P.C.  164,  and  T?ie  Pneumatic 

Tyre  Company  v.  The  East  London  RiMer  Company,  14  R.P.C.  77  and  573. 

On  the  6th  of  March  1896,  The  Pneumatic  Tyre  Company,  Ld.,  and  The 
Dunlop  Pneumatic  Tyre  Company,  Ld.,  in  whom  the  said  Letters  Patent  had 
become  vested,  commenced  this  action  in  the  Chancery  Division  (subsequently 
20  transferred  to  the  Queen's  Bench  Division)  against  The  Ixion  Patent  Pneumatic 
Tyre  Company,  Ld.,  for  infringement  of  the  said  Letters  Patent,  claiming  the 
usual  relief  and  costs  as  between  solicitor  and  client. 

The  Plaintiffs  by  their  Statement  of  Claim,  after  alleging  that  they  were  the 
proprietors  of  the  said  Letters  Patent,  that  the  same  were  valid,  and  that  the 
25  said  (7.  K.  Welch  was  the  first  and  true  inventor  thereof,  and  alleging  infringe- 
ment by  the  Defendants,  stated  that  by  an  Order  dated  the  19th  of  February  1895, 
in  an  action  of  T?ie  Pneumatic  Tyre  Company,  Ld.  v.  Casswell,  a  certificate 
that  the  validity  of  the  said  Letters  Patent  came  into  question  was  granted. 
By  their  Particulars  of  Breaches  the  Piaititifffl,  in  addition  to  general  allegations 
30  of  infringement,  alleged  that  the  Defendants,  on  the  21st  of  February  1896,  sold 
to  Q.  W.  Cope  a  pneumatic  tyre,  not  of  the  Plaintiffs*  manufacture,  made  in 
accordance  with  the  inventions  claimed  in  Claims  4,  5,  9, 10, 11, 12, 13,  and  14 
of  the  said  Letters  Patent. 
The  Defendants,  by  their  Defence,  denied  infringement  and  denied  the  Validity 
35  of  the  said  Letters  Patent  on  the  grounds  set  forth  in  the  Particulars  of  Objections, 
and  did  not  admit  that  any  such  Order  as  that  alleged  in  the  Statement  of  Claim 
was  made.    By  their  Particulars  of  Objections,  the  Defendants  alleged  (1)  that 
Welch  was  not  the  first  or  true  inventor  of  the  alleged  invention  for  the  reasons 
set  forth  in  detail ;  (2)  that  the  said  alleged  invention  was  not  new,  by  reason 
40  of  the  previous  publications  set  forth  in  detail ;  (3)  that  the  said  alleged  invention 
was  not  the  proper  subject-matter  of  Letters  Patent  for  the  reasons  set  forth 
in  detail ;  (4)  that  the   said  alleged  invention  was  not  useful ;  (5)  that  the 
Complete  Specification  claimed  an  invention  larger  than  and  different  from 
the  invention  disclosed  in  thiB  Provisional  Specification.     The    Provisional 
45  Specification  indicated  an  invention  which  was  directed  only  to  the  means  of 
fixing  solid  or  grooved   rubber  tyres   to  convex  rims,  while  the  Complete 
Specification  extended  to  pneumatic  tyres,  and  fixing  the  same  to  or  retaining 
the;  same  on  concave  or  semi-concave  rims.    Moreover,  the  nature  of  the  several 
inventions  described  or  claimed  in  Claims  9  to  18  inclusive  of  the  Complete 
50  Specification  was  not  disclosed  by  the  Provisional  Specification. 

The  alleged  infringement  consisted  of  a  rubber  tyre  with  metal  bands  in  pockets 
at  the  edges  of  it,  and  was  used  with  a  pneumatic  inner  tube  and  a  rim  having  a 
base  nearly  fiat  and  having  edges  inclined  inwards.    The  ends  of  the  bands  were 
not  fastened  together  but  overlapped  to  some  extent ;  the  edges  of  the  bandef^ 
55  nearly  met,  when  in  position,  beneath  the  air  tube.    It  was  a  matter  of  dis^ntft^ 
whefher  br'not  the  bands  were  free  to  slip  in  the  pockets,  or.  whether  the 
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pockets  were  so  tight  as  to  prevent  such  slipping.  The  alleged  infringing  tyre 
will  be  best  understood  from  the  drawing  of  a  section  of  it  given  below  ;  it  was, 
however,  disputed  whether  the  metal  strip  pressed  down  on  the  rim  or  not,  and 
whether  the  edges  of  the  bands  met. 

Figs.  19  and  20  of  the  drawings  attached  to  the  aforesaid  Specification  and  a 
section  of  the  alleged  infringing  tyre  are  subjoined  : — 


Fic.ao. 


rrc® 


ffubber 
Canyon 

InrurTub^ 
hMtiL  Strip 


This  was  the  trial  of  the  action.  Moulton,  Q.C.,  Roger  Wallace^  Q.C., 
J.  C.  Qrahamj  and  A.  J.  Walter  (instructed  by  J.  B.  and  F.  Purchase) 
appeared  for  the  Plaintiffs;  Bousfield,  Q.C.,  Terrell,  Q.C.,  and  Rotvden 
(instructed  by  Lewis  and  Lewis)  appeared  for  the  Defendants.  10 

Moulton,  Q.C.,  opened  the  Plaintiffs'  case. — The  patent  in  this  case  is  for  the 
covering  of  a  pneumatic  tube,  which  together  with  the  tube  forms  a  tyre.  It 
has  already  been  litigated  in  The  Pneumatic  Tyre  Company,  Ld.  v.  CassweW 
and  The  Pneumatic  Tyre  Company,  Ld.  v.  The  East  London  Rubber  Company^, 
in  each  of  which  cases  the  patent  was  upheld,  and  in  the  latter  of  them  by  the  15 
Court  of  Appeal.  The  patent  was  disputed  on  the  same  grounds  as  those  in 
the  present  case.  With  the  exception  of  the  issue  of  infringement,  the  issues 
are  substantially  the  same  here  as  in  the  case  of  TTie  East  London  Rubber 
Company.  Tlie  main  issue  is  that  of  disconformity.  It  is  a  question  of 
law  on  which  the  Court  of  Appeal  and  a  Court  of  equal  jurisdiction  have  given  80 
judgment.  I  think  that,  on  the  questions  of  fact,  your  Lordship  will  come  to 
the  same  conclusions  as  the  other  judges  ;  but  I  am  at  present  going  into  it  as 
if  it  were  res  nova.  Welch's  patent  came  early  in  the  history  of  pneumatic 
tyres.  The  first  Dunlop  patent  was  in  1888,  the  second  in  1889.  At  the  date 
of  the  patent  there  were  solid  and  pneumatic  tyres  and  cushion  tyres  which  25 
were  intermediate  between  the  other  two,  not  being  solid,  but  at  the  same  time 
relying  for  their  elasticity  entirely  on  the  rubber.  In  all  the  special  forms  of 
rim  mentioned  in  the  Provisional  Specification  the  Patentee  has  a  convexity 
outwards.  He  makes  his  tyre  saddle-shaped.  In  the  edges  he  puta  continuous 
wires  and  tightens  the^e  up.  The  wires  thus  hold  the  arch-shaped  tyre  on  the  30 
saddle  by  reason  of  the  smaller  diameter,  quite  apart  from  any  pressure  on  the 
rim.  In  this  way  he  gets  the  whole  of  his  rubber  outside  the  rim  for  the 
purpose  of  destroying  vibration.  The  wires  hold  on  by  their  own  continuity, 
and  are  independent  of  the  shape  of  the  rim.  There  are  also  the  three 
essentials — (1)  the  saddle-shaped  tyre,  (2)  the  convexity  on  which  it  is  placed,  35 
and  (3)  the  inextensible  edges  of  the  »addle-shaped  tyre.  Then  he  has  a  rubber 
tyre  having  somewhat  the  form  of  a  closed  horse-shoe.  One  of  the  advantages 
of  this  is  that  the  rubber  is  in  compression  where  there  is  most  wear.  The 
next  paragraph  shows  another  way  of  compressing.  The  use  of  the  canvas  is 
important,  as  the  wires  might  cut  the  rubber.    He  may  have  the  tread  round  ^ 
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or  fiat ;  he  points  ont  that  his  method  of  fastening  on  leaves  him  considerable 
liberty  in  modifying  his  tyres.  Then  an  important  point  is,  that  he  realises  that 
his  tyres  may  be  used  without  any  special  form  of  rim.  They  may  be  fitted  over 
existing  wheels  without  taking  off  the  existing  rubbers,  because  they  give  him  the 
5  convexity  which  is  essential.  It  was  this  use  over  rounded  surfaces  which 
gave  the  patent  its  enormous  value.  For  ordinary  rims  he  has  to  fill  up  the  hollow 
between  the  rim  and  the  saddle-shaped  tyre.  This  may  be  done  by  something 
attached  to  the  internal  surface  of  the  saddle.  So  with  the  ordinary  rim, 
either  you  have  the  solid  rubber  there,  or  you  attach  something  to  the  under- 

10  side  of  the  saddle.  The  wires  may  be  quite  clear  of  the  rim  ;  they  do  riot  pinch 
on  anything.  He  has  three  stages  in  his  invention — the  saddle  tyre  on  the  convex 
rim,  on  the  ordinary  wheel,  and  on  the  hollow  rim,  which  has  something  to  fill  up 
the  concavity.  In  his  Complete  Specification  I  hope  to  show  that  he  has  not 
departed  from  the  limits  of  his  invention-   The  Figures  explain  themselves,  and 

15  are  nothing  but  the  application  of  the  single  invention.  Down  to  Fig.  8  he  has 
specially  shaped  rims.  In  Figs.  9  and  10  he  has  the  old  solid  rim.  Figs.  11  and  12 
are  instances  where  the  saddle  has  to  be  opened  out.  Fig.  14  is  the  same 
except  that  the  saddle  is  seated  on  a  cushion  tyre.  In  Fig.  15,  it  is  seated  on  a 
pneumatic  tyre.    He  has  put  his  wire  inside  the  edge  of  his  rim,  but  the  tyre 

20  will  stay  on  just  as  well  if  the  wire  is  outside.  It  offers  a  better  support,  if 
inside,  to  the  pneumatic  tube.  The  method  of  holding  on  is  the  same.  Fig.  16 
is  the  tyre  of  Fig.  15,  and  Fig.  17  is  merely  another  shape.  In  Fig.  19,  he  is 
filling  up  a  hollow  with  something  attached  to  the  underside  of  the  saddle. 
Fig.  20  has  the  hole  exaggerated.    They  are  all  fair  instances  of  the  judicious 

25  application  of  the  invention.  No  contest  as  to  disconformity  is  raised  except; 
as  to  Fig.  15.  IBousfield,  Q.C.— You  must  not  take  that  as  being  so  now. 
Before  Homer,  J. — Fig.  20  was  excluded  for  want  of  cross-examination  on  it.] 
[Wills,  J. — As  I  understand,  the  Court  of  Appeal  have  decided  in  favour  of 
Fig.  15,  so  I  shall  not  hear  argument  about  it  unless  the  facts  are  altered.] 

30  They  held  it  was  fair  for  the  Patentee  to  put  his  cover  over  a  pneumatic  tyre  or 
any  other,  and  to  tuck  the  edges  in.  Substantially  there  is  only  one  alleged 
anticipation,  that  is  Latta  ;  but  Romer^J.,  and  the  Court  of  Appeal  have  decided 
against  that.  The  infringement  differs  from  Fig.  15  in  one  or  perhaps  two  respects. 
The  only  material  alteration  is,  that  the  Defendants  get  the  inextensibility  by 

35  means  of  a  flat  steel  band  sewn  tightly  into  a  pocket  in  the  edge  of  the  tyre 
instead  of  a  wire.  They  are  not  endless  wires,  they  lap  over.  But  they  are 
inextensible  as  the  endless  wire  is.  In  the  Casswell  case,  the  infringement  had 
a  wire  going  twice  round  ;  the  moment  you  got  any  pressure  the  friction  made 
it  inextensible.    My  evidence  will  show  that  in  the  present  case  there  is 

40  inextensibility,  first  by  reason  of  the  pressure ;  secondly,  by  reason  of  the 
pocket  being  tight  round  the  band,  the  canvas  is  inextensible.  This  is 
the  only  new  issue  of  fact.  It  may  be  that,  in  the  first  blowing  up,  it  gives 
one-eighth  of  an  inch  or  so,  but  that  does  not  matter  ;  as  it  works  it  is 
inextensible.     {Bousfield,  Q.C.,  suggested  taking  the  question  of  infringement 

45  first  separately.]  [Wills,  J. — On  the  other  part  of  the  case,  could  we  not  take 
the  evidence  in  the  East  London  Rubber  case  as  evidence  in  this  ?]  May  I 
have  time  to  consider  that  ?  [Bous field,  Q.C. — I  suggest  that  each  side  have 
liberty  to  supplement  that  evidence,]  (Subsequently  Moultan,  Q.C,  consented 
that  the  evidence  in  the  East  London  Rubber  case  should  be  taken,  so  far 

50  as  validity  whs  concerned,  including  the  question  of  anticipation  by  Latta.) 
The  following  witnesses  were  called  by  the  Plaintiffs,  namely  : — Dr.  John 
Hopkinson,  Messrs.  Dugald  Clerk  and  C.  Vernon  Boys,  and  Lord  Kelvin. 

Bouefield,  Q.C,  opened  the    Defendants'  case. — ^The    main  issue    here  is 
infringement^  for,  although  the  other  issue  is  of  equal  importance,  yet  so  far  as  it 

55  is  a  question  of  construction  we  could  not  hope  here  to  alter  the  previous  decision 
on  it.    The  only  exception  iB  Fig.  20,  which  has  not  been  dealt  with  before. 
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[Wills,/. — Fig.  20  is  not  well  drawn.    If  you  carry  the  wires  down  a  bit 
lower  on  each  side,  it  is  identical  with  Fig.  19.]     The  wires  are  meant  to  be 
larger  than  the  rim.    One  cannot  take  this  matter  of  Fig.  20  apart  from  the  rest 
of  the  case.   I  should  be  content  to  have  the  issue  against  me  proformxi  without 
prejudice  in  the  event  of  this  case  going  elsewhere.     [WILLS,  J. — I  prefer  not  5  .. 
togive  a  pr<?/orwa  judgment.]     I  shall  then  have  to  rely  on  the  Provisional   , 
Specification  to  show  that  what  we  do  is  not  within  it.    The  judgments  of  the   . 
Court  of  Appeal  show  that  the  balance  was  very  near.    The  Plaintiffs  wish  to 
go.  by  two  steps,  first  to  get  the  Complete  Specification,  and  then  to  say  ours  is 
an  infringement  without  considering  the  Provisional  Specification.     The  effect  10 
may  be  to  extend  the  infringements  of  Fig.  15.    We  are  entitled  to  take  the  two 
issues  in  one,  and  say  ours  is  not  within  the  ambit  of  the  Provisional  Specifi- 
cation ;  this  is  the  more  necessary,  as  the  monopoly  which  Welch  has  got  for  this 
particular  form  is  a  mere  fluke  ;  there  is  nothing  of  it  in  the  Provisional  Specifi- 
cation.   He  has,  instead  of  the  rubber  sitting  in  a  groove  in  the  rim,  the  rim  15 
sitting  in  a  groove  in  the  rubber.    That  is  what  he  set  to  work  to  invent.    In 
the  Provisional  Specification,  he  says  "  forming  a  groove  inside."     [Reference 
was  made  to  a  sheet  of  Figures  showing,  according  to  the  Defendants'  contention, 
the  forms  covered  by  the  Provisional  S)>ecification.]     The  tyre  is  no  longer 
nipped  in  a  rim«  but  is  free  to  expand.     Rubber  in  incompressible  ;  elasticity  is  20 
only  obtained  when  it  is  free  to  be  deformed.    So  much  of  it  as  is  in  a  rim  is 
incompressible,  that  is  why  Welch  wanted  as  much  outside  as  possible.    Then 
he  had  a  new  method  of  fastening  on  ;  it  is  on  that  that  the  decision  of  the 
Court  of  Appeal  is  based.   Also  the  tyre  may  be  fitted  over  the  existing  rubbers, 
or  cork  may  be  substituted  for  the  rubber.    He  says  it  might  be  fitted  to  the  25 
ordinary  rims  by  modifying  the  furm  of  the  inner  surface  of  the  rubbers.    He 
has  described  it  in  the  Complete  Specification,  but   with   modifications,  all 
tending  to  help  what  was  the  main  thing — to  get  pneumatic  tyres  in.    The 
shoulders  which  he  mentions  in  the  Provisional  Specification  were  to  prevent 
the  saddle  from  tilting  ;  it  did  not  involve  any  turning  up  on  the  shoulders.  30 
In  the  Complet-e  Specification,  he  interprets  this  into  Fig.  6  and  7  with  a  view  to 
leading  up  to  Fig.  15.    His  only  idea  in  having  a  hollow  tyre  was,  in  the  Pro- 
visional Specification,  to  secure  lightness ;  the  expression  as  to  hugging  the  rim 
supports  our  contention.    The  Court  of  Appeal  say  that  he  intended  to  apply  it 
to  existing  wheels,  of  which  the  old  Dunlop  was  one,  and  that,  with  a  little  35 
modification,  makes  Fig.  15.    But  then  you  get  rid  of  his  main  idea — ^that  is,  of 
the  large  soft  mass  free  to  expand  laterally.   This  method  of  reducing  vibration 
is  wholly  opposite  to  the  principle  of  the  pneumatic  tyre,  in  which  you  want  as 
thin  an  envelope  as  possible.    The  Court  of  Appeal  met  that  by  saying  that 
whefe  he  had  got  sufficient  elasticity,  he  might  make  his  rubber  thin.    I  say  40 
th^t,  in  Fig.  15,  you  have  not  got  the  improved  tyre  which  is  the  subject  of  his 
invention.    The  method  of  wiring  on  is  practically  what  Welch  has  got  left 
after  the  decision  of  the  Court  of  Appeal.    How  is  Fig.  20  a  development  of  all 
this  ?    Dr.  Hopkinson^s  view  was  liat  the  diameter  of  the  wire  ring  was  rather 
larger  than  the  diameter  of  the  outside  of  the  rim,  but  that  the  rubber  iteelf,  45 
coming  outside  the  wire,  was  a  little  smaller.   In  Fig.  20,  the  tyre  is  held  on  by 
the  wires  preventing  a  portion  of  the  circle  from  expanding  under  pressure.   It 
does  not  matter  that  the  wires  are  a  little  bigger  in  diameter.    They  make  an 
inextensible  edge,  but  for  the  purpose  of  holding  the  edges  of  the  band  of 
rubber  which  bellies  down  in  the  groove.     It  is  approach^  through  Fig.  19,  50 
which  is  a  thing,  never  meant  to  be  used.      [^WalUice^  Q.C. — Fig.  19  would  hold 
on  if  the  wires  were  above  the  rim.]     It  is  equally,  then,  not  within  the  Pro- 
visional Specification.     [Wills,  J, — Then  it  depends  on  a  principle  different 
from  that  which  the  Court  of  Appeal  has  said  is  the  essential  principle.! 
[^WallacCy  Q.C— In  Fig.  20,  the  inner  convexity  is  there,  although  it.  is  attached  55 
to  the  cover.])  ^  Thiey  regard  the  tube  as  Bplit  up.  into  an  outer  and  inner  layer;  it 
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is  only  a  mental  process.  It  is  one  whole  thing.  The  Patentee  says,  "  thus 
preventing  displacements  laterally,"  that  is,  by  the  band  of  rubber  bellying  into 
the  concave  rim.  The  action  is  perfectly  independent  of  the  exact  diameter  of 
the  wires. 
5  I  now  pass  to  the  question  of  infringement.  The  question  is — How  is  our 
tyre  held  on  ?  It  is  only  possible  to  get  at  that  by  analysing  it,  unless  we  are 
to  leave  the  matter  as  a  contradiction  of  opposing  witnesses.  One  has  to  find 
how  the  tyre  acts  in  iibs  normal  condition,  but  to  do  this  one  has  to  see  the 
result  of  varying  the  conditions.    Tne  Welch  tyre  is  held  on  by  the  wire  as  a 

10  whole  being  in  tension.  One  can  tell  that  by  cutting  the  wire.  Ours  will  hold 
on  with  a  perfectly  square-shaped  rim  without  any  side  grooves,  and  will  do  so 
if  the  band  be  cut:  but  Welch's  would  go  off.  I  have  altered  the  conditions,  but 
it  shows  that  it  is  not  dependent  on  the  continuity  of  the  band.  [Wills,  J.— 
That  shows  that  there  is  some  other  action  which  .is  sufficient ;  but  that  is  not 

15  .conclusive  if  it  performs  the  same  function  as  the  Welch  tyre.]  They  say  the 
outer  edge  is  in  tension  and  the  inner  in  compression.  The  cover  is  not  pulling 
on  the  outer  edge  of  the  band  ;  the  cover  pulls  on  the  pocket  and  the  pocket 
on  the  band.  The  pull  cannot  get  to  the  other  edge  of  the  band  before  it  has 
got  through  the  inner  edge,  because  the  pull  is  on  a  pocket  which  must  first 

20 .  pull  on  the  back  edge.  The  outer  edge  has  no  effect  on  the  cover  except  to 
reinforce  the  inner  edge ;  although  there  may  be  local  stresses.  Assuming  that  edge 
is  in  tension,  it  has  no  action  whatever  on  the  canvas  ;  it  does  not  act  on  the  cover 
like  a  wire  in  tension.  To  act  on  the  cover,  the  action  must  go  through  to  the 
other  side  of  the  band,  which  is  in  compression.    The  action  of  the  band  is  its 

25'^tion  as  a  whole,  and  the  action  of  this  edge,  even  if  in  tension,  is  nil.  It  is 
the  inner  edge  that  corresponds  to  the  wire.  In  every  pneumatic  tyre  there 
must  be  something  along  the  edge  to  prevent  it  acquiring  a  larger  diameter. 
For  instance,  in  Dunhp  (No.  4116  of  1889)  the  edge  is  cemented  to  the  rim, 
and  by  that  means  made  inextensible.    Bartleit  also  illustrates  that.    But  the 

30  question  is,  whether  we  do  it  by  a  wire  the  tension  of  which  resists  the  tendency 
to  expand.  In  our  case  the  pull  is  not  resisted  by  something  in  tension ;  the 
pull  is  on  the  inner  edge,  which  is  admitted  to  be  in  compression. 
{Wallacey  Q.C. — We  are  not  alleging  infringement  in  a  loose  cover.]  In  every 
case  the  bands  slide.    The  argument  is  good,  however  tigntly  ihe  cover  fits. 

35  .{Illustrated  by  a  wooden  rule  in  canvas  poclcet.']  Whisit  is  the  force  resisting 
the  pull  on  the  inner  edge  ?  It  is  resisted  by  the  rigidity.  In  Welch  a  flexible 
inextensible  string  would  do.  If  I  pull  straight  out,  it  tends  to  bend  the  thing 
edgeways  and  puts  the  inner  edge  in  a  state  of  compression,  and  the  outer  edge 
in  a  state  of  tension.    It  acts  like  a  girder.    There  are  stresses  and  tensions, 

40  — not  the  tension  of  a  string,  but  the  tension  that  comes  from  transverse 
rigidity.  So  the  pull  is  resisted  by  the  stiffness  of  the  band,  which  is. also  kept 
by  its  lying  in  a  groove  and  by  the  air  pressure  on  it ;  but  these  are  not 
incidents  of  the  Welch.  The  pull  is  really  at  an  angle.  I  have  been  taking 
the  components  of  it  in  a  horizontal  plane.    Taking  the  other  component,  it  is 

45  resisted  by  the  resistance  which  the  cylindrical  band  offers  to  prevent  itself  being 
turned  into  a  cone.  This  is  independent  of  the  band  being  continuous;  it 
takes  place  if  a  quarter  of  a  circle  is  considered.  That  resistance  is  not 
got  by  any  tension  through  the  substance,  as  it  acts  though  the  band 
be  cut.    All  it  requires  is  to  be  held  down  by  the  air  pressure.    If  I  show  that 

iM)  the  equilibrium  of  our  tyres  is  independent  of  the  continuity  of  the  bands, 
that  is  sufficient  for  me.  I  will  show  that  by  experiments  iu  which  the  bands 
have  been  cut  through,  and  in  which  even  the  tyre,  ban  Is,  and  canvas  have  all 
been  cut  through.  There  is  no  change  produced  by  the  cutting.  Another 
element  we  have  to  consider  is  the  contractile  action.    If,  when  you  blow  up, 

55.. your  tyre  increases  in  circumference,  it  will  be  loose  on  tharim*  In  ours  the 
cover  IB  brougl^i  down  rnxdemeath  the  tube,  so  the  air  presses  ^n  its  uadersidt* 
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In  Welch  there  is  an  unbalanced  air  pressure,  and  the  wires  have  to  balance 
that.  There  is  no  unbalanced  pressure  in  ours,  unless  the  edges  do  not  touch ; 
but  the  lateral  nipping  action  is  sufficient.  There  is  also  the  contractile  action. 
[TVw's  was  illustrated,']  We  have  not  got  it  to  that  extent.  Our  tube  is  cut  on 
the  bias  ;  there  is  contraction  enough.  It  becomes  smaller  as  it  is  pumped  up.  5 
The  effect  is  to  make  the  ends  of  the  bands  creep  over  one  another.  This 
force  is  tending  to  put  the  bands  into  compression.  So  far  from  drawing  in 
the  cover  by  means  of  the  bands,  we  draw  the  bands  in  by  means  of  the  cover. 
\_The  original  drawing  of  Fig.  20  was  then  parsed  up.]  The  experiments 
show  that  the  effect,  when  the  tyre  is  blown  out,  is  to  reduce  the  internal  10 
diameter.  It  is  said  that  it  may  be  done  without  the  bands  moving  over  one 
another ;  that  may  be  if  they  are  rusty.  If  they  do  not  slide  they  must  crumple 
up.  Referring  to  the  judgments  of  the  Court  of  Appeal,  the  most  important 
thing  is  how  Ldtta  is  distinguished.  In  Latta's  the  wires  were  wavy  and 
would  not  pull  through.  His  wires  will  stay  on  if  they  are  broken,  because  15 
the  rubber,  where  the  wire  is  intact,  cannot  stretch.  The  Court  distinguishes 
Latta  ;  for  the  same  reasons  ours  is  different  from  Welch,  Anybody  is  entitled 
to  counteract  the  extensibility  of  the  rubber,  and  Righyy  L.J,y  distinguishes  the 
method  of  doing  that  in  Welch  and  Latta  ;  I  rely  on  the  distinctions  that  were 
so  made.  At  the  most,  the  only  novelty  in  WeUKs  Provisional  Specification  20 
is  that  instead  of  having  a  hard  inextensible  rubber  base,  as  in  Salamon^  he 
put  wires  In  the  edges.    It  is  an  invention  of  a  very  narrow  ambit. 

Sir  F.  J.  Bramwelly  Messrs.  Swinburne,  A.  J,  Boult,  and  T  Olarkson  were 
then  called  as  witnesses  for  the  Defendants. 

Bousfield,  Q.C.,  summed  up  the  Defendants'    case. — I  will  first  take    the  25 
Provisional  Specification  of  Welch.    His  idea  was  to  have  his  tyre  soft  and  of 
lai^e  form.    The  words  at  the  end,  **  the  above-described  rubber  tyres  being 
outside  the  metal  rims,"  apply  to  all.    There  is  only  one  invention  as  regards 
the  form   of    the  tyre,    although  there  is    the   modification  of  the    under 
surface.    As  regards  the  mode  of  fastening  on,  there  is  no  unity ;  he  gives  30 
more  than  one   method.     It  was  argued   before  the  Court  of  Appeal  that 
the   method    of    fastening  was    appendant  to  his  new  form  of   tyre;    but 
the  Court  did  not  take  that  view,  so  I  cannot  use  it  here.    The  same  holds 
as  to  the  cementing  on.    The   method  of  placing  and  fastening  the  wires 
shows   that  when   screwed  up  they   were  to    be  smaller   in    circumference  35 
than   the    hard    object    in    between    them,    and    that    would    tighten    the 
tyre  on.    There  was  no  idea  in  the  Provisional  Specification  of  a  continuous 
wire  which  was  to  be  got  on  in  some  other  way.    That  was  one  objection 
taken    to    Fig.    15.    It    may    be    said    that    in    Fig.   15    the    air    tube    is 
the  median  convexity.    This  phrase  was  built  on  the  words  about  having  40 
a  more   or   less    rounding    surface    outwardly.    But    in   describing  Fig.   20 
the  Patentee  says,    '^  with  a  rounding  surface  outwardly  in  the  form  of  a 
shallow  concave  groove."    He  never  thought  of  the  inner  air  tube  being  his 
rounded  surface.    His  idea  was  that  the  rim  was  the  convexity  ;  the  description 
of  Fig.  15  shows  that.     But  I  will   not  follow  that  up  now.    But,  at  any  45 
rate,  in  Fig.  15,  supposing  the  air  tube  was  the  rounding  surface  outwardly, 
the  wires  were  in  the  same  position  with  regard  to  it  as  described  in  the 
Provisional  Specification.    This  method  is  not  followed  out  in  Fig.  20.    The 
wires  are  not  discharging  the  function  of  straining  down  although  no  doubt 
they  give  inextensibility  to  the  tube  as  a  whole.     There  were  plenty  of  50 
wired-on  tyres  before  this,  e.g.,  Latta  and  Starley.    Therefore  Welch  is  not 
entitled  to  any  claim  which  will  cover  wires  as  a  means  of  giving  inextensibility. 
In  Fig.  20,  although  the  wires  are  of  importance  in  keeping  the  thing  from 
stretchii^g,  there  is  the  old  action  of  a  round  tube  lying  in  a  rim  that  fits  it 
I  now  pass  to  the  question  of  infringement.    I  ask  your  Lordship  to  find,  as  a  55 
fact,  that  the  bands  are  in  a  state  of  compression.    We  have  tested  it  in  every 
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way  we  conld  devise.  Whether  it  be  owing  to  the  air  pressure,  or  the  contractile 
action,  or  a  combination  of  both,  the  tyre  is  in  a  state  of  compression.  It 
looks  at  first  as  if  there  was  a  force  tending  to  draw  the  tyre  from  the  rim. 
That  is  not  necessarily  so.  Supposing  the  band  is  bigger  than  the  rim  and  will 
5  not  compress,  it  cannot  lie  close  to  the  rim  all  round.  If  not  stiff  enough,  it 
may  buckle  and  be  clear  of  the  rim  at  one  part.  The  slightest  contraction  on 
blowing  out  is  sufficient  to  show  that  the  bands  are  not  in  tension.  In  their 
own  experiment  there  was  a  slight  movement.  Our  experiments,  especially 
those    in    which    the     bands    were    cut    through    whilst    the    tyre     was 

10  blown  out,  are  conclusive.  I  submit  that  our  bands  are  in  compression. 
They  say  that  this  is  consistent  with  suppressed  tensions.  The  difference 
between  local  tension  and  tension  as  a  whole  can  be  illustrated  by  the  cases  of 
a  weight  on  a  string  and  on  a  girder.  In  the  girder  case  there  are  local  tensions 
and  compressions,  but  the  weight  is  supported  by  the  rigidity.    In  Welch's^ 

15.  directly  a  wire  is  cut,  the  tyre  blows  off  ;  in  ours,  if  the  bands  are  cut,  it  makes 
practically  no  difference  as  to  holding  on.  In  making  our  experiments  with  a 
square  rim,  we  have  gono  nearer  the  shape  of  Welches  rim,  yet  there  are  ample 
forces  to  hold  it  on  when  cut.  In  Welch^  the  tyre  being  saddle-shaped,  there  are 
enormous  forces  tending  to  blow  it  off,  and  something  to  hold  the  edges  tight  is 

20  essential  to  that  form.  In  Thomas  and  the  Clincher  tyre,  both  saddle  tyres, 
the  edges  are  held  tight,  thoDgh  in  different  ways.  Ours  is  not  saddle-shaped. 
Although  the  edges  do  not  meet  quite,  that  is  mended  by  the  lateral  abutment 
on  the  sides  of  the  rim.  They  can  have  their  wires  outside  the  rim,  but  we 
could  not  haye  our  bands  outside.    The  bands  being  underneath  in  ours, 

25  tension  and  inextensibility  are  foreign  to  the  method  of  holding  on.  Of  course, 
for  the  strains  in  riding,  the  band  must  be  sufficiently  continuous ;  but  apart 
from  that,  continuity  is  unnecessary  if  you  have  a  sufficient  lateral  abutment. 
Welch  is  not  entitled  to  claim  inextensible  edges.  If  his  claim  extended  not 
merely  to  inextensible  wires  but  inextensible  edges,  he  would  be  in  a  difficulty 
■i  30  with  Thomas  and  Salamon  ;  and  he  cannot  extend  his  claim  for  pneumatic  tyres 
beyond  what  he  could  claim  for  ordinary  tyres.  They  have  put  a  claim  for 
inextensible  edges  forward  in  this  case.  [WILLS,  J. — ^Yes,  the  inextensible 
edges  of  the  bands.  They  say  these  perform  the  function  of  the  wires.]  You 
.  cannot  treat  the  edge  which  they  say  is  in  tension  as  our  edge,  because  it  is  not 

35  the  edge  on  which  the  pull  is.  The  question  of  inextensible  edges  is  narrowed 
down  by  what  has  gone  before.  If  we  infringe,  they  could  say  that 
Salamon  infringed,  and  the  same  applies  to  Thomas.  Salamxm  is  expressly 
disclaimed  by  his  Specification.  Salamon  is  put  on  by  shrinking,  and  has  a 
sufficiently  inextensible  edge  which  is  in  tension.    Ours  is  distinguished  from 

40    Welch  on  the  same  grounds  as  those  given  by  the  Court  of  Appeal  for 

distinguishing  Latta.    Ours  acts  as  Latta's  does,  independently  of  continuity. 

If  our  tyre  is  in  compression,  then  Mr.  Boys'  evidence  is  material  as  to  whether 

we  infringe.    He  did  not  like  to  say  whether  in  that  case  we  infringed  WelcK 

Moulton^  Q.C.,  in  reply. — First,  as  to  validity.    The  objection  of  disconf  ormity 

45  is  an  objection  of  law.  It  is  necessary  to  consider  how  it  arose  in  English  law. 
The  Provisional  Specification  was  substituted  for  the  old  method  of  registering 
a  title  After  registration,  six  months  was  allowed  before  a  description  had  to 
be  filed.  It  was  found  difficult  to  indicate  inventions  by  a  title,  so  a  Provisional 
Specification  was  required.    The  Provisional  Specification  is  only  to  ensure  that 

50  the  development  is  an  honest  development  of  the  idea  which  the  inventor  tells 
the  Crown  he  is  working  out.  In  this  case  there  has  been  an  attempt  to  say 
that,  unless  you  find  a  thing  in  the  Provisional  Specification,  its  presence  in  the 
Complete  is  fatal.  There  have  only  been  two  cases  of  disconf  ormity  invalidate 
ing  a  patent,  viz. :  The  United  Telephone  Co.  v. Harrison^  Cox-Walker^  and  Co. 

55  L.R.  21  CD.  720  and  Lane  Fox  v.  Ketisington,  etc.,  Co.,  Ld.,  9  R.P.C. 
221  aad  413.     By  the  1883  Act,  the  time  given  to  a  Patentee  to  develop 
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his  invention  was  enlarged  to  9  months.  The  objection  to  Fig.  20  was 
bronght  np  in  the  Gaswell  case  and  gone  into,  and  the  decision  was  that  there 
was  no  disconformity.  It  was  raised  by  the  pleadings,  and  there  was  cross- 
examination  about  it.  IBousJleld^  Q.C. — The  Defendants  gave  no  evidence 
on  it.]  When  the  Court  is  seised  of  the  meaning  of  the  two  Specifications,  it  5 
becomes  a  question  of  law  ;  but  I  will  deal  with  it  de  novo.  The  Provisional 
Specification  has  only  to  indicate,  not  to  define.  A  Patentee  is  not  to  be 
punished  because  he  has  given  a  full  and  detailed  Provisional  Specification ; 
Woodward  v.  Sansum^  4  R.P.C.  166,  Welch  was  the  first  person  who  conceived 
the  idea  of  holding  on  the  tyre  by  unsupported  wires — ^by  wires  outside  the  10 
rim.  This  was  not  the  whole  of  his  invention,  for  he  showed  that  you 
might  have  an  invention  identical  in  principle  with  the  wires  within  the 
shoulders  of  the  rim.  But  the  former  idea  is  beyond  question  in  the  Provisional ; 
and  there  never  has  been  any  suggestion  of  anticipation.  Fig.  I  is  undoubtedly 
found  in  the  Provisional  Specification.  *This  shows  the  fundamental  principle.  15 
The  wires  hold  on  simply  by  being  inextensible.  Starting  from  that,  he  aays 
special  rims  may  be  used— rims  rounded  in  outer  sections.  '*  I  may  form  rims 
**  of  the  ordinary  crescent-shaped  steel  turned  the  reverse  way.*'  Then  yon 
get  the  convexity.  Fig.  5  shows  it.  He  seats  his  arched-shape  tyre  on  the 
-outwardly  rounding  surface,  and  keeps  it  on  simply  by  the  wires  drawn  tight  SO 
in  its  edges.  It  is  necessary  to  see  how  much  Welch  had  invented  at  the  date  of 
the  Provisional  Specification  ;  that  marks  what  he  is  entitled  to  start  from,  not 
what  he  is  entitled  to  claim.  His  method  of  holding  on  is  independent  of  any 
peculiarities  of  the  rim.  Pneumatic  tyres  Increased  the  value  of  his  method. 
The  definition  of  the  saddle-shaped  tyre,  the  inextensible  edges,  and  the  25 
convexity  describes  the  early  part  of  the  Provisional  Specification.  Then  he 
goes  on  to  say  that  the  tyres  are  applicable  to  wheels  in  present  use.  He  is 
going  to  fulfil  the  earlier  words,  which  indicate  that  they  need  not  be  of  special 
shape.  He  might  put  his  tyres  as  covers  over  the  existing  rubbers.  The  Court 
of  Appeal  have  held  that  he  was  entitled  to  develop  this  and  take  a  pnuematic  30 
wheel  and  tuck  the  wires  inside  ;  but  it  must  be  held  on  by  inextensible  wiiee, 
or  it  would  not  be  his  invention.  Thus  you  get  to  Fig.  15.  Instead  of  the  old 
rubber,  you  have  a  blown  up  tube.  Where  the  wires  are  is  comparatively 
immaterial,  so  that  they  are  not  as  high  as  the  median  convexity.  He  then 
says  he  must  put  this  tyre  on  a  hollow  rim  by  modifying  the  form  of  the  35 
inner  surface  of  the  rubber.  First  he  has  his  special  rims,  secondly  anything 
convex,  and  thirdly  he  can  put  on  something  concave  if  he  adds  to  his  tyre 
something  that  makes  it  convex  underwards.  He  has  a  right  to  develop  all 
these  three  forms.  All  these  are  carried  out  in  good  &ith  in  his  sheet  of 
drawings  to  the  Complete  Specification.  Figs.  1  to  8  are  all  his  special  rims ;  40 
then  come  the  ordinary  rims  with  their  rubbers,  beginning  with  Fig.  9. 
Fig.  14  only  differs  in  dimensions  except  that  the  rubber  is  not  solid ;  then 
Pig.  15  with  the  convexity  formed  by  the  blown  up  tube.  These  are  the  first 
and  second  forms.  Fig.  19  is  the  example  of  one  in  "which  he  uses  the  concave 
rim  and  modifies  the  underside  of  the  tyre.  There  is  nothing  against  the  45 
novelty  of  Figs.  19  and  20.  There  is  nothing  in  the  Provisional  Specification 
to  say  that  the  wires  must  be  below  the  rim.  In  Fig.  14  they  are  above,  and 
this  is  held  to  be  within  the  Provisional  Specification.  Cement  the  rubber  to  the 
tyre  in  Fig.  14  and  you  get  Fig.  19.  Sunnhume  admits  that  Fig.  19  is  within 
the  Provisional  Specification,  so  that  I  have  to  defend  the  step  from  Fig.  19  50 
to  Fig.  20,  which  differs  in  having  a  pneumatic  tube  attached  to  the  underside 
of  the  saddle.  It  is  held  on  by  the  wires.  Aftor  the  Courts  have  said  that 
pneumatic  tyres  are  within  the  Provisional  Specification,  it  is  difficult  to  see  a 
case  against  Fig.  20.  The  peculiarity  of  the  pneumatic  tyre  is  that  you  shape 
your  tyre  after  it  is  on.  [Wills,  J.— The  objection  made  to  Fig.  20  is  that  55 
.there  is  no  arch  except  the  air  to  stretch  the  cover  over.]    It  dees  net  oome 
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out  of  the  same  words  as  Fig.  15 ;  it  is  the  case  of  modifying  the  underside. 
It  is  as  though  the  pneumatic  tyre  was  cemented  to  the  cover. 

The  question  of  infringement  is  concerned  with  that  part  of  the  patent  which 
has  been  pronounced  upon  by  the  Court  of  Appeal.  It  may  be  stated  as  the 
5  use  of  the  two  inextensible  edges  in  a  cover  stretched  over  a  convexity,  which 
may  be  a  pneumatic  tyre.  The  question  is.  whether  the  tyres  which  we  bought 
from  the  Defendants  before  action  are  infringemente.  The  Defendants' 
experiments  have  been  made  on  tyres  not  like  those.  I  am  not  concerned  with 
the  loose  pocketed  tyres.    In  their  experiments,  they  have  had  deviations  which 

dO  ,modififed  the  forces  in  play.    1  am  not  concerned  to  say  that  the  other  forces 

•  do  not  tend  to  keep  the  tyre  on.    If  a  tyre  with  an  inextensible  edge  was  put 

into  a  Clincher  rim,  it  would  not  be  an  answer,  if  sued  on  the  Welch  or  the 

Clincher    patent,     to     say     that    th«     tyre    was    held    on    by    the    other 

method.      That    is    a    common     device     of    infringers.      Both    inventions 

15  would  be  used.  In  this  case,  whatever  else  the  Defendants  have 
got,  they  have  got  our  method  to  a  substantial  extent.  What  are  the  forces 
at  work  ?  It  is  erroneous  to  speak  of  a  tyre  coming  off  as  a  whole  ; 
it  goes  at  a  point.  The  result  of  the  pressure  is  to  cause  an  immende  tension 
outwards  tangentially  at  the  lips  according  to  Swinburne's  evidence.    That 

20  has  to  be  resisted  everywhere.  The  contractile  action  does  not  modify  the 
amount  of  that  pull.  In  Welch  the  pull  is  resisted  by  the  inextensibility  of 
the  wire  ;  in  the  Clincher  by  the  nipping  between  the  in-turned  edge  and  the 
pneumatic  tube.  Now,  the  Defendants  unquestionably  bring  in  a  force  which 
presses  on  the  band  coming  from  the  pneumatic  tube.    But  this  is  not  a  new 

35  force  ;  it  exists  in  Fig.  15,  although  to  a  less  extent.  If  the  wire  were  flat  and 
of  considerable  breadth  in  Fig.  15,  that  force  would  be  greater.  The  inexten- 
sibility of  the  band  is  not  the  point.  That  may  resist  tension  if  there  is  a 
considerable  lap  over.  The  effect  of  the  band  is  to  make  the  edge  inextensible 
by  keeping  the  edge  stretched  over  it.      The  band  will  not  contract  laterally, 

30  and  the  canvas  will  not  elongate  without  contracting  laterally,  and  therefore 
the  transverse  rigidity  of  the  band  gives  longitudinal  rigidity  to  the  hem 
of  the  pocket.  In  this  way  you  get  an  inextensible  edge.  They  add  to  that 
the  security  of  the  Clincher  nip.  But  they  had  security  before.  They  have 
also  the  downward  pressure.    They  have,  therefore,  three  systems,  either  all 

35  acting  or  each  as  a  stand-by.  Whether  acting  at  the  moment  or  as  a  stand-by, 
they  have  our  device  in  use.  It  is  not  the  question  whether  they  could  have 
dotie  without  it.  They  think  it  wise  to  have  greater  resistance  to  deformation. 
Whether  the  wire  is  flexible  or  not  is  immaterial  in  Welch.  You  may  have 
.inextensibility  with  rigidity.     But  in  their  experiments  they  use  further  means 

40  to  strengthen  theirs,  as,  for  instance,  beaded  edges.  But  before  the  action  they 
.did  not  dispense  with  inextensibility.  In  our  experiment,  the  air  pressure 
pushed  theirs  up  instead  of  down.  It  was  said  that  it  was  an  accident  that  might 
easily  occur.  {_Bousfield,  Q.C. — In  putting  it  on.]  That  shows  that  in  some 
cases  the  inextensibility  might  be  important  to  them  ;  if  an  accident  occurred 

45  when  the  other  aids  were  thrown  out  of  gear,  then  the  inextensibility  would 
come  in.  Then  the  resistance  to  passing  from  a  cylindrical  to  a  conical 
shape  is  dwelt  on.  This  only  concerns  the  distribution  of  resistance  to 
strain  in  the  band  itself.  It  does  not  give  longitudinal  inextensibility.  It  is 
merely  the  resistence  which  prevents  one  edge  extending  without  the  other ;  it 

50  does  not  give  the  power  of  preventing  opening  out.  The  only  issue  of  fact 
which  the  Plaintiffs  must  support  is  that  there  is  a  structure  in  the  edge  giving 
great  inextensibility.  The  evidence  is,  that  it  holds  on  if  put  into  a  rim  like 
Fig.  15.  Inextensibility  must  be  present  there.  In  most  of  the  experiments 
there  has  been  buckling  in  the  edge  near  the  middle  of  the  rim.    In  the 

55  infringing  tyres  the  bands  were  more  flexible  than  in  the  later  ones.  If  the 
inner  edge  buckles,  it  looses  the  stiffness  which  enables  it  to  pass  its  pressure  on 
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to  the  edge  which  is  in  tension.  It  acts  as  a  flexible  body,  and  therefore  by 
tension  only.  It  is  admitted  that  there  is  tension  in  the  outer  edge.  They  say 
it  is  counteracted  by  pressure  on  the  band.  That  must  be  because  there  is 
sufiacient  rigidity.  But  if  there  be  buckling,  there  is  not  rigidity.  ^Tlie 
evidence  as  to  in  extensibility  was  then  referred  toJ]  The  inextensibility  is  so  5 
great  that  it  might  be  trusted  so  alone,  and  would  come  into  play  in  case  of  a 
sudden  pull,  for  the  pressure  cannot  be  increased  to  meet  sudden  demanda. 
The  fact  that,  apart  from  severe  trials,  the  Defendants  trusted  to  pressure  is  no 
reply  to  the  fact  that  they  have  the  stand-by  of  inextensible  edges. 

Bcmsfield,  Q.C.,  pointed  out  that  in  The  United  Telephone  Company  v.  Harrison^  10 
Gox'  Walker,  and  Co.,  21  Ch.D.  720,  there  were  words  in  the  Provisional  Specifi- 
cation which  might  have  referred  to  the  phonograph. 

Judgment  was  reserved  and  delivered  on  the  4th  of  August  1897. 

Wills,  /.—Two  questions  are  raised  in  this  case.  First,— does  Pig.  20  in  the 
drawings  attached  to  the  Complete  Specificati<in,  together  with  the  letterpress  15 
descriptive  of  Fig.  20,  show  an  invention  outside  any  thing  described  by  the 
Provisional  Specification  and  thus  invalidate  the  patent  for  disconformity  ?  and 
secondly, — do  the  articles  made  by  the  Defendants  and  complained  of  infringe 
the  patent  ? 

I  cannot  take  a  clearer  or  fairer  summary  of  the  description  and  the  20 
illustrative  drawings  than  that  given  by  Mr.  Sunnburn^^  a  witness  for  the 
Defendants,  "  You  make  a  hose  pipe  tyre,  and  you  put  wires  inside  in  such  a 
"  way  that  when  you  pump  that  hose  pipe  up  it  cannot  expand  as  a  whole. 
"  Therefore,  the  under  part  has  to  press  down  into  the  groove  of  the  rim.  The 
"  wires  simply  prevent  the  tyre,  as  a  whole,  from  getting  larger."  25 

The  Provisional  Specification  consists  of  two  distinct  portions — one,  which 
has  proved  to  be  the  most  valuable  part  of  the  invention,  relat-es  to  the  covering 
of  existing  rubber  tyres  with  a  cover  which  is  held  in  its  place  by  having  fixed 
within  its  inner  rim,  on  each  side  of  the  existing  tyre,  an  endless  inextensible 
wire  of  smaller  diameter  than  the  outer  edge  of  the  existing  tjTC.  This  30 
has  been  the  subject  of  litigation  already,  and  has  been  decided 
by  the  Court  of  Appeal  fairly  to  comprehend  the  application  of  the 
method  to  pneumatic  as  well  as  other  tyres  {The  Pneumatic  Tyre 
Company,  Ld.  v.  The  East  London  Rubber  Company,  Ld.)  The  other 
portion  is  distinct  from  the  one  I  have  already  mentioned,  and  that  it  is  so  is  35 
shown,  as  pointed  out  by  Mr.  Justice  Romer  in  the  last  mentioned  case,  by  the 
use  of  the  word  "  also "  on  page  2,  line  10,  of  the  Provisional  Specification. 
This  part  of  the  Provisional  Specification  relates  to  rubber  tyres  not  to  be 
stretched  over  others,  but  to  be  applied  directly  to  the  metal  rim  of  the  wheel. 
Among  the  forms  of  rim  to  which  it  is  to  be  applicable  is  most  clearly  and  40 
beyond  all  controversy  the  particular  form  of  metal  rim  involved  in  Fig.  20. 
"  I  may,"  says  the  Patentee,  "  form  rims  of  the  ordinary  crescent-shaped  steel  ^ — 
that  is,  having  a  convexity  outwards  in  relation  to  the  spoke  of  the  wheel 
(those  are  my  words,  not  his) — "turned  the  reverse  way."  That  is  (and  again 
these  are  my  words)  exactly  in  the  shape  given  in  Fig.  20.  At  the  close  of  45 
those  very  general  descriptions  the  Patentee  proceeds  to  further  detail,  and 
begins  by  describing  how  his  invention  may — ^not  must — be  applied  to  a  metal 
rim  with  the  convexity  outwards  by  inserting  into  the  edge  of  his  rubber  cap 
or  cover  the  wires  already  described,  in  which  case  they  will  operate  as  pointed 
out  by  the  Court  of  Appeal,  by  reason  of  the  cover  sitting  upon  an  arch  or  50 
saddle  and  having  its  inner  edges  rendered  inextensible  by  the  metal  wires. 
**  I  may  also,"  says  the  Patentee,  "  make  the  rubber  tyres  larger  in  circum- 
"  ference,  and  draw  them  into  the  rims  by  the  wires."  He  is  now  obviously 
dealing  with  the  case  of  the  metal  rim  having  the  rim  concave  towards  the 
spoke  of  the  wheel ;  that  is,  the  case  dealt  with  by  Fig.  20.  **  This,"  he  says,  55 
^  would  cause  the  surface  of  the  rubber  to  be  still  more  compressed," 
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Now,  it  seems  to  me,  that  what  Fig.  20  shows,  and  what  Mr.  Sunnbume  has  so 
well  described,  is  very  fairly  within  this  rough  outline.  The  Patentee  has  not  said 
that  his  tyres  are  to  be  solid.  I  do  not  think  he  was  at  that  time  thinking  of 
using  the  pneumatic  tyre  in  this  way,  because  the  only  place  in  which  he 
5  speaks  of  using  a  tyre  with  a  hole  through  the  centre  of  its  cross-section  is  at 
page  2,  line  15,  where  he  is  speaking  of  "  this  class  of  tyre,"  which  obviously 
means  what  I  may  call  the  cap  tyre— the  form  necessary  to  go  over  the  existing 
pneumatic  tyre — and  the  form  with  which,  and  with  which  alone,  Mr.  Justice 
Homer  and  the  Court  of  Appeal  had  to  do  in  the  case  already  cited.    But  there 

10  is  nothing,  as  it  seems  to  me,  in  the  general  words  of  the  Provisional  Specifi- 
cation which  I  have  cited,  to  limit  the  development  of  his  invention  so  as  to 
exclude  its  application  to  a  pneumatic  tyre.  That  was  a  form  of  tyre  perfectly 
well  known  at  the  date  of  the  Provisional  Specification,  and  I  cannot  see  any 
reason  why  the  inventor  was  not  at  liberty,  under  these  very  general  words,  to 

15  extend  his  researches,  and  pursue  to  success,  if  he  could,  his  adaptation  of  his 
system  of  wiring  to  any  form  of  tyre  to  which  he  should  find  that  he  could 
usefully  apply  it.  There  is  not  a  word  in  the  Provisional  Specification  to  say 
that  the  wires  shall  necessarily  be  of  smaller  diameter  than  the  rim  or  edge 
of  the  metal  where  the  tyre  is  to  be  applied  to  an  uncovered  concave  rim. 

20  When  it  was  applied  either  to  the  uncovered  convex  rim,  or  to  a  rim  already 
covered  with  something  which  made  it  as  a  whole,  whatever  the  form  of  the 
outline  of  the  metal,  convex,  from  the  very  necessities  of  the  case — ^the  very 
conditions  of  the  problem — ^the  wires  must  be  of  smaller  diameter  than  the 
edge  of  the  rim,  whether  metallic  or  rubber.    But  there  is  nothing  to  say  that, 

25  in  any  case,  they  must  be  of  smaller  size ;  and  where  the  conditions  of  the 
problem  do  not  require  that  they  should  be  so  (which  is  the  case  when  they  are 
inserted  directly  into  the  pneumatic  tyre),  I  cannot  see  why  they  should  be  so 
if,  through  their  agency,  the  desired  effect  be  brought  about,  though  the  modus 
operandi  be  different.    I  take  it  to  be  perfectly  settled  law  that,  so  fau*  as 

30  the  objection  of  want  of  conformity  between  Provisional  Specification  and 
Complete  Specification  is  concerned,  the  Patentee,  merely  by  condescending 
to  particulars  in  respect  of  the  things  which  he  has  thought  out,  never  loses 
the  benefit  of  general  expressions  in  the  Provisional  Specification  as  to  matters 
which  he  has  not  thought  out.    Of  course  he  may  use  words  which  may  tie 

35  his  hands  afterwards  to  detail.  But  that  is  merely  saying  that  his  language 
may  be  such  as  to  exclude  an  area  which  might  otherwise  be  within  more 
general  phraseology.  I  see  nothing  whatever  in  the  details  given  by  the 
Patentee  to  shut  him  out  from  the  area  covered  by  his  general  words  where 
those  details  do  not  apply.    In  this  case,  what  is  relied  upon  to  prevent  him 

40  from  developing  his  application  of  inextensible  wires  to  tubing  is  the  fact  that, 
under  the  conditions  of  the  more  specific  applications  given,  the  wires  must 
be  smaller  in  diameter  than  the  outside  edge  of  the  thing  to  which  his  tyre  is 
applied.  Therefore,  it  is  said,  when  he  proceeds  to  work  out  his  invention  in 
cases  in  which  the  wires  will  perform  functions  they  are  called  upon  to  f ulfi] 

45  without  being  smaller  than  such  edge,  there  is  disconf ormity.  The  reasoning 
seems  to  me  wholly  fallaciouB,  and,  in  my  opinion,  this  objection  to  the  patent 
cannot  be  sustained.  Other  objections  are  taken  to  the  validity  of  the  patent, 
but  as  they  have  all  been  rejected  by  the  Court  of  Appeal,  I  allude  to  them 
only  to  show  that  the  Defendants  will  be  within  their  rights  if  they  should 

50  insist  upon  them  in  the  House  of  Lords,  supposing  this  case  should  get  there. 

.  Mr.  Bousfield  almost  invited  me  to  give  what  he  called  a  pro  forma  judgment 

upon  this  point  following  the  general  lines  of  the  judgment  of  the  Court  of 

Appeal,  and  simply  leaving  it  open  to  the  Defendants  to  appeal  either  to  the 

Court  of  Appeal  or  to  the  House  of  Lords  against  my  judgment.     I  do  not, 

55  however,  conceive  such  a  course  to  be  respectful  to  the  Court  of  Appeal,  or 
right  in  itself.    The  objection  with  which  I  have  been  dealing  has  not  been  the 
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Btibject  of  any  expression  of  judicial  opinion  in  the  East  London  Rubber  Com- 
pany's case,  nor  in  any  other,  so  far  as  I  can  ascertain,  although  it  was  raised 
by  the  pleadings  both  in  that  case,  and  in  the  one  before  Mr.  Justice  Kekeunch, 
It  is,  in  my  opinion,  absolutely  different  from  the  objections  raised  in  respect 
of  Fig.  15  of  the  Complete  Specification,  and  is  for  me  definitely  to  decide  for  5 
the  first  time  ;  and  I  felt  that,  for  whatever  it  may  be  worth,  the  party  in  whose 
favour  I  should  ultimately  decide  was  entitled  to  the  benefit  of  my  judgment. 
I  have  declined,  on  the  one  hand,  to  treat  it  as  a  matter  which  must  have  been 
decided  by  the  judgment  in  the  case  before  Mr.  Justice  Kekeivich,  and  as  to 
which,  therefore,  I  must  look  upon  myself  as  bound  by  his  opinion.  I  have  10 
declined,  on  the  other  hand,  to  give  anything  in  the  shape  of  a  pro  forma 
judgment,  or  to  deal  with  it  without  hearing  everything  that  could  be  said  about 
it,  and,  whether  right  or  wrong,  the  decision  I  have  given  is  the  result  of  the 
most  careful  consideration  that  I  know  how  to  bestow  upon  the  question. 

The  question  of  infringement  remains.     In  dealing  with  the  question  of  15 
departure  in  the  Complete,  from  the  outlines  indicated  by  the  Provisional 
Specification,  we  have  had  to  deal  with  that  part  of  the  invention  which  is  con- 
cerned with  the  form  of  tyre  which  does  not  consist  of  a  cover  put  over  a 
pneumatic  tube.    The  question  of  infringement  has  to  do  with  the  other  form 
of  tyre — that  which  consists  of  a  comparatively  thin  coating  of  rubber  placed  so  20 
as  to  cover  the  convex  edge  of  the  pneumatic  tube — that  edge  which,  but  for 
the  protecting  cover,  would  be  in  contact  with  the  ground.    There  is  no  room 
for  doubt  or  discussion  how  this  covering  band  is  held  in  its  place  across  the 
greater  part  of  the  circle  of  the  pneumatic  tube.    Tho  circular  wire  in  each  edge 
of  the  covering,  concentric  to  and  parallel  with  the  circumference  of  the  tube,  25 
is  shorter  than  the  outside  edge  of  the  tube  ;  and  as  the  wire  is  continuous  and 
cannot  extend,  so  the  edge  of  the  cover  cannot  expand,  and  therefore  cannot, 
as  it  is  ca]led,  "  blow  out,"  and  the  cover  must,  therefore,  be  held  in  its  place 
over  the  arch  of  the  tube.     Cut  the  wire  in  Welch's  patent  and  the  tyre  will  not 
hold  on,  but  will  "  blow  out,"  and  the  cover  will  fall  off.  This  is  not  in  dispute ;  30 
it  is  the  inextensibility  of  the  wire  which  does  the  work 

In  the  Defendants'  tyre,  the  cover  goes  very  nearly  all  round  the  pneumatic 
tube.     Under  the  inside  portion  of  the  pneumatic  tube — ^that  is,  between  it  and 
the  metal  rim  into  which  the  tube  is  more  or  less  fitted — there  are  not  wires, 
but  two  thin  strips  or  bands  of  steel  or  metal,  each,  perhaps,  three-eights  of  an  35 
inch  in  width,  perhaps  a  little  more — it  is  not  very  material.    Each  band  is  in 
a  pocket  of  canvas  cut  on  the  bias  and  enclosing  the  band  from  end  to  end. 
The  band  is  not,  like  the  wire,  endless,  but  is  some  six  inches  longer  than  the 
circumference  of  the  metal  rim  over  which  it  is  placed,  and  the  ends  overlap 
one  another  to  that  extent.    In  the  specimens  complained  of,  the  pocket  in  40 
which  the  band  lies  was  nearly,  if  not  quite,  tight  upon  the  band.    These  two 
pocketed  bands  nearly  meet  along  the  medial  line  of  the  concave  rim,  into  the 
hollow  of  which  they  are  inserted.    They  are  not  stitched  together  along  their 
internal  edges,  but  are  separated  by  a  very  narrow  interval — an  interval  only 
worth  noticing  because  it  shows  that  when,  by  blowing  up  the  pneumatic  tube,  45 
the  strain  is  put  upon  the  portions  of  the  band  which  overlie  the  pneumatic 
tube,  and  thus  connecting  their  external  edges,  it  is  not  by  any  union  between 
the  inside  edges  of  their  canvas  envelopes  that  they  are  held  in  place.    One 
thing  that  helps  to  hold  them  in  place  is  quite  clear.     In  the  alleged  infringe- 
ments, the  edge  of  the  concave  rim  of  the  wheel  is  turned  up,  and  inwards,  and  50 
forms  a  kind  of  shoulder  for  the  outside  edge  of  each  rim  to  butt  against. 
Exactly  what  is  the  modus  operandi  of  this  appliance  I  do  not  know.    It 
appears  to  be  disputable,  and  is  said  to  form  the  subject  of  another  action,  and 
therefore  1  wish  to  say  as  little  about  it  as  possible  ;  but  I  do  not  understand  it 
to  be  disputed  that  in  some  way  it  helps  to  retain  the  cover  in  its  place,  and  to  55 
prevent  it  from  blowing  out.    In  order  to  minimise  this  effect,  or  at  leaiit  to  get 
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rid  of  as  much  as  possible  that  belongs  to  another  area  of  controversy, 
the  Defendants,  in  many  of  their  experiments,  had  substituted  for  the 
particular  type  of  rim  turned  in  at  the  edge  furtherest  from  the  centre 
of  the  wheel  a  rim  with  edges  perpendicular  to  the  horizontal  line  from 
5  one  edge  of  the  rim  to  the  other,  and  so  parallel  with  the  radius  of  the 
medial  circle  of  the  rim.  This  seems  to  me  to  have  been  a  proper  thing  to 
do  under  the  circumstances,  and  simply  to  have  kept  out  of  sight  as  much  as 
possible  one  disputable  matter.  It  has  not  been  found  fault  with  by  any  of 
the  Plaintiffs'  witnesses,  and  I  shall  have  no  hesitation,  therefore,  in  referring 

10  to  these  experiments. 

In  fact,  the  Defendants'  bands  which  are  not  endless  do  hold,  or  play  an 
important  part  in  holding  in  place  the  strip  of  rubber  and  canvas  which 
forms  the  external  tyre,  and  they  therefore  perform  the  same  general  f  auction 
as  the  Plaintiffs'  inextensible  wires.    Do  they  do  so  by  reason  of  the  band  or 

15  some  portion  of  it  being  inextensible,  though  in  tension,  or  do  they  do  it  by 
reason  of  some  other  forces  and  without  resort  to  inextensibility  of  the  band  ? 
That  is  the  question.  It  is  one  about  which  there  is  the  usual  variety  of 
scientific  opinions,  and  which  presents  the  usual  difficulty  of  disentangling 
from  a  mass  of  speculation  the   real  and   crucial  facts.    The  Defendants  say 

20  that  the  force  which  really  holds  the  tyre  in  its  place  is  not  inextensibility 
in  the  band,  but,  if  not  wholly,  at  all  events,  mainly,  the  tendency  of  the 
strain  brought  to  bear  upon  the  flat  bands  by  reason  of  the  pull  on  the  canvas 
when  the  pneumatic  tube  is  blown  out,  to  turn  the  band  which  is  surrounding 
the  wheel,  from  its  normal  shape  of  a  slice  of  a  cylinder  into  a  slice  of  a 

25  cone.  A  hoop  of  metal  so  treated  offers — and  this  is  not  disputed — a  very 
great  resistance  to  the  process.  That  the  tendency  exists  under  the  circum- 
stances involved  in  this  case  is,  I  think,  demonstrated  by  some  experiments 
which  have  been  performed  in  Court,  and  to  which  I  will  presently  refer,  and 
it  is  common  ground  that  the  slice  of  a  cone  thus  tending  to  be  formed  is  one  in 

30  which  the  outside  edge  of  the  band  represents  the  larger  circle,  and  the  inside 
edge  the  smaller.  Though  this  is  not  disputed — the  Plaintiffs  will  say 
"  notwithstanding  this " — ^and  perhaps  partly  because  of  this — "  the  outside 
"edge  wants  to  become  larger  but  cannot.  This  demonstrates,"  they 
say,  "  that  the  outside  edge  is  in  tension,  and,  therefore,  that  the  outside 

35  "circular  slice  or  strip  of  the  band  is  performing  the  same  function,  and 
"  acting  in  the  same  way,  and  by  reason  of  inextensibility  doing  the  same 
"  as  Welches  wires." 

It  will  be  seen  thus,  that  the  real  question  between  the  two  sides  involves 
two  points,  as  to  each  of  which   scientific   speculation  may  almost  run  riot. 

40  Is  the  outside  actually  in  tension  ?  If  it  is,  is  its  inextensibility  one  of  the 
things  which  is  doing  the  work  ?  If  I  had  to  decide  the  question  upon 
purely  theoretical  considerations,  I  should  simply  say  that  the  task  was 
impossible,  and  that  when  men  of  equal  knowledge  and  ability  and  equal 
integrity  entertain  diametrically  opposite  opinions,  T,  as  a  jury,  could  not  say 

45  which  was  right  and  which  was  wrong,  and  that  therefore  the  Plaintiffs  have  not 
made  out  their  case.  Fortunately,  however,  there  seem  to  me  to  be  certain 
facts,  about  which  there  is  no  doubt  whatever,  which  do  help  me  to  emerge 
from  the  sea  of  speculation  in  which  I  have  been  at  times  in  danger  of  being 
drowned. 

50  In  the  first  place,  experiment  shows  that  upon  blowing  up  the  pneumatic 
tube,  stiffened  as  it  always  is  with  canvas,  the  primary  action  upon  the  inner 
surface  of  the  tube  is  to  contract  and  not  to  expand  it.  When  taken  off  the 
rim  and  blown  up  tight,  the  whole  tube  can  be  easily  passed  within  the  metal 
rim,  which  indicates  a  considerable  shortening  of  the  periphery.    One  would 

55  expect,  therefore,  that  when  the  tube  is  put  on  the  rim  and  blown  up,  its  action 
upon  the  rim,  and,  therefore,  upon  the  bemds  which  lie  between  it  and  the  rim, 

?f  z  ^ 
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would  also  be  to  compress  them.    Experiments  were  performed  to  show  this 
fact.    An  arc  of  the  metal  rim  two  or  three  inches  long  and  parallel  to  the 
edge  of  the  rim  was  cut  out  over  the  spot  where  the  two  ends  of  the  band 
overlapped.    Where  the  band  was  in  the  loose  pocket  one  end  travelled  freely 
over  the  other,  the  band  apparently  sitting  tiorhter  and  tighter  on  to  the  rim  5 
until  no  more  such  action  could  take  place.    When  the  band  (as  in  the  alleged 
infringement)  was  in  a  tighter  pocket,  the  effect  was  not  so  marked,  but  it  was 
still  distinctly  visible  in  one  experiment,  one  end  of  the  band  just  slipping  over 
the  other.    In  another  experiment,  the  ends  remained  just  where  they  were.    In 
no  case  was  there  the  slightest  indication  of  a  tendency  in  the  loose  ends  to  slide  10 
one  over  the  other  in  such  a  direction  as  to  enlarge  the  circle.    For  the  imme- 
diate purpose  of  ascertaining  what  the  initial  tendency  is,  to  my  mind  the  loose 
pocket  is  the  better  experiment  of  the  two,  inasmuch  as  you  get  then  the  simple 
behaviour  of  the  metal  band  when  exposed  to  the  f  oree  developed  by  the  infla- 
tion of  the  tube.    In  WehKs  patent,  it  is  the  metal  wire  which  effects  the  15 
inextensibility.  It  is  for  structural  reasons  covered  with  canvas,  which  is,  in  fact, 
cut  on  the  bias  ;   but,  inasmuch  as  the  wire  cannot  stretch,  neither  can  the 
canvas  coating.    The  binding  force  of  the  fibres  of  canvas  cut  on  the  bias  does 
not  come  into  play  until  they  are  stretched.    This  seems  obvious,  but  it  is 
superficially  stated  in  Mr.  Swinburne's  evidence  at  page  182,  and  the  statement  20 
has  not  been  challenged.    So  far,  there  are  no  indications  of  any  part  of  the 
band  being  in  tension  when  the  tyre  is  blown  up.    If  there  are  any  forces  which 
tend  towards  expansion,  they  are  counteracted  and  overcome  by  those  which 
make  for  contraction ;  and  it  is,  for  all  practical  purposes,  quite  indifferent 
whether  the  force  which  makes  for  compression  is  the  single  one,  or  whether  25 
it  is  the  effective  difference  between  the  strength  of  two  or  more  contending 
forces. 

A  second  experiment,  about  which  there  is  no  room  for  doubt,  tends,  to  my 
mind,  strongly  in  the  same  direction.  A  pneumatic  tube,  with  the  Defendants' 
cover  upon  it,  was  stretched  over  a  wooden  "circle,  part  of  the  rim  of  which  30 
was  cut  out  so  as  to  leave  a  short  gap  in  the  circumference.  It  was  also  cut  out 
deeply  enough  to  enable  the  inner  side  of  the  rim  across  the  gap  to  be  freely 
seen.  When  the  air  was  pumped  into  the  pneumatic  tube,  the  steel  band 
buckled  where  pressure  of  the  rim  was  removed.  About  this  fact  there  was  no 
possible  room  for  doubt.  The  buckling  was  greater  on  the  inner  than  on  the  35 
outer  edge  of  the  rim,  and  in  some  of  the  experiments  greater  than  others,  but 
it  was  always  there — and  I  myself  saw  that,  beyond  all  question,  in  some 
instances  the  buckling  took  place  in  the  outer  edge  as  well  as  in  the  inner  edge 
of  the  band.  The  portion  of  the  band  which  was  buckled  in  this  way  cannot 
possibly  have  been  in  tension,  nor  can  I  conceive,  any  more  than  the  scientific  40 
witnesses,  Sir  Frederick  Bramwell  and  Mr.  Sudnbume^  could,  how,  if  the  general 
tendency  had  been  towards  bringing  any  part  of  the  band  into  tension,  it  could 
have  buckled  right  through  the  outer  edge.  The  canvas  cover  may  be  here  left  out 
of  consideration  altogether  for  two  reasons.  First,  the  Plaintiffs'  patent  depends 
npon  the  inextensibility  of  the  wires.  Edges  made  inextensible  by  other  45 
means  were  known  before  the  date  of  the  Welch  Provisional  Specification, 
and  the  anti-stretching  power  of  canvas  cut  on  the  bias  has  been  known 
for  a  long  time.  Secondly,  the  canvas  offers  resistance  to  extension,  but  none 
to  compression. 

The  matter  does  not  end  here.  One  very  remarkable  experiment  was  spoken  50 
to,  and  another  was  spoken  to  and  shown  in  Oourt.  Not  only  the  metal  bands, 
but  the  canvas  pockets  in  which  they  were  held,  were  in  one  of  the  Defendants* 
tyres  cut  through  in  three  or  four  places,  leaving  on  the  wheel  three  or  four 
segments  of  about  120°  or  90°  each.  Mr.  Swinburne  said  he  had  ridden  upon 
it  in  that  condition,  and  the  cover  held  on.  Mr.  Swinburne  is  a  gentleman  55 
whoM  fttirtemeut  of  &ct  no  one,  I  think,  who  has  heard  him  give  evidenoe, 
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will  hesitate  to  accept.  Mr.  Boult  made  a  still  more  crucial  experiment,  because 
the  conditions  were  much  more  severe.  He  had  a  rim  made  with  shallow 
parallel  edges,  so  as  to  deprive  the  tyre  of  the  benefit  of  the  inturned 
edges.  He  then  had  the  bands  and  the  canvas  pockets  cut  through  in  three 
5  places.  He  rode  upon  it  in  th»t  condition  H^  miles,  on  very  rough  roads,  at 
about  20  miles  an  hour,  going  round  comers  and  travelling  in  the  dark,  and 
without  a  light,  so  that  he  could  not  pick  his  road.  The  tyre  held  on 
perfectly  well.  I  forget  whether  in  these  cases  the  pockets  sat  tight  or 
loose  on  the  bands.  It  seems  to  me  perfectly  immaterial.  The  Plaintiffs* 
10  patent  depends  upon  the  continuity  of  the  wires.  The  Defendants'  apparatus 
certainly  does  not  depend  on  the  continuity  of  the  bands. 

Another  tyre  was  taken  in  which,  after  the  pneumatic  tube  had  been  blown 
up,  the  whole  of  the  Defendants'  covering  apparatus,  bands,  canvas,  and  rubber 
was  cut  through  in  two  places  about  100°  apart,  so  that  the  arc  between 
15  the  cuts  was  absolutely  unsupported  by  any  possible  tensional  strain.    It  held 
on  apparently  as  tightly  as  ever.    No  unusual  force  could  produce  the  slightest 
effect  upon  it.    The  explanation  given  by  the  Defendants'  witnesses,  and  which 
was  not,  and  I  think  could  not,  be  controverted,  was  that,  at  all  events,  one  of 
the  forces,  and  probably  the  main  force,  which  held  the  arc  of  the  tyre  on,  was 
20  the  resistance  of  the  hoop  band  of  metal  to  deformation — to  being  turned  from 
a  slice  of  a  cylinder  into  a  slice  of  a  cone,  and  it  was  an  interesting  illustration 
of  how  great  that  force  is  and  how  adequate  to  do  the  work  required.    Probably 
the  action  was  assisted  by  the  friction  of  the  outer  edge  of  the  band  with  its 
canvas  pocket  upon  the  perpendicular  edge  of  the  rim.    These  experiments  go 
25  a  long  way  towards  helping  the  Defendants'  case,  but  they  are  not  conclusive, 
for  this  reason.    It  may  be  that  in  the  forces  which  are  clearly  independent  of 
tensional  strain  you  have  enough  to  do  the  ordinary  work  required  of  the  tyre — 
indeed,  so  much  appears  to  me  to  be  hardly  less  than  demonstrated — and  yet 
you  may  have  a  better  tyre  than  you  otherwise  would  have — a  tyre  with  what 
30  Mr.  Moulton  called  a  "great  reserve  of  force  "  (always  desirable)  contributed  to 
it  by  reason  of  the  outside  edge  of  the  band,  so  long  as  it  is  uncut,  being  in 
tension.    And  if  this  were  so,  perhaps  it  would  raise  a  very  diflScult  question. 
But  another  experiment  was  shown  which,  as  it  seems  to  me,  is  fairly  con- 
clusive upon  this  point.    One  of  the  Defendants'  tyres  was  taken  with  the 
35  pneumatic  tube  blown  out  upon  it  just  as  it  would  be  in  use.    The  wooden 
circle  or  rim  before  referred  to  was  used  as  before  with  a  space  cut  out  at  one 
spot  behind  both  bands.    Both  bands  were  then  filed  through.     I  saw  them 
immediately  afterwards,  and  it  was  only  not  done  in  Court  because  we  all 
thought  we  might  more  profitably  be  going  on  with  the  evidence  whilst  the  file 
40  was  being  applied.    The  edges  had  not  separated  by  the  thickness  of  a  hair ; 
they   remained    butted    up   against   one    another,    and    it    was    possible    to 
feel  them  actually  grate  against  one  another  when  one  end  was  pushed  laterally 
with  a  tool.    How  can  any  part  of  the  band  have  been  in  tension  consistently 
with  this  result  ? 
45      The  Plaintiffs  had  ample  opportunity  of  verifying  all  these  experiments  for 
themselves,  and  I  cannot  doubt  that  they  have  been  carefully  considered  and 
tested.    They  remain  just  where  they  were,  and  to  me  they  seem  to  make  a 
very  strong,  not  to  say  a  conclusive,  case  for  the  Defendants.    The  utmost 
attack  that  was  made  upon  them  was  that  many,  though  by  no  means  all,  were 
50  made  upon  loose  pocketed  tyres  instead  of  upon  tight  pocketed  ones,  which  the 
tyres  complained  of  as  infringements  are  said  to  be.    It  seems  that  for  some 
time  past  the  Defendants,  for  what  reasons  I  know  not — possibly  to  avoid  some 
of  the  questions  which  have  been  raised  before  me — have  given  up  using  the 
tighter  pockets,  and  made  their  tyres  with  loose  ones,  which  are  therefore  at 
55  present  those  available,  or,  at  all  events,  more  readily  available.    I  have  already 
pointed  out  that  it  does  not  seem  to  me  to  make  any  difference,  and  have  given 
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reasons  for  so  thinking.  The  Plaintiffs'  patent  depends  upon  the  inextensible 
wires.  The  construction  put  upon  the  patent  by  the  Court  of  Appeal  is  clear 
upon  this  point. .  The  wires  are  mentioned  in  nearly  every  paragraph,  I  might 
almost  say  in  nearly  every  line  of  the  Complete  Specification,  and  edges  made 
inextensible  by  other  means  were  not  named.  But  this  is  immaterial  5 
if,  as  I  think  is  the  case,  it  is  shown  that  whatever  contending  forces 
may  be  at  work  within  the  metal  band,  the  effective  balance  is  not  in  the 
direction  of  tension. 

To  these  very  cogent  pieces  of  evidence  were  opposed  a  single  experiment 
and  a  mass  of  theories.    The  experiment  showed  that  when  the  pneumatic  10 
tube  was  blown  up,  they  could,  in  some  cases,  get  a  strip  of  paper  to  pass  in 
pJaces  between  the  metal  band  and  the  inside  edge  of  the  tube.    It  is  so  small 
a  fact,  when  contrasted  with  those  that  I  have  mentioned,  that  if  it  has  to  be 
weighed  against  them,  and  there  are  a  few  cases  in  which  the  facts  even  of 
physical  behaviour  point  all  one  way,  that  it  comes  to  very  little.     I  thought,  15 
however,  that  it  was  satisfactorily  explained  by  Sir  Frederick  Bramtvell  and 
Mr.  Stoinhurne,  and  I  do  not  stop  to.  discuss   it  further.    A  good  deal  of 
Mr.  Moulton's  cross-examination,  as  well  as  of  his  argument,  was  directed  to 
showing  that  there  must  be  tension  in  the  outside  edge  of  the  band,  and  he 
pressed  into  service  for  this  purpose  the  greater  buckling  of  the  inside  edge  than  20 
of  the  outside  edge.     To  me  it  seems  that  a  good  deal  of  his  reasoning  failed  to 
prove  more  than  that  there  was  less  compression  in  the  outside  than  in  the 
inside  edge,  a  fact  which  two  experiments  show.     But  I  do  not  attempt  to 
follow  Mr.  Moulton  into  a  field  of  physical  research  where  it  is  obvious  that  a 
great  deal  of  uncertainty  exists.    The  strains  which  come  into  play  are,  as  one  25 
witness  said,  exceedingly  complicated,  and  very  difficult  to  appreciate  by  mere 
theory.     Mr.  Moulton  is  a  past  master  in  such  matters,  and  it  is  no  disrespect 
to  the  witness  in  question  to  say  that  in  mechanical  dialectic  Mr.  Moulton  had 
the  better  of  him.    The  witness,  however,  was  justified  in  summing  it  up  by 
saying,  in  effect,  "  you  may  reason  as  much  as  you  like,  and  I  may  be  unable  30 
**  to  answer  you  satisfactorily ;    but    the    proof    of    the  pudding  is  in  the 
"  eating,  and  you  want  me  to  say  that  that  which  I  have  seen  happen  cannot 
"  happen." 

There  remains  one  circumstance  that  perhaps  I  ought  to  notice.  In  two  of 
the  experiments  that  were  made  to  show  that  the  bands  were  in  a  state  of  35 
compression,  a  portion  of  the  pneumatic  tube  had  been  allowed  to  get  tucked 
in  between  the  metal  rim  of  the  wheel  and  the  flat  side  of  the  band  ;  and  upon 
the  tube  being  inflated,  the  portion  of  the  band  over  the  tucked-in  bit  of  the 
pneumatic  tube  was  driven  beyond  the  flange  of  the  rim.  Mr.  Moulton  argued 
that  if  the  band  had  not  been  inextensible,  the  cover  would  have  been  driven  40 
off.  No  notice  was  taken  of  the  circumstance  at  the  time  beyond  the  correction 
of  the  mistake  and  the  execution  of  the  experiment  under  normal  conditions, 
and  the  argument  about  it  came,  for  the  first  time,  in  Mr.  Moulton^s  reply.  He 
argued  also  that  it  was  the  pull  on  the  canvas  cover  of  the  band  that  alone 
prevented  the  tyre  from  coming  off.  The  latter  argument  must  be  erroneous,  45 
inasmuch  as  one  of  the  experiments ,  in  which  the  accident  occurred 
was  with  a  tight-pocketed  tyre  and  one  with  a  loose-pocketed  tyre,  and 
there  is  not  the  least  difference  in  their  behaviour.  I  think  it  is  a  more 
reasonable  conclusion  that  the  bands  did  stretch,  which  could  only  have 
been  by  sliding  over  one  another,  and  that,  notwithstanding  the  frictional  50 
action  of  the  flanges  of  the  rim  and  every  other  force  that  opposes 
extension,  they  are,  as  the  Defendants  and  their  witnesses  say,  not  inex- 
tensible even  in  their  outward  edges,  and  on  that  ground  alone  no  infringement 
of  the  Plaintiffs'  patent. 

I  give  judgment,  therefore,  for  the  Defendants  on  the  issue  of  infringement  55 
and  in  the  action.    The  Plaintiffs  have  succeeded  on  all  the  issues  as  to  the  validity 
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of  the  patent,  and  are  entitled  to  a  certificate  that  the  validity  of  the  patent 
came  in  question. 

I  ought  to  make  a  special  Order  as  to  costs,  a^*  I  can  in  this  case  make  a  very 
good  estimate  of  the  extent  to  which  the  inquiry  has  been  lengthened  by  the 
5  contest  as  to  the  validity  of  the  patent,  for  which,  in  my  opinion,  it  is  just  that 
the  Defendants  should  pay.  I  therefore  say,  Let  the  Taxing  Master  tax  as  if 
the  Defendants  had  succeeded  in  toto — and,  of  course,  that  implies  as  if  there 
were  a  certificate  that  the  Particulars  of  Objections  were  reasonable — and  give 
his  allocatur  for  two-thirds  of  the  amount  so  ascertained.  I  allow  three 
10  Counsel,  and  the  printed  shorthand  notes. 


In  the  High  Court  op  Justice.— Queen's  Bench  Division. 
Before  Mr.  Justice  Wills. 

June  15th,  16th,  I7th,  18th,  24th,  25th,  26th,  28th  and  29th ;    July  15th  and 
16th  ;  and  August  2nd,  3rd,  4th,  and  7th,  1897. 

15       Badischb  Anilin  und  Soda  Fabrik  v.  La  Sooi^t*  Chimique  dbs 

UsiNBS  Du  Rhone  and  Wilson. 


Patent, — Action  for  infringement  of  two  patents, — Case  abandoned  as  to  one 
in  course  of  trial, —  Validity, — Sufficiency  of  Specification. — Infringement. — 
Costs. 

20  The  B,  Company^  as  owners  of  two  patents  for  the  manufacture  and 
prodtiction  of  dye-stuffs^  brought  an  action  for  infringement  thereof  against 
the  C,  Company  and  TF.,  claiming  the  usual  relief  The  Defendants  did  not 
dispute  the  validity  of  the  first  patent^  but  they  denied  infringement  thereof 
and  also  of  the  secofid  patenty  and  they  denied  the  validity  of  this  patent  on 

25  various  grounds  set  forth  in  their  Particulars  of  Objections^  one  being  that 
it  was  anticipated  by  the  previous  patent  of  M,  {the  sufrject  of  the  case  of  Monnet 
V,  Beck).  In  the  course  of  the  trial  they  ivere  allowed  to  amend  their  Particulars 
by  introducing  a  fresh  objection — that  one  of  the  processes  described  in  the 
Specification^  by  way  of  example^  was  insufficiently  described.    In  the  course 

30  of  the  trial  the  Plaintiffs  abandoned  their  case  on  the  first  patent- 


876  REPORTS  OF  PATENT,  DESIGN,        [Nov.  3, 1897. 

Badische  Anilin  und  Soda  Fahrik  v.  La  SociStS  Chimique  des  Usines  du 

Rhone  and  Wilson. 

Heldy  that  the  Plaintiffs'  second  patent  woa  not  anticipated  by  M.^spatent^  but 
that  it  was  invalid  on  the  ground  of  insufficiency  of  the  description  of  one  of  the 
processes  given  by  way  of  example  in  the  Specification.  Judgment  was  given 
for  the  Defendants  in  respect  of  the  first  patent  and  on  the  issue  as  to  the 
validity  of  the  second  patent^  and  for  the  Plaintiffs  on  the  issue  of  infringe-  5 
ment  of  the  second  patent.    A  special  Order  was  made  as  to  costs. 

In  chemical  cases  test  tube  experim£nts  are  not  nearly  so  satisfactory  as 
those  on  a  commercial  scale.    A  chemical  patent^  dealing  with  very  subtle 
a7id  delicate  reactions,  is  entitled  to  the  benefit  of  being  tested  by  the  results  of 
its    working  in  the  hands   of  persons  not    merely  practised   in  chemistry  jq 
generally  but  having  a/^quired  familiarity  with  the  processes. 

On  the  lOfch  of  November  1887,  a  patent  (No.  15,374  of  1887)  was  granted  to 
Jamss  Yate  Johnson  for  "  Improvements  in  the  manufacture  or  production  of 
*'  red  colouring  matters  suitable  for  dyeing  and  printing,"  communicated  to  him 
from  abroad  by  the  Plaintiffs  in  this  action.  15 

The  Complete  Specification  described  the  invention  as  relating  to  the 
production  of  red  colouring  matters  belonging  to  a  new  series  of  phthaleines 
resulting  from  the  condensation  of  one  molecule  of  phthalic  anhydride  or  of 
its  halogen  substitution-products  with  two  molecules  of  meta-amido-phenol  or 
of  its  alkyl  derivative,  to  which  group  of  colouring  matters  the  name  of  20 
**  rhodamines  "  was  given. 

The  invention  was  for  the  production  of  alkylized  rhodamines  produced  by 
the  condensation  of  one  molecule  of  phthalic  anhydride  with  two  molecules  of 
di-methyl  or  of  di-ethyl-meta-amido-phenol,  and  the  Patentee  claimed  : — First. 
The  preparation  of  dimethyl  and  of  diethyl-meta-amido-phenol  by  methylizing  25 
on  ethylizing  meta-amido-phenol  substantially  in  the  manner  and  for  the 
purpose  thereinbefore  described.  Second.  The  preparation  of  tetra-methyl- 
rhodamine  and  of  tetra-ethyl-rhodamine  by  the  condensation  of  phthalic 
anhydride  with  the  above-named  dimethyl-  or  diethyl-meta-amido-phenol 
substantially  in  the  manner  thereinbefore  described.  30 

On  the  20th  of  May  1892,  a  patent  (No.  9633  of  1892)  was  granted  to 
James   Yate  Johnson  for  *'The  manufacture  and  production  of   new  basic 
"  dye-stuffs,"  communicated  to  him  by  The  Badische  Anilin  and  Soda  Fabrik^ 
of  Ludwigshafen  on  the  Rhine. 
The  Complete  Specification  was  as  follows  : —  35 

"  My  foreign  correspondents  have  discovered  that  a  new  basic  rhodamine 
*^  dye  can  be  obtained  by  treating  symmetrical  di-ethyl  rhodamine  of  the 
'^  phthalic  acid  series  in  a  manner  such  as  to  cause  a  further  combination 
"  thereof  with  ethyl.  This  dye  (which  may  be  called  "  di-ethyl-rhodamine- 
'*  ethyl-ester  *)  can  be  used  for  dyeing  silk  and  wool  but  appears  to  be  best  40 
^'  suited  for  dyeing  vegetable  fibre  when  mordanted  with  tannin.  To  such 
*'  material  it  imparts  red  shades  of  colour  which  cannot  be  equalled  in  beauty 
*'  and  fastness,  by  the  use  of  any  hitherto  known  dye. 

'^  The  invention  can  be  applied  to  other  di-alkyl-rhodamines  of  the  phthalic 
''  and  succinic  acid  series  which  yield  analogous  results  and  in  every  case  45 
*'  instead  of  causing  a  further  combination  with  ethyl,  so  as  to  obtain  an  ethyl 
"  ester,  other  alkyl  groups  may  be  introduced  whether  mono-  or  poly-valent  so 
''  as  to  obtain  other  esters. 

"  Having  stated  the  nature  of  the  invention  I  will  further  illustrate  it  by 
<<  giving  the  following  examples  but   I   premise  that  these  can    be  varied  50 
'*  considerably  in  their  details  and  that  they  are  merely  typical,  illustrating 
"  the  application  of  the  invention  to  particular  cases.     The  pares  are  by 
"  weight. 


Vol.  XIV^  No.  29.]      AND  TRADE  MARK  OASES.  Hll 

Badische  Anilin  und  Soda  Fdbrik  v.  La  SociiU  Chimique  des  Usines  du 

Rhone  and  Wilson. 

"  Example  1.  Dissolve  about  one  part  of  symmetrical  di-ethyl-rhodamine 
"  in  about  five  parts  of  ethyl-  or  methyl-alcohol  and  pass  a  current  of  dry 
"  hydrochloric  acid  gas  through  the  solution  till  it  is  saturated.  The  formation 
"  of  the  new  dye  will  take  place  in  the  cold  but  in  practice  it  is  best  to  heat  the 
5  '*  mixture  for  which  purpose  the  containing  vessel  may  be  fitted  with  an  inverted 
"  or  reflux  condenser  and  heated  on  the  water-bath.  Continue  to  pass  the 
"  hydrochloric  acid  gas  slowly  through  the  boiling  solution  until  no  further 
"  conversion  of  the  di-ethyl-rhodamine  into  the  new  dye  is  observed.  This 
**  usually  is  the  case  in  about  five  hours. 

10  **  To  isolate  the  new  dye  distil  off  the  alcohol  and  hydrochloric  acid  on  the 
**  water  bath  and  dissolve  the  residue  in  hot  water  and  filter  the  hot  solution  if 
"  it  be  not  clear.  On  cooling,  the  new  dye  separates  out  in  the  crystalline 
"  form.  Its  more  complete  separation  can  be  obtained  by  adding  a  little 
'*  hydrochloric  acid.    Filter,  press  and  dry  at  a  low  temperature. 

15       *•  Example  2.   Heat  about  one  part  of    di-ethyl-rhodamine-hydrochlorate, 

"  dissolved  in  about  four  parts  of  ethyl-  or  methylilcohol,  in  an  autoclave  for 

"  about  ten  hours  at  a  temperature  of  about  one  hundred  and  fifty  degrees 

'*  centigrade  and  work  up  as  described  in  Example  1. 

"  Example  3.  Heat  about  forty  parts  of  di-ethyl-rhodamine  base  with  about 

20  '*  two  hundred  parts  of  methyl-  or  ethyl-alcohol  and  about  fifty  parts  of 
"  methyl  or  ethyl -chloride.  The  operation  is  conducted  in  an  autoclave  which 
^^  is  heated  in  a  boiling  saturated  salt  solution.  Continue  heating  for  about 
"  eiffht  hours.  Distil  with  steam,  filter  the  aqueous  solution  of  the  residue  while 
"  hot.     Unchanged  di-ethyl-rhodamine  base  remains  on  the  filter.     On  cooling 

25  **  the  new  dye  separates  out  from  the  solution  in  the  crystalline  form.  A 
"  more  complete  separation  can  be  obtained  by  adding  hydrochloric  acid  and  if 
"  necessary  common  salt.      Filter,  press  and  dry  at  a  low  temperature. 

*-  In  ail  the  above  examples  other  di-alkyl-rhodamines  can  be  substituted  for 
"  the  di-ethyl-rhodamine  ;  and  instead  of  the  ethyl-  and  methyl  compounds 

30  **  mentioned  analogous  compounds  can  be  used.  In  the  first  example 
*^  other  equivalent  acids  such  as  sulphuric  acid  can  be  used  in  a  manner 
^  analogous  to  the  hydrochloric  acid  and  in  the  second  example  other  salts  than 
**  the  hydrochlorate  of  diethyl-rhodamine  (such  as  the  sulphate  thereof)  can  be 
**  used  ;  in  both  cases  other  alcohols  such  as  amyl-alcohol  or  glycerol  can  be 

35  "  employed  Instead  of  methyl-  and  ethylalcohol.    In  the  third  example  other 

'*  halogen  compounds  of  methyl-  and  ethyl  can  be  used,  and  also  analogous 

**  halogen  compounds,  such  as  amyl-,  benzyl-,  methylene,  and  ethylene-chlorides 

"  iodides  and  the  like. 

*•  The  various  compounds  or  esters  thus  obtained  from  any  di-alkyl-rhodamine 

40  *•  resemble  one  another  closely  in  properties.    They  diflEer  from  the  initial 

•*  material  in  possessing  increased  colouring  power  and  affinity  for  fibre,  and  are 

^'  also  more  soluble  in  water.    On  treating  the  new  dyes  with  caustic  alkalies 

'*  the  dialkyl-rhodamine  appears  to  be  regenerated. 

"  Having  now  particularly  described  and  ascertained  the  nature  of  the  said 

45  ^  invention  and  in  what  manner  the  same  is  to  be  performed,  I  declare  that 
**  what  I  claim  is  : — 

**  1.  The  manufacture  of  new  basic-dyestuffs  by  treating  dialkyl  rhodamines 
^  of  the  phthalic  or  succinic  acid  series  so  as  to  cause  a  further  combination 
"  with  alkyl,  substantiidly  as  hereinbefore  described. 

50      **  2.  The   manufacture    of   a    new  basic    dyestuff    by  treating   a  dialkyl- 

^  rhodamine    of   the    phthalic    acid    series    in    an    alcoholic    solution    with 

"  hydrochloric     acid     gas     substantially    as    hereinbefore    described    under 

*♦  Example  1. 

**  3.  The  manufacture  of   a  new  basic  dyestuflf  by  heating  a  salt  of   a 

55  *  dl-alkyl-rhodamine  of  the  phthalic  acid  series  with  an  alcohol  under  pressttre 
'*  BttbAtantially  as  hereinbefore  described  nndet-  Example  2. 
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'^  4.  The  manufacture  of  a  new  basic  dyestuff  by  heating  a  dialkylrhodamine 
"  of  the  phthalic  acid  series  in  the  form  of  free  base  in  alcoholic  solution  with 
"  an  alkyl-halogen  compound  substantially  as  hereinbefore  described  under 
"  Example  3. 

"  5.  As  a  new  product  the  new  basic  dyestuff  hereinbefore  described,  being  5 
"  di-ethyl-rhodamine-alkyl-esters  such   for  example  as  can  be  obtained  by 
^^  treating  diethyl-rhodamine  so  as  to  cause  a  further  combination  with  alkyl  in 
"  particular  with  ethyl  or  methyl." 

On  the  1st  of  September   1896,  the  Plaintiffs  (the  owners  of  the  above 
patents)  commenced  an  action  for   infringement  of  the  patents  against   La  10 
Societe    Ghimique  des    Usines  du  Rhdne  anciennement  Oilliard   P.  Monnet 
et  Gartier  and  John  D.  Wilsotiy  claiming  the  usual  relief. 

The  Particulars  of  the  Breaches  complained  of  were  the  manufacture  and  sale 
of  two  dyes  sold  as  "  Anisoline  "  and    "  Tri-anisoline,"  of  which  the  former 
was  alleged  to  infringe  the  Patent  No.  15,374  of  1887,  and  the  latter  No.  9633  15 
of  1892. 

The  Defendants  denied  infringement  of  both  Patents,  and  alleged  that  the 
Patent  No.  9633  of  1^92  was  invalid  for  the  reasons  set  out  in  their  Particulars 
of  Objections,  which  were  as  follows  : — (1)  James  Yate  Johnson  was  not  the  true 
and  first  inventor  of  the  alleged  invention  comprised  in  the  said  Letters  Patent,  20 
and  further,  the  Plaintiffs  imported  into  this  country  the  alleged  invention  prior 
to  the  date  of  the  importation,  in  respect  of  which  the  application  for  the  said 
Letters  Patent  is  expressed  to  have  been  made.    (2)  The  said  alleged  invention 
was  not  new  at  the  date  of  the  said  Letters  Patent,  but  had  been  anticipated  by 
the  publication  in  this  country,  prior  to  the  date  of  the  said  Letters  Patent,  of  25 
the  Specification  of  Letters  Patent  No.  4677  of  1892  granted  to  Prosper  Monnet, 
the  whole  relied  on.     (3)  The  said  alleged  invention  was  not  useful  except  in  so 
far  as  it  was  in  accordance   with   the    prior  invention    of   Prosper  Monnet 
described  in  his  said  Specification.     (4)  The  said  alleged  invention  was  not  the 
subject-matter  of  valid  Letters  Patent.    More  particularly  the  Defendants  relied  30 
upon  the  following  matters  in  support  of  this  contention  : — (a)  James   Yate 
Johnson^  on  the  IGth  day  of  April  1892,  applied  in  this  country  for  Letters 
Patent  in  respect  of  processes,  alleged  to  be  new,  for  the  production  of  ultra- 
alkylated  rhodamines,  and  upon  this  application  Letters  Patent  No.  7298  of 
1892  were    granted  to  him.    The  Complete  Specification  of  this  patent  was  35 
restricted  to  the  ultra-alky lation  of  tetra-alkylated  rhodamines,  but  the  applica- 
tion of  the  said  processes  to  the  alkylation  of  di-alkylated  rhodamines  was  an 
obvious  one,  and  was  so  regarded  in  the  Provisional  Specification.     Further,  the 
application  of  the  said  processes  to  the  alkylation  of  di-alkylated  rhodamines 
was  not  an  invention  nor  proper  subject-matter  of  valid  Letters  Patent.   (&)  40 
Having  regard  to  the  grant  of  the  Letters  Patent  No.  4677  of  1892  to  Prosper 
Monnet,  the  said  alleged  invention  was  not  the  proper  subject-matter  of  valid 
Letters  Patent,    (c)  Having  regard  to  the  state  of  public  knowledge  at  the  date 
of  the  said  Letters  Patent,  No.  9633  of  1892,  as  evidenced,  inter  alia,  by  the 
Specifications  and  publications  set  forth,  the  said  alleged  invention    was  not  45 
proper  subject-matter  of  valid  Letters  Patent.     The  Specifications  and  publica- 
tions referred  to  were  the  following  : — (1)  The  Specification  of  Patent  No.  4677 
of  1892  of  Prosper  Monnet.    (2)  The   Specification  of  the  French  Patent  No. 
186,697   of  1887  granted  to  the  Badische  Anilin  und  Soda  Fahrik  in  Yv^nce, 
which   was  published    in    England  on  the    17th  day  of  October  1890,    by  50 
deposit  in  the   Patent  Office    Library.    (3)  The  Specification  of  the  German 
Patent  No.  44,002  of  1887,  granted  to  the  same  Company,  which  was  published 
in  England  on  the  3rd  day  of  July  1888,  by  deposit  thereof  in  the  Patent  Office 
Library.    (4)  The  Specification  of  Patent  No.  15,374  of  1887  granted  to    James 
Yate  Johnson.    (5)  The  Specification  of  the  U.S  Patents,  Nos.  377,349  and  55 
377,350  of  1888,  granted  to  The  Badische  Anilin  und  Soda  Fahrik,  and  published 
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in  England  on  the  13th  day  of  August  1889,  by  deposit  thereof  in  the  Patent  Office 
Library.  (6)  The  Specification  of  the  German  Patent  No.  48,731  of  1889, 
granted  to  the  same  Oompany,  and  published  in  England  on  the  27th  day 
of  August  1889,  by  deposit  thereof  in  the  Patent  Office  Library.  (7)  8chulz*8 
5  '*  Chemie  des  Steinkohleutheers,"  Vol.  II.,  pages  546-550,  published  in  England 
on  the  19th  day  of  May  1890,  by  deposit  thereof  in  the  Patent  Office  Library. 
rS)  Tra^n^'8  "Jahresberichte,"  1888,  pages  720-726,  and  1889,  pages  694  and 
695,  published  in  England  on  the  15th  day  of  May  1889,  and  on  the  8th  day  of 
May  1890  respectively,  by  deposit  thereof  in  the  Patent  Office  Library.    (9)  The 

10  Specification  of  the  U.S.  Patent,  No.  456,081  of  1891,  granted  to  Maurice 
Ceresole  (a  chemist  in  the  employ  of  the  Plaintiffs),  and  published  by  deposit 
in  the  Patent  Office  Library. 

The  Defendant,  J.  D.  Wilson^  further  alleged,  as  objections  to  the  validity  of 
9633  of  1892  :— (2)  The  Specifications,  filed  in  pursuance  of  the  said  Letters 

15  Patent,  contain  no  directions  for  the  preparation  of  dialkyl  rhodamine  base, 
having  regard  to  the  fact  that  such  base  is  not  known  in  commerce  in  the  free 
state  but  only  as  a  salt,  nor  any  directions  sufficient  to  enable  a  person  skilled 
in  the  art  to  obtain  the  rhodamine  base.  (3)  The  alleged  invention,  described 
and  claimed  in  the  Complete  Specification,  is  not  the  same  as  the  alleged 

20  invention  described  in  the  Provisional  Specification  left  on  the  application  for 
the  said  Letters  Patent,  and  differs  therefrom  in  the  following  particular: — 
The  said  Provisional  Specification  has  reference  only  to  the  manufacture  of 
dye-stuffs,  alleged  to  be  new,  from  dialkyl-rhodamine  of  the  phthalic  acid 
series,  whereas  the  said  Complete  Specification  refers  to,  and  claims  in  respect 

25  of,  the  manufacture  of  dye-stuffs  from  dialkyl-rhodamines  of  both  the  phthalic 
and  succinic  acid  series. 

In  answer  to  interrogatories,  the  Defendants  (Jja  SociSU)  described  the 
process  they  employed  as  follows  : — "  The  Defendants  in  the  manufacture  of 
'^  anisoline  commercially  known  as  the  tri-anisoline  complained  of  in  this  action 

30  "  take  the  hydrochlorate  of  an  amido-phenol-phthaleine  (rhodamine)  dimethyl- 
"  ated  or  diethylated  and  treat  the  same  with  a  caustic  alkali.  The  product 
"  of  this  reaction  is  mixed  with  ethylic  alcohol  and  chloride  of  ethyl,  and  is 
"  heated  under  pressure  in  an  autoclave.  After  cooling,  the  product  is  diluted 
"  with  water,  distilled  to  drive  off  the  excess  of  chloride  and   to  extract 

35  "  (i.e.,   get  rid  of)  the   alcohol,  then  there  is  added  the  amount  of  hydro- 
'-  chloric  acid  necessary  to  precipitate  the  salt  of  anisoline,  or  it  is  precipitated 
"  by  sea-salt.     The  product  of  the  reaction  is  purified  by  recrystallization 
"  in  water." 
The  action  came  on  for  trial  before  Wills,  J". 

40  CrippSy  Q.C.,  M.P.,  Eoger  Wallacey  Q.C.,  W.  N.  Lawson^  and  J.  (7.  Graham 
(instructed  by  J.  H,  and  J.  Y.  Johnson)  appeared  for  the  Plaintiffs ; 
Moulton,  Q.C.,  Bousfield,  Q.C.,  M.P.,  and  A.  Golefax  (instructed  by  O.  B.  Ellis) 
appeared  for  the  Defendants. 

CrippSy  Q.C.,  for  the  Plaintiffs. — ^The  Plaintiffs  in  this  case,  which  deals  with 

45  rhodamines,  are  substantially  the  same  as  the  Defendants  in  the  previous  case 
of  Monnet  v.  Becky^  which  dealt  with  the  same  subject-matter,  and  the 
Defendants  are  very  closely  connected  with  the  Plaintiffs  in  that  action.  This 
case  has  been,  to  a  large  extent,  dealt  with  by  the  judgment  in  that  action,  and 
it  will  not  be  necessary  to  go  over  again  the  ground  covered  by  that  decision. 

50  The  Plaintiffs  complain  that  "  anisoline  '*  is  an  infringement  of  15,374  of  1887, 
which  has  been  called  the  "  old  rhodamine  patent,"  and  that  **  tri-anisoline  " 
is  an  infringement  of  9633  of  1892,  which  has  been  called  the  6  G  patent.  The 
validity  of  the  first  patent  is  not  disputed,  so  we  are  only  concerned  with 

•  Ante  p.  777. 
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infrmgement.  As  to  9633  of  1892,  I  think  the  main  issue  will  be  as  to  whether 
it  is  anticipated  by  Monnet's  patent,  No.  4677  of  1892,  which  was  the  snbject  of 
the  previous  action.  I  will  first  deal  with  Patent  No.  9633  of  1892,  in  ordei*  to 
compare  it  with  MonneVs  4677  of  1892,  which  has  already  been  construed. 
The  discovery  here  is  an  alkyl  ester  of  a  di-alkyl  rhodamine,  which  discovery  5. 
involved  great  experiment,  research,  and  invention  on  the  part  of  Dr.  Bemthsen^ 
who  is  really  the  inventor.  Example  1  is  the  important  one  as  Showing  what 
the  invention  was,  t.e.,  the  esterification  of  rhodamine  in  the  same  way  as  an 
acid.  This  process  is  the  same  as  actually  used  by  us.  Example  3  is  a  process 
very  similar  to  f  he  process  described  in  MonneCs  patent,  but  treats  the  base  10 
and  not  the  potassium  salt.  The  Badische  process  further  goes  on  to  show 
how  to  prepare  the  pure  product  from  the  mixture  obtained  as  a  result  of  this 
process.  As  regards  anticipation  by  MonneVs  patent,  we  still  think  that  that 
patent  only  deals  with  a  tetra-alkyl  body.  This  patent  has  been  held  invalid, 
on  the  ground  that  it  contains  no  invention  or  discovery,  and  it  9*^"^  15 
therefore,  I  submit,  anticipate  any  invention  of  ours  ;  Otto  v.  Linford^ 
46  L.T.  (N.S.)  44,  and  Hilh  v.  Evarn,  4  De  G.  F.  &  J.  299.  As  regards  the 
1887  patent,  there  is  no  suggestion  that  it  is  invalid ;  the  question  here  is 
whether  a  dye  which  contains  33  per  cent,  of  rhodamine  B  is  an  infringement. 
It  is  said  by  the  Defendants  to  be  bought  by  them  from  another  firm,  who  do  20 
not  make  it  according  to  this  process. 

Moulton,  Q.C.,  for  the  Defendants.— I  will  first  deal  with  the  invention 
described  and  claimed  by  the  Plaintiffs'  patent,  No.  9633.  The  invention  is  that 
rhodamines  are  treated  so  that  there  is  further  alkylation.  As  regards  the  first 
process,  I  do  not  contend  that  this  has  been  anticipated.  In  the  third  process,  25 
however,  we  have  what  is  substantially  MonneVs  process.  It  varies  from 
Monnet  in  having  a  lower  temperature,  a  longer  period,  and  more  of  the 
re-agents,  but  in  other  respects  the  two  processes  are  exactly  the  same.  The 
process  we  use  differs  far  less  from  MonneVs  than  from  theirs.  Down  to  the 
point  "  distil  with  steam  "  it  is  admitted  that  the  two  are  identical.  It  is  said  30 
by  the  Defendants  that  after  this  they  described  a  method  of  separation,  but 
there  is,  I  contend,  nothing  further  here  than  the  precipitation  of  the  dye-stuff 
by  sea-salt,  a  method  well  known  to  every  maker  of  dyes,  and  there  is  no 
suggestion  that  the  use  of  hydrochloric  acid  will  produce  any  different  result 
from  the  use  of  the  salt,  and  we  use  no  such  method  of  separation.  Coming  to  25 
the  claims— Claim  1  is  identical  with  Monnet.  It  is  said  that  this  claims  only 
a  pure  product  which  ^onn^'^  cannot  produce;  but  we  say  that  this  is  not  so, 
and  that  the  patent  is  not  for  a  pure  product.  The  next  three  claims  are  for 
the  three  processes  described.  As  to  infringement,  the  process  down  to  when 
the  filtration  takes  place  is  not  new  ;  and  if  filtration  is  the  essential  part  of  the  40 
process,  then  we  clearly  do  not  infringe  as  we  do  not  filter.  Coming  to  Claim  5, 
we  clearly  have  a  claim  for  dialkyl-rhodamine  alkyl  esters.  I  shall  call 
evidence  to  show  that  these  were  disclosed  by  MonneVs  Specification,  and  that 
the  result  of  both  MonneVs  patent  and  the  Plaintiffs'  is  substantially  the  same. 
MonneVs  mistake  in  thinking  he  had  a  potassium  salt  is  immaterial,  as  the  45 
result  of  the  process  is  the  same  whatever  it  is  called.  The  Defendants'  witnesses 
have  got  as  much  as  70  per  cent,  conversion  by  using  MonneVs  process  ;  I  shall  be 
able  to  carry  it  further,  and  show  that  we  have  got  complete  conversion.  If  I  show 
this,  then  the  patent  is  clearly  bad  as  claiming  as  a  new  product  one  which 
was  not  new,  but  was  disclosed  by  a  prior  Specification.  Monnet  s  patent  50 
includes  bodies  obtained  from  the  rhodamines,  and  no  witness  denies  that 
dialkylated  rhodamines  were  known  before  the  date  of  MonneVs  patent.  It  is 
clear,' from  the  claims  in  9633,  that  it  was  never  intended  that  the  patent  was 
meant  simply  for  a  method  of  separating  out  the  pure  6  G,  but  was  for  the 
alkylation.  of  dialkyljrhodamines — n  j 

Prof.  Dewavy  Prof.  Bemthsm,  Dr.  Liebmanny  and  Prof.  Meldola  were  called 
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for  the  PlaintlflpB,  and  the  Defendants  called  Prof.  Armstrong^  Dr.  Pasamorey 
Mr.  Ballantyne,  Mr.  Qreene^  Prof.  Dunstan^  Mr.  Mewburn,  and  Mr.  Pertsoh. 

At  the  conclnsion  of  Mr.  PertscVs  evidence,  the  Plaintiffs  withdrew  their 
complaint  as  to  the  infringement  of  No.  15,374  of  1887. 
5  The  evidence  will  be  found  commented  upon  in  the  judgment  of  the  learned 
Judge.  It  may  be  here  mentioned  that  the  evidence  on  the  process  given  in 
Example  2  of  9633,  resulting  in  a  pure  product,  was  conflicting.  Professor 
BemthseHj  on  being  recalled,  suggested  that  the  difference  resulted  from  his 
having  used   an  ordinary  iron  autoclave,  whereas  the  Defendants'  witnesses 

10  had  used  an  enamelled  or  silver-lined  autoclave.  On  further  experiments 
being  made,  this  was  found  to  be  so. 

It  not  having  been  alleged,  in  the  Particulars  of  Objections,  that  the  invention 
was  insufficiently  described  in  the  Specification,  the  Defendants  applied  for 
leave   to  make   the  necessary  amendment  to  raise  this   point.     Leave  was 

15  granted  to  amend,  the  Plaintiffs  having  a  fortnight  to  elect  whether  they 
would  continue  the  action,  the  terms  upon  which  such  leave  should  be 
granted  being  left  for  argument  until  the  Plaintiffs  had  elected.  On  the 
hearing  being  resumed,  the  Plaintiffs  elected  to  continue. 

Evidence  was  then  given  that  iron  autoclaves  were  those  in  common  use, 

20  t)ut  that  enamelled  autoclaves  were  also  known,  the  Plaintiffs'  witnesses  further 
stating  that  in  all  works  they  were  acquainted  with  an  iron  autoclave  would 
always  be  used^  unless  another  one  was  particularly  specified.  All  the 
witnesses  were  agreed  that  in  this  case  the  action  on  the  iron  was  so  slight  that  it 
had  never  been  suspected  until  towards  the  close  of  the  trial  of  this  action,  and 

25  tJiat  it  had  no  serious  detrimental  effect  on  the  autoclave. 

Moulton,  Q.C.,  summed  up  the  evidence  on  behalf  of  the  Defendants. — We 
have  shown  conclusively  that  this  is  not  a  new  product,  but  is  produced  by 
Monnefs  patent.  Even  if  it  is  new  to  produce  a  pure  product,  this  new  product 
is  not  patentable,  but  only  the  means  of  producing  it ;   Curtis  v.  Piatt.    The 

30  substance  we  produce  is  not  a  pure  product,  being  only  82  per  cent.  pure.  If 
the  Plaintiffs  contend  that  separation  is  a  part  of  their  process,  then  we  do  not 
infringe  as  we  do  not  separate,  and  without  the  separation  their  process  in 
Example  3  is  the  same  as  Monnefs,  The  method  we  use  is  essentially  MonneVs 
with  variations  of  minor  details  so  as  to  make  the  conversion  more  perfect, 

35  while  what  the  Badische  patent  does  is  to  make  the  conversion  less  perfect,  but 
to  obtain  a  purer  product  by  separation. 

Orippsy  Q.C.,  in  reply. — ^This  patent  is  for  a  pure  product.  It  was  a  great 
invention  to  obtain  this  pure  product,  and  it  was  obtained  by  treating  rhodamine 
as  an  acid  body — ^a  great  invention ;   not  only  not  hinted  at  in  the  least,  but 

40  directly  opposed  to  the  direction  pointed  out  by  Monnet  in  his  Specification. 
I  submit  that  an  erroneous  theoretical  description  of  a  process  which  leads,  if 
carried  out,  to  a  substance  which  contains  a  certain  percentage  of  the  product 
subsequently  invented  and  claimed,  but  which  process  has  never  been  carried 
out,  is  not  an  anticipation  of  the  pure  product.    Except  for  the  purposes  of 

45  argument,  however,  we  do  not  admit  that  Monnefs  patent  relates  to  dialkylated 
rhodamines  at  all.  6  G  being  inserted  afterwards,  it  is  now  seen  that  Monnefs 
process  will  produce  a  mixture  which  contains  6  G,  but  this  is  subsequent 
knowledge  obtained  from  our  invention.  As  regards  the  point  of  insufficient 
description,  it  is  quite  clear  that  until  the  hearing  of  this  action  no  one  had 

50  expected  that  an  iron  autoclave  was  necessary  ;  but  it  had  been  always  carried 
out  in  an  iron  autoclave,  which  is  the  sort  of  autoclave  always  used,  unless 
another  one  is  specially  directed.     I  submit  that  where,  in  a  description  of  a 

{>rocesa,  no  special  directions  as  to  the  vessel  to  be  used  are  given,  it  ought  not 
Q  be  held  that  the  process  is  insufficiently  described  when  the  vessel  ordinarily 
55  used  is  the  one  which  succeeds ;  Gandy  v.  Reddawayy  2  R.P.C.  49,  and  Sturta  v. 
De  la  BfMy  I  Webst.  83.     The  Defendants  cannot  say  they  escape  infringement 
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because  they  do  not  filter.  Filtration  is  certainly  part  of  our  process  if  the 
directions  we  give  are  followed  out,  but  it  is  not  the  essential  part  of  our 
invention  which  is  esterifying  rhodamine  as  an  acid. 

Wills,  J, — The  Plaintiffs  complain  of  infringements  of  their  Patents  No. 
15,374  of  1887,  and  No.  9633  of  1892.    The  Defendants  deny  the  infringement  5 
and  assail  the  patents. 

As  to  Patent  No.  15,374  of  1887,  it  is  admitted  that  the  complaint  has  been 
satisfactorily  answered,  and  that  judgment  must  be  given  for  the  Defendants, 
and  nothing  more  need  be  said  about  it  till  I  come  to  the  question  of  costs. 
Everything  that  follows  relates  only  to  the  Patent  No.  9,633  of  1 892.  10 

This  patent  claims,  roughly  speaking,  three  processes  and  their  results  as 
products.  As  to  the  first  process,  the  Defendants  admit  that  it  is  new,  valuable, 
and  open  to  no  objection  at  present  discovered,  and  that  if  the  patent  had  been 
confined  to  that  process,  it  would  have  been  valid.  Speaking  of  this  preliminary 
part  of  what  is  in  issue,  I  am  not  regarding  the  pleadings,  but  I  am  speaking  of  15 
what  has  been  effectively  and  in  substance  in  issue,  though  technically,  of  course, 
a  great  deal  more  has  been  in  issue,  including  the  value  and  utility  of  the 
patent.  As  to  the  second  process,  except  in  the  pleadings,  they  have  not  alleged 
anticipation,  but  say  that  it  is  insufficiently  described.  As  to  the  third,  they 
repeat  the  objection  to  the  second  process,  and  allege  further  that  the  process  20 
was  anticipated  by  Monnet's  patent.  No.  4677  of  1892.  As  to  the  products,  they 
allege  anticipation  by  MonneVa  Patent.  They  deny  infringement,  whether  as 
to  process  or  products.  As  to  process  again — ^apart  from  the  pleadings — the 
question  of  infringement  is  concerned  only  with  the  third  process. 

It  is  as  well  to  begin  at  the  beginning  and  see  what  is  the  proper  construction  25 
of  the  Specification.  It  begins  by  stating  that  a  new  basic  rhodamine  dye  can 
be  obtained  by  treating  diethyl-rhodamine  so  as  to  produce  a  further  combina- 
tion thereof  with  ethyl,  and  that  the  invention  can  be  applied  to  other  dialkyl 
rhodamines.  The  Specification  then  proceeds  to  give  three  examples,  premising 
that  they  are  merely  typical,  and  may  be  varied  considerably  in  their  details.  I  30 
pass  over  the  particulars  of  the  processes,  as  they  are  not  for  the  moment 
necessary,  and  come  to  the  claims.  Nos.  2,  3,  and  4  claim  specifically  processes 
1,  2,  and  3  respectively.  No.  1  comprises  these  three  claims  in  general  words, 
but  inasmuch  as  it  ends  with  '*  substantially  as  hereinbefore  described,"  it  does 
not  seem  to  me  to  effect  any  real  variation  or  modification  of  Claims  2,  3,  and  4.  35 
It  merely  sums  them  up.  The  fifth  claim  is  in  these  words,  "  As  a  new  product 
"  the  new  basic  dye-stuff  hereinbefore  described,  being  diethyl-rhodamine- 
^'  alkyl-ester,  such  for  example  as  can  be  obtained  by  treating  diethyl-rhoda- 
"  mine  so  as  to  cause  a  further  combination  with  alkyl,  in  particular  with  ethyl 
^'  or  methyl."  This  claim  seems  to  me  to  amount  pretty  much  to  one  to  the  40 
products  of  the  processes  already  described,  which  it  alleges  to  be  diethyl- 
rhodamine-alkyl-ester,  and  as  nothing  is  said  about  the  presence  of  any  foreign 
substance,  it  appears  to  me  to  claim  those  substances  in  a  state  of  substantial 
purity.  It  is,  I  think,  not  contested  that  a  substance  with  only  2,  3,  or  perhaps 
even  4  per  cent,  of  impurity  would  answer  to  this  description.  45 

The  first  question  I  propose  to  deal  with  is  the  alleged  anticipation  of 
"  Example  3,"  which  it  is  said  was  anticipated  by  Monnefs  patent.  I  propose, 
on  the  present  occasion,  to  take  the  nature  and  even  the  details  of  Mannets 
process  as  sufficiently  described  in  my  former  judgment  in  Monnet  v.  Beck ;  and, 
without  attempting  a  fresh  description,  to  begin  at  once  upon  the  considerations  50 
which,  in  my  judgment,  are  material. 

A  question  arises  in  limine  which  is  decided  in  my 'judgment  in  that  case,  but 
as  some  fresh  arguments  and  some  very  slight  additions  to  the  OTidence  have 
been  adduced,  I  must  briefly  refer  to  it  again.    It  is  common  ground  that  the 
Patent  No.  9633  of  1892  deals  with  dialkylated  rhodamines,  and  with  them  only.  55 
If,  therefore,  MonneVs  patent  does  uot  deal  with  dialkylated  rhodaminea,  there 
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is  a  short  answer  to  this  objection.  In  Monnet  v.  Beck  the  same  question  arose, 
and  I  decided  that  the  Specification  included  all  classes  of  rhodamines,  dialkyl- 
ated,  nnalkylated,  and  tetra-alkylated.  I  cannot  go  through  the  reasoning 
again  which  led  me  to  that  conclusion  ;  I  will  only  refer  to  it  and  say  that  it 
5  still  seems  to  me  sound.  The  one  piece  of  evidence  which  has  been  added  is, 
that  it  is  said  that  there  is  no  other  place  in  the  literature  relating  to  the  subject 
where  dimethylated  or  diethylatod  have  been  put  after  the  substantive  which 
they  qualify.  Very  likely  not.  It  is  the  more  common  practice  in  English  to 
put  the  adjective  before  the  substantive  instead  of  after  it ;  but  there  is  no 

10  doubt  of  this,  that  dialkylated  taken  by  itself  means  '*  either  dimethylated  or 
"  diethylated  or  diamylated.'*  I  do  not  know  whether  there  are  any  more 
alky  Is  besides  methyl,  ethyl,  and  amy],  but  these  three  are  enough  for  the  present 
argument,  and  it  does  not  affect  it  whether  there  are  more  or  not.  Taking  then 
the  expression,  "  dimethylated  or  diethylated  &c.,"  what  can  it  mean  except 

15  what  is  expressed  in  the  one  word,  dialkylated  ?  Further,  meta-amido-phenol- 
phthaleine  means  a  rhodamine  of  the  phenolic  type,  and  meta-amido-cresol- 
phthaleino  means  a  rhodamine  of  the  cresolic  type.  I  therefore  read  lines  20 
and  21  of  page  2  of  MonneVs  Specification^  as  equivalent  to  '*  a  salt  of  another 
**  rhodamine  of  the  phenol  type,  or  of  the  cresol  type  dialkylated,"  or  a  salt  of 

20  another  dialkylated  rhodamine  of  one  or  other  type.  I  do  not  care  at  all  where 
**  dialkylated  "  comes,  so  that  I  have  it ;  and  inasmuch  as  a  dialkylated  rhoda- 
mine was  a  perfectly  well  known  thing,  I  cannot  understand  the  difficulty  in 
supposing  that  when  he  said  that  which  is  equivalent  to  *'a  dialkylated 
rhodamine,"  the  Patentee  did  not  mean  what  he  said.    I  have  no  doubt  that  the 

25  way  in  which  "  dimethylated  or  diethylated  &c. "  comes  to  be  put  after  the 
substantive  is  that  the  English  Specification  is  a  translation  from  the  French,  in 
which  the  adjective  would  naturally  come  last;  But  that  fact  cannot  affect  the 
construction  of  the  English  S])ecification,  and  in  English  the  fact  of  the 
adjective  being  reserved  to  the  end  of  the  phrase  seems,  if    anything,  to 

30  emphasize  it.  It  is,  I  think,  beyond  controversy,  and  it  certainly  was  the  con- 
tention of  the  Defendants  in  the  Monnet  case,  that  in  the  ordinary  use  of 
chemical  language,  where  "  dimethyl "  or  "  diethyl "  or  "  diamyl "  comes  in 
front  of  the  long  word  "  meta-amido-phenol  (or  cresol)  phthaleine,"  it  qualifies 
the  "  phenol  "  or  "  cresol "  and  not  the  whole  word  ;  and  therefore  dimethyl- 

35  meta-amido-cresol-phthaleine  means  a  tetra-alkylated  body.  If  there  were  need 
to  refer  to  any  single  passage  to  show  this,  Mr.  Roger  Wallace's  observations  at 
the  bottom  of  page  538  of  the  shorthand  notes  in  Monnet  v.  Beck  places  it  beyond 
controversy.  I  cannot  suppose  that  it  would  have  any  different  meaning 
whether  that  long  phrase  or  a  shorter  one,  such  as  "  dimethyl  rhodamine,"  were 

40  nsed.  The  argument  runs  strangely  fine  both  on  the  one  side  and  the  other,  but 
it  really  comes  to  this.  The  present  Plaintiffs  say  "  dimethylated  rhodamine  " 
means  the  same  thing  as  "dimethyl  rhodamine,"  and  therefore  "rhodamine 
dimethylated  or  diethylated  &c. "  means  the  same  as  **  dimethyl  rhodamine  " 
or  **  diethyl  rhodamine "   or  "  diamyl  rhodamine,"  and  indicates  only  various 

45  specimens  of  tetra-alkylated  rhodamines;  whereas  the  Defendants  say  "a 
rhodamine  dimethylated  or  diethylated  &c."  means  "  a  rhodamine  dialkylated," 
and  is  rather  an  emphatic  way  of  saying  that  it  is  a  "  dialkylated  "  as  opposed  to 
a  "  tetra-alkylated  rhodamine."  As  a  matter  of  the  ordinary  use  of  language, 
so  far  as  such  language  can  be  said  to  have  an  ordinary  use  in  the  building  up  of 

50  words,  I  prefer  the  Defendants*  view  very  much  to  that  of  the  Plaintiffs'  and  it 
does  not  seem  to  me  to  be  at  all  an  unnatural  rendering  of  a  sentence  which,  as 
I  pointed  out  in  the  other  case,  is  of  very  indifferent  workmanship  as  a  bit  of 
composition,    to    say  that    what    it    really  means  is  "another  (dialkylated) 

♦  Awte  page  779, 1. 18, 


Ui  REPORTS  OF  PATENT,  DBBION,       [Nov.  3»  1807. 

Badidohe  Anilin  und  Soda  Fahrik  v.  La  SocUU  OMmique  ds»  Usinss  du 

Bhons  and  Wilaon. 

rhodamine "  putting  "  dialkylated  "  in  a  parenthesis.  It  has,  I  think,  been 
shown  satisfactorily  that  up  to  the  time  of  Monnefs  Specification  there  is  no 
instance  in  this  technical  literatnre,  apart  from  this  disputad  passage,  in  which 
the  participle  "  dialkylated  *'  or  either  of  its  kindred  participles  "  dimethylated," 
*<  diethylated,"  or  "  diamylated  "  has  been  used  in  the  same  way  as  "  diethyl,"  5 
"dimethyl,"  or  "diamyl,"  and  tacked  on  either  to  "rhodamine"  or  to  the 
expanded  phrase  "  meta-amido-phenol-phthaleine,"  to  denote  a  body  in  which 
the  participle  tacks  itself  on  to  the  phenol  portion  of  the  expanded  word,  and 
therefore  denotes  a  tetra-alkylated  body  ;  and  it  seems  to  me  that  in  the  passage 
which  has  given  rise  to  so  much  discussion,  awkward  and  faultily  constructed  10 
as  the  sentence  is  (a  fact  which  I  pointed  out  in  my  former  judgment),  there  is 
yet  a  very  clear  indication  that  dialkylated  rhodamines  were  being  referred  to. 
The  participle,  to  put  my  point  in  the  fewest  words,  attaches  itself  inevitably  to 
the  substantive,  whereas  the  formation  of  a  compound  word,  such  as  dimethyl- 
amido-phenol-phthaleine,  brings  us  at  once  into  technology,  where  it  is  perfectly  15 
easy  to  understand  that  a  rule  of  art  may  attach  the  prefix  dimethyl  to  one 
specific  element  of  the  four  which  make  up  the  compound.  If  you  really  have, 
aa  I  think  you  have,  a  phrase  which  can  only  be  translated  into  "  a  dialkylated 
rhodamine,"  it  settles  the  question. 

Mr.  Grippa,  however,  used  another  argument  which  I~  think  was  not  used  ffQ 
before.     At  any  rate,  it  was  certainly  not  brought  home  to  my  mind  as  it  has 
been  in  this  case.    That  was  not  surprising.    The  one  thing  that  does  surprise 
me  is  that  Mr.  GrippSj  and  the  most  able  gentlemen  who  have  assisted  him, 
should,  with  all  the  light  thrown  upon  the  question  by  the  former  trial,  have 
found  out  that  there  was  only  one  argument  of  any  consequence  which  he  had  2S 
then  omitted.     He  has  called  my  attention  to  the  fact  that,  in  lines  14  and  15 
of  page  1  of  his  Specification, •  Monnet  says  "  my  new  dyes,  the  constitution  of 
"  which  is  "  expressed  by  a  symbolic  diagram  which  follows,  and  which  is  a 
formula   applicable  to  a  tetra-alkylated  body.    I  was  aware  before  that  the 
formula  in  question  pointed  to  tetra-alkylation,  and  not  to  dialkylation,  and  that  30 
fact  ii4  fully  taken  into  account  in  my  former  judgment,  and  I  do  not  wish  to 
say  any  more  on  that  subject.    But  what  Mr.  Gripps  now  lays  stress  upon  is 
that  the  Patentee  says,  "  This  is  the  constitution  of  my  new  dyes,"  which,  of 
course,  is  an  argument  entitled  to  respect.    I  have,  howctver,  pointed  out  before 
that  the  Specification  is  not  at  all  happy  in  its  language  in  many  places.    At  35 
the  beginning  of  the  Specification  the  Patentee  takes  a  specific  example  and 
calls  it  a  "  general  formula,"  which  is  not  an  accurate  use  of  language.    It  is 
not  possible,  in  my  opinion,  to  reconcile  the  passage  in  page  2,  which  I  have 
been  discussing  with  the  view  that  he  is  dealing  with  the  tetra-alkylated 
substances,  and  in  his  formula  he  seems  to  me  to  have  been  thinking  far  more  40 
of  the  difference  between  the  amido  group  and  the  non-amido  group  as 
the  locus  of  alkylation  than  of  any  distinction  between  tetra-alkylated  and 
dialkylated  rhodamines  as  the  subject  of  his  process.    His  phrase  '*  general 
formula,"  I  have  shown  before,  is  incorrectly  used.    Though  called  a  general 
formula  for  the  rhodamine  salts,  it  does  not  cover  the  whole  class  of  them,  but  45 
applies  only  to  the  salts  formed  by  them  with  monovalent  metals,  and  having 
once   used  that  expression,  and  given  his  (as  I  think)  merely  illustrative 
diagram,  he  simply  goes  on  to  substitute  for  his  monovalent  metai  an  alcoholic 
radicle,  and  to  modify  the  formula  accordingly,  and  treats  it  as  representing  or 
illustrating  in  a  general  way  the  nature  of  the  novelty  which  he  claimed  in  the  ^ 
constitution  of  his  dyes,  and  I  do  not  think  he  meant  to  confine  himself  by 
that  diagram  to  a  particular  section  of  the  anisolines  which  he  had  already 
spoken  of  as  to  be  manufactured  from  rhodamines  generally,  at  that  time  well 

♦  Ante  p.  778,  L  «. 
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known  to  comprehend  the  dialkylated  as  well  as  the  tetra-alkylated  members. 
The  essential  difference  between  myself  and  Mr.  Crippa  on  this  point  is,  that 
I  think  the  passage  on  page  2  contains  an  unequivocal  indication  that  dialkylated 
bodies  are  meant  to  be  included.  If  that  is  to  be  taken  as  the  key  to  the 
5  interpretation,  the  very  unconsciousness  on  the  part  of  the  Patentee  that  there 
was  anything  in  page  2  inconsistent  with  his  formula  shows  that  I  am  right 
in  saying  that  what  he  cared  about  in  his  formula  was  the  place  in  which  the 
alkylation  took  place,  and  not  the  difference  between  tetra  and  di.  I  remain, 
therefore,  of  the  opinion  I  previously  expressed  upon  this  point,  which,  indeed, 

10  this  renewed  discussion  has  confirmed,  though  I  cannot  say  it  has  lessened  the 
regret  with  which  I  have  had  to  abandon  the  prospect  of  taking  a  short  cut 
which  would  have  relieved  me  from  a  singularly  difficult  task, 

I  have,  therefore,  now  to  discuss  the  question  of  anticipation — first,  as  to 
process,  secondly,  as  to  products,  upon  the  hypothesis  that  MonneVa  process 

15  applies  to  dialkylated  as  well  as  to  tetra-alkylated  rhodamines.  As  to  process,  the 
case,  after  all  said  and  done— or,  perhaps,  I  ought  rather  to  say,  in  consequence 
of  all  that  has  been  said  and  done — appears  to  me  to  be  very  clear. 
MonnePa  process  consists  of  two  parts.  It  starts  with  hydrochlorate  of 
rhodamine  and  prepares  from  it  a  potassium  salt.    This  is   the  first  part. 

20  The  second  part  consists  of  the  transformation  of  this  potassium  salt  into  what 
the  Patentee  calls  ^^  anisoline."  The  first  part  is  a  serious  and  troublesome  and, 
on  the  large  scale,  therefore,  a  costly  process.  Why  is  it  resorted  to  ?  Clearly 
because  Monnet  thought  that  his  second  part  would  be  useless  without  it,  and 
that  it  would  not  work  on  the  unconverted  rhodamine  base.    Monnet,  therefore, 

25  says  as  clearly  as  if  he  had  said  it  in  so  many  words,  *' Whatever  you  do, 
'*  do  not  attempt  my  process  on  the  unconverted  rhodamine  base.  It  will 
"  fail  if  you  do  so."  The  Plaintiffs'  patent  takes  Part  2  of  Monnet ;  it  does 
exactly  what  Monnet  says  must  not  be  done,  and  works  it  out  to  perfect 
success.      How  can   MonneVa    patent  be   said    to   anticipate   the    Plaintiffs' 

80  process  ? 

This  is  a  very  short  summary  of  very  elaborate  discussions,  and  of  a  great 
deal  of  evidence  upon  this  point ;  but,  short  as  it  is,  to  me  it  seems  complete 
enough.  With  one  important  addition  (which  I  will  now  state),  it  really 
seems  all  that  is  worth  saying.    How  was  it,  however,  that  Dr.  Bemthaen, 

35  the  real  author  of  the  Plaintiffs'  patent,  arrived  at  so  startling  a  result  ?  Only 
because  he  made  the  discovery  that  the  rhodamine  base  was  itself  capable  of 
behaving  as  an  acid.  It  is  difficult,  perhaps  impossible,  for  any  but  a  trained 
and  accomplished  chemist  to  follow  the  lines  of  scientific  thought  involved 
in  this  proposition.     Happily,  it  is  for  the  present  purpose  quite  immaterial 

40  whether  they  are  completely  understood  or  remain  inaccessible  mysteries. 
The  reactions  involved  in  Part  2  of  MonneVa  process  require  something  to 
start  with  capable  of  behaving  as  an  acid.  Monnet  said,  '^  The  rhodamine  base 
"  will  not  do  so,  and  therefore  I  must  convert  it  into  my  potassium  salt." 
It  turns  out  that  his  potassium  salt  is  non-existent  and  chemically  impossible, 

45  and  that  he  had  really,  after  all  the  labour  involved  in  Part  1,  got  only  the 
initial  rhodamine  base  with  some  impurities  introduced  by  reason  of  the 
treatment  with  potassium.  It  is  not  disputed  that  Monnet,  as  the  witnesses  on 
both  sides  says, ''  warned  "  people  that  the  rhodamine  would  not  behave  as  an 
acid.    The  chemists,  who  alone  are  capable  of  judging  of  the  importance  and  the 

50  novelty  of  this  discovery,  are  all  agreed  that  it  was  a  great  one — ^and,  indeed,  I 
do  not  think  I  am  putting  it  too  high  in  calling  it  a  startling  discovery,  and 
one  which  has  had  the  most  important  practical  results.  Surely  in  thus 
converting  what  Monnet  conceived  to  be  an  implacable  enemy  into  a  friend  and 
ally,  and  working  to  success  a  process  which  Monnet  said  could  not  work,  there 

55  is  enough,  both  of  discovery  and  invention,  to  support  a  dozen  patents. 

Secondly,  as  to  products,  it  is  necessary  to  discuss  and  determine  what  the 

4a 
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respective  products  of  MonnetoxL^  Dr.  Bernthsen  are,  and  in  this  instance  it  will 
be  convenient,  for  reasons  obvious  to  anyone  who  has  followed  this  enquiry,  to 
begin  with  Dr.  Bernthsen' s.  There  is  some  discrepancy  in  the  evidence  upon 
this  point.  The  Defendants  say  that  they  have  bought  from  the  PlaintiffB 
three  samples  which  show,  besides  the  pure  anisoline  aimed  at,  impurity  m  the 
shape  of  unconverted  rhodamine  to  the  extent  of  6  per  cent.,  10  per  cent.,  and 
12  per  cent,  respectively.  Dr.  Bernthsen  says,  that  at  the  works  the  stnctest 
orders  are  given  to  prevent  any  article  going  out  into  commerce  with  anything 
like  such  percentages,  and  that  their  rule  is  to  pass  nothing  into  trade  which 
has  more  than  2  or  3  per  cent,  of  impurity  at  the  outside,  and  that  there  is  no 
difficulty  in  obtaining  that  standard  as  a  general  rule;  but  that  in  very 
large  works,  such  as  those  of  the  PlaintijQfs',  it  is  impossible  to  exercise 
such  a  rigid  supervision  as  will  prevent  occasional  breaches  of  the  rule. 
Fortunately,  the  witnesses  on  both  sides  in  this  case  have  been  of  a  very  high 
character,  and  there  has  been  a  general  agreement  on  the  part  of  Counseljjin 
which  I  entirely  concur,  that  not  a  gentleman  has  come  into  the  witness-box 
whose  statements  are  not  entitled  to  thorough  respect.  I  accept,  therefore, 
Dr.  Bemthsen's  evidence  upon  this  point.  There  is  one  percentage  which  we 
have  not  had,  and  that  is  the  percentage  which  the  three  samples  presenting  the 
impurities  of  from  6  per  cent,  to  12  per  cent,  bear  to  the  whole  number  of  »» 
samples  analysed.  The  **  product "  of  a  Specification  for  an  article  of  commerce 
is,  in  my  opinion,  the  result  of  careful  manufacture  by  experienced  people  on 
a  commercial  scale,  end  I  am  satisfied  that  the  substance  sent  into  commerce 
by  the  Plaintiffs  under  the  title  of  "  6  G  "  (which  is  the  name  by  which  it  has 
passed  in  the  whole  discussion  before  me)  is  one  so  free  from  impuriti^  as  to  ^ 
be  practically  and  commercially  a  pure  anisoline.  It  should  be  added  that 
purity  is  of  substantial  importance.  An  article  will  sell  which  has  from 
15  to  20  per  cent,  of  impurity,  and  such  an  article  is,  therefore,  one  of  commerce ; 
but  it  is  a  very  different  thing  from  the  pure  article,  and  no  one,  1  think, 
has  disputed  that  purity  is  a  very  important  element  in  the  worth  of  the  30 
product. 

I  now  turn  to  the  product  of  Monnet's  process.    It  is  perfectly  dear,  on 
Monnefs  Specification,  that  the  products  claimed  are  those  produced  by  his 
process,  and  there  is  no  other  way  of  identifying  them.    There  is  no  difference 
of  opinion  as  to  what  Monnefs  process  v^U  make  if  carried  out  exactly  on  the  » 
lines'  of  his  Specification,  viz.,  an  article  containing  70  per  cent,  of  pure 
anisoline  and  30  per  cent,  of  unconverted  rhodamine  ;  in  other  words,  only 
70  per  cent,  of  6  G.    The  Defendants  sell  an  article  manufactured  by  them  by 
applying  to  the  rhodamine  base  the  second   part  of  MonneV%   process  with 
modifications,  and  this  article  contains  82  per  cent,  of  6  G.    I  omit  purposely  w 
any  notice  of  an  experiment  performed  in  a  revolving  autoclave,  by  "w^}^^ 
either  from  Monnet's  process  or  from  that  of  the  Defendants  (I  forget  wnj^^ 
and  I  have  not  the  leisure  to  search  through   the  shorthand  notes  to  find 
which  it  was),  a  much  better  result  was  obtained.    I  am  satisfied,  «P<>^  *Y®  ^ 
evidence,  that   though   revolving  autoclaves  are  things  occasionally  used  in  4D 
manufacture,  they  are,  so  to  speak,  out  of  the  way  luxuries  which  no  one 
would  ever  have  thought  of  in  connection  with  these  processes,  except  under 
the  stress  of  a  patent  action.    The  Plaintiffs'  experimenters  do  not  get  by  the 
same  process  so  high  a  percentage.    But  I  think  that,  with  regard  to  the  ^^^^^^  ^ 
what  the  products  of  a  process  are,  it  is  again  fair  to  take  the  process  as  worked  » 
by  people  who  have  had  the  sort  of  practice  in  using  it  which  every  manuao- 
turer  gets,  and  which  will  naturally  enable  him  to  do  better  than  the  moet 
skilled  experimenter.    Example  3  of  the  Plaintiffs'  patent,  wbL-^h  is  the  process 
corresponding  to  Monnefs,  has  never  been  used  by  the  Plaintiffs,  and  they, 
therefore,  in  using  it  even  on  the  commercial  scale  (which,  of  course,  thew"  w 
appliances  enable  them  to  do),  are,  after  all,  in  a  sense,  but  experimentorB,  and 
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I  think  the  results  attained  by  the  Defendants  are,  therefore,  really  a  better 
test  of  what  can  be  made  of  their  process  than  anyone  else's  results. 

The  Defendants,  however,  in  getting  their  result  of  18  percent,  of  impurities, 
are  not  simply  usiug  Mon^neVs  Part  2  of  his  Specification,  for  whereas  that 
5  starts  with  his  "  potassium  salt,"  which  means,  for  this  purpose,  unconverted 
rhodamine  with  a  considerable  admixture  of  potassium  compounds,  they 
start  with  an  unadulterated  rhodamine  base,  and  therefore  their  result  may 
naturally  be  expected  to  be  better  than  Momiet's  process  would  give  if  worked 
right  through.    Taking,  however,  the   Defendants'  application   of    MonneVs 

10  process  to  a  pure  base  instead  of  to  his  so-called  potassium  salt,  at  its  best  it 
can  only  produce  a  mixed  substance — whether  a  chemical  combination  or  an 
intimate  mechanical  mixture  is  immaterial  for  this  purpose.  It  is  a  substance 
which,  at  the  date  of  MonneVs  patent  and  of  Dr.  Bernthsen's  discovery,  was 
not  supposed  by  Monnef.,  or  by  anyone  else,  to  be  of  that  character,  but  was 

ir»  put  forward  by  him  as  pure  anisoline.  It  was  not  pure  anisoline,  and  there 
is  nothing  in  Monnefs  Specification  to  indicate  the  necessity  for  any  further 
operations  to  get  rid  of  the  18  per  cent,  of  impurity.  Indeed,  it  is  clear  that 
Monnet  did  not  suspect  its  existence.  The  Plaintiffs'  product  is  pure  anisoline, 
and  pure  anisoline  seems  to  me  to  be  a  substantially  dijf erent  product  from 

20  anisoline  with  either  30  per  cent,  or  IS  per  cent,  of  foreign  matter.  If  MonneVs 
product  had  been  a  known  mixture  of  6  O  with  an  impurity,  and  he  had  so 
announced  it,  I  should  have  said  there  would  have  been  an  anticipation  of  6  O. 
But  that  60  was  a  separate  substance,  having  special  qualities  and  a  commercial 
value  of  its  own,  by  reason  of  its  being  stripped  of  impurity,  is,  in  my  opinion, 

25  amply  sufficient  to  prevent  MonneVs  product  from  being  an  anticipation  of  the 

6  Q  produced  by  the  Plaintiffs.    The  case  of  anticipation,  therefore,  in  my 

opinion,  fails  ;  and,  upon  the  grounds  hitherto  dealt  with,  the  Plaintiffs*  patent 

is  safe.  ^ 

I  have  now  to  deal  with  the  question  of  infringement ;  and  it  appears  to  me 

30  that  what  the  Defendants  do  is  an  infringement  both  as  to  process  and  as  to 
product. 

As  to  product,  I  think  it  is  not  seriously  argued  that  a  substance  containing 
what  is  known  to  be,  and  recognized  as,  a  mixture  of  18  per  cent,  of  impurity 
with  82  per  cent,  of  pure  6  G  is  not  an  infringement. 

35      As  to  process,  I  think  the  evidence  conclusive  that  the  Defendants'  process  is  - 
substantially  the  same  as  that  of  Example  3.    The  modifications  they  have 
introduced  seem  to  me  exactly  to  fall  within  the  ^*  considerable  variation  in 
details  "  mentioned  in  page  2,  lines  i^4-35  of  the  Specification.    I  expressed  in 
my  former  judgment,  when  the  observation  told  against  what  was  really 

40  the  Badische  Company's  contentions,  my  sense  that  the  scientific  witnesses 
had  quite  satisfied  me  that,  in  dealing  with  processes  of  this  kind,  which  cannot 
be  worked  without  great  knowledge  and  skill  on  the  part  of  those  who  direct 
the  operations,  anything  like  a  slavish  adherence  to  directions  or  prescriptions 
is  expected  by  no  one,  and  that  so  long  as  the  essential  conditions  are  observed, 

45  very  considerable  latitude  must  be  allowed  in  carrying  out  processes.  The 
present  enquiry,  long  and  minute  as  it  has  been,  has  convinced  me  that  I  took 
a  right  view  upon  this  matter  ;  and  this  kind  of  latitude  must,  as  it  appears  to 
me,  be  allowed  in  all  cases  and  for  all  purposes,  whether  upon  questions  of 
anticipation  or  infringement,  so  long,  of  course,  as  the  essence  of  the  disclosure 

50  or  the  invention  does  not  lie  in  the  mere  prescription.  In  the  present  case, 
behind  all  these  variations  of  mere  adjuncts,  lies  the  great  central  substance  of 
the  whole  matter — the  making  use  of  the  rhodamine  base  as  an  acid  for  the 
purpose  of  obtaining  esterification.  This  is  the  whole  secret  of  the  success 
of  Dr.  Bemthsen's  invention.     This  it  was,  and  this  alone,  that   enabled 

55  pure  6  O  to  be  made,  and  this  is  also  undoubtedly  the  source  of  the  success  of 
the  process  adopted  by  the  Defendants.    Then  they  say,  '^  Oh,  but  this  is  locked 
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"  up  in  Monnefs  process,  and  therefore  we  may  use  it."  It  is  truly  locked 
up,  and,  as  I  think,  locked  up  very  tight;  for  in  order  to  make  Monnefs 
process  work,  they  have  to  start  by  doing  what  Monnet  said,  as  plainly  as  if  he 
had  said  it  in  so  many  words,  could  not  be  done^  and,  like  the  Plaintiffs,  to 
treat  the  rhodamine  base  as  an  acid — ^a  thing  which  has  been  treated  by  every  5 
scientific  witness  as  a  great  and  important  discovery. 

It  is  true  that  the  Defendants,  by  their  modifications  of  Example  3,  dispense 
with  filtration  at  a  given  stage,  a  fact  of  which  Mr.  MoultoHy  in  his  most  able, 
subtle,  and  ingenious  argument  naturally  made  the  most,  inasmuch  as  Professor 
MeJdola  had  said  that  it  was  an  essential  part  of  the  Plaintiffs'  process.    If  I  iQ 
may  venture  to  take  the  liberty  of  saying  so,  I  entirely  agree  with  Professor 
Meldola,  if  you  take  the  Plaintiffs'  process  as  equivalent  to  the  prescription,  as 
I  may  conveniently  term  it,  of  Example  3.     If  the  operations  were  carried  on 
exactly  at  the  same  temperature,  with  the  quantities  and  for  the  periods  there 
named,  the  resalt  produced  without  filtration  would  be  a  lamentable  failure,  15 
because  it  would  contain  perhaps  30  per  cent,  or  40  per  cent,  of  unconverted 
rhodamine,  which  would  spoil  the  dye,  and  reduce  the  pure  G  6  to  something 
worse  than   could   be   made   by  MonneVa  process.    But  why  is  it  that  the 
Defendants  can  do  without  it  ?    They  have  modified  quantities  and  the  like — 
altered  the  prescription,  in  fact — ^in  the  earlier  part  of  the  process,  so  that  at  jq 
the  stage  where  the  Plaintiffs'-  filter   they  can  produce  a  commercial  article 
without  filtration.    They,  by  higher  temperatures,  by  working  under  pressare 
of  two  or  three  atmospheres,  and  so  on,  have  carried  the  process  of  conversion 
into  anisoline  mach  further  than  the  Plaintiffs  have,  and  they  have  got  a  clear 
solution  instead  of  one  that  contains  what  the  filter  will  arrest.    The  earlier  25 
modifications  render  the  one  which  dispenses  with  filtration  inevitable.    The 
earlier  modifications  are  well  within  the  reasonable  variations  to  which  the 
Specification  is  entitled.    The^  variations,  including  non-filtration,  are,  to  my 
mind,  as  nothing  compared  with  what  is  common  to  the  Plaintiffs'  Specification 
and  to  the  Defendants'  process,  and   they  are  in  my   judgment   taking  the  JQ 
substance  of  the  patent. 

There  remains  only  one  very  important  question  to  deal  with.    At  a  very  late 
stage  of  the  hearing  it  was  discovered  that,  in  respect  of  Example  2,  there  was 
this  unsuspected  fact — it  will  work  if  it  is  carried  out  with  an  iron  autoclave,  and 
it  then  makes  6  Q  with  remarkably  little  of  impurity.    In  an  enamelled  auto-  jg 
clave,  where  the   heated  solution  comes  in  contact  with  no  iron,  it  will  not 
succeed,  but  brings  out  only  6  Q  with  a  very  large  percentage  of  impurity — that 
is  to  say,  unconverted  rhodamine.    The  fact  was  discovered  by  Dr.  Bemthsen 
himself,  and  he  stated  it  with  perfect  candour.    So  little  had  anything  of  the 
kind  ever  been  present  to  the  minds  of  any  of  the  Defendant's'  advisers,  that  40 
there  was  not  a  Particular  of  Objection  to  meet  it.     That,  and  a  like  objection 
to  Example  3,  were  allowed  to  be  added  on  terms  which  I  have  yet  to  settle. 
As  to  Example  3,  it  has  yet  to  be  decided  whether  the  objection  is  well  founded 
in  fact,  and  I  will  deal  with  the  two  cases  separately.    The  objection  takes  the 
form,  of  course,  of  alleging  insuflBciency  in  the  Specification.    It  turns  out  to  be  45 
the  fact  that  Example  2  requires  an  iron  autoclave  for  success.    The  explanation 
is  that,  in  the  course  of  the  reactions  which  take  place  within  the  autoclave, 
hydrochloric  acid   is  formed.      Free  hydrochloric    acid  interferes  with  the 
process.    Now,  if  iron  is  present,  and  in  contact  with  the  solution  which  contains 
the  hydrochloric  acid,  it  combines  with  the  free  hydrochloric  acid  and  oses  it  50 
up,  so  to  speak.    The  remaining  and  necessary  reactions  can  then  go  on  without 
interference,  and  success  is  attained.      In  an  enamelled   autoclave,  or  one 
inaccessible  to  the  attacks,  or  perhaps  it  would  be  more  accurate  to  say,  insensible 
to  the  attractions  of  hydrochloric  acid,  no  such  combination  takes  place,  and  the 
hydrochloric  acid  is  left  free  to  interfere  with  the  process  and  spoil  the  result  95 
It  appears  to  me  that,  unless  the  Specification  really  does  imply  a  direction  to 
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use  an  iron  instead  of  any  other  kind  of  aatociave,  the  directions  are  insufficient 
to  enable  6  O  to  be  made.  I  have  no  doubt,  upon  the  evidence,  that  an  iron 
autoclave  is  the  one  most  commonly  in  commercial  use.  It  is  cheaper  than  an 
enamelled  one,  and  nothing  can  be  clearer  than  this—that  Dr.  Bernthsen^  who 
h  has  had  vast  experience  in  these  matters,  and  who  directs  the  very  extensive 
works  of  the  Plaintiffs,  makes  habitual  use  of  iron  autoclaves,  and  very  seldom 
of  enamelled  ones,  and  that  when  he  wrote  autoclave  he  was  thinking  of  an 
iron  autoclave,  and  nothing  else.  Indeed,  the  then  known  reactions  of  the 
substances  used  in  the  process  conveyed  to  his  mind — he  being  a  most  accom- 

16  plished  chemist — nothing  to  make  him  suspect  that  free  hydrochloric  acid  would 
be  produced,  and  it  was  not  till  this  case  was  very  nearly  at  an  end  that  he  did 
suspect  it.  On  the  other,  hand,  it  is  equally  clear  to  my  mind  that  enamelled 
autoclaves  are  in  frequent  use  in  manufactories  devoted  to  this  kind  of  work. 
Dr.  Armstrong  went  to  the  Defendants'  works  at  La  Plaine,  on  the  confines  of 

1$  Prance  and  the  Canton  of  <Jeneva,  where  the  Defendants  were  carrying  on  their 
process  for  making  the  substance  complained  of  as  an  infringement.  He  went 
under  circumstances  which  have  satisfied  me  that  he  saw  the  normal  state  of 
things.  No  question  had  then  arisen  in  the  least  degree  pointing  to  the  differ- 
ence between  the  use  of  the  iron  and  the  enamelled  autoclave,  and  he  found  a 

30  batch  of  45  kilogrammes  of  material,  in  course  of  being  made  into  the  Defendants* 
product  now  in  question,  just  about  to  be  turned  out  of  the  autoclave,  and  the 
autoclave  was  an  enamelled  one.  I  cannot  think  that,  in  the  mere  fact  that  iron 
autoclaves  are  more  commonly  used  than  enamelled  ones,  there  is  anything  to 
exclude  the  use  of  enamelled  autoclaves,  or  to  warn  anyone  that  it  was  not 

3S  giving  the  process  a  fair  chance  if  they  were  used.  I  think  also  there  is  an 
argument  used  for  the  Defendants  upon  this  point  which  id  sound.  All  the 
witnesses  admit,  more  or  less  freely,  that  when  a  chemical  process  is  described 
no  chemist  would  think  of  looking  to  the  substances  of  the  implements  used  as 
forming  any  portion  of  the  materials  to  come  into  play  in  the  necessary  reactions, 

30  That  would  be  contrary  to  sound  chemical  notions.  The  fact  that  there  is  a 
direction  to  use  any  specified  kind  of  vessel  or  stirring  rod  or  any  other  imple- 
ment is,  as  it  seems  to  nie,  alike  upon  the  evidence  and  upon  principle,  an 
intimation  in  itself  that  the  vessel  specified  is  regarded  as  neutral,  and  as  not 
entering  into  the  reactions,  and  I  cannot  bring  myself,  however  reluctant  one 

35  naturally  is  to  deprive  a  most  meritorious  invention  of  the  protection  of  the 
patent,  to  think  that  the  Patentee  has  a  right  to  treat  the  direction  to  perform 
the  operation  in  a  vessel  which  is  more  usually  of  iron  than  of  anything  else, 
as  equivalent  to  an  intimation  that  the  reaction  between  iron,  and  the  solution 
contained  in  the  iron  vessel,  is  part  of  his  process.    If  the  iron  is  not  mentioned 

40  or  implied  as  a  necessary  coatribution  to  the  materials  to  be  used,  and  iron  is, 

as  it  confessedly  is  in  Example  2,  indispensable  as  a  factor  in  the  process,  the 

description  is,  in  my  opitiion,  clearly  insufficient,  and,  with  reference  to  this 

objection  to  Example  2, 1  do  not  see  how  it  is  possible  to  uphold  the  patent. 

With  regard  to  Examples,  the  principle  must,  of  course,  be  the  eame.    But  it 

45  is  not  admitted  by  the  Plaintiffs  that  Example  3  will  not  work  in  an  enamelled 
autoclave.  On  the  contrary,  they  say  they  succeed  very  well  with  it  in  such  a 
vessel,  and  get  a  perfectly  good  and  pure  6  G.  The  Defendants,  on  the  other 
hand,  say  they  cannot  succeed  with  Example  3  in  an  enamelled  vessel,  and 
cannot  get  nearer  to  purity  than  15  per  cent.,  18  per  cent.,  and  20  per  cent,  of 

50  impurity.  I  am  urged,  on  these  grounds,  to  hold  that  Example  3  will  not  succeed 
in  an  enamelled  vessel.  My  opinion,  however,  is  that  there  is  not  any  real 
difficulty  with  Example  3  which  a  little  practice  will  not  overcome.  I  have 
pointed  out  already  t^t,  in  chemical  patents  which  can  only  appeal  to,  or  be 
used  by,  persons  of  great  skill  in  such  matters,  a  much  greater  latitude  must  be 

55  allowed  than  in  patents  of  a  much  different  character  and  subject-matter.  No 
one  can  have  IiBtened,  as  I  have  for  over  a  month  in  all,  to  these  two  cases 
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without  being  convinced  that  there  are  a  great  many  things  which,  to  a  person 
as  ignorant  as  I  was  before  I  entered  upon  these  difficalt  enquiries,  would  seem 
to  fall  naturally  within  one^s  notions  of  experiment,  which  to  the  chemist  are 
merely  affairs  of  practice,  as  to  which  all  of  them,  on  whatever  side,  repudiate 
the  idea  that  the  little  adaptions,  modifications,  and  variations  of  a  process,^ 
which  does  not  profess  to  consist  at  every  step  of   essentials,  ought  to    be 
regarded  as  matters  of  experiment.     I  believe  that  they  do  not  expect,  do  not 
look  for,  and  do  not  care  for  a  kind  of  precision  in  directions  which  would  be 
to  them  hampering  and  distasteful,  rather  than  useful,  and  which,  in  patents  of 
the  nature  of  those  we  have  had  to  deal  with,  would  throw  difficulties  in  the  t0 
way  of  the  scientific  investigator  so  great  as,  in  the  higher  departments  of 
chemical  industry,  to  render  it  well  nigh  impossible  to  frame  a  safe  and  satis- 
factory Specification.     It  is  not,  therefore,  in  the  least  conclusive  against  the 
sufficiency  of  the  directions   that  a  few  experiments,   made  truly  by  great 
chemists,  but  not  by  practical  manufacturers  or  workmen,  have  had  such  per-  IS 
centages  of  impurity  as  above  mentioned.    The  evidence  of  those  who  do  succeed 
is  always  of  more  force  than  the  evidence  of  those  who  do  not  succeed.    I  say 
this  in  no  sense  disrespectful  in  the  least  to  the  eminent  gentlemen  who  say 
they  have  not  succeeded.    I  have  never  tried  a  case  in  which  I  have  been 
inclined  to  put  more  faith  in  the  testimony  adduced  all  round.    But  the  Plain-  90 
tiffs*  chemists  and  operators  have  for  years  been  working  with  the  single  aim  of 
producing  pure  6  Q,  and  they  are  likely  to  have  what  I  may  call  a  more 
sympathetic  touch  of  the  delicate   processes  involved  than  either  laboratory 
chemists  or   operators  who,  since  they  began  the  manufactures,  have  been 
content  to  produce  an  article  which  does  not  aim  at  being  anything  like  pure.  g$ 
In  the  last  case  there  was  a  similar  but  much' greater  discrepancy  between  the 
witnesses  who  said  they  could,  and  those  who  said  they  could  not,  make  Monnefs 
process  work.    A  very  great  amount  of  skill  and  ingenuity  had  been  expended 
upon  attempts  made,  I  am  satisfied  in  perfect  good  faith  on  both  sides,  to  find 
out  in  what  undiscovered  circumstances  lay  the  differences  which    led  to  M 
differing  results,  and  in  that  state  of  things  I  felt  that  it  would  have  been  im- 
possible, if  it  had  been  necessary  to  settle  the  question,  to  dispense  with  further 
scientific  inquiry.    It  is  an  instructive  fact,  however,  that  in  the  present  case 
the  chemists  on  both  sides  are  now  agreed  that  by  Monneta  process,  without 
modification,  you  may  get  a  mixture  containing  70  per  cent,  of  6  O,  which  is  a  S5 
much  better  result  than  had  in  the  last  case  been  obtained  by  those  who  said  the 
process  would  not  work.      There  is  another  circumstance  which  makes  me 
hesitate  to  adopt  the  view  that  iron  is  essential  in  Example  3.    When  conducted 
by  Dr.  Dunatan  in  an  iron  autoclave,  the  process  of  Example  3  gave  him  14*2 
per  cent,  of  impurity,  when  in  a  silver  lined  autoclave  18*7  per  cent.    The  40 
difference  is  hardly  worth  discussing.     Dr.  Paasmore  got  15*2  percent,  with  the 
iron  autoclave  ;  and  if  I  were  to  act  upon  these  percentages,  and  similar  ones 
which  were  given  in  other  parts  of  the  evidence  before  the  iron  question  turned 
up,  the  proper  inference  would  be,  not  that  the  iron  makes  a  great  difference, 
but  that  Example  3,  whether  carried  out  in  an  iron  vessel  or  any  other,  will  not  i5 
produce  pure  6  G  at  all.     But  I  am  quite  satisfied,  on  the  balance  of  evidence, 
that  it  will  produce  pure  6  O,  and  I  think  there  are  circumstances  which  tend 
to  account  for  the  discrepancy  between  the  two  sets  of  witnesses.     Not  only  is 
there  the  fact  that  persons  accustomed  for  years  to  make  pure  6  G  and  not  to  be 
satisfied  with  anything  else,  would  be  far  more  likely  to  have  that  delicate  60 
appreciation  of  minute  matters  of  practice  which  become  an  instinct  after  a  time  ; 
but  the  Defendants*  witnesses  made  all  their  initial  experiments,  and  those  upon 
which  the  case  of  the  Defendants  was  intended  to  be  put,,  in  t-est  tubes,  and  on 
very  minute  quantities.   Now,  if  there  is  one  thing  of  which  the  two  cases  have 
satisfied  me  more  than  another,  it  is  that  test  tube  experiments  are,  as  to  any-  !A 
thing  like  reliable  percentages,  very  untsertain  and  unsatisfaotory  tests  in  thai 
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respect  of  a  process  to  be  carried  on  on  a  commercial  scale.  It  appeared,  for 
instance,  that  the  most  remarkable  differences  inresnlts  were  obtained,  according 
as  the  test  tube  was  used  vertically  or  horizontally,  and  the  same  experiments 
condacted  in  test  tnbes  by  the  same  persons  under  the  same  circumstances 
5  presented,  in  some  instances,  the  most  startling  differences  of  result.  It  was  not 
till  well  on  in  this  case,  and  in  consequence  of  an  observation  of  mine,  some- 
what to  the  same  effect,  that  the  Defendants  made  any  experiments,  excepting 
of  course  on  their  own  process,  on  the  autoclave  scale.  Before  t^ey  began  these 
last  experiments,  the  Defendants'  chemical  experts  must  have  been  well  used  to 

10  failure  ;  they  had  more  or  less,  so  to  speak,  practised  the  way  of  non-success, 
and  had  no  experience  in  the  way  of  success,  and  were  attempting  for  the  first 
time  to  work  the  process  on  anything  like  a  satisfactory  scale.  I  really  cannot 
persuade  myself  to  entertain  a  serious  doubt  that,  with  more  practice,  those 
skilful  gentlemen  would  do  as  well  as  Dr.  Bernthsen^  who  appears  to  have 

15  succeeded  completely  with  Example  3  carried  out  in  glass  tubes  {see  page  461  of 
the  notes,  and  I  think  there  is  another  passage,  but  I  am  not  quite  sure).  Test 
tube  experiments  are,  as  I  have  pointed  out,  not  nearly  so  satisfactory  as  those 
on  a  commercial  scale,  but  the  evidence,  both  in  this  case  and  the  last,  satisfy  me 
that  experiments  on  the  commercial  scale  generally  succeed  better  than  those  in 

JK>  small  tubes,  and  my  impression  is  that  this  was  the  case,  upon  the  whole,  with 
the  results  obtained  by  the  Defendants'  experimenters.  I  see  no  reason  to  doubt 
that  under  Dr.  Bernthseh*s  practised  supervision,  and  in  the  practical  hands  of 
his  subordinates,  there  would  be  some  difference  between  their  results  and  those 
of  the  Defendants  when  enamelled  autoclaves  are  used,  as  there  is  between  their 

tS  results  and  those  obtained  by  the  Defendants  when  using  iron  autoclaves ;  that  is, 
that  the  Plaintiffs  would  produce  pure  6  G,  whilst  the  Defendants  would  not  do  so, 
at  present,  at  all  events.  I  think  a  chemical  patent,  dealing  with  very  subtle  and 
delicate  reactions,  is  entitled  to  the  benefit  of  being  test^  by  the  results  of  it« 
working  in  the  hands  of  persons  not  merely  practised  in  chemistry  generally, 

91 .  but  having  acquired  the  necessary  familiarity  with  the  processes,  and  although 
Example  3  has  not  been  worked  commercially,  I  think  that  persons  accustomed 
to  produce  pure  6  G  are  much  more  likely  to  work  it  to  success — keeping,  of 
course,  within  the  Specification — than  persons  accustomed  to  produce  only  the 
impure  product,  or  persons,   however  skilful,  accustomed  only  to  laboratory 

35  experiments. 

In  my  opinion,  therefore,  the  objection  to  Example  3  fails  upon  the  facts  ; 
and  as,  after  great  reflection,  I  do  not  entertain  any  serious  doubt,  I  am  not 
desirous  of  further  experiment  by  independent  persons.  One  thing  that 
makes  me  very  reluctant  to  have  recourse  to  such  assistance  is  the  extreme 

40  difficulty  of  finding  what  I  should  consider  the  right  sort  of  expert  in  a  matter 
of  this  kind  who  would  be  independent.  In  this  case,  th^  only  thoroughly 
satisfactory  expert  (I  am  sure  the  able  gentlemen  whom  I  have  heard  with  so 
much  interest  and  instruction  will  not  misunderstand  me)  seems  to  me  to  be  a 
manufacturer  of  analogous  dyes,  and  how  could  a  person,  having  so  direct  and 

45  large  an  interest  in  the  destruction  of  the  patent,  be  regarded  as  for  this  purpose 
independent  and  without  a  bias  ? 

The  result  is,  that  there  will  be  judgment  in  the  action  for  the  Defendants 
as  to  the  3  B  patent  on  the  issue  of  infringement,  which,  indeed,  is  the  only 
issue  relating  to  it ;  and  as  to  No.  9633  of  1892,  on  the  question  of  validity,  and 

50  in  respect  of  the  Particular  of  Objection  delivered  a  few  days  ago  as  far  as  it 
relates  to  Example  2  ;  and  for  the  Plaintiffs  on  all  the  other  issues. 

There  remains  the  question  of  costs.  The  exceptional  circumstances  of  the 
case  require  a  special  Order.  Both  parties  are  content  that  the  costs  relating  to 
the  amendment  of  the  Particulars  of  Objections  should  be  dealt  with  on  the 

55  principle  of  the  Order  made  in  Parker  v.  Maignen's  Filtre  Rapide  Company^ 
5  R.P.C.  207,  and  I  shall  therefore  adopt  it  without  further  discussion,  and 
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with  a  Blight  modification.  The  proper  Order  seems  to  me  to "  be  as 
follows : — JndgmeDt  for  the  Defendants  in  the  action  in  respect  of^Patent 
No.  15,374  of  1887,  and  in  respect  of  Patent  No.  9633  of  1892,  upon  the  issue 
as  to  validity,  that  is  to  say,  on  the  objection  as  to  insnfficiency  of  Specification 
in  Example  2.  Certificate  that  the  objections  as  to  insufficiency  in  respect  of  5 
Examples  1,  2,  and  3  were  reasonable.  I  do  not  certify  as  to  the  other 
Objections,  because  I  am  sure  that,  under  the  circumstances  of  the  amendment, 
it  would  hot  be  just  that  the  Defendants  should  get  any  costs  in  respect  of 
them,  and  I  am  not  quite  sure  how  far  the  special  Order  as  to  the  amendment 
might  effect  this  result.  Judgment  for  Plaintiffs  on  the  issue  as  to  infringe*  10 
ment  of  Patent  No.  9633,  and  on  all  the  other  issues  in  the  action.  All  costs 
of,  and  occasioned  by,  the  application  to  amend,  and  all  costs  thrown  away 
(which  is  an  expression  I  understand  better,  and  which  I  think  is  in  conunoner 
use  than  ^^  unnecessarily  caused  '')  by  reason  of  the  amendment  being  made  so 
late,  are  to  be  the  Plaintiffs.  Practically  this  will  amount  to  treating  the  action  M 
as  if  the  Particulars  had  always  been  confined  to  insufficiency,  and  providing, 
apart  from  this,  for  the  costs  affected  by  the  amendment,  which  seems  to  me  to 
be  just.  If  any  difficulty  should  occur,  or  anything  turns  out  to  be  unprovided 
for,  there  will  be  liberty  to  apply  in  Chambers.  Then  I  have  written  out  the 
exact  form  of  the  judgment  for  the  Associate  so  that  there  may  be  no  difficulty  SO 
about  that. 

Cripps,  <^.C.,  applied  for  a  certificate  of  the  validity  of  the  patent,  except, 
of  course,  as  regards  the  second  claim,  as  was  given  in  Haslam  v.  Hall^ 
5  R.P.C.  1. 

Gole/ax  asked  that  this  point  might  stand  over  for  a  short  time  in  order  that  9^ 
he  might  have  an  opportunity  of  considering  it. 

Wills,  J. — It  seems  to  be  right  in  itself.  For  the  present  I  will  grant  it ; 
but  there  is  liberty  to  apply,  and  this  will  enable  you  to  come  before  me  if  you 
think  you  can  show  me  it  is  wrong.  Of  course  I  shall  not  preclude  you  by 
reason  of  my  having  put  it  into  the  judgment  now.  99 

Costs  on  the  higher  scale  were  given,  and  three  Counsel  certified  for. 
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Is  THE  High  Coubt  of  Justicb.— Ghanobrt  Division. 
Before  Mr.  Justice  Kbkbwioh.— July  Uth,  1897. 

In  thb  Mattbb  of  Rollason's  Rbgistbrbd  Dbsion. 


Design, — Registration. — Motion  to  expunge. — ^^New  ororiginaV^ — Statutory 
5  requirements  as  to  marking  goods. — "  All  proper  steps.*^ — Patents^  Designs^  and 
Trade  Marks  Act,  188S,  Sections  47  and  51. 

In  1894y  R.  registered  a  design  in  Class  1  in  respect  of  a  set  of  coffin  plates 
under  No.  282fi08 ;  tJie  design  was  registered  as  applicable  for  the  patterns.  /J., 
having  commenced  a  County  Court  action  against  S.  H.  and  Sons  for  infringe- 

10  ment  of  this  design^  S.  H.  and  Sons  moved  to  expunge  on  the  ground  of  (J)  want 
of  novelty y  and  (2)  that  articles  to  which  the  design  had  been  emptied  had  been 
sold  without  the  marks  prescribed  by  Section  61  of  the  Patents^  Ac.  Act^  1883.  R.^s 
design  was  alleged  to  be  anticipated  by  a  design  registered  in  1892 ;  and  it  was 
also  alleged  and  proved  that  a  considerable  number  of  articles  to  which  the  design 

15  had  been  applied  had  been  marked  with  the  No.  262,908  instead  of  the  No.  232,908, 
the  mistake  having  originated  in  a  stamping  die.  The  Respondent  gave  evidence 
intended  to  show  that  he  had  taken  all  proper  steps  to  ensure  the  correct  marking 
of  the  articles. 

Held,  that  the  design  miMt  be  expunged  for  want  of  novelty ;  but,  on  the 
20  other  point,  that  R.  had  shown  that  he  had  taken  all  steps  that  could  reasonably 
be  required  of  him  to  ensure  proper  marking.     The  Order  to  expunge  was 
suspended  in  case  of  an  appeal. 

On  the  28th  of  May  1894,  Charles  Rollason  registered  a  design  (No.  232,908) 

in  respect  of  a  set  of  six  articles  of  coffin  furniture  in  Class  1  according  to  the 

25  third  Schedule  of  the  Designs  Rules,  1890;   the  design  was  registered  as 

"  Applicable  for  the  patterns."    Among  the  said  six  articles  of  coffin  furniture 

there  were  a  breast-plate  and  handle-plate  for  coffins ;  reproductions  of  the 

drawings  deposited  as  to  these  articles  are  given  on  next  page. 

The  breast-plates  and  handle-plates  made  by  the  said   C.  Rollason,  and 

30  purporting  to  be  in  accordance  with  the  said  design,  had  the  flat-plate,  shown 

4b 
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in  the  centre  of  the  said  design,  sunk  below  the  level  of  the  surrounding 
border. 


On  the  11th  of  May  18^2,  Sanders^  Son,  and  Payne  registered  a  design 
(No.  192,339)  for  the  handle-plate  of  a  coffin.    The  drawing  shown  below  is  a 
reproduction  of  the  drawing  deposited  with  this  design,  which  is  hereinafter  5 
referred  to  as  HS',  HS*  boing  the  article  alleged  to  be  made  in  accordance  with 
the  design  HS^ 


Artbtw  «ramM  Atf* 


On  the  27th  of  April  1897,  C,  Bollason  commenced  an  action  in  the  Bir- 
mingham County  Court  against  Samuel  Heath  and  Sons^  Ld.,  to  restrain 
infringement  by  them  of  his  said  design.  On  the  31st  of  May  1897,  Samuel 
Heath  and  Sons,  Ld.,  gave  notice  of  motion  to  the  said  (7.  Ro/lason  that  the 
Register  of  Designs  might  be  rectified  by  expunging  therefrom  the  design 
(No.  23  ',908),  on  the  grounds  that  the  said  design  was  not  a  new  or  original 
design  at  the  date  of  the  registration  thereof;   and^  further^  tlu^t  the  sftid 
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C.  Rolktson  had  delivered  on  sale  articles  to  which  the  said  design  had  been 
applied  withoat  having  caused  the  same  to  be  marked  with  the  prescribed 
word  or  words  and  figures  as  required  by  the  Patents,  Designs,  &c.  Acts,  1883- 
1888  ;  and  that  the  said  G.  Rollason  had  delivered  on  sale  articles  to  which  the 
5  registered  design  had  been  applied,  having  on  them  words  or  figures  other 
than  those  under  or  in  connection  with  which  the  said  design  had  been 
registered. 

The  motion  was  ordered  to  be  heard  on  the  14th  of  July  1897  on  the 
affidavit  evidence,  with   leave  to  cross-examine   the    Deponents,  and  with 

10  leave  to  adduce  further  evidence.  The  motion  now  came  on  for  hearing 
accordingly. 

RenshaWy  Q.C.,  and  W.  N.  Lawson  (instructed  by  Stibbard^  Gibson^  and  Go.^ 
agents  for  Rowlands  and  Go.^  Birmingham)  appeared  for  the  Applicants  ; 
Warrington,  Q.C.,  and  E.  P.  Hewitt  (instructed  by  Preston,  Stow,  and  Preston, 

15  agents  for  Ansell  and  Ashford,  Birmingham)  appeared  for  the  Respondent. 

Renshaw,  Q.C.,  for  the  Applicants,  stated  the  facts  above  set  forth,  and 
continued. — The  Respondent  has  been  marking  some  of  his  goods,  made 
in  accordance  with  the  design,  with  the  wrong  number,  namely,  252,908 
instead  of  232,908.    In  the  correspondence,  the  Respondent  alleges  that  this 

20  was  an  error  on  the  part  of  the  die-sinker.  Section  51  of  the  Patents  &c.  Act, 
1883,  is  the  material  section  as  to  marking  ;  by  this  section  the  onus  is  thrown 
on  the  Respondent  to  show  that  he  took  all  proper  steps  to  ensure  the  marking 
of  the  article.  I  submit  that  the  view  suggested  in  Wittmann  v.  Oppenheiniy 
L.R.  27,  Ch.D.  2tI0,  namely,  that  the  proviso  applies  wherever  a  mistake  is 

25  made  goes  too  far.  Johnsan  V.  Bailey,  11  R.P.C.  21  is  in  my  favour.  It  is  not 
sufficient  for  the  proprietor  to  give  directions  to  the  manufacturer,  but  he 
should  provide  proper  dies  and  check  the  marking,  although  perhaps  it  is  not 
necessary  that  each  article  should  be  examined.  The  cases  on  the  words 
"  new  or  original "   contained    in    Section  47  of  the  Patents  &c.  Act,   1883 

30  show  that  there  must  be  substantial  novelty — Le  May  v,  Welch,  L,R.  28,  Ch.D. 
24  ;  PlacketVs  Design,  9  R.P.C.  436  ;  and  Glarke's  Design,  13  R.P.C.  351. 

The  evidence  by  af^davit  was  then  read,  namely,  on  behalf  of  the  Applicants 
affidavits,  by  Henry  Skerrett,  patent  agent,  W.  Sanders,  a  director  of 
Sanders,  Son,  and  Payne,  W,  Nichols,  John  Jones,  and  W.  J.  Gross  ;  and,  on 

35  behalf  of  the  Respondent,  affidavits  by  G.  Rollason,  G.  G.  Marks,  patent 
agent,  and  F.  W.  Adie,  die-sinker.  Skerrett,  in  his  affidavit,  referred  to  the 
above-mentioned  design  of  Sanders,  Son,  and  Payne  and  other  designs,  and 
stated  that,  in  his  belief,  the  Respondent's  design  was  not  new  or  original  at 
the  date  of  registration,  that  a  certain  hand-plate  made  by  the  Respondent  bore 

40  the  No.  252,908,  and  referred  to  a  letter  from  the  said  G.  Rollason  of  the  23rd  of 
November  1896,  in  which  the  latter  stated  that  two  dies  were  marked  with  the 
No.  252,908,  and  that  this  was  purely  an  error  on  the  part  of  the  die-sinker. 
The  said  G.  Rollason,  in  his  affidavit,  stated  that  on  one  occasion  his  die-sinker, 
by  an  error,  made  a  die  for  some  breast-plates  for  children  having  the  number 

45  252,908  instead  of  232,908.  He  denied  that  the  handle-plate  referred  to  by  the 
said  Henry  Skerrett  was  stamped  with  the  wrong  number,  and  stated  that,when 
he  wrote  the  said  letter  of  the  23rd  of  November  1896,  he  was  under  the 
impression  that  two  of  his  dies  were  marked  252,908 ;  that  immediately  the 
error  in  the  child's  breast-plate  was  discovered  he  caused  the  die  to  be  altered, 

50  and  had  since  properly  numbered  all  the  plates  made  and  sold  by  him.  He 
said  his  design  combined  in  a  new  and  original  manner  certain  characteristics 
of  three  earlier  designs,  the  outline  of  one,  the  sunk  centre  and  raised  moulding 
of  another,  and  the  raised  shell  design  of  a  third,  with  further  additions  and 
modifications.    F.  W,  Adie  stated  that  he  made  dies  for  0.  Rollason  ;  that  the 

55  registered  number  was  correctly  punched  on  seven  of  them  ;  but,  by  a  mistake 
of   one  of  his  workmen  who  made  the  die  for  the  child's  breast-plate,  the 
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figure  5  was  substituted  on  that  die  for  the  figure  3  in  the  registered  number. 
Affidavits  of  Henry  Skerrett,  R.  H,  Parrg,  and  T.  T.  Evans  were  read  in  reply. 

Warrington^  Q.C.,  stated  that  he  relied  on  the  Respondent's  design 
being  a  combination  of  elements  never  before  combined,  and,  therefore,  a 
good  design.  5 

William  Sanders  and  Henry  Skerrett  were  then  cross-examined. — ^The 
latter  stated  that  the  Respondent's  design  would  not  suggest  that  the  centre  of 
the  plate  was  sunk — it  might  be  raised  ;  many  sections  were  possible,  having 
regard  to  the  drawing.  C.  Rollason,  examined  by  Warrington^  Q.C.,  and 
cross-examined  by  Renshaw^  Q.C.,  said  that  some  thousands  of  sets  of  coffin-  10 
plates,  having  seven  or  nine  plates  in  each  set,  were  sent  out  annually.  After 
the  letter  of  the  23rd  of  November  1H9(),  he  and  Adie  went  through  the  dies 
and  found  one  wrongly  marked  ;  he  ordered  it  at  once  to  be  altered,  and  had 
all  the  stock  that  was  incorrectly  marked  re-stamped.  It  was  only  the  child's 
breast-plate  that  was  wrongly  marked.  He  made  a  mistake  as  to  the  two  dies  15 
being  wrong.  He  had  thought  another  plate  was  wrong,  but  now  he  thought 
it  was  undoubtedly  a  3.  He  had  sold  large  quantities  of  the  child  breast- 
plates, and  no  one  had  noticed  the  error.  He  looked  at  the  first  impression 
from  each  die,  and  never  noticed  the  mistake.  He  examined  his  stock  himself, 
and  looked  at  it  for  the  work  and  also  for  the  registration  number ;  he  20 
frequently  sent  it  back  to  be  stamped  again.  The  plate  shown  him  was  not  so 
well  stamped  as  it  should  be  ;  if  he  had  seen  it,  he  should  have  sent  it  back. 
J,  C,  Marks  said  the  Respondent's  drawing  suggested  that  the  central  portion 
was  depressed  ;  it  would  do  equally  if  the  centre  were  raised. 

RenshaWy  Q.C. — [called  on  as  to  the  effect  of  the  mistake  of  putting  25 
the  5  instead  of  the  3],  RollasmVs  steps  were  quite  inefficient ;  his  examina- 
tion must  have  been  perfunctory.  Both  Skerrett  and  Rollason  mistook 
a  3  for  a  5  in  one  case,  showing  that  the  marking  was  badly  done.  The 
section  makes  the  Respondent  bound  to  ensure  the  marking,  or,  if  not,  to  show 
that  he  took  all  proper  steps  to  ensure  it.  Some  plates  produced  are  blurred  or  30 
badly  stamped.  Of  course,  non-marking  is  never  wilful ;  the  statute  is  aimed 
at  negligence. 

Warrington^  Q.C. — In  Johnson  v.  Bailey ^  Lord  Low  was  careful  to  decide 
nothing  but  the  actual  case  before  him.    That  case  shows  that  every  case  must 
be  judged  according  to  its  special  circumstances.    There  was  no  registered  35 
mark  at  all  put  on  the  goods  in  that  case,  for  what  was  put  was  undecipherable. 
Here  the  public  was  told  by  what  was  put  on  that  the  design  was  registered. 
In  Johnson  v.  Bailey  only  general  directions  were  given  ;  here  the  instructions 
were  definite.    Rollason  went  through  the  stock.    The  mistake  was  very  easy 
to  make.    The  proviso  to  the  section  was  put  in  to  meet  such  a  case  as  this  ;  it  40 
arose  out  of  Fielding  v.  Hawley^  48  L.T.,  N.S.  639.     Wittmann  v.  Oppenhetm 
is  much  nearer  this  case  than  Johnson  v.  Bailey.    Then  there  is  novelty  in  the 
thing  taken  as  a  whole  ;  Harrison  v.  Taylor^  4  H.  and  N.  185.    I  admit  that 
the  novelty  must  be  substantial,  but  less  novelty  is  required  than  in  patents ; 
Walker  Y,  Falkirk  Iron  Company ^  4  R.P.C.  391.     Although  other  sections  45 
might  be  obtained  from  our  drawing,  yet  our  plates  are  in  accordance  with  the 
drawing.    This  point  is  not  raised  against  us  in  the  notice  of  motion. 

RenshaWy  Q.C,  in  reply. — Sanders^  design  anticipates  the  Respondent's.  The 
thing  the  Respondent  supplies  is  not  in  accordance  with  the  drawing  ;  I  ask  for 
leave  to  amend,  if  necessary.  If  Sanders'  drawing  be  interpreted  in  the  same  50 
way  as  the  Respondent's  is  sought  to  be,  it  anticipates  his  design.  Shape  is 
now  depended  on,  but  he  is  registered  for  pattern.  In  Wittman  v.  Oppenheim 
it  is  not  clear  how  many  articles  were  sold  wrongly  marked,  but  apparently 
only  one  consignment  was  so  sold.  Here  the  wrong  marking  has  been  going 
on  for  three  years.    The  Respondent  is  not  entitled  to  relief.  55 

Kbkbwich^  J. — The  tin^e  and  industrjr  devotee!  to  this  case  shows  that  it  ia 
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one  of  importance  to  the  parties,  and  I  must  treat  it  as  a  case,  in  that  sense,  of 
importance,  and  deserving  my  full  consideration.  Yet,  I  venture  to  say,  in  the 
words  of  Lord  Justice  Fryy  in  Le  May  v.  Welch^  that  it  would  not  be  any 
great  calamity  to  the  world  if  it  proved  impossible  to  register  such  a  design — he 
5  said  for  collars,  I  say  for  coffin-plates.  That  case  is  a  useful  one,  not  for  that 
remark,  upon  which  I  happen  to  alight,  but  for  the  guidance  it  gives  me  in 
determining  what  is  novelty  of  design.  It  was  heard,  on  appeal  from 
Mr.  Justice  Pearson,  before  Lord  Justices  Baggallay,  Bowen,  and  Fry,  1  will 
read  two  or  three  words  from  the  judgments  of  those  learned  Lords  Justices 

10  in  succession.  Lord  Justice  Baggallay  says,  on  page  33  of  28  Chancery 
Division,  that  there  ''must  be  some  clearly-marked  and  defined  difference 
"  between  that  which  has  to  be  registered  as  a  new  design  and  that  which  has 
**  gone  before,"  it  being,  of  course,  admitted  that  you  cannot  have  novelty  if 
that  which  is  now  put  forward  as  new  is  really  only  a  reproduction  of  the  same 

15  thing,  or  something  only  colourably  differing  from  it.  Then  Lord  Justice 
Bowen  says,  at  page  34,  "  There  must  be  not  merely  a  novelty  of  outline,  but  a 
"  substantial  novelty  in  the  design,  having  regard  to  the  nature  of  the  article." 
Those  last  few  words  seem  to  roe  deserving  of  the  very  greatest  attention,  and 
I  observe  Lord  Justice  Fry  uses  the  same  expression.     He  says,  on  page  35, 

20  **  The  meaning  of  the  words  novel  or  original  is  this,  that  the  design  must  either 
"  be  substantially  novel  or  substantially  original,  having  regard  to  the  nature 
"  and  character  of  the  subject-matter  to  which  it  is  to  be  applied."  We  know 
that,  as  regards  coffin-plates,  there  may.  have  been,  perhaps  there  was,  ample 
room  for  novelty  and  originality,  but  the  subject-matter  was  of  a  limited 

25  character  ;  and  it  is  not  to  be  forgotten  that  Mr.  Rollason,  in  claiming  novelty 
for  his  design,  does  not  pretend  to  say  that  in  the  shape  or  general  outline 
there  is  the  slightest  difference — that  is  to  say,  any  difference  upon  which 
reliance  could  be  placed  between  his  and  others — certainly  the  particular  one 
of  HS*.    The  shape  is  peculiar,  and  it  is  notable  that  both  these  inventors  or 

30  designers  proceed  on  the  same  lines,  I  suppose,  because  the  article  to  which 
these  plates  are  to  be  affixed  lends  itself  kindly,  if  not  necessarily,  to  a  plate  of 
that  particular  shape,  or  something  very  like  it.  It  is  not  a  parallelogram,  or 
anything  approaching  a  parallelogram,  but  it  is  an  irregularly  shaped  design, 
rather  on  the  lines  of  a  parallelogram  turned  and  adapted  to  meet  the  particular 

35  article.  We  start  with  that.  Then  in  what  other  respect  does  Mr.  Rollason's 
coffin-plate  differ  from  HS^  ?  The  shell  pattern  in  the  corner  is  really 
identical ;  there  is  not  anything  worth  noticing,  by  way  of  difference,  between 
one  and  the  other.  Perhaps  one  is  disposed  to  undervalue  any  differences 
there  may  be,  because  a  shell  pattern  is  common  for  all  purposes  to  which 

40  anything  of  that  kind  can  possibly  be  applied.  But,  in  saying  tha+,  I  must  not 
be  understood  to  say  that,  because  it  has  been  common  for  other  purposes,  it 
cannot  be  applied  to  coffin-plates  as  a  new  or  original  design,  for  it  is  clear 
that  you  may  apply  to  a  different  class  of  article  as  new  or  original  that  which 
was  as  old  as  the  hills  with  reference  to  other  articles.    But,  still,  there  is  the 

45  scroll.  I  do  not  think  anybody  will  venture  to  say  that  there  is  any  novelty 
or  originality  in  the  shell,  standing  alone.  Then,  if  that  is  so,  we  are  driven  to 
this,  that  it  is  the  combination  of  that  shell  with  two  things,  the  depression  of 
the  plate  and  the  raising  of  the  surrounding  work,  the  border.  So  that  you 
increase   the  depression  by  raising  the  border.      That,   I  understand,  is  the 

50  combination  claimed.  It  is  insisted  on  as  a  combination,  and  only  as  a 
combination. 

Now,  HS^  is  put  forward  as  an  anticipation,  and  if  it  is  really  and  sub- 
stantially the  same  thing,  then  there  is  an  end  to  Rollason's  design.  But  we 
have  HS*  in  the  concrete  form  of  HS^  ;  and  Mr.  Way^rington,  though  he  does 

55  not  say  it  is  not  honest,  says  it  is  wanting  in  ingenuousness  to  put  it  forward 
and  say,  '^  This  is  an  anticipation,"  when,  as  a  matter  of  fact,  HS'  was  not  made 
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until  long  after  the  registration  of  Mr.  RoUason^Q  deaign.  That  is  perfectly 
true  ;  but  the  question  I  have  to  consider  is :  Is  not  HS'  practically  a  reproduc- 
tion in  concrete  form  of  the  design  HS'  which  was  registered  before  Mr. 
Rollason's  registration  ?  I  see  no  reason,  on  the  evidence  (I  should  not  dare 
to  form  a  conclusion  of  my  own),  wh}-  HS*  should  not  be  made  from  HS' ;  5 
looking  at  them  side  by  side,  with  only  my  own  eye,  one  seems  precisely  what 
I  should  have  expected  would  have  come  from  the  other.  I  repeat,  I  do  not 
venture  to  say  that ;  but  the  evidence  is  clear  that  although  it  might  be  right, 
following  this  design  HS',  carefully,  to  raise  the  centre,  and  if  you  raise  the 
centre  you  would  depress  the  border,  but  it  is  equally  clear  you  may  depreas  10 
the  centre  and  raise  the  border.  The  evidence  is  given  as  regards  Mr. 
RoUason's  design,  but  I  think  Mr,  Renshaw*s  argument  is  unanswerable — ^that 
what  is  true  of  one  is  true  of  the  other.  If  you  may  treat  Mr.  Rollasan^s 
design  in  that  way,  so  you  may  Sanders'.  They  are  not  precisely  the  same  ; 
there  is  a  certain  amount  of  shading,  the  lines  are  not  all  of  the  same  depth,  15 
but  in  substance  you  have  the  same  thing,  and  you  have  the  same  result 
flowing  from  it. 

It  seems  to  me  that,  although  this  precise  plate  was  not  made,  it  might  have 
been  made.    It  might  have  been  made  because  somebody,  namely,  Sanders^ 
had  discovered  or  designed  this  plate  ;  and  if  he  was  the  inventor  of  a  new  or  20 
original  design,  it  follows  that  Mr,  Rollason  was  not.    Therefore,  I  am  against 
Mr.  Rollason  on  the  question  of  novelty. 

The  other  point  is  a  little  puzzling.    There  are  not  many  authorities,  and 
there  is  nothing  really  distinct  upon  the  point.     It  is  not  necessary  for  me  to 
decide  it,  but  I  think,  perhaps,  having  regard  to  the  way  in  which  it  has  been  25 
argued,  that  I  had  better  do  so. 

The  fifty-first  section  of  the  Act  of  1883  says  that  the  proprietor  "  shall  cause  '* 
— it  imposes  upon  him  the  duty — "each  such  article  to  be  marked  with  the 
"  prescribed  mark  '*  (I  leave  out  the  following  words)  ;  and  if  he  fails  to  do  so, 
the  copyright  in  the  design  shall  cease.  Up  to  there  ,we  have  simply  a  duty  30 
imposed,  and  a  penalty  if  that  duty  is  not  performed.  Then  the  Act  goes  on, 
"  unless  the  proprietor  shows  that  he  took  all  proper  steps  to  ensure  the  mark- 
"  ing  of  the  article."  Now,  remembering  that  the  duty  is  imposed  upon  him, 
I  think  one  must  read  that  as  meaning  that  it  is  incumbent  upon  him  to  show, 
if  he  desires  to  escape  the  penalty,  that  he  himself  not  only  did  nothing  to  35 
prevent  the  marking  being  placed  on  the  goods,  but  that  he  did  his  very  best 
to  ensure  that  it  should  be.  That  seems  to  be  the  grammatical  and  literal  sense 
of  the  words,  and  the  only  sense  that  fits  in  with  what  goes  before.  Then  what 
did  Mr.  Rollason  in  this  case  ?  He  gave  instructions  that  these  plates  should 
be  marked  with  the  "  R**,"  and  the  proper  number.  Nobody  suggests  that  he  40 
would  be  so  foolish  as  not  to  wish  to  mark  it  in  the  proper  way.  However, 
inadvertently  unfortunately,  by  some  error,  a  "  5  "  crept  in  instead  of  a  **  3," 
and  there  is  no  doubt  that  it  did  in  this  case  lead  to  some  confusion.  When 
the  search  was  made  under  the  registered  number  appearing  on  the  coffin-plate 
nothing  was  found,  for  the  very  good  reason  that  Mr.  Rollason's  design  was  not  45 
registered  under  that  number.  That  is  all  he  did  until  the  mistake  was  dis- 
covered, and  then  he  very  promptly  and  properly  did  all  that  he  could.  But  is 
that  enough  ?  I  think  the  decision  of  Lord  Low  in  the  Scotch  case  of  Johnson 
V.  Bailey  is  adverse  to  Mr.  Rollason.  On  the  other  hand,  certainly  the  learned 
Judge  leaves  each  Court  at  liberty,  and  I  may  say  really  each  Court  is  left  at  50 
liberty  to  look  upon  it  as  a  jury,  and  to  regsurd  all  the  circumstances  in 
considering  whether  the  designer  has  taken  all  the  proper  steps. 

We  have  no  evidence  here  by  which  one  may  say  how  many  mistakes 
occurred.    Probably  there  were  a  good  many,  because  there  is  a  large  sale  for 
these  things.    On  the  other  hand,  as  far  as  we  know,  the  mistake  only  occurred  55 
on  that  particular  class  called  the  child's  breast-plate,  and  although  they  may 
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have  run  np  to  100,  still  they  were  only  some  out  of  a  great  many  which  were 
manufactured  and  stamped,  so  that  I  cannot  accuse  him  of  any  neglect  which 
is  important — I  do  not  think  it  is.  1  mean  any  neglect  to  observe  ;  but  it  is 
not  merely  his  duty  to  observe,  but  to  do.  What  he  says  is  this  : — that,  besides 
5  giving  the  orders,  he  did  look  over  his  stock,  when  he  had  an  opportunity 
of  doing  so,  whenever  he  was  at  home ;  and  although  Mr.  Renshaw  says  he  did 
not  look  over  his  stock  to  see  that  it  was  properly  marked,  still,  I  take  it  that, 
in  looking  over  the  stock,  he  would  observe  whether  it  was  marked  or  not ; 
in  other  words,  whether  it  was  ready  for  the  market. 

10  Now,  I  have  two  things  to  take  into  consideration  ;  first,  that  these  plates  are 
sold  in  very  large  numbers.  There  are  sets — I  think  he  said  seven  or  nine — 
and  there  is  a  great  sale  for  them,  so  that  one  must  not  be  surprised  if  a  man, 
however  carefully  he  looks  over  them,  omits  to  notice  that  one  here  and  there 
in  a  class  is  not  properly  stamped.    The  other  observation  is  (which  is  quite 

15  apparent  on  looking  at  all  these  specimens),  that  the  "3"  and  the  "5"  in 

stamping  are  so  very  like  that  it  would  be  difficult  for  any  man  to  be  positive 

that  he  had  got  either  a  3  or  a  5  under  his  eye.    I  have  looked  myself  at  several 

>  which  are  said  to  be  marked  with  a  **  3,"  and  I  have  doubted  whether  they 

were  not  "  5's."    I  have  looked  at  more  than  one  said  to  be  '*  5's,"  and  I  have 

20  doubted  whether  it  was  not  a  "  3."  They  really  are  very  like.  I  dare  say  it  is 
extremely  difficult  to  stamp  the  figures  clearly,  but  certainly,  as  regards  the 
difference  between  3  and  5,  clearness  is  the  very  thing  that  is  not  there. 

I  think,  having  regard  to  all  these  circumstances,  that  I  may  properly  hold 
that  Mr.  Rollason  did  take  all  proper  steps  ;  that  is  to  say,  he  did  as  much  as 

25  could  be  reasonably  required  of  him — that  is  what  I  understand  by  '*  all  proper 
''  steps  *' — having  regard  to  the  nature  of  the  article  and  the  nature  of  the  trade, 
to  ensure  the  marking  of  the  article.  And  if  he  merely  omitted  to  observe  that 
some  few  were  wrongly  stamped,  and  if  the  case  depended  on  that  alone,  I 
think,  sitting  as  a  jury,  I  ought  to  give  him  the  benefit  of  the  doubt.    I  think 

30  it  is  on  the  border  line,  haviug  regard  to  the  construction  of  the  Act,  but  I 

should  give  him  the  benefit  of  the  doubt,  and  say  that,  so  far,  his  design  had 

not  ceased.    But,  on  the  other  ground,  I  am  in  favour  of  the  application,  which 

must,  therefore,  be  granted  with  the  usual  consequences. 

Renshawy  Q.C. — It  will  be  an  Order  to  rectify  the  Register  by  expunging  the 

35  mark,  with  costs. 

Kbkbwich,  J.— Yes. 

Wai^ington^  Q.C,  asked  for  and  obtained  a  suspension  of  the  Order  for  seven 
days,  and,  if  an  appeal  were  presented  during  that  time,  then  until  the  appeal 
is  disposed  of. 
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In  thb  High  Court  of  Justicb.— Chancbrt  Divisiois. 

Before  Mr.  Justice  Kbkbwich.— October  29th,  1897. 

In  thb  Matter  of  the  Linotype  Company's  Application 
FOR  A  Trade  Mark. 


Trade  Mark— Application  for  registration— Word  ^^  having  no  reference  to  5 
"  the  character  or  qtudity  of  the  goods:'—''  Typograph:'— Comptroller's  refusal 
to  register  upheld  on   appeal. — Patents^  Ac.    Act^  1883.  Sec.  64  (1)  (e)  atid 
Patents,  Ac.  Act,  1888^  Sec.  10. 

The  Linotype  Cfrnipany,  Ld.,  applied  for  registration  oftJie  word  "  Typograph  " 
as  a  Trade  Mark  in  Clause  5,  viz.,  umvrought  and  partly  wrought  metals  10 
used  in  manufacture,  and  in  Class  7,  viz.,  agricultural  and  horticultural 
machinery,  and  parts  of  such  machinery.  The  Comptroller  refused 
registration,  and,  on  appeal  to  the  Board  of  Trade,  the  appeal  was  referred 
to  this  Court.  On  the  evidence,  it  appeared  that  "  Typograph "  was  a 
dictionary  word  meaning  a  type-making  and  typesetting  machine.  The  15 
Applicants  were  manufacturers  of  machines  of  this  nature.  The  Appeal 
as  to  Class  7  was  not  opened. 

Held,  that  the  word  "  Typograph  "  was  not,  under  the  circumstances,  a  tvord 
having  no  reference  to  the  character  or  quality  of  the  goods,  and  was  not 
entitled  to  registration.    The  Appeal  was  dismissed,  with  costs.  ^ 

On  the  15th  of  September  1896,  The  Li^notype  Company,  Ld.,  applied  to 
register  the  word  '*  Typograph  "  as  a  Trade  Mark  in  Classes  5  and  7.  The 
numbers  197,970  and  197,971  were  given  to  these  applications  respeciively. 
After  hearing  the  Applicants,  the  Comptroller,  by  a  letter  of  the  19th  of 
November  1896,  communicated  to  them  his  refusal  to  register  the  marks.  The  25 
Applicants  appealed  to  the  Board  of  Trade,  who  referred  the  Appeal  to  the 
Court.  Notice  of  motion  was  accordingly  given  before  the  Court  by  the 
Applicants  asking  that  the  Comptroller  might  be  directed  to  register  the  word 
"  Typograph  "  as  a  Trade  Mark  in  Class  5  in  respect  of  all  goods  included  in 
that  class,  to  wit,  unwrought  and  partly  wrought  metals  used  in  manufacture,  30 
and  to  register  the  said  Trade  Mark  in  Class  7  in  respect  of  all  goods  included 
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in  that  class,  namely,  agricultural  and  horticultural  machinery,  and  parts  of 
such  machinery. 

The  secretary  of  the  Applicants,  Mr.  W.  H.  Locky  made  an  affidavit  in  support 
of  the  motion,  claiming  to  register  the  word  "  Typograph  "  as  a  word  having 
5  no  reference  to  the  character  or  quality  of  the  goods  and  not  being  a 
geographical  name.  In  opposition  to  the  motion,  the  Registrar  of  Trade  Marks 
made  an  affidavit  which,  so  far  as  regards  the  application  to  register  in  Class  5, 
was  as  follows  :— 

"  1.  For  many  years  prior  to  the  above-mentioned  applications  being  made, 

10  "  machines  were  in  use  for  the  automatic  composing  of  lines  of  type,  and 
**  were  commonly  known  as  '  Typograph.'  In  one  class  of  such  machines,  the 
"  operator's  part  was  controlled  by  a  series  of  keys,  the  depression  of  which 
"  caused  an  imprint  corresponding  to  a  letter  in  soft  metal,  papier  mach^,  or 
"  other  suitable  material.    When  the  metal  or  other  material  had  upon  it  the 

15  "  imprint  of  a  line,  it  w  as  used  as  a  stereotype  matrix  in  the  ordinary  way.  In 
"  another  kind  of  such  machines,  by  depressing  the  keys  separate  type  matrices 
"  were  brought  into  a  line,  which,  when  completed,  was  transferred  to  another 
*^  part  of  the  machine,  where  it  served  as  one  side  of  the  casting 
*'  mould,    into  which  suitable  type  metal  was  forced.      Speaking  generally, 

20  "  the  patents  of  the  Linotype  Company  or  Linotype  Patents  relate  to  machines 
"  of  the  latter. 

"  2.  The  word  *  Typograph  '  is  in  common  use,  and  is  to  be  found  in  English 
"  dictionaries,  e.g.y  the  Imperial  Dictionary  and  the  Standard  Dictionary.  In 
"  the  Century  Dictionary,  published  in  New  York  and  London,  in  the  year 

25  "  1891,  the  meaning  of  the  word  is  given  as  *  a  type-making  and  type-setting 
"  *  machine.' 

"  3.  The  earliest  possible  description  of  the  *  Typograph  '  that  I  have  found  at 
"  the  Patent  Office  library  is  in  Vol.  VIII.  of  Science,  a  periodical  published  in 
"  New  York.     It  is  at  page  252  and  in  the  number  published  on  the  17th  of  Sep- 

30  "  tember  1886.  The  description  there  given  corresponds  substantially  with  the 
"  Specification  of  a  Patent  (No.  11,670  of  1884)  granted  to  MergetUhakr,  who 
"  was  the  pioneer  of  the  linotype  machine.  There  are  subsequent  patents  of 
"  Mergenthalei^'s  for  developments,  viz.,  No.  1833,  No.  2823,  No.  5823,  and 
"  No.    8457  respectively  of    1885,  No.    9115    of    1886,    and  No.  5582  and 

35  "  No.  14,582  of  1890. 

"4.  The  applications  in  question  are  by  The  Linotype  Company y  Ld.^ 
"  described  as  sole  proprietors  of,  and  manufacturers,  vendors,  and  licensors 
"  under  the  Linotype  Patents.  The  business  of  the  Linotype  Citmpany  is 
"  specified  in  their  memorandum  of  association  as  {inter  alia)  to  carry  on  in 

40  «  the  United  Kingdom  or  elsewhere  the  business  of  manufacturers  or  dealers 
"  in  linotype  machines,  and  of  manufacturers  of  or  dealers  in  machines, 
'^  articles,  and  things  of  every  description  adapted  for  or  capable  of  being  used 
**  by  printers,  type  founders,  and  publishers. 

"5.  The  refusal  to  permit  the   registration  of   the  word  *  Typograph '  as  a 

45  "  Trade  Mark  for  goods  comprised  in  Class  5  (Third  Schedule  to  the  Trade 
"  Marks  Rules  of  1890),  which  consists  of  '  unwrought  and  partly  wrought 
"  *  metals  used  in  manufacture,'  proceeded  upon  the  ground  that  the  word 
•*  *  Typograph '  applied  to  any  metal  appeared  to  indicate  that  such  metal  was 
"  suitable  for  use  in  the  construction  of  or  in  connection  with  any  machine 

50  "  known  as  the  *  Typograph,'  and  so  would  be  a  word  having  reference  to  the 
'*  character  or  quality  of  the  goods.  In  particular,  the  metal  used  in  casting 
"  lines  of  type  in  the  mould  as  above  described  or  referred  to  must  be 'an  alloy 
**  readily  fusible,  nol  too  hard,  and  which  expands  when  it  solidifies.    A  Trade 
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Mark  for  such  an  alloy,  wrought  or  partly  wrought,  would  be  registered  for 

goods  in  Class  5." 

The  motion  now  came  on  for  hearing  ;  the  application  as  to  Class  5  being  the 
only  one  argued. 

Moulton,  Q.C.,  and\4.  J.    Walter  (instructed   by  HaySy  SSchmettau^  and  5 
Ancrum)  appeared  for  the  Applicants  ;  the  Attorney  General  (Sir  R.  E.  Webster^ 
Q.C.)   and  Ingle  Joyce  (instructed  by  the   Solicitor  to  the  Board  of  Trade) 
appeared  for  the  Comptroller. 

Moultony  Q.C,  for  the  Applicants. — This  is  a  word  having  no  reference  to  the 
character  or  quality  of  this  goods.  In  the  Act  of  1888  the  term  fancy  word  is  10 
omitted,  and  the  Acts  now  contemplate  the  registration  of  words  that  are  not 
fancy  words.  Also  there  is  a  contrast  made  between  invented  words  and 
other  words,  showing  that  Section  64  (1)  (e)  is  not  intended  to  apply  to  invented 
woi*ds,  but  to  existing  words.  As  regards  quality,  "  Typograph  "  neither  praises 
nor  blames.  [Kekbwich,  J, — I  do  not  think  quality  means  praise  or  blame,  15 
but  other  characteristics,  such  as  hard  or  soft  or  pliable.]  With  regard  to 
character,  to  designate  un wrought  or  partly  wrought  me^l  "  Typograph  "  is 
harmless. 

Sir  R.  E,  Webster^  A.G.,  for  the  Comptroller,  after  reading  the  affidavit  of 
the  Registrar,  continued  : — The  Company  which  makes  printing  machinery  for  20 
the  setting  up  of  type  and  machines  known  as  "  Typograph,"  wish  to  get  the 
monopoly  of  the  common  word  "  Typograph  "  in  connection  with  metal  that 
may  be  used  for  the  purpose  of  these  machines.  Without  quoting  cases,  I  may 
mention  the  "  Solio,"  "  Somatose,"  and  **  Satinine  "  cases.  The  rule  of  the 
Court  is,  that  it  will  decline  to  interfere  if  unable  to  see  that  the  discretion  of  25 
the  Comptroller  has  been  improperly  exercised.  Apart  from  this,  it  would  be 
a  reversal  of  principles  to  allow  the  registration  under  the  circumstances  of 
this  case. 

Moultonj  Q.C,  in  reply. — It  would  be  strange  if  we  could  not  be  allowed  to 
register,  but  other  persons  might  be.    Also  the  fact  that  something  within  the  30 
class  may  be  described  by  the  word  does  not  prevent  registration  for  that  class  ; 
the  class  must  be  considered  fairly  as  a  whole  in  reference  to  the  question. 

Kekbwich,  J, — In  considering  the  question  whether  a  particidar  word  has 
reference  to  the  character  or  quality  of  the  goods,  one  must  not  regard  the 
word  from  an 'etymological  point  of  view,  such  as  the  point  from  which  a  man  35 
of  high  education  would  regard  it,  but  from  the  ordinary  point  of  view  which 
would  be  taken  by  the  ordinary  British  subject  dealing  with  the  particular 
goods. 

Looking  at  it  in  that  way,  one  must  consider  how  this  matter  stands.  The 
application  is  made  by  the  Linotype  Company,  They  manufacture  and  sell  40 
all  machines,  articles,  and  things  adapted  for,  or  capable  of  being  used  by, 
printers,  type-founders,  and  publishers.  Those  machines,  of  course,  are  made 
of  metal,  wholly  or  in  part.  They  desire  to  register,  in  respect  of  the  metal 
which  they  use  for  the  purposes  of  their  business,  the  word  "  Typography* 
which  means  a  type-making  and  type-setting  machine,  according  to  the  45 
Century  Dictionary  which  I  have  here,  and  which  probably  is  the  same  as  most 
other  dictionaries. 

Now,  is  it  possible  that  any  man  of  ordinary  education,  seeing  that  the 
Linotype  Company  had  registered  "  Typograph,"  should  not  conclude  that  it 
is  in  connection  with  metal  used  for  the  type-founding  business  ?  It  seems  to  50 
me,  thdt  the  question  put  in  that  way  is  an  extremely  simple  one,  and  can 
only  be  answered  by  saying  that  this  is  a  word  having  reference  to  the  character 
and  quality  of  the  goods. 
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The  Attorney  General  has  said  something  about  the  discretion  of  the 
Comptroller.  I  say  nothing  about  that  in  this  case.  In  the  "  Solio  "  case,  I 
thought  the  discretion  was  of  considerable  importance,  and  it  is  not  to  be 
forgotten  that,  in  the  present  case,  I  decide  entirely  on  my  own  view  of  the 
meaning  of  the  word.     I  dismiss  the  appeal  with  costs. 


In  the  High  Court  op  Justiom.— Chancery  Division. 

Before  Mr.  Justice  North.— July  23rd  and  August  10th,  1897. 

In  the  Matter  op  Davis'  Trade  Marks. 


Trade  Mark. — Descriptive  word, — Word  ULsed  to  denote  articles  made  under 
10  a  patent. — Expiry  of  patent.'—Motion  to  rectify  register. — Costs. 

A  obtained  a  patent  for  -improvements  in  umbrellas  which  made  them  look 
more  compact.  He  adopted  the  word  '<  Compactum  '*  to  denote  umbrellas  so  made^ 
and  such  umbrellas  were  sold  under  that  name.  A  registered  three  Trade 
Marks — otie  in  1882  consisting  of  a  device  unth  the  word  "  Compactum  "  thereon, 

15  another  in  1884  consisting  of  the  word  "  Compactum  "  alone,  and  a  third  in  the 
year  1890  consisting  of  certain  devices  and  letterpress  including  tJie  word 
"  Compactum,"  which  word  was  disclaimed.  The  patent  expired  and  A  relin- 
quished business.  B,  his  son,  began  to  manufacture  and  sell  umbrellas  of  the 
kind  above-mentioned,  under  the  name  "  Compactum."    An  action  having  been 

2(1  brought  against  him  by  Y  and  Z  to  restrain  him  from  using  the  word 
"  Compactum,"  he  moved  to  rectify  the  Register  of  Trade  Marks  by  expunging  the 
first  tioo  Trade  Marks,  and  served  the  notice  of  motion  on  A,  Y,  and  Z,  none  oj 
whom  appeared  on  the  hearing. 
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An  Order  was  made  to  expunge  the  said  two  Trade  Marks  and  for  the  costs  to 
be  paid  by  Y  and  Z.  Subsequently^  on  the  motion  of  Y  and  Z,  the  Order  was 
amended  by  adding  A  as  one,  of  the  parties  to  pay  the  costs. 

In   1881,  Henry  Albert  Davis  obtained  Letters  Patent  for  an  improved  rib 
holder  and  umbrella  stick,  and  adopted  the  word  "  Compactum  "  to  denote  5 
umbrellas  manufactured  under  his  patent.  The  word  **Compactum"  was  adopted 
as  being  precisely  descriptive  of    the    compact  appearance  of  an  umbrella 
manufactured  according  to  the  patent. 

On  the  5th  of  December  1881,  he  registered,  under  No.  27,178,  a  representa- 
tion of  his  patent  rib  holder,  with  the  word  "  Compactum  "  thereon,  in  Class  13,  10 
for  metal  umbrella  ribs  and  metal  umbrella  furniture,  and  in  Class  50  for 
umbrellas. 

In  1882,  Henry  Albert  Davis  opened  a  shop  at  No.  13,  Poultry,  in  the  City  of 
London,  where  he  carried   on    the  business  of   manufacturing    and    selling 
umbrellas    made  according  to  his  patent,  which  he  invariably  described  as  15 
"  Compaotum "  umbrellas,  and  they  became  known  and  were  referred  to  and 
described  as  the  "  Compactum," 

On  the  19th  of  September  1884,  Henry  Albert  Davis  registered  the  word 
"  Compactum "  by  itself  in  a  Trade  Mark  for  umbrellas  in  Class  50,  under 
No.  39,707.  20 

On  the  26th  of  June  1890,  the  said  H.  A,  Davis  registered  a  third  trade 
mark  for  umbrellas  in  Class  50,  under  No.  98,719,  which  consisted  mainly  of  the 
representation  of  three  umbrellas  and  certain  letterpress  including  the  word 
'*  Compactum,"  bat  the  exclusive  right  to  such  word  was  disclaimed. 

In  the  year  1892,  the  said  patent  lapsed  by  reason  of  the  non-payment  of  the  25 
annual  duty. 

In  March  1897,  the  business  premises  No.  13,  Poultry  were  taken  possession  of 
by  a  mortgagee,  and  the  said  H,  A,  Davis  relinquished  business.  He  then  sold 
to  his  son  Henry  John  Davis  a  small  stock  of  umbrella  rib  holders  which  he 
had.  30 

The  said  Henry  John  Davis  thereupon  commenced  to  manufacture  and  sell 
umbrellas  of  the  same  kind  as  those  formerly  manufactured  and  sold  by  his 
father  under  the  title  "Compactum."  The  premises  formerly  occupied  by 
H.  A,  Davis  were  reopened  for  the  sale  of  umbrellas  by  a  Company  called 
Lmbra,  Ld.,  and  they  claimed  the  exclusivt?  right  to  use  the  word  "  Compactum,"  35 
and  they  and  one  Walter  Bartram^  a  mortgagee  of  the  business,  required  the 
said  Henry  John  Davis  to  desist  from  using  the  word  "compactum"  in  any  way, 
and  they  commenced  an  action  in  the  Queen's  Bench  Division  of  the  High 
Court  of  Justice  against  him  for  this  purpose. 

The  said  Henry  John  Davis  subsequently  gave  notice  of  motion  to  rectify  the  40 
register  of    Trade   Marks  by  removing  from   the  register  the  Trade  Marks 
Nos.  27,178  and  39,709,  and  served  the  same  upon  H,  A,  Davis,  Umbra,  Ld., 
Walter  Bariram,  and  the  Comptroller  General. 

An  affidavit  was  tiled  in  support  of  the  notice  of  motion  by  H,  A.  Davis  and 
Henry  John  Davis,  containing  statements  to  the  effect  hereinbefore  mentioned,  ^ 
and  ending  by  the  following  statement  by  Henry  John  Davis  : — 

"  The  word  '  Compactum  '  is  descriptive  of  the  particular  form  of  umbrella 
"  manufactured  by  me,  both  in  itself  and  also  in  its  long  use  to  describe  the 
^'  patent  umbrellas,  and  is  not  and  never  was  a  distinctive  fancy  word,  and  I  am 
*'  advised  and  believe  that  the  Trade  Marks  above  mentioned,  the  one  of  which  50 
<^  consists  of  the  said  word  alone  and  the  other  of  which  contains  the  said  word 
*'  and  was  registered  and  is  being  used  for  the  purpose  of  a  monopoly  of  the 
"  same  word,  were  wrongly  registered  and  ought  to  be  expunged  from  the 
<^  Register  of  Trade  Marks.  The  said  H.  A.  Davis  has  no  interest  whatever  in 
"  my  business."  55 
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The  motion  came  on  for  hearing  before  North,  J.,  on  the  23rd  of  July  1897. 
Sebastian  (instructed  by  Saw  and  Son)  appeared  for  Henry  John  Davis.  The 
Respondents  to  the  motion  did  not  appear. 

Sebastian,  having  read  the  affidavit,  submitted  that  the  two  marks  in  question 
5  were  obviously  wrongly  registered. 

North,  J.,  directed  the  marks  to  be  expunged,  SLudy  Sebastian  requesting  it, 
ordered  Umbra ,  Ld.,  and  Walter  Bartram  to  pay  the  costs. 

Oirthe  10th  of  August  1897,  Umbra,  Zrf.,and  Walter  Bartram  moved  to  vary  the 
Order  of  the  23rd  of  July  1897,  by  ordering  that  the  costs  of  the  application  by 
10  H.  J.  Davis  be  paid  exclusively  \}j  H.  A.  Davis,  as  registered  owner  of  the 
said  Trade  Marks.  North,  J.,  directed  the  Order  of  the  23rd  of  July  1897  to  be 
amended,  by  inserting  the  name  of  H.  A.  Davis  as  one  of  the  parties  v/ho 
were  to  pay  the  costs,  and  directed  that  the  costs  of  this  motion  should  be 
paid  by  Umbra,  Ld.,  and  Walter  Bartram. 


15  In  the  High  Court  of  Justice.— Chancery  Division. 

Be/ore  Mr.  Justice  Kekewich.— August  10th,  1897. 
In  the  Matter  of  G.  Kynoch  and  Company's  Trade  Mark. 


Trade  Mark. — Application  to    register  invented  word.^-Reference    to  the 
character  or  qu<ility  of  the  goods. — "  KyniteJ' — Appeal  from  refloat  of  Comp- 
20  troller  to  register  allowed. — Patents,  ike.  Act,  1883,  Sec.  64  (1)  (d)  and  (e)  and 
Patents,  Ac.  Act,  1888,  Sec.  10. 

An  application  was  made  by  G.  Kynoch  and  Company,  Ld.,  to  the  Comptroller 

to  register  the  word  "  Kynite^'  as  m  Trade  Mark  in  Class  20,  which  consists  of 

explosive  substances.     The  word  was  invented  by  taking  the  first  syllable  of 

35  Kynoch  and  cuiding  the  termination  **ite^^^  which  is  a  common  termination  for 
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explosives.  The  Comptroller  refused  registration  on  the  ground  that  the  word 
was  capable  of  having  reference  to  the  character  or  qtcality  of  the  goods.  It 
appear^  that  there  was  in  existence  a  tvord  *•  Kainite,^*  which  was  the  name  of 
a  mineral  substance^  and  also  "  Kinetite,*'  the  name  of  an  explosive.  It  was 
also  suggested  that  the  word  might  be  taken  to  have  a  reference  to  the  root  of  5 
"  kinetic^ 

Held^  that  "  Kynite  "  was  an  invented  wordy  and  had  no  reference  to  the 
chara/iter  or  quality  of  the  goods^  and  the  Comptroller  was  directed  to  proceed 
tvith  the  registration. 

On  the  22nd  of  December  1896,  C  Kynoch  and  Company^  Ld.y  applied  for  10 
resfistration  in  Class  20  (which  consists  of  explosive  substances)  of  the  word 
•'  Kynite  "  as  a  Trade  Mark.  The  number  200,573  was  given  to  the  said  application. 

On  the  7th  of  January  1897,  the  Comptroller  refused  to  proceed  with  the 
application  on  the  ground  that  the  word  "Kynite"  was  capable  of  having 
reference  to  the  character  or  quality  of  the  goods.  After  hearing  the  Applicants,  15 
the  application  was,  on  the  5th  of  March  1897,  refused  by  the  Comptroller.  The 
Applicants  appealed  to  the  Board  of  Trade,  who  referred  the  Appeal  to  the 
Court.  Notice  of  motion  was  thereupon  given  on  behalf  of  the  Applicants  that 
the  Comptroller  might  be  directed  to  register  the  word  "  Kynite  "  as  a  Trade 
Mark  in  Class  20  in  respect  of  all  goods  included  in  that  Class.  In  support  of  20 
the  motion,  an  affidavit  was  made  by  Mr.  Dugald  Clerky  one  of  the  directors  of 
the  A^pplicants,  in  which  he  stated  {inter  alia)  : — 

"  4.  The  word  *  Kynite '  is  an  invented  word,  being  compounded  of  the  first 
"  syllable  of  the  Appellant's  name  with  the  termination  '  ite  '  added  thereto. 

"  5.  The  said  application  was  refused  by  the  Comptroller  on  the  ground  that  25 
"  the  word  *  Kynite '  was  capable  of  having  reference  to  the  character  or  quality 
**  of  the  goods  owing  to  its  similarity  to  the  word  '  Kainite,'  which  is  the  name 
''  of  a  compound  chemical  sold. 

"  6.  The  substance  *  Kainite  '  is  an  earthy  mineral  composed  of  a  mixture  of 
"  potassium  sulphate,  magnesium  sulphate,  magnesium  chloride,  and  certain  30 
"  water  of  crystallization.  The  said  substance  is  not,  nor  are  any  of  its 
"  derivations,  used  in  the  manufacture  of  explosives,  and  to  the  best  of  my 
^*  information  and  belief  none  of  the  said  substances  contained  in  *  Kainite ' 
"  have  ever  been  used,  or  will  ever  be  used,  for  explosive  purposes,  and,  in 
**  my  opinion,  the  word  *  Kainite  '  is  a  word  having  no  reference  to  the  character  35 
**  or  quality  of  the  goods. 

**  7.  The  distinction  between  the  Applicant's  Trade  Mark  *  Kynite 'and  the 
*'  mineral  '  Kainite  '  is  still  more  marked,  as  I  have  ascertained  from  an 
^'  examination  of  various  dictionaries  and  encyclopedias  that  the  name  of  the 
"  said  mineral  is  pronounced  as  though  it  was  spelt  *  Kaynite.' "  40 

An  affidavit  by  the  Registrar  of  Trade  Marks,  filed  in  opposition  to  the 
motion,  was  as  follows  : — 

"  (1.)  With  reference  to  the  affidavit  of  Dugald  Clerk  in  this  matter,  ewom 
"  on  the  9th  of  July  1896,  I  say  that  at  the  hearing  before  me  on  the  27th  of 
•'  January  1897,  it  was  explained  that  for  the  purposes  of  an  application  to  the  45 
"  Home  Office  with  a  view  to  any  new  explosives  being  placed  on  the  list  of 
"  '  authorised  explosives '  under  the  provisions  of  the  Explosives  Act  1875, 
"  the  Home  Office  require  (by  the  instructions  issued  for  that  purpose)  that  the 
"  inventor  should  submit  a  name  by  which  the  explosives  are  to  be  distinguished, 
"  and  I  was  told  that  a  new  explosive  which  the  Applicants  desired  to  submit  50 
"  to  the  flome  Office  was  to  be  named  *  Kynite,'  and  that  the  registration  of  the 
"  Trade  Mark  in  question  was  desired  in  order  to  prevent  any  other  person 
'*  making  such  explosive  under  that  name. 
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'*  (2.)  I  was  told  at  the  hearing  that  the  word  was,  in  fact,  derived  from  the 
'*  name  connected  with  the  Applicants  *  Kynoch,'  and  that  it  was  a  word  coined 
"  by  taking  the  first  syllable  '  Kyn  '  and  adding  the  common  termination  '  ite ' 
"  thereto. 
5  "  (3.)  The  termination  *  ite '  is  very  commonly  used  to  denote  that  the  article 
"  to  which  it  applies  is  an  explosive,  and  to  any  person  in  the  trade  would 
"  convey  the  notion  of  an  explosive.  One  of  the  earliest  examples  of  its  use 
"  was  the  name  dynamite.  Explosives  are  sometimes  named  by  adding  *  ite  '  to 
"  the  name  of  a  place  or  a  person,  as  for  example  : — 

10  "  Westphalite  Johnite 

"  Melinite  Hellhoffite 

"  Lyddite  Kolfite 

"  Emmensite  Mannite. 

"  Explosives  are  also  sometimes  named  by  adding  '  ite '  to  a  descriptive  prefix, 
15  and  as  examples  I  name  : — 

**  Ballistite  Fulgarite       Securite 
"  Roburite  Ammonit-e 

"  Carbonite  Vigorite 

"  Panclastite  Cordite. 

20  "  (4.)  There  is  a  known  explosive  called  *  Kinetite  '  and  the  syllable  *  kin ' 
*  occurs  in  many  words  scientifically  employed  in  connection  with  the  idea  of 
"  Kinetic  energy.  The  word  '  Kine  '  has  been  proposed  as  the  scientific  unit  of 
"  velocity  and  as  equivalent  of  the  velocity  of  1  centimetre  per  second.  The 
"  numerous  words  so  employed  in  science  are  derived  from  the  Greek  *  Kineo.' 

25  '*  The  name  of  the  explosive  called  *  Kinetite  '  is  so  derived.  It  is  a  well  known 
'*  explosive,  and  is  described  in  Cundiirs  Dictionary  of  Explosives  at  page  75. 

"  (5.)  Under  the  circumstances,  I  was  of  opinion  that  the  word  *  Kynite '  would 
**  be  taken  to  have  reference  to  the  character  of  the  goods.  Further,  at  the 
"  hearing  I  called  the  attention  of  the  Applicants  to  the  word  *  Kainite,'  which 

30  "  is  the  name  of  a  mineral  product  known  to  chemists.  I  was  told  that  the 
"  explosive  to  which  it  was  intended  to  apply  the  name  *  Kynite '  did  not  contain 
"  any  *  Kainite.'  The  pronunciation  of  the  word  '  Kainite '  given  in  the  Standard 
*'  Dictionary,  published  by  Punk  &  Wagnalls,  does  not  appear  to  confirm  what 
"  is  said  by  Mr.  Clerk  in  his  aforesaid  affidavit,  and  the  derivation  of  the  word 

35  "  *  B[ainite '  from  Greek '  Kainos '  mainly  would  go  to  show  that  the  correct 
"  pronunciation  of  the  word  is  identical  with  the  ordinary  pronunciation  of  the 
"  name  *  Kynite,'  which  the  Applicants  have  given  to  their  explosive. 

*'  (6.)  No  evidence  was  adduced  before  me  to  show  that  'Kainite'  could  not 
•*  be  commercially  used  in  the  production  of  an  explosive,  and  if  the  new  name 

40  "  of  an  explosive  would  convey  to  the  mind  of  a  person  acquainted  with  the 

"product  'Kainite'  that  that  substance  was  used   in  the  proiuction  of  the 

"  explosive  when,  in  fact,  it  was  not  then  the  name  of  '  Kainite  '  (or  '  Kynite ') 

"  for  an  explosive  would  appear  to  be  deceptive." 

A,  J.  Walter  (instructed  by  Field,  Boscoe,  and  Company,  agentfj  for  Smith, 

45  Pinsent,  and  Company,  Birmingham)  appeared  for  the  Applicants ;  Ingle  Joyce 

(instructed  by  the  Solicitor  to  the  Board  of  Trade)  appeared  for  the  Comptroller. 

Walter  for  the  Applicants. — '^Kynite"  is  an  invented  word.    Our  evidence,  that 

"Kiiinite"  is  incapable  of  being  used  for  explosive  purposes,  is  uncontradicted. 

Under  Section  64  (1)  (d)  of  the  Patents,  &c.  Act,  18-^3,  as  now  amended,  an 

50  invented  word  can  be  registered.  Then  under  Section  64  (1)  (e)  a  word  having 
no  reference  to  the  character  or  quality  of  the  goods,  and  not  being  ^  geographical 
pame,  can  be  registered.   The  suggestion  as  to  the  word  '*  Kainite,"  the  name  of  a 
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natural  mineral,  cannot  be  supported.  No  person  acquainted  with  explosives 
would  be  misled,  or  be  led  to  believe  that  **  Kynite  '*  was  made  of  any  particular 
substance.  It  has  not  been  suggested  that  there  would  be  confusion  between 
"  Kinetite  "  and  "  Kynite."    The  former  does  not  appear  to  be  a  registered  mark. 

Ingle  Joyce  for  the  Comptroller. — The  first  objection  is  that,  in  the  opinion  of  5 
the  Comptroller,  the  word  would  be  taken  to  refer  to  the  character  or  quality  of 
the  goods.  It  is  well  settled  that  an  invented  word  under  {d)  must  not  have 
such  a  reference.  We  do  not  rely  only  on  "  Eainite  " ;  the  termination  "  i te  "  tends 
to  show  such  a  reference.  The  syllable  **  Kyn  "  has  a  reference  to  movement 
with  velocity.  Then  there  is  *'  Kinetite,"  and  if  it  is  the  name  of  a  particular  10 
kind  of  explosive,  it  could  not  be  registered  as  a  Trade  Mark.  The  Comptroller 
has  a  discretion,  which  will  not  be  over-ruled  unless  he  be  plainly  wrong.* 

Kbkewioh,  J, — In  my  opinion,  this  word  "  Kynite  "  is  an  invented  word, 
and  not  descriptive  of  the  quality  or  character  of  the  goods  within  the  meaning 
of  the  Act  of  Parliament.  I  entirely  approve  of  the  view  taken  by  Mr.  IngU  15 
Joyce  and  the  Comptroller  as  regards  the  word  "  Kainite "  with  reference  to 
minerals.  That  is  spelt  differently.  No  doubt  if  we  knew  how  the  Greeks 
pronounced  their  own  language  we  should  find  some  entirely  different  inflection 
and  a  complete  distinction  between  jcai  and  ki  only,  but  we,  in  our  ignorance, 
are  obliged  to  pronounce  them  similarly.  We  pronounce  fcacvos,  which  20 
means  ''new,"  just  in  the  same  way  as  we  pronounce  icivc<i>,  the  verb  for 
motion.  But  there  is  really  no  chance  of  these  two  things  being  mixed  up 
together.  They  are  registered  with  regard  to  an  entirely  different  claas  of 
'goods,  and  there  is  a  difference  in  the  spelling,  because  here  it  is  proposed  to 
put  in  the  letter  "  y,"  which  is  an  English  letter  and  not  a  Greek  one,  in  the  85 
place  of  the  other,  so  that  anyone  who  looks  at  them  would  see  the  difference, 
and  they  are  not  likely  to  be  used  together,  because  they  have  reference  to  an 
entirely  different  class  of  goods.  So  that  we  get  rid  of  that.  Having  got  rid 
of  that,  let  us  consider  the  word  "  Kynite  "  alone.  I  think  no  objection  can 
be  raised  to  the  termination  "  ite  " — ^I  think  the  Comptroller*s  view  is  very  30 
much  stronger,  but  that  is  impossible — "  ite  "  as  a  termination  to  exploBivee 
has  been  admitted  over  and  over  again,  and  therefore  that  cannot  be  raised. 
What  does  "Kynite  "  mean  ?  **  Kinetite,"  no  doubt,  is  very  much  nearer  the 
line.  1  will  not  say  any  more  about  it,  but,  as  regards  "  Kynite,"  it  is  spelt 
with  a  '*  y."  I  do  not  think  it  is  fair  to  those  who  have  invented  this  word  35 
to  say  that  it  is  presumably  derived  from  lavkbt^  or  presumably  descriptive  of 
something  which  compels  motion.  Unless  I  come  to  that  conclusion,  I  do  not 
see  how  I  can  say  that  '*  Kynite  "  is  descriptive  of  the  character  or  quality  of 
the  goods. 

1  think,  therefore,  that  the  Comptroller,  in  his  anxiety — ^which  I  always  ^ 
desire  to  uphold — ^to  observe  the  provisions  of  the  Act  of  Parliament  and 
prevent  the  registration  of   improper  words,  has  here  erred  on  the  side  of 
excessive  causion. 

Walter. — ^Your  Lordship  directs  the  Comptroller  to  register. 

Khkbwioh,  J.— Yes.  *5 
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In  the  Court  of  Appeal. 

Before  Lindlet,  MM.^  and  Lobds  Justices  Chitty  and  Vaughan 

Williams. 

November  24th,  25th,  and  27th,  1897. 

5  In  the  Matter  of  Rollason's  Registered  DesigIt. 

Registered  design. — Motion  to  expunge. — "  New  or  originaV^ — Statutory 
requirements  as  to -marking  goods. — "  AH  proper  steps.^^ — Patents^  Designs^  and 
Trade  Marks  Acty  188Sy  Sections  47  and  61. 

In  1894,  R.  registered  a  design  in  Glass  1  in  respect  of  a  set  of  coffin  plates 
10  under  No.  282fi08;  the  design  was  registered  as  applicable  for  the  patterns.  iJ„ 
having  commenced  a  County  Court  action  against  8.  R.  and  Sons  for  infringe-- 
ment  of  this  design,  S.  H.  and  Sons  moved  to  expunge  it  on  the  grounds  of  (1)  want 
of  novelty,  and  (2)  that  articles  to  which  the  design  had  been  applied  had  been 
sold  without  the  marTcs  prescribed-by  Section  51  of  the  Patents,  Ac.  Act,  1883.  R.^s 
15  design  wets  alleged  to  be  anticipated  by  a  design  registered  in  1892 ;  and  it  was 
also  alleged  and  proved  that  a  conside^^able  number  of  articles  to  which  the  design 
had  been  applied  had  been  mxirked  with  the  No.  252,908  instead  of  the  No.  232,908, 
the  mistake  having  originated  in  a  stamping  die.  TJie  Respondent  gave  evidence 
intended  to  show  that  he  had  taken  all  proper  steps  to  ensure  the  collect  marking 
20  of  tJie  articles.  Held,  on  the  hearing  of  the  motion,  that  the  design  must  be 
expunged  for  want  of  novelty ;  but,  on  the  otTier  point,  that  R.  had»  shown  that 
he  had  taken  all  steps  that  could  reasonably  be  required  of  him  to  ensure  proper 
marking.  The  Order  to  expunge  tvas  suspended  in  case  of  an  appeal.  B 
appealed. 

25      Held,  on  appeal,  that  the  design  was  novel,  and  that  tJie  decision  of  the  Court 
below  as  to  the  marking  tvas  correct.    The  appeal  was  allowed  with  costs. 

On  the  28th  of  May  1894,  Charles  Rollason  registered  a  design  (No.  232,908) 
in  respect  of  a  set  of  six  articles  of  coffin  furniture  in  Class  I  according  to  the 
third  Schedule  of  the  Designs  Rules,  1890;  the  design  was  registered  as 
30  "  Applicable  for  the  patterns."  Among  the  said  six  articles  of  coffin  furniture 
there  were  a  breast-plate  and  handle-plate  for  coffins  ;  reproductions  of  the 
drawings  deposited  as  to  these  articles  are  given  ante  page  894. 

The  breast-plates  and  handle-plates  made  by  the  said   C.  RoUuson,  and 

purporting  to  be  in  accordance  with  the  said  design,  had  the  flat-plate,  shown 

35  in  the  centre  of  the  said  design,  sunk  below  the  level  of  the  surrounding 

border. 

Oq  the  l].tb  of  May  1892,  Sanders^  8on^  and  Payne  registered  a  design 

4c 
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(No.  192,339)  for  the  handle-plate  of  a  coffin.  The  drawing  shown  ante  page  894, 
line  8,  is  a  reproduction  of  the  drawing  deposited  with  this  design,  which  is 
hereinafter  referred  to  as  HS*,  H8*  being  the  article  alleged  to  be  made  in 
accordance  with  the  design  HS*. 

On  the  27th  of  April  1897,  (7.  Bollason  commenced  an  action  in  the  Bir-  5, 
mingham  County  Court  against  Samuel  Heath  and  Sons^  Ld.^  to  restrain 
infringement  by  them  of  his  said  design.     On  the  31st  of  May  1897,  Samuet 
Heath  and  Sons,  Ld.^  gave  notice  of  motion  to  the  said  C.  Rollason  that  the 
Register  of  Designs  might  be  rectified  by  expunging  therefrom  the  design 
(No.  232,908),  on  the  grounds  that  the  said  design  was  not  a  new  or  original  10 
design  at  the  date  of  the  registration  thereof;    and,  further,  that  the  said 
C7.  RolUieon  had  delivered  on  sale  articles  to  which  the  said  design  had  been 
applied  without  having  caused  the  same  to  be  marked  with  the  prescribed 
word  or  words  and  figures  as  required  by  the  Patents,  Designs,  &c.  Acts,  1883- 
1888  ;  and  that  the  said  G.  Rollason  had  delivered  on  sale  articles  to  which  the  15 
registered  design  had  been  applied,  having  on  them  words  or  figures  other 
than  those  under  or  in  connection  with  which  the  said  design  had  been 
registered. 

The  motion  was  ordered  to  be  heard  on  the  affidavit  evidence,  with  leave  to 
cross-examine  the  Deponents,  and  with  leave  to  adduce  further  evidence.  The  20 
motion  came  on  for  hearing  accordingly  before  Kekewichy  J.,  on  the  14th  of  July, 
1897,  when  it  was  held  that  the  design  must  be  expunged  for  want  of  novelty,  but 
that  O.  Bollason  had  shown  that  he  had  taken  all  steps  that  could  be  reasonably 
required  of  him  to  ensure  proper  marking.*  The  evidence  on  the  motion  vnll 
be  found  referred  to  ante  page  895.  25 

Warrington,  Q.C.,  and  E,  P.  Hewitt  (instructed  by  Preston,  Stow,  and  Preston, 
agents  for  Ansell  and  Ashford,  Birmingham)  appeared  for  the  Appellant ; 
Renshaw,  Q.C.,  and  W.  N.  Lawson  (instructed  by  Stibbard,  Oibson^  and  Oo.^ 
agents  for  Rowlands  and  Co.,  Birmingham)  appeared  for  the  Respondents. 

Warrington,  Q.C.,  and  E.  P.  Hewitt  for  the  Appellant. — The  objections  30 
taken  to  the  registration  of  the  design  were  (1)  want  of  novelty  ;  (2)  that  some 
of  the  articles  which  were  sold  were  not  marked  with  the  registration  number 
as  is  required  by  Section  51  of  the  Patents,  Designs,  and  Trade  Marks  Act,  1883. 
The  evidence  was,  that  a  breast-plate  for  a  child's  coffin  was,  by  mistake,  marked 
252,908  instead  of  232,908.  Kekewich,  J.,  held  (1)  that  the  design  was  not  35 
new  or  original ;  (2)  that  the  registered  proprietor  had  proved  tiiat  he  had 
taken  all  proper  steps  to  ensure  the  marking  of  the  articles  with  the  registered 
number.  As  to  (1),  the  parts  of  the  design  may  be  old,  but  the  combination  is 
new.  The  novelty  consists  in  the  combination  of  a  sunken  centre  with  a  raised 
rim  round  *it.    No  doubt  the  design  must  be  substantially  different  from  any  40 

Previously  registered  design  applicable  to  the  particular  class  of  goods  ;  Section 
7.  But  there  may  be  novelty  in  a  combination;  Harrison  v.  Taylor,  4 
H.  and  N.  185.  It  is  sufficient  if  there  be  a  substantial  difference  from  any 
design  previously  registered ;  Walker,  Hunter^  and  Co.  v.  Falkirk  Iron  Company, 
4  R.P.C.  390.  [LiNDLBY,  Jf./2.— Referred  to  In  re  Clarke's  Design,  13  R.P.C.  351,  45 
L.R.  (1896),  2  Ch.  38.]  It  is  suggested  that  we  might  have  furnished  or  supple- 
mented our  drawing  with  exact  representations  or  specimens  of  the  coffin  plates 
themselves  ;  but  what  we  have  done  was  a  sufficient  compliance  with  terms  of 
the  Act,  and  we  have  never  been  asked  to  do  anything  more.  It  is  said  again 
that  the  registration  is  bad  because  the  drawing  which  we  furnished  was  not  50 
itself  sufficiently  exact.  But  the  design  was  registered  as  applicable  for 
"  patterns "  of  a  particular  article,  viz.,  coffin  plates ;  and  there  is  nothing  in 
the  Act  which  lays  down  that  the  design  must  be  described  with  the  exactneee 
required  in  a  Specification,  nor  that  it  must  be  so  described  as  to  show  how  it  is 
intended  to  be  used,  or  how  the  design  is  to  be  carried  out.    With  regard  to  55 

*  See  Report  antejpa^  893. 
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anticipation,  Sanders*  drawing  is  no  anticipation,  in  any  way,  of  our  design. 
His  idea,  and  the  effect  of  it  are  different.  His  design  merely  represents  a  flat 
plate  ;  ours  is  a  new  and  original  combination  of  several  elements,  never  before 
brought  together,  of  outline,  depressed  centre,  raised  moulding,  and  raised 
5  shell,  and  it  is  accordingly  a  good  design.  As  to  the  slight  accidental  mistake 
in  the  marking,  it  was  rectified  as  soon  as  we  discovered  it. 

Renshaw^  Q.C.,  and  W.  N.  Lawson  for  the  Respondents.  It  is  impossible  to 
ascertain,  from  the  design  which  the  Appellant  has  registered,  for  what  he  has 
obtained  or  claims  protection.    It  is  said  that  the  raised  margin  forms  the 

10  characteristic  difference  ;  but  the  design  does  not  show  whether  the  centre  is 
raised,  depressed,  or  flat.  The  whole  thing  is  shape,  and  the  impressed  shell ; 
for  neither  of  which  he  is  entitled  to  protection.  To  entitle  it  to  protection,  it 
must  be  something  different  from  mere  shape  and  configuration,  and  the 
drawing  ought  to  be  so  distinct  as  not  to  include,  at  the  option  of  the  person 

15  who  registers  it,  all  these  possible  varieties.  Under  Section  48,  the  drawing 
must  be  sufficient  to  enable  the  Comptroller  to  identify  the  design,  but  the 
opinion  of  the  Comptroller  is  not  conclusive  upon  the  question  whether  or  not 
the  drawing  does  identify  it.  The  Appellant  must  admit  that  he  cannot  claim 
protection  either  for  the  outline  or  the  shells,  and  he  cannot  claim  anything  as  new 

20  which  he  has  not  indicated  in  his  drawing.  It  would  have  been  perfectly  easy 
for  the  Appellant  to  have  furnished,  under  the  alternative  clause  in  Section  48, 
exact  representations  or  specimens  of  his  design — showing  that  he  claimed,  as 
he  now  asserts  he  does,  the  shape  of  a  depression  in  the  centre  of  each  plate. 
He  might  again  have  registered  both  '^  pattern  *'  and  ^'  shape.**     But  he  has 

25  chosen  to  register  for  pattern  only,  and  to  give  no  section  and  no  indication  of 
any  depression  or  difference  in  level.  We  say,  first,  that  no  design  has  been 
registered  which  can  be  called  *'  new  or  original " ;  secondly,  that  the 
Appellant's  design  was  anticipated  by  the  design  registered  by  Sanders  in  May 
1892.    According  to  Baggallay,  L.J.,  in  Le  May  v.  Welch,  28  Ch.Div.  24,  33, 

30  "  in  order  to  justify  the  registration  of  a  design  ....  there  must,  according  to 
*'  my  view  of  the  case,  be  some  clearly  marked  and  defined  difference  between 
'*  that  which  is  to  be  registered  as  a  new  design  and  that  which  has  gone 
"  before,"  Applying  that  test,  there  is  no  substantial  novelty  here  at  all— 
Clarke's  Design,  i:i  R.C.P.  351 ;  Sherivood's  Design,  9  R.P.C.  268. 

35  Upon  the  last  point,  wrong  stamping  is  an  absolute  bar  if  the  proprietor  of  a 
design  fails  to  mark  each  article  with  the  prescribed  mark  ;  then,  according  to 
Section  51  of  the  Act  of  1883,  the  copyright  in  the  design  ceases  unless  he  can 
show  that  he  took  all  proper  steps  to  ensure  the  marking  of  the  article.  And 
the  evidence  here  shows  that  the  proprietor  for  a  month  was  making  and  selling 

40  large  numbers  of  these  plates  without  taking  the  necessary  steps  to  see  that  they 
were  properly  marked.  They  also  referred  to  Johnson  v.  Bailey,  11  R.P.C.  21, 
and  Harrison  v.  Taylor,  4  H.  and  N.  815. 

Warrington,  Q.C.,  in  reply.— It  is  an  important  part  of  our  case  that  we 
registered  our  design  as  applicable  to  patterns  only,  and  we  were  right  in  so 

45  doing,  for  if  we  had  registered  it  for  shape  there  might  have  been  risk ;  Harper 
V.  Wright,  12  R.P.C.  453  and  483.  We  could  not  have  deposited  specimens, 
because  you  can  only  deposit  such  specimens  as  can  be  pasted  in  a  book.  The 
purpose  for  which  the  drawing  is  furnished  is  identification  only,  not  to  enable 
persons  to  use  the  drawing  or  construct  anything  from  it. 

50  LiNDLBY,  M.R. — This  is  an  appeal  raising  the  question  whether  a  certain 
registered  design  ought  to  be  taken  off  the  Register  of  Designs  or  not.  The 
learned  Judge  in  the  Court  below  has  held  that  it  is  not  a  new  or  original 
design,  and  he  has  ordered  it  to  be  taken  off  the  Register.  The  design  in 
question  is  one  which  was  registered  in  May  1894,  and  is  numbered  232,908, 

55  and  it  is  a  design  for  a  plate  to  be  put  upon  a  coffin,  and  it  is  registered  in 
respect  of  the  pattern  and  for  the  things  in  Class  1,  to  which  I  need  not  allude, 
as  nothing  turns  on  that, 

4o:j 
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*  The  first  question  is  to  consider  what  is  the  design.  Until  you  get  hold  of 
that  you  can  do  nothing  with  the  case.  As  was  pointed  out  in  Clarke's  Case,  to 
which  I  will  refer  simply  by  calling  attention  to  it,  this  Act  of  Parliament  has 
nothing  to  do  with  designs  in  the  abstract.  What  it  has  to  do  with  is  designs 
intended  to  be  applied  to  some  article  or  the  other.  It  may  be  to  the  whole  5 
article,  or  it  may  be  to  be  put  on  to  some  other  article ;  but,  unless  yon 
know  what  the  design  is  for,  you  are  discussing  an  abstract  question  which 
never  arises  under  the  Act  of  Parliament. 

This  design  was  for,  as  I  say,  coffin  plates.    The  design  is  contained  in  the 
drawing,  which  is  registered  with  the  Comptroller  at  the  Patent  Office.    I  shall  10 
not  attempt  to  describe  it ;  it  is  more  or  less  a  four-sided  figure  with  what  are 
called  shell  patterns  in  the  corners  and  certain  lines,  which  are  shown  upon  the 
drawing.    That   registered   drawing   is   the  design,  and  nothing  else.    It   is 
no   part    of    this  Act    of    Parliament  that  the  person  registering  a  design 
should  say  and  describe  minutely  or  at  all  how  it  is  to  be  made  or  how  15 
it  is  to  be  carried  out,  and  it  appears  to  me  immaterial  in  considering  this 
Act  of  Parliament  whether  a  design  can  be  copied  in  more  ways  than  one 
or  not.     There  may  be,  for  anything  I  know,  various  methods  of  producing  a 
coffin  plate  of  this  particular  design  and  this  particular  pattern,  and  I  think 
Mr.  Skerrett  has  shown  that  there  are  a  good  many  ways  of  copying  it.    I  refer  20 
to  that  because  a  great  point  was  made  of  the  fact  that  you  could  make  a  thing 
of  this  design  with  a  great  number  of  cross-sections ;  and,  as  cross-sections  were 
not  shown,  the  design  is  criticised,  and  it  is  said  it  is  an  insufficient  design. 
To  my  mind,  that  is  a  false  point  altogether.    We  have  nothing  to  do  with 
cross-sections ;  we  have  nothing  to  do  with  the  mode  in  which  you  are  making  the  25 
pattern  ;  that  has  nothing  to  do  with  it  at  all.    The  thing  is  the  pattern— the 
design  which  is  shown  here  and  nothing  else. 

Having  got  at  that  design,  and  bearing  in  mind  that  it  is  not  a  design  in  the 
abstract,  but  a  design  for  coffin  plates,  the  question,  the  simple  question,  and 
the  whole  question  is  whether  it  is  new  or  original.    With  reference  to  that  30 
a  good  deal  might  turn,  and  I  think  perhaps  does  turn,  upon  the  question 
whether  those  parallel  lines  with  the  little  transverse  lines  at  the  angles  do  or  do 
not  show  that  the  middle  is  to  be  on  a  lower  plane  than  the  edges — whether 
you  call  it  a  plate  with  a  depressed  middle,  or  whether  you  call  it  a  plate  with  a 
raised  edge,  is  of  no  consequence.    Mr.  Skerrett  says  no  ;  that  you  cannot  infer  35 
that  from  the  drawing.     I  have  looked  at  his  evidence  with  some  care  with 
reference  to  that  particular  point,  and  I  cannot  see  that  Mr.  Skerrett  considered 
anything  more  than  the  drawing  apart  from  the  purpose  for  which  it  was  to  be 
used — ^apart  from  the  thing  to  which  it  was  to  be  applied.     I  doubt  very- 
much  whether  Mr.    Skerrett^  if   he  had  been  asked  whether    it  is  capable  40 
of    all    these  cross-sections,  bearing   in   mind   what  it  is  for,   would    have 
said  that.    All  that  he  said  was,  that  if  you  look  at  the  drawing  alone,  without 
reference  to  the  thing  it  is  applied  to,  you  may  make  that  design  in  all  those 
sections.     I  have  no  doubt  that  it  is  so.    If  we  do  look  at  the  matter,  as  I  think 
we  ought,  with  reference  to  a  coffin  plate,  it  does  strike  me,  I  confess,  that  an  45 
ordinary  person  would  consider  that  that  was  a  design  for  a  plate  with  a 
depressed  centre  or  a  raised  edge.    I  think  he  would.    I  do  not  attach  much 
importance  to  that ;  but  I  am  inclined  to  go  a  step  further  and  say,  even  if  the 
design  can  be  copied  in  coffin  plates  in  the  great  variety  of  ways  that  Mr. 
Skerrett  says  it  can  be,  then  we  come  back  to  the  question  whether  it  is  new  50 
or  original  or  not. 

If  we  take  it  that  this  design  is  for  a  coffin  plate  with  a  sunk  centre  or  raised 
edge,  the  case  is  comparatively  easy  ;  because  I  think,  from  that  point  of  view,  it 
is  not  certainly  anticipated  by  either  this  exhibit,  which  has  a  depressed  centre 
and  has  more  or  less  of  a  shell  pattern  at  the  edges,  or  by  Mr.  Sanders\  which  55 
has  no  depressed  centre  at  all.  If  that  is  the  true  view  to  take  of  it,  I  think  the 
oase  is  a  comparatively  easy  one.    But  if  that  is  not  the  true  view,  and  if  v^ 
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are  to  apply  Mr.  Skerretfs  reasoning  to  the  design  and  say  that  you  can  copy  this 
in  a  great  variety  of  ways,  still,  it  appears  to  me,  it  is  not  anticipated  by  that 
thing  that  was  nsed  before  ;  that  is  to  say,  there  is  sufficient  difference  between 
this  pattern  and  the  pattern  of  Sanders\  C.R.  1,  as  to  make  this  a  new  and 
5  original  design.  This,  of  course,  is  a  question  upon  which  opinions  may  differ, 
and  I  am  quite  alive  to  the  danger  of  upholding  designs  which  do  not 
substantially  vary  from  previous  designs.  The  principle  on  which  the  Court 
acted  in  Le  May  v.  Welch^  and  again  In  re  Clarke^  is  perfectly  sound,  and  I  do 
not  think  it  is  right  to  give  a  monopoly  to  a  person  who  uses  an  old  design  with 

10  a  trivial  variation,  which  he  lays  hold  of  and  calls  a  new  design.    You  must  look 

at  it  and  see  whether  it  is  substantially  a  new  pattern.    I  think,  even  if  you 

throw  over  the  depressed  centre,  that  this  is  on  the  safe  side  of  the  line,  and 

that  this  cannot  be  said  to  be  a  pattern  which  is  not  new  and  original. 

With  reference  to  the  word  "  pattern,"  I  cannot  help  .thinking  that  in  a  case 

15  of  this  kind  the  pattern  includ<es  the  shape  and  ornamentation.  The  word 
*'  ornamentation  "  is  dropped  out  of  the  Rule,  although  it  is  in  Section  60  of  the 
Act ;  but  when  you  talk  of  the  pattern  of  a  thing  like  this,  I  do  not  see  that  it 
is  necessary  or  even  proper  to  leave  out  the  outline.  The  ornamentation  not 
being  dropped  out.    Of  course  it  is  not  for  shape  alone.    It  is,  to  my  mind, 

20  for  shape,  plus  ornamentation,  in  a  case  like  this.  I  think,  therefore, 
when  we  look  at  this  design  carefully  and  narrowly,  as  I  think  we  ought 
when  we  are  dealing  with  monopolies,  that  there  is  sufficient  novelty  and 
originality  in  it — in  the  registered  pattern — to  entitle  Mr.  Rollason  to  have' 
it  retained  on  the  register  where  it  has  been  ever  since  1894,  and  I  think, 

25  therefore,  the  appeal  must  be  allowed. 

.  Then  there  is  the  other  point  about  the  51st  section,  which  I  had  forgotten  for 
a  moment.  It  turns  upon  a  mistake  which  was  made  by  the  die-sinker  in 
putting  a  5  for  a  3.  The  51st  section  runs  thus,  and  it  is  rather  important : 
**  Before  delivery  on  sale  of  any  articles  to  which  a  registered  design  has  been 

30  ^'  applied  the  proprietor  of  the  design  shall  cause  each  such  article  to  be  marked 
"  with  the  prescribed  mark  or  with  the  prescribed  word  or  words  or  figures 
"  denoting  that  the  design  is  registered."  That,  as  applied  to  this  case,  means 
«  Registered  "  or  «  Rd."  with  the  number  "  232,908."  That  is  according  to  the 
rules  what  he  ought  to  have  had  on  ;  but  in  one  plate  made  for  a  child's  coffin 

35  inadvertently  the  die-sinker  put  a  5  for  a  3,  and  it  was  not  found  out.  Now,  if 
the  section  stopped  where  I  have  stopped,  it  appears  to  me  it  would  have 
rendered  this  design  a  bad  design.  It  would  have  had  to  be  expunged.  But,  of 
course,  the  Legislature  saw  that  that  would  be  a  very  serious  consequence  of 
what  might  be  a  very  trifling  and  venial  slip  ;  so  the  section  goes  on  to  qualify 

40  what  I  read  in  this  way  : — '*  If  he  fails  to  do  so  " — which  in  that  particular 

instance  Mr.  Rollason  did — "  the  copyright  in  the  design  shall  cease  unless  the 

"  proprietor  shows  that  he  took  all  proper  steps  to  ensure  the  marking  of  the 

"  article." 

The  learned  Judge  in  the  Court  below  thought  Mr.  Rollason  brought  himself 

45  within  the  last  part  of  that  section.  I  think  so  too,  and  I  think  so  for  this 
reason.  It  is  not  as  if  the  error  was  one  which  would  catch  the  eye  even  of  a 
casual  observer ;  the  error  here  was  a  mistake  in  putting  a  5  for  a  3,  and  when 
you  look  at  the  .impression  on  the  plate  it  is  very  difficult  to  find  out  whether 
there  has  1)een  a  mistake  or  not,  and,  in  point  of  fact,  this  mistake  was  not  found 

50  out  for  a  long  time — I  think  a  year  or  two — and  as  soon  as  it  was  pointed  out 
it  was  rectified.  Having  heard  Mr.  Rollason's  evidence  about  this,  I  do  not  think 
myself  that  he  was  in  any  way  really  to  blame  for  not  finding  out  that  blunder 
before.  It  is  very  difficult  to  see  it  now.  We  all  can  see  it  when  it  is  pointed 
out,  but  this  thing  has  passed  muster  for  years,  never  catching  the  eye  of 

55  anyone.    I  think  his  instructions  to  the  die-sinker  were  quite  right.    He  gave 
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him  the  proper  number  and  he  did  not  observe  the  slip.  The  slip  was  made  in 
one  plate  only  out  of  a  great  many,  and  it  was  corrected  as  soon  as  it  was 
discovered.  1  think  it  would  be  very  lamentable  if  we  were  to  hold  that 
Section  51  did  not  cure  a  defect  by  an  unintentional  slip  such  as  that. 

Chitty,  L.J.— The  principal  question  is  whether  Rollason's  design  as  5 
registered  is  a  new  or  original  design,  I  take  it  that  there  maybe  a  distinction, 
and  as  the  Act  has  used  two  different  words,  there  is  some  distinction  between 
**  new  "  and  "  original."  It  might  be  shown  in  this  way.  Every  design  which 
is  original  is  new,  but  every  design  which  is  new  is  not  necessarily  original. 
Bollason^s  design  as  registered  is  for  "  pattern,"  and  there  is  a  distinction  drawn  10 
in  the  60th  section  and  in  the  Rules  in  respect  of  pattern  and  shape  or  con- 
figuration. It  may  not  always  be  easy  to  say  under  which  class  a  particular 
design  ranges  itself,  whether  for  pattern,  or  for  shape,  or  configuration,  or  tor 
ornament ;  and,  indeed,  the  60th  section  shows  that  the  same  design  may  be 
registered  for  any  two  or  more  of  such  purposes.  The  distinction  between  15 
pattern  and  shape  is  not  necessarily  scientific  and  precise.  The  Act  relates  to 
matter  concerning  trade  and  manufacture,  and  the  language  used  is  quite 
sufficient  for  that  purpose.  The  practical  distinction  is  shown  by  such  a  common 
illustration  as  that  which  I  will  give  : — "  I  like  the  shape  of  your  coat,  but  I 
"  think  that  the  pattern  of  the  materials  is  in  execrable  taste."  20 

This  design  is  registered  for  pattern,  and  it  consista  of  a  drawing,  on  flat 
paper  necessarily,  which  I  have  before  me.  It  is  unnecessary  to  describe  it  at 
length,  but  to  my  eye — ^and  I  think,  on  a  question  of  novelty,  the- eye  ultimately 
has  to  decide,  regard,  of  course,  being  had  to  the  evidence  given  on  the  subject — 
to  my  eye  this  design  has  a  raised  margin  or  framework,  and  there  is  a  depression  25 
in  the  centre.  I  agree  with  what  the  Master  op  the  Rolls  has  said,  that  that  is 
not  necessarily  the  critical  question  ;  but  still  I  express  my  opinion  that  these 
Httle  cross  lines  adjoining  the  interior  parallel  lines  are  sufficient  to  denote  that 
the  surface  was  either  raised  or  depressed — to  denote  to  the  eye  of  an  ordinary 
person  looking  at  it  with  a  view  to  understanding  it,  not  with  a  view  to  mis-  30 
understanding  it.  On  this  part  of  the  case  I  think  it  is  material  to  consider  the 
purpose  for  which  the  pattern  was  designed — ^that  it  is  to  be  placed  as  a  plate 
upon  coffins — and  to  raise  the  centre  would  be  to  put  the  pattern  on  to  the 
coffin  in  a  manner  in  which  I  am  satisfied  no  person  of  skill  intending  really  to 
work  at  the  pattern  legitimately  would  think  of  doing.  The  centre  would  be  35 
depressed  so  as  to  lie  flat  upon  the  surfeice  whatever  it  may  of  the  coffin. 

I  agree  with  the  Master  op  the  Rolls  in  what  he  has-said  with  reference  to 
the  general  effect  of  this  statute,  and  it  seems  to  me  that  if  we  look  at  tiiis 
design,  which  I  have  now  before*  me,  as  it  stands  and  compare  it  with  Sanders^ 
there  is  sufficient  material  and  substantial  difference  between  the  two  as  to  40 
justify  us  in  holding  that  this  design  of  Rollason^s  is  new.  It  is  for  pattern,  I 
repeat,  that  this  design  is  registered,  and  I  can  see  sufficient  material  differences 
between  the  two  drawings,  which  I  have  before  me — Rollaaon'a  and  Sander's — 
as  to  bring  me  to  the  conclusion  that  Sanders'  (to  use  the  term  in  the  Psitent 
Act)  is  not  an  anticipation.  There  are  very  few  designs  which  are  entirely  new.  45 
Hardly  any  could  be  produced.  They  are  made  up  from  the  old,  and  several 
exhibits  have  been  put  before  us  to  show  what  the  old  was.  It  is 
acknowledged,  in  the  argument  for  Mr.  Rollason,  his  is  made  up  of 
several  old  designs  which  he  has  combined  together.  The  result  of  the 
combination  may  be  to  make  a  novel  design,  and  I  think  in  this  case  there  50 
is  sufficient  material  for  us  to  decide  that  these  old  things  in  combination 
present  to  the  eye  a  new  design. 

I  express  my  entire  concurrence  in  the  principle  of  the  decision  in  Le  May 
V.  Welchy  and  I  think  that  this  Act  of  Parliament  ought  to  be  construed  so  as 
not  to  become  oppressive  to  the  public  in  general,  and  that  by  slight  alterations  55 
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of  old  designs  a  man  is  not  to  exclude  the  rest  of  Her  Majesty's  subjects  from 
making  what  he  is  pleased  to  call  his  new  design.  The  differences  must  be 
substantial ;  and  slight  decorations  in  such  an  article  of  common  use  as  a  shirt 
collar  are  insufficient  to  entitle  a  person,  such  as  Le  May  was,  to  say  that  his 
5  design  was  new.  I  think  the  result  of  the  combination  here  is  to  produce  a 
novel  design. 

A  point  was  argued  for  the  Respondents  on  the  appeal,  in  reference  to 
Rollason^s  design,  that  it  did  not  show  a  bevelling  off  on  the  edges.  That,  I 
think,  is  not  only  a  trivial  point,  but  I  think  the  argument  has  no  application  to 

10  Buch  a  case  as  this.  The  design  does  not  include  the  bevelling.  That  seems  to 
me  to  be  the  answer.  If  you  registered  a  new  design  as  a  pattern,  say  for  a 
panel,  you  would  only  show  so  much  of  your  new  design  as  you  claimed  to  be 
new.  You  would  not  show  any  parts  which  were  unnecessary  to  be  shown  for 
the  purpose  of  your  design  which  may  or  may  not  be  added.    In  my  opinion, 

15  therefore,  this  registration  ought  to  stand. 

With  regard  to  the  argument  on  the  51st  section,  I  have  nothing  to  add  to 
that  which  has  fallen  from  the  MASTER  OF  THB  ROLLS.    I  think  Mr.  Justice 
Kekewich  was  quite  right  on  that  point. 
Vaughan  Williams,  LJ. — I  also  agree  that   Mr.  Justice   Kekeioich  was 

20  perfectly  right  as  to  the  point  raised  on  the  51st  section,  and  I  have  nothing 
to  add  to  what  the  other  members  of  the  Court  have  said  upon  that  point. 

But  with  regard  to  the  other  point  in  the  case,  I  do  desire  to  make  some 
observations,  because  I  am  not  quite  sure  that  I  agree  with  the  other  members 
of   the  Court  as  to  the  principle  upon  which  one  ought  to  determine  the 

25  question  of  the  novelty  or  originalty  of  the  design  in  question.  This  Act  of 
Parliament  confers  upon  those  persons  who  have  invented,  or  have  come  into 
possession  of,  a  new  or  original  design  certain  rights,  in  the  nature  of 
copyright,  if  they,  pursuant  to  the  Act  of  Parliament,  register  the  design. 
Now,  the  Act  of   Parliament,  which  is  the  46th   and   47th  Vic.   chap.  57, 

30  deals  with  the  registration  of  designs  in  Part  3.  It  is  Section  47  which  is 
the  first  material  section,  and  it  is  said  that :  "  The  Comptroller  may,  on 
"  application  by,  or  on  behalf  of,  any  person  claiming  to  be  the  proprietor  of 
"  any  new  or  original  design  not  previously  published  in  the  United  Kingdom, 
"  register  the  design  under  this  part  of  this  Act."    Therefore  it  is  from  that 

35  section  that  one  gets  that  a  design,  in  order  that  it  can  be  registered  under 
this  section  of  this  Act,  must  be  a  new  or  original  design.  Then  the 
definition  clause,  which  is  Section  60,  provides  that  '''Design^  means  any 
''  design  applicable  to  any  article  of  manufacture,  or  to  any  substance, 
*^  artificial  or  natural,  or  partly  artificial  and  partly  natural,  whether  the  design 

40  ^*  is  applicable  for  the  pattern  or  for  the  shape  or  configuration  or  ornament 
"  thereof,  or  for  any  two  or  more  of  such  purposes,  and  by  whatever  means 
^  it  is  applicable."  The  result,  to  my  mind,  of  that  section  is  this,  that  the 
Legislature  intended  to  draw  a  distinction  between  *'  pattern,"  that  is  1 ;  shape 
or  configuration,  that  is  2  ;  and  ornament,  that  is  3.    That  being  so,  I  should 

45  (quite  apart  from  the  Rules)  have  thought  that  the  Legislature  intended, 
at  all  events  in  a  case  where  the  Applicant  for  registration  himself  limits  his 
application  to  one  of  these  three  heads  that  I  have  mentioned,  to  pay  attention 
to  the  question  of  what  it  was  that  he  claimed  to  have  registered — what  sort 
of    design,  whether   for    pattern,  shape,  or    configuration,  or  ornament,  in 

50  respect  of  which  he  claimed  registration  as  for  novelty  and  originalty.  But 
if  there  could  be,  as  I  think  there  could  not  be,  any  doabt  as  to  the  intention 
of  the  Act  of  Parliament,  any  such  doubt  is  at  once  put  an  end  to  by  the 
Rales  which  aie  made  in  pursuance  of  the  Act,  and  which  Rules  prescribe 
that  applications  shall  be  in  the  forms  set  forth  in  the  schedule  to  that  Act  of 

55  Parliament ;  and  the  particular  forms  E  and  0,  which  are  applicable  to  an 
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application  for  the  registration  of  a  design,  draw  the  distinction  between  shape 
and  pattern,  and  require  that  the  Applicant  shall  do  the  bame  thing  ;  because  the 
Application  form  says  :  "  You  are  hereby  requested  to  register  the  accompanying 
^  design  in  Class         in  the  name  of  of  who  claims 

"  to  be  the  proprietor  thereof,  and  to  return  the  same  to  ."    Then  5 

there  is :  '*  Statement  of  nature  of  design,''  and  against  that  there  is  a  mark 
referring  you  to  a  note  at  the  bottom  of  the  form,  and  that  note  at  the  bottom 
of  the  form  says  :  "  Such  as  whether  it "  (that  is  the  design)  "  is  applicable  for 
"  the  pattern  or  for  the  shape."  It  seems  to  me  impossible  to  doubt,  from  the 
xA.ct  of  Parliament  and  the  Rules,  that  the  Legislature  does  draw  a  distinction  10 
between  pattern  and  shape,  and  that  it,  at  all  events,  draws  the  distinction  to  this 
extent — that  it  enables  an  Applicant,  if  he  so  chooses,  to  limit  his  application  to 
either  one  or  the  other.  I  am  not  saying  that  no  application  could  be  made 
which  did  not  draw  such  a  distinction ;  I  have  not  got  to  decide  that ;  the 
point  does  not  arise  ;  but  I  am  saying  that  the  Act  of  Parliament  and  Rules  15 
clearly  enable  an  Applicant  in  his  application  to  draw  the  distinction  if  he 
likes  ;  and  if  he  does  so  draw  the  distinction,  I  think  that  the  distinction  that  he 
has  thus  drawn  must  be  borne  in  mind  in  the  consideration  of  every  question 
of  novelty  and  originality. 

Now,  that  being  so  in  the  present  case,  the  Applicant  has  limited  his  20 
application  to  "  pattern."  And  when  one  has  to  answer  the  question  :  "  Aye,  or 
no,  is  the  design  registered  in  this  case  a  new  and  original  design  ?  "  in  my 
judgment  you  are  not  entitled  to  go  outside  anything  which  fairly  and  properly 
falls  within  the  definition  of  ^'  pattern  "  in  this  particular  applic  ation.  Inasmuch 
as  the  Applicant  has  chosen  to  limit  his  design  to  '*  pattern  "  when  you  come  25 
to  answer  the  question  :  "  Aye,  or  no,  is  this  a  new  and  original  design,"  you 
cannot  properly  fin.d  the  novelty  or  originality  in  something  which  is  clearly 
shape  as  distinguished  from  pattern.  I  am  not  saying  where  the  line  is  to  be 
drawn  even  in  this  particular  case  between  pattern  and  shape,  and  still  less  am 
I  attempting  to  lay  down  any  hard  and  fast  rule  as  to  what  is  pattern  and  what  30 
is  shape.  It  seems  to  me  that,  so  far  as  the  general  distinction  between  pattern 
and  shape  is  concerned,  you  must  look  to  the  particular  subject-matter  to  which 
the  design  is  intended  to  be  applied.  If  you  have  to  apply  these  words  to  such 
different  subject-matters  as  wall  paper,  lace,  and  engineers*  patterns,  you 
obviously  give  a  very  different  meaning  in  practice  to  the  word  "pattern.*'  35 
Sometimes  the  pattern  consists  wholly  of  shape ;  sometimes  the  pattern 
may  consist  partly  of  shape ;  and  sometimes  the  pattern,  as  in  the  case  of 
pattern  stamped  upon  wall  paper,  does  not  involve  any  shape  at  all — ^it 
is  all  pattern.  But  you  have  to  look  at  the  particular  subject-matter ;  and 
then,  in  addition  to  that,  when  you  come  to  a  particular  application,  you  40 
have  not  only  to  construe  the  word  "  pattern  "  in  the  light  of  these  general 
considerations  which  I  have  been  suggesting,  but  you  have  also  to  construe 
the  word  "pattern"  in  reference  to  the  particular  application,  including 
in  the  application,  not  only  the  words  of  the  application,  but  the  very  design 
itself  as  appearing  upon  the  paper.  45 

Now,  taking  these  matters  into  consideration,  I  look  at  this  design,  and  I 
have  to  ask  myself  what  is  the  design  that  the  Applicant  intended  to  register — 
and  I  venture  to  think  that,  in  an  Act  of  Parliament  that  is  intended  to  confer 
an  exceptional  benefit  upon  those  who  comply  with  its  provisions,  you  should 
make  it  a  condition  of  getting  the  benefit  of  the  Act  of  Parliament  that  50 
that  benefit  shall  only  be  gained  by  a  person  if,  and  in  so  far  as,  he  has 
manifestly  complied  with  the  provisions  of  the  Act  of  Parliament ;  and  if,  upo'b 
his  application,  it  is  uncertain  whether  he  has  claimed  a  particular  thing  as 
being  a  portion  of  his  design — ^the  design  of  which  he  is  the  proprietor — it 
seems  to  me  that  it  should  be  given   so  far  against  him.    If  this  Act  of  55 
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Parliament  is  not  to  be  made  an  oppression  to  all  Her  Majesty's  sabjects,  it  is  the 
daty  of  any  one  who  wishes  to  have  the  benefit  of  the  Act  of  Parliament  to 
make  it  perfectly  clear  what  it  is  that  he  seeks  to  have  appropriated  to^himself 
under  the  powers  of  the  Act. 
5  Now,  I  have  this  design  before  me,  and  it  is  suggested  that  part  of  the  design 
which  is  sought  to  be  registered  is  the  sunken  centre.  I  can  only  say  that  in 
my  judgment,  as  a  matter  of  fact,  the  Applicant  never  had  any  intention 
of  including  that  in  the  design  for  which  he  asked  for  registration.  Attention 
has  been  called  to  certain  transverse  marks  here — certain  portions  of  the  paper 

10  design — and  it  is  said  that  those  mean  a  sunken  centre.  I  am  not  prepared  to 
say  that  they  do  not  include  a  sunken  centre  ;  I  am  not  prepared  to  say  that 
primd  facie  the  thing  that  the  design  would  strike  one  as  representing  may 
not  be  a  sunken  centre  ;  but  I  say  that,  when  I  look  to  the  manner  in  which  this 
sunken  centre  appears  in  this  design,  I  do  not  believe  the  Applicant  intended  to 

15  claim  it  at  all.  I  do  not  believe  he  intended  to  claim  it,  first,  because,  although 
it  is  obvious  that  the  pattern  is  intended  to  be  one  and  the  same  in  each  one 
of  the  five  instances  which  are  on  this  paper,  I  find  that  in  two  instances  out 
of  five  these  transverse  marks  are  wholly  omitted  ;  and  I  say  f uther  than  that, 
not  only  are  those  marks  omitted  in  some  of  these  instances,  but  if  you  take 

20  6^ch  one  of  these  instances  by  itself,  there  are  portions  of  these  instances,  as 
to  which  it  is  common  ground  that  the  concrete  execution  of  this  design  shows 
a  depression  or  a  raising,  as  the  case  may  be,  in  which  these  lines  are  not  used 
to  indicate  that  particular  quality.  It  seems  to  me,  therefore,  that  the 
introduction  of  these  lines  is  merely  an  introduction  by  the  draughtsman  of 

25  something  that  was  convenient  for  the  frame  upon  which  he  was  to  illustrate 
the  design  in  respect  of  which  he  was  claiming  registration  ;  and  I  thiiik  so 
the  more,  because  when  I  come  to  look  at  the  design  in  respect  of  which 
Mr.  Justice  Kekewich  came  to  the  conclusion  that  it  was  so  like  the 
present  one  as  to  negative  its  novelty  and  originality.  I  see  that  if  you 

30  wish  to  claim  as  part  of  your  pattern  the  raising  or  depression  of  a  particular 
part  of  the  brass  work  you  can,  in  your  registered  design,  so  do  it  by  shading, 
as  to  leave  beyond  the  possibility  of  doubt  what  it  is  you  claim.  Of  course  no 
one  can  doubt,  looking  at  Sanders'  design,  that  the  raising  of  the  raised  parts 
of  the  shell  pattern  is  there  put  beyond  the  possibility  of  a  doubt  by  the  mode 

35  of  shading  which  has  been  adopted  ;  and  I  think  if  the  Applicant  had  really 
intended  to  claim  as  part  of  his  design — as  part  of  what  he  calls  the  pattern 
in  his  application — ^the  raising  or  depression  of  the  brass  plate  at  various  parts, 
that  he  would  have  done  so  in  a  very  different  manner  from  that  in  which  he 
has  done  it.    I  therefore  think  that,  in  fact,  he  has  not  done  it,  and  I  further 

40  think  that,  if  he  intended  to  do  it,  he  has  not  adopted  such  a  clear  mode  of 
making  his  claim  as  to  entitle  him  to  have  it  taken  into  consideration  as  part 
of  the  design  which  he  has  registered. 

Taking  the  view,  therefore,  that  I  do  of  this  case,  I  apply  my  mind  to  the 
question,  treating  this  as  a  registration  of  a  pattern — by  which,  in  this  particular 

45  case,  I  mean  the  registration  of  a  raised  shell  pattern  ;  that  is,  a  raised  shell 

'    pattern  intended  to  be  applicable  to  the  various  cofiin  plates  whether  they  are 

breast-plates  or  handle-plates,  or  any  other  plates — ^has  that  pattern,  the  design 

of  which  is  registered  by  means  of  this  piece  of  paper  No.  232,908,  got  such 

novelty  or  originality  as  to  entitle  the  Applicant  to  keep  this  design  on  the 

50  Register? 

Now,  everyone  refers  to  Le  May  v.  Welch^  in  the  28th  Chancery  Division, 
as  properly  laying  down  the  law  as  to  what  amount  of  novelty  oi  originality  is 
necessary.  I  merely  take  the  particular  passage  from  Lord  Justice  Baggallay^s 
judgment  as  being  that  which  in  a  compendious  form  expresses  it.    I  see,  if  I 

55  look  at  Lord  Justice  Bowen^s  judgment  and  Lord   Justice  Frjfs  judgment. 
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snbBtantially  the  same  idea  is  defined  in  their  jndgmentB.  Lord  Justice 
Baggallay  says,  "  There  must,  according  to  my  view  of  the  case,  be  some 
'*  clearly  marked  and  defined  difference  between  that  which  is  to  be  registered  aa 
"  a  new  design  and  that  which  has  gone  before,"  and  I  am  going  to  ask  myself  is 
there  a  clearly  marked  difference  in  the  present  case  between  this  design  and  5 
that  which  has  gone  before.  Of  course,  when  you  are  considering  that  which 
has  gone  before,  you  are  not  limited  to  designs  which  have  been  registered,  and 
in  that  sense  gone  before — a  design  has  equally  gone  before  if  it  has  been  in  use 
in  the  trade,  and,  therefore,  you  have  to  compare  this  design,  for  which  novelty 
and  originality  are  claimed,  first,  with  Sanders'  registered  design  ;  and,  secondly,  10 
with  the  concrete  examples  which  have  been  produced  before  us.  I  have 
Sanders'  design  here.  That  the  raised  shell  pattern,  in  so  far  as  it  is  a  mere 
raised  shell,  is  not  a  novelty  is  admitted  here  by  Mr.  Warrington^  on  behalf 
of  the  Appellant — ^in  fact,  the  judgments  that  have  already  been  delivered  in 
this  Court  by  the  Master  op  the  Rolls  and  Lord  Justice  Chitty  go  upon  15 
wholly  different  lines  from  those  which  were  put  forward  by  Mr.  WarringUyn ; 
at  all  events,  in  the  commencement  of  his  argument.  But  I  am  pointing  out 
that  it  is  not  claimed  for  the  more  raising  of  the  shell  that  that  alone  has  any 
novelty  or  originality  about  it  that  would  have  been  sufficient  for  the  purpose 
of  this  registration,  and  that  being  so,  you  have  to  look  at  the  shells  and  see  20 
whether  there  is  any  difference  between  them.  The  one  shell  is  longer,  and,  to 
my  eyes,  may  be  a  little  more  elegant  than  the  other.  Rollason'^s  raised  shell  is 
a  longer  and  more  elegant  shell,  it  may  be,  than  the  shell  that  appears  upon 
Sanders'*  registered  design ;  but  I  do  not  think  that  that  is  a  substantial  and 
marked  difference  such  as  to  constitute  novelty  or  originality  within  the  meaning  25 
of  this  Act  of  Parliament. 

Then  is  thei^e  any  other  difference  ?  When  I  look  at  the  two  shells  I  do 
observe  this:  that  outside  Rollason^s  shell,  going  down  to  the  two  outside 
corners  of  the  shell  itself,  there  is  a  border  or  margin  of  some  sort,  and  I  observe 
in  the  case  of  Sanders'  shell  that  there  is  no  such  border  or  margin.  Then  30 
the  effect  of  having  this  border  or  margin  is  that  you  leave  a  hollow  cut  out  of 
the  bottom  of  each  shell,  rather  like  the  hollow'  that  one  sees  in  shells  on 
Oriental  goods,  whether  carpets  or  otherwise,  which  does  catch  my  eye,  and  I 
think  would  catch  the  eye  of  anyone  who  was  looking  at  this  shell.  If  yon 
carry  out  the  necessary  artistic  sequence  upon  that  outside  margin  that  I  have  35 
spoken  of,  you  will  find  that  it  leads  to  a  series  of  details  which  are  not,  and, 
from  the  designer's  point  of  view,  could  not  be,  in  the  design  as  roistered 
by  Sanders.  Besides  those  differences  I  find  none ;  and  I  want  to  say, 
emphatically,  as  far  as  my  judgment  is  concerned,  there  is  nothing  in 
RoUason's  design  which  would  prevent  your  applying  it  to  a  raised  centre,  to  a  40 
depressed  centre,  or  to  a  perfectly  flat  plate  ;  and  I  deal  with  all  these  matters, 
therefore,  as  mere  questions  of  pattern  and  not  shape. 

Furthermore,  although  I  think  that  if  I  had  to  look  at  this  pattern  by 
myself,  I  should  probably  have  come  to  the  conclusion  that  it  was  a  different 
pattern,  with  a  sufficiently  marked  difference  to  entitle  it  to  registration,  just  as  the  45 
Master  op  the  Rolls  and  Lord  Justice  Chitty  have  done.  I  am  very  far  from 
saying,  that  apart  from  their  opinions,  I  should  have  been  prepared  to  differ 
from  Mr.  Justice  Kekewich. 

I  should  not  have  occupied  time  with  stating  what  my  views  were  if  I  had 
conceived  that  the  whole  decision  was  plainly  based  upon  matters  of  fact  and  50 
involved  no  matters  of  law  in  the  sense  of  the  proper  mode  of  applying  the 
provisions  of  this  Act.  But  I  have  thought  it  right  to  make  these  observations, 
because  I  wished  to  make  two  propositions  plain  according  to  my  view  of  the 
Act  of  Parliament.  One  of  those  propositions  is,  that  the  Act  of  F^liament 
draws  such  a^istinction  between  pattern  and  shape  that  when  an  Applicant  in  Si 
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his  application  chooBes  to  base  his  application  upon  pattern,  one  must  in  dealing 

with  the  question  of  originality  or  novelty,  limit  the  right   to  registration 

to  matters  clearly  falling  within  "  pattern  "  according  to  the  meaning  of  that 

word  as  used  by  the  Applicant  in  his  application ;   and  I  wished  further  to 

5  show  that,  according  to  my  view  of  the  construction  of  this  Act,  if  the  result  of 

the  registered  design,  whether  defined  by  paper  plan  or  otherwise  is  to  leave  it 

in  ambiguity  whether  a  particular  matter  is  included  in  it  or  is  not  included  in 

it«  you  ought  to  make  the  turn  of  the  scale  against  the  person  registering, 

whose  duty  it  is,  according  to  my  view,  to  make  it  perfectly  clear  what  design 

10  it  is  in  respect  of  which  he  seeks  to  become  the  proprietor  to  the  exclusion  of 

the  general  public. 

LiNDLBY,  MM. — Then  the  appeal  will  be  allowed  with  costs  here  and  below. 


In  thb  Housb  of  Lords. 
Before  LORD  Halsbttrt,  L.(7.,  Lord  Herschell,  Lord  Macnaghten, 
15  Lord  Norris,  Lord  Shakd,  and  Lord  Davet. 

November  26th,  29th,  and  30th,  1897. 
Badischb  Anilin  and  Soda  Fabrik  v.  Johnson  and  Co. 

Patent.— Action  for  infringement.-^One  Defendant  domiciled  abroad.— In- 
fringing goods  sent  by  post  to  England.— Alleged  agent.— Post  Office.— Grant  of 
20  i^f'^^^^ion  by  Court  of  first  instance. — Decision  reversed  by  Court  of  Appeal. — 
Decision  of  Court  of  Appeal  affirmed  by  the  House  of  Lords. 

This  was  an  action  for  infringement  of  a  patent  for  a  dye  against  A.j 
domiciled  in  Basle^  who  manufactured  the  goods  thercy  and  5.,  living  in 
England.  It  appeared  that  B.  wrote  to  A.y  ordering  5  lb.  of  the  dye  to  be  sent  to 
25  him  by  post.  A.  wrote  back^  inclosing  an  invoice^  and  on  the  same  day  sent  the 
dye  to  N.y  a  forwarding  agent  at  Basle,  with  a  paper  describing  the  goods,  and 
having  on  it,  ^^Free  delivered,  Basle,  at  the  disposal  of  B.,  for  conveyance  by 
^^posty    N.  sent  on  the  goods  by  post,  and  the  post  delivered  them  to  B.  in  London^ 
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who  paid  a  total  sum  to  thspost  (which  included  carriage  and  a  charge  by  N. 
for  commission).  The  post  repaid  thif  to  N.  N.  also  wrote  to  B.  saying  that  he 
had  sent  the  goods  "  by  post^  vi&  Ostend,  delivery  at  your  house^^*  and  that  his 
charge  was  the  total  sum^  carriage  from  Basle  to  London,  -B.,  after  putting  in 
his  Defence^  undertook  not  to  infringe  further^  and  to  pay  damages.  A.  entered  5 
an  appearance  without  protest^  and  put  in  a  Defence^  stating  that  he  was 
domiciled  in  Switzerland^  and  that  he  was  not  subject  to  the  jurisdiction  of  the 
Gourty  and  denying  that  he  had  infringed  within  the  jurisdiction.  A.  admitted 
that  the  goods  were  sent  by  post  to  London^  and  were  infringements.  It  was 
contended  for  A.  at  the  trials  that  %f  A.  had  sent  direct  to  B.  in  London  by  post,  10 
he  tvould  not  have  infringed;  tli^f  he^  in  fact ^  delivered  the  goods  to  N,  in  Basle* 
who  became  B.^s  agent,  and  that  the  property  in  the  goods  passed^  under  the  Sale 
of  Goods  Acty  1893,  to  B.  directly  the  goods  were  put  in  the2)ost,  and  that  A.  had 
committed  no  infringement  within  the  juiHsdictiony  and  was  not  under  the 
jurisdiction  of  the  Gourt.  Held,  that  the  Defendants  B.  and  A.  were  jointly  15 
guilty  in  committing  an  act  of  infringement  in  this  country^  and  that  the  Court 
could  restrain  any  persons  from  dealing  tvith  goods  in  this  country  in  defiance 
of-  the  patent  laws,  and  an  injunction  was  granted. 

The  Defendant  A.  appealed.  Held,  by  Lindley,  LJ.,  and  Smith,  LJ., 
that  A.  had  done  nothing  which  amounted  to  making,  using,  exercising,  or  20 
vending  the  Plaintiffs'  invention  within  the  jurisdiction  ;  that  the  post  was  B.'s 
agent;  and  that  A.^s  aiding  and  abetting  importation  into  England  did  not 
make  him  amenable  to  the  jurisdiction  nor  an  infringer ;  NobePs  ExploBives 
Company  v.  Jones,  Scott,  and  Co.,  L.R,  17  Gh.D.  721,  8  App.  G.  1,  followed; 
Coombe'B  Cas«,  1  Leach,  Criminal  Gases,  S88,  distinguished.  Rigby,  LJ.^  25 
differed,  and  approved  the  decision  of  North,  J.,  holding  that  a  person  sending 
by  post  an  infringing  article  to  England  ivas  himself  a  principal  infringer^ 
follotving  Coombe'B  Case. 

The  Plaintiffs  appealed  to  tJie  House  of  Lords. 

Held,  that  A.  had  done  nothing  which  infringed  the  Plaintiffs'  patent  rights^  30 
as  all  that  he  did  was  done  out  of  the  jurisdiction,  and  the  appeal  was  dismissed, 
with  costs.    Semble.    If  delivery  in  England  had  been  contracted  for  and 
made  there  would  have  been  infringement. 

On  the  19th  of  August  1885,  a  patent  (No.  9858  of  1885)  was  granted  to 
J.  H.  Johnson,  of  Lincoln's  Inn  Fields,  for  '*  Improvements  in  the  manufacture  35 
*'*'  of  yellow  and  orange  colouring-matters,  suitable  for  dyeing  and  printing, 
"  from  dioxytartaric  (carboxytartronic)  acid,"  being  a  communication  from 
The  Badische  Anilin  and  Soda  Fabrik.  The  patent  was  subsequently  assigned 
to  T/ie  Badische  Anilin  and  Soda  Fabrik,  a  Company  incorporated  according 
to  the  law  of  the  Grand  Duchy  of  Baden,  and  remained  vested  in  them.  On  40 
the  14th  of  November  1895,  The  Badische  Anilin  and  Soda  Fahrik  commenced 
this  action  against  H.  Johnson  and  Go.,  carrying  on  business  in  the  City  of  London 
as  drysalters,  and  The  Basle  Chemical  Works  Bindschedler,  chemical  manufac- 
turers, carrying  on  business  in  Basle,  Switzerland,  claiming  an  injunction 
restraining  the  Defendants  from  importing  into  England,  and  from  manufiic-  45 
turing,  selling,  supplying,  and  using  in  England,  dyes  manufactured  according 
to  or  in  manner  described  in  the  Plaintiffs'  Specification,  or  according  to  or  in 
any  manner  only  colourably  differing  from  the  same,  and  generally  from 
infringing  the  rights  of  the  Plaintiff  in  respect  of  the  Plaintiffs'  patent,  and 


Vol.  XIY^  No.  31.]    AND  TRADE    MARE  OASES.  931 

■■  ■  I       ■    -  I    !■■.  IL^^W ^..^    ,l|,,^1^»,  I,  .LH  »■■■  I  III 

Badische  Anilin  and  Soda  Fabrik  v.  Johnson  and  Oo. 

other  usual  relief.  The  writ  was  served  on  the  Defendants  H.  Johnson  and  Co., 
but  was  marked  "Not  for  service  out  of  the  jurisdiction  without  order."  The 
Plaintiffs  applied  for  leave  to  issue  a  concurrent  writ,  and  to  serve  notice 
thereof  out  of  the  jurisdiction  on  the  foreign  Defendants,  but  Norths  J.,  refused 

5  leave  in  chambers,  and  gave  his  certificate  that  he  did  not  require  the  case  to  be 
further  argued. 

The  Plaintiffs  appealed,  and  on  the  4th  day  of  December  1895,  the  Court  of 
Appeal  made  an  order  that  the  Plaintiffs  be  at  liberty  to  issue  a  concurrent 
writ,  and  to  serve  notice  thereof,  together  with  a  copy  of  the  order,  on  thd 

10  Defendants  T?ie  Basle  Chemical  Works  BindschedleVy  at  Basle  or  elsewhere  in 
the  Confederacy  of  Switzerland.* 

On  the  18th  of  December  1895,  an  am)earance  was  entered  for  Bohert 
Bindschedler^  sued  and  trading  as  The  Ba^le  Chemical  Works  Bindschedler. 
He  required  a  Statement  of  Claim  to  be  delivered. 

15  By  their  Statement  of  Claim,  delivered  on  the  6th  of  January  1896,  the 
Plaintiffs  claimed  (1)  an  injunction  to  restrain  the  Defendants  from  importing 
or  bringing  into  England,  and  from  manufacturing,  selling,  or  making  any 
profitable  use  in  England,  or  permitting  the  importation  into,  or  the  manufacture, 
sale,  or  profitable  use  in  England  of  any  dyes  or  colouring-matters  being  the 

20  same  as  the  "Fast  Yellow  T"  sold  to  Liyicoln  Hurst,  as  mentioned  in  the 
Particulars  of  Breaches  delivered  herewith,  or  any  dyes  or  colouring-matters 
made  according  to  the  said  invention  or  any  part  thereof,  or  by  any  process 
being  a  colourable  imitation  of  the  said  invention  or  any  part  thereof,  and  from 
in  any  manner  infringing  the  rights  and  privileges  granted  by  the  said  patent. 

25  (2)  Damages  or,  at  the  option  of  the  Plaintiffs,  on  account  of  all  dye  being  the 
same  as  the  "  Fast  Yellow  T  "  sold  to  the  said  L,  Bursty  or  otherwise  made 
according  to  the  said  invention  or  any  part  thereof,  or  by  any  process  being  a 
colourable  imitation  of  the  said  invention  or  any  part  thereof,  which  have  been 
imported  into  or  manufactured  or  sold  or  used  in  England  by  or  by  the  order 

30  of  the  Defendants  or  either  of  them,  and  of  all  gains  and  profits  made  by  the 

Defendants  or  either  of  them  by  reason  of  such  wrongful  acts  as  aforesaid, 

and   payment  to  the  Plaintiffs  of    the  amount  of  such  gains  and  profits. 

(3)  Delivery  up,  and  costs. 

The  Particulars  of  Breaches  were  as  follows  : — ^The  Defendants  had  infringed 

35  the  patent  by  importing  into  England,  for  their  own  profit,  dyes  or  colouring- 
matters  made  according  to  the  invention  described  in  the  Specification  and 
claimed  in  the  first,  second,  and  third  claiming  clauses  thereof.  The  Defendants 
H.  Johnson  and  Co.  had  infringed  the  patent  by  selling,  for  their  own  profit, 
dyes  or  colouring-matters  made  according  to  the  invention  described  and 

40  claimed  as  aforesaid.  The  Plaintiffs  complained  of  the  importation  into 
England  by  or  on  behalf  of  the  Defendants,  and  also  of  the  sale  by  or  on 
behalf  of  the  Defendants  H,  Johnson  and  Co,  to  one  Lincoln  Hurst,  on  the 
5th  of  October  1895,  of  4  lb.  of  a  dye  known  as  "Fast  Yellow  T,"  which  dye 
was  supplied  by  the  Defendants  TTie  Basle  Chemical  Works  Bindschedler  to 

45  the  Defendants  H,  Johnson  and  Co, 

The  Defendants  The  Basle  Chemical  Works,  by  their  Defence,  delivered  on 
the  19th  of  February  1896,  said  (1)  that  they  were  Swiss  subjects  domiciled 
in  Switzerland,  and  resided  and  carried  on  business  at  Basle.  They  had  no 
place  of  business  or  residence  in  England,  and  did  not  carry  on  business  in 
50  England..  (2)  They  denied  that  they  were  in  any  manner  subject  to  the 
jurisdiction  of  this  Court.  Without  prejudice  to  the  above  plea  to  the  juris- 
diction, the  Defendants  furiher  said  that  (3)  they  denied  that  they  had  ever 
made,  used,  exercised,  practised,  or  vended  the  alleged  invention  within  the 
United   Kingdom  of  Great  Britain    and  Ireland   and  the   Isle    of    Man,  or 

55  had  ever  imported  or  brought  into  England  any  dyes  or  colouring-matt^^rs 

*She  Beport^  1896, 1  Qh.,  page  ^5. 
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manufactured  in  accordance  with  the  alleged  invention,  or  that  they  had  ever 
in  any  manner  infringed  the  PlaintifPs'  rights  under  the  said  patent. 

The  Defendants  H.  Johnson  and  Co,^  after  putting  in  a  Defence  (see  ante 
page  213),  submitted  to  an  injunction. 

On  the  25th  of  April  1896,  the  Defendants  The  Basle  Chemical  Works  5 
Bindschedler  stated  that  they  did  not,  by  the  third  paragraph  of  their  Defence, 
intend  to  plead  that  the  dye  or  colouring-matter  "  Fast  Yellow  T,"  mentioned 
in  the  pleadings,  was  not  manufactured  in  accordance  with  the  Plaintifib* 
invention. 

On  the  10th  of  May,  the  Plaintiflb  delivered  their  Reply,  by  which  they  10 
joined  issue,  and  further  said  that  the  Defendants  The  Basle  Chemical  Works 
Bindschedler  had  never  objected  to  the  service  on  them  of  the  writ,  or  applied 
to  discharge  such  service,  or  to  discharge  the  order  of  the  Court  of  Appeal,  and 
they  had  appeared  to  the  writ  unconditionally  and  without  any  protest,  and 
they  had  submitted  themselves  and  could  not  then  deny  that  they  were  subject  15 
to  the  jurisdiction  of  the  Court.' 

On  the  1st  of  July  1896,  the  Defendants  The  Basle  Chemical  Works 
Bindschedler^  for  the  purposes  of  the  action,  admitted  the  following  facts  : — 
(1)  That  in  due  course  of  posts,  after  the  7th  of  June  1895,  these  Defendants 
received  at  Basle  from  the  Defendants  H.  Johnson  and  Co,  a  post-card  go 
dated  the  7th  of  June.  (2)  That  on  the  11th  of  June  1895,  these  Defendants 
supplied  to  the  Defendants  H.  Johnson  and  Co.  the  5  lb.  of  dye  men- 
tioned in  the  said  post-card,  by  delivering  the  same  at  Basle  to  NiebergaU 
and  Goth,  as  agents  of  Johnson  and  Co.  (3)  That  on  the  11th  of  June  1895, 
these  Defendants  sent  to  Johnson  and  Co.  a  letter  containing  an  invoice.  25 
(4)  That  Johnson  and  Co.  subsequently  paid  to  these  Defendants  the  sum  of 
16s.  6d.  mentioned  in  the  said  invoice. 

An  order  was  made  on  the  27th  of  July  1895,  on  the  application  of  the 
Defendants,  for  the  examination  of  the  Defendants*  witnesses  at  Basle.     This 
evidence  was  taken  on  the  14th  of  August  1896 ;  the  material  part  of  such  30 
evidence  and  of  the  documents  therein  referred  to,  which  are  taken  from  the 
judgment  of  North,  J.,  are  as  follows  : — 

On  the  7th  of  June  1895,  the  firm  of  Johnson  and  Co.  sent  a  postcard  to 
the  Defendant  Company  in  the  following  terms  : — "  Please  send  us  *  by  poste ' 
**  immediately  5  lb.  *  Yellow  T '  for  wool  109. — ^Yours  truly,  H.  Johnson  and  Co.  35 
"  What  is  now  the  lowest  price  for  casks  of  this  colour  ? "    That  poBt*card 
was  received  by  the  Defendant  Company,  and  on  the  11th  of  June  they  wrote 
to  Johnson  and  Co. : — "  Messrs.  Henry  Johnson  and  Co.,  16,  Laurence  Pountney 
"  Lane,  London,  E.C.    Dear  Sirs, — In  reply  to  your  post-card  of  7th  inst.,  we 
"  are  sending  you  enclosed  invoice  for  the  5  lb.  *  Yellow  '  for  wool  you  ordered,  40 
"  asking  you  kindly  to  credit  us  for  the  amount  of  16«.  6d.    In  order  to  induce 
"  you  to  further  orders,  we  are  willing  to  reduce  our  price  for  this  product,  in 
"  kegs,  usual  terms,  and  we  hope  we  shall  be  favoured  with  your  more 
"  important  commands. — ^Yours  truly,  Basle  Chemical  Works.^^  This  letter  was 
signed  by  R.  Bindschedler.    The  invoice  was  sent  with  it : — "  Messrs.  Henry  45 
"  Johnson  and  Co.,  Laurence  Pountney  Lane,  London.    Bought  of  TJie  Basle 

"  Chemical  Works  Bindschedler.      Terms,  2^  per  cent,  discount  in  a . 

"  Sent  to  Messrs.  NiebergaU  and  Goth,  to  be  held  by  them  at  your  disposal, 
"  1  package  containing  5  lb. '  Yellow  T '  for  wool " — the  price  and  amount  were 
given—"  16s  6d."  5O 

On  the  11th  of  June,  the  Defendant  Company  also  sent  the  goods  to 
NiebergaU  and  Goth,  a  firm  carrying  on  business  as  forwarding  agents  at  Basle, 
accompanied  by  a  weight-note.  The  weight-note  was  as  follows  (as  translated) : — 
*'  Weight-note  of  T?ie  Basle  Chemical  Works  Bindschedler.  We  send  you  by  our 
"  carrier  " — ^this  was  understood  to  mean  their  cart,  as  the  Bindschedler  works  55 
were  very  near  Basle — "  goods  bearing  a  certain  mark."  Then  it  described  the 
goods,  and  gave  the  gross  weight,  and  the  value  as  25  francs,  and  continued  : — 
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"  Free  delivered,  B^le,  at  the  disposal  of  Messrs.  Henry  Johnson  and  Go.^ 
"  16,  Laurence  Ponntney  Lane,  London,  for  conveyance  by  post."  On  the  same 
day,  Niebergall  and  Ooth  sent  the  goods  by  post  to  England,  addressed  to 
H.  Johnson  and  Go.    A  document  was  given  by  the  Postmaster  and  for- 

5  warded.  It  was  dated  the  12th  of  Jane.  The  object,  one  package ;  value, 
25  francs ;  reimbursed,  3  f .  60  c. ;  addressed  Johnson  and  Co. ;  destination, 
London  ;  freight,  2  f .  60  c. ;  and  was  signed  by  the  Postmaster.  On  the  same 
day,  the  Defendant  Company  made  an  entry  in  their  own  book,  which  described 
the  package,  and  said,  ^^  sent  by  post,  2  f .  60  c.  "  ;  and  then,  in  another  line, 

10  commission,  care,  postage,  and  stamps,  one  franc,  which,  added  to  the  2  f .  60  c, 
made  3  f.  60  c. ;  that  was  marked  down  as  to  the  debit  of  the  post.  The  charge 
was  paid  in  London  by  H.  Johnson  and  Go.^  and  was  accounted  for  by  the  post 
to  Niebergall  and  Ooth,  and  the  day  on  which  they  forwarded  the  dye  to 
London,  Niebergall  and  Ooth  wrote  the  following  letter  to  Johnson  and  Go. : — 

15  '•  We  beg  to  inform  you  that  we  have  this  day  forwarded  to  your  address  the 
"  under-mentioned  goods  by  post,  via  Ostend,  delivery  at  your  house.  Our 
*<  charges  on  the  same,  amounting  to  3  f .  60  c,  carriage  from  Basle  to  London, 
**  as  per  specification,  has  been  charged  forward." 

The  depositions  of  the  witnesses  taken  at  Basle  contained  the  following,  as 

20  well  as  other  information  : — Siauffacher,  the  head  of  the  corresponding  depart- 
ment in  Bindschedler's  business,  deposed  as  follows : — '^  He  receives  all  the 
^'  correspondence,  and  attends  to  the  execution  of  orders  from  England.  He 
"  received  the  post-card,  and  he  gave  directions  for  its  being  carried  out,  and  so 
"  on.    The  words  *  au  Niebergall  und  Goth  Basel '  in  WS  3  were  put  there 

25  *^  because  the  packet  was  to  go  to  them.  I  do  not  think  I  had  any  special 
^^  instructions  from  anyone  at  the  works  to  send  the  packet  to  Niebergall  and 
"  Ooth.  If  an  order  comes  to  the  works  from  England  for  goods  covered  by  an 
"  English  patent,  the  practice  is  to  forward  the  goods  to  a  forwarding  agent  on 
'*  the  Continent,  not  in  England.    That  is  a  standing  order  in  the  works,  and  it 

30  ^'  is  iiot  necessary  to  give  special  instructions.  In  such  a  case  Bindschedler 
"  never  pays  the  forwarding  charges  to  England.  .  .  .  As  far  as  I  know,  no 
"  further  instructions  were  sent  to  Niebergall  and  Ooth  with  respect  to  the 
^  packet,  except  TD 1  (that  is  the  weight-note).  .  .  .  Besides  the  documents 
^^  above  mentioned,  neither  I  nor  anyone  at  the  works  had  any  communication 

35  "  with  Niebergall  and  Ooth  with  respect  to  the  packet."  In  cross-examination, 
he  said,  "  In  answer  to  WS  1 " — that  is  the  letter  giving  the  order — "  I  did  not 
*^  send  the  packet  by  post,  because  I  knew  I  was  not  allowed  to.  As  far  as  I 
^'  know,  nobody  told  me  on  this  particular  occasion.  My  reason  for  not  sending 
^'  it  by  post  was  because  it  came  under  an  English  patent.    I  did  not  want  to 

40  ''  send  it  through  the  carriers,  I  only  wanted  to  hand  it  to  them.  I  was  under 
the  impression  that  my  responsibility  ceased  with  respect  to  this  packet  when 
**  I  handed  it  to  Niebergall  and  Ooth.  That  was  why  I  introduced  the  words 
**  *  Zur  Verf  ugung ' " — meaning,  at  the  disposal — "  into  TD  1.  I  generally  in- 
"  troduced  those  words  when  we  were  selling  dyes  covered  by  an  English 

45  "  patent.  My  firm  has  sent  considerable  quantities  of  dyes  of  the  same 
"  composition  as  '  Yellow  T '  by  means  of  weight-notes,  always  containing 
"  the  words  '  Zur  Verf  ugung.'  A  considerable  quantity  of  such  dyes  has 
"  been  bought  by  firms  in  England.  Prior  to  this  transaction  we  have  had 
"  correspondence  with  Johnson  and  Go.^  and  I  think  it  relates  to  the  same  sort 

50  ^^  of  dye.  We  have,  on  many  occasions  prior  to  this  transaction,  sent  packets 
"  of  dye  similar  to  *  Yellow  T '  to  the  carriers,  with  weight-notes  in  which  the 
"  words  *  Zur  Verf  ugung '  appeared,  and  it  is  my  belief  that  the  carriers  forward 
^^  the  packet's  so  soon  as  they  can  to  purchasers.''  In  his  re-examination,  he 
said,  "  On  every  occasion  on  which  Bindschedler  sold  '  Tartrazin '  or  *  Yellow  T ' 

55  "  to  Henry  Johnson  and  Go.,  the  delivery  was  to  a  carrier  on  the  Continent, 
**  with  written  instructions  to  hold  *  at  the  disposal '  of  Henry  Johnson  and  Go.y 
*<  and  on  no  occasion  did  BindsclndUr  pay  the  carriers  forwarding  charges. 
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''  The  above  statements  apply  also  to  sales  to  people  in  England  other  than 
"  Henry  Johnson  and  GoJ*^ 

Leuthardt,  who  was  the  manager  of  the  business  which  Bindschedler  carried 
on,  deposed,  as  follows  : — "  I  gave  no  instructions  as  to  the  entry  WS  3,  nor  as 
"  to  the  words  '  au  Niebergall  und  Goth  Basel '  in  WS  3.    There  is  a  custom  5 
"  of  the  business" — i.e.,  the  Bindschedler  business — "to  account  for  the  intro- 
'*  duction  of  those  words.    The  custom  is  that  all  goods  which  are  sold  to  English 
'*  customers,  and  which  fall  under  an  English  patent,  must  be  delivered  to  a 
"  forwarding  agent  on  the  Continent.    The  custom  is  for  the  man  who  receives 
"  the  goods  to  pay  the  forwarding  charges.    That  is  an  invariable  custom.    I  10 
"  have  never  known  of  Bindschedler^  since  he  commenced  business,  paying  the 
"  forwarding  charges  to  England  of  articles  covered  by  an  English  patent.    .    . 
"  .    .    .    1 1  this  particular  case  neither  Bindschedler  nor  the  works  paid  any  part 
"  of  the  forwarding  charges  to  England,  nor  has  he  or  the  works  reimbursed 
"  Johnson  and  Co.  any  part  of  those  forwarding  charges.    The  transaction  was  15 
"  carried  out  in  the  ordinary  way."    At  the  beginning  of  his  re-examination, 
he  added,  "  Bindschedler  employs  a  person  at  the  works  to  find  out  which 
"  of  his  products  are  protected  by  English  Letters  Patent.    If   a  product  is 
"  protected  by  an  English  patent  belonging  to  a  person  other  than  Bindschedler^ 
"  we  do  not  deliver  in  England."     In  his  cross-examination,  he  deposed,  **  I  580 
"  saw  that  this  particular  dye  came  within  an  English  patent "  (the  patent 
being  produced   to  him).    *'  If  it  had  not  been  for  the  existence   of  that 
"  Specification,  we  should  have  sent  the  packet  by  post  direct  to  Johnson  and 
**  Co.    We  did  not  send  it  by  post  because  it  was  not  our  business  to  deliver. 
"  There  is  no  difficulty,  I  suppose,  in  sending  5  lb.  by  post.  The  translation  of  the  25 
"  words  •  Zum  versandt  per  post '  on  TD  1  is  '  for  conveyance  by  post.'    Those 
"  words  would  mean  that  the  goods  were  packed  to  be  able  to  be  conveyed  by 
"  post,  and,  further,  that  if  despatched  at  all,  they  were  to  be  sent  by  post  and 
"  not  by  any  private  carrier,  or  along  with  any  other  goods  by  ordinary  freight 
"  train.    I  would  expect  that  if  sent  by  Niebergall  and  Goth,  after  having  30 
^'  received  instructions  from  Johnson  and  Co.,  they  would  send  it  by  post  and 
"  not  by  ordinary  freight  train," 

Theodor  Deprey,  who  was  the  chief  manager  of  Niebergalland  GotK  deposed : — 
"  The  words  'charged  forward  '  in  TD  5  mean  that  the  sum  is  to  be  collected 
."  from  the  consignee,  and,  when  collected,  reimbursed  by  the  Post  Office  to  35 
'*  Niehergoll  and  Goth.''    In  his  cross-examination,  he  said,  "  I  understood  from 
"  the  words  '  Zur  Verf  ugnng '  in  TD  1  that  we  were  to  act  according  to  the 
"  instructions  of  Johnson  and  Co.    Directly  we  received  the  packet  it  was  sent 
"  off  to  Johnson  and  Co.    That  was  in  accordance  with  the  instructions  con- 
"  tained  in  TD  1.    Niebergall  and  Goth  do  not  correspond  with  Johnson  and  40 
"  Co.    As  far  as  I  remember,  TD  5 " — that   is  the   post-card — ^*'  is  the  only 
"  correspondence  we  overbad  with  Johnson  and  Co.    We  have  not  received  any 
"  complaint  from  Johnson  and  Go.  in  respect  of  this  transaction.    Niebergall 
"  and  Goth  did  not  receive  any  instructions  from  Johnson  and  Co.  as  to  the 
«  forwarding  of  this  packet.    TD  1  is  a  usual  form  of  instructions  to  send  45 
"  packages  abroad." 

The  action  came  on  for  trial  before  North,  J.,  on  the  26th  and  27th  of 
January  1897,  and,  by  his  judgment,  given  on  the  12th  of  February,  the  learned 
Judge  held  that  the  Defendants  H.  Johnson  and  Co.  and  The  Basle  Chemical 
Works  Bindschedler  wei'e  jointly  guilty  in  committing  an  act  of  infringement  50 
within  the  jurisdiction,  and  that  the  Court  could  restrain  any  persons  from 
dealing  in  this  country  in  defiance  of  the  patent  laws,  and  an  injunction  was 
granted,* 

The  Defendant  Bindschedler  appealed. 

*  dM  Beport,  antt  pa^e  211. 
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On  the  hearing  of  the  appeal,  it  was  held  by  Lindley,  L.J.,  and  Smithy  L.J,, 
that  the  Defendant  had  done  nothing  which  amounted  to  making,  using, 
exercising,  or  vending  the  Plaintiffs'  invention  within  the  jurisdiction ;  that 
the  post  was  Johnson  and  CoJ*s  .agent ;  and  that  the  Defendant's  aiding  and 
5  abetting  importation  into  England  did  not  make  him  amenable  to  the  jurisdiction 
nor  an  infringer.  Bighy^  L.J.,  differed  and  approved  the  decision  of  Norths  J^ 
holding  that  a  person  sending  by  post  an  infringing  article  to  England  was 
himself  a  principal  infringer,  following  Goomhe^s  Case. 
The  appeal  was  accordingly  allowed,  with  costs.* 

10      The  Plaintiffs  then  appealed  to  the  House  of  Lords. 

MouUon,  Q.C.,  Cripps^  Q.C.,  and  W.  N.  Lawson  (instructed  by  J".  H.  and 

J.  Y.  Johnson)  appeared  for  the  Appellants  ;  Asquith.  Q.C.,  Upjohn^  Q.C.,  and 

Roskill  (instructed  by  Ward^  Perks^  and  McKay)  appeared  for  the  Respondent. 

Maultorty  Q.C.,  for  the  Appellants. — We  have  to  make  out  an  act  done  by 

15  Bindschedler  in  England.  [Lord  Herschbll. — ^Whose  agent  was  the  post  ?]. 
I  say  Bindschedler  sent  the  goods,  and  that  that  is  an  act  in  England.  [The 
Lord  Chancellor. — I  suppose  he  could  be  prevented  from  doing  an  act  wnich 
must  end  in  London  ?  Lord  Davby. — ^There  may  be  a  threat  to  do  the  act.] 
We  rely  on  the  words  of  grant  in  the  patent,  by  which  the  Crown  grants  to  the 

20  Patentee  that  he  shall  "  have  and  enjoy  the  whole  profit  and  advantage  from 
"  time  to  time  accruing,  by  reason  of  the.  invention,"  during  the  term  of  the 
patent.  [Lord  Herschbll. — This  cannot  be  meant  to  affect  persons  out  of  the 
jurisdiction  ]  We  submit  that  the  mere  pending,  when  the  article  is  sent  for 
use  in  England,  is  an  infringement.     In  this  case  the  Respondent  is  distributing 

25  the  goods  in  England  to  persons  who  will  sell  them  in  their  business.  The  man 
who  sends  them  here  is  injuring  us.  [L^rd  Herschbll. — And  who  uses  them 
in  England  ?]  The  man  who  puts  the  thing  in  the  post  does  the  thing  which 
takes  effect  in  England.  [Lord  Shand. — Is  not  the  whole  question, — ^Where  is 
the  place  of  delivery  ?]     No.    The  place  of  delivery  means  the  place  where  the 

30  property  passes.  [Lord  Davby. — How  does  delivery  to  the  post,  to  the  order 
of  the  purchaser,  differ  from  delivery  to  his  agent  ?]  The  delivery  to  the  post 
is  a  mandate  to  the  agent  to  carry  it  through.  You  cannot  get  rid  of  a  tort  by 
pleading  agency.  Further,  if  carrying  through  England  is  infringement,  and  I 
prove  that  a  man  puts  a  parcel  into  the  train,  I  say  he  would  be  infringing. 

35  Would  it  be  less  if  he  said,  "  I  delivered  it  for  that  purpose  abroad."  If  putting 
it  in  the  post  is  an  infringement,  Bindschedler  cannot  get  out  of  the  consequences 
of  that  by  saying,  "  I  did  it  by  request."  If  he  had  sent  it  by  messenger,  he 
would  have  been  equally  liable.  [The  Lord  Chancellor.— If  a  man  in 
London  sends  his  servant  over  to  buy  abroad,  which  would  be  liable  ?]      I 

40  submit  both  would  be  liable.  The  delivery  would  be  delivery  with  a  mandate. 
This  is  no  doubt  a  much  more  difficult  case.  The  foreigner  was  Johnson's 
agent  to  send.  As  a  seller  I  have  nothing  to  do  with  him.  [Lord 
Herschbll. — But  as  an  agent  to  send,  the  act  is  done  abroad.  What  juris* 
diction  have  we  over  him  ?    You  have  to  show  that  the  carrying  in  England 

45  is  his  act.]  If  the  bringing  the  thing  into  England  is  an  infringement,  it  is 
immaterial  whether  he  did  it  by  himself  or  his  agent.  [Lord  Davby. — The 
person  who  made  the  Post  Office  his  agent  for  receiving  the  goods  is  the  person 
who  employed  the  Post  Office.]  The  man  who  does  the  act  of  poating,  directs 
the  post  to  take  it  to  England.     [The  Lord  Chancellor. — There  may  be  here 

50  two  different  acts,  sending  and  receiving,  and  the  responsibility  may  be  on  both.] 
We  say  that  Bindschedler  brings  the  article  here  by  his  agent,  and  it  is  the  same 
thing,  although  by  direction  of  some  one  else  he  employs  that  agent.  The  post 
may  have  been  the  selected  agent  of  the  customer,  but  it  may  be  the  agent  of 
both  in  a  case  like  this,  which  is  not  contractual*    The  foreigner's  employment 

*  Se0  Report,  ante  page  405. 
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of  the  Post  Office  lasted  from  the  time  he  dropped  the  parcel  into  the  post  till 
it  was  delivered.  If  C.  employs  B.  to  commit  a  trespass  on  A.'s  land,  C.  is 
responsible.  Further,  an  act  may  be  done  abroad  which  does  not  terminate 
till  in  England,  like  the  case  of  a  man  posting  a  libel  abroad  ;  that  would  be  an 
act  in  England.  5 

Gripps^  Q.C.  (On  the  same  side.) — There  are  two  questions  :  (1)  Is  this  act 
done  in  England  ?  (2)  Will  what  was  done  be  an  infringement  in  England  ? 
Considering  these  points  apart  from  the  relation  i7iter  partes^  the  act  is  a  tort,  and 
the  question  whether  the  act  is  tortious  could  not  be  affected  by  the  rebition 
inter  partes.  [The  Lord  Chancellor.— Is  that  so  ?]  I  will  assume  the  acts  10 
inter  partes  are  unknown,  and  that  all  that  was  known  was  the  act  in  Basle. 
Dealing  with  that  act  detached  from  the  relation  inter  partes^  it  would,  in  that, 
be  within  the  territorial  jurisdiction  of  English  patent  law ;  GoomMs  Gase^  1 
Lea.,  C.C,  3S8.  [The  Lord  Chancellor.— That  was  only  a  question  between 
two  English  jurisdictions.]  Yes,  but  that  involved  consideration  of  where  the  15 
act  was  done.  The  question  of  intention  does  not  arise  in  patent  law.  The 
only  question  is.  Where  was  the  act  done  ?  We  submit  that,  although  the  act 
initiated  in  Basle,  it  operated  in  England.  Look  at  the  matter  in  another  way, 
viz.,  agency  as  it  affects  the  sender  in  Basle.  Bindschedler  initiated  the  action 
of  the  Post  Office.  As  between  Bindschedler  and  Johnson^  Johnson  gave  a  20 
particular  agency,  and  the  risk  of  the  property  passed.  [The  LORD  CHAN- 
CELLOR.— Is  it  not  that  all  dominion  passed  from  that  moment  ?  If  Johnson 
had  been  there  bodily,  would  there  have  been  any  difference  ?]  Yes,  by  deliver- 
ing to  the  Post  Office,  you  are  delivering  to  a  different  person.  In  these  small 
matters  you  would  not  send  out  an  agent.  That  was  not  done  here.  The  Post  25 
Office  is  put  in  motion  by  Bindschedler  only.  [Lord  Davby. — Is  that  so  ?] 
Yes,  if  you  omit  questions  inter  partes.  [Lord  Davby, — If  a  friend  of  Johnson^s 
said,  "  Johnson  told  me  to  ask  you  for  the  parcel  ?  *']  That  is  very  much  what 
was  done  here.  What  was  the  act  done  ?  Bindschedler  put  the  parcel  into  the 
post  office  at  Basle,  and  it  was  delivered  in  England.  Apart  from  questions  30 
of  consignor  and  consignee,  it  was  the  act  of  the  man  who  initiated  the 
operation  that  took  effect  by  delivery  in  England.  If  the  order  had  been, 
"  Please  send  immediately,"  then  what  was  done  would  have  been  a  delivery  in 
England.  Inter  partes^  you  can  make  it  delivery  in  England  or  in  Basle.  [The 
Lord  Chancellor. — Can  we  escape  from  determining  whose  agent  the  carrier  35 
is  ?]  Yes,  when  the  act  is  tortious.  [The  LORD  CHANCELLOR.— That  question 
of  tortious  is  the  whole  question.     The  question  is,—"  Whose  is  the  act  ?  "]  But  j 

you  have  to  consider  that  independent  of  the  relation  between  the   parties.  j 

Further,  although,  as  between  consignor  and  consignee,  the  Post  Office  was 
Johnson's  agent,  yet,  as  far  as  third  parties  are  concerned,  the  Post  Office  was  40 
agent  of  Bindscliedler.  The  Post  Office  cannot  be  the  agent  for  tortious  purposes 
of  Johnson  in  England  and  not  of  Bindschedler.  This  act  would  be  an  infringe- 
ment if  done  in  England.  [The  LORD  CHANCELLOR.— If  you  deliver  patentable 
goods  to  a  dyer  who  wants  to  use  or  store  them  in  England,  that  is  user  in 
England.]     Bindschedler  cannot  escape  the  effect  of  a  tortious  act  by  pleading  4g  1 

agency.     The  mere  possession  of  infringing  goods  may  be  an  infringement ;  ' 

United  Telephone  Gompany  v.  London  and  Globe  Gompany^  L.R.  2G  Ch.D.  766. 
1  R.P.C.  117.  [Lord  Davey  referred  to  Nobel's  Explosives  Gompany  v.  Jones^ 
L.R.  8  App.  Cas.  5.] 

Counsel  for  the  Respondent  were  not  called  upon.  SO 

The  Lord  Chancellor.— My  Lords,  in  this  case  it  appears  to  me  that  the  \ 

question  which  is  raised  admits  of  a  very  simple  solution. 

The  person  ajgainst  whom  this  process  is.aBked  for  is  a  Swiss  subject  living 
in  Basle,  and  it  cannot  be  doubted  that  unless  he  has  done  some  act  in  this 
country  no  process  could  or  ought  to  be  issued  against  him.    The  allegation  S5 
upon  which  the  process  is  sought  is  that  he  has  used,  vended,  or  exercised  in 
this  country  a  patented  article.    It  is  quite  certain  that  he  has  not  done  90 
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himself  by  his  own  hand  ;  therefore  the  only  question  is  whether  he  has  been 
a  party  to  it  in  any  sense  which  makes  his  act  one  of  the  acts  prohibited  by 
our  law  in  this  country. 
The  facts  are  very  simple.      A  person  wrote  from  this  country  to  have 
5  a  certain  quantity  of  a  patented  article  sent  by  post  to  him  to  London.     I  pass 
over  the  intermediate  point  between  the  maker  and  the  vendor  in  Basle,  and  I 
will  assume  for  the  purpose  of  what  I  have  to  say,  that  it  was  to  be  directly 
sent  by  post  to  the  buyer  by  the  present  Defendant.    The  fact  that  the  sale  was 
completed  by  delivery  cannot  be  doubted — these  were  goods  sold  and  delivered. 
10  Shortly  stated  the  question  is,  where  the  delivery  took  place.     I  have  stated 
all  that  in  fact  took  place  with  reference  to  the  correspondence  and  the  agree- 
ment to  purchase,  and  then,  inasmuch  as  it  is  admitted  that  the  Defendant  did 
not  himself  bring  into  this  country  the  patented  article,  I  do  not  understand 
how  it  can  be  possibly  put  otherwise  than   that  he  did  it  by  someone  else 
15  according  to  the  perfectly  familiar  legal  maxim.    That  brings  us  to  the  question 
of  who  it  was  that  did  bring  it  into  this  country.     I  know  Mr.  Cripps  in- 
geniously suggested  that  you  have  nothing  to  do  with  the  relationship  between 
the  parties  ;  the  question  is,  he  said, — "  Who  caused  it  to  be  brought  ?    You  have 
"  nothing  to  do  with  what  character  the  bringer  filled."    My  answer  to  that  is, 
20  that  that  is  the  whole  question—"  What  character  did  the  bringer  fill  ;  was  he 
"  the  agent  of  the  seller  to  bring ;  or  was  he  the  agent  of  the  buyer  to  bring  the 
'*  article  to  him  ?  "    The  facts  have  all  been  stated,  and  it  appears  that  the  seller 
sent,  in  pursuance  of  the  order  from  the  buyer,  to  a  particular  carrier  named — 
I  say  a  particular  carrier  named  because  the  Post  Office  is  but  a  carrier  after 
25  all ;  whatever  municipal  regulations  there  may  be  made  about  the  carriage  of 
letters,  the  Post  Office  is  simply  a  carrier  of  parcels  like  any  other  carrier.     In 
this  particular  case,  therefore,  there  is  a  named  carrier  who,  by  the  direction 
of  the  buyer,  receives  the  goods  on  behalf  of  the  buyer.     It  is  not  necessary 
that  the  carrier  should  have  been  named.     If,  according  to  the  ordinary  course 
30  of  delivery,  the  carrier  would  be  the  person  who  would  receive  it,  that  would 
be  just  as  good,  for  the  purpose  of  the  argument,  as  if  the  carrier  had  been 
actually  named ;  but  we  have  not  to  consider  that  question  here  because.the 
carrier  is  named.    Then  for  what  reason  am  I  to  depart  from  the  well-known 
and  recognised  principle  of  law  that,  under  these  circumstances,  when  goods 
35  are  delivered  by  the  order  of  the  buyer  to  a  named  carrier,  from  that  moment 
the  goods  vest  in  the  buyer  ? 

It  is  said,  "  Oh,  you  have  nothing  to  do  with  the  question  of  whether  a  change 
"  of  property  takes  place  or  not."  Why  not  ?  You  must  look  behind  the  rule  of 
law  and  see  the  reason  for  it.  The  reason  for  it  fs  that  at  that  moment,  accord- 
40  ing  to  the  course  of  carriage,  or  here,  according  to  the  specific  directions,  that 
is  a  delivery  to  the  buyer.  That  is  the  reason,  and,  therefore,  if  you  once 
assume  that  the  delivery  in  Basle  was  a  delivery  to  the  buyer,  what  pretence 
is  there  for  saying  that  this  was  an  act  done  in  this  country  by  the  seller  when 
the  whole  thing,  the  purchase  and  the  delivery,  took  place  in  Switzerland  ?  It 
45  seems  to  me  that  that  is  decisive  of  the  question. 

My  Lords,  I  am  myself,  I  confess,  not  impressed  by  the  reference  either  to 
Coombe^s  Case  or  to  the  hypothetical  cases  put  of  the  chute,  or  the  throwing 
of  patented  articles  over  the  border  between  two  places  close  to  each  other. 
With  reference  to  Coombe's  Case,  I  think  one  may  say  that  there  is  a  confusion 
50  of  thought  between  the  technical  rules  of  criminal  venue  and  the  question 
who  is  the  person  doing  the  act ;  but,  apart  from  such  a  comment  as  that,, 
there  is  this  obvious  distinction  between  all  those  three  cases  and  this — 
that  the  act  is  completed  by  the  person  who  is  assumed  to  be  the  author  of  the 
act  in  each  of  the  cases  so  propounded  ;  but  here  there  is  this  difference,  that 
55  an  intelligent  acting  agent  is  interposed  between  the  person  who  sells. in 
Switzerland,  and  the  person  who  carries  away  from  Switzerland  to  E?[^gland. 
In  order  to  make  the  analogy  complete,  you  must  have  some  person  or  another 
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in  Coombe's  Case  to  help  the  bullet  on  to  its  destination,  or,  in  the  other  case, 
to  suck  it  down  as  Lord  Justice  Smith  puts  it,  or  to  put  it  on  some  place  where 
the  natural  course  of  gravitation  would  bring  it  down  apart  from  any  other 
act  by  anyone  else. 

My  Lords,  I  think  these  are  rather  fanciful  suggestions,  because  the  real  5 
substantial  question  here  is, — What  jurisdiction  have  we  over  an  act  which  is 
done  in  Switzerland  by  a  Swiss  subject,  and  which,  in  all  that  is  done,  is  (it 
cannot  be  doubted)  an  act  within  the  jurisdiction' of  the  Swiss  Courts,  if  there 
were  any  patent  law  applicable  to  it,  but  is  not  within  our  jurisdiction  at  all  ? 

My  Lords,  with  reference  to  the  comments  of  the  learned  judge,  Mr.  Justice  10 
Norths  who,  in  the  first  instance,  granted  the  relief  that  was  prayed,  the  fallacy 
which  I  cannot  help  thinking  runs  through  the  whole  of  his  Lordship's  reasoning 
is  this  : — he  starts  with  the  assumption  that  an  illegal  act  is  being  done,  and 
that,  according  to  the  familiar  legal  maxim,  the  Defendants  are  parties  to  that 
illegal  act,  and  that,  therefore,  if  you  catch  them  here,  you  may  assail  them  by  15 
process.  The  answer  is,  that  there  was  no  illegal  act  done  upon  the  hypothesis 
which  I  have  adopted.  It  was  perfectly  lawful  for  the  Defendant  here  to  sell 
in  Basle.  It  was  perfectly  lawful  for  the  Defendant  here  to  deliver  in  Basle  ; 
and,  if  I  am  right,  the  sale  and  delivery  both  took  place  outside  of  our  jurisdiction. 
Of  course  it  is  easy  to  represent,  by  various  and  lengthened  links  of  causation,  20 
that  the  Defendant,  in  one  sense,  caused  it  to  be  brought  to  this  country.  So 
he  did.  So  did  the  man  who  manufactured  the  article  in  the  factory  at  Basle, 
in  that  sense.  But  then,  according  to  another  equally  familiar  maxim  of  the 
law,  it  is  the  proximate  and  not  the  remote  cause  that  is  looked  at  for  legal 
purposes.  25 

Under  these  circumstances,  my  Lords,  it  seems  to  me  that  there  is  no  pretence 
for  this  action,  and  I  entirely  concur  with  Lord  Justice  Lindley  and  Lord 
Justice  Smithy  that  if  the  facts  had  been  properly  ascertained  at  the  time  that 
this  writ  was  allowed  to  be  served  out  of  the  jurisdiction,  it  ought  not  to  have 
been  served  ;  and  that  if  the  Defendant  had  thought  proper  to  make  an  applica-  30 
tion  to  set  aside  the  service,  that  application  ought  to  have  been  granted.  Under 
these  circumstances  I  move,  your  Lordships,  that  the  judgment  be  affirmed,  and 
the  appeal  dismissed,  with  costs. 

Lord  Herschell. — My  Lords,  I  am  entirely  of  the  same  opinion,  and  if  it 
were  not  for  the  difference  of  opinion  which  there  has  been  in  the  Courts  below,  35 
I  should  have  said  that  this  was  a  very  clear  case  indeed. 

My  Lords,  the  Appellants  (the  Plaintiffs  in  this  case)  have  to  make  out  that 
the  Defendant  made,  used,  exercised  or  vended  a  patent  article,  or  that  which 
was  patented,  in  this  country.  Our  patent  law  does  not  extend  beyond  this 
country.  Acts,  which  here  would  be  infringements  of  the  patent,  are  no  40 
infringement  if  they  are  done  in  a  country  which  is  not  within  the  ambit  of  the 
patent. 

In  this  case  the  only  contention  is,  that  the  Respondent  used  the  patented 
article  in  this  country.    My  Lords,  it  is  admitted  that  it  was  sold  and  delivered 
in  Switzerland ;  everything,  therefore,  that  is  necessary  to  the  constitution  of  45 
the  vending  took  place  there.    But  it  is  said  that,  although  sold  abroad,  it  was 
transmitted  from  abroad  after  the  sale  to  the  purchaser  in  this  country,  and 
that  whilst  being  so  conveyed  in  this  country  there  was  a  using  of  the  patent  in 
this  country.  .Now,  my  Lords,  the  Defendant  himself  did  not  so  convey  it,  nor 
did  any  agent  on  his  behalf  so  convey  it.    The  admitted  facts  establish  that  the  50 
Post  Office  authorities  and  the  railway  company,  who,  in  fact,  conveyed  it,  were 
acting  in  so  conveying  it,  not  on  behalf  of  the  Defendant,  but  on  behalf  of  the 
purchaser.    And  they  were  not  even  carrying  the  property  of  the  Defendant, 
they  were  carrying  the  property  of  the  purchaser.    Under  these  circumstances, 
it  is  imposible  to  say  that  anything  that  was  done  in  this  country  was  done  55 
either  by  the  Defendant  or  by  an  agent  of  the  Defendant. 

But  Mr.  Mculton  says.  What  a  very  slight  difference.    If  the  purchaser  had 
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not  directed  it  to  be  sent  by  post  and  the  Post  Office  been  selected  by  the  seller, 
the  Defendant,  then  the  case  would  have  been  altogether  different.  What 
difference  can  there  be  if  he  put  it  in  the  post  because  the  purchaser  has  selected 
the  post  instead  of  himself  selecting  it  ?   In  each  case  it  is  equally  carried  by  the 

5  impulse  of  the  seller  to  this  .country  and  through  this  country.  My  Lords,  I 
think  the  answer  is  a  very  simple  one.  In  the  one  case  you  could  show  that 
the  persons  carrying  it  in  this  country  and  delivering  it  here  were  agents  of  the 
Defendant,  and  that  therefore  he  was  responsible  for  their  acts.  In  the  other 
case  you  cannot  show  that  the  persons  carrying  it  in  this  country  and  delivering 

10  it  here  were  agents  of  the  Defendant,  and  that  he  is  responsible  for  their  acts. 
You  may  say  that  that  is  a  very  slight  difference,  but  it  is  a  vital  difference,  for 
in  the  one  case  you  can  establish  agency,  and  in  the  other  case  you  cannot. 

But,  my  Lords,  in  my  opinion  the  difference  goes  deeper  than  that.  If  the 
sale  had  not  been  completed  under  the  contract  by  delivery  in  Basle,  but  if  the 

15  goods  were  according  to  the  order  to  be  delivered  by  the  seller  in  England,  the 
sale  would  not  have  been  constituted  and  complete  in  Switzerland.  Until 
the  goods  had  been  delivered  in  London  there  would  have  been  no  sale.  The 
property  in  the  g^xods  would  not  have  passed  to  the  purchaser,  they  would  still 
have  been  the  vendor's  goods,  and  the  vendor  could  not  have  demanded  the 

20  price  of  them  from  the  purchaser  because  the  sale  was  not  complete.  In  that 
case  I  apprehend  the  vending  would  have  been  in  England,  and  it  would  have 
been  impossible  for  him  to  get  ouc  of  the  charge,  whatever  process  you  used 
against  him,  of  vending  in  England  when  there  was  no  completed  sale  con- 
stituted except  by  reason  of  an  act  done  by  him  through  his  agents  in  England. 

25  Therefore,  in  that  case,  I  think  he  would  have  brought  himself  within  the  cliarge 
of  vending  in  England,  but  I  do  not  think  it  would  have  been  because  he  was 
using  the  patented  article  in  England  by  having  it  carried  from  one  place  to 
another.  The  truth  would  have  been,  in  that  case,  he  was  vending  it  in  England 
because  there  was  no  complete  sale  until  he  had  done  that  act  in  England.    If 

30  that  was  so,  there  is  a  distinction,  an  absolutely  vital  distinction,  between  the 
case  put  and  the  present  case. 

My  Lords,  I  only  desire  to  add  this  : — supposing  that  a  case  of  vending  could 
not  be  established,  that  no  part  of  the  sale  was  constituted  in  this  country,  and 
that  the  only  charge  possible  were  a  charge  of  using,  I  do  not  intend  to  express 

35  any  opinion,  but  I  desire  distinctly  to  reserve  my  opinion  whether  the  mere 
transport  from  place  to  place  in  this  country  of  a  patented  article  would  neces- 
sarily be  a  using  in  this  country.  There  are  some  very  pertinent  observations 
on  the  subject  by  Lord  Justice  James  in  the  Nobel  Explosives  Case  ;  in  that  case 
he  pointed  out  that  it  might  be  that  the  warehouse  keeper  who  warehoused 

40  the  goods  could  be  said  to  use  the  patented  article  because  the  very  object  of 
the  patent  was  to  make  the  storing  and  carriage  of  that  particular  article  safe 
(it  was  a  form  of  dynamite),  and  therefore  the  warehouse  keeper  who  stored  it 
might  be  said  to  be  using  the  patent,  not  merely  because  he  had  got  the  patented 
article  in  his  warehouse,  but  because  he  had  got  the  advantage,  having  it  in  his 

45  warehouse,  of  storing  there  an  article  which  he  could  not  have  stored  safely  but 
for  its  patented  condition.  That,  according  to  Lord  Justice  Jameses  suggestion, 
might  be  using  the  patented  article.  In  the  same  way  there  are  other  cases  in 
which  the  article  itself  is,  when  it  is  applied  in  a  particular  way,  at  the  very 
time  it  is  in  use,  serving  the  purpose  for  which  it  is  patented.    Those  are  cases 

50  in  which  it  may  be  that  the  mere  possession,  transport,  or  warehoasing  of  the 
patented  article  may  amount  to  a  using  of  it,  but  it  by  no  means  follows  that  in 
a  case  where  the  person  transporting  it  or  warehousing  it  gets  no  advantage  out 
of  the  patent — ^that  is  to  say,  where  it  can  be  no  more  easily  and  no  more  safely 
and  no  more  advantageously  carried,  warehoused,  or  stored  than  if  the  article 

55  were  not  a  patented  one,  but  were  an  article  entirely  outside  the  patent — it  by 
no  means  follows  that  the  transporting  from  place  to  place,  or  otherwise  dealing 
with  the  patented  article  in  thlat  sort  of  way,  would  constitute  a  using.    My 
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Lords,  I  do  not  desire  to  decide  that  point  now,  but  I  desire  to  draw  attention 
to  that  distinction,  because  Mr.  Moulton  strongly  ufged — and,  indeed,  it  seems 
to  have  been  rather  assumed  in  the  Court  below — ^that  although  the  sale  was 
entirely  outside  the  kingdom,  if  the  act  of  transport  within  the  United  Kingdom 
could  be  brought  home  to  the  Defendant,  that  would  make  out  the  use  in  the  5 
United  Kingdom.  If  such  a  case  should  arise,  I  desire  to  resei've  complete 
freedom  of  action  with  regard  to  that  point. 

My  Lords,  I  should  like  to  add  one  word,  that  with  all  that  my  noble  and 
learned  friend  the  Lord  Chancellor  said  about  Coombe's  Case  and  its  application 
to  this  case  I  entirely  agree.  10 

Lord  Maonaghtbn. — My  Lords,  I  agree. 

Lord  Morris. — My  Lords,  I  am  of  the  same  opinion. 

Lord  Shand. — My  Lords,  I  concur. 

Lord  Davby. — My  Lords,  I  entifely  concur  in  the  conclusion  your  Lordships 
have  arrived  at,  and  in  the  reasons  for  that  conclusion  which  have  been  given  15 
by  Lord  Justice  Smith  in  the  Court  of  Appeal  and  which  have  been  given  by 
your  Lordships.  If  the  Appellants  could  have  made  out  that  the  goods  were 
contracted  to  be,  and  were,  delivered  in  London,  I  think,  as  at  present  advised, 
that  that  would  have  been  a  vending  in  this  country  within  the  meaning  of  the 
Patent  Act.  In  my  opinion,  there  was  no  delivery  in  London,  and  nothing  was  20 
done  by  the  Respondent  in  this  country.  Like  my  noble  and  learned  Mend 
opposite  (Lord  Hbrschbll),  I  desire  to  express  no  opinion  upon  the  nice 
question  which  might  have  arisen  under  other  circumstances,  but  which,  in  my 
opinion,  does  not  arise  in  the  circumstances  of  this  case. 

The  appeal  was  dismissed^  ttdth  costs.  25 


In  thb  Court  of  Appeal. 
Se/ore  LiNDLEY,  M.S.y  and  Lords  Justices  Chittt  and  Yaughak 
Williams.— November   27th,   1897. 
Haws  v.  Harding  and  Sons. 

Patent. — Construction  of  Specification — SubjecUmatter. — Anticipation.  30 

This  was  an  action  for  infringement  of  a  patent  for  a  watering  pot.  lite 
Specification  described  a  watering  pot  of  a  canister  shape  with  a  carrying 
handle  and  a  tipping  handle^  and  claimed  (1)  the  canister  shape ;  (2)  the  make^ 
shape^  and  position  of  the  tipping  handle;  (S)  the  introduction  of  tlie  particular 
carrying  handle.  The  Defendants  denied  infringement ;  and  set  up  want  of  35 
subject-matter,  utility,  and  novelty  in  the  invention,  and  anticipation.  The 
Plaintiff,  at  the  trial,  asserted  that  his  real  invention  was  the  combination  of 
the  three  things  claimed,  and  that  his  Specification  ought  to  be  so^conetrued. 
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Held^  that  the  Plaintiff  had  not  proved  that  the  combination  as  a  whole  was 
useful;  andy  further ^  that  the  alleged  invention  was  only  the  adaptation 
of  old  things  to  a  watering  pot ;  that  the  patent  tvas  invalid ;  and  judgment 
UHZs  given  for  the  Defendants. 

5      77ie  Plaintiff  appealed, 

Heldy  that  eveti  if  the  Plaintiff  did  claim  the  combination^  he  also  claimed 
for  the  separate  elements ^  and  that  the  appeal  should  be  dismissed. 

This  was  an  action  by  John  Haws  for  an  injunction  restraining  the  Defendants, 
Harding  and  Sons^  wholesale  ironmongers,  from  infringing  the  Plaintiff's 

10  Letters  Patent  (No.  5910  of  1885)  for  a  watering  pot. 

The  Complete  Specification  was  as  follows  : — "  Description  of  a  watering  pot 
"  made  of  tin,  iron,  zinc,  copper  or  any  other  metal  of  various  sizes  in  the  form 
"  of  a  canister  with  a  portion  of  the  neck  A  drawn  in  with  or  without  a  band  B, 
*^  so  as  to  form  the  mouth  C  in  the  centre  or  near  the  back  of  the  vessel, 

15  "  Carrying  handle  made  round  or  oval  of  either  of  the  above  metals  and  joined 

"  to  the  neck  D  and  spout  E  of  the  vessel,    Tipping  handle  made  with  one  or 

'^  more  pieces  of  the  above  metals  of  tubular  construction  and  joined  on  the 

**  body  G  and  neck  H  of  the  vessel. 

"  Having  now  particularly  described  and  ascertained   the  nature  of   my 

20  "  invention,  and  in  what  manner  the  same  is  to  be  performed,  I  declare  that 
"  what  I  claim  is  :— 1**  The  canister  shape  of  the  vessel.  2^^^  Ti^e  make,  shape, 
"  and  position  of  the  tipping  handle,  by  which  the  vessel  is  so  balanced,  as  to 
"  allow  of  its  being  manipulated  with  one  hand,  leaving  the  other  free.  3^^  The 
"  introduction  of  a  carrying  handle,  which  strengthens  the  spout,  and  allows  of 

25  '•  the  can  being  carried  by  the  hand,  in  a  natural  position. 

"  This  new  invention  forms  a  watering  pot,  that  is  much  easier  to  carry,  and 
"  tip,  and  at  the  same  time  being  much  cleaner,  and  more  adapted  for  use  than 
**  any  other  put  before  the  public." 


30 


35 


40 


It  was  stated,  at  the  trial,  that  the  Plaintiff  had  himself  prepared  and  drawn  up 
the  above  Specification. 

The  Plaintiff  complained  that  the  Defendants  had  advertised  for  sale  and 
supplied  watering  pots  made  in  precise  accordance  with  his  Letters  Patent. 

The  Defendants  denied  infringement,  and  delivered  Particulars  of  Objections, 
by  which  they  stated  that  the  Plaintiff's  alleged  invention  was  not  the  proper 
subject-matter  of  Letters  Patent ;  that  it  was  not  useful ;  that  it  was  not  new 
and  had  been  anticipated  ;  and,  further,  that  the  Complete  Specification  did  not 
suflaciently  distinguish  which  of  the  matters  and  things  therein  described  the 
Plaintiff  claimed  to  have  invented,  and  which  of  the  same  he  did  not  claim 
to  have  invented  but  admitted  to  be  old  ;  and  that  the  said  Specification  was 
ambiguous,  and  formed  so  as  to  mislead.  The  Defendants,  in  support  of 
their  Objections,  produced  divers  trade  catalogues  of  dates  prior  to  the  patent 
Qontainin^  illustrations  of  watering  pots. 
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The  action  came  on  for  trial,  with  witnesses,  before  Kekewich^  J.,  who  held  that 
the  Plaintiff  had  not  proved  that  the  combination  as  a  whole  was  nsefnl ;  and, 
further,  that  the  alleged  invention  was  only  the  adaptation  of  old  things  to  a 
watering  pot ;  that  the  patent  was  invalid,  and  judgment  was  given  for  the 
Defendants.*  5 

The  Plaintiff  appealed. 

Warrington^  Q.C.,  and  Willis  Bund  (instructed  by  W.  E.  Alder)  for  the 
Appellant. — The  Patentee  does  not  claim  the  three  elements,  which  he  mentionSy 
separately.    The  words  "This  new  invention  forms  a  watering  pot  &c."  show 
that.    He  does  not  use  the  word  combination,  but  he  means  to  claim  only  that.  10 
[Chitty,  J. — A  claim  is  made  necessary  by  the  Patents,  &c.  Act,  1883,  Section  5, 
sub-section  (5).    How  could  he  claim  the  canister  shape  better  than  he  does  ?] .  He 
could  have  ended  by  a  fourth  claim  for  the  combination,  if  the  first  three  were 
intended  as  separate  claims.    There  was  evidence  that  the  canister  shape  by 
itself  was  not  novel.    There  was  nothing  before  with  all  the  advantages.    The   15 
case  of  Kelly  v.  Heathman^  7  R.P.C.  343,  is  very  similar  ;  there  the  claim  before 
amendment  was  held  to  be  a  claim  for  the  combination  otherwise  the  amended       : 
claim  would  have  been  for  a  larger  er  different  invention.    Any  one  of  the 
elements  by  itself  would  not  give  the  advantages. 

Walter  and  Gray  (instructed  by  Hickliti^  Waishington^  and  Passmore)  for  the  20 
Defendants  were  not  called  on. 

LiNDLBY,  M,R. — With  every  desire  to  uphold  what  is  possibly  an  ingenious 
invention,  we  must  be  careful  not  to  strain  language  which  is  really  very  plain. 
The  Specification  is  very  simple.  It  tellsyou  what  the  Patentee's  invention  is,and 
it  tells  you  how  to  carry  it  out ;  and  then  when  he  comes  to  put  in  his  claim,  which  25 
he  must  do,  according  to  the  Act  of  Parliament,  he  tells  you  exactly  what  it  is  he 
does  claim.  He  says,  *^  I  claim  this  : — (1)  The  canister  shape  of  the  vessel ; 
"  (2)  the  make,  shape,  and  position  of  the  tipping  handle,  by  which  the  vessel 
"  is  so  balanced  as  to  allow  of  its  being  manipulated  with  one  hand,  leaving  the 
"  other  free  ;  (3)  the  introduction  of  a  carrying  handle,  which  strengthens  the  30 
"  the  spout  and  allows  of  the  can  being  cariried  by  the  hand  in  a  natural 
**  position."  Th^n  he  goes  on,  "  This  new  invention  forms  a  watering  pot  that 
"  is  much  ea&ier  to  carry  and  tip,  and  at  the  same  time  being  much  cleaner  and 
"  more  adapted  for  use  than  any  other  put  before  the  public." 

Now,  reading  that  with  a  desire  to  understand  it  and  to  master  what  it  means,  35 
the  language  really  means  "  as  applied  to  watering  pots."  I  am  prepared, 
subject  to  anything  which  I  might  hear  from  the  other  side,  to  say  that 
Mr.  Warrington  may  be  right  in  his  first  point,  that  this  is  a  claim  for  .a 
combination — I  think  that  is  plausible,  to  say  the  leasf  of  it ;  but  then  comes 
the  awkward  question  and  the  fatal  question — Is  not  it  a  claim  for  something  40 
else  ;  does  not  he  claim  these  three  things  as  separate  and  distinct  claims  and 
as  separate  and  distinct  improvements  ? 

Now,  in  order  to  test  that,  I  would  ask  myself  (as  Mr.  Warrington  has  been  asked) 
this  question — If  he  really  meant  that,  how  could  he  say  so  in  plainer 
language  ?  I  see  no  answer  to  that.  Whether  he  could  improve  this  by  dis-  45 
claimer  I  do  not  know,  and  it  is  not  necessary  to  consider  ;  but  as  it  stands, 
putting  it  in  the  most  favourable  way  to  him,  it  is  a  claim  for  a  combination,  plus 
a  claim  for  these  three  things  as  separate  elements.  Therefore  I  think  we 
should  be  trifiing  with  language  if  we  construed  it  differently  ;  and  that  being 
so,  I  think  the  appeal  fails.  50 

Chitty,  L.J.—1  agree. 

Vaughan  Williams,  LJ.^1  agree. 


*^e  Report  Ante  p.  640, 
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In  the  Court  of  Appeal. 

Before  LnTDLBT,  M.R.,  and  Lord  Justice  Chittt. 

October  26th,  1897. 

PiNBT  &  ClB.  V.  MAISON  PINBT,  LD. 


5  Action  to  restrain  use  of  trade  name  and  parsing  off. — Name  which  distin* 
guishes  Plaintiffs^  goods  in  the  market  part  of  Defendants  name. — Probability 
of  deception. — Form  of  injv/nction. 

The  Plaintiffs  since  1855  were  manufacturing  and  selling/  boots  and  shoes 
which  had  become  known  as  ^*  Pinet's."    L.  M.  Pinet  sold  special  boots  and  shoes 

10  for  increasing  height  and  correcting  lameness,  and  also  in  a  few  instances 
ordinary  boots  or  shoes,  under  the  style  of  Maison  Pinet,  prior  to  February 
1897,  when  his  business  was  taken  over  by  a  Company  called  Maison  Pinet,  Ld., 
which,  by  its  Memorandum  of  Association,  took  power  to  carry  on  business  as 
boot  makers  and  shoe  makers,  and  especially  as  makers  of  specified  boots  and 

15  shoes.  The  Plaintiffs  brought  their  action  to  restrain  the  Company  from 
carrying  on  business  under  the  name  of  Maison  Pinet,  Ld.,  or  any  other  name 
of  which  F'mei  forms  apart,  and  which  wa^  calculated  to  represent,  or  tend  to 
the  belief,  that  the  Defendants  were  carrying  on  the  Plaintiffs*  business.  The 
Plaintiffs  moved  for  an  interlocutory  injunction.     The  Defendants*  case  was^ 

20  that  they  only  intended  to  deal  in  the  before-mentioned  special  kinds  of  boots 
and  shoes  and  not  in  ordinary  boots  and  shoes,  and  therefore  they  would  not 
compete  with  the  Plaintiffs.  They  relied  also  on  the  fact  that  no  case  of 
deception  had  been  proved  a^gainst  them.  The  learned  Judge  before  whom  the 
motion  came  having  refined  to  make  an  Order,  the  Plaintiff^  appealed. 

25  Held,  that  upon  the  facts  proved,  the  Defendants  intended  to  sell  ordinary 
boots  and  shoes,  and  to  trade  upon  the  Plaintiffs^  reputation,  and  that  their  acts 
were  calculated  to  deceive  the  public,  and,  although  no  case  of  actual  fraud  was 
proved,  the  Plaintiffs  were  entitled  to  an  injunction,  but  that  they  were  not 
entitled  to  restrain  the  Defendants  from  i^ing  the  name  Maison  Pinet,  Ld., 

4  B 
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and  that  tlis  proper  form  of  injunction  was  to  restrain  the  Defendants  from 
carrying  on  their  business^  as  manufacturers  of  boots  and  shoeSj  under  any 
name  or  description  of  tvhich  the  name  "  Pinet "  forms  part  without  clearly 
distinguishing  the  boots  or  shoes  made  or  sold  by  the  Defendants  from  those 
made  or  sold  by  the  Plaintiffs.  5 

On  the  29th  of  July  1897,  an  action  was  commenced  by  Jf.  JP,  J.  Pinet  and 
others  trading  as  F.  Pinet  &  Cie.y  against  Maison  Pinet^  Ld.^  for  an  injunction 
to  restrain  the  Defendants  from  carrying  on  business  as  manu^turers  or 
vendors  of  boots  and  shoes,  under  the  name  of  Maison  Pinet^  Ld.y  or  any  other 
name  or  description  of  which  the  name  "  Pinet "  forms  part,  and  which  is  so  10 
arranged  or  contrived  as,  by  colourable  imitation  of  the  Plaintiffs*  trading  style 
or  otherwise,  to  be  calculated  to  represent,  or  lead  to  the  belief,  that  the 
Defendants  are  carrying  on  the  Plaintiffs*  business  :  and  from  in  any  other 
manner  representing  or  acting  so  as  to  lead  to  such  belief  as  aforesaid  :  and 
for  delivery  up  of  all  boots  and  shoes,  or  other  articles  or  documents  so  marked,  15 
got  up,  or  printed  as  to  be  calculated  to  represent  or  lead  to  such  belief  as 
aforesaid,  which  are  in  the  pc^bsession  or  power  of  the  Defendants  or  under 
their  control. 

The  Plaintiffs*  case,  as  disclosed  by  their  Statement  of  Claim,  was  that  they 
had  been  manufacturing  and  selling  boots  and  shoes  in  Paris  and  elsewhere  20 
since  1855,  and  particularly  in  the  United  Kingdom,  where  they  had  expended 
large  sums  of  money  in  advertising,  and  their  annual  sale  was  at  least  70,000 
pairs  of  boots  and  shoes,  and  that  such  boots  and  shoes  were  known  as 
"  PineVs  '*  boots  ana  shoes,  and  were  so  described  in  price  lists  and  circulars, 
and  that  every  one  who  sees  or  hears  of  the  expre^sion  "Ptn«f«**  boots  and  25 
shoes  understands  that  by  that  term  the  Plaintiffs*  boots  and  shoes  are  meant, 
and  that  every  one  who  orders  or  asks  for  **  PineVs  **  boots  or  shoes  intends 
and  expects  to  receive  boots  or  shoes  of  the  Plaintiffs*  manufacture. 

"  Paragraphs!,  6, 6,  and  7  of  the  Statement  of  Claim  were  as  follows : — i.  The 
<^  Plaintiffs  recently  discovered  (as  the  fact  is)  that  boots  and  shoes  not  of  their  30 
*<  manufacture  were  being  offered  for  sale  and  sold  in  London  under  the  name 
"  of  '  PineVs  *   by  the  Defendant  Company.    The  Defendant  Company  was 
**  incorporated  in  the  month  of  February  1897,  with  a  nominal  capital  of  £2,000 
"  in  £1  shares  without  Articles  of  Association,  but  with  a  Memorandum  of 
"  Association  whereby  the  objects  of  the  Company  are  described  as  (among  other  35 
"  things  : — (a)  To  acquire  and  take  over  the  business  of  Louis  Marius  Pinet 
"  (trading  as  Maison  Pinet\  as  now  carried  on  by  him  at  No.  56,  Berners  Street,  in 
"  the  county  of  London.    (6)  To  carry  on  business  in  England  and  elsewhere  as 
'^  bootmakers  and  shoemakers,  and  especially  makers  of  boots  and  shoes  for  the 
"  purpose  of  increasing  height,  and  to  be  used  for  walking,  riding,  cycling,  tennis,  40 
"  dancing,  shooting,  fishing,  or  any  other  purpose.    5.  The  business  carried  on 
"  by  Louis  Marius  Pinet  at  No.  56,  Berners  Street,  and  mentioned  in  the  said 
**  Memorandum,  was  a  small  and  a  recently  established  business  in  the  manufacture 
*^  and  sale  of  ^  elevators,*  being  contrivances  for  adding  height  to  short  persons, 
<'  and  was  not  a  business  in  boot»and  shoes  ;  and  the  contract  for  the  sale  to  the  45 
"  Defendant  Company  of  the  business  of  the  said'L.  M.  Pinet  (which  was  dated 
"  the  22rid  of  March  1897)  related  to  the  sale  of  a  business  in  elevators  only.    The 
<<  Plaintiffs  deny  that  the  name  of  the  Defendant  Company's  said  vendor  is  Pinet 
'^  at  all,  and  contend  that  such  name  was  assumed  by  him  with  a  view  of  his 
**  deriving  benefit  from  the  Plaintiffs'  reputation.    He  holds  only  one  share  in  the  50 
"  Defendant  Company,  on  which  nothing  has  been  paid.   6.  The  incorporation  of 
"  the  Defendant  Company  under  the  name  of  Maison  Pinet^  Ld.^  for  the  purpose 
^*  of  purchasing  a  business  in  elevators  described  38  Maison  Pinef  and  alao  oC 
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**  opening  a  new  business  in  boots  and  shoes,  was  merely  a  contrivance,  by  means 
**  of  which  persons  having  no  right  to  the  name  of  Pinet  might  be  enabled  to 
**  compete  with  the  Plaintiffs  in  the  manufacture  and  sale  of  boots  and  shoes 
**  under  a  name  in  which  the  name  Pinet  is  the  distinguishing  element,  and  by 

5  "  means  of  such  name  to  cause  their  goods  to  be  passed  off  and  sold  as  and  for 
"  the  goods  of  the  Plaintiffs.  7.  The  Defendant  Company  are  advertising  and 
"  offering  for  sale  and  selling  their  boots  and  shoes,  not  being  of  the  Plaintiffs' 
"  manufacture,  under  the  name  of  '  Pinet's  S.M.  Boots  and  Shoes,'  and  *  Pinet's 
"  Boots  and  Shoes,'  and  are  describing  the  same  as  *  Celebrated,'  notwithstanding 
10  "  that  the  same  are  quite  unknown,  whereas  the  Plaintiffs'  boots  and  shoes  are 
^*  universally  known  and  celebrated,  and  in  all  the  ways  aforesaid  the  Defendant 
"  Company  are  endeavouring  to  associate  themselves  and  their  goods  with,  and  to 
"  cause  them  to  be  mistaken  for,  the  Plaintiffs  and  t^eir  goods,  and  confusion  and 
**  deceit  must  necessarily  result,  and  have  in  fact  already  resulted,  from  the  action 
15  "  of  the  Defendant  Company,  and  the  Defendant  Company  have  made  profits  by 
"  means  of  sales  which  ought  to  have  been  effected  by  the  Plaintiffs." 

The  Plaintiffs  gave  notice  of  motion  for  an  injunction,  until  judgment  or 
further  order,  to  restrain  the  Defendants  from  carrying  on  business  as  manu- 
facturers of  boots  or  shoes  under  the  name  of  Maison  Pinet^  Ld.^  or  under 

20  any  other  name  or  description  of  which  the  name  ^^ Pinet'*''  forms  part,  and 
which  is  so  arranged  or  contrived,  as  by  colourable  imitation  of  the  Plaintiffs' 
trading  gtyle,  or  otherwise  to  be  calculated  to  represent,  or  lead  to  the  belief,  that 
the  Defendants  are  carrying  on  the  Plaintiffs'  business,  and  from  in  any  other 
manner  representing  or  acting  so  as  to  lead  to  such  belief  as  aforesaid. 

25  Several  aflfidavits  were  filed  by  the  Plaintiffs  in  support  of  their  case  as  above 
stated. 

The  Defendants  filed  an  affidavit  by  Louis  Marius  Pinet,  in  which  he  stated 
(amongst  other  things)  as  follows  : — **  1.  I  am  the  Manager  of  the  Defendant 
"  Company's  business.    2.  The  business  formerly  carried  on  by  me  under  the 

30  "  style  or  firm  of  '  Maison  Pinety  at  56,  Berner^  Street,  and  which  is  now  carried 
"  on  at  the  same  place  by  the  Defendant  Company,  is  of  a  special  nature, 
"and  does  not  compete  with  the  Plaintiffs'  business.  3.  My  said  business 
"  originated  as  follows : — Some  years  ago  I  directed  my  attention  to  experiments 
"  in  the  construction  of  a  special  form  of  boots  and  shoes  adapted  for  the  purpose 

35  "  of  increasing  the  apparent  height  of  the  wearer,  or,  in  the  case  of  lame  people, 
"  of  equalizing  the  length  of  the  legs  without  presenting  an  outward  appearance 
"  different  from  ordinary  boots  and  shoes.  4.  I  met  with  considerable  success, 
"  and  in  or  about  the  year  1893  I  commenced  to  carry  on  the  business  of  a 
"  manufacturer  and  a  vendor  of  boots  and  shoes  of  the  special  make  I  have 

40  '*  described,  namely,  boots  and  shoes  adapted  either  to  increase  the  height  of 
"  the  wearer  or  to  meet  the  requirements  of  people  who  are  lame  or  have 
"  shortened  limbs  under  the  style  or  firm  aforesaid.  .*>.  My  practice  from 
"  the  first  has  been,  and  the  practice  of  the  Defendant  Company  now  is,  to 
**  have  these  special  boots  and  shoes  manufactured  to  our  order  in  Prance, 

45  "  and  the  business  originally  carried  on  by  me,  and  since  February  last  by 
"  the  Defendant  Company,  has  been  and  is  confined  almost  entirely  to  boots 
^  and  shoes  of  the  special  nature  I  have  described.  Neither  I  nor  the  said 
"  Company  have  sold  as  many  as  a  dozen  and  a  half  pairs  of  boots  or  shoes 
"  of  an  ordinary  description  during  the  last  three  years.    6.  The  advertisements 

50  "  issued  by  me  and  since  February  by  the  Defendant  Company  are  not  addressed, 
**  and  do  not  appeal  to  the  general  public,  but  me^^ely  advertise  boots  and 
••  shoes  of  the  special  kind,  and  adapted  for  the  purposes  I  have  described. 
"  Two  of  such  advertisements,  now  being  issued  by  the  Defendant  Company, 
•*arfe  how  produced  to  me  and   marked  <  L.M.P.i' and  '  L.M.P.,/     The  only 

55  ^  other  forms  of  adyertisement  published  or  used  by  me  or  by  the  Def endaat 
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<<  Company,  are  advertisements  inserted  from  time  to  time  in  the  ^  Ladies* 
'^  Pictorial,*  and  in  the  other  journals  and  in  the  daily  press.  Copies  of 
"  current  numbers  of  the  '  Ladies'  Pictorial '  and  the  *  Morning  Post,'  containing 
"  advertisements,  are  now  produced  to  me  and  marked  *  L.M.P.,'  and  *L.M.P.4.' 
"  7.  The  Defendant  Company  has  never  issued  any  advertisements  addressed  5 
^'  to  the  general  public,  or  holding  out  or  representing  myself  or  the  said 
^'  Company  as  dealing  in  ordinary  boots  or  shoes,  or  boots  and  shoes  which 
**  coihpete  with  the  Plaintiffs'  business,  or  as  dealing  in  any  boots  or  shoes  not 
"  of  the  special  character  and  ac^pted  for  the   purposes  I  have  described,  or 

'^  any  advertisements  whatever  other  than  in  the  forms  exhibited  above 10 

'^  13.  The  Defendant  Company  does  not  keep  any  stock  of  ready  made  goods. 
'^  Their  business  is  entirely  confined  to  goods  made  to  order  to  meet  the  special 
"  orthopedical  requirements  of  customers." 

The  motion  came  on  for  nearing  before  Kekewichy  J.,  on  the  6th  of  August 
1897,  when  he  refused  to  make  any  order  on  the  motion,  and  directed  the  costs  15 
of  the  motion  to  be  costs  of  the  action. 

The  Plaintiffs  appealed,  and,  on  the  hearing  of  the  appeal,  Moulton^  Q.C.,  and 
Sebctstian  (instructed  by  Wilsorif  Bristows^  and  Oarpmael)  appeared  for  the 
Plaintiffs ;  E.  Brodie  Cooper  (instructed  by  Q.  B.  Wickes)  appeared  for  the 
Defendants.  20 

Moulton^  Q.C.,  for  the  Plaintiffs,  read  the  evidence,  and  was  then  stopped  by 
the  Court. 

E.  Brodie  Cooper  contended  that  the  Defendants'  business  was  limited  to 
boots  and  shoes  of  a  special  make  ;  that  they  had  never  sold  ordinary  boots  and 
shoes,  and  therefore  were  not  carrying  on  the  same  kind  of  business  as  the  25 
Plaintiffs  ;  that  no  case  of  fraud  on  the  part  of  the  Respondents  had  been  made 
outj  and  the  mere  fact  of  Pinet  forming  part  of  the  Defendants'  name  did  not 
entitle  the  Plaintiffs  to  an  injunction.  He  cited  Beddaway  v.  Banham^  13 
R.P.C.  218 ;  Thompson  v.  Montgomery,  8  R.P.C.  391 ;  and  Turton  v.  Turton, 
L.R.  42  Ch.D.  128.  30 

LiNDLET,  M.B, — I  do  not  think  there  is  the  difficulty  in  this  case  which 
Mr.  Brodie  Cooper  seems  to  be  desirous  of  impressing  us  with.  It  strikes  me 
as  a  tolerably  simple  case  within  certain  limits.  It  appears  that  a  gentleman  of 
the  name  of  Louis  Pinet  carried  on  business  at  56,  Bemers  Street,  under  the 
name  of  Maison  Pinet,  and,  according  to  his  own  affidavit,  which  in  this  35 
respect  is,  I  think,  very  strongly  corroborated  by  others,  he  did  not  deal  largely, 
if  at  all,  in  ordinary  French  made  boots  or  shoes,  but  his  business  was  confined 
(not  only  in  theory,  but  in  practice)  to  specially  made  boots  and  shoes  for  the 
purpose  of  adding  to  the  height,  which  means  high  heels,  and  also  for  the  purpose 
of  lame  people  who  wanted  one  boot  taller  than  the  other.  40 

We  are  not  embarrassed  here  (and  I  attach  importance  to  this)  with  any 
evidence  to  the  effect  that  Maison  Pinet,  before  this  Company  was  formed,  did 
carry  on  an  extensive  business  in  boots  and  shoes  of  the  ordinary  French  make 
under  the  name  of  Maison  Pinet,  or  Pinet  at  all.  Mr.  Louis  PineVs  great 
point  is  that  he  never  did,  and  the  strong  evidence  which  we  have  from  45 
such  people  as  Flint,  Roche,  Watts,  and  others  corroborates  that  entirely, 
because  they  say  in  so  many  words  (they  are  people  who  know)  that  they  never 
heard  of  French  made  boots  and  shoes  except  the  Plaintiffs'  under  the  name 
of  Pinet.  In  other  words,  that  means  this : — that  the  trade  in  the  specially  made 
boots  and  shoes  carried  on  by  Louis  Pinet  was  not  so  extensive  as  to  have  50 
attracted  their  attention  at  all.    I  can  quite  understand  that. 

That  is  the  state  of  things  in  February  1897.  In  February  1897,  a  limited 
company  is  formed  primarily  for  the  purpose  of  acquiring  and  carrying  on  the 
business,  heretofore  carried  on  by  Louis  Pinet,  under  the  name  of  Maison  Pinet^ 
at  56,  Bemers  Street.    If  that  was  all,  probably  we  should  never  have  heard  of  55 
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this  action  at  all ;  bat  that  Company,  in  their  Memorandum  of  Association,  state 
distinctly  that  they  do  not  intend  to  confine  their  operations  to  carrying  on  the 
business  in  specially  made  boots  and  shoes  as  heretofore  carried  on  by  the 
Maison  Pinet,    They  go  further,  and  they  say  they  are  boot  and  shoe  makers. 
5  They  can  make  any  boots  and  shoes,  and  the  whole  difficulty  in  this  case  arises 
from  this — that  of  course  they  will,  if  they  can,  make  and  sell  any  French  made 
boots  and  shoes  under  the  name  of  Maison  Pinet.    We  do  not  want  evidence 
that  they  have  done  it.    No  doubt  there  is  some  evidence  that  they  have  done 
it,  but  that  is  the  whole  object  and  scope  of  their  formation.    They  are  not  going 
10  to  be  content  with  a  few  orders,  such  as  the  Maison  Pinet  had  before  1897, 
if  they  can  develop,  at  the  expense  of  the  Plaintiffs,  a  large  business  in  French 
made  Pinet  shoes.     Of  course   not.     It  is  only  throwing  dust  in  one's  eyes 
to  say  they  do  not  threaten  and  intend  to  do  that.    They  are  formed  for  the 
purpose  of  doing  it,  if  they  can.    That  is  the  long  and  short  of  the  evidence. 
15      Now,  let  us  look  at  their  circulars.    There  are  three  of  them  to  which  I  will 
call  attention,  not  at  any  great  length,  as  I  do  not  think  it  is  necessary.    There 
are  L.M.P.,  and  L.M.P.9  which  Louis  Pinet  tells  us  were  in  use  long  before 
1897  by  him,    and    they  have  been  used    since    by   the    Oompany.     The 
word  "Limited"  does  not  appear  upon* the  green  one,  and  I  do  not  think  it 
20  does  upon  the  blue  one  either,  but  he  says  the  Company  issue  these.    Let  us 
take  the  green  one,  which  is  addressed  to  the  lame,  and  that  points  out  that  this 
Company  has  a  separate  department  for  its  other  branches.    What  are  the  oth^r 
branches  ?    The  other  branches,  we  are  asked  to  say,  are  all  these  specially 
made  things  ;  but  why  are  these  other  branches  not  ordinary  French  made  boots 
25  and  shoes  ?    That  they  are  seems  to  me  to  be  tolerably  obvious  from   the 
words  lower  down  on  the  same  page,  "We  also  make  boots  and  shoes  to 
increase  the  height  without  detection  as  well  as  our  ordinarily  made  boots." 
Of  course  it  is   mere  moonshine  to  say  that  they  will  not,  if  they  can, 
sell  as  many  French  boots  and  shoes  under  the  name  of  PineVs  boots  and 
30  shoes   as    they  can    find    opportunity    for  doing.     Then   there    is    another 
exhibit  L.M.P.,,  which  is  important.     It  is  a  letter  written    on  thin   paper, 
partly  in    print    and  partly  in  writing,  and    addressed   to  a  Mrs.  Witcox. 
This  is  issued  by  the  Limited  Company  and  dated  the  26th  of  June,  1897. 
It  is  headed  in  print,  "Bureau  for  French  boots  and  shoes  celebrated  for 
35  elegance  and  comfort  and    perfect  fitting."     Of  course  that    is   applicable 
to  all  boots  and  shoes.    Then  comes  the  remark,  or  the  words,  "  Maison  Pinet^ 
Ld.y  56,    Berners  Street,  Oxford   Street" — ^and    that  is  sent  to   a   customer. 
That  only  shows  what  I  say  is  perfectly  obvious,  without  any  evidence  at  all, 
that  the  Company,  being  formed  for  this  purpose,  will,  if  they  can,  carry  on 
40  and  develop  their  business,  and  develop  it  at  the  expense  of  the  Plaintiffs, 
and  make    use  if  they  can  of  the  celebrated   name    of  Pinet  in  connection 
with  their  French  boots    and    shoes.      That    is    prima  facie  a  case  for  an 
injunction.    What  is  the  form  of  it  is  another  thing.    The  Plaintiffs  ask  us  to 
do  that  which  I  think  is  going  far  beyond  what  is  necessary  for  their  protection 
45  and  far  beyond  what  I  think  we  ought  to  do  at  all  events  on  the  present  evidence 
as  it  stands.    I  see  no  ground  at  all  for  restraining  this  Company  from  using 
the  name  of  Maison  Pinet,  Ld.    It  is  their  name,  and  I  see  nothing  against 
that  nor  against  using  the  word  Pinet  provided  they  take  care  the  public  do  not 
make  a  mistake,  or  are  not  led  to  make  a  mistake  on  ordering  from  them  the 
50  boots  and  shoes  made  by  the  Plaintiffs.    The  actual  form  of  injunction  that  I 
think  was  first  adopted  in  Seixo  r.  Provezende,  and  was  approved  by  the  HoTlse 
of  Lords  in  the  "  Stone  Ale  "  case  and  has  been  followed  since,  is  an  extremely 
useful  form  where  you  have  two  people  of  the  same  name,  because  each  person 
is  entitled  to  carry  on  business  in  his  own  name  of  course.    The  injunction 
55  here  should  be,  ^^  To  restrain  the  Defendants  from  carrying  on  their  business 
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^  an  manafacturers  of  boots  or  shoes  nnder  any  name  or  description  of  which 
"  the  name  of  Pinet  forms  part  without  clearly  distinguishing  the  boots  or 
^'  shoes  made  or  sold  by  the  Defendants  from  those  made  or  sold  by  the 
"  PlaintiflFfl."    If  the  Defendants  do  that,  they  are  entitled  to  use  their  own  . 
name,  Maison  Pinet,  but  they  must  take  care  what  they  are  about.  5 

As  to  the  costs,  I  think  the  costs  here  and  below  ought  to  be  costs  in  the 
action. 

•  Chitty,  L,J. — I  agree.  The  case  depends  upon  the  facts,  and  I  shall  not  state 
them  a  second  time.  I  think  that,  on  the  evidence,  acase  is  made  out  justifying 
the  Court  in  interfering  in  the  present  state  of  the  proceedings  by  an  injunction  10 
framed  in  the  manner  that  the  Mastbr  of  the  Rolls  has  already  stated,  and 
practically  I  have  little  to  add  to  anything  that  he  has  said  ;  but  it  seems  to  me 
that  this  is  an  attempt  on  the  part  of  Low's  Marius  Pinet^  under  the  guise  of 
the  Limited  Liability  Company  which  he  established  in  February  of  this  year, 

to  take  away  from  the  Plaintiffs  the  reputation  which  they  have  acquired,  and  15 
really  to  pass  off  the  Defendants^  goods  under  the  name  ot  this  Liability 
Company  as  the  goods  of  the  Plaintiffs.  It  is  said  that  a  case  of  fraud  has  not 
been  proved,  but  I  think  we  have  had  sufficient  to  show  that  fraud  was 
intended,  and,  what  is  more,  that  the  acts  of  the  Defendant  Company  are  calcu- 
lated to  deceive  the  public  and  by  that  means  to  deprive  the  Plaintiffs  of  the  20 
great  reputation  that  they  have  acquired  for  their  goods. 

•  I  may  mention  merely  one  other  point.    In  the  price  list,  the  blue  one,  which 
has  the  name  Maison  Pinet,  Ld,,  on  it,  I  see  that  they  describe  the  boots 
which  they  offer  thus — "  Pinet's,"  in  very  large  conspicuous  type,  and  then  they 
put  "  S.  M.  Boots  and  Shoes."    No  one  would  understand  without  explanation  25 
what  **  S.  M.  Boots  and  Shoes  "  means.    It  appears  to  me  that  that  would  show 

to  an  ordinary  man  that  there  was  a  particular  description  of  the  well-known 
celebrated  boots  and  shoes  that  were  being  sold  by  this  Company.    The  defence 
is,  that  there  was  no  business  carried  on  before  the  establishment  of  the  Company, 
and  no  business  carried  on  since  or  intended  to  be  carried  on,  except  the  selling  30 
of  boots  and  shoes  of  a  special  make.     But  I  think  that  defence  entirely  fails, 
and  for  the  reasons  which  have  already  been  given  by  the  MASTBR  OF  THB  ROLU. 
The  establishment  of  the  Company  is  a  material  fact.    It  is  a  Company  with  a 
nominal  capital  of  £2,000  in  £1  shares,  of  which  sum  £1,200  has  been  allotted,  , 
and  the  whole  of  those  shares  have  been  allotted  as  fully  x)aid  up.     That,  35 
coupled  with  the  Memorandum,  seems  to  me  to  disclose  sufficient  in  the  present 
state  of  the  case  and  at  the  present  stage  of  the  proceedings  to  justify  the  Court 
in  saying  that  this  is  an  attempt  on  the  part  of  Louis  Marius  Pinet  to  fonnd  a 
Company  which  alone  should  ha-^e  to  bear  the  brunt  of  any  such  action  as  that 
which  has  been  brought,  a  Company  which  apparently  has  at  the  present  40 
moment  not  a  single  sovereign  of  capital.    For  these  reasons  I  agree* 
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In  thb  High  Court  of  Justiob.— Chanobry  Division. 

Before  Mb.  Justiob  Byenb.— November  6th,  1897. 

Thb  Oommbrcial  Dbvblopmbnt  Corporation,  Ld.  v.  Thb   Castnbr- 
Ebllnbb  Alkali  Company,  Ld. 

5  Patent. — Action  to  restrain  threats. — Ex-parte  motion  for  interlocutory 
injunction  restraining  issue  of  circular. — Injunction  not  granted. — Patents,  Ae. 
Act,  1888,  Sec.  32. 

The  Plaintiff  Company,  formed  for  the  purpose  of  purchasing  a  patent,  sent 
copies  of  their  prospectus  to  various  newspapers  for  insertion,  on  the  5th  of 

10  November  1897.  The  prospectus  stated  that  the  list  of  subscribers  would  bs 
opened  on  the  5th  of  November  and  closed  on  the  8th  of  November.  The 
Defendant  Company,  the  assignees  of  another  patent,  sent  a  circular  to  all  the 
leading  newspapers  for  publication  simultaneously  with  the  Plaintiffs 
prospectus.    The   Plaintiff^,  having  commenced   an    action    to  restrain    the 

15  Defendants  from  alleging  that  the  patent,  ufider  which  the  Plaintiffs  proposed 
to  work,  was  an  infringement  of  the  Defendants',  and  from  using  threats, 
moved  for  an  injunction  ex-j^arte  to  restrain  the  Defendants,  over  the  8th  of 
November,  from  issuing  the  circular. 

Held,  by  Byrnb,  J.,  and  the  COURT  OF  Appbal,  that  it  was  not  a  proper 
20  case  for  granting  an  ifyunction  ex  parte. 

The  Plaintiff  Company,  registered  on  the  9th  of  October  1897,  under  the 
Companies  Acts,  was  formed  for  the  purpose,  among  other  things,  of  purchasing 
the  Letters  Patent  of  John  Gustave  Bhodin,  No.  21,509  of  1896,  for  an  improved 
electrolyaer  or  electrolytic  apparatus,  and  all  foreign  and  colonial  patents  and 
25  protections.  The  prospectus,  with  the  form  of  application  for  shares,  was  issued 
on  the  3rd  of  November  1897.  Copies  were  sent  to  all  the  leading  London  and 
provincial  papers,  to  be  advertised  on  the  5th  and  6th  of  November.  The  list 
Qf  applieailons  for  iihiires  w^s  to  1^  closed  upon  Tuesday  the  8th  of  N<»veinbev. 


940  REPORTS  OP  PATENT,  DESIGN,      [Deo.  22, 1897. 

The  Commercial  Development  Corporation^  Ld.  v.  The  Castner-Kellner 

AlkaU  Company y  Ld. 

The  Defendant  Company  were  the  assignees  of  Letters  Patent,  No.  16,046 
of  1892. 

On  or  abont  the  4th  of  November,  the  Plaintiffs  learned  that  the  solicitors 
to  the  Defendant  Company  had  sent  to  all  the  leading  newspapers  for  publica- 
tion the  letter  dated  the  4th  of  November,  herea^er  set  out.  The  Plaintiffs'  5 
solicitors  thereupon  wrote  to  the  Defendants'  solicitors,  stating  that  if  any  such 
notice  or  any  similar  document  should  appear  in  any  paper  or  print,  they 
would  commence  immediate  proceedings  against  the  Defendants  and  all  others 
in  any  way  connected  therewith.  The  following  letter  was  also  sent  by  the 
Plaintiffs'  solicitors,  through  their  advertising  agents,  by  telegram,  to  all  the  10 
leading  newspapers  in  which  the  prospectus  was  to  be  advertised  : — 

"  We    understand    you    have    letter    from     The    Castner-Kellner   Alkali 
"  Company y  Ld.^  for  insertion,  with  the  opinion  of  Mr.  MouUony  Q.C.,  advising 
"  that  the  Rhodin  patent  is  an  infringement  upon  theirs.     Castner  or  KeUner 
"  opposed  Rhodin  patent  in  Germany,  and  was  defeated.    Have  instructions  to  15 
"  commence  proceedings  at  once  if  such  publication  takes  place." 

On  the  5th  of  November,  77ie  Commercial  Development  Corporation^  Ld.^ 
commenced  an  action  against  The  Castner-Kellner  AlkaU  Company^  Ld.^ 
claiming  an  injunction  restraining  the  Defendants,  their  servants  and  agents, 
from  alle^ng  by  letter,  circular,  advertisement,  or  in  any  other  manner,  that  20 
the  Rhodiil  apparatus  constituted  an  infringement  of  the  Defendants'  alleged 
patent  right,  if  used  for  the  making  of  alkali  in  the  United  Kingdom,  or  from 
threatening  the  Plaintiffs,  or  any  of  their  agents  or  customers,  with  legal 
proceedings  in  respect  of  the  manufacture,  sale,  or  use  by  the  Plaintiff  their 
agents,  their  customers'  or  licensees  of  such  apparatus.  25 

On  the  6th  of  November,  the  Plaintiffs  moved  for  an  interlocutory  injunction 
as  above  until  judgment  in  the  action  or  further  order. 

The  following  letter,  the  publication  of  which  the  Plaintiffs  succeeded  in 
stopping  in  all  the  papers  except  the  ^'  Times "  of  the  5th  of  November,  was 
the  letter,  in  respect  to  which  an  injunction  was  sought.  30 

"  117,^Cannon  Street,  November  4. 

"Sib, 

"  Referring  to  the  prospectus  of  J%e  Commercial  Development  Corpora- 
"  tion^  Ld,y  formed  with  the  object  {inter  alia)  of  purchasing  Mr.  J.  O. 
"  A.  Rhodiums  patent  improved  electrolyser,  the  directors  of  ITie  Castner-  35 
"  Kellner  Alkali  Company ^  Ld.y  hereby  inform  the  public  that  they  are  advised 
"  by  Mr.  Moulton,  Q.C.,  Mr.  BousfteJd,  Q.C.,  and  Lord  Robert  Cecil,  that  the 
"  apparatus  described  and  claimed  therein  will  constitute  an  infringement  of 
"  their  patent  rights,  if  used  for  the  making  of  alkali  in  the  United  Kingdom. 
"  A  copy  of  the  opinion  of  Counsel  is  annexed.  We  are  instructed  to  give  40 
**  notice  that  the  Castner-Kellner  Alkali,  Id.,  who  are  the  owners  of  the  patent 
"  referred  to  in  such  opinion,  will  institute  proceedings  against  any  person  so 
"  using  the  Rhodin  apparatus  so  soon  as  an  attempt  is  made  to  employ  it 
"  for  the  manufacture  of  alkali  in  the  United  Kingdom. 

"  We  are>  sir,  your  obedient  servants,  45 

**  Baker,  Blaker,  and  Hawea^ 

"  Solicitors  to  the  Castner-Kellner  Alkali  Company,  Ld.'' 

A  copy  of  the  opinion  was  annexed. 

An  afiddavit  of  Q.  A.  Grindle,  a  director  of  Plaintiff  Company,  was  read 
in  support  of  (he  motion^  verifying  the  facts  before  stated,  and  deposing  that  50 
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as  early  as  August  last  the  Defendants  knew  that  a  Company  was  being  formed 
to  purchase  the  patent :  that  they  also  knew,  at  the  date  of  registration,  that 
the  Company  had  been  formed  to  manufacture  and  use  an  apparatus  constructed 
in  accor^nce  with  Rhodin's  patent ;  that  although  they  hsid  known  this  for 
5  three  months  they  had  taken  no  legal  proceedings  ;  and  further  deposing  that 
he  had  been  informed  by  the  PlaintifEs'  advertising  agent,  that  unless  the 
Defendants  were  immediately  restrained  the  newspapers,  which  had  hitherto 
refrained  from  publishing  the  circular,  would  comply  with  the  Defendants' 
wishes  and  publish  the  same.    Three  af&davits  were  also  read  to  show  that  the 

10  publication  of  the  circular  in  the  *^ Times"  had  had  a  prejudicial  effect  upon  the 
Deponents  and  others  in  regard  to  taking  up  shares  in  the  Oompany. 

The  following  letter  from  the  Defendants'  solicitors  to  the  Plaintiffs' 
solicitors,  dated  the  1st  of  Noyember,  not  referred  to  in  any  affidavit,  was 
allowed  by  the  Judge  to  be  read. 

15  "We  have  been  consulted  by  our  clients,  The  Oaatner-Kellner  Alkali 
"  Company y  Ld.j  respecting  the  statements  made  by  Mr.  Harvey  with 
"regard  to  Mr.  J.  Q,  A.  Rhodin'e  patent  for  an  improved  electrolyser  or 
"  electrolytic  apparatus:  We  have  to  inform  you  that  our  clients  are  advised 
*'  that  anyone  working  the  process  as  described  by  the  patent  will  infringe  the 

20  "  patents  of  H.  F.  Castner  and  D.  Carl  Kellner^  which  are  now  owned  by 
"  our  clients  ;  and  on  our  clients  discovering  that  the  process  is  being  worked, 
"  they  will  at  once  institute  proceedings  against  any  person  or  companies  who 
"  may  work  under  the  Rhodin  patent.  We  write  you  as  we  see  your  names  on 
"  a  prospectus  of  the  Commercial  Development  Corporation^  which  we  notice 

25  '^  intends  to  work  the  patent  in  question." 

The  prospectus  of  the  Company  was  dated  the  30th  of  October,  and  a  few 
copies  were  distributed  before  the  final  issue. 

T.  Terrell,  Q.C.,  Asthury,  Q.C.,  W.  D.  MacConkey,  and  T  H.  Chray 
(instructed  by  Brooke,  Freeman,  and  Battley,  agents  for  Wright,  Beckett, 

30  and  Company^  of  Liverpool)  appeared  to  support  the  motion. 

Lord  Robert  Cecil  held  a  brief  for  the  Defendants,  who  had  been  served 
irregularly  with  the  notice  of  motion,  but  elected  not  to  appear,  so  the  motion 
was  heard  ex-parte.  In  the  course  of  the  case,  answering  questions  put  to 
him  by  Mr.  Justice  Byrne,  as  amicvs  curice,  Lord  R.  Cecil  stated  that  the 

35  Defendants  would  issue  a  writ  immediately. 

I'errell,  Q.C.,'and  Aatbury,  Q.C.,  submitted  that  the  Defendants  had  shown  such 
want  of  diligence  in  not  bringing  an  action  as  to  exclude  them  from  the 
benefit  of  Section  32.  What  harm  would  it  do  the  Defendants  if  the  Court 
granted  an  injunction  over  Monday  ?     [Byrne,  J. — It  may  induce  the  pu1;>lic 

40  to  think  there  is  no  truth  in  what  is  inserted  in  the  circular.]  The  acts  of  the 
Plaintiffs  did  not  constitute  an  infringement  of  the  Defendants'  patent  rights. 
In  an  action  for  infringement,  the  issue  would  be  whether  this  was  or  was  not 
true.  The  circular  was  not  a  mere  generals  warning,  and  therefore  should  be 
restrained  ;  Coats  v.  Chadwick,  1894, 1  Ch.D.,  page  347.     [BYRNE  /.—It  would 

45  be  going  very  far  to  grant  the  injunction  asked.  I  will  give  leave  to  serve  short 
notice  of  motion  for  Tuesday.  The  granting  of  an  injunction  might  be 
misinterpreted  by  the  public.  You  have  your  remedy  in  damages.]  The 
Plaintiffs  did  not  object  to  the  publication  of  a  statement  by  his  Lordship,  that 
there  was  no  decision  upon  the  merits  of  the  circular.    The  Defendants,  if 

50  appearing,  would  be  required,  according  to  the  authorities,  to  give  an  under- 
taking not  to  continue  the  publication  of  the  circular  ;  Fenner  v.  Wilson, 
10  R.P.C.  283.  An  injunction  granted  ex-parte  was  granted  upon  the  same 
principle  as  an  interlocutory  injunction.  The  damage  would  all  be  done  by 
Monday,  and  the  shares  would  not  be  taken  up.    [Byrne,  J. — I  do  not  suggest 

55  an  ex-parte  injunction  cannot  be  granted.    The  terms  of  Section  32,  and  the 

4  P 
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importance  of  allowing  persons  to  warn  others  as  to  their  intentions,  preclude 
jne  in  this  case  from  so  doing.]  The  Defendants  did  not  propose  to  bring 
an  action  until  an  attempt  should  have  been  made  to  use  the  process. 
PBYRNB,  J. — If  a  writ  had  been  issued  at  this  moment,  could  you  ask  for  this 
injunction  ?]  Yes.  The  Court  would  always  grant  an  injunction  to  restrain  5 
acts  done  mala  fidey  and  resulting  in  great  damage.  The  Defendants'  object 
was  to  prevent  people  subscribing  to  the  Company  in  order  to  stop  the  Company 
from  being  in  a  position  to  support  its  patent.  The  circular  was  not  a 
caution  to  the  trade  generally,  but  was  an  illegal  act.  If  (Defendants  being 
restrained  over  Monday)  the  shares  of  the  Plaintiff  Company  should  be  10 
subscribed  for,  that  could  not  be  an  illegal  act.  The  Defendants  were  only 
entitled  to  stop  an  infringement.  They  could  appear  on  the  motion  if  they 
wished.  Even  where  a  writ  may  have  been  issued,  the  Court  has  always 
insisted  upon  an  undertaking  not  to  issue  the  threats  pending  the  trial.  The 
Plaintiffs  could  satisfy  the  Court  that  there  was  no  infringement ;  and,  15 
therefore,  they  were  entitled  to  an  injunction.  Oolley  v.  Harty  6  R.P.C.,  17. 
They  also  cited  Mackie  v.  Solvo  Laundry  Supply  Company^  Ld.,  9  R.P.C.,  465  ; 
Fusee  Vesta  Company  v.  Bryant  and  May^  4  R.P.C.,  191.  No  underteking 
in  damages  could  be  enforced  in  a  threats  action,  but  the  Plaintiffs  were  quite 
willing  to  give  such  an  undertaking.  20 

Byrne.  </. — In  this  case  I  feel  that  I  cannot  grant  an  ex-parte  injunction.    As 
I  intimated  at  an  earlier  stage  of  the  case,  the  section  is  one  which  must  be  acted 
upon  with  great  care.    This  matter  is  brought  on  ex-parte^  and  upon  the  evidence 
which  has  been  brought  before  me  it  does  not  appear  that  communications  had 
taken  place  between  the  parties  prior  to  the  issue  of  the  circular  ;  bat  on  mj  25 
enquiry  whether  such  communications  had  taken  place,  a  letter  dated  the  1st  of 
November  is  produced  to  me  in  which  the  solicitors  for  the  Defendants  wrote, 
— and  that  on  the  day  following  the  date  of  the  prospectus,  and  therefore  at  the 
earliest  possible  moment — ^giving  this  notice  : — "  On  our  clients  discovering  that 
"  the  process  is  being  worked,  they  will  at  once  institute  proceedings  against  any  30 
"  persons  or  companies  who  may  work  under  the  Rhodin  patent."  What  the  reply 
to  that  is  I  do  not  know,  but  at  all  events  no  proceedings  are  taken  upon  that — 
the  prospectus  is  issued  in  the  face  of  that  letter,  and  on  the  4th  this  letter  is 
written  to  the  newspapers,  which  is  a  letter,  which  is  fair  enough  having  regard 
to  this,  that  parties  are  entitled,  if  they  institute  proceedings  with  due  diligence,  35 
to  give  fair  warning  to  all  the  world  that  they  mean  to  take  proceedings  against 
persons  using  what  they  conceive  to  be  an  infringement  of  their  patent.     Of 
course  the  question  of  the  balance  of  convenience  and  inconvenience  has  been 
put  to  me,  and  it  is  said  that  this  letter  is  written  with  a  design  of  preventing 
the  due  issue  of  the  shares  to  the  public  on  Monday.  I  feel  very  great  difficulty  40 
about  an  argument  founded  upon  this.    The  question  is,  have  the  Plaintiffs  made 
out  a  legal  right  to  this  injunction  ;  if  they  have  not,  and  the  Defendants  are  doing 
no  more  than  they  are  legally  entitled  to  do,  then  I  do  not  think  I  ought  to  grant 
an  injunction  simply  upon  the  argument  that  it  cannot  do  them  any  harm  if  I 
grant  it  over  Tuesday  next.    Under  these  circumstances,  without  delaying  45 
further — I  may  be  preventing  the  parties  making  a  further  application — I  do  not 
feel  justified  in  granting  this  application.    I  give  leave  to  serve  notice  of  motion 
for  Tuesday,  or,  if  you  prefer  it,  for  4  o'clock  on  Monday  afternoon,  but  I  do  not 
think  that  will  be  any  better  for  you.    Your  point  is,  that  unless  it  is  granted 
to-day  it  will  not  do  any  good.  50 

Astbury,  Q.C. — We  might  as  well  take  it  for  Tuesday  morning  if  your 
Lordship  gives  leave,  but  I  am  very  much  afraid  that  will  be  of  no  use. 

Bybnb,  J. — I  will  give  leave  for  Tuesday  morning. 

The  application  was  immediately  renewed  before  the  Court  of  Appeal. 

Terrell^  Q.C,  submitted  that,  apart  from  ^Section  32,  the  Plaintiffs  had  55 
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a  right  to  an   injunction   and  damages ;    Haleey  y.  Brotherhood^  L.R.  15 
Oh.D.,  5U. 

Chittt,  LJ, — ^You  do  not  seem  to  have  any  interest  in  the   patent  at 
present.    A  Company  is  being  formed  to  buy,  and  other  people  are  warning  the 
5  pnblic  that  they  will  get  nothing. 

Terrell^  Q.C. — ^It  does  not  matter  whether  Rhodin^B  patent  is  or  is  not  vested 
in  the  Plaintiffs.  The  circular  is  in  terms  a  threat  directed  against  the  Plain- 
tiffs in  order  to  prevent  them  carrying  out  their  intention  to  work  a  certain 
process. 
10  LiKDLBY,  Jf  JZ.^As  soon  as  the  prospectus  comes  out  they  warn  the  public 
to  take  care  what  they  are  about.  The  allegation  made  is  that  what  the 
Company  is  going  to  do  is  an  infringement  of  the  Plaintiffs'  patent. 

Chitty,  L,J, — Every  man  is  entitled  to  do  that  honestly.    The  threat  must 
not  be  made  with  an  ulterior  object,  but  must  be  bond  fide, 
15      LiNDLBY,  M.R, — The  Defendants  cannot  very  well  prosecute  an  action  until 
the  Plaintiffs  infringe. 

Terrell^  Q.C. — An  action  'could  be  brought  upon  a  threat  to  infringe.    The 
issuing  of  the  prospectus  is  a  threat  to  infringe. 

Chitty,  LJ. — ^They  can  treat  it  as  an  idle  threat  when  you  have  not  got  the 
20  patent.    The  possession  of  the  patent  does  not  matter.    The  Defendants  will 
not  have  any  article  to  produce  to  show  infringement  until  you  commence  to 
manufacture. 

LiNDLBY,  MJR. — This  is  not  a  proper  case  for  an  ex-parte  injunction.    I  see 
the  difficulty  you  are  in.    You  may  give  notice  for  Tuesday.    A  Patentee  has . 
25  no  right  to  sit  down  and  wait  until  other  people  have  invested  a  great  deal  of 
money  in  working  processes  and  then  to  bring  an  action. 

Chitty,  L.J. — These  people  are  not  encouraging  you.  They  are  warning  the 
public  against  you.  A  reasonable  time  within  the  section  meant  a  reasonable 
time  from  the  time  when  the  action  might  be  commenced. 
30  LiNDLKY,  M.B. — The  Defendants'  letters  may  be  perfectly  honest ;  and,  if 
they  are  honest,  we  should  be  doing  an  immense  injustice  in  granting  an  ex-parte 
injunction.  I  think  it  is  perfectly  plain  that  it  would  be  very  wrong  to  grant 
an  ex-parte  injunction  in  this  case,  and  we  will  not  do  it. 

Chitty,  L,J.^1  think  so  too  ;  but,  of  course,  nothing  I  have  said  in  the  course 
35  of  this  argument  will  prevent  Mr.  TerrelVs  clients  from  hereafter  moving  on 
notice. 

Vaughan  Williams,  L.J,^  concurred. 
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In  the  Court  of  Appeal. 

B^ors  Tub  Mabtir  of  thi  Bolls  and  Lords  Justiobs  Ohittt  ud 
Yattghak  Williams.— November  11th  and  18th,  1897. 

RiPLBT  V.  Baedkt. 


In  this  ease  the  Plaintiff   appealed  from  the  jndgrment  of   Mr.  Justice  5 
Ebebwich  ;*  bnt  after  the  appmd  had  been  partly  heard  it  -was  compromised 
oil  tmns- which  were  not  stated  in  Oonrt. 


*  Ante  p.  69L 


In  the  High  Court  of  Justice.— Chancery  Division. 

Before  Mr.  Justice   Romer.— November  ^Ith  and   16th,   1897. 

Perry  and  Company  v.  Bernstein  and  Beissrarth.  iq 

Beissbarth  and  Bernstein  v.  Perry  and  Company. 


On  these  actions*  coming  on  for  trial  before  ROMER,  </.,  a  compromise  was 
come  to  between  the  parties,  the  terms  of  which  were  not  folly  stated  in 
Court. 


V 


*  aeeamUp.  148. 
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